. é*

_‘Effectlve Date.: March l 1982

- (202) 395- 6810. - . -

'1ncustr1a1 concerns, and Federal agenc1es

EXECUTIVE OFFICE OF THE PRESIDENT e

. OFFICE OF MANAGEMENT AND BUDGET ST
WASHINGTON, D.C. 20503 S

_OFFICE OF FEDERAL -

PROCUREMENT POLICY

OFFICE OF MANAGEMENT AND BUDGET '
OFF ICE OF FEDERAL PROCUREMENT POLICY

Clrcular No A—l24 Patents ——Small Firms
"~ " And Non- ProfltOrganlzatlons

‘Agency: Offrce of Federal Procurement. Pollcy, Office of
'Management ‘and Budget.l_ ‘ S

Actlon- “Final RUle.

-'Summarz " This Clrcular, 1ssued pursuant to the authorlty

contained in P.L. 96-517, sets forth pollc1es, procedures and
a standard clause for executive branch agency use with regard'
to inventions made by small business firms and non-profit
organizations ' and . universities under funding agreements
(contracts, grants and. ~cooperative agreements) with Federal
agencies where a purpose- 1s to perform ‘experimental, develop—’

- mental and research work. ‘' This supersedes OMB Bulletin ‘No.-

81-22 and reflects publlc c0mments recelved on’ OMB Bulletlnﬁo'
No. 81~ 22. - . e o . R

For Further Informatlon Contact - Mr, Fred-'H. ‘Dietrich,

‘Associate Admlnlstrator, Offlce of Federal ‘Procuremént

Policy, 726 Jackson . Place, N.W;, Washington, D.C.. 20503

Sgpplementary Informatioﬁif‘This-éircular"is a rev151on:0£10MB
Bulletin No. 81~22 which was issued on July 1, 1981,
accompanied by a request for comments from the publlc and

-Federal agencies. Approxrmately ‘138 comments were recelved‘-

from individuals,  universities, nonproflt, organlzatlons,

Coples of all the comments are avallable on. record at OFPP A
compilation of summaries of the comments organized by Bulletln_

section along with a rationale for. their disposition can be

obtained by wrltlng to: Fred Dletrlch, address ‘as . above.

'.The Bulletln has been 'reformated for easrer readlng éand

simplified reférence to its ‘provisions. For -example, ‘the
standard clause’ has been moved from the body of the Circular
to Attachment A, Instructlons and policies on the use of the
standard . clause - have 'been ~consolidated ‘in ~-Part 6 7.
Instructions for modification or tailoring of the c¢lause have_
been consolidated in Part 8. Other general policies relating

‘to the clause or the Act have been treated -in separate parts.




Some of the more 51gn1f1cant changes that were made as a
result of the comments are discussed below. Explanations are
~also given as to why_certain commentsﬁwere_not adopted..

I. ‘Comments Relatlng to Pollcy and Scope’ Sectlons

a. Subcontracts

A number of comments 1ndlcated that more clarification on the
appllcatlon of the Circular to subcontracts - was . needed.
Revisions were made in Part 5 and Part 7c. to address. this
concern. . _ B G S

B. leltatlon to Fundlng Agreements Performed in the Unltedf
States - . . _

There were also a large number of comments: questlonlng the
llmltatlon of the Bulletin to funding agreements performed in
the United States. . The Circular has been revised to eliminate
any . dlstlnctlons based on where the funding agreement is .
performed. However, - the ~definition ~ of - "nonprofit
organization" at 35 USC 201 has been interpreted to cover only
domestic nonproflt organizations. = The definition of "small
business” in SBA regulations which are referenced in the Act
excludes foreign business. A strong argument can be made. that
the Congress did not include foreign nonprofits. Por example,
that part . of the statutory definition . referen01ng_
organizations "quallfled under a State nonprofit organization
statute"” clearly is limited to U.S. organizations. Similarly,
that part of the definition referencing Section 501 of the Tax
Code manifest an intention to cover U.S. based organizations,.
since. foreign corporations are not subject to U.S. tax except
if they are doing business 1n the Unlted States. [T

c; : Inventlons Made Prlor to July l 1981

part 5 of the Clrcular 'was rev1sed, as - suggested by
commentors, to  encourage agencies to treat inventions made
under funding agreements predating -the Act in a manner similar
to 1nvent10ns under -the Act, 1f such actlon 1s consxstent w1th
law. . , -

D._' Ccilahorative PeSearch and “De minimus® Recommendations

There were several comments that . some "“de mlnlmus“ standard be
established to define a threshold contribution of government
funding to the making of a -jointly funded invention below .
which the Circular regulations should not -apply. These
recommendatlons were rejected as ‘being 1ncon51stent w1th ‘the




Act which does not define SUbJect'lnventlon'rn terms of the
size of the government - flnanc1al contrlbutlon in maklng the
1nvent10n C S _

These comments aPPear to{TBe baeed.'on a conoerni'that?fthe

Circular does not provide adequate guidance on the obligations
of a recipient of government research funds when- such research

is closely related to other research: sponsored by an
industrial concern. 'Since one of the primary purposes of P.L.
96-517 is ‘to foster cooperative research -arrangements: among
government, universities and industry in order . to gmore

~effectively utilize the productive resources of the nation in
. the creation and commercialization of new technology, it is

important to remove any doubt as to the propriety of: such
cooperative arrangements and the proper applzcatlon of the

-Clrcular to them.

Tradltlonally there “have been. nov conditionS' 1mposed on

‘reseéarch performers by the government which would preclude

them from: acceptlng research funding from other sources: to
expand, to-aid in completing or to conduct. separate investi~

'.gatlons ‘'closely related to research activities sponsored by

the government. ~ Such ‘complex funding arrangements are a -
necessity given the limited financial resources of 1ndlv1dual-'

- sponsors, the unpredlctable nature and cont1nua1 expansion of
' research, the sharing of expensive resources, and the dynamlc

1nteract10ns among sc1entlsts at research 1nst1tut10ns._'

Notw1thstandlng the rlght of research organlzatrons to accept.
supplemental funding from other sources for the purpose of"
expediting or more comprehensively accompllshlng thé research
objectives of the government sponsored project, it is clear
that the Act would remain applicable ‘to any invention "con-
ceived or first actually reduced to practice in. performance"t

- ofithe pro:ect Separate accountlng for the two funds used: to

support the progect in this case is not a determlnlng factor.'V

' To' the extent that 'a non- government Sponsor establlshes a

project which, -although closely related, falls outside ‘the
planned  and committed. activities of a government funded

project and does not-'diminish or distract from the performance

of such activities, inventions made in performance of the non-
government 5ponsored project would not be subject to  the
conditions -of the ' Act. An example of such related but
Separate progects would be a government sponsored pro;ect
hav1ng research objectives to expand scientific understanding
in a field with a closely related industry sponsored project
having as its objectives the application of such new knowledge
to ‘develop ‘usable new  technology. The time relationship in.




conducting the two projects and the use of new fundamental
knowledge from one in the performance of the other are not’
important determinants since most inventions rest on a know-
ledge base built up by numerous independent research efforts -
extending over many years. ' Should such an . invention be
claimed by the performing organization to be the product of
non-government sponsored research and be challenged by the
sponsoring agency as being reportable to the government as a
-“subject 1nvent10n » the challenge is'appealable as described
in Part 14 c.: T T S S g _

An 1nvent10n whlch is made out51de of the research act1v1t1es
of a government funded progect but which in its making other-
wise benefits from such project without adding to its cost, is
- not viewed as a "subject invention" since it cannot be shown
to have been "conceived or first actually reduced to practice”
in performance of the project.: 2&n obvious example of this is
a situation where an instrument purchased with government
funds is later used, without interference with or cost to the
government funded project, in making an invention all expenses
of whlch 1nvolve only non- government funds.- s co

'E‘a_ ReportS-to the General Accountlng Offlce,_

In response to the comment of one agency, Part 7.b.(2) was
amended to avoid the necessity of agencies that do not enter
into research grants or contracts with nonprofit organizations
or small businesses. from_ having to make reports to. the
Comptroller General. I P N S

F._' nght to Sublicense Forelgn Governments":

Several commentators ‘expressed concern.‘that the optional
language authorized for addition to the standard .clause to
permit sublicensing in accordance to treaties or .international
agreements was too open-ended. In response. to this Part 8.d.-
now " requires  that -existing treaties ‘and international
agreements be identified when the optional language is used.
However, in view of the broad wording of the statute, agencies
may continue- to  use the optional language' for "future"
treaties at their discretion. However, specific langluage has
been added to encourage agencies  to drop the reference- to
future treatles unless shown to be in the. natlonal 1nterest :

One agency also expressed the concern that’ the language in the
Bulletin ‘was too 1limited and implied only . a right to
- sublicense, whereas some 1nternat1onal agreements call. for
more extensive rights. Section 8.d. has been revised to make
clear that more than the right to sublicense can be taken.




-~G.: 'Publication'or'Reiease'of'Invention Disclbsures

Some agencies expressed the concern that the language in Part
5.b.(4) of the Bulletin required agencies to delay publication
for excessive periods.. Careful review of the language of Part

b (4) indicated that it needed to be restructured to more
clearly distinguish between situations where the publication
of technical reports was involved and situations where the
‘release or publication of invention disclosures provided as
required under the standard clause was involved. Part 9 has
been revrsed to distinguish between the two and to clarlfy the'
-pollcres in. the two situations.

H. Reportlng on - Utlllzatlon of Subject Inventlons:

In response to-the=comments of one agency and to minimize the
burden on contractors, Part 10 provides that agencies shall
not implement their rights to obtain utilization reports under
the standard clause until a Government-wide reporting format
is established. This will be one of the flrst tasks of the
Department of Commerce as lead agency. -

Also - adopted was the recommendatlon of ‘one “‘commentor that;
_utrllzatlon reports - be ~afforded ‘maximum  protection from
disclosure " as  authorized by P.L. 96-517. - Accordingly,
“language was revised to provide that such reports "shall not"

be dlsclosed under FOIA to the. extent permltted by 35 USC

~202(c ) (5).

I._ :Procedures for Exerc1se of March in nghts

'_.35 USC 203 requlres that march in  rights be exerc1sed “in
accordance with OFPP regulations. ‘There were extenslve

comments on the procedures included ‘in the Bulletin and a .

“number of changes have been made as a- result of the- comments.'

- Several agenc1es felt the procedures were too formal and
cumbersome. Some universities were also concerned that there’
did not appear to ‘be a way - for an agency to reject a march-in
without going ‘into ‘a full-blown procedure. ' To: address these
concerns part 13. b. was added to provide for an informal and
rapid agency decision-making process as ‘to whether ‘or not to -
begin a more formal proceeding. Part 13.h. was also added to
“make clear that -an agency could discontinue a proceedlng ‘at
any time it is satisfied that march-in 'is not warranted. 'This
emphasizes - that march-in is strictly a matter ‘for agericy
discretion. -Even though an agency may begin march~in because
of the complaints of a third-party, that third party does not
have "standing and cannot insist on either the rnrtlatlon or

contlnuatlon of a march in proceedlng :




A number of universities asked that time limits be placed on
the duration of a march~in proceeding. It is not believed to
be practical to place an overall time limit on a march-in
proceading, particularly since delays in fact-finding might be
the result of contractor reguests for delays. . However, Part
13.b. includes a procedure for informal agency decision-
making, as noted above, with specified time restraints. In
addition, Part 13.g. places a 90 day time 1limit on the
1ssuance of a determlnatlon after fact flndlng is completed

Several _ universities  also - recommended that march-in
determinations be appealable to the 1lead agency.  However,
this recommendation was not adopted. = It is believed the
procedures established will ensure that march-ins. are only -
‘exercised after careful consideération. Contractors may also
appeal any arbitrary decisions or those not conducted in
accordance wrth proper procedures to the courts. '

Part 13. 3. was added to clarlfy the relatlonshlp of the

procedures of the Contract Disputes Act to the march-in
procedures of Part 13 c. =g. to the extent a determlnatlon to
march—rn is con51dered a. contract dlspute.=- :

Several _unlversltles_-_also recommended that march-in

proceedings -‘be closed . to the public where confidential -

information might be disclosed. Language has been included in
Part 13.e. to require this. The information on utilization
obtained as part of a march-in is considered within the scope
‘of the utilization information which agencies are required to.
obtain the right to under 35 USC 202(c){(5), and the . same
‘statutory exclusion from disclosure is applicable to it. It
can also be expected that the same information would be trade~
secret information exempt from public dlsclosure.'

CoJ. Apgeal

As a result of a number of comments, it was determined that
the appeals provisions of Part 5.g. of the Bulletin did not
‘address the full scope. of appealable .decisions. and that
partlcularly in forfeiture cases more .detailed procedures
should be followed. Part 14 has been revised .accordingly.
However, other recommendations to allow appeal to the. lead
agency were not adopted since a number of agencies were
concerned that this would interfere w1th thelr prerogatrves.,

Since. 1t is antlclpated that 1n contract srtuatlons a number
of these actions would be subject to the Contract Disputes
Act, language was added to Part 14 to ‘expressly acknowledge
~that procedures under that Act would fully comply w1th the

requlrements establlshed in Part 14. - _ '



K. Multlple Sources of Agengy Support

One unlver51ty suggested that there was a need for addltlonal
guidance in cases when a subject invention can be attributed
to more than one agency fundlng agreement. To address. this
.concern Part 16c. was added to require agencies to select one
agency to administer a given subject invention when there have
been multiple agencies providing support. It is intended that
only.that-agency could then exercise march-in or take other
actions under the clause. It would be a matter between the
~agencies as to how any actions of the selected agency would: be
.coordlnated w1th the others. .

La : Lead Agengy

: Bulletln 81 22 noted that the lead agency concept was under
~discussion and solicited comments on this matter. -The
Départment of Commerce has been selected as the new lead
agency based on its prior experience and wide ranging interest

in. technology  transfer, productivity, innovation: and

Government patent pollcy The lead agency will, among other
assignments, review agency implementing regulations;
disseminate and collect information; monitor administrative-
or compliance measures; evaluate the P.L. 96-517's implementa-
‘tion; and recommend-apprOpriate'changes to'OMB/OFPP.= _

M. Optional’ Clause Language at Sectlon 5b. (1)(V1)'of‘the
Bulletln ' , _

The most commented upon aspect of the Bulletln was - the
optional reporting -language authorized by Part 5.b.(1) (vi).
'Approximately 70 comments were received from universities- and
nonprofit organizations objecting to its use. The premises
unde;lylng the rationale for the optlonal language was brought
- in question by a number of commentors. Many others made:the
point that the use of the c¢lause would undermine their.
llcen51ng efforts, result in nonreporting of inventions by
inventors, and would generally be counterproductive. By way
of contrast no agency prov1ded any ratlonale for the need for
these prov151ons. s S o

In view of ‘the comments and lack of any establlshed need for
the optlonal language, part 5.b. (1) (vi) of the .Bulletin has
been eliminated from +the final Circular. ~As wlill be
discussed, below, some changes have been made to paragraph c. .
of the standard clause of Attachment A of the Circular that

relate to the 1ssues ralsed by the optional language.




II. Ccmments on Standard.Patent Rights Clause'

A, Paragraph b, = Llcense to State and Local Governments

One agency suggested that the right to license ‘state and local
governments be made part of the standard rights of the
Government. This, however, has not 'been done since the
granting of licenses to state and local governments is not:
consistent with P.L. 96-517. That statute defines the
Government's 1license rights, and any expansion of  these
rights, would have to be justified under the "exceptional
circumstances” language of 35 USC 202 on a case-by-case basis,
It is not anticipated that the taking of such rights would
ordinarily be consistent with the policy and objectives of the:
Act since such licenses have acted as a disincentive to
general commercialization. - Thus, while appearing to be useful
to state and local governments  such licenses have actually
acted to their disadvantage to the extent they have precluded
" private development of 1nvent10ns useful to state and local
governments., : : . : :

B. . Paragraph C. - Reportlng, Electlon, and Dlsclosure

There were. -a number of comments on various aspects _of
paragraph c¢. As a result some changes have been made. In
general, these changes were designed to provide a reasonable
accommodation - to the interests of several ~agencies in

obtaining early knowledge of inventions and to minimize the
possibility of statutory bars being  created: in .situations
where the agency might wish to seek patents if the contractor
does not elect rights. Thus, the reporting period was lowered =
from six months to two months after contractor. personnel-
become aware of the invention. Paragraph (c) (1) also contains.
revised language to ensure that contractors keep. the agency
informed as to initiation of the one year statutory period
within which a patent appllcatlon must be fllEd in order .to
obtain a valid: patent in the United States. - The period: in
which an agency may require an election of rlghts has - also
been increased from 45 days prior to a U.S. statutory bar to
60 days. However, the reguirements that a contractor also
file 45 days prior to the bar date has been eliminated, but
paragraph {¢) (3} has been revised to require the contractor to
. file before the U.S. bar date in all cases. It is believed
- that it would be. rare for a contractor to elect and not file
within this time. It is also expected that an interested
agency should be able to discuss with a contractor its plans
for filing. If the contractor has subsequently changed its
mind, the agency .should be able to -either convince the
contractor to rescind its election or to take title under
paragraph (d) on the grounds that the contractor has, in
effect, abandoned its application. Should any real problems
in this area develop in the future, consideration would be




given to tightening up the clause pr0v1s1ons'to cover cases
when a contractor elects but makes no progress towards the
timely preparatlon for: flllng. : , .

. One. commentor expressed the eoncern that the clause requlres a
contractor to file foreign patents if it elects rights. . It
should be clear that while there is an implicit obllgatlon to
file an initial patent application when an election is made,
‘the language is not intended to require the filing of foreign
applications. Instead, it is intended to establish a cut-off
point so- that the sponsoring “agency can file ' foreign
applications if the contractor decides not to.

In short, the clause prOV151ons have been wrltten to ensure
that agencies are able to make U.S. filings in cases when
contractors have received reports from their inventors in time
to.allow this but are not themselves interested. Where such
initial filings have been made, the clause is designed to
protect the opportunity for the filing of foreign patents in
- cases when a bar was not created prior to the initial filing.
. However, it has been determined to be unreasonable to require
contractors to forfeit domestic rights because publication
creates an immediate bar to valid patent protectlon in some

'.forelgn countries. -

. Paraggaph k

There were several comments on paragraph k. Some commentators
were apparently unaware that these restrictions are reguired
by P.L. .96-517.  One commentator incorrectly interpreted
paragraph k. (2) as requiring agency approval of exclusive
licenses to large firms, whereas the language only reguires’
- approval of licenses to such firms which would exceed the five
and eight year perlods in the statute.

Probably the most 51gn1f1cant comments in this area were
related to the use of the word “"any" in paragraph k. (3). It
was pointed out that the use of the word "any" could be inter-
preted as requiring sharing of gross royalties, whereas many.
univergities have sharing formulas based on net royalties. In
response to these comments, the word "any" has been dropped
since it is not in the statutory language. The intent is that
nonproflt organlzatlons share either on a net or gross basis
in accordance w1th thelr usual policies. S

' There were als: a few comments that some minimum sharlng
formula be established. However, this suggestion was rejected -
as being inconsistent with the legislative intent as manifest
on p. 33 of Senate Report 96-480. _




Paragraph 1 - Communlcatlons'

A new paragraph has been added at the - end of the clause in
which agencies are instructed to designate a central point of
contact for administration of the clause. This paragraph was
added as a result of a number of comments suggesting this in
‘lieu of the provision in the bulletin that contact points be
indentified throughout the clause whenever notlces or communi-
catlons to the agency were regquired. : -

OMB-C;rcular NQ,A~124_follows.-.

- Administrator
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. comments from the public and Federal -
" agencies, Approximately 138 comments
" - were peceived from individuals, ==
' univérsities, nonprofit organizations, .-

_ .-'-':h_ldus_t}'ial concerns, and Federal .- "
Circular No. A-124, Patents—Small - "8Z0000 - ents are
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-comments organized by Bulletin section
along with a rationale for their -

- -digposition can be obtained by writing '
" 'to: Fred Dietrich, address as above. . -

The Bulletin has been reformated for

. easier reading and simplified reference

to its provisions. For example, the-
standard clause has been moved from
the body of the Circular to Attachment

" A Instructions and policies on the use of
the standard clause havebeen - . .. -
consolidated in Part 7. Instructions for
“modification or tailoring of the clause
have been consolidated in Part 8, Other
general policies relating to the clause or

the Act have been treated in separate

. parts. Some of the more significant -~ -
changes that were made as aresultof =

__the comments are discussed below. =~
. Bxplenations are also given as to why -

certain wmmenu were ot _qdq'pted._ _

.1 Comments Relting to Policy snd .

A mimber of comments indicated that -

“more clarification on the application of
- -the Circular to subGantracts was -
" needed. Revisions were made in Part 5 e

-and Part 7c. to address this concern. ERERES

' T. Inventions & fade Prior to July
- Part B of the Circular was revised, as
"+ ‘suggested by commentors, to encourage

'~ 'agencies to treat inventions made under

' B, Limitation to Funding Agreements =~

Performed in the United States

" There e alsoa large numberof

mments uestioning the limitation of
the Bulletin to funding agreements

. performied in the United States. The "
'Circular has been revised to eliminate -
_ any distinctions based on where the
- funding agreement is performed. .
*" However, the definition of “nonprofit _
. organization™ at 35 U.5.C. 201 hasbeen = -
- interpreted to cover only domestic
* nonprofit organizations. The definition

of “small business” in SBA regulations

-which are referenced in the Act
- excludes foreign business. A strong’

ent can be made that the Congress
did not include foreign nonprofits. For

... example, that part of the statutory

: definition referencing organizations
' #qualified under a State nonprofit

" organization statute” clearly is limited
.10 U.S. organizations. Similarly, that part

of the definition referencing Section 501
of the Tax Code manifest an intention to

_eover US. based organizations, since
. foreign corporations are not subject to

.S, tax excapt if they are doing

. business in the United States. """

1,1981

‘funding agresments predating the Act in

. amanner similar to inventions under the .
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 Act, ifauchncﬁonianonnstentwlﬂ:
" law.

. D Collabomnveﬂesmﬁ and "de
. minimus Reoommmdahons .

There were uvsral commaents that
some “de minirnus” standard be
. established to define a threshold
- contribution of government funding to -
the

should not apply. These
"' recommendations were rejected as
‘being inconsistent with the Act which
does not define subject invention in *

terms of the size of the government - .-

. financial cnntribunun in mnkms the L
invention, .

. These comments appear to be based
on a concern that the Circular does not

provide adequate guidance on the

. research funds when such research is

" closely related to other research

- sponsored by an industrial concern. -

Since one of the primary purposes of

. Pub. L. 96-517 is to foster cooperative ~
_ research arrangements among

arder to more effective]y utilize the -

productive resources of the nation in the_

N creahon and commercialization of new
* technology, it is important to-remove
.. 'any doubt‘as to the propriety of such’
.. cooperative arrangements and the
Ehroper applicauon of the Cu'cular to

'I‘radmcmally tbere have been no
-conditions imposed on research

performers by the government which

. would preclude them from accepting
research fundmg from other sources to
- expand, to aid in compleung orto
conduct separate investigations closely
- - related to-research activities sponsored
- by the government. Such complex '
funding arrangements are a necessity
- given the limited financiel resources of
individual sponsors, the unpredlctable

o nature and continual expansion of :

research, the sharing of expensive
resources, and the dynamic interactions

among scientists at research institutiona

. Notwithstanding the right of research

- organizations to accept snpplemental

.. funding from other sources for the.

. purpose of expediting or more. " -
. comprehensively accomplishing the

_. research objectives of the government

..q;m-edproject. it is clear that thert
. would remain applicable toany . .
_inyention “conceived or first nctunlly s

" reduced io practice in performance” of
.- the project. Separate accounting for the

: -twoﬁmd:medlolmoﬂtheprolectm
.- this case is not & determining factor,

To the extent that a non-government
sponsor establishes a project which,” -
- although closely related, falls outside -

making of a jointly funded invention
., . below whichtheCm:ularmg_uIahuns o

... performing organization to be the

P _Gowemments

: the plannad nnd mmiﬂad acﬁvlﬂen of
.’ a govermnment funded project and does

not diminish or distract from the

.. performance of such activities, o
. inventions made in performance of the 5
. non-government sponsored project .
would not be subject to the condxtmns d.f

the Act. An exsmple of such relntsd bul
separate projects wouldbea

government sponsored project havins -
expand adennﬁc
. understanding in feld with a dou!y '

" related industry spoasared pro
_having as its objectives the applicauon

research objectives to

of such new knowledge to develop

- usable new technology. The time " _' .
-relationship in conducting the two -
. projects and the use of new fundamenta
‘knowledge from one in the performance'
* . of the other are not important

- 'determinants since most invanuom relt e
. obligations of a recipient of govemmem S

on a knowledge base built up by -

numerous independent research eﬁom N
extending over many years, Shou.ld mch :

ap invention be clafmed by the "

product of non-government sponnured

s _research and be challenged by the -

government, universities and mdustry in- - gponsoring agency as baing reportable

to the government as 8 “subject

_invention”, the challenge'is appeahhle :
as described in Part 4.
.- &ninvention which is made ontmde of '
"’ the research activities of a government -
.- funded project but which in its malung
~'. otherwise benefits from such project
7 without sdding to its cost, is not \newed. E
as a “subject invention” since it .cansiot .
. be shown to have been “conceived or’ '
first actually reduced to practice™ in- "
performance of the project. An obvions -
~example of this is a sitvation where an
_instrument purchased with government
- funds is later used, without interference -

with or cost to the govermment funded -

‘project, in making an invention all
‘ expenses of which mvohve nnly non--

government funds,

: .:_E. Reparts to the Geneml Accountmg .
i ‘Oﬁice Dot V

In responae to the comment of one
agency, Part 7.b.(2) was amended to -

"avoid the necessity of agencies that do -

not enter into research grants or -

;- contracts with nonprofit orgamzauons
. or small businesses from having to make’

reports to the Comptrolier Genera]
F. Rightto Sub!meme Fom;gn e

_Several commentnton expreued
concern that the optional language

agreements was too open-ended. In

“response to this Patt 8.d. now requires .
*th’s_u exutmg _t;enﬁel and intematiop_al :

'langiage has been added 6 encourage

" tresties unless shiown to be in the -
" national interest, g :

. the Bulletin and a number of changes

agreements be identiﬁed when the
optwnal language is used. However, in
view. of the broad wording of the ntatute
agencies may continue to use the -

. -optional language for “future” I:reauel ot
.. their discretion. However, specific @ -

agendesmdrop!hereferemetofutm : o

. Dneagenqllwwme

" "concern that the language in the Bulletm s
.- was too limited and implied only a nght
" _to sublicense, whereas some
. jnternatione] agreements call for more
_.extensive rights, Section 8.d. has been
- revised to make clear that more than the

ng_ht to- sublwense can be taken.

C G Pubbcauon arBelease of Invenaan
-_Dzwlasw'ea

-Some agenmes expressed the concern

%hatthalanguagein?arlshm ofthe ..~
- Bulletin required-agencies to delay - -
- - publication for excessive periods.

. Careful review of the language of Part

5.b.{4) indicated that it needed to be

- restructured to more clearly dlstms‘uisih
- between situations where the . . = -
“publication of technical feports was"
~-involved and situations where the .

release or publication of invention

o disclosures provided as required under byt
the stanidard clausé was involved. Part9. .
- has been revised to distinguigh between .. .

" the twoand to clarify the pohc:es inthe =+ ..
two sltuatmns. S f B

- H Repartmg on. ‘Umxzauon of Subject
' -Inventmns s

In response o the comments uf one °

" agency and to minimize the burden on

contractors, Part 10 provides that
agencies shall not implement their rights -

. to obtain utilization reports under the.

standard clause until a Government-
wide reporting format-is established.
This will be one of the first tasks of the " ’

-Department of Commerce as lead :

agency.’
Also ndopted wasthe
recommendation of one commentor that ‘

" utilization reports be-afforded maximum
_ protection from disclosure a5 authorized -
by Pub. L. 96-517, Accordingly, language .

was revised to provide that such reports
“shall not” be disclosed under FOIA to
the extent permttad by 35 U.S.C mz(r.]
11 I

Prooechm for Exermse of Mamh- in . o

- authorized for addition to the utandald"_- _.R'SM’
" clause to pernfit sublicensing in - :

. accordance to treaties or intemntional .

] U.S.C. am requires tiuit marc.h-m

‘ ,:Ulubemrdmdmmdancemth

OFPP regulations. There were exiensive
eomments on the procedures included in




- --agency decision-making, as noted
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have been made as a'result of the
comments. .-
"~ Several agenmes felt the proceduros

- were too formal and cumbersome. Some ~

universities were also concerned that
there did not appear o be a way for an.
agency to reject a march-in without -
going into a full-blown prosedure, To -
address these concerns Part 13.,b, was
added to provide for an informal and
rapid agency decisionr making process as
_ to whether or not to begin a more formal
proceeding. Part 13.h. was also added to
* make clear that an agency could :
. discontinue a proceeding at any time it
is satisfied that march-in is not -
warranted, This emphasizes that merch
in is strictly a matter for agency =~
- discretion. Even though an agency may
begin march-in because of the ~ :
complaints of a third-party, that thjrd ‘
party does not have standing and cannot
insist on either the initiationor
‘continuation of a march-in proceeding,
© A number of universities asked that -
time limits be placed on the duration of -
- a march-in proceeding. I is not believed -
to be practical to place an overall time
limit on a march-in proceedmg.
particularly since delays in fact-ﬁnding
might be the result of contractor :
requests for delays. However, Part 13 b
.- includes a procedure for informal =~
. above, with specified time reatrnmts I.n
addition, Part 13.g. places a 90 day time
limit on the issuance of & determinatlon
- after fact-finding is completed.
Several universities also
- recommended that march<in -
. determinations be appealable to the
- lead agency. However, this :
recommendation was not adopted. It is:
believed the procedures established will .
. engure that march-ins are only exercised
after careful consideration. Contractors
_ may also appeal any arbxtrary decisions
or those not conducted in accordance .
with proper procedures to the courts,
" Part 13,j. was added to clarify the
 relationship of the procedures of the
Contract Disputes Act to the march-in -
procedures of Part 13 ¢.—g. to the extent
a determination tomarch-inis .. -
considered a contract dispute. .
- Several upiversities also- . ..
~ recommended that march-in proceedmss
be closed to the public where
confidential Information mightbe - -
disclosed. Language has been included
-in Part 13.e. to.require this, The - . e
information on utilization obtained as - -
" part of a march-in is consi$2red within~
_the scope of the utilization information f
which agencies are required to obtain
the right to under 35 U.5.C. 202(c)(5), and
" the same statutory exclusion from
disclosure is applicable to it. It can also
_ be expected that the same information .

e wou]d be’ trade-ueoret informahon :

"' forfeiture cases more detailed

_then" prerogratives, . ... .. .- .
Since it is anticipated that in oontract :

= established in Purl 14, O
K. Multiple Sources of Agericy SUPP""‘ :

" -when there have been muitiple agendee
‘ provndmg suppott. It is intended that -

* . Government patent policy: The lead -

_ Approxunetely 70 commentn were.

exempt from public dlsolosure

Asaresultofa number of comments,
it was determined that the appeals::

decisions and that particularly in -
procedures should be followed. Part 14

- has been revised accordingly. However,
other recommendations to allow. appeal o

to the lead ‘agency were not adopted .-
since a number of agencies were . -
concerned that this would mterfere w:th

gituations a number of these actiona -
would be subject to the Contract
Disputes Act, language was added to ..
Part 14 to expressly acknowledge that -

. procedures under that Act would fully o

“comply with the requu'emente e

 One university suggested that there -
was a need for additional guidance in

cases when a subject invention can be NS

attributed to more than one agency -
ﬁ.mdmg agreement. To address this

- administer a given subject invention . -

only that agency could then exercise

march-in or take other actions under the '

" clause. It would be a matter between the " “ . f . i
. - the “exceptional circumstances

‘language of 35 U.S.C, 202 on a case-by- . :

agencies aa to how any actions of the .

selected agency would be coordinated

with the others.
L. Lead A,gency

Bulletin 81-22 noted that the !ead
-agency concept was under discussion -
.. and solicited comments on this matter.
- - The Department of Commerce has been

selected as the new lead agency hased -

- onits prior experience and wide rangmg .
- interest in technology transfer, :' L

productivity, innovation and

agency will, among other assignments.

" review agency implementing

regulations; disseminate and collect

information; monitor administrative or*
compliance measures; evaluate the Pub o

L. 96-517's implementation; and -

Tecommend appropriate changes to bE
(OMB/OFPP i

M. Op t.rona] C[ause Language at Sectzon
5b(1}(w} of the Bulletin -~ .. a2

‘The most commented upon a‘epect of
the Bulletin was the optional reportmg
language authorized by Part 5.b, (1][vi)

P recewed Erom umversmes and nonprofit e
-organizations objecting to its use. The »/".... .
* premises underlying the rationale for the e

. -optional language was broughtin !
. question by a number‘of commenlors

- Ypany othere made the point thet theass -
'-'_'promslonaofParth.oftheBullehndldf.': any others made the paint tha euse,_‘_

... not address the full scope of appealable ' -

of the clause would undermine thefr =~ 7~
licensing efforts, result in nonreporting - -

" of inventions by inventors, and would

generally be counterproductive. By-way :
‘of contrast no agency pravided any _
rationale for the need for these _ f', o
pro\nsiona. = e e

In view of the commente and lack of

. any established need for the optional
" language, Part 5b(2)(vi) of the Bullehn
““ has been eliminated from the final - = -
. Circular. As will be discussed, below. T
 some changes have been'made to .- -
. paragraph c. of the standard clause of et
- Attachment A of the Circular that relate - -

to the issues raised by the opuonai
nguage. - :

A | Commento on Standnrd Patent R.xghts -

TA. Pamgrapb b. «—chense to Stote and

Local Governments. o
‘One agehcy auggested that the nght to :

' license state and local governments be -

concern Part 16c. was added to requn-e:_,_  made part of the standard rights of the

: .agenmen to select one agency to - “(Government; This, hoWever, has not -

- - been donesince the granting of hoensea -

~"to'state and local governments is not

_. conaistent with Pub. 1. 96-517. That . -

* statute defines the Government's license .
‘rights, and any expansion of these

rights, would have to be justified under

case basis. It is not anticipated that the
taking of such rights would ordinarily be
consistent with the pohoy ‘and .
objectives of the Act since such licenses
have acted as a disincentive to general

. commercialization. Thus, while
. appearing to be useful to state and local "
~ governmenta such licenses have actually ' - -

acted to their disadvantage to the extent

: . they have precluded private ‘
- development of inventions useful to
- “state and local governments. -

B Paragraph c.—Repomng. Eleot.'an.
: 'and Dzaclosure S

: 'i‘here were a number of oomments on
various aspects of paragraph c. As a

result some changes have been made. In
‘generel, thege changes were designed to -

- - provide a reagsonable stcommodation to
~ the interests of several agencies in

obtaining early knowledge of inventions .

. and to minimize the' poes:blhty of -

statutory bars being created in
situations where the agency might wish .

 to'seek patents if the contractor does -
.. not'elect rights. Thus, the reporting
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penod was lowered from six months to

two months after contractor personnel
become aware of the invention. -
Paragraph (c)(1) also contains revised

language to ensure that contractors keep

the agency informed as to initistion of
the one year statutory period within
. which a patient application must be
filed in order to obtain a valid patent in-
the United States. The period in which
an agency may require an eléctionof =
rights has also been increased from 45
days prior to a U.S. statutory bar to 60
days. However, the requirements that a
contractor also file 45 days prior to the
. bar date has been eliminated, but _
o paragraph {c}(3) has been revised to.

U.S. bar date in all cases. 1t is believed

that it would be rare for a contractor io
elect and not file within this time; Itis -
also expected that an interested agency i

should be able to discuss with a

" contractor its plans for filing, If the. . %":
contractor has subsequently changed its

mind, the agency should be able to .

either convince the contractor to rescind |

~its election or totake fitle under
paragraph (d) on the grounds that the .

this area develop in the future, - i
consideration would be given to.

" tightening up the clause provmonl o
..cover cases when a contractor elects but .

makes no progress towarda the ti::ne]g'r
" preparation for filing. g

One commentor expreseed the _
concern that the clause requiresa - .

. cbntractor to file fore atents if it - - . =
o - suggesting this in lieu of the provision in " .-

elects rights. It should be clear that *
‘while'theré is an implicit obligation to -

file an initial patent applxcauon when an.

election is made. the language is not -

. intended to require the ﬁhng of forelgn :

. applications. Instead, it is intended to"

establish & cut-off pomt so that the

. . sponsgoring agency can file foreign
applications’ xf the contractor dec:des

not to. :

contractors have received reports from . -
their inventors in time to allow this but
are pot themselves interested. Where -

such initial filings have been made, the

clauge is designed to protect the

' opportumty for the filing of foreign’
patents in cdses when a bar was not.’
created prior to the.initial filing.

- However, it has been determined to be
unreasgnable to require contractors to

forfeit domestic rights because

Zcountnee._, :

.. paragtaph k. Some Commentators: were

- requires approval of licenses to.such - .-
firma which would exceed the five and " -
. eight year periods in the statute.

v Donald E. Sowle,

In short. the clause_provxswna have i
- been written to ensure that agencies are’ '
=" able to make U.S; filings in cases when :.-

) Sub}eCl. Patent&—Small Busmess Flrms B the standard clause of Attachmenl A

C Pamgmpb k

There were several commente on |

apparently unware that these
- restrictions are required by Pub, L. 96-
_517. One commentator incorrectly

large firms, whereas the language only: .

- Probably the most significant e

. comments in this area were related to -
. the use of the word “any” in paragraph ..
- k(3). It was pomted out that the use of -
=i -the word “an;
require the contractor to file before the

y" could be interpreted as:

requiring eharmg of gross royalties, . -
- whereas many universities have sharing -

formulas based on net royalties. In
response to these comments, the word

| net or gross basis in accordance w1th

: ! ‘their usual policies. - . ~
There were also a few | comments that
1 some minimum sharing formuia be’

| established. However, this suggestion -
" contractor has; in effect, abandoned its -

-|. was rejected as bejng inconsistent w1th
application. Should any real problems in ¢

_the legislative intent as mamfest onp. 33_-
of Senate Report 96-480. - L

. Paragraph ImCommun:catzans

‘A new peragraph has been added at’

nd of the clause in h
the end of the claus whic agencxea " nonprofit organizations executed onor.

are mstructed to demgnate a central -

i _ point of contact for administration of the"
clause. This paragraph was added as a -

result of a number of comments

the bulletin that contact points be-
indentified throughout the clause

whenever IlOthES or cormnumcahhns'to )

the agency were required.
OMB Circular No. A-124 follows

Admm:stmtor _ S
CucularNo A—124 e
February 10,1882,

To the Heads of Eicecutive Departments ﬁ

.and Establishments..

and Nonprofit Organizations. ;.

. 1. Purpose. This Circular provxdes S
policies, procedures, and guidelines w1th '

respect to inventions 'made by ema]l
business: firms and nonprofit -
organizations, including umveremes.
under funding agreements with Federal .

agencies where a purpose is to perform -

experimental, developmental or

.+ 7. research work,

publication creates an immediate bar to
valid patent proteohon in some forelgn .
L L March 1; 1983-

2. Rescissions. This Cu'cular =
supersedes OMB Bulletm 81—22 effectwe

- 'takes effect on March 1, 1982, ang will
_be applicable to all funding agreements

3. Aulhamy Thls Circular is lssued

C pursuant to the authority contained in 35 :
o U.S.C. 208 (Section 8 of Pub: L. 96—517, L
~“The Patent and Trademark - e

.. Amendments of 1980},

4. Background. After many years of

* interpreted paragraph k. (2) as requu-ing ' public debate on means to enhance the -

agency approval of exclusive licenses to

utilization of the results of Govemment )

 funded research, Pub, I; 96-517 was
. enacted. This Act gives nonprofit .

organizations and small businesses, - -
with limited’ exeeptions. a first right of

refusal to title in inventions they have
" made in performance of Governmen{ ~ -
‘granta and contracts. The Act takes

precedence over approximately 26 -
conflicting’ statutory and admmlsiratwe -

 policies.

Under the Act, the Ofﬁce of Federal
Procurement Policy (OFPP)is - =~
responsible for the issuance of the -

“any" has been dropped since it is not in - regulations implementing 35 U.8.C: 202- -

- the statutory language. The intent is that -
nonprofit organizations share eitheron a-

204 after consultation with the Office of

* Science and Technology Policy (OSTP}.

On July 2, 1961, OMB Bulletin 81-22 was .

. issued to provide interim regulations -
‘'while agency and pubhc comments were. -

sought. Based on a réview of these

P comments, this Circular is issued to
- establish permanent implementing L
" regulations and a standard patent rights T b

clause. © . K
5. Policy and Scope This Clreu]ar

with small business firms and domestic " :

after that date. This includes
subcontracts at any tier made after .

* March 1, 1982, with gmall business firms. = -

and nonprofit organizations evenif the =~
prime funding agreement was made .

" prior to'March 1, 1982, Unless prohibited .
- by law, agencies are encouraged to treat.

subject inventions made under fundmg

" agreements made prior to July 1, 1961, in.

substantially.the same manner as ..

contemplated by Pub, L..96-517 and tlns

Circular for inventions made under

... funding agreements entered into . -
" subsequent to July 1, 1981. This can be
'accomphshed through the granting of - .
. waivers of title on terms and condmons L
" substantially similar to.those set forth in

' Agencies should be alert to . Lo
detemumng whether amendments made
after March 1, 1982, to funding <+ .
agreements entered into prior to July 1,
1981, result in new funding agreements

"7, subjects to this Circular and the Act. .

Renewals and continuations after March
1, 1982, of funding agreements entered
into prior to July 1, 1981, should be
normally treated as new fundmg
egreemenls

This C;rculer is mtended to estabhsh

] uniform and coordmated :




plementatwn of 35 U 8.C. 200-206 80 -
_ as to foster the policy and object!ves set
- forth in 35 11.8.C. 208, - o
6. Definitions. As used in this
Circular— - i+

a. The term “fundmg agxeemeﬁ' e

means any contract, grant, or - -
cooperative agreement entered into -
between any Federal agency, other than
the Tennessee valley Authority, and any
contractor for the performance of
experimental, developmental, or.
research work funded in wholeorin
part by the Federal Government. Such
. term includes any assignment,

. substitution of parties, or aubcontre.ct oir -

" any type entered into for the .
performance of experm:enta!

developmental or research work under L

a funding agreement, as berein deﬁned.
b. The term “contractor” means any -
. persen, small businéss firm or nonproﬁt

orgamzalmn thatisa pa.rty to a finding

agreement.. - -
c. The term * mvenhon meana any -
Invention or discovery which is or may
be patentable or otherwise protectable
under Title 35 of the United States Code.

. d. The term “subject invention” means "' (3) Whenitis determined by a- outstanding prime fimding agreememts

any invention of a contractor conceured . Government authority which is that do not contain patent flow-down

or first actually reduced to practice in - - - " auithorized by statute or executive order - *-provisions consistent with either thia

the performance of work un_der a “'to conduct foreign mtelhgem:e o o % Circular or OMB Bulletin m-zz it m
-+ funding agreement. emsiasusssaossicounterintelligence activities that the - applicable at the time the fu:ndnig

e. The term practica] appheatmn :
means to manufacture in the case of &
_composition or product, to practice in.:
the case of a process or method, of to -
operate in the case of a machineor - -

_ gystem; and, in each case, under such -

conditions as to establish that the .
invention is being utilized and that i'tS'
benefits are, to the extent permitted'hy :
law or Government regulations, -
available to the pubhc on reasonable -
terms.

f. The term “made” when wsedin -
relation to any invention means the . .-
conception or first actual reductio'n to
practice of such invention, ..

" g The term “amall business ﬁrm"

. means a small business -concern as -

- defined at sectiont 2 of Puh. L. 85—586 [15

U.S.C. 832} and implementing .-

regulations of the Administrator uf the

Small Business Administration. For the

purpose of this Circular, the size =~

standards for small business concerns-.

involved in Government procurement . -

and subcontracting at 13 CFR 121.3-8 - -
and 121.3-12, respactively, will be nsed.
h. The term “nonprofit organization™
means unjversities and other institutiens
of higher education or an organization of
the type described in section 501(c) (3)
“of the Internal Revenue Code of 1954 {28 -
11.8.C. 501(c)) and exempt from tmﬁon
under section 501(a) of the Inlernal . . .
Revenue Code (26 U.S.C. 501{a)) or a.n_y
nonprofit scientific or educational - -

- prganization qualified under a mm :

w77, Use of the Patent Rights (Smaﬂ

:»a small business firm or domestic
. nonprofit organization which lms_as n

. experimental, development o research”

“funding agreement may contam
. - alternative provisions—

_ researc!x or production facility; er .=

" retain title to any subject invention wil

' restriction or elimination of the nght to:
retain title to any subject invention is

-Necessary tu protect the security. of such
. achvitles. RN

- -gtatement of facts justifying the

_' and,atmnmum.wﬂl[i)tdenhfyﬂn

*or eliminated: the right to retain title to a-"

- - Btates within 30 days

onprofit organization statute. -

~'Buginess Firm or Nonprofit =z :..:
Olgamzanan) (March 1982) Ciause.
-a, Each funding agreement awarded

C .
= authotized’ repmennhve the total ‘.
,_number of prime. agmememn enlered b

purpose the performance of -

work shall contain the “Patent Rights . - rations that contain tlle l:.'.:: ) . _

-{Small Business Firm or Nonprofit @ - -, patent rights clause of Attachment A °

. Organization) {March 1982)" c]ause set .- SeE ol
~ forth in Attachment A with such -+ == during each pedod of Octobu- 1 th"'“sh SO

.modifications and tailoring &8s may be .-
~authorized in Part 8, except that the

{1) When the funding agreement is for
-~ the operation of a Gmrermnent—awned

(2) In exceptional circumstances whm ;
It is determined by the agency that
_resatriction or elimination of the right to

_shouldtnkeawhte actkmtoensm
that this requxrementureﬂec!edmﬁn :

" patent clauses of sich prime funding
agreemmbnwardadnﬂahhdﬂ. B

better promote the policy and ohjecuves
-of Chapter 38 of Title 35 of the Umted . 198%
" States Code; pr

g (z)hltheeventanagencyhao S

- agreement was mwarded), the agency
‘shall take appropriate action to ensure .
that small business firms or domestic ...
“nionprofit orgemzaﬁon subcontractors - :
under such prime funding agreements .. ... .
that received their sabcontracts after

: ,..,,.Hm

b. (1) Any detznmnatmn under Part
7.a.[2] of this Circular will be in wntmg
_-and accompanied by a written -

: with Pub. L. 96-517 and this Circular. . = =~
~ Appropriate actions might inclhede (i}
amendment of prime contracts andfor .
*'subcontracts; {ii) requiring the inclusion

- small business firm or.non L B
orgamzatmn invaolved, (i) de&cnbe the ../ of the clause of Attachment Aasa . . .

' conditien of agency approvalefa . .
- extent to which agency action restricted : - * subcontract; or [iii) the granting of title -

o the subconiractar to identified subject -
.inventions on terms substantially the .
" “’same as contained in the clanse of
- Attachment A'in the event the .
" subcontract’ eonetams a “deferred -

” determination” or “acquisition hy

“determination. The atatement of fach
will contain such information as'the
. funding Federal agency deems releunt

subject invention, (iii) state the facts .= .-
~and ratignale supporting the agency
. action, (iv] provide supporting - .. .
. documentation for those facts and . .
ratlonl;:le. and (v) decate the nature a:ﬁ
any objections to the agency action. "
provide any documéntation in which : . Govemuent type nfpaten: “Ght'
- .those objections appear. A copy of the - = : . clause. -
-each such determination and written -~ - d. To qmlify for h dﬂ‘ﬂ‘-‘ ‘ AR
statement of facts will be sent to the :-AttﬂchmmtA.apmspectlwmtmctnr o
- Comptroller General of the United -  may be required by an agency to certify
after the award of © _that it is efther a swall business fimar -
the applicable funding agreement. ln . ..:a domestic nonprafit organization. f the '
cases of determinations application to - egency has ressom to question the xta-tu e
smallbmnessﬁrms,copleswﬂla!soba oftllemmpecm::amdmmasmlﬂ
-gent to the Chief Counsel for Advocacy - business firm or domestic nenprofit --
- of the Small Busineas Administration. " organization it may file a protestin

-(2) To.assist the Comoptroller General  -accordance with 13 CFR 121.3-6 if amnll_
to accomplish his or her responsihilities - - business firm status is questionedor - -
under 35 U.S C. 202, each Federal Sy ""'—require the pmspecﬁve contractar h e




" - regulations such as the FPR or DAR. The

' Federal Register / Vol. 47, No: 34 | Friday, February 10,1982 / Notices =~

‘ furmsh evndence to estabhsh its status
as a domestic nonprofit organization., :

8. Instructions for Modification and - -

Tailoring of the Clause of Attachment A. -
a. Agencies should complete the blank
in paragraph g.{2) of the clause of -
Attachment A in accordance with thetr
own or applicable Government-wide- -

flow-down provisions of the clause r:.ited
. by the agency should, of course, reflect
- the requirement of Part 7.c.(1). ‘
b. Agencies should complete -
paragraph 1. “Communications” at the .
end of the clause of Attachment A by
. designating a central point of contact for
_ tommunications on matters relatmg to
the clause. Additional instructions on .
commumcatlons may. also be mcluded m
- paragraph1. - .
. c. Agencies may replace the i
" or underlined words and phrases with .
those appropriate to the particular .
fundmg agreement. ‘For example

con!ract ' could be replaced by gr’a’_ntff; _

“contractor” by “grantee and
. “contracting officer” by ' granta officer
Depending on its use, “Federal ogency”

- ; can be replaced either by the ™

identification of the agency or by the

specification of the partlcular ofﬁce or

official’ within that agency. ;
d. When the agency head or duly

" .- authorized designee determines at the -

time of contracting with a small -
" business firm or nonproﬁt orgamzahon

~ that it would be'in the national interest

" to acquire the right tb sublicense foretgn
governments of intenational -
organizations pursuant to any existing -

treaty or agreement, a seritence may be' ot
added at the end of paragraph b. of the. "

clause of Attachment A as follows:

. This license will mclude the right of the :
Government to sublicerise foreign

" governments and international organizatiom

pursuant to the following treaties or
international agreements: . - ;or pu.rauant
to any future treaties or agreements with
foreign governments or mtemahonal
orgamzahons

The blank in the ebove should be :
completed with the names of appheable
existing treaties or international. - .
egreements, The above language i is not
intended to apply to treaties or
agreements that are in effect on the date

- of the award which are not listed, The -
above language may be modified by =
agencjes by deleting the reference to
future treaties or agreementa orby ~
otherwise more narrowly defining
classes of future treaties or agreements
The language may also be modified to
make clear that the rights granted to the -
foreign government or international
organization may be for additional
rights beyond a license or subhcense if

- 80 requlrecl by the apphcable treaty or’

":intemehonnl agreement. For example. _
* ' gome cases exclusive licénses or even
the assignment of title in the foreign -,:. ,

“ country involved might be required.

- Agencies may also modify the language

above to provide for the direct ltcensmg

'.‘by the contractor of the foreign St
- government or mtcmahonal
- orgamzatlon

“-e. To the extent not required by other '
provtmons of the funding agreement.

' -‘-'ﬂgenc:es may add additional o
) subperagraphs to paragraph (f) of the B
. ‘patent rights clause of Attachment A'to~
' ‘require the. contractor to do one or more

- of the following

(1) Provide penodlc (but no more -
" frequently than annually) listings of alt

subject inventions required to be

. disclosed during the’ pertod covered by -
. the report; - - e
7 (2) Provide a report prior to the close-
out of a funding agreement listing all
..subject’ mvenhons or statmg that there
.-'Were no

(3) Prov:de nohﬁcehon of all

. subcontracts for experimental,
_ developmentel or research work and

{4) Provide, upon request, the filing -

.. date, serial number and title; a copy. of :
 the patent application; and patent :

'. pumber and Issue date for any subject

. Vinventlon in eny country in which the '

contrector ‘has applied for patents.
- Part 8. Publication or Release o,f
Inventmn Disclosures. . -
a. 35 U, $.C. 205 providen as follows'

Federet agencies are authorized to . ..

information disclosing any invention in which .
the Federal Government owns or may own a

“right, title, or interest (including a o

: .-nonexctuswe licenge) for a reasonable time mj

- order for a patent epplxeaﬂon tobefiled. -
Furthermore, Federal agencies shall not be -
requn'ed to release copies of any document
which is part of an application for patent . -

. filed with the United States Patent and -

_Trademark Ofﬁce or with any l'orergn pntertt
- offlce -

.b.To the extent aethorized by 35 -

" U.5.C. 205, agencies shall not dlsclose to
third parties pursuant to requests under -
. the Freedom of Information Act (FOIA)
.. any information dis¢closing a subject *
-.invention for & reasonable time in order.
_ for a patent application to be filed. With
* respect to subject inventions of -
" contractors that are small busmese firmg -
- or nonprofit organizations, a reasonable
" time shall be the time during which an -
" initial patent application may be filed- -

under paragraph c. of the clause of
‘may be used in the funding agreement.. -

However, an agency may disclose such -

- subject inventions under the FOIA, at its

discretion; after a contractor has elected :
E ot toretaintltleorafterthe hmeln

A, except that under the same
circumstances under which agenc:e ar
_ -+ authorized te release such information

. withhold from disclosure to the public .. """ pursuant to FOIA requests under Part

- 9.b. above, agencies may pubhsh such
.. disclosures. .

e. Nothing in tlus Part is- mtcnded to e o

- which the contractor is required to make -, .-
* an election if the contractor has not - -
- made an election within that time. . -
--Similarly, an agency may honor an L
- FOLA request at its discretion if it ﬁnds
- that the ssme information has ~ ..«* -
" previously been publishéd by the @ 7+ :
o “inventor, contractor, or otherwise, If the
v agency plans to file itself when the -
- contractor has not elected title, it may, -
of course, continue to avml itself of the w
' 'nuthonty of 35 U.5.C. 205, ' :

‘c. As authorized by 35 U.S.C. 205,

* Federal agencies shall not release copies
. of any document which is part of an -
+ application for patent filed on a subject -

invention to which a small business firm * ...

or nonprofit orgamzatmn elected fo

- retain Htle, " o7
" d. A number of agencnes have pohc:ea SRR
' to encourage public dissemination of the -
_results of work supported by the'agency =
... through publication in Governmentor = .~
. other publications of technical reports of

contractors or othérs. In recognition of

. the fact that such publication, if it

. included descriptions of a subject -

. invention, could create bars to obtamms '

.- patent protection, it is the’ pohcy ofthe
..executive branch that agencies willnot .

o ,mclude in such publication programs, |

copies of disclosures of inventions”

-submitted by small business firms or

nonprofit organizations, pursuant to’ e
paragraph ¢. of the clause of Attachment

preclude agencies from mcludmg inthe -

+ publication activities described in the
... first sentence of Part9.d., the = -
/- publication of materials’ describmg a
- gubject invention to-the extent such -

. materials were provided as part of a_ AR
= technical report or other submission of -
- the contractor which were submitted - .+
independently of the requirements of the - .

patent rights provisions of the contract. * -

::However, if a small business firm or
nonprofit organization notifies the = = '~

-, agency. that a particular report or other o
~.submission contaeins a-discloswzofa . ... .
subject invention to which it has eleeted-

" or may elect title, the agency will use -

“.. reasonable efforts to restrict its

- publication of the material for six

-+ -months from date of its receipt of the. . :

" report or submission or, if earlier, until -+

" Attachment A or such other clause that - -

" application. Agencies, of course, retain ' ..

the contractor has filed an initial patent

the discretion to delay pubhcatton for s

 additional periods of time.: - L
f. Nothing in this Part 9 is l_ntended-t_o ER
. limit the authority of agencies p_rovided' o




in35USC: 205 in circumstances-not -
specifically described in this Part 9.
10. Reporting on Utrlzmbon of Sub)ad

Inventions.
a. Paragraph h. of the clause af .
Attachment A provides that agendes

have the right to receive periodic reporh

from the contractor on utilization of -

" inventions. In accordance with such -

- instructions as may be issued by tha -
Department of Commenrte, agencies -
shall obtain such information from their
contractors, Pending such mstruchnm. ‘
agencies should not impose mportl.ng
requirements. The Department of

gmall business and nonprofit - . -
organizations, shall work together to
eatabhsh a umform penodlc reportmg
‘gystem. - R
" b.To the extent any such data or -
information supplied by the contractor is -
considered by the contractor, or its
. licensee or assignee, to be privileged
and confidential and is o marked, - -
agencies shall not, to the extent
‘permitted by 35 U.S.C. 202(c)(5), disclose
such information to persons outside the
Government. .

11. Retention of mghm bybwentor
Agencies which allow an inventorto
_ retain rights to a subject invention made. =

" undera funding agreement with a smell .
business firm or nonprofit organization o
.. contractor, as authorized by 35 U.8.C.-xcii

"202(d), will impose upon the inventor at
least those conditions that would apply
. to a small business firm contractor
under paragrapha d. (i) and (iii); £.(4% ks
i.; and j. of the clause of Attachment A.
12, Government Assigmnent to
Contractor of Rights in Invention of
+ Government Employee. Inany case
when a Federal employee is a co- -

~ inventor of any invention made undera -

funding agreement with a small business

firm or nonprofit organization and the

Federal agency employing such ¢o-
inventor transfers or reassigns the right -
it has acquired in the subject invention -
from its employee to the contractor as
autharized by 35 U.8.C. 202(e), tha

assignment will be made subject to the -
same conditions as would apply to the '

contractor undex the clause of
Attachment A.
13, Exercise of March-in nghts-
a. The following procedurés shaB

- govern the exercise of the march-in -

rights of the agencies setforthin35
us.C. 203 and the clause at Attachmt
A.
“ b Whenever an agency receives

* information that it believes might - ‘.— -

warrant the exercise of march-in nghh

before initiating any march-in .
" proceeding in accordance with the . - -
: procednres of Part 13.c.-h. be!ow, it nhaﬂ

- notify the auntrmtarhwﬂﬁngnf&- i
,i:fgf-ymation and request informa] -

. contractor. In the absence of any
‘comments from the contracior within 30
=days, the agency may, at its discretion;

: -'comment is received, whather or not -
- within 30 days, then the agency shall, -

-.below or notify the contractor, in - .

rights based on the informatien abeut
*which the contractor was nolified.
Commerce and the agencies, in -z 707
- conjunction with representatives: 0{

. initiated by thé issuance of & written
. - notice by the agency to the contractor:.
... and its assignee or exclusive licensee, as

. - considering the exercise of march-in
rights, The notica shall state the reasons

for the proposed march-inin terms -~ =~ gy information in the administrative
. sufficient to put the contractor on notine ‘record. The consistency of the exercise

. (assignee or exclusive licensee) of its -
: . rights, as sét forth in this Circular and in
" any supplemental agency regulations,

~in Part 13.}. below =
" written notice of march-in, the -

‘writing, or through a representative, |
o Eﬁﬂlﬂ;&:ﬁd&mﬂ. :ni:.lndmg oy to * upon which the Pmceedms Wal_imhated B !
- additional specifidc:ia information m:]gd, - may be exercised, _

. raises & genuirme over

-nﬂiiﬂaﬁfiﬁu upon Tﬁ?ch the march-in " terminate  march-in proceeding if it in.
~is based. i the information presented - - . patisfied that it does not whh m .
‘raises a genuine dispute overthe . - ' : exercise march-in rights. . -
“material facts, the head of the agency or - i. The procedures of this P&ﬂ ghell

“practicable and be consistent with -
"-prmclples of fandamental fairness. The

"the agency. Any portion of a fact-finding

-Wwritten oF ofdl comzents from the ris at'

bemg made by the contractor, its -
‘assignee, or licensees lhallbedasodto
‘the public; including potential licensees.
f. The official conducting the fack”
ding shall prepare written findings
fact and transmit them to the heed oftllo
‘agency or designee prompily aﬁerthe
conclusion of the’ fact

«'proceed with the preceduvea below, i

- within 60 days after it receives the -
comment, either initiate the proceduru

tms,thatﬂwillnotpummm&mh'-h

- ¢, A march-in procee shall be

“or designee shall base his ar her -

2termination on the facts found, -
sther with any éther information and |
‘argument submitted by the contractoe LT
“(assignee of exclusive Licensee), and any

. applicable, stating that the agency ig

of the facts upon which the action would * ;¢ 7o roh in ‘rights with the policy and -

“be based sndahal]speci!ytheﬁela -
ﬁeldadof use in which ]?s agepcyis o chiri;cﬂﬁa‘;e:h‘;%sflumﬁcmx ?nthi’ R
.considering requiring licensing. The " - L
notice shall advise the contractor " cases referred for fact-finding, the head "

. “of the agency or designee may reject '
. only those facts that have been found

““that are clearly ertenecus, Written
otice of the determination whethet

~The determination to exercise march-in -
.-rights shall be made by the kead of the

agency or designee, except as provided

‘miarch-in Hghts will be'éx;
‘be made by the head of the agency or
‘designee and sent to the contractor
assignee or exclusive lcedee) by
rhfied or registered mail within
days after the completion of fact-
the proceedings will be deemed to..
 been | id and theréafter no
.march-in based on the facts and reasons

. d. Within 30 days after rooelpt of-

contractor {assignee or exclusive -
. licensee) may submit, in persop, in

+h. An agency may at any ﬁme

. designee shall undertake or refer the . - also apply to the exercise ofmarch-in SR
- matter to another officiet for fact- - _ rights against inventors receiving tifle to. . .
ding. v mo o Bubject inventions wnder 35 U1.S.C. zoz{d) .
g, Fact-finding shall be conducted in . and, for that purpose, the term . R
‘accordance with the procedures . “contractor” as used in this Part shallbe -
~ established by the agency. Such:' ‘deemed to include the inventor. . .
* proceduares shall be as informal as .- Notwithstanding the last sentence o! S

Part 13.c, a determination to exercise - ... -
march-lnmmelwhmtheaubject S
‘procedures should afford the con’tractor .invention was made ander a contraet ..

" the opportunity to appear with coumel. :,may be made initially by the euntrachng

- submit documentary evidence, present ' officer in accordance with the s

“‘witnesges and confront such persons as. procedurea of the Contract Dlsputea Aet.

" the agency may present A msuribad * In such cases, the procedures of the -
" record shall be made and shall be - :
* : available at cost to the contmctur upun
‘request. The requirement for s -
. transeribed record may be wnived by G

- Contract Dispates Act will apply in ew - * -
of those in Parts 13.d.-g. above (except
‘that the last sentence of Part 13.e. shall
.continue to apply). However, when the ..
rocedures of this Part.13.j. are used. the

‘contractat, assignee, er exclusive - "

- mutual agreement of the contractor and -




. contract appeals, or if no action has e
been brought under Section 10 of the Act
within that time; or {2) the boardor -~
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licnmeeml!nothcrequhedtngrmtn
" ficenss and thia Government will not -

grant any license until after pither: {1] 90 o
- Rights to Third Parties..

* days from the date of the contractor’s

receipt of the contracting officer's . . - .
-decision, if no appeal of the. decision has

" beenmade to an agency board of -

-coutt, as themeemaybe. hasmadea .-
final decision in cages when an appeal
‘or action has been brought within 90 -
days of the contracting omcer 8.
decision.

k. Agencies are. authorlzed to issue
supplemental procedures, not .. ..

inconsistent berewith, for the conduct of '

‘march-in proceedinss. _

14. Appeals. i

a. The agency ofﬁcml imtielly
authorized to take any of the followms

actions shall provide the contractor with ..
... the lwenlmgnfﬂnrdparﬁuunﬂerany
". puch provision unless the agency head
determines that the use of the invention ...
by others is necessary for the practice of -
_a subject invention or for the use of 2

- .. work object of the finding agreement
" and that such action is necessary to- -
" achieve practical application of the

a written statement of the basis for his

or her action at the time the actionis -
taken, including any relevant facts that

were relied upon in taking the action:
(1) A refusal to grant an extension
under paragraph c.(4) of the clause of
“Attachment A,
{2} A request fora conveyance of title
under paragraph d. of the clauseof
Atlachment A i

(3) A refusal to grant a. waiver under “" after an opportanity for an agency
paragraph i. uf the nlaule of Attachment : hearing, the contractor shall be
A  given prompt notification of the
S A refusal to approve an’ - determination by certified or regmtexed :
assxgnment under’ pamgraph k.{‘[] of the mail. -
clause of Attachment A. 16, Acﬂnmutmtmn ofPatant Rzghts I
(5) A refusal to approve an extension ~ - Clouse.

of the exclusive license period under
paragraph k (2] of.the clauae of _
Attachment A. s

b. Each agency shall estabheh and

the agency actions listed in Part 14.a.
above may be appealed to the hiead of
the agency or designee. Review at this -

level shall consider both the factual apd

legal basis for the action and its
consistency with the policy and

c. Appeals prooednres estabhehed
" ander Part 14.b. above shall inclade -
administrative due process pmcedures
and standards for fact-finding at least -

comparable to those set forth in Part - -
13.e~g'of this Circular whenever there "~
is a dispute as to the factual basis for an -
agency request for m conveyance.of title . -

under paragraph d. of the clause of

Attachment A, including any dleputa es ..

to whether or not an mvenhon isa:
" subject invention.. = -

d. To the exient that eny of the
actions described in Part 14.a. are -
subject to appeal under the Conirncta

 Dispute Act, the proceduras under tlm_t :

- to ensure their expedi
publish proceduref under which any of -

- license or apsignments to which the -
. Governmant may. be entitled under the:
clauaeof Mtd:hmam A.menms should

:Actwiﬂmﬁsf;ﬂ:ntaqmn af

. Parts 14. b, and c. above,
15. Licensing of Baa&grumd Patant

a. Afundmgagmemeﬂwithnemnll

. business firm or a domestc nonprofit .-
- . erganization will not contain & provision. .
... allowing a Federal ngency to require the -
-licensing to third parties of inventions - .-
.owned by the contractor that are not
. subject inventions unless such provision . .
.- has been approved by the agency head '

and a written justification has been

- .pigned by the agency head. Any such -
- provision will clearly state whether the O
. licensing may be required in connection
_'with the practice of a subject invention, .-
a specifically identifiad work object, or .-
.. both. The agency head may not delegate ©
- the anthonty to approve such provisions
"_..".or to sign the jmtlﬁcaﬁm mquired for.:
- " such provisions.:

: precedence over any condlicting agency
- regulations or policies.

subject invention or work object. Any  :

* such determination will be on the record k

‘o Itis mp&tant that the Government

. and the contractor know and exercise -
' * their rights in subject inventions in order .
tions availability .-
"~ " tp the public, to enable the Government, ;.
: .' the contractor, and the public to.aveid .- .
* unnecessary payment of royalties, and -
- to defend themselves against cleims and . ..
- suits for patent infringement. To etuun
“w .o - these ends, contracts should be 80"
= administered that: . .. e
objecﬁvesdssﬂ.s.c. zuo-zueand thw i
Circular, - disclosed, and an election is made as -
* required by the contract clause.

- [1) Inventions are ldantiﬁed.

(2) The nghts of the Govemmenf in

L such inventions are established: .

- {3} When appropriate, patent. .
-applications are timely filed nnd

.prosecuted by. contractors or by. the -

Government; ~ -
- {4) The rights.in patent lpphcatmns
are documented: by formal instruments

--ghich as licenses or assignments; -
- . 5) Expeditious commezcial uulu-.nﬂon B
v of such inventions is achieved. :

b. With respect to the cnnveyanee of

- follow the guidance provided in 41 cm B

1-8.109-5 0r 32 CFR 8-109.5. .
- ¢, In the event a-subject invention is .

- mede under funding agreements of more. o

s than one agency, at the request of the = *
+..contractor or on-their own initlative, the ="
:agencies shall designate one agencyas " " .

responsible for administration of the

5 nshtsoftheGovemmentmthe SRR
. invention.-

17, Modxfmabon of Exzsmu Agency

Reguiatmns.

" a. Existing agency patent regulatlons

"-or other published policies concemmg
- inventions made under funding .- "

"agreements shall be modified ag - :
‘necessary to make them consistent wnth o

this Circular and 35 U.5.C. 200-208.
Agency regulations shall not be more -

. restrictive or burdensome than the - - 2 R
*provisions of this Circular, - - K

b. After March 1, 1982, this Circalar i

18. Lead Agency Des:ghahon In _order

“ to assist the Office of Federal -

Procurement Policy to ensure that 35

- U.8.C. 200-206 and this Circularare - '
-+ {mplemented in a uniformand
- consistent manner, the following -
" 'respongibilities are assigned to the -
__,._Department of Commerce (hereafter
- referred to'as “The Department”). Other -
- agencies shall fully cooperate and aemst S
Y in the carrying outof these = -~ -~
o ;responmbxhhes‘ e

" a. The Department w:llmomtor R
agency. regulations and procedures for

. consistency with the Act and this
_.Circular, and it shall provide P
. recommendations to OFPP and agencies .

. whenever it finds inconsistencies. N
" b. The Department will consult with.

representahvea of agenciei and

. “contractors to obtain advice on— .

(1) the development of the penochc

. reporting system required under Part 10 . :
. ... of this Circular, and’ :

2) changes in this Circular which may

" beneeded based on nctual experience .
;;'__E'undertheCucula.r R
. c.The Depertment wi]l accumu]ate. .
'; . maintain, and publish such statistics - ... ..
.. and analysis on utilization and actwmes e
" under this Circular and under SR
... .Government patent policies and -
. practices generally, as may be agreed to .
‘between the Department and OFFPP. ..

.d. The Department will make

e recommendatmns to OFPP on. chee,ges L
" that may be needed in this Circular. o
- 19. Sunset Review Dalg. This Circular = .

shalI have & policy review no later than - . :
. three years from the date of its issuance e
5 o 20, Inquiries. All questions or . .
o8 inqumes should be submitted to the -
Oﬂine of Menqement and Budget.

‘7503-; s
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‘Office of Federal Procurement Policy." :
. telephone number (202) 395-6810,
: DonaldE.Sowlc. e
- Administrator.” ;
 David A.Stockman, -
- Director. . LT,
' "Attachment A—Circular A-m

" The following is the stnndard petent
.rights claused to be used in funding
agreements as provided in Part7, - .

Patent Rights (Small Business Fzmrs
and Nonpmﬂt Ozgomzabons] {Mamh
198 »
. ,“' Defmmons _ : -
{1) "Inventlon" means any invcnﬂon

or discovery which Is or may ba .
patentable or otherwise protectable _

(2) “Subject Invention™ means any .

invention of the contractor conceived or

first actually reduced to practice in the. -
performance of work under thin o
© -conlrack - B}
(3) “Practical Application mea.ns to
manufacture in the case of a R
composition orproduct, to practice in -
the case of a process or methed, or to
. operate in the case of a machineor -
 gystem; and, in each case, under such
conditions as to establish that the =~
_invention is bemg utilized and thet its

7" benefits are, to the extent permmed by

.. law or Government regulations, <=
FER va:lable to tlfgg public on reasonable
T terms, T
£ "Mad * when nsed in relation to”
any invention means the conception or
first actual reduction to prachce of such
-invention. - e
{5) "Small Business Firm means a
small business concern as defined at
Section 2 of Pub, L. 85.538 (15 U.S.C. 832)
and implementing regulations of the
Administrator of the Small Business
Admiinistration. For the purpose of this
clausé, the size standards for small
business concerns involved in'
‘Government procurementand . 7
subcontracting at 13 CFR 121.3-8 and 13
CFR 121.3-12, respectively, will be used.
" (8) “Nonprofit Organization” means a
university or other institution of higher
education:or an organization of the type
described i section 501(c)(3) of the

" 501(c}) and exempt from taxation under
section 501(a) of the Internal Revenue
Code (26 U.S.C. 501{a}) or any nonprofit
scientific or educational organization
qualified under a state nonproﬁt o
organization statute. - o

" b, Allocation of Punc:po] Rig.hta

The contractor may retain the entire
. right, title, and interest throughout the
world to each subject invention sabject

- or on behalf of the United States the
.- subjeet. inveation, throughout the world. i

" and Filing of Patent Appltcat:ons b

. a manuscript describing the invention-

: publicahon at the time of disclosure; In
.- addition, after disclosure to the agency;

e e

' That in any case where publication, on

“to the proviaiona of thil clause and 35 pa
. :U 5.C. 203. With respect to.any subject
- “invention in which the contractor

- retains title, the Federal Governine
. shall have a non-exclusive, non-~
tramferablc. irrevocable, paid-up =
" license to practice or have practiced

c. Invention Disclosure, Eléction of TJtIe

Conh'actar. L

{1) The- oontmctorwﬂl disclose each
nub}eck invention to thé Federa! agency
. within two months after the inventor
.dincloneés it in writing to contractor -
peraonnel ‘reaponsible for paterit -
matters. The disclosure to the agency -

" ghall be in the form of a written report -
, under Title 35 of the United States Codo. :

and shall identify the contract under -
- which the invention was made and
““inventor(s). It shall be sufficiently = -
complete in technical detail to convey a
clear understanding, to the extent

" known at the time of the disclosure, of -

' the nature, purpose, operation, and the
physical, chemical, biological or - -

- electrical characteristica of the

" invention. The disclosure shall also o

identify any publication, on sale or
public use of the inventien and whether

.. has been submitted for publication:. and, .
** if 90, whethet it hag been accepted for

the contractor will promptly noufy tha S

agency of the ecceptance of any - -

manuscript describing the invention for
publication or of any on sale or pubhc

(2) The contractor will elect in writmg
whether or not to retdin title to any such
invention by notifying the Federal -
_agericy within twelve months of =~
disclosure to the contractor: meded,

sale or public use has initiated the one
'year statutory period wherein valid . -
‘patent protection can still be obtained in
the United States, the period for election
of title may be shortaned by the agency
to a date that is no more than 60 days -
prior to the end of the statutory period.
(3) The contractor will file its initial -
. patent application on an elected - = =

or, if earlier, priot to the end of any
statutory period wherein valid patent
protection can be obtained in the Umted
States after a publication, on sle, or

- public use. The contractor will fila ™
patent applications in additional =
countries within either ten months of the
* gofresponding initial patent application -
. or gix monthg from the date parmlsslon
is granted by the Commissioner of -

' Patents and Trademarks to nle_ioraj,g_n-

‘has been ‘prohibited by a Secrecy Order.

“and filing may, at the disoretion of the
‘ Federal o3

'May' Oblain Iftle

,]The conira
Tonexclusive, royalty-iree lce
“throughout the world in eéach subject
. invention to which the Govérnment
- obtains title except if the contractor .

* use planned by the contractor. - .. ; fails to'disclose the subject invention -

tent. applicaﬂona where uuch ﬁlj.ng N,

-{4) Requests for extension of the ﬂxno
or-disclosure to the agency, election, " -

(l)necmauctorwﬂiconveytothe e :

. Federal agency, uponwnttenrequest. bt e
- title to any subject invention: ", = o

- {i} If the contractor fails to disclose or e

._elect the subject invention withinthe - ..~ -
‘times specified in c. above r elacta not .

torretain ttle

i ,
contractor fails to file patent
applications within the times speciﬁad

in ¢. dbove; Provided, however, 'I'hnt i,f e
‘the contracior has filed d patent = Slmoe R
-application in a country after the' tlmea : o
-...specified in ¢, above, but prior to its

receipt of the written request of the

Federal agency, the contractor shall

continue to retain title in' that country
{iti) In any country in which the °

contractor decides not to continue the
prosecition of any application for; to

pay the maintenance fees on, or defend
in reexamination or opposition ... . .

* proceeding on. a patent on a subject -

Al T A

~-within the times specified in ¢., nbove.

The contractor's license extends to its -

domestic subsidiaried and affiliates, if
any, within the corporate structure of

~ which the cantractor is e partyand -
_includes the right to grant subhccnnes of

the same scope to the extent the

contractor was legally obligatedto doso
at the time the controct was awarded.
The license is transferable only with the
approval of the funding Federal agency

. except when transferred to lhe

successor of that party of the
cantractor ‘s buginess to which t.hs

. ' inventlon pertains. -

. Internal Revenue Code of 1954 (26 U. S.C. invention within two yearg after election
- may be revoked or medified by the -

. funding Federal agency to the extent

~(2) The oontrnctor’c domestic l.icenso -

necessary to achieve expéditious -
practical application of the subject - _
" inyention pursuant to ‘an nppllcation fo_r '

- an exclusive Heense submiitted in

““accordance with applicable provisionl
‘in the Federal Property Mmagement
" Regulations. This license will not be -
. revoked in that field of use or the—-

geographioal areas ln whioh lhe




L fure:gn country., :

" deliver to the Federal agency all .

Federal Register l Vol 47, No. M I Frlday. February 19'1982 I Notices; o

comractor has aclueved prachcal

. applicatioii and continues to make the

. benefits of the invention reasonably -

. accessible to the public. The license i in
any foreign country may be revoked or,
modified at the discretion of the fundmg
Federal agency to-the extentthe .~ -

" contractor, its licensees, or its domestic

. subsidiaries or affliates have failed to

_-achieve practical appllcatmn in that b

{3) Before. revocalmn ur mod.ll“icauon
‘ ,ol‘ the license, the funding Federal

. agency will furnish the contractora *
writien notice of its intention to revcke
‘or modify the license, and the contractor
will be allowed thirty days {or such -
other time as may be authorized by the
Junding Federal agency for good cause
.. shown by the contrdcior) after the . ..

I notice to show cause why the license e

- should not be revoked or modified. The -
contractor has the right to appeal, in
accordance with applicable regulations
in the Fedoral Property Management
Regulations concerning the licensing of
~ Government-owned inventions, any
- decision concerning the revocation or

mcd:ﬁcation of its license R
. Contmctorﬂcﬂon to Pmtect the o
: Gavemments Interest.: S e
y (1) The contractor agrees to execme
" or to have executed and promptly

. _..instruments necessary.to (i) establish or _

“* =" confirm the rights the Government has "

throughout the world in those subject’

inventions to which the contractor

elects to retain: title, and (i) convey title

to the Federal agency when requested

urider paragraph d. above, and to enable - -
-'the Government to obtain patent

protection throughout the wm*ld in that

' subject invention, ' -

.. {2) The conb’actar agrees to require,

by writtex agreement, its employees, -
_..other than clerical end nontechnical
employees, to disclose prompily in
writing to personnel identified as
responsible for the administration of
patent matters and in a format
suggested by the contractor each aubject
. invention made under contract in order
-that the contractor can comply with the -
disclosure provisions of paragraph c.
* above, and to execute all papers:
necessary to file paient applications on
subjeét inventions and to establish the
Government's rights in the subjsct
inventions. This di_sclucnra format
should require; as a minimum, the »
information required by c.f1) above. The
. contractor shall instruct such employees
through employee agreements or other
suitable educational programs on the
- importance of re] inventions in

e sul’ﬁcaenwmeto peruut theﬁlin;of

g Subcantracts

. ~provided for the contractor in this
clause, and the contractor will not, s

._tbe subcontract, obtain rights in the

k. Reportmg m Uhlizaﬁm af Sub]ect

patent apphmtwm pnor tc U S or

- furcl.gn statutory bars.

{3} The contractor will not:l"y the

" Federal agency of any decision not tc )

continue the pmaecu&ion of a patent

; apphcahnn. pay maintenance fees, or
defend in a reexamination or opposition -
- proceeding on a patent, in any country,
- not less than thirty days before the -
:-expiration of the response period - =
- . required by the-relevant patent ofﬁce N
" {4) The contractor agrees to include,
- within the gpecification of any United
States patent application and any patent .
- issuing thereon covering a subject

invention, the following statement, *This

. . invention was made with Govemmem

support under {identify the coniract)
awarded by (identify the Federal' -
agency). The Govemment has certnin
rights in t.hu inwnhon. i

{1} The cantmctar wi.ll include thm
clause, suitably modified to identify the
parties, in all subconiracts, regardless of
tier, for experimental developmental or

. research work to be periormed by a . °
small business firm or domestic . ..
‘nonprofit orgamzabou. The '

subcontractor will retain all ngllté

- part of the consideration for awarding’

subcontractor s subject inventions,
--{2) The contractor will include in all: -

experimental, devélopmental or
research work the patent rights clause
required by (cite section of agéncy -

; mplemenﬂng mgw‘at:ons. FPR.or "~

DAR).

{3} In the case of subcontracts. at any
tier, when the prime award with the
Federal agency was a contract (but not a
grant or cooperative agreement}, the
_ agency, suhcontractor, and the .
contractor agree that the mutuat ~
obligations of the parties created by this
clanse constitute a contract between the
subcontractor and the Federal agency
with respect to those matters covered by
this clause.

lnventmns

The contractor agrees to subxmt on

request perfodic reports no more

_frequently than annually on the

utilization of a subject invention or on

efforts at obtaining such utilization that .

are being made by the cantractor or us

licensees or assignees. Such reports -

sh=ll include information regarding the :
status of development, date of first =
commercial sale or use, gross. roynlues 2

- received by the controetor, andauch
ki _::otherdlfaudhfnmnmuiha

} J Ma.r'cb-mwts IR

agency :nay reasonably spec:fy The

* -contractor also agrees to provide =~ '
. additional reports as may be requested .

by the agency in connection with any :
march-in proceeding undertaken by the
agency in accordance with paragraph j.

. of this clause, To the extent data or ..
- information supplied under this secticn .

ia gonsidered by the contractor, its *: .
licansée or assignee to ‘be privileged and

. confidential and is so marked, the
: agency agrees that, to the extent:
" permitted by 35 U.5.C. 202(c)(5), it will

not disclose such information to peraona
outside the Government.

_ i Preference for United Stctes mdusby :

Notwithstanding any “other prowsion
of this clause, the contractor agrees that

- neither it nor any assignee will grantto =
: any person the exclusive right touseor . . .

- sell any subject invention in the United - .
. States unless such perscn agrees that -
- any products embodying the subject

invention or produced through the use e:f
the subject inveation willbe -

- ‘manufactured substantially in the ~ .

Unlted States. However, in mdmdual
cases, the requirement for such'an -

" agreement may be waived by the "~
. Federal agency upon a ahowmg by the :

* contractor or its assignee that™
--reasonable but unsuccenshl efforts have S
. been'made to grant licenses on similar -
-+ terms to potenual licensees that would . .~
: ~+-be likely to manufacture substantially i in -
other subcontracts, regardless of ter, for - -

the United States or that under the "~
circumstances domestic manufacture in
not commercially feas:blr S .

The contractor agrees that with.
respect to any subject inventionin - .
~which it has acquired title, the Federal
ogency has the right in accordance with
the procedures in OMB Circular A-124
{and .agency regulationsat . . -}to .

- require-the contractor, an ass:gnee or

exclusive licensee of a subject invention
“to grant a non-exclusive, pa:mally
_exclusive, or exclusive license in any |

: - field of uae to a responsible apphcam or’'

-applicants, upon terms that are:

" reasonable under the: circumstances
-~ and if the contractor assignee, or-

"exclusive licensee refuses such &

to grant such a license itself if the- ..
Federal agency determines that: ©

(1) Sucb action is ‘necessary because -

the contractor or assignee has not take-n.

. or is not expected to take within a. :
" reasonable time, effective steps to’

achieve practical application of the .
|ub]ect invention in such field of use.

{2} Such action is necessaryto "~

_ al.levmte health or safety needc wluch

" request, the Federal agency has the nght SRR




,w:ll be utihzed for the suppurt of

< Bre not reasonably satisfied by the - _
.. conlractor, asslgnee. or their llcensees. :
/" (3) Such action is necessary to meet
-requirements for public use specified. by : S
Federal regulations and such - = - . [Complete Accordmg to inst:uctmn
‘requirements are not reasonab!y - -at’Pert 8.b. of this Ci‘rcular} ST
... . satisfied by the ooutmcton aasl,gnee or . [PRDur.az—cm Plled 2-16-82: 24 am]
- licensees; or i '
ST {4) Such action is necessary because
- the agreement required by paragraphi. .~
" of this ¢clause has not been obtained or
waived or because a licensee of the ;
exclusive right to use or sell any sub]ecl
- invention in the United States is in - g
breach of such agreement. - . . oo

R 3 Spec:a] Provisions for Contmcts mt}r S
T 'Nanj)mﬁt O!gamzatmns ' e

I the contractoriz a non—profi
organization, it agrees that:  * -
. (1} Rights to a subject invention in the
" United States méay not be assigned . /7220
-~ without the approval of the Fed’eml e
- agency, except where such assignment -
is made 10 an organization which has as"
_ oné of its primary functions the
' management of inventions and which i is’ _ i
- mot, itself, engaged in or does not hold a8 oo
*~ substantial interest in other R
-~ organizations engaged in the Sl liaen
- manufactire or sale of products or the '
- use of processes that might utilize the .-
* invention or be in competition with - .
" embodiments of the invention provided-
=" that such ass:gnee will be subject to the
ssame provigions as the contractor);
“--(2) The contractor may not grant
. exclusive licenses under United States -
- patents or patent applications in sub]'ecl
inventions to persons other than small -
> business firms for a penod in excess of
- -the-earlier of:
“ . {i) Five years from first t:ommermal
N aale or use of the invention; or™ . .. -
. (i) Eight years from the date of the
. -exclusive license excepting that time ~ .
- 'before regulatory agencies necessary to .
. obtain premarket clearance, unless on a
.. .- case-by-case basis, the Federal agency
. approves a longer exclusive license. If
i -exclusive field of use licenses are :
- granted, commercial sale oruse inone - .
- field of use will not be deemed - :
-/ “comimercial sale or use s to other ﬁelds .
- of use, and a first commercial sale or -
;' 'use with respect to a product of the - -
" invention will not be deemed to end the
" exclusive period to different subsequent
“products covered by the invention.
" (3) The contractor will share royalties
* collected on a subject invenuon mth the :
inventor; and S
.. (4) The balance of any royaltles or
. . income earned by the controctor with
"-respect to subject inventions, after
- payment of expenses [including . e S
-7t payments to inventors) incidental to the -~ T
S adm)mstrahon of subject inventwns e '









