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XXIII.2

Withdrawals under Chapter I
(Article 24(1 Hi) and RUle 90bis)

What?
When?

How?

Effect?

What?
When?

How?

Effect?

international application, designations, priority claim
before the expiration of 20 months from the priority date

by a notice of withdrawal signed by all applicants, their agent or the
appointed common representative, and filed with the RO or the IB

- withdrawal effective upon receipt by the RO or the IB
- withdrawal has no effect in DOs where national processing or

examination has already started
- withdrawal of internationillapplication or designations:

effect ceases in each designated State concerned, with same
consequences as ",ithdrawal 0.1 a national application in that State

- If notice of withdrawal received by the IB before completion Of
technical preparations for international publication, there will be no
international publication (withdrawal can be made conditional on
receipt in time to prevent publication)

- withdrawal of priority claim: time limits which have not expired are re­
computed on the basis ofthe revised priority date resulting from the
withdrawal

WorldIntellectualProperty Organization ~

Withdrawals under Chapter II
(Article 37 and Rule 90bis)

International application, designations, demand, elections, priority claim
before the expiration of 30 months from the priority date

by a notice of withdrawal signed by all applicants, their agent or the
appointed common representative, and filed with:

- the RO, the IB or the IPEA, if withdrawing International application or
priority claim

- the IB, if withdrawing demand or elections
- withdrawal effective upon receipt by appropriate Authority (see above)
- withdrawal has no effect in DOstEOswhere national processing or

examination has already started

- withdrawal of demand or elections: withdrawal after expiration of
Chapter I time limit for entry Into national phase Is considered to be
withdrawal of the Intemational application in relation to the State(s)
concerned

- withdrawal of priority claim: time limits which have not expired are re­
computed on the basis of the revised priority date resulting from the
withdrawal

11.01.96"""--- .WorldIntellectual PropertyOrganization d"'"
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XXIV.2

Pertinent Portions of the peT

• Rule 13bis

• Administrative Instructions Section 209

li"\'_,
06 Feb 86

Microorganisms in an
International Application

• National laws of certain designated States
require deposit of a microorganism.

• Deposit

-Is made with a recognized depositary
institution;

- Enables the claimed invention when the
microorganism is not readily available to the
public. <":""~...

l~\\_,
06 Feb 16



XXIV.3

The peT

• Sets forth the contents of reference to
deposited microorganism (Rule 13bis .3).

• Sets forth the time for furnishing allY
such indication (Rule 13bis.4).

til'\,.-1
DB Feb 16

. .
Deposit Under the BUdapest

. Treaty

• Is made with any depositary institution
having acqUired the status of an

. internationill~epositary authority (IDA);

• Eliminates the need of deposit in each
country in which protection is sought.

~~'\
\'_1
. 06 Feb 9&
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XXIV.4

States Party,tothe Budapest
Treaty

• As of01 September. 1995..there are 35
states party to the treaty

- 32 are p~rcontractil1gStates

- 3 are States not bound by th$ peT.

• The EPO has declared that it recognizes
the effects of the Budapest Treaty.

ii'\,......1
06 Feb i8

Budap~stTreatyStates (1 Sep 1995)
• Australia • liechtenstein
• Austria • Netherlands
• Belgium • Norway
• Bulgaria • Philippines *
• China • Poland
• Cuba * .. .. • Republic of Korea
• Czech Republic • Republic of Moldova
• Denmark • Russian Federation
• Finland •• Singapore
• Fran.ce • Slovakia
• Germany • Spain
• Greece • Sweden
• Hungary • Switzerland
• Iceland • Tajikistan
• Italy • Trinidad and Tobago
• Japan • United Kingdom
• Latvia • United States of America

• Yugoslavia *
* State not bound by the PCT

-



XXIV.S

Necessary InforrnCitionFor a
Deposited lVIicroorganism

• NClmean~ address of the depositary
institution;

• Date of deposit;

• Accession number; and

• Any additional indications, if applicable
(see Annex L of PCT Applicant's Guide).

/f'~.....
"~~\......,..1

06 F.b9S

National Laws Concerning
Microorganisms

• Certain States require that the
indications

- be provided upon filing the international
application;

- be in the description.

• Form PCT/RO/134 may be used.

/11'...._.1
08 Feb'S



XXIV.6

Notification ofAdditional
Indicati'ons

-Internatlonal Bureau notified()f
additional matter required by c.ertain
States.

- Additional matter published in the
peT Gazette at least tWo months
before becoming a requirement.

tit~\_/
06 Feb 98
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XXIV.7

Deposits of Microorganisms
Requirements of designated and elected Offices

L

Only offices wboseapplicable national law contains provisions concerning tbe deposits of microorganisms are listed
in tbis table. Unless otberwise indicated in tbe table, deposits may be made for tbe purposes of pateut procedure
before these Offices with any depositary institution having acquired tbe status of international depositary authority
under the Budapest Treaty on the International ~ecognition of tbe Deposit of Microorganisms for the Purposes of
PatentProcedure (these institutions are indicated furtber in this Annex and are notified from time to time in
"Industrial Property and Copyright", a publication of WIPO).

Time (if any) earlierthasi 16 montbs from
priority date by which applicant must

furnish:

Designated
(or Elected) Office

Albania

Albanian Patent Office

tbe indications
prescribed. in
Rule 13bis.3(a)(i)
to (iii)

None

any additional
matter specified
in tbe adjacent
rigbt-band
column

At the time of filing (as
part of the application)

Additional indications
(if any) which must be

given besides those
prescribed in

Rule 13b~.3(a)(i) to
(iii) pursuant to

notifications from the
offices concerned

To the extent available to the
applicant, relevant information
on the cbaracteristics of the
microorganism

Deposits may also be blade for the purposes of patent procedure before the Albanian Patent Office with any depositary
institution specialized for that purpose

Australia

Australian Patent
Office

None At the time of filing (as
part ofthe application)

To. the extent available to the
applicant, relevant information
on the characteristics of the
microorganism

An applicant may give notice that the furnishing of a sample of a microorganism shall only be effected prior to the grant
of a patent, or prior to the lapsing, refusal or withdrawal of the application, to a person who is a skilled addressee without
an interest in the invention (Regulation 3.54(3) of the Australian Patents Regulations). A notice to this effect must be
filed by the applicant with the Australian Patent Office before the application is made available to the public under
Section 90 of the Australian Patents Act. Ifsuch a notice has been filed, a.request for the furnishing of a sample must
nominate the person to whom the sample will be furnished. Applicants should be aware that ifrelease of a sample of
micro-organism is to be restricted to a person who is a skilled addressee,then the Australian Patent Office should be
notified of this before the application is published in accordance with Section 90 of the Australian Patents Act 1990.

Austria

Austrian Patent Office Before completion of
technical preparations
for international
publication

At the time of filing (as
part of the application)

To the extent available to the
applicant, all significant
information on the
characteristics of the
microorganism

No. 0111996

[continued on next page]
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XXIV.S

Deposits of Microorganisms - Requirements of designated and elected Offices (continued)

Time (if any) earlier tban 16 montbs from
priority date by wbicb applicant must

fumisb:

Designated
(or Elected) Office

tbe indications
prescribed in
Rule 13bis.3(a)(i)
to (iii)

lIny additional
matter specified
in tbe adjacent
rigbt-band
column

Additional indications
(if any) whiehmust be

given besides those
prescribed in

Rule 13bis.3(a)(i) to
(iii) pursuant to

notifications from tbe
offices concerned

BUlgaria

Bulgarian Patent
Office

Within 3 months after
the filing date

At the time of filing
(as part of the
application)

None

Cbina

Cbinese Patent Office None None The scientific name (with its latin
name) of the microorganism,
relevant information on the
characteristics of the
microorganism, a receipt of
deposit and the viability proof
from the depositary institution of a
sample of the microorganism

Deposits may be made for the purposes of patent procedure before the Chinese Patent Office with CGMCC or CCTCC
(see further in this Annex), or with any depositary institution having acquired the status of international depositary
authority under the Budapest Treaty on the International Recognition of the Deposit of Microorganisms for the
Purposes of the Patent Procedure.

Czecb Republic

Industrial Property
Office

None None None

Denmark

To the extent available to the
applicant, all significant
information on the characteristics
of the'microorganism

At the time of filing
(as part of the •
application)

Where applicant
requests publication
earlierthan 16 months
from the priority date,
not later than that
request

The applicant may request that, until the application bas been laid open to public inspection (by the Danish Patent
Office), or has been fmally decided upon by the Danish Patent Office without having been laid open to public inspection,
the furnishing of a sample shall only be effected to an expert in the art. The request to this effectshall be filed by the
applicant with the Danish Patent Office not laterthan at the time whenthe application is made available to the public
under sections 22 and 33(3) of the Danish Patents Act. If such a request bas been filed by the applicant, any request
made by a third party for the furnishing of a sample shall indicate the expert to be used. That expert may be any person
entered on a Iist of recognized experts drawn up by the Danish Patent Office or any person approved by the applicant in
the individual case. . .

Danish Patent Office

[continued on next page]
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XXIV.9

Deposits of Microorganisms - Requirements of designated and elected Offices (continued)

Time (if any) earlier tban 16 montbs from
priority date by .wbicb applicant must

furnisb:

Designated
(or Elected) Office

Finland

National Board of
Patents and Registration

tbe indications
prescribed in
Rule 13bis.3(a)(i)
to (iii)

Where applicant
requestspublication
earlier than 16 months
from the priority date,
not later than that
request

any additional
matter specified
in tbeadjacent
rigbt-band
column

At the time offiling (as
part of the application)

Additional indications
(if any) wbich must be

given besides tbose
prescribed in

Rule 13bis.3(a)(i) to
(iii) pursuant to

notifications from tbe
offices concerned

To the extent available
to the applicant, all
significant information
on the characteristics of
the microorganism

The applicant may request that, until the application has been laid open to public inspection (by the National Board of
Patents and Registration), or has been fmally decided upon by the National Board of Patents and Registration without
having been laid open to public inspection, the furnishing of a sample shall only be effected to an expert in the art. The
request to this effect shall be flied by the applicant with the International Bureau before the expiration of 16 months from
thepriority date (preferably on the Form PCTIRO/134 reproduced in Annex Z of Volume I of the PeT Applicant's
Guide). If such a request has been filed by the applicant, any requestmade by a third partyfor the furnishing of a sample
shall indicate the expert. to be used. That expertmay be any person entered on a list of recognized experts drawn up by
the National Board of Patents and Registration or any person approved by the applicant in the individual case.

Georgia

Georgian Patent.Office None None None

Deposits may also: be made for the purposes of patentprocedure before the Georgian Patent Officewith "any
scientifically recognized institution at borne and abroad" and that includes all institutions published further in this Annex.

Germany

German Patent Office None None None

Deposits may also be made for the purposes of patentprocedure before the German Patent Officewith "any scientifically
recognized institution at home and abroad" and that includes all institutions published further in this Annex.

[continued on next page]
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XXIV.10

Deposits of Microorganisms - Requirements of designated and elected Offices (continued)

Time (if any) earlier than 16 months from
priority date by which applicant must

furnisb:

Designated
(or Eleded) Office

Hungary

Hungarian Patent Office

tbe indications
prescribed in
Rule 13bis.3(a)(i)
to (iii)

At the time of filing for
the notification ofthe
fact that a deposit was
made on or before the
filing date

any additional
matter specified
in the adjacent
rigbt-band
column

None

Additional indications
(if any) wbich must be

given besides those
prescribed in

Rule 13bis.3(a)(i) to
(iii) pursuantto

notifications from tbe
offices concerned

To the extent available to the
applicant, the characteristics of
the microorganism and a
taxonomic description

Deposits may also be made for the purposes of patent procedure before the Hungarian Patent Office with "any
intemationally well-known depositary institution in case of reciprocity".

Iceland

Icelandic Patent Office Where applicant
requests publication
earlier than 16 months
from the priority date,
not later than that
request

At the time of filing (as
part. of the application)

To the extent available to the
applicant, all significant
information on the
characteristics of the
microorganism

The applicant may request that, until the application has been laid open to public inspection (by the Icelandic Patent
Office), or has been finally decided upon by the Icelandic Patent Office without having been laid open to public
inspection, the furnishing of a sample shall only be effected to an expert in the art. The request to this effect shall be
filed by the applicant with the Icelandic Patent Office not later than at the time when the application is made available to
the public under Sections 22 of the Icelandic Patent Act. If such a request has been filed by the applicant, any request
made by a third party for the furnishing of a sample shall indicate the expert to be used. That expert may be any person
entered on a list of recognized experts drawn up by the Icelandic Patent Office or any person approved by the applicant
in the individual case.

Japan

Japanese Patent Office At the time of filing
(must be in the
description) (except as
to the date of deposit of
the microorganism)

At the time of filing
(must be in the
description)

Relevant information on
(i) the characteristics which

identify,
(ii) the process for

producing,
(iii) the usefulness of the

microorganism

[continued on next page]
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XXIV.11

Deposits of Microorganisms - Requirements of designated and elected Offices (continued)

Time (if any) earlier than 16 months from
priority date by.which applicant must

furnish:

Designated
(or Elected) Office

Kazakstan

Kazak Patent Office

the indications
prescribed in
Rule 13bis.3(a)(i)
to (iii)

None

any additional
matter specified
in the adjacent
right-hand
column

None

Additional indications
(if any) which must be

given besides those
prescribed in

Rule 13bis.3(a)(i) to
(iii) pursuant.to

notifications from the
offices concerned

To the extent available ... to the
applicant, relevant information
on the characteristics of the
microorganism

Deposits may also be made for the purposes of patent procedure before the Kazak Patent Office with any depositary
institution.

Kenya

Kenya Industrial
Property Office

Latvia

Latvian Patent Office

Lithuania

Lithuanian Patent
Office

None

None

None

None

At the timeof filing as
part of the application

None

To the extent available to the
applicant, relevant information
on the characteristics of the
microorganism

To the extent available to the
applicant, relevant information
on the characteristics of the
microorganism

To the extent available to the
applicant, relevant information
on the characteristics of the
microorganism

Deposits may also be made for the purposes of patent procedure before the Lithuanian Patent Office with any depositary
institution.

[continued on next page]
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XXIV.12

Deposits of Microorganisms - Requirements of designated and elected Offices (continued)

Time (if any) earlier than 16 months from
priority date by which applieant must

furnish:

Designated
(or Elected) Office

Mexico

Mexican Patent Office

Netherlands'

Netherlands Industrial.
Property Office

the indications
prescribed in
Rule 13bis.3(a)(i)
to (iii)

None

At the time of filing
(must be in the
description) (except as
to the accession
number)

any additional
matter specified
in the adjacent
right-hand
column

At the time of filing
(must be in the
description)

At the time of filing
(must be in the
description)

Additional indications
(if any) which must be

given besides those
prescribed in

Rule 13bis.3(a)(i) to
(iii) pursuantto

notifieations from the
offices concerned

To the extent available to the
applicant, relevant information
on the characteristics of the
microorganism

To the extent available to the
applicant, relevant information
on the characteristics of the
microorganism

Deposits may also be made for the purposes of patent procedurebefore the Netherlands Industrial Property Office with
IFO, NLM and PC (see further in this Annex). Ifthe applicantwishes that, until the date of a grant of a Netherlands
patent or until the date on which the application is refused or withdrawn or lapsed, the microorganism shall be made
available as provided in Rule 3IF(I) of the Patent Rules only by the issue of a sample to an expert nominated by the
requester, the applicant must inform the Netherlands Industrial Property Office accordingly on a prescribed form. Said
information must be furnished to the Netherlands Industrial Property Office before the date on which the application is
made available to the public under Section 22C or Section25 of the Patents Act of the Kingdom of the Netherlands,
whichever of the two dates occurs earlier.

Norway

Norwegian Patent
Office

Where applicant
requestspublication
earlier than 16 months
from tile priority date,
not later than that
request

At the time of filing (as
part of the application)

To the extent available to the
applicant, all significant
information on the
characteristics of the
microorganism

The applicant may request that, until the application has been laid open to public inspection (by the Norwegian Patent
Office), or has been fmally decided upon by the Norwegian Patent Office without having been laid open to public
inspection, the furnishing of a sample shall only be effected to an expert in the art. The request to this effect shall be filed
by the applicant with the Norwegian Patent Office not later than at the time when the application is made available to the
public under Sections 22 and 33(3) of the Norwegian Patents Act. If such a request has been filed by the applicant, any
request made by a third party for the furnishing of a sample shall indicate the expert to be used. That expert may be any
person entered on a list of recognized experts drawn up by the Norwegian Patent Office or any person approved by the
applicant in the individual case.

[continued on next page]

I The informaOOn presented inthis box is relevant onlyas regards international applications filedbefore April I, 1995.
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XXIV.13

Deposits of Microorganisms - Requirements of designated and elected Offices (continued)

Time (if any) earlier than 16 months from
priority date by \Vhichapplicant must

furnish:

Designated
(or Elected) Office

the indications
prescribed in
Rule 13bis.3(a)(i)
to (iii)

any additional
matter specified
in the adjacent
right-hand
column

Additional indications
(if any) which must be

given besides those
prescribed in

Rule 13his.3(a)(i) to
(iii) pursuant to

notifications from the
offices concerned

Poland

Polish Patent Office None None Name and address of the
depositor

Deposits may also be made for the purposes of patent procedure before the Polish Patent Office with the national
depositary authority - Institut of Agricultural and Food Biotechnology, according to the agreement published in the Official
Journal of the Office (WUP No.10/1993).

Portugal

National Institute of
Industrial Property

None At the time of filing
(must be in the
description)

To the extent available to the
applicant, relevant information
on the characteristics of the
microorganism

Republic of Korea

Korean Industrial
Property Office

At the time of filing
(must be in the
description)

None None

For the purposes of patent procedure before the Korean Industrial Property Office a deposit is required not later than at the
date of filing the international application. A receipt attesting the deposit and its acceptance issued by thedepositary
institution with which the microorganism was deposited must be submitted to the Korean Industrial Property Office within
the time limit applicable under peT Article 22 or 39(1).

Republic of Moldova

NoneNoneMoldova Patent Office To the extent available to the
applicant, relevant information
on the characteristics of the
microorganism

Deposits may also be made for the purposes of patent procedure before the Moldova Patent Office ~ith any depositary
institution.

[continued on next page]
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XXIV.14

Deposits of Microorganisms - Requirements of designated and elected Offices (continued)

Time (if any) 'earlier than 16 montbs from
priority date by which appllcant must

furnish:

DesigDated
(or Elected) Office

Russian Federation

Russian PatentOffice

tbe indicatioDs
prescribed In
Rule 13bis.3(a)(i)
to (iii)

None

any additioDal
matter specified
iD the adj acent
right-haDd
column

None

AdditioDal iDdications
(if any) which must be

given besides those
prescribed in

Rule 13bis.3(a)(i) to
(iii) pursuant to

notificatioDs from the
offices concerned

To the extentavailable to the
applicant, relevant information
OD the characteristics of the
microorganism

Deposits may also be made for the purposes of patent procedure before the Russian Patent Office with any depositary
institution,

SiDgapore

Registry of Patents NODe NODe A copy of the receipt of deposit

The applicantmay request that the furnisbing of a sample of the microorganism shall only be made available to an expert.
The request to this effect must be filed by the applicant with the International Bureau before the completion of the
technical preparations for International publication of the application.

!
------~--------~----~--~-------~-----""';~
Slovakia

Industrial Property
Office

Slovenia

Slovenian Intellectual
Property Office

None

Where applicant
requests publication
earlier than 16 months
from the priority date,
Dot later than that
request

None

At the time of filing (as
part of the application)

None

To the extent available to the
applicant, relevant information
on the characteristics of the
microorganism

Deposits may also be made for the purposes of patent procedurebefore the Slovenian Intellectual Property Office with any
depositary institution recognized by the Office (a list is published in the officialjournal of the Office). The furnishing of
samples to a third party may be subjectedto the conditionthat that party: (a) has a right to demand that a sample of the
microorganism be made available; (b) has undertaken the obligation to make the applicant not to allow access to the
sample of the depositedmicroorganism to any third party before the prescribed period of the validity of the patent expires.

[continued on next page]
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XXIV.15

Deposits of Microorganisms - Requirements of designated and elected Offices (continued)

Time (if any) earlier than 16 months froID
priority date hy which applicant.must

furnish:

Designated
(or Elected) Office

Spain

Spanish Patent and
Trademark Office

Sweden

Swedish Patent Office

the indications
prescribed in
Rule 13bis.3(a)(i)
to (iii)

None

Where applicant
requests publication
earlier than 16 months
from the priority date,
not later than that
request

any additional
matter specified
in the adjacent
right-hand
column

At the time of filing
(must be in the
description)

At the time of filing (as
part of the application)

Additional indications
(if any) which must be

given besides those
prescribed in

Rule 13bis.3(a)(i) to
(iii) pursuant to

notifications from the
offices concerned

To the extent available to the
applicant, relevant information
on the characteristics of the
microorganism

To the extent available to the
applicant, relevant information
on the characteristics of the
microorganism ,

The applicant may request that, until the application has been laid open to public inspection (by the Swedish Patent
Office), or has been fmally decided upon by the Swedish Patent Office without having been laid open to public inspection,
the furnishing of a sample shall only be effected to an expert in the art. The request to this effect shall be filed by the
applicant with the International Bureau before the expiration of 16 months from the priority date (preferably on the Form
PCTIROll34 reproduced in Annex Z of Volume I of the peT Applicant's Guide).
If such a request has been filed by the applicant, any request made by a third party for the furnishing of a sample shall
indicate the expert to be used. That expert may be any person entered on a list of recognized experts drawn up by the
Swedish patent Office or any person approved by the applicant in the individual case.

Switzerland

Swiss Federal
Intellectual Property
Institute

None None None

Deposits may also be made for the purposes of patent procedure before the Swiss Federal Intellectual Property Office with
FIB, lAM, !FO and SBL (see further in this Annex). The furnishing of samples to a third party may be subjected to the
condition that that party indicates to the depositary institution its name and address for the purpose of information of the
depositor and undertakes: (a) not to make available the deposited culture or a culture derived from it to a third party; (b)
not to use the culture outside the purview of the law; (c) to produce, in case of a dispute, evidence that the obligations
under items (a) and (b) have not been violated.

[continued on next page]

No. 01/1996 PCTGAZElTE-SECTION IV·ANNEX L 260



XXIV.16

Deposits of Microorganisms - Requirements of designated and elected Offices (continued)

Time (if any) earlier than 16 months from
priority date by which applicant must

furnish:

Designated
(or Elected) Office

the indications
prescribed in
Rule 13bis.3(a)(i)
to (iii)

any additional
matter specified
in the adjacent
right-hand
column

Additional indications
(if any) which must be

given besides those
prescribed in

Rule 13bis.3(a)(i) to
(iii) pursuant to

notifications from the
offices concerned

Tajikistan

Ta.jik Patent Office None None To the extent available to the
applicant, relevant information
on the characteristics of the
microorganism

Deposits may also made for the purposes of patent procedure before the Tajik Patent Office with any depositary institution.

The former Yugoslav
Repubhe orMacedonia

Industrial Property
Protection Office

None At the time of filing
(must be in the
description)

To the extent available to the
applicant, relevant information
on the characteristics of the
microorganism

Deposits may also be made for the purposes of patent procedure before the Industrial Property Protection Office with any
international depositary institution recognized by the Office (a list is published in the official journal of the Office). The
furnishing of samples to a third party may be subjected to the condition that that party: (a) has a right to demand that a
sample of the, microorganism be made available; (b) has undertaken the obligation to make the applicant not to allow
access to the sample of the deposited microorganism to any third party before the prescribed period of the validity of the
patent expires.

Turkey

Turkish Patent Institute None At the time of filing
(must be in the
description)

To the extent available to the
applicant, relevant information
on the characteristics of the
microorganism

Deposits may also be made for the purposes of patent procedure before the Turkish Patent Institute with any depositary
institution specialized for that purpose

Turkmenistan

Turkmen Patent Office None None To the extent available to the
applicant, relevant information
on the characteristics of the
microorganism

_________--------~--------------0.
Deposits may also be made for the purposes ofpatent procedure before the Turkmen Patent Office with any depositary
institution.

[continued on next page]
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XXIV.17

Deposits of Microorganisms - Requirements of designated and elected Offices (continued)

Time (ifany) earlier tban 16 montbs from
priority date by wbicb applicant must

furnisb:

Designated
(or Elected) Qmce

tbe indications
prescrlbed in
Rule 13bis.3(a)(i)
to (iii)

any additional
matter specified
in tbe adjacent
rigbt-band
column

Additional indications
(if any) whieh must be

given besides tbose
prescribed in

Rule 13bis.3(a)(i) to
(iii) pursuant to

notifications from tbe
offices concerned

Ukraine

Ukraine Patent Office None None To the extent available to the
applicant, relevllnt information
on the cbaracteristics of the
microorganism

Deposits may. also. be made for the purposes of patent procedure before the Ukraine Patent Office with any depositary
institution.

United Kingdom

Where applicable, the
identification of any
intematlonal agreement under
which the deposit was made

NonePatent Office Where applicant
requests publication
earlier than 16 months
form the priority date,
not later than that
request

Deposits may also be made for the purposes of patent procedure before the UK Patent Office with "any depositary
institution anywhere in the world". It is the responsibility of the applicant to select the depositary institution with which be
wishes to make his deposit and to ensure that samples of the culture deposited will be made available in accordance with
Rule 17 and Scbedule 2, UK Patents Rules 1995. The applicant may give notice in writing to the International Bureau
before technical preparations for publication of the international application are completed, that a sample should be made
available only to an expert.

United States of America

United States Patent and
Trademark Office
(USPTO)

The name and address
of the depositary
institution at the time of
filing

At the lime of filing (a) A statement that the deposit
was made on or before the
priority date ofthe international
application (where a date of
deposit prior to that date has not
beenindicated,pursuant to Rule
I3bis.3(a)(ii».
(b) To the extent feasible, a
taxonomic description of the
microorganism.

Deposits may also be made for the purposes of patent procedure before the USPTO with "any foreign or domestic
depositary institution obligated by law, treaty or contract to accept, store and release specimens under the conditions
specified in the United States jurisprudence". In the USPTO, if the same indications concerning the name and address of
the depositary institution are not also included in an earlier application the priority of which is claimed, the priority of the
earlier application will not be accorded in the national processing of the application.

[continued on next page]
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Deposits of Microorganisms - Requirements of designated and elected Offices (continued)

Time (if any) earlier than 16 months from
priority date by which applicant must

furuish:

Designated
(or Elected) Office

Eurasian Patent
Organization

Eurasian Patent Office
(EAPO)

the indications
prescribed in
Rule 13bis.3(a)(i)
to (iii)

None

any additional
matter specified
in the adjacent
right-hand
column

None

Additional indications
(if any) which must be

given besides those
prescribed in

Rule 13bis.3(a)(i) to
(iii) pursuant to

notifications from the
offices concerned

To the extent available to the
applicant, relevant information
on the characteristics of the
microorganism

Deposits may also be made for the purposes of patent procedure before the Eurasian Patent Office with any depositary
institution.

European Patent
Organisation

European Patent Office
(EPO)

None At the time of filing To the extent available to the
applicant, relevant information
on the characteristics of the
microorganism

Deposits may also be made for the purposes of patent procedure before the EPO with FIB and IFO (see further in this
Annex). Deposits with CNCM can be made. under the Budapest Treaty or, as far as the deposits of cell cultures,
mycoplasma and rickettsiae are concerned, under a bilateral agreement with the EPO. If the applicant wishes that, until the
publication of the mention of the grant of a European patent or until the date on which the application is refused or
withdrawn or is deemed to be withdrawn, the microorganism shall be made available as provided in Rule 28(3) of the
Implementing Regulations under the European Patent Convention only by the issue of a sample to an expert nominated by
the requester (Rule 28(4) of the said Implementing Regulations), the applicant mustinform, by a written statement, the
International Bureau accordingly before completion of technical preparations for publication of the international
application. Such statement must be separate from the description and the claims of the international application and must
preferably be made on the Form PCTIRO/134, referred to in Section 209 of the Administrative Instructions under the peT
and reproduced in Annex Z of Volume I of the PCT Applicant's Guide.

[continued on next page]
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L I>eposi~s of Microorganisms L

List of depositary Institutions
Agricultural Research Service Culture Collection Laboratorium voor Microbiologie-
(NRRL)' Bacterienverzameling (LMG)'
1815 North University Street Universiteit Gent
Peoria, Illinois 61604 K. L. Ledeganckstraat 35
United States of America B-9000 Gent

Belgium
American Type Culture Collection (ATCC)'
12301 Parklawn Drive
Rockville, Maryland 20852
United States of America

Australian GovernmentAilalytical Laboratories
(AGAL)'
The New South Wales Regional Laboratory
I Suakin Street
Pyrnble, NSW 2073
Australia

Belgian Coordinated Collections of
Microorganisms (BCCM)'

Headquarters:

Prime Minister's Services
Science Policy Office
Rue de Ia Science 8
B-1040 Brussels
Belgium

Collections to which deposits must be addressed:

Institut d'Hygiene etd'Epidemiologle-Mycojogie
(lHEM)'
Rue J. Wytsman 14
B-I050 Brussels
Belgium

Laboratorium voorMoleculaireBiologie­
Plasmidencollectie (LMBP)'
Universiteit Gent
K. L. Ledeganckstraat 35
B-9000 Gent
Belgium

Mycotheque de l'Universite Catholique de
Louvain (MUCL)'
Place Croix du Sud 3
B-1348 Louvain-la-Neuve
Belgium

Centraal Bureau voor Schimmelcultures (CBS)'
Oosterstraat I
Postbus273
NL-3740 AG Baam
Netherlands

Center for General Microbiological Culture
Collection (CGMCC)'
China Committee for Culture Collection Of
Microorganisms
Beijing 100080
China

China Center for Type Culture Collection (CCTCC)'
Luo JiaShan
Wuhan 430072
China

Colecci6n Espallola de Cultivos Tipo (CECT)1

Microbiology Department
Biological Science Faculty
University Valencia
46100 Burjasot (Valcenia)
Spain

Collection nationale de cultures de
micro-organismes (CNCM)'
InstitutPasteur
28 rue de Docteur Roux
75724 Paris Cedex IS
France

[continued on next page]
Note: This table does not indicate in relation to depositary institutions thekind of microorganisms which may hedeposited
with and the fees charged bythem. This information may heobtained directly from the institutions. As regards depositary
institutions which have acquired thestatus of international depositary authority under theBudapest Treaty on theInternational
Recognition of the Deposit of Microorganisms for the Purposes of Patent Procedure, such informtion is published at the time
of tbe acquisition of the status of international depositary authority in theWIPO monthy review "Industrial Property".
Furthermore, theJanuary issue of the said review indicates, for each international depositary authority, the kinds of
microorganisms that it accepts and thefees charged by it.

, Depositary institution having acquired the status of international depositary authority under the Budapest Treaty on the International
Recognition of the Deposit of Microorganisms for the Purposes of Patent Procedure.
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Deposits of Microorganisms

List of depositary institution.s. (continued)

L

Culture Collection of Algae and Protozoa (CCAP)'
Institute of Freshwater Ecology
Windermere Laboratory
The Ferry House
Far Sawrey
Ambleside, Cumbria LA22 OLP
United Kingdom

and
Dunstaffnage Marine Research Laboratory
P.O. Box 3
Oban, ArgyllPA344AD
United Kingdom

Czech Collection of Microorganisms (CCM)'
ul. Tvrdeho c. 14
Masaryc University
60200 Brno
Czech Republic

Culture Collection of Yeasts (CCY)' .
Institute of Chemistry
Slovak Academy of Sciences
Dubrasvska cesta 9
84238 Bratislava
Slovakia

Deutsche Sarnmlung von Mikroorganismen und
Zellkulturen (DSM)'
Mascheroder Weg Ib
D·38124 Braunschweig
Germany

European Collection of Cell Structures (ECACC)'
Centre for Applied Microbiology
and Research
Porton Down, Salisbury, Wiltshire SP4 OJG
United Kingdom

National Institute of Bioscience and Human­
Technology (NIBH)'
Ministry of International Trade and Industry
1-3 Higashi l-chome, Tsukuba-shi
Ibaraki-ken 305
Japan

Forschunginstitut Borstel (Fill)
Institut fur Experimentelle Biologie
und Medizin
D·23845 Borstel
Germany

Institute of Applied Microbiology (lAM)
Culture Collection
Center for Cellular and Molecular Research
Institute of Molecular and Cellular Biosciences
The University of Tokyo
I-I Yayoi, l-chome, Bunkyo-ku
Tokyo 113
Japan

Institute for Fermentation (!FO)
17-85 Juso-honmachi 2-chome
Yodogawa-ku
Osaka 532
Japan

International Mycological Institute (IMl)'
Bakeham Lane
Englefield Green
Egham, Surrey TW20 9TY
United Kindgom

Korean Cell Line Research Foundation (KCLRF)'
Cancer Research Institute
Seoul National University College .ofMedicine
28 Yungon-dong, Chongno-gu
Seoul 110-799
Republic of Korea

Korea Research Institute of Bio-science
and Biotechnology (KRlBB)'
# 52, Oun-Dong, Yusong-ku,
Taejon 305-333
Republic of Korea

Korean Culture Center of Microorganisms (KCCM)'
College of Engineering
Yonsei University
Sodaemun-gu
Seoul 120-749
Republic of Korea

Laboratorium voor Microbiologie (NLM)
Julianalaan 67a
Delft
Netherlands .

[continued on next page]

I Depositary institution having acquired thestatus of international depositary authority under theBudapest Treaty ontheInternational
Recognition of the Deposit of Microorganisms for the Purposes of Patent Procedure.
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))eposits of Microorganisms

List of depositary institutiolls (continued)

L

National Bank for Industrial Microorganisms and
Cell Cultures (NBtMCC)'
125 Tsarigradsko shosse blvd., 2
Itl3 Sofia
Bulgaria

National Collection of Agricultural and Industrial
Microorganisms (NCAlM)'
Department of Microbiology and Biotechnology
University of Horticulture and Food Industry
Soml6i ut 14-16
H-Itl8 Budapest
Hungary

National Collection of Food Bacteria (NCFB)'
AFRC Institute of Food Research
Reading Laboratory
Earley Gate, Whiteknights Road
Reading, Berkshire RG6 2EF
United Kingdom

National Collections of Industrial and
Marine Bacteria Ltd, (NCIMB)'
23 St. Machar Drive
Aberdeen AB2 IRY
Scotland
United Kingdom

National Collection of Type Cultures (NCTC)'
Central PublicHealth Laboratory
61 Colindale Avenue
London NW9 5HT
United Kingdom

National Collection of YeastCultures (NCYC)'
Institute of Food Research
Norwich Laboratory
Norwich Research Park
Colney
Norwich NR4 7UA
United Kingdom

Phabagen Collection (PC)
Rijksuniversiteit Utrecht
Vakgroep Moleculaire Celbiologie
Padualaan 8
3584 CH Utrecht
Netherlands

Statens Bakteriologiska Laboratorium (SBL)
10521 Stockholm
Sweden

State Scientific Centre for Antibiotics (VNlIA)'
Nagatinskaya uI.3a
Moscow 113105
Russian Federation

Russian Collection of Microorganisms (VKM)'
Prospekt Naouki, 5
142292 Puschino, M6skovskaya obI.
Russian Federation

Russian National Collection
of Industrial Microorganisms (VKPM)!
GNU Genetika
I Dorozhny proezd, I
113545 Moscow
Russian Federation

1 Depositary institution having' acquired thestatus of international depositaryauthcirity under the. Budapest Treaty en the International
ReCognition of the' Deposit' of MicroorganiSmS"(orthe~ses 'of Patent Procedure.
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Applicant's or agent's file
reference number

International application No.

INDICATIONS RELATING TO A DEPOSITED MICROORGANISM

(peT Rule 13bis)

A. The indications made belowrclate to the microorganism referred to in the description
on page , line

B. IDENTIFICATION OF DEPOSIT

Name ofdepositary institution

Address ofdepositary institution (including postal codeand,country)

Further deposits are identified on an additional sheet 0

Date of deposit Accession Number

C. ADDITIONAL INDICATIONS (leave blank ifnolappJicable) This infonnation is continued'on an additional sheet 0

D. DESIGNATED STATES FOR WHICH INDICATIONS ARE MADE (lflh<i.dicalionso"'Olfo,olldtsi~.atedSlo,es)

E. SEPARATE FURNISHING OF INDICATIONS (leaveblonk ifnot applicable)

The indications listed below will be submitted to the-international-Bureau later (specify the general nalureolihe indicalions, e.g., "Accession
Number of Depostt'v

For receiving Office use only • , For IntemationalBureau use only •

-

oThissheet was receivedwith the international application

-

o Thissheetwasreceivedby the International Bureauon"

Authorized officer

Form PCTIRO/134 (July 1992)

AUUlorized officer
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XXV.2

Pertinent Portions of the peT
• Rules

-5.2
-13ter

• Administrative Instructions
- Section 208
-Annex C

,I",'I'oI9'TCIo"\

.~.
\'_1
06 Feb 96

WIPO Standards

• 5T.23 - recommendation for the
presentation of nucleotide and amino
acid sequences in patent applications
and in published patent documents.

• 5T.24 - recommendation concerning
the filing of nucleotide and amino acid
sequence listings in computer­
readable form.

ti"....__1

08 Feb 91



XXV.3

PCT ~ule 5.2 specifies that

• The description contain at the end a
listing for ,my nucleotide.aod/or amino
acid sequence disc:losec:l; and

• The listing comply with standard
prescribed in the PCT Administrative
Instructions.

.9""f'~,

!k~\-,'­06 Feb 96

PCT Rule 13ter
• Allows the ISA to invite applicant to

furnish within a time limit

- a listing complying with the prescribed
standard and/or .

- a listing in a machine readable form.

.9""f'~'
!~~\_,
06 Flib96



XXV.4

-

The machine readable form of the
sequence listing

• Permits search and examination of
applications contail'lingasequence
listing by computer.

~"....-rCt<,•.k; \
\&;'­06 Feb 96

-

If appncant~oes not comply with
the invitation

• The ISA will search the application
only to theextel1t pos~iblewithout
the aid of the sequence listing.

~~oWf1r.,

• '!r,; \
\.,&;'­06 Feb9S
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In response to the invitation

• Applicant should file

- a copy of the listing in machine readable
form; and

- a statementtp~he effectthatthe listing
does not include matter which goes
beyond the disclosure of the application as
filed.

ii\
\'_1
06 Feb 96

A later-filed sequence listing

• Is placed in the application for use by
the ISA;

• Is not published as part of the
interl1Cltionalapplication.

.~\
\'_1

06 Feb 98
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os Feb 96

XXV.6

Chapter II and National Phase
• The IPEA may request the sequence

listing from the ISA.

• A desi.gnatedOffic~ may. require
applicant to provide

-a cOpy of any listing fUl"nishedtothe
ISA; and/or

- a listing complying with the standard
prescribed in the Administrative
Instructions and/or with the listing in
machine readable form.

USPTO Sequence listing
Requirements

• A sequence listing complying vvith WIPO
Standard ST.23 and presented in machine
readable form as provided in Annex C of
the Administrative Instructions.

• USPTO requirements for US national
applications apply to International.
Applications where USPTO acts as the ISA
and IPEA (see 37 CFR 1.821 to 1.825).

ti\
,\._1
06 Feb is



XXV.7

EPOSequence Listing
Requirements

• A sequence listing complying with WIPO
Standard ST.23 and presented in machine
readable form as provided in Annex C of
the Administrative Instructions.

• EPO requirements for European
applications apply to International
Applications where EPO acts as the ISA
and IPE.A (see EPO OJ No. 12 (Suppl. No.2)
and No. 1-2/1993).

l"WfJfr~\

\~i'­06 Feb 96



XXV.8

PC] Administrative Instructions
Section208

Sequence Listings

(a) Any nucleotide and/oraminoacid sequence listing ("sequencelisting")
shall be presented in a format complying withWIPO StandardST.23 (Recommendation
for the PresentationofNucleotideand Amino Acid Sequence Listings in Patent
Applications and in PublishedPatentDocuments)."

(b) Any machinereadable form of a sequence listing shall comply with the
required format in accordance.withAnnex.C,

(c) Any sequence listing not forming part of the international application
shall, when furnished, be accompanied by a statementto the effect that the listing does
not include matter which goes beyondthe disclosure in the international applicationas
filed.

(d) Sheets of a sequence listing in printed form not forming part of the
international application shall be sequentially numbered in a series separate from that
used in numbering thesheetsof the international application; the number of each sheet
shall preferablyconsist of two Arabic numerals separated by a slant, the first being the
sheet number and the second beingthe total numberof such sheets (for example 1/3,2/3,
3/3).

4 Published in the WIPOHandbook on Industrial Property Information and Disclosure

',.:



XXV.9

ANNEXC

FORMAT FOR NUCLEOTIDE AND lOR AMINO ACID
SEQUENCE LISTINGS IN MACHINE READABLE FORM

Australian Patent Office

Machine readable form is not required

OCR format is accepted and must comply with WIPO Standard ST.22.12

No requirement for electronic form but acceptable as follows:

(a) Medium:

Diskette:
5.25 inch, 360 Kb storage;
5.25 inch, 1.2 Mb storage;
3.5 inch, 720 Kb storage;
3.5 inch, 1.44 Mb storage;

Magnetic tape: 0.5 inch, up to 2400 feet;

Density: 1600 or 6250 bits per inch, 9 track;
Format: raw, unblocked;

(b) Character codes:

ASCII;

(c) Computer hardware and operating systems configuration:

Computer: ffiM PCIXT/AT, IBM PS/2, or compatibles;

Operating system: PC-DOS or MS-DOS (Versions 2. I or above);

Austrian Patent Office

Machine readable form is riot required.

OCR format is accepted and must comply with WipO Standard ST.22.12

12Published in the WIPO Handbook on Indusii-TafProperty Information and Documentation.
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European Patent Office

(Modification ofAnnex C - Requirements ofthe European Patent Office as published in PCT Gazette No. 32/1992
pages 15240-15241).

Machine readable form on diskette is required. The diskette shall be readable on one of the computer/operating­
system configurations or comply with the specified format described in subparagraphs (a) and (b) below:

(a) Computer: IBM PCIXT/AT, IBM PS/2 or compatibles;

Operating System PC-DOS or MS-DOS (Versions 2.1 or above);
Line Terminator: Carriage Return plus Line Feed;
Pagination: Form Feed or Series of Line Terminators;
End-of-File: Ctrl-Z;

Media:
Diskette - 5.25 inch, 360 Kb storage;
Diskette - 5.25 inch, 1.2 Mb storage;
Diskette - 3.50 inch, 730 Kb storage;
Diskette - 3.50 inch, 1.44 Mb storage;

Print command: PRINT filename.extensive;

(b) Apple Mactinosh

Operating system: Mactinosh;
Mactinosh File Type: Text with line termination;
Line Terminator: Pre-defmed by text type file;
Pagination: Pre-defined by text type file;

Media:
Diskette - 3.50 inch, 400 Kb storage;
Diskette - 3.50 inch, 800 Kb storage;
Diskette - 3.50 inch, 1.4 Mb storage;

Print command: Use PRINT command from any Macintosh application that processes text files, such as
MacWrite or TeachText.

The EPO recommends the useof the Patentln software for the preparation of the sequence listings.

Together with the diskette, the applicant has to file a statement of conformity between the content of the diskette
and the diskette and the listing in written form, as follows: "It is hereby stated that the information recorded on the data
carrier is identical to the written sequence listing".

(For more details, see Supplement No..2toOJ EPO 12/1992).
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Japanese Patent Office

The Japanese Patent Office (JP{j) recommends that a listing of sequence in an electronic form application shall
be recorded as code data complying with WIPO Standard ST.23", but the recommendation is not a statutory requirement.

Requirements for electronic form:

(a) Medium:

Floppy disk:
8 inches both-sided double density (2d) (TIS X6201);

5.25 inches high density (2HD) (TIS X6211);
3.5 inches high density (2HD) (TIS 6223);

On-line:

ISDN (64kb/s);
Digital Data Exchange of Packet (9600b/s);

(b) Character codes:

Code of Japanese graphic character set for information interchange (TIS X 0208- 1983);

(c) Computer hardware and operating systems configuration:

Not specified, but in accordance with the JPO's electronic application standards;

(d) Computer software:

Not specified, but in accordance with the JPO's electronic application standards;

(e)Other requirements:

floppy disk application:

File specification for Japanese Documents Interchange (TIS X4004- 1988);

On-line application:

OSI & CCITT T.73;

Russian Patent Office

Machine readable form is not required.

Swedish Patent Office

Machine readable form is not required.

"Published in the WIPO Handbook on Industrial Property Information and Documentation.
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United Kingdom Patent Office

Machine readable form is not required.

UnIted States Patent and Trademark Office (USPTO)

A sequence listing is required for all disclosures of sequence infonnation in which the sequence has four or
more amino acids or ten or more nucleotides, Branched sequences and those including D-amino acids are excluded from
the rules.

The USI'TO has not adopted the use of an OCR format and it is not expected that such a format will be adopted
by the USI'TO.

Sections 1.821 to 1.825 of title 37, Code of Federal Regulations (37 CFR) relate to sequence listings submitted
to the USPTO. Sections 1.824 and 1.825 which set forth the requirements for sequence listings in machine (computer)
readable form are reproduced below:

37 CFR 1.824 Form and format for nucleotide and/or amino acid sequence submissions in computer readable form.

(a) The computer readable form required by Section 1.821(e) shall contain a printable copy of the "Sequence
Listing," as defmed in Sections 1.821(c), 1.822, and 1.823, recorded as a single file on either a diskette or a magnetic
tape. The computer readable form shall be encoded and.formatted such that a printed copy of the "Sequence Listing"
may be recreated using the print commands of the computer/operating-system configuration specified in paragraph (f)
of this section.

(b) The file in paragraph (a) of this section shall be encoded in a subset of the American Standard Code for
Information Interchange (ASCII). This subset shall consist of all the printable ASCII characters including the ASCII
space character plus line termination, pagination, and end-of-file characters associated with the
computer/operating-system configurations specifiedin paragraph (f) ofthis section. No other characters shall be allowed.

(c) The computer readable formmay be created by any means, such as word processors, nucleotide/amino acid
sequence editors, or other custom computer programs, however, it shall be readable by one of the computerl
operating-system configurations specified in paragraph (f) of this section, and shall conform to the specifications in
paragraphs (a) and (b) of this section.

(d) The entire printable copy of the "Sequence Listing" shall be contained within one file on a single diskette or
magnetic tape unless it is shown to the satisfaction of the Commissioner that it is not practical or possible to submit the
entire printable copy of the "Sequence Listing" within one file on a single diskette or magnetic tape.

(e) The submitted diskette or tape shall be write-protected such as by covering or uncovering diskette holes,
removing diskette write tabs, or removing tape write rings.

(f) As set forth in paragraph (c), above, any means may be used to create the computer readable form, as long
as the following conditions are satisfied. A submitted diskette shall be readable on one.ofthecomputer/operating-system
configurations described in paragraphs (1) through (3), below. A submitted tape shall satisfy theformat specifications
described in paragraph (4), below
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(I) Computer: IBMPCfXT/AT,IBM I'S/2, or compatibles;

Operating system: PC.OOSor MS.OOS(yersions 2.1 or above);
Line Terminator: ASCII Carriage Return plus ASCII Line Feed;
Pagination: ASCII Form Feed or Series of Line Terminators;
End-of-File: ASCII SUB (Ctrl-Z);

Media:
Diskette - 5.25 inch, 360 Kb storage;
Diskette - 5.25. inch, 1.2 Mb storage;
Diskette- 3.50 inch, 720Kb storage;
Diskette -3.50 inch, 1.44 Mb storage;

Print Command: PRINT filename.extension;

(2) Computer: IBM PCfXT/AT, IBM PS/2, or compatibles;

Operating system: Xenix;
Line Terminator: ASCII Carriage Return;
Pagination: ASCII Form Feed or Series of Line Terminators;
End of-File: None;

Media:
Diskette - 5.25 inch, 360 Kb storage;
Diskette - 5.25 inch, 1.2 Mb storage;
Diskette - 3.50 inch, 720 Kb storage;
Diskette - 3.50 inch, 1.44 Mb storage;

Print Command; lpr filename;

(3) Computer: Apple Macintosh;

Operating System: Macintosh; .
Macintosh File Type: text with line termination;
Line Terminator: Pre-defined by text type file;
Pagination: Pre-defined by text type file;
End-of-file: Pre-defined by text type file;

Media
Diskette - 3.50 inch, 400Kbstorage;
Diskette - 3.50 inch, 800 Kb storage;
Diskette - 3.50 inch, 1.4 Mb storage;

Print Command: Use PRINT command frotu any Macintosh
Application that processes text files, such as MacWrite or TeachText;

(4) Magnetic tape: 0.5 inch, up to 2400 feet;

Density: 1600 or 6250 bits per inch, 9 track;
Format: raw, unblocked;
Line Terminator: ASCII Carriage Return plus optional ASCII Line Feed;
Pagination: ASCII Form Feed or Series of Line Terminators;
Print Command (Unix shell version given here as sample response-mt/dev/rmte; Ipr/dev/rmtO):
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(g) Computer readable forms that are submitted to the Office will not be returned to the applicant.

(h) All computer readable form~ .. shallhave a label permanently affixed thereto on which has been handprinted
or typed, a description of the format of the computer readable form as well as the name.of the applicant, the title of the
invention, the date on which the data were recorded on thecornP\lter readable form, and the name and type of computer
and operating system which generated the files on the computer readable form. If all of this information can not be
printed on a label affixed to the computer readable form, by reason ofsize or otherwise, the label shall include the name
of the applicant and the title of the invention and a reference number, and the additional information may be provided
on a container for the computer readable form with the name of the. applicant, the. title of the invention, the reference
number, and the additional information affixedto the container. If the 90mputer readable form is submitted after the date
of filing under 35 U.S.C. II I, after the date of entry in the national stage under 35 U.S.C. 371, or after the time of
filing, in the United States Receiving Office, an international application under the PCT, the labels mentioned herein
must also include the date of the application and the application number, including series code and serial number.

37 CFR 1.825 Amendments to or replacement ofsequence listing and computer readable copy thereof

(a) Any amendment to the paper copy of the "Sequence Listing" (Section 1.821(c» must be made by the
submission of substitute sheets. Amendments must be accompanied by a statement that indicates support for the
amendment in the application, as filed, and a statement that the substitute sheets include no new matter. Such a statement
must be a verified statement if made by a person not registered to practice before the Office;

(b) Any amendment to the paper copy of the "Sequence Listing," in accordance with paragraph (a) of this
section, must be accompanied by a substitute copy of the computer readable form (Section 1.821(e» including all
previously submitted data with the amendment incorporated therein, accompanied by a statement that the copy in
computer readable form is the same as the substitute copy of the "Sequence Listing." Such a statement must be a verified
statement if made by a person not registered to practice before the Office,

(c) Any appropriate amendments to the "Sequence Listing" in a patent, e.g., by reason of reissue or certificate
of correction, must comply with the requirements of paragraphs (a) and (b) of this section.

(d) If, upon receipt, the computer readable form is found to be damaged or unreadable, applicant must provide,
within such time as set by the Commissioner, a substitute copy of the data in computer readable form ~ccompanied by
a statement that the substitute data is identical to that originally filed. Such a statement must be a verified statement if
made by a person not registered to practice before the Office.
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-
PATENT COOPERATION TREATY (PCT) PUBLICATIONS

U.S, DOLLAR PRICESFOR THE YEAR 1996

FOR RESIDENTS OF THE UN/TEDSTATESOFAMERICA

The following PCT publications, in English and Frenchexceptwhere otherwiseindicated,may be ordered from the
International Bureauof the WorldIntellectual PropertyOrganization (address overleaf).

International applications' published underthe PCT
(pamphlet) togetherwith international searchreport

PCTGazette: subscription for the year 1996"
single issues(except special issues)

PCTGazetteSpecialIssues:
General Information: ContractingStates,National&

Regional Offices,International Authorities
Agreements between WIPOand International Searching

and/orPreliminary Examining Authorities
Administrative Instructions underthe PCT(withoutForms)
PCTReceiving OfficeGuidelines
PCT Search Guidelines
PCTPreliminary Examination Guidelines
Minimum Documentation: List of Periodicals

PCTForms:
Request and DemandForms
Receiving Office(RO) Forms
International Searching Authority(ISA) Forms
International Bureau(IB) Forms
International Preliminary Examination Authority (IPEA)Forms

PCTNewsletter: subscriptions for 1996" (Englishonly)
single issues
Binderfor PCTNewsletter (holds 24 issues)

~
PCT Applicant's Guide

"\.. (price includes UpdatingServicefor 1996)"
, pdatingService for 1996"

(only for those who owned the Guide in 1995)

PCTtext andRegulations'"

The First Twenty-Five Years of the PCT 1970·1995
Records of the Washington Diplomatic Conference, 1970(hard bound)
BasicFactsaboutthe peT

Surface mail Ainnail

10.00 13.00

600.00 1480.00
20.00 48.00

15,00 26.00

15.00 26.00
15.00 26.00
15.00 26.00
15.00 26.00
15.00 26.00
15.00 26.00

free free
15.00 26.00
15.00 26.00
15.00 26.00
15.00 26.00

50.00 65.00
7,00 8,00
8.00 15,00

140.00 240.00

84.00 168.00

15.00 26.00

67,00 140.00
126.00 180,00

free free

• Published inChinese. English, French, (icnnan, Japanese, Russian orSpanish. iftheapplieationwufiled inoneof these languages; published in English.
if filed ie a language other than thepreceding seven: English·languagc abstract is always inclUded. Maybcsupplicd insingJe copiesbynumber of
publication, orsupplied automa1.ically upon publication intwomodes: either allof them, orselected pamphlctucc:ording to Intcmuional Patent
Classification (lPe) symbols.

.. Thesubscriptions to the PCTOazeac•.pcr Newsletter andto theUpd.al.ing Scivice of the PCT AppJi=ant's OVidc IR aueomatical1yrenewcd at theendof
tachcalendar year unless notifiCllion to dieconiraryis received.

... Availabl:ein Arabic. English, French. Gcnnan. Italian. Portuguese, Russian and Spanish.
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ESl2ace~WQrJdCp~RQMscMtajtliDgtbe baCkJog:PCTlntematjnnal Annljcatjons

• The complete set from 1978to 1989
• 1989(27 Disks)
- 1988 (21 Disks)
·1987 (15 Disks)
- 1986 (14 Disks)
-1985(11 Disks)
·1984 (10 Disks)
- 1983 (9 Disks)
- 1982(9 Disks)
-1981 (7 Disks)
- 1980(6 Disks)
- 1978 and 1979(2 Disks)

8780.00
2020.00
1550.00
1110.00
1030.00
820.00
750.00
680.00
680.00
525.00
440.00
150.00

The Espace-World CD-ROMs from the year 19900nwardsshould be ordered from the European PatentOffice,
Schottenfeldgasse 29, Postfach82, 1072Vienna,Austria.

Mode ofprdeting·andpa'yjng

Orders shouldbe addressedto:

WIPO - World IntellectualPropertyOrganization
Publications Sales and Distribution Unit
PostOfficeBox 18
1211 Geneva20
Switzerland

Telecopier: (4122)7401812, (4122)7335428
Telephone: (4122)7309618,(4122) 730 9734,(4122) 730 9590, (4122) 730 9111

Paymentmay be effectedin any of the following ways:
• by paymentto WIPOaccountN" 487080-81 at the SwissCredit Bank, P.O. Box 2I53, 1211 Geneva. 2,

Switzerland;
• by paymentto WIPOpost check accountN° 12·5000·8,Geneva, Switzerland;
• by debitingdepositaccount, if any, at WIPO;
- by check in Swissfrancs or in a currencyfreely convertible into Swiss francs, payable at a bank in Switzerland.
• by American Express, Mastercard,Eurocardor Visa. Please indicatethe cardholder's narneand address, the

card numberand expirationdate.

WIPOwill, on request,send invoicesor pro-formainvoices.

Urgentorderscarryan administrativecharge ofUSS15.00 per order.

Transmission of documentby fax costs USS3.00 per page.

A 20% discounton the surface mail prices is grantedto GovernmentUnits, Universitiesand Booksellers.
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8
peT NEWSLETTER
WIPO Publication No. 115 IE)

SUBSCRIPTIONS·
Tq qRDER this monthly publication on the PCT, simply complete and return this form to:

By mail: Worid Intellectual Property Organization
Publications Sales end Distribution Unit
34, chamin des Colombattas
CH-1211 Geneva 20, Switzerland

By fax: (41-22) 740 1S 12

Telephone enquiries regarding subscriptions: (41-22) 730 91 11 (pleese esk for the .Publi­
cations Sales and Distribution Unit).

o I WISH TO SUBSCRIBE TO THE PCT NEWSLETTER at the price of 60 Swiss francs (or
by airmail: SO Swiss francs] or 50 US dollars (or by eirmail: 65 US dollarsl for the period
January to Decembar 1996. Subscriptions will be automatically renewed-and invoices
automatically sent-at the end of each calendar year, unless notification to the contrary is
received.

SUBSCRIPTIONS TO TWO OR MORE COPIES entitle tha subscriber to a discount of 25% off
the price of each copy (including the first).

Number of copies required: .

o I HAVE ALREADY SUBSCRIBED TO THE PCT NEWSLETTER and would lika to sub­
scribe to .......... further copies.

o I WISH TO RECEIVE THE PCT NEWSLETTER BY AIRMAIL

o I WISH TO ORDER (state number required) PCTNEVVSLETTER BII'IDERS at a
price of 11 Swiss francs/S US dollars each. Each binder holds one set of issues published over a
two-year period.

Name: .

Company (if applicable): .

Address: .

Town: State: :.•.•........... ;.

Postal code: Country: .

Fax No.: Telephona No.: .

PAYMENT (please check appropriate box)

The amount of .......... Swiss francs or .......... US dollars will be settled:

o on receipt of invoice

o by debiting my current account established at WIPO, No ..

o by bank transfer to WIPO bank account No. 4S70S0-S1 at the Credit Suisse, CP 2153,
1211.Geneva 2. Switzerland

o by transfer to WIPO postal account No. 12-5000-S, Geneva, Switzerland

o by the enclosed check made payable to the World Intellectual Property Organization
drawn onthe follOWing bank: ;•.•.•....•....

Date: ..•.•.•.....•.•.. Signature: .

"VOUlt. "UllelV I subscrib., to ttl, peT News/euer, it i' not nlC":"''V to campli,. this10rm to renew ••ubscription, ,ince
Subscnption rinewil il lutomatic uril.,. WI .ril nOtifiedto the contrary.

NlSUB1295C
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A US Company's
Experience

with

P.C.T.
by: T.D.vid Reed., SectioD He~d
The Procter & G.mble Comp'Dy
p.teDt Divi.ioD • 'IDterutiolial

After many years of successfully filing patent applications in each country or regional patent
office of interest, in late 1990 Procter & Gamble (P&G) changed to a practice under the Patent
Cooperation Treaty (PCT). Since implementing this change, P&G has filed over l,400 international
applications, designating more than 12,000 country·filings of interest. P&G has entered the National
Phase from ,over500 of these applications resulting in over 3,500 individual national/regional entries.
From this base of PCT experience we will explore: 1) why P&G changed to a PCT practice, 2) how
the change was implemented, 3) how the practice evolved, 4) the level of success (i.e.• was the change
worthwhile), and 5) helpful hints for those considering or just beginning a PCT practice'.

BACKGROUND

To help you understand and relate P&G's experiences to your practice, it is important to have
a basic understanding of PCT procedures as well as a familiarity with P&G's patent operations.

The PCI'

The Patent Cooperation Treaty provides a ptoeedure whereby all. applicant in a PCT country
(contracting state) can lodge a patent application and obtain a filing date in one or more contracting
states by filing a single application in applicant's home country and in applicant's home language.
At time of this writing, there are seventy.eight (78)states, that have subscribed to the PCT covering
a growing majority ofthe developed and developing nations. (See listing in Appendix I.)

The procedures under the PCT are administered by the World Intellectual Property
Organization (WIPO) in Geneva and are executed by the PCT IntemtUioool Bureau (IB) of WIPO
and the patent offices of some contracting states acting in the capacity of IntemtUioool SelJTching
AlIothorily (ISA) and IntemtUioool Preliminary E%lJmining Authorily(IPEA) and/or Receiuing Offu:e

P&G'. experi...ee witla t1ae PCT is baoecl OD fiIiDg intertl.tiODa! .pplicati.... in t1ae US Receiving Offiee
witla interutioDai .~h.. aDd interDatioDa! preli.m.iJlUY ex.miD,uoDi coDdueted by 'itlaer, t1ae EPO
or t1ae USPl'O. The nory of P&G', experi...ee, however, .houlcl be belneficial to botla curreDt aDd
future u.e~ of t1ae ~' regardl... of t1ae receivius office aDd interutioDa! tearching aDd preliminary
ex.mining autbori.tielutiliaed. J

e
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(RO). For example, for applicants who are residents or nationals of the United States, JlCTfilings
are made in English in the RO which is part of the U!1ited States Patent & Trademark Office
(USPTO); for applicants who are residents or nationals of Japae, filings under the PCT are.lodged
in either Japanese or English with the receiving office which is part of the J apanesePatent Office'.
Applicants who are residents or nationals of each PCT contracting s.tate have at least one competent
RO for filing international applications (see PCT Rule 19). Additionally. the IB serves as a.R0 for
international applications from applicants who are residents or nationals of all PCT contracting
states. ' Impo~ntly, for applicants who are residents or nationals of a PCT contracting state,
lodging an .international application with the Receiving Office has the same legal effect as
individually lodging a national patent application in each of the contracting states designated at the
time of filing.

Once filed, an int~r~tional. (PCT) application· hegins a two step process consisting of an
International Phase followed by a National or RegionalPhaee. The National/Regional Phase is
conducted in the individual national/regional patent officesand. for the most part, follows procedures
similar to direct filings. TIle _jor~ o/filin! undttr·cIte PCT 1M ill cite proceduresandoptloNl
tmtriJnNe durilllf cite 11IIUrIariDftIIl P/IQ6Il. The International Phase consists of two parts. the second
of which is optional. During the first part (usually called Chapter I after the section of the Treaty
where it is set forth). an application undergoes a formal examination by the RO and is transmitted
to an ISA for a prior art search and report. and to the IB for publication and distribution to the
patent offices of the contracting states designated in the Requell (application). Following issuance
of the Interootioftlll Search Report (ISR). thePCT provides an applicant a period of time in which
claim amendm~nt8 may be submitted to the IB (PCT Article ·19 & Rule 46). <J

The timing of all events occurring during the International Phase is based on the earliest
priority date of an application. If an application is first filed under the PCT (filed without any
priority claim under the provisions of the Paris Convention). the "earliest priority date" is the
international (PCT) filing date. Ifa PCT application is filed claiming priority under the provisions
olthe Paris Convention, this date is the earliest priority date claimed in the application. (PCT.event
time lines covering each of these situations are shown in Appendix II.) For applications first filed
under the PCT. the Interootioftlll SllGTch Report issuesapproximately nine months after filing; for PCT
Paris Convention filings. the repOrt issues about sixteen months after the earliest priority date.
Rep.nIlese or whether au iJatenlalioDal application i. lbe first.&led appBcation or is filed DDder the
Paris Convention, the application and its -ma report wiD be pahlished aJaont eighteen (18) months
after the earlieat priority Ute.

Under Chapter I procedures. the PCT affords an applicaD.tll/llfJllly(ZO) _ntI&a from the

•

•

EI1«Iiah iaDglIage interuati...sl applica~ filed in the JPO~ PCT ReeeiviDJOifice ",Ult be learched
(ud, if inte.....tiow prelllDiD.m exalDiDatio~ .iI requeoted,. exuaiDed) by ~. EP(). .

For national lecurity reuo.... the natiow laWl oC lO",e CODtracting. lta~preclude. the. UI. oC the
RO/IB in 10"'. circu","tucCl. It iI the relponoibillty oC u .ppli....t to iDlure co"'pliuce with .U
.pplicable natiowoecurity _trictiono.
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earliest priority date to evaluate the cl~imedinvention, consider.the prior art in the search report,
and make a decision whether to invest the money required to enter the national or regional patent
offices. and, if necessary, obtain translations. This is an additional eight months beyond the twelve.
month limit available under the Paris Convention alone.

1'0 further increase the time for decision making and to obtain the additional benefit of an
examination on the merits, for mOst PCT contracting states(ses Appendix I) applicants can avail
themselves of the optional procedures under Chapler II of the PCT. Provided an applicant files a
Demand for International Preliminary E%/lIRiruuion with .~ competent IPEA (PCT Rule 59) within
nineteen (19) months of the earliest priority date, the time to.enter the National/Regional Phase is
extended &om twenty months to IItirry (30) _1IIlY after the earliest priority date. This additional
ten months allows time for the IPEA to examine the application and (ilJ1 general) to issue a Writlen
Opinion regarding the novelty, inventive step and industrial applicability .ofthe claimed invention.
In the Written Opinion, the IPEA examiner may also comment regarding ~ny number of other
matters believed to require amendment (PCT Rule 66.2). Following receipt of the Written Opinion,
an applicant is given the opportunity t.o respond to the IPEAexaminer's opinion with arguments,
data andlor amendments. Additionally, an applicant is entitled to an interview with the examiner.
Under the PCT, however, no reapoDle to • Written Opinion i. required. At some time before about
twenty eight mOnths &om the earliest priority date, the IPEA examiner makes a final review of the
application, including any argumentsandlor amendments submitted in response to the Written
Opinion, and issues an International Preliminary Emmination Report (IPER). This adyjsot)' report
is forwarded to the applicant and to the patent office of each of the PCT contracting ststes elected
at the time of filing the Demand. An applicant, now having both the ISR and the IPER, is faced
with the decision if and where to enter the NationallRegional.Phase. Tille National/Reponal Phase
entry must be made on or before the thirty·month anniversary of the priority filing.

The complete procedures, requirements and options offered under the PCT are .too numerous
to be discussed here. Before filing a PCT application, an applicant should be thoro!1ghly familiar
with the Articles, Rules and Administrative Instructions of the PCT as set forth in the peT
Applicant's Guide and other PCT publications (availabltl through WIPO in Geneva). It is also
suggested that new PCT practitioners attend one of the PCT training courses given in many countries
by WIPO personnel.

Procter ,. GemhJe

P&G bas patent operations in the United States, Europe and Japan. The.staft' effort at each
location is divided into a national or first· filing function and all international function. The patent
professionals performing the first.filing duties are located at the various technic,u centers thro!1ghout
the world. ThtlY work with and are part of P&G's re&ell1'ch and development teams. These
practitioners are respoDsible for drafting, filing and prosecuting P&G's first.filed applications. First

• The 10cal IaWi of lOme COIltraetiDg .tatnloffi.... allow aD additioDal month for entering the
NationallRegionalPhue· (for example AUltraiia aDd the EPO). For th..e ltate%ffi.el. entry from
Chapter I mUlt occur within 21 monW from the earlieot claimed priority date aDdentry from Chapter
II mUlt occur within 31 montha.

«I
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filings are generally made directly in the "home" patent office (U5PTO, JPO, or EPO). The first­
filing attorney retains responsibility for all aspects of the first- filed application through. acceptance
and grant. The international function is responsible for all subsequent patent filings, including filings
made under the Paris Convention and via the PCT.

About eight to nine months after the first filing, a summary of each first·filed application is
sent to a "technology coordinator" for recommendations regarding additional filings. Each of the
technology coordinators is a senior technical manager responsible for keeping abreast of the
Company's global development efforts in their area of specialty. These coordinators are in the best
position to gather the corporate input necessary to judge the commercial interest of each invention
on a geographic basis and determine where to file. The coordinators' filing decisions are
communicated to the interJ18tional patent functioll for action. Prior to changing to practice under
the PCT, the international groups lodged the applications directly in tbe appropriate national and
regional patent offices.

WHY ANVHQWP&ij CHANfiED

•
Direct national/regional practice had served P&G well for many years. Tried and true

procedures were in place, operations were running smoothly and the Company's needs were being
served. So, "Why change?"

In a phrase, "business. needs were changing!" With the Company's changing needs, the
patenting procedures also needed to change to continue serving the Company's interests. P&G is a
multi·national company manufacturing and marketing a wide variety of consumer, medical and
industrial products encompassing a wide scope of technologies. The geographic interests of the
Company are ever expanding. For any given product or technology area, the countries of interest
tomorrow most likely will not be limited to the countries of interest today. To best serve the
Company, the Patent Division neededte keep a wide spectrum of geographic patent filing options
open for as long as possible. New developmenta keep coming &om the global research and
development groupe at an increasing rate. Often there are more promising developments than can
be properly evaluated in the time lIfforded by the Paris Convention. P&G needed more time to
assess the costs venue the benefits of obtaining patent protection for each of the new developments.
Additionally, illl BIll atmosphere of expanding geographic interests and variable international
monetary conditions, it isadvBDtageousto delay patenting expenditures (translations, filing costs,
etc.) to allow more informed decisions regarding the allocation of intellectual·property.protection
funds. In brie£, we needed to keep the muimum namber oC optiou opea Cor as long as posaihle to
allow the JWIl national pateDt filing decJaiona to be ma4e in 1ipt or the meyjmum ec:ieatific and
haaineu inlormatiolll.

Keying on these needs, a practice under the PCT had the potential to help in each area:

1) for PCT contracting states, final filing decisions could be delayed up to thirty
months &om the priority filing •• eighteen months longer. thBlll is available under the

•
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Paris Convention. alone.

2) nationaVregional options could easily (and relatively inexpensively) be reserved in
a wide range of geographies, and

3) the outlay of filing and translation expensescould be delayed until National Phase
entry.

All in all. for P&G. the additional expense of lodging an afplication under the PCT appeared more
than justified by the flexibility available under the PCT.

While the PCT seemed to offer the options required to best serve the Company's needs, PCT
procedures and the effects ofintemational processingon our patent applications were unknown. Our
concern was heightened by tales circulating around the US "patent bar" indicating that in actual
practice. the PCT was &aught with problems: lost cases leading to lost property rights. inconsistent
legal decisions. sloppyoperati0I18' inflexible rules. etc.. Since any change in our patent operations
could not put any of the Company's potential patent rights in jeopardy. we launched an
investigation into these rumors ..Our investigation found that while there were some probleDls during
the start.up of our RO, most of the horrible stories were ancient history and corrective actions had
been taken by the RO staff and WIPO. We concluded that practice under the PCT was "safe" for
the Company's applications and we decided to "Go For It!"

.Be

Making the decision to adopt a new procedure like practice under the PCT.and actually
implementing the change in an effective and efficient m.annerare quite different matters. As
attractive as PCT practice was to P&G. it was clearly a new procedure with unfamiliar rules. In
addition to training the intemational patent staff about the PCT. the technology coordinators and
others in the Company had to be educated in the advantages PCT offered. Procedures needed to be
put in place to fully and effectively utilize the flexibility afforded under the PCT.

Educating the international patent staff in PCT procedures Wll8 accomplished by three routes:
1) reading as many publications on PCT practice as poesible. such as the PCT Applicant's Guide, the
Treaty itself and· the implementing rules. 2) attending seminars on peT practice. especially those
taught by WIPO penonnel. and 3) learning as much as poesible &om experienced PCT practitioners.
For someone contemplating or just beginning practice under the PCT. the PCT Applicant's Guide
is an invaluable eouce ofinfOrmation. The AppliclJJII's Guide. along with the text ofthe Treaty and

• Tbecootaof lodsing • PCT .pplicati... vary depelltliDg 011 theiength of.the .pplicati.... the lIumber
of designated state&, the ISA, and, under Chapter II, the IPEA utllioed. The coote of an applicatioll
arede~ by RO, ISA and IPEA iIlVolume I of the peT AppIKlw" GuiM. Additio...ny, the coota
of ellteriDg the N.tiOJl&llRegionai Pbaoe fo.r each ecmtneting state can be found ill Volume II of the
PCT Applicfllll" GuiM. Several COlltraCting states offer reduced national fees ullder certaiD
CireUlD8tance8. Be sure to "",,"ult the PCT Applicfllll" G.... to learn about your specific situatioll.
Our experience baa beell that, 011 the average. the overan coot of Uling thePCT is about equivalent to
the coot of from olle to two foreign language _latiOIll•

•
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rules will quickly become the foundation of your PCT library. Additionally, the patent laws and
rules of each individual contracting state may have been amended to include sections on PCT
practice. A full understanding of the PCT~relatedsections of local law is also needed.

Educating the Company about how to best utilize the provisions of practice under the PCT
was a bit more challenging and was not truly complete for almost eighteen months. Even though
the advantages of the PCT were thoroughly explained, until National Phase entries were imminent,
the advantages afforded by our new PCT practice wer.e merely promises. As the first National Phase
entry decisions were made, the flexibility gained by the extended timing and expanded geographic
options under the PCT were finally realized.

With the "book learning" over, all applications having a Paris Convention deadline in
December 1990 were setfor filing under the PCT. We began ...

INTERNATIONAL ·rHASE PROCEDURAl, EVOLunoN

The Syrria;Pojnt

Being somewhat unsure in this new arena, we began cautiously. Since our main purpose in
filing under the PCT was to buy decision making time, maintain geographic options for as long as
possible and to postpone major filing costs, the delay in NationallRegional Phase entry to thirty
months &om the priority date obtained under Chapter II was a must. In our caution, we chose not
to exercise any of the other available PCT options since they were not directly related to achieving
these three benefits. Our decision included passing the opportunity to respond to Written Opinions.
Since we did not have any experience with the effect of the advisory IPER's on National/Regional
Phase prosecution, we did not plan to respond to Written Opinions. Weoniyextracted the useful
information and set them aside. them for future reference.

As the first months of our fledgling PCT practice passed. and our practical PCT experience
grew, we reexamined our procedures based on our early learning.

1) Procedures under the PCT are easy to understand and are not diflic.ult to
follow,.but they do differ from procedures used in national practice.

2) PCTfonnal rules are strictly enforced by the Receiving Office. Any application
deviating &om formal PCT requirements wu met with an Invitation 10 COTTed in
which an applicant is given 30 days to rectify formal deficiencies.

3) . With the large volume of papers handled by the RO, occasionally· a submission
temporarily went astray or a required RO action did not occur. As frustrating as this
can be, all instancCll.of lost papers or missed actions were remedied proyjded proof the
applicant took the neeeeegy. '.CtinD iQ,.B.tirnely __ mlpner.oouJd. be.presented (mailing
receipts, etc.),

•
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4) Invitations to Correet are the "scourge" ofPCT practice and are tobe avoided
if at all possible. They cause the applicant needless rework; and delay the orderly
progression of applications through the RO. It is in an applicant's best interests to
file all applications in as near perfect condition as possible.

5) Treaty timing regarding issuartceof the Search ReporiwasMt always met.
(In the ISA/US, the delay was often dependent on the case backlog in the "art group"
conducting the search.)

6) International. Search Reports issued by thepateni office where the first-filed
application was lodged. were generally· a rehash of information already known from
proseeutien of the first-filed case » in general, no new learning was gained for the
search fees paid.

7) The PCT runS on pape~.. The RO, the IB; and the ISA issue a piece of paper
to the applicant at every. step of the PCT process. When the volume of paper
generated by each application starts to arrive, it can be overwhelming. We learned,
however, that each notice is important lind each should be reviewed by the applicant.

AII.in·all, as P&G's experience with PCT increased. weconfinned our judgment that using PCT
presented no more risk to our applications than a direct national filing. We also concluded that an
internal tracking system to monitor and follow-upon critical events in the PCT process was needed
tCl. help avoid future problems. In the PCT process, an applicant has a responsibility to be sure all
the necessliry PCT actions are occurring properly and should immediately fellow-up with the RO,
IB, ISA or IPEA if any problems are detected.

One other aspect of the transition to practice under the PCT that we monitored closely was
the effect of the new procedures on staff' effort. For IlOme time prior tothe change to PCT, our filing
staff'prepllred all the formal documents needed for our national filings IInihe computer by merging
case information contained in a database with the appropriate "shell" documents contained in a
word'processing program. It took several months for the staff' to become comfortable with the PCT
forms and a year or IlObefore the PCTforDlJ! could be integrated into our automated document
system. After some time and experience, however, the new prClcedures became .a Plirt of our routine
operations. (Anyone havill8 a broad international practice should consider the use of a computerized
merge.document system to generate formal documents. The time savings lind decreased possibility
ofCfft)r when compared to hand typing is considerable.)

An unexpected increase in staff' time arrived with our first Invitations.to·Correct. The RO
was considerably more "picky" than we had expected and correcting the fomal defects in our
applications began taking a significant amount of time. As time passed, we came into alignment
with the RO on the interpretation of the Rules and the number of Invitations·to,Correct began to
wane. The PCT formal requirements are clearly laid out in, inter alia, Rule n and once we were
aligned with the RO, avoiding Invitations-to·Correct was merely a matter of insuring our
applications met the requirements.

•
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Overall, the staff effort required for a PCT filing is currently between one and one and one­
half times the .effort required for a single national filing.

Prnmlur,J .RevisiOQS

Following the learning obtained in the first months of PCT practice. we reexamined our
procedures and made several changes:

o The PCT uniquely offers a simple and convenient way to keep geographic
options open for up to eighteen months following the Paris Convention deadline. To
help determine when we.shouldavailourselves of these oppOrtunities. we established
guidelines based on.cO.J1:Sideration of PCT costs and corporate interest as expressed at
the time of PCT filing.

If an application was recommended for filing in only about one or two PCT
contracting states. the expense .of a PCT filing was generally not justified. In these
cases, we do. not use PCT.but file. the applications . directly in the one or two
countries/regional offices of interest.

If the original filing recommendation includes three through seven PCT
contracting states, we view this level of filing as indicative of moderate corporate
interest and file the application via the PCT designating the three. to seven states of
interest. While this does not give expanded geographic options at the time of National

.. \ .

Phase entry. it dotlS reserve the option to delay final decisions regarding the states of'
early interest until National Phase entry; It therefo.rerepreserits a potential cost
savings over direct national filings at the end o( the Convention year.

If the original recommendation includes eight or more PCT contracting states,
we take advantage of the PCT provision that does not levy designation fees for states
beyond the. first ten designations (regional offices count as one (1) designation). For
eight tlr more recommended contracting states".we designatell1l PCT contracting
states. This statement needs to be qualified somewhat. If a contracting state is also
a member of the EPO.(or .A.RIPO). we. designate th.at state through the EPO (or
ARIPO) only. We learned that if we checked the individualEPO states in addition
to thtlEPO. we set off a chain of events that generates a lot of paper to and from the
individual EPC patent offices. This is over and above the mountain. of paper
!l'nerated by the PCT procedure alone. Since we don't usually pursue patent
protection in EPOcountrles by the national rtlute. we save tlur efftlrt and the efftlrt
expended in the individual patent offices by not designating the EPO states
individually. There are pros andctlns ttl filing through the EPO vereusfiling directly
in the individual EPO states. The proper route to take muetbe reviewed and chosen
based on Ytlur needs.

o Our initial (cautious) procedures called for search and examination by the
ISA/US and IPEJVUS. This position was quickly replaced by having US originated
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applications searched and examined by the EPO while European first·filedcases were
processed by the USPTO. (Our Japanese first-filed applications are searched and
examined by the USPTO Or the EPOdepending on individual case needs.) This
procedure gives the Company search results from both the EPO and the USPTO for
every case, and avoids the waste of search-money that occurs when the search
obtained in conjunction with the first· filed application is recycled by the ISA. The
extra searchaIIows for more informed decisions at National Phase entry.

Q ,To help lIvoidfutureproblelDs, we docket and track 1IIl critical PCT events.
This is not to say that every paper generated during aPCT filing needs to be tracked,
but certain events must occ,ur for the PCT Process to work.

I) We always send/reqt.iest areturn·receipt with everyPCT sllbmission and
monitor the return of this receipt. We insure the receipt is sllfficiently detailed that
it can be used as proof of receipt by the RO, IB, ISA, or IPEA of every required
submission.

. .
2) We also track the receiptoCthll.application by the lB. With acknowledgement
of receipt by the IB (Form PCTIIBJ301), an applicant knows that the application will
be properly published and distributed to the d~ignated offices" This also provides the
first opportunity to check the ,case data, priority claim(s) and intended country
designations against what has been entered into the computer at the lB. If there is
a mistake in the data entry, or if yOll forgot to make a designation at. the time of
filing, there may be time to correct the. problem. ,By contacting Geneva, data entry
errors can be corrected. If the fifteenth month deadline hasn't passed, omitted
designations may be "added" under PCT Rule 4.9(c) by confirming the appropriate
precautionary designation(s).

3) . 'l'rackingreceiptof the International Search Report.is also important. Not
only is the repOrt a valullble piece of information, but preliminary examination will
not proceed witbollt it. (Additionally, for PCT applications based on earlier filed US
applications, the information in the International (PCT) Search Report mllY require
the filing an Information Disclosure Statement for the earlier filed US application in
order to comply with 37 CFR §1.56.)

4). InoMer to insue meeting the nineteenth month deadline for filjng the Demand
for International Preliminary ExamiF'tion, we docket this event for the middle of the
18th month. This way we insllre that 1IIl demands are sent and received by the
llppropriate IPEA well before the deadline.

5) We track receipt of the Demand by the IPEA and also follow the IB's
notification to the elected officesthat Chapter IIprovisions apply (Form PCTIIB/332).
If the IB notification is not isslled, the elected offices will not know the. time for

•
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entering the ~ational· Phase has been extended from 20 months to 30 months.
.Unaware that the National/Regional Phase deadline has been extended under Chapter
II, some officeswill inform the applicant that the international application is deemed
withdrawn for failure to enter .the Natioll8!/Regional Phase by the twenty.month
Chapter I deadline. It is easier to anticipate and correct problems like this with the
IPEA and IB than to work the issue with each individual local office.

6) During Chapter II processing we track only the receipt of the IPER (due by
the end of the twenty-eighth month). (OfcolUlie we docket the response deadline for
any Written Opinions in the samem~nner We docket all office actionswe receive.)
Regardless of whether the IPERis timely-received or not.llPplicati9ns must enter the
National Phase within the thirty month time limit.

7). In addition to these. PCT events, we also docket the start of our internal
procedures to obtain NationallRegional Phase entry recommendations from our
technology coordinators. This request is made at the twenty-eixth month. Our target
is to process and dispatch National/Regional Phase entries between the twenty-eighth
and twenty.ninth months to give localllgents at least a full month to. prepare,
translate (ifnecessary), and to effect N~ti()nalll\egional Phase entry.

o Following the receipt of the ISR. the PCT af;l'ordsanapplicant the opportunity
to enter amendments to the claims (throllSh the 1:8). SinCe meeting our basic goals
requires filing a Demand and entering· Chapter II. we chose n9t to enter claim
amendments under PCT Article 19. but instead. allY amendments to the claims (or the
disclosure and drawings) lire submitted with the Demand or during international
preliminary examination under PCT Article. 34.

o The biggest change to our starting operational philosophy relates to responses
to Written Opinions'. Going.inwe planned to note Written Opinion,sbut not formally
respond to any of them. .!U time passed it became clear that this decision caused us
to miss an outstanding 9pportunity to adv~nce prosecutiOn of our applications in
many countries with the. effort of a single response.

Common sense tells us that substantive i~sllesraised in lin IPER will need to
be addressed in every office where National/Regional Phase entry is effected. Just
because one chooses not to resl10nd to the in~tional examiner during Chapter II
examination will not make the issue{s) raised by thelPEA dieappear. Therefore, if
one can argue against a negative finding .or amend the IIppliclition during Chllpter II
JIIlIl get II fllvorllble IPER. signi6cllnt time II1I1Y be saved during NIItionallRegional
Phase prosecution. In the IIbsence of II successful Written Opinion response. the
negative issues raised in the IPER will have to be IIddressed on II eeuntry-by-eountry
basis in the Nlitional/Reg;onal Phase. (The EPO has stllteclthat the first official EPO
IIctioli following Regional Phase entry will require IIddressing all neglltive matters
raised in the IPER.) Based on the realization that a Written Opinion response leading
to a favorable IPER for novelty. inventive step and industrial applicability can save

CD
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a great deal of time and energy during National/Regional Phase-examination, we
changed our philosophy and now respond to Written Opinions whenever possible.

While it is clear that a responsetoa Written Opinion leading to a favorable
final report is the best route to take, there are a few caveats that temper our
enthusiasm for universally responding to Written Opinions.

1) In many states, the actual effect of _ favorable report is unknown. (For
example, an informal conversation with a JPOexaminer indicated that Japanese
examiners take. favorable reports under advisement but will continue to do their
normal, full-fledged examination of each application. Our early experience in
Australia, on the other hand, indicates a favorable report leads to a speedy acceptance,
provided local formalities are met.]

2) A necessary.data submission or argument for patentability may be rendered
ineffective in the national offices if it is insufficient to change the international
examiner's negative opinion. The Articles and Rules under the PCT require the IPEA
examiner to issue a statement regarding the novelty, inventive step and industrial
applicability of each claimed invention, citation of supporting prior art and "with such
explanations as the circumstances may require." (Article 35(2)) If an applicant
submits an unconvincing response to a Written Opinion, the examiner may not only
make statements regarding the relation between the claimed invention arid the cited
art, but may also make a statement similar to,

"Applicant's argument that on has been considered and
found unconvincinghecause ...".

Since this opinion will be distributed to all elected offices, the IPEA examiner has not
only issued a negative.opinion that will require attention during national examination,
the report has potentially rendered the argument(s) used during the international
phase ineffective. The same can be true for data. If a data suhmiuion is judged
insufficient awl the IPEA examiner states this opinion in the IPER, the use of the
same da.ta (alone or in conjunction with addition&! data) in front of a national
examiner maybe less di'ective or ineffective. With the effect of one's basic argument
and/or supporting data weakened by the IPEA examiner's comments, prosecution to
a successful conclusion in the national offices maybe more difficult.6

We have received IPERs containing stat:ementsregarding the inadequacy of
arguments and data submitted dllll'ing Chapter II examination. We have not,
however, experienced any negative effects in the NationallRegional Phase from these

Uade. PCT Article 38(1), the utu.. of iDternadoaal preliJDiDary examiDadoa ie cOllfideDdai and the
IPEAfile ie aot available MthOUt the ee....at of the appli.allt. The eae exeeptioa to thie
IPEAlappli.ant oonfideDdaiityie the meie made available to the elected oBi... (oa requeatfoace the
IPER hal beeaeatahliahed•
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opuuons. The downside risk discussed above is speculative from this standpoint.
Because ofthe potential consequences. submitting arguments and/or data in response
to a Written Opinion that may be less than convincing may not be the best approach.
Because of this risk. we have adopted the posture of responding to every Written
Opinion in which we assess that our arguments, data and/or amendments have an
eighty percent chance or better of resulting in a favorable report. (Remember. during
the International Phase an applicant is entitled to receive lIB Written Opinion and
make lIB response. Due to Treaty timings and the extra effort required hy the IPEA.
second Written Opinions are rare and becoming more so. The "give arid take;' found
during prosecution in most national patent officeexaminations is not a practical part
of the. pel' procedure (although it is not precluded).)

(t To respond or not to respond... In light of the comments above, an applicant
can choose to substantively respond to a Written Opinion or not. If the decision is
not to substantively respond. what should an applicant do •• nothing, or inform the
IPEA that 1Il0 response will be forthcoming? For most of our PCT practice, P&G
subscribed to the philosophy. thata response was needed whether or not the content
was substantive. We chose this approach because 1) it puts II piece of paper in the
hands of the IPEA examiner that effectively says, "we'll handle substantive issues as
appropriate during natiena! prosecution." This signals the examiner that the IPER
mlly issue without further delay, 2) It puts II document in our files thllt indicates the
Written Opinion was considered and II collllcious decision was made not to respond.
The IPEAlEP has indicated that such notices are helpful. Consequently, we respond
to every Writtel) Opinion received from the IPEAlEP. even if the response only
acknowledges receipt ofthe Written Opinion and informs the IPEAJEP that we will
not be sending a substantive respolllle. On the other hand. informal conversations
with several USPTO examiners led us to conclude that such notices, while occasionally
helpful. probably should not be sent to the IPEA/US since they are just another piece
of paper that had to be handled. Based on this we have ceased sending notices of non­
response to the IPEAlUS(wutill put a note in our file. however. to indicllte the non­
response was intentional). As you begin your PCT practice. it would be helpful to
determine whether or not the IPEA(s) you will be using would prefer receiving a
response for every Written Opinion, or only substantive responses.

NAllQNAIJREGlQNAL PJUSE PBQ<;EJ)UBES

In June of 1992 we lodged our first National Phase entries. The initial entries went very
smoothly due, in part. to the preparatiollll made for this event. Six months prior to the deadline.
we wrote each of our agents and asked them to list every item required to illllure a smooth National
Phase entry. Additionally. we asked each agent to list the information that would be helpful to
them. but not absolutely required for National/Regional Phase entry. We received a wide spectrum
of allllwers ranging from "we dClD't really need llnythi."g except lluthorizatilln to proceed," to "send
us a copy of every paper sent to or received &llm the international authorities." We compiled the
essential itemS from each agent and looked for common and illlportantitema from the "nice-to-have"

•
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lists. A study of this information led to the development of a standard package 6f informati6n that
supplies the minimum requirements of all agents and the majority of the "nice-to-have" items. Our
goal was to have a standard submission that we.c~uld send to every agent. Using a standard
package allows the case preparation staff to treat every NationallRegional Phase entry essentially
the same, regardless of where entry occurs. The packet we send to each agent includes:

1) a data sheet containing any special instructions. all pertinent datareglirding the
application and indicating the contents of the package;

2) the WIPO publication or a copy of the application as originally filed and a copy of the
International Search Report;

3) the Demand for Preliminary Examination:

4) all Written Opinions; '.

5) any substantive responses to WrittenOpinillns and amendments;

6) the IPER;

7) formal documents required for entry (varies by country); and

8) any desired prelilDinary amendment to be entered following NationallRegionai Phase
entry.

To insure each agent completely understands the status of any amendments entered during
the International Phase as well as anYl'reliminary amendments. we cover the IPER or Written
Opinion response(s). and/or preliminary amendment with brightly colored sheets of paper detailing
the exact status of any amendment contained in tbe document. These colored "flag" sheets help
insure our iDlitructions are clear and that nothing is miaeed.

ForapplicatioDli first·liled in Europe and Japall, our US filings are made Ilia the PCT. As
a consequence. we haveaIeo gained eomeexperience in entering the US National Phase under 35 USC
§371 which may he ofintere8t. When entering the US National Phase we use a different approach
since a) we are the agents. and h) at P&G we uee this opportullity to tlr8llsfer the responsibility for
prosecution to the appropriate Company (national) patent group. Aa with our initial PCT filings.
when entering the US National Phase we ,Iw'f" utilize the pre-printed form supplied by the
USPTO. •Proper use of this form imttre8 all the minimum formal requirementil for entry under 35
USC§371 are met Anl1.it actil as a great checklist to iDllUfe nothing is overlooked. Secondly. if a PCT
application has European.style claim dependencies. US National Phase entry is a perfect time to
enter the nece88ary preliminary amendment to bring the claims into comormance with. tnteralia. 37

(I
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CFR §1.7S(~)',beforeclaims fees are calculated. The required Inyentor's Oath or Declaration and,
if available. and appropriate, the assignment are also. submittedat this time.

SUCCESS OR FAILURE?

With over four years of PCT practice behind us, was the change worthwhile? Without
qualification, "YES!" Over the past four yeare our organization has learned to use PCT to
accomplish all of our initial goals. P&G has utilized the built.in delays to better manage patenting
decisions, better evaluate our inventions, and delay costs. We have often taken advantage of the
expanded geographic options available by entering the National Phase in contracting states that were
not of interest at the close of the Paris Convention year. D.uringthe firet six months of PCT
practice, we ran a "success study." The countries designated by our technology coordinators during
this period were the same countries that would have been filed direcdyin the national offices under
the previous system [i.e., they had not yet been trained in the possibility of reserving a filing date
in a broader geography for a small price). Tracking the cases. filed under. the PCT during the first
six months through National Phase entry revealed that the additional decision making time resulted
in almost twenty percent of the PCT applications filed being "dropped" completely. More
importantly, looking at the individual·designation level, almost thirty percent of the individual
applications that would have been filed nationally under the old non.PCTsystem of operations were
dropped.

After the six-month test period ended, broader designations were made than would have been
recommended in the absence of PCT, so exact data on the advantages gained under thePCT cannot
be made. However, a review of the overall application and designation attrition~ate clearly shows
P&G continues to take increasing advantage of the benefits offered by peT through better patent­
application portfolio management.

PeT AND YOU
HrJpfgJ Bjpgfrom PaG', ExpcriNIM

During the firet four yeart!l of practice under the PCT, P&G has developed a list of helpful
hinta and suggestiol!8 regllniing peT practice. We offer the following list for your consideration.
Please realize .not all these items ~. necessarily proper or u.eeful in all situations, they are offered
merely to help advance your practice under the PCT. You will have to review your own.internal
Procedures 8Jld the needs of your client to determine which, if any, of these hints hayeapplication
in. your practice.

• Be aware that wjlile filing under the PCT loob like a familiar game, it is governed by
a different set ohules and regulations. Procedures under the PCTare not complicated
or difficult, but you must NEVER assume that your local rules of practice apply in
your PCT practice; doing 80 can prove .fatal to your client's. applications. Study and

37 eFR §1.75(c) states, inu, Ill..., that a multiply dependent claim may not depend from another
multiply dependent claim. Fallure to amend clai.... so they are in compliance with 37 eFa §1.75(c)
kcf9l)C claim, fU' arc lj.lpul,tt:dcu lead to very high feee.
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follow the provisions of the PCT and the implementing rules, "Playing thePCT game"
by the peT rules will allow you to reap the benefits of the PCT: ignoring the PCT
rules or trying to "play" by local practice rules will only lead to &ustration and
possible loss of an application.

• Insure your PCTapplications are as formally perfect as possible.
requirements demand that PCT Rule 11 be strictly enforced by the RO.
to Rule 11 at the time of filing will Save you (and the RO) time.

Puhlication
Conforming

• If you file a Significant number of PCT applications, a computerized merge-document
system for ~nerating tbe Request, Demand. and all the formal documents required
for National Phase entry is recommended.

• Use appropriately detailed return receipts for EVERYI'BINGsubmitted to the RO, lB,
ISA and IPEA (and your national office).

• Docket and track all critjcal PCT events; follow-up with the RO. ISA, IPEA or IB if
expected events don't occur or errors are discovered. Docket actiollS required of the
applicant so they occur well in advance of the deadline. [SubmissiollS may be made
by facsimile to the IB and some other offices. The date ofreceipt will be taken as the
date the FAX arrives at its destination, :B2Ithe date you send the facsimile. In some
cases. papers filed by FAX must be followed by a hard copy within two weeks or the
receipt date will be vacated (See peT Rule 92.4 and Anile'" B of the peT Applicanl's
Guide). One callelJt regarding the use of filing documents by facsimile; missing or
illegible sheets in the trallSmission are the responsibility of the sender and not the
recipient. A bad FAX transmissioDcould invalidate a submission and the sender may
not learn of the problem IUltil after the deadline for response has passed (peT Rule
92.4(c)). We only use FAX for critical submissions when no other route to meeting
a deadline is available.]

• Decide whether or not to respond to Written Opinions on a case-by-case basis. It is
to your advantage to respond to as many opinions as possible. Individual case
cirC1lJll8taDCee should dictate whether responding is in the beet interests of your client.
If you do not respond, it is a good idea to put a note in your file to indicate
responding was considered and rejected (and send a notice to the IPEA, ifsuch notices
are desired by the IPEA concerned).

,. In light of the ISR and the IPER. reevaluate your original designations/elections prior
to National Phase entry. Proceed only with those applications and countries of
continuing interest.

,. Regardless of what PCT papers may be available &om the national patent offices.
supply your agents with all the documents they will need to effect National Phase
entry IIlIl be sure to give your agents su1'licient time to get the job done right. This
makes National Phase entry easier for all aDd leea expeD"jye.

(I
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• If you enter the National Phase in your own country, be sure you are fully familiar
with the requirements for entry and the documents that must be supplied: Use of any
available standard form(s) help(s) insure nothing is forgotten. Be familiar with the
relevant sections of your local laws and rules. At the time of National Phase entry, the
application returns to your "home field" where, within the provisions of PCT Article
27, your local regulations andproceduree, and not those of the peT, apply. (Be sure
to read PCT Article 27, especially Article 27(1) relating to the applicability of PCT
rules regarding form and content of the application in the National/Regional Phase.
These provisions of the PCT may be beneficial to you during National/Regional Phase
processing.)

WRATS IN THE FUTURE

Some exciting things are happening in the PCT. More and more countries are joining the
PCT (seeAppendix I). In the future, electronic filing ofPCT applications is expected to be available.
In a joint effort, WIPO, the USPTO and the.EPO are developing EASY (Electronic Application
SYstem). To keep up with new developments in PCT operations, you may want to subscribe to the
PCT Newsletter, the PCT Gaze"e, or both,

PARTING mOUGBT

The PCT provides a valuable tool for the patent practitioner. While it is not the proper
procedure to use for every application or for every client, the PCToffere enough advantages that it
should be considered whenever multiple-country filings are anticipated. The procedures under the
PCT are continually being revised and refined in an attempt to make practice under the PCT safe,
easy and advantageous to the greatest number of applicants. The success of the change to PCT
practice at P&G is just one story of many that could be told. Look at the PCT, examine your
client's needs, and talk to current users elf the PCT; your practice could be the next PCT success
story.

e
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Aft
PCT CONTIl.AtTlNG STATES

(78) a&
EUROPE ASIA & PACIFIC

STATES CONSIDERING
ACCESSION TO THE

PCT

EPO

Austria
Belgium.
Denmark
France.
Germany
Greece ••
Ireland «
Italy.

Liechtenstein •
Luxembourg

Monaco·
Netherlands.

Portugal
Spain.
Sweden

Switz~"land •
United· Kingdom

• EPOP...... OaIy

• Not Bowul byChp... n

• ABIPO P...... OaIy

,.
EUROPE

Cyprus
Malta

Turkey

Non·EPO

Belarus
Bulgaria

Czech Republic
Estonia
Finland

Hungary
Iceland
Latvia

Lithuania
Norway

Moldova (Rep. of)
Poland

Romania
Russian Federation

Slovakia
Slovenia
Ukraine

ASIA & PACIFIC

Indonesia
larael

Malaysia
Philippines
Thailand

Armenia
Australia

P.R.O. China
D.P.R.O. Korea

Georgia
Japan

Kazakhstan
K~gysta.n

Mongolia
New Zealand

Republic of Korea
Singapore
Sri Lanka
TajiItjstan

TurkmeniStan
Uzbekistan

Vietnam

AMERICAS

Barbados
Brazil

Canada
Mexico

Trinidad & Tobago
United States

AMERICAS

Argentina
Chile

Uruguay

AFRICA

OAPI

Benin
Burkina Faso

Cameroon
Cent. African Rep.

Chad
Congo

Cate d'lvoire
Gabon
Guinea

Mali
Mauritania

Niger
Senegal

Togo

ARIPO
Kenya
Malawi
Sudan

Swaziland.
Uganda

Non·OAPIIARIPO

Liberia
Madagascar

,.
AFRICA

Algeria
Egypt

Gambia
Morocco
Zambia
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,.
Month 0:

Month 1: PCTIFF:

Month 3: PCTIFF:

Month 9: PCTIFF:

Month 10: PCTIFF:

Month 12: PCTIFF:
PCTIPC:

Month 13: PCTIPC:

Month 14: PCTIPC:

Month 15: ALL:

Month 16: PCTIPC

Month I'lli: ALL:

Month 18': ALL:

Filing date of PCTfirlt filed application (PCTIFF) OR the earlie.t claimed priority
date for a PCTlPari. Convention application (PCTIPC).

Deadline for payment of PCT ba.ic, tran.mittal and .earch fee.

RO and IB riling receipts sheuld be in hand

International Search Report i••ue.

Early Demand may be filecl

Deadline to pay de.ignation fee.
Pari. Convention deadline to lodge international application

Deadline to pay ba.ic, tran.mittal, .eareb and de.ignation fee.

RO lind IB filing receipts thould be in hand

Deadline for confirming precautionary designatiOns

Deadline for .ubmitting certified copy of priority document; International Search
Report it.ue.

Deadline to .top publication by withdrawing appln. or earliest priority date

Approximate deadline for claim amenclmenu under Article 19 (' Deadline i. actually
the later of 2 month. from the i••uance of the International Search Report or 16
months from the priority date)

Month 18:

Month 19:

Month 20:

ALL:

ALL:

ALL:

Application publiahe. in PCT Gauu; application isdiambuted to de.ignated office.

Deadline for extencling National Phase entry deadline to 30 month. by riling a
Demand for Preliminary EXlmination with the IPEA

Deadline for effecting National Phase entry for 1) applications not entering Chapter
II, 2) .tate. not bound by Chapter II, 3) applications elltering Chapter II with
Demand. filed after the 19th month deadline.

Month 20: PCTIPC

Month. ALL:
21-28

Month 28: ALL:

Month 30: ALL:

Deadline for extencling time to enter the National Pb..e by withdrawing earlie.t
priority claim.

International preliminary examination including Written Opinions respon....
(Each applicant is entitled to an interview with the examiner during preliminary
examination.)

Intematiollal Preliminary Examination Report is.ues to applicant and elected offic..

Deadline for entering the National Phase for applicationsulldergoing Chapter II
examination following riling a Demand by the 19th month deadline
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1. The General AssemblyofWIPO,inits September/October 1994 session, decided that
•...the International Bureau should preparestudies on the implications of the said[the TRIPS]
Agreement on the treatiesadministered byWIPO' (document WO/GNXV/3, paragraph 74).

2. The present papertakes one-by-one eachof the 73 Articles ofthe TRIPS Agreement
and, wherethe Article seems to have 'implications' on anyWIPO-administered treaty, dwells
longer on the Article and points out, unless obvious, any possible change in the obligations ofa
State which isa party to the relevant WIPO-administered treaty and whichis alsoa Member of
WTO andtherefore will be bound(generally as from January 1, 1996) bythe TRIPS
Agreement. Thechange in such obligations is obvious where this papercontains, in respect of
provisions ofthe TRIPSAgreement, wordsto the effectthat there are no corresponding
provisions in the relevant WIPO-administered treaty. Of course, this does not necessarily
imply that changes in national legislation would, in all cases,be required, since, in many cases,
such legislation is alreadyin harmony with the TRIPS Agreement.

3. Moretimeand more discussions will be needed to makethe studies complete.
Therefore, the present paper should be considered to be, and is presented as, a first draft.
Comments on it will be welcomed by the Intemlitional Bureau,which, in anyrevised paper,
will take intoaccount such comments.

4. It is to be notedthat this paperand anyfurtherstudiesofthe International Bureaudo not
constitutean official interpretation of the WIPO-adlninistered treaties, the TRIPS Agreement
or any other official text in the field ofintelleetual property. .

5. OnJuly31, 1995, the following Stateswere party to the ParisConvention and/orthe
Berne Convention and the following entities wereMembers ofWTO:

Albania
Algeria
Antigua andBarbuda
Argentina
Armenia
Australia
Austria
Bahamas
Bahrain
Bangladesh
Barbados
Belarus
Belgium
Belize
Benin
Bolivia
Bosnia andHerzegovina
Botswana

••

Paris
(135)

x
x

x
x
x
x
x

x
x
x
x

x
x
x

Berne
(116)

x

x

x
x
x

x

x

x
x
x

WTO
(97 States;

100 total)

x
x

x
x

.. x
x
x

x
x

x
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Paris Berne WTO

Brazil x x x
Brunei Darussalam . - x
Bulgaria x x
Burkina Faso x x x
Burundi x
Cameroon x x
Canada x x x
Central African Republic x x x
Chad x x
Chile x x x
China x x
Colombia - x x
COngo x x
CostaRica x x x
COte d'Ivoire x x x
Croatia x x
Cuba x - . x
Cyprus x x
Czec:h Republic x x x
Democratic People'sRepublic of Korea x
Denmark x x x
Djibouti - - x
Dominica - - x
Dominican Republic x - x
Ecuador - x
Egypt x x x
EISalvador x x x
Estonia x x
European Community . . x
Fiji - x
Finland x x x
France x x x
Gabon x x x
Gambia x x
Georgia x x
Germany x x x
Ghana x x x
Greece x x x
Guinea x x
Guinea-Bissau x x x
Guyana x x x
Haiti x
HolySee x x
Honduras x x x.
HongKong - - x
Hungary x x x

•
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Paris Berne WTO

Philippines x x x
Poland x x x
Portugal x x x
Republic of Korea x - x
Republic of Moldova x x
Romania x x x
Russian Federation x x
Rwanda x x
Saint KittsandNevis x x
Saint Lucia x x x
Saint Vincent andthe Grenadines x x x
SanMarino x
Senegal x x x
Singapore x - x
Slovakia x x x
Slovenia x x
SouthAfrica x x x
Spain x x x
SriLanka x x x
Sudan x
Suriname x x x
Swaziland x - x
Sweden x x x
Switzerland x x x
Syria x
Tajikistan x
Thailand - x x
Theformer Yugoslav Republic of Macedonia x x
Togo x x x
Trinidad andTobago x x x
Tunisia x x x
Turkey x x x
Turkmenistan x
Uganda x . x
Ukraine x x
United Kingdom x x x
United Republic of Tanzania x x x
United Statesof America x x x
Uruguay x x x
Uzbekistan x
Venezuela x x x
VietNam x
Yugoslavia x x
Zaire x x
Zambia x x x
Zimbabwe x x x

(I
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Part I of the TRIPS Agreement, entitled
"GENERAL PkOVISIONS AND BASIC PRINCIPLES"

6. This Part ofthe TRIPSAgreement consists ofeightArticles (Articles 1 to 8).

7. Article I, entitled "Nature anl/ Scopeof Obligations," contains criteriaas to who-on
the basis ofnationality-thebeneficiaries of the protectionprovided for by the TRIPS
Agreement are. Thosecriteriaare similar to the criteria contained inthe Paris, Berne and
RomeConventions (seeTRIPSAgreement, Article 1, paragraph3; ParisConvention,
Articles 2 and3; BerneConvention, Articles 3 and 4;,Romec:onventiqn, .A!ti9les 4, 5 and 6).
ThisArticle alsodefines the term "intellectua1 property" as referring to "all categories of
intellectual property that are the subject ofSections 1 throu$lt7 ofPart IT" (paragraph 2),
Otherareasofintellectua1 property (for example, utility models) are therefore notcovered by
theTRIPSAgreement.

8. Article 2, entitled "InteUectual Property Conventions," isofutmoSlintportance,
sinceit provides that, in respectofthe following Parts ofthe TRIPS Agreement, Members
mustcomply with Article 1 through 12 andArticle 19 ofthe ParisConvention: Part II which
is entitled "Standards Concerning the Availability, Scopeand Use oflntellel;tualProp~rty

Rights" and contains sections on copyright and related rights, trademarks, geographical
indications, industrial designspatents, layout-designs (topographies) qfintegrate<icircuits,
protection of undisclosed information, control ofanti-competitive practices in contraetua1
licenses, Part ill which is entitled "Enforcement ofIntellectua1 Property Rights," andpart IV
which is entitled "Acquisition andMaintenance ofIntellectual Property Rights andRelated
Inter-Partes Procedures." It is useful that, the sameArticle l:()nflnns that-with th,eexception
ofthe TRIPS provisions on dispute prevention and settlement, transitional arrangements,
institutional arrangements and fina1 provisions-nothing in the TRIPSAgreement "shall
derogatefrom existing obligations that Members mayhaveto eachotherunderthe Paris
Convention, the BerneConvention, the RomeConvention and the Treaty on Intellectua1
Propertyin Respect of Integrated Circuits" (paragraph 2). .

9. Article 3, entitled "National TreatJllent,"provides for national treatment interms
similar to those provided for inthe ParisConvention (Articles 2, and 3) andthe Berne
Convention (Articles 3 and 4). Asfar as the beneficiaries ofreJatedrights are concerned,
however, national treatment onlyapplies in respectofthe related rightsprovided for underthe
TRIPSAgreement itself

10. Article 4, entitled "Most-Favoured-Nation TreatJllent," introduces a principle that is
absent fromthe ParisandBerneConventions. The principle is expressed as follows: "With
regardto the protection ofintellectua1 property, anyadvantage.favour, ,privilege or immunity
grantedby a Member to the nationals ofanyother countryshall be accorded immediately and
unconditionally to the nationals of all otherMembers." Thereare exemptions to this rule.
AII10ng them, are related rightsnot provided for in the TRIPSAgreement itselfand-under
certain conditions-international agreements related to the protection ofintellectua1 property
which enteredinto force priorto the entryintoforce ofthe WTOA8reement.

11. Article 5, entitled "Multilateral Agreements onAcquisition or Maintenance of
Protection," provides that the above-mentioned ruleson nationailreatD1ent and

•
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most-favoured-nation treatment "c1onotapplytopr0ceduresprovided inmultilateral
agreements concluded underthe auspices ofWIPO relating to the acquisition or maintenance
of intellectual property rights." At the present time(July 1995), thePatent Cooperation Treaty
(pCT),the Madrid Agreement Concerning the International Registration of Marks, the Hague"
Agreement onthe International Depositof IndustrialDesignsandat least the provisions
concerning registration of the Lisbon Agreement for the Protection of Appellations of Origin
and theirInternational·Registration seem to be suchtreaties.

12. Article6, entitled "Exhaustion," provides that (subject to theprovisions on national
treatment andrn0st-favoured-nation treatment).for the purposes of dispute settlement under
the TRIPS Agreement "nothing inthis [theTRIPS] Agreement shall beusedto address the
issue of the exhaustion of intellectual property rights. " Thisis a provision that hasno
corresponding provision ineitherthe ParisConvention or the Berne Convention, bothofwbich
are silent on exhaustion of rightswhether for the purpose of dispute settlement or anyother
purpose.

13. Article 7, entitled "Objectives," Slates what intellectual property sho~Jd contribute to.
It is a "should" ratherthana "shall" provision. There is no corresponding statement in the
Parisand Berne Conventions.

14. Article 8, entitled "Principles," empowers Members to adopt measures in the interest
of the protection of public health andnutrition, the promotion of the public interest in certain
cases as well as the prevention ofthe abuse ofintellectual property rights and"theresortto
practices which unreasonably restrain trade or adversely affect the international transfer of
technology." However, inanyof thesecases, the measur~s must be "consistent withthe
provisions of this [theTRIPSjAgreement." Neither the Paris Convention nor theBerne
Convention contains comparable statements but it goeswithout saying that Statespartyto
either or bothof'thoseConventions maytake such.measures provided such measures are
consistent with the requirements of theParisandBerneConventions.

Part noftbe TRJPS Agreement,entitled
"STANI>ARDSCONCERNING TIlE AVAILABILITY, SCOPE AND USE OF

INTELLECTUAL PROPERlY RIGHTS"

15. This Partof the TRlPS Agreement consists of eight Sections (Copyright andRelated
Rights, Trademarks, GeograpbicalIndications, Industrial Designs, Patents, Layout-Designs
(Topographies) of Integrated Circuits, Protection of Undisclosed Information, Control of
Anti-Competitive Practices inContraetual Licenses) and32 Articles (Articles 9 to :40). Each
Section is presented separately.

•
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Part IT, Se~on I, lIfthe TRIP~ Agreement, entitled
"COPYRlGBTAND RELATEDRIGBTS"

16....This Section consists ofsixArticles (Articles 9 to 14). Fiveof those Articles dealwith
copyright (Articles 9 to 13), and one of them(Article 14) dealswithwhat is called related
rights. ("Neighboring rights" is a term usually used in WIPO documents to designate related
rights, that is, the rightsofperformers, producers ofphonograms and broadcasting
organizations.) .

17. It is to be bornein mind that Part I ofthe TRIPS Agreement (General Provisions and
BasicPrinciples), described at the beginning of this paper, applies also to copyright and related
rights.

18. Article 9, entitled "Relation to the Berne Convention," consists oftwo paragraphs.

19. Paragraph I readsas follows: "Members shal1 comply withArticles I through21 of the
Berne Convernion(l971) and the Appendix thereto. However, Members shal1 not haverights
or obligations underthis Agreement in respectofthe rights conferred under-Article 6bis ofthat
Convention or of the rightsderived therefrom."

20. Provisionsofth~ Beme Convention to Be Complied With. Article I ofthe Berne
Convention establishes the Berne Virion.

21. Articles z tc 19ofthe Berne Convention containthe substantive copyright law
provisions of that Convention. Theydealwiththe following questions: works to be protected
(Article 2), workswhich maybe excluded fromprotection(Article 2bis), criteria ofeligibility
for protection underthe Convention (Articles 3 and 4), nationaltreatment, etc. (Article 5),
possible restriction of protectionin respectofcertain works ofnationals ofcertain countries
not partyto the Convention (Article 6), minimum term ofprotection(Articles 7 and 7bis),
right of translation (Article 8), right of reproduction (Article 9), possible casesin whicha work
maybe freely used (Articles 1oand 10bis), rightsofperf0rman~lind communication to the
public of dramatic and musical works.(Article II), broadcasting and connected rights
(Article I Ibis), rightsofrecitationandcommunication to the public of literary works
(Article liter), rightofadaptation, etc. (Article 12), pOssible limitation ofthe right of
recording ofmusical works (Article 13),cinematographic and connected rights(Article 14),
ownership ofcopyright in cinematographic works (Article 14bis),droit de suite in works of art
and manuscripts (Article 14ter), personsentitled to enforcerights(Article IS), seizure of
infringing copies(Article 16), rightsofGovernments to permit, controlor prohibit the
circulation, presentation and exhibition ofworks (Article 17),applicability ofthe Convention
by a countryto works that existwhenthat countrybecomespartyto the Convention
(Article 18)and applicability ofprotection that is providedin the national law ofa countryand
which protection is greater than the protection providedfor bythe Convention (Article19).

~. Article 20, first sentence, of the BerneConvention is ofparticular relevance for the
relations between the BerneConvention andthe TRIPS Agreement and, therefore, is quoted in
full: "TheGovernments ofthe countries ofthe [Berne] Unionreserve the right to enter into
special agreements amongthemselves, in so far as such agreements grant to lIUthors more
extensive rights than those granted bythe [Berne] Convention, or containother previsions not

ie
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contrary to thisConvention." This provision is ofparticular importance.since, for Statesthat
are partyto the BerneConvention and are Members ofWTO (and,consequently, are boundby
the TRIPS Agreement), the TRIPS Agreemem is a "special agreement" inthe senseof
Article 20 of the BerneConvention.

23. Finally, Article 21 of the BerneConvention and theAppendix to it provide for the
possibility ofdeveIoping countries 10~t a protection lessthan the otherprovisions oflhe
BerneConvention wouldrequire in resPect of the right of translation andthe rightof
reproduction. The funitsofsuchlesser protection are specified in the Appendix. To make use
of the possibilities offere4bythe Appendix, the developing country mustmak.e a
corresponding declaration to the DirectorGeneral ofWIPO. No suchdeclaration Was inefrect
at the timeofwriting this paper(July 1995)but, as fromSeptember 2, 1995, one declaration
will be. ineffect; it is a declaration by Thailand which, unless renewed, will loseits effect on
October 10, 2004.

24. Provisions ofthe Berne Conventton Not to Be Complied With. As already indicated, the
TRIPS Agreement provides that "¥embers shall not haverights .or obligations underthis
Agreement in respect of the rights conferred underArticle 6bis of that [theBerne] Convention
or of the rights derived therefrom" (Article 9, paragraph 1).

25. The. rights conferred underArticle 6bis of the BerneConvention are the so-called moral
rights. It is customary to distinguish between two kinds of them, namely, "theright to claim
authorship of the work" (Article6bis(1), called "rightofpatemity")andth~ right "to object to
any distortion, mutilation or other modification o~ or other derogatory action in relation to,
the saidwork" (ibid, called "right of'respect").

26. TheTRIPS Agreement does not specify which are the rights "derived" from Article6bis
of the BerneConvention. It isbelieved that the right provided in Article 10(3) of the Berne
Convention maybe sucha right.. Underparagraphs (I) and (2)of that Article, the authormay
not oppose, undercertain circumstances, that quotations be111llde-without hisauthorization­
from hisworkor that hiswork be used-without his authorization-forillustration in the course
of teaching. It is in respect of theseso called "free uses" that Article 10(3) of the Berne
Convention provides that mention mustbe made of the name of the author, In otherwords, it
provides that the right of the paternity be respected. It would seem thereforethat the TRIPS
Agreement excludes the application of Article 10(3)of the BerneConvention, that is, that,
underthe TRIPS Agreement the saidquotations and illustrations neednot mention the name of
the author. Thesameapplies to Article IV(3)of the Appendix to the BerneConventi~nwhich
provides that "Thename of the authorshall be. indicated on all copies of the translation or
reproduction published undera license granted under Article n or Article ill." Furthermore, it
wouldseem that the TRIPS Agreement also excludes the application of Article Ilbis(2) of the
BerneConvention to the extentthat.thelatter provides that "they[that is, the.conditions that
maybe determined underArticle Ilbis(2)] shall not in anycircumstances be prejudicial to the
moral rights of the author."

27. It is Important to note that underArticle 2, paragraph 2 oflhe TRIPS Agreement
"nothing in Parts I to IV ofthis Agreement [andArticle.~ is in Part lll.shalI derogate from
existing obligations that Members mayhave to eachotherunder '" the BemeConvention ..."
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28. Consequently, it wouldseemthat a. Member ofWTO whichis not partY to the Berne
Convention willnot haveto apply the provisionsofthe Berne Convention on moralrightsand
rightsderived therefrom but that a Member ofWTO whichis partyto the Berne Convention
will-by virtue of the most favored nationruleof the TRIPSAgreement (Article4)-have to
apply thoseprovisions eveninits relations with Members ofWTO which are not party to the
Berne Convention. However, it wouldseeIII that disputes concerning the saidprovisions could
in no case be the subject ofWTO dispute settlement procedures sincesuchprocedures are-in
the fieldof intellectual property--only available for disputes underthe TRIPS Agreement (see
Article 64 of that Agreement as wellas underArticle I and Appendix I ofthe WTO
Understanding on Rules. and Procedures Governing the Settlement ofDisputes).

29. Non-protectable Subject Maller. Paragraph 2 ofArti,cle9 ofthe TRIPS Agreement
provides that "Copyright protectionshall extend to expressions and not to ideas, procedures,
methodsofoperation or mathematical conceptsas such."

30. The Berne Convention does not contain any specific provision on this issue; however,
on the basis ofthe legislative history of the Berne Convention, as reflected in the recordsof the
variousdiplomatic conferences adopting and revising the BerneConvention and Oil the basis of
its generally accepted interpretation, the principles set forth in the above-quoted provision of
the TRIPS Agreement havealways beenfollowed under. the BerneConvention. Thisis so
becausethe BerneConvention protectsworks, and it does not protect ideas, etc., since ideas,
etc., are not works. Consequently, in this matterthere is no difference betweenthe
requirements of the BerneConvention andthe TRIPS Agreement.

31. Article 10, entitled "Computer Programs and CompiiatioDs of Data," consists of
two paragraphs.

32. ,Computer Programs. .Paragraph I provides that "Computer programs, whetherin
source or objectcode, shall be protectedas literary worksunder the BerneConvention
(1971)."

33. The question ariseswhythe TRIPSAgreement speaksofliterary works.

34. There is onlyone provision in the BerneConventioll in whichthe term "literary works"
appearsrather thanthe term "literary and artistic works," namelyArticle liter ofthe
Convention on the public recitation ofliterary works (and the communication to the. public of
the recitation of suchworks). This, however, does not seemto be relevant to computer
programs becausecomputer programs are hardly susceptible of recitation.

35. It would ratherseemthai the reference to literary works is intended to discard any
possibility of considering computer programs as artisticw0rk.$ and, in particular, works of
applied art. Worksof applied art have, underthe BerneConvention, a minimum term of'
protectionthat is shorter (25 years)than the general term of protection(50 years), and their
protectionis subject to reciprocity (see BerneConvention, Articles 2(7) and 7(4».

36. The BerneCcnvention does not mention computer programs. However, it is generally
believed that it coversthemsincethe BerneConvention provides that it applies to "every
production in the literary, scientific and artistic domain, whatever maybe the mode or formof

•
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its expresllion" (Article 2(1» andthat a computer program is a production inthe literary
domain. Presumably, it was stillconsidered safer by the authors of the TRIPS Agreement not
to relyonly on this interpretation of the BerneConvention but to provide inthe TRIPS
Agreement expressis verbis for the protection(asliterary works) of computer programs.

37. Consequently, States partyto the BerneConvention andthe TRIPS Agreement whose
national copyright lawsdo ~ot mentioncomputer programs among protected works would be
welladvised iftheywould complete their laws accordingly.

38. ComptlattonsofData: Paragraph 2 of Article 10of the 'I'RIPS Agreement providesthat
"Compilations ofdataor othermaterial, whether in machine readable or otherform, which by
reasonof the selection or arrangement of theircontents constiniteintellectualcreationsshall be
protected as such. Such protection, which shall. not extend to the data or material itself; shall
be without prejudiceto anycopyright subsisting in the dataor material itself." .

39. It is to be notedthatthe TRIPS Agreement provides that compilations of dataand other
materialmust be protected "as such." It isnot saidthat such compilations mustbeprotected
as works. But thiscanbe assumed since the provision appears in that part of the TRIPS
Agreement which deals with copyright (rather thanrelated rights).

40. this asSlJlllption canalsobe basedon the fact that Article 10,paragraph 2 ofthe TRIPS
Agreement uses some basic eiements of the language of Article 2(5) of the Berne Convention.
It is a kind of adapted version of the latter,butthe keywords-s'which, byreason of the
selection[and] [or] arrangement of theircontents.constitute intellectual creations, shall be
protectedas such"__arethe same. Thisseems to be a sufficiently clearindication that what is
meant underArticle 10, paragraph 2 of the TRIPS Agreement is the same as whatis meant
underArticle 2(5) of theBerneConvention, namely that these"intellectual creations" areto be
protected as worksunderthe BerneConvention, and, because.no specific statusof such works
is referred to, theyare to be protected underthe general provisions of the Convention
concerning "literary andartistic works."

41. The"contents,"the selection and/orarrangement of which may constitute "intellectual
creations," are different in thetwoprovisions:in thecase of Article 2(5) of the Berne
Convention, the contents must be "literary andartistic works," while, in the caseof Article 10,
paragraph 2 ofthe TRIPS Agreement, the contents are "dataor othermaterial." This doesnot
seem to mean, however, that the latterprovision provides for the protection of productions
that are not protected underthe BerneConvention: In the caseof collections or compilations,
it is not theircontents what is the subject matterof protection but the intellectual creation
consisting of the selection and/orarrangement of the contents. Since, underArticle 2(1)oftile
BerneConvention, eyery production in the literary, scientific andartistic domain is protected
as a literary and/orartistic work, anyproduction consisting of the original selection of data
and/orothermaterial not protected bycopyright (the same kind of creation as the onein
respect of which Article 2(5)ofth~ BerneConvention clarifies that it is alsoprotected as a
literary and/or artistic work) is alsoprotected..although notunderArticle 2(5),butunder
Article 2(I) of the BerneConvention-sas a literary and/orartistic work.

42. Consequently, as faras compilations of dataand othermaterial are concerned, there
seems to be no substantive difference between the requirements of the TRIPS Agreement and
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the Berne Convention, notwithstanding the fact that there are differences between the.textsof
the saidAgreement and Convention in this respect.

43. Article 11, entitled " Rental Rights," provides a rule(in its first sentence) andtwo
exceptions to that rule (inthe second and third sentences).

44. The rule is as follows: "In respect ofat least computer programs and cinematographic
works, a Member sbaII provide authorsand their successors in title the right to authorize or
prohibit the commercial rental to the publicoforiginals or copies oftheir copyright works."

45. The first exception is qualified and conditional-. It covers cinematographic~orks. It
readsas follows:"A Member shall be excepted fromthis obligation in respectof
cinematographic worksunless suchrentalbas led to widespread copying ofsuchworks which
is materially impairing the exclusiveright ofreproduction conferred in that Member on authors
and their successors in title." In otherwords, whether a rental right (Ifcinematographic works
is to be recognized depends on the factual situation in the country or otherMemberqfWTO:
if the commercial rental bas led to widespread unauthorized copying, the ren.ta1 rightm\1st be
recognized; if the commercial rental bas not led to widespread =thorizeq cc>pying,the
rentalrightneednot be recognized.

46. The secondexception concerns computer programs..It readsas follows: "In respect of
computer programs, this obligation[that is, the obligation (lfproviding for arighttoauthorize
or prohibit commercial rental] doesnot apply to rentals Where the p~ogram itselfis not the
essential object.of the rental." This. seemstomean that when whatis rentedis something that
mainly consists of anobject.otherthan a protectedcomputerprogram and When theprese~ce

of a computer program is of secondary importance or incidental, the rightof rental neednotbe
recognized. .

'- -.

47. The BerneConvention doesnot mentionrental rights; therefore, the obligations referred
to aboveare newfor countries partyto the BerneConvention. .

48. Article 11, entitled "Tenn of Protection," readsas follows: "Whenever the termof
protection of a work,other. than a photographic work or a work ofapplied art, iscalculated on
a basisother than the life of a natural person, such term shall be no lessthan so yearsfromthe
endofthe calendar yearof authorizedpublication; or, failing S\1ch.ll1thorized publication
within SO yearsfromthe making of the work,·50 yearsfromthe eIid of'thecalendar year of
making" (emphasis added).

49. Underthe BerneConvention, theminimum term ofprotection is SO yearsand mt1~t be
calculated fromthe author's ~a/h (see Article 7(1». However, according to theBerne
Convention, in three cases, national legislations may, and in one case,ml1st departfromthis
rule. .

(i) In the caseof a cinematographic work, the minimum term is soyears and it
maybe calculated fromthework's havingbeen made available to thepIJb/ic withthe consent
of the author or, failing such an event, fromthe makingof the cinematographic work (see
Article 7(2».
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(ii) In the case ofa photographic work, theminimum term is 25 years andit may
be calculated from themaPng of the work (seeArticle 7(4».

(iii) In the caseof a work of applied art, the minimum termis 25years andit may
be calculated from themakingof the work (seeArticle 7(4».

(iv) In the caseof an anonymous or pseudonymous work,the minimum termis
50 yearsandit must be calculated fromthe work's havingbeenmadeavailable to thepublic,
provided the making avai1ablewas lawful; however, thisrule, is subject to two possible .
exceptions: oneis that where the authordiscloses hisidentity, the 50-year termmust be
calculated from theauthor'sdeath; the other is that when it is reasonable to presume that the
authorhas beendeadfor 50 years, the protection may be discontinued 50 years afterthe
author'sdeath(seeArticle 7(3».

50. Therules of the Berne Convention are not affected bythe TRIPS Agreement as faras
photographic works andworksof applied art are concerned since Article 12of the TRIPS
Agreement is, according to the terms of that Article, notapplicable to thoseworks.

SI. However, the rules of the BerneConvention areaffected bythe TRIPS Agreement in
respect of cinematographic workswhenever a Statemember of the Berne Convention makes
use of the faculty of calculating the term not from the author'sdeath but from the
cinematographic work's havingbeenmadeavailable tothe publicor, failing such event, from
its making. Under the TRIPS Agreement, when the termis calculated on a basis otherthanthe
lifeof a natural person-and the casejust described is such a case-the minimum termis
50 years andmust be calculated "from the endof the calendar year of authorized publication
[i.e., making avaiIableofcopies] or, failing suchauthorized publication within 50 years from
the making of thework, 50 years from the endof the calendar yearof making" [emphasis
added]. '

52. Publication is a form ofbeingmadeavailable to thepublic (since it involves making
available copiesoftheworkto thepublic). There are, however, also other forms of making
available to the public which are not covered bythe notionof "publication" underArticle 3(3)
of the BerneConvention, since theydo not involve making available copiesofthe work (such
as public performance, broadcasting or othercommunication to the public). Thismeans that,
in certain cases, the minimum term of protection may be longer underthe TRIPS Agreement
thanunderthe Berne Convention; namely in cases where the first lawful making available a
workto the public is notthtough publication but inanother form (suchas public performance).
In sucha case, the 50-year term ofprotection startsunderthe Berne Convention but doesnot
start yet underthe TRIPS Agreement; underthe latter, it only startswiththe eventual
authorized publication ofthe work, and,thus,ends later.

53. The same applies inrespect of anonymous and pseudonymous works.

54. Article 13. entided "Limitations and Eseeptions," provides that "Members shllI1
continelimitations or exceptions to exclusive rights to certainspecial caseswhich do not
conflict with a normal exploitation ofthe workanddo not unreasonably prejudice the
legitimate interests of the rightholder."
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55. The Berne Convention contains a similar provision concerning the exclusive rightof
reproduction (Article 9(2» anda number of exceptions or llinitations to the same and other
exclusive rights (seeArticles 10, 10his and 14bis(2)(b» and, it pennitsthe replacement of the
exclusive right of broadcasting, and the exclusive right of recording of musical works, by non­
voluntary licenses (seeArticles Ilbis(2) and 13(1»;

56. Noneofthelimitations andexceptions permitted by the BerneConvention should, if
correctly applied, conflict withthe normal exploitation ofthework andnoneof them should, if
correctly applied, prejudice unreasonably the legitimate interests of the right holder.

57. Thus, generally and normally, thereis no conflict between the BerneConvention andthe
TRIPS Agreement as far as exceptions andlimitations to the exclusive rights are concerned.

58. Article 14is entitled "Protecti.on ofPerf0rmen. Producen ofPbonograms (Sound
Recordings)and Broadcasting Organizations."

[Reserved for any future revised version ofthispaper]

Part D. Section2. oftbe TRIPS Agreement, entitled
"TRADEMARKS"·

59. "This Section consists of sixArticles (Articles 15 to 21).

60. It is to. be borne. inmind thatPart I of the~S Agreement ("General Provisions and
BasicPrinciples"), described at the. beginning of thispaper, applies alsoto marl<s and, in
particular,that the provisions of the ParisConvention concerning marks must be complied with
by Members ofWTO (seeArticle 2; paragraph 1 of the TRIPS Agreement). Apart from
provisions of the ParisConvention applying to allkinds of industrial property (such as national
treatment (Articles 2 and3) andgraceperiod forthe payment offees (Article 5bis(l))) and
which consequently apply to marks, the ParisConvention also contains provisions expressly
dealing withmarks., particularly on the rightof priority (Article 4), on the useof the mark
(Article 5C), the indication on goodsof the fllet that the markis a registered mark
(Article 5D), theindependence of a registration ofa markina country from the fate of the
same markin another country (Article 6), protection of well-mown marks (Article 6bis),
prohibitions concerning Stateemblems, etc. (Article 6ter), assignment of marks
(Article 6qualer), conditions of the registration ofa markwhich has beenregistered inanother
country (Article 6quinquies), protection of service marks (Article 6series), registration ofa
mark in the name of an agentof the proprietor (Article 6septies), nature of the goodsor
services (Anicle 7), collective marks (Article 7bis),enf"orcement measures (Article 9),
temporary protection at certain intemationalexhibitions (Article II), andestablishment ofa
special industrial property service (Article 12).

61. It is to be notedthat the present paperusesthe term "mark" ina sense that it coversboth
marks relating to goods(that is, trademarks in itsnarrower sense).and to marks relating to
services (service marks). This terminology corresponds to that of theTrademark LawTreaty
(1994), hereinafter referred to as the TI..T (notyet inforceat the time ofwritil1g thispaper).
The TRIPS Agreement usesthe term"trademark" in the broadersense, that is, in the sense that
it coversmarks bothfor goodsandfor services.
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62. Article 15,entitled "Protectable Subject Matter," consists of liveparagraphs dealing
with the questions invoked below.

63. Definition. TheTRIPS Agreement defines the signs that must be considered.as capable
ofconstituting a mark(paragraph I); theParis Convention doesnot contain a definition.

64. Registrability and Priority Right. TheTRIPS Agreement requires the registrability of
marks, andprovides fora priority right, in respect of goodsandservices (paragraph I and
Article 62, paragraph 3). TheParisConvention requires the registrability of marks, and
provides fora priority right, in respect of goodsbut not services, although it requires that
marksfor services beprotected(Article 6sexies). The. 11.T requires the registrability of marks,
and provides for apriority right,in respect of services (Article 16).

65. Distinctiveness. TheTJUPS Agreement statesthat, where signs arenot inherently
capable of distinguishing the relevant goodsor services, Members may make registrability
depend ondistinctiveness acquired through use (paragraph I). Article 6quinquies B(2)of the
ParisConvention, which applies to the registration of marks which have been duly registered in
the country of origin, provides that a markmay be denied registration if it is devoid of any
distinctive character, whereas Article 6quinquies C(I) requires that.allfaetua1 circumstancesbe
taken intoconsideration in determining whether a mark is eligible for protection, including the
length of time the markhas beenin use.

66. Visually Perceptible Signs. The TJUPS.Agteement allows Members to require, as a
condition of registration a mark, that a signbevisually perceptible (paragraph I). TheParis
Convention neither allows nor prohibits sucha requirement. TheTI.Tdoesnot apply to
holograms or to marks not consisting of visible signs (Article 2(1)(b».

67. Groundsfor Denymg' Registration. TheTRIPS Agreement confirms that no ground for
denial ofa registration ofa markmay"derogate" from the provisions of theParisConvention
(paragraph 2 and Article 2, paragraph 2). TheParisConvention contains an exhal1stive list of
the grounds on which a markthat has been registered in the country oforigin may be refused
protection inothercountries members of the Paris Union (Article 6quinquies B).

68. Use asa Requirementfor Filing an Application. Under the TRIPS Agreement,
Members may not require useas a condition for filing an application for registration
(paragraph 3). TheParisConvention is silent on this question, but the TI.Tdoesnot allow use
as a requirement for the filing of an application for registration (Article 3).

69. Use asaRequireine1ltfor Registration.. TheTRIPS Agreement allows Melllbers to
makeregistrability dependent on use of the mark, but an application for registration maynot be
rejected merely because the mark has not been used within threeyears afterthe filing date
(paragraph 3). TheParisConvention doesnot expressly deal withthisissue, but.
Article 6quinquiesB contains an exhaI1stive listofgrounds for denial of a registration based on
the registration of the mark in the country of origin, which doesnot include non-use.

70. Nature oftheGoodsorServices. The TRll'S Agreement provides thatthe nature ofthe
goods or services to which a mark is to be applied cannot be an obstacle to the registration of

•



XXVI.40

WOlINF/127
page17

the mark(paragraph 4). TheParisConvention contains the same rule in respect of marks
concerning goods (Article 7). TheTLTextends this ruleto marksconcerning.services
(Article 16).

71. Publication. TheTRIPS Agreement provides that "Members shall publish each
trademark either before it is registered or promptly afterit is registered..." (paragraph 5). The
Paris Convention requires the publication of"thereproductions of registered trademarks"
(Article 12(2)(b». It wouldseem, therefore, that publicati~n only before registration, without
at leasta published reference to the mark (for goods) afterregistration, would not be sufficient
in the caseofM~mb~rs ofWTO that are partyalso to the ParisConvention.

72. Cancellation. TheTRIPS Agreement provides that Members must "afford a reasonable
opportunity for petitions to cancel the registration" of a mark(paragraph 5). TheParis
Convention is silent on the matter, but mostcountries partyto the Paris Convention provide
for the possibility of petitioning the cancellation ofthe registration of a mark.

73. Opposition. TheTRIPS Agreement provides that "Inaddition [i.e.,in addition to the
possibility of asking for cancellatlon], Members may afford an opportunity for the registration
of a trademark tobe opposed" (paragraph 5; emphasis added). TheParisConvention is silent
on the possibility of opposition, but many Statespartyto theParisConvention provide for
sucha possibility.

74. Article 16,entitled "Rights Conferred," consists ofthree paragraphs. Paragraph 1
dealswiththe rights of the ownerof any registered mark, whereas paragraphs 2 and3 deal
withwell-known marks.

75. Rights in a RegisteredMark. The TRIPS Agreement provides for the exclusive right to
use bythe owner of the registration (paragraph I). It alsoallows Members to make rights
available on the basis of'use(ratherthanregistration) (paragraph 1). TheParisConvention is
silent on thesematters.

76. Rights in Well-KnOWn Marks. Article 6bis of the ParisConvention contains detailed
ruleson the protection of well-known marksfor goods. TheTRIPS Agreement makes these
rulesalso applicable to well-known marks for services (paragraph 2). TheTLTextends the
application of Article 6bis of the ParisConvention to service marks(Article 16).

77. Furtheimore, whereas the. ParisConvention requires that the mark be considered well
known bythe competent authority of the country ofregistration or use (seeArticle 6bis(1»,
the TRIPS Agreement obliges Members alsoto "takeaccount of theknowledge of the
trademark in the relevant sectorof the public, including knowledge inthe Member concerned
whichhasbeen obtained as a result of the promotion of the trademark" (paragraph 2)...The
Paris Convention is lli1ent on knowledge in the relevant sectorof the public andon knowledge
resulting from publicity.

78. Finally, whereas the ParisConvention protectswell-known marksin respect of "identical.
or similar goods," that is,goodsthat are identical with or similar to the goodsfor which the
well-known mark is registered or used (seeArticle 6bis(I», the TRIPS Agreement provides, in
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special circumstances, for the protection of well-known marks in respect alsoof non-similar
goods or services (paragraph 3).

79. Article 17,entitled."Exceptions," stipulates that "Members may provide limited
exceptions to the rights conferred by a trademark, suchas fairuseof descriptive terms,
provided that such exceptions takeaccount of the legitimate interests of the ownerof the
trademark andof thirdparties." Since, as already stated, the Paris Convention doesnot,
whereas the TRIPS Agreement does, contain rules concerning the rights of the ownerof the
mark, it is only logical that the I'arisConvention doesnot contain a provision on exceptions to
rights,

80. Article 18,entitled "Term of Protection," provides in its first sentence that "Initial.
registration, and eachrenewal ofregistration,ofatrademark shall be for aterm of no lessthan
seven years." TheParisConvention hasno corresponding rule. According to the TLT, the
duration of elIchtermis 10years(Article 13(7».

81 , The second sentence of the said Article of the TRIPS Agreementprovides that "The
registration ofa trademark shall be renewable indefinitely." Thel'aris Convention contains no
corresponding rule, but allStatespartyto the ParisConvention allow the renewal of
registrations indefinitely.

82. Article 19is entitled "RequirementofUse.~ Neitherthe Paris Convention northe
TRIPS Agreement require, but both allow, that non-use be sanctioned bythe cancellation of
the registration of the mark(see Article 5C(1) of the ParisConvention andthe first sentence of
Article 19, paragraph I, of the TRIPS Agreement). Whereuse is required, andthemark is not
used, its registration may be cancelled, underthe.TRIPS Agreement, "only afteran
uninterrupted period of at leastthreeyears of non-use" (Article 19,paragraph 1); underthe
ParisConvention, "oIlly aftera reasonable period [ofnon-use]" (Article 5C(J)).Both treaties
provide for the possibility ofjustifying the non-use (seethe same Articles), which justifica,tion
prevents cancellation.

83. Article20, entitled "Other Requirements," prohibits any unjustifiable encumbering of
the useof a mark. There is no provision to the same effect inthe Paris Convention.

84. Article21 is'entitled "Licensing and Assignment." Under the Paris Convention, a
country may require that the assignment of a registration be accompanied bythe transfer of the
corresponding business or goodwill (Article 6quater( 1» ..Underthe TRIPS Agreement,
concurrent transferofthebusinessmaynoi be required (Article 21).

85. The same Article of the TRIPS Agreement alsoprovides that the compulsory licensing of
trademarks is not perlllitted.. The ParisConvention is silent on thisquestion but, as far as
verifiable, none of the Statespartyto it permit compulsory licensing.

Part II, Section 3, of the TRIPS Agreement, entitled
~EOGRAPmCAL INDICATIONS"

86. ThisSection consists of three Articles (Articles 22, 23 and24).
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87. It IS to be bornein mind thatPart I of the TRIPS Agreement (GeneralProvisions and
Basic Principles), described at the beginning of thispaper, applies alsoto geographical
indications and, in particular, that the provisions of the ParisConvention concerning
"indications of source andappellations of origin" (notions that encompass geographical
indications) must be complied withbyMembers ofWTO (seeArticle 2, paragraph 1 of the
TRIPS Agreement). Apart from provisions of the ParisConvention applying to allkinds of
industrial property (such as. national treatment (Articles 2 and3» andwhich consequently
apply to indications of source andappellations of origin, theParisConvention contains
provisions expressly dealing with indications of source andappellations of origin, particularly
on seizure of goodsbearing false indications as to theirsource or the identity ofthe producer
(Article 10)andon remedies andthe rightto sue(Article lOter). Article 10bis on unfair
competition is also relevant in respect of geographical indications. It is to be notedthat there
are two special treaties concerning appellations of origin administered byWIPO andopenonly
to countries partyto the Paris Convention. Theyare the Madrid Agreement for theRepression
of False or Deceptive Indications of Source on Goods(1891) andthe Lisbon Agreement for
theProtection of Appellations of Origin andtheirInternational Registration (1958). Hereafter,
theyare referred to as ''the Madrid (Indications of Source) Agreement" and ''the Lisbon
Agreement," respectively. In July 1995; the nuntber of the States partyto the first was31and
to the second was 17. No reference is made to eitherof thesetwo Agreements in the TRIPS
Agreement.

88. Article 22. entitled "ProteetiQn QfGeclgraphical IndicatiQns," deals with the
followit1g matters.

89.· Deft/iitioll.·· According to the TRIPS Agreement, geographical indications are
"indications which identify a goodas originating in the territory of a Member, or II region or
localityinthat territory, where a given quality; reputation or othercharacteristic of'thegoodis
essentially attributable to its geographical origin" (paragraph 1). TheParisConvention
contains no definition of"geographical indications"; .in fact, it usesdifferent terms,
"indications of source" and"appellations of origin" (seeArticle 1(2», which it doesnot define.
TheLisbon Agreement defines appellations of origin as the "geographical name of a country,
regiOll, or locality, which serves to designate a productoriginating therein, the quality and
characteristics of which are dueexclusively or essentially to the geographic environment,
including natural andhuman factors" (Article 2(1», andstatesthat the country of origin is the
"country whose name, or the country inwhich is situated the region or locality whose name,
constitutes the appellation of origin which has given the product its reputation" (Article 2(2».
TheMadrid (Indications of Source) Agreement speaks of "goodsbearing a false Or deceptive
indication bywhich oneof the countries to which thisAgreement applies; ora place situated
therein, isdirectly or indirectly indicated as being the country or place of origin" (Article I(I».

90. Misleading, FalseorDeceptiveActs. According to the TRIPS Agreement, Members
must provide ''the legal means for interested parties to prevent ... the useof anymeans inthe.
designation or presentation of a goodthat indicates or suggests that the good in question
originates in a geographical areaotherthanthe true place of origin in a manner which misleads
the public as to the geographical origin of the good" (paragraph 2(a».
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91. The Paris Convention provides for seizure"in casesof direct or indirect use ofa false
indication of the sourceofthe goods" (Article 10(1». (The same provision in the Paris
Convention alsoprovides for seizure in casesofdirect or indirect use of "the identity of
the producer, manufacturer or merchant"; in sucha case, the false indication concerns
something else thana geographical indication.)

92. The Madrid(Indications ofSource)Agreement provides that "all goods bearing a false
or deceptive indication by which one ofthe countries to which this Agreement applies, or a
placesituated therein, is directly or indirectly indicated as being the countryor place oforigin
shall be seized upon importation into any ofthe saidcountries" (Article 1(1», and that
"Seizureshall alsobe effected inthe countrywherethe false or deceptive indication ofsource
has beenapplied, or intowhich the goods bearing the false or deceptive indication havebeen
imported" (Article 1(2».

93. UnfairCompetition. According to the TRIPSAgreemem, Members mustprovide "the
legalmeans for interested parties to prevent [in respectofgeographical indications] ... anyuse
which constitutes an act of unfair competition within the meaning ofArticle IObis ofthe Paris
Convention (1967)"(paragraph 2(b». The Paris Convention statesthat "Any act of
competition contrary to honest practices in industrial or commercial mattersconstitutes an act
ofunfaircompetition" (Article 10bis(2». Among the examples given in paragraph (3) of that
Anicle,the following seems to be ofparticular relevance for geographical indications: "allacts
of sucha riatureas to createconfusion by any means whateverwiththe ... goods ... ofa
competitor" (item I). "falseallegations in the course of trade of sucha natureas to discredit
the ... goods ...ofa competitor" (item2) and "indications ... the use ofwhichin the courseof
trade is liable totriisleadthe public as to the nature, ... [or] the characteristics ... of the goods"
(item3).

94. MisleadingMarks. TheTRIPS Agreement provides for the refusal or invalidation ofthe
registration ofa mark"which contains or consists of a geographical indication withrespect to
goods not originating inthe territory indicated, ifuse of the inliicationin the trademark for
suchgoods in th8tMemberis of sucha natureas to mislead the public as to the true place of
origin"(paragraph 3).

95. The ParisConvention expressly permits the denial or the invalidation of the registration
ofa markbasedon registration inthe countryoforigin wherethe markis "ofsucha natuteas
to deceive the public" (Article 6quinquies B.3).

96. Literally Truebut MisleadingIndications, The TlUl'S Agreement states that the
protection for geographical indications mustbe applied evenwhen the geographical. indication
is "literally true as to the territory, regionor locality in which the goodsoriginate, [but] falsely
represents to the public that the goods originate in anotherterritory" (paragraph 4).

97. Article 23, entitled "Additional Protection for Geographical Iodications for Wines
and Spirits," dealswiththe following matters.

98. IndicationsAccompaniedby True Indication. Translation or "Kind,"etc. The TRIPS
Agreement requires the prevention ofthe useofa geographical indication identiJYing wines or
spiritsnot originating in theplaceindicated by the geographical indication, evenwherethe
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indication of the true origin of thewine or spirit is also indicated, or the geographical
indication is usedin translation, or the geographical indication is accompanied by expressions
suchas "kind," "type,""style," "imitation" or inthe like(seeparagraph 1).

99. TheParisConvention contains no corresponding provisions. However, the Lisbon
Agreement statesthat protection must be ensured against usurpation or imitation of the
geographical indication even ifthe true origin of the product (which may be wineor spirit) is
indicated or ifthe appellation is used intranslated form oris accompanied bytermssuchas
"kind," "type,""make," "imitation," or the like(Article 3).

100. Trade11lf11'ks andHomonyms: TheTRIPS Agreement contains special provisions for
wines andspirits alsoinconnection withtrademarksandhomonymous indications
(paragraphs 2 and3). There are no provisions inthe ParisConvention which would strictly
correspond to thoseprovisions.

101. Notificatton and Registration Systemfor Wines. TheTRIPS Agreement provides that
"In orderto facilitate the protection of geographical indications forwines, negotiations shall be
undertaken in the Council for TRIPS concerning the establishment of a multilateral system of
notification and registration of geographical indications forwines eligible for protectionin
thoseMembers participatinginthe system" (paragraph 4). It would seemthat the
contemplated system will not necessarily apply to all the Members ofWTO. It is recalled that
the Lisbon Agreement provides for the registration ofappellations of origin applying to the
"geographical name of a country, region, or locality;which serves to designate a product [not
onlywines] originating therein, the quality andcharacteristics ofwhichare due exclusively or
essentially to the geographic environment, including natural andhuman factors" (Article 2).
Such names are registered bythe International Bureau ofWIPO inGeneva. Up to January I,
1995, 730registrations for appellations of origin hadbeenobtained, out ofwhich 717were
still in force; of those, 4S2 concerned, orconcemedalso, wines.

102, Article 24, entitled "lDtemationaJ Negotiations; Exceptions," deals with certain
matters properto.WTO, forwhich the Paris Convention contains no corresponding provisions.
In addition, that Article contains provisions regarding non-diminution of rights(paragraph 3),
prioruse or registration (paragraphs 4 and5), genericness (paragraph 6), adverse use
(paragraph 7), useofa person'sname (paragraphS) andthe effllCt oflack of'protection or use
in the country of origin (paragraph 9). It should be notedthat Article 6 of the Lisbon
Agreement statesthatan appellation of origin which has been granted protection, on the basis
of an international registration underthe Lisbon Agreement, inoneof the countries partyto
the Lisbon Agreement cannot, in. that country, be deemed to have become generic, as long as it
is protected as an appellation of origin in the country of origin.

Part D, Section4, of the l'RJPSAgreement, entitled
"INDUSTRIALDESIGNS"

103. This Section consists of two Articles (Articles 25 and26).

104. It is to be bornein mind thatPatt I of the TRIPS Agreement (General Provisions and
Basic Principles), described at the beginning of this paper, applies alsoto industrial designs
and, inparticular, thatthe provisions of the ParisConventioncoocerning industrial designs
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mustbe complied withbyMembersofWTO (seeA!ticle2,paragraph 1 ofthe TRIPS
Agreement). Apartfrom provisions of the Paris Convention applying to allkinds ofindustrial
property (suchas national treatment (Articles 2 and3) andgraceperiod for the payment of
fees (Article 5bis(1))) and which .consequentlyapply tOjndpstrial designs, the ParisConvention
alsocontains provisions expressly dealing withindustrill!. designs, particularly on the obligation
to protect industrial designs (Article 5quillquies), on the rightof priority (Article 4), onfailure
to workan industrial design (Article 5B),on the importation ofarticles constituting or
containing anindustrial design (Article 5B),on the indicationuPe>nthe ~oods enjoying
industrial design protection ofthe fact that an industrial d~ign has been deposited
(Article 5D),on temporary protection at certain iIlternationaJelCiubitions (Article 11)andon
establishment ofa special industrial property service (Article 12).

lOS. Article 25. entitled "Requirements for Protection," deals withthe following matters.

106. ObltgationofProtection: TheTRIPS Agreeri1ent(paiagraph 1), like theParis
Convention (Article 5quillquies), requires the protection of industrial designs.

107. Conditions ojProtection. According to the TRIPS Agreement, an industrial design
which is "independentlycreated' and"newor original" must be protected (paragraph I). The
TRIPS Agreement alsostatesthat a design n.eed not be regarded as newor original if it does
not "significantly differ from known designs or combinatio~s of known design features" (ibid).
It alsoallows denial of protection wherethe design is "dictated essentially bytechnical or
functional considerations" (ibid). The ParisConvention has. no provisions to theseeffects.

108. Textile Designs. The.TRIPS Agreement contains special provisions on textile designs
(paragraph 2). It requires Members to "ensure thatrequirements for securing protection for
textile designs, inparticular in regard to anycost, examination or publication, do not
unreasonably impair the opportunity to seekand obtain suchprotection." TheParis
Convention contains no corresponding provisions. The TRIPS Agreement alsoprovides that
the said obligation concerning the protection of textile designs canbe metbyMembers
"through industrial design lawor throughcopyrightlaw" (ibid.). It wouldseem that, if a
Member provides for protection throughcopyright, the requirements concerning cost,
examination or publication simply disappear since the BerneConventiondisallows any
formality (and the costscaused by formalities), whereas the otherprovisions ofthe TRIPS
Agreement concerning designs and the incorporation byreference, intothe TRIPS Agreement,
of the provisions of the ParisConvention concerning indllstrial.designs become inapplicable
andare replaced bywhatis provided for in the TRIPS Agreement concerning coPYright,
including theincorporation by reference, intothe TRIPS AgJ'eement, of the substantive
provisions-efthe BerneConvention (except the latter's Article 6bis).

109. Article 26, entiUed "Protection," deals withthe following matters.

110. Rights. The TRIPS Agreement specifies the rightsin an industrial design (paragraph 1)
andthe possible exceptions to suchrights(paragraph 2). TheParisConvention doesnot
contain comparable provisions, but it provides that protection of an industrial design cannot be
lost byreason offailuretowerk (the industrial design inthe territory of the State inwhich it is
protected) or by reason ofthe importation (into the territory of sucha State)ofartic\es
corresponding to thosewhich are proteeted(inthat State)(see Article 5B). These provisions
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ofthe ParisConvention also binq Members ofwrO which are not partyto the Paris
Convention; this follows frOID Article2, paragraph I ofthe TRIPSAgreement.

11 L TermofProtection. The 'IltlPSAgreement provides that the dilrationofproteetion
available for an industrial design is at leastten years (paragraph 3); TheParisConvention
contains no provision on the durationofthe protection, but those Staies partyto the Paris
Convention which are alsopartyto the .1960 Act oCthe HagueAgreement Concerning the
International Deposit of Indu~al Designs mustmakeprotection for internationally deposited
and renewed industrial designs available f9r at leastten years(Article 11(I)(a)(1960», while
those Statespartyto the ParisConv~ntion\Vhich are alsoparty to the 1934 Act ofthe Hague
Agreement mustprovide for a duration of protection of 15yearsfromthe date ofdeposit at
the International Bureau(Article 7).

Part IT, Sei:tion S, of the TRIPS Agreement, entitled
"PATENTS"

112. This Section consists of eightArticles (Articles 27 to 34).

113. It is t() be bornein mind that Part I ofth~ TRIPS Agreement (General Provisions and
BasicPrinciples), described at the beginning of thispaper,applies alsoto patentsand, in
particular, that the provisions of'the ParisConvention conceming patents mustbe complied
with byMembers ofWTO (see Article 2, Paragraph! ofthe TRIPS Agreement). Apartfrom
provisions of the ParisConvention applying to all kinds of industrial property (suchas national
treatment (Articles 2 and 3) andgrace periodfor the payment of fees(ArticleSbis(I») and
which consequently apply to patents, the ParisConvention alsocontains provisions expressly
dealing withpatents, particularly on the rightofprioriry(Articles 4A,B, C, 0, F andH), on
the division of a patentapplication (Article 4G), On the.independence of a patentapplication
filed or of a patentobtained in a countryfrom.the patentapplications filed or patentsobtained
for the same invention in other countries (Article 4bis), on the rightof the inventor to be
mentioned as.theinventor in the patent granted for his invention (Article 4ter), on the
independence of patentgrantsand renew.als from, anyrestriction on the saleofthe patented
productor process (Article 4quater), on the ind~endence ofa patent in a countryin which it
has beengranted fromanyimportation intothat countryofarticles manufactured in another
country(Article5A(1», on the possibilities andconditions of granting compulsory licenses and
forfeiture (Article. 5A(2) to (4», on the indication uponthe goodsenjoyini! patentprotection
ofthe fact that a patenthasbeengranted(Articl~ 50), onthe presence of patented devices
forming part of'vessels, aircraft or landvehicles (Article 5ter), on the importation ofproducts

"manufacturedby a processpatentedin the importing country (Article 5quater); on temporary
protection at certain international exhibitions (Article 11)and on establisJunent of a special
industrial property service (Article .12).

114. Artide 27, eatitted "i'lltentable Subject Matter," deals withthe following matters.

115. Inventionsjar Which Patents Mlfs/BeAvailable. According to the TRIPSAgreement
and subject to certain exceptions or conditions, patentsmustbe available for "anyinventions,
whetherproducts or processes, in allfieldsoftechilology, provided that theyare new, involve
an.inventive step andare capable ofindustria\appli~i0n." andpatentsmust be available (and
patent rights must be enjoyable) "Without discriminationll$ to the place of invention, the field
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oftechnology andwhether products are imported•or locally produced" (paragraph I). These
provisions have no corresponding provisions in the ParisConvention.

116. Inventions Which MayBe ExcludedFro11lPatentability. According to the TRIPS
Agreement, "Members mayexclude frompatellt8bilitY inventions, the prevention within their
territoryof the commercial exploitation of which is necessary to protectordre publicor
morality, including to protecthuman, animal or plant lifeor health or to avoid serious prejudice
to the environment; provided thatsuchexclusion is not made merely because the exploitation is
prohibited bytheirlaw"(paragraph 2). According to anotherprovision of the same Article,
"Members mayalsoexclude frompatentability (a)diagnoslic, therapeutic andSilrgical
methods for the treatment of humans or anima1s; (b) plants and animals other than micro­
organisms, andessentially'blological processes for the production ofplants oranimalsother
than nen-biclogical a1Id microbiological processes" (paragraph·3).

117.•• TheParis Convention has no provision corresponding to the abovequoted TRIPS
provisions andneeds none: since it does not stipulate for which inventions patents mustbe
granted, it need not stipu.late the inventions for which patentsdo not haveto be granted.

118. It is to benotedthat the TRIPS Agreelllent allows anydeveloping countryMember to
delay theapplication of the provisions of the TRIPS Agreement concerning patents for
products.(not for processes) if the subject matter of the invention falls in an area.oftechnology
not patentable according to that Mell1ber's lawswhen the TRIPS Agreement comes into effect
in that Member. An example of suchan areaoftechnoJogy is pharll1aceutical technology.
Sucha delay may be five yeats, addedto the four-year general delay granted to developing
countries andthe one-year delaygranted to allMembers, for a total often years. A
least-developed country is entitled to a general transitional period of II years(the additional
five yeardelay for product patents does not apply), which the Council for TRIPS will extend
upon du.ly motivated request. Naturally, anyinterested country is entitled not to makeuse of
these delays. For the statements madein thisparagraph, see Articles 65 and 66 of the TRIPS
Agreement.

119. It is to be further notedthat the TRIPS Agreement provides, in respect of
pharmaceutical andagricultural chemical products, important qua1ifications of, and derogations
to, what is saidin the preceding paragraph (seeArticle 70 (entitled "Protection of Existing
Subject Matter"), paragraphs 8 and 9).

120. In particular, anyMember that doesnot make available as of the date of entryintoforce
of the WTO Agreement(that is, January I, 1995) patentprotection for pharmaceutical and
agricultural c~emical products as provided for in Article 27 ofthe TRIPS Agreement, mustdo
the following: it must accept the filing, withitsnational patentoffice, of applications for
patentsfor suchproducts, andit mustdo so from January I, 1995, evenifit is a countrywhich
maydelay (as indicated above) the application ofthe (otherprovisions of the) TRIPS
Agreement for a certain number of years(as indicated above); .oncethe TRIPS Agreement
becomes applicable in the Member (that is, where a country cou.ld and didbenefit froma delay
ofa certain number of years, thenfrom the expiration of that delay and, in particular, from the
expiration of theadditional five yeardelay for productpatents mentioned above, ifany), it
musttake a decision in respect of the application (i.e.,eitherreject it or granta patent)but, in
doing so, it mustapply(retroactively) the criteria ofpatellt8bilityas laiddowninthe TRIPS
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Agreement; ifits decision is to granta patent, that patentwill be available "forthe remainder
of the patent term" (seeArticle 70,paragraph 8). Thistermisat least 20years from the filing
of the application (seeArticle 33), and the "remainder" of it will bethe period which startson
the daythe patent is granted andendson the daythe said(at.least) 20yearsexpire. However,
"an exclusive marketing right"must be granted bythe Member to the invention which is the
subject matter of the said application it; afterJanuary I,.1~95, inanother Member-forthe
same product-a patentapplication bas been filed, a patentbas beengranted andmarketing
approval bas been obtained. Sucha marketing rightinthe Member will be inforce from the
date of the obtention of'themarketing approval in theMe01ber itselfandwill endwhen the
Member bas rejected or granted the patent application filed in the Member, except that when
the rejection or granthappens later than five years ~er obtaining marketing approvalin the
Member, thenthe marketing right ill theMember will expire five years afterthe marketing
approval wasgiven in theMember (seeArticle 70,paragraph 9). .

121. Plant Varieties. TheTRIPS Agreement provides that "Members shall provide for the
protection of plant varieties either bypatents or byan effective suigeneris system or by any
combination thereof' (Article 27, paragraph 3(b». TheParisConvention contains no
provisions concerning plantvarieties. TheIntemational Convention for theProtection of New
Plant Varieties (1961,revised in 1972,1978andl~91, commonly called ''the UPOV
Convention") provides for a sui generissystem, andthe lawsof anyStatewishing to be party
to the UPOVConyention must be-found, bythe Council ofUPOV, to conform with the
provisions of the Convention(Article 34(3».

122. Article 28, entitled "Rights Confe...-eeJ," deals withthefollowing matters.

123..Exclusive Rights. ThisArticle enumerates the exclusive rights that a patentconfers on
its owner(paragraph I). The ParisConvention contains no corresponding provision, but the
national laws of the States members of that Convention generally protectthe same rights.

124. Chang« in Ownership; Licensing. The1RIPS Agreement provides that patentowners
"havethe right to assign, or transfer by succession, the patentandto conclude licensing
contracts" (paragraph 2). TheParis Convention contains no.correspondlng' provision.but
theserights are generally recognized inthe States members of that Convention.

125. Article 29, entitled "Conditions on Patent Applicants," deals with the following
matters.

126. Disclosure. TheTRIPS Agreement providesthat "Members shall r-equire tba.t an
applicant for a patent shaJl disclose the invention ina manner sufficiently clear andcomplete
for the invention to be carried outbya personskllled in the art andmay require the applicant
to indicate the bestmode for Carrying olltthe invention known to the jnyentorat the filing date
or, wherepriority is claimed, atthe priority dateof the application" (paragraph I). For all
practical purposes, the same result is. accomplished bythe corresponding provisionin the
PatentCooperation Treaty (1970), hereinafter referred to as the PCT (II WIPO-administered
treatyconcluded 24 years earlier thanthe TRIPS Agreement to whichS] of the Statespartyto
the ParisConvention belongedonJuly31, 1995)(Article5;Rule 5.1(a)(v»..TheParis
Convention has no corresponding provision.
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127. Corresponding Foreign Applications andGrants. TheTRIPS Agreement provides that
"Members may require an applicant for a pate~t to provide information concerning the
applicant's co~onding foreign applications andgrants" (paragraph 2). TheParis
Convention allows countries partyto that Convention to "require anyperson making a
declaration of priority [thatis, the applicant] to produce a copyof the application (description,
drawings, etc.)previously tiled" (Article 4D(3». Themain differences between the two
provisions are that the ParisConvention speaks about"a copy" of the priority application,
whereas the TRIPS Agreement speaks about"information" concerning any corresponding
foreign application andpatent.

128. Article30, entitled "Esceptions to Rigbts Conferred," readsas follows: ..Members
mayprovide limited exceptions to the exclusive rights conferred by a patent, provided that
suchexceptions do not unreasonably conflict witha normal exploitation of the patentanddo
not unreasonably prejudice the legitimate interests of the patentowner, taking account of the
legitimate interests of thirdparties." TheParisConvention hasno corresponding provisions
and needs none: since it doesnot contain provisions on exclusive rights, it need not stipulate
exceptions from suchrights.

129. Article31 isentitleiJ "Other UseWitbout Autborization oftbeRigbt Holder."
Both the TRIPS Agreement (inits Article 31) and theParis Convention (initsArticle SA(2)
and (4» cont~ detailed .and relatively longprovisions on the possibility ofgovemment
authorities granting (in the caseof theTRlPS Agreement, subjectto the possibility ofjudicial
review) licenses to use a patented invention without the authorization ofthe owner of the
patent. These Iicens~s are called "compulsory" in the ParisConv~tion. Some of the
provisions of the two. treaties are similar but othersdeal withdifferent questions. Since the
TRIPSAgreement provides that Members must comply withArticles 1 through 12of the Paris
Convention-arid Article SA (2) and(4) dealing withcompulsory licenses is among them-the
safest course seems to be to incorporate in the national lawsthe conditions ofbothtreaties and
to follow, in respect of eachcaseofa compulsory license, the relevant provisions of both
treaties.

130. Article32, entitled "RevocationIForfeiture,"reads as follows: "Anopporturtity for
judicial review of anydecision to revoke or forfeit a patentshall be available." There is no
corresponding provision in the ParisConvention.

131. Al1icle33, entitled ~Term of Protection," readsas follows: "Thetermof protection
available shall not end before the expiration of a period of twentyyears counted from the tiling
date." There is no corresponding provision in the ParisConvention.

m. Articl.e 34, entitled "Process Patents: Burden of Proof," deals with the burden of
proof in civil proceedings in respect of the alleged infringement of the patentrights concerning
a patentwhichisfor a process for obtaining a product("process patent"). There is no
corresponding provision in the ParisConvention.

Partll,Seetion Ci,oftbe TRIPS Agreement, entitled
"LAVOUT-DESIGN"S (TOPOGRAPHIES)OF INTEGRATED cracnrrs-

133. ThisSection colJsists offour Articles (Articles 35 to 38).
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134. It is to be bornein mind that Part I oftheTRWS Agreement (General Provisions and
BasicPrinciples), described at the beginning ofthis paper,applies alsoto layout-designs
~~~pm~ocin~~ed~~~. .

.
135. The ParisConvention does not containprovisions specifically dealing with layout"
designs(t~~phies) of integrated circuits, .

136. ArtIcle 35, entitled "Relation to the IPIC Treaty," partlyincorporates the IPIC Treaty
into the TRIPS Ag!"eement.

137. "IPIC Treaty"standsfor "Treatyon Intellectual PropertyinRespectofIntegrated
Circuits." The IPIC Treatywas adoptedby a Diplomatic Conferen.ce organizedby WIPOin
Washington in1989. The Treatyhas not yet enteredint.o force as ofJwy 31, 1995.

138. Incorporation, byReference, ofPartsoftheIPIC Treaty. The Articlein ql\~~on ofthe
TRIPS Agreement provides that "Members agreeto provide protection to the layout-designs
(topographies) of integrated circuits (referred to in this [the TRIPS] Agreement as "layout­
designs") in accordance withArticles 2 through7 (other than paragraph 3 ofArticle 6),
Article 12and paragraph 3 of Article 16 ofthe Treaty on Intellectual Property. in Respectof
Integrated Circuits and, in addition, to comply with the foll.owing provisions [that is,
Articles 36, 37 and 38.oftheTRWS Agreement].".

139. The provisions of the IPIC Treatywhich.MembersofW1'O haveto applydealwiththe
following matters: definitions, including the detinitionsoftheconcept~of'.·int~ed circuits"
and "layout-design (topography)" (Article 2), the obligation to protect layout-designs
(topographies) of'integrated circuits (Article 3), the legal formof the protection(suigenerts or
industrial propertyor copyright) (Article 4), national tr~atment (Article 5), acts requiring, and
acts not requiring, the authorization of the holderof the right(Article 6(1) and (2», saleand
distribution ofinfringing integrated circuits acquired innocently (Article 6(4», exhaustion of
rights(Article 6(5», fiIculty to requireexploitationandlorregistration (Article7), the
safeguard of the obligations that Contracting PartiesmayhaveundertheParls and/or Berne
Conventions (Article 12),and non-retroactivity (Article 16(3».

140. Exclusion ofPartsafthe IP/C Treaty. The substantive provisions .ofthe IPIC Treaty
whichare excluded from the TRWS Agreement are the provisions concerning compulsory
licenses (Article 6(3» and the duration ofthe protection(Article 8). The latter reads as
follows: "Protectionshall last at least eightyears."

141. Article 36, mtitled"Scopeoftbe Protection," resembles very IDIJch Article6(1)(a)(ii)
ofthe IPIC Treaty, exceptthat Article 36 ofthe TRIPSAg!"llelllent also extendsprotectionto
articles incorporating an integrated circuit which, in tum, incorporates a protected
layout-design. The title ofArticle6 ofthe IPIC Treaty is "The ScopeofProtection,"and the
title of paragraph (1) ofthat Article. is "ActsRequiringthe Authorization ofthe Holderofthe
Right." Thoseacts, in both treaties, are reproduction (incorporated by refere1lce into the
TRIPS Agreement), importing, selling and otherwise distributing for commercial purposes.
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142. Article 37 is entitled "Acts Not Requiring tbe Autborization oftbeRigbt Holder."
Paragraph I resembles Article6(4) ofthe IPIC Treaty, except that Article37.ofthe TRIPS
Agreement also refersto articles incorporating an integrated circuit whichin tum incorporates
a protectedlayout-design, andprovide!i,inthe case ofinfringing layout-designs acquired
innocently, that stock on handor orderedbeforesufficient noticeofinfringement was given
maybe imported, sold or distributed upon payment ofa reasonable royaltyto the right holder.

143. Paragraph 2 ofArticle37 dealswith the questionof compulsory licenses, a question
dealt with in the IPIC Treaty in a provision (Article 6(3» not incorporated into the TRIPS
Agreement, as mentioned above..The question isdifferently regulated in the two treaties, the
maindifference beingthat the TRIPSAgreement, as far as layout-designs (topographies) of
integratedcircuits are concerned, allowscompulsory liCenses onlyfor public non-commercial
use or to remedy an anti-competitive practice, subject to detailed proceduralrequirements (see
Article37, paragraph 2, whichincorporates, mutatis mutandis, Article31, dealing with
compulsory licenses in the case ofpatents), while the IPIC treatywould, ifit enteredinto
force, allowcompulsory licenses (subject to lessdetailed procedural requirements) where
"necessary to safeguard a national purpose deemed to be vital by the granting
authority"(Article 6(3)(a» or "in order to securefree competition and to preventabuses bythe
holderofthe right" (Article6(3)(b».

144. Article 38, entitled "Term ofProtectiou," replaces the eight-year minimum term under
Article8 ofthe IPIC Treaty witha.IO-yearminimum term.. Thereare detailed ruleson the
startingpointofthose 10years. The TRIPS Agreement also provides that, in any case, "a
Member mayprovidethat protection shall lapse 15yearsafterthe creationofthe layout­
design" (paragraph 3).

Part D, Section 7. of the TRIPS Agreement, entitled
"PROTECTION OF UNDISCLOSED INFORMATION"

145. ThisSectionconsists.ofone Article(Article 39).

146. It is.to be bornein mind that Part I ofthe TRIPS Agreement (GeneraIProvisions and
BasicPrinciples), described in the beginning ofthis paper, applies also to "undisclosed
information" (termused in the title ofthe Section).

147. TheParisConvention does not containprovisions expressly dealing with protectionof
undisclosed information, but Article lOb,s on unfair competition requiresprotectionagainst
any act of competition contraryto honestpracticesin industrial or commercial matters.

148. Reference to theParisConvention. The TRIPS Agreement linksthe protectionof
undisclosed information to the ParisConvention, treatingsuchprotectionas a special caseof
protectionagainst unfaircompetition. This is expressed in. the following way in the TRIPS
Agreement: "In the course ofensuring effective protectionagainst unfaircompetition as
provided in Article IObis ofthe ParisConvention (1967),.Members shall protect undisclosed
information in accordance withparagraph 2 and data submitted to governments or
governmental agencies in accordance with pliragraph 3" (paragraph I).
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149. ProtectedSubject Maller. Theprotected subject I1IlItter is information lawfully within
the control ofa natural or legal person that is secret, that has commercial value because it is
secretandthat hasbeensubject to reasonable stepsunderthe circumstances, by the person
lawfully in control of the information, to keepit secret(paragraph 2). Suchinformation is
sometimes called a "tradesecret," but thisexpression is notusedinthe TRIPS Agreement.
"Secret" is defined as "secret in the sense that it [the information] isnot, as a bodyor inthe
precise ccnfiguration andassembly ofits components, get1erallYknown among or readily
accessible to persons within the circles 9W nOrm8IIY deal withthe kind of information in
question" (paragraph 2(a». . .

15Q. Protection. Theprotection consists of offering tonaturai and legal persons "the
possibility of'preventing infbrmation lawfully within theircontrol from being disclosed to,
acquired by, or usedbyothers without theirconsentin a lD8I1Iler contrary to honest
commercial practices so longas such information"corresponds to the criteria indicated above
(paragraph 2).

15). Examples of disclosing "in a manner contrary to honest commercial practices" aregiven
in footnote 10 to paragraph 2 (breach of contract; breach of confidence; inducement to
breach; acquisition of undisclosed information bythirdpartieswho knew, or weregrossly
negligent in failing to know, that practicescontral'y to honest COmmercial practiceswere
involved in the acquisition).: Paragraph 3 contains specificprovisions concerning the
protection of test data relating to pharmaceutical andagricWturai chemical products,

Part D; Secdon 8 of the TRIPS Agreement,entitled
"CONTROL OF ANTl·COMPETI11VE PRACTICES IN

CONTRACfUAL UCENSES"

152. This Section consists ofone Article (Artic:le 40) whose first paragraph readsas follows:
"Members agreethat some licensing practices or conditions pertaining to intellectual property
rights which restrain competition may have adverse effects onttadeand may impede the
transfer anddisseminationoftechnology." Theprovisions of thisArticle authorize Members
to legislate andtake othermeasures l\8ainst abuses of intellectual property rights (see
paragraph 2), and provide for obligatory consuitationsbet\Veen Members, uponrequest of
either, wherea national of oneMember is accused of engaging inanti-competitive practicesin
thejurisdiction of the otherMember (seeparagraphs 3 and4).

153. There are no corresponding provisions on thismatterin the Paris Convention.

Part mof the TRIPS Agreement, entitled
"ENFORCEMENTOF INTELLECfUAL PROPERTY RIGHTS"

154. This Pan of the TRIPS Agreement consists offive Sections (General ObligWons,Civii
and Administrative Procedures atld Remedies, Provisional Measures, Special Requirements
Related to BorderMeasures, Criminal Procedures) and21 Articles (Artic:les 4lto 61). They
regulate ingreat detail the obligations of Members in the field of theenforcement of
intellectual property rights.
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155. Thecorresponding provisions of the Berne Convention (Articles IS and 16)andofthe
Paris Convention(Articles 9, 10 and 10ter) are much lessdetailed. There seems to be no
conflict between the. enforcement provisions of the TRIPS Agreement andthoseof the Berne
andParis Conventions, andthe former also coverthe latter.

156. FewPresently existing national lawsseem to incorporate all the detailsrequired by this
Pan of the TRIPS Agreement, sothatmany Members ofWTO will have to complete their
rolesconcerning enforcement.

PaJ11V of'thellUPS Agreement, entided
"ACQ~lTIONAND \\fAJNTE~ANCE OF INTELLEcruALPROPERTY RIGlITS

AND RELATED INTER-PARTES PROCEDURES"

157. ThisPlI1'tofthe 'I'RIPS Agreement CoilSistsof'one Article (Article62). Briefly stated, it
establishes principles that should ensure that formalities. and.procedures concerning the
acquisition andmaintenance of intellectual property rights existing ina Member .are reasonable
andthat final administrative decisions ina Member aregenerally subject to review bya judicial
or quasi-judicial authority. ..

158. Anlong the\vIPO-administeredtreaties, it is particularly the PCT, the. Trademark Law
Treaty, the Madrid Agreement andthe Hague Agr~ent thatdeal withfonna1ities of
acquiring andmaintaining patents, marks andindustrial designs, respectively.. Theprovisions
of thosetreaties are much moredetailed than thoseof the TRIPS Agreetnent, the latter
concentrating on principles rather thanthe implementation of those principles.

159. Thereseems.to be no conflict between theprinciplesof'theTRIPS Agreement andthe
provisions of the WIPO-administered treatiesinrespect of the acquisition andmaintenance of
intellectual property rights, andthe lattercomplete theformer. However, the national laws of
many Members ofWTO will have to be amended so that theycomply withthe said principles
of the TRIPS Agreement. This is. particularly true for Statesthat arenot yet party to the
above-mentioned WIPO-administered treaties.

Part y oftheTRIl'S Agrej!lDent, entided.
"DISPUTE PREVENTION AJIlD SElThEMEN'lI'"

160. This Patt of the TRIPS Agreement consists of two Articles (Articles 63 and64).

161. Article63, entided "Transparency," consist~offourparagraphs.

162. Publication ofLaws, etc. Paragraph I obliges the Members to publish (or, where
publication is not practicable, make publicly available) theirlaws, regulations, final judicial
decisions, administrative rulings o'ageneral application, andbilateral agreements between
Members, pertaining to the subject matter of the TRIPS Agreement. There areno
corresponding provisions in the Paris andBerne Conventions, butmost, ifnot all States
proceed, andhave traditionally proceeded, with suchpublications.
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163. Notification ofLaws am(Regulations. etc. Paragraph 2, first senten7e, provid~sthat
"Members shall notify the laws and regulations referred to inParagraph 1to the Council for
TRIPS in orderto assist that Council in its review of the openltion of the Agreement."

164. TheBerneConventionprovides .that "EachCollIll1)' of the (B~elUnion shall promptly
communicate to the International Bureall allnewla'IVS andofficial textsconcerning th~
protection ofcopyright" (Article 24(2»; theParisConvention provides th~ SlIII1ein respect of
lawsandofficial textsconcerning the protection of industrial property (see Article 15(2».
Thus, States that arepartyto ~oththeTRIPS Agreement andtheParisand/or Berne
Conventionswould have to communicate certain text.s to both .WTO andWIPO.The TRIPS
Agreement is aware ofsuch potential duplipation andenvisages a solution.to it in the second
sentence of the paragraph underconsideration (i.e., paragraph 2) which readsas follows: "The
Council [forTRIPS] shall attempt to rniniJnize. t!lll.burden.?n Members in carrying0lll this
obligation and may decide to waive the obligation to notif)o such laws andregwations directly
to theCouncil [forTRIPS] if consultations withWIPO on the establishment of a common
register containing these laws and regu1ati01lS are successful." At the time of writing thispaper
(July 1995), such consultations havestarted.

165. TheBerne andthe ParisConventions also provide that the Internati?nal Bureau shall
assemble andpublish information concerrlingthe protection of copyright andindustria1···
property, respectively (seethe first sentences of Article 24(2)of the BerneConvention and
Article 15(2)ofthe~aris Convention).

166. Whereas thedutyof assembling, by the Council for TRIPS, the lawsandregulations
notified to it seems to be implicit in the TRIPS Agreement (otherwiseit could not carry out its
dutyto review theoperations ofthe TRIPS Agreement), the TRIPS Agreement doesnot
provide for thepublication bythe Council for TRIPS of anyinformation concerning the
protection of copyright andindustrial property.

167. NotificationofState Emblems. etc. Article 6ter of the ParisConven!io.1\ provides for the
possibility of States partyto that Convention to communicate to the International Bureau their
State emblems andofficial signs and hallmarks indicating control andwarranty. The
communication of such emble~, etc.,is intended for the protection of the emblems, etc.,
against useinmarks or use intrade. This is a description which only gives the essence of
Article 6ter.

168. Thethirdsentence. of Article 63, paragraph 2 ofth.e TRIPS Agreement reads as follows:
"TheCouncil [forTRIPS] shall alsoconsider inthisconnection [i.e., in connection withthe
consultations with WIPOjany action required regarding notifications pw-suant to the
obligations underthisAgreement stem,ming from the provisions of Article 6ter of the Paris
Convention (1967)." At the timllof wriling thispaper(July 1995), the Council for TRIPS, as
fiIr as known. to theInternational Bureau, bas notyet completed its consideration of this
matter.

169. Furtherdetails. Paragraphs 3 and4contllincertain c1etailsand qualifications to the
obligations of Members provided for inparagraphs I and2.
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170. Article 64 is entitled "Dispute Settlement.~ Since it is expected that the September
1995 sessions ofthe WIPO Governing Bodies will make. decisions concerning WIPO's plans to
elaborate a WIPO system for the settlement of disputes between statesin thefield of
intellectual property and since suchdecisions may yield newinsights in the possible relations
between that (forthe moment merely planned) system, theWTO system of dispute.settlement
and the dispute settl.ement system of the International Court ofJustil:e,wbose jurisdiction is
stipulated in theB.eme Convention (Article 33)andthe ParisConvention (Article 28), this
matterwill be dealt within anysubsequent version of the present paper.

.1'a#VloftbeTRIPS Agreement. entitled
"'I'RANSmONAL ARRANGEMENTS"

171. This Partof the TRIPS Agreement consists oftbiee Articles (Articles 65 to 67).

172. Articles6Sand 66,entitled "Transitional AlT8ngements" and "Least-Developed
Country Memben," detennine the datesbywhich Members are obliged to apply the
provisions of the TRIPS Agreement. Expressed ina somewhat simplified anddifferent way
than-in the TRIPS Agreement itself; the resultseems to be thefollowing:

(i) Any least-developed countryMember maydelay the application of the
TRIPS Agreement-except the provisions concerning national treatment andmost-favored­
nation-treatment-until January 1,.2006; it may, however, apply for extensions of that deadline
bythe Council for TRIPS (Article 66, paragraph 1).

(ii) Any developing country Member (otherthan a least-developed country
Member) may delay the application ofthe TRIPS Agreement-except the provisions
concerning national treatment and most-favored-nation-treatment-until January 1,2000
(Article 65,paragraph 2), plusan additional five years(until January 1,2005) for product
patentprotection in.certain cases(Article 65, paragraph 4). .

(iii) Any country Member (Other than aleast~eveloped or a developing country)
"which is in theprocess oftransformationfi'omacentrally-planned into a lIIa!kel,
free-enterprise economy and whichis undertaking strueturalreform of its intellectual property
system andfacing special problernsin the preparation and implementation of intellectual
property laws andregulations" may delay the application of'the TRIPS Agreement-except the
provisions concerning national treatm.ent andmost-favored-nation treatment-until
January 1,2000 (Article 65,paragraph3).

(iv) •. Any Mfmlber' not falling intoanyof thethree l:8tegories descnoedi,n (i), (ii)
and (iii), above, may delay the application ofthe TRIPS Agreement untilJanuary 1, 1996
(Article 65, paragraph 1).

(v)..AnyMember falling int.o any oflbe four categories described above (thatis,
anyWTOMember) is obliged to apply the provisions ofthe TRIPS Agreement concerning
national treatment and most-favored-nation treatment as from January 1, 1996.

173. Any Member taking advantage of the transitional periods descnDed above mUst "ensure
that anychanges in its laws, regulations andpractice made during that period do not result in a
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lesserdegreeof'consisteney withthe provisions of'thls [theTRIl'S] Agreement" (Article 65,
paragraph5); this i~ referred to as the "standstiI1" or "no-rollback" provision.

174. Article 67,entitled "Tecbnical Cooperation," establis~es the obligation ofdeveloped
countryMembers to provide, on requestand on IDUtually agreed tel1llS and conditions,
technical and financial cooperation in favor ofdeveloping and least-developed country
Members in order to facilitate the implementation ofthe TRIPS Agreement by the latter
countries. .

175. M far as least-developed countrieslU'e concerned, Article 66, paragraph 2 ofthe TRIPS
Agreement also obliges developed countryMembers to "provide incentives to enterprises and
institutions in. theirterritories for the purpose.ofpromoting and encouraging technology
transferto least-developed countryMembers in order to enable themto create a soundand
viable technological base."

176. It is to be notedthat WlPO has always had, and will continue to have, a permanent
programon development cooperationfor developing countries, including the least developed
countries(LDCs). Underthat program, WlPOis at the disposalofany suchcountry, which so
desires, for advice on legislation and for assistancein institution building and development of
human resources. .

Part VB lIftbeTRIPS Agreement, entitled
"INSTITUTIONAL ARRANGEMENTS; FINAL PROVISIONS"

177. ThisPart ofthe TRIPS Agreement consistsofsix Articles (Articles 68 to 73).

178. Article 68, entitled "Council for Trade-Related Mpects of Intellectual Property
Rigbts," specifies the tasks of the Council for TRIPSandstates that "Inconsultation with
WlPO, the Council shall seekto establish, within one yearofits first meeting [which took
placeon March9, 1995], appropriate ~gements for cooperation withbodiesofthat
Organization." At the timeofwriting this paper (July 1995), infomtal consultations have
started betweenthe Chainnan of the Council for TRIPSandthe DirectorGeneral ofWIPO.

179.. ,l\.rticle 69, entitled "lntemational Cooperation,"Article 70, entitled "Protection of
Existing Subject Matter," ,l\.rticle 71, entitled "Review and Amendll1ent,"Article 72,
entitled "Reservations," and Article 73, entitled "SecuritrEsceptions." are reserved for
any subsequent version ofthis paper. However, it should be notedthat, in the present paper's.
chapter dealing withpatents, reference is.made to those provisions ofArticle 70 that concern
patent protection for pharmaceutical and agricultural chemical products(Article 70,
paragraphs 8 and 9). Other paragraphs ofthat Article dealwith obligations in respect of,
inter alia, effectiveness ofthe Agreement concerning subject matterexisting on thedllte of
application of the ,l\.greement in aMember (paragraph 2), lackof obligation to .restore
protectionfor subject matterin the public domain (paragraph 3),liinitationofremedies with
respectto acts which become infringing as a result of the Agreement(paragraph 4), exceptions
to certainobligations inspecified cases (paragraphs 5 and6) and amendment ofapplicarions to
claimenhanced protection under the Agreement (paragraph 7).

(Endofdocument]

•


