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XXITIL.2

What?
When?
How?

Effect?

11.01.96

Wlthdrawals under Chapter |
(Artlcle 24(1)(i) and Rule 90bis)

. international application, designations, p'rio,rit'y'cl'aim

before the expiration of 20 months from the priority date

by a notice of wi'thdrawal signed by all abplicants., their agent or the
appointed common represent_ative, and filed with the RO or the IB.

~ withdrawal effective upon receipt by the RO or the IB

- withdrawal has no effect in DOs where national processmg or
examination has already started

= withdrawal of mtgrnat_upn,_a_(l_gpp_ll_c_:atlon or d,esigr_tati_ons: _

- effect ceases in each designated State concerned, with same
consequences as withdrawal of a national apphcation in that State

- if notice of withdrawal received by the 1B before completion of
technical preparations for international publication, there will be no
international publication (withdrawal can be made conditional on
receipt in time to prevent publication) -

- withdrawal of priority claim: time limits which have not expired are re-
computed on the bhasis of the rewsed pI'IOI'Ity date resulting from the
\mthdrawal

World Intellectual Propefty Organization

What?
When?
How?

Effect?

2-20
11.01.96

2 World I;ﬁt_e_]iectual Property Qrganization

Withdrawals under Chapter Il
(Article 37 and Rule 90bis)

international application, designations, demand, elections, priority claim
before the expiration of 30 months from the priority date

by a notice of withdrawal signed by al! applicants, their agent or the
appointed common representative, and filed with:

- the RO, the IB or the IPEA, if withdrawing Internatlonal application or

pnorlty claim
~ the iB, if wuthdrawmg demand or elections
- withdrawal effective upon receipt by appropriate Authority (see ahove)

- withdrawal has no effect.in DOs/EOs where national processing or
examination has already started

- withdrawal of demand or elections: withdrawal after expiration of
Chapter | time limit for entry into national phase is considered to be
withdrawal of the international application in relation to the State(s)
concerned

— withdrawal of priority claim: time limits which have not expired are re-
computed on the basis of the revised priorlty date resulting from the
withdrawal _
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XXIv.2

Pertment Portlons of the PCT

- «Rule 13b:s

. Admmlstratlve Instructlons Section 209

Microorganisms in an
International Application

« National Iaws of certain des;gnated States

- require deposit of a microorganism.

e Deposit

- Is made with a recognized depositary
InStltLIItIOl‘l, .

- Enables the clalmed invention when the

microorganism is not readily available to the
public.

08 Feb 96




XXIV.3

A TheP CT -

« Sets forth the contents of reference to
deposﬂed mlcroorgamsm (Rule 13bis .3).

o Sets forth the time for furnlshmg any
- such mdlcatlon (Rule 13b:s 4).

06 Fab 96

Deposﬂ Under the Budapest
- Treaty

o Is made Wlth any depositary mstltutlon
having acquired the status of an
lnternational deposﬂary authorrty (IDA),

e Ellmmates the need of deposm in each
- country in WhICh protection is scught




- XXIV4

States Party to the Budapest
| Treaty

« As of 01 September. 1995 there are 35
e states party to the treaty S

-.3_2_are_ PC'I:'.‘cqntrac.tm_g_. States o
—3 are States not bound by the PCT.

» The EPO has declared that it recognizes
~ the effects of the Budapest Treaty.

06 Feb 86

| Budapest Treaty States (1 Sep 1995)

o Australia
e Austria

- « Belgium
e Bulgaria -~ .
e China
e Cuba* '
« Czech Republrc o
e Denmark
e Finland
e France
e Germany
e Greece

-~ « Hungary
o lceland
o ltaly

| -Japan

Y Latv:a

* State not bound by the PCT

« Liechtenstein

"o Netherlands

e Norway
. Phlltppmes_

. »Poland

s Republic of Korea

e Republic of Moldova

» Russian Federatlon

e Slngapore
- o Slovakia .

« Spain

o Sweden

» Switzerland

e Tajikistan
 Trinidad and Tobago
e United Kingdom

¢ United States of America |

« Yugoslavia *




CXXIV5

Necessary Informatlon Fora
Deposited Mlcroorgamsm

« Name and address of the depesrtary
mstltutlon, B .

. Date of deposlt | .
. Access:on number and |

. Any addltlonal mdlcatlons |f appllcable |
(see Armex L of PCT Apphcant's Guxde)

National Laws Concerning
- Microorganisms

o Certain States require that the

indications

-be prewded upon filing the international
appllcatlon,

~be in the descrlptlon |

« Form PCT/RO/134 may be used.

L
08 Feb 96




X'xw.}s

Not|f|cat|on of Addltlonal
Indlcat|ons e
. |nternat|onal Bureau notlfied of

additional matter required by certam'
States. ‘ |

« Additional matter publlshed m the
PCT Gazette at least two months:-
before becoming a requirement.

06 Fab 96



| o XXIV.7. |
L _ '_ S Deposnts of Microorgamsms ' | L
: ' Reqmrements of desxgnated and elected Offices S

Only offices whose ‘applicable natlonal law contains prov:smns concernmg the deposits of microorganisms are listed
in this table. Unless otherwise indicated in the table, deposits may be- made for the purposes of patent procedure
before these Offices with any depositary institution having acquired the status of international depositary authority
under ‘the Budapest Treaty on the International Recognition of the Deposit of Mlcroorganlsms for the Purposes of
Patent Procedure (these institutions are indicated further in this Annex and are notified from tlme to time in

"Industnal Property and Copynght", h publlcat:on of WIPO).

Time (if any) earher than 16 months from ' ' Additional indications
prlorlty date by which applicant must _ (if any) which must be
furnish: N given besides those
: T S prescribed in
“Designated . the indications 7 any additional Rule 13bis.3(a)(i) to
(or Elected) Office _ prescribed in ) matter specified (i) pursuant to
Lo Rule 13bis.3(a)(i) - in the adjacent notifications from the
to (i), . - . . right-hand . offices concerned
' : column ' '
Albania
Albanian Patent Office None At the time of filing (as To the extent available to the
' : part of the application) applicant, relevant information
on the characteristics of the
microorganism

- Depos1ts rnay also be made for the purposes of patent procedure before the Albanian Patent Office w:th any depositary

institution speclahzed for that purpose

Al_lstraha‘
Australian Patent . None _ B At the thje of filing (as ~ To the extent avazlable to the
Office o T : - part of the application) applicant, relevant information
' - on the charactenstlcs of the
mncroorgamsm -

An applicant may give notice that the furnishing of a sample of a microorganism ‘shall only be effected prlor to the grant
of a patent, or prior to the lapsing; refusal or withdrawal of the application, to a person who is a skilled addressee without
an interest in the invention (Regulation 3.54(3) of the Australian Patents Regulations).” A notice to this effect must be
filed by the applicant with the Australian Patent Office before the application is made available to the public under

. Section 90 of the Australian Patents Act. If such a notice has been filed, a request for the furnishing of a sample must

nommate the person to whom the sample will be fum1shed Apphcants should be aware that if release of a sample of
micro-organism is to be restricted to a person who is a skilled addressee, then the Australian Patent Office should be
notified of tl:us before the apphcatmn is published in accordance w1th Section 90 of the Australian Patents Act 1990.

~ Austria
Austrian Patent Office ~ ~ Before completion of At the time of filing (as To the extent available to the
L ' ‘technical preparations ~ part of the application) applicant, all significant
for international . U information on the’
publication . | o ) o .. characteristics of the
S ' : ' ' microorganism '

[continued on next page]
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XXIV.8 "
Deposits of Microorganisms -_Requil;ehleﬁfs of degighaited and elected Offices (continued)

‘Time (if any) earlier than 16 mdnths' from © Additional lndlcaﬁons

. priority date by whlch apphcant must - (if any) which must be S
furmsh o : - ) given besides those
S _ _ - . L prescribed in -
Designated = - the _indic_at_ions _ _any additional Rule 13bis.3(a)(i) t_o
(or Elected) Office prescribed in =~ matter specified . (i) pursuant to
' _ Rule 13bis. 3(a)(1) in the adjacent notifications from the
to (iii) ~_ righthand offices concerned
. - column _ .
' Bulgaria_
Bulgarian Patent = Within 3 months after Atthe time of filing ~~  None
Office =~ the filing date (as part of the
o ' v application)
China
Chinese Patent Office - None : - None The scientific name (with its latin

name) of the microorganism,
relevant information ‘on the
characteristics of the
microorganism, a receipt of
deposit and the viability proof
from the depositary institution of a
samp]e of the mlcroorgamsrn

Deposits may be made for the purposes of patent procedure before the Chinese Patent Office with CGMCC or CCTCC
(see further in this Annex), or with any depositary institution having acquired the status of international depositary
authority under the Budapest Treaty on the Internatlonal Recognition of the Deposﬁ of M:croorgamsms for the

o Purposes of the Patent Procedure

Ciech Republic
_ Industna] Property - None B None ' - . None
- 'Denmark -
‘Danish Patent Office " Where applicant = At the time of filing ' ~ To the extent available to the
' B " requests publication (as part of the applicant, all significant
earlier than 16 months ~  application): =~ information on the characteristics
" from the priority date, S ' . of the microorganism
not later than that - : - -
request

The applicant may request that, until the application has been laid open to public inspection (by the Danish Patent

Office), or has been finally decided upon by the Danish Patent Office wnhout having been laid open to public inspection,

the furnishing of a sample shall enly be effected to an expert in the art. The request to this effect shall be filed by the
applicant with the Danish Patent Office not later than at the time when the application is made available to the public

under Sections 22 and 33(3) of the Danish Patents Act. If such a request has been filed by the applicant, any request

made by a third party for the furnishing of a sample shall indicate the expert to be used. That expert may be any person
entered .on a list of recogmzed experts drawn up by the Danish Patent Office or any person approved by the applicant in .~
the individual case. ~ R

[copt'm_ued on nexf-pagc]
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| XXV o |
Deposits of Microorganism's - Requirements of designated and elected Offices (continued)
| Additional indications

(if any) which must be
given besides those

Time (if any) earlier than 16 months from
priority date by which applicant must
furnish: i

"Designated -

{or Elected) Ofﬁce

the indications - -

- prescribed in

Rule 13bis.3(a)(i
to i)

any additional
matter specified. .
in the adjacent
right-hand

-¢olumn

prescribed in
Rule 13bis.3(a)(i) to
(iii) pursuant to .

notifications from the

offices concerned

Finland

‘National Board of
‘Patents and Registration

_Whefe applicant
reguests publication
earlier than 16 months

At the time of filing (as
part of the application)-

To the extent available
to the applicant, all
significant information

from the priority date, on the characteristics of
. not later than that the microorganism .

request

The applicant may request that, until the application has been laid o'pen'to public. iﬁspecﬁon (by the National Board of

. Patents and Registration), or has been finaily decided upon by the National Board of Patents and Registration without

having been laid open to public inspection, the furnishing of a sample shall only be effected to an expert in the art. The
request to this effect shall be filed by the applicant with the International Bureau before the expiration of 16 months from
the priority date {preferably on the Form PCT/R0Q/134 reproduced in Annex Z of Volume | of the PCT Applicant's
Guide). If such a request has been filed by the applicant, any request made by a third party for the furnishing of a sample
shall indicate the expert to be used. That expert may be any person entered on a list of recognized experts drawn up by
the National Board of Patents and Registration or any person approved by the applicant in the individual case.

Georgia

“Georgian Patent Office - None - - -+ - None - .. . None

Deposits may also be made for the purposes of patent procedure before the Georgian Patent Office with "any

scientifically recognized institution at home and abroad” and that includes all institutions published further in this Annex.

“Germany

German Patent Office None ~ Nome ~ None . .

Deposits may also be made for the purposes of patent procedure before the Ge_rmﬁti Pétén’t Office with "an'y' scientifically
recognized institution at home and abroad"-and that includes all institutions published further in this Annex.

[continued on next page]
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XXIv.10 . .
Deposits of Microorganism’é - Requirements of '&esignated and elected Offices (continued)

Time (if any) earlier than 16 months from i+ . Additional indications
priority date by which apphcant must " o (if any) which must be S
furnish: _ given besides those !
: o ' - ' ' - prescribed in
Designated - the indications : any additional Rule 13bis.3(a)(i) to
(or Elected) Office prescribed in . matter specified . (iii) pursuant to -
SR Rule 13bis, 3(a)(1) S in the adjacent . -~ notifications from the
to (iii) right-hand . offices concerned
' column
Hungary
Hungarian Patent Office At the time of filing for None : : To the ‘extent available to the
EE S the notification of the : : applicant, the characteristics of
fact that a deposit was ' : . the microorganism and a
made on or before the S - taxonomic description
filing date. - '

Deposits may also be made for the purposes of patent procedure before the Hungarxan Patent Office wlth "any
mternauonally well-known deposnary lnstltutlon in case of rec:lpromty C

Iceland
" Icelandic Patent Office - Where applicant - . - At the time of filing-(as . ~ To the extent available to the
S requests publication - . part.of the application) - - applicant, all significant
earlier than 16 months =~~~ - information on the
from the priority date, - . o characteristics of the
not later than that - - o _microorganism - )
request : ST

The applicant may request that, until the application has been laid open to public inspection (by the Icelandic Patent
Office), or has been finally decided upon by the Icelandic Patent Office without having been laid open to public
inspection, the furnishing of a sample shall only be effected to an expert in the art. The request to this effect shall be
filed by the applicant with the Icetandic Patent Office not later than at the time when the application is made available to
the public under Sections 22 of the Icelandic Patent Act. If such a request has been filed by the applicant, any request
made by a third party for the furnishing of a sample shall indicate the expert to be used. That expert may be any person
entered on a list of recognized experts drawn up by the Icelandic Patent Office or-any person approved by the apphcant
in the individual case. _

" Japam-
Japanese Patent Office - At the time of filing At the time of filing . Relevant information on.
L (must be in the (mustbeinthe - = (i) the characteristics which
description) (except as. description) identify, '
“to the date of deposit of ' o _ (ii) the process for
the microorganism) _ " producing,
- : (iii) the usefulness of the
microorganism

[continued on next page] .
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XXV, 11

Deposits of Mlcroorgamsms Requnrements of designated and elected Offices (continued)

Designated

the indications .

‘Time (if any) earlier than 16 months from
pnor:ty date by which applicant must

furnlsh

- Additional indications

(if any) which must be
given besides those
- prescribed in

: any additiona) Rule 13bis.3(2)(i) to
(or Elected) Office prescribed in matter specified - (iii) pursuant to
: Rule 13bis.3(a)(i) - in the adjacent notifications from the
te (iii) ' right-hand offices concerned
column '
Kazakstan
None - None To the extent _orrailable -to the

Kaz& Patent Office

applicant, relevant information -
on the characteristics of the
mic'roorganism

Deposits may also be made for the purposes of patent procedure before the Kazak Patent Office with any deposrtary

Office. . .

institution. -
: K'enya :
Kenya Industrial ‘None None To the extent available to the
Property Office -applicant, relevant information
on the characteristics of the
microorganism
-~ Latvia
“Latvian Patent Office ':None.' _ At :'the'time .of filing as To the:\exteo_t_availlable to the
' part of the application applicant, relevant information
. S on the characteristics of the
. microorganism
Lithuania
Lithuanian Patent None - None .. To the extent available to the

applicant, relevant information
on theé characteristics of the
microorganism

Deposits may also be made for the purposes of patent procedure before the thhuaman Patent Office with any depositary

_ institution.

No. 01/19%6

 [continued: on next page]
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_ XXIV.12
Deposits of Microorganisms: - Requirements of designated and elected Offices (continued)

Time (if any) earlier than 16 months from  Additional indications
priority date by which apphcant must - (if any) which must be Loy
furnish: given besides those —
: ' _ _ prescribed in
Designated the indications - any additional Rule 13bis.3(a)(i) to
(or Elected) Office prescribed in. matter specified - - " (iif) pursuant 'to
: o Rule 13bis. 3(@)0) in the adjacent - notifications from the
to (iii) ' right-hand -~ offices concerned
' column '
Mezxico
Mexican Patent Office None At the time of filing To the extent available to the
T o (must be in the - applicant, relevant information
description) on the characteristics of the
' - microorganism

Netherlands'
Netherlands Industrial . . . At the time of filing . At the time of filing . To the extent available to the
Property Office (must be in the (must be in the applicant, relevant information

description) (except as description) on the characteristics of the.

to the accession - ' ' microorganism. -

number) ' ' ' '

Deposits may also be made for the purposes of patent procedure before the Netherlands Industrial Property Office with

IFO, NLM and PC (see further in this Annex). If the applicant wishes that, until the date of a grant of a Netherlands
patent or untii the date on which the application is refused or withdrawn or lapsed, the microorganism shall be made S
available as provided in Rule 31F(1) of the Patent Rules only by the issue of a sample to an expert nominated by the
requester, the applicant must inform the Netherlands Industrial Property Office accordingly on a prescribed form. Said
information must be furnished to the Netherlands Industrial Property Office before the date on which the application is

* ‘made available to the public under Section 22C or Section 25 of the Patents Act of the ngdom of the Netherlands,
whichever of the two dates occurs earller .

Norway
Norwegian Patent Where applicant At the time of filing (as To the extent available to the
Office ' , requests publication - part of the application) applicant, ll significant
o earlier than 16 months information on the -~
from the priority date, ' characteristics of the
not later than that microorganism '
request '

The apphcant may request that, until the apphcatlon has been 1a1d open to pubhc inspection (by the Nonweglan Patent
Office), or has been finally decided upon by the Norwegian Patent Office without having been laid open to public
inspection, the furnishing of a sample shall only be effected to an expert in the art. The request to this effect shall be filed
by the applicant with the Norwegian Patent Office not later than at the time when the application is made available to the
public under Sections 22 and 33(3) of the Norwegian Patents Act. If such a request has been filed by the applicant, any
request made by a third party for the furnishing of a sample shall indicate the expert to be used. That expert may be any
person entered on a list of recognized experts drawn up by the Norwegian Patent Office or any person approved by the
applicant in the individual case. -

[continued on next page] - i \J

! The information presented in this box is relevant only as regards international applications filed before April 1, 1995.
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| XXIV.A3 -
Deposits of Microorganisms - Requirements of demgnated and elected Offices (contlnued) '

Time (lf any) earlier than 16 _months from ‘ S Additional indications
prlonty date by which apphcant must o (if any) which must be
Iurmsh L - given besides those
' _ : S _ prescribed in
Desngnated p the indications - any additional Rule 13bis.3(a)(i) to
(or Elected) 0fﬁce prescribed in o matter specified (iii) pursuant to
Rule 13bis.3(a)(i) in the adjacent . notifications from the
to (i) o  right-hand offices concerned
' column o '
Poland
Polish Patent Ofﬁce_ 7 None . None Name and address of the
' ) : B ' - depositor -

'Deposus may also be made for the purposes of patent procedure before the Polish Patent Office with the national

depositary authority - Institut of Agricultural and Food Blotechnology, according to the agreement published in the Official

. Journal of the Office (WUP No. 10/1993)

Portugal
National Institute of None * At the time of filing To the extent available to the
Industrial Property _ (must be in the - applicant, relevant information
' description) on the characteristics of the
: microorganism
Republic of Korea
Korean Industrial At the time of filing " "None . None
Property Office (must be in the
: description)

For the purposes of patent procedure before the Korean Industrial Property Office a deposit is required not later than at the
date of filing the international application. A receipt attesting the deposit and its acceptance issued by the depositary
institution with which the microorganism was deposited must be submitted to the Korean Industrial Property Office within
the time limit apphcable under PCT Amcle 22 or 39(1).

Republle of Moldova

Moldova Patent Office None ' None = = =~ To the extent available to the
o T _ applicant, relevant information
on the characteristics of the
. mlcroorgamsm

Depos:ts may also be made for the purposes of patent procedure before the Moldova Patent Ofﬁoe with any deposnary

institution.

{continued on next page]
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| XXIV.14
Deposits of Microorganisms - Requirements of designated and elected Offices (continued)

Time (if any) earller than 16 months from ' ' Additional indications
prlonty date by which apphcant must o ‘ (if any) which must be
. furnish: given besides those
_ - ' prescribed in
Designated - the indications any additional* Rule 13bis.3(a)(i) to
(or Elected) Office = prescribed in® ‘matter specified = (iif) pursuant to
' . ' Rule 13bis.3(a)(|) _ in the adjacent = notifications from the
to (iii) S right-hand S ~ offices concerned
- ' column
Russian Federation
Russian Patent Office None ' o None To the extent available to the

applicant, relevant information
_on the characteristics of the
- -microorga'nism'- SRR

Deposits may also be made for the purposes of patent procedure before. the Russian Patent Ofﬁce with any depositary
mstltutlon :

. Singapore | 7 _
o _ Registry of Patents =~ None - . - ” None _ A copy of the receipt of deposit
The apphéanf rhay requést that the furnishing of a sample of the microorganism shall only be made available to an eﬁpert.

The request to this effect must be filed by the applicant with. the International Bureau before the completlon of the
technical preparations for mtematlonal publication of the application. :

Slovakia

Industrial Property None None B None

Office . S

Slovenia

Slovenian Intellectual Where applicant At the time of filing (as To the extent available to the

Property Office - requests publication part.of the application) applicant, relevant information
earlier than. 16 months on the characteristics of the
from the priority date, : _ microorganism
not later than that = ' ' o
‘Tequest

Deposxts may also be made for the purposes of patent procedure before the Slovenian Intellectual Property Office w1th any
depositary institution recognized by the Office (a list is published in the official journal of the Office). The furnishing of
samples to a third party may be subjected to the condition that that party: (a) has a right to demand that a sample of the
microorganism be made available; (b) has undertaken the obligation to make the applicant not to allow access to the
sample of the deposited microorganism to any third party before the prescribed period of the validity of the patent expires.

: [contiﬁued on next pagé]
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XXIV 15 _ .
Deposﬂ:s of Microorgamsms Requirements of des:gnated and elected Offices (contmued)

Time (if any) earlier than 16 months from .. ... . ¢ Additional indications
priority date by which apphcant must . - (if any) which must be
' furmsh s _ given besides those
S ' S - _ ' prescribed in
Designated = - the indications = . . any additional Rule 13bis.3(a)(i) to
(or Elected) Office prescribed in - ‘matter specified (iii) pursuant to
: ‘ Rule 13bis. 3(a)(:) in the adjacent -~ notifications from the
to (iii) L right-hand - offices concerned
column
Spain
Spanish Patent and - . - None o At the time of filing - To the extent available to the
- ‘Trademark Office =~ - - (must be in the applicant, relevant information
L ' description) ' on the characteristics of the
microorganism
Sweden
Swedish Patent Office Where applicant At the time of filing (as  To the extent available to the
* requests publication part of the application) applicant, relevant information
 earlier than 16 months ' on the characteristics of the
from the priority date, : microorganism .
~ not later than that T
-request

The applicant may request that, until the application has been laid open to public inspection (by the Swedish Patent
Office), or has been finally decided upon by the Swedish Patent Office without having been laid open to public inspection,
the furnishing of a sample shall only be effected to an expert in the art. The request to this effect shall be filed by the
applicant with the International Bureau before the ‘expiration of 16 months from the priority date (preferably on the Form

"PCT/RO/134 reproduced in Annex Z of Volume I of the PCT Applicant's Guide).
- If such a request has been filed by the applicant, any request made by a third party for the fum:shmg of a sample shall

indicate the expert to be used. That expert may be any person entered on a list of recognized experts drawn up by the
Swedish Patent Office or any person approved by the applicant in the individual case.

Switzerland

-_Swissr Federal None - . None ‘None -

- Intellectual Property

Institute -

Deposits may also be made for the purposes of patent procedure before the Swiss Federal Intellectual Property Office with
FIB, IAM, IFO and SBL (see further in this Annex). The furnishing of samples to a third _party may be subjected to the
condition that that party indicates to the depositary institution its name and address for the purpose of information of the
depositor and undertakes: (a) not to make available the deposited culture or a culture derived from it to a third party; (b)
not to use the culture outside the purview of the law; (c) to produce, in case of a dlspute, evidence that the obhgatlons
under items (a) and- (b) have not been violated. .

_[éontihued on. next page]
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_ XXIV.16
Deposits of Microbrganisms - Requirements of designated and elected Offices (continued)

Time (if any) earlier than 16 months from : Additional indications

‘priority date by which apphcant must S S (if any) which must be f‘f{' B
furnish: ' given besides those =
o prescribed in
Demgnated - the indications ' any additional Rule 13bis.3(a)(i) to -
(or Elected) Ofﬁce prescribed in - matter specified -~ (iii) pursuant to
Rule 13bis.3(a){i) in the adjacent = notifications from the
to (iii) . : right-hand : offices concerned ;
: S column ‘ '
Tajikistan
~ Tajik Patent Office None- -~ : None ' To the extent available to the

applicant; relevant information
on the characteristics of the
microorganism

Deposits may also made for the purposes of patent proceduré before the Tajik Patent Office with any de’p.ositary institution.

“The former Yugoslay -
" Republic of Macedonia

industrial Proj'aeﬁy : None At the time of filing- To the extent available to the

Protection Qffice - o (mustbeinthe - - applicant, relevant information
description) T on the characteristics of the
' : microorganism :

Deposits may also be made for the purposes of patent procedure before the Industrial Property Protection Office with ary L
international depositary institution recognized by the Office (a list is published in the official journal of the Office). The
furnishing of samples to a third party may be subjected to the condition that that party: (a) has a right to demand that a -
sample of the microorganism be made available; (b) has undertaken the obligation to make the applicant not to allow

“access to the sample of the deposnted microorganism to any thxrd party before the prescnbed period of the vahdlty of the
patent expires. . A

- Turkey
Turkish Patent Institute None At the time of filing To the extent available to the
= (must be inthe - applicant, relevant information
- description) on the characteristics of the '
' mlcroorgamsm

Deposits may also be made for the purposes of patent procedure before the Turkxsh Patent Insntute with any deposnary
: mstltutnon spemahzed for that purpose - :

Turkmenistan

Turkmen Patent Office None ' None ’ S To the extent available to the

S R : S - ST applicant, relevant information
“on the characteristics of the
microorganisni

Deposits may also be made for the purposes of patent procedure before the Turkmen Patent Ofﬁce with any depositary
mstltutlon '

[continued on next page]
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XXIVAT |
Deposns of Mlcroorganlsms Requlrements of desxgnated and elected Offices (contmued)

Time (if any) earher than 16 months from .. N Additional indications
priority date by which apphcant must L : (if any) which must be
furmsh . ' - given besides those
. . ' _ - ~ prescribed in
_Desxgnated o 5 the indica‘tio'ns'” e any additional _ Rule 13bis.3(a)(i) to
(or Elected) Ofﬁce prescribed in “ matter specified (iii) pursuant to
Rule 13bis.3(a)(i) _ in the adjacent _ notifications from the
“to (jii) - ‘ right-hand . offices concerned
' column ' "
Ukraine
Ukraine Patent Office None None - To the extent availabie fo the

applicant, relevant information
on the characteristics of the
mlcroorgamsm

Dep051ts may also be made for the purposes of patent procedure before the Ukraine Patent Office with any depositary
institution.

Un_ited Kingdom -

Patent Office . Where applicant - - None o ~ Where appiidabig; the

requests publication [identification of any

* earlier than 16 months " international agreement under
form the ‘priority date, o ~ which the deposit was made
not latér than that . -
request

Deposns may also be made for the purposes of patent procedure before the UK Patent Ofﬁce with- "any deposnary

institution anywhere in the world". It is the responsibility of the applicant to select the depositary institution with which he
wishes to make his deposit and to ensure that samples of the culture deposited will be made available in accordance with
Rule 17 and Schedule 2, UK Patents Rules 1995. The applicant may give notice in writing to the International Bureau
before technical preparations for publication of the international apphcatlon are completed, that a sample should be made
available only to an expert. - : .

United States of An;erica

United States Patentand ~ The name and address At the time of ﬁling B @ A statement that the deposit

. Trademark Office -of the depositary - L _ was made on or before the
(USPTO) *institution at the time of s , priority date of the international

filing. . . . application (where a date of

: - : ' : . "deposit prior to that date has not
been indicated, pursuant to Rule
13bis. 3(a)(iD).
'(b) To.the extent feasible, a
taxonomic description of the
microorganism.

Deposits may also be made for the putposes of patent procedure before the USPTO with "any foreign or domestic
depositary institution ‘obligated by law, treaty or contract to accept, store and release specimens under the conditions
specified in the United States jurisprudence". In the USPTO, if the same indications concerning the name and address of
the depositary institution are not also included in an earlier application the priority of which is claimed, the priority of the
earlier application will not be accorded in the national processing of the application.

[continued on next page]
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' XXIV 18
Deposits of Mlcroorgamsms - Requirements of designated and elected Offices (continued)

Time (if any) earlier than 16 months from - _ Additiona) indications
priority date by which apphcant must R (if any) which must be ul
furnish: : given besides those
_ . ' ‘prescribed in
Designated the indications - any additional o Rule 13bis.3(a)(i) to
(or Elected) Office prescribed in " matter specified - (iii) pursuant to
: ' : Rule 13bis. 3(a)(:) in the adjacent S notifications from the
to (iii) _ right-hand R offices concerned
- ‘ - column '
Eurasian Patent
Organizatitin' N
Eurasian Patent Ofﬁce None o None N To the extent available to the
(EAPO) " S ' S applicant, relevant information
' “on the characteristics of the
-microorganism
* Deposits may also be made for the purposes of patent procedure before the Eurasxan Patent Ofﬁce w1th any deposntary
institution.
European Patent o
Orgamsatnon o
European P_atent Office =~ None At the time of filing To the extent available to the -
(EPO) ' R : I applicant, relevant information ..~/
R ’ T e ' ‘on the characteristics of the

microorganism © -

Deposits may also be made for the purposes of patent procedure before the EPO with FIB and IFO (see further in this
Annex). Deposits with CNCM can be made under the Budapest Treaty or, as far as the deposits of cell cultures,
mycoplasma and rickettsiae are concerned, under a bilateral agreement with the EPO. If the applicant wishes that, until the
publicaticn of the mention of the grant of a European patent or until the date on which the application is refused or
withdrawn or is deemed to be withdrawn, the microorganism shall be made available as provided in Rule 28(3) of the
Implementing Regulations under the European Patent Convention only by the issue of a sample to an_ expert nominated by
the requester (Rule 28(4) of the said Implementing Regulations), the applicant must inform, by a written statement, the
International Bureau accordingly before completion of technical preparations for publication of the international
application. Such statement must be separate from the description and the claims of the international application and must
preferably be made on the Form PCT/RO/134, referred to in Section 209 of the Admunsu-atwe Instructions under the PCT
and reproduced m Annex Zof Volmne I of the PCT Appllcant‘s Guide..

[éontinued on next page]
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L [ | Depos1ts of M:croorgamsms o o L

List of depos1tary institutions

~ Agricultural _Research Service Culture Collection:
(NRRL)

1815 North University Street e
Peoria, 1llinois 61604
United States of Amtenea

Amertcan Type Culture Collectlon (ATCC)’ D

12301 Parklawn Drive .
Rockville, Maryland 20852

“United States of America

Australjan Govemment Analytxcal Laboratones

(AGAL)"

The New South Wales Regional Laboratory :

1 Suakin Street

. -Pymble, NSW 2073
" Australia

Belgian Coordmated Collectmns of
Mlcroorgamsms (BCCM)'

Headquarters:

"Prime Minister's Services -
Science Policy Office -~ -
‘Rue de la Science 8
B-1040 Brussels
Belgium

Collectiens to which deposits 'must be address';ed'

Institut d'Hygléne et d'Epldémtologle-Mycologle

(IHEM)' .
Rue J. Wytsman 14
B-1050 Brussels
Belglum

Laboratorium voor Moleculau-e Btolog1e-

Plasmidencollectie (LMBP)‘ ‘
Universiteit Gent :
K. L. Ledeganckstraat 35

B-9000 Gent :
Belgium

Laboratorium voor M:crobmlogle-
Bacterignverzameling (LMG)1
- Universiteit Gent
- K. L. Ledeganckstraat 35
. 'B-9000 Gent
Belgium

-Mycothéque de I'Université Cathollque de
Louvain (MUCL)! :
Place Croix du Sud 3

'B-1348 Louvain<la-Neuve

Belgium

Centraal Bureau voor Schimmelcultures (CBS)'
Oosterstraat 1

Postbus 273 - -

NL-3740 AG Baamn -

Netherlands

Center for General Microbiological CuIture
Collection (CGMCC)'

" China Committee for Culture Collecuon of -

Microorganisms

Beijing 100080

China

China Center for Type Culture Collection (CCTCC)'
Luo Jia Shan

Wauhan 430072

China

Coleccién Espafiola de Cultivos T1po (CEC'I‘)1
Mlcrobtology Department

Biological Science Faculty

University Valencia

46100 Burjasct (Valcenia) - :

Spain

Collectlon nationale de cultures de -~
micro-organismes (CNCM)‘

Institut Pasteur

28 rue de Docteur Roux

75724 Paris Cedex 15 -

France :
{contmued on next page]

Note: This table does not indicate in relation to depositary institutions the kind of microorganisms which may be deposxted
with and the fees charged by them. This information may be obtained directly from the institutions. As regards depositary

institutions which have acquired the status of international depositary authority under the Budapest Treaty on the Intemnational

Recognition of the Deposit of Microorganisms for the Purposes of Patent Procedure, such informtion is published at the time

of the acquisition of the status of internationial depositary authority in the WIPO monthy review "Industrial Preperty"

Furthermore, the January .issue of the said review indicates, for each international deposnary authority, the kinds of ~

m1croorgamsms that 1t accepts and the fees charged by it,

v Depositary instifution having acquired the status of international depositary authority under the Budapest Treaty on the International
Recognition: of the Depesn of Mlcroorgamsms for ﬂ1e Pu:poses of Patent Procedure
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Llst of depos:tary mstntutmns (contmued)

Culture Collection of Algae and Protozoa (CCAP)‘
Institute of Freshwater Ecology
‘Windermere Laboratory
- The Ferry House
Far Sawrey
Ambleside, Cumbria LA22 OLP
United Kingdom '
and
Punstaffnage Marine Research Laboratory
.0, Box 3
Oban, Argyll PA34 4AD
United Kingdom

Czech Collect:on of Macroorgamsms (CCM)‘ o
ul. Tvrdého c. 14

Masaryc University.

. 60200 Brno :

Czech Repuhlic

Culture Collection of Yeasts (CCY)‘
Institute of Chemistry

Slovak Academy of Sciences
Dubrasvskd cesta 9

84238 Bratlslava

Slovakia

Deutsche Sammlung von Mlkroorgamsmen und
Zellkulturen (DSM)' :
Mascheroder Weg 1b

D-38124 Braunschwmg

‘Germany .

European Collection of Cell. Structures (ECACC)1
Centre for Applied Microbiology - .

and Research

Porton Down, Salisbury, Wlltshlre SP4 0JG
United Kingdom' - B}

National Institute of Blosc:lence and Human- R
Technology (NIBH)'
Ministry of International Trade and- lndustry
1-3 Higashi 1-chome, Tsukuba-shi
Ibarakx-ken 305 .
Japan

Forschungmstltut Borste] (FIB)
Institut fir Expenmentelle BlOlOng
und Medizin® -

D-23845 Borstel

Germany

XXIV.20

"Deposits of Micfbor’ganisms

Institute of Applied Mlcroblology (IAM)
Culture Collection .
Center for Cellular and Molecular Research
Institute of Molecular and Cellular Biosciences
The University of Tokyo - - . '
1-1 Yayoi, 1-chome, Bunkyo-ku .
Tokyo 113

Japan

Institute for Fermentation (IFO) - -
17-85 Juso-honmachi 2-chome
Yodogawa-ku-- S
Osaka 532 =

Japan

International Mycologwal Institute (1MI)‘

Bakeham Lane

Englefield Green
Egham, Surrey TW20 STY
United Kindgom

Korean Cell Line Research Foundation ('KCLRF)l
Cancer Research Institute

Seoul National University. College | of Medlcme
28 Yungon—dong, Chongno-gu

Seoul 110-799

Republic of Korea

Korea Research Institute of Bib-écience -

. and Biotechnology (KRIBB)'

# 52, Oun-Dong, Yusong—ku

- Taejon 305-333

Republic of Korea |

Korean Culture Center of Microorgamsms XceMmy
College of Engineering .

Yonsei University

Sodaemun-gu

Seoul 120-749

Repubhc of Korea

Laboratorium voor Microbiologie (NLM)
Julianalaan 67a
Delft - . -

Netherlands .

[continued on _nf_:x_t 'p_a__ge}_:' o

! Depositary institution having acquired the status of mterna::onal deposnary authonty under the Budapest Treaty on the Imematlonal
Recognition of the Deposit of Micoorganisms for the Purposes of Patent Procedure.
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L . - Deposits of Microbr_ga'nisms | L

" List of depositary institutions (continued)

National Bank for Industrial Mlcroorgamsms and

Cell Cultures (NBIMCC)'
125 Tsangradskq shosse blvd., 2

1113 Sofia
- Bulgaria

National Collection of Agrlcultural and Industrial

Microorganisms (NCAIM)'

Department of Microbiology and Blotechnology
University of Horticulture and Food Industry
Somléi ut 14-16 ‘

'H-1118 Budapest
- Hungary

National Collection of Food Bactena (NCFB)’

. AFRC Institute of Food Research’

Reading Laboratory -

Earley Gate, _Whltekmghts Road
Reading, Berkshire RG6 2EF
United Kingdom

National Collections of Industrial and
Marine Bacteria Ltd, (NCIMB)'

23 St. Machar Drive

Aberdeen AB2 lRY

.Scofland -

Umted ngdom

Nationat Coliection of Type Cultures (NCTC)‘
Central _Publnc Health Laboratory
61 Colindale Avenue

London NW9 SHT

United Kingdom

National Collectmn of Yeast Cultures (NCYC)1

‘Institute of Food Research
. Norwich Laboratory
- 'Norwich Research Park

Colney "+ -

‘Norwich NR4 TUA. -

United Kingdom

Phabagen Collection (PC)

Rijksuniversiteit Utrecht

Vakgroep Mo]eculalre Celbiologie
Padualaan 8

3584 CH Utrecht

Netherlands

Statens Baktenologlska Laboratonmn (SBL)
10521 Stockholm

. Sweden

- State SCantiﬁC Centre for Antlbmtlcs (VNIIA)'

Nagatinskaya ul. 3a
Moscow. 113105
Russian Federation

Russian Collection of Midrodrganism’é (VKM)'
Prospekt Naouki, 5

142292 Puschino, Moskovskaya obl. .
Russian Federation

Russian National Collectxo'n :

of Industrial Mlcroorgamsms (VKPM)1
GNIH Genetika

1 Dorozhny proezd, 1

113545 Moscow

" Russian Federation=

1 Deposttary institution having’ acqum:d the stams of mtemanonal depos:tary authority under the Budapest Treaty on the lntcmatmnal

“Recoghition of the Deposit of M:q‘oorgamsms for the Purpom of Patent Procedure.
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Applicant's or agent’s file . International application No.
reference number . : o

INDICATIONS RELATING TO A DEPOSITED MICROORGANISM

{PCT Rule 13bis)

A. The indications made bcll_ou.r relate to the mric'réorganism referred to in the desﬁription
on page : oo line

B. IDENTIFICATION OF DEPOSIT Further deposits are identified on an additional sheet n

‘Name of depositary institution

Address of depositary institution (including postal code and country) S

Dite of deposit Accession Number

C. ADDITIONAL INDICATIONS (feave biank if not applicable)  This information is continued on an additional sheet D

o ——
—————

D. DESIGNATED STATES FOR WHICH INDICATIONS ARE MADE (if the indications are not for all designated States)

- — ——————— ———— ——— —————————_——— ]

E. SEPARATE FURNISHING OF INDICATIONS leave dlank if not applicable)

The indications listed below will be submitted to the International Bureau iater (specify the general rature of the indications, e.g., "Accession
Number of Deposit™} R o ’ )

pr—_FOT receiving Office use only For International Bureau use only s

D This sheet was received with the intemational application D This sheet was received by the international Bureau on:

Authorized officer Authorized officer

Form PCT/RO/134 (July 1992)
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X2

| Pertment Portions of the PCT

e Rules
-52
-13ter

o Administrative Instructlons

| —Sectlon 208
- -AnnexC

a’

08 Feb 98

'WIPO Standards

« 8T.23 - recommendation for the
presentation of nucleotide and amino
acid sequences in patent applications

- and in published patent documents.

«ST.24 - recommendatlon concernlng
the filing of nucleotide and amino acid
sequence listings in computer-
readable form. |

08 Fab 96




XXvV.3 ‘_

PCT Rule 5. 2's|5écifiés;“t'hat' .

e The descrlptnon contain attheend a
listing for any nucleotide andlor amino
acid sequence dlsclosed and |

. The I:stmg comply with standard
prescribed in the PCT Administrative
Instructlons

PN
(&)

" O6Feb96,

PCT Rule 13ter

. AIIows the ISA to mv:te apphcant to
fLII'!‘IISh wnthln atime I|m|t -

-a Ilst:ng complymg wuth the prescrlbed
| standard andlor R

- =-a Ilstmg in a machine readable form.

... . OSFeb9s

@l

THIE MY



XXva4

The machme readable form of the
o sequence listing

~ « Permits search and examination of
applications contammg a sequence
Ilstmg by computer.

06 Feb 96

If applucant does not comply with
the |nV|tat|on |

» The ISA will search the appllcatlon |
only to the extent possible without
the ald of the sequence listing.

- 06 Feb 96




e
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XXV

In response 'to the mwtat:on

. Appllcant should flle N

-a copy of the Ilstlng m machlne readable
form; and - |

-a statement to the effect that the listing
does not include matter which goes
?eyond the dlsclosure of the appllcatlon as

iled. e |

~ O08Feb98 -

AE"’I:éter-ff'i-Ied sequence Iisting

ols placed m the appllcatlon for use by
‘the ISA; o

. Is not pubhshed as part of the

- international application. .

06 Feb 95




XXV.6

Chapter Il and National Phase

« The IPEA may request the sequence
listing from the ISA. - o

A desugnated Office may requu'e
applicant to provide

- -acopy of any Ilstmg furmshed to the -
ISA; and/or )

-a Ilstmg complylng w:th the standard
prescribed in the Administrative
Instructions and/or with the listing in
machine readable form. *&X |

RV

06 Eob 96

USPTO Sequence L|st|ng
 Requirements

« A sequence listing complying with WIPO
Standard ST.23 and presented in machine
readable form as provided in Annex C of
the Admlnlstratlve Instructlons

« USPTO requirements for US national
applications apply to International
Applications where USPTO acts as the ISA
and IPEA (see 37 CFR 1.821 to 1.825).

DGF b o8




XXV 7

EPO Sequence L|st|ng
Requirements

« A sequence listing complying with WIPO
Standard ST.23 and presented in machine
‘readable form as provided in Annex C of
the Admlmstratlve Instructlons

« EPO reqmrements for European
applications apply to International
-Applications where EPO acts as the ISA
and IPEA (see EPO OJ No. 12 (Suppl No. 2)
~and No.1-2/1993). = ;

_ e;;g&g
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xicv.s.

PCT Administrative Instructlons
Section 208
Sequence Lxstmgs

(a)  Any nucleotide and/or amino acld sequence listing (“sequence listing”)
shall be presented in a format complying with WIPO Standard ST.23 (Reco’mmendation
for the Presentation of Nucleotide and Amino Ac1d Sequence Listings in Patent
Applications and in Published Patent Documents) '

(b) Any machine: readable form of a sequence hstmg shall comply thh the
requlred format in accordance w1th Annex C '

(c) Any sequence llstlng not formmg part of the 1nternat10nal apphcatlon
shall, when furnished, be accompanied by a statement to the effect that the listing does

not include matter which goes beyond the disclosure in the international application as -

ﬁled

(d) Sheets of a sequence listing in printed form not formmg part of the
mternanonal application shall be sequentially numbered in a series separate from that
used in numbering the sheets of the international application; the number of each sheet
shall preferably consist of two Arabic numerals separated by a slant, the first being the
sheet number and the second being the total number of such sheets (for example 173,243,
3/3). :

4Publishecl in the WIPO Handbook on Industrial Property Information and Disclosure

J



CXXV.9
ANNEX C

FORMAT FOR NUCLEOTIDE AND /OR AMINO ACID
SEQUENCE LISTINGS IN MACI—IINE READABLE FORM

Australian Patent Office
Machine readable form is not requ1red.
OCR format is accepted and must comply w1th WIPO Standard ST 22 2
No requirement for electronic form but acceptable as follows:
(a) Medium:
Diskette:
5.25 inch, 360 Kb storage;
5.25 inch, 1.2 Mb storage;
3.5 inch, 720 Kb storage;
- 3.5 inch, 1.44 Mb storage;
‘Magnetic tape: 0.5 inch, up to 2400 feet;

Density: 1600" or 6250 bits per inch, 9 track;:
Format: raw, unblocked,

.(b) Chara'ctgr codes:
ASCIL,
(c) Computer hardware and operatmg systems conﬁguratlon
Computer; IBM PC[XT/AT IBM PS/2 or compatlbles,
Qpera_tmg system: PC-DOS or MS-DOS {Versions 2.1 or abo#e); .
" Austrian Patent Office
Ma'éhiné readable .form 15 t;ot rec:'.iu-ire:c'l.

OCR format is accepted and must comply with WIPO Standard $T.22.2

ZPublished in the WIPO Handbook on Industrial Property Information and Documentation.




xXXv.10
Européan Patent Office

: ;.::. ]
(Modification of Annex. C Requlrements of the European Patent Office as pubhshed in PCT Gazette No. 32/1992 . -
pages. 15240-1524 1. o C :

Machine readable form on dtskette is requued “The dtskette shall be readable on one of the computer/operattng-
system configurations or comply with the specified format described in subparagraphs (a) and (b) below: _

(a) Computer: 1BM PC/XT/AT IBM PS/2 or compatibles;

Operating System PC-DOS or MS-DOS (Versions 2.1 or above)
Line Terminator: Carriage Return plus Line Feed; -
Pagination: Form Feed or Series of Line Termmators
End—of-Flle Ctrl-Z; e

Media: : '

. Diskette - 5.25 inch, 360 Kb storage;
Diskette - 5.25 inch, 1.2 Mb storage;
Diskette - 3.50 inch, 730 Kb storage;
Diskette - 3.50 inch, 1.44 Mb storage;

Print command: PRINT filename.extensive;

(b) A"pp_le Mactinosh

Operatirig system: Mactinosh;

Mactinosh File Type: Text with line termination;

Line Terminator: Pre-defined by text type file; B _ .
Pagination: Pre-defined by text type file; - Y.

Medla

- Diskette - 3,50 inch, 400 Kb storage;

Diskette - 3.50 inch, 800 Kb storage;

Diskette - 3.50 inch, 1.4 Mb storage;
Print command: Use PRINT command from any Macmtosh apphcatlon that processes text ﬁ]es such as
Maante or TeachText ‘ _ , _

The EPO recommends the use of the PatentIn software for the preparation of the sequence listings.
Together with the diskette, the applicant has to file a statement of conformity between the content of 'the diskette

and the diskette and the listing in written form, as follows: "It is hereby stated that the information recorded on the data
carrier is identical to the written sequence listing". :

(For more details, see Su.pplet_nent No. 2 to O EPO 1'2/,_19_92).‘ ‘




XXV.11

Ty Japanese Patent Office

The Japanese Patent Office (JPO) recommends that a listing of sequencé in an electronic form applicaﬁon shall
be recorded as code data complying with WIPO Standard ST.23%, but the recommendation is not a statutory requirement.

Requirements for electronic form:
(@) Medium:

=Floppy disk:

8 inches both-sided double density (2d) (JIS X6201);
5.25 inches high density (2HD) (JIS X6211);
3.5 inches high density (2HD) (JIS 6223);
 On-line: "~ - '

ISDN (64kb/s); .
Digital Data Exchange of Packet (9600b/s);

(b) 'C_ha'rg'ctelj codes: | | |
‘Code of Japanese graphic character set for ihfqnnétion ihtérchéh'g_g__(_.fls X 0208- 1983); ‘
{(c) Computer'har_dwére and operating systems configuration: |
= . Not specified, but in accordance w’ith_the JPO's eiectronic_applicati:on 'st.apdards; _
' | ,(dj Cox.'np:uter' softWare_: .
Not specified, bﬁt in aébord_anée';vith the JPO's electronic application standards;
B (e)iOther r'équirémen'ts: ‘ N
floppy disk application: i o
Ei]e ;peﬁiﬁcatipn for Jabanes;e Documen_t's_l'nterchangg (JiS -X4004— '1988);
Onlling _apf:lication:_ ' ' ‘

OSI & CCITT T.73;

Russian Patent Office
- "Ma":hix_le readable form is not required.
Swedish. Patent Office

Machine readable form is not required.

{”K\E 13pyblished in the WIPO Handbook on Industrial Property Information and Documentation.




XXv.12
United Kingdom Patent Office

Machine readable form is not required.

United States Patent and Trademark O_fﬁce‘ (USPTO)

A sequence listing is required for all disclosures of sequence information in which the sequence has four or _
more amino acids or ten or more nucleotides. Branched sequences and those including D-amino acids are excluded from
the rules.

The USPTO has not adopted the use of an OCR format and it is not expected that such a format will be adopted'

by the USPTO.

Sections 1.821 to 1.825 of title 37, Code of Federal R:egulations'(37 CFR) relate to sequence listings submitted
to the USPTO. Sections 1.824 and 1.825 which set forth the requirements for sequence listings in machine (computer)
readable form are reproduced below

37 CFR 1 .824 Form and Jormat for nucleotide and/or amino acid sequence submissions in c_o.rr':puter feada_ble Jorm.

(a) The computer readable form requii'ed by Section 1.821(e) shall contain a printable copy of the "Sequence - '

Listing,” as defined in Sections 1.821(c), 1.822, and 1.823, recorded as a single file on either a diskette or a magnetic
tape. The computer readable form shall be encoded and formatted such that a printed copy of the "Sequence Listing"
may be recreated using the print commands of the computer/operatmg-system confl guranon spec1fied in paragraph ¢4)
of this section. ,

(b) The file in paragraph (a) of this section shall be encoded in a subset of the American Standard Code for
Information Interchange (ASCII). This subset shall consist of all the printable ASCII characters including the ASCII
space character plus line termination, pagination, and end-of-file characters associated with the
computer/operating-system configurations specified in paragraph (f) of this section. No other characters shall be allowed.

(¢) The computer readable form may be created by any means, such as word processors, nucleotide/amino acid
sequence editors, or other custom computer programs, however, it shall be readable by one of the computer/
operating-system configurations specified in paragraph (f) of this section, and shall conform to the speclﬁcatlons in
paragraphs (a) and (b) of this section, :

(d) The entire p_rmtable copy of thé' "Seﬁuence Listing" shall be contained within one file on a single diskette or

magnetic tape unless it is shown to the satisfaction of the Commissioner that it is not practical or possiblé to submit the
entire printable copy of the "Sequence Listing" within one file on a single diskette or magnetic tape.

(¢) The submitted diskette or tape shall be write-protected such as by covering or un'covje'rin'g' diskette holes,
removing diskette write tabs, or removing tape write rings.

(f) As set forth in paragraph (c), above, any means may be used to create the computer readable form, as long
as the following conditions are satisfied. A submitted diskette shall be readable on one of the computer/operating-system
configurations described in paragraphs (1) through (3) below. A submitted tape shall satlsfy the format spec1ﬁcat10ns
described in paragraph (4), below : :
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(1) Computer: IBM PC/XT/AT, 'iBM PS/2, or cbhibé‘.tibles; '

_ Operatmg system: PC-DOS or MS-DOS (Verswns 2.1 or above),

Line. Terminator: ASCIT Carriage Return plus 'ASCII Line Feed

~ Pagination: ASCII Form Feed or Series of Line Termmators, .
End—of—Fnle ASCII SUB (Ctrl-Z), ' '

- Medla . ' L
" Diskette - 5.25 inch, 360 Kb storage L
Diskette - 5.25 inch, 1.2 Mb storage;
Diskette - 3.50 inch, 720 Kb storage;
‘ " Diskette - 3.50 inch; 1.44 Mb storage;
Print Command: PRINT filename.extension;

() Computef: IBM PC/XT/AT, IBM PS/2, or compatibles;

' Operatmg system Xemx -

* Line Terminator: ASCII-Carriage Return; ‘
Pagination: ASCH Form Feed or Senes of Lme Termmators,
"End of- F1le None; '

Medxa
‘ stkette 5 25 inch, 360 Kb storage;
‘Diskette - 5.25 inch, 1.2 Mb storage;
Diskette - 3.50 inch, 720 Kb storage;
Diskette - 3.50 inch, 1.44 Mb storage;
Print Command; lpr filename;

(3) Computer: Apple M'acihtds'h;-'

Operatmg System: Macmtosh :
‘Macintosh File Type: text with line termmatmn
Liné Terminator: Pre-defined by text type file;
Pagination: Pre-defined by text type file;

~ End-of-file: Pre-defined by text type file;

Media

Diskette - 3.50 inch,.400 Kb storage;

Diskette - 3.50 inch, 800 Kb storage;

Diskette - 3.50 inch, 1.4 Mb storage;
Print Command: Use PRINT command from any Macintosh
Application that processes text files, such as MacWrite or TeachText

~ (4) Magnetic tape: 0.5 inch, up to 24_00 feet;

Density: 1600 or 6250 bits per inch, 9 track;

Format: raw, unblocked;

Line Terminator: ASCII Carriage Return plus optional ASCII Line Feed

Pagination: ASCH Form Feed or Series of Line Terminators;

Print Command (Unix shell version gwen here as sample response-mt/dev/rmt0; lpr!dev/nnt()):
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(g) Computer readable forms that are submitted to the.Ofﬁce.wilI not be returned to the _applicant.

(h). All computer readable forms shall have a label permanently affixed thereto on which has been handprinted
or typed, a description of the format of the computer readable form as well as the name of the apphcant the title of the
inventjon, the date on which the data were recorded on the computer readable form, and the name and type of computer
and operating system which generated the files on the computer readable form. If all of this information can not be
printed on a label affixed to the computer readable form, by reason of size or otherwise, the label shall include the name
of the applicant and the title of the invention and a reference number, and the additional information may be provided
on a container for the computer readable form with the name of the applicant, the title of the invention, the reference
number, and the additional information affixed to the container. If the computer readable form is submitted after the date
of filing under 35 U.S.C. 111, after the date of entry in the national stage under 35 U.S.C. 371, or after the time of
filing, in the United States Receiving Office, an intemnational application under the PCT, the labels mentioned herein
must also include the date of the application and the application number, including series code and serial number.

37 CFR 1.825 Amendments to or feplacemem of sequence listing and computer readable copy thereof .

(a) Any amendment to the paper copy of the "Sequence Listing" (Section 1.821(c)) must be made by the
submission of substitute sheets. Amendments must be accompanied by a statement that indicates support for the
amendment in the application, as filed, and a statement that the substitute sheets include no new matter. Such a statement
must be a verified statement if made by a person not reglstered to practice before the Office.

(b) Any amendment to the paper copy of the "Sequence Llstmg,“ in accordance with paragraph (a) of this
section, must be accompanied by a substitute copy of the computer readable form (Section 1.821(e)) including all
previously submitted data with the amendment incorporated therein, accompanied by a statement that the copy in
computer readable form is the same as the substitute copy of the "Sequence Listing." Sucha statement must be a verified
statement if made by a person not reg:stered to practice before the Ofﬂce '

(c) Any appropriate amendments to the "Sequence Listing" in a patent, ¢.g., by reason of reissue or certificate
of correction, must comply with the requirements of paragraphs (a) and (b) of this section, '

(d) If upon receipt, the computer readable form is found to be damaged or, unreadable applicant must prowde,
within such time as set by the Commissioner, a substitute copy of the data in computer readable form accompanied by
a statement that the substitute data is identical to that originally ﬁied Sucha statement must be a venﬁed statement if
made by a person not reglstered to practice before the Office. ‘
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PATENT COOPERATION TREATY (PCT) PUBLICATIONS
LLS. DOLLAR PRICES FOR THE YEAR 1996

FOR RESIDENTS OF THE UNITED STATES OF AMERICA

The following PCT publications, in English and French except where otherwise indicated, may be ordered from the
International Bureay of the World Intelléctual Property Orgamzataon (address overleaf).

. S E ‘i .. . ! - ) pl
International applications* published under the PCT -~ . 10.00 T 13.00
(pamphlet) together with international search report ' _ :
PCT Gazette: subscnptlon for the year 1996+ 600.00 1480.00
single issues {except special issues) : 20.00 48.00
PCT Gazette Speciai Issues:
General Information: Contracting States, National & '
Regional Offices, International Authorities 15.00. 26.00
Agreements between WIPQ and International Searchmg
and/or Preliminary Examining Authorities 15.00 ' 26.00
Administrative Instructions under the PCT (without Forms) 15.00 26.00
PCT Receiving Office Guidelines 1500 . 26.00
PCT Search Guidelines - . - _ 15.00 26.00 R
PCT Preliminary Examination Guidelines : _ 1500 - 2600 N
Minimum Documentation: List of Penodlcals : . . 15.00 2600
PCT Forms: - . , o
Request and Demand Forms : free free
Receiving Office (RO) Forms 15.00 26.00
International Searching Authority (ISA) Forms 15.00 _ . 26.00
International Bureau (IB) Forms 15.00 26.00
International Preliminary Examination Authority (IPEA) Forms - 15.00 26.00
PCT Newsletter: subscriptions for 1996** (English only) ' 50.00 65.00
single issues : 7.00 8.00 -
Binder for PCT Newsletter (holds 24 issues) 8.00 15.00
PCT Applicant's Guide 140.00 . 240.00
\ (price includes Updating Service for 1996)** o
pdating Service for 1996** : - 84.00 : 168.00
(only for those who owned the Guide in 1995)
PCT text and Regulations*** 15.00 26.00
The First Twenty-Five Years of the PCT 1970-1995 67.00 140,00
Records of the Washington Diplomatic Conference, 1970 (hard bcmnd) 126.00 180.00

Basic Facts about the PCT free - - free

*  Published in Chinese, English, French, German, Japancse, Russian or Spanish, if the application was filed in one of these languages; published in English,
if filed in a language other than the preceding seven: English-language abstract is siways included. May be supplied in single copies by number of
publication, or supplied p.utommca.lly upon publication in rwo modes: cither all of them, or selected pnmphlets according to Intemational Patent
Classification (IPC) symbols.
**  The subscriptions 1o the PCT Gazette, PCT Newsletter and 10 the Updating Setvice of the PCT Applicant's Giide are unommcllly tenewed at the end of T
each calendar year uniess sictification to the contrary is received. R
***  Availahle in Arabic, English, French, German, italian, Porruguese, Russian and Spanish, - : _ AN




I - The complete set from 1978 to 1989 R _ ' 8780.00
-~ 1989 (27 Disks) _ e . 2020.00
- 1988 (21 Disks) IR o : 1550.00

- 1987 (15 Disks) - R S - 1110.00

- 1986 (14 Disks) R S 1030.00

- - 1985 (11 Disks) S TR L 820.00

- 1984 (10 Disks) . : ) R S 750,00

- 1983 (9 Disks) . _ - 680,00

- 1982 {9 Disks) T 680,00

- 1981 (7 Disks) S 52500

~ ='1980 (6 Disks) c e Lo 440,00

- 1978 and 1979 (2 Disks) - L 150.00

The Espace-World CD-ROMs from the year 1990 onwards should be ordered from the European Patent Oﬁ'lce
T Schottenfe!dgasse 29, Postfach 82 1072 Vlenna, Ausma

" Orders should be addressed to

WIPO - World Intellectual PrOperty Orgamzatlon
. Publications Sales and Dlstnbutmn Unit

Post Office Box 18

1211 Geneva 20

Switzerland

r Telecopier: (41 22) 740 1812 (41 22) 733 5428 .
. ‘Telephone: (4122)730'9618,(41 22) 730 9734, 1 22) 730 9590 (41 22) 73091 11

Payment may be effected in any of the following ways: : '

- by payment to WIPO account N° 487080-81 at the Swiss Credit Bank, P.O. Box 2153, 1211 Geneva 2
Switzerland; = |

- by payment to WIPO post check account N° 12- 5000-8, Geneva, Sw:tzeriand

- by debiting deposit account, if any, at WIPO; " T

- by check in Swiss francs or in'a currency freely convertible into Swiss francs, payable at a bank in Switzerland.

- by American Express, Mastercard, Eurocard or Vlsa Please indicate the ca.rdholder s narne and address, the
-¢ard number and expxratlon date. -

WIPO wall, on request, send mvo:ce_s or ere-fonne invoices.

Urgent orders carry an adminisu'etiVe charge of US$15.00 per order.

‘Transmission of document by fax costs USS 3.00 per page

A20% d:seount on the surface mall pnces is gra.nted to Govemment Umts, Unlversu::es and Booksellers

_
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PCT NEWSLETTER
“ WIPO Publication No. 115 {E)
SUBSCRIPTIONS*

TO ORDER this monthly publication on the PCT, simply complete and return th:s form to

By mall Warid Inteilectual Property Organization
Publications Sales and Distribution Unit
34, chemin des Colombettes
CH-1211 Geneva 20, Swutzerland

Byfax: (41-22)7401812

Telephone enquiries regarding subscnptlons {41-22) 730 91 11 (please ask for the Publ:- ‘
catlons Sales and Distribution Unit). : _

{7 1 wWisH TO SUBSCRIBE TO THE PCT NEWSLE?TER at the price of 60 Swuss francs (or
by airmail: 80 Swiss francs) or 50 US dollars {or by airmail: 85 US dollars) for the period
January to December 19986, Subscriptions will be automatically renewed —and invoices
_automa;lcalty sent at the end of each caiendar year, uniess notification-to the contrary is
raceive

SUBSCRIPTIONS TO TWO OR MORE COPIES entitle the subscriber to a dtscount of 25% off
the price of each copy (including the first),

Nurnber of copies required: ..........

] | HAVE ALREADY SUBSCRIBED TO THE PCT NEWSLETTER and would llke to sub-
seribe 10 ciiirennns . further coples

D | WisH TO RECEIVE THE PCT NEWSLETTEH BY AIRMAIL

|:] | WISH.TC ORDER .. . [state number requnredl PCTNEWSLETTER BINDERS at a
price of 11 Swiss francsls US doilars each. Each binder holds one set of issues published over a
two-year period, . .

Name: ........ P PR JOTPIS PN crestasiessansussesnstonaes ....... crreeene ‘
Company {if appl:cabie) .......................... ceerrarases ......... teetrasarernerrerere Ceeesarerteser
Address: ... erernibseerer e Erarasanienn coaseraninnas veereseses wevaseiosvess Crerresssasentareres
TOWEL Lieiivunriesssiricnnnirnerennnnsnssssersanarsens terens STEE! Ll
PoStal COdR: vvorvrernimirierneneerrensansinns cenrrensenn Country: . _

Fax No.:...oeinies resrereananns S, Teiephone No ........... bersrsearsanane trissassesrranrans

PAYMENT ({please check appropriate box)

o0 oog

The amount of .......... Swiss francs of .v........ US dollars will be seftled:
on receipt of i mvoace : . . ‘ _
by debmng my t:urrent account established at WIPQ, No ............. .............. -
by bank transfer to WIPO bank account No. 487080-81 at the Crédtt Suisse, CP 2153,
1211 Geneva 2, Switzerland _
by transfer to WIPO postal account No. 12-5000-8, Geneva, Switzerland
by the enclosed check made payable to the World Intellectuat Propertv Organization
drawn on the following bank: ................ erserierirasensecntrraiasrrssresarenrbrannasnsnainnaitirenrets :
Datel .veeeniinviirerinn, verirteeb st esr e Signature: - .o rveereesnre e rarareenanes

*  iH.youare aiready 8 subscriber to the PCT News/erter, it is not nacassary to compints this form to rensw a subscription, since
subsCnpLon renewal i AUtOMatic uniess we are notitied to the contrary. ’
: NLSUB1285C
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e A US Company’s
DN 2 ARNNAN N 'Experience"* |

- by T. Dawd Heed. Section Hend
" The Procter & Gamble Company
" Patent Dwmon lntemtlona.l o

After many years of successfully filing patent applications in each country or reglonal patent

. office of interest, in late 1990 Procter & Gamble (P&G) changed to a-practice' under the Patent

Cooperation Treaty (PCT).- Since implementing this change, P&G has filed over 1,400 international
applications, designating more than 12,000 country-filings of interest. P&G has entered the National

~ Phase from over 500 of these applications resulting in over 3,500 individual national/regional entries.

From this base of PCT experience we will explore: 1) why P&G changed to a PCT practice, 2) how
the change was implemented, 3) how the practice evolved, 4) the level of success (i.e., was the change

_ worthwh:le). and 5) helpful hints for those cons:denng or Juet beg:nmng a PCT pracnce

To help yod understand add-relate P&G‘.'S experiences to your practice, it is important to have

a basic understanding of PCT procedures as well as a familiarity with P&G’s patent operations.

The Patent Cooperation Treaty prov:des a procedure wherehy an apphcant ina PCT conntry

(contracting state) can lodge a patent application and obtain a filing date in one or more contracting

states by filing a single application in applicant’s home eountry and in applicant’s home language.
At time of this writing, there are seventy-eight (78) states that have subscribed to the PCT covering
a gowmg majonty of the developed and developmg nations. (See listing in Appendxx L)

The procedures under the PCT are aduumstered by the World Intellectua.l Property'

. Org.amzatmn (WIPO) in Geneva and are executed by the PCT International Bureau (IB) of WIPO
" and the patent offices of some contracting states acting in the capacity of International Sesrching

Authority ( ISA) and International Preliminary Examining Authority (IPEA) and_/or Receiving Offtce

' P&G's expenence with the PCT is based on filing international :pphcauum in the US Receiving Office
' ‘with international searches and international prelumnuy examinations conducted by either the EPO
“or the USPTO. The story of P&G's experience, however, should be beneficial to both current and
_ future users of the PCT, regardless of the receiving oﬂ‘ice md mtemuoul seuclnng and prehmm.ry
: exumuung nuthonuel ut.l.lued _ : ) ]
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{RO). For example. for applicants who are residents or natxonals of the Umted States, PCT filings
are made in English in the RO which is part of the United States Patent & Trademark Office
(USPTO); for applicants who are residents or nationals of Ja apan, filings under the PCT are lodged
in either Japanese or English with the receiving office which is part of the Japanese Patent Office’.
Applicants who are residents or nationals of each PCT contracting state have at least one competent
RO for filing international applications (see PCT Rule 19).. Additionally, the IB serves as a RO for
:nternat:onal applications from applicants who are residents or nationals of all PCT contracting
states.’ Importantly, for applicants who are residents or nationals of a PCT contracting state,
lodging an .international application with the Recelwng Office has the same legal effect as
individually lodgmg a national patent apphcat:on in each of the contracting states desxgnated at the
time of filmg

: Once filed, an mternatlonal (PCT) apphcatwn begms a two step process consisting of an
International Phase followed by a National or Regional Phase. The National/Regional Phase is
conducted in the individual nat:onal/regmnal patent offices and, for the most part, follows procedures

similar to direct filings. The major advantages. of filing under the PCT lié in the procedures and options .

available dumlg the International Phase. The International Phase consists of two parts, the second.

of which'is optional. During the first part (usually called Chapter I after the section of the Treaty
where it is set forth), an application undergoes a formal examination by the RO and is transmitted

to an ISA for a prior art search and report, and to the IB for publication and distribution to the

patent offices of the contracting states designated in the Request (application). Following issuance
of the International Search Report (ISR), the PCT provldes an applicant a penod of time in which
claim amendrnents may be submltted to the 1B (PCT Article 19 & Rule 4-6)

The tumng of all events occumng dunng the Internatmna.l Phase is based on the earliest
priority date of an apphcatlon. If an application is first filed under the PCT (filed without any

priority claim under the provisions of the Paris Convention), the "earliest priority date" is the
international (PCT) filing date. Ifa PCT application is filed claiming priority under the provisions

of the Paris Convention, this date is the earliest priority date claimed in the application. (PCT-event

time lines covering each of these situations are shown in Appendix IL.) For applications first filed
under the PCT, the International Search Report issues approximately nine months after filing; for PCT
Paris Convention filings, the report issues about sixteen months after the earliest priority date.
Regardless of whether an international application is the first-filed application or is filed under the

Paris Convention, the application and its search report mll be pnbluhed a.bout elghteen (18) mont.hs _

after the en.rllut pnonty date,

Under Chapter I procednrea, the PCT a.&'orda an apphcant umty (20) mnlln ﬁ-om the

T Engluh language mtemauoml :pphcat:ons ﬁled in the JPO s PCT Recemng Oﬁee must be searched
... (and, if international prehmn.nry examination is :requened. mmmed) by the EPO. .

s For nmonnl seennty reasons, the mt:oul lnwt of some conmmng states preclude ‘the use. of the
RO/IB in some circumstances. It is the responsibility of an apphcnnt to insure. comphanoe with all
.apyhcnble national security restrictions, -
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earliest priority date to evaluate the claimed invention, consider the prior art in the search report,
and make a decision whether to invest the money reqmred to enter the national or regional patent

offices, and, if necessary, obtain translations. This is an addltlonal mghn.mnmh& beyond the twelve-
month limit available under the Paris Convent:on alone. S

To further increase the time for decision making at_ld to obtain the additional benefit of an
examination on the merits, for most PCT contracting states (see Appendix I) applicants can avail
themselves of the optional procedures under Chapter II of the PCT. Provided an applicant files a
Demand for International Preliminary Examination with a competent IPEA (PCT Rule 59} within
nincteen (19) months of the earliest priority date, the time to enter the Natxonal/Reglonal Phase is

_extended from twenty months to thirty (30) months after the carliest priority date. This additional
~ ten months allows time for the IPEA to examine the application and (in general) to issue 2 Written

Opirion regarding the novelty, inventive step and industrial applicability of the claimed invention.
In the Written Opnuon. the IPEA examiner may also comment regardmg any number of other
matters believed to require amendment (PCT Rule 66.2). Following rece:pt of the Written Opinion,

~ an applicant is given the opportunity to respond to the IPEA examiner’s opinion with arguments,

data and/or amendments. Additionally, an applicant is entitled to an interview with the examiner.
Under the PCT, however, no response to a Written Opinion is required. At some time before about
twenty eight months from the earliest priority date, the IPEA examiner makes a final review of the
application, including any arguments and/or amendments submitted in response to the Written
Opzmon1 and issues an International Prehmmary Ezxamination Report (IPER) Thls advisory report
is forwarded to the applicant and to the patent office of each of the PCT contracting states elected
at the time of filing the Demand. An applicant, now having both the ISR and the IPER, is faced
with the decision if and where to enter the National/Regional Phase. The Nat:onal/ReFronal Phase

| entry must be made on or before the thirty-month anniversary of the priority filing.

The complete proceduree_, requxrements and options offered under the PCT are too i;ti:ﬁerous
to be discussed here. Before filing a PCT application, an applicant should be thbfroughly familiar

‘with the Articles, Rules and Administrative Instructions of the PCT as set forth in the PCT

Applicant’s Guide and other PCT publications (available through WIPQ in Geneva). It is also
suggested that new PCT practitioners attend one of the PCT training courses gwen in many countries
by WIPO person.nel

P&G has patent operatmns in the United States. Eu.rope and J apan. The staff effort at each

location is divided into a national or first-filing function and an international function. The patent

professionals performing the Srat-filing duties are located at the various technical centers throughout
the world. They work with and are part of P&G's research and development teams. These
practltmners are responsible for dxaft:ng, filing and prosecuting P&G's first-filed apphcatlona First

*  The local laws of some contracting !tatedofﬁcu a.llow an ndd.monal month for em.ermg the
National/Regional Phase: (for example Australia and the EPO). For these states/offices. entry from
. Chapter | must occur within 21 months from the earliest clmned priority date and entry from Chapter

I must occur within 31 months.
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ﬁlmgs are generally made d:rectiy in the "home" patent office (USPTO JPO, or EPO) The first-
filing attorney retains responsibility for all aspects of the first-filed application through acceptance
and grant. The international function is respons:ble for all subsequent patent filings, mciudmg ﬁlmgs
made under the Paris Convention and via the PCT.

About elght to nine months after the first filing, a summary of each first-filed application is
sent to a "technology coordinator” for recommendations regarding additional filings. Each of the
technology coordinators is a senior technical manager responsible for keeping abreast of the
Company’s global development efforts in their area of specialty. These coordinators are in the best
position to gather the corporate input necessary to judge the commercial interest of each invention
on a geographic basis and determine where to file. The coordinators’ filing decisions are
communicated to the international patent function for action. Prior to changing to practice under
the PCT, the international g'roups Iodged the applications directly in the approprxate natlonal and
"'reglonal patent offices.

| Direct nat:onal/regmnal practice had served P&G well for many years. Tried and true

procedures were in place, operations were rumung smoothly an& the Compa.ny 8 needs were bemg
served So, "Why change""

Ina phrase, "business. needs were changmg"' With the Company 8 changmg needa, the
patenting procedures also needed to change to continue serving the Company’s interests. P&G is a
~multi-national company manufactunng and marketing a wide variety of consumer, medical and
industrial producta encompassing a wide scope of technologies. The geographic interests of the
Company are ever expanding. For any given product or technology area, the countries of interest
tomorrow meost likely will not be limited to the countries of interest today. To best serve the
Company, the Patent Division needed to keep a wide spectrum of geographic patent filing options
open for as long as poss:ble New developments keep coming from the global research and
development groups at an increasing rate. Often there are more promising developments than can
~ be properly evaluated in the time afforded by the Paris Convention. P&G needed more time to
assess the costs versus the benefits of obtaining patent protection for each of the new developments.
Additionally, in an. ntmmhere of expanding geograplnc interests and variable international
monetary conditions, it is-advantageous to delay patenting expenditures (translations, filing costs,
_etc.) to allow more informed decisions regarding the allocation of intellectual-property-protection
funds. In brief, we needed to keep the maximnm number of options open for as long as possible to
allow the final national patentﬁlmgdeunoutobemdemllghofthemnmum lae.ntlﬁcand
business information. .

Keymg on these needs, a practlce under the PCT had the potential to help in e&ch arvea:

1) for PCT contractmg states, ﬁnal ﬁhng declslons could be delayed up to thirty

‘months from the priority filing -- eighteen months longer than is available under the

<



= X_XVIQ9
P&G & The PCT - 5
Paris Convention: alone,

- 2) natwnal/regmnal 0pttons could eas:ly (and relatwelv mexpenswely) be reserved in
a wide range of geographles. and

_ 3) the outla),r of ﬁlmg and translat:on expenses could be delayed untll Natlonal Phase
- -entry. ~ . .

All in al] for P&G the addmonal expense of !odgmg an a ?phcatnon under the PCT appeared more
than Justlﬁed by the ﬂex:bllxty available under the PCT.’

While the PCT seemed to offer the opt:ons required to best serve the Company's needs, PCT
procedures and the effects of international processing on our patent applications were unknown. Our
concern was heightened by tales circulating around the US "patent bar" indicating that in actual
- practice, the PCT was fraught with problems: lost cases leading to lost property rights, inconsistent
legal decisions, sloppy operations, inflexible rules, etc. Since any change in our patent operations
could not put any of the Company’s potential patent rights in jeopardy, we launched an
investigation into these rumors. Our investigation found that while there were some problems during
the start-up of our RO, most of the horrible stories were ancient history and corrective actions had
been taken by the RO staff and WIPQO. We concluded that praence under the PCT was "safe” for
the Company 8 apphcatlons and we - declded to. "Go For j CLl ;

| Makmg the decision to adopt a new'precedu:e like peactlce under the'.P.CT and.actuallly
unplementmg the change in an effective and efficient manner are quite different matters. As
attractive as PCT practice was to P&G, it was clearly a new procedure with unfamiliar rules. In
addition to training the international patent staff about the PCT, the technology coordinators and

others in the Company had to be educated in the advantages PCT offered. Procedures needed to be
put in place to fully and eﬁ'ectlvely lmhze the flexibility aﬂ'orded under the PCT.

~ Educating the international patent etaﬁ' in PCT proeeduree was accomphshed by three routes:
1) reading as many publications on PCT practice as posalhle, such as the PCT Applu‘aru s Guide, the
Treaty itself and the implementing rules, 2) attending seminars on PCT practice, especially those
taught by WIPQ personnel, and 3) learning as much as possible from experienced PCT practitioners.
For someone contemplating or just beginning practice under the PCT, the PCT Applicant’s Guide
isan mvaluable source of mformatlon The Applwant s Guule along with the text of the Treaty and

*  The costs of lodgmg a PCT application vary depend.tn.g on the length of the application, the number
- of designated states, the ISA, snd, under Chapter Ii, the IPEA utilized. The costs of an application

are detailed by RO, ISA and IPEA in Volume I of the PCT Applicant’s Guide. Addmomlly. the costs

of entering the National/Regions! Phase for each contracting state can be found in Volume 1L of the

PCT Appiicant’s Guide. Several contracting states offer reduced national fees under certain
circumstances. Be sure to consult the PCT Applicant’s Guids to learn about your epecnﬁn situation,

. Qur experience has been that, on the average, the overall cost of using the PCT is about eqmvulent to

" the cost of from one to two l'orelgn language translations.
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rules will quickly become the foundation of your PCT library. Additionally, the patent laws and
rules of each individual contracting state may have been amended to include sections on PCT
practice. A full. understandmg of the PCT- related sectlons of local law is also needed

Educating the Company about how to best ut:hze the provisions of practice under the PCT
was a bit more challenging and was not truly complete for almost eighteen months. Even though
the advantages of the PCT were thoroughly explained, until National Phase entries were imminent,
the advantages afforded by our new PCT practice were merely promises. As the first National Phase
entry decisions were made, the flexibility gained by the extended tn'nmg and expanded geographnc
options under the PCT were finally realized. -

With' the "book learning" over, all applications having a Paris Conventwn deadlme in
December 1990 ‘were set for ﬁlmg under the PCT We began .

Being somewhat unsure in this new arena, we began cautiously. Slnce our main purpoee in

filing under the PCT was to buy decision making time, maintain geographic options for as long as
possible and to postpone major filing costs, the delay in National/Regional Phase entry to thirty

months from the priority date obtained under Chapter_ IT was a must. In our caution, we chose not

to exercise any of the other available PCT options since they were not directly related to achieving
these three benefits, Our decision included passing the opportunity to respond to Written Opinions.
Since we did not have any experience with the effect of the advisory IPER’s on National/Regional
Phase prosecution, we did not plan to respond to Written Opinions. - We only extracted the useful
mformataon and set them aside them for future reference : ‘ :

As the first rnonths of our ﬂedghng PCT practice paseed and our practrcal PCT expenence.
grew, we reexamrned our procedu.ree based on our early learnm.g _

1) Proeeduree under the PCT are easy to underetand and are not difficult to
E follow, but they do differ from proceduree used in national pract:ce »

2) PCT formal rulee are stnctly enforced by the Recewrng Ofﬁce Any apphcatron

' devratrng from formal PCT requirements was met with an Invitation to Correct in

which an applicant is given 30 days to rectify formal deﬁcrenmee

3) Wlth the large volume of papers handled b'y the RO, oceaa:onally a submission
temporarily went astray or a required RO action did not occur. As frustrating as this

_can be all instances of lost papers or mrseed ecuone were remed:ed mdeipmf_the
* applics 2 anner presented (mailing

' recelpts, etc. )
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4) . Invitations to Correct are the "scourge™ of PCT practlce and are to be avoided

if at all possible. They cause the applicant needless rework, and delay the orderly

- progression of apphcat:ons through the RO. It is in an applicant’s best interests to
file all apphcat:ons in as near perfect condition as poss:ble -

5) Treaty timing regarding issuance of the Search Report ‘was not a!ways met.
(In the ISA/US, the delay was often dependent on the case backlog in the "art group”
conductmg the search.)

"6) ' In_ternatidmai'- Search 'Reports iaau"e'd. b’y the patent dfﬁ_ce where the first-filed
'apphcatmn was lodged: were generally a rehash of information already known from

. prosecution of the ﬁrst-ﬁled case -- jn general, no new Hearmng was gamed for the
search fees pald : -

7) : The PCT runs on paper. The RO, the 1B, and the ISA issue a p:ece of paper
to the appl:cant at every step of the PCT process. When the volume of paper
generated by each apphcatmn starts to arrive, it can be overwhelming. We learned,
however, that each notice is important and each should be reviewed by the apphcant

All-in-all, as P&G’s expenence ‘with PCT increased, we confirmed our ]udgment that using PCT
presented no more risk to our applications than a direct national ﬁhng We also concluded that an
internal tracking system to monitor and follow-up ‘on critical events in the PCT process was needed
to help avoid future problems. In the PCT process, an applicant has a responsibility to be sure all
the ‘necessary PCT actions are occurring properly and should nnmedmtely follow-up with the RO,
IB, ISA or IPEA if any problems are detected '

One other aapect of the transition to pract:ce under the PCT that we momtored closely was
the effect of the new procedures on staff effort.. For some time prior to'thé change to PCT, our ﬁhng
staff prepared all the formal documents needed for our national filings on the computer by merging
case information contmned in a.database with the appropriate "shell” documents contained in a
word-processing program. It took several months for the staff to become comfortable with the PCT
forms and a year or so before the PCT forms could be integrated into our automated document
system. ‘After some time and experience, however, the new procedures became a part of our routine
oper&t:ons (Anyone having a broad international practice should consider the use of a computerized
merge-document system to generate formal documents. The tlme savmgs and decreased possibility
- of error when compared to hand typmg is conalderable ) .

- An unexpected increase in | staff time arrived with our first Inwtatlons-to-Correct The RO
was consn:lerably more "picky” than we had expected and correcting the formal defects in our
applications began taking a significant amount of time. As time passed, we came into alignment
with the RO on the interpretation of the Rules and the number of Invitations-to-Correct began to
wane. The PCT formal requirements are clearly laid out in, inter alia, Rule 11 and once we were
aligned with the RO, avoiding Inwtahons-to-Correct was merely a matter of msurmg our
_apphcatlons met. the reqmrements : SR :
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Overall the staff effort required for a PCT filing is currently between one and one and one-
half trmes the effort required for a s:ngle national’ ﬁlmg

Following the learning obtmned in the first: months of PCT practrce, we reexamined our
procedures and made several changes: - :

&

The PCT uniquely offers a sirhple and convenient way to keep geographic
options open for up to eighteen months following the Paris Convention deadline. To

" . help determine when we should avail ourselves-of these opportunities, we established
’ guxdehnes based on consrderanon of PCT costs and corporate mterest as expressed at

the time of PCT Elmg

If an applrcatron was recommended for filing in only about one or two PCT

contracting states, the expense of a PCT filing was generally not justified. In these
_ cases, we do not use PCT, but file. the apphcatrons d:rectly in the one or two
. countnes/reglonal offices of interést.

~ If the ongr'nal ﬁlmg recommendation includes three through seven PCT

_contracting states, we view this level of filing as indicative of moderate corporate
‘interest and file the apphcetxon via the PCT designating the three to seven states of

interest, Whﬂe this does not give expanded geographic options at the time of National

Phase entry, it does reserve the option to delay final decisions regarding the states of
early interest until National Phase entry: It therefore represents-a potential cost’
savings over d:rect natzona] ﬁhngs at the end of the Couvent:on year.

If the ongma] recommendanon mcludee e:ght or more PCT contracting states
we take advantage of the PCT provision that does not levy designation fees for states

beyond the first ten designations (regional offices count as one (1) designation). For

eight or more recommended contracting states, we designate all PCT contractmg
states. This statement needs to be qualified somewhat. If a contracting state is also
a member of the EPO (or ARIPO), we designate that state through the EPO (or

 ARIPO) onIy ‘We learned that if we checked the individual EPO states in addition
to the EPO, we set off a chain of events that generates a lot of paper to and from the
individual EPC patent offices. This is over and above the mountain of paper -

generated by the PCT procedure alone. Since we don’t usually pursue patent
protection in EPO countries by the national route, we save our effort and the effort
expended in the individual patent offices by not designating the EPO states

lndlvrdually There are pros and cons to filing through the EPO versus filing directly
in the mdnndual EPO estates. The proper route to take must be rev:ewed and chosen "

; _baeed on your needs

Our initial (cautrous) procedures cnl.led for search and examination by the
ISA/US and IPEA/US. ‘This position was quickly replaced by having US originated

R
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- applications searched and examined by the EPO while European first- ﬁled cases were

processed by the USPTO. (Our Japanese first-filed applications are searched and
examined by the USPTO or the EPO depending on individual case needs.) This

- procedure gives the Company search results from both the EPO and the USPTO for
--every case, and avoids the waste of search-money that occurs when the search

obtained in conjunction with the first-filed apphcatlon is recycled by the ISA. The

- extra search allows for more mformed decisions at National Phase entry.

To help avmd future problems, we docket and track all m.tmal PCT events.

- This is not to say that every paper generated during a PCT filing needs to be tracked,
- but certain events must occur for the PCT process to work .

1) . We a.lwly! send!request a return-rece:pt mth every PCT submrssron and

~ monitor the return of this receipt. We insure the receipt is sufficiently detailed that
it can be used as proof of ; receipt by the RO, 1B, ISA, or IPEA of every required

submrssron

2) We also track the receipt of the apphcatxon by the IB. Wlth acknowledgement
of receipt by the IB (Form PCT/IB!301), an applicant knows that the application will

be properly published and distributed to the designated offices. This also provides the
first opportumty to check the case data, pnonty clmm(s) and intended country
desrgnatzons against what has been entered into the computer at the IB. If there is
a mistake in the data entry, or if you forgot to meke a designation at the time of
filing, there may be time to correct the problem. By contacting Geneva, data entry
errors can be corrected. If the fifteenth . month deadline hasn’ t passed, omitted

‘designations may be "added" under PCT Rule 4. 9(c) by conﬁrmmg the appropnate
: precautlonnry deergnatmn(s) : , ‘

'3) Trnckmg recelpt of the International Search Report is also unportant Not
-only is the report a valuable piece of information, but preliminary examination will

not proceed without it. (Adchtlona.lly. for PCT applications based on earlier filed US

applications, the information in the International (PCT) Search Report may requ:re

the §ling an Information Disclosure Statement for the earlier filed US application in

' :-order to comply with 37 CFR § 56 )

4) In order to insure meetmg the mneteenth month deadline for filing the Demand

for International Preliminary Exammanon., we docket this event for the middle of the
* 18th month. This way we insure that all demande are sent and received by the
' _'appropnate IPEA well before tl:e &eadhne o . N

5) 'We track recerpt of the Demand by the IPEA and also follow the IB's
notification to the elected offices that Chapter II provisions apply (Form PCT/IB/332).

CIf the IB notrﬁcatmn |e not lssued the eiected offices wrll not know the time for
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entenng the National Phase has been extended. from 20 months to 30 months.
_Unaware that the National/Regional Phase deadline has been extended under Chapter

~ " II, some offices will inform the ‘applicant that the international application is deemed

~ withdrawn for failure to enter the National/Regional Phase by the twenty-month
Chapter I deadline. It is easier to. anticipate and correct problems like this with the
IPEA and IB than to work the issue with each individual local office.

6) Durin.g Chapter II processing we track only the receipt of the IPER (due by
the end of the twenty-elghth month). (Of course we docket the response deadline for
“any Written Opinions in the same manner we docket all office actions we receive.)
Regardless of whether the IPER is tlmely-recewed or not, apphcat:ons must enter the
National Phase within the thirty month time hmxt ' :

n In addmon to these PCT- events, _we also docket the start of our internal
procedures to obtain National/Regional Phase entry recommendations from our

' technology coordinators. ' This request is made at the twenty-sixth month. OQur target

is to process and dispatch Natmnal/Regmnal Phase entries between the twenty-eighth

and twenty-ninth months to give local agents at least a full month to prepare,
translate (:f necessary). and o effect Nat:onal/Beg:ona.l ‘Phase entry. .

F ollowing the receipt of the ISR, the PCT aﬂ'ords an apphcant the opportunity
" to enter amendments to the claims (through the IB). Since meeting our basic goals
" requires filing a Demand and entering Chapter II, we chose not to enter claim
amendments under PCT Article 19, but instead, any amendments to the claims (or the
disclosure and drawings) are ‘submitted with’ the Demand or durmg international
prel:mmary examination under PCT Article 34. - :

The biggest change to our starting operatmnal plulosophy re!atee to responses
to Written Opinions. Going-in we planned to note Written Opinions but not formally
respond to any of them. As time passed it became clear that this decision caused us

" to miss an outstandxng opportunity to advance prosecutxon .of our applications in

many countries \ﬂth the effort of a emg!e Tesponse,

: Common senze tells _us that suhetannve issues raised in an IP-ER will need to
be addressed in every office where National/Regional Phase entry is effected. Just
because one chooses not to respond to the international examiner during Chapter 11
examination will not make the issue(s) raised by the IPEA. disappear. Therefore, if
one can argue against a negative finding or amend the application during Chapter 11
‘and get a favorable IPER, significant time may be saved during N ational/Regional
Phase prosecut:on In the absence of a successful Written Opinion response, the
negative issues raised in the IPER will have to be addressed on a country-by-country
basis in the National/Regional Phase. (The EPO has stated that the first official EPO
‘action following Regional Phase entry will require addressing all negative matters
raised in the IPER.) Based on the realization that a Written Opinion response leading
to a favorable IPER for novelty, inventive step and industrial applicability can save
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‘a great deal of time - and energy during National/Regional Phase examination, we
: changed our philosophy and now respond to Wr:tten Opxmons whenever possible.

thle it is clear that a response toa ertten Oplmon Ieadmg to a favorable

‘final report is the best route to take, there are a few caveals that temper our
. enthusiasm for umversally reepondm.g to Wntten Oprmons :

1) In many states, the actual eﬁ'ect of a: favorable report is unknown. (For

example, an informal conversation'with a JPO examiner indicated that Japanese

~ examiners take favorable reports under advisement but will continue to do their

normal, full- ﬂedged examination of each application. OQur early experience in
Australia, on the other hand, indicates a favorable report leads to a speedy acceptance,

. _provxded local formahtxes are met. )

| '2) A neceeeary data subnneelon or argument for patenteblhty may be rendered

i:ieﬁ'eenve in the national offices if it is insufficient to change the international

~ examiner’s negaﬁve opinion. The Articles and Rules under the PCT require the IPEA
_examiner to issue a statement regarding the novelty, inventive step and industrial
_applicability of each claimed invention, citation of eupporhng prior art and "with such
" explanations as the circumstances may require." (Article 35(2)) If an applicant

submits an unconvincing response to a Written Opinion, the examiner may not only
make statements regarding the relation between the clalmed mvennon and the cited
art, but may also make a statement similar to, : :

“Apphcant ) argument that .. has been cons:dered and
found unconvmczng because ...".

Since this opinion will be d:etributed to al.l elected offices, the IPEA examiner has not
-only issued a negative opinion that will require attention during national examination,
_the report has potentially rendered the argument(s) used during the international
-phase ineffective. The same can be-true for data. If a data submission is judged
_insufficient and the IPEA examiner states this opinion in the IPER, the use of the
‘same data (alonme or in conjunction with additional data) in front of a national

examiner may be less effective or ineffective. With the effect of one’s basic argument
and/or supporting data weakened by the IPEA examiner’s comments prosecution to

a suoceeeful conclusion in the national offices may be miore dJEcult

We have reeewed IPERs containing ‘statements. rege.rdmg the made‘i;uacy of
argumerits and data submitted -during Chapter Il examination.~ We have not,

' however, exper:enced any negatxve eﬁ'eets in the Netlonal/Reg:onal Phaee from theee

' - Under PCT Article 38(1), the nature of international preliminary examination is confidential and the

"IPEA file in not available without the comsent of the applicant. The one exception to this
IPEA/applicant confidentiality is the file is made available to the elected offices (on request) once the

‘IPER bas been established.
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_ op:mons The downside risk discussed above is speculative from this standpomt
Because of the potential consequences, submnttlng arguments and/or data in response -
to a Written Opinion that may be less than convincing may not be the best approach.
Because of this risk, we have adopted the posture of respondmg to every Written
Opinion in which we assess that our arguments, data and/or amendments have an
eighty percent chance or better of resuitmg in a favorable report. (Remember, during
the International Phase an applicant is entitled to receive pne Written Opinion and

_make gne response. Due to Treaty timings and the extra effort requu'ed by the IPEA,
second Written Opnuons are rare and becoming more so. The " gwe and take” found
during prosecution in most national patent office exammat:ons is not a practical part
of the PCT. procedure (although it is not precluded) )

e . To respond or not to respond ... Inlight of the comments above, an applicant
can choose to substantively respond to a Written Opinion or not. If the decision is
not to substantively respond, what should an applicant do -- nothing, or inform the

.. IPEA that no response will be forthcommg’ For most of our PCT practice, P&G

. subscribed to_the philosophy. that a response was needed whether or not the content

. was substantive. We.chose this approach because 1) it puts a piece of paper in the

hands of the IPEA examiner that eEect:vely says, "we'll handle substantive issues as

. appropriate during national prosecution.” This signals the examiner that the IPER

. . may issue without. further delay. 2) It puts a document in our files that indicates the
‘Written Opinion was considered and a conscious decision was made not to respond.

The IPEA/EP has indicated that such notices are helpful. Consequently, we respond

to every Written Opinion received from the IPEA/EP, even if the response only

acknowledges receipt of the Written Opinion and informs the IPEA/EP that we will -

not be sending a substantive response. On the.other hand, informal conversations

with several USPTO examiners led us to conclude that such notices, while occas:ona]ly

helpful, probably should not be sent to the IPEA/US since they are just another piece

_ of paper that had to be handled. Based on this:we have ceased sending notices of non-

response to the IPEA/US (we still put a note in our file, however, to indicate the non-

. Tesponse was intentional). As.you begin your PCT pracuce. it would be helpful to

‘determine whether or not the IPEA(s) you will be using would prefer receiving a

- response for every Written Opinion, or only substantive responses. -

In June of 1992 we lodged our first National Phase entries. The initial entries went very
smoothly due, in part, to the preparations made for this event. Six months prior to the deadline,
we wrote each of our agents and asked them to list every item required to insure a smooth National
Phase entry. Additionally, we asked each agent to list the information that would be helpful to
them, but not absolutely requ.lred for National/Regional Phase entry. We received a wide spectrum -
of answers ranging from "we don’t really need anything except authorization to proceed,” to "send
us a copy of every paper sent to or received from the international authorities.” We compiled the
essential items from each agent and looked for common and important: ltema from the mce-to-have
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lists. A study of this information led to the development of a standard package of information that
supplies the minimum requirements of all agents and the majority of the "nice-to-have" items. Our
goal was to have a standard submission that we could send to every agent. Using a standard
package allows the case preparation staff to treat every National/Regional Phase entry essentially

‘the same, eegardless of where entry occurs. The packet we send to each agent includes:

1) - a data sheet conta.lmng any epecml instructions, all pertment data’ rega.rdmg the
apphcat:on and md:catmg the contents of the package. '

'2) - the WIPO pnbhcatlon or a'copy of the apphcatxon as or:gmally ﬁled and a copy of the
: Internatmnal Search Report _

3 d) Ithe Demand for Prehm:nary Exammat:on,
4) -~ all Wﬂtten Opuuons,
5) .-any subetantwe reeponseei-to:Writteln'bpinidn& _end amendneents; o
o wewen
7) formal documents requlred for entry (vanee by country), and '

8) .  any deslred prehmlnary amendment to be entered following Nat:onal/Regmna.l Phase
: : -entry

To insure each agent completely understands the status of any amendmenta entered dunng

‘the International Phase as well as any preliminary amendments, we cover the IPER or Written

Opinion response(s), and/or preliminary amendment with brightly colored sheets of paper detailing
the exact status of any amendment contained in the document. These colored "flag" sheets help

.m.sure our mstructmns are clear and that noth:ng is mxesed

For appllcat:ons ﬁret-ﬁled in Europe and Japan. our US ﬁlmge are made via the PCT. As
a consequence, we have also gained some expenence in entering the US National Phase under 35 USC
§371 which may be of interest.. When entering the US National Phase we use a different approach

-since a) we are the agents, and b) at P&G we use this opportunity to transfer the responsibility for

prosecution to the appropriate Company (national) patent group. As with our initial PCT flings,
when entering the US National Phase we a.lum utilize the pre-printed form supplied by the
USPTO. “Proper use of this form insures all the minimum formal requirements for entry under 35

USC§371 are met and it acts as a great checklist to insure nothing is overlooked. Secondly, ifa PCT

application has European-style claim dependencies, US National Phase entry is a perfect time to
‘enter the necessary preliminary amendment to br:ng the claims into conformance with, inter alia, 37
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CFR §1 75(c) h.cfm_clmms_fm.malmlam. The required Inventor’s Oath or Declaration and,

_if available and approprtate, the assignment are also submltted at th:s time. -

W:th over four years of PCT practlce behmd us, was the change worthwh:le" Without
qualification, "YES!" Over the past four years our organization has learned to use PCT to
accomplish all of our initial goals. P&G has utilized the built-in delays to better manage patenting
decisions, better evaluate our inventions, and delay costs. We have often taken advantage of the
expanded geographic options available by entering the National Phase in contractmg states that were
not of interest at the close of the Paris Convention year.- During the first six months of PCT
practice, we ran a "success study.” The countries designated by our technology coordinators during
this penod were the same countries that would have been filed directly in the national offices under
the previous system (i.e., they had not yet been trained in the possibility of reserving a filing date
in a broader geography for a small price). Tracking the cases: filed under the PCT during the first
six months through National Phase entry revealed that the additional decision making time resulted
in almost twenty. percent of the PCT applications filed being "dropped” completely. More
importantly, looking at the individual-designation level, almost thirty percent of the individual
applications that would have been filed nationally under the old non-PCT system of operanons were
dropped.

After the six- month test penod ended broader des:gnat:ons were made than would have been
recommended in the absence of PCT, so exact data.on the advantages gained under the PCT cannot
be made. However, a review of the overall application and designation attrition rate clearly shows
P&G continues to take increasing advantage of the beneﬁts oﬁ‘ered by PCT through better patent-
application. portfoho management. - . : _

3 [} 2

During the first four years of pracnoe nnder the PCT P&G has developed a hst of helpful

hints and suggestions regarding PCT practice. We offer the following list for your consideration.

Please realize not all these items are necessarily proper or useful in all situations, they are offered

merely to help advance your practice under the PCT. You will have to review your own internal

proceduree and the needs of your client to deternune which, lf any, of these hints have apphcatxon
in your practace ' : . : : B :

-~

> Bes aware that while ﬁhng under the PCT looks Likea farmlla:r game, it is governed by
a different set of rules and regulations. Procedures under the PCT are not comphcated

. or difficult, but you must NEVER assume that your local rules of practice apply in

. your PCT practice; doing so can prove fatal to your client’s applications.. Study and

7 37 CFR §L75(c) states, inter alia, that a wultiply dependeni claim may not depend from another
multiply dependent cizim. Failure to amend clsitas so they are in complmnce with 37 CF R §1.75(c)

'b.etm_dmn.&n.m.uhumumludtowwhshfm
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-follow the provisions of the: PCT and the lmplementmg rules. * Playmg the PCT game"
- by the PCT rules will allow you to reap the benefits of the PCT; ignoring the PCT
~rules or trying to "play” by locai practice mi&a will only lead to frustration and
: -‘poss:blc loss of an application. T

| Insure your . PCT appllcatlons are s 'formaﬂy perfect as possible. Publication
.. requirements demand that PCT Rule 11 be strictly enforced by the RO. Conformmg
 to Rule 11 at the time of ﬁhng will save you (and the RO) time. '

If you ﬁle a s:gmﬁcant numher of PCT npphcatxons, a computenzed merge-document
system for generating the Request, Démand, and all the formal documents required
for Natlonal Phase entry is recommended

: Use appropnately detailed return rccexpta for EVERYTHING suhmxtted to the RO IB,
'ISA and IPEA (and your natlona.l office)

Docket and track all m_tma.l PCT events; follow-up wzth the RO, ISA, IPEA or IB if

expected events don't occur or errors are discovered. Docket actions required of the

~ applicant so they occur well in advance of the deadline. [Submissions may be made

by facsimile to the IB and some other offices. The date of receipt will be taken as the

- date the FAX arrives at its destination, NOT the date you send the facsimile. Insome
_cases, papers filed by FAX must be followed by a hard copy within two weeks or the
- receipt date will be vacated (See PCT Rule 92.4 and Annex B of the PCT Applicant’s

Guide). One caveat regarding the use of filing documents by facsimile; missing or

illegible sheets in the transmission are the responsibility of the sender'and not the

recipient. A bad FAX transmission could invalidate a submission and the sender may

‘not learn of the problem until after the deadline for response has passed (PCT Rule '

92.4{c)). We only use FAX for critical eubmlssnons when no other route to meeting

a deadline is available.}

" Decide whether or not to respond to Written Opxmone on a case-by-case basis. It is

to your advantage to respond to as many opuucna as posgible. Individual case
circumstances should dictate whether responding is in the best interests of your client.
If you do not respond, it is a good idea to put a note in your file to indicate
responding was considered and rejected (and send a notice to the IPEA, if such notices
are desired by the IPEA concerned).

In light of the ISR and the IPER, reevaluate your original designatmns/elections' prior
to National Phase entry. Proceed only with those applications and countries of

contlm.ung interest,

Regardless of what PCT papers may be available from the national patent offices,
supply your agents with all the documents they will need to effect National Phase
entry and be sure to give your agents sufficient time to get the job done right. This

_'makes National Phase entry easier for all and Jess expensive.
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»  If you enter the National Phase in your own ‘country, be sure you are fully familiar
" with the requirements for entry and the documents that must be supplied. Use of any
available standard form(s) help(s) insure nothing is forgotten. Be familiar with the
relevant sections of your local laws and rules. At the time of National Phase entry, the
application returns to your "home field" where, within the provisions of PCT Article

27, your local regulations and procedures, and not those of the PCT, apply. (Be sure

to read PCT Article 27, especially Article 27(1) relating_to the applicability of PCT

rules regardmg form and content of the application in the National/Regional Phase.

These provisions of the PCT may be beneﬁcxal to you dunng Natlonal/Reglona] Phase

processmg) _ . St -
Some exciting things are happening in the PCT. More and rn.ore coﬁntrieé are joining the
PCT (see Appendix-1}. In the future, electronic filing of PCT applications is expected to be available.
In a joint effort, WIPO, the USPTO and the EPO are developing EASY (Electronic Application

SYstem). To keep up with new developments in PCT operatnons, you may want to. subscnbe to the
PCT Newste:ter, the PCT Ga.zeue. or. both - : o

The PCT provides a valuable to;J! for the patent practitioner. While ‘_it is not the proper

procédure to use for every application or for every client, the PCT offers enough advantages that it

should be considered whenever mult:ple-country filings are anticipated. The procedures under the
PCT are continually being revised and refined in an attempt to make practice under the PCT safe,
easy and. advantageous to the greatest number of applicants.. . The success of the change to PCT
practice at P&G is just one story of many that could be told. Look at the PCT, examine your
client’s needs, and talk to current.users of the PCT your pract:ce could be the next PCT success

~ story.

<
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APPE‘\IDIX |
P(.T CONTRACTING STATES
- (718) :

Non-EPO o 0API
Belarus Armema Benin _
Bulgaria - Australia Burkina Faso

Czech Republic = P.R.0. China Cameroon
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 CRITICAL TIMINGS
"UNDER THE PCT

Filing date of PCT first filed appﬁqatién'(PCTffT} OR the earliest claimed priority
date for a PCY/Paris Convention application (PCT/PC).

Deadiine for payment of PCT basic, transmittal and search fees |
RO and IB filing receipts should be in h’gnd

International Search Report issues

Eaﬂy Demand m;y be filed

Deadline to pay designation fees

Paris Convention deadlive to lodge mtemnnonal apphcatlon

Deadline to pay basic, transmittal, search a.nd designation fees

- RO and IB filing receipts should be in hand

Dendhne for conﬁrmmg precautlonary desngnauons

Deadline for- -submitting certified copy of priority document, Internationsl Search
Report issues

_ Déa‘diine'to stop publfcatiﬁn bjr ﬁ.tl.adnwing'ap'pln. or earliest priority date

Approximate dead.liﬂe for claim amendments under Article 19 (* Deadline is actually
the later of 2 monthe from the issuance of the International Search Report or 16
months from the priority date)

Application publishes in PCT Gazette; a'pph'cation is'd.istﬁhﬁied to designated offices

Deadline for extending National Phase entry deadline to 30 months by filing a
Demand for Preliminary Examination with the IPEA

‘Deadline for effecting National Phase entry for 1) applications not entering Chapter

II, 2) states not bound by Chapter II, 3) applications entering Chapter I1 with
Denumds filed after the 19th month deadline.

Deadiine for extending tirne to enter the National Pl:_nue by withdrawing earliest
priority claim. -

Intémtmnal preliminary exainination inciuding Written Opinio'na responses.
(Each applicant is entitled to an interview with the examiner dunng prehmmary
exsahination,)

International Preliminary Examination Report issues to applicant and elected offices

Deadline for entering the National Phase for apj:liciﬁom -'unde‘réoihg Chapter 11
examination following filing a Demand by the 19th month deadline :
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1.  The General Assembly of WIPO, in its September/October 1994 session, decided that
"...the International Bureau should prepare studies on the implications of the said [the TRIPS]
Agreement on the treaties administered by WIPO" (document WO/GA/XV/3, paragraph 74).

2. "I'he present paper takes oné-by-oﬁe each of the 73 Articles of‘ the TRIPS Agféérhent' .' p
and, where the Article seems to have "implications” on any WIPO-administered treaty, dwells -

~ longer on the Article and points out, unless obvious, any possible change in the obligations of a

State which is a party to the relevant WIPO-administered treaty and which is also a Member of
WTO and therefore will be bound (generally as from January 1, 1996) by the TRIPS |
Agreement. The charige in such obligations is obvious where this paper contains, in respect of
provisions of the TRIPS Agreement, words to the effect that there are no corresponding
provisions in the relevant WIPO-administered treaty. Of course, this does not necessanly
imply that changes in national legisiation would, in all cases, be required, since, in many cases,

“such legislation is already in harmony with the TRIPS Agreement.

3.  More time and tnore dxscuss:ons wﬂ] be needed to make the studies complete. B
Therefore, the present paper should be considered to be, and is presented as, a first draft.
Comments on it will be welcomed by the International Bureau, which, in any revised paper,
will take into account such comments.

4. Itisto benoted that this paper and any further studies of the International Bureau do not
constitute an official i mterpretanon of the WIPO-administered treaties, the TRIPS Agreement
or any other official text in the field of intellectual property

5. Onluly3l, 1995, the following States were party to the Paris Convention and/or the '4
Berne Convention and the following entities were Members of WTO:

Paris Bene = WTO
(135) (116) (97 States;
o 100 total) -
Albania -
- Algeria
. Antigua and Ba.rbuda
Argentina
Armenia
Australia
Austria
Bahamas
Bahrain
Bangiadesh
Barbados
Belarus
Belgium
Belize
Benin
Bolivia =
Bosnia and Herzegovina
' Botswana
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Brazil = .

Brunei Darussalam
Bulgaria
Burkina Faso
Burundi
Cameroon

Canada

Central African Republic
Chad " '
Chile

China

Colombia

Congo
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Cote d’Ivoire
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Egypt
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Finland

France
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. Holy See

. Honduras

Hong Kong

-Hungary
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Paris ' Berne

Iceland
India
Indonesia _
Iran (Islamic Republic of)
Iraq ' _
Ireland
Israel
Italy
Jamaica
Japan
Jordan
Kazakstan
- Kenya
Kuwait
Kyrgyzstan
Latvia
- Lebanon
Lesotho
Liberia
(?\-\ ~Libya
= _ Liechtenstein
Lithuania
Luxembourg
Macau
Madagascar
Malawi
Malaysia
Maldives
~ Mali
Malta
Mauritania
Mauritius
Mexico
- Monaco
‘Mongolia
Morocco
. Myanmar
Namibia .
- Netherlands _
New Zealand -
* Niger
Nigeria
‘Norway
_ Pakistan
. _ Paraguay
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Philippines

Poland -
Portugal .-

Republic of Korea
Republic of Moldova
Romania .
Russian Federation
Rwanda :

Saint Kitts and Nevis
Saint Lucia '
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Saint Vincent and the Grenadines ..

San Marino
Senegal
Singapore
Slovakia
Slovenia
South Africa
Spain
Sri Lanka
Sudan
Suriname
Swaziland
Sweden -
Switzerland
Syria
Tajikistan:
Thailand

The former Yugoslav Republic of Macedonia

Togo - .
Trinidad and Tobago .
Tunisia -
Turkey
Turkmenistan
Uganda .
- Ukraine -
United Kingdom
United Republic of Tanzania
United States of America
Uruguay -
Uzbekistan
Venezuela
Viet Nam
Yugoslavia
Zaire
Zambia
Zimbabwe
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Part Iof the TRIPS Agreement, entitled
- "GENERAL PROVISIONS AND BASIC PRINCIPLES"

6.  This Part of the TRIPS Agreement consists of eight Articles (Articles 1 to 8). |

7. Articlel, ent:tled "Nature and Scope of Obllgatlons,'f contams criteria as to who--on
the basis of natlonahty—the beneficiaries of the protection provided for by the TRIPS '
Agreement are. Those criteria are similar to the criteria contained in the Paris, Berne and
Rome Conventions (see TRIPS Agreement, Article 1, paragraph 3; Paris Convention,

Articles 2 and 3; Berne Convention, Articles 3 and 4;. Rome Convent:on, Articles 4, 5 and 6).
This Article also defines the term “intellectual properry’ as referring to “all categories of
intellectual property that are the subject of Sections 1 through 7 of Part II” (paragraph 2).
Other areas of intellectual property (for example, utility models) a.re therefore not. covered by
the TRIPS Agreement :

8.  Article2, entltled "Inteliéctual Property Conventions,” is of utmost m‘iportance

since it provides that, in respect of the following Parts of the TRIPS Agreement, Members

must comply with Article I through 12 and Article 19 of the Paris Convention: Part I which

is entitled "Standards Concerning the Availability, Scope and Use of Intellectual Property

Rights” and contains sections on copyright and related rights, trademarks, geographical

indications, industrial designs, patents, layout-designs (topographies) of mtegrated circuits,

protection of undisclosed information, control of anti-competitive practices in ‘contractual N
licenses, Part ITI which is entitled “Enforcement of Intellectual Property Rights,” and Part IV \\/
which is entitled “Acquisition and Maintenance of Intellectual Property Rights and Related :
Inter-Partes Procedures.” 1t is useful that the same Article confirms that--with the exception

of the TRIPS provisions on dispute prevention and settlement, transitional arrangements,

institutional arrangements and final provisions—nothing in the TRIPS Agreement "shall -

derogate from existing obligations that Members may have to each other under the Paris

Convention, the Berne Convention, the Rome Convention and the Treaty on Inte]lectua]

Property in Respect of Integrated Circuits" (paragraph 2) '

9. Article 3, entitled "Natlonal Treatment,™ prowdes for natlonal treatment in terms
similar to those provided for in the Paris Convention (Articles 2 and 3) and the Berne =
Convention (Articles 3 and 4). As far as the beneficiaries of related rights are concerned,
however, national treatment only applies in respect of the related nghts provided for under the
TRIPS Agreement :tself L _

10.  Article 4, entitled "Most-Favoured-Nation Treatment," introduces a principle that is
absent from the Paris and Berne Conventions. The principle is expressed as follows: "With
regard to the protection of intellectual property, any advantage, favour, privilege or immunity
granted by a Member to the nationals of any other country shall be accorded nnmedlately and
unconditionally to the nationals of all other Members." There are exemptions to this rule.
Among them, are related rights not provided for in the TRIPS Agreement itself and--under
certain conditions—international agreements related to the protectxon of intellectual property
which entered into force prior to the entry into force of the WTO. Ag;reement

11. Article 5, entitled "Multilateral Agreements pn.A_cqumnon or Maintenance of

Protection,” provides that the above-mentioned rules on national treatment and =~ : _ \ J o
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most-favoured-nation treatment "do not apply to procedures prov:ded in multilateral

agreements concluded under the auspices of WIPO relating to the acquisition or maintenance

of intellectual property nghts At the present time (July 1995), the Patent Cooperation Treaty-

(PCT), the Madrid Agreement Concermng the International Reglstratton of Marks, the Hague

Agreement on the International Deposit of Industrial Designs and at least the provisions™
conceérning registration of the Lisbon Agreement for the Protection of Appellauons of Origin -
and their Intemanonal Registration seem to be such treaties. ' _

12. Article 6, entltled "Exhaustion,” provides that (subject to the provtsxons on natlonal
treatment and most-favoured-nation treatment) for the purposes of dispute settlement under
the TRIPS Agreement "nothing in this [the TRIPS] Agreement shall be used to address the
issue of the exhaustion of intellectual property rights.” This is a provision that has no
corresponding provision in either the Paris Convention or the Berne Convention, both of which
are silent on exhaustion of nghts whether for the purpose of dispute settlement or any other

purpose.

13. Art:cle 7 entrtled "Objectwes," states what mtellectual property should contnbute to.
It is 2 "should" rather than a "shail" provision. There isno correspondmg statement in the .

. Paris and Berne Conventtons

14. Artlcle 8 entltled "Pnncrples," empowers Mernbers to adopt measures in the interest
of the protection of public health and nutrition, the promotion of the public interest in certain
cases as well as the prevention of the abuse of inteliectual property rights and "the resort to
practices which unreasonably restrain trade or adversely afféct the international trassfer of
technology However, in any of these cases, the measures must be "consistent with the -
provisions of this [the TRIPS] Agreement.” Neither the Paris Conventton nor the Bemie _
Convention contains comparable statements but it goes without saying that States party to -
either or both of those Conventions may take such meastres provided such measures are
consistent with the- requlrements of' the Paris and Beme Conventlons

: Part II of the 'I'RIPS Agreement, entltled . _
“STANDARDS CONCERNING THE AVAILABILITY, SCOPE AND USE OF
INTELLECTUAL PROPERTY RIGHTS” ' -

15. Tlus Part of the TRIPS Agreement cons:sts of elght Sectrons (Copynght and Related, o
Rights, Trademarks, Geographical Indications, Industrial Designs, Patents, Layout-Desrgns'
(Topographies) of Integrated Circuits, Protection of Undisclosed Information, Control of
Anti-Competitive Practices in- Contractual Lteenses) and 32 Artteles (Articles 9 to 40) Each
Sectxon is presented separately . Ce : o




' XXVL32

WO/INF/127
‘paged

. PartIl, Section 1, of the TRIPS Agreement, entitled
"COPYRIGHT AND RELATED RIGHTS" '

16. Tms Secnon cor:srsts of six Art:cles (Articles 9 to 14). Five of those Arucles deal with
copyright (Articles 9 fo 13), and one of them (Article 14) deals with what is called related
rights. ("Nelghbonng rights” is a term usually used in WIPO documents to designate related
rights, that is, the rights of petformers, producers of phonograms and broadcastmg s
orgamzatlons )

17. Iti is to be bome in mind that Part I of the TRIPS Agreement (General Provisions and
Basic Principles), descnbed at the begmmng of tlns paper, apphes also to eopynght and related

nghts _
18.  Article 9, entitled "Reiati_on-to the Berne Conwferitierx," consists of tw_o parasraphs.-

19. - Paragraph 1 reads as follows: "Members shall comply with Articles 1 through 21 of the”
Beme Convention {1971) and the Appendrx thereto. However, Members shall not have rights

or obligations under this Agreement in respect of the rights conferred under Artlcle 6brs of that:
Convention or of the rights ‘derived therefrom.”

20. Prov:srons of the Berne Convention to Be Complred Wrth Article 1 of the Berne
Convennon esta.bhshes the Beme Uruon ' -

21. Artxcles 2t0 19 of the Berne Convention contain the substannve copynght law -
provisions of that Conventlon They deal with the fol]owmg questions: - works to be protected
~ (Article 2), works which may be excluded from protection (Article 25is), criteria of eligibility
for protection under the Convention (Articles 3 and 4), national treatment, etc. (Article 5),

possible restriction of protection in respect of certain works of nationals of certain countries - -

not party to the Convention (Article 6), minimum term of protection (Articles 7 and 7bis),
right of translation (Article 8), right of reproduction (Article 9), possible cases in which a work
may be freely used (Articles 10 and 105is), rights of performance and communication to the -
public of dramatic and musical works (Article 11), broadcasting and connected rights

(Article 115is), rights of recitation and communication to the public of literary works

(Article t1fer), right of adaptanon, etc. (Am::le 12), possible limitation of the right of
recording of musical works (Article 13), cinematographic and connected rights (Article 14),

ownership of copyright in cinematographic works (Article 14bis), droit de suite in works of art.

and manuscnpts (Article 147er), persons entitled to enforce rights (Article 15), seizure of
infringing copies (Article 16), rights of Governments to permit, contro! or prohibit the
circulation, presentation and exhibition of works (Article 17), apphcab_lhty of the Convention
by a country to works that exist when that country becomes party to the Convention

(Article 18) and apphcabxlrty of protection that is provided in the national law of a2 country and

which protectron is greater than the protecnon provided for by the Convennon (Arucle 19).

22. Article 20, first sentence, of the Berne Convention is of particular relevance for the
relations between the Berne Convention and the TRIPS Agreement and, therefore, is quoted in
full: "The Governments of the countries of the [Berne] Union reserve the right to enter into
speaal agreements among themselves, in so far as such agreements grant to authors more
extensive rights than those granted by the [Berne] Convention, or contain other provisions not
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contrary to thts Conventlon This provision is of particular i rmporta.nee since, for States that
are party to the Berne Conventron and are Members of WTO (and, consequently, are bound by
the TRIPS Agreement), the TRIPS Agreement isa specral agreement" in the senseof -
Article 20 of the Berne Conventron : ) _

Fmally, Artlcie 21 of the Beme. Cénventtbti and the Appendlx ':6 it 'p'rdwde'for the

'possrbdrty of developing countries to grant a protection less than the other provisions of the

Beme Conventioni would require in respect of the right of translation and the right of
reproduction. The limits of such lesser protection are specified in the Appendix. To make use
of the possibilities offered by the. Appendix, the developing country must make 2 '
corresponding declaration to the Director General of WIPO. No such declaration was in effect -
at the time of writing this paper (July 1995) but, as from September 2, 1995, one declaration
will be in effect; it is a declaration by Thailand which, unless renewed, will lose its effect on
October 10, 2004,

24. Provisions of ihe Beme' _Canyention Notto Be _Complied With. ,As already indicated, the
TRIPS Agreement provides that "Members shall not have rights or obligations under this -
Agreement in respect of the rights conferred under Article 6bis of that fthe Berne] Convennon
or of the rights derived thereﬁ'om (Arttele 9, paragraph 1). .

25. The nghts conferred under Amele 6brs of the Beme Conventton are the so-called mora.l
rights. It is customary to distinguish between two kinds of them, namely, “the right to claim
authorship of the work” (Article 65is (1), called "right of paternity") and the nght "to object to
any distortion, mutilation or other modification of, or other derogatory action in relation to, -
the said work” (ibid, called “nght of respect”). .

126, The TRIPS Agreement does not specify which are the nghts "derived” from Article 6bis

of the Berne Convention. It is believed that the right provided in Article 10(3) of the Berne
Convention may be such a right.- Under paragraphs (1) and (2) of that Article, the author may

- not oppose, under certain circumstances, that quotations be made--without his authorization—

from his work or that his work be used--without his authorization—for illustration in the course |
of teaching. It is in respect of these so called "free uses” that Article 10(3) of the Berne
Convention provides that mention must be made of the name of the author. In other words, it

_provides that the right of the paternity be respected. It would seem therefore that the TRIPS

Agreement excludes the application of Article 10(3) of the Berne Conventton, that is, that,
under the TRIPS Agreement the said quotations and illustrations need not mention the name of
the author. . The same applies to Article IV(3) of the Appendlx to the Berne Convention which
provides that “The name of the author shall be indicated on all copies of the translation or

reproduction published under a license granted under Article I or Article IIL.” Furthermore, it
. would seem that the TRIPS Agreement also excludes the application of Article 115is(2) of the
Beme Convention to the extent that the latter prov:des that “they [that is, the conditions that

may be determined under Atttcle llbrs(?.)] shall not in any cu'cumstances be pre}udtcral to the
moral rights of the anthor o

27. TItis tmportant to note that under Amcle 2, paragraph 2 of the TRIPS Agreement _
"nothing in Parts I to IV of this Agreement fand Article 9 is in Part IT] shall derogate from

_ extsrmg obhgatwns that Members may have to each other under  the Berne Convennon
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28. Consequently, it would seem that a Member of WT'O which is not party to the Berne -
Convention will niot have to apply the provisions of the Berne Convention on moral rights and
rights derived therefrom but that 2 Member of WTO which is party to the Berne Convention -
will--by virtue of the most favored nation rule of the TRIPS Agreement (Article 4)-have to -
apply those provisions even in its relations with Members of WTO which are not party to the
Berne Convention. However, it would seem that disputes concerning the said provisions could
in no case be the subject of WTO dispute settlement procedures since such procedures are-—in
the field of mtellectua.t property--only available for dtsputes under the TRIPS Agreement (see
Article 64 of that Agreement as well as under Article 1 and Appendix 1 of the WTO - L
Understanding on Rules and Procedures Governing the Settlement of Dlsputes}

29, Non-prorectab!e Sub_,recr Maﬂer Paragraph 2 of Article 9 of the TRIPS Agreement
provides that "Copyright protection shall extend to expressions and not 10 ideas, procedures
methods of operation or mathematical concepts as such."

30, The Beme Conventton does not contain any specific | provrs:on on this issue, however _
on the basis of the legislative history of the Berne Conventnon, as reflected in the records of the
various diplomatic conferences adoptmg and revising the Berne Convention and on the basis of -
its generally accepted interpretation, the principles set forth in the above-quoted provision of
the TRIPS Agreement have always been followed under the Beme Convention. This is so
because the Berne Convention protects works, and it does not protect ideas, etc., since ideas,
etc., are riof works. Consequently, in this matter there is no difference betweenthe -~ -
requirements of the Beme Conventton and the TRIPS Agreement '

31. Article 10, entitled "Computer Programs and Compllatlons of Data,” consists of
two paragraphs L

32 Compu!er Programs Paragraph 1 provides that "Computer programs whether in-
source or object code shall be protected as hterary works under the Berne Convention -~
(1971)." . -

33 _ The questton a.nses why the TRIPS Agreement speaks of htemry works

34, Thereis only one prov:snon in the Berne Convenuon in which the térm "hterary works"
appears rather than the term "literary and artistic works,” namely Article 11fer of the
Convention on the public recitation of literary works (and the communication to the public of
the recitation of such works). This, however, does not seem to be relevant to computer
programs because computer programs are hardly suscepttble of recttatxon " o

35. It would rather seem that the reference to hterary works is mtended to dzscard any
possibility of considering computer programs as artistic ‘works and, in parttcular works of
applied art. Works of applied art have, under the Berne Convention; a minimum term of
protection that is shorter (25 years) than the general term of protection (50 years), and their ..
‘protection i is subject to remprocxty (see Beme Convention, Ameles 2(7) and 7(4))

36. The Beme Conventton does not mentlon computer programs. However, it is generally
believed that it covers them since the Berne Convention provides that it applies to "every
production in the literary, scientific and artistic domain, whatever may be the mode or form of
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its-expression” (Article 2(1)) and that a computer program is a production in the literary
domain. Presumably, it was still considered safer by the authors of the TRIPS Agreement not -
to rely only on this interpretation of the Berne Convention but to provide in the TRIPS
Agreement expressis verbis for the protecuon (as hterary works) of computer programs

37. Consequently, States party to the Beme Convennon and the TRIPS Agreement whose
national copyright laws do not mention computer programs among protected works would be '
well advised if they would cornpiete thexr laws aceordmgly : : i

38.. Compilations of Data. Paragraph 20of Arttcle 10 of the TR[PS Agreement provndes that
"Compilations of data or other material, whether in machine readable or other form, which by

reason of the selection or ammgement of their contents constituite intellectual creationsshall be -
protected as such. Such protection, which shall not extend to the data or matenal itself, shall
be without' prejudlce to any eopyrlght subsxstmg in the data or matenal itself.

39. It is to'be noted that the 'I'RIPS Agreement prov:des that compilations of data and other
material must be protected "as such." It is not said that such comp:lat:ons ‘must be protected
as works, But this can be assumed since the provision appears in that part of the 'I'RIPS -

~ Agreement which deals with oopynght (rather than related rights). s

40. 'This assumption can also be based on the fact that Article 10, paragraph 2 of the TRIPS =
Agreement uses some basic élements of the language of Article 2(5) of the Berne Convention.
Itisa k:md of adapted version of the latter, but the Key words--"which, by reason ofthe *
selection’ [and] [or] arrangement of their conterits, constitute intellectual creations, shall be -
protected as such”—are the same. This seems to be a sufﬁerently clear indication that what is .
~meant under Article 10, paragraph 2 of the TRIPS Agreement is the same as what is meant

under Article 2(5) of the Berne Convention, namely that these "intellectual creations” are to be
protected as works under the Berne Convention, and, because no specific status of such works
is referred to, they are to be protected under the general prowsnons of the Conventton
ooncemmg “literary and artistic works."

41, The"” contents, the selection and/or arrangernent of which may constitute "intellectual
creations,” are different in the two provisions: in the case of Article 2(5) of the Berne
Conventlon, the contents must be "literary and artistic works," ' while, in the case of Article 10,
paragraph 2 of the TRIPS Agreement, the contents are "data or other material.” This does not
seem to mean, however, that the latter provision provides for the protection of productions
that are not proteoted under the Berne Convention: In the case of collections or compilations,
~itis not their contents what is the subject matter of protection but the intellectual creation
consisting ‘of the selection’ -and/or arrangement of the contents. Since, under Article 2(1) of the
Berne Convention, every production in the literary, scientific and artistic domain is protected
as a literary and/or artistic work, any production consisting of the original selection of data -
and/or other material not protected by copyright (the same kind of creation as the one in
respect of which Article 2(5) of the Berne Convention clarifies that it is aiso protected as a
literary and/or artistic work) is ‘also protected—-aithough not under Article 2(5), but under
Arncle 2(1) of the Beme Conventlon-as a htemry and/or antstlc work

42. Consequently as far as compﬂanons of data and other matenal are coneemod, there :
seems to be no substanitive difference between the requirements of the TRIPS Agreement and
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the Berne, Convention, not\mthstandmg the fact that there are d1ﬁ‘erences between the texts. of
~ the said Agreement and Conventton in this respect o o

43, Artlcle i1, entntled v Rental Raghts," prowdes a rule (in ltS ﬁrst sentence) a.nd two
except:ons to that ru!e (m the second and third sentences) :

44.. The rule is as f'ollows "I.n respect of at ieast computer programs and cmematographrc _
works, a Member shall provide authors and their successors in title the right to authorize or
prohibit the cormnercral renta.l to the pubhc of originals or copies of their copyright works."

45.  The ﬁrst exceptlon is quahﬁed and condrttonal It covers emematograpiuc works It
reads as follows: "A Member shall be excepted from this obligation in respect of .
cinematographic works unless such rental has led to widespread copying of such works which
is materially i lmpan'mg the exclusive right of reproduction conferred in that Member on authors
and their successors in title." In other words, whether a rental right of cinematographic works
is to be recognized depends on the factual situation in the country or other Member of WTO:

if the commercial rental has ied to widespread unauthorized copying, the rental nght mustbe
recognized;  if the commercial rental has not led to w:despread unauthonzed copymg, the '
rental right need not be recogmzed _

46. The second exception concerns computer programs. It reads as follows: "In respect of .
computer programs, this obligation [that is, the obligation of prowdmg for a right to authorize
or prohibit commercial rental} does not: apply to rentals where the program itself'is not the
essential object. of the rental.” This seems to mean that when what i is rented is sometlnng that _
mainly consists of an object other than a protected computer program and when the presence
of a computer program is of secondary 1mportance or mc:dental the nght of rental need not be
recogmzed . : : el

47. The Bermne Conventron does not mention. renta.l rights; therefore the obhgatlons referredf' :
to above are new for countries party to the Berne Convention. .

48. Article 12, entitled "Term of Protectlon," reads as follows: "Whenever the termof
protection of a work, other than a photographic work or a work of applied art, is calculated on
a basis other than the life of a natural person, such term shall be no Jess than 50 years from the
end.of the calendar year of authorized publication, or, failing such authorized publication
within50 years from the making of the work, 50 years from the end of the calendar year of
makmg" (ernphasns added). - _ N '

49, Under the Beme Convent:on, the minimum term of protecnon is 50 yea.rs and must be
calculated from the guthor s death (see Article 7(1)). However, according to the Beme
Convention, in three cases, natxonal legtslanons may, and in one case, must depart from. this
rule. P _ o ‘ . h

() In the case of a cmema.tographrc work, the m minimum term is 50 years and it,
may be calculated from the work’s having been made available to the public with the corisent
of the author or, failing such an event, from the makmg of the cmematographtc work (see
_Arncle 7(2)) C R e _ .
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- : (ii) . In the case of a photograpl-uc work, the minimum term is 25 years and it may
be calculated from the makmg of the work (see Article 7(4)).

o (m) In the case ofa work ofappl:ed art, the minimum term is 25 yea.rs and it may
 be calculated from the malang of the work (see Arncle 74)). .

(iv) Inthe case of an anonymous or pseudonymous work, the minimum termis
50 years and it must be calculated from the work’s having been made available to the pubirc
provided the malcmg available was lawful; however, this rule is subject to two possible -
_exceptions: one is that where the author discloses his 1dent|ty, the 50-year term must be
calculated from the author’s death; the other is that when it is reasonable to presume that the
author has been dead for 50 years, the protection may be discontinued 50 years after the
author’'s dearh (see Am::le 7(3).

50. 'l'he rules of the Beme Conventlon are not aﬂ'ected by the TRIPS Agreement as far as _
photographic works and works of applied art are concerned since Article 12 of the TRIPS
Agreement is, according to the terms 'of that Article, not applicable to those works.

51. However the rules of the Berne Convention are affected by the TRIPS Agreement in
respect of cinematographic works whenéver a State member of the Berne Convention makes
use of the faculty of calculating the term not from the author’s death but from the ~
cinematographic work’s having been made available 10 the public or, failing such event, from .
its making. Under the TRIPS Agreement, when the term is calculated on a basis other than the
life of a natural person—and the case just described is such a case--the minimum term is

50 years and must be calculated "from the end of the calendar year of authorized publication
[i.e., making available of copies] or, failing such authorized publication within 50 years from
the makmg of the work, 50 years ﬁ'om the end of the calendar year of makmg [emphas:s .
added). . | -

52. Pabl:canon isa form of bemg made ava:lable 10 the publ:c (smce it involves making
available copies of the work to the public). There are, however, also othér forms of making
available to the public which are not covered by the notion of “pubhcatlon under Article 3(3)
of the Berne Convention, since they do not involve making available copies of the work (such |
as public perfonmnce broadcastmg or other commiunication to the public). This means that,
in certain cases, the minimum term of protection may be longer under the TRIPS Agreement
than under the Berne Convention; namely in cases where the first lawful making availablea
work to the public is not through publication but in another form (such as public performance).
In such a case, the 50-year term of protection starts under the Berne Convention but does not
start yet under the TRIPS Agreement; under the latter, it only starts with the eventual
authorized publication of the work, and, thus, ends later. ' : o

53. The same applies in respect of anonymous and'pséudonymdﬁs works.

54. Article 13, entitled "Limitations and Exceptions,” provides that "Members shall
confine limitations or exceptions to exclusive rights to certain special cases which do not
conflict with a normal exploitation of the work- and do not unreasonably prejudice the
legitimate interests of the right hoider.” ‘ .
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55. " The Berne Convention contains a similar provision. concemmg the exclusive rtght of
reproduction (Article 9(2)) and a number of exceptions or limitations to the same and other.
exclusive rights (see Articles 10, 10b7s and 14bis(2)(b)) and, it permits the replacement of the
exclusive right of broadcasting, arid the exclusive right of recordmg of musu:al works by non-
voluntary licenses (see Amcles 11bu(2) and 13(1)). - :

56. None of the limitations and exceptions permitted by the Berne Convention should, if
correctly applied, conflict with the normal exploitation of the work and none of them should, if
correctly apphed, prejud:ce unreasonably the legnmmte mterests of the right holder :

57. Thus, generally and normally, there is no conflict between the Berne Convention and the :

TRIPS Agreement as far as exceptions and limitations to the exeiuswe nghts are concerned

58. Article 14 is entitled "Protection of Performers, Producers of Phonograms (Sound
Recordings) and Broadcastmg Orgamzatlons." o

[Reserved for any future revised version of this paper]

l’art II, Sectlon 2, of the TRIPS Agreement, entltled
e TRADEMARKS" ‘

59 Thls Sectton consists of snx Am::les (Artlcles 15 o 21)

60. Itistobe borne in mind that Part I of the TRIPS Agreement ("General Provisions and
Basic Principles"), described at the beginning of this paper, applies also to marks and, in -
particular, that the provisions of the Paris Convention concerning marks must be complied with
by Members of WTO (see Article 2; paragraph 1 of the TRIPS Agreement). Apart from
provisions of the Paris Convention applying to all kinds of industrial property (such as national
~ treatment (Amcles 2 and 3} and grace period for the payment of fees (Artxcle Sbts(l))) and
which consequently apply to marks, the Paris Convention also contains provisions expressly
dea.lmg with marks, parucularly on the right of priority (Article 4), on the use of the mark-
(Article 5C), the indication on goods of the fact that the mark is a registered mark

(Article 5D), the independence of a registration of a mark in a country from the fate of the
same ‘mark in another country (Article 6), protection of well-kiiown marks- (Article 6bis),
prol'ubtttons concerning State emiblems, etc. (Article 6fer), assignment of marks

(Article 6quater), conditions of the registration of'a mark which has-been registered in another '

country (Article unmqwes), protection of service marks (Article 6sexies), registration of a
mark in the name of an agent of the proprietor (Article 6sepries), nature of the goodsor
services (Article 7), collective marks (Article 7bis), enforcement measures (Article 9),
temporary protection at certain international exhibitioris (Article 11), and establishment ofa -
special industrial | propen'y semce (Arttcle 12)

61. Itisto be noted that the present paper uses the term mark in a sense that it covers both

marks relating to goods (that is, trademarks in its narrower sense)-and to marks relating to
services (servnce marks). This temnnology corresponds to that of the Trademark Law Treaty
(1994), hereinafter referred to as the TLT (not yet in force at the time of wntmg this paper). -

The TRIPS Agreement uses the term "trademark” in the broader s sense, that is, in the sense that ..

lt oovers marks both for goorls and for services.
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62. Artlcle 18, entlt!ed "Protectab!e Suhject Matter," _cons:sts of ﬁve paragraphs dealing
- with the quesnons invoked below. o

63. Definition. The TRIPS Agreement defines the signs that must be considered as capa.ble
of consntuung a ma.rk (paragraph 1); the Pans Convention does not contain a deﬁmnon _

64. Reg:srrabximf rmd Przorny Rrght The TPJPS Ag:reement requu'es the reglstrablhty of
marks, and provides for a priority right, in respect of goods and services (paragraph 1 and
Article 62, paragraph 3). The Paris Convention requires the: registrability of marks, and
provides for a pnonty right, in respect of goods but not services, although it requires that
marks for services be protected. (Arucle 6sexies). The TLT requires the reglstrabmty of marks,
and provxdes for a priority right, in respect of services (Article 16). _

65. Distinictiveness. The TRIPS _Agr-eement states that, where signs are not inherently
capable of distinguishing the relevant goods or services, Members may make registrability -
depend on distinctiveness acquired through use (paragraph 1). Article 6gquinguies B(2) of the
Paris Convention, which applies to the registration of marks which have been duly registered in
the country of origin, provides that a mark may be denied registration if it is devoid of any
distinctive character, whereas Article 6guinguies C(1) requires that all factual circumstances be
taken into consideration in determining whether a mark is eligible for protection, mcludmg the "
length of tlme the mark has been in use:

66. Visual'br P_erceptible Sign.s_‘._ “The TRIPS Agreement allows Members to require, asa
condition of registration 2 mark, that a sign be visually perceptible (paragraph 1). The Paris
Convention neither allows.nor promb:ts such a requlrement The TLT does not apply to
holograms or to marks not consnstmg of visible slgns (Article 2(1)(b)).

67.. G’rounds for Denymg Regmratzon The TRIPS Agreement conﬁrms that no ground for
denial of a registration of a2 mark may “derogate” from the provisions of the Paris Conventlon ‘
(paragraph 2 and Article 2, paragraph 2). The Paris Convention contains an exhaustive list of -
the grounds on which a mark that has been registered in the country of origin may be refused
protecnon in. other countnes members of the Pans Umon (Artlcle 6qumqwes B).

68. Use asa Reqmremem for F:Img an Apphcanon Under the TRI]’S Agreement

Members may not require use as a condition for filing an application for registration

(paragraph 3). :The Paris Convention is silent on this question, but the TLT does not allow use.
asa requu'ement for the ﬁhng of an-application for registration (Amcle 3).. '

69. Use asa Reqwremem for Reg:strauan The TRIPS Agreement ailows Members to
miake registrability dependent on use of the mark, but an application for registration may not be -
rejected merely because the mark has not been used within three years afier the filing date

_(paragraph 3). The Paris Convention does not expressly deal with this issue, but

Article 6qwnqmesB contains an exhaustive list of grounds for denial of a registration based on "’
the reg:stratlon of the mark in the country of ongm, which does not include non-use.

70. Namre of the Goods or Servlces “The TRIPS Agreement provxdes that the nature of the -
goods or services to which a mark is to be applied cannot be an obstacle to the reglstrat:on of
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the mark (paragraph 4) The Paris Convention contains the same rule in respect. of marks
concerning goods (Article 7). The TLT extends this rule to marks eoncermng services
(Article 16). ‘

71. Publication. The TRIPS Agreement provides that "Members shall publish each
trademark either before it is registered or promptly after it is registered..." (paragraph 5). ‘The
Paris Convention requires the publication of "the reproductions of registered trademarks"
(Article 12(2)(b)). It would seem, therefore, that publication only before registration, without -
at least a published reference to the mark (for goods) after registration, would not be sufficient -
the case of Members of WTO that are party also to the Pans Conventton L .

72. ' Cancellation. The TRIPS Agreement pro\ndes that Members must. "aﬁ'ord a reasonable _
opportunity for petitions to cancel the registration” of a mark (paragraph 5). The Paris = .
Convention is silent on the matter, but most countries party to the Paris Convention provnde

for the posmbxhty of petmom.ng the eaneellanon of the regtstratxon of a ma.rk ' :

Oppasmon The 'I‘R.IPS Agreement provndes that "In addmon [ie,in addmon to the.
p0551b1hty of asking for cancellation], Members may afford an opportunity for the registration: -
of a trademark to be opposed“ (paragraph 5, eémphasis added). The Paris Convention is silent.
on the possibility of opposition, but many States party to. the Paris Convermon prov:de for -
such a possibility. :

74.  Article 16, entntled "Rights Conferred,” consists of three paragraphs Pa.ragraph 1
deals with the rights of the owner of a.ny reglstered ma.rk, whereas paragraphs 2 and 3. deal
with well-known marks :

75. Righisina Regtsrered Mark. The: TRIPS Agreement prov:des for the excluswe nght to
use by the owner of the registration (paragraph 1). It also allows Members to make rights
available on the basis of use (rather than regtstratton) (paragraph 1). The Pans Convent:on is
silent « on these matters. , ,

76.  Rights in Well-Known Marlm. Article 6b:‘s of the Paris:Convention contai_ns detailed
rules on the protection of well-known marks for goods. The TRIPS Agreement makes these
rules also applicable to well-known marks for services (paragraph 2). The TLT extends the
appl:catlon of Arncle 6brs of the Paris Convetmon 10 semce marks (Artu:le 16)

77. Furthermore, whereas the Paris Conventlon reqmres that the mark be eonmdered well
known by the competent authority of the country of registration or use (see Article 6bis(1)),

the TRIPS Agreement obliges Members also to "take account of the knowledge of the
trademark in the relevant sector of the public, including knowledge in the Member concerned
which has been obtained as a result of the promotion of the trademark”™ (paragraph 2). The
Paris Convention is snlent on lmowledge in the relevant sector of the pubhc and on lmowledge
resulting ﬁ'om pubhctty e

78. Fma.l.ly, whereas the Paris Convennon protects wel] known marks in respect ef "tdentxcal \.
or similar goods," that is, goods that are identical with or similar to the goods for which the
well-lmown mark is regtstered or used (see Arncle 6b:s(l)), the TRIPS Agreement prowdes, in.
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-specla.l circumstances, for the protecnon of well-known marks in respect also of non-sumlar

goods or services (paragraph 3)

79. Artlcle 17, entltled "Exceptrons," strpulates that “Members may provrde lumted .
exceptions to the rights conferred by a trademark; such as fair use of descriptive terms,

‘provided that such exceptions take account of the legitimate interests of the owner of the '

trademark and of third parties.” Since, as already stated, the Paris Convention does not,
whereas the TRIPS Agreement does, contain rules concerning the rights of the owner of the

“mark, it is only logtcal that the Parts Conventron does not contain a provrsron on except:ons to

nghts

80. Art:ele 18, entltled “Term of Protectmn, provrdes inits ﬁrst sentence that “Imttal ‘
regrstratron, and each reniewal of registration, of a trademark shall be for a term of no. less than
seven years.” The Paris Convention has no correspondmg rule Accordmg to the TLT the
durauon of each term is 10 years (Amele 13(7))

81. The second sentence of the said Article of the TRIPS Agreement provrdes that “The :
registration of a trademark shall be reriewable indefinitely.” The Paris Convention contam_s no
cerrespondmg rule; but all States party to the. Paris Convention ailow the renewal of . -
registrations tndeﬁmtely

82, Article 19 is entitled “Requirement of Use.” Neither the Paris Conventron nor the
TRIPS Agreement require, but both allow, that non-use be sanctioned by the cancellation.of -

the registration of the mark (see Article 5C(1) of the Paris Convention and the first sentence of
Article 19, paragraph 1, of the TRIPS Agreement). Where use is required, and the mark is not
used, its registration may be cancelled, under the TRI'PS Agreement, “only afteran .. .-
uninterrupted period of at least three years of non-use™ (Article 19, paragraph 1); under the

Paris Convention, “only after a reasonable period {of non-use]” (Article 5C(1)). Both treaties .
‘provide for the possrbxltty of Justtfymg the non-use (see the same Arttcles) whrch ]usttﬁca.tron

prevents cancellanon

83. Artlele 20, entitled “Other Requrrements, prohrbtts any unjusttﬁable encumbenng of
the use of a mark. There isno provrsron to the same eﬁ'ect in the Pans Conventlon -

84, Artlcle 21 is: entttled “Llcensmg and Asugnment y Under the Pans Conventton, a
country may require that the assignment of a registration be accompanied by the transfer of the
eorrespondmg business or goodw:ll (Article 6gquarer(1)}. -Under the TRIPS Agreement
concurrent transfer of the busmess may not be reqmred (A.rttcle 21) ;

8_5; The same Artmie of the TRIPS Agreement also provrdes that the compulsory hcensmg of
trademarks is not perrmtted ‘The Paris Convention is silent on this question but, as far as

. venﬁable none of the States party to it permit ccmpulsory hcenstng

Part I, Section 3, of the TRIPS Agreement, entitled
'“GEOGRAPHICAL INDICATIONS”

86, This Section consists of three Articles (Articles 22,23 and 24).
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7. " It is to be borne in mind that Part I of the TRIPS Agreement (General Provisions and
Basic Principles), described at the beginning of this paper, applies also to geographie_al :
~ indications and, in particular, that the prows:ons of the Paris Convention concerning

“indications of source and appellations of origin™ (notions that encompass geographical ..
indications) must be complied with by Members of WTO (see Article 2, paragraph 1 of the:
TRIPS Agreement). Apart from provisions of the Paris Convention applying to all kinds of
industrial property (such as national treatment (Articles 2 and 3)) and which consequently- -
apply to indications of source and:appellations of origin, the Paris-Convention contains = .
provisions expressly dealing with indications of source and appellations of origin, parncu]a.rly
on seizure of goods bearing false indications as to their source or the identity of the producer
(Article 10) and on remedies and the right to sue (Article 10ter). Article 10bis on unfair
competition is also relevant in respect of geograph:cal indications. It is to be noted that there
are two special treaties concerning appellations of origin administered by WIPO and open only
to countries party to the Paris Convention. They are the Madrid Agreement for the Repression
of False or Deceptive Indications of Source on Goods (1891 and the Lisbon Agreement for _
the Protection of Appellations of Origin and their International Registration (1958). Hereafter,
they are referred to as “the Madrid (Indications of Source) Agreement” and “the Lisbon .
Agreement,” respectively. In July 1995; the number of the States party to the first was 31 and
to the second was 17. No reference is made to either of these two Agreements in the TRIPS :
Agreement, S Flo

88. Article 22, entntled “Protectnon of Geograplucal Indxcatlons,” dea]s wlth the - Fa
followmgmatters IR o e e N

89. " Definition.’ Accordmg to the 'I'REPS Agreement geograph:ca] mdlcanons are
“indications which identify a good as originating in the territory of a Member, or a region or
locality in that territory, where a given qua.hty, reputation or other.characteristic of the good is.
essentially attributable to its geographical origin” (paragraph 1). The Paris. Convention
contains no definition of “geographical indications”; " in fact, it uses different terms, _
“indications of source” and “appellations of ongm (see Article 1(2)), which it does not define.
The Lisbon Agreement defines appellations of origin as the “geograph.tca] name of a country,
region, or locality, which serves to designate a product originating therein, the quality and
characteristics of which are due exclusively or essentially to the geographic environment, :
including natural and human factors” (Amele 2(1)), and states that the country of origin is the
“country whose name, or the country in which is situated the region or locality whose name,
constitutes the appellation of origin which has given the product its reputation” (Article 2(2))
The Madrid (Indications of Source) Agreement speaks of “goods bearing a false or deceptive
indication by which one of the countries to which this Agreement applies, or a place situated
therem, is dlrectly or mdlrect]y mdlcated as bemg the country or place of ongm” (Amele 1(1))

90 M:sleadmg, False or. Deceptrve Acts Accordmg to the TRIPS. Agreement, Members .
must provide “the legal means for interested parties to prevent ... the use of any means in the.
designation or presentation of a good that indicates or suggests that the good in question
originates in a geographical area other than the true:place of origin in a manner which misleads
the public as to the geographical origin of the good” (paragraph 2(a)).
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91, The Paris Convention provides for seizure “in cases of direct or indirect use of a false.
indication of the source of the gdods” (Article 10(1)). (The same provision in the Paris
Convention also provides for seizure in cases of direct or indirect use of “the identity of
the producer, manufacturer or merchant”; in such a case, the false indication concerns
sometlung else than a geographncal mdicatlon ) :

92. The Madnd (Indscauons of Source) Agreement prov:des that “all goods beanng a false _
or deceptive indication by which one of the countries to which this Agreement applies, ora - -
place situated therein, is directly or indirectly indicated as being the country or place of origin -
shall be seized upon importation into any of the said countries” (Article 1(1)), and that .
“Seizure shall also-be effected in the country where the false or deceptive indication of scurce
has been applied, or into which the goods beanng the false or decept:ve md.tcatlon have been

‘imported” (Article 12)).

93. Unfair Competition. Accordix’xg to the TRIPS Agreement, Members must provide “{he
legal means for interested parties to prevent [in respect of geographical indications] ... any use
which constitutes an act of unfair competition within the meaning of Article 10bis of the Paris
Convention (1967)" (paragraph 2(b)). The Paris Convention states that “Any act of
competition contrary to honest practices in industrial or commercial matters constitutes an act
of unfair competition” (Article 10bis (2)). Among the examples given in paragraph (3) of that
Article; the following seems to be of particular relevance for geographical indications: “all acts :

* of such a nature as to create confusion by any means whatever with the ... goods ... of a -

competitor™ (item 1), “false aﬂe'gati_ons? in the course of trade of such a'namr'e as to‘discredi't
the ... goods ...of a competitor™ (item 2) and “indications ... the use of which in the course of
trade is: hable to rmslead the pubhc as to the nature [or] the chara.ct_eristics ... of the goods’?
(item 3) : oo o .

94, Mrsleadmg Marks The TRIPS Agreemem prowdes for the reﬁ.lsal or :nvahdanon of the
registration of a mark “which contains or consists of a geographical indication with respect to
goods not originating in the territory indicated, if use of the indication'in the trademark for

such goods in that Member is-of sueh a natu:e as to mislead the pubhc as to the true pla.ce of

origin’ (paragraph 3)

95. - The Paris Convenuon expressly perrmts the dema.l or the mvahdanon of the reglstranon |

.of a mark based on reglstranon in the country of ongm where the mark is "‘of such a nature as

to deceive: the pubh (Amele 6qumqmes B. 3)

96.. theralfy Tme but M:sleadmg Indtcations The ’I'RIPS Agreement states that the -
protect:on for geographical indications must be applied even when the geographical indication
is “literally true as to the territory, region or iocahty in which the goods originate, [but] falsely
represents to the public that the.goods ongmate in another temtory” (pamgraph 4).

97. Article 23, entitled “Addltmnal Protectlon for Geographlca! Indications for Wines
and Spirits,” deals with the following matters. - :

98. Indications Accompamed by True Indzcar:on Translatron or “Kmd. ” etc. The TRIPS
Agreement requlres the prevention of the use of a geographical indication identifying wines or
spirits not ongmanng in the place indicated by the geographical indication, even where the -
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indication of the true origin of the wine or spirit is also indicated; or the geographical
indication is used in translation, or the geographical indication is aecompamed by expressmns
such as “kind,” “type g “style r “umtatron orin the hke (see paragraph 1) .

99. The Paris Convennon contains no correepondmg prov:snons However the Lxsbon
Agreement states that protection must be ensured against usurpation or imitation of the
geographical indication even if the true origin of the product (which may be wine or spirit) is
indicated or if the appellation is used in translated form or is accompanied by terms such as
“kind,” “type.” ” “make,” “lmnauon. or the hke (Arttcle 3) ' o

100, Trademarks and Hamomnns The 'I'R.IPS Agreement eontams spectal provxsxons for
wines and spirits also in connection with trademarks and homonymous indications -
(paragraphs 2 and 3). There are no provisions in the Paris Convention which would strictly
correspond to those prov:sxons

101. Nonﬁcanon and Regvstrat:on System far Wmes The TRIPS Agreement provxdes that
“In order to facilitate the protection of geographical indications for wines, negotiations shall be .
undertaken in the Council for TRIPS conceming the establishment of a muitilateral'system of
notification and registration of geographical indications for wines eligible for protectionin. - ...

those Members participating in the 'system” (paragraph 4). It would seem that the
contemplated system will not necessarily apply to ail the Members of WTOQ. It is recalled that
the Lisbon Agreement provides for the registration of appellations of origin applying to the .

“geographical name of a country, region, or locality, which serves to designate a product [not. .
only wines] originating therein, the quality and characteristics of which are due exclusively or .

essentially to the geographic environment, including natural and human factors” (Article 2):
Such names are registered by the International Bureau of WIPO in Geneva. Up to January 1,
1995, 730 registrations for appellations of origin had been obtamed out of which 717 were
st:ll in force of those 482 cencemed, or eoncerned also wmes ' . L

102. Article 24, entntled “Internattona! Negottattons, Exceptlons,” deals w1th certam

matters proper to WTO, for which the Paris Convention contains no corresponding provisions. -

In addition, that Article contains provisions regarding non-diminution of rights (paragraph 3),
prior use or registration (paragraphs 4 and 5), genericness (paragraph 6), adverse use

(paragraph 7), use of a person’s name (paragraph-8) and the effect of lack of protection or use -

in the country of origin (paragraph 9). It should be noted that Article 6 of the Lisbon -

Agreement states that an appellation of origin which has been granted proteetson, onthe basis

of an international registration under the Lisbon Agreement, in one of the countries party to

the Lisbon Agreement cannot; in that eoum:ry be deemed to have beoome genenc as long asit

is protected asan appellanon of engm in the country of ongm

~ Part l], Section 4, of the 'I'RIPS Agreement, entxtled
“INDUSTRIAL DESIGNS”

103. Thls Sectlon consists of two Articles (Artteles 25 and 26).

104.- It is to be borne in mind that Part I of the TRIPS Agreement (Gen_era] Provisions and
Basic Principles), described at the beginning of this paper, applies also to industrial designs.
and, in particular, that the provisions. of the Paris Convention concerning industrial designs
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must be comphed with by Members of WTO (see Article 2, paragraph 1 ofthe TR!PS
‘Agreement). Apart from provisions of the Paris Convennon applying to all kinds of industrial- _

property (such as national treatment (Articles 2 and 3) and grace period for the payment of
fees (Article Sbis(1))): and which consequently apply to industrial designs, the Paris Convention
also contains provisions expressly dealing with industrial designs, parttcularly on the obligation
to protect industrial designs (Article Squmqmes), on the right of priority (Article 4), on failure
to work an industrial design (Article 5B), on the importation of articles constxtutmg or
containing an industrial design (Article 5B), on the indication upon the goods enjoying
industrial design. protecuon of the fact that an industrial de51gn has been deposited

(Article 5D), on temporary protection at certain international exhibitions (Arucle 11) a.ud on -

estabhshment of a special industrial property serwce (An:mle 12)

105. Article 25, entitled “Requirements for Protection,” deals with the following matters.

106, Obligation. of Protecﬂon The TRIPS Agreement (paragraph 1), like the Paris
Convention (Article Squmqwes), requlres the protection of mdustnai des:gns

107. Condrtrons of Protection, Accordmg to the TRIPS Agreement, an industrial deslgn '
which is “independently created” and “new or original” must be protected (paragraph 1). The

‘TRIPS Agreement also states that a design need not be regarded as new or original if it does

not “significantly differ from known designs or combinations of known design features” (idid,).
It also allows denial of protection where the design is “dictated essentially by technical or

functional considerations” (tbui) The Paris Conventlon has no provisions to these eﬂ'ects

108. Textile Desrgns The TRIPS Agreement conta.ms spec:al provisions on textile des:gns
(paragraph 2). It requires Members to “ensure that requirements for securing protection for
textile designs, in partlcular in regard to any cost, examination or pubhcanon, donot

. ‘utireasonably i 1mpa1r the opportunity to seek and obtain such protection.” The Paris:

Convention contains no correspondmg provnsxons The TRIPS Agreement also provides that
the said obligation concerning the protection of textile designs can be met by Members - -
“through industrial design law or through copynght law” (ibid.). Tt would seem that, ifa
Member provides for protection through copynght the requirements concerning cost,
examination or publication simply disappear since the Berne Convention disallows any
formality (and the costs caused by formalities), whereas the other provisions of the TRIPS
Agreement concermng des:gns and the i mcorporanon by reference, into the TRIPS Agreement,
of the provisions of the Paris Convention concerning industrial designs become inapplicable

“and are replaced by what is prowded for in the TRIPS Agreement concerning copyright, -

including the incorporation by reference, into the TRIPS Agreement, of the substantive

'prows;ons :of the Berne. Conventlon (except the latter 5 Arncle 6b:s)

109 Artu:le 26, entltled “Protectnon,” deals with the foliowmg matters.

110. Rzghrs The TRIPS Agreement speciﬁes the nghts in an industrial design (paragraph 1)
and the possible excepnons to such rights (paragraph 2). The Paris Convention does not
contain comparable provisions, but it provndes that protection of an industrial design cannot be
lost by reason of failure to work (the industrial design in the territory of the State in which it is

.protected) or by reason of the importation (into the territory of such a State) of articles

corresponding to those which are- prqt_acted_(_m that S_tat__e) (see Arqcle SB). These_prowﬂons
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of the Pans Convennon also bind Members of WTO which aré not party to the Paris
Convention; this follows from Artlcle 2 paragraph 1 of the TRIPS Agreement o

11 l Term of Pratecﬂon The TRIPS Agreement provides that the dumtton of protectmn
available for an industrial design is at least ten years (paragraph 3). The Paris Convention .
contains no provision on the duranon of the protection, but those States party to the Paris ..
Convention which are also party to the 1960 Act of the Hague Agreement Concerning the -
International Deposit of Industrial Designs must make protection for internationally deposited
and renewed industrial designs available for at least ten years (Article 11{1)a)(1960)), while
those States party to the Paris Convention wluch are also party to the 1934 Act of the Hague
Agreement must provide for a duration of- protection of 15 years from the date of deposrt at
the International Bureau (Am::le 7)

Part I1, Section 5, of the TRIPS Ag_reement, entrt!ed
o “PATENTS” S

112, This Section consrsts of e:ght Am::les (Artmies 27to 34)

113, Iti rs to be borne in mmd that Part1 of the TRIPS Agreement (General Provrsrons and
Basic Prmmples) described at the beginning of this paper, applies also to patents and, in -
particular, that the provisions of the Paris Convention concerning patents must be complied -
with by Members of WTO (see Article 2, paragraph 1 of the TRIPS Agreement). Apart from
provisions of the Paris Convention applymg to all kinds of industrial property (such as national .
treatment (Articles 2 and 3) and grace period for the payment of fees (Article 5bis(1))) and ;;-J
which consequently apply to patents, the Paris Convention also contains provisions expressly
dealing with patents, particularly on the right of priority (Articles 4A,B,C,D, Fand H), on -
the division of a patent application (Article 4G), on the independence of a patent application
filed or of 2 patent obtained in a- country from the patent applications filed or patents obtained
for the same invention in other countries (Article 4bis), on the right of the inventor to be
mentioned as the inventor in the patent granted for his invention (Article 4ter), on the .
independence of patent grants and renewals from any restriction o the sale of the paiented
product or process (Article 4quater), on the independence of 2 patenit in a country in which it
has been granted from any importation into that country of articles manufactured in another
country (Article SA(1)), on the possibilities and conditions of grantmg compulsory licenses and
forfeiture (Article. SA(2) to (4)), on the indication upon the goods. enjoying patent protection
of the fact that a patent has been granted (Article 5D), on the presence of patented-devices -
forrmng part of vessels, aircraft or land vehicles (Article 5fer), on the importation of products
. manufactured by a process patented in the importing country (Article Squater), on temporary
protection at certain international extiibitions (Article 11) and on establishment of a special-
industrial property service (Arncle 12)

114. Article 27, entitled “Patentable Sub]ect Matter,” deals thh the followmg matters.

115. Inventions for Wh:ch Patems Must Be Available. Accordmg to the TR]PS Agreernent
and subject to certain exceptlons or conditions, patents must be available for “any inventions,
whether products or processes, in all fields of technology, provided that they are new, involve
an inventive step and are capable of industrial application,” and patents must be available (and
patent rights must be enjoyable) “wrthout dlscnmrmtlon as to the place of invention, the field

O
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of technology and whether products are tmported or locally produced” (paragraph 1). These
prowsxons have no correspondmg promsmns in the Pans Conventton

116: Invenhans Whtch May Be Excluded From Patemabzhgr Accordmg to the 'I'R.IPS
Agreement, “Members may exclude from patentabxhty inventions, the prevention within their
territory of the commercial exploitation of which is necessary to protect ordre publtc or -
morality, inchiding to protect human, animal or plant Iife or health or to avoid serious prejudice
to the environment; provided that such exchision is not made merely because the exploitation is

prohibited by their law™ (paragraph 2). According to another provision of the sime Arttcle
“Members may also exclude from patentability (a) diagnostic, therapeutic and surgtea.l

methods for the treatment of humans or animals; (b) plants and animals other than micro: -
organisms, and essentially biological processes for the production of plants or ammals other

. than non—blologtcal and rmcrobtologlcal processes (pa.ragraph 3)

117. The Pans Conventton has no prowsnon corresponding to the above quoted TRIPS
provisions and needs none: since it does not stipulate for which i inventions patents must be
granted, it need not stxpu]ate the inventions for whtch patents do’ not have to be granted

118. Itisto be noted that the TRIPS Agreement allows any developmg country Member to

delay the application of the provisions of the TRIPS Agreement concerning patents for
products (not for processes) if the subject matter of the invention falls in an area of technology
not patentable according to that Member's laws when the TRIPS Agreement comes into effect
in that Member. An example of such an area of technology is pharmaceutical technology.
Such a delay may be five years, added to the four-year general delay granted to developing -
countries and the one-year delay granted to all Members, for a total of ten'years. A -
least-developed country is entitled to a general transitional period of 11 years (the additional
five year delay for product patents does not apply), which the Council for TRIPS will extend
upon duly motivated request. Naturally, any interested country is entitled not to make use of
these delays. - For the statements made in this paragraph, see Articles 65 and 66 of the TRIPS

' Agreement

119. It is to be further noted that the TRIPS Agreemem provxdes in respect of
pharmaceutical and agricultural chemical products, important: quahﬁcanons of,. and derogatxons
to, what is said in the preceding paragraph (see Article 70 (entitled “Protection of Extstmg
Subject Matter”) paragraphs 8 and 9)

120. In particular, any Member that does not make avatlable as of the date of entry into force

of the WTO Agreement (that is, January 1, 1995) patent protection for pharmaceutical and

agricultural chemical products as provided for in Article 27 of the TRIPS Agreement, must do

the following; “it thust accept the filing, with its national patent office, ofapphcatlons for
patents for such products, and it must do so from January 1, 1995, even if it is a country which

may delay (as indicated above) the application of the (other prows:ons of the) TRIPS:

“ Agreement for a certain number of years (as indicated above); ‘once the TRIPS Agreement

becomes: apphcable in the Member (that is, wheré a country could and did benefit from a delay
of a certain number of years, then from the expiration of that delay and, in particular, from the
expifation of the additional five year delay for product patents mentioned above, if any), it

‘must take a decision in respect of the application (i.e., either reject it or grant a patent) but, in -

doing so, it must apply (retroactively) the criteria of paten_tabthty as laid down in the TRIPS - -
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Agreement 1f 1ts decrsnon isto grant a patent, that patent wﬂl be avatlable “for the remamder
of the patent term” (see Article 70, paragraph 8). This term is at least 20 years from the filing
of the application (see Article 33), and the “remainder” of it will be the period which starts-on
the day the patent is granted and ends on the day the said (at least) 20 years expire. However,
“an exclusive marketing right” must be granted by the Member to the invention which is the
subject matter of the said application if, after January 1, 1995, in another Member—for the
same product—a patent application has been filed, a patent has been granted and marketing
approval has been obtained. Such a marketing right in the Member will be in force from the
date of the obtention of the marketing approval in the Member itself and will end when the -
Member has rejected or granted the patent application filed in the Member, except that when -
the rejection or grant happens later than five years after obta.uung marketing approval in the
Member, then the marketmg right in the Member will expire five years after the marketmg '
approval was gwen in the. Member (see Arncle 70, paragraph 9) :

121. Plam Var.renes The TRIPS Agreement provldes that ‘Members shall prowde for the N
protectton of plant varieties either by patents or by an effective sui generis system or. by any .
combination thereof” (Article 27, paragraph 3(b)). The Paris Convention contains no
provisions conceming plant varieties. The International Convention for the Protection of New
Plant Varieties (1961, revised in 1972, 1978 and 1991, commonly catled “the UPOV
Convention”) provides for-a sui generis system, and the laws of any State wishing to be paxty
to the UPOV Convention must be-found, by the Council of UPOV to conform with the - -
provlsrons of the Conventlon (Article 34(3)). ‘ . N

122 Art:cle 28 enntled “Rxghts Conferred deals w:th the foIlomng matters

12_3. __Exclus:ve Rxghrs. Thls Arhcle enumerates _the exclusrve rights that a p_atent confe'r:s. on .
its owner. (paragraph 1). The Paris Convention contains no corresponding provision, but the,
. national laws of the States members of that Convention generally protect the same rights.

124. Change in Ownership; Licensing. The TRIPS Agreement provides that patent owners’
“have the right to assign, or transfer by succession, the patent and to conclude hcensmg '
contracts” (paragraph 2). The Paris Convention contains no corresponding provision, but -
these rights are generally recogmzed in the States members of that Convention.

125. Article 29, entitled “Condmons on Patent Apphcants, deals w1th the followmg
matters. - : RE

126. Disclosure.. 'I'he TRIPS Agreement prowdes that “Members sha.ll requtre that an .
apphcant for a patent shall disclose the invention in a manner sufficiently clear and complete
for the invention to be carried out by a person skilled in the art and may require the applicant -
to indicate the best mode for carrying out the invention known to the inventor at the filing date
or, where priority is claimed, at the priority date of the apphcat:ou (paragraph 1) Forall |
practical purposes, the same result is accomphshed by the correspondmg provisioninthe .
Patent Cooperation Treaty (1970), hereinafter referred to as the PCT (a WIPO- administered

- treaty concluded 24 years-earlier than the TRIPS Agreement to which 81 of the States party to
the Paris Convention belonged on July 31, 1995) (Amele 5; Rule 5. l(a)(v)) The. Pans _
Convention has no. compondmg provision. . '
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127. Correspondmg Foreign Apphcatwns and Grants. -'I'he 'I'RIPS Agreéement provides that
“Members may require an applicant for a patent to provide information concerning the
applicant’s corresponding foreign applications, and grants” (paragraph 2). The Paris -~
Convention allows countries party to that Convention to “require any person making a
declaration of priority [that is, the appheant] to produce a copy of the application (description,
drawmgs, etc.) previously filed” (Article 4D(3)). The main differences between the two
provisions are that the Paris Convention speaks about “a copy” of the priority application,
whereas the TRIPS Agreement speaks about “mformauo concerning any corresponding .
foretgn apphcanon and patem‘

128. Article 30, entitled “Exceptlons to Rxghts Conferred,” reads as follows “Members .
may provide limited exceptions to the exclusive rights conferred by a patent, provided that
such exceptions do not unreasonably conflict with a normal exploitation of the patent and do
not unreasonably prejudice the legmmate interests of the patent owner, taking account of the
legitimate interests of third parttes ‘The Paris Convention has no corresponding provisions
and needs none: since it does not oonta.m prov:s:ons on excluswe nghts it need not stipulate
exceptxons ﬁom such nghts :

129, Artlcle 31i is ‘entitled “Other Use W:thout Authortzatlon of the nght Holder

Both the TRIPS Agreement (inits Article 31) and the Paris Convention {in its Article SA(2)
and (4)) contain detailed and reIatwer long provisions on the possibility of government
authorities granting (in the casé of the TRIPS Agreement, subject to the possibility of judicial
review) licenses to use a patented invention without the authorization of the owner of the
patent. These licenses are called “compulsory” in the Paris Convention. Some of the
provisions of the two treaties are similar but others deal with different questions. Since the
TRIPS Agreement prowdes that Members must comply with Articles 1 through 12 of the Paris
Convention--and Article 5A (2} and (4) deahng with compulsory licenses is among them—the
safest course séems to be to incorporate in the national laws the conditions of both treaties and
to follow in respect of each case of a compulsory hcense the relevant prov:s:ons of both
treaties. S

130. Article 32, entitled “Revo'eat'ioanorfelture, reads as follows: ““An. opportonit'y for
judicial review of any decision to revoke or forfeit a patent shail be ava:lable There is no
corresponding provision in the Paris Convention. ; SR

131, Article 33, entitled “Term of Protection,” reads as follows: “The term of protection
available shall not end before the explratton of a period of twenty years counted from the ﬁlmg
date.” There is no correspondmg provision in the Paris Conventlon -

132 Art:ele 34, entitled “Process Patents: Burden of Proof,” deais w:th the burden of
proof'in civil proceedings in respect ‘of the alleged infringement of the patent rights concerning
a patent which is for a prooess for obtaining a product (“process patent "). There is no

: correspondmg prows:on in the Pans Conventlon ' ' .

Part o, Section 6, of the TRIPS Agreement, entltled L
“LAYOUT-DESIGNS (TOPOGRAPHIES) OF IINTTEGRATED CIRCU'IT S”

133 This Section consists of four Articles (Axucles 3510 38).

A

“NEZRV
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134. Ltisto be bome in mmd that Part 1 of the 'I'RIPS Agreement (General memons and
Basic Principles), described at the beginning of this paper, apphes also to. layout-demgns T
_ (topographies) of mtegrated circuits. - _

135. The Paris Convennon does not contam prowmons speclﬁcally dealmg w1th layout- '
designs (topographies) of integrated circuits. . _

136. Article 35, entitled “Relation to the IPIC 'TI'reaty, partly mcorporates the IPIC 'I'reaty
mtc the TRIPS Agreement . oo

137. “IPIC Treaty’ stands for “Treaty on Intellectual Propeny in, Respect of Integrated
Circuits.” The IPIC Treaty was adopted by a Diplomatic Conference organized. by WIPO in
' Washmgton in1989. The Treaty has not yet entered into force as of July31,1995.

138. Inco:poranon, by Reference, of Parrs of the IPIC T reary The A:tlcle in quesnon of the
TRIPS Agreement provides that “Members agree to provide protection to the layout-designs
(topographies) of integrated circuits (referred to in this [the TRIPS). Agreement as “layout-
designs”™) in accordance with Articles 2 through 7 (other than paragraph 3 of Article 6), -
Article 12 and paragraph 3 of Article 16 of the Treaty on Intellecmal Property in Respect of
Integrated Circuits and, in addition, to comply with the follomng provisions [that i,

Amcles 36 37 and 38 of the TRIPS Agreement].”.

139. The provisions of the IPIC Treaty whlch Members of WTO have to apply deal with the
following matters: definitions, including the definitions of the eoncepts of “integrated circuits”
and “layout-design (topography)” (Article 2), the obhgatlon 1o protect layout—desxgns -
(topographies) of integrated circuits (Article 3), the legal form of the protection (su! genens or
_ industrial property or copyright) (Article 4), national treatment (Article 5), acts requiring, and
acts not requiring, the authorization of the holder of the right (Article 6(1) and (2)), saleand
distribution of infringing integrated circuits acquired mnocently (Article 6(4)), exhaustion of
rights (Article 6(5)), faculty to require exploitation and/or registration (Article 7), the
safeguard of the obligations that- Contractmg Parties may have under the Paris and/or Beme B
Conventions (Amcle 12), and non-retroacnwty (Article 16(3)).

140. Excluszan of Parts of the IPIC Treaty. The substantive pro\nsxons of the IPIC Treaty
which are excluded from the TRIPS Agreement are the provisions concerning compulsory
licenses {Article 6(3)) and the.duration of the protection (Amale 8) The iatter reads as
follows: “Protect:on shall last at lea.st eight years.” .

141. Article 36 emt:tled “Scope oi' the Protectmn, resembles very much Artlcle 6(1)(a)(u)
of the IPIC Treaty, except that Article 36 of the TRIPS Agreement also extends protectmn o
articles incorporating an integrated circuit which, in turn, incorporates a protected
layout-design. The title of Article 6 of the IPIC Treaty is “The Scope of Protection,” and the
title of paragraph (1) of that Article is “Acts Requiring the Authorization of the Holder of the

- Right.” Those acts, in both treaties, are reproduction (incorporated by reference into the
TRIPS Agreemem) unportmg, sellmg and otherwise dlsmbutmg for commercml purposes.




WO/INF/ 127
page 28

142, .Article 37 is entitled “Acts Not Requmng the Authorization of the nght Holder
Paragraph 1 resembles Article 6(4) of the IPIC Treaty, except that Article 37 of the TRIPS
Agreement also refers to articles.incorporating an integrated circuit which in turn incorporates
a protected layout-design, and provides, in the case of mﬁmgmg layout-designs acqmred
innocently, that stock on hand or ordered before sufficient notice of infringement was given
may be unported, sold or dtstnbuted upon payment of a reasonable royaity to the right holder.

143. Pamgraph 2 of Arncle 37 deals with. the questlon of compulsory licerises, a quest:on .
dealt with in the IPIC Treaty in a provision (Amele 6(3)) not incorporated into the TRIPS
Agreement, as mentioned above. The question is d:ﬂ‘erently regulated in the two treaties, the
" main difference bemg that the TRIPS Agreement, as far as layout-designs (topographies) of
integrated circuits are concerned, allows compulsory licenses only for public non-commercial
use or to remedy an anti-competitive practice, subject to. detailed procedural requirements (see
Article 37, paragraph 2, which incorporates, mutatis mutandis, Article 31, dealing with
compulsory licenses in the case of patents), while the IPIC treaty would, if it entered into
force, allow compulsory licenses (subject to less detailed procedural requxrements) where
“necessary to safeguard a national purpose deemed to be vital by the granting
asuthority”(Article 6(3)(a)) or “in order to secure free competmon and to prevent abuses by the
holder of the nght” (Article 6(3 )(b)) . : . N

144, Artmle 38, entitled “Term of Protectlon repiaces the e:ght-yea.r minimur term. under
Article 8 of the IPIC Treaty with a.10-year minimum term. There are detailed rules on the
starting point of those 10 years. The TRIPS Agreement also provides that, in any case, “a
Member may provide that pro:ectlon shaﬂ !apse 15 years aﬁer the creation of the layout-

design” (paragraph 3). .

 PartIL Section”, of"'the mIPS"Ag'reement, entitled
“PROTECTION OF UNDISCLOSED INFORMATION”

145. Th:s Sectlon consmts of One Amcle (Artlcle 39)

146 It is:to be borne in mmd that Pa.rt Iof the TRIPS Agmement (General Provxsnons ar_lq L
Basic Principles), desctibed in the beginning of this paper, appl:es also to “undlsclosed
information” (term used in the txtle of the Secnon) : .

247 The Paris Convention does not contain prov:s;ons expressly dea.hng w:th protectmn of
undisclosed information, but Article 10bis on unfair competition requires protection against
any act of competition contraxy to honest practices in mdustr:a.l or commerc:al matters.

148. Reference to the Paris Convent.'on “The TRIPS Agreement lmks the protection of
undisclosed information to the Paris Convention, treating such protection as a special case of
protection against unfair competition. This is expressed in the following way in the TRIPS .
Agreement: “In the course of ensuring effective protection against unfair competitionas
provided in Article 10bis of the Paris Convention (1967), Members shall protect undisclosed
information in accordance with paragraph 2 and data submitted to governments or '

govemmentai agencies in- aceordanee with paragraph 3” (paragraph 1).
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149, Protected Subject Matter. The protected subject matter is mf‘ormatron lawﬁ,llly within -
the control of a natural or legal person that is secret, that has commercial value because it is -
secret and that has been subject to reasonable steps under the- circumstances, by the.person
lawfully in control of the information, to keep it secret (paragraph 2). Such information is -
sometimes called a “trade secret,” but this expression is niot used in the TRIPS Agreement
“Secret” is defined as “secret in the sense that it [the information] is not, as a body or in the
precise conﬁgurat:on and assembly of its components, generally known among or readily
accessible to persons within the ctreles that normally deaI thh the kmd of mformatton in

'questlon (paragraph 2(a))

150. Protection. The protection consists of oﬂ"enng to natural and legal persons “the :
possibility of preventing information lawfully within their control from being disclosed to, -
acquired by, or used by others without their consent in a manner contrary to honest -
commercial practices so long as such mformanon corresponds to the criteria tndlcated above

(paragraph 2).

151. Exampies of disclosing “m a manner contrary to honest cornmerc:ai practrces are gwen

in footnote 10 to paragraph 2 (breach of contract; breach of oouﬁdenoe, inducement to

breach; acquisition of undisclosed information by third parties who knew, or were grossly

negligent in failing to know, that practices contrary to honest commercial practnces were

involved in the acquisition). Paragraph 3 containg spec1ﬁc provisions concerning the o

protecnon of test data relatmg to pharmaceutteal and agnculturai chenneal products - i

" Part I, Section 8 of the 'I'RIPS Agreement, entltled
“CONTROL OF AN'I'I-COMPETITIVE PRACTICES lN
CON’I’RACTUAL LICENSES”

152. This Section consists of one Amcle (Artlcle 40) whose ﬁrst paragraph reads as follows:
“Members agree that some licensing practices or conditions pertaining to intellectual property
rights which restrain competition may have adverse effects on trade and may impede the
transfer and dissemination of technology The provisions of this Article authorize Members
to legislate and take other measures against abuses of intellectual property rights (see '
paragraph 2), and provide for- obhgatory consultations between Members, upon request of"
either, where a national of one Member is accused of engaging in antl-oompetrtrve practicesin
the Junsdlctron of the other Member (see paragraphs Jand 4)

153, There are no correspondmg prowsnons on thls matter in the Pans Conventton

_ . Part I of the TRIPS Agreement, entitled
“ENFORCEMENT OF INTELLECTUAL PROPERTY RIGHTS” c i

154. This Part of the ‘I'RIPS Agreemem consists’ of ﬁve Sect]ons (Genera.l Obhgauons le
and Administrative Procedures and Remedies, Provisional Measures, Special Requirements
Related to Border Measures, Criniinal Procedures) and 21 Articles (Articles 41 to 61) They
regulate in great detail the obltgatmns of Members in the ﬁeld of the enforcement of :

_ _mtellecmal property nghts L
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155. The cotrespondmg prov:s:ons of the Beme Convention (Articles 15 and 16) and of the
Paris Convention (Articles 9, 10 and IOIer) are much less detailed. There seems to be no
conflict between the enforcement provisions of the TRIPS Agreement and those of the Berne
and Pans Conventtons, and the former also cover the latter. .

' 156 Few presently ex:stmg nattonal laws seem to incorporate all the details requtred by this -

Part of the TRIPS Agreement, so that many. Members of WTO wﬂI have to complete thetr
rules concemtng enforcement : _

l’art IV of the TRIPS Agreement, entitled

“ACQUISITION AND MAINTENANCE OF INTELLECTUAL PROPERTY RIGHTS

.AND RELATED INT, ER-PARTES PROCEDURES” o

157. Thts Part of the 'I'RIPS Agreement cons:sts of one Article (Article 62). Bneﬂy stated, 1t'

establishes pnnctples that should ensure that formalities and procedures concerning the

acquisition and maintenance of intellectual property rights existing in a Member are reasonable

and that final administrative decisions in a Member are generally subject to review: by a Judtcml
or quasx-judtctal authority.

158. Among the WIPO-adnnmstered treaties, it is pameula.rly the PCT the Trademark Law

Treaty, the Madrid Agreement and the Hague Agreement that deal with formalities of
acquiring and maintaining patents marks and industrial des:gns respectwely The prmns:ons
of those treaties are much more detailed than those of the TRIPS Agreemient, the latter
concentraung on. pnnciples rather.than the xmplementatton of those prmctples

159, There seems to be no conﬂlct between the prmctples of the TRIPS Agreement and the
provisions of the WIPO-administered treaties in respect of the acquisition and maintenance of
intellectual property rights, and the latter complete the former. However, the national laws of
many Members of WTO will have to be amended so that they comnply with the said principles
of the TRIPS Agreement, - This is parucularly true for States that are not yet party to the

above-menttoned WIPO admtmstered treaties. _

o Part v of the TRIPS Agreement, entttled
“DISPUTE PREVENTION AND SE'ITLEMEN']['”

160. Thts Part of the TRIPS Agreement eonsxsts of two Articles (Articles 63 and 64)

161 Arttcle 63, entttled “Transpareney, eonsnsts of four paragraphs

162. Pub!:carwn of Laws, etc. Paragraph 1 obhges the Members to pubhsh (or where -
publication is not practicable, make publicly available) their laws, regulations, final judicial

decisions, administrative rulings of a general application, and bllateral agreements between
Members, perta.tmng to the subject matter of the TRIPS Agreement. There are no

_corresponding provisions in the Paris and Berne Conventions, but most, if not all States
proceed, and have traditionally proceeded, with such pubhca_tt_oas_ 7
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163 Nonﬁcanon of Laws and Regulatrons ete. Paragraph 2 first sentence, provides that
“Members shall notify the laws and regulations referred to in paragraph 1 to the Council for
TRIPS in order to assist that Council in its rewew of the operanon of the Agreement '

164. The Berne Convention provides that “Each Country of the [Berne] Union shall promptly
communicate to the Internationa! Bureau all new laws and official texts concermng the :
protection of copyright” (Arncle 24(2)), the Paris Convention provxdes the same in respect of
laws and official texts concerning the protection of industrial property (see Article 15(2)).
Thus, States that are party to both the TRIPS Agreement and the Paris and/or Bemne

LConventions would have to cornmunicate certain texts to both WTO and WIPO The TRIPS

Agreement is aware of such potential duplication and envisages-a solution'to it in the second

sentence of the paragraph under consideration (i.e., paragraph 2) which reads as follows: “The
‘Council [for TRIPS] shall attempt to minimize the burden on Members in carrying out this

obligation and may decide to waive the obligation | to, notlfy such laws and regtﬂauons drrectly
to the Council [for TRIPS] if consultations with WIPQ on the establishment of a common
reg:ster containing these laws and regu]atxens are successful " At the time of wntmg this paper
(July 1995), such consultations have started.”

165. The Beme and the Paris Conventlons also provide that the Intemanonal Bureau shall

assemble and pubhsh information concerning the protection of copyright and industrial -

property, respecuvely (see the first sentences of Arncle 24{2) of the Beme Convenﬂon and

Article 15(2) of the Pans Conventlon) ST o : : \_,)

166. Whereas the duty of assemblmg, by the Couneil for TRIPS, the laws and regulatxons
nonﬁed to it seems to be implicit in the TRIPS Agreement (otherwise it could not carry out its
duty to review the operations of the TRIPS Agreement), the TRIPS Agreement does not
provide for the publication by the Council for TRIPS of any mformauon coneermng the
protecnon of copyright and mdustnal property _

167. Notification of State. Emblems etc. Article 6ter of the. Pans Convention prowdes for the
possibility of States party to that Convention to communicate to the International Bureau their
State emblems and official signs and hallmarks indicating control and warranty. The
communication of such emblems, etc., is intended for the protection of the emblems, etc.,
against use in marks or use in trade. Thls isa desenptlon which on]y gwes the essence of

Article 6ter

168. The third sentence of Article 63, paragraph 2 of the 'I'R.IPS Agreemem reads as follows
“The Council {for TRIPS] shall also censrder in this connection [i.e., in connection with the :
consultations with WIPQ] any action requxred regarding nonﬁcatmns pursuant to the
obligations under this Agreement stemming from the provisions of Article 6ter of the Paris
Convention (1967)." At the time of writing this paper (July 1995), the Council for TRIPS, as$
far as known to the Mematxonal Bureau, has not yet compieted xts consxderatnon of‘ tl-us =

: matter

169.  Further details. Paragraphs 3 and 4 centmn certain detarls and quahﬁcanons to the
obllgatlons of Members provided for in pamgraphs land2.




e

WO/INF/127
page32

170. Article 64 is entitled “Dispute Settlement.” Since it is expected that the September

1995 sessions of the WIPO Governing Bodies will make decisions eoncermng WIPO’s plans to
elaborate a WIPO system for the settlement of disputes between states in the field of '
intellectual property and since such decisions may yield new insights in the possible relations
between that (for the moment merely planned) system, the WTO gystem of dispute settlement
and the dispute seftlement system of the International Court of Justice, whose jurisdiction is
stipulated in the Berne Convention (Article 33) and the Paris Convention (Article 28), this
matter will be dealt with in any subsequent version of the present paper.

. Part VIof the. TRWS Agreement, e:mtled s
“TRANSI'I'IONAL ARRANGEMENTS”

171 This. Part of the TR!I’S Agreement consrsts of three Artrcles (Am::les 65 to 67)

172 Articles 65 and 66, entitled “Transitional Arrangements” and “Least-Deve!oped '
Country Members,” determine the dates by which Members are obliged to apply the o
prowsrons of the TRIPS Agreement. Expressed in a somewhat simplified and drﬁ‘erent way
than in the TRIPS Agreement itself, the result seems to be the followmg . ‘__

(i) Any least-developed country Member may delay the apphcatmn of the
TRIPS Agreement—except the provisions concerning national treatment and most-fivored-
nation-treatment—until January 1, 2006; it may, however, apply for extensrons of that deadline
by the Council for TRIPS (Atticle 66, paragraph 1). _

(u) Any developing country Member (other than a least-developed country
Member) may delay the application of the TRIPS Agreement—except the provisions
concerning national treatment and most-favored-nation-treatment--until January 1, 2000
(Article 65, paragraph 2), plus an additional five years (until January 1, 2005) for product

-patent protection in certain cases (Article 65, paragraph 4)

(m) Any eountry Member (other than a Ieast-developed or a developing country) o
“which is in the process of transformation from a centrally-planned into a market,
free-enterprise economy and which is undertaking structural reform of its ifttellectual propeny
system and facing special problems in the preparation and implementation of inteflectual
property laws and regulatrons may delay the application of the TRIPS Agreement--eéxcept t the
provisions concerning national treatment and most-favored-nauon treatment--until -
January 1,.2000 (Article 65 paragraph 3). ' .

(w) Any Member not falhng into any of’ the three categorres described in (:), (i) '
and (iii), above, may delay the apphcanon of the TRIPS A.greement until January 1, 1996

- {Article 65, paragraph D.

, (v) Any Member failmg into any of the four eategones described above (that rs, '
any WTO Member) is obliged to apply the provisions of the TRIPS Agreement concerning’ _
national treatment and mnst-favored-nntlon treatment as from January L 1996

173 'Any Member taking advantage of the tmnsmena.l periods descn‘bed above must “ ensure
that any changes in its laws, regulations and practice made during that period do not result in a
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lesser degree of conslstency wrth the provisions of thrs [the ‘TRIPS] Agreement (Arncle 65
paragraph 5); tlns is referred to as the standsull or “no-rollback” provmon ) B _-

174. Article 67, entitled “Teehmcal preratmn,” establishes the. oblrganon of developed
country Members to provide, on request and on mutually agreed terms and conditions,
technical and financial cooperation in favor of developing and least-developed country
Members in order to facilitate the mrplementanon of the 'I‘RIPS Agreement by the latter .
countries.

175. As far as least-developed countnes are eoncemed, Arncle 66 paragraph 2 of the TRIPS
Agreement also obliges developed country Members to “provide incentives to enterprises and
institutions in their territories for the purpose of promoting and encouragmg technology
transfer to least-developed eountry Members in order 1o enable them to create a sound and
viable technologlcal base .

176 Itisto be noted that WIPO has always hed, and will continue to have, a permanent -
program on development cooperation for developmg countries, including the least developed
countries (LDCs). Under that program, WIPO is at the disposal of any such country, which so
desires, for advice on legrslatlon and for assrstanee in rnstmmon burldmg and development of
human resources

' Part v of the TRIPS Agreement, enntled e
“INSTITUTIONAL ARRANGEMENTS, FINAL PROVISIONS™ : J

177. This Part of the 'I'RIPS Agreement consrsts of s:x Ameles (Artlcles 68 to ‘73)

178. Article 68 entitled “Council for Trade-Related Aspects of Intellectual Property :
Rights,” specifies the tasks of the Council for TRIPS and states that “In consultation with -
WIPO, the Council shall seek to establish, within one year of its first meeting [which took
place on March 9, 1995], appropriate arrangements for cooperation with bodies of that
Organization.” At the time of writing this paper (July 1995), informal consultations have
started between the Clwrman of the Councll for 'I'RPS and the Du'ector General of WIPO

179, Aruele 69, entitled “Internetlonal Cooperatlon,” Art:ele 70, entitled “Protectmn of
Emtmg Subject Matter,” Article 71, entitled “Review and Amendment,” Article 72, - _
entitled “Reservations,” and Article 73, entitled “Security Exceptions,” are reserved for
any subsequent version of this paper. However, it should be noted that, in the present paper’s -
chapter dea.lmg with patents, reference is made to those provisions of Article 70 that concern
patent protection for pharrnaeeutlcal and agncu.ltl.lral chemical products (Amele 70, '
paragraphs 8 and 9). Other paragraphs of that Article deal with obligations in respect of,

inter alia, effectiveness of the Agreement concerning subject matter existing on the date of
apphcatxon of the Agreement in a Member (paragraph 2), lack of obligation to restore -
protection for subject matter in the public domain (paragraph- 3), limitation of remedies with
respect to acts which become infringing as a result of the' Agreement (paragraph 4), exceptlons '
‘to certain obligations in specified cases (paragraphs 5 and 6) and amendment of apphcanons to
-clalm enhanced protecuon under the Agreement (paragraph 7) ,

IEndofdommem] e N




