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8.. Improvements in the PCT since the early

years. Anyone who sees the PCT in the way just
described has in fact failed to notice that time has
gone on and that the PCT is not what it was in its
early vears. Since then, the PCT has become
simpler and much more practical for the user.

" Most-of the traps that could have been fatal to the
applicant, without the possxblllty of correctlon, 7

have now disappeared.

9. For example, where important formalities
have not been complied with, or fees have not

been paid in time or have been underpaid, the

PCT applicant now recéives an invitation to make

good:any omissions. Objections as to form are
only made where necessary to ensure that the
documents are suitable for the purposes of uni-
form mtemat:onal pubhcatlon '

10. L;kew1se, the completion of the PCT “re-
quest” Form has become much simpler; very clear
explanations on how to fill it in can be found in
the notes to the Form and in the PCT Applicant’s
Guide. An up-to-date version of the request Form
can be obtained free of cost from the receiving
Office. - The looseleaf edition of the PCT
Applicant's Guide, which is regularly updated and
includes a sample filled-in request Form can be

- ‘obtained from WIPO

11. Most patent experts are familiar w:th the de-
tails of patent systems internationally. With this
basis, the additional effort required to become fa-

* miliar with the PCT is not excessive. Using the

PCT is like playing a musical instrument: one
must first master the fundamentals, if the result is
to be at ail acceptable, and that is possible only
by practising now and again. " Unfounded preju-
dice and an unwillingness to change ‘old habits
and learn new procedures are shown by experi-
énce to be the main reasons for not using the

“PCT. Patent experts who regularly use the PCT
‘would testify that regular filing of PCT appllca-

tionsis worthwhﬂe and not d1ff’ cult

12, Tradltlonal route vs. PCT procedure. The
traditional procedure, that is to say the filing of a
number of separate foreign applications within the
priority year, has the drawback that the consider-
able costs: of translations, attorneys and official
national fees are incurred at the time of fi iling of

the applications abroad, and then one ‘must sim-’
ply await the result of the examination or of the -
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grant procedure. There is practically no incentive
for rethinking the need for protection during that
period. A review of the need for protection in
specific countries does not usually take place un-
til a number of years have elapsed — for ex-
ample, when deciding whether to save on renewal
fees.

13. Unde_r_:the_ 'PCT prd_cedure,_ the applicant_ﬁrst

draws up a description and claims in the way he

would for an application intended for foreign fil-
ing. He must state in the description the: best
mode contemplated of carrying out the invention.
This application, together with a PCT request Form
on which the applicant(s) and the inventor(s) are
named, the designated States are indicated and,
Where appropriate, one or more priorities. are

© claimed, is then ﬁ_led with the_reeeiving_Ofﬁce. -

14, While the PCT requ;rements as to fonn and
contents of applications will vary to some extent

from national requirements with which the patent -

expert is familiar, they are binding on all Con-

tracting States, There is no need when using the

PCT route to draft different applications to com-

ply with different natlonal law requlrements asto

form and contents

15. An intemationdl.app!icetion ﬂ]ed'undeif the

PCT will automatically be subjected to.an inter-

ziait_ional search by an International Seanjc_'hing Au-
thority. In the light of the international search

report, the applicant. is in a better position to de- .

cide whether or not it is worth maintaining the
application. Where he does wish to maintain. the
application, there is a further choice whether ‘to
immediately enter the national phase before the

national Offices of the States designated (or re-

gional Offices acting for such States) in the appli-
cation or to first request an international prelimi-
nary. examination. . It is generally advisable to
apply for mtematlonal prellmmary examination.
This must be done prior to the expiration of 19
months from the priority date if entry into the
national phase is to be postponed from 20 months
until 30 months from the priority date.

16. _ The demand for international preliminary ex-
_ammatxon must be filed with the International Pre-

liminary Exammmg Authority which carries out
the international preliminary examination. The

procedure basically corresponds to that used for .
the examination of any patent application, but with
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tion under the PCT; second, the decision, on re-
ceipt of the international séarch report, whether to
pursue the ‘application and for which countnes or
to proceed under Chapter II; and third, on receipt
of the international preliminary examination re-
port, again, whether to withdraw the application
or to continue and enter the national phase, and if
so, for which countries. ' :

24, Need to adapt decision-making procedures
in industry to optimize PCT advantages. In
many corporations, the procedures for taking de-
cisions on whether patent applications are to be
filed or whether patents are to be maintained are
relatively cumbersome. If optimum use is to be
made of the PCT system, it is necessary that a
decision structure be devised that takes into ac-
count the procedural sequence of the PCT.

25. 1t is best to initially designate all Contracting
States which could be of interest, including even
those only taken into the most tentative consider-
ation. This initially involves little or no cost. Des-
ignation fees are not payable until the expiration
of the priority year or, in the case of applications
filed at the end of the priority year, within one
month after filing. If the international application
is filed in the first half of the priority year, the
applicant may expect to receive the international
search report before the priority year has elapsed
and therefore need take a decision to pay the des-
ignation fees only after the state of the art has
been assessed on the basis of that report. Where
there is no reason to withdraw the application, he
should then pay the designation fees,

26. Should there still be uncertainty as to wflich
States are to be designated, use can be mad_e of
the possibility of rounding up the number of des-

ignation fees to be paid to eleven, should that num- -

ber not have already been reached. That course of
action opens the possibility of designating as many
States as desired, since each further designation
above eleven is free. Frequently, seven or eight
States have already been decided on. To obtain
the advantages of the maximum amount, only the
difference amounting to three or four designation
fees has to be paid. For this small supplement,
the PCT applicant obtains an option of designat-

ing more than 80 States without extra fees being

required. Since the number of Contr_aCting'States_
will increase further in the future, the number of

08.01.96

States for whlch this free optlon can be obtalned
Wl" also grow '

27 This option can be very useful, It frequently
occurs that an invention which was not first

thought to be partlcularly significant turns out,

during the two and a half years following the day

of first filing, to be of much greater commercial

value than was first thought. The wish can thus
arise, when the significance of the invention has

become more obvious, to protéct it in additional

countries. Under the traditional procedure it is
generally not possible at this late stage to extend
the protection since, as a rule, the priority period
will already have expired and also the first appii-
cation might already have been published, thus
creating a statutory bar in most countries and ex-

cluding any subsequent addition. However, if the

PCT route has been chosen, together with the
proper designation strategy, an option to pursue
applications in a large number of countries still.
remains open until 30 months from the priority.
date.

28. The PCT applicant and his competitors.
A further strategic advantage that derives from
using the PCT route and the designation of a large
number of States is that, if a conflicting applica-
tion filed by competitors is discovered during the
international phase and that application has ear-
lier priority, then the PCT applicant can often
determine those Contracting States in which the
conflicting application is not pending. If the ap-
plicant knows those States in which the competi-
tor has filed applications, he can pursue the inter-
national application by entering into the national
phase in all designated States in which the com- -
petitor has not sought patent protection. The in-
ternational application could be withdrawn for the
others.

29. PCT cost advantages. An international
application does not usually burden the applicant
with additional costs in the final analysis. The
international fees are generally offset by savings
during the international phase. In particular, there
will be savings due to interest received on un-
spent funds since the major costs for translations,
attorneys and official fees become due 18 months
later than they would otherwise. Additionally,
various Offices offer reduced fees to PCT appli-
cants.
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Strategles (1)

. Early or Iate t”hng in the prlorlty year
* Designation of all States whlch may be of mterest

. Payment of 11 desngnatnon fees — and desrgnatlon _of alt countries of
possible interest - evenifonly 7 or-8 patents desired at th_e__time_ of filing -

« Division of countries into groups according to-type and irnportan'ce of
the invention facilitates decision about designations to be made .

*in mdustry, patent department takes provisional decnsuon on group of
countnes to be des:gnated . _ R .

° Flnal declsion by management or cllent needs to be made only prlor to
-entry into the natlonal phase _ _ :

¢ Filing of a demand for international prellmmary examination in all cases
or only if the mternatlonal search report is poslt:ve :

» 8 or 18 months more time durmg which improved tran_slations can'_'be '
prepared for entry into the national phase

219"
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World Intéllectiial Property Organization

Strategies (2)

. Galn time to
- better identify possible markets

- find partners (licences)
- better evaluate the technical value of the mventlon

. Increased chance for obtammg stronger forelgn patents |

« The final version of the claims i is drafted: when the commerclal value
of the invention is better known ‘ _

« Early entry into the natlonal phase early lssuance of patent |

» Better |nformatnon about posslble confllctmg appllcatlons by
competitors prior to national entry, enab!mg adjustment of filing -
strategy and negotlatmg pos:tlon _

° Internat:ona! publlcatlon mforms thlrd partles about deslgnated States
in whlch protection is sought :

220
11.01.9¢

e World Intellectual Property Organization s .
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Advantages of fllmg national appllcatron flrst
(Tlmelrne A)

1. Deferrmg PCT fi Img costs by. one year

2. Patent term in most countrles beg:ns wnth ﬁlmg date (| e, PCT f'Ilng
: date), thereby endmg term one year | Iater than wrth PCT first filing - .

3. More time to evaluate merits of mventlon before mcurrmg forelgn '
fllmg expenses _ L

4, Reports on search and examination of natlonal appllcatlon may be |
avallable before PCT fllmg . o ;

5. Application can be redrafted before PCT fi Ilng to mclude |
‘|mprovements and dlscovered features and examples

6. Additional countries may become bound by the PCT (or Chapter Il)
before PCT fl!lng _ 4 -

221
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World Intellectual Property Organization

Advantages of fr!mg PCT appllcatlon first
. (Timeline B)

1. Al filings for PCT countries done at one time -

2. International search report received earher (w:thm 9 months from
- thefiling date). i.e.

- before desrgnatlon fees are due -

- before direct Paris Convention filings in non-PCT countﬂes

- leaving option of withdrawing the mternatmnal application before -
the 18-month publlcatlon

3. _Demand can be f'ted eariy to beg:n mternataonal prellmmary
examination early, thereby allowing more time before zssuance of
the report at28 months from priority date

4. Concurrent domestic and forelgn prosecutlon, Iess chance of later
: dlscovered pnor art .

232 ™
110186

- World Intellectual Property Organization
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30. The main cost advantage, however, becomes
evident when the applicant decides, on the basis
of the international search report or the interna-
tional preliminary examination report, or as a re-
sult of economic or technical considerations, to
" ‘abandon the apphcatlon or not to enter the na-
tional phase for certain States. Using the. PCT
route then becomes particularly proﬁtable for
each invention, the. applicant has saved a great
: deal of money that would otherwise have. been
spent at an early stage on national applications,
translatlons forelgn agents and ofﬁclal fees. -

08.01.96

31. If the preceding considerations are app'lied
to an important number of applications—of which

" only a few, hopefully, will have to be abandoned-

the cost advantages just mentioned become much
greater and allow the applicant to make substan-
tial savmgs :

32, In conclusion, the PCT route offers substan-
tial flexibility if proper use is made of its numer-

~ ous options.
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two important differences. First, the international
preliminary examination begis, ‘in- general,

‘promptly after receipt of the demand and the nec-
essary fees, and when the formalities requirements
are-complied with. Second, the time limits given
by the examiner for responding to any notifica-

tion are rather shott so as to ensure that an inter-
national preliminary examination report can be
drawn up before 28 months have elapsed from

* - the priority date. The report, when finalized, states

- in respect of each invention claimed’ and searched

-whetheér it meets the criteria of novelty, mventwe
‘step and industrial apphcab:llty

17. Upon receipt of the examlnatlon report, ‘the

applicant must then make his final decision on

whether to pursue foreign patent protection in or
for the designated States, He has a great advan-
tage over an applicant who has not taken the PCT
route but has followed the traditional route of di-
rect national filings under the Paris Convention.
The PCT applicant does not have to take that de-
*“cision within 12 months after the date of the ini-
tial application; but rather before the expiration
_of 30 months from that date, that is, a year and a
half later than if he had used the traditional route.

During that time, the applicant will have learned

much as regards the technical and commercial
value of the invention. Two and a half years will
have passed since the filing of the: first applica-
tion, and during that time new ‘technical develop-
ments frequently will have arisen that make the
" invention claimed in the application -obsolete or

commeércially umnterestmg Often, plans for for- _

‘ elgn investment or cooperative ventures or llcens-
ing negotiations will have fallen through, or per-
haps there is insufficient prospect of economic

“exploitation in any reasonable relatnon to the costs

_”reqmred to obtam patent protectlon

18. The PCT appllcant has a further advantage,
“should his interest in protection abroad still exist,

in that the international preliminary examination
report gives additional information about the pros-
: pects of obtammg forelgn patents. ’

19. Where there is no longer an interest in seek-

ing protection abroad, or where the applicant con-

¢ludes, after assessing the intemnational prelimi-
“nary examination report; that he does not have
sufficient prospects of the grant of a patent with
reasonable scope of protection, the application can
be withdrawn. The opportunity to make such a

08.01.96

___w:thdrawal under the PCT procedure at a° late
‘stage is a major advantage for the applicant. He

can save a great deal of money which he would
have otherwise spent on translations, official fees
and foreign agents had he filed under the tradi-
tional route and not used the PCT system. Statis-
tics show that between 20 and 35 percent of ap-
plications could be abandoned as a resuit of a
stringent examination of the prospects of grant
and the need for protection prior to the exp:ratxon

_ of 30 months

20.- The outcome in a particular case depends on

“ whether or not the internationai search report iden-

tifies relevant literature not known to the appll-
cant. Applicants who draft their claims in the

light of effective and careful prior searching are

more likely to receive an international search re-

port with little additional prior art cited and pro- -

ceed before the foreign patent Offices, In other
cases, the international search report will more
frequently cite substantial relevant prior art that
suggests that pursuing the applloatzon further
should be reviewed. |

21, Control over the entire PCT procedure.

The PCT applicant is in sole control during the
whole international phase and is in a better posi-
tion than anyone else to judge the relevance of
the state of the art cited in the international search

_report.. He can therefore put the application into

a form' that is oftén. .practically ready for grant,
with the ass;stance of the examiner at the Inter-

national Prellmmary Examining Authority, before
_the end of the international prellmmary examina-
tion. :

22 Time monitoring. A reason that is fre-

quently mentioned for not using the PCT system

" is that monitoring of the complex PCT time lim-

its is too difficult, and that a third system in addi-
tion to the national and regional systems consti-
tutes too great a monitoring burden on a patent
department. Certainly, the PCT involves some

~change of habits, but it is no great imposition,

particularly once the whole foreign actmty is pur-
sued under the PCT route. The experience of
those who use the PCTisa clear demonstration
that the PCT'-offers substantial b‘eneﬁ_ts.

23. Attentlon must be focused on three impor-
tant decisions required during the PCT procedure:
first, the demsnon to file an international applica-
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The PCT as a Strategy for Filing Foreign Applications

Introduction

" This chapter on the PCT as a strategy for
filing foreign applications begins with a quota-
tion. The quotation was found in the history of a

" large German chemical firm, written to celebrate

its 125th anniversary, in a chapter dealing with
the patent department and its tasks. Translated, it
reads:

2. “It frequently transpires that, shortly after the
application is filed, the concept of the invention
is technically superseded by another solution to
the probiem, or the protected process when tested
in the laboratory or the technical schooi turns out

" not to work reliably, consistently and ecofiomi-
caily in a large-scale installation.  Or-again, when -

all this preparatory work is successfully completed,
it transpires that the market is not yet ready to
accept the new product. The decision that must
be taken each year as to whether it is worth pay-

-ing the rising fees for maintaining patent protec-

tion is therefore an involved and risky matter.”

3. It then continues: “This problem exists not
only in Germany, but also in practically every
other country. Additionally, patent laws vary con-
siderably from one country to another. - This is
true both of the application procedure and of the
term and content of protection.”

4. This description of the tasks of a patent de-
partment and its problems characterizes the whole
dilemma in which patent departments and patent
attorneys find themselves (and not only in the
chemical industry) in their efforts to achieve opti-

. mum protection at minimum cost on the broadest

geographical basis. This dilemma is further com-
plicated by the fact that, to an increasing extent,
the cost of obtaining patent protection abroad is
growing, as is the number of countries in which
protection is necessary as a result of greater inter-
nationalization of markets and of trade. Finally,
there is also the fact that the patent granting pro-
cedure is becoming longer and longer in many
countries, frequently extending over a number of
years. '

5. The PCTis capable of giving sustained and
effective help to a patent department and to patent
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attorneys in the accomplishment of their tasks and
in the optimization of their activities. What the
PCT means for a patent department or a patent
attorney and for their strategy can be summarized
in a single sentence: the PCT helps to rationalize
and control the filing and prosecution of foreign
patent applications. It offers an improved basis
for taking decisions, permits time to be gained
before making additional commitments, provides
an improved possibility for checking the appro-
priateness of the international application and of

the country coverage, and gives the opportunity

for cost savings. Instead of a multiplicity of for-
eign applications, only one international applica-
tion has to be filed. This means that only one set
of documents is required (instead of several) until

the national or regional phase is entered.

6. The PCT applicant and last-minute for-
eign filing. Mention of the PCT will surely make
the experienced practitioner think of the fact that
the filing of an international application frequently
affords the last and only possibility of effecting
filing of foreign applications before the end of the

- priority year. This is indeed one of the undis-

puted advantages of the PCT, but not the most
important, by far.

7. The PCT applicant preparing his first PCT
filing. In practice, the filing of an international
application at the last minute means, for the patent
expert, that he is suddenly faced with a complex
procedure with which he is not sufficiently famil-
iar due to a lack of everyday practice and routine.

One can indeed imagine the feelings of someone

who is suddenly required to prepare for the filing
of an international application on the basis of the
complicated text of the PCT and its Regulations.
It is possible that the PCT Applicant's Guide is
not available to clear up doubts, or he may have
only some out-of-date literature on the PCT. Un-
der these circumstances, it is no simple task to
prepare the filing of an international application
and it is with reluctance and a feeling of uneasi-
ness, uncertainty and the fear of making errors
that our patent expert approaches it. He may also
have heard from colleagues, for example, that fa-
tal errors can easily be made and that the PCT
receiving Offices entangle the applicant in a maze
of petty formalities.




