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Chapter XX
Benefits Resulting... -
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XX.3

1. * Designation fees must be pald bef'ére the end
of the priority year or within one month after fil-

ing, whichéver time limit expires later. If no pri-

ority is claimed and designation of all Contract-
ing States has been made in the international ap-
plication, the option ‘is kept open—at no cost—
for 12 months to-select designations and pay des-
ignation fees only for those countries where the
applicant wants the mtematronai application to re-

- main in effect.

12. Only one designation fee must be paid under

" the PCT for a regional patent (such as an ARIPO
_‘patent or 2 European patent) independent of the
- number of States party to the regrona! patent treaty -

which are designated or for a Eurasian patent or
an OAPI patent during the international phase. It
is advisable to designate in the international
application all States party to the regional patent
treaty at the time of filing and make the selection
of 'individual European States at the start of the
European regional phase (i.e., 21 months from

the priority date, or 31 if Chapter Il applies) when

payment of the European designation fee for each
individual State is required. The same observation
applies to the designation of States for the purpose
of an ARIPO patent. -

13. A maximum’ desi‘gnat_ion fee‘ur_tder the PCT

(which corresponds to' 11 designation fees) per-
~mits the designation of all Contracting States.
Each designation in excess of 11 is free of charge :

This makes it possible to designate all Contract-
ing States at reasonable cost at the time of filing
and to thereby keep the option for a foreign patent
open in any Contracting State until 20 months
from the priority date, or 30 if Chapter II applies.

14, Failure'to pay fees or _underpeyrnent' of fees
“can be corrected under Rule 162is. An invitation

to pay missing amounts will be issued by the re-
ceiving Office. Payment can be made later, to-

‘gether with a late payment fee.

15. Priority. Only one certified copy is required

of éach priority application, within 16 months from
the priority date; no copies for each designated
Office are needed. The copies for the designated
Offices are prepared—at no additional cost to the
applicant——by the International Bureau. itshould
be noted, however, that only one country, Brazil,
requires a photocopy (not certified) of the priority
document in addition to the certified translation
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of that pr:orlty document upon entry into the na-

'tronal phase

16, Transmittal of the pridrity document need

not be monitored if a request for transmittal by
the receiving Office to the International Bureau
of an application filed with that receiving Office
was made in the Request form and the applicable
fee for a priority document was pard to the re-
celvmg Ofﬁee -

17. International search. A high quahty inter-
national search report is.established by the Inter-
national Searching Authority, ’

18. Ifthe 1ntemat10nai application drd not claim
any priority, the international search report is avail-
able within 9 months from the mternational ﬁlmg

date, which is before the payment of designation
‘fees becomes due. If priority is claimed, that

report-is available usually during the 16th month
from the pnonty date,

19. Eveu where pnorlty is clau'ned the interna-

‘tional search report is normally avallable in time
before publrcatlon of the 1nternat10nal appllcatlon

This allows time for the apphcant to withdraw the
appllcatlon before publication, if de51red h

20. Withdrawal. An mternatlonal Eappllca.ticm

_can be withdrawn at any time during the interna-

tlona] phase. Where the intent of the withdrawal
is to prevenit publication, the notice of wrthdrawal
mist reach the International Bureau before tech-
nical preparatlons for international publication
have been completed (i.e., not later than Is days
before the date of publication).

21, A notice of withdrawal 'o'f an international

apphcatlon can be made with the condition that
the wrthdrawal be effecttve only if the mtema-
tional publrcatron can still be prevented

22, Amendments The claims can be adjusted
to the results of the international search report by
amending them once (under Article 19) with effect
in all desrgnated States. Such amendments save
costs for ‘preparation of dxfferent sets of
amendments and for local agents filing such
amendments before designated Offices, and
guarantee better provisional protection and patents
in registration countries. Individual amendments
before each designated Office are also permitted
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Entry lnto the nat:onal phase

27. Fmal decision as to entermg the ‘national

phase before designated Offices need not be made
until prior to the expiration of 20 or 30 months
from the priority date (before some national Of-

- fices even later). This gives the appllcant 8orl8

additional months, respectively, to make such de-
cisions and incur such costs as compared to the

' trad;tlonai Parls Conventlon route.

: -’28 The applicant has at this later t:me a better
- understanding as to:

. ~'(i)- the technical arid‘ecoﬁomic_al deveiopment
of the invention (in particular, when its develop-
ment was not completed at the end of the priority
year)

(ii) ‘the chances of obtaining strong patents in

view.of the prior art,

- (iii)’ possible licensing agreements,
(iv) marketing prospects and strategies.

29. Only at this time must expenses be incurred
in each designated or elected Office for transla-
tions (where required), nat:onal fees, and local
agent fees.

Savings

30. Fee savings. National fees are reduced or
completely dispensed with for the procedure be-
fore some Offices which provides considerable
savings, for example: '

" European Patent Office (EPO):
- European search fee waived if international

search report by AT, EP, ES, SE;

- 20% reduction of European search fee if search

report by AU, CN, JP, RU, US;

- 50% reduction of European examination fee
if international preliminary examination report
by EP.

German Patent Office:
- filing fee waived if the Office was the receiv-
ing Office;

- examination fee reduced if international search
report,

Hungarzan Patent Oﬁ' ce: ;
- filing fee waived if the Office was the receiv-
ing Ofﬁce ;

'~ '50% reduction of the national fee if the appli-

cant is the inventor.

Japanese Patent Oﬂice -

= approximately 80% reduction of examlnatlon
fee if international search report established
by JPO;. c i

. appro)'{imately“ 20% reduction of examination

‘fee if international search report established
by ISA other than JPO. ' :

United Kingdom Patent Office: . refund of part of
prehmmary examination and search fee

31.. Time'savings.. Processing tir'nei in the. na-
tional phase before designated or elected Offices
is reduced in many cases because:

- 'the'application fulfills the formal reduirements,

- the application has already been subjected to
-a novelty search,

- the c]alms are adapted to the references cited
in the international search report,

- the designated or elected Offices save time in
searching and examination,

- there is less correspondence with the desig-
nated or elected Offices,

- there are usually fewer prior art references
cited by various Offices.

32. Other savings. The postponemeqt of all na-
tional expenses by up to one and a half years
results in important interest savings.  Further sav-
ings can be made because no drawings need be
furnished to the designated Offices in the national
phase if the originals were of a good quality. Other

. savings result from processing only one priority

document and from claiming priority only once.
Together these savings offset already, i in most
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Benefits from using the PCT:
- a unlque procedure i

. One appllcatlon in one language, fiied with one Office, replaces

multlple forelgn flllngs until entry into the nataonal phase

. Permlts Iast mmute forelgn filing (before exp:ratlon of priorlty year)

. Internatronal fi iling date has the effect of natnonal filing date

in all designated Offices -

. Uniform formal requirements accepted by all désignated Offices
. Greater home control of the prosecutlon

. Demslon on forelgn ftllngs can be postponed up to 30 months

from the pnonty date at mummal cost

. Enables assessment of economic value of the lnventlon and the

chances of obtaining a patent before entering national phase

World Intellectual Property Organization

. Better planning of the expenditures' for the national phase

Benefits from using the PCT:
greater flexibility

. Keep options open by m.aking multiple designations
. Various possibilities for withdrawal '

. International publication can be prevented or postponed until as

late as 15 days before the actual pubilcat:on date — conditional
withdrawal possible

. Further expenses can be avoided simply by no longer prosecutlng

the application or not entering the national phase

. Amendments made during the international phase have effect in all

des:gnated!elected States

. More time for better quality translation for the national phase

World nteilectual Property Organization
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Beneflts frorn usmg the PCT
further features

Postponing nattonal fllmgs costs earns mterest on capltal _
Fee reductlons m natlonal phase in certam natnonal Off‘ ices

More stralghtforward and rapld natlonal patent grantmg o

R e

Less restrictive unity of invention requirements permit a reduced
number of appllcatlons in the US

5. Provisional protection after pubhcatlon at 18 months from the
priority. date (in countnes whu:h afford such protectlon)

6. 75% reductlon in PCT fees for appllcants from certaln Contractmg_ |
States, : R S TE AR
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cases, a good part of the cost of an mtematmnal
application.

33. The greatest savings, however, have been

made if, as the result of a re-evaluation at the

time of entry into the national phase, the decision
is taken to abandon the application or not to enter
the national phase in some des:gnated or elected
Offices.

Further Advantages
34. Usmg the PCT permits:

(1) greater flexibility in reaching decisions on
filing in foreign countries, and, where Chapter 1l
-applies, this decision needs to be'made only prior
" to the expiration of 30 months from the pnonty
date;

-(ii) the filing of an application claiming pri-
ority of an earlier application on the last day of
the priority year with the effect of a regular na-
tional filing in all d351gnated States (“]ast mmute
ﬁling”) -
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(iii) the consideration of ail technical and eco-
nomic experience obtained after filing but before
the incurring of considerable expenses durmg the
natxonal phase

(iv) the con51deratlon of the state of the art of

the invention as_established in the- international
search report before making final decisions;

(v) the patent attorney who prepared and filed
the application to remain in exclusive control un-
til the entry into the national phase 20 or 30
months from the priority date; o

(vi) collecting the necessary funds for foreign
grantmg procedures after filing. o

35. Where renewal or maintenance fees become
due only after publication of the examined appli-
cation (e.g., Austria, Japan, the Republic of Ko-
rea) or after the granting of the patent (e.g., the
Russian Federation, the United Kingdom and the
United States of America) they may be payable at
later dates due to later start of the national proce-
dure, :

O
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in the national phase and all parts of the application:

‘can be amended (under Article 34(2)) during the
international preliminary examination procedure
under Chapter II (see below). -

23 Mnmtormg of time limits. Easy.supervx-

" sion and monitoring of only a few time limits and . o

events is requlred by apphcants namely:

() monitor the receipt of the confirmation of
recexpt of the international application by the re-
celvmg Office;

(u) monitor the time limits . for payment of
fees;

(iii) check the notification from the Interna- .

tional Bureau confirming the receipt of the record
* copy (Form PCT/IB/301) for correctness of the
' demgna:xons indicated on the Form and if needed,
confirm precautlonary designations within 15
months from the priority date;

(iv) decide after receipt of the international

search report, whether ot not to file a demand for
international preliminary examination (which must
be filed prior to the expiration of 19 months from
the priority date i in order to delay entry into the

national phase until 30 months from the priority .

date);.

(V) dec;de, after rece:pt of the international
search report, whether or not to file amended
claims under Article 19, within the applicable time
limit; this will usually be considered only if no
demand for mtematxonal prellmmmy exammatxon
is filed;

(vi) momtor the receipt, during the 19th month
from priority date, of the notice from the Interna-
tlonal Bureau (Form PCT/IB/308) that communi-
“cation of the intérnational application to the des-
ignated Offices (Article 20) has been effected;

(vii) enter into the national phase before the
expiration of 20 months from the priority date, or
30 if Chapter IT ‘applies, (in some designated or
elected Offices, even later), by paying the national
fees and furnishing (if required) a translatlon of
.the mtematlonal apphcatlon

24. The international application, after its publi-

_cation, benef‘ ts from. provisional protection in des-
) :gnated States if the nat;onal law thereof provides

for such__protect_xon for national applications,

_Chapter | (Internatipnal_ o
. Preliminary Examination) -~

25, The use of Chapter II:

(i) is optional for the applicant;

(ii) provides, in addition to the international

search report, an international preliminary exami-

natlon report containing an opinion on the usual
criteria of patentability before expenses are in-
curred for the national phase (for translation, fees
and forelgn agents);

(iit) _he_lps the applicant to.ad_apf the interna-
tional application to the results of .the interna-
tional search report;

(iv) ailows w1th effect for aIl elected Offices
the amending of all parts of the international ap-
pllcatlon (descrlptlon claims and drawings) dur-
ing international preliminary examination;

(v) defers until 30 months from the. priority
date the entry into the national phase if the de-
mand is. filed w1thm 19 months from the priority
date ‘ S

26. If Chapter II is used, the international .pre-
liminary examination indicates the probability of

_obtammg a strong patent for minimal cost:

6 neces‘sary_ 'amendments will have been

made in cooperation with the examiner and the
apphcat;on will be more or. less ready for accep-
tance by the elected Ofﬁces s

(i) if the report is.negative and the applicant
decides to abandon the application, he has saved
all the expenses otherwise incurred before the
elected Offices for the payment of natlonal fees,
the preparation of translations and the. appomt—

,ment of local agents,

s




XX.2

Main benefits

1. The PCT provides a systern which facilitates
the obtaining of patent protection in several coun-
tries through the filing of one single international
application with the effect of reguiar national fil-
ings in each State designated in the application.

2. This chapter contains, in a summarized form,
a listing of the most important features of the
PCT procedure and the major benefits for appli-
cants. '

Preparation of patent applications.

3. Any patent application, drafted in accordance..

with the requirements of the PCT, allows a maxi-
mum of flexibility and benefit from the advan-
tages of the PCT:

(i) the same application documents can then
be used fer filing national and/or international ap-
plications,

(ii) no adaptation of the original application
is required inasmuch as the PCT format is valid
for all designated Offices (including the EPO, the
Japanese Patent Office and the United States Patent
and Trademark Office).

Filing and processing of an
international application

4. Filing of patent applications for foreign coun-
tries is possible with the national patent Office or
with regional Offices (such as ARIPO and the
EPO) or the International Bureau which act as
receiving Offices for international applications pro-
vided that at least one applicant is a resident or
national of a Contracting State for which the re-
ceiving Office acts.

5. A copy of an earlier national application can
be used for obtaining an international filing date.
If any formality requirement has not been observed
when preparing the application, it can be corrected
after filing, without the international filing date
being affected. The receiving Office will-invite
the applicant to correct. Extensions of time for
correction can be requested. '
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6. The international filing date accorded by the
receiving Office is considered to be the actual
filing date in each designated State.

7. The processing during the international phase,
of only one application, in one language, before
the international authorities instead of different
applications with different national Offices, lan-
guages and agents allows substantial savings.

8. Any application drafted in accordance with
the PCT is:valid for all designated States, pro-
vided that: ' '

) :the':';advant_agedus' effects of the invention
known to the applicant have been stated
(Rule 5.1(a)(iii));

(i) the best mode for carrying out the inven-
tion has been set forth (Rule 5.1{(a){(v));

(iif) multiple dependent claims refer to other
multiple dependent claims in the alternative only
and do not serve as a basis for other multiple
dependent claims (Rule 6.4(a)); the latter applies
only if the United States of America has been
designated and, if not complied with, the defect
can be corrected in the national phase by amend-
ing the claims accordingly.

9.  The broad unity of invention concept under
Rule 13 allows the grouping of inventions in one
application provided they form a single general

inventive concept. It applies equally before all-

designated Offices. No such Office may apply to
international applications more restrictive unity
of invention requirements. Therefore, the United
States Patent and Trademark Office applies a unity
of invention standard to international applications
which is broader than the standard applied to na-
tional US applications.

10. Fees. International application filing fees
can be paid in the national currency and to one
Office, the receiving Office. They may all be
paid within one month after filing (for the desig-

nation fee, however, see next paragraph).




