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XIV.3

Comparison between types of amendments
during international phase

Article 19 amendments

- have effect in all DOs . ~ A
Pp f i'1 "" <{

• claims only ,;1', Ie)

-filed Upon receipt of the ISR

- filed directly withlB(not ISA)

- formality examination by IB

- published as part of the
pamphlet by IB

- serve as basis for examination
by IPEA unless reversed

Article 34 amendments

• have effect in all EOs G(<f< /-e)0(1;J-P5

- description, claims, drawings

- filed at the earliest with the demand,
or during examination by IPEA

- filed directly with IPEA

• formality and substantive
examination by IPEA

• are confidential between IPEA
and the applicant, are not published
duriilg the international phase

...~ serve as basis for examination by
IPEA unless superseded

'·3
11.01.96~.Worldlmellectual PropertyOrganization """.

Amendments upon entry into the national phase
(Articles 28 and 41 and Rules 52 and 78)

1. All parts of the international application may be amended.

2. Time limit =normally at least one month from the date of
fulfillment of the requirements for entry into the national phase
(i.e. nQ1 from the time limit under"Article 22 or 39(1)).

3. Any later time limits under the national law apply.

4. Different amendments possible for different DOs and EOs.

5. Any claims fee due for the national phase will be calculated on
the basis of the number of claims valid at the time of entry into
the national phase.

~ WorldIntellectual Property Organization ---------...---------""1--
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. AMENDMENTS TO THE INTERNATIONAL APPLICATIO,.". '!~:'i;"~~:'{~!;'fi:'i"'·'; ~i'l~:!i'!·.
AbbrevladCJri.: INTERNATIONAL PHASE NATIONAL PHASE

IPEA .. Intemlltionll AMENDMENTS UNDER PCT CHAPTER I AMENDMENTS UNDER PC"" CHAPTER U_.:;,~?~,;,. Ft iiAMENDMENtS U..oN ENTERINIJ'plEj,aHPreliminarv
I ': :":;_)':/ -'onIy ~f an international H.rchteport (OnlyIf the eppllcant fDe,. demand (or ,'~'0 !:~li~-i~'F;,)f:i:.: '"1":: ,NATlO~~t; PttA~E: ~-.' :::1" !,,;_::',)~~~iExamining Authority

IPER .. mtematiorial I "'," • .. he, been established) , f ·Internatfonal preliminary examlnetlonl: '\ _~ . !:"~":';:;"~: PCT Ardcf•• 28 itrid41 and :-': ;:";;
pt'sliminary . PeT ArtIcle 19 and Rule 46 PeT Al1Ict. 34 and flul•• 63.9 lind 68 ", ~ .''. ; ....•, H'i. RuIeI 6~oOd 78 " '. ("{{~',examin,tion feport

Which panls, 0' the Claim. only. Claims, description and drawings. Claims. description and drawings. Different
'nt.'m.donal appllcatlon amendments are possible for different
may be amended1 designated/elected Offices.

Where: must the With the International Bureau. With the IPEA. With the designated/elected Offices.
amendments befiled1 .

When must the Within two months from the date of transmittal May be filed with the demand Of during May be filed within one, month from the date of
amendments be flted1 of the international search report, or 16 months international preliminary examination. They should, fulfillment of the requirements for entry into

from the priority date, or before the technical however, be filed before the IPEAbegins to draw the national phase. later time limits may
preparations, for international publication have up the IPER. 8pply~seerelevant National Chapter in the
been completed, whichevertime limit PeT Apph"cant's Guide, Vol. 11.
expires/event occurs later.

In what language must In the limguage of the international application, if that language Is Chinese, English, French, German, Where the designated/elected Office,requires a
the amendments be Japanese, Russian or Spanish, or in English where the international application was filed in another translation of the international application" the
fIIed1 language. amendments must be In the language of. the

translation. .

What Is the allowable Amendments must not go beyond the disclosure Amendments must not go beyond the disclosure Amendments must not go beyond the
scope of the in the international application as filed. Although in the International application as filed. Although disclosure in the international application as
emendments1 this requirement is not directly enforceable this requirement is not directly enforceable during filed unloss the national law of the

during the international phase, failure to comply the international phase, if any amendment does designated/elected State permits-them to go
may have adverse consequences during not comply, the IPEAwill make comments in the beyond that disclosure-see National Chapters
international preliminary examination and in the written opinion and the IPER, and the IPERwill be in the PeT Applicant's Guide, Vol-II.
national phase. established as if the amendment had not been

'. made. .

Where do the . In all designated/electedOffices. . In all elected Offices. In those designated/elected Offices with which
• mendments hev. they are filed.
_ffectl .

For what procedure. do For examination by the IPEA(unless reversed or For examination by the IPEA, and, in the national For examination by the designated/elected
the emendments'serve superseded) and for examination by the phase, by elected Offices (unless superseded by Offices In the national phase.
.... basi.1 designated/elected Offices in the national phase later emendmentsl.

•• lunlesssuperseded by later emendmentel .

Mily emendinents be No. Yes, depending on when the IPER is estabJished. Depends on national law.
made more then Oncel But note that amendments need not be taken into

account by the IPEAif they are received after it has
. begun to draw up a written opinion or the IPER.

A,e'the amendments Thliy are confidential before international They are confidential until transmittal of the IPER Depends on national law.
confidential1 publication. After publication of the international to the elected ,Offices; Once'the"IPER'has'been

application, amendments published by the transmitted to the elected Offices, any
International bureau as part of the pamphlet are amendments which form part of the annexes to
no longer confidential. the IPER may be made available by any elected

Office whose ilationallaw so permits.
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XIV.7

NOTES TO FORM PCTIISA/220 (continued)

The letter must indicate ·the differences between the claims as tiled and the claims as amended. It must, in
particular, indicate, inconnectionwitheach claimappearingin the international application (it beingunderstood
that identical indications concerning several claims may begrouped), whether

(i) the claimis unchanged;
(ii) the claim is cancelled;

(iii) the claimis new;
(iv) the claim. replaces one or more claims as filed;
(v) thecJaim. is the resuJt of the division of a claim as filed.

The following examples illustrate the manDer in whicb amendments must be explained ill the
accompanying Jetter:
1. ~ere originally there were 48 claims andaCter amendment of some claims there ate 51]:

Claims 1 to 29, 31, 32, 34,35,37 to 48 replaced by amended claims bearing the same numbers;
claims 30, 33 and 36 unchanged; new claims 49 to 51 added."

2. [Where originally there were 15 claims and after amendment or all claims there are 11]:
"Caims 1to 15 replaced by amended claims 110 U."

3. [Where originally there were 14 claims and the amendments consist in canceJJingsome claims and in adding
Dew claims]:
"Claims 1 to 6 and 14 unchanged; claims 7 to 13 canceJled; new claims 15, 16 and 17 added." or
"Claims 7 to 13 canceJJed; new claims 15, 16 and 17 added; all other claims unchanged."

4. ~ere various kinds of amendments are made]:
Caims 1·10 unchanged; claims 11to 13, 18 and 19 cancelled; claims 14,15and 16 replaced by amended

claim 14; claim 17 subdivided into amended claims 15, 16 and 17; new claims 20 and 21 added."

·SlatemeDt UDder ArtIcle 19(1)" (Rule 4(;.4)

The amendments may be accompanied by a statement explaining theamendmeots and indicating any impact
that such amendments might have 00 the description and the drawings (whicb cannot be amended under
Article 19(1».

The statement will be published with the international application and·the amended claims.

It must be in tbe laaguage i. wblcb lbe iDlamational appllcatioD is to be publisbed.

It must be brief, not exceeding 500 words if in English or if translated into English.

It should not beconfused with and does not replace the letter indicating the differences between the.claims as
filed and as amended. It must be filed ODa separate sheet aod must be identified as sueb by a beading, preferably
by using the words "Statement under Article 19(1)."

It may not contain any disparaging comments on the international search report or the relevance of citations
contained in that report. Reference to citations, relevant toa given claim, contained in the international search
report may be made only in connection with an amendment of that claim.

Consequence Ir a demand ror interDational pnlimiDary exsDlinatioDbaS already been med

If, at the time of filing any amendments under Anicle 19, a demand for internationaJ preliminary examination
bas already been submitted, the applicant must preferably, at the same time of filing the amendments with the
International Bureau, also file a copy of sueb amendments with the Intemational Preliminary Examining
Authority (see Rule 62.2(a), first sentence).

Coeseqeeeee witb regard to traDslatioD or tbe lateraationalapplication for entry Into the DatioDal pbue

The applicant's attention is drawn to the fact that, upon entry into the national phase, a translation of the claims
as amended under Article 19may have to be furnished to the designated/ejected Offices, instead of, oriDaddition
to, the translation of the claims as filed.

For further detaiJs on the requirements ofeach designated/elected Office, see Volume nofthe perApplicant·s
Guide.

Notes to FormPCf1l5A1220 (secondsheet) (January 1994)
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XIV.6

NOTES TO FORM pcr1lSA/220

These Notes are intended to give: the basic instructions concerning the filing of amendments under Article 19.'Ibe
Notes are based 00. the requirements ofthe Patent Cooperation Treaty, the Regulations and the Administrative Instructions
under that Treaty. In case ofdiscrepancy between these Notes and those requirements, the latter are applicable. Formore
detailed jnformaticn, see a1so the per Applicant's GUide, a publication of WIPO.

In these Notes, "Article,....Rule .. and "Sectioo"refer to theprovisioDS,oftbePCT,the PeT Regulations and the per
Administrative Instructions, respectively,

INSTRucnONS CONCERNING AMENDMENTS UNDER ARTICLE 19

The apfJicant bas, after having received the international search report,onc opportunity to amend the claims of the
intemationa application. It should howeverbeemphasized that, since aU parts,of the international application(claims,
description and drawings) may beamended during theintcmational preliminary examination procedure, there is usually
no need to file amendments of the claims underArticle 19 except. where, e.g. the applicant wants the latter to bepublished
for the purposes ofprovisional protection or has another reason for amending theclaim:s before international publication.
Furthermore, it sbould be empbasizedthat provisional protection is available in some StatesonJy.

What p~rts of tbe iDtel'Da~ioDalapplicatioD may be amended ?

Under Article 19, only the claims may be-amended.

During the intemational phase, the claims may also beamended (or further amended) UDderArticle 34 before
the International Preliminary ExaminingAuthority. The description anddrawings may only be amended under
Article 34 before the IntemationalPreliminary Examining Autbority.

Upon entry into the national phase, all parts of the international application may be ~mended under Article 28
or, where applicable, Article 41.

<>.

'0

When Within 2 months from the date of transmittal oftheintemationalsearch report or 16 months from the priority
date, whichever time limit ext'ires later. It should be noted, however, that the amendments wiIJ beconsidered
as having been received on time if they are received by the International Bureau after the expiration of the
applicable time limit but before the completion of the technical preparations for intemational -publication
(RUle 46.1).

Wbere not to me theameDdments ?

The amendments may only be filed with the Intemational Bureau and not with the receiving:,Office or the
International Searching Authority (Rule 46.2).

Where a demand for international preliminary examination basbeenlis filed, see below.

Bow? Either by cancelJing one or more entire claims, by adding one or more new claims or by amending the text of
one or more of the claims as filed. ," ,

A replacement sheet must besubminedJor each sheetef theclaims which, on account of In amendment or
amendments, differs from the sheet originally filed.,

All the claims appearing on a replacement sheet must be numbered in Arabic numerals. Where a claim is
cancelled,no renumbering of the otherclaims is required.InaIJ cases where claims are renumbered, they must
be renumbered ~l1$OClItiv~ly (Administrative Instructions, Section 20S(b)).

TheameDlimeats mustbe made.iatbe language in which the iaternatioDalapplicatioD is to bepublished.

What dOcuments: must/mayaccompaDy the amendmeDts ?

Leller (Seetlon 205(b»:
The amendments must besubmittedwitha letter.

The Jetter will not be published with the international application and the amended claims. It sbould not be
confused with the ·Statement under Article19(1)" (see below, under "Statement under Article 19(1);.

The letter must be iD.Englisb or French, at tbe choice urthe applicaDLBowever, trtbe laDgUageurthe
International application is English, the letter must be In Englisb; letbe language orthe international
applicatioD is FRDch, the letter must be in French.

Notes 10 Form PCTIISAI220 (firstsheet) (January 1994)
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XIV.4

How to make amendments

1. By filing .'. • ....• .'
• a replacement sheet for every sheet which, on account of an

llmendment,piffersfrorn the sheet previously filed (except
where the amendment results in the cancellation of an entire
sheet; such an amendment may be communicated in a letter)
and

• an accompanying letter, signed by the applicant or the agent
explaining the difference between.the replaced sheet and the
replacement sheet .

2. For numbering of claims in case claims are added,
see Section 205 of the Administrative Instructions

For numbering of sheets in case sheets are added,
see Section 311 (b)(ii) of the Administrative Instructions

WorldIntellectual Property.Organization "."..
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XIV.2

Amendment of the claims under Article 19
(see Rule 46)

1. One opportunity to amend the claims after receipt of the
international search report

2. Amended claims may be accompanied by a statement

3. Normally must be filed within twCl months from the date of
transmittal ofthe lnternatlonal search report

Filed directly with the IB

Used to better define provisional protection, v.rhere available

World IntellectualPropertyOrganization .".

6. Published as part of the pamphlet at 18 months

Usually not necessary when a demand for international
preliminary examination is filed I

Amendment of the international application
under Article 34 (see Rules 53.9 and 66.3 to 66.9)

All parts of the international application may be amended in
connection with the international preliminary examination under
Chapter II.

Amendment may be filed

• with the demand for international preliminary examination so
that examination will be based on the application as amended
(l.e. make best use of time for both the examiner and the
applicant) (Rule 53.9);

• during international preliminary examination, in response to a
written opinion (Rule 66.3).

Attention: amendments need not be taken into account by the
examiner if they are received after he has begun to
draw up another written opinion or the report
(Rule 66.4bis).

WorldIntellectualPropertyOrganization ..,
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