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| XIV.3

Companson between types of amendments
during mternatlonal phase

- Article 19 amendments Article 34 amgn_g ents- :
- have effect in aIL ?p?qsﬂh ‘Z - have effectinall EOs ,/,, ﬁg,xfa (e
- claims only ¢¢) - description, claims, drawings :
- filed upon receipt of the ISR - filed at the eartiest with the demand,
or during examination by IPEA
- filed directly with IB (notISA) - filed directly with IPEA
- formality examination by IB - formality and substantive
_ examination by IPEA
- published as part of the - are confidential between IPEA z
pamphletby IB - and the applicant, are not published

" durlng the mternatlonal phase

serve as basis for examination - serve as basis for examination by _
by IPEA uniess reversed IPEA unless superseded

‘World Intellectual Property Organization

Amendments upon entry into the national phase
- (Articles 28 and 41 and Rules 52 and 78)

1. All parts of the international application may be amended.

2. Time limit = normally at least one month from the date of
fulfiliment of the requirements for entry into the national phase
(i.e. not from the time limit under Article 22 or 39(1)).

3. Any later time limits under the national law apply.

4. Different amendments possible for different DOs and EOs.

5. Any claims fee due for the national phase wili be calculated on

the basis of the number of claims valid at the time of entry into
the national phase.

World Intellectual Property Orgamzanon
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Abbraviations:

IPEA = International
Praliminary
Examining Authority

IPER = international
preliminary
oxamination report

N

AMENDMENTS TO THE INTERNATIONAL APPLICATION 4 §

INTEANATIONAL PHASE

AMENDMENTS UNDER PCT CHAPTER
. uﬂy If an internationsl saarch l'eport

has been established) = -
PCT Articls 19 and Ruls 46

AMENDMENTS UNDER PGT CHAPTER H.

. (ody"ﬂnappﬁumﬂasndamnd[u_j;
- - International preliminary examination)
PCT Article 34 and Rules 53.9 and 66

Which partis} of the
Intemational application
may be amendad?

Claims only.

Clalms, dascription and drawings. X

Claims, description and drawings. Differant
amendments are possibla for ditfarent
designatedfelected Offices.

Whers, must the
amendmoents be filed?

With the international Bureau.

With the IPEA.

With the designated/elected Offices.

When must the
smendments be filad?

Within two months from the date of transrnittal
of the international search report, or 16 months
from the priority date, or before the technical
preparations for international publication have
boen completed, whichever tima Rmit
expiresfevent occurs later.,

May be filed with the demand or during

international preliminary axamination. They should,

however, bs filed bafore the IPEA begins to draw
up the IPER.

May be filed within one month from the date of
fulfillment of the requirements for entry into
the national phase. Later time limits may
apply —sea relavant National Chapter in the
PCT Applicant’s Gurde Vol, 11,

in what language must
the amendments be
filed?

In the language of the internatisnal application, if that language is Chinese, English, French, German,

language.

. Japanese, Russian or Spanish, or in English where the internationat application was filed in another

Where the dusigneted!ele_cteﬂ Office raquires a
translation of the international application, the
amandments must be in the Ianguﬂga of the
lranslauon

What is the e!lowable

1 scope of the.
‘amendments?

Amendments must not go beyond tha disclosure

in the international application as filed. Although’

this requirement is not directly enforceable
during the international phasa, failure to comply
may have adverse consequences during--
international praliminary examination and in the
national phasa.

Amendments must not go bayond the disclosure
in the internationat application as filed. Although
this requirement is not directly enforceable. during
the international phase, if any amendment does
not comply, the IPEA will make comments in the

“written opinion and the IPER, and the IPER will be

astablished as if the amendment had not been
made,

Amandments must not go bevond the
disclosure in the international application as
fited unloss the national law of the - -
designated/elected Stata permits:them to go.
beyond that disclosure—see National Chaplars
in the PCT Appfrcanr s Guide, Vol. lI

Whera do the N
amandments havo
oﬂect? : -

Inv afl designated/elected Offices.

In all alected Offices.

In those deslgnatadlelecled Offices wllh which
thev are llled .

-] For what procedures do
the amendmaents sorve

as a basis?

For examination by the IPEA {unless reversed or.
superseded) and for examination by the
designated/elected Offices in the national phase
{unless supersaeded by later amendments).

For examination by tha IPEA, and, in the natiopal

phase, by elected Offices {unless superseded by

later amendmoms).

For examination by the designated/elected
Offices in the national phase,

May amendrents be
mads more than cnce?

No.

Yes, depending on when the IPER is established.
But note that amendments need not be taken into

account by the IPEA if they are received after it has

begun to draw up a written opinion or the IPER.

Depends on national law.

Are the amendmem:
confidential?- - -

They are confidential before international

-publication. After publication of the internationat-

application, amendments published by the
International Bureau as part of tha pamphlet ara
no longer confidantial.

They are confidential until transmittal of the IPER

-t0 the elected Otfices. Once the IPER has been ]~ -

transmitted to the elected Offices, any

amendmants which form part of the annexes 1o
the IPER may be made available by any elected
Office whose pational law so permits,

' Depends on national law. -
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NOTES TO FORM PCT/ISA/220 (continiied)

The letter must indicate the differences between the claims as filed and the claims as amended. it must, in
particular, indicate, in connection with each claim appearing in the international application (it bemgundexstoad
that identical indications concemning several claims may be grouped), whether ,

(i) the claim is unchanged;
(ii) the claim is cancelled;
(iii) the claim is new;
(iv) the claim replaces one or more claims as filed;
(v) the claim is the result of the division of a claim as filed.
The I'oliowing examples illustrate the manner in which amendments must be explalned in the
accompnnymg jetters

EW'here originally there were 48 claims and sfter smendment of some claims there are 51 |
Claims 1 to 29, 31, 32, 34, 35, 37 to 48 replaced by amended claims bearing the same numbers-
claims 30, 33 and 36 unchanged; new claims 49 to 51 added.”

2, [Where originally there were 15 claims and after amendment of all claims there are 11]
“Claims 1to 15 replaced by amended claims 1 to 11.”

3. [Where originaily there were 14 claims and the amendments consist in cancelling some claims and inadding
new claims]:
““Claims 1 t}j 6 and 14 unchanged; claims 7 to 13 cancelled; new claims 15, 16 and 17 added.” or
“Claims 7 to 13 canceilled; new claims 15, 16 and 17 added alt other c!a:ms unchanged.”

4. LWhere various kinds of amendments are made]: .
Claims 1-10 unchanged; claims 11to 13, 18 and 19 cancelled; claims 14, 15and 16 repIaoed by amended
claim 14; claim 17 subdivided into amended claims 15, 16 and 17; new claims 20 and 21 added.”

“Statement under Article 19(1)” (Rule 46.4)

The smendments may be accompanied by a statement explaining the amendments and indicating any impact
that such amendments might bave on the description and the drawings (which cannot be ameuded under
Article 19(1)).

The statement will be published with the international application and the amended claims,
It must be in the language in which the international application is to be published.
It must be brief, not exceeding 500 words if in English or if translated into English.

It should not be confused with and does not replace the lefter indicating the differences berween thc claims as
filed and as amended. It must be filed on a separate sheet and must be identified as such by a heading, pret'erabiy
by using the words “Statement under Article 19(1).”

It may not contain any disparaging comments on the international search report or the relevance of citations
contained in that report. Reference to citations, relevant 10-a given claim, contained in the mu:rnat:onal search
report may be made only in connection with an amendment of that claim.

Consequence if a demand for international preliminary examination has already been filed

If, at the time of filing any amendments under Article 19, a demand for international preliminary exemination
has already been submitted, the applicant must preferably, at the same time of filing the amendments with the
International Bureau, also file a copy of such amendments with the Intemational Pze]mnnary Exammng
Amhonty (see Rule 62.2(a), first sentence). :

Consequence with regard to translation of the international application for entry into the national pliue

“The applicant's attention is drawn to the fact that, upon entry into the national phase, a translation of the claims
as emended under Articie 19 may have to be fumnished to the designated/elected Ofﬁces, instead of, or m addition
to, the translation of the ciaims as filed.

For furtherdetails on Lhc requirements of each daslgnated/elecwd Ofﬁoc, see Volume Oofthe PCT Apphcant s
Guide.

Notes to Form PCT/ISA/220 (second sheet} (January 1994)







XIV.6

NOTES TO FORM PCT/ISA/220

These Notes are intended to g:we the basic instructions concerning the filing of amendments under Articie 19. 'The
Notes are based on the requirements of the Patent Cooperation Treaty, the Regulations and the Administrative Instructions
under that Treaty. In case of discrepancy between these Notes and ose requjrements, the latter are applicable. For more
detailed mformauon, see aiso the PCT Apphcznt 3 Gmde, a publication of WIPO.

In these Notes, “Article,” “Rule” and “Section” refer to the provisions of the PCT, the PC’I' Regulauons and the PCT
Adrmmstranve Instrucuons, respecuvely.

msmvénons_ CONCERNm_G_ AMENDMENTS UNDER ARTICLE 19

'l'ne apfl:cant has, after havmg reeewed the mternauonal search report, one o m.umy to amend the claims of the
international application. It should however be emphasized that, since il parts of gﬂ: international application (claims,
. description and drawings) may be amended during the internatjonal preliminary examination procedure, there is useally
no need to file amendments of the claims under Article 19 except where, e.g. the applicant wants the latter to be published
for the putposes of provisional protection or has another reason for amending the claims before international publrcauon
Funhennore, it should be emphasized that prov:sronal proteehon is avarlable in some States only.

What pans of the internatlonal apphmnon may be smended ?
' - Under Anticle 19, only the claims may be amended

Dunng the international phase, the claims may also be amended {or funher amended) under Amcle 34 before
. ; - the Intemational Preliminary Examining Authority. The description and drawmm may only be amended under
| -Article 34 ‘before the Imematronal Preliminary Examining Authority.

Upon entry into the national phase, al} parts of the mtematronal application may be amended uader Amcle 28
i of, where apphczble, Amcle 41, .

When _’.’ W:r.lun 2 months from the date of transmittal of the international search report or 16 months from the pnonty
. date, whichever time limit explrs later. It should be noted, bowever, that the amendments will be considered
. as having been received on time if they are received by the International Bureau after the expiration of the
. applicable )nme limit but before the eompleuon of rhe techmcal preparauons for international publication
(Rule 46,1

Where not to file the: amendmenls ?

: The amendments may only be filed w1th the International Bureau, and not with the receiving, Off' ice or I.he
| Intemational Seardnng Authority (Ru]e 46.2). _

Where a demand for mternanonal prelumnary examination has been/rs fi led, see below,

How ? Either by cancelling one or more enure clalrm, by adding one. or more new claims or by amendmg the text of
" | one ormore of the claims as filed, )

' A replacement shest must be submitted for each sheet of the clarms whlch ‘on account of an amendment or
o amendments, differs from the sheet ongmally filed

. All the claims appearing ona replacement sheet must be numbered in Arabic numerzals.” Where a claim is
cancelled, no renumbering of the other claims is required. In ali cases where claims sre renumbered, they must
be renumbered eonsecuuvely (Adrmmstranve Instructions, Section 205(b)). -

o 'I'heamendments mustbe made in the Ianguage in wlueh the mternanonalapphcation istobe publisbed

What documents mustlmly aeeompany tl:e amendments ?
. Letter (Section 205(b)): -
; The amendments must be submitted with a letter.

The letter will not be published with the intemational application and the amended claims. It should not be
; confused with the “Statement under Articie 19(1)" (see below, under “Statement under Article 19(1)").

. The letter mustbe in Enghsh or French, at the choice of the applicant. However, if the Janguage of the
! international appiication is English, the letter must be i in Enghsh- if the !anguage of the international
" application is Freneh, t.he letter must be in French.

Notes to Form PCT/ISA/220 (first sheet) (January 1994)
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§

‘How to make amendments

1 By filmg

a replacement sheet for. every sheet wh:ch on account of an
_amendment, differs from the sheet prewously filed (except
where the amendment results in the cancellation of an entire

sheet; .such an amendment may be commumcated ina Ietter) ;

“and

an accompany:ng Ietter, sngned by the apphcant or the agent

explaining the difference between the replaced sheet and the
replacement sheet

2. For numbeting of claims in case claims are added,
:  see Section 205 of the Administrative instructions

| 3 For numberlng of sheets in case sheets are added,
" see Section 311(b)(n) of the Admlmstratlve Instructlons

World Intellectual Property Organization
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Amendment of the claims under Article 19
(see Rule 46)

. One opportunity to amend the claims after receipt of the
international search report

Amended claims may be accompanied by a staternent

Normally must be filed within two months from the date of
transmittal of the mternattonal search report

Filed directly with the IB -

_Use_d_ to better define provisional protection, where available

Usually not necessary when a demand for international
preliminary examination is filed

Published as part of the pamphlet at 18 months \/

2-1
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Amendment of the international application
under Article 34 (see Rules 53.9 and 66.3 to 66.9)

1 All parts of the international application may be amended in
~ connection with the mternattonal preliminary examination under
- Chapter lI.

: 2. Amendment may be filed

.« with the demand for international preliminary examination so
: that examination will be based on the application as amended
(i.e. make best use of time for both the examiner and the

applicant) (Rule §3.9);

| + during international preliminary examination, in response to a
- written opinion (Rule 66.3).

3. Attention: amendments need not be taken into account by the
f examiner if they are received after he has begun to

draw up another written opinion or the report

(Rule 686. 4brs)

f2-2
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