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6. An important effect of the. e]ectlon of
a State is that the ‘start of the national or
regional phase before the national or regional
. Office’ of or acting for that State (the
"elected Office") is postponed by a further
ten months from-20 to 30 months from the
priority date, provided that the election has
been made before the expiration of 19
months from the priority date (Articles 39
and 40; cf Articles 22 and 23). In some
Offices the time limit expires even later. If

an election is made after the expiration of 19

months from the priority date, it does not
have the effect of postponing the national
phase {(Article 40(1)). )

7. - The demand must ‘be submitted to a
competent IPEA and not to the receiving
~ Office with  which the - intemational
- application was filed (Article 31(6)(a)),
although in a particular case both functions
may be exercised by the same Office.

8. The demand must be made on a printed
or - computer generated form (Form
PCT/IPEA/401) and must contain certain
indications, all - of which are clearly
identified on the form (see also Rule 53)-A
master copy of the demand form is contained
in Annex Y of Volume I of the PCT

_ _Apphcants Guide.

9. Fees When f111ng the demand two
kinds of fees are due: the preliminary
examination fee (Rule 58) which accrues to
the IPEA, and the handling fee (Rule 57)
which accrues to the International Bureau.
Both fees are payable to the IPEA m'a
currency prescnbed by it.

10. Detalls concerning the completion of
the demand form and the payment of fees
are contained in the Notes to the Demand
‘and in the Fee Calculation Sheet and the
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'descnption

Notes relatmg thereto Wthh are. attached to
the demand = ‘

11 IPEA procedures -Once the demand
has been received by the IPEA; the latter
checks whether it complies with the formal
requirements and whether the fees have been
paid. Where - necessary, the applicant is
invited to comply with the requirements or
to pay any missing fee amount. /The IPEA
sends the original of the demand to the
International Bureau (Rule 61. l(a)) which in
turn notifies each elected . Office ‘of its
election and informs - - the | applicant
accordmgly (Rules 61. I(b) and 61 2)

12. When ﬁlmg the demand ‘or before
international preliminary examlnatlon starts,
the applicant has an opportunity to amend
the'  international  application  (claims,
description and drawings) (Article 34(2)(b)
and Rule 66.1). The international preliminary
examination will initially be d1'refcted to the
claims -~ and ~drawings as
contained in the international apphcatlon at
the time when the examination starts,
including any amendments made previously
and referred to in the statement under Rule
53.9. It is important to' note that amendments
may not go beyond the disclosure in the
international application’ as flled (Artlele

34(2)(b))

13. -Intemational preliminary examination
does - not -usually ~start until after an
international search report has been-drawn
up. It may start earlier, at the request of the
applicant where search and examination are
done by ‘the same Office and that Office
applies the 'telescope procedure" . (Rule
69.1(b)). In practice, not much use is made -
of the latter possibility because applicants
prefer to wait for the international search
report before deciding whether or not to




22, It is important to note that any élected
Office is free, in the national phase; when

determining the patentability of an invention

claiined in an-international .application, to
apply the criteria of its national law in
respect of prior art and any other conditions
. of patentability not constituting requirements
- as ‘to the form or contents of ‘applications
(Article 27(5)). The latter are fixed in the
PCT and no national' law may require
compliance with requirements relating to the
form or contents that are different from or
additional to those provided for in the Treaty
and the Regulations (Article 27(1)). -

23, Exclusions from  scope . of
examination. Certain kinds of subject
matters are'not required - to be the subject of
international preliminary eXxamination
(Article 34(4)(a)(1)). These are set out in
‘Rule 67. An IPEA may decline to undertake
the examination .because no meaningful
opinion can be formed due to manifest lack

of clarity or lack of support for the claims in.

the description (Article 34(4)(a)(ii)).

24. Response by applicant. In-situations
where a criterion under Article 33 is not
complied: with or a defect as mentioned
above exists, the IPEA starts a dialogue with
- the applicant.- It issues a written opinion to
which the applicant 1s invited to respond
{Rule 66.2(a) to (¢)). The applicant may then
present amendments or arguments (Rule
66.3). There may be one or more additional
written . opinions, with ‘an invitation to the
applicant to respond, before the international
preliminary examination report is drawn up
(Rule 66. 4)

25.
vided for (Rule 66.6). Consistent with the

non-binding, preliminary, nature of the inter-
national preliminary examination, there is no

Informa.l éommum'cations betWeeri the
IPEA and the applicant are expressly pro-

XIS

p’rovi'sion for formal réview of an Sexaminer S
opinion, except regarding’ ﬁndmgs of fack of
unity of invention (Article’ 34(3) ‘and Rule

- 68.3).

26._ International preliminary e)i{amiﬂation
can-thus be compared to-a regular patent
examination in an examining patent office
with one exception; namely, in that the time
limits sét by the examiner for the response
are usually much shorter than under the nor-
mal examination procedure (Rule 66.2(d)). A
prompt reaction is required from the appli-
cant during preliminary examination in order
for the international preliminary examination
to be completed within the limited time
available (Rule 69.2). '

27.. The. -international - preliminary
examination report. Intemational prelim-
inary examination ends with the drawing up
of the international preliminary examination
report. That report must be drawn up before
the expiration of 28 months from i:he priority
date or nine months from the start-of the
examination if the demand is filed after the
expiration .of 19 months from the priority
date (Rule 69.2). The general content of the
report is set out in Artmle 35(2) and (3) and
Rule 70. - |

28, The mternatmnal prehmmary ‘examin-
ation report is a-non-binding opinion which
essentially contains a.statement, in relation
to.each claim, on whether the claim appears

‘to satisfy the criteria- of novelty, inventive

step and industrial applicability as defined in
the PCT. The statement is accompanied by
the citation of the documents believed to
support that conclusion. Further ekp'lanations
are ‘given where the circumstances of the
case so require. No statement may be made
on the question whether the invention would
be patentable under the national law of any
elected State. If the report is based on the
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‘description,

international search report may cas't doubt on.

the novelty of the invention or on*whether it
involves an inventive step. The international
preliminary examination report affords the
applicant useful advice about whether or not
it 1s .worthwhile proceeding with the
application in-the national phase before

'elected Offices. . -

34.  International preliminary examination
should also be considered if, as a result of

the international search, the -international
“application needs. to be amended in order to

avoid the references cited in the international
search report. During the international
preliminary examination procedure, the
applicant has the opportunity to amend the
-claims and drawings of: the
international application. The critical advice
and assistance of the examiner of the IPEA
helps the applicant to put the international

~ application in good order, which will be

useful durinig-the patent granting procedures
in the 'national phase before the elected
Offices.. The national patent examination
procedure will usually be speeded up and
carried out more smoothly and w1th a greater
chance of‘ success.

 35. At what time should a demand for

international preliminary examination be
filed? A demand can be filed at any time
during the international phase. The Treaty
does not set a time limit for filing a demand.
For practical purposes, however, there are
two events during the international phase
that are decisive in making a decision as to
when a demand should best be filed.

36.. - The international
examination does not start, in general, until

preliminary

X7

the international search report is m the pos-
session-of the IPEA. Applicants are therefore
well advised to wait to receive the -search
report before filing a demand, since it may
reveal prior art that completely destroys
novelty or inventive step, so that it would be
better to abandon the appllcatlon wnhout
further expense ' - ‘

37 After recelpt of the mtematmnal search
report, however, if a demand is to ‘be filed,
it should be filed as soon as possible prior to
19 months from the priority date, because
the length of time available for international
preliminary examination depends on the time
at which the demand is filed The

international preliminary examination report

eoatt*

must, in general, be drawn up before the
expiration of 28 months from the priority
date.  The effect of this time limit for the
drawing up of the report is that the earlier a
demand is filed the earlier international
preliminary examination can start, and thus
the more time will be available fer carrying
out the exammatlon

38 In order to secure the full effect of a
demand, namely the postponing of "the
national phase from 20 to 30 months from
the priority date, the demand' must' be
submitted before the expiration of'19 months
from the ‘priority date. The intemnational
preliminary examination will also be carried
out if a demand is submitted later, but then
it will not have the effect of postponing the
national - phase in all elected Offices.
Therefore, in order to benefit fully from the
advantages of international preliminary
examination, the demand should not
normally be filed later than 19 months from
the pnonty date A

39 Who has to file and sign the demand"
The demand has to be filed by all‘ applicants:

A&,




IPEA together “with the ‘demand, or
altematwely they wait to receive the first
written opinion of the examiner. and draft
any amendment in the light of that opinion.
If it is clear from the references cited in the
international  search  report. that the
international application requires
amendments, it is recommended to file such
amendments with the demand

46 Dunng the mternatlonal prellmmary
examination, and dependmg on the
circumstances, the applicant has at least one
but sometimes several opportunities to file
amendments. The number of opportumtles
for ﬁlmg amendments ‘which will be
available depends very much on the time
ava:llable for international preliminary
' examination. Asthe international preliminary-
examination report must in general be drawn
up not later than 28 months from the priority

* date, the examiner will commence

preparation of the report not later than 27
months from the priority date.  Any
amendments filed by the applicant after that
time risk being received after completion of
the report, by which time they can no longer
be taken into account.

47. Should the applicant wish to make
further amendments (which can no longer be
filed during the international phase), they
can still be filed with elected Offices on
entering the national phase. No elected
Office may grant a patent or refuse the grant
of a patent before the expiration of the time
limit for amending the -application for the
purposes of the grant procedure in the
national phase (Article 41 and Rule 78).
Each national chapter of Volume II of the
PCT Applicant's Guide. gives detdils as to
when and how amendments may be filed
- during the national phase.

48. Ho_w are amendments made in

-practlce" A replacement sheet must . be

established for every sheet’ of the
international appllcation which, on account
of an amendment, differs from. the sheet
prevmusly filed (Rule 66.8). A letter
explaining the difference between  the
replaced sheet and the replacernent sheet
must be filed with the amendment (Rule
66.8). Where the amendment results in the
cancellation of an entire sheet this may be
communicated in a letter. Any amendment
or letter must be in the language in which
the . international application is. pubhshed

‘(Rule 66. 9)

49. Can the demand for mternatlonal
prehmmary exammatmn, the electlon of
any State or the international appllcatmn
be withdrawn? The applicant may; at any
time prior to the expiration of 30 months
from the priority date, withdraw the demand
or. the election of any State . by a notice
addressed to the International _ Bureau
(Article 37(1) and (2), and Rule 90b15 4). If
the withdrawal is effected prior .to the
explratlon of 20 months from the pnonty
date, the national phase will proceed n
accordance with Articles.22 and 23, whereas,
if it is effected after .that time limit, it has
the effect, in the elected State concerned, of
a withdrawal of the international apphcatlon
(Article 37(4)(a)). The applicant may
withdraw the international apphcatlon at any
time prior to the expiration of 30 months
from the prlonty ‘'date; this will in practice
have the same effect as a w:thdrawal of the
demand for the elected States.

50. Is the ‘file of international preliminary
examination confidential? Nelther the Inter-
national Bureau nor the IPEA may, unless
requested or authorized to do SO by the -ap-
plicant, give information on the 1ssuance of
an international prehmmary examination re-
port or on the mthdrawal or non- w1thdrawa1_

-
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The Purpose of the Internatlonal
Prellmlnary Examlnatlon |

1 ~eisto prowd-e a non- bmdmg opinion on:

- Novelty (Artlcle 33(2) and Rule 64),

- Inventwe Step (Artlcle 33(3) and Rule 65);
- and,

- Industr:al Appllcablllty (Article 33(4))

7 :mmsé _

Novelty (Artic|e3,3(2))

"..a clalmed mvention shall be
o con3|dered novel if it is not
o :antlmp_ated by the prior art as.
- defined in the regulations." =

\IENT or,
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When Does the Internatlonal |
Prellmlnary Examlnatlon Start'?

 Examining Authority shall start the

30.01, 96

In General

o The Internatlonal Prellmmary

 international prellmmary examlnatlon
‘whenit isin possessmn of both the

‘demand and of either
~ -—the search report or-

~ -a notice of the declaration by the

_International Searching Authority under
Article 17(2)(a) that no mternatlonal search

report will be established. = v %%
‘_‘%" “ . .
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What Is Examlned Durlng Chapter
II Proceedmgs" |

. The Clalm(s) in the appllcatlon when

—those claims are dlrected to an mventlon
‘which was searched in the Chapter I .
proceedings.

- Note that claims added by‘ amendment o
filed under Article 19 or under Article 34
“are examined if they are directed to an
mvention searched in Chapter ..

\g;w\Equi

. %mf“
UL

Excluded Subject Matter

- +No lnternatlonal Prellmmary Exammmg
Authority is required to examine the

~ following subject matter:

. --sclentiflc and mathematlcal theones,

- plant or animal varieties or essentially
biological processes for the production of
plants and animals, other than microbiological
processes and the products of such processesi

-schemes, rules or methods of doing business,
performing purely mental acts or playlng |
- games,

* See Article 17 and Rule 67

30:01.95,




X7

| Prior Art For the Internatlonal |
Prellmlnary Examlnatlon

Prior Art In Chapter Il

« "...everything made available to the
public anywhere in the world by
means of written disclosure...shall be
considered prior art provsded that the
making available to the public
_occurred prlor to the relevant date "
(Rule 64) -

30.01.9§
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~ Certain --Pijbli"‘s-hed‘o"cu'ments

* A patent or publlshed patent application

-bhaving a publlcatlon date onor after the
relevant date, , ,

~ ~which has a filing ¢ date or prlonty date whlch
is earlier than the relevant date,

| - which would constitute relevant plror art |f it
had been publlshed before the relevant date

 «This type of document is NOT prlor art
- for the purposes of lnternatlonal
‘preliminary exammatlon butis
specmcally mentloned in the IPER

3001980

Lack Of Umty Of Inventlon
| In Chapter I
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Unity of Invention Procedures

< The IPEA will invite the applicant to
pay the addltlonal exammatlon fees

. If there isa USPTO deposﬂ account
indicated in the application papers,
IPEAIUS may make the mwtatlon by |
telephone..

) % P,j%
%m '#‘ :
’ 30,01, 95 . ’

~ Unity of Invention Procedures
(conhnued) i

. T:‘heep'pll'cant may pay the addltlomi_l
exammatlon fees under protest

. The applicant does not have to pay |

any of the additional examlnatlon o
'-fees . R R

- R R R .- .s*%‘%%

< Tuopa
30.01.95
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ST . The Written Opmlon
- (conﬂnued)

. Slmllar to an "off:ce action" . or an
- "examiner's action."

| - Sentonly to the apblicant

* The appllcant will be glven a time limit for

response to the wrltten oplmon
. Normally two months | |
~ « May not be less than one month.

MENTOe
T
L f Ro%

* Mo,
- 30.01.96;

The Written Opinion
~ Form PCT/IPEA/408
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Response To The Wntten 0p|n|on

. Response may conS|st of arguments
~and/or amendments

* Submitted dlrectly and only to IPEA ]
. One oral mterv:ew W|th the exammer as a

matter of right, addlt:onal interviews at the
discretion of the IPEA (Art:cle 34(2)(a) and
Rule 66. 6) |

| -Toensure conssderat:on amendments ]
and/or arguments must be submitted LS
within the time limit set for response. &%,

30,01 96

Response To The ertten 0p|n|on
: (conunued) |

e Recommendatlons

~ -Respond promptly and _cem_’pl'etely to a written |
~ opinion; this will reduce work in the national
phase before the various elected Offices.

- Where no response to the written opinion will
be made, inform the examiner by writing or
telephone; it clarifies the situation for the |

- examiner when preparing the mternatlonal g gz
~ preliminary examination report. . |

&
"30.01.98
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Reasons for Delays |n Internatlonal
” Prellmlnary Examination

. On the part of applncant
. =late payment of fee .
- -late correction of defects in the demand
- mcomplete statement in the demand concernlng |
- amendments ERE K
- failure to attach amendments referred to in the
statement
- late response to invitation to pay additional
examination fees in case of fmdmg of lack of umty
“of invention. = -

. @\AE o
~ late response to wrltten oplnlon . g r\%

- failure to file replacement sheets . 3 @R
| contalnlng amendments T e

The International Preliminary |
- Examination Report
Form PCT/IPEA/409

R

30.04. 96




INTERNATIONAL PRELIMINARY EXAMINATION REPORT

International application No.

L Basisofthereport

L Th:s report has been drawn on thc basxs of

D the description, pages
pages.

Pages

' D the claims, pages

4. Additional observations, if necessary:

pages , filed wi_th the letter of

2. The amendments bave resulted in the cancellation of: pages:

D the mtemauonal apphcalmu as ong-mally ﬁ!ed

» 88 orig-inallly.ﬁléci,
, filed with the demand,

, filed with the letter of _

a8 o.ﬁg'gally-t:iléd.:.

- 35 amended under Article 19,

pages — !
pages , filed with the demand,
pages , filed with the letter of
pages ", filed with the letter of

D the drawings, sheets/fig » 85 originaliy filed,
' sheets/fig , filed with the dernand,
sheets/fig , filed with the Jetter of
sheets/fig , filed with the letter of

sheets of drawings/figures No.:

3, D This report has been established as if (some of) the amendments had not been made, since they have been considered
o to go beyond the disclosure as filed, as indicated in the Supplemental Box. -

H. Priority

limit the reqnsted

mvnlld

D copy of the earlier application whase priority has _b'eeﬁ-claimed.

D translation of the earlier application whose priority’ has bee'li'cléiriiéa.

1. D This report bas been established as if no pricrity had been claimed due to the failure to furmsb wlthm the pmcnbed time

2. D This report has been estabhshed as if no priority bad been clalmed due to the fact that the priority claim bas been found

Thus for l.he purpom of this report, the international ﬁhng date indicated above is considered to be Lhe relevant date,

* Form PCT/IPEA/409 (second sheet) (July 1992)
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o ' International application No.
INTERNA‘I'IONAL;PR_EI.MNARY._EXAM_INATI_ON__REPORT ) :

Yy 7 |1V, Lackof unity of invention

1. In response to the invitation to restrict or pay additiona! fees the applicant has:
 [[] restricted the claims. |
[] veid additional fees.

D paid additional fees under protest.

D neither restricted nor paid sdditional fees.

2, This Authority found that the requnrement of unity of invention is not oornphed with and chose, accordmg to Rule 68.1, not
to invite the lpphcan! to restncl or pay addmoml fees for the following reasons: i

a, Consequently, the following parts of the international apphcauon were the subject of international prellmmary examination
in establishing this report: ‘

/ﬁ | : D all parts.

D the parts relating to claims Nos.

" Form PCT/IPEA/409 (fourth sheet) (July 1992)
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"INTERNATIONAL PRELIMINARY EXAMINATION REPORT

International application No.

' Vl Certaln _dot:u:_nénts cltéd

1. Certaln pnbllshed docliments

‘Filing date

.Prifor.ity date (valid claim)

‘Application No. Publication date -
Patent No. (day/month/vear) (day/monthiyear} (day/monthfyear)
2. Non-wriiten disclosures .
: . : Date of written disclosure
Kind of non-written disclosure Date of non-written disclosure referring to non-written disclosure
{day/month/year) {day/monthfyear)

. Form PCT/IPEA/409 (sixth sheet) (July 1992)
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L U : ) : International application No.
INTERNATIONAL PRELIMINARY. EXAMINATION REPORT

N - Vlll. Certain obsérvntlons on the lnu}nnuéml nppli&tloii g _ a
The following observations on the clarity of the cla:ms. descnpuon and drawmgs oron the quesuun whether the clauns are fully
supported by the description, are made: : E
)
.
" Form PCT/IPEA409 {eighth sheet) (July 1992)
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m'i'ERNAHONAL PRELIMINARY EXAMINATION REPORT

International application No.

| Supplemental Box
(To be used When the space in any of Boxes [ t6 VIII is not sufﬁment)

Cuntmuanon of Box {Ne ]:

Form PCT/IPEA/409 (supplemental sheet) (July 1992)

\.f}
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'INTERNATIONAL PRELIMINARY EXAMINATION REPORT

International application No.

VIL ?Certal_n.del‘ects in the international application

The 4followin'g defects in the form or contents of the international applii:é_tioh have fgetn hSEéd: :

Form PCT/IPEA/409 (seventh sheet) (July 1992)
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o R o o International application No.
: INTERNATION_AL PRELIMINARY EXAMINATION _REPORT ' :

V. _;Reasoned statement under Article 35(2) with regard to novelty, inventive step or [ndustrial applimhlllty,
«cltations and explanatlons supporting such statement

1. STATEMENT

- Novelty (N) Claims _ : 'YES
: Claims . - SR i NO
Inventive Step (IS) Claims o YES
Claims: . L " NO
Industrial Applicability (1A) - Claims -~ ____ I YES
' ' © 7 Claims ' I . NO

2. !CITATIONS AND EXPLANATIONS

 Form PCT/IPEA/409 (fifth sheet) (July 1992)




XI1.30

| International application No.

INTERNATIONAL PRELIMINARY EXAMINATION REPORT -

IIL Non-eslablishment of opinion with regard to novelty, inventive step and industrial abﬁilmbﬂlty

The questions whether the claimed invention appears to be novel, to mvolve an inventive slep (to be non-obkus), or to be
) mdusmally applicable have not been and will not be exnm.med in respect of:

D the entire internationa! application,
[ cuims Nes.
because

D the said mtematlonal apphmnon, or the said claims Nos :
relate to the follomng sub;t.ct matter wb:ch does not require an mtemat:onal pre]umnary exammauon (Spwlfy)

D “the descnpnon, claims or drawings (indicate particular elements below) or said clam:s Nos '
are 50 unclear that no meaningful Opln.lon could be formed (specify): - : '

the claims, or 5aid claims Nos. i lresoihadequately supported
by the description that no. mcamngful opinion ¢ould be formed. T

D  no international search report has been established for said claims Nos.

)

Form PCT/IPEA/409 (third sheet) (Juty 1992)
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PATENT COOPERATION TREATY

INTERNATIONAL PRELIMINARY EXAMINATION REPORT

(PCT Amclc 36 and Rulc 70)

Apglimnt's or agent’s file refe_rence

FOR FUIIITHERAC'H&)N. See ,Notifiﬁtién of -Transmittal of International

Preliminary Examination Report (Form PCT/IPEA/416)

Internationa!l application Na. :mm;ﬁm;_m;ng date (day/monthiyear) Priority date (day/monchiyear)

Intérnational Patent Classification (IPC) or national classification and IPC -

Applicant

_ 2 ‘This REPORT consists of a total of

These annexes consist of s total of ..~

T 'I‘hzs international prehmmary examination repon bas been prepared by th:s lnternanona] Preliminary Examining
i Authority and is transmitted to the nppl:cam according to Amcie 36. : :

~ gheets’"

o D This report is also accompanied by ANNEXES, i.e., sheets of the description, claims and/or drawings amended
: during international preliminary examination and/or containing rectifications made before this Authority,

: she_els._. :

I E Basis of the n:pon

1 [T] Priority

Vi D _ Certain documents cited

3. ‘This report contains indications relating to the following iteros:

i D Non-establishment of opinion with regard to novelty, inventive step and industrial applicability
v D Lack of unity of invention

v D Reasoned stalement with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

VIl D Certain defects in the international application

VIl [ ] Cenain observations on the intermational application

Date of submission of the demand

Date of completion of this report

Name and mailing address of the IPEA/

" Facsimile No.

Authorized officer

Telephone No.

Form PCT/IPEA/409 (first sheet) (July 1992)
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The Internatlonal Prellmlnary
Exammatlon Report N

. Must be estabhshed by the IPEA W|th|n 28 M | \(
‘months from the priority date. g)\n/}xee\c.

ol May contam "annexes" whlch are sheets
contalnmg amendments whlch have been
used as a bas:s for the report |

. Letters or copies of amendments

- superseded by later amendments are not
annexed to the report - -

The Internatlonal Prellmlnary
Examlnatlon Report (contlnued)

. No provision for amendment, appeal, or
~ further proceedings before the
~ International Authorltles once IPER has

o been estabhshed
. Sent to the apphcant and IB.

"+ IB forwards copies of the report, and any
required translation of the report into -
iEninsh to the elected Offices.

-« The annexes are not translated by
. the IB. |

30.01.96




: Xll.24
| PATENT COOPERATION TREATY
From lhc ' ) ' '
INTERNATIONAL PRELIMINARY EXAMNING AUTHORI'IY

e
i

—

To: ? _ .. . : _ PCT
WRITTEN OPINION
(PCT Rule 66)
Date of mailing '
(day/monthiyear)
Applicant’s or agent’s file reference - ' . : 'REPLY DUE o ‘;,“hu;,, ' o ' months/days
' _ T ©°from the above date of mailing
lnlema_ti;onal spplication No. International filing date (day/monthiyear) Priotity date (day/month/year) .
International Patent Classification (IPC} or both national classification and IPC
Applicant
1. - 'Ihis written opinion is the o e (first, etc.) drawn by this International Preliminary Exan'umng Authority.

2. 'Ihas opinion contains indications relaung 1o the followxng items: -

1 & ‘Basis of the opinion .

n D Priority

Ill D Non-establishment of opinion with regard to novelty, inventive step and industrial applicability
:W D Lack of unity of invention

v D Reasoned staternent with regard to novelty, inventive step or industrial applicability;
E citations ‘and explanations supporting such statement -

Vl D Certain documents cited
VI D Certain defects inthe in:emat%pnal spplication

Vlli ' D Cerain obsmrations on the international application

3. The lpphant is hercby invited to reply 10 this opinion. -

When" Seethetime lmltmdlcated above. The appl icant may.beforc the expiration of that time hmlt requmtlhls Authority
10 grant an extension.

How? By submitting a written reply, accompamed whcre approptiate, by amendments, acoordmg to Rule 66.3.
.+ Forthe form and the language of the amendments, see Rules 66.8 and 66.9.

Also For an additional opportumty to submit- amendrnents see Rule 66.4.
! For the examiner’s obligation to consider amendments and/or arguments, see Rule 66.4bis.
For an informal communication with the examiner, see Rule 66.6.

If no reply ks filed, the international preliminary examination repon will be established on the basis of this opinion.

4. 'I'he fina} date by which the international preliminary ‘
exammat:on report must be established according to Rule 69. 2 is:

Nat_nejan_é_l mailing address of the IPEA/ - _ Authorized officer

Fasimile No. ' Telephone No.

 Form PCT/IPEA/408 (first sheet) (July 1992)
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| _Consequences Of Falllure To Pay |

Addltlonal Exammatnon Fee(s)

. The mam mventlon" and other
inventions covered by any addltlonal
examlnatlon fees will be exammed

. The lnventlons not pa:d for W|Il not
be examined but will remain in the
~international application.

* upp

30.01.96

The ertten Oplnlon (Rule 66. 2)

| _- Must be !ssued
~«If there are any clarms whlch do not satisfy the

criteria of novelty, mventlve step, or mdustnal

: appllcablllty, _
~ « if there are any defects in the form or content
of the application,;

| « if there are any observations on the adequacy
~and/or enablement of the description, claims
or drawings;

-« if there are any observations of the clarlty of
~ the claims; or, |

| « if there are any emendments which go fé%%
. ~ beyond the disclosure as originally filed. R y

30.01.56
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_.,_L__ack_of Unity of Invention
o (Rule 68)
. Durmg the international preliminary
examination a separate consideration of
unity of invention is made from the

con3|derat|on made for the mternatlonal
search | :

~ «Note that clalms directed to mventlons not
searched will not be examined and thus
will not be part of any lack of unity of
invention requnrement made during
mternatlonal prellmlnary exammatlon 5

30.01.96

' Unity of IhVen_t_ion Criteria

- The unity of invention criteria for the =
~ international preliminary examination are
| the same as for the mternatlonal search
o and are set forth in: o
L - Rule13and

- Annex B to the Administrative instructions.

ST
A
,»% |

‘Ma&k‘"‘
30.01.96
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The Relevant Date

e« The relevant date is: -
~ ~the mternatlonal f|||ng date, or-

-the prlorlty date if there is a valid prlonty
claimto a prlor patent appllcatlon
~ (Rule 64)

%@\f& S ;@%

g™
: 30.01.96

Non-ertten Dlsclosures

'i- A written document

~ ~which refers to a previous oral disclosure,
use, exhibition or other means whereby the
‘contents of the written document were
~ made available to the public, - T
~ =having a publication date on or after the |
- relevant date, and -

.5 -wherem the makmg avallable to the pubhc
~ occurred before the relevant. date

« Non-written disclosures are NOT prior
~ art for the purposes of international e
- preliminary examination but will be @X

-
Z

30.01.96

- specifically mentioned in the IPER. = |
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s | Excluded Subject Matter
o (conhnued) |

. No International Prellmmary Exammmg
_Authorlty is required to examine the
following subject matter

- methods for treatment of the human or animal
- body by surgery or therapy, as weII as o
dlagnostlc methods,

-mere presentatlons of mformatlon, and

-computer programs to the extent that the
~ International Preliminary Examlnlng Authority is
~ not equipped to carry out an international .
~ preliminary examination concerning ¢ n%
~ such programs. | | E iy

< o
30.01.96

Excluded Subject IIVIatter--_:; '
~ InIPEAIUS

. The Umted States Patent and Trademark

~ Office has declared that it will search and

- examine all subject matter searched and
examined in US natlonal appllcatlons
(MPEP 1849) -

30. 01 95
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When There Was An Amendment
Under Article 19 |

. When the s_tatement in the demand
- concerning amendments indicates
that Article 19 amendments are to
be taken mto account

- the exammatlon shall not start unt|| |
the IPEA has received a copy of the
Article 19 amendments.

 Bupppet
30.01.96

When The Start Of Examlnatlon Is |

To Be Postponed

. When the statement in the demand con-
cerning amendments indicates that the start
of the international preliminary examination

- is to be postponed, the IPEA shall not start

- the examination before |

~ ~it has received a copy of any amendments made
~under Article 19;

- it has received not:ce from the a|ppI|cant that no
Art|cle 19 amendments were or will be made; or

—the explratlon of 20 months from the
 priority date,

) whlchever occurs flrst

3001 @ &

O
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N,

Inventlve Step (Artlcle 33(3))

.a cla:med mventlon shall

| be consndered toinvolvean

inventive step if, having .
~ regard to the pl‘IOI" art as

defined in the regulations,
it is not, at the prescribed
relevant date, obvious toa
person skilled in the art."

lndustrlal Applicability
(Artlcle 33(4))

_"...a _clalmed invention shall be
considered industrially applicable

if, according to its nature, it can be
made or used (in the technological

- sense) in any. kind of industry.
"Industry" shall be understood in

its broadest sense, as in the Paris

~ Convention for the Protection of
~ Industrial Property "

O

30.01.96




of the démand or of any election, except for
communications or access provided to elect-
ed Offices (Article 38). Notice of the fact
that a demand for international preliminary
examination has been filed before the expir-
ation of 19 ‘months from the priority date
will be published in the PCT Gazette by in-
dicating the designated States bound by
Chapter II which have not been elected
(Rule 61 4) ' :

51. Wha_t-- is the usefulness of an
international preliminary examination
report in the national phase? After
international preliminary examination, the
- application will usually be in a much better
form and more easily accepted by examiners
in the national phase. The mternatlonal
preliminary examination report is only a
non-binding opinion expressed on the basis
of the PCT definitions of novelty, inventive
step and industrial applicability. National
differences are very much the exception,
however, and experience has shown that the
patent grant procedure can usually be carried
out much faster and more simply than for a
national application not filed through the
PCT. If an elected Office was also the IPEA,
it will usudlly grant a patent more promptly
on the basis of a favorable international
prehmmary examination report For example
when the EPQ acts as IPEA, it will not
normally deviate from a favorable report
during 'the European regional phase. The
Guidelines for Examination of the EPO (Part
E, Chapter IX, 6.4.2) state that "if the
international preliminary examination report
has been drawn up by the European Patent
Office, that report is to be regarded as an

opinion for purposes of examination. Such.

an opinion may be departed from if new
facts relevant to assessing patentability are in
ev1dence (eg if further documents have
been cited, " as m1ght “happen in a
supplementary European search report, or 1f

X110

evidence is produced of unexpected effects)

or where the substantive patentability

. requirements undar the PCT and EPC are

different.” The United States Patent and
Trademark Office has a similar procedure.
A national stage application in the United
States of America may be entitled to a
drastically reduced National stage filing fee
($94.00 as opposed to $680.00) if the
application contains , or is amended to con-
tain, at the time of entry into the national
stage in the United States of America, only
claims which have been indicated in an
international preliminary examination report
prepated by the United States Patent and
Trademark Office as satisfying the criteria of
PCT Article 33(2)-(4) as to novelty,
inventive step and industrial applicability.
Such an application may only be amended to
the extent necessary to eliminate objections
to form or to cancel rejected claims, and will
be taken up for examination in an
accelerated manner.(37 CFR 1. 492(a)(4) and
1.496(b)

52. The applicant has the opportunity to
submit additional amendments or arguments
to the elected Office during the course of

_examination in the national or regional

phase, with a view to the eventual allowance
of claims which were the subject of adverse
comment in the international prehmmary
exarmnatlon report. .

Conclusion =

53. The value and usefulness to applicante '
international

and practitioners of the
preliminary examination procedure is such
that most applicants file a demand for
international preliminary examination if they
proceed beyond the international search
stage. ' ' :

N




named in the international application as
applicants for the designated States that are
elected in the demand. If there are different
applicants for different designated States and
all States ‘are elected, then all applicants
must be named in the demand. If, however,
the only States elected are those for which
only some, but not all, applicants indicated
in the international application are named as
applicants, then only those apphcants are to
be mdlcated in the demand ' L

40, The dema.nd must be signed. by all the

R

applicants named in the demand. If the

applicants are represented by an agent, the
demand may be signed by the agent. In such
a case, however, all the applicants named in
the demand must have signed a power of
attorney If there is no agent, the demand

may be 31gned by the common representative .

as defmed n Rule 90.2.

41. If the applicants have not until this stage
been represented by an agent during the
international phase, or if they want to be
represented before the IPEA by a new or an
additional agent, such an appointment may
‘be made in the demand if the demand is
signed by all the applicants. If the demand
is signed by the new or additional agent
named 1in the demand, a separate power of
attorhey signed by all the applicants, their

original agent or the common representative:

as defined 1n Rule 90.2 is required.

42. Can an election be made after filing
the demand? Any designated State bound
by Chapter II at the time of its election can
be- elected if the applicant files a later
glection after the demand has been filed
(Article 31(4)(a)) and may be filed until the
international preliminary examination report
is drawn up. However, the postponement by
ten months of the national phase applies only

if the later election is made prior to the

expiration of 19 months from the priority
date. If a State which was designated in the
international application could not be elected
because it was not, at the time of filing the
demand, bound by Chapter II, that State may
be elected subsequently if it-becomes bound
by Chapter II in the meantime (and before
the expiration of the 19-month time limit),
so that the benefits of Chapter II can also be
extended to that State.

43, Later elections must be filed with the
International. Bureau of WIPO in Geneva.
There is no -mandatory form and it suffices
for the applicant to inform the International
Bureau .of. any later elections in-a letter.
which follows: the wording of-Rule 56.4.
However, Annex Z of Volume 1 of the PCT
Applicant's Guide contains a form :(Form
PCT/IB/328) which can. be used for that

purpose

44. Can the international application be
amended before the IPEA? The applicant
can amend the claims, the description and
the -drawings before the international
preliminary - examination - starts. The
amendment must be filed with the IPEA. It
may not go beyond the disclosure in the
international application as filed. So far as
the: claims are concerned, this provides the .
second  opportunity for amending - them
before the international preliminary
examination starts (the first being by way of
amendments submitted to- the International
Bureau under Article 19)

45 In practlce most. apphcants ﬁlmg a
demand  for  international - preliminary
examination do not make use of the
possibility of amending the claims under
Article 19. Either they amend the
international application for the purposes of
international preliminary examination before

-
&




intemationel application in an amended
form, a. copy of. all sheets- containing
amendments will be annexed to. the report..

29. The IPEA transmits the report to the
applicant and to .the International Bureau
(Rule 71). The report is always written in
the language in which the international appli-
cation concerned is published (Rule-70.17).
The International Bureau must then, if neces-
sary, translate the report into English to meet
the language requirements of some elected
Offices (Article 36(2) and Rule 73) (see also
Rule 72). The translation by the International
Bureau concerns only the report itself and
not any -annexes to it. There is no publi-
cation of the report and it is not accessible
to persons other than the applicant and the
elected Offices (Article 38). The transmittal
of the mternational preliminary examination
report completes the mternatmnal procedure
under Chapter I1.

30, Upon recelpt of the report (at the latest
about the 28th month from the priority date
(Rule 69.2)), the applicant has until the ex-
piration of 30 months from the priority date

(Articles 39 and 40)-in which to evaluate it

and to decide whether or not to proceed fur-
ther by entering the national or regional
phase before the elected Offices. If a trans-

lation of the international -application must

be furnished to the elected Office upon entry
into the national phase, it must.usually:in-
clude a translation of the international appli-
cation as originally filed, and of the amend-
ments appearing in the annexes to the inter-
national . preliminary. examination ' report

(Rule 74). The translation réquirements of

the annéxes “vary somewhat among. the
elected . Offices. = The national - chapter
relating to each elected Office in Volume II
of the PCT Applicant's Guide indicates the
applicable requlrements :

Xi.e

31. . Further details about international
preliminary examination. The preceding
paragraphs outline the important features of
international preliminary examination. The
detailed provisions governing the procedures
for international preliminary examination are
found in Articles 31 to 42 and Rules 53 to
78. The . other indispensable tool for
understanding  internatiomal- ' preliminary
examination is the PCT Applicant's Guide.
Practitioners may also wish, on cecasion, to
refer to Part 6 (Sections 601 to 614) of the

Administrative Instructions under the PCT;.

to the PCT Preliminary Examination
Guidelines, and to the relevant Agreement
between: - WIPO and the : -office or
organization concerned in relation to its
functioning as an IPEA (see PCT Gazette
No. 26/1987): .

Some. practical questions relating to
international preliminary examination

32. Under what circumstances should a
demand be filed? Filing a demand for
international preliminary examination should
always be considered if the applicant wishes

to gain time in order to better assess the

usefulness. and necessity of patent protection
in various countries for the invention
claimed in the international application. If a
demand = for international preliminary
examination is filed prior to the expiration of

19 months from the priority date, the
beginning of the national phase is delayed by .
ten months, This time enables the applicant

to learn more about the technical and
economic value of the mventton

33. Moreover, ﬁlmg a_ demand should
always be considered if the applicant is not
sure ‘about his chances of obtaining patent
protection. . References cited in. . the

Fawi .
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proceed further with the international
application and to demand mtematlonai
preliminary examination. The cost of the
- examunation need not be incurred before it is
clear, from the results of the international
search report, that the invention claimed in
the international -application is not clearly
lackmg novelty and inventiveness.

Whlch clau_'ns will be examined? A
further ‘condition - for the start of the
international préliminary examination is that
it must be clear which claims the applicant
wants to have examined, noting that there
are various possibilities for amendment
under the Treaty (Articles 19(1) and
34(2)(b)). - Therefore, . the . demand form
provides for a statement by the applicant that
identifies the claims on the basis of which
the internarional preliminary examination is
to be carried out; namely, the claims as
originally filed, or as amended under Article
19, or as ﬁled with the demand (Rule 53:9).
If no such statement is contained in.the
demand, ithe international preliminary

examination will start when the IPEA is in.

possession of both the demand and either the

international search report or the declaration
under Artlcle 17(2)(&)

15.. If ; an apphcant after havmg filed a
demand for international preliminary
examination, files amendments to the claims
under Article 19 with the International
Bureau, he must send a copy of the
amendments to the IPEA at the same time
(Rule 62.2(2)).

16. Criteriaforinternational preliminary
examination. In the international preliminary
examination, the IPEA provides an opinion
as. to whether the claims ‘as filed or as
amended comply with the -three criteria
mentioned | above - namely, novelty,
. inventive ° step (non-obvmusness) “and

X4

industrial | applicability - ‘in the sense in
which they are defined by the Treaty (Artlcle
33).

17. A‘ claimed invention is novel if it is not
anticipated by the prior art (Article 33(2)).
The Regulations define what,  for the
purposes of the international preliminary
examination, constitutes "pnor art" (Rule
64).

18. A. claimed invention is -regarded as
involving an inventive step if, having regard
to the: prior art; it is not obvious to a person
skilled in the art (Article 33(3)). -

19. A claimed invention is regarded as
industrially applicable if, according to its
nature,” it can be made or used in the
technological sense in any kind of 1ndustry
(Article 33(4)) :

20. International preliminary examinationis
not limited to examining the compliance of
an international application with these three
basic criteria (novelty, inventive step and
industrial applicability). The international
preliminary examination should also:reveal

any other defect, such as an amendment that

goes beyond the- scope of the original
disclosure, insufficient disclosure, lack of
unity of invention, etc. (see Rule 66. 2(a)(1)
and (111) to (v)).. : :

21. In practlce novelty and inventive step
are assessed in relation to the documents
cited in the international search report and in
accordance with the: PCT Preliminary:
Examination Guidelines. The examtner will
occasionally, but not normally, cite
documents in addition to those mentioned in
the international search . report. -
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- General outline of international preliminary examination

1. Chapter II of the PCT provides
applicants with the possibility of seeking an
international preliminary examination of
their international applications. International
preliminary examination 1is an optional
" feature of ‘the international phase. It gives
the applicant the benefit, before entering the
national phase, of obtaining an international
preliminary examination report containing an
assessment by an International Preliminary
Examining Authority (IPEA) of whether the
claimed invention -appears to be novel, to
involve an jnventive step (to be non-obvious)
and to be mdustnally apphcable (Arncle

33(1)).

2. While the intemational preliminary

examination report is not binding for the
purposes of national or regional examination,
it is increasingly seen by national and
regional Offices as highly persuasive, and in
some Offices results in a reduced
examination fee in the national or regional
phase. Moreover, all designated States which

are bound by Chapter II, if they are
indicated ("elected") in the applicant's
"demand"  for international preliminary

examination prior to 19 months from the
priority date must postpone commencement

the hikelihood of success of the application
in the national or regional phase. When the

‘international application goes ahead in the

national or regional phase, its processing
should be simplified by virtue of the results
of the international preliminary examination.

4, Who can make a demand; States
bound by Chapter II. A demand for
international preliminary examination can
only be submitted if one of the applicants is
a national or a resident of one of the
Contracting States bound by Chapter I and

~ the international application was filed with

of the national phase for a further ten |

months unless applicant _Tequests earlier
commencement

3. The 1nterﬁ'ational preliminary
examination procedure thus gives the

applicant the time and opportunity, before -

deciding whether to proceed with the
national or: regional phase and to incur the
considerable expenses involved in
translations, national fees, and representation
by local ‘agents, to assess
commercial prospects of the invention and

both  the-

the receiving Office of, or acting for a

Contracting State bound by Chapter II
(Article 31(2)(a), Rule 54). There are two
Contracting States which are not presently
bound by Chapter II - namely, Greece, and
Spain. It is important to note that, where
these two Contracting States are designated
for a European patent together with at least
one other Contracting State of the European
Patent Convention, the time limit under
Article 39(1) of 31 months from the priority
date for entering the regional phase in the
EPO applies also with respect to those two
States if the other State has been elected
before the expiration of 19 months from the
priority date.

5. The demand. In the demand for
international preliminary examination, the
applicant must indicate for which of the
Contracting States designated in the
international application he desires the
examination procedure to be carried out.
Those States are referred to as "elected
States" (Article 31(4)(a)).




