_ University of Massachusetts at Amherst, Massachusetts to ma1ntain a mecha

SUPPLEMENTAL REA

University of Massachusetts
Polymer Research Center

CUMIRP AGREEMENT VI

This Agreement made this day of 19 . by and

ween the Un1versity of Massachusetts at Amherst, Massachusetts through 1t
Polymer Research Institute, said University being a state un1versity with
Commonwealth of Massachusetts as established under Chapter 648 of the Act

1962, as amended with offices at Amherst, Massachusetts (hereinafter caﬁ1

\DING 12-1

bet-
S
in the
s of

ed

“UNIVERSITY") and

WHEREAS, the signatories to this Agreement, together with the signat
of other Agreements of like tenor. 1ntend to join together in a cooperati

effort to support a "Center for University of Massachusetts Industry Rese

Polymers" (hereinafter called "CUMIRP") in the Po1ymer Research Inst1tute

ories
ve
arch on

at the

whereby the unique character of the University environment can be used to
dertve a deeper understanding of polymers through research, st1mu1ate 1nd

innovation, and at the same time provide the Univers1ty with enhanced edu

_'t1ona1 capability in the fieid of polymers.

NOW THEREFORE, for the mutual benefits and cons1derations each to th
other, the_parties hereto agree to the following terms, conditions and o
convenantS' | | _ : |

1. The research w111 be conducted by members of the Polymer Researc
Institute of the University. From 1980 through 1985 CUMIRP will be supp
Jp1nt1y by 1ndustr1a1 sponsors and the National Sc1ence Foundat1on (NSF)

tinuation of CUMIRP during this period being cond1tiona1 on the Nationa]

' Foundation's part1c1pat1on at the level acceptable to the Un1versity.

Thereafter, support w111 be provided solely by the 1ndustr1a1 sponsors
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2. Any industrial cmnpany incorporated in the United States may become a
sponsor of CUMIRP consistent with appiicabie state and federai Taws and
statutes.g | o

3. Any company that becomes a sponsor agrees to maintain sponsorship for
at least two consecutive 12 month periods (hereinafter caiied “sponsor
years“), thereafter, such sponsor may continue its participation for suhsequent
- two-year éeriods. Should any sponsor wish to withdraw from CUMIRP at the end of
any year,éit_must give at least six months' written notice to the Director of -
the Officé of Grant and Contract Administration of the Amherst.campus'Ot}the
Unfversity. Should the University wish to terminate CUMIRP following the ini-
tial fiveéyear period; it_may'do so by giving each then participating sponsor.
one yEarsf written notice of intent to terminate.' Should NSF support be
decreasedfor withdrawn,'the parties hereto shall be given"the opportunity to'. ‘ihej
renegotiate_this Agreement. To sponsor a two-year term of CUMIRP commencing on

| ; 198 , : shall contribute $30, 000 at the beginning

of each year of its sponsorship up to September 1, 1985. Dues for years sub-
sequent to September 1, 1985 will be established by the University upon recom-
mendation of the CUMIRP Steering Committee {(hereinafter described) Payment of
these dues shall be made to the Controiler of the University of Massachusetts at
Amherst,. and shall be applied to CUMIRP Direct Costs and University Indirect |
Costs assessed at the rate of 50% of Direct Costs.

4, The research conducted under the CUMIRP the goa1s, and the apportion-
ment of research effort will be the responsibi]ity of the CUMIRP Steering
Committee consisting of the Principai Investigators, the Head of the Polymer
Science and Engineering Department the Project Director (ex officio), and the

Director of the Poiymer Research Institute (ex officio) There will be a
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marketplace, -
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 CUMIRP Advisory Committee that will include, in additfon'to University;person-

nel, one repreéentative from eech sponsory the-CUMIRPiAdvisory cOmmittee will

function in an adviSory capacity. The CUMIRP Advisor} Committee will ﬁeet semi-
annua]]& or at other intervals as required, but not less than once a year. An

egenda of the subjects to be addressed at eath meeting will be sent to;members

‘5. There sha11 be Industry Program Monitors, se1ected by the Sponsors,
i

lwhose function 4s to provide a mechanism for technicaI 1nterchange between spon-

sor technical personnel and Polymer Research Inst1tute personnel, it befng
intended thereby to facilitate technology transfer to:the_sponsors as neil-as to

provide some access to persons in industry who are~awere of needs at tﬁe

" 6., At least once a year the University will present a review of. research

- activities to sponsors. That: review will include a wrxtten and oral prefen-

tation at a meeting to be held at the University at Amherst, Massachusetts' the

meetinrg will have an agenda, provided to sponsors in advance.

In addition, the University will provide to sponsors:  (a) written quarterly'

summary reports and (b) copies of written progress reports submitted by CUMIRP

researchers to the Steering Conmittee or the project d1rector.
7. The Unifversity reserves the right to publish in scientific Journa1s the

results of the research conducted under this.Agreement. The sponsor1ng com-

: panies,=however, shall have the opportunity to reviewfany paper containing any

!

'of the results- of the research program conducted hereunder prior to subm1ss1on

of the paper for publication and shall have the right col]ectiver or' 1nd1v1-
dually, to delay publication for a period not to exceed one (1) year frop the
date of submission to the sponsors to permit the filing of desired patent appli-

cations on any invention or discovery made under thiszgreement.
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8. élnventions conceived or first actually reduced to practice_iﬁ tﬁé-
course'of:research performed:under‘this Agreement, and all patent rights
thereto,;will belong to the University. The University will grant a non-
exclusivé, royalty-free license for the 1ife of any'U.S.:patent (or patent
applicatfoﬁ) to each industrial company which is a sponsor at the time .the par-
ticular fnvention covered by the patent is conceived or first actually reduced
to practfce, which requests the same in writing, and which agrees to pay .a share
of patenﬁing-costs. These cdsts will be borne equally by the ‘sponsors who
request ﬁhe license., The University will apply for foreign patents and will
grant noﬁ-exclusive,'roya]tyffree licenses to such patents under the same terms
and condftions as established for U.S. patent applitation and license issuance
in this éaragraph (8)-for'CUMIRP sponsors and in Paragraph (9) for nonesﬁonsors.
Any sponéor that had eiected'nqt to request a U.sS. license at the time an inven- -
tion or discovery was.first:disclosed to the sponsors, and had not agreed to pay
a.share éf-patenting costs, may later become éntit!ed to a non-exclusive,. .
roya1tnyree license for the life of the patent by.paymeht of: (a) a pro-rated
share oféthe costs.of patent procurement for the discovery and (b} a one-time
fee to b§ négotiated with the University ét the time the license is requested.

9. iThe UniQersity w111 grant companies not participating as sponsors in
the CUMI?R a non-exclusive royalty-bearing 1icense under any United States or
foreign éatent applications and patents, upon request fof such license made in
writing @o the University, and upon payment of a fee to be detefmiheq‘by:thej
University at the time of license negotiations. In addition, any such license
granted io such company will bear a royalty rate reasonable in the field of the
inventioﬁ covéred.by‘the patent, Requests from non-participating companies for

IicensesgshaTI be reviewed by the Steering Committee. Companies which.become.
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sponsors after.an_invention;has first actually been reduced to.practiée

obtain Ticenses under this paragraph in the same way as companies not?par-

ticipating as sponsors. No license granted in accordance with this A§r

will be sublicensed by the licensee except to affiliate and subsidiary:

companies.

10. Although the University will seek the recommendation of the C

Steering Committee and the advice of the CUMIRP Advisory Committee, deﬁ

may

eement

i
1
{

UMIRP

er-

mination of whether to file patent applications in the United States or foreign

countries will be within the sole discretion of the University. Propos

als for

patent applications will be submitted to the Steering Committee and piaced on

the egende of the nekt'meeting of the Advisory’Committee. Outlines of

w111 be transmitted ahead of time to Advisory Committee members.

proposais

Patent prosecution procedures will be deveioped cooperativeiy by the CUMIRP

Advisory Conmittee, the CUMIRP Steering Committee and the Univer51ty Patent

Committee. _
11; Any royalties and fees received by the University under this

wiil he paid into a CUMIRP Trust Fund to be administered by the CUMIRP

Agreement

§teering

i

Committee and w111 be applied to facilitate research COﬂSlStent with furthering

CUMIRP obJectives inciuding but not thereby limited to paying any Unive?51ty

expenses that may occur in the patenting process; EXCEPT THAT in any caiendar

year, should the amount recovered from said royalties and fees from any indivi-

dual invention exceed $100,000 after subtracting therefrom appropriate

ditures, the remainder.ebove'5100;000.sha11\be oistributed as follows}

. (a) 66 2/3% to the_University to be distributed as follows:
- () Payment of inventor's royalty share in accordance

with University royalty-sharing schedule

expen-




. (2) The remainder after payment of inventor's share to be |
distributed in a ratio of 33 1/3% to the University:
of Massachusetts/Amherst Research Trust Fund and
66 2/3% to the CUMIRP Trust Fund.

(b) 33 173% to bhe divided equally among the sponsors who
were sponsors at the time said individual invention

was conceived and_first actually reduced to-practice;3-'

12. No person in the United States, shall on the grounds of race, creed
coior, nationai origin, sex, physicai handicap, re]igion. veteran status or age
be excluded from participation in. be denied the proceeds of, or be subject to
discrimination in the performance of this Agreement ‘_'

13. This agreement constitutes the entire understanding between the par-
ties hereto and no anendments, modifications. or changes shaii have any force
and effect uniess set forth in a subsequent instrument duly executed by the par-
ties hereto with all the formaiities herein.

_ 14. This agreement and a]i dnendments, modifications and changes hereto
will be governed by the laws of the Connonweaith of Massachusetts.

ercuted as a sealed instrument by the parties hereto through their duly |
' authorized_representatives as hereinafter set forth on the_date_first aboye

written. .

The University of Massachusetts

By: 3 _ o B
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SUPPLEMENTAL READING 12-2
North Carolina State Universi_ty

V1. UNIVERSITY/INDUSTRY COOPERATIVE RESEARCH CENTER FOR COMMUNICATIDNS AND
SIGNAL PROCESSING

PROPOSED AGREEMENT

This Agreement is made this day of =~ . 19 by and be-
tween North Carolina State University at Raleigh (hereinafter ca11ed "UNIVER-
SITY*) and

‘(hereinafter called “COMPANY"). | | |
- WHEREAS, the parties to this Agreement intend to join together ﬁn a coop-

erative effort to support a Universityllndustrg'Research Center for Communi-

cations and Signa] Processing (hereinafter called “CENTER“) at the UN%VERSITY
to maintain a mechanism whereby the UNIVERSITY" environment can be used to de-
velop better understandings of communications and s1gna1 process1ng, st1mulate
industrial innovation, and at the same time provide the UNIVERSITY w1th
; strengthened educational capab11ity in these flelds. |
" Now, ‘therefore. for the mutual benefits and considerations each;to'the
.other. the parties hereto agree to the following terms and conditxonss
A. The center will be operated by certain faculty and students at North
Carolina State UNIVERSITY. For the first five years, the center wil] be sup-

ported jointly by industrial sponsors, the National Science Foundatibn (NSF)

and the UNIVERSITY imp1ementat1on of the center being cond1tiona1 onzthe Na-
tlonal Science Foundation's partic1pat1on and fundlng at a level acceptab!e to
the UNIVERSITY. Thereafter, support will be provided solely by the 1ndustr1a1_

sponsors.




B. Any COMPANY incorporated in tﬁe United States may become a sponsor of
the center, consistent with applicable state and‘federa1 laws and statutes,

C. COMPANY agrees to contribute $50,000 annually in suppert.of the cen-
ter and thereby becomes a sponsor. bayment of these dues shall be made to the
North Care1ina State University, as a lump sum on or before July 1,_0ctqber 1,
January 1;or April 1 of each year of sponsorship; or in four equal querterlg
instaYlmeﬁts on July i, Octeber 1, January 1 and Apr11 1, of each year of
- sponsorship. Checks shou1d:be mailed to the.Dean.of Engineering, P.0. Box
5518, Noréhetar011na State University. Raleigh, NC 27650. Because research of
the type ﬁe be done by the eenter takes time.and research resd]ts may¥net be
_ebvious immediately, COMPANY.should Join the center with the intention of re-
maining aidues paying member for at 1east.three years. However,_COMPANY may
te_rmi_nate;-this agreement by giving the_UNIVERSITY 90 days written notice prior
to the termination date. o

n. The organ1zet1on and operation of the center w111 be specified by the

center by]aws.

E. There will be an Industr1a1 Research Beard composed of one represen-

tative from each sponsor. Th1s board makes recommendations on (a) the re-
search projects_to_be carried out by the center (b) ;he'apportionment of re-
sources to these reseerch projects'and (c) changes in the by]aws, The oper-
ation of th1s board is specified in the bylaws. °

F. The UNIVERSITY reserves the right to pub!ish in scientific journals

the resul;s of the reseercheby the center. OMPANY,‘hqwever, shall have the

opportuniiy to review any paper containing any of the results of the research

program of the center prior to submission of the paper for publication and

shall have the right to request a delay in publication for a period not to ex-

S

.



~ censed by Company' s Cross- license agreements re]ated to the patent.?

ceed one (1) year from the date of subm1ssion to the COMPANY to permxt the

f1¥1ng of petent applications on any 1nvention or discovery made by the cen=
ter, provided that COMPANY makes a written request and justification for such
delay within ninety {90) days from the date the proposed publication 1s3ma11ed
to the COMPANY. Publication of information shall be permitted at anygétme, |

however. fo1lowing the disclosure of this information by a sponsoring company

1

.1n any patent application or product. "

i
: !

G. Al patents der1ved from inventions conceived or first actue1fy re=-

duced to practice in the course of research conducted by personnel of the cen-

“ter shall belong to the UNIVERSITY. The UNIVERSITY will obtain an 1nst1tu-

tional patent waiver from the National Science Foundat1on to enable the UNI-
VERSITY to have ownership of all patents developed from this work. The UNI-

VERSITY agrees that all center sponsors are entitled to a nonexclusiuegroya1-

ty-free license if such license is requested by the sponsors. Companies re-

questing that patents be taken out on inventions to exercise their rigbts to a
roye1ty-free license agree to pay for the costs of patent app1icatioo.§ In the
event that a COMPANY sponsor seeks an exclusive license and such requests are

approvedjby the other company sponsors and the UNIVERSITY, then the DN?VERSITY

will negotiate an exclusive fee bearing 1icense through one of its agents.

COMPANY has the right to sublicense its subsidiaries and affiliates. In the
~event of Jo1nt inventorship with a COMPANY emp]oyee, COMPANY has the r1ght to

_ sub-11cense subsidiaries and aff1liates and other parties required to be li-

H. At the request of the Company, software developed by the center will

be copyrjghted. Such copyrights will belong to the University. Company shall




be entitled to a nonexclusive, royalty-free license to all COpyrightshdevelf
| oped,by.thé center. Company will have the right to sub-license its subsidi-

aries-andﬂaffil?ates.r

. TFOR YRE NORTH CAROLINA STATE URVERSTTY
- March 16, 1982
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bacterial pathogens
.and plant biotechnology wishes to collaborate with the University on a

incorporated into animal feeds to induce immunity against bacteriala

- SUPPLEMENTAL READING 12-3 -

Prelimlnary Agreement
Washlngton University and Sungene Technologies Corporatlon

RESEARCH AGREEMENT

THIS AGREEHENT is entered into this 1l6th day of February, 1987 andrby

and between Washington University. whose address is No. 1 Brookings Drive,

T

st. Louis, Missouri 63130 hereinafter called "University. and Sungen
Technologies Corporation, a California corporation, with its office an

place of business at 3330 Hillview Avenue, Palo Alto, CA 94304 hereina

called’ “Sungene"

W I T N E S SETH:

| WHEREAS University has expertise in, and facilities for research

d.

fter

in

elucidating the genetic and biochemioal basis for virulence of bacterial

pathogens and has ongoing research directed at design, construction and

evaluation of various protocols to effect protective immunity against

WHEREAS Sungene as part of its ongoing research in molecular bLology

rosearch program in biochemical products or agents that could be

infectious disease agents;

WHEREAS University is interested in continuing further research|

E

infectious diseases

WHEREAS Sungene is agreeable to funding and collaborating in the'

aforementioned research and to providing such tecnnical and patent

assistanca as the University might require to erpedite the research?program

said

on-

~ developing novel means for immunization to protect against human and animal

PR S
e

fe -
K .’7.’.' %
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and insdre patent protection for the results of the research program in
exchange for a grant of a right of firsc refusel from the University to
obtain a royalty-bearing, exclusive license for any proprietary technology
and patent rights which emanate from the funded research program including -
previous discoveries and reccmbineng clones necessary to construct _ EL%
genetically engineered plants and are available from the University_as_a
result of previous reseaxch directed by Dr. Roy Curtiss I1I. | d-.

WHEREAS University, on its part is desirous of receiving the l:
necessary funding from Sungene for said research together with the N
aforesaid technical assistance and assistance in establishing a patent
position thereon in exchange for granting to Sungene a right of first
refusaléto obtain an exclusive,_royalty-bearing license for any proprietary
technology concelved and developed in said funded research, said proprietary
technology being in the form of patentable and unpatentable inventions and
discoveries and including use of existing recombinant clones expressing !
bacterial virulence antigens and available DNA sequence information to
facilitate plant genetic engineering by Sungene and are available from the
University as a result of previous research directed by Dr. Roy Curtiss III.

NOW THEREFORE, in consideration of the mutual convenants and premises
herein contained the parties hereto agree as follows

: A. The worh to.he performed by the Universitf nnder this_..

Agreement shall be carried out in accordance with the protocol.for the |
proposed research program in the research protocol entitled “Plant
Biotechnology Collaborative Research Between Dr. Roy Curtiss. 111 of

Heshington University and Sungene Technologies Corporation by Dr Roy

Curtiss.:III which is attached

N
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- B, | The University hereby represente aﬁd warrants to Sung;ne that
it has the full right and ability to enter into this Agreement, to tragsfer
to_Suﬁgene the tangible technical materifals described in Article 8, beiow,
and to perforﬁ the research program set forth in Appendix A. i

C. - The University shall be responsible for obtaining all

" licenses ane consents, 1f aﬁy. required to perform the research program set
" forth in Appendix A.

2.  PERFORMANGE PERIOD

A. The regsearch work under this Agreement shall be perfermed

over a cne-{l-}year period beginning on 16 February 1987, and terminating on

15 February 1988 ("Performance Period"). |

. B. In the'evenr research leads are conceived but not fully
‘developed in the Performance Period and/or Sungene determines that ir %as an

interest in the funding beyond the end of the Performance Period, oﬁ

research work initiated in the Performance Period, thie parties herete agree

that Sungene shall have the first.option to fund the research work fer an
~additional time period of agreed-upon length. It is further agreed theg if
the option to fund the research work is taken up by Sungene, the conai%ions

-goverﬁing the rights of the parties for the results of the research ﬁork in

any additional performance period shall be idencieal to those detailed in
this Agreement, with the exception that the level of funding may be altered
‘to reflect the agreed upon research program in any subsequent performa;ce
_period. ¥ , §

| ~A. The cost to Sungene for performance of research work By;

Washington University under this Agreement is estimated to be $54, 000 00 as

detalled in the budget attached hereto as Appendix B. Payments for

performance of the research work hereunder shall be made quarterly in equal
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. o
" paymentd (513,500 each) in:advancE‘by_Sungeng,.on.receipt of appropriate
notice froﬁ the University, with the first quarterly payment being due
within thirty (30) days after the date on which this Agreement 1is 1ast
executed '

. B. Checks for all payments under this Agreement shall be made
payable to Washington University If, at any time, University has reason to
believe that the cost for the performance will be greater than the estimated
costs in the Agreement, University shall notify Sungene in writing to that
efféct, giving a revised estimate of the cost of completion of performance.
Sungene shall not be obliggted to reimburse Univérsity'for the costs
incu:red;in excess of the estimated costs specified above, and University
shallznﬁg be obligatéd to incur costs in excess of such estimated costs.
unless aﬁd-until Sungene has notified University in writing that’ the
estimatea costs have been increased appropriately. Upon expendiCure-§£ the
estimatéﬁ costs specified in this Agreemenﬁ, orwincreaéed by mutual
agreemen?, University’'s obiigation to continue éerformance shall cease.

4. ACCOUNTING .

The fhn@s paid by Sungene to University for research carried out
under this Agreement shall be placed in;izgéparace Sungene Research Account /
and expeﬁded in performance of the reseérch work in a manner to be -
determin;d by University. Sungene shall have the right to obtain an
accountiég of funds spent bj.University in carrying out the research
.prograﬁsédetailéd herein, In ﬁhis regard, University ag?ées that upon. thircy
(30) day;' notice, Sungene mﬁy send a mutually acceptabla auditor to exaﬁinq
the books of University solely for the purpose of the aforementiqned
accounting. Sungene’s right to audit University records shall extend only

for two (2)-year; after ;erminaﬁion'of this Agreement;
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'S.. PRINGIPAL INVESTIGATOR

The work under this Agreement will be performed under the

direction of Roy Curtiss, I1I, PhD, Principal Investigator It is agreed

that he will be responsible for the direction of effort hereunder, inqluding

' P
all budgeting and revisions to the budget, in accordance with applicable
s - : : D

University policies. Dr. Guy A. Cardineau is the Research and Develotﬂent

Contact for Sungene.

6. REPORTING OF RESEARCH PROGRESS

To keep Sungene informed of the performance of the research work

under this Agreement, University agrees to make frequent informal verbal

reports to Sungene and to respond to Sungene’s reasonable inquiries
regarding the statﬁs”of the research work. In particdlar,_University?s
frincipal Investigator'agrees to meet with Sungene’s Research and |
Developﬁent Contact periodically during the Performance Period at
University's facilities to discuss the progress of the research work?
Further, University also agrees to provide to Sungene brief (1-2 page)
letter reports on a quarterly basis and more detailed written progress
reporta;at the end of the first six (6) months of the Performance Peri
at the,conclusion of the project, .

7. PUBLICATION AND REPORTS ON DATA

A.  The Principal Investigator and the Sungene Research and

od and

Development Contact will cooperate and mutually determine when to copyright

publish, disclose, disseminate and use, in whole or in part. data,

information, inventions,'commercially useful products, and associated

technical information received or developed under this Agreement. University

agrees to. permit Sungene to review the content of any intended scienti
publication or presentation by submission of all such scientific_manos

to Sungehe's Research and Deveiopment Contact, prior to their_publicz

fic

cripts
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presentetion or submission to a publisher. The Research and Development -
Contact shsll as soon as possible. but at least with thirty (30) days of
.receipt of such manuscript or paper, render his (or her) suggestions or
.comments, if any, to University .

B, If Sungene has reason to believe a manuscript or paper as’
provide4 in Article 7A, reveals a potentially patentable invention, Sungene
shall inmediately notify University's Patent Administrator, University‘
agrees to delay such publicetion or'nublic'presentations_nntil a U.S. patent
spplicetion has been filed, or:University's Patent Administrator has
determin?d, in consultations with Sungene, that no patentable invention
exists, ;r for a period not'to_exceed ninety (90) days, whichever occur
first. University may also edit sueh manuscripts to nrotect‘sny patentable
inwentions if that 1is possiole, and thereby proceed with submission or
presentation. - R B o 1;/;

8. _OF GIBLE TECHNICAI |

A, Sungene desires access to pre existing tangible technical

materials deemed necessary by Dr.’s Curtiss and Cardineau to permit the
initiation of the collaborative effort at Sungene Technologies Corporation
as well as the tangible technical materials produced by the research work at
the earliest possible date to assist Sungene s collaborative research
endeavors and commercial development efforts. Since Sungene s efforts in
this reésrd will optimize University's return under any license agreement
entered into with Sungene in accordance with this Agreement; University'
agrees to make available and transfer'toISungene thoseltangible technical
materials, including recombinant clones expressing bacterial virulence
antigenséas a.result of.research work conducted by University and which are

requestea by Snngene. University'agrees to provide such tangible technical

materials to Sungene witﬁ;two (2) weeks of receipt of Sungene’s written



&

.University transmission of the materials.

- which were received from the University.

RESEARCH AGREEMENT o - : - Page 7

requestéfor samples of such tanglble technical materials. Any extra tosts

incurred by University over and above the costs itemized in the Budget

i
i

(Appendix B) in supplying such tangible technical materials to Sungene shall
be paid’ by Sungene on receipt of an appropriate University invoice. 'e
' B. Sungene agrees that all tangible technical materialsf
transferred under Article BA above, their progeny or derivatives; shallf
(L) be used only for scientific research;
(ii) . 'not.be used on human beingsj
(111) not be used for commercial purposes withoutfexpress
| | ~written consent of University in the form o} an
-exclusive license which shall not be unreastnably
:denied. | |
sungenejagrees that ie will keep:University infcrmed.on the results ;E.its

uses and analyses of tangible technical materials Sungene further agrees

that, except as indicated above, no right or license to these materials,

their progeny or derivatives, is granted or implied:as a result of

C. In the event this Agreement is terminated by Sungene for any

reason ﬁrior to the end of the Performance Period, Sungene will return

to

the University all tangible technical materials then in Sungene’s possEssion'

9. T_ANI CAL ASSIS GEN L

.€ A: University, will utilize Sungene’s Patent Council by

requesting advice and assistance from Sungene on obtaining patent coverage

for eny invention or discoverv resulting from the research work performed

under this Agreement Such use of Sungene'’s Patent Council will be at

Sungene s expense, to be reimbursed to Sungene sccording to Section 10.

A.

Sungene agrees to provide such patent advice and assistance on the nature
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and scone of commercielly useful patent clailms whicn mey be supportebleity x
the invention or discovery and the form and content of the patent | /ﬁ&
application which supports such commerclally useful patent claims University
expressly recognizes that Sungene,ritself, has no legal expertiseAin patent /
applicetions.. _ _ | | | _
| B. | Sungene will also provide collaborative technical agsistance
to expedite the research work under this Agreement. This technical
assistance may take the form of technical consulting services or assistance \
in perferming one (1) or more parts of the reseerch work in the Research V
Proposel _ettachee hereto _es_ Appendix A. If the need for Sungene’s technical 4-5‘::"“""‘}““'
is mutuelly agreed, then Sungene's Research and.Development Contact agrees | /
to meetiwith Univeréity’s Principal Investigator to discuss and agree upon

the natdre.end extent_of technical assistance Whicn Sungene will provide. )

10. PATENT RIGHTS - o . -
: A. University shall promptly disclose to Sungene in writing on a |

'confidential basis any New Technology (defined as all discoveries. |

inventions, improvements and/or other useful research processes and

products; patentable or unpetentable, conceived an& developed by University

as a resnlt of research performed under this Agreement), with patenteble

inventions being perticulerly identifien University scientists will work-

closely with Sungene to determine which aspects of the New Technology may

have petent potential. It is the intent and egreement of the perties hereto

that ell inventions made by participants in the research work covered by

this Agreement whether they be inventions conceived or mede solely by

University personnel or inventions made by University personnel together

with personnel of Sungene elong with any patent application filed thereon

and petent maturing therefrom, be essigned to the University, and be =.

disposed of in accordance with University policy. To the extent that R




o

to thiszgreement shall be mutually agreed upon between Sungene andéthe
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University shall have the legal right'to do so, Sungene shall oe giren a
right of first refusal to obtain an exclusive .worldwide royaltyebegging
license, to continue in perpetuity under the terms of this Agreement to any
patenteble inventions or discoveries derived from and including New%
Technology regardless of application and conceived made, or developed
during the courserof the resgearch project. Sald license shall_contaln
reasonapie terms based on:industry standards for similar products and
technology, and shail Include payments by_Sungene of University's costs in
filing, prosecuting, issuing; and maintaining any patent so license& should

Sungene fail to provide these services at no charge to UniverSLty, said

payments being creditable against future royalties The license agreement

shall also contain provision for payment of a royalty to the University for
sales of any product in any country which.is based on or derived from the
results of the research program, regardless of Unlversity patent cavezage,
provxded Sungene is the exclusive commercial source of said product in the

country in question. The royalty payable for either patented or unpatented

_products or processes under any license entered into by the partiesfpursuant

University, but shall not be greater than (i) two percent {2%) for patented

products or processes or one percent (1%) for unpatented products of the net

selling;price of any product made and used or made and sold by Sungene

pursuant to the rights to practice granted by the-license in the anihil feed

_field (ii) eight percent (8%) for patented products or processes or four

percent (4%) for unpatented products of the net selling price of any product

made and ‘used or made and sold by Sungene pursuant to the rights to practice
£ any ‘44

ol

. ! ;
granted by the license outside the animal feed fleld; (5&) up to 50% o
net incom: ~eceived by Sungene as a result of sub-licensing any of the

rights of ({) and (i1) above but in no case more than an amount equal to
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that indiceted in (1) and (i1) above. The Lieense Agreement shall.not
provide‘for eny advance lump-snm:fees for the license or any subiicenses.

- ﬁ. Ta establish_its'option for the right of first refusal to en
exclusive. royalty-bearing; worldwide 1icense, Sungene shall'edvisel
University within forty-five (45) deys of disolosure of New Teohnology
required by Article 10.A to Sungene whether or not Sungene wishes to secure
a commercial license to any patentable subject matter. University shall
prompcly initiate good faith negotiations with Sungene on the terms and
conditions of said exclusive license | | :

| : c. Sungene shall elect within six (6) months after the filing of
the first U.S. patent application on any invention, those foreign countries
in whichiSungene desires foreign patent protection and thereefter timely
file foreign patent applications in the name of the University on - any such
invention in all the foreign countries elected. The cost and expenses : {?HQ
current and accrued releting_to obtaining, issuing.,and maintaining of
petents protecting any sucn invention in all the foreign eountries eieeted
as provided above shall be paid by Snngene On a country by eountry basis
Sungene shall receive a credit for such costs and expenses against royalties
or payments due. | | h

D. I1f Sungene evidences no interest in any invention, either

(1) by direct notification to the University, (2) by failing to notify
University of its interest or disinterest within forty- -five (453) deys of
receipt of a written disclosure of such invention fron University; or (3) by
failure .t:.'.o. pay the full §54,000.00 due under the provisions of this
Agreement for any reason other than default by the University, 1t shall be

considered to have waived its right of first refusal for an exclusive

li-anga %rﬁ el inv”r?i 5 ) "ﬁ,n“-q{t" fH 211 bo free to disposa of the
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inventien in accordance with University policles, with no further_obiigation

to Sungene.

E. For New Technology for which patent protection is not

faith separate agreements to provide Sungene an exclusive commercial

- deeirabfe or is not obtainable byﬁiew' the parties shall ﬁegotiate ih good

license. The terms of any agreement erntered into by the parties pursuant to

this paragraph 10E shall include a royalty which shall not exceed the

maxinum royalty rates specified in paragraph l0A above. For purposes of this

paragraph 10E, New Technology shall include existing recombinant cloﬁeﬁ
exﬁressirg bacterial virulence antigens which are available from thef
University as a result of previous research at the University under rhe
direction of Dr. Roy Curtiss III. |

11. SUPPLIES AND EQUIPMENT

' 'In the event that University purchases supplies or equipment

heremnder, title to such supplies and equipment shall vest in Univer;ity.

All purchases of supplies or equipment shall be in accordance with the
budget in Appendix A. | |
12.. TERMINATION

A.  Sungene shall have the right to terminate this Agreement

anytime within the Performance Period if Sungene determines that

_unsecisfaetory progress is beiﬁg made on research objectives'or that’ no

businessfoppbrtunitiee exist by giving the University two (2)'monthe'

written notice of termination Sungene shall reimburse the University for

any expenditures or uncancellable obligations incurred prior to the 11
i

effective date of such termination, and shall continue to pay the’ salaries

of University personnel specifically assigned to the research work ec the

i

salary levels indicated in Appendix A hereto for a maximum of six (6) months
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followieg the written notification of termination or the end of the .
Performence Period as described in Section 2;Af, whichever occurs first,

~ B. University may_terminate_thie Agreement upon sixty (SQ) days’
priof wé;;ten notice to Suﬁgene_fo;;eny_of_phe following reesens;_

| Ly If.employmenc of the Principal Invegtigator'with

University terminates; or | |
(i1) _ If University deﬁermines that replacement of the
Brinc;palZinvestige;p;wis necessary for rea#bqe
_other.than empleyment_termination and the parties
are unable to agree upon a replacement, or the
University is unable to identify a replacement; or
(1i1) 1f, after consultaeienﬂwith Sungene,_pnivereity
determines that continuation of the research will

_ not contribute to the edvancement of sclerce.

E,C. Should the University terminate this Agreement prior to its
expiration date, Sungene shall be granted a royalty free, non- exclusive
license ;o all unpatented materials developed under this Agreement.

?_D. If University terminates this Research &greemenc as provided
under this Article 12B, Unive:e;ty shail exert its best efforts to limit and -
terminet;_all outstanding eqmmitments. Sungene agrees to reimburse‘
'Universi;y for all costs incurred by ;e for the research, including
uncanceliable obligetions Buc excluding any'obllgation or commitqente=fer
salaries for indivlduals extending beyond the date of University
termination . o

| Sungene will not have the :ighe_to_diree: or control the
activities of the Univerei:y'in performing the services provided herein and

the University shall perform services hereunder only as an independent



/‘H\}l
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contractor; and nothing herein contained shall be construed to be

inconsistent with the relationship or status. Under no circumstances%shall

the University be considered to be an employee or agent of Sungene. fhis

Agreement shall not constitute, create, or in any way be interpreted as a

joint venture, partnership, or formal business organization of any kini.

14, EXcu DELAYS

In the event of a delay caused by inclement weather fire,;flood

strike, or other labor dispute, act of God, act of governmental officials or

agencies, or any other cause beyond the control of the University or

Sungene, either of the parties shall be excused from performance hereunder

for the period of time attributable to such delay, which may extend beyond

event of any such delay, ‘this Agreement may be revised by changing the

mutual agreement of the parties.

15. NOTICES

the time 1ost due to one (1) or more of the causes mentioned above in the

" estimated cost, performance period and other provisions as appropriate, by

All notices of every kind and'description whatsoever reqnired or

permitted under this Agreement shall be in writing and shall be deemed to

have been received when personelly delivered or when mailed through the U.s.

Postal Service, postage prepaid, as evidenced by a postmarked certificete of

mailing'for U.S. Mail, or by.otner similar neans for personal delivery

such

as a signed receipt ecknowledging personal delivery. to the party to whom

delivery shall be made at the respective, specific addresses as set out

below:
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University: | ' Washington Universicy
~:  Campus Box 1054
One Brookings Drive
St. Louis, Missouri 63130
Attn; H, 5. Leahey
'Sungene: | Sungene Technologies Corporation
3330 Hillview Avenue :
Palo Alto, California 94304
Attn: Dr. David McGee, V.P. Operations
16. NON-ASSTGNA : D _INUREME
g This Agreement is personal in its character, and no party or
parties hereto shall assign, sell transfer or encumber this Agreement or
the interest therein or permit any other arrangement having similar effect,
without the express written consent of the remaining party._except as a
result of a sale, consolidation, reorganization, or other transfer involving
Sungene s business or assets relating to plant biotechnology This Agreement
shall be binding on and inure to the benefit of the successors or permitted
assigns of the parties hereto and all entities controlled by them ' '
17. SEVERABILITY | |
- All agreements and covenants contained herein are severable and
if any of the provisions hereof with the exception of those establishing
the research investigation_end protection for confidentlal information of
the parties shall be held to be'invalid by any competant court this
Agreement shall be interpreted as if such invalid agreement or covenant were
not contained herein | |
18. ENTIRETX
; This Agreement contains the complete and exclusive agreement of
the parties concerning the services to be performed hereunder and merges and

supersedes all prior understandings and representations {(oral or written)

between the parties concerning such services. Neither this Agreement nor any _ |




7T,

. shall be.binding on the'parties unless and until it has been signed by |duly

- ...of any fight hereunder or of any other breach or.failnre by said other

(/' -
B
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i

subsequent agreement amending, supplementing or terminating this Agree@ent
, T

authorized representatives of the parties hereto.

19." CONTRACT TERMS

The walver by any party hereto of any right hereunder or feiLure
; _ u
to perform or breach by the other party(les) shall not be deemed as a waiver

i

party(ies), whether of similar nature or otherwise. The failure of either
party hereto to enforce at any time the provisions of this Agreement' or any

rights with respect thereto, or to exercise any election herein provided

shall in no way be considered to be a walver of such provisions, rights, or

elections, or in any way affect the validity of this Agreement. The exgrcise

by any nerty hereto of any rights or elections under the terms or co?e%ants

herein sheli not preclude or prejudice either party hereto from exerci;ing
the same or any other right it may have under this Agreement, irreepec;ive
of any ﬁrevions action or proceeding taken by the parties hereunde'r.ji
20. - WAIVER AND MODIFICATION - - _
j No waiver or modification of this Agreement or of any covenant
condition or limitation herein contained shall be valid unless in wrfting

and duly executed by the party to be charged therewith and no evidence of

any waiver or modification shall be offered or received in evidence in any
s

'_ proceeding, arbitration, or litigation between the University and Sungene

arising out of or affecting this Agreement, or che rights or obligations of
any party hereunder, unless such waiver or modification is in writing duly
executed as aforesaid, and all parties further agree that the provisio s of

(

this peragxaph may not be waived, except es_herein set forth.
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21. GOVERNING LAW

It 1s mutually agreed and understood by the parties heretp_thet:

the 1aws; stacutas, rules, and court decisions prevailing in ‘the State of
California shall control and prevail in all matters affecting this.
Agreement : '
22. THIRD PARTY RIGHTS
é University agrees that it shall use reasonable efforts not to
permit the research funded hereunder to be conducted in a manner or under
circumstences that would provide any third party, including the Uniced -
States Cevernmenc or any agency thereof, any claim to rights or such-
researchéqr any invention mede during the course thereof.
23. USEOF NAMES |
é Neither party shall use the name of the other party in any
announce@ent, publication or publicity without the express written
ﬁermissién'of the other party.
24. INDEMNIFIGATION
z The Sungene agreee.to hold harmless, indemnify and defend the
Universi&y from all iiabilicies, demands, damages, expenses and losses
arising eut of the use of :He Sungene, Sungene employees, or by any;third

party acting on behalf of or under authorization from Sungene, of any

information materials or samples received from the University or out of any

uee. sale or other disposition by Sungene by any third party acting on
behalf of or under authorization from Sungene of products made by use of
information. materials or samples received from University.

Exequted by the respeccive duly authorized officers agente of the
Universiey and Sungene to be effective the day and year set out in”i '

paragrapﬁ 2 above.
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Massachusetts General Hospital

Research & License Agreement - SHORT FORM MASTER

RESEARCH AND LICENSE AGREEMENT

THIS AGREEMENT, effective as of 1 1985 (EFFECTIVE
DATE) between THE GENERAL HOSPITAL CORPORATION a not for profit
corporation doing business as Massachusetts General Hospital
having a place of business at Fruit Street, Boston, Hassachusetts

. 02114 (MGH) and Coampany, a corporation having a principal place

of business at - " s (Company)
WITNESSETH;

- WHEREAS, under research programs funded by the MGH, and the
Department of Health and Human Services (hereinafter, with all
other sponsors of research, if any referred to as "SPONSORS"),
the MGH Department of _ through research
conducted by Dr. Jones has. developed and are continuing to
develop certain scientific 1nformation relating to

' WHEREAS, as a center for research and education, MGH is

interested in disseminating RESEARCH INFORMATION and licensing
PATENT RIGHTS in a manner that will benefit the public by
‘facilitating the distribution of useful products, but is without

_capacity. to commercially develop, manufacture, and distribute any

such prbduct; and

UHEREAS, Company, as a leader in the development and uae of
has such capacity, and desires to commer-

cially develop, manufacture, use and distribute such products
throughout the world; : ]
NOH'THERE?ORE,11n considetation of the pfemises'end of the
faithful performance of the covenants hereia contained, the
parties hereto agree as follows: :

1. DEFINITIONS

1 1 The term "MATERIAL“ shall mean the

. disclosed to Company by PRINCIPAL INVESTIGATOR during the term of

SPONSORED RESEARCH.

1.2 The term "FIELD" shall mean the ase'of MATERIAL'in the

diagnosis, treatment or maintenance of any normal or pathological

physiological function in humans or animals.
1.3 The term "SPONSORED RESEARCH" shall mean scientific

research pertaining to the identification, synthesis, manufacture
or use of any MATERIAL funded in whole or in part by Company and

7/31/85
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: N
conducted in the MGH Deppartment of in
accordance with the RESEARCH PROPOSAL (hereinafter defined in
Paragraph 1.10) set forth in the document entitled
" attached hereto as Appendix A and

incorporated herein.;

-1+4 The term- “INVENTION“ shall mean any new and useful
process, msnufscture, or composition of nstter,

(s) disclosed to Company by PRINCIPAL INVESTIGATOR in
‘Appendix A, or

(b) conceived or first reduced to practice during the
conduct of SPONSORED RESEARCH in which MGH has
rights by virtue of sole or joint inventorship by
an "INVESTIGATOR"

I.S The tera "PRINCIPAL INVESTIGATOR Vshell mean Dr. Jones. .

1l.6 The term “INVESTIGATOR' shallvmeen PRINCIPAL INVESTI~-
GATOR and any other member of MGH's professional staff graduate
student, postdoctoral fellow, under .graduate student, or employee
of MGH who shall perticipste'in'SPONSORED RESEARCH. '

1.7 The term "PATENT RIGHT" shall mean any United States or 1 :
foreign patent application, or the equivalent of such applica- : R
tions, including any division, continuation, or continuation-in-
part thereof, or any Letters Patent or the equivalent thereof
issuing thereon or reissue or extension thereof, containing-one
or more clains to an - INVENTION. . L

1 8 The term 'RESEARCH INFORHATION“ shall mean any reseerch
data, formulas, process information, clinical data and other
information pertaining to SPONSORED RESEARCH produced during the
conduct of SPONSORED RESEARCH. .

1.9 The term “PRODUCT” shall wean any MATERIAL, composition
containing MATERIAL or other article of manufacture that incerpo-
rates MATERIAL or whose manufacture, composition or use employs
RESEARCH INFORMATION, ‘

1.10 The term "RESEARCH PROPOSAL™ shall mean Appendix A and
any other written description of SPONSORED RESEARCH appended
hereto pursuant to paragraph 2.3 and shall include a reasonably
detailed description of the goals and scope of such research, the
research design to the extent that it is known and a budget that
details the equipment, materials, personnel, and the funds to be
supplied by Conpany to support the research described in such
propossl. _ .

7/31/85 . -2 -
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2. MGH RESEARCH AND COMPANY SUPPORT THEREQF
2.1 During the one (1) ‘year next following the EFFECTIVE
DATE, MGH shall:

(a) through PRrNCIPAL INvEsribATOR-and hhy'otﬁec
INVESTIGATOR conduct SPONSORED RESEARCH;

(b) as to all SPONSORED RESEARCH"

i. pronptly and syatematically disclose to
Company, RESEARCH INFORMATION which
Company shall be entitled to use to the
“extent such use does not infriuge any
patent not licensed hereunder, N
: ]

i1. pernit duly authorized employees‘of or
- reprecentatives of Company to visit the
Vlaboratories of MGH's Department" of
s at the - invitation
‘and convenience of Dr. ‘Jones, for the
‘purpose of facilitating disclosure to
Company of RESEARCH INFORHATION ‘

i11. _pronptly advise Company of the con:eption
. or reduction to practice of any INYENTION
‘and the filing of PATENT RIGHT, except as
otherwise provided by 3 2, and 4.1, below;
‘and v :
iv. promptly provide Company with a rédsonable
amount of any MATERIAL synthesized by
;INVESTIGATOR. :

‘2.2 1In consideration of said undertaking by MGH, during the
pericd SPONSORED RESEARCH is being conducted, Company shall at
Company 8 expense.

(a) nake research grants to MGH in accordance with the
‘ following schedule:

Paid by: - The Amoﬁnx of:

within thirty (30) days .
"of the Effective“Daté' ) R

‘within thirty (30) days _ :
of 8

7/31/85 o -3 -




Research & License Agreement - SHORT FORM MASTER

Additional grauts for SPONSORED RESEARCH may bée added in accord-
ance with Paragraph 2.3. Every grant paid pursuant to this 2.2
or RESEARCH PROPOSAL added pursuant to 2.3, so long as PRINCIPAL
INVESTIGATOR is employed by The Division of Radfological:
Sciences, shall be expended under the direction of PRINCIPAL
INVESTIGATOR for SPONSORED RESEARCH; and-

‘(b) with teepect to a11 research relating to Sponsored
Research and PRODUCT development conducted by
Company, promptly inform MGH of all results, data
and analytic protocol unless such disclosure would
be contrary to 3.1. .-

2.3 At any time during the term of this Agreement either
party may propose inm writing additional research not previously
described in the RESEARCH PROPOSAL appended hereto as Appendix A.
Each such Proposal shall include a description of the additional
research proposed and a budget of the costs to be funded by
Company aund a schedule of payment of such costs. Unless the
parties shall otherwise agree in writing, negotiations between
them over any such Proposal shall not extend beyond the sixtieth
'{(60) day next following the date when the Proposal shall have
first been so made, and whenever such negotiations shall end
without agreement between the parties to proceed with the
proposed project, the party originating the Proposal may under-

- take such project without the other party and seek funding for

such Proposal from any source. When such Proposal and budget is
_accepted by MGH and Company, the Proposal shall be appended
hereto as a RESEARCH PROPOSAL and the SPONSORED RESEARCH
described therein shall commence and budgeted amounts shall be
paid as set forth in the Proposal or as agreed by the parties.
In no event shall any additional research be added to SPONSORED
RESEARCH or shall the direction of SPONSORED RESEARCH be altered
without the concurrence of the Director, Office of Technology
Adminigtration, MGH.

3. CONFIDENTIALITY AND PUBLICATION RIGHTS

3.1 MGH cannot assure confidential treatment of any Company
proprietary information that might be disclosed to MGH or any
INVESTIGATOR. In the event that Company wishes to disclose to
any INVESTIGATOR any information which relates to SPONSORED
RESEARCH that Company considers confidential, Company may enter
into a separate Confidentiality Agreement with the INVESTIGATOR.
Such Confidentiality Agreement must be approved as to form by the
Director, Office of Technology Administration, MGH and shall
provide a means for clearly identifying the informatioan Company
considers to be proprietary and not abridge MGH's or the INVES-
TIGATOR's traditiocnal rights to publish and communicate with
academic colleagues as set forth in the following 3.2. :

7/31/85 - -4 -
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3.2 Recognizing MCH's ‘desire .to publish résearch results and
COMPANY's desire to develop the results of Sponsored Research for
the earliest introduction to the public .

(a) MGH agrees to submit to Company an early draft of
~documents disclosing the reeulte of SPONSORED
RESEARCH as followa: .

U : ;
1. Each manuscript at least thirty (30) days
prior to ita submiasion for publication
and ,

4i.  Each abstract at least seven (7):deys
prior to its submisaion for publication.

Company shall have the right to advise MGH as to the patent-
ability of any INVENTIONS disclosed theréin. At the end of such
thirty (30) day or seven (7) day period, MGH shall have the
right, in its discretion, to submit such manuscript or abstract
for publication.

(b) Nothing in the Agreement 'shall be construed to
prohibit or limit in any way,

i. The filing by MGH of any report required

by any public authority pertaining to

"SPONSORED RESEARCH, except that MGH agrees
to obtain confidential treatment for
RESEARCH INFORMATION included in said
report to the extent that such public
authority permits such confidential
treatment. :

“11i. ' the non-public disclosure and discussion
of RESEARCH INFORMATION between MGH
INVESTIGATORS and their academic ?E
colleagues. MGH shall advise MGH INVESTI-
GATORS that when making such ‘non- public
disclosures, consideration should be given
to MGH's and Company's interest 1n§
obtaining the benefits of - worldwide patent
coverage of any INVENTIONS 1nc1uded in

-RESEARCH INFORHATION and _ _.J

iii. "MGH's right to disclose to any: party

- 'RESEARCH INFORMATION pertaining to any
INVENTION to which Company does not
- exercise its option to a license’ 1n
"accordance with paragraph 4.3 or which MGH
-shall be entitled to license to another
pursuant to paragraph 4.4 or any other
term of this Agreement.
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~4.. PATENTS AND LICENSES

4.1 Each INVESTIGATOR who during the course of SPONSORED
RESEARCH shall make an INVENTION, solely or jointly, ("MGH
INVENTOR") shall promptly report such INVENTION to MGH. Each MGH
INVENTOR shall assign all of his rights, title and interest 1in
any INVENTION to MGH. Each employee of Company who makes an
INVERTION, whether solely or jointly, shall report such INVENTION
to Company and shall assign all of his rights, title and interest
to Company unless such assignment is contrary to federal law.
Inventions made jointly by assignors to MGH and Company shall be
jointly owned whenever legally possible.

HGH pronptly shall advise Company 1in writing, of each
INVENTION disclosed to MGH. . Representatives of MGH and Company
shall then discuss whether. 2 patent application or applications
pertaining to such invention should be filed and in which
countries. Applications assigned solely to MGH shall be filed by
MGH, applications assigned solely to Company shall be filed by
Company and jointly assigned applications shall be filed as
mutually agreed upon by the parties. .

_All patent costs pertaining to INVENTIONS filed by mutual
agreement of MGH and Company, including preparation, filing, A
_prosecution, igssuance and maintenance costs shall be borne by e S

Company except as provided for below.

_ In the event Conpany is not interested 1n having a patent
application filed with respect to a particular INVENTION, Company
shall advise MGH of such fact within ninety (90) days from the
date on which the INVENTION wag disclosed to Company by MGH or
sooner if necessary to avoid the loss of PATENT RIGHTS. MGH, at
its own expense then may file and prosecute such patent applica—
tion in any country where Company elects not to file, and such
patent applications and patents shall not be included within the
- rights licensed to Company pursuant to paragraph 4.3 of this
Agreement and MGH shall be free to license such patent .to any
other party.

In the event that MGH does not wish to file a patent appli-
cation with respect to a particular INVENTION, or does not wish
to file patent applications with respect to specific countries,
it shall without delay notify Company, and Company shall be free,
where not coatrary to United States law, to file at its expense
patent applications in the name of MGH, if necessary, and MGH
shall render Company, at Company's expense, all necessary
assistance in order to facilitate such filing. All information
given to Company by MGH in accordance with this paragraph 4.1,
will be held in confidence by Company so long as such information
remains unpublished or publicly undisclosed by MGH and all
Company information concerning any Company invention provided in

7/31/85 | - -6 -
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.staff 1in carrying out the SPONSORED RESEARCH.

7/31/85 . o -7 -

Research & License ‘Agreement - SHORT FORM MASTER

writing to the Director of . Office of Technology. Adminietration
shall be maintained in’ confidence by MGH until such information

&.2 With respect to any patent application filed by mutual
agreement of the parties, each patent application, office action,
response to office action, request for terminal disclaimer, and
request for reissue or reexamination of any patent issuing from
such application shall be provided to Company sufficiently prior
to the filing of such application, response or request to allow
for review and comment by Company. . o S

4.3 As to each PATENT RIGHT assigned in - whnle or in part to
MGH and filed by mutual consent of the parties, MGH grants to
Company for the twelve (l2) months next following the filing of

: such a PATENT RIGHET the exclusive option to obtain a world-wide

royalty bearing exclusive license, to the extent not precluded by
law. The option is to be exercised by written notice to MGH
during said twelve month period and the negotiation of a license
agreement containing license terms standard for agreements
between universities and industry including without limitation
clauses providing for payment of reasonable royalties toEMGH and
objective time-limited due diligence provisions for the develop-
ment and commercialization acd marketing of a PRODUCT.  In the
absence of such notice by Company and agreement on license terms,
MGH may grant a license to such PATENT RIGHT to any other entity.

Nothing herein shall be construed to prevent MGH from

'licensing any INVENTION, PATENT RIGHT, or RESEARCH INFORMATION to

any other for the purpose of manufacturing, using or selling of
any product or method outside of the FIELD.

5. LIABILITY

MGH and Company shall each be responsible and shallihold the
other harmless for any injury to persons or damage to property
caugsed by the negligent acts or omissions of their employees or

6. TERMINATION

'6 1 The SPONSORED RESEARCH provided for under thil Agreement

'is intended to be for a term of ome (1) year beginning with the

EFFECTIVE DATE of this Agreement and may be extended thereafter
by mutual agreemeat in writing on an annual basis on substan-
tially the same terms as provided for in this Agreement.
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" 6.2 So'long as PRINCIPAL INVESTIGATOR is dvailable to direct
"the SPONSORED RESEARCH at MGH, Company may not terminate the
SPONSORED RESEARCH except for breach of the provisions of
paragraph 2.1 or 2,2. 1If for any reason the PRINCIPAL INVESTI-
GATOR shall no longer be available at MGH, the parties agree to
negotiate in good faith, the continuance of,the SPONSORED
RESEARCH. However, if a PRINCIPAL INVESTIGATOR acceptable to
Company cannot be agreed upon, Company may terminate this
agreement except for an obligation to continue for up to six (6)
months beyond uotification of PRINCIPAL INVESTIGATOR'S departure,
salary support at the pretermination level of all Ph.D. personnel
who have been conmitted to the SPONSORED RESEARCH on a half-time

- or gree:er basis.

643 If either party shall fail to faithfully perform any of
its obligations under this Agreement, the nondefaulting party may
give written notice of the default to the defaulting party.
Unless such default 1is corrected within thirty (30) days after
such notice, the notifying party may terminate this Agreement,-

upon thirty (30) days prior written notice.

7. MISCELLANEOUS

‘7.1 This Agreement constitutes the entire understanding
between the parties with respect to the subject matter hereof,
and supersedes and replaces all prior agreements, understandings;
writings and diacussions between the parties relating to said
subject matter.'

7.2 In order to facilitate implementation of this Agreement,
MGH and COMPANY are designating the following individuals to act
on their behalf with respect to this Agreement for the matters
1ndiceted below. .

(a) 'with respect to matters concerning the conduct of
S - SPONSORED RESEARCH, budgets, manuscripts for
SR _ publication, written transmittal of Research
: Information and transmittal of materials; for MGH,
Dr. Jones; for Company, .

(b) with respect to any Research Proposal submitted
pureuaut to paragraph 2.3, the receipt of research
payments made pursuant to 2.2 or any Research
Proposal appended hereto, the form of any Confiden-
tiality Agreement to be signed by any Investigator,
the disclosure of any Inventionm or any correspond-
ence pertaining to any Invention or Patent Right,
any notice of. the: ‘useé..0f MGH's name, or the notice

of 1ntent ‘to exercise the paragraph 4.3 option; for.

7/31/85 -8 -
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by either party of any condition or term in any one or more

- such .condition or term of an other condition or term.

'Company 8 written consent except for the right to receive
"royalties payable herein. Company shall not assign this agree-

©7/31/85 _ -9 -

MGH, the Director, Office Of Technology Administra-
tion; for Company, .

(c) any amendment of or waiver under this Agreement,
any written notice or other communication pertain-
ing to the Agreement: for MGH, the Director of

- Research; for Company, L, :

(d) the above deeignations may be superseded from time
to time by alternative designations made bx. for
MGH, the General Director; for Company, : .

7.3 This Agreement may be amended”and any of its terms or
conditions may be waived only by a written instrument executed by
the parties or, in the case of a Waiver, by .the party waiving
compliance. The failure of either party at any time or times to
require performance of any. provision hereof shall in no manner
affect 1ts rights at a later time to enforce the same. No waiver

i{nstances shall be construed as a further or continuing waiver of
7.4 This Agreement shall be binding upon and inure toj|the

benefit of and be enforceable by the parties hereto and their
respective successors and permitted assigns. :

7.5 Any delays in or failures of performance by either party
under this Agreement shall not be considered a breach of this
Agreement 1f and to the extent caused by occurrences beyond the
reasonable control of the party affected, including but not
limited to: Acts of God; acts, regulations or laws of any |
government; strikes or other concerted acts of workers; fires,
floods; explosions; riots; wars; rebellion; and sabotage; and any
time for performance hereunder shall be extended by the actual
time of delay caused by such occurrence. -

7.6 Company shall not use the name of MGH or of anyiuéu
staff member, employee or student or any adaption thereof in any

‘advertisging, promotional or sales literature without the prior

written approval of The Director of News and FPublic Affairs at
MGH. Company shall give notice to MGH of the use of its name of

‘'reference to this agreement ia any document employed by Cowpany

to obtain funds or financing by providing MGH with a copy of the
pertinent language from such document. Such notice shall include
a disclosure of the nature and circulation of such document.

7. 7 This Agreement shall not be assignable by MGH without

ment or any portion thereof or any license obtained hereunder to
any party without the prior written comnsent of MGH. '
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17«8 This Agreement shall be governed by and construed and
interpreted in accordance with the laws of the Commonwealth of

Massachusetts.

',7.9 If any brovisidn(s) of this Agreement are or become

.invelid are ruled illegal by any court of competent jurisdiction

or are deemed unenforceable under then current applicable law
from time to time in effect during the term hereof, it is the
intention of the parties that the remainder of this agreement
-shall not be affected thereby. It is further the intention of
the parties that in lieu of each such provision which is favalid,
illegal, or unenforceable, there be substituted or added as part
of this Agreement a provision which shall be as similar as
possible in economic and business objectives as intended by the
parties to such iavalid, illegal or uuenforceable ptovision, but
'.shall be valid, legal and enforceable.

_ THE PARTIES have duly executed this Agreement as of the date
first .above wri:ten.

COMPANY ' -' - MGH
BY__ . | BY
TITLE R TITLE
DATE__ ‘ . DATE
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