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| RATIONALE FOR FEDERAL TECHNOLOGY
| R TRANSFER EFFORTS S

. _INNOVATION PROVIIES AN IMPROVED STANDAHD
OF LIVING | |

° INDUSTHIAL AND TECHNOLOGlCAL INNOVATION IS
| LAGGING - |

e NEW ADVANCES IN UNIVERSITY AND FEDERAL
. /> LABORATORIES ARE POTENTIALLY USEFUL.

 IT IS IN THE NATIONAL INTEREST TO PROMOTE WIDER
USE OF FEDERALLY FUNDED TECHNOLOGIES.




INNOVATION PROVIDES AN IMPROVED
| STANDARD OF LIVING BY |

_INC_-REAE.SING--_ PRO‘DU_CTIVIT_Y .
CREATING NEW INDUSTRIES
INCREASING EMPLOYMENT
IMPROVING PUBLIC senvnces
-_ ENHANCING u.s. COMPETITIVENESS

g
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RATIONALE FOR FEDERAL TECHNOLOGY
: TRANSFER EFFORTS

e INNOVATION PROVIDES AN IMPHOVED'S’TANDAR’D OF LIVING.

° lNDUSTRlAL AND TECHNOLOGICAL INNOVATION |s
LAGGING

e NEW ADVANCES IN UNIVEIRSITY AND FEDERAL
LABORATORIES ARE POTENTIALLY USEFUL.

' o ITISINTHE NATIONALINTERESTTOPROMOTE WIDER
| USE OF FEDERALLY FUNDED TECHNOLOGIES. |




A_UTHORITIES GRANTED TO LABORATORIES

_TECHNOLOGY LICENSING o
COOPERATIVE R&D AGREEMENTS
ROYALTY SHARING WITH INVENTORS
| PERSONNEL EXCHANGES

™ o | gpj |
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STEVENSON-WYDLER TECHNOLOGY
" INNOVATION ACT OF 1980

MAKES TECHNOLOGY TRANSFER A RESPONSIBILITY
OF ALL FEDERAL LABORATORIES.

CREATES ORTAS TO MANAGE TECHNOLOGY TRANSFER.
® AUTHORIZES PERSONNEL EXCHANGES.

g



'BAYH-DOLE ACT - 1980

' e ALLOWS NONPROFIT comhACTOhs TO:

° 'RETAIN TITLE TO IN‘VENTIONS
e PATENT TECHNOLOGIES
. LICENSE TECHNOLOGIES

e FIEQUIHES NONPROFIT CONTRACTORS TO

o SHARE ROYALTIES WITH INVENTORS o
e USEROYALTIESFOR LABORATORY PURPOSES’. o

-+ AUTHORIZES FEDERAL AGENCIES TO:

PROTECT GOVERNMIENT-OWNED

INTELLECTUAL PROPERTY

GRANT LICENSES FOR GOVERNMENT-OWNED
INTELLECTUAL PROPERTY

'SET RESTRICTIONS ON LICENSING

]




: TRADEMARK CLARIFICATION ACT OF 1984

.AMENDS BAYH-DOLE

GIVES MOST NONPROFIT CONTRACTOR- OPEHATED
LABORATORIES THE RIGHTS PROVIDED BYBAYH-DOLE

ENABLES CONTRACTORS TO LICENSE INVENTIONS

parl
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FEDERAL TECHNOLOGY TRANSFERACT OF 1986

AMENDS STEVENSON-WYDLER ACT
'STRENGTHENS POLICY LANGUAGE

FORMALLY ESTABLISHES AND FUNDS FLC
 ALLOWS AGENCIES TO PERMIT GOGOS TO:

‘e ENTER INTO COOPERATIVE RESEARCH AND
DEVELOPMENT AGREEMENTS

- e LICENSE TECHNOLOGIES SR
.o REQUIRES THAT ROYALTIES FROM GOGO INVENTIONS BE:
] SHARED WITH INVENTORS |

e GIVENTO GOVERNMENT-OPERATED
LABORATORIES r -
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~ EXECUTIVE ORDER - 1987

REQUIRESFEDERAL AGENCIES TO PERMIT GOGOS TO:
o ENTER INTO COOPERATIVE RESEARCH AND
 DEVELOPMENT AGREEMENTS |

e LICENSE TECHNOLOGIES
ENCOURAGES EARLY IMPLEMENTATION OF ROYALTY-
SHARING AND CASH AWARDS PROGRAMS

'ENCOURAGES PERSONNEL EXCHANGES
ENCOURAGES COOPERATIVE RESEARCH




' Contractor may clalm tntle to

Sz

AUTHORITIES: RIGHTS TO TECHNOLOGIES

' inventions

- Proper dlsclosure must occur |
Patent applicatlon mustbe flled o

Inventor may claam titleif | - . FTT
contractor and/or government does |
not intend to protect and/or

TC

BD

ommercialize .

Government retains royalty-free . FTT
‘rightof use- | o -

Bayh-Dole Act (1980)
Trademark Clarification Act of 1984

~ Federal Technology Transfer Act of 1986

GOGOs

- Nonprofit GOC_Os.

BD,TC

BD,TC
'BD,TC
' BD,TC

' BD,TC'

ger]
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 LICENSING AUTHORITIES
| T ~ Nonprofit
- Government-Operated Contractor-Operated
_  Laboratories R ‘Laboratories

Lecenses negotiated by the | FITEO. TC |
developing Iaboratory ' o SR | . -

© Exclusivelicensesmaybe (BDFTT ~ BD,TC
‘negotiated . . - . -
Licenses may béimyalty»ereor' T BD,TC
forroyalties or other _ : _ : :

- considerations .

Preferenceto smallbusmess FTT - BD,TC

. licenses _ : :

'Products used in the U.S. made - FTT BD,TC

under alicense mustbemadein '
theU S. o
Marketing ordevelopmentplan | - FIT
mustbe submitted for licensing
Labor=tory empl_oyees may work FTT

‘with licensee to promote
commercialization _ _

~ Governmentaiways retainsFTT : FIT | BD,TC
royaltyvfree rightofuse - L B .
BD _ Bayh-Dole Act (1980) _
TC Trademark Clarification Act of 1984

EO Executive Order

; Federal Technology Tfansfer Act of 1986

nnnu
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GENERAL LEGiSiAIIVE AUTHORITIES GRANTED TO FEDERAL LABORATORIES AND AGENCIES

Legislative
Authorities and Actions

o _ Nonprofit
Government-Operated Contractor-Opergted
Laboratories _ Laboratories’

' Agencies

General

Responsibility of Federal govermment to
transfer Federally owned and originatied
technology to government and private sectors.

ORTAS established and funded (0.5 percent of
agency's R&D budget) to manage technologies

at the labortories.

Increases emphasis for ORTAs to concentrate on
inventions with potential commercial application.

Rights to Techuologies

Small buainesses and nonprofit contractors may elect
to retain rights to technologies made under contract
.with Federal government (unless technologies are
related to weapons or naval nuclear propulsion).

fo the extent permitted by law; extends to all
contractors the rights given to small businesses
and nonprofits with respect to technologies
developed under contract with the Federal
government.

The inventor will be allowed to retaip title to the .

invention 1f the nonprofit contractor or Federal
agency does not choose to retain title,

Federal agencies owning rights to a technology that
do not intend to file for a patent or otherwise

promote commerialization of the invention must allow '

the inventor to retain title to the technology.

SW,FIT ' sW

SW,FTT _ _ SW, FET

BD o BD,TC

FIT o . BD,TC

" SW,FIT

BD,TC,FTT
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Legislative
Authorities and Actions

_ . Nonprofit -
Covernment-Operated Contractor-Opergted
Laboratories ' * Laboratories © ' Agéncles

Patents

Agencies, designated orgenizations, and laboratories
are authorized to apply for patents and other forms
of protection for intellectual property for which the
government owns right, title, or interest both in the
United States and in foreign countries.

Nonprofit contractors retaining rights to a
technology are required to file a patent application.

Licenses

Exclusive, partially exclusive, or nonexclusive
licenses may be negotiated under certain conditions.

Licensing of technologies at nonprofit conmtractor- -
operated laboratories should be done by contractor

employees at each facility, to the éxtent it is the
most effective way to transfer technologies, '

Agencies pay permit government-opérated'lab-
oratories to negotiate licensing agreements for
technologies developed at the laboratory and
other inventions of employees that may be .
assigned to the government.

Agencles shall permit government-operated .
laboratories to negotiate licensing agreements
for technologles developed at the laboratory
and other inventions of employees that may be
" assigned to the government.

Incentives to Transfer

Administer royalties.

FTT,BD o S BD

BD,TC . BD

FIT - - BD,TC BD

BD,TC

FIT = _ BD,TC FIT
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Legislative
Authorities and Actions

GoVernﬁént-Operated
Laboratories .

Nonprofit
Contractor-Opergted : o
‘Laboratories” ' ~ Agencies

Nonprofit contractors must share royalties with

the inventor(s).

_After inventors, patent and licensing
costs, and other administrative expenses
are paid, nonprofit contractor-operated labora-
tories must use the remaining royalties and
other income for sclentific research, develop~
ment, and education consistent with the R&D
-mission and objectives of the facility,
including activities that increase the licens-
ing potent{al of other laboratory technologies.
1f, after payments to inventors and patenting
- and licensing expenses, royalty and other
income exceeds 5 percent of the facility's

annual budget, 75 percent of the excess must be -

transferred to the U.S8. Treasury.

Requires that at least 15 percent of royalty and
" other income from a technology be paid to the
inventor, - ' :

Requires that the remairider of the royalty and
other income be used for covering licensing
expenses, for education and training of
employees, for other activities that increase
~ the licensing potential of the labs, and cash
" awards to employees.

Cooperative Research

Allows agencies to permit government-operated
laboratories to enter into cooperative research
.agreements.

BD,TC : " BD

TC




Nonprofit

Legisiative Government-Operated Contractor-Operated _
Authorities and Actions Laboratories Laboratories” ' Agencies
Requires agencies to permit government-operated EO EO
laboratories to enter into cooperative research
agreements. '
Personnel Exchéng_é_s_
Personnel exchanges among academia, industry, - SW SW

" and Federal labs endorsed.

NOTE: BD = Bayh-Dole Act (1980), Public Law 96-517 |

SW = Stevenson-Wydler Act (1980), Public Law 96-480

TC = Trademark Clarification Act (1984), Public Law 98-620
FIT = Federal Technology Transfer Act (1986), Public Law 99502
EO = Executive Order No. 12591, “Facilitating Access to Science and Technology (1987)

]The Departmené of Energy normally retains rights to inventions made as a part of that agency's naval nuclear propulsion and weapons programs:._

2 S
Contractor can ask the agency to alilow the inventor to own the invention.
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SPECIFIC AUTHORITIES: RIGHIS TO TECHNOLOGIES.

Legislative ' ‘Govgrnmeht-ﬂperated
Authorities and Actions Laboratories

Nonprofit
Contractor-Opergted
Labpratories;

Agencies'

Nonprofit and small business contractors (with '
some exceptions) may clafm title to inventions
‘developed under contract with the Federal government,

‘Exztends to most nonprofits operating Federal labs
"~ the right to claim title to inventions developed
under contract.

© . A1l rights to inventions developed in DOE's naval
‘nuclear propulsion or weapons related programs

can be required to be assigned to the government;-
requests for greater rights to such inventions may
be made to DOE and may be granted in specific cases,

To the extent permitted by law, extends to all RSD
contractors the right to claim title to inventions
made under contract with the government; this right
wag given to small and nonprofit contractors in 1980,

Honprofit and small business contractors' right to
retain title to an invention is only valid if proper
disclosure occurs. ‘'Proper disclosure" means dis-
‘closure of each invention to its funding agency
within two months after the inventor discloses it

in writing to contractor personnel responsible for
patent matters.

Nonprofit and small business contractors must dis-
close the invention in writing to the contracting
agency. The disclosure must include the contract
under which the invention was developed and the
name(s} of the inventor(a), The invention should
be described in enough detail for the contracting
agency to clearly understand it.

BD

IC

" 8D,TC

BD,TC

-BD-.

TC

EO

BD
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Nonprofit

Legislative _ _ Government-Operated Contractor-Operated :
Authorities and Actions - . Laboratories S Laboratories : Agencies
- Nomprofit and small business contractors must state ; : - R ¢ ' ' : IC

in writing intentions to vetain title to an invention
within 2-years after disclosure to the contracting =
entity. This 2-~year pericd may be shortened or
extended under certain circumstances. If the con- .
tractor fails to assert its rights within the
destgnated time period, the Federal government may
receive title to the inventiom. -

Nonprofit and small business contractors electing ' : ': o - TC ' ' E ST
rights are required to file a patent application’

in the U.S. within one year of the date of election .

of title, or soomer if publication or use of the.

technology has occurred. If not, the Federal

government may receive title.

Nonprofit and small business contractors electing _ BD,IC BD,TIC
.. rights are required to file patent applications in ' B - :
other countries where protection is desired within
- 10 months of the initial patent application or 6
" months from the date permission to file foreign
~ patent applications (because of secrecy order) is
granted by the Patent and Trademark Office.

The Federal government retains the right to use : . FIT BD,TIC o BD
any invention developed using Federal funds. for ' ' : o

its own purposes on a nonexclusive, nontrans-

ferrable; royalty-free basis.

Nonpr@fit and small business contractors are pro- S : : BD,TC _ BD
hibited from assigning rights to inventions to o ' S '

any entity other than an organization in the

business of managing inventions without the

approval of the Federal agency.
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. _ Nonprofit
Legislative . Government-Operated - Centractor-Opergted
Authorities and Actions : " Laboratories _ Laboratories™ - Agencies
_The inventor will be allowed to retai title to the _FTTQ _ - BD,TC : BD,TC,FTT

- 1nvention if the nonprofit contractor or Federal

agency does not choose to retain title.

Government-operated laboratories may wave any right of o FIT
ownership the Federal govermment may have to an invention '

made by'its'empldyees under a cooperative agreement

(subject to nonexclusive, royalty-free use by the

government).

NOTE: B = Bayh-Dole Act (1980), Public Law 96517
' SW = Stevenson-Wydler Act (1980), Public Law 96-480
IC = Trademark Clarification Act (1984), Public Law 98-620
FIT = Federal Technology Transfer Act (1986), Public Law 99-502
EO = Execut1Ve Order No. 12591, "“Facilitating Access to Science and Technology (1987)

lThe Department of Energy normally retains rights to inventions made as a part of that agency's naval nuclear propulsion and weapons programs;
“Contractor can ask the agency to allow the 1nventor to own an inventinn.



SPECIFIC AUTHORITIES:

{ff‘}

LICENSING.INVENTIONS MADE IN FEDERAL LABORATORIES -

_ Nonprofit
.. Legislative Government-Operated Contractor-Opergted _
Authorities and Actions Lgboratories . Laboratories Agencies
General o | | |
. ‘Exclusive, partially exclusive, or nonexclusive FIT. BD,TC BD
1licenses may be negotiated under certain conditions ' '
" Contractors retaining title to an fnvention thefeby BD,TC BD,EO
" retain the right to license that technology :
Licensing may be done by employees at the laboratory FIT TC
_ where the invention was made :
' Licenses for using or selling-laboratory.technolugies . _ FIT BD;TC BD
in the United States may be granted only if the applicant ' '
~ agrees to manufacture the products primarily in the United
. States
Licenses may be royalty-free or for royaities, and FIT ' BD,TC - : BD -
other considerations may be negotiated o
‘The Federal government retains march-in rights'if BD,IC BD

certain criteria are not met. March-in rights allow P

- 'the Federal agency to require, after completing a due
process procedure, the contractor, an assignee, or an
exclusive licensee to grant a nonexclusive, partfally
“exclusive, or exclusive license to a responsible
applicant or applicants if: :

1, the contractor or assignee has not attempted
and 1s not expected within a reasonable time to
achieve practical application of the invention;

2. 1f health and safety needs are not being
satisfied;

€~ LOOGNVE



Legislative Government-Operated
Authorities and Actions _ . Laboratories

Nonprofit

~ Contractor-Opergted

Laboratories "~ Agencies

3. if requirements for public use specified by
Federal regulations are not being satisfied, or

4, when reﬁuirements for manufacturing substantially
in the United States have not been met or waived

' Federal agency may permit its government- ' FIT -
operated laboratories to megotiate licensing agreements '

- for inventions made at the laboratory and inventions

made by lab employees that are voluntarily assigned

to the government

Federal agency shall permit its government-operated . E0
laboratories to'negotiate licensing agreements for '
. inventions made at the laboratory and inventions

made by laboratory employees that are voluntarily

assigned to the government

Laborétory may grant or agree in advance to grant : FIT
licenses to inventions made under a cooperative agree- . -
" ment by a Federal employee to the firm(s) the agreement

is with {subject to a nonexclusive, royalty free

license by government)

Laboratory may permit employees to participate in . FIT
efforts to commericalize the invention (e.g., work
with licensee) :

Prospective licensee must supply the agercy/ o FIT
"designated organization/lab with a development and/or
marketing plan for the invention

EO

" BD
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Legiglative
Authorities and Actions

Government-oﬁerated

Laboratories

Nonprefit
Contractor-Operated
Laboratories

Agencies .

License cannot be assigned to another party without

approval of the Federai agency/designated organization/.. .. .

laboratory, “except to successor of that part of the
licensee’s business to which the invention pertains"

Applications for lLicenses

Applications for licenses should be made to the .

- 'Federal agency, designated organization, or laboratory

that has custody of the 1nvention

Applications should include basic information on the
_invention for which a lfcense is desired; the type of
license desired; information on the persom, coupany,
or 6rganization applying for the license, including

"whether it is a small business; information on the
applicant's business, including products or sexvices

- commercialized; the source of information on the

" avallability of the license; information on Federally
. owned licenses previcusly granted to the applicanti;
information on the extent to which the invention 1s
‘already in use by government or Industry; a detalled
- marketing and/or development plan for the technology;
. ‘and any other information to support the’ granting

of a license to the applicant ' ‘

The marketing and/or development plan for a
. technology should include information on:

1. The amount of time the applicant believes
it will take to commercialize the
technology;

2. The type{s) and amount(s) of capital and
~ other resources expected to be required to
commercialize the technology;

BD .

'gn'

 BD

BD
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. Legislative
Authorities and Actions

Government-Operated
Laboratories

Nomprofit
Contractor-Opergted
Laboratories

Agengies

‘3. The applicant’s ability to carry out
the plan; Information on manufacturing,
" marketing, and financial and technical
resources should be Included;

4. The fields of use in which the technology
will be used;

5. The geographic area where any products
embodying the technology will be manu-
- factured;. and

6., The geographic areas where ‘these products
will be used andlor sold, :

Pfovisions of Licenses

Duration of the license must be specified in the
license

Licenses may be granted for some or all flelds of use

" Licenses may be granted for some or all geographic aréas

License may ‘specify that it includes subsidiaries of the
licensee or other parties

License may allow licensee the right to grant .
sublicenses, subject to approval by the licensing agency
or laboratory. Sublicenses must refer to the license .
and note that certain rights are retained by the

' Federal government. A copy of edch sublicense must “be
glven to the government

B

“BD
BD

. BD

BD




- Legislative
Authorities and Actions

Government-Operated
Laboratories

. Nonprofit
Contractor-Operated : _ :
Laboratories = .- Agencles

Every license must set a time Limit for implementing
“'the development or marketing plan to bring the inven-
tion to practical application

 Every license must require periodic reports on the
"commericalization or efforts to achieve commercializ-
ation. References to the marketing or development
plan should be made

Licenses must require that products using the
invention will be manufactured substantially in the
United States, if such an agreement has been made

The license must state that it may be terminated by
‘the Federal agency if:

1. the marketing or development plan submitted
is not being followed and the licensee cannot
demontrate to the agency's satisfaction that it
has taken or will take steps to achieve practical
application of the imvention

2. the licensee willfully made false statements or
omitted important information in the license
application or other reports required by the
license agreement

3. the licensee does not uphold the 1licensing
' agreement, or

"4, Federal regulations issued after the license
specify requirements for public use that are
not being met by the licensee

.If agreed on by'tﬁe 1licensee and the Federal agency,
a license may be terminated or modified

FTT;

%

BD

BD

BD,¥C . BD

BD

BD



legislative
Authorities and Actions

CGovernment-Operated
Laboratories -

Nonprofit
Contractor-Operated .
. Laboratories Co Agencies

. Licenses can be modified or terminated other than by
" mutual agreement, only after the Federal agency pro-
vides written notice to the licensee and sublicensees,
vho must then be allowed 30 days to solve any problems
" or show why the license should not be modified or
terminated '

Appeals procedures for those denied licenses, those
with modiffed or terminated licenses, and thoase who
file objections to the issuance of an exclusive or
partially exclusive license are available

Small Business Preference

. Use reasonable efforts to attract small business
licensees or give speclal consideration to small
business firms

Preference may be given to licensees other than small
~ businesses if they supported the research that led to
.the development of the technology : '

Exclusive or partially exclusive licenses may be
:granted to large firms only after preference has been
given to small business firms that are determined to
be as likely as other firms to bring the invention to

practical application

Nonexclusive Licenses

"Nomexclusive licenses may include a provision that,
after a certain period of time, allows the agency

or laboratory to vestrict the license to the fields

- of use, geographic areas, or both in which the license
hag been brought to practical application. This re-

~ striction can only be made in order to grant an
exclusive or partially exclusive license

T

B

TC - BD,IC

T



Legislative
Authorities and Actions

Government—Operated
Laboratories

Nonprofit

Contractor-Opergted -

Laboratories

'Agenciés.

. Publication of availability 1s not required to
negotiate a nonexclusive license

Exclusive Licenses

Exclusive or partially exclusive licenses for Federally _

ovned inventions may be granted 3 months after notice
of the invention's availability is announced in the
Federal Register, unless disposal of invention is
provided for in advance under a cooperative R&D
agreement . :

Exclusive or partially exclusive licenses may be
granted without the notice of availability if the’
agenéy determines that the Federal government and
the public will be served best by granting a license

sogner

. In either of the above cases {unless otherwise _
. disposed of under cooperative R&D agreement), notice
of the proposed license (including the invention) and
" the prospective licensee must be published in the
Federal Register. A 60-day period is allowed for
filing written objections -

Exclusive or partially exclusive licenses may be

granted (after the 60-day period} only if the agency '

determines that:

1. the interests of the public and the Federal
government will best be served by the proposed
~ license, based on the licensee's plans. and
‘ability to bring the invention to practical.
applieation;

2. nonexclusive licenses are not likely to achieve
the desired practical application;

FIT

BD,TC

BD

BD

BD




Legislative
Authorities and Actions

Government-Operated
Laboratories

Nonprofit

Contractor-Operated

Laboratories

Agencies

- 3. an exclusive or partially exclusive license is
" necessary in order for a company or an individual
to spend the money needed to bring the_inﬁention
to practical application; and

4. the terms and scope of the license are not
greater than are necessary to bring the invention
to practical application

* Exclusive licenses for using or selling laboratory tech-
nologies in the United States may be granted only 1f the
applicant agrees to manufacture the products primarily
in the United States

The requirement to manufacture substantially {in the
United States may be walved in certain sftuations, such
as where domestic manufacture is.shown to be infeasible-
of if reasonable efforts were made to grant licenses on
gimilar terms to licensees manufacturing substantiaily
in the United States

" Exclusive or partially éxclusive licenses may be
granted only if has not been determined that .

the granting of the license will lead to situa-
_tions‘inconsistenf with antitrust laws

For all domestic exclusive and partially exclusive
licenaés, the government maintains an irrevocable
royalty-free right to practice or have the invention
practiced (for its own use) for the United States,
or for any foreign government

BD,TC

BD,TC

BD

BD

EBD




. Nonprofit
Leglslative Government-Operated Contractor-Opergted .
- Authorities and Actions ' - -~ Laboratories ' Laboratories " Agencies
Domesﬁic exclusive and partially exclusive licenses S FTI.E BD_'
‘may allow the licerisee to protect the licemse-from = ... :
infringement ’ :
For Federally owned inventions covered by'fdreign o _  FIT BD

patents_or other forms of protection, exclusive or
partially exclusive licenses may be granted under
certain circumstances '

BOTE: BD = Bayh-Dole Act (1980), Public Law 96-517
SW = Stevenson-Wydler Act (1980), Public Law 96-480
TC = Trademark Clarification Act (1984), Public Law 98-620
FIT = Federal Technology Transfer Act (1986), Public Law 99-502

E0 = Executive Order No. 12591, "Facilitating Access to Science and Technology (1987)

lThe Department of Energy normally retains rights to inventions made as a part of that agency'é naval ﬁuclear

propulsion and wéaponé-programs.
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SPECIFIC AUTHORITIES: INCENTIVES.

. Nonprofit
Legislative - - Government-Operated ' Contractor-Operated o
Authorities and Actions Laboratoriés . - - Laboratories ' ' Agencies

’ Géneral .

Royalties and other income received on technologies FIT = . . ' FIT

©  developed at government-operated laboratories will

be retained and distributed by the agency whose lab-
oratory produced the invention. :

K -Royalt:lés and other' income received on technologies ; ) o ' Ic ) TC
developed at contractor-operated laboratories will be :

" retained and used by the laboratogz that produced the

" invention,

For purposes of distribution of royalties or other income, ' ' ¥IT
if fnventions are assigned to a Federal agency by a con- ' ' L ' -
‘tractor, grantee, participant in a cooperative agreement,

-or employee of the agency who was not working In the lahora-

tory at the time of the invention, the agency unit involved

in the assignment will be considered to be a laboratory.

. Royalty Sﬁaring With 'Iriventors

' Nonprofit contractors must share royalties with : E R ‘ . B_D,'J:C S o _BD
the inventor, ° : : ' : . : .

At least 15 percent of the royalt:iés and other S FIT _ . _ ' o S S FIT

income from an invention must go to the inventor(s)
if the inventor(s) was an employee of -the agency when
“the invention was made,

All royalty payments to employees must be in addition to _ FIT _ _ S " o FIT |
regular compensation and other awards. ' ' "

Payments to the inventor must continue after the employee "~ FIT : : _ o " FIT
leaves the laboratory or agency. '

Payments must not exceed $100,000 a year per employee, FIT . _ : I-Tr
unless the President approves a larger reward. Any o ' '
amount. over $100,000 is considered a Presidential award.

K\./ d
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Legisiative
Authorities and Actions

Government-Operated

Laboratories

Nonprofit
COn;ractor-Oper ted
Laboratories

Agencies

Other Uses of Royalties

After inventors, patent and licensing costs, and
. other administrative expenses are paid, nonprofit
contractor-operated laboratories must use the re-
- .maining royalties and other income for scientific
. research, development, and éducation congistent

- with the R&D mission and objectives of the facility,
including activities that increase the licensing

iy potential of other laboratory technologles. If,

after payments to inventors and patenting and
licensing expenses, royalty and other income exceeds
5 percent of the facllity's annual budget, 75 per-
cent of the excess must be transferred to the U.S.
Treasury.

. -After royalties are paid to inventors, remainiug

royalty and other income must be transferred to the
agency's government-operated laboratories, with the
majority of the funds going to the laboratory where

L the invention occurred. :

Royalty and other income must be used or obligated
by the laboratories during the same fiscal year
“they are received or the next fiscal year, or they
will go to the U,.S5. Treasury.

'Royalty and other income must be used by the éovern-
- ment-operated laboratories: '

(1) to cover expenses associated with the adminis- =

tration and licensing of the laboratory's inventions.

These expenses may include fees or costs for services

of other agencies, persons, or organizatioms that pro-
vide invention management andriicensing services;

(2) to reward employees of the laboratory (in.'
‘addition to the required royalty payments);

TC
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: : Nonprofit
Legislative ' : Government-Operated . Contractor-(pergted .
Authorities and Actions o Laboratories _ Laboratories . Agencies

: (3) to assist scientific exchange among the govern- FTI% ’ ' o FIT
- ment-operated laboratories; ' . : o :

{4) for education and training of empldyees; and : FTI: . ' - ' o FTT

{5) for other activities that increase the licensing ' FI'T _ ' o FIT
potential of the iaboratories. : ' - ’

If after payments to inventors, the royalties o o ' _ _ _ : _ FIT
"received by an agency in any fiscal year are greater ' ' o ’
than five percent of the budget for all the agency's.
) government-operated laboratories for that year, 75 per-
cent of the excess must be paild to the U,5. Ereasury.
The remaining 25 percent of the excess must be used in
the manner described above.

Other Igeentives

For each agency that spends over 550 million per fiscal : FIT ' o : ' . FIT -
year for R&D fn all its govermment-operated laboratories, ' -

the agency must develop and implement a cash awards

program for those laboratories.

The inventor will be allowed to retalp title to the BN - BD,IC _ BD,TC,FIT
invention 1f the nonprofit contractor or Federal agency B I " o : =
does not choose to retain title.

A program to promote personnel exchanges among academia, : SW ' SW : o SW
industry, and Federal laboratories allows laboratory o ' B ' v '
scientists and engineers to work with people from industry

and universities with similar areas of interest and expertise.




_ _ Nonprofit _
Legislative ; Government-Operated Contractor-Operated _
Authorities and Actions . " Laboratories Laboratories’ _ - Agencies
_Eﬁployees are permitted to work with the p'rivét_e “ _ FIT S _ . - FIT -
~ sector through cooperative research and development ' ' B
. agreements. . ' '
Eniployees are permitted to participate in efforts ' FIT - ' . S FITo
to commercialize the invention (e.g., work with-the '
-licensee). '

NOTE: BD = Bayh-Dole Act (1980), Public Law 96-517
' SW = Stevenson-Wydler Act {1980), Public Law 96-480 _
TC = Trademark Clarification Act (1984), Public Law 98-620
FIT = Federal Technology Transfer Act (1986), Public Law 99-502
B0 = Executive Order No. 12591, "Facilitating Access to Science and Technology (1987)

1'.['he Department of Energy mormally retains rights to inventions made as a part of that agency‘s' naval nuclear p'ropulsion'a_nd weai:ons progra:ﬁ_s.
Contractor can ask the agency to allow the inventor to own an invention.




. HANDOUT 2-5

LEGISLATIVE AUTHORITIES AND ACTIONS APPLICABLE
TO GOVERNMENT-OPERATED LABORATORIES

' GENERAL
' Federally owned and origineted.technologies should be.

*transferred to the government and private sectors.

"DREAS established and funded (0.5 percent of agency ]

R&D budget).

Personnel exchanges among academia, industry, and
Federal laboratories endorsed.

RIGHTS TO TECHNOLOGIES

- Federal agencies owning rights to a-techﬁology that do

not intend to file for a patent or otherwise promote
commercialization of the invention must allow the
inventor to retain title to the technology.

A laboratory may waive-any right of ownership-the

- Federal government may have to a technology generated
by its employees under a cooperative agreement (subject

to nonexclusive, royalty-free use by the government).

PATENTS

Agencies, designated organizations, and laboratories
are authorized to apply for patents and other forms of
protection for intellectual property for which the
“government owns right, title, or interest both in the
- United States and in foreign countries,

“LICENSES

‘General

Exclusive, partially exclusive, or nonexclusive =
licenses may be negotiated under certain conditions.

Licenses for technologies to be used in pro&ects for

- sale in the United States may be granted only if the

applicant agrees to manufacture the products primarily
in the United States.

Licenses may require royalties or be royalty—free, and
_other considerations may be negotiated

Laboratories may negotiate licensing agreements for

inventions made at the laboratory and inventions made
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;;by 1aboratory employees that are voluntarily assigned '

to the: government.

Laboratory may grant or agree in advance to grant

_ . licenses to inventions made under a cooperative agree-
“ment by a Federal employee to the firm(s) (subject to a

nonexclusive,.royalty—free'liceuse'by government);
Leboratory'mej permit employees to participate in
efforts to commercialize the invention (e.g., work with
licensee) .

Prospective licensee must supply the agency/designated

‘organization/laboratory with a development and/or

marketing plan for the inventiom.

License cannot be.assigned to another party.nithout_
approval of the Federal agency/designated organiza-

- tion/laboratory, "except to successor of that part of

the licensee's business to which the invention
pertains”,

Applications for Licenses

_ Applications for licenses should be made to the Federal

agency, designated organization, or laboratory that has
custody of the invention.

Applications should.include basic information on the
invention for which a license is desired; the type of

- license desired; information on the person, company, OT

organization applying for the license, including
whether it is a small business; information on the
applicant’s business, including products or services

_ commercialized; the source of information on the

availability of the license; Information on Federally
owned licenses previously granted to the applicant;
information on the extent to which the invention 1is -
already in use by govermment or industry; a detailed
marketing and/or development plan for the technology;

.and any other information to support the granting of a
_license to the applicent.

The marketing and/or development plan for a technology

‘should - include information on:

1. _The-amount of time the applicant estimates it
will take to commercialize the technology;

2.  The type(s) amount(s) of capital and other
resources required to commercialize the
technology, :



- 3. The applicant's ability to carry out the
' plan. Information on manufacturing,.
‘marketing, and financial and technical
resources should be included-

4, The fields of use in which the technology
. will be used;

5. - The geographic area where any prdducts
embodying the technology will be
manufactured; and

6. The geographic areas where these'producta
will be used and/or sold. 4

Provisions of.Licenses

Duration of the license must be specified in the
license.

-Licenses may be granted for some or all fields of use.

Licenses may be granted for some or all geographic
areas.

.License may specify that it includes subsidiaries of
,,the 1icensee or other parties.

License may allow the right to grant'subliCensea.

- subject to approval by the licensing agency or

laboratory. Sublicenses must refer to the license and
note that certain rights are retained by the Federal
government. A copy of each sublicense must be given to

the government.

Every license must.set a time limit for'implementing
the development or marketing plan to bring the

* invention to practical application.

Every license must require periodic reports on the
commericalization or efforts to achieve
commercialization. References to the marketing or
development plan should he made.

. Licenses must require that proﬂucts using the invention
- will be manufactured substantially in the United .

States, if such an agreement has been made.

The license must state that it may be terminated by the
Federal agency if:

1. The marketing or development plan'submitted
4s not being followed and the licensee cannot
" demonstrate to the agency's satisfaction that




it has taken or will take steps to .achieve
_ .practical application of the invention;
. 2. " The licensee willfully made false‘statements
‘ or omitted important information in the

~ 1icense application or other reports required
by the license agreement,

. 3. The licensee does not uphold the licensing
' _ agreement; or :

4. Federal regulations igsued after the license
specify requirements for public use that are'
not being met by the licensee.

~ If agreed on by_the licensee and the Federal agency, a
license may be terminated or modified

Licenses may be modified or terminated other than by
mutual agreement, only after the Federal agency

. provides written notice to the licensee and

sublicensees, who must then be allowed 30 days to solve

' any problems or show why the license should not be

modified or terminated.

Appeal procedures for denied, modified, or terminated
- .licenses, and those who file objections to the 1lssuance
- of an exclusive or partially exclusive license are
~ avallable. :

Small Business Preference

Exclusive or partially exclusive licenses may be
granted to large firms only after preference has been
given to small firms that are determined to be as
likely as other firms to bring the invention to
practical application.

Noﬁexclueive Licenses

-Nonexclusive'licenses may include e:proviSion that,
‘after a certain period of time, the agency or

laboratory is allowed to restrict the license to the
fields of use, geographic areas, or both in which the
license has been brought to practical application.
This restriction can only be made in order to grant an

_ exclusive or partially exclusive license.

Publication of availability is not required to

- negotiate a nonexclusive license.




Fxclusive Licenses

Exclusive of partially'exclusive'liceusee'fcr Federally

" owned inventions may be granted three months after the

invention's notice of availability is published in the

- Federal Register.

~Exclusive or partially exclusive licenses may be
granted without the notice of availability if the

agency determines that the Federal government and the
publiic will be served best by granting a license

sooner.

In either of the above cases, notice of the prcposed
‘1license (including the invention) and the prospective

licensee must be published in the Federal Register. A

. .60-day period is allowed for filing written objections.

Exclusive or partially exclusive licenses may be
granted (after the 60-day period) only 1f the agency

determines that'

1, The interests of the public and the Federal
government will best be served by the
proposed license, based on the licensee's
plans and ability to bring the invention to
practical application; : :

2. Nonexclusive licenses.are_notclikely to
achieve the desired practical application;

3. _An exclusive or partially exclusive license
is necessary in order for a company or an
individual to spend the money needed to bring
the invention to practical application; and

4, The terms and scope of the license are not
. greater than are necessary to bring the
inventionm to practical application.

‘Exelusive licenses for_using or selling laboratory -

technologies in the United States may be granted only

:1f the applicant agrees to manufacture the products
_primarily in the United States.

'The requirement to manufacture substantially in the
-United States may be waived in certain situatioms, such
'as where domestic manufacture is shown to be infeasible
. of 1f reasonable efforts were made to grant licenses on
- similar terms to licensees manufacturing substantially
‘in the United States.

"Exclusive or partially exclusive licenses may be

granted only if has not been determined that the




granting of ‘the license will lead to 31tuations incon- _

_,sistent with antitrust laws. .

~ For ail domestic exclusivesand'partially exclusive

licenses, the government maintains an irrevocable
royalty~free right to practice or have the invention
practiced (for its own use) for the United States, or

- for any foreign government.

Domestic exclusive and partially exclusive licenses

must give the licensing laboratory the right to require

the licensee to grant sublicenses when necessary to -
fulfill health and safety needs. '

" Domestic exclusive and partially exclusive licenses may

allow the licensee to protect the license from

infringement.

" For Federally owned inventions covered by'foreign

patents or other forms of protection, exclusive or:
partlially exclusive licenses may be granted under
certain circumstances.

INCENTIVES - -

“"Royalties and other income received on technologies

developed at govermment-operated laboratories will be
retained and distributed by the agency whose 1aboratory

~ produced the invention.

At least 15 percent of the royalties and other income
from an invention must go to the inventor{s) if the
inventor(s) was an employee of the agency when the
invention was made. '

Remaining royalty and other income must be transferred

‘to the agency's government-operated laboratories, with
~the majority of the funds going to the 1aboratory where

the invention occurred.

Royalty and other income must be used or obligated by
the laboratories during the same fiscal year they are
received or the next fiscal year, or they will go to

the U.S. Treasury.

jRoyalty and other income must be used by the govern~
_mentaoperated laboratories: . -

'1l. ~ To cover expenses associated with the admin-
. -istration and licensing of the laboratory's
inventions., These expenses may include fees
or costs for services of other agencies,



persons, or organizations that provide R _
- invention management and licensing services;

-2, To reward employees of the: 1aboratory (in 5
- addition to the required royalty payments),

3. '.To assist scientific exchange among the
' government-operated laboratories;

4. - TFor education and training of employees, and
5.  For other activities that increase the
: licensing potential of the laboratories.

If after payments to inventors, the royalties received
by an agency in any fiscal year are greater than five

‘percent of the budget for all the agency's government-

operated laboratories for that year, 75 per-:
cent of the exceas must be paid to the U.S. Treasury.
The remaining 25 percent of the excess must be used in

- the manner described above.

-All'royaltycpayments to employees must be in additiom

to regular compensation and other awards.

Royalty payments to the inventor must continﬁe-after

-“rhe'employee leaves the laboratory or agency. -

Payments must not exceed $100;000'a year per employee,

unless the President approves a larger reward. Any

‘amount over $100,000 is considered a Presidential

award

Each agency that spends over $50 million per fiscal
year for R&D in all its government-operated
laboratories must develop and implement a cash awerds

program for those laboratories.

The inventor will be allowed to retain tirle'to the

~invention if the Federal agency does not choose to

retain title.

A program to promote personnel exchanges among

~ academia, industry, and Federal laboratories allows | _
-laboratory scientists and engineers to work with people
-from industry and universities with similar areas of
'interest and expertise. :

'iEmployees are permitted to work with the prirate sector
.- through cooperative research and development
~agreements..

B Employees are permitted to participate in efforts to'
‘commercialize the invention (e. ges work with the
pflicensee)
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. _HANDOUT 2-6

LEGISLATIVE AUTHORITIES AND ACTIONS APPLICABLE TO

NONPROFIT CONTRACTOR-OPERATED LABORATORIES

-GENERAL

Federally owned and originated'tochnologies.ohouid'be~

- transferred to the-goVernment and priVate sectors.

ORTAS established and funded (0.5 percent of agency 8

" R&D budget).

Personnel exchanges among academia, industry, and

. Federal laboratories endorsed.

RIGHTS TO TECHNOLOGIES

iContractor may claim title to technologies developed

under contract with the Federal government (with some

- exceptions).

" "All rights to technoiogies deveioped in DOE's naval
"~ nuclear propulsion or weapons related programs must be

assigned to the government; requests for greater rights
in a technology may be made to DOE, and may be granted

in specific cases.

Right ‘to retain title to a techuology is'only'valid if
proper disclosure occurs. "Proper disclosure” means

disclosure of each invention to the funding agency

within two months after the inventor discloses it in

writing to contractor personnel responsible for patent

matters .

' Contractor must disclose the technology in writing to
-the contracting agency. The disclosure must:include

the contract under which the technology was developed
and the name(s) of the inventor(s). The technology
should be described in enough detail for the:
contracting agency to clearly understand it.

 Contractor must state in writing any intention to
retain title to a technology within two-years after
_disclosure to the contracting entity. This two-year

period may be shortened or extended under certain
circumstances. If the contractor fails to assert its.
rights within the designated time period, the Federal

~ government may receive title to tho technology..

:Contractors claiming title to a technology must file a
-patent application in the U.S. within one year. TIf

disclosure (e.g., publication) has occurred prior to
claiming title, the deadline for filing a patent

" ‘application may be sooner. If the contractor fails to




“meet the deadline, the Federal government may receive

title._

: Contractors are required to file patent aﬁplicetions.in

other countries where protection is desired within 10
months: of the initial patent application or six months

from the date permission to file foreign patent
applications (because of secrecy ovder) is granted by
~'the Patent and Trademark Office.

The Federal government retainS'thecright.to uee any;
technology developed using Federal funds for its own
purposes on a nonexclusive, nontransferrable, royalty-

free basis.

Contractors ere prohibited from assigning rights to
technologies to any entity other than an organization.

‘in the business of managing technologies without the

approval of the Federal agency.

1f contractor does not claim title and the Federal _
agency approves, the inventor may retain title to the
invention.

. PATENTS

Contractors retaining rights to a technology are
required to file a patent application..

' LICENSING

General

Exclusive; partially exclusive, or nonexclusive
licenses may be negotiated under certain conditions,

Contractors retaining title to a technology thereby
retain the right to license that technology.

Licenses should be negotiated by employees at the

laboratory where the invention was made, as long as'
“that 1s the most effective way to transfer the
.technology.

Licenses may require royalties or be royaltynfree, and
other considerations may be negotiated.

The Federal government retains march-in rights if

. certain criteria are not met. March-in rights allow
. the Federal agency to require the contractor, an ;
- .assignee, or an exclusive licensee to grant a non-
‘exclusive, partially exclusive, or exclusive license to
a responsible applicant or applicants if: ‘




"1.. The contractor or assignee has not attempted

- and is not expected within a reasonable time

to achieve practical application of the '
invention; - .

'.'2;_r-If health and safety needs are not being '
-satisfied; ;

o3, If requirements for public use specified by
. Federal regulations are not being satisfied,
or

" 4,  When requirements for manufacturing sub-
© - stantially in the United States have not been .
met or waived.

.'Smail Business Preference

Contractors should use reasonable efforts to attract
small business licensees,

Preference may be given to licemsees other than small
businesses if they supported the research that led to

: the development of the technology.

'Exclusive Licenses

e

Exclusive licenses to use or sell laboratory

- technologies in the United States may be granted,only
'1f the applicant agrees to manufacture the products
Nprimarily in the United States.

The requirement to manufacture substantially in the

United States may be waived in certain situationms, such
as where domestic manufacture is shown to be infeasible
if reasonmable efforts were made to grant licenses on

~similar terms to licensees manufacturing substautially

in the United States,

For all domestic exclusive and partially exclusive
licenses, the government maintains an irrevocable

' royalty-free right to practice or have the invention

practiced (for its own use) for the United States, or
for any foreign government.

INCENTIVES

'_ Nonprofit contractors must share royalties with the
' inventor._

After invehtors; patent and licensing costs, and other

administrative expenses are paid, nonprofit contractor-
operated laboratories must use the remaining royalties

- and other income for scientific research, development,



e

;ﬁnd'educétion consistent with the R&D mission and =
. objectives of the facility, including activities that

increase the licensing potential of other laboratory
technologies. If, after payments to inventors and

Ny patenting and licensing expenses, royalty and other:
- income exceeds five percent of the facility's annual

budget, 75 percent of the excess must be transferred to
the U.S. Treasury. '

The inventor will bé allowed to retain title to the
invention 1f the nonprefit contractor or Federal agency
does not choose to retain title.

-A.program.to promote personnel exchanges among
- academia, industry, and Federal laboratories allows

laboratory scientists and engineers to work with people

'_ from industry and universities with similar areas of

interest and expertise.
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To amend - the. Stevenson-Wydler Technology Innovatioﬁs Acf of {980° to promete: T

technology transfer by authorizing Government-operated; laboratories to enter into
cooperative research agreements and by establishing a Faderd] Laboratory Consor-
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tium for Technology Transfer within the National Bureay of Standards, and for 'IH B ]
. other purposes. ) ‘:{, . _ SO
. . . . _ Ao . R
Be it enacted by the Senate and House of Representatfbesiof the ' =
United States of America in Congress assembled, "o . ... " Federal

L R
T T

* SECTION 1. SHORT TITLE. :

lg’é‘gi,s Act may be-cited as the “Federal’ Technology Transfer Act of

" SEC. 2 COOPERATIVE RESEARCH AND DEVELOPMENT AGREEMENTS,

The Stevenson-Wydler Technology Innovation Act of 1980 is
amended by redesignating sections 12 through 15 as sections 16
}hﬁough 19, and by inserting immediately after section 11 the
ollowing:

“SEC. 12.. COOPERA’I‘WE_R'ESEARCH AND DEVELOPMENT AGREEMENTS.

“(a) GENERAL AutHomiTy.—Each Federal agency may permit the
director of any of its Government-operated Federal laboratories—
“(1) to enter into cooperative research and development
agreements on behalf of such agency (subject to subsection (¢} of
this section) with other Federal agencies; units of State or local
government; industrial organizations (including corporations,
partnerships, and limited partnerships, and industrial develop-

- ment.organizations); public and private foundations; nonprofit
organizations. {inciuding universities); or other persons (includ-

ing licensees of inventions owned by the Federal agency); and

“(2) to negotiate licensing agreements under section 207 of
title 35, United States Code, or under other authorities for
Government-owned inventions made at the laboratory and
other inventions of Federal employees that may be voluntarily
assigned to the Government. R

“b) ENUMERATED AUTHORITY.—Under agreements entered into
pursuant to subsection {aXl1), a Governinent-operated Federal lab- .
oratory may (subject to subsection (¢} of this section)— o .

“(1) accept, retain, and use funds, persoannel, services, and
property from collaborating parties and provide personnel, serv-
ices, and property to collaborating parties; '

*(2). grant or agree to grant 1n advance, to a collaborating
party, patent licenses or assignments, or options thereto, in
any invention made in whole or in part by a Federal em-
ployee under the agreement, retaining a nonexclusive,
nontransferrable, irrevocable, paid-up license to practice the
.invention or have the invention practiced throughout the world

Technolo,
Transfer Act of
1986.

Commerce and
trade. )
Government
organization and:
employees. .

15 USC 3701

note.

15 USC 3701
note. !

15 Use

- 3T11-3714.

15 USC 3710a.
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governments.
Business and
industry.
Schools and:
colleges.

Patent:.s énd
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by or on behalf of the Government and such other rights as the

Federal laboratory deems appropriate; and
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“(3) waive, subject to reservation by the Government of a
nonexclusive, irrevocable, paid-up license to practice the inven-
- tion or have the invention practiced throughout the world by or
on-behalf of the Government, in advance, in whole or in part,
any right of ownership which the Federal Government may
.~ have to any subject invention made under the agreement by a
. collaborating party or employee of a collaborating party; and
"4} to the extent consistent with any applicable agency
.requirements and standards of conduct, permit employees or
former employees of the laboratory to participate'in efforts to
commercialize inventions they made while in the service of the
United States. y
“tc} CoNTRACT CONSIDERATIONS.—(1} A Federal agency may issue

regulations on suitable procedures for implementing the provisions .

of this section; however, implementation of this section shall not be

-delayed until issuance of such regulations.

“12) The agency in permitting a Federal laboratory to enter into
aﬁ;reiments under this section shall be guided by tﬁe’ purposes of
this Act. ' . .

“13%A) Any agency using the authority given it under subsection
{a) shall review employee standards of conduct for resolving poten-
tial conflicts of interest to make sure they adequately establish
guidelines for situations likely to arise through the use of this
authority, including but not limited to cases where present or
former employees or their partners negotiate licenses or assign-

.ments of titles to inventions or negotiate cooperative research and

development agreements with Federal agencies (including the
agency- with which the employee involved.is or was formerly
employed}. : :
*(B) If, in implementing subparagraph (A), an agency is unable to
resolve potential conflicts of interest within its current statutory

framework, it shall propose necessary statutory changes to be for-

warded to its authorizing committees in Congress.
“(4) The laboratory director in deciding what cooperative research
and devélopment agreements to enter into shall— . :
‘{A) give special consideration to small business firms, and
consortia involving small business firms; and D
“(B} give preference to business units located in the United
States which agree that products embodying inventions made-
under the cooperative research and development agreement or
- produced through the use of such inventions will be manufac-
tured substantially in the United States and, in the case of any
industrial organization or other person subject to the control of
a foreign company or government, as appropriate, take into
consideration whether or not such foreign government permits
United States agencies, organizations, or other persons to enter
into- cooperative research and developmenit agreements and
. licensing agreements. . o P
“(5XA) If the head of the agency or his designee desires an
opportunity to disapprove or require the modification of any such

- agreement, the agreement shall provide a 30-day period within

which such action must be taken beginning on the date the agree-
ment is presented to him or her by the head of the laboratory

_ concerned. . -

“B) In any case in which the head of an agenCy or his designee

* disapproves or requires the modification of an agreement presented
- under this section, the head of the agency or such designee shall
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transmit a written explanation of such disapproval or modification
‘to the head of the laboratory concerned. s

(6) Each agency shall maintain a record of all' agreements-eh- “Records.

~tered into under this section.

“(d) DeFINITION.—AS used in this section— - '
*{1) the term ‘cooperative research and development agree-
ment’ means any agreement between one or more Federal
laboratories and. one or more non-Federal parties under which
the Government, through its laboratories, provides personnel,

services, facilities, equipment, or other resources with or with-

out reimbursement (but net funds fo non-Federal parties) and
the non-Federal parties provide funds, personnel, services,
facilities, equipment, or other resources toward the conduct of
specified research or development efforts which are consistent
with the missions of the laboratory; except that such term does
not-include a procurement contract or cooperative agreement as
those terms are used in sections 6303, 6304, and 6305 of title 31,
" United States Code; and . o .

“(2) the term ‘laboratory’ means a facility or group of facili-
‘{ies owned, leased, or otherwise used by a Federal agency, a
substantial purpose of which is the performance of research,
development, or engineering by employees of the Federal
Government. - '

“(e) DETERMINATION OF LABORATORY MissioNs.—For purposes of -

this section, an agency shall make separate determinations of the

- mission or missions of each of its laboratories.

“f) ReLaTioNsHIP TO OTHER Laws.~Nothing in this section is

 intended to limit or diminish existing authorities of any agency.”.

SEC. 3. ESTABLISHMENT OF FEDERAL LABORATORY CONSORTIUM FOR
: TECHNOLOGY TRANSFER.

Section 11 of the Stevenson-Wydler Technology Innovation Act of -
- 1980 (15 U.S.C. 3710) is amended— : :

(1) by redesignating subsection (e) as subsection (f); and

(2) by inserting after subsection (d) the following:
. “(e) ESTABLISHMENT OF FEDERAL LaABORATORY' CONSORTIUM FOR
TECHNOLOGY TRANSFER.—(1} There is hereby established the Federal
Laboratory Consortium for Technology Transfer (hereinafter re-
ferred to as the ‘Consortium’} which, in cooperation with Federal

- Laboratories and the private sector, shall—

‘“(A)-develop and (with the consent of the Federal laboratory
concerned) administer techniques, training courses, and mate-

" rialg concerning technology transfer to increase the awareness

- of Federal laboratory employees regarding the. commercial
potential of laboratory technology and innovations;

. “(B) furnish advice and assistance requested by Federal agen-
cies and laboratories for use in their technology transfer pro-
grams {including the planning of seminars for small business
and other industry); . - .

“(C) provide a clearinghouse for requests, received at the

- laboratory level, for technical assistance from States and units
of local  governments, businesses, industrial development
organizations, not-for-profit organizations including univer-
-sitjies, Federal agencies and laboratories, and other persons,

. “{i) to the extent that such requests can be responded to

with published information available to the National Tech-

Post, p. 1701,




Repo.rts.

100STAT.1788 - PUBLIC LAW 99-502—OCT. 20, 1986

mcal Igformatlon Serv:ce, refer such requests to that Serv- -
1ce. an :
_ ‘(i) otherwise refer these requests to the appropnate
Federal laboratories and agencies; :
- YD} facilitate communication and coordination between
Offices of Research and Technology Applications of Federal
_laboratories;

“(E) utilize (with the consent of the agency lnvolved) the
expertise and services of the National Science Foundation, the -
Department of Commerce, the National Aeronautics and Space .
Admmlstratlon and other Federal agencies, as necessaryv;

“(F) with the consent of any Federal taboratory, facilitate the

use by ‘such laboratory of appropriate technology transfer . .

mechanisms such as personnel exchanges and computer-based

- systems;

*(G) with the consent of any Federal laboratory, assist such
laboratory to establish programs using technical volunteers to
provide technical assistance to communities related to such
laboratory;

“tH) facilitate communication and cooperation between Of-
fices of Research and Technology Applications of Federal lab- -
oratories and regional, State, and local t«echnology transfer
org'\mzatlons,

.- "D when requested, assist colleges or universities, businesses,
nonprofit organizations, State or local governments, or regional
organizations to establish programs to stimulate research and
to encourage technology transfer in such areas as technology

" program development, curriculum design, long-term research
planning, (Fersonnel needs projections, and productw:ty assess-
ments an

“(J1 seek advice in each Federa} laboratory consortium region -

from representatives of State and local governments, large and
small business, universities, and other appropriate persons on
the effectiveness of the program (and any such advice shall be -
provided at no expense to the Government).

“(2) The membership of the Consortium shall consist of the Fed-
eral laboratories deseribed in clause (1) of subsection (b) and such
other laboratories as may choose to join the Consortium. The rep-
resentatives to the Consortium shall include a senior staff member
of each Federal laboratory which is a member of the Consortium-
and a representative appointed from each Federal agency with one
or more member laboratories.

‘“t3) The representatives to the Consortium shall elect a Chairman
of the Consortium.

‘“4) The Director of the National Bureau of Standards shall
provide the Consortium, on a reimbursable basis, with administra-
tive services, such as office space, personnel, and support services of
%m Bureau, as requested by the Consortmm -and approved by such

irector.

“5) Each Federal laboratory or agency shall transfer technology -
directly to users or representatives of users, and shall not transfer
technology ‘directly to the.Consortium. Each Federal laboratory

" shall conduct and transfer technology only in accordance with the

practices and policies of the Federal agency which owns, leases, or

: otherwxse uses such Federal laboratory.

‘(6) Not. later than one year after the daﬁe of the enactment of this
subsection, and every year thereafter, the Chairman of the Consor-
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7 tium shall submit a report to the President, to the appropriate

: - -authorization and appropriation committees of both Houses of the

Congress, and to each agency with respect to which a transfer of

funding is made tfor the fiscal year or years involved) under para-

.. graph (T), concerning the activities of the Consortium and the

- expenditures made by it under this subsection during the year for
which the report is made. - ‘

© YTNA)Y Subject to subparagraph (B), an amount equal to 0.005
percent of that portion of the research and development budget of

- each Federal agency that is to be utilized by the laboratories of such

.. agency for a fiscal year referred to in subparagraph (BXii} shall be
transterred by such agency to the National Bureau of Standards at
the beginning of the fis¢al year involved, Amounts so transferred -
shall be provided by the Bureau to the Consortium for the purpose
of carrying out activities of the Consortium under this subsection.

~ ‘4B) A transfer shall be made by any Federal agency under .
subparagraph (A), for any fiscal year, only if— '

“(i) the amount so transferred by that agency (as determined

- under such subparagraph) would exceed $10,000; and . =~

*Y(ii) such transfer is made with respect to the fiscal year 1987,
1988, 1989, 1990, or 1991, _ ' ,

“(C) The heads of Federal agencies and their designees, and the .
directors of Federal laboratories, may provide such additional sup-
port for gfperations of the Consortium as they deem appropriate,
. “(8XA) The Consortium shall use 5 percent of the funds provided

‘ in paragraph (7)(A) to -establish demonstration projects in tech-
- -nology transfer. To carry out such projects, the Consortium may
arrange: for granis or awards to, or enter into. agreements with,
nonprofit State, local, or private organizations or entities whose
primary purposes are to facilitate cooperative research between the
Federa] laboratories and organizations not associated with the Fed-

- eral laboratories, to transfer technology from the Federal labora-
tories, and to advance State and local economic activity.

‘“{B) The demonstration projects established  under subparagraph
(A) shall serve as model programs. Such projects shall be designed to
develop programs and mechanisms for technology transfer from the
Federal laboratories which may be utilized by the States and which
will enhance Federal, State, and local programs for the transfer of
technology. _ : :

“1C) Application for such grants, awards, or agreements shalil be

_in such form and contain such information as the Consortium or its
designee shall specify. _ o _

- ‘(D) Any person who receives or utilizes any proceeds of a grant or  Records,
award made, or agreement entered into, under this paragraph shall
keep such records as the Consortium or its designee shall determine
are necessary and appropriate to facilitate effective audit and
evaluation, including records which fully disclose the amount and
disposition of such proceeds and the total cost of the project in
connection with which such proceeds were used.”.

SEC. 4. UTILIZATION OF FEDERAL TECHNOLOGY.

{a) ResponsiBILITY FOR TecuNoLocY TraNSFER.—Section 11(a) of
the Stevenson-Wydler Technology Innovation Act of 1980 (15 U.S.C.
3710(a)) is amended— . :

(1) by inserting ‘(1) after “Poricy.—""; and
(2) by adding at the end thereof the following new
. paragraphs:
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(2! Technology transfer, consistent mth mission responsrb:[-

¢ ities, Is-a responsibility of each laboratory science and engmeenng

professional. _
“3t Each laboratory director shall ensure that ef{‘orts to transfer
technology are considered positively in laboratory job descriptions,
employee promotion policies, and eva!uatlon of the job performance
of scientists and engineers in the laboratory.”.
{b) RESEARCH AND TECHNOLOGY APPLICATIONS OFFICES.—(1) Sectnon
11(b) of such Act (15 U.S.C. 3710(b}) is amended—

{A) by striking out “a total annual budget exceedmg
$20,000,000 shall provide at. least one professional individual
full-time” and inserting in lieu thereof 200 or more full-time
equivalent scientific, engineering, and related technical posx-
tions shall provide one or more full-time equivalent positions™;.

{B) by inserting immediately before the next to-last sentence
the following new sentence: “Furthermore, individuals filling
positions in an Office of Research and Technology Applications

. shall beincluded in the overall laboratory/agency management
development program so- as to ensure that highly competent
technical managers are fuil partmlpants in the technology
-transfer process.’

(Ci by strlkmg out * ‘requirements set forth in (1) and/or (2) of
this subsection” in the next to last sentence and inserting in
lieu thereof ‘requirement set forth'in clause (2 of the preceding

" sentence’’; and

(D) by strlkmg out “either requirement (1) or (2" in the Iast
sentence and inserting in lieu thereof “such requirement”.

(2) Section 11(c) of such Act (15 U.S.C. 3710(ch is amended—

(A) by striking out paragraph (1) and inserting in lieu thereof
the following:

{1} to prepare appllcatmn assessments for selected research
and development projects in which that laboratory is engaged
and which in the optmon of the laboratory may have potent:al
commercial applications;’;

. {B) by strlklng out “the Center for the Utilization of Federal

Tecknology” in paragraph (3) and inserting in lieu thereof “the

Naticnal Technical Information Service, the Federal Labora-

tory Consortium for Technology Transfer, , and by striking out
“and” after the semlcoion,

(C) by striking out “in response to requests from State and
local government officials.” in paragraph (4) and msertmg in
lieu thereof “to State and local government officials; and”’; and

(D) by inserting immediately after paragraph (4).the followmg
new paragraph:

“(5) to participate, where feasnble. in regional, State, and local
-programs designed to facilitate or stimulate the transfer of
technology for the benefit of the region, State, or local jurisdic-
tion in which the Federal iaboratory is located.”

" (c) DisseMINATION OF TECHNICAL INFORMATION.—Section. 11(d) of

such. Act (15 U.S.C. 3710(d)) is amended—

{1) by striking out “(d)” and all that follows down through
“shall—"" and inserting in lieu thereof the following:

(d) DisSEMINATION OF TECHNICAL INFORMATION —The Natxonal

Technical Information Service shall—"";

{2) by striking out paragraph (2)

" (3) by striking out “existing” in paragraph (3), and redes:gnat-
ing such paragraph as paragraph (2); ,
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. (4) bv striking out: paragraph (4) and msertmg in- lieu. thereof .
' the followmg ' T
43) receive requests for techmcal assistance from Stqte and  State and lova!
local governments, respond to such requests with published governments.
"information available to the Service, and refer such requests to
the Federal Laboratory Consortium for Techriology Transfer to
.- theextent that such requests require a response mvolvmg more
- than the published information available to the Service;”; -
". {5) by redesignating paragraphs (3 and (5) as paragraphs {4)
and (5), respectively; and
(6) by striking out “(cX4)” in paragraph (4) as so redesignated -
. and inserting in lieu thereof “(cX3)".
~{d) AGENCY REPORTING.-~Section 11(f) of such Act (15 US.C
3710(e)) (as redesignated by. section 3(1)-of this Act) is amended— -
(1) by striking out *‘prepare biennially a report summarizing  Reports.
the activities” in the first sentence and inserting in. heu thereof
“report annually to the Congress, as part, of the agency s-annual
budget submission, on the activities”’; and
{2} by striking out the second sentence.

SEC. 5. FUNCTIONS OF THE SECRETARY OF COMMERCE. : 15 Us¢ 3;110.

Section 11 of the Stevenson-Wydler Technology Innovation Act of

1980 (as amended by the preceding provisions of this Act) is further

amended by adding at the end thereof the following new subsection:

“tg) FUNCTIONS OF THE SECRETARY.~—(1) The Secretary, i in consulta-

_ : tion with other Federal agencies, may—

o “A) make availabie to interested agencies the expertlse of the
R ~~Department of Commerce regarding the commercial potential of
"~ . inventions and methods. and options for commercialization

>~ - which are available to the Federal laboratories, including re-

. search and development limited partnerships; -

. *(B) develop and disseminate to appropriate agency and lab-

oratory personnel model provisions for use on a voluntary basis

in cooperative research and development arrangemerits; and

*(C) furnish advice and assistance, upon request, to Federal
agencies concerning their cooperative research and develop-
ment programs and projects.

%2} Two vears after the date of the enactment of th:s subsection  Reports.
and every two years thereafter, the Secretary shall submit a sum-
mary report to the President and the Congress on the use by the
. agencies and the Secretary of the authorities specified in this Act.
Other Federal agencies shall cooperate in the report’s preparation.
“(3) Not later than one year after the date of the enactment of the  Reports.
Federal Technology Transfer Act of 1986, the Secretary shall submit
to the President and the Congress a report regarding—

“(A) any copyright provisions or other types of barriers which  Copyrights.
tend to restrict or limit the transfer of federally funded com- State and local
puter software to the private sector and to State and local governments.
governments, and agencies of such State and local governments

“{B) the feasibility and cost of compiling and mamtammg a
current and comprehensive mventory of all federally funded
training software.”. -
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bl'.C 6. RI‘.WAR[)S FOR SCIENTIFIC, PN(-[V[-‘FRII\(. AND TI'.CH\'IC\L-
PERSONNEL OR FEDERAL AGENCIES.

The Stevenson-Wydler Technology Innovation Act of 1980 (as
amended by the preceding provisions of this Act) is further amended
by inserting afte_r section 12 the following new section:

“SEC, 13. REWARDS FOR SCIENTIFIC, ENGINEERING, AND TECHNICAL
. PERSONNEL OF FEDERAL AGENCIES.

“The head of each Federal agency that is making expendltures at
a rate of more than $50,000,000 per fiscal year for research and
development in its Government-o;)erated laboratories shalil use the
appropriate statutory authority to develop and: implement .a cash
awards program to reward ils scxent:ﬁc, engineering, and technical
personnel for— _

. (1) inventions, innovations, or other outstandmg sclent:ﬁc or
technological contributions of value to the United States due to -
commercial application or due to contributions to missions of -
the Federal agency or the Federal government, or

- "(2) exemplary activities that promote the domestic transfer

of science and technology. development within the Federal
Government and result in utilization of such science and tech-
nology by American industry or business, umvers:tlﬁ, State or
local governments, or other non-Federal parties.”. :

SEC. 7. DISTRIBUTION OF ROYALTIES RECEIVED BY FEDERAL AGENCIES.

The Stevenson-Wydler Technology Innovatxon Act of 1980 (as-
amended by the preceding provisions of this. Act) is further amended
by inserting after section 13 the following new section:

' “SEC. 14. DISTRIBUTION OF ROYALTIES RECEIVED BY FEDERAL

AGENCIES.

“(a) In GENERAL.—( 1) Except as provided in paragraphs (2) and 4),
any royalties or other income received by a Federal agency from the
licensing or assignment of inventions under agreements entered
into under section 12, and inventions of Government-operated Fed-
eral iaboratories licensed under section 207 of title 35, United States
Code, or under any other provision of law, shall be retained by the
agency whose Iaboratory produced the mventmn and shall be dis-
posed of as follows: -

“(AXi) The head of the agency or his designee shall pay at least 15.
percent of the royalties or other income the agency receives on
account of any. invention to the inventor (or co-inventors) if the
inventor (or each such co-inventor) was an employee of the agency at
the time the invention was made. This clause shall take effect on the
date of the enactment of this section unless the agency publishes a
notice in the Federal Register within 90 days of such date indicating -
its election. to file a Notice of Proposed Rulemaking Pursuant to
clause (ii).

“(n) An agency may promulgate, in accordance with section 553 of

title 5, United States Code, regulations providing for an alternative

program for sharing royalties with inventors who were employed by
the agency at the time the invention was made and whose names
appear on licensed inventions. Such regulations must—
“(I) guarantee a fixed minimum payment to each such inven-
_tor, each year that the agency receives royalt:es from that
inventor’ § invention; :
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- ‘{11 provide a percentage royalty share to each such inventor,
--each year that the agency receives royalties from that inven-
.tor's invention in excess of a threshold amount; - .
- 11D provide that total payments to all such inventors shall
- exceed 1;;3 percent of total agency royalties in any given fiscal
~ year; an _ o
“{IV) provide appropriate incentives from royalties for those
laboratory employees who contribute substantially to the tech-
nical development of a licensed invention between the time of
the filing of the patent application and. the licensing of the
: invention. _ : _ C L
*iii) An agency that has published its intention to promulgate  Regulations.
regulations under clause (ii) may elect not to pay inventors under '
clause (i) until the expiration of two years after the date of the
enactment of this Act or until the date of the promulgation of such
" regulations, whichever is earlier. If an agency makes such an elec-
tion and after two years the regulations have not been promulgated,
-the agency shall make payments (in accerdance with clause (i)} of at
least 15 percent of the royalties involved, retroactive to the date of
_the enactment of this Act. If promulgation of the regulations occurs
within two years after the date of the enactment of this Act,
payments shall be made in accordance with such regulations, retro-
active to the date of the enactment of this Act. The agency shall
retain .its royalties until the inventor’s portion is paid under either
clause (i) or (ii). Such royalties shall not be transferred to the
- agency’s Government-operated laboratories under subparagraph (B)
.and shall not revert to the Treasury pursuant to paragraph (2) as a
TR : .- result of any delay caused by rulemaking under this subparagraph.
Lo S *“(B) The balance of the royalties or other income shall be trans-
ferred by the agency to its Government-operated laboratories, with
the majority share of the royalties or other income from any inven-
tion going to the laboratory where the invention occurred; and the
" funds so transferred to any such laboratory may be used or obligated
by that laboratory during the fiscal year in which they are received
or during the succeeding fiscal year— e
“1) for payment of expenses incidental to the administration
and licensing of inventions by that laboratory or by the agency
with respect to.inventions which cccurred at that laberatory,
including the fres or other costs for the services of other agen-
cies, persons, or organizations for invention management and
licensing services; - . _
“(ii) to reward scientific, engineering, and technical employ-
ees of that laboratory; _
“(iii) to further scientific exchange among the Government-
operated laboratories of the agency; or S :
“(iv) for education and training of employees consistent with
_.the research and development mission and objectives of the
agency, and. for other activities that increase the licensing
. potential for transfer of the technology of the Government-
operated laboratories of the agency.. _
Any of such funds not so used or obligated by the end of the fiscal
.year succeeding the fiscal year in which they are received shall he
paid into the Treasury of the United States. s -
“2) If; after payments to inventors under paragraph (1), the
- royalties received by an agency in any fiscal year exceed 5 percent of
_ the budget of the Government-operated laboratories of the agency
for that year, 75 percent of such excess shall be paid to the Treasury
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of the United States and the remaining 25 percent may be used or
cbligated for the purposes. described in clauses (i) through (iv) of

" paragraph (1)(B) during that fiscal yvear or the succeeding fiscal year,

Any funds not so used or obligated shall be paid into the Treasury of

the United States. : ' o
“(3) Any payment made to an employee under this section shall be

in addition to the regular pay of the employee and to any other

awards made to the emplovee, and shall not affect the entitlement

of the employee to any regular pay, annuity, or award to which he is
otherwise entitled or for which he is otherwise eligible or limit the
amount thereof. Any payment made to an inventor as such shall
continue after the inventor leaves the laboratory or agency. Pay-
ments made under this section shall not exceed $100,000 per year to
any one person, unless the President approves a larger award (with |
the excess over $100,000 being treated as a Presidential award under
section 4504 of title 5, United States Code). - C

“4) A Federal agency receiving royalties or other. income as a
resuit of invention management services performed. for another
Federal agency or laboratory under section 207 of title 35, United
States Code, shall retain such royalties or income to the extent
required. to offset the payment of royaities to inventors under clause
(i) of paragraph (1XA), costs and expenses incurred under clause (i) of
paragraph (1XB), and the cost of foreign patenting and maintenance

. for such invention performed at the request of the other agency or

laboratory. All royalties and other income remaining after payment
of the royalties, costs, and expenses described in the preceding
sentence shall be transferred to the agency for which the services
were performed, for distribution in accordance with clauses (i)
through (iv) of paragraph (1XB). o .

“(b} CERTAIN ASSIGNMENTs.—If the invention involved was one

- assigned to the Federal agency—

*{1) by a contractor, grantee, or participant in a cooperative
agreement with the agency, or o .

*(2) by an employee of the agency who was not working in the
laboratory at the time the inventon was made, '
the agency unit that was involved in such assignment shall be

considered to be a laboratory for purposes of this section.

“t¢} REporTs.—(1) In making their annuai budget submissions
Federal agencies shall submit, to the appropriate authorization and
appropriation committees of both Houses of the Congress, sum-

" maries -of the amount of royalties or other income received and

expenditures made (including inventor awards) under this section.
“(2) The Comptroiler General, five years after the date of the
enactment of this section, shall review the effectiveness of the -

- various royalty-sharing programs established under this section and

report to the appropriate committees of the House of Representa-
tives and the Senate, in a timely manner, his findings, conclusions, -
and recommendations for improvements in such programs.”. -

SEC. 8. EMPLOYEE ACTIVITIES.

. .The Stevenson-Wydler Technology Innovation Act of ‘1980 (as

amended by the preceding provisions of this Act) is further amended
by inserting after section 14 the following new section: '

“SEC. 15. EMPLOYEE ACTIVITIES, L _
“ta) In GenerarL.—If a Federal agency which has the right of

“ownership to an invention under this Act does not intend to file for
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a pafent application or otherwise to promote commercialization of
such invention; the agency shall allow the inventor, if the inventor

is'a Government employee or former employee who made the inven--

tion' during the course of employment with the Government, to
retain- title to the invention  (subject to reservation by the Govern-
ment of a nonexclusive, nontransferrable, irrevocable, paid-up
license to practice the invention or have the invention practiced

. throughout the world by or on behalf of the Government). In

addition, the: agency may condition the inventor’s right to title on
the timely filing of a patent application in. cases when the Govern-
ment determines that it has or may have a need to practice the
invention. - :

. “(b) DeFINITION.—FoOr purposes of this section, Federal employees

* include ‘special Government employees’ as defined in section 202 of

title 18, United States Code.
© ‘“c) ReLaTronsuip 70 Oraer Laws.—Nothing in this section is
intended to limit or diminish existing authorities of any agency.”.

SEC. 9. MISCELLANEOUS AND CONFORMING AMENDMENTS,

. {a) REPEAL oF NATIONAL INpDUSTRIAL TECHNOLOGY BoarD.—Section
10 of the Stevenson-Wydler Technology Innovation Act of 198¢ (15
U.S.C. 3709) is repealed. . : :

. (b) CHANGES 1N TERMINOLOGY OR ADMINISTRATIVE STRUCTURE.—(1)

B Section 3(2) of the Stevenson-Wydler Technolugy Innovation Act of

- 1980 is amended by striking out “centers for industrial technology”
- and inserting in lieu thereof “cooperative research centers”.

{2) Section 4 of such Act is amended— :
(A) by striking out “Industrial Technology” in paragraph (1)
and inserting in lieu thereof “Preductivity, Technology, and
Innovation”;

“(BY by strikihg-out “‘Director’ means the Director of the .

~ Office of Industrial Technology™ in paragraph (3) and inserting

in lieu thereof “ ‘Assistant Secretary’ means the Assistant Sec-
retary for Productivity, Technology, and Innovation™;

(C) by striking out “Centers. for Industrial Technology” in

aragragh 4) and inserting in lieu thereof “Cooperative -

esearch Centers'’ :
(D) by striking out paragraph (6), and redesignating para-
graphs (T) and (8} as paragraphs (6) and (7), respectively; and
{E) by striking out “owned and funded” in paragraph {6} as so
redesignated and inserting in lieu thereof ‘‘owned, leased, or
otherwise used by a Federal agency and funded’’. -

~ (3) Section 5(a) of such Act is amended by striking out “Industrial
. Technology” and inserting in lieu thereof “Productivity, Tech-
nology, and Innovation”.

(4) Section:5(b) of such Act is amended by striking out “DIRECTOR”

and inserting in lieu thereof “AssisTANT SECRETARY", and by strik-
_‘ing out “a Director of the Office” and all that follows and inserting

‘in lieu thereof “an Assistant Secretary for Productivity, Technology,

" "and Innovation.”. -

(5) Section:5{c) of such Act is amended— T :
- (A) by striking out “the Director” each place it appears and
inserting in lieu thereof “the Assistant Secretary’’; -
(B) by redesignating paragraphs {(7) and (8) as paragraphs (9)
- and (10), respectively; and : : - :
.~ (C) by inserting immediately after paragraph (6) the following
new paragraphs:” - :

15 USC 3702,

- 15 USC 2703

15 USC 3704.
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15.USC 3705.

_35USC 200 et

15 USC 3707.

15 USC 3714.

-~ Ante, p. 1785,

15 USC 3703.

“{7) encourage and assist the creation of centers and other
joint initiatives. by State of local. governments, regional
organizations, private businesses, institutions of higher

- education, nonprofit organizations, or Federal laborataries to
encourage technelogy transfer, to stimulate innovaticn, and to
promote an appropriate climate for investment in technology-
related industries; - S :

© . -*{8) propose and encourage cooperative research involving

. appropriate Federal entities, State or local governments, re-
gional = organizations, colleges or universities, nonprofit
organizations, or private industry to promote the common use of
resources, to improve- training programs and curricula, to.
stimulate interest in high technology careers, and to encourage

- the effective dissemination of technology skills within the wider ..

_community;”. _ . o
(6) The heading of section 6 of such Act is amended to read as
follows: - E .
“SEC. 6. COOPERATIVE RESEARCH CENTERS.”

{71 Section 6(a) of such Act is amended by striking out “Centers for
Industrial Technology” and inserting in lieu thereof ‘‘Cooperative

‘Research Centers”.

(8)- Section 6(bX1) of such Act is amended by striking out “basic
and applied”. ' o

(9} Section 6(e) of such Act is amended to read as follows: '

“(e) ReseaARCH AND DEVELOPMENT UTiLizATION.—In the promotion
of technology from research and development efforts by Centers
under this section, chapter 18 of title 35, United States Code, shall
apply to the extent not inconsistent with this section.”.

. (10) Section 6(f) of such Act is repealed.

(11) The heading of section 8 of such Act is amended by striking
out “CENTERS FOR INDUSTRIAL TECHNOLOGY' and inserting in lieu
thereof “‘COOPERATIVE RESEARCH CENTERS”.

(12) Section 8(a) of such Act is amended by striking out “Centers
for Industrial Technology” and inserting in lieu thereof “Coopera-
tive Research Centers”. : : :

{13} Section 19 of such Act (as redesignated by section 2 of this -

" Act) is amended by striking out “pursuant to this Act” and inserting

in licu thereof “pursuant to the provisions of this Act {other than
sections 12, 13, and 14)". : _ o _
(¢} RELATED CoNFORMING AMENDMENT.—Section 210 of title 35,
United States Code, is amended by adding at the end thereof the
following new subsection: _ ' : o
“(e). The provisions of the Stevenson-Wydler Technology Innova-
tion Act of 1980, as amended by the Federal Technology Transfer
Act of 1986, shall take precedence over the provisions of this chapter
to the extent that they permit or require a disposition of rights in
subject inventions which is inconsistent with this chapter.”.
_ {d) AppirioNAL DeFINITIONS.—Section 4 of such Act (as amended
by subsection (bX2) of this section) is further amended by adding at
the end thereof the following new paragraphs: L
. *(8) ‘Federal agency’ means any executive agency as defined
in section 105 of title 5, United States Code, and the military
departments as defined in section 102 of such title. _
9y ‘Invention’ means any invention or discovery which is or
may be patentable or otherwise protected under title 35, United
_ States Code, or any novel variety of plant which is or may be
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' protectable under the Plant Variety Protectmn Act {7 USC
2321 et seq.).

“{10) ‘Made' when used in conjunction with any invention
‘means the conception or first. actual reduction. to practice of
such invention.

- *(11) ‘Small business firm’ means a small busmess concern as

- defined in section 2 of Public Law 85-536 (15 U.S.C. 632) and
implementing regulations of the Administrator of the Small
Business Administration.

“{12) 'Training technology’ means computer software and
related materials which are developed by a Federal agency to
train employees of such agency, including but not limited. to
software for computer-based instructional systems and for inter-
active video disc systems.”.

(e) REDESIGNATION OF Secrions To RerLecr CHANGES MADE BY

. PreceDING Provisions.—(1) Such Act (as amended by the preceding

provisions of this Act} is further amended by redesignating sections
11 through 19 as sections 10 through 18, respectively.
© {2XA) Section 5(d} of such Act is amended by inserting “(as then in
effect)”’ after “sections 5, 6, &, 11, 12, and 13 of this Act”.

(B) Section 8(a) of such Act is amended by stnkmg out the last
sentence.

(C) Section 9(d) of such Act is amended by striking out “or 13" and
inserting in lieu thereof “10, 14, or 16,

(3) Section 13(ak1) of such Act (as redesignated by paragraph (1) of
this- subsection) is amended by striking out “section 12" in the

“matter precedmg subparagraph (A} and inserting in lieu thereof

“section 11",

{4) Sectmn 18 of such Act {as redesignated by’ paragraph (1) of this

subsection) is amended by striking out “sections 12, 13,’and 14" and
inserting in lieu thereof “sections 11, 12, and 13".
(0 CrartricaTioN oF FINDINGS AND Purproses.—(1) The second

sentence of sectmn 210 of such Act {15 U.S.C. 370110} is amended

by inserting *, which include mvenuons, computer software, and
training technologles,” immediately after “developments”.

2 Sectxon 23) of such Act (15 U.S.C. 3702(3)). is amended by
msertmg Y, including inventions, seftware, and trammg tech-

: nologxes, immediately after “developments”.

prproved October 20, 1286.
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 Public Law 98-620 | |
-98th Congress o .
“An Act

To amend mle 2‘4 United States Code. with respect to the phce-: where court ﬂhf;ll be ___N_Q"‘___"f i‘!ﬂ_{, -
held in certain judicial dlstncts and for other purposes. C[H.RBLRY

- Be it enacted by the Senate and House of Representames' of the
Umted States of Amema in Congress assembled, '

"TITLE 1 : o Trademark
o : ' Clarification Act
- "1 B
SHORT TITLE : o of 1M1

SEC 101. This title may be C‘ted as the “Trademark Clarification - 1:‘1. US(“"m'.-’,.l' o
.~ Act of 1984". . 15U

AMENDMENT TO THE TRADEMARK ACT

‘Sec. 102. Section 14(c) of the Trademark Act of 1946, commonly
known as the Lanham Trademark Act (15 U.S.C. 1064(c)h is amended
by adding before the semicolon at the end of such section a period
‘and the following: “A registered mark shall not be deemed to be the
common descriptive name of goods or services solely because such
" mark is also used as a name of or to identify a unigue product or
service. The primary significance of the registered mark to the
relevant public rather than purchaser motivation shall be the test
; o for determining whether the registered mark has become the
Y _..common descriptive name of goods or services in. cornection with
R whlch it has been used”".

DEFINITIONS

. SEC 103. SECthI‘l 45 of such Act {15 U.S.C. 112‘7) is amended as
otlows:
{1) Strike out “The term ‘trade-mark’ includes any word,
name, symbol, or device or any combination thereof adopted

_and used by. a manufacturer or merchant to'identify his goods
and distinguish them from those manufactured or sold by
others,” and insert in lieu thereof the following: “The term
‘trademark’ includes any word, name, symbol, or device or any
combination thereof adopted and used by a manufacturer or
merchant to identify and distinguish his goods, including a
unique product, from those manufactured or sold by others and
to mdu:ate the source of the goods, even if that source is
unknown."”

@ Strike out “The term ‘service mark’ means a mark used in -
the sale or advertising of services to |dent1fy the services of one
person and distinguish them from the services of others.” and
insert in: lieu thereof the following: "The term ‘service mark’
means a mark used in the sale or advertising of* services to
identify and distinguish the services of one person, including a
unique service, from the services of others and to indicate the
source of the services, even if that source is unknown.”.
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{3) Add at the end of subparagraph (b) in the paragraph which
begins “A mark shall be deemed to be ‘abandoned’”, the follow-
ing new sentence: “Purchaser motivation shall not be a test for

" determining abandonment under this subparagraph.”.

JUDGMENTS

Sec. 104. Nothing in this title shall be construed to provide a basia
for reopening of any final judgment entered prior to the date of
enactment of this title. ' _

TITLE II

SHORT TITLE.

fSl:g(834 gﬂl. This title may be cited as the “State J usticé-Instifdte-Act ‘
o .

DEFINITIONS

. -See. 202. As used in this title, the term—
(1} “Board” means the Board of Directors of the Institute;
(2) “Director” means the Executive Director of the Institute;
(3 “Governor” means the Chief Executive Officer of a State;
{4) “Institute” means the State Justice Institute;

{5) “recipient” means any grantee, contractor, or recipient of
financial assistance under this title;

{6) “State” means any State of the United States, the District
of Columbia, the Commonwealth of Puerto Rico, the Virgin
Islands, Guam, American Samoa, the Northern Mariana
Islands, the Trust Territory of the Pacific Islands, and any other
territory or possession of the United States; and

(7) “Supreme Court” means the highest appellate court
within a State unless, for the purposes of this title, a constitu-
tionally or legislatively establishe?_(i)udicial council acts in place
of that court.

ESTABLISHMENT OF INSTITUTE; DUTIES
Sec. 203. (a) There is established a private nonprofit corporation

~ which shall be known as the State Justice Institute. The purpose of

the Institute shall be to further the development and adoption of
improved judicial administration in State courts in the United
States. The Institute may be incorporated in any State pursuant to
section 204(an6) of this. title. To the extent consistent with the
provisions of this title, the Institute may exercise the powers con-
ferred upon a nonprofit corporation by the laws of the State in

" which it is incorporated.

(b} The Institute shall— : o
(1) direct a national program of assistance designed to assure
each person ready access to a fair and effective system of justice
by providing funds to— .
(A) State courts; _ .
(B) national organizations which support and are sup-
ported by State courts; and '
(C) any other nonprofit organization that will support and
achieve the purposes of this title; _
t2) foster coordination and cooperation with the Federal judi-
- ciary in areas of mutual concern;
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.3) promote recognmon of the importance of the separatxon of
powers doctrine to an independent judiciary: and -

* - t4) encourage education for judges and support personnel of

“State court systems through national and State organizations,
including universities.
~_{c) The Institute shall not duplicate functions adequateiy per-
. formed by existing nonprofit organizations and shali promote, on
the part of agencies of State judicial administration, responsibility
for the success and effectiveness of State court improvement pro-
grams supported by Federal funding.
- (d) The Institute shall maintain its principal offices in the State in
which it is incorporated and shall maintain therein a designated
agent to accept service of process for the Institute. Notice to or
service upon the agent shall be deemed notice to or service upon the
Institute.

(e} The Institute, and any program assisted by the Institute, shall
be eligible to be treated as an organization described in section
170(cH21B) of the Internal Revenue Code of 1954 (26 US.C,
170(cH2KBM and as an organization described in section 501{c)(3) of
the Internal Revenue Code of 1954 (26 U.8.C. 501(ck3) which is
exempt from taxation under section 501(a) of such Code 126 U.S.C.
501tak. If such treatments are conferred in accordance with the

rovisions of such Code, the Institute, and programs assisted by the
Institute, shall be subject to all provisions of such Code relevant to
" the conduct of organizations exempt from taxation. :

{D The Institute shail afford notice and reasonable opportunity for Federal
N ' comment to interested _parties prior to issuing rules, regulations. Regrister,
o " guidelines, and instructions under this title, and it shall publish in publication.
.. the Federal Register, at least thirty days prior to their effect:ve

date, all rules, regulations, guidelines, and instructions.

‘BOARD OF DIRECTORS

Sec. 204. rakD) The Institute shall be super\nsed by a Board of 42 USC 1a703,
Directors, consisting of eleven voting members to be appointed by :
the President, by and with the advice and consent of the Senate. The
Board shall have both judicial and nonjudicial members, and shail,
to the extent practicable, have a membership representing a variety
of backgrounds and reflecting participation and interest in the
administration of justice.

{2) The Board shall consist of—
(A} six judges, to be appointed in the manner prowded in
paragraph (3);
" (B) one State court administrator, to be appomted in the
manner provided in paragraph (3); and
1C) four members from the public sector, no more than two of
whom shall be of the same pol:tlcal party, to be appointed in the
manner provided in paragraph (4.

131 The President shall appoint six judges and one State court
administrator from a list of candidates submitted to the President
by the Conference of Chief Justices. The ‘Conference of Chief Jus-
tices shall submit a list of at least fourteen individuals, including
judges and State court administrators, whom the conference consid-
ers best qualified to serve on the Board. Whenever the term of any
of the members of the Board described in subparagraphs (A} and (B)
terminates and that member is not to be reappointed to a new term,
and whenever a vacancy otherwise occurs among those members,
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Prohibition.’

the PreSIdent ehall appoint a new member from a list of thrf.'
qualified .individuals submitted to the President by the Conference
of Chief Justices. The President may. reject any list of individuals
submitted by the Conference under this paragraph and. if such a list
is so rejected. the President shall request the Clunference to submit
to him another list of qualified individuals. Prior to consulting with
or submitting a list to the President, the Conference of Chief Jus-
tices shall obtain and consider the recommendations of all inter.
ested organizations and individuals concerned with the ﬁdmml‘:tra
tion of justice and the objectives of this title.

t4) In addition to those members appointed under paragraph o),

- the President shall appoint four members from the public sector to

serve on the Board.

() The President shal! make the initial appmmmentq of men.bers
of the Board under this subsection within ninety days after the
effective date of this title. In the case of any other appointment of a
member.. the President shall make the appointment not later than
ninety days alter the previous term expires or the vacancy occurs, as
the case may be. The Conference of Chiefl Justices shall submit lists
of candidates under paragraph 3 .in a timely. manner so that the
appointments can be made wuthm the time periods specified in this
paragraph.

t6) The initial members of the Board of Directors shall be the
incorporators of the Institute and shail determine the State in
which the Institute is to be incorporated.

(b1t Except as provided in paragraph (21, the term of each voting
member of the Board shall be three vears. Each member of the
Board shalt continue to serve until the successor to such member

'rhas been appointed and qualified.

i2) Five of the members first dppomted by the President shall
serve for a term of two vears. Any member appointed to serve an
unexpired term which has arisen by virtue of the death. disability.
retirement. or resignation of a member shall be appointed only for
such unexpired term. but shall be eligible for reappointment.

31 The term of initial members shall commence {rom the date of
the first meeting of the Buard, and the term of each member other
than an initial member shali commence from the date of termina-
tion of the preceding term.

{c) No member shall be reappointed to more than two consecutive
terms immediately following such member’s initial term.

td) Members of the Board shall serve without compensation. hut

“shall be reimbursed for actual and necessary expenses incurred in

the performance of their official duties.
te) The members of the Board shall not, by reason of such mem-
bership, be considered officers or emplovees of the United States.
(H Each member of the Board shall be entitled to one vote. A

- simple majority of the membership shall constitute a quorum for the

conduct of business. The Board shall act upon the concurrence of a
simple majority of the membership present and voting.

g1 The Board shall select from among the voting members of the
Board a chairman. thé first of whom shall serve for a term of three
vears. Therealter. the Board shall annuallv elect a chairman from
among its voting members,

th? A member of the Board may be removed b\ i vote of seven
members for malfeasance in office. persistent neglect of, or inahility
to discharge duties, or for any offense lmohum moral turpitude, but

“forno other cause.
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(i) Regular meetings of the Board shall be held quarterly Specxai
meetings shall be- held from time to time upon the call of the
chairman, acting at his own discretion or pursuant to the petition of
any seven members:

() All meetings of the Board any executive commtttee of the
Board, and any council established in connection with this title,
shall be open and subject to the requirements and provisions of

section 552b of title 5, United States Code, relating to open meetings.

(k) In its direction and supervision of the actmtles of the Instxtute.

- the Board shall—
: (1) establish policies and develop such programs for the inqtl--

tute that will further the achievement of its purpose and- per-
formance of its functions;

(2) establish policy and funding priorities -and issue rules.'

regulations, guidelines, and instructions pursuant to such
priorities;

(3} appoint and fix the duties of the Executive Director of the
Institute, who shall serve at the pleasure of the Board and shall
be a nonvoting ex officio member of the Board;.

(4) present to other Government departments, agencies, and
instrumentalities whose programs or activities relate to the
administration of justice in the State judiciaries of the United
States, the recommendations of the Institute for the improve-

. ment of such programs or activities;
{51 consider and recommend to both public and private agen-

-~ . cies aspects of the operation of the State courts of the United

States considered worthy of special study; and.

(6) award. grants and enter into cooperative agreements or-

contracts pursuant to section 206(a).

_OFFICERS AND EMPLOYEES

Sec. 205. (a)(1) The Du-ector. subject to general pohc:es established
by the Board, shall supervise the activities of persons employed by
the Institute and may appoint and remove such employees as he
determines necessary to carry out the purposes of the Institute. The
Director shall be responsible for the executive and administrative
operations of the Institute, and shall perform such duties as are
delegated to such Director by the Board and the Institute.

(2) No political test or political qualification shall be used in
selecting, appointing, promoting, or taking any other personnel
action with respect to any officer, agent, or employee of the Insti-
tute, or in selecting or monitoring any grantee, contractor, person,
or entity receiving financial assistance under this title.

-{b) Officers and employees of the Institute shall be compensated at
rates determined by the Board, but not in excess of the rate of level
V of the Executive Schedule specified in section 5316 of title 5,
United States Code.

{eX1) Except as otherwise specifically provided in thls tltle. the
Institute shall not be considered a department, agency, or instru-

. mentality of the Federal Government.

(2) This title does not limit the authority of the Office of Manage-

"ment and Budget to review and submit comments upon the Insti-

tute’s annual budget request at the time it is transm:tted to the

' Congress

122 UTSC 10704,
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Adil) Except as prov. ided in pamgraph l’r nﬂ”cma and employees
of the Institute shall not be considered officers or employees of the
United States.

(2 Officers and employvees of the Institute shall be considered

. officers and employees of the United States solely for the purposes of

the following provisions of title 5, United States Code: Subchapter {
of chapter #1 (relating to compensation for work injuries); chapter
&3 (relating to civil service retirement); chapter BY trelating to life
insurancel; and chapter 8 (relating to health insurance). The Insti-
tute shall make contributions under the provisions referred to in

‘this subsection at the same rates applicable to agencies of the

Federal Government.
(et The Institute and its officers and employees shall be %llhj(’(.t to

. the provisions of section 552 of title 5, United States Code. relating

to freedom of mformatlon

GRANTS AND CONTRACTS

Sec. 206. ta) The Institute is authorized to award grants and enter
into cooperative agreements or contracts, in a manner ccmlstent
with subsection ib), in order to—

(1) conduct research, demonstrations. or hpecml prcuects per-
taining to the purposes described in this title, and provide
technical assistance and training in support of tests, demonstra-
tions, and special projects;

2}'serve as a.clearinghouse and information center, where
not otherwise adequately provided, for the preparation, publica-
tion, and dissemination of information regarding State Judicial
systems; '
~"(3) participate in joint projects with other agencies, including
thel.- Federal Judicial Center, with respect to the purposes-of this
title;

(4} evaluate. when appropriate, the programs and projects
carried out under this title to determine their impact upon the
quality of criminal, civil, and juvenile justice and the extent to
which.they have met or falled to meet the purposes and policies
of this title;

. {)) encourage and assist in the furtherance of judicial

education;

(6) encourage, assist, and serve in a consuiting capacity to
State and local justice system agencies in the development,
maintenance, and coordination of criminal, civil, and juvenile
]ustlce programs and services; and

{7) be responsible for the certification of national programs
that are intended to aid and improve State judicial systems,

th) The Institute is empowered to award grants and enter into
cooperative agreements or contracts as follows:

{11 The Institute shall give priority to grants, cooperatwe
agreements, or contracts with—

(A) State and local courts and their agencies,

({B) national nonprofit organizations controlled hy, operat-
ing in conjunction with, and serving the judicial branches of
State governments; and

{C) national nonprofit organizations for the education and
training of judges amrd-support personnel of the Judlmal
branch of State governments




| 'PUBLIC.-LAW 9R-620—NOV. 8, 1984 - 98 S’I‘AT '3.341

l’) The Instltute may, if the objectlve can better he qerved :
. thereby, award grants.or enter into cuoperat:ve agreements or
~ contracts with— :
{A) other nonprofit organizations with expertl%e in judi-
cial administration; _ B
- (B institutions of higher education; : " Fducation.
(€1 individuals, partnerships, firms, or corporations; dnd
{D! private agencies with expertise in judictal administra-
 tion.
3 Upon: apphcatlon by an appropriate Federal, Qtate or local
agency or institution and if the arrangements to be made by
such agency or institution will provide services which could not
be provided adequately through nongovernmental arrange-
ments, the Institute may award a grant or enter into a-coopera-
tive agreement or contract with a unit of Federal, State, or local
government other than a court.
41 Each application for funding by a State or local court shall
be approved. consistent with State law. by the State's supreme
court. or its designated agency or council, which shall receive,
administer. and be accountable for all funds awarded by the
Institute to such courts.
te) Funds available pursuant to grants. cooperative agreements, or
contracts awarded under this sectton may be used— -
© (1) to assist State and local court systems in éstablishing
appropriate procedures for the selection and removal of judges
- and .other court personnel and in determining. appropriate . -
: . levels.of compensation; :

TN 121 to support education and training programs for judges and - Education,

R - other court personnel, for the performance of their general -
duties and for spemahzed functions, and to support national and
regional conferences and seminars for -the dissemination of
information on new developments and innovative techniques; ‘

-+ 3 to conduct research on alternative means for using nonju-  Research and
dicial personnel in court decisionmaking activities, to imple- development,
ment demonstration programs to test innovative approaches,
and to conduct evaluations of their elfectiveness;

t4) to assist State and local courts in meeting requirements of

- Federal law applicable to recipients of Federal funds;

t3! to support studies of the appropriateness and efficacy of
court organizations - and - financing structures in particular
States, and to eriable States to implement p!anq for improved
court organization and finance;

161 to support State court planning and budgeting staffs and to
provide technical assistance in resource d"OCdtwl"l and service
forec.lstlng techniques; -

\7) to support studies of the adequacy of court management
svstems in State and local courts and to implement and evalu-
ate innovative responses to problems of record management,
dita processing, court personnel management, reporting and
transcription of court proceedings, -and juror utilization and
management;

(%) to collect and compile statistical data and other informa-
tion on the work of the courts and on the work of other agencies
which relate to and effect the work of courts; :

1h to conduct studies of the causes of trial and dppt'll.ll&- court
delay in resolving cases. and 1o establish and evaluate experi-
mental programs for reducing case processing time;
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!1()1 to develop and test. methods for mefisurtng the perform-
ance of judges and courts and to conduct experiments in the use
of such measures to improve the functlomng of such Judgeq and
courts:

111 to support studies of court rules and procedures, discov ery
devices, and evidentiary standards, to identify. problems with
the operation of such rules, procedures, devices, and standards.
to'devise-alternative approaches to better reconcile the require-

_mentsof due process with-the need for swift and certain justice.

- and to test the utility of those alternative approaches; L _

112) to support studies of the outcomes of cases in selected.
subject matter areas to identify instances in which the sub- -
stance of justice meted out by the courts diverges from ‘public
expectatlons of fairness, consistency, or equlty to propose alter-

.. native approaches to the resolving of cases in problem areas,

“-and to'test and evaluate those alternatives;
L to support programs to increase court responsweneﬂs to
the needs of citizens through citizen education, improvement of -
court treatment of witnesses, victims, and jurors, and develop-
ment of procedures for obtaining and using measures of ‘public
satisfaction with court processes to improve court performance;

{141 to test and evaluate experimental approaches to provid-

" . ing increased citizen access to justice, including processes which
reduce the cost of litigating common grievances and aiternative
techniques and mechanisms for resolung dleputes between citi-
zens; and

(1 to carry out such other programs, cons:stent with the
‘purposes of this title, as may be eemed approprlate by the

nstitute,

«d) The Institute shall mcorporate in any grant, cooperative agree- :
ment, or contract awarded under this section in which a State or
local judicial system is the recipient, the requirement. that the
recipient provide a match. from private or public sources, not less
than 30 per centum of the total cost of such grant, cooperative
agreement. - or contract, except that such requirement. may be
waived in exceptionally rare circumstances upon the approval of the
chief justice of the highest court of the State and a majority of the
Board of Directors. :
- t¢) The Institute shall monitor and evaluate, or provide for inde-
pendent evaluations of, programs supported in whole or in. part
under this title to ensure that the provisions of this title. the bylaws
of the Institute. and the applicable rules. regulations, and guidelines
promuigated pursuant to this title, are carried out.

ift The Institute shall provide for an independent study of the
hnancmi and technical assistance programs under this title.

L IMITATIONQ ON GRANTS AND (¢ ONTRA('TS

SEc. 207. 1a} With respect to grants made and contracts or coopera-

tive agreements entered into under this title, the Institute shall—

1) ensure that no funds made available to recipients by the
Institute shall be used at any time. directly or indirectly, to
‘influence the issuance, amendment. or revocation of any Execu-
tive order or similar promulggation by anv Federal. State. or
local agency, or to undertake to influence the passage or defeat
of any legislation or constitutional amendment by the Congress
ol the United States, or by any State or local legislative body, or
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"+ any State proposal by initiative petition, or:of any referendum,
unless a governmental agency, legislative body, a committee, or
a member thereof— : L
(A) requests personnel of the recipients to testify, draft; or
- '~ review measures or to- make representations. to such
. agency, body, committee, or member;or '
_ {B) is considering a: measure directly affecting the activi-
. ties under this title of the recipient or the Institute; .
(2)-'ensure all personnel engaged in grant, cooperative agree-
ment or contract assistance activities supported in-whole or part
~ by the Institute refrain, while so. engaged, from any partisan
political activity; and o A
(3) ensure that. each recipient that files with the Institute a
- timely application for refunding is provided interim funding
‘necessary to maintain its current level of activities until—
(A} the application for refunding has been approved and
" funds pursuant thereto received; or : '
(B) the application for refunding has been finally denied
o in accordance with section 9 of this title. S
"~ {b) No funds made available by the Institute under this title,
- either by grant, cooperative agreement, or contract, may be used to
.~ support or conduct training programs for the purpose of advocating:
. particular nonjudicial public policies or encouraging nonjudicial
" political activities. L _ S : : .
.(¢) The authorization to enter into cooperative agreements, con-
.. .. tracts or any other obligation under this title shall be effective only
' * to the extent, and in such amounts, as are provided in advance in
Ty : _ appropriation Acts. S - L
A ' - -1d) To ensure that funds made available under this Act are used to
o : supplement and improve the operation of State courts, rather than -
to support basic court services, funds shall not beused— == . :
{1) to supplant State or local funds currently supporting a
program or activity; or ' ‘ '
(21 to construct court facilities or structures, except to
remodel existing facilities to demonstrate new architectural or
technological techniques, or to provide temporary facilities for
:new personnel or for personne! involved in a demonstration or
experimental program. = ' :

RESTRICTIONS ON- ACTIVITIES OF THE INSTITUTE

Sec. 208. (a) The Institute shall not-— . 42 USC L0707
(1) participate in litigation unless the Institute or a recipient
of the Institute is a party, and shall not participate on behalf of
any client other than itself: o :
~{21interfere with the independent nature of any State judicial
system or allow financial assistance to be used for the funding
-of regular judicial and administrative activities of any State
Jjudicial system other than. pursuant to the terms of any grant,
cooperative agreement, or contract with the Institute, consist-
ent with the requirements of this title; or o
(3) undertake to infiuence the passage or defeat of any legisla-
tion by the Congress of the United States or by any State or
local legislative body, except that personnel of the institute may
- testify or make other appropriate communication— :
(A) when formally requested to do so by a legislative
body, committee, or a member thereof: .
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ABY in connectlon with leglslatlon or appropnatlons :
.~ directly affecting the activities of the Institute; or '
~_ (C) in connection with legislation or appropriations deal-

- ing with improvements in.the State judlcmry, consistent
* with the provisions of this title. B

(bX1) The Institute shall have no.power: to issue any shares of

stock, or to declare or pay any dividends. :
'(2) No: part of the income or assets of the Institute shall enure to ..
the benefit of any director, officer, or employee, except as reasonable

. compensation for services or reimbursement for expenses.

(3} Neither the Institute nor any recipient shall contribute’ or
make available Institute funds or program personnel or equipment
to any political party or association, or the campa;gn of any candi- -
date for public or party office. -

(4) The Institute shall not contribute or make avallable Institute

- funds or program personnel or equipment for use in advocating or

opposmg any.ballot measure, initiative, or referendum..
- (¢) Officers and employees of the Institute or of recipients shall not
at any time intentionally identify the Institute or the recipient with

~ any' partisan or nonpartisan -political activity associated with a

political party or association, or the campaign of any candidate for -

_public or party offi ce.

‘SPECIAL PROCEDURES

‘Sec. 209. The Institute shall prescribe procedures to ensure that—
(1) financial assistance under this title shall not be suspended-
_unless the grantee, contractor, person, or entity receiving finan-
cial assistance under this title has been given reasonable notice
and opportunity-to show cause why such actions should not be
taken; and :

" (2) financial assistance under this. tltie shall not be termi-
nated, an application for refunding shall not be denied, and a
suspension of financial assistance shall not be continued. for
longer. than thirty days, unless the recipient has been afforded
reasonable notice and opportunity for a timely,. full, and fair
“ hearing, and, when requested, such hearing shall be conducted
by an mdependent hearing examiner. Such hearing shall be
held prior to any final decision by the Institute to terminate
financial assistance or suspend or deny. fun_dmg Hearing exam-

" iners shall '-be-agfomted y the Institute in accordance with
rocedures established in reguiat:ons promulgated by “the

nstitute.

PRESIDENTIAL COORDINATION
Sec. 210. The President may, to the extent not inconsistent with
any other applicable law, direct that appropriate support functions'

of the Federal Government may be made available to the Institute.
in carrying out its functlons under this title.

. RECORDS AND REPOR’I‘S

SEC 211. ta) The Institute is authorized to require such reports as
it deems necessary from any recipient with respect to activities

~ carried out pursuant to this title.

tb} The Institute is authorized to prescribe the keepmg of records
with respect to funds provided by any grant, cooperative agreement,
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Ser c'ontract under this title and shall have access to such records at _

all reasonable times for the purpose of ensuring compliance ‘with
such grant, cooperative agreement, or contract or the terms and
~conditions upon which financial assistance was provided. :

tc) Copies of all reports pertinent to the evaluation, inspéction, or

- monitoring of any recipient shall be submitted on atimely basis to
such recipient, and shall be maintained in the principal office of the
Institute for a period of at least five years after such evaluation,
inspection, or monitoring. Such reports shall be available for public

inspection during regular-business hours, and copies shall be fur-

-nished, upon request, to interested parties upon payment of such
reasonable fees as the Institute may establish.. ' '

.. (d) Non-Federal funds received by the Institute, and funds re- -
- ceived for projects funded in part by the Institute or by any recipient.

from a source other than the Institute, shall be accounted for and
reported as receipts and disbursements separate and distinct from
“Federal funds.” -~ - : _ =

_  AUDITS _ . :
Sec. 212. (a)i1) The accounts of the Institute shall be audited

annuaily. Such audits shall be conducted in accordance with gener-

ally accepted auditing standards by independent: certified public

accountantis - who "are certified by..a regulatory authority of the

jurisdiction in which the audit is undertaken. o
- {2) The audits shall be conducted at the place or places where the

- accounts of the. Institutée are normally kept. All books, accounts,

~ financial records, reports, files, and other papers or property belong-
" ing to or in use by the Institute and necessary to facilitate the audits

~-shall be made available to: the person or persons conducting the

- audits. The full facilities. for verifying transactions with the bal-

ances and securities held by depositories, fiscal agents, and custo-

dians shall be afforded to any such person.
{31 The report of the annual audit shal} be filed with the General

- Accounting Office and shall be available for public inspection during -

business hours at the principal office of the Institute. :
- {b¥1}In addition to the annual audit, the financial transactions of
the Institute for any fiscal year during which Federal funds are

available to finance any portion of its operations may be audited by -

.the:General Accounting Office in accordance with such rules and
regulations as may be prescribed by the Comptroller General of the
United States.. - o '

-(2) Any such audit shail be conducted at the-place or .p!acesiv'here :

accounts of the Institute are normally kept. The representatives of
the General Accounting Office shall have access. to all books, ac-
. counts, financial records, reports, files, and other papers or property
.. belonging to or in use by the Institute and necessary to facilitate the

~audit. The full facilities for verifying transactions with the balances

- and securities held by depositories, fiscal agents, and custodians
shall be afforded to such representatives. All such books, accounts,
. financial records, reports, ﬁf
. Institute shall remain in the possession and custody of the Institute
- ‘throughout the period beginning on the date such possession or
custody commences and ending three years after such date, but the
General Accounting Office may require the retention of such books,
accounts, financial records, reports, files, and other papers or prop-

erty for a longer period under sect_ion 3523(c) of title 31, United

States Code.

. and other papers or 'pmﬁerty of the

Public
availability.

42 USC 10711,

Report. .
Public
availability,
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42 USC 10712,

42 USC 1m13.

- 42 USC 10701

note.
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(3 A .répdrt of such audit shall be made by the Comptroller

. General to the Congress and to the Attorney General, together with
- such recommendations with respect thereto as the Comptroller

General deems advisable.
(cX1) The Institute shail conduct, or require each recipient to’

- provide for, an annual fiscal audit. The report of each such audit
shall -be  maintained for a period. of at least five years at the
;- principal office of the Institute.

(2) The Institite shall submit to the Comptroller General of the

United States copies of such reports, ‘and the Comptroller General |

may, in-addition, inspect the books, accounts, financial records, files,

and other:papers or property belongmg to or.in use by such grantee,

contractor, person, or entity, which relate to the disposition ar use of
funds received from the Institute. Such audit reports shall be avail-
able for public inspection during regular business hours, at the

‘principai office of the Inst.xtute

REPORT BY A‘I'PORNEY GENERAL

Sec. 213. On October 1, 1987, the Attorney General, in con~_
sultation with the Federal Judtc:al Center, shall transmit to the -
Committees on the Judiciary of the Senate and the House of Repre-
sentatives a report on the effectiveness of the Institute in carrying
out the duties specified in section 203(b). Such report shall include -
an assessment of the cost effectiveness of the program as a whole -
and, to the extent practicable, of individual grants, an assessment of
whether the restrictions and limitations specified in sections 207
and’ 208 have been respected, and such recommendations as the

- Attorney General, in consultation with the F ederal Judnc:al Center.
~ deems appropr:ate :

AMENDMENTS TO OTHER LAWS-
Si:c 214 Section 620(bl of title 28, United States Code, is amended '

(1) striking out “and” at the end of paragraph (3);

(2) striking out the period at the end of paragraph 4 and :
inserting in lieu thereof *'; and”; and-

3) msertmg the following new paragraph {5 at the end
thereof:
“(5) Insofar as- may be consistent wlth the performance of the

_ other functions set forth in this section, to cooperate with the State

Justice Institute in the establishment and coordination of research

“and programs concerning the administration of justice.”.

AUTHORIZATIONS

Sec. 215. There are authorized to bé- appropriated to carry out the
purposes of this title, $13,000,000 for fiscai year: 1986, $15,000,000 for
fiscal year 1987, and $15,000,000 for fiscal year 1988

EFFECTIVE DATE

19§§c 216. The provtswns of this title shall take effect on October 1
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TITLE III

SHORT 'l'l'l'l..E

Snc 301 Thts t:tle may be cited as the. “Semlconducbor Chlp
o Protectlon Act of 1984”,

PROTECTION OF SEMICONDUCI‘OR CHIP PRODUCI‘S

. Smc 302. Title 17 Umted States Code, is amended by addmg at. the
_end thereof the followmg new chapter:

- "‘CHAPTER S—PROTECTION OF SEMICONDUCTOR

‘CHIP PRODUCTS. '

" 490f. Definitionn. . '
902, Subject matter of pmtoetion

“903. Ownership and transfer.
“904. Duration of: protection,

" “905. Exclusive rights in muk'worh

“908. Limitation on exclusive rights: reverse engineering; first sale. .
901 Limitation on exclusive rights: innocent m!‘nngement. '

Regwtratlon of claims of protection,
‘909 Mask work notice.

. .“910; Enforcement of excllmva nghh.
%911, Civil actions. -

“912. Relation to other laws. -

- 913 Trangitional provisions, <
914, Intemahoml transitional pmmonn.

" "«8.901, Definitions

““(a) As used in this chapter— :

“(1) a ‘semiconductor chip product is the: ﬁnal or mt.ermed1-
ate form of any product—

Semiconductor

- Lhip Protection
‘Act of 1934

17 HISC 99 note:

Computoers,

17 USC 901,

" "(A) having two or more layers of metallic, insulating, or -

* semiconductor material, deposited or otherwise placed on,

or etched away or othemse removed from, a piece of

.semiconductor material in aocordance with a predeter-
‘mined pattern; and

*(B) intended to pérfbrm electromc circuitry . functions;
“(2) a ‘mask work' is a series of related images, however fixed -

or gncoded—

(A) havmg or representm the {oredetemmed, three-

dimensional pattern of metalhc, insulating, or semiconduc-
tor material present-or removed from the layers of a semi-
- conductor chlp groduct, and

. .“(B) in which series the relation of the images to one
another is that each i image has the pattern of the surface of

. one form of the semiconductor chip product; :
*(3) a mask work is 'fixed’ in .a semlconductor chip product
when its embodiment in the product, is sufficiently permanent

or stable to permit the mask work to be perceived or reproduced

from the product for a period of more than transitory duration;
“{(4) to ‘distribute’ means to sell, or to lease, bail, or otherwise
transfer, or to offer to-sell, lease. bail, or otherw:se transfer;

45) to ‘commercially explont.’ a mask work is to distribute to -

the public for commercial purposes a semiconductor chip prod-
uct embodying the mask work; except that such term includes
an offer to sell or transfer a semlconductor ch:p product only




17USC 9202,

President

of U.S.
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when the offer is in writing and oceurs after the maqk work is
: fixed in-the semlconductor chip product;

- “(6) the ‘owner’ of a mask work is the person who created the
- mask work, the legal representative of that person if that

person is deceased. or under a legal incapacity, or a party to

whom all the rights under this chapter of such person or

. representative are transferred in accordance with section -

903(by; except that, in the case of a work made within the scope
of a person's employment the owner is the employer for whom
the person created the mask work or a party to whom all the
rights under this chapter of the employer are transferred in
accordance with section 903(b}; :
D an ‘innocent .purchaser’ is a (person who purchases a
semiconductor chip product in.good faith and without having
notice of protection with respect to the semlconductor chip .
product

*“(8) having 'notice of protection’ means having actual knowl-
edge that, or reasonable grounds to believe that, a mask work is
protected under this chapter; and

(9 an ‘infringing semiconductor chip product is a semicon-
ductor chip product which is made, imported, or distributed in

- violation of the exclusive rights of the owner of a mask work

“under this chapter.

“(b) For purposes of this: chapter. the distribution or :mportatlon
of a product incorporating a semiconducter chip product as a part . -
thgaeof is a distribution or lmportatlon of that semiconductor chip -
product.

“§ 902, Subject matter of protection

“{taXl) Subject to the provisions of subsectmn {b), a mask work
fixed in a semiconductor chip product, by or under the authority of
the owner of the mask work, is eligible for protection under this.
chapter if—

*(A) on the date on whlch the mask work is registered under
section 908, or is first commercially exploited anywhere in the -
world, whichever occurs first, the owner of the mask work is (i)
a national or domiciliary of the United States, tii) a national,

-domiciliary, or sovereign authority of a foreign nation that is a

* party to a treaty affording protection to mask works to which
the United States is also a garty, or {iii) a stateless person,
wherever that person may bhe domiciled -

“(B) the mask work is first commerclally exploited in the -
Umted States; or '

“{C) the mask work comes within the scope of a Presidential
proclamation issued under paragraph (2).

*(2) Whenever the President finds that a foreign nation extends,
to mask works of owners who are nationals or domiciliaries of the
United States protection (A) on substantiaily the same basis as that
on which-the foreign nation extends protection to mask works of its
own natlonals and domiciliaries and mask works first commercially
exploited in that nation, or {B) on substantially the same basis. ag
provided in this chapter, the President may by proclamation extend
protection under this chapter to mask works (i) of owners who are,
on the date on which the mask works are registered under section
908, or the date on which the mask works are first commercially
exploited anywhere in the world, whichever occurs first, nationals,
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- domiciliaries, or sovereign authorities of that nation, or (ii) which
are first commercially exploited in that nation. Co
--"tb} Protection under this chapter shall not be available for a

- mask work that— ' : RS -

“(1)is not original; or - S T :

_ ' "{2) consists of designs that are staple, commonplace, or famil- -

.+ iarin the semiconductor industry, or variations of such designs,
.. combined in a way that, considered as.a whole, is not original.
- “Uc) In nd case does protection under this chapter for a mask werk
extend to any idea, procedure, process, system, method of operation,
concept, principle, or discovery, regardless of the form.in which it is -
described, explained, illustrated, or embodied in such work.

- “§903. _Ownership. transfer, licensing. and recordation ' 1T use e,

. “(a) The exclusive rights in a mask work subject to protection
under this chapter belong to the owner of the magk work. _

_ “(b} The owner of the exclusive rights in a mask work may
transfer- all of those rights, or license all or less than all of those
rights, by any written instrument signed by such owner or a duly

. - authorized- agent of the owner. Such rights may be transferred or

“licensed by operation of law, may be bequeathed by will, and may

pass as personal property by the applicable laws of intestate
succession. S -

- “(c)1) Any document pertaining to a mask work may be recorded -
in-the Copyright Office if the document filed for recordation bears

-~ the actual signature of the person who executed it,.or if it is
: accompanied by a sworn or official certification that it .is a true cop{
Ty _af the original, signed document. The Register of Copyrights shall,
' upon receipt of the document and the fee specified pursuant to
section 908(d), record the document and return it with a certificate
. of recordation. The recordation of any transfer or license under this
‘paragraph gives all persons constructive notice of the facts stated in
. the recorded document concerning the transfer or license. - .

- "2) In any case in which conflicting transfers of the exclusive
- rights in a-mask work are made, the transfer first executed shall be
' void as against a subsequent transfer which is made for a valuable
: o consideration and without notice of the first transfer, unless- the
first transfer is recorded in accordance with paragraph (1) within
‘three months after the date on which it is executed, but in no case

- later than. the day before the date of such subsequent transfer.
" "td) Mask works prepared by an officer or employee of the United
States Government as part of that person's official duties are not
_protected under this chapter, but the United States Government is
" not precluded from receiving and holding exclusive rights in mask

works transferred to the Government under subsection (b).

“§904. Duration of proiettion : ' 17 USC 904,

{a) The protection provided for a. mask work under this chapter
shall commence on the date on which the mask work is registered
under section 908, or the date on which the mask work is first
tf:'on';mercially exploited anywhere in the world, whichever occurs

irst. : )

* *Yb) Subject to subsection (c) and the provisions of this chapter, the
-protection provided under this chapter to a mask work shall ehd ten
-years after the date on which such protection commences under

- subsection ta). EE . :




17T UISC w03,

17 USC 908,

© 17 USC 901.
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“(c) All terms of protection pl'ovi-ded in this section shall run to
the end of the calendar year in which they would otherwise expire.

- - “§905. Exclusive rights in mask works

“The owner of a mask work provided protection under this chap-
ter has the exclusive rights to do and to authorize any of the
following: o : ' L

“(1) to reproduce the mask work by optical, electronic, or any
other means; o _ : :
© *12) to import or distribute a semiconductor chip- product in
which the mask work is embodied; and -
“(3) to induce or knowingly to cause another person to do any
. of the acts described in paragraphs (1) and (2). '

“§ 906. Limitation on exclusive rights: reverse engineéri-ng:- first
sale .

- “ta) Notwithstanding the provisions of section 905, it is not an

. infringement of the exclusive rights of the owner of a mask work

for— ' .
(1) a person to reproduce the mask work solely for the
purpose of teaching, analyzing, or evaluating the concepts or
techniques embodied in the mask work or the circuitry, logic
flow, or organization of components used in the mask work; or
“(2) a person who performs the  analysis or evaluation
described in paragraph (1) to incorporate the results of such °
. conduct in an original mask work which is made to be
distributed. : R o '

-+ "(b) Notwithstanding the provisidns of section 905(2), the owner of

a particular semiconductor chip product made by the owner of the
mask work, or by any person authorized by the owner of the mask
work, may import, distribute, or otherwise dispose of or use, but not
reproduce, that particular semiconductor chip product without the:

" authority of the owner of the mask work.

“§ 907. Limitation on exclusive rights: innocent infringement

“(a) Notwithstanding any other provision of this. chapter, an

innocent purchaser of an infringing semiconductor chip product—

(1) shall incur no liability under this chapter with respect to

the importation or distribution of units of the infringing semi-

conductor chip product that oceurs before the innocent pur-

chaser has notice of protection with respect to the mask work
embodied in the semiconductor chip product; and ,

“(2) shall be liable only for a reasonable royalty on each unit
of the infringing semiconductor chip product that the innocent
purchaser imports or distributes after having notice of protec-
tion with respect to the mask work embodied in the semiconduc-
tor chip product. o ' ' _ -

“(b) The amount of the royalty referred to in'subsection {aX2) shall

be determined by the court in a civil action for infringement unless

the parties resolve the issue by voluntary negotiation, mediation, or
binding arbitration. _ - o '

“(¢) The immunity of an innocent purchaser from liability re-
ferred to in subsection (aX1) and the limitation of remedies with
respect to an innocent purchaser referred to in subsection {a)2)
shall extend to any person who directly or indirectly purchases an -
infringing semiconductor chip product from an innocent purchaser.
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. *(d) The provisions of subsections (a), (b), and (c) apply only with
respect. to those units of an infringing semiconductor 'cﬁip product
that an innocent purchaser purchased before having notice of pro-
_tection with respect to the mask work embodied in:the semiconduc-
tor-chip product. : : : :

"8 908. Registration of claims of protection S s 17 USC 908,

~“{a) The owner of a- mask work may apply to the Register of
Copyrights for registration: of a claim of protection in a mask work. =~
" Protection of a mask work under this chapter shall terminate if Termination.
application for. registration of a claim of protection in the mask
work is not made as Krovided in this chapter within two years after
the date on which the mask work is first commercially exploited
~anywherein the world. . . L e -
(b} The Register of Copyrights shall be responsible for all admin-
istrative functions and duties under this chapter. Except for section . .
708, the provisions of chapter 7 of this title relating to the general 17 USC 701
responsibilities, organization, regulatory authority, actions, records, et seq.
and publications of the Copyright Office shall apply to this chapter, -
- except that the Register of Copyrights. may make such changes as
may be necessary in applying those provisions to this chapter.
“{c) The application for registration of a mask work shall be made
on a form prescribed by the Register of Copyrights. Such form may
- require any information regarded by the ister as bearing upon - -
the preparation or identification of the mask work, the existence or
duration of protection of the mask work under this chapter, or
. ownership of the mask work. The application shall be accompanied
A - by the fee set pursuant to.subsection (d) and the identifying material

“specified pursuant to such subsection. _ L : _
~ *(d) The Re%ister of Copyrights shall by regulation set reasonable  Regulations. -
fees for the filing of applications: to register claims of protection in
mask works under this chapter, and for other services relating to
the administration of this chapter or the rights under this chapter,
taking into consideration the cost of providing those services, the
benefits of a public record, and statutory fee schedules under this
title. The Register shall also specify the identifying material to be
deposited in connection with the claim for registration. :
. “(e) If the Register of Copyrights, after examining an application
" for registration, determines, in accordance with the provisions of
this chapter, that the application relates to a mask work which is
entitled to protection under this chapter, then the Register shall
register the claim of ‘probection and issue to the applicant a certifi-
cate of registration of the claim of protection under the‘seal of the
Copyright Office. The effective date of registration of a claim of Effective date.
protection shall be the date on which an application, deposit of
identifying material, and fee;, which are determined by the Register
of Copyrights or by a court of competent jurisdiction to be acceptable
fooil_'f_ registration of the claim, have all been received in the Copyright
ice. . ' : : o
“tf) In any action for infringement under this chapter, the certifi- Prima facie
. cate of registration of a mask work shall constitute prima facie evidence.
- evidence (1) of the facts stated in the certificate, and (2) that the
applicant issued the certificate has met the requirements of this
chapter, and the regulations issued under this chapter, with respect
to the registration of claims. I o :
*g) Any apﬂ icant for registration under this section who is
dissatisfied with the refusal of the Register of Copyrights te issue a
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17 USC 709,
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‘poses of this section, but these specifications shall not be considered
“exhaustive. The affixation of such notice is not a condition of -
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certlﬁcate of registration under this -section may seek judicial

“review of that refusal by bringing an action for such review in an

appropriate United States district court not later than sixty days

. after the refusal. The provisions of chapter 7 of title 5 shall apply to
~such judicial review. The failure of the Register of Copyrights to

issue a certificate of registration within four months after an appli- -
cation for registration is filed shall be deemed to be a refusal toissue

a certificate of registration for purposes of this subsection and:
section 910(bX2), except that, upon a showing of good cause, the

district court may shorten such four-month perlod

| - “5.909. Mask work notice

“{a) The owner of a mask work provided protectlon under this
chapter may affix notice to the mask work, and to masks and
semiconductor chip products embodying the ‘mask work, in such
manner and location as to give reasonable notice of such protection.
The Register of Coggnghts shall prescribe by regulation, as exam.-

s of affixation and positions of notice for pur-

protection under this chapter, but shall constitute pnma facie evi-

: dence of notice of protection.

“tb) The notice referred to in subsectlon (a} shall consist of—
(1) the words "mask force’, the sumbol *M*, or the symbeol

@ (the letter M in a circle); and ~
“(2) the name of the owner or owners of the mask work or an

 abbreviation by which the name is recognized or is generally
known. - .

“8 910, Enforcement of exclusive rights

“(a) Except as otherwise provided in this chapter. any person who
violates any of the exclusive rights of the owner of a mask work
under this chapter, by conduct in or a!‘fectmg commerce, shall be
hable as an infringer of such rights.

“{b)1) The owner of a mask work protected under this chapter or
the exclusive licensee of all rights under this chapter with respect to

" the mask work, shall, after a certificate of registration of a claim of
protection in that mask work has been issued under section 908, be

entitled to institute a civil action for any infringement with respect

to the mask work which is committed after the co_mmencement of

protection of the mask work under section 904(a).

“(2) In-any case in which an application for registration of a claim
of protection in a mask work and the required deposit of identifying
material and fee have been received in the Copyright Office in
proper form and registration of the mask work has been refused, the
applicant is entitled to institute a civil action for mfrmgement
under this chapter with respect to the mask work if notice of the
action, together with a copy of the complaint, is served on the
Register of Copyrights, in accordance with the Federal Rules of Civil
Procedure. The Register ma‘}: at his or her option, become a party to
the action with respect to the issue of whether the claim of protec-

~ tion is eligible for registration by entering an appearance within

sixty days. after such service, but ‘the failure of the Register to
become a party to the action shall not deprive the court of jurisdie-
tion to determine that issue.

“(c}1) The Secretary of the Treasury and the United States Postal
SEI'VICB shall separately or jointly issue regulations for the enforce-
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~ ment of the rights set forth in section 9% with respect to importa-
- tion. These regulations may. require, as a condition for the exclusion
- of articles from the United States, that the person seeking ex-lusion
take any one or more of the following actions: ' : :
o “(A) Obtain a court order-enjoining, or an order of the Inter-
- national Trade Commission under section 337 of the Taritf Act .
- of 1930 excluding, importation of the articles. o 10 USC 1T
< (B} Furnish proof that the mask work involved-is protected -
-under this chapter and that the importation of the articles
would infringe the rights in the mask work under this chapter.
- “{CY Post a surety bond for any injury that may resuit if the
. detention or exclusion of the articles proves to be unjuctified.
- *(2) Articles imported in violation of the rights set forth in section  Seizun- and
905 are subject to seizure and forfeiture in the same manner as forferure
" property imported in violation of the customs laws. Any such for-
feited articles shall be destroyed as directed by the Secretary of the
Treasury or the court, as the case may be, except that the articles
‘may- be returned to the country of export whenever it is shown to
~the satisfaction of the Secretary of the Treasury that the importer
- had no reasonable grounds for believing that his or her acts consti-
" tuted a violation of the law. '

“§911. Civit actions ' . : 17 USC 911,

- "(a) Any court having jurisdiction of a civil action arising under
this chapter may grant temporary restraining orders, preliminary
. injunctions, and permanent injunctions on such terms as the court
L may deem reasonable to prevent or restrain infringement of the

. . ...exclusive rights in a mask work under this chapter. :

-+ . "{by Upon finding an infringer liable, to a person entitled under
- section 910(bX1) to institute a civil action, for an infringement of

- any exclusive right under this chapter, the court shall award such

- person actual damages suffered by the person as a resuit of the

" infringement. The court shall also award such person the infringer’s
-profits that are attributable to the infringement and are not taken
1nto account in computing the award of actual damages. In estab-
lishing the infringer’s profits, such person is required to present
proof only of the infringer's gross revenue, and the infringer is
required to prove his or her deductible expenses and the elements of
profit attributable to factors other than the mask work. - _ '

_ "(c) At any time before final judgment is rendered. a person
‘entitled to institute a civil action for infringement may elect,
instead of actual damages and profits as provided by subsection (b},

- an award of statutory damages for all infringements involved in the

- action, with respect to any one mask work for which any one
-infringer ig liable individually, or for which any two or more infring-

“ers are liable jointly and severally, in an amount not more than

- $250,000 as the court considers just.

- “(d) An action for infringement under this chapter shall be barred
unless the action is commeticed within three years after the claim
acerues. : : : o

“(ed1) At any time while an action for infringement of the exclu-
sive rights in a mask work under this chapter is pending, the court
may order the impounding, on such terms as it may deem reasona-
ble, of all semiconductor chip products, and any drawings, tapes,

- masks, or other products by means of which such products may be

- reproduced, that are claimed to have been made, imported, or used
in violation of those exciusive rights. Insofar as practicable, applica-
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tions for orders under this paragi-aph shall be heard and determined

'in the same manner as an application for a temporary restraining

“12) As part of a final judgment or decree, the court may order the
destruction or other disposition of any infringing semiconductor
chip. products, and any masks, tapes, or other articles by means of
which such products may be reproduced. - IR

“if) In any civil action arising under this chapter, the court in its -
discretion may allow the recovery of full costs, including reasonable
attorneys’ fees, to the prevailing party.

“§ 912, Relation to other laws

*{a) Nothing in this chapter shall affect any right or remedy held
by any person under chapters 1 through 8 of this title, or under

 title 35, -

“{b} Except as.provided in section 908ib) of this title, references to

- ‘this title’ or 'title 17' in chapters 1 through 8 of this title shall be
" deemed not to apply to this chapter.

“(c) The provisions of this chapter shall préeempt the laws of 'ang
State to the extent those laws provide any rights or remedies wit

respect to a mask work which are equivalent to those rights or

remedies provided by this chapter, except that such preemption
shall be effective only with respect to actions filed on or after
Janua?v 1, 1986. Lo : _
“{d) The provisions of sections 1338, 1400ta), and 1498 (b} and (¢} of
title 28 shall apply with respect to exclusive rights in mask works
under this chapter. : . :
‘(@) Notwithstanding subsection {¢), nothing in this chapter shall

. detract from any rights of a mask work owner, whether under

Federal law (exclusive of this chapter) or under the common law or
the statutes of a State, heretofore or hereafter declared or enacted,

with resgect to any mask work first commercially. exploited before .
July 1, 1983, . :

“§ 913. Transitional provisions: - o |
“(a) No application for registration under section 308 may be filed,

- and no civil action under section 910 or other enforcement proceed.

ing under this chapter may be instituted, until sixty days after the
date of the enactment of this chapter. - . _

" *(b) No monetary relief under section 911 may be granted with
respect to any conduct that occurred before the date of the enact-
ment of this chapter, except as provided in subsection (d).

- "c) Subject to subsection (a), the provisions of this chapter apply

- to- all ‘mask works that are first commercially exploited or are

registered under this chapter, or both, on or after the date of the

" enactment of this chapter.

- “idi1)-Bubject to subsection (a), protection is available under this
chapter to any mask work that was first commercially exploited on

or after July 1, 1983, and before the date of the enactment of this

chapter, if: a claim. of protection in the mask work is registered in
the Coryright Office before July 1, 1985, under section 908,

*(2) In the case of any mask work described in paragraph (1) that
is provided protection under this chapter, infringing semicenductor
chip product units manufactured before the date of the enactment of

. this chapter may, without liability under sections 910 and 911, be

imported into or distributed in the United States, or both, until two

'years after the date of registration of the mask work under section
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- 908, but only if the importer or distributor, as the case may be, first
pays or offers to pay the reasonable royalty referred to in section:
- 90T(@a)2) to the mask work owner, on alf such units: imperted or

- distributed, or both, after the date of the enactment of this chapter.
" (3) In the event that a person imports or distributes infringing
semiconductor chip Froduct units described in paragraph (2) of this
subsection without first. paying or offering to pay the reasonable
.. royalty specified in such paragraph, or if the person refuses or fails
- .. to' nake such payment, the mask work owner shall be erititled to the

. relief provided in sections 910 and 911. '

“§ 914. International transitional provisiens ' 17 USC 814, 7

"{a) Notwithstanding the conditions set forth in subparagraphs
(A) and (C) of section 902(aX1} with respect to the availability of
protection under this chapter to nationals, domiciliaries, and sover-
eign authorities of a foreign nation, the Secretary of Commerce may,
.- upon the petition of any person, or upon the Secretary’s own motion,
- issue an order. extending protection under this chapter to such
‘foreign nationals, domiciliaries, and sovereign authorities if the
Secretary finds—
(1) that the foreign nation is making good faith efforts and
reasonable progress toward— ' L
. A} entering into a treaty described. in section
902(a)(1XA); or e
“(B) enacting legislation that would be in compliance
with subparagraph (A) or (B) of section 902(aX2); ‘and
. “(2) that the nationals, domiciliaries, and sovereign authori-
e : ' ties of the foreign nation, and persons controlled by them, are
Lo . -+~ not engaged in the misappropriation, or unauthorized distribu-
tion or commercial exploitation, of mask works; and o
(3) that issuing the order would promote the purposes of this
chapter and international comity with respect to-the protection
- of mask works. . S ' ‘
“(b) While an order under subsection (a) is in effect with respect to  Prohibition.
& foreign nation, no application for registration of a claim for '
_ g;cotection in a mask work under this chapter may be denied solely
ause the owner of the mask work is a national, domiciliary, or
-sovereign authority of that foreign nation, or -solel}y because the
‘mask work was first commercially exploited in that orei{gn nation.
*(c) Any order issued hy the Secretary of Commerce under subsec-
tion (a) shall be effective for such period as the Secretary designates
in the order, except that no such order may be effective after the .
date on which the authority of the Secretary of Commerce termi-
" nates under subsection (e). The effective date of any such order shall
also be designated in the order. In the case of an order issued upon
_the petition of a person, such effective date may be no earlier than
the date on which the Secretary receives such petition, - o
- *{dX(1) Any order issued under this section shall terminate if— Terminatin.
- “({A) the Secretary of Commerce finds that any of the condi-
tions set forth in paragraphs (1), (2), and {3} of subsection (a) no
longer exist; or ' . . R
“(B) mask works of nationals, domiciliaries, and sovereign
authorities of that foreign nation or mask works first commer-
cially exploited in that foreign nation become eligible for protec-
tion under subparagraph (A) or (C) of section 902(aX1).
. - *(2) Upon the termination or expiration of an order issued under
© - this section, registrations of claims .of protection in mask works

5 @
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. made pursuant to-that order shall  remain valid for the- period |
" specified in section 304, : '

“(e) The authority of the Secretary of Commerce under this
section shall commence on the date of the enactment of this chapter,
and shall terminate three years after such date of enactment.

SO0L) The Secretary of Commerce shall promptly notify the Regis-
ter of Copyrights and the Committees on the Judiciary of the Senate
and the House of Representatives of the issuance or termination of
any order under this section, together with a statement of the
reasons for such action. The Secretary shall also publish such
notification and statement of reasons in the Federal Register. o

“(2) Two years after the date of the enactment of this chapter, the
Secretary of Commerce, in consultation with the Register of Copy-
rights, shall transmit to the Committees on the Judiciary of the

‘Senate and the House of Representatives a report on the actions

taken under this section and on the current status of international
recognition of mask work protection. The report shall include such
recommendations for modifications of the protection accorded under
this chapter to mask works owned by nationals, domiciliaries, or
sovereign authorities of foreign nations as the Secretary, in consul-
tation with the Register of Copyrights, considers would promote the

. purposes of this chapter and international comity with respect to

mask work protection.”. .

. " TECHNICAL AMENDMENT
Sec. 303. The table of chapters at the beginning of title 17, United

- States Code, is amended by adding at the end thereof the following

new item: _ :
“9; Protection of semiconductor chip products .........cooooeoeooeeecerrerncserinines oM,

AUTHORIZATION OF APPROPRIATIONS _ .
Sec. 304. There are authorized to be appropriated such sums as

“may be necessary {o carry out the purposes of this title and the

amendments made by this title. _
TITLE IV—-FEDERAL COURTS iMPROVEMENTS
SustrTLE A~CiviL Pniok_mss

-ESTABLISHMENT OF PRIORITY OF CIVIL ACTIOGNS

Sec. 401. (a) Chapter 111 of title 28, United States Code, is
amended by adding at the end thereof the following new section:

“§ 1657. Priority of civil actions

“‘(a) Notwithstanding any bther..provision of law, eéach court of the

- United States shall determine the order in which civil actions are

heard and determined, except that the court shall expedite the
consideration of any action brought under chapter 153 or section
1826 of this title, any action for temporary or preliminary injunctive
relief, or any other action if g cause therefor is shown. For
purposes of this subsection, ‘good cause’ is shown if a right under the
Constitution of the United States or a Federal Statute (including
rights under section 552 of title 5) would be maintained in a factual

- context that indicates that a request for expedited consideration has

merit. '
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_~"(bi The Judicial Conference of the United States may modify the
. rules adopted by the courts to determine the order in which civil
actions are heard and. determmed in-order to establish cmmstency

- among the judicial circuits.”
- ib) The section analysis of chapter 111 of t:tle ZR United States

:Code. is amended by addmg at the end thereof the following new
- item:

“1657. Priority of civil actions.“.

1 - : ' AMENDMENTS TO OTHER LAWS

Sec. 402, The following provisions of law are amended— :

(1XA) Section 30%aX10} of the Federal Election Campaign Act
of 1971 (2 U.S.C. 437giaX 1) is repealed.

- (B) Section 310tc) of the Federal Election’ Campangn Act of -
1971 (2 U.S.C. 437h(c)) is repealed.
{2} Section 552tak4XD) of title 5, United States Code. is
. repealed.
(3) Section 6(a) of the Commodity Exchange Act (T US.C. &an
is amended by striking out “The proceedings in such cases in
- the court of appeals shall be made a preferred cause and shall
“he expedited in every way.'
__(4XA) Section 6(cX4) of the Federal Insectlclde. Fungicide, and
Rodenticide Act (7 1J.8.C. 136dtcX4) is amended by striking out .
. the second sentence.
... (B) Section 10(dX3) of the Federal lnsectlclde, Fungicide, and
- Rodenticide Act (7 U.8.C. 136k(dX3) is amended by striking out
“'I;he court shall gwe expednted consideration to- any -such
“action.’
(C) Section 16(b) of the Federal Insecticide, Fungicide, and
"Rodenticide Act (7 U.S.C. 136n(b)) is amended by striking out
" the last sentence. .

(D) Section 25(aX4XEXiii) of the Federal Insecticide, Fungicide.
and Rodenticide Act (7 U.S.C. 136wiaX4¥EXiii} is repealed.

(5) Section 204(d) of the Packers and Stockyards Act, 1921 (7
U.S.C. 194(d)), is amended by striking out the second sentence.

(6) Section 366 of the Agricultural Adjustment Act of 1938 (7
U.8.C. 1366) is amended in the fourth sentence by striking out
“At the earllest convenient time, the court, in term time or
vacation,” and inserting in lieu thereof “The court”.

(TXA) Section 410 of the Federal Seed Act (7 U.S.C. 16001 is

_ amended by striking out “The proceedings in such cases in the
~court of appeals shall be made a preferred cause and shall be
expedlted in every way.’

(B Section 411" of the Federal Seed Act (7 USC 1601 is
amended by striking out “The proceedings in such cases shall be
made a preferred cause and shaill be expedited in every way.’

(8) Section 816(cH4) of the Act of October 7, 1975, commonly
known as the Department of Defense Appropnat:on Authoriza-

- tion Act of 1976 (10 U.S.C. 2304 note} is amended by striking out
the last sentence.

(9 Section S(X6XA) of the Home Owners' Loan Act of 1933
(12 US.C. 1464(dX6XAD is amended by striking out “Such pro-
ceedings shall be given precedence over other cases pending in

- such courts, and shall be in every way expedlted

;/‘-'F.\'} '
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(10X A) Section TA(f42) of the Clayton Act (15 US.C. 18alfX2)
is-amended to read as follows: “(2) certifies the United States
~ district court for the judicial district within which the respond-
.- ent’ resides or carries on business, or in which the action is
brought, that it or he believes that the public interest requires
relief pendente lite pursuant. to this subsection, then upon the
- filing of such motion and certification, the chief judge of such-
district court shall immediately notify the chief judge of the
United’ States court of appeals for the circuit in which such
district court is located, who shall designate a United States
district judge to whom such action shall be assigned for all
purposes.”. . ' .
(By Section 1ll{e) of the Clayton Act (15 U.S.C. 2lted is
amended by striking out the first sentence. -
- {11) Section 1 of the Act of February 11, 1903, commonly
. known as the Expediting Act (15 U.S.C. 28) is repealed.
{12) Section 5(e) of the Federal Trade Commission Act (15
US.C. 45(e) is amended by striking out the first sentence.
© . (13) Section 213} of the Federal- Trade Commission
Improvements Act of 1980 (15 U.S.C. 57a-UfN3)) is repealed.
(14) Section 11A(cX4) of the Securities Exchange Act of 1934
(15 U.S.C. 7T8k-1(cX4) is amended—
(A) by striking out “(A)” after “(4)"; and
: - {BY by striking out subparagraph (B). _ _
(10X A) Section 309(e) of the Small Business Investment Act of
- 1958 (15 U.S.C. 68Ta(e)} is amended by striking out the sixth
sentence. _ _
: (B} Section 30%f) of the Small Business Investment Act of
e 1958 (15: U.S.C. 687a(f)) is amended by striking out the last
' - sentence. : . . R
(C)-Section 311{a) of the Small Business Investment Act of
1958 (15-U.S.C. 687ctad is amended by striking out the last
sentence. ' ' .
{(16) Section 10(cX2) of the Alaska Natural Gas Transportation
Act (15 U.S.C. T19h(cK2)) is repealed. - ' :
- {17} Section 155(a) of the National Traffic and Motor Vehicle
Safety Act of 1966 (15 U.8.C. 1415(a” is amended by striking out
“*“(1Y" and by striking out paragra&h 2). :
- (18) Section 503(bX3XE) of the Motor Vehicle Information and
* - Cost Savings Act (15 U.S.C. 2003(bX3XE)).is amended by striking
out clause (ii) and redesignating clauses (iii} and (iv) as clauses
_(ii} and (iii), respectively.
{19) Section 23(d) ofy the Toxic Substances Control Act (15
U.S.C. 2622(d) is amended by striking out the last sentence.
(20) Section 12(eX3)of the Coastal Zone Management Improve-
_ment Act of 1980 (16 U.S.C. 1463a(eX3)) is repealed.
{21) Section 11 of the Act of September 28, 1976 (16 US.C.
1910), is amended by striking out the last sentence.
(22) (A) Section 807(b) of the Alaska National Interest Lands
Conservation Act (16 U.S.C. 3117(b)) is repealed. | :
. {B) Section 1108 of the Alaska National Interest Lands Con-
servation Act (16 US.C. 3168) is amended to read as follows:

“INJUNCTIVE RELIEF

“Sge. 1108. No court shall have jurisdiction to graht any iﬁjunc-
_ tive relief lasting longer than ninety days against any action pursu-
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: ant to thls title except in con]unctnon with a final Judgment enterod-
- in a case involving an action pursuant to this title,”

(23XA) Section 10(bX3) of the Central Idaho Wilderness Act of
‘1980 (Public Law 96-312; 94 Stat. 948) is repealed. B

(B) Section 10(c) of the Central Idaho Wilderness Act of 1981} is
amended to read as follows: - :

*¢) Any review of any decision of the United States District Court

*‘for the District of Idaho shall be made by the Ninth Circuit Court of
Appeals of the United States.”.

(24XA) Section 1964(b) of title 18, United States Code, is
amended by striking out the second sentence.

{B) Section 1966 of title 18, United States Code, is amended by
striking out the last sentence.

(25XA) Section 408(iX5) of the Federal Food, Drug, and Cos-
metic Act (21 U.S.C. 346a(iX5) is amended by striking out the
last sentence.

(B) Section 40%gX2) of the Federal Foced, Drug, and Cosmetic
Act (21 U.S.C. 348(gX2)) is amended by striking out the last
sentence.

- {26) Section 8(D. of the Foreign Agents Registration Act of 1938
(22 U.S.C. 613(f)) is amended by striking out the last sentence.

(27) Section 4 of the Act of December 22, 1974 (25 U.S.C.
640d-3), is amended by striking out “(a)” and’ by striking out
subsection (b).

~_(28XA) Section 3310(e) of the Internal Revenue Code of 1954
(26 U.S.C. 331((e)) is repealed.

{B) Section 611(fX5) of the Internal Revenue Code of 1954 (26

U.S.C. 6110(fX5)) is amended by striking out “and the Court of
- Appe&!s shall expedite any review of such decision in every way
possi

(C) Section. 6363(d)(4) of the Internal Revenue Code of 1954 (26
USC. 6363(dX4)) is repealed. :

(D) Section 760%hX3) of the Internal Revenue Code of 1954 (26
U.8.C. 760%hX3)) is repealed.

(E) Section 9010(c) of the Internal Revenue Code of 1954 {26
U.S.C. 9010(c)) is amended bf striking out the last sentence.

(F) Section 9011(bX2) of the Internal Revenue Code of 1954 (26

-U.S.C. 9011(bX2)) is amended by striking out the last sentence.
"~ (29XA) Section 596(aX3) of title 28, United States Code, is
amended by striking out the last sentence.

(B) Section 636(cX4) of title 28, Umted States Code, is amended
in the second sentence b{ stnkmg out “expeditious and”.

{C) Section 1296 of title 28, United States Code, and. the item
relating to that section in the section mnaiysns of chapter 83 of
that title, are repealed.

{D) Subsection (¢) of section 1364 of title 28, Umted States
Code, the section headmg of which reads “Senate actions” ', is

re
?ﬁ}a Section 2284(b)(2) of title 28, United States Code, is
amended by striking out the last sentence.
: (F) Section 2349(b) of title 28, United States Code, is amended
by striking cut the last two sentences,

- (G) Section 2647 of title 28, United States Code, and the item
refating to that section in the section analysxs of chapter 169 of
that title, are repealed.

{30} Section 10 of the Act of March 23, 1932, commonly known
as the Norns-LaGuardla Act (26 US.C. 110l is amended by
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striking out “with the greatest possible exped:tlon and alt that
follows through the emd of the sentence and inserting in lleu
thereof “expeditiously”

(31) Section 104) of the National Labor Relations Act (29
U.S.C. 16i) is repealed.

(32) Section 1i(a) of the Occupational Safety and Health Act
of 1970 (29 U.S.C. 660(a) is amended by striking out the last
sentence.

(33} Section 4003(eX4) of the Employee Retirement Income
Security Act of 1974 (29 U.8.C. 1303(eX4) is repealed.

34 ion 106(aX1) of the Federal Coal Mine Health and -
Safety Act of 1969 (30 U.S.C. 816(aX1) is amended by striking
out the last sentence.

(35} Section 1016 of the Impoundment Control Act of 1974 (31
U.S.C. 1406) is amended by striking out the second sentence.

(36} Section 2022 of title 38, United States Code, is amended

by striking out “The court shall order speedy hearing in any

such case and shall advance it on the calendar.”.
{37 Section 3628 of title 39, United States Code, is amended

- by striking.out the fourth sentence.

(38) Section 1450(iX4) of the Public Health Service Act (42
U.8.C. 300j-%(iX4)) is amended by striking out the last sentence.

(39 Section 304(e) of the Social Security Act (42 U. S.C. 504(en
is repealed.

(46 Sectmn 814 of the Act of April 11, 1968 (42 U.5.C. 3614), is -

: repealed

(41} The matter under the subheadmg “Exploration of

-Nat:onal Petroleum Reserve in Alaska” under the headings
. “ENERGY AND MINERALS" and "'GEOLOGICAL SURVEY in title I of
the Act of December 12, 1980 (94 Stat. 2964; 42 U.S.C. 6508), is

amended in the third paragraph by striking out the last
sentence.

{42) Section 214(b) of the Emergency Energy Conservation Act
of 1979 (42 U.8.C. R514(b)) is:repealed.

(43) Section 2 of the Act of February 25, 1885 (43. U.S.C. 1062),
is-amended by striking out “; and any suit brought under the
provisions of this section shall have precedence for hearing and
trial over other cases on the civil docket of the court, and shall
be tried and determined at the earliest practicable day’

(44) Section 23(d) of the Outer Continenta! Shelf Landa Act (43
U.S.C. 1349(d)) is repealed.

{(45) Section 51 1(0) of the Pubhc Utxhtxes Regulatory Policies
Act of 1978 (43 U.S.C. 2011(c) is amended by striking out “Any -
such proceeding shall be assigned for hearing at. the earliest
possible date and shall be expedited by such court.”

. " (46) Section 203(d) of the Trans-Alaska Pipeline Authorization
Act (43 U.8.C. 1652(d)) is amended by stnkmg out the fourth

_sentence.

(47) Section 5(f) of the Railroad Unempioyment Insurance Act
(45 U.S.C. 355(f)) is amended by striking out “, and shall be

" given precedence in the adjudication thereof over all other civil

cases not otherwise entitled by law to precedence’’.
(48) Section 305(dX2) of the Regional Rail Reorgamzatlon Act
of 1973 (45 U.S.C. 745(dX2)) is amended—
© (A) in the first sentence by striking out “Within 180 days
_ after” and inserting in lieu thereof “After”;and. .
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~ {B) in the last sentence by striking out “Within 90 days
after’” and inserting in lieu thereof “After”.
(49) Section- 124(h) of the Rock Island Transition. and Em-
ployee Assistance Act (45 U.S.C. 1018tb)) is amended by striking
out “, and shall render a final decision no later than 60 days
after the date the last such appeal is filed™.

(b0 Section 402(g} of the Communications -Act of 1934 (47

| U.S.C. 402ig is amended—

{A) by. stnkmg out “At the earliest convenient time the”
and inserting in lieu thereof “The”; and

{B) by striking out ”lO{e) of the Adrmmst rative Procedure .

Act” and inserting in lieu thereof “706 of title 5, United
States Code’'.

(51} Section - 405(e) of the Surface Transportation Assistance

_Act of 1982 (Public Law 97-424; 49 U.S.C. 2305(e) is amended by
striking out the last sentence.

" (52) Section. 606{cx 1) of the Rail Safety and Service: Improve-
ment Act of 1982 (Public Law 97-468; 49 U.S.C. 1205(cK1) is

.~ amended by striking out the second sentence.

~.__(53) Section 13Ata) of the Subversive Activities Control Act of
1950 (50 U.S.C. 792a note) is amended in the third sentence by
striking out “or any court”.

(5 gectmn 12(a) of the Mxhtary Selective Service Act of 1967
(50 US.C. App. 462(ah) is amended by stnkmg out the last
sentence,

(55) Section 4(b) of the Act of July 2, 1948 (50 U.S.C. App.
1984(b)), is amended by striking out the 1ast sentence.

EFFECTIVE DATE

* SEc.403. The amendments made by this subtitle shall not apply to
cases pending on the date of the enactment of this subtltle

SUBTTTLE B--'-DIS‘I'RICT Court ORGAN!ZAT!ON

Sec. 404. This subtitle may be cited as the “Federal Dlstr:ct Court
Organization Act of 1984".
Ec. 405. The second sentence of subsection {¢) of eectlon 112 of
title 28, United States Code, is amended to read as follows:
“Court for the Eastern District shall be held at Brooklyn, Haup-
pauge, and Hempstead (including the village of Uniondalei."
Sec. 408. (a) Subsection (a) of section 93 of title 28, United States
Code, is amended—
(1) in paragraph (1) by striking out “De Kalb and
“McHenry.";and
(2)in paragraph (2)—
(éi\) by inserting "‘De Kalb,” u’nmedlately after “Carroll,”;
-~ an
_ (B) by inserting "McHenry. ‘immediately after “Lee.".
tb) The amendments made by subsection (a) of this section shall

- apply to any action commen in the United States District Court

for the Northern District of Illinois on or after the effective date of
this subtitle, and shall not affect any actien pending in such court
on such effective date.

(¢! The second sentence of subsection (b} of section 93 of title 28,
United States Code, is amended by inserting. "Champalgn/ Urbana,”

before "Danville”.

' UK app.
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. : Sec. 407. (a) Subsection (b) of sectnon 124 of title 26, United States |
- 2RUSC 124, Code, is amended— S
{1) by striking out “six dnnsnons and inserting in lieu thereof
“seven divisions”; -
{2) in paragraph (4) by striking out “, Hidaigo, Starr,”; and
(3) by adding at the end thereof the fo!lowmg
“(7) The McAllen Division compr:ses the counties of Hidalgo
and Starr.
. : : “Court for the McAllen Division shall be held at McAllen.”
RUSC12tnote.  (b) The amendments made by subsection (a! of this section shall
.apply to any action commenced in the United States District Court
for the Southern District of Texas on or after the effective date of
this subtitle, and shall not affect any action pending in such court
on such effective date. X
Skc. 408. (a) Paragraph (1) of section 90(a). of title 28, United States
Code, is amended--
(1)by msertmg “Fanmn, after "Dawson,”;
(2) by inserting “Gllmer. after “Forsyth,”; and
. (3) by inserting “Pickens,” after “Lumpkin,”
(b) Paragraph (2) of section 90a) of t:tle 28 Umted States Code, is
amended by striking out “Fannin,”, "Gilmer, , and “Pickens,”.
_ (c) Paragraph (6) of section Hc) of title 28, United States Code, is
- amended by striking out “Swainsboro” each place it appears and
: : inserting in lieu thereof ‘“Statesboro”.
“28 USC 90 note. (d) The amendments made by this section shall apply to any
action commenced in the United States District Court for the North-

P R . ern District of Georgia on or after the effective date of this subtitle,

e and shail not affect any action pending in such court on such
effective date.
~ " SEc. 409. Section 85 of title 28, United States Code, is amended by
inserting “Boulder,” before “Denver”. -
Sec. 410. The second sentence of section 126 of title 28, United
-Eotates Code, is amended by inserting “Bennington,” before “Brattle-
‘boro
‘Efféctive date. Sec. 411. (a) The amendments made by this subtitle shall take
28 USC 85 note.  effect on January 1, 1985,
" (b The amendments made by th:s subtitle shall not affect the
composition, or preclude the service, of any grand or petit jury
summoned, impaneled, or actually serving on the effective date of

this subtitle.
Technical - SusTrITLE C—AMENDMENTS TO THE FEDERAL Covn’rs IMPROVEMENTS
Amendments Act oF 1982
to the Federal
f;‘;’r‘;,eme'm This subtitle may be cited as the “Technical Amendments to the
Act of 10982 Federat Courts Improvement Act of 1982".

98 USC 1 note. Sec. 412. (a) Section 1292(b) of title 28, Umted States Code, is
: _ amended by inserting “which would have Junsdxctwn of an appeal of
such action” after “The Court of Appeals”.
(b) Section 1292(cX1) of title 28, United States Code, is amended by
inserting ‘‘or (b)" after “(a)”’.
Skc. 413. Section 337(c) of the Tariff Act of 1930 (19 U.S.C. 1337
is amended in the fourth sentence by inserting * wlthm 60 days
‘after the determination becomes final,” after “appeal such
determination’’,
Sec. 414. (a) Sections 142, 143 and 144 of tltle 356, United States
Code, are amended to read as follows
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L “§ 2. Notice of appeal ;' ' o . : : 2 IS¢ 12
- “When an appeal is taken to the United States Court of Appeals
~for the Federal Circuit, the appellant shall file in the Patent and
Trademark Office a written notice of appeal directed to the Commis-
_sioner, within such time after the date of the decision from which

" the appeal is taken as the Commissioner prescribes, but in no case
" less than 60 days after that date. . S

“§ 1143, Proceedings on appeal ' 25 USC 14

“With respect to an appeal described in section 142 of this title,
the Commissioner shall transmit to the United States Court of
Appeals. for the Federal Circuit a certified list of the documents
.comprising the record in the Patent -and Trademark Office. The
court may request that the Commissioner forward the original or
certified copies of such documents during pendency of the appeal. In
an ex parte case, the Commissioner shall submit to the court in
writing the grounds for the decision of the Patent and Trademark
Office, addressing all the issues involved in the appeal. The court
‘shall, before hearing an appeal, give notice of the time and place of
-the hearing to the Commissioner and the parties in the appeal.

“§ 144. Decision on appeal o 95 USC 131,

“The United States Court of Appeals for the Federal Circuit shall

review the decision from which an appeal is taken on the record

: . before the Patent and Trademark Office. Upon its determination the

e, : ~+ court shall issue to the Commissioner its mandate and opinion,

7 0A  which shall be entered of record in the Patent and Trademark Office
and shall govern the further proceedings in the case.”.

(b) Paragraphs (2), (3), and (4) of subsection (a) of section 21 of the
Act entitled “An Act to provide for the registration and protection
of trademarks used in commerce, to carry out the provisions of
‘certain international conventions, and for other purposes”,
‘approved July 5, 1946 (15 U.S.C. 1071ta) (2}, (D), and (4)), are amended
to read as follows: _ :

©"{2) When an appeal is taken to the United States Court of
Appeals for the Federal Circuit, the appellant shall file in the
Patent and Trademark Office a written notice of appeal directed to
the Commissioner, within such time after the date of the decision
from which the appeal is taken as the Commissioner prescribes, but
-in no case less than 60 days after that date, » -

43} The Commissioner shall transmit to the United States Court
of Appeals for the Federai Circuit a certified list of the decuments
comprising the record in the Patent and Trademark Office. The
-court may request that the Commissioner forward the original or

- certified copies of such documents during pendency of the appeal. In
-an ex parte case, the Commissioner shall submit to that court a brief
.explaining the grounds for the decision of the Patent and Trade-
mark Office, addressing al! the issues involved in the appeal. The
court shall, before hearing an appeal, give notice of the time and
- place lcof the hearing to the Commissioner and the parties in the
-appeal. o - S
‘(4) The United States Court of Appeals for the Federal Circuit
shall review the decision from which the appeal is taken on the -
record before the Patent and Trademark Office. Upon its determina-
“tion the court shall issue its mandate and opinion to the Commis-




35 USC 142 note.

28 USC 713 note.

28 USC 798
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sioner; which shall be entered of record.in the Patent and Trade-
mark Office and shall govern the further proceedings in the case.”.
{¢} The amendments made by this section shall apply to proceed-
ings pending in the Patent and Trademark Office on the date of the
enactment of this Act and to appeals pending in the United States
Court of Appeals for the Federal Circuit on such date. :
Sec. 415. Any individual who, on the date of the enactment of the
Federal Courts Improvement Act of 1982, was serving as marshal for
the Court of Appeals for the District of Columbia under section

- T13(c) of title 28, United States Code, may, after the date of the

enactment of this Act, so serve under that section as in effect on the
date of the enactment of the Federal Courts Improvement Act of
1982. While such individual so serves, the provisions of section 714(a)
of title 28, United States Code, shall not apply to the Court of
Apgxeals for the District of Columbia. ' .

EC: t:lﬁ. Title 28, United States Code, is amended in the following -
respects: . S

{a) There shall be inserted, after section 797 thereof, in chapter 51

thereof, the following new section 798, which shall read as follows:

“§798. Places of holding court; appointmeni of special masters

'"fa) The United States Claims Court is hereby authorized to
utilize facilities and hold court in Washington, District of Columbia,
and in four locations cutside of the Washington, District of Colum-
bia metropolitan area, for the purpose of conducting trials and such
other proceedings as may be appropriate to executing the court’s
functions. The Director of the Administrative Office of the United

~ States Courts shall designate such locations and provide for such

- 45 USC 201,

Contracts with
‘Us

Grants, :
35 USC 202.

facilities. : :

“(b) The chief judge of the Claims Court may appoint special
masters to assist the court in carrying out its functions. Any special .
masters so appointed shall carry out their responsibilities and be
cgmpensated in accordance with procedures set forth in the rules of
the court.”. '

(b) The caption of chapter 51, title 28, shall be amended to include
the following item:

*198. Places of_holding court; appointment of special masters.”.

TITLE V~-GOVERNMENT RESEARCH AND DEVELOPMENT
‘ _ PATENT POLICY

Skc. 501. 'Cha&ter 18 of title 35, United States Code, is amended—

- (1) by adding “or any novel variety of plant which is or mfg

be protectable under the Plant Variety Protection Act (7 US.C.
2321 et seq.)” immediately after “title” in section 201(d);

(2) by adding “: Provided, That in the case of a variety of
plant, the date of determination (as defined in section 41{d) of .
the Plant Variety Protection Act (7 U.S.C. 2401(d)) must also
occur during the period of contract performance” immediately
after “agreement” in section 201(e); . - _

(3) in section 202(a), by amending clause (i) to read as follows:

. i) when the contractor is not located in the United States or
does not have a place of business located in the United States or

. is subject to the control of a foreign government,”; by striking

. the word “or” before “ii”, and by adding after the words
“'gsecurity of such activities” in the first sentence of such para-
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graph, the following: “or, iv) when the funding- agreement. .

" includes the operation of a Government-owned, contractor-oper-
‘" ated facility of the Department of Energy primarily dedicated to
‘that Department’s naval nuclear propulsion or weapons related
programs and all funding agreement limitations under this
subparagraph on the contractor’s right to elect title to a subject
_ invention are limited to inventions occurring under the above
" . two programs of the Department of Energy.”" - _
{4) by amending paragraphs (1) and (2) of section 202(b} to read

.as follows: : ' o
*“{bX1) The rights of the Government under subsection (a) shall not

‘be exercised by a Federal agency unless it first determines that at

least one of the conditions identified in clauses (i) through (iv) of
subsection (a) exists. Except in the case of subsection (aXiii), the
agency shall file with the Secretal;y of Commerce, within thirty days
after the award of the applicable funding agreement, a copy of such
determination.. In the case of a determination under subsection
(aXib), the statement shall include an analysis justifying the determi-
nation. In the case of determinations applicable to funding agree-
ments with small business firms, copies shall alse be sent to the

~Chief Counsel for Advocacy of the Small Business Administration. If
-the Secretary of Commerce believés that any individual determina-

tion or pattern of determinations is- contrary to the policies and
objectives of this chapter or otherwise not in conformance with this
chapter, the Secretary shall so advise the head of the agency
concerned and the Administrator of the Office of Federal Procure-
ment Policy, and recommend corrective actions. -

- *(2) Whenever the Administrator of the Office of Federal Procure-

~ment Policy has determined that one or more Federa! agencies are

utilizing the authority of clause (i) or: (ii} of subsection (a) of this

-section in a manner that is contrary to the policies and objectives of

this chapter, the Administrator is authorized to issue regulations

describing classes of situations in which agencies may not exercise .
the authorities of those clauses.”; '

{4A) By adding at the end of section 202(b} the following new
paragraph:

“(4) If the contractor believes that a determination is contrary to
the policies and objectives of this chapter or constitutes an abuse of
discretion by the agency, the determination shall be subject to the
last paragraph of section 203(2).”. - o

_ {5) by amending paragraphs (1), (2), {3), and.(4) of section 202{c}

.- to read as follows: '

*(1) That the contractor disclose each subject invention to the -

Federal agency within a reasonable time after it becomes
known to contractor personnel responsible for the administra-
_tion of patent matters, and that the Federal Government may
receive title to any subject invention not disclosed to it within
such time, - - .
- '%2) That the contractor make a written election within two
years after disclosure to the Federal agency (or such additional
time as may be approved by the Federal agency) whether the
" contractor will retain titie to a subject invention: Provided, That
in any case where publication, on sale, or public use, has
initiated the one {ear statutory period in which valid patent
" protection can stili be obtained in the United States, the period
_ for election may be shortened by the Federal agency.to a date
- that is not more than sixty days prior to the end of the statutory

31-194 0 - 86 - 32 : QL.3 Pare3

35 USC 202

Small business.

Regulations.

Contracts with

Grants.

~ Contracts with
u.s

" Grants,
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period: And provided further, That the Federal Government

‘may receive title to any subject invention in which the contrac-

~ tor does not elect to retain rights or fails to elect rights within

“such times. : : '

~ *13) That a contractor electing rights in a subject invention

- agrees to file a patent application prior to any statutory bar

date that may occur under this title due to publication, on sale,

or public use, and shall thereafter file corresponding patent

applications in other countries in which it wishes to retain title

within reasonable times, and that the Federal Government may

receive title to any subject inventions in the United States or

other countries in which the contractor has not filed patent
applications on the subject invention within such times. '

- "t4) - With respect to any invention in which the contractor

elects rights, the Federal agency shall have a nonexclusive,

_ nontransferrable, irrevocable, paid-up license to practice or

. have practiced for or on behalf of the United States any subject

International invention throughout the world: Provided, That the funding

%%?ementﬂd agreement may provide for such additional rights; including the
national right to assign or have assigned foreign patent rights in the
security. : subject invention, as are determined by the agency as necessary

for meeting the obligations of the United States under any
treaty, international agreement, arrangement of cooperation, -
memorandum of understanding, or similar arrangement,
including military agreement relating to weapons development
s : - and production.”. ' ' :
— . 35 USC 202, (6) by striking out ‘may’ in section 202(c¥5) and inserting in
(o — - lieu thereof "“as well as any information on utilization or efforts -
: ~ at obtaining utilization obtained as part of a proceeding under
.section 203 of this chapter shall”; : :
. (7) by striking out “and which is not, itself, engaged in or does:
not hold a substantial interest in other organizations engaged in
the manufacture or sales of products or the use of processes that
might utilize the invention or be in competition with embodi-
ments of the invention” in clause (A} of section 202(cX7);
Contracts with {8 by amending clauses (B}D) of section 202icX7) to read as
Us. follows: “(B) a requirement that the contractor share royalties
with the inventor; (C) except with respect to a funding agree-
ment for the operation of a Government-owned-contractor-oper-
ated facility, a requirement that the balance of any royalties or
income earned by the contractor with respect to subject inven-
tions, after payment of expenses (including payments to inven-
: ' tors) incidental to the administration of subject inventions, be
Small business. - utilized for the support of scientific research or education; (D) a
: requirement that, except where it proves infeasible after a
reasonable inquiry, in the licensing of subject inventions shall be -
given to small business firms; and (E) with respect to a funding
agreement for the operation of a Government-owned-contractor-
operated facility, requirements (i) that after payment of patent-
ing costs, licensing costs, payments to inventors, and other
expenses incidental to the administration of subject inventions,
. 100 percent of the balance of any royalties or income earned
and retained by the contractor during any fiscal year up to an
amount equal to 5 percent of the annual budget of the facility,
shall be used by the contractor for scientific research, develop- -
ment, and education consistent with the research and develop-
ment mission and objectives of the facility, including activities

Grants.

0
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that increase the licensing Jaotentia] of other inventions of the
facility; provided that if said balance exceeds 5 percent of the
annual budget of the facility, that 75 percent of such excess
shall be paid to the Treasury of the United States and the
~remaining 25 percent. shall be used for the same purposes as
- described above in this clause (I)); and {ii) that, to the extent it
- provides the most effective technelogy transfer, the licensing of
- subject inventions shall be administered by contractor employ-
" . ees on location at the facility.” _ '
© (9 by adding ‘(1. before the word “With” in the first line of
section' 203, and by adding at the end of section 203 the 25 USc
. following: ‘ : _ '
‘(2) A determination pursuant to this section or section 202(b¥4)
- shall not be subject to tﬁe-Contract Disputes Act (41 U.S.C. §601 et :
seq.). An administrative appeals procedure shall be established by  Regulations.
regulations promulgated in accordance with section 206, Addi- ' :
tionally, any contractor, inventor, assignee, or exclusive licensee
adversely affected by a determination under this section may, at any
time within sixty gaays after the determination is issued, file a
- petition in the United States Claims Court, which shall have juris- -
i diction to determine the appeal on the record and to affirm, reverse,
| : remand or modify, “, as appropriate, the determination of the
. - Federal aﬁency. In cases described in paragraphs (a) and (¢), the
- agency's determination shall be held in abeyance pending the
-exhtneusthp of appeals or petitions filed under the  preceding
; . sentence,”; . ' -
[ ' (10) by amending section 206 to read as follows: 35 USC 206,

" “§ 206. Uniform clauses and regulations

“The Secretary of Commerce may issue regulations which may be
made apg(l’icable to Federal agencies implementing the provisions of
sections 202 through 204 of this chapter and shall establish standard
funding agreement provisions required under this chapter. The
re%\lations and the standard funding agreement shall be subject to
public comment before their issuance.”; T :

-{11) in section 207 by inserting ‘“(a)” before “Each Federal”
and by adding the following new subsection at the end thereof:

“(b) For the purpose of assuring the effective management of
Government-owned inventions, the Secretary of Commerce is
authorized to— :

(1) ansist Federal agency efforts to promote the licensing and
utilization of Government-owned inventions; o .

‘(2) assist Federal agencies in seeking protection and main-
taining inventions in foreign countries, including the payment
of fees and costs connected therewith; and .

“(3) consult with and advise Federal agencies as to areas of
science and technol research and development with poten-
tial for commercial utilization.";and = = =

(12) in section 208 by striking out “Administrator of General

© Services” and inserting in lieu thereof ‘“Secretary of

Commerce"”. S . R

(13) by deleting from the first sentence of section 210i¢),
“August 23, 1971 (36 Fed. Reg. 16887)” and inserting in lieu
thereof “February 18, 1983”, and by inserting the following
before the period at the end of the first sentence of section 210(c) :
“except that all funding agreements, including those with other Contracts with
‘than small business firms and nonprofit organizations, shail

Grants.




’ Prohii)ition. .
a5 USC 212.

98STAT. 3368 PUBLICLAW 98-620—NOV. 8, 1984

mclude the requirements established in paragraph 202(0)(4) and
section 203 of this title,” -
(14) by adding at the end thereof the followmg new.section:

“8 212, Disposition of rights.in educational awards

““No scholarship, fellowship, training grant, or other fundmg
agreement made by a Federal agency primarily to an awardee for

- educational purposes will contain any provision gwmg the: Federal

agency any rights to inventions made by the awardee.”’; and
- (15) by adding at the end of the table of sections for the
chapter the following new item: :

919 Disposition of rights in educational awards.”.
Approved November 8, 1984.
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 DEPARTMENT OF COMMERCE

As. .- nt Secretary for Productivity,
. Te¢nniology and Innovation

| 37TCFRCh.IV
[Docket No. 41277-4177)

Licensing of Government Owned
inventions .

AceNcY: Comimerce Departmen
: acTioN: Finalrule. - -

| SUMMARY: Pursuant to Pub. L. 95-820,
which amended section 208 of Title 35.
United States Code, authority to- -

promulgate regulations concerning the

" licensing of Federally owned inventions
: has been shifted from the Administrator
" of General Services to the Secretary of

! Commerce. By this rule the Secretary is
" igguing final regulations which are
‘identical in substance to and which

! supersede the regulations of GSA

¢ currently found at 41 CFR Subpart 103=
i 4.1, -

EFFECTIVE DATE: This rule is effective as

of November 9, 1984, the effective date
of Pub. L. 98-520. Suggestions for
t{:p,,aggges should be submitted by March
-

k... FURTHER INFORMATION CONTACT:
Mr. Norman Latker, Director, Federal
Technology Management Policy |
Division, Rm. H4835, Department of
Commerce, Washington, .C. 20230,
Phone: (202) 377-0659. :
SUPPLEMENTARY INFORMATION: T'o avoid
any uncertainty as fo applicable
licensing procedures under section 208
of Title 35, United States Code, as

. amended by Pub. L. $8~-820, we are
adopting the following regulations,
which are identical in substance to the
GSA regulations that are superseded. -
The Department of Commerce will
shortly be reviewing these regulations to
determine if any changes are desirable.
We welcome any suggestions for
changes. It is the intent of the
Department to issue a Notice of
Proposed Rulemaking before revising
these regulations, :

This rulemaking relates to contracts
and section 553(a)(2) of the

Administrative Procedures Act provides

an unqualified exclusion from every
requirement of section 553 of the APA

for all rules relating to “public property,

)%, grants, benefits and contracts.” §
{2 533(a)(2). Therefore notice and
Cu.ament and the 30 day delayed
-effective date are not required. The
Regulatory Flexibility Act does not
apply to this rulemaking because notice
and comment are not required by 5
U.S.C. 553 or any other law. This

_rulemaking has no substantive effect,

. and consequently is not a major rule as
defined in Executive Order 12291."1’113.

" collection of information under this.

 regulation has been approved by the

Office of Management and Budget under

* GSA Control No. 3090-01C8. A new
‘Department of Commerce number will
be assigned. T

- {38 U.5.C. 208} .
List of Subjects 37 CFRCh.IV" -
Inventions and patents.
Dated: March 6, 1985,

D: Bruce Merrifield,

Assistont Secretary for Productivity,
Technology and Innovation. -

" Accordingly, a new Chapter IV is
added to Title 37 of the Code of Federal
Regulations consisting of Parts 400-403

~ which are reserved, and Part 404, to
read as follows: :

CHAPTER {V~—ASSISTANT SECRETARY
FOR FRODUCTIVITY, TECHNOLOGY AND
INNQOVATION, U.S. DEPARTMENT O
COMMERCE :

PARTS 400-403 [RESERVED]

'PART 404—LICENSING OF

GOVERANMENT OWNED INVENTIONS

. Sec. -

404.1 Scope of part.

404.2 Policy and objective.

404.3 Definitions, .

404.4 Authority to grant licenses. -

404.5 Restrictions and conditions on all
licenses granted under this part.

404.8 Nonexclusive licenses, .

404.7 Exclusive and partially exclusiva

. licenses. .

404.8 Application for a licenss.

404.9 Notice to Attorney General. .

404.10 Modification and termination of
licensas. .

404.11 Appeais,
40412 Protection and administration of

inventions.
40413 Transfer of custody. .
404.14 Confidentiality of information.
Authority: 35 11.5.C. 208: and section 3(g) of
DOO 10-1, '

§404.1 Scops= of part.

This part prescribes the terms,
conditions, and procedures upon which
a federally owned invention, other than
‘an invention in the custody of the
Tennessee Valley Authority, may be
licensed. It supersedes the regulations at

-41 CFR Subpart 101-4.1. This part does

not affect licensas which {a} were in
effect prior to July 1. 1981: (b) may exist
at the time of the Government's
acquisition of title to the invention,
including those resulting from the
allocation of rights to inventions made
under Government research and
development contracts; (c] are the regult
of an authorized exchange of rights in

. the settlement of patent disputes: or [d)

are otherwise authorized by law ot
treatv. R o .

- part.
§404,5 Restrictions and conditions on all

§404.2 Policy and objective,

It is the policy and objective of this
subpart to use the patent system to
promate the utilization of inventions -
arising from federally supported
-research or development,

'§404.3 Deflnitions,

{a) “Federally owned invention”

means an invention. plant, or design

. which is covered by a patent, or patent ~°
application in the United States, or g
patent. patent application. plant variety
protection, or other form of protestion,
in a foreign country, title to which has
been assigned to or otherwise vested in

" the United States Government,

. {b] “Federal agency"” means an
executive department, military

department, Government corporation, or- -
independent establishment, except the
‘Tennessee Valley Authority, which has
-custody of a federally owned invention.
{c) “Small business firm” means a
small business concern as defined in
section 2 of Pub. L. 85-538 (15 U.S.C, 632)
and implementing regulations of the
Administrator of the Small Business
Administration, : _
“{d) "Practical application” means to
manufacture in the case ofa :

- composition or product. to practice in

the case of a pracess or method. or to
operate in the case of a machine or
system: and, in each case, under such
conditions as to establish that the
invention is being utilized and that its
‘benefits are to the extent permitted by
law or Government regulations

- available to the public on reasonabls

terms. .

{e) “United States" means the United
States of America, its territories and
possessions, the District of Columbia,
and the Commonwealth of Puerto Rico.

' §404.4  Authority to grant licenses,

Federally owned inventions shall be
made available for licensing as deemed
appropriate in the public interest. :
Federal agencies having custody of

i federaily owned inventions may grant *

nonexclusive, partially exclusive, ar
exclusive licenses thereto under this

licenses granted under this part.

{aj(1) A license may be granted only if
the applicant has supplied the Federal
agency with a satifactory plan for
development or marketing of the
invention, or both, and with.information
about the applicant's capability to fulfill
the plan. : ' .

{2) A license granting rights to use or
sell under a federally owned invention
in the United States shall normaily be
granted only to a licensee who agress
that any products embodying the
invention or produced through the use of
the invention will be manufactured
substantially in the United States.
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_(b) Licenses shall contain such terms
and conditions as the Federal agency
{ * “mines are appropriate for the
4. -ction of the interests of the Federal
.- Government and the public and are not
i ..in-conflict with law or this part. The
- [ollowing terms and conditions apply to
any license: : -
" (1) The duration of the license shall be
 for a period specified in the license
" agreement, unless sconer terminated in
. - accordance with this part.- * -
' (2} The license may be granted for all
' ' orless than all fields of use of the

invention or in specified geographical

areas, orboth.

(3) The license may extend to

" subsidiaries of the licensee or other
parties if provided for in the license but
shall be nonassignable without approval
of the Federal agency, except to the
'successor of that.part of the licensee’s
business to which the invention
pertains.

{4} The licensee may provide the
license the right to grant aublicunses
under the license, subject to the -
approval of the Federal agency. Each
sublicense shall make referencn to the
license, including the rights retained by

©  the Government, and a copy of such

- . sublicense shall be fumished to the
(" “ral agency. S
" The license shall require the
licensee to carry out the plan for
development or marketing of the
invention, or both, to bring the invention
to practical application within a period
specified in the license, and to continue
to make the benefits of the invention
reasonably accessible to the public.

(6) The license shall require the .
licensee to report pericdically on the
utilization or efforts at obtaining
utilization that are being made by the
licensee, with particular reference to the
plan submitted. . = -

{7) Licenses may be royaity-free or for

. royalties or other consideration.
: {8) Where an agreement is gbtained

- pursuant to § 404.5{a}(2) that any
products embodying the invention or
produced through use of the invention
will be manufactured substantially in
the United States, the license shall recite
such agreement,

{9) The license shall provide for the
right of the Federal agency to terminate
the license, In whole or in part, it

(i} The Federal agency determines that
. the licensee is not executing the plan .

. - submitted with its requeast for a license

and the licensee cannot otherwise

¢/~ “mstrate to the satisfaction of the

.7 ral agency that it has taken or can
be‘expected to take within a reasonable
lime effective steps to achieve practical
application of the invention;

(ii} The Federal agency determines
that such action is necessary to meet
requirements for public use specified by

_Federal regulations issued after the date

of the license and such requirements are

et rgoanam el oot e gy T

(iii) The licensee has willfully made a-

false statement of or witlfully omitted a
material fact in the license application
or in any report required by the license
" agreementior. v - . CoTe
(iv) The licensee commits a.
substantial breach of a covenantor . -

. agreement contained in the license.

(10) The license may bemodifiedor
" terminated, consistent with this part,

upon mutual agreement of the Federal .
agency and the licensee. .
- (11) Nothing relating to the grant of a

" license. nor the grant itself, shall be

construed to confer upon any person -
any immunity from or defenses under
the antitrust laws or from a charge of
patent misuse, and the acquisition and

| _use of rights pursuant to this part shall

not be immunized from the operation of
state or Federal law by reason of the

- source of the grant. _ :

§404.5. Nonaxciusive icenses.
{a} Nonexclusive licenses may be

B granted under federally owned

inventiung without publication of -

availability or notice of a prospective

license, ' ) o
{b) In addition to the provisions of

§ 404.3, the ncnexclusive license may

also provide that, after termination of a-

period specified in the license

~ agreement, the Federal agency may

restrict the license to the fields of use or
geographic areas, or both, in which the .
licensee has brought the invention to’
practical application and continues to
make the benefits of the inveation
reasonably accessible to the public.
However, such restriction shall be made
otily in order to grant an exclusive or
partially exclusive license in accordance
with this subpart. L :

§404.7 Exclusive snd partially exclusive

licenses,
{a)(1} Exclusiv= or partially
exclusive domestic licenses may be

- granted on federally owned inventions

three months after noticaof the
invention's availability has been - -
announced in the Federal Register, or
without such notice where the Federal
agency determines that expeditious

granting of such a licenae will best serve 7 _

the interest of the Federal Government
and the public: and in either situation,
only if; T

" (i) Notice of a prospective license,
identifying the invention and the
prospective licenaee, has been published
in the Federal Registar, providing

opportunity for filing written objections

within a 80-day period; : ‘
{ii) After expiration of the period in

§ 404.7(a}(1)(i) and consideration of any

written gobjections received during the

period, the Federal agency has

determined that;

(A) The interests of the Federal
Government and the public will best be-
served by the proposed license, in view
of the applicant's intentions, plans, and

 ability to bring the invention to practical

appHcation or otherwise promote the
invention's utilization by the public:

- (B} The desired practical application
has not been achieved, or is not likely
expeditiously to be achieved, under any
nonexclusive license which has been
granted, or which may be granted, on
the invention; .

{C) Exclusive-or partially exclusive
licensing is a reasonable and necessary
incentive to call forth the investment of
risk capital and expenditures to bring
the invention to practical application or
otherwise promote the invention's-
utilization by the public;and

(D) The proposed terms and scope of
exclusivity are not greater than
reasonably necessary to provide the
incentive for bringing the invention to
practical application or otherwise
promote the invention's utilization by
the public; .

(iii) The Federal agency has not

" determined that the grant of such license

will tend gubstantiaily to iessen
competition or result in undue
concentration in any section of the
country in any line of commerce to

| "which the technology to be licensed

relates, or to create or maintain other
gituations inconsistent with the antitrust
laws; and i )

(iv) Tha Federal agency has given firs!
preference 10 any small business firms
submitting plans that are determined by
the agency to be within the capabilities
of the firms and as equally likely, if
executad, to bring the invention to
practical application as any plans -
submitted by applicants that are not
small business firms. :

{2) In addition to the provisions of
§ 404.5, the following terms and
conditions apply to domestic exclusive
and partially exclusive licenses:

(i) The license shail be subject to the
irrevocable, royalty-iree right of the
Government of the United States to
practice and have practiced the

. invention on behalf of the United States

and on behalf of any foreign governmen'
or international organization pursuant tc
any existing or future treaty or
agreement with the United States.

{ii) The license shall reserve to the
Federal agency the right to reguire the
licansee to grant sublicenses to
responsible applicants, on reasonable
terms, when necessary to fulfill health
or safety needs. : .

(iii} The license shall be subject to an:-
licenses in force at the time of the grant
of the exclusive or partially exclusive

 license.
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¥} Tha license may grant the licensee - _ (b) Identification of the type of license = ¢ 04 49 Modification and terminag
....:-"ri)ght of enfurcemeyngl':f the licensed for which the application is submitted: licenses. . 0"_ of E
patent pursuant to the provisions of ., .. (¢} Name and address of ‘h‘i D oo Before modifying or terminating a
‘Chapter 29 of Title 35, United States _ company, or organization app Y“‘Sl 0 license, other than by mutual agreement,
Code, or other statutes. as determined _ the license and the citizenship or place the Federal agency shall furnish the
appropriate in the publie interest. .of incorporation of the applicant licensee and any sublicensee of record g
_ {d) Name, address, and .telep?&ne .  written notice of intention to modify or
{b)(1) Exclusive or partially exclusive number of the representative of the  terminate the license, and the licensee.
licenses may be granted on a federally applicant to whom correspordence and any sublicensee shall be allowed 30
owned invention covered by a foreign =~ -ghould be sent: _ o days after such notics to remedy any
p?tem. patent applicatintlg. or other form {e} Nature am? type of zpphcam 3 breach of the license or show cause why
of protection, provided that business, identifying products or - : . .
(1) Notice of a prospective license, services which the applicant has :2?;2;?;:3_51““ not be moditied or
identifying the invention and : sucressfully commercialized, and . ' _
prc:;pe;etgviﬁcensee. has been published approximate number of applicant's §404.11 Appeals, _
in the eral Register, providing " empiovees; - . e i .
opportunity for filing written objections (ﬁ S{;urce of inforreation ¢oncarning prg;:,?g:éd;; fﬁe“{;f;f,’:f::;ﬁii the
+ within a.60-day period and following the availability of a licenze on the ' - h

following parties may appeal to the
agency head or designee any decision or
determination concerning the grant,
denial, interpretation, modification, or

. termination of a license: :

(a} A person whose application for a.

consideration of such objections;

(ii} The agency has considered
whether the interests of the Faderal
Government or United States industry in
foreign commerca will be enhanced; and

(iii} The Federal agency has not.

invention;

(2) A statement indicating whether the
applicant is-a small business firm as
defined in § 404.3(c) a

{h) A detailed description of

. : - applicant's plan for dev_elopment or li eh denied. :
I < T =i S
s 7 . which should include: . : - : :
ggrlﬂ:r;:t:rt;c:;, ::rl ;e::lt su; ::Jt?f:zf the (1) A statement of the time, nature and r;;cti:ﬁ:d or terminated, in whole or i
United States in an; line of commerce to :::;gitg da:ttli_feif ?::;luﬁ:s?heizﬁ of {c) A person who timely filed a
relates, o 1o e 1o be licensed St e e et e rom it s eopane o the
S tions inerate OF maintain other bring the invention o practica Rolice required by .
{ .3tions inconsistent with antitrust application; - - : § 404.7(b)(1)(i) and who can £
{25;[.; addition fo the provisio of (2) A statement as to applicant's . gﬂ';;ﬂf:‘;; to ::: t’:::ﬁ“;;gg:mgmbe
§404.5 the foilowing terr:na and - capabilitly :..Ind i.n t‘.e ntim:.m mlﬁ;l él;:g d:maged%y fhy'g agency aEﬁon, ) Y_
iti . ‘ . plan, incly 'pg iniormation regardl . _
gggd;;:t?:lﬁagiilﬁ}sf:;eﬁf;:::;}: sive manufacuturing, marketing, financial, $404.12 Protection and administration of
(i) The license shall be subject to the and technical resources; ; Inventions.
irrevocable, royaity-free right of the -(3) A statement of the fields of use for A Federal agency may take any
Government of the United States to which applicart intends to practice the suitable and necessary steps to protect
practice and have practiced theg ' invention; and . -and administer rights to federally owner
invention an behalf of the United States (4] A statement of the geographic inventions, either directly or through
and on behalf of any foreign government ~ ~ areas in which applicant intends to ‘contract.
or international organization pursuant to - manufacture any products embodying
any existing or future freaty or the invention and geographic areas . §404.13 Transter of custody.
agreement with the United States, - where applicant intends to use or sell -A Federal agency having custody of a
(if) The license shall be subject to any the invention. or both: - " federally owned invention may transfer
licenses in force at the time of the grant (i} Identification of ncensesdpreﬁmusly custody and administration, in whale or
;:f the exclusive or partially exclusive Sl'amidi to :ggg::nt under federa ¥ in part, to another Federa} cafency. of the
icenge, . ; - owned inv H . . ight, title, or int t in invention.
(iti) The license may grant the licensee (i} A statement containing applicant's ngh. itle. or interest in su
the right to take any suitable and best knowiedge of _the extent to which ~ §404.14 Confidentiality of information.
necessary actions to protect the licensed the invention is being practiced by Title 35, United States Code, section
property, on behalf of the Federal private industry or Government, or both, 209, provides that any plan submitted -
Jvernment, . or is otherwise available commercially: pursuant to § 404.8(h) and any report
(c) Federal agencies shall maintain a - and o required by § 404.5(b)(8) may be treated
record of determinations to grant (k) Any other information which by the Federal agency a3 commercial
exclusive or partially exclusive licenses. applicant believes will support a and financial information obtained from
§404.8 . Application for a license. ' detel:_'mm:tmn to grant the license to a person and privllege? and cancf‘idenual
 An application for a license should be. 8. 2tcan : ! K ami'?tsssuzb L?c';'ittt‘l,ed;s:fc:;:ra:ir:e:lr
- addressed to the Federal agency having §404.9 Notice to Attomey General. . g‘t!:t:,-s“Code '
* gustody of the invention and shall A copy of the notice provided for in ) N o
£ aally include: _ §3 404.7(a)(1)(i) and 404.7(b){1)(i) will be (FR Dac. 83-5832 Filed 3-11-85; 8:45 am|]
.. -../) ldentification of the invention for sent to the Attorney General. _ BILLING CODE 1330=18-M

. which the license is desired including
.+ the patent application seria) numberor .
. batent number, title, and date, if known:
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" \DEPARTMENT OF COMMERCE

" otfice of the Assistant Secretary for

Productivity, Technology and
innovation :

37 CFR Part 401
[Docket No. 41278-7006)
Rights to Inventions Made by

Nonprofit Organizations and Smail
Business Firms

AGENCY: Assistant Secretary for
Productivity, Technology and
Innovation. -

AcTion: Final rule.

SUMMARY: Public Law 98-820 amended
Chapter 18 of Title 35, United States
Code, dealing with patent righta in
inventions made with Federal funding
by nonprofit organizations and small
business firms. It also reassigned
responsibility for the promulgation of
regulations implementing 35 U.S.C. 202
through 204 and the establishment of
standard funding agreement provisions
from the Office of Mangement and
Budget (OMB) to the Secretary of
Commerce. This rule makes final the -

. interim final rule published in the

"\Federal Register on July 14, 1986, and

“incorporates minor changes as a result

of comments received on the interim
final rule. _ .

EFFECTIVE DATE: April 17, 1987,

FOR FURTHER INFORMATION CONTACT:
Mr. Norman Latker, Director, Federal
Technology Management Policy
Division, Office of Productivity,
Technology and Innovation, U.S.
Department of Comnmerce, Room 4837,
Washington, DC 20230. Phone: 202-377-
0659, .

SUPPLEMENTARY INFORMATION:
Background

Public Law 98-820 amended Chapter
18 of Title 35, United States Code, and
assigned regulatory authority to the
Secretary of Commerce. The Secretary
has delegated his authority under 35
U.S.C. 208 to the Assistant Secretary for
Productivity, Technology and

Innovation. Section 208 of Title 35 U.S.C.

requires that the regulations and the
standard funding agreement be subject

to public comment before their issuance.

Accordingly, on April 4, 1985, the
Assistant Secretary published a notice
of proposed rulemaking in the Federal
Register (50 FR 13524) for public

. comment. As noted at that time, the

- regulation closely follows OMB Circular

* A-124 which the regulation replaced.
Differences between the proposed rule
.and the Circular were highlighted in
Supplementary Information

accompanying the notice of proposed
rulemaking, '

Additionally, to comply fully with
section 206 of Title 35 U.S.C., the
Department published in the Federal

~ Register (51 FR 25508) on July 14, 1988, &

fina! interim rule and requested.
comments by September 12, 1988.

Copies of all comments received were. .

made available for public inspection in
the Department's Central Reference
Records Inspection Facility {CRRIF},
Room 8628 in the Hoover Building. .
Information about the availability of
these records for inspection may be
obtained from Mrs. Hedy Walters at
(202) 377-3271. .

Treatment of Substantative Comments
on Interim Final Rule.

A number of comments from eight (8)
different sources were received on the
interim final rule in response to the July
14, 1988 notice. '

The Department of Energy (DOE)
submitted five comments on the interim
final rule. All of the comments were
found to have merit and have been

incorporated in the final rule as follows:

DOE's first comment relates to a
suggested clarification in the discussion
portion of the interim final rule relating
to § 401.3(a) (2). DOE's concern is that
the discussion suggests that the right of
the government to declare exceptional
circumstance for national security
reagons is limited to “some limited
situations” and that application of this
section is therefore limited te situations
where the invention report it classified.
DCE correctly points out that this is not
consistent with the actual language of
the regulation, We agree that the words
“some limited situations” should not
have been included in the discussion
portion of the July 14, 1286 notice.

DOE's second comment states that the
reference in the discussion portion of the
interim final rule, in § 401.14(bj to
nuclear weapons programs is
inaccurate. We agree that the word
nuclear sheuld not have been included
in the discussion of § 401.14(b).

DOE's third comment suggests that
§ 401.3(c) be revised to be consistent
with § 401.14(b), which permits DOE to
draft a substitute clause. We agree and
have included the words, “or substitute
thereto™ after the reference to
§ 41.14(b) in § 301.3{c).

Ancther DOE comment suggests that
§ 401.13{¢) {2) gues beyond the similar
prevision of OMB Circular A-124 by
appedring to preciude confidential
disclosure of patent applications or
infurmation which is part of a patent
application vbiained under the clause to
nther agencies or contractors of '
governmant agencies. Wa have clarified

this by adding the following additional
language to the end of § 401.13(c) (2)

_This prohibition doea not extend to
disclosure to other government agencies or
contractors of government agencies under an
obligation to maintain such information in
confidence.

DOE also suggests that § 401.13(c}{3)
is unnecessary in view of § 401.13(c){1}.
However, DOE suggests that if it is
retained, §401.13{c}{3} should be limited
to the same time period as § 401.13{c)(1).
We agree but have made no change
because the language of § 401.13 {c) (3}
already refers back to and incorporates
the § 401.13{c)(3) already refers back to
and incorporates the § 401.13(b)(1)
limitation, : N
* DOE also states that in § 401.15, first
sentence, third word from the last word,
“of" should be “or". We agree and have
made this change.

Finally, DOE suggests that § 401.15(b)

- should have the following five words

added at the end: “Unless it has been
licensed.” We agree and have included
these five words at the-end of

§ 401.15(b).

Another person submitted six
comments which have been treated as
follows: .

The first comment suggests that a
statement be added to § 401.3(c) as
‘ollows: “the Department of Energy may
>nly exercise the exception at § 401.3(a}
{4} with regard to inventions at the
facility that are made directly and
orimarily with funds provided by either
the Department’s naval nuclear
cropulsion or nuclear weapons related
programs.” This comment was not
accepted since the statute does niot use
these terms. Further, all determinations
made under section 401{a}{4) by DOE
are subject to review by the Department
of Commerce under § 401.14(f) and each
determination will be examined to
ensure compliance with the law.

The second comment points out that
in order to make a determination under
§ 401.3(a) {4), an agency must find one of
the conditions set out in § 401.3(a) {1},
{2) or (3). We disagree with this
interpretation as § 401.3(a) {4) is
independent of § 401.3{a} (1), (2) and (3).

A'ihird comment suggests that
consideration should be given to adding
language to § 401.5{g) requiring the
contractor to return a significant or a
major portion of income to the facility at
which the invention was made. This
issue was disposed of in the sarlier
interim final rule notice of July 14, 1986,
on page 25508 under the discussion of
§ 401.5{f). The matter of royalty disposal
iz one that is best left to negotiations

between the interested parties.
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The fourth comment relates to the
janguage in § 401.5(g} regarding the
phsra! location of contracter
emoloyees responsible for licensing of
facility inventions, The comment
suggests that 451, 5(g) expressly state

that contractors be obligated to
maintain personnel responsible for
licensing at the facility. However,
another person requested that the
subsection not be interpreted strictly to
require-that such a person be physically
located at the facility. Section
202{cH{7)(C) of Pub. L. 98-620 indicatus
that licensing be done at the facility, “to
the extent it provides the most effective
technalogy transfer .. .". We believe this
language precludes arbitrarily requiring
that licensing personnel be located at
the facility.

A fifth comment recommended!
requiring DOF funding agreemn:nts to
conform to the lenpuage prescribed by
£ 401.14(b)(2} when the exception at
§ 401.3(a){4} is used. This was not
accepted, Although we have, in fact,
permitted DOE to use & substitute clause
for that set out in § 401.14(b}{2). we will
be reviewing all agency regulations.
including DOE's to ensire compliance

£ with the law and regulations. including

\-.

-1ll substitute clauses contained in
- agency regulations, '

The final comment of this second
person is that we modify the statement
in§ 401.1513] that "'within 90 days after
receiving . . ."" to read: Within 90 days
ufter recewmg a request and supporting
information ar sooner if a statutory bar
to patenting is imminent, the agency
shall either make 2 determination or
inform the contractor of why a
determination has not yet been made
and when one can reasonably be
expected.” This comment was not
accepted: At this time, this is a matter
best left to the parties to determine on a
case-by- case basis.

A number of comments were also
received regarding a typographical error
in the “Background” section on page
25510 of the July 14, 1986 Federal
Register notice. The word "not” was
inadvertently left out of the last
sentence of the first paragraph
discussing § 401.7. The gentence should
have read as follows: “this change has
been made because small business
preference is not intended to inhibit
industrial support of university
research.” .

Two comments were received that

/’ o “relate to the exceptions to be made for

t
\«

./handling of inventions if they are under
research at a government-owned,
contractor-operated facility (GOCO):
The first comment relates to the
requirement in § 401.5(g) that specifies

that income be used for purposes
"“consistent with research and

“development mission and objectives of
" the facility.” The commenter suggests il

would be preferable that a university be
able to direct the net royalty income to
the most promising research needs,
which may not necessarily be consistent

- with the objective of the GOCO facility.

We cannol accept this suggestion since
the language in the regulation is bosed
on the statute—Pub. L. 98-620.

The second comment goes on lo state
that § 401.5{g) further specifies that if a
licensing program is successful. then .
above a certain point, 75 percent is to be
paid to the U.S. Treasury. The
supoestion is that this reduces the
incentive 1o he successful, and
recommends. the deletion of this
reguirement. Again, we cannol accept
this suggestion since the regulatory
language herein is based on the
statute—Pub, L. 98-620.

. A third comment references the
special clause entitied. “patent rights to
ronprofit DOE facility operations.” The

. comment states that this clause removes

a subject invention funded by the naval

nuclozr propulsion or weapons related
pre<: :ms of DOE f~om the normsl

pre: . nption of rig «l3 to the contractor,
and :- guires the petitioning process that
wa- - effect before the enactment of
‘Put: - 96~517. The concern is that if

thes: programs are exempted, then there

" may be additional proposals to delete

other programs from the full operations
of Pub, L. 96-517. The comment then

~ concludes by recommending that this

special clause not be implemenied. We
cannot accept this recommendation
since the statute, Pub, L. 98-820, gives
DOE the discretionary authority to use
this for its naval nuclear propulsior. or
weapons related programas.

Another comment received relates to
§ 401.14(c}(1), which calls for disclosure
by a contractor to the contracting
government agency of each “subject
invention .. . .” within two months of
the time it is disclosed by the inventar in
writing. The commenter complains that
two months is-“too harsh.” We do not

" accept this comment for two reasons. (1)

The atatute, Pub. L. 88-820, uses the
words “reasonable time” and we think
two months is reasonable; and (2)

§ 401.14(c)(4} allows extensions of time
at the discretion of the agency.

. One person asked for greater
giidance on whether contractor funding

- of individual scientists at different

universities is an educational award
within 35 U.S.C. 212 and, if so, what
rights such awardees should have. We
have not acted on this comment since

we do not believe any contractor has the

guthority to use funding for the
educational awards covered by 35

‘US.C. 212,

A comment was submitted that
relates to the discussion in the July 14, -
1986 notice of § 401.13(b). The concern is
that the discussion may be
misinterpreted to imply that agencies
may not apply the provisions of Pub. L.
98--820 retreactively. This point is well
taken, it was our intent in the July 14,
1986 discussion of § 401.13(b} to note:
only that the Department of Commerce
has no authority under the law to
require agencies to waive the cap on the
ierm of an exclusive license in a patent
clause that predztes enactment of Pub,
L. 98-620. There i3 no question that the
agencies themselves have authority
under the law te waive such cap and the
regulations in fact urge them to do so
absent a substantive reason to do
otherwise.

Another person requested that the
Department of Commerce set a time for
issuance of draft supplementary
regulations relating io foreign filing
deadlines at § 401.14(c}{3). As we
previously indicated in the interim final
rule notice on july 14, 1986, we are
considering this matter. Therefore, we
see no reason at this time to seta

.deadline.

Finally, pursuant to requesis by two
persons, we have included in this final
notice, uniform policy guidance in
§ 401.1(a) to these final regulations
similar to that included in OMB Circular
A-124. This has been done to ensure
clarity and continuity between OMB
Circular A-124 and these final
regulations with regard to policy.

Rulemeaking Requiremants

As stated in the proposed notice and
the interim finat rule, thia regulation is
not a major rule as defined in Executive
Order 12291, and it adds no paperwork
burdens. In fact, it reduces certain
paperwork requirements of the
regulations it replaces. And, as
discussed in connection with the
proposed rule and the interim final rule,

" the General Counsel of the Department

of Commerce has certified to the Small
Business Administration that this rule
will not have a substantial economic
impacton a substanual number of small
entities.

List of Subjects in 37 CFRCh. IV -

Inventions, Patents, Nonprofit
organizations, Small Business firms.
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/  Datw: March 11, 1887,
D. Bruce Morrifield,

" Assistant Secretary for Productivity,

Technology and Innovation. o
Accordingly, Part 401 of Chapter [V of

* . Title 37, the Code of Federal Regulations

is revised to read as follows:

PART 401-~RIGHTS TO INVENTIONS
MADE BY NONPROFIT
ORGANIZATIONS AND SMALL
BUSINESS FIRMS UNDER .
GOVERNMENT GRANTS, CONTRACTS,
AND COOPERATIVE AGREEMENTS

Sec.

401.1 Scope.

401.2 " Definitions. .

401.3 " tJse of the Standard Clauses at
§40t.14,

401.4 : Contractor appeals of exceptions.

401.5 ' Modification and tailoring of clauses.

401.8 Exercise of march-in rights. =~ .

401.7 Small business preference.

401.8 - Reporting on utilization of subject
inventions.

4019 Retention of rights by contractor
employee inventor.

40110 Government assignment to
contractor of rights in invention of
government employee.

40111 Appesls. .

401,12 Licensing of background patent rights

77y to third parties,
.. 40113 Administration of patent rights

clauses,

401.14 Standard patent rights clauses.

40115 Deferred determinations.
401,16 Submissions and inquiries.

Authority: 35 U.S.C. 208 and the delegation -
of authority by the Secretary of Commerce to
the Assistant Secretary for Productivity,
Technology and Innovation at Sec. 3(g) of
DOO 10-1.

§401.1 Scope.

{a) Traditionally there have been no
conditions imposed by the government
on research performers while using
private facilities which would preclude
them from accepting research funding
from other sources to expand, to aid in

. completing or to conduct separate

investigations closely related to
research activities sponsored by the
government. Notwithstanding the right
of research organizations to accept
supplemental funding from other sources
for the purpose of expediting or more
comprehensively accomplishing the
research objectives of the government
sponsored project, it ia clear that the
ownetship provigsions of these _
regulations would remain applicable in
any invention “conceived or first
actually reduced to practice in
- vyerformance” of the project. Separate
-accounting for the two funds used to
support the project in this case is not a
determining factor. '
(1) To the extent that a non-
government sponsor established a

project which. although closely related,

. falls outside the planned and committed

activities of a government-funded
project and does not-diminish or distract
from the performance of such activities,
inventions made in performance of the
non-government sponsored projéct
would not be subjact to the conditions of

these regulations. An example of such

related but separate projects- would be a.
government sponsored project having
research objectives to expand scientific
understanding in a field and a closely
related industry sponsored project
having as its objectives the application
of such new knowledge to develop.
usable new technology. The time
relationship in conducting the two
projects and the use of new fundamental
knowledge from one in the performance
of the other are not important
determinants since most inventiona rest
on a knowledge base built up by
numerous independent research efforts
extending over many years. Should such
an invention be claimed by the '
performing organization to be the:
product of non-government sponsored

~ researchand be challenged by the

sponsoring agency as being reportable
to the government as a “*subject
invention”, the challenge is appealable
as described in § 401.11(d).

{2} An invention which is made
cutside of the research activities of a
government-funded project is not
viewed as a “subject invention" since it
cannot be shown to have been

" “conceived ar first actus ly reduced to

practice” in performanc.: of the project.
An obvious example of this is a
situation where an inatrument
purchased with government funds is
later used, without interference with or
cost to the government-funded project,
in making an invention all expenses of
which involve only non-government
funds. -~ '
(b) This part inplements 35 U.S.C. 202
through 204 and is applicable to all
Federal agencies. It applies to all.
funding agreements with small busiress-
firms and nonprofit organizations
executed after the effective date of this
part, except for a funding agreement
made primarily for educational
purposes. Certain sections also provide
guidance for the administration of
funding agreements which predate the
effective date of this part. In accordance
with 35 U.5.C, 212, no scholarship,
fellowship, training grant, or other
funding agreement made by a Federal
agency primarily to an awardee for
educational purposes will contain any
provigion giving the Federal agency any
rights to inventions made by the
awardee. . -

& “march-in" and appeals
prc(;::)e’ggres in §$ 401.6 and 401,11 shall
apply to any march-in or appeal
proceeding under a funding agreement
subject to Chapter 18 of Title 35, U.S.C..
initiated after the effective date of this
part even if the funding agreement was
executed prior to that date.

(d) At the request of the contractor, a
funding agreement for the operation of a
government-owned facility which is in
effect on the effective date of this part
shall be promptly amended to include

_ ‘the provisions required by §§ 401.3(a)
". unless the agency determines that one of

the exceptions at 35 U.S.C. 202({a}(i)
through {iv] § 401.3(a)(8) through (iv) of -

- this part) is applicable and witl be

applied. If the exception at § 401.3(a)(iv)
is determined to be applicable, the
funding agreement will be promptly
amended to include the provisions
required by § 401.3{c). .
{e) This regulation supersedes OMB
Circular A-124 and shall take
precedence over any regulations dealing
with ownership of inventions made by
small businesses and nonprofit
organizations which are inconsistent
with it, This regulation will be followed
by all agencies pending amendment of
agency regulations to conform to this
part and amended Chapter 18 of Title 35.
Only deviations requested by a
contractor and not inconsistent with
Chapter 18 of Title 35, United States
Code, may be made without approval of
the Secretary. Modifications or tailoring
of clauses as authorized by § 401.50r
§401.3, when alternative provisions are
used under § 401.3(a)(1) through (4}, are
not-conaidered deviationa requiring the
Secretary's approval, Three copies of

.proposed and final agency regulations

supplementing this part shall be
submitted to the Secretary at the office
set out in § 401.16 for approval for
consistency with this part before they

-are submitted to the Office of

Management and Budget (OMB} for
review under Executive Order 12291 or,
if no submission is required to be made
to OMB, before their submission to the
Federal Register for publication.

(f) In the event an agency has
outstanding prime funding agreements
that do not contain patent flow-down
provisions consistent with this part or
earlier Office of Federal Procurement
Policy regulations (OMB Circular A-124

" or OMB Bulletin 81-22), the agency shall

take appropriate action to ensure that
small business firms or nonprofit
organizations that are subcontractors
under any such agreements and that
received their subcontracts after july 1.
1981, receive rights in their subject
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* inventions that are consistent with

o

Chapter 18 and this part.

{g) This-part is not intended to apply
to arrangements under which nonprofit
organizations, small business firms, or
others are allowed t0-use government-
owned research facilities and normal
technical assistance provided to users of
those facilities, whether on a
reimbursable or nonreimbursable basis.
This part is also not intended to apply to
arrangements under which sponsors

reimburse the government or facility
contractor for the contractor employee's
time in performing work for the sponsor.
Such arrangements are not considered
“funding agreements” as defined at 35
U.S.C. 201(b) and § 401.2{a) of this part.

§401.2 Dafinitions.

As used in this part—

{a) The term “funding agreement”
means any contract, grant, or
cooperative agreement entered into
between any Federal agency, other than
the Tennessee Valley Authority, and
any contractor for the performance of
experimental, developmental, or
research work funded in whole or in
part by the Federal government. This
term algo includes any asgsignment,

! substitution of parties, or subcontract of
" any type entered into for the

performance of experimental,
developmental, or research work under
a funding agreement as defined in the
first sentence of this paragraph.

(b) The term “contractor” means any
person, small business firm or nonprofit
organization which is a pasty to a
funding agreement.

{c) The term “invention" means any
invention or discovery which is or may
be patentable or otherwise proteciable
under Title 35 of the United States Code,
or any novel variety of plant which is or
may be protectable under the Plant
Vari]ety Protection Act (7 U.S.C. 2321 et
seq.).

(d) The term “subject invention™
means any invention of a contractor
conceived or first actually reduced to
practice in the performance of work
under a funding agreement; provided
that in the case of a variety of plant, the
date of determination {as defined in
section 41(d} of the Plant Variety
Protection Act, 7 U.S.C. 2401(d)) must
also occur during the period of contract
performance.

(e) The term “practical application™
means to manufacture in the case of a

. composition of product, to practice in
"~ the case of a process or method, or lo

operate in the case of a machine or
system; and, in each case, under such
conditions as to establish that the
mvention is being utilized and that its
benefits are, to the exten? permitted by

law or government regulations,
available to the public on reasonable
terms.

(f} The term "“made" when used in
relation to any invention means the
conception or first actual reduction to
practice of such invention.

(8) The term “small business firm"
means a small business concern as
defined at section 2 of Pub. L. 85-536 (15
U.S.C. 832) and implementing
regulations of the Administrator of the
Small Business Administration. For the
purpose of this part, the size atandards
for small business concerns involved in
government procurement and
subcontracting at 13 CFR 121.5 will be
used. .

{h) The term “nonprofit organization™

means universities and other institutions

of higher education or an organization of
the type described in section 501(c){3) of
the Internal Revenue Code of 1854 (28
U.S.C. 501(c) and exempt from taxation
under section 501{a) of the Internal

Revenue Code (26 U.S.C. 501(a)}) or any

nonprofit scientific or aducational
organization quaiified under a state
nonprofit organization statute.

{i} The term “Chapter 18" means
Chapter 18 of Ti e 35 of the United

. States Code. :

(i} The term "Secretary” means the
Secretary of Commerce or his or her -
designee. - .
§401.3 Use of the Standard Clauses at
540114,

(a) Each funding agreement awarded
to a small business firm or nonprofit .
organization (except those subject to 36
U.8.C. 212) shall contain the clause
found in § 401.14(a) with euch
modifications and tailering as
authorized or required elsewhere in this
part. However, a funding agreement may
contain alternative provisions—

~ {1) When the contractor is not located
in the United States or does:not have a
place of business located in the United
States or is subject to the control of a

- foreign government; or

(2} In exceptional circumstances when
it is determined by the agency that -
restriction or elimination of the right 1o
retain title to any subject invention will
better promote the policy and objectivea
of Chapter 18 of Title 35 of the United

" States Code; or

{3) When it is determined by -
government authority which is -
authorized by statute or executive order
to conduct foreign intelligence or
counterintelligence activities that the
restriction or elimination of the right to
tetain title to any subjact invention Is
necessary to protect the security to such
activities; or _ R

{4) When the fundiﬁg agreement
includes the operation of the:

government-owned,; contractor-operated = .

facility of the Department of Energy
primarily dedicated to that Department's
naval nuclear propulsion or weapons '
related programs and alt funding
agreement limitations under this

- subparagraph on the contractor's right to

elect title to a subject invention are

~ limited to inventions occurring under the

above two programs,

(b} When an agency exercises the
exceptions at § 401.3(a}{2) or (3). it shall
use the standard clause at § 401.14{a}
with only such modifications as are
necessary to address the exceptional
circumstances or concerns which led to
the use of the exception. For example, if
the justification relates to a particular
field of use or market, the clause might
be meodified along lines similar to those
described in § 401.14{b}. In any event,
the clause should provide the contractor
with an opportunity to receive greater
rights in accordance with the procedures
at § 401.15. When an agency justifies
and exercises the exception at
§ 401.3(a){2) and uses an alternative
provision in the funding agreement on
the basis of national security, the
provision shall provide the contractor

- .with the right to elect ownership to any

invention made under such

agreement as provided by the Standard
Patent Rights Clause found at § 401.14(a)
if the invention is not classified by the
agency within six months of the date it
is reported to the agency. or within the
same time period the Department of
Energy does not, as authorized by
regulation, law or Executive Order or
implementing regulations thereto,
prohibit unauthorized dissemination of
the invention. Contracts in support of
DOE's naval nuclear propulsion program
are exempted from this paragraph.

{c) When the Department of Energy
exercises the exception at § 401.3{a}{4),
it shall use the clause prescribed at
§ 401.14(b} or substitute thereto with
such modification and tailoringas
authorized or required elsewhere in this

part.

(d} When a funding agresment
involves a series of separate task orders,
an agency may apply the exceptions at
§ 401.3(a)(2) or (3) to individual task
orders, and it may structure the contract
so that modified patent rights provisions
will apply to the task order even though
the clauses at efther § 401.14(g) or {b}
are applicable to the remainder of the
work. Agencies are authorized to
negotiate such modified provisions with
respect to task orders added to a
ﬁmdlrﬁg agreement after its Initial
award.
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-/exceptions in §401.3(a) of this section,

the agency shall prepare a written
determination, inciuding a statement of
facts supporting the determination, that

~ the conditions identified in the

exception exist. A separate statement of
facts shall be prepared for each
exceptional circumstances

. determination, except that in

appropriate cases a single determination
may apply to both a funding agreement
and any subcontracts issued under it or
to any funding agreement to which such
an exception is applicable. In casea
when § 401.3{a})(2) is used, the
determination shall also include an
analysis justifying the determination.
‘This analysis should address with

. specificity how the alternate provisions

will better achieve the objectives set.
forth in 35 U.S8.C. 200. A copy of each
determination, statement of facts, and, if
applicable, analysis shail be promptly
provided to the contractor or
prospective contractor along with a.
notification to the contractor or
prospective contractor of its rights to
appeal the determination of the
exception under 35 U.5.C. 202{b}(4) and

§ 401.4 of this part.

{f} Except for determinations under

: ;5 401.3{a)(3), the agency shall aiso

provide copies of each determination,
statement of fact. and analysis to the
Secretary. These shall be sent within 30
days aiter the award of the funding
agreement to which they pertain. Copies
shail also be sent to the Chief Counsel
for Advocacy of the Small Business
Administration if the funding agreement
is with a small business firm. If the
Secretary of Commerce believes that
any individuat determination or pattern
of determinations is contrary to the
policies and objectives of this chapter or
otherwise not in conformance with this
chapter, the Secretary shall so advise
the head of the agency concerned and
the Administrator of the Office of
Federal Procurement Policy and
recommend corrective actions.

(g} To assist the Comptroiler General
of the United States to accomplish his or
her responsibilities under 35 U.S.C. 202,
each Federal agency that enters into any
funding agreements with nonprofit
organizations or small business firms
shall accumulate and, at the request of
the Compiroller General, provide the

. Comptroller General or his or her duly

authorized representative the total

* number of prime agreements entered
- into with small business firms or

nonprofit organizations that contain the
patent rights clause in this part or under

OMB Circular A-124 for each fiscal year

beginning with October 1, 1982,

fh) To qualify for the standard clause,
a prospective contractor may be

- required by an agency to certify that it is

either a small business firm or a
nonprofit organization. If the agency has
reason to question the status of the
prospective contractor as a small -
business firm, it may file a protest in
accordance with 13 CFR 121.9, If it
questions nonprofit status, it may
require the prospective contractor to
furnish evidence to establish its status
as a nonprofit organization,

§ 401.4  Contractor appseals of sxcaptions.’
{a) In accordance with 35 U.S.C. :
202(b)(4} a contractor has the right to an
administrative review of a
determination to use one of the
exceptions at § 401.3(a) (1) through (4) if

- the contractor believes that a

determination is either contrary to the-.
policies and objectives of this chapteror
constitutes an abuse of discretion by the
agency. Paragraph (b) of this section
specifies the procedures to be followed
by contractors and agencies in such
cases. The assertion of such a claim by
the contractor shall not be used as a
basis for withholding or delaying the
award of a funding agreement or for
suspending performance underan
award. Pending final resolution of the -
claim the contract may be issued with
the patent righte provision proposed by
the agency; however, should the final
decision be in favor of the contractor,
the funding agreement will be amended
accordingly and the ame» iment made
retroactive to the effective date of the
funding agreement.

{bJ(1) A contractor may appeal a
determination by providing written
notice to the agency within 30 working
days from the time it receives a copy of
the agency’s determination, or within
such longer time as an agency may
specify in its regulations. The _
contractor’s notice should specifically
identify the baais for the appeal.

* {2) The appeal shall be decided by the
head of the agency or by his/her -
designee who is at a level above the
person who made the determination. If
the notice raises a genuine dispute over
the material facts, the head of tha
agency or the designee shall undertake.
or refer the matter for, fact-finding.

(3) Fact-finding shall be conducted in
accordance with procedures established
by the agency. Such procedures shall be
as informal as practicable and be
consistent with principles of
fundamental fairiess. The procedures
ghould afford the contractor the
opportunity to appear with counsel,
submit documentary evidence, present .

witnesses and confront such persons as .

the agency may rely upon. A transcribed

M——

record shall be made and shall be
available at cost to the contractor upon

"request. The requirement for a

transcribed record may be waived by
mutual agreement of the contractor and

~ the agency.

(4) The official conducting the fact-
finding shall prepare or adopt written
findings of fact and transmit them to the
head of the agency or designee promptly
after the conclusion of the fact-finding
proceeding along with a recommended
decision. A copy of the findings of fact
and recommended decision shall be sent
to the contractor by registered or

" certified mail. : :

(3) Fact-finding should be completed
within 45 working days from the date
the agency receives the contractor's
written notice.

- (8) When fact-finding has been
conducted, the head of the agency or
designee shall baae his or her decision
on the facts found, together with any
argument submitted by the contractor,
agency officials or any ather informaticn
in the administrative record. In cases
referred for fact-finding, the agency
head or the designee may reject only
those facts that have been found to be
clearly erroneous, but must expiicitly

~ state the rejection and indicate the basis

for the contrary finding. The agency
head or the designes may hear oral
arguments after fact-finding provided
that the contractor or contractor's
attorney or representative is present and
given an opportunity to make arguments
and rebuttal. The decision of the agency
head or the designee shall be in writing
and, if it is unfavorable to-the contractor
shall include an explanation of the basis
of the decision. The decision of the
agency or designee shall be made within
30 working days after fact-finding or. if
there was no fact-finding, within 46
working days from the date the agency
received the contractor's written notice.

" A contractor adversely affected by a

determination under this section may, at
any time within sixty days after the
determination is issued, file a petition in
the United States Claims Court. which
shall have jurisdiction to determine the
appeal on the record and to affirm,

" reverse, remand, or modify as

appropriate, the determination of the
Federal agency.

§401.5 Modification and tailoring of
clauses.

{a) Agencies should complete the
blank in paragraph (g)(2} of the clauses
at § 401.14 in accordance with their own
or applicable government-wide
regulations such as the Federal
Acquisition Regulation. In grants and
cooperative agreements (and in
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/“\ contracts, if not inconsistent with the
Fedemi Acquisition Regnlation)

- agencies wishing to apply the same
clause to all subcontractors as is applied
to the contractor may delete paragraph

_ 1g}2) of the clause and delete the words-

“to be performed by a small business

firm or domestic nonprofit organization"

from paragraph (g)(1). Also, if the
funding agreement is a grant or -
cooperative agreement, paragraph (g)(3)
may be deleted. When either paragraph
{g)(2) or paragraphs (g) (2} and (3) are
deleted, the remaining paragraph or
paragraphs should be renumbered
appropriately.

{b) Agencies should complete
paragraph. {l). “Communications™, at the
end of the clauses at §401.14 by
designating a central point of contact for
communications on matters relating to
the clause. Additional instructions on
communications may also be included in
paragraph (1).

{c} Agencies may replace the
italicized words and phrases in the
clauses at § 401.14 with those
appropriate to the particular funding
agreement. For example, “contracts”
could be replaced by “'grant,”
“contractor” by “grantee,” and

“contracting officer” by “grants officer

f\ Depending on its use; “Federal agency”

-'can be replaced either by the

 identification of the agency or by the

specification of the partlcnlar office or
official within the agency.

{d} When the agency head or duly
authorized designee determines at the
time of contracting with a small
business firm or nonprofit organization
that it would be in the national interest
to acquire the right to sublicense foreign
governments or international . -
organizations pursuant to any existing
treaty or international agreement, a
sentence may be added at the end of
paragraph (b} of the clause at § 401.14 as
follows: '

‘This license will include the right of the
government to sublicense foreign -
governments, their nationals; end
international organizations, pursuant to the
following treaties or intemational
agreements:

The blank above should be completed
with the names of applicable existing
treaties or international agreements,
agreementis of cooperation, memoranda
of understanding, or similar

- arrangements, including military

- agreements relating to weepons
‘idevelopment and production. The above
" language is not intended to apply to
treaties or other agreements that are in
effect on the date of the award but
which are not listed. Alternatively,

' agencies may use substantially similar

language relating the government's
rights to specific treaties or other
agreements identified elsewhere in the
funding agreement. The language may
also be modified to make clear that the
rights granted to the foreign government,
and its nationals or an international
organization may be for additional
rights beyond a license or sublicense if
so required by the applicable treaty or
international agreement. For example, in
some exclusive licenses or even the
assignment of title in the foreign country
involved might be required. Agencies
may also modify the language above to-
provide for the direct licensing by the
contractor of the foreign government or
international organization.

{e) If the funding agreement involves
performance over an extended period of
time, such as the typical funding
agreement for the operation of a
government-owned facility, the _
following language may aiso be added:

The agency reserves the right to
unilaterally amend this funding agreement to
identify specific treaties or internatiopal
agreements entered into or to be entéred into
by the government after the effective date of
this funding agreement and effectuate those
license or other ri_ ats which are necessary
for the government to meet its obligations to
foreign governments, their nationals and -
international organizations under such
treaties or international agreements with
respect to subject inventions made after the
date of the amendment.

(f} Agencies may add additional
subparagraphs to pnragraph (f) of the

-clauses at § 401.14 to require the

contractor to do one or more of the
following:

(1) Provide a report prior to the closa-
out of a funding agreement listing all
subject inventions or stating that there
were none.

(2) Provide, upon reqnest. the filing
date, serial number and titie; a copy of
the patent application; and patent
number and issue date for any subject
invention in any country in which the
contractor has applied for patents.

{3) Provide periodic (but no more
frequently than annual) listings of all
subject inventions which were disclosed
to the agency during the period covered
by the report.

{g) If the contract is with a nonprofit
organization and is for the operation of
a government-owned, contractor-
operated facility, the following will be
substituted for paragraph (k)(3} of the
clause at § 401.14(a):

{3) After payment of patenting costs,
licensing costs, payments to inventors, and
other expenses incidental to the
administration of subject inventions, the
balance of any royalties or income earned

and retained by the contractor during any
fiscal year on subject inventions under this or
any successor contract containing the same
requirement, up to any amount equal to five
percent of the budget of the facility for that
fiscal year, shall be used by the contractor for
scientific research, development, and ‘
education consistent with the research and
development mission and objectives of the
facility, including activities that increase the
licensing potential of other inventions of the
facility. If the balance exceeds five percent,
75 percent of the excess above five parcent
shall be paid by the contractor to the
Treasury of the United States and the
remaining 25 percent shall be used by the
contractor only for the aame purpases as
described above. To the extent it provides the
moat effective technology transfer, the
licensing of subject inventions shall be
administered by contractor employees on
location at the facility.

(h} If the contract is for the operation
of a government-owned facility,
agencies may add the following at the
end of paragraph (f) of the clause at
§401.24{a):

(5) The contractor shall establish and
maintain active and effective procedures to
ensure that subject inventions are promptly
identified and timely disclosed and shall
submit a description of the procedures to the
contracting officer so that the contracting
officer may evaluate and determine their
effectiveness.

§401.8 Exercise of march-in rights.

(a) The follomng procedures shall
govern the exercise of the march-in

" rights of the agencies set forth in 35

1.5.C. 203 and paragraph (j) of the
clause at §401.14.

- (b) Whenever an agency receives
information that it believes might

. warrant the exercise of march-in rights,

before initiating any march-in
pruceeding. it shall notify the contractor
in writing of the information and request

informal written or oral comments from -

the contractor as well as information

relevant to the matter. In the absence of

any comments from the contractor
within 30 days, the agency may, at its
discretion, proceed with the procedures
below. If a comment is received within
30 days, or later if the agency has not
initiated the procedures below, then the
agency shall, within 80 days after it
receives the comment, either initiate the
procedures helow or notify the
contractor, in writing, that it will not
pursue march-in rights on the basis of

_the available information.

{c} A march-in proceeding shall be
initiated by the issuance of a written
notice by the agency to the contractor
and its assignee or exclusive licensee, as
applicable and if known to the agency,
stating that the agency is considering
the exercise of march-in rights. The
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“notice shall state the reasons for ihe
proposed march-in in terms sufficient to

" put the contractor on notice of the facts

upon which the action would be based
and shall specify the field or fields of
use in which the agency is considering
requiring licensing. The notice shall
advise the contractor (assignee or
exclusive licensee) of its rights, as set

_ forth in this section and in any

- supplemental agency regulations. The

determination to exercise march-in
rights shall be made by the head of the
agency or his or her designee. .
- {d)Within 30 days after the receipt of
the written notice of march-in, the '
" contractor (assignee or exclusive
licensee) may submit in-person, in
writing, or through a representative,
information or argument in opposition to
the proposed march-in, including any
additional specific information which
raises a genuine dispute over the
material facts upon which the march-in
is based. If the information presented
raises a genuine dispute over the

material facts, the head of the agency or -

designee shall undertake or refer the
matter to another official for fact-
finding. :

() Fact-finding shall be conducted in

- »accordance with the procedures

‘established by the agency. Such
procedures shall be as informal as
practicable and be consistent with
principles of fundamental fairness. The
procedures should afford the contractor
the opportunity to appear with counsel,
submit documentary evidence, present
witnesses and confront such persons as
the agency may present. A transcribed
record shali be made and shall be
available at cost to the contractor upon
request. The requirement for a
transcribed record may be waived by
mutual agreement of the contractor and
the agency. Any portion of the march-in
proceeding, including a fact-finding
hearing that involves testimony or
evidence relating to the utilization or
efforts at obtaining utilization that are
being madae by the contractor, its
assignee, or licensees shall be closed to
the public, including potential licensees,
In accordance with 35 1.5.C. 202(c){5),
agencies ghall not disclose any such
information obtained during a march-in
proceeding to persons outaide the

government except when such release is

authorized by the contractor {assignee
or licensee). :

(f) The official conducting the fact-

¢~ finding shall prepare or adopt written

} findings of fact and transmit them to the

" head of the agency or designee promptly

- after the conclusion of the fact-finding
proceeding along with a recommended
determination. A copy of the findings of

fact shall be sent to the contractor

{assignee or exclusive licensee) by
registered or certified mail. The
contractor (assignee or exclusive
licensee) and agency representatives:
will be given 30 days to submit written
arguments to the head of the agency or

. designes; and, upon request by the

contractor oral arguments will be held
before the agency head or designee that
will make the final determination,

{g} In cases in which fact-finding has
been conducted, the head of the agency
or designee shall base his or her
determination on the facts found,
together with any other information and.
writteni or oral arguments submitted by
the contractor {assignee or exclusive '
licensee) and agency representatives,
and any other information in the

administrative record, The consistency

of the exercise of march-in rights with
the policy and objectives of 35 U.S.C.
200 shall also be considered. In cases
referred for fact-finding, the head of the
agency or designee may reject only
those facts that have been found to be
clearly erroneous, but must explicitly

state the rejection and indicate the basis

for the contrary finding. Written notice
of the determination whether march-in
rights will be exercised shall be made
by the head of the agency or designee
and sent to the contractor (assignee of

-exclugive licensee) by certified or

registered mail within 50 days after the
completion of fact-finding or 90 days
after oral arguments, whichev 21 is later,
or tha proceedings will be de.med to

have been terminated and thereafterno

march-in based on the facts and reasons
upon which the proceeding was initiated
may be exercised.: :

(h] An agency may, at any time,
terminate a march-in proceeding if it is
satisfied that it does not wish to
exercise march-in rights.

(i) The procedures of this Part shall
alsa apply to the exercise of march-in
rights against inventors receiving title to
subject inventions under 35 U.S.C. 202(d)
and, for that purpose; the term -
“contractor” as used in thia section shall
be deemed to inchude the inventor.

(j} An agency determination - .
unfavorable to the contractor (assignee
or exclusive licensee) shall be held in
abeyance pending the exhaustion of

appeals or petitions filed under 35 U.S.C.

203(2). .

{k) For purposes of this section the
term “exclusive licensee™ includes a
partially exclusive licensee.

(1) Agencies are authorized to issue

‘supplemental procedures not

tnconsistent with this part for the
conduct of march-in proceedings.

$ 401.7 Small Business Preference.

- (a) Paragraph (k}{4) of the clauses at

§ 401.14 Implements the small business
preference requirement of 35 U.5.C.
202{c){7)(D). Contractors are expected to
use efforts that are reasonable under the
circumstances to attract small business
licensees. They are also expected to give
small business firms that meet the
standard outlined in the clause a
preference over other applicants for
licenses. What constitutes reasonable
efforts to attract small business

. licensees will vary with the

circumstances and the nature, duration,
and expense of efforts needed to bring
the invention to the market. Paragraph

- (k)(4) is.not intended, for example,.to
. prevent nonprofit organizations from

providing larger firms with a right of
first refusal or other options in
inventions that relate to research being

" supported under long-term or other

arrangements with larger companies.
Under such circumstances it would not
be resonable to seek and to give a
preference to small business licensees,
{b) Small buginess firms that believe a
nonprofit organization is not meeting its
obligations under the clause may report
their concetns to the Secretary. To the

" extent deemed appropriate, the

Secretary will undertake informal
investigation of the concern, and. if
appropriate, enter into discussions or
negotiations with the nonprofit

" organization to the end of improving its

efforta in meeting its obligations under
the clause, However, in no event will the
Secretary intervene int ongoing
negotiations or contractor decisions
concerning the licensing of a specific
subject invention. All the above

- investigations, discussions, and

negotiations of the Secretary will be in
coordination with other interested
agencies, including the Smail Business
Administration: and in-the case of a

“contract for the operation of a

government-owned, contractor operated
research or production facility, the
Secretary will coordinate with the
agency responsible for the facility prior
to any discussions or negotiations with
the contractor.

401.83 Reporting on utilization of subject
inventions.

{a) Paragraph (h) of the clauses at
§ 401.14 and its counterpart in the clause
at Attachment A to OMB Circular A~124
provides that agencies have the right to
receive periodic reports from the
contractor-on utilization of inventions,
Agencies exercising this right should
accept such information, to the extent
feasible, in the format that the
contractor normally prepares it for its
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of forms should be avoided. However.

" any forms or standard questionnaires

that are adopted by an agency for this
purpose must comply with the
requirements of the Paperwork
Reduction Act. Copies shall be sent to
the Secretary.

{b] In accordance with 35 U.S.C. 202(c)
(5} and the terms of the clauses at
§ 401.14, agencies shall not disclose such
information to persons outside the
government. Contractors will continue

to provide confidential markings to help

prevent inadvertent release outside the
agency. '

§401.9 Retention of Rights by Contractor
Employee inventor. .

Agenries which allow an employee/

C Ventor 0f e wtilnataut G eiusi

ngnts G & suujedd iveniion made under
a funding agreement with a small
business firm or nonprofit organization
contractor, as authorized by 35 U.S.C.
202(d), will impose upon the inventor at
least those canditions that would apply
to a small business firm contractor
under paragraphs (d}{1) and (3); (f){4);
(h); (i); and (j} of the clause at

> §40040a).
' §401.10 Government Assignment to

Contractor of Rights in.Invention of
Government Employes.

In any case when a Federal employee
is a co-inventor of any invention made
under a funding agreement with a smal}
business firm or nonprofit organization
and the Federal agency employing such

- co-inventor transfers or reassigns the
- right it has acquired in the subject

~
-

invention from its employee to the
contractor as authorized by 35 U.8.C.
202{e), the assignment will be- made
subject to the same conditions as apply
to the contractor under the patent rights
clause of its funding agreement.
Agencies may add additional conditions
as long as they are consistent with 35
U.S.C. 201-208.

§ 401,11 Appeals.

{a) As used in this section, the term
“gtandard clause" means the clause at
§ 401.14 of this part and the clauses
previously prescribed by either OMB
Circular A-124 or OMB Bulletin 81-22.

(b) The agency official initially

- authorized to take any of the following

actions shall provide the contractor with

. @ written statement of the basis for his
! or her action at the time the action is

taken, including any relevant facts that
were relied upon in taking the action,
1] A refusal to grant an extension
un(da]ar paragraph (c)(4) of the standard
clauses. _ . _

(2) A request for a conveyance of title
under paragraph (d) of the standard
clauses, . :

{3} A refusal to grant a waiver under
paragraph {i) of the standard clauses.

(4) A refusal to approve an
assignment under paragraph (k}(1) of the
standard clauses.

{5} A refusal to grant an extension of
the exclusive license period under
paragraph (k}(2) of the clauses
prescribed by either OMB Circular A-
124 or OMB Bulletin 81-22. -

(c) Each agency shall establish and
publish procedures under which any of
the agency actions listed in paragraph

]

- (b} of this section may he appeaied to
- the'head of the agency or designee..

Review at this ievel shall consider both
the factual and legal basis for the
actions and its consistency with the
policy and objectives of 35 U.S.C. 200~
208,

{d) Appeals procedures established '
under paragraph (c) of this section shal
include administrative due process ’
procedures and standards for fact-
finding at least comparable to those set
forth in § 401.8 {e) through {g) whenever
there is a dispute as to the factual basis
for an agency req :st for a conveyance:
of title under paragraph (d] of the

standard clause, including any dispute

as to whether or not an invention is a
subiect invention.
{e) To the extent that any of the’

actions described in paragraph (b} of

this section are subject to appeal under
the Contract Dispute Act, the procedure.
under the Act will satisfy the
requirements of paragraphs (c) and [d)

. of this gection.

§401.12 Licen ol Patent
Rights to Third l.’l:lgles.w.

{e) A funding agreement with a small
business firm or a domestic nonprofit
organization will not contain a provision
allowing a Federal agency to reguire the
licensing to third parties of inventions
owned by the contractor that are not
subject inventions unless such provision
has been approved by the agency head
and a written justification has been
signed by the agency head. Any such
provision will clearly state whether the
licensing may be required in connection
with the practice of a subject invention,
a specifically identified work object, or
both, The agency head may not delegate
the authority to approve such provisions
or to sign the justification required for
such provisions.

{b} A Federal agency will not require
the licensing of third parties under any
such provision unless the agency head
determines that the use of the invention
by others is necessary for the practice of
a subject invention or for the use of a

work object of the funding agreement

‘and that such action is necessary to
-achieve practical application of the

subject invention or work object. Any
such determination will be on the record
after an opportunity for an agency

_hearing. The contractor shall be given

prompt netification of the determination
by certified or registered mail. Any
action commenced for judicial review of
such determination shall be brought
within sixty days after notification of
such determination.

"§401.13 Administration of Patent Rights

Clauses.

{a) In the event a subject invention is
made under funding agreements of more
than one agency. at the request of the
cantractor or on their own tnitiative the
agencies shall designate one agency as
responsible for administration of the
rights of the government in the

- invention,

(b) Agencies shall promptly grant,
uniess there is a significant reason not
to, a request by a nonprofit organization
under paragraph (k)(2) of the clauses
prescribed by either OMB Circular A~

124 or OMB Bulletin 81-22 inasmuch as
- 35 U.8.C. 202(c}{?) has since been
 amended to eliminate the limitation on

the duration of exclusive licenses. -

- Similarly, unless there is a significant
' reason not to, agencies shall promptly
' approve an assignment by a nonprofit

organization to an organization which
has as one of its primary functions the
management of inventions when a
request for approval has been

" necessitated under paragraph (k}(1) of

the clauses prescribed by either OMB

_Circular A-124 or OMB Bulletin 8122

because the patent management
organization is engaged in or holds a
‘substantial interest in other
organizations engaged in the manfacture
or sale of products or the use of
processes that might utilize the
invention or be in competition with
embodiments of the invention. As

_amended, 35 U.S.C. 202(c)(?) no longer

. contains this limitation, The policy of-

_ this subsection should also be followed
- in connection with similar approvals

that may be required under Institutional
Patent Agreements, other patent rights
clauses, or waivers that predate Chapter
18 of Title 35, United States Code.

{c) The President's Patent Policy
Memorandum of February 18, 1983,
atates that agencies should protect the
confidentiality of invention disclosure,
patent applications, and utilization
reports required in performance or in
consequence of awards to the extent
permitted by 35 U.S.C. 205 or other
applicable laws. The following
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~—~, Tequirements should be followed for

funding agreements covered by and

{1) To the extent autherized by 35
gﬁ.dc. 205, agencies shall not disclose to
partiea pursuant to requests under
the Freedom of Information Act (FOIA)
‘any information ing a subject
invention for a reasonable time in order
for a patent application to be filed. With
respect to subject inventions of
contractors that are smail business firms
or nonprofit organizations, a reagsonable
time shall be the time during which an
‘initial patent application may be filed
under paragraph (c) of the standard
clause found at § 401.14{a) or such other
clause may be used in the funding
agreement. Howevoer, an agency may
disclose such subject inventions under
the FOIA, st its discretion; after a
contractor has elected not to retain titls
or after the time in which the contractoe
is required to make an election if the
contractor has not made an election
within that time. Similarly, an ageacy
may honor a FOIA requast al its
ﬁfoacreﬁnn-i! }:lt“ finds that t!nmnm
publighed by the inventor, contractor, or
otherwise. If the agency plans to file

- itself whesn the contractor has not
[ elected titln, it may, of course, continue
*..."to avail itself of the authority of 35

U.S.C. 205,

{2} In accordance with 35 U.S.C. 205,
agencies shall not disclose or release for
a period of 18 months from the filing
date of the application to third parties
pursuant to requests under tha Freedom
of Information Act or otherwise copies -
of any document which the agency
obtained under this clause which is part
of an applicaton for patent with the U.S.
Patent and Trademark Office or any
foreign patent office filed by the
contractor {or its assignees, licensees, or
employees) on a subject invention to
which the contractor has elected to
retain title. This prohibition does not'
extend to disclosure to other
government agencies or contractors of
government agencies under an '
obligation to maintain such information
in confidence.

(3) A number of agencies have
policies to encourage public
dissemination of the results of work
supported by the agency through
publication in government or other
publications of technical reparts of
contractors or others. In recognition of

the fact that such publication, if it
(/‘\-‘-\.included descriptions of a subject

~../invention could creata bars to obtaining
patent protection, it is the policy of the

executive branch that agencies will not

include in such publication programs

copies of disclosures of inventions
submitted by small busineas firms or
nonprofit organizations, pursuant to
paragraph (c) of the standard clause
found at § 401.14(a), axcept that under
the same circumstances under which
agencies are authorized to release such
information pursuant to FCLA requests
under paragraph (c}{1} of this section,
agencies may publish such disclosures.
{4) Nothing in this paragraph is
intended to preclude agencies from
including in the publication activities
described in the first sentence of
patagraph (c}(3), the publication of
materials describing a subject invention
to the extent such materials were
provided as part of a technical report or
other submission of the contractor
which were submitted independently of
the requirements of the patent rights
provisicns of the contract. However, ifa
amail business firm or nonprofit
organization notifies the agency thata
particular report or other submission
contains a disclosure of & subject

invention to which it has elected title or
‘may elect title, the '
reasonable efforts to restrict its -

agency shail use

publication of the material forsbe
months from date of its receipt of the
report or submission or, if earlier, until
the contractor has filed an initial patent
application. Agencies, of course, retain
the discretion to delay publication for
ad(di]ﬁﬁnal-peﬁodt;;f time. n '
5) Nothing in this paragraph is

intended to limit the authority of
agencies provided in 35 U.S.C. L5 in
circumstances not specifically described
in this paragraph. :
§ 401.14 - Standard patent rights clauses.
" {a) The following is the standard
patent rights clause to be uged as
quciﬁad in § 401.3{a).
Patent Rights {Small Business Firms and
Nonprofit Organizations)
{a) Definitions

(1) "Invention"” means any invention or
discovery which is or may be patentable or

-otherwise protectable under Title 35 of the

United States Code, or any novel variety of
plant which is or may be protected under the
Plan)t Variety Protection Act (? U.S.C. 2321 et
geq.). :

{2) "Subject invention™ means any

"invention of the contractor conceived or first

actually reduced to practice in the
performance of work under this contract,
provided that in the case of a variety of plant,
the date of determination (as defined in
section 41(d) of the Plant Variety Protection
Act, 7 U.S.C. 2401{d)} must also occur during
the period of contract performance.

(3} “Practical Application" means to
manufacture in the casa of a composition or
product, to practice in the case of a process
or method, or to operate in the case of a
machine or system; and, in each case, under

such conditions as to establish that the -
invention is being utilized and that its
benefits ate, to the extent permitted by law or
government regulations. available to the
public on ressonable terms.

(4) “Made" when used in relation to any
invention means the conception or firat actual
reduction to practice of such invention.

(5) “Smatl Business Firm"” means & small
business concern as defined at section 2 of
Pub, L. 85-538 (15 U.5.C. 632} and
implementing regulations of the
Administrator of the Small Business

" Administration. For the purpose of this

clause, the size standards for smail business
concerns involved in government
procurement and subcontracting at 13 CFR
121.3-8 and 13 CFR 121.3-12, respectively,
will be used.

{8} “Nonproiit Organization” means a
university or other institution of higher
education or an crganization of the type
described in section 501(c)(3) of the Internal
Revenun Code of 1954 (28 U.S.C. 501{c) and
exempt from taxation under section 501(a) of
the Internal Revenue Cods (25 U.S.C. 501(a)}
or any nenprofit scientific or educationat
organization qualified under a state nonprofit
organization statute.

{b) Allocation of Principai Rights

The Contractor may retain the entire right,
title, and interest throughout the warld to
each subject invention subject to the
provisions of this clause and 35 U.S.C. 203.
With respect to any subject invention in
which the Contracior retaina title, the Federal
government shall have a nonexclusive,

" nontransferable, irrevacabie, paid-up license

to practice or have practiced for or on behalf
of the United States the subject invention
throughout the world.

{c) Invention disclasurs, Elaction of Title and
Filing of Patent Application by Contracior,

. {1) The coniractor will disclose cach
aubject invention to the Federal Agency

within two months after the inventor .
discloses it in writing to coniractor personnel
responsible for patent matters. The diaclosure-
to the agency shail be in the form of a written
report and shall identify the contract under
which the invention was made and the
inventor(s). It shall be sufficiently complete
in technical detail to convey a clear
understanding to the extent known at the
time of the discioaure, of the nature, purpose.
operation, and the physical, chemicai,
biolegical or electrical characteristics of the
invention. The disclosure shall also identify
any publication, on sale or public use of the
invention and whether a manuscript
describing the invention has beer submitted
for publication and, if se, whether it has been
accepted for publication at the time of
disclosure. In additicn. after disclosure to the
agency, the Contractor will promptly notify
the agency of the acceptance of any
manuscript describing the invention for
publication or of any on sale or public use
planned by the contractor.

{2} The Contractor will elect in writing
whether or not to retain title to any such
invention by notifying the Federal agency
within two years of disclosure to the Federa/
agency, However, in any case where
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/~ hlication, on ssle or pubiic use has -

r

i

{
H

iated the one year statutory period

" .arerein valid patent protection can still be
obtatned in the Unitad States, the period for
efecoon of title may be shortened by the
ggency to a date that is no mote than 60 days
prior to the end of the stetutory peried.

(3) The_contractar wili file its initial patent
anplicalion un & SuD)eCt Rveliun (0 Wil It
élects to retain title within one year after
election of title nr. if earlies, pror o the end
of any statutory pericd wherein valid patent
protection can be obtained in the United
‘States after a publication, on sale, or public
use. The contracior will file patent
applications in additional eountries or
international patent offices within either ten
months of the corresponding initial patent
application or six months from the date
permmission is granted by the Commissioner of
Patents and Trademarks to file foreign patent
applications where such filing has been
prohibited by a Secrecy Order.

(4] Requests for extension of the time for
disclosure, election, and fihng under
subparagraphs (1}, (2} and {3) may. at the
discretion of the cgency. be granted.

(d} Conditions When the Covernment May
Obtain Title

The contractor will convey to the Federal
agency. upon written request, litle to any
subject invention— -

(1) If the contractor fails to disclose or elect
title to the subject invention within the times
snecified in {t). above. or elects not to retain

"y provided that the agency may only

7 jest title within 60 days afier learning of
“wie failure of the contractor to disclose or
elect within the apecified times.

(2} In thase countries in which the
contractor fails to file patent applications
within the times specified in (c) above;
provided, however. that if the contractor has
filed a patent application in a country after
the times specified in (c) above, but prior to
its receipt of the written request of the
Federal agency. the contractor shall continue
to retain title in that country.

(3) In any country in which the contractor
decides not ta continue the prosecution of
any applicetion for, to pay the maintenance
fees on, or defend in reexamination or
opposition proceeding on. a petent on a
subject invention,

(e) Minimum Rights to Contractor nd
Protection of the Contractor Right to File

(1) The contracter will retain a

" nonexclusive royaity-free license throughout

the warid in each subject invention to which
the Government obtains title, except if the
contractor fails to discloag the invention
within the times specified in {c}, above. The
contraclor's license extends to its domestic
subsidiary and affiliates, if any, within the
corporate structure of which the contractor is
a party and includes the right to grant
sublicenses of the same scope o the extent
the contractor was legally obligaied to do so
at the time the controct was awagded. The
icense is transferable only with the approval
“he Federal agency except when
- asferred to the sucessar of that party of
" the cantractor’s business to which the
invention pertains. :
{2) The contractor's domestic license may
be revokad or modified by the funding

Federal agency to the extent necessary o
achieve expeditious practicai applicabon of
the subject invention pursuant ta an
spplication for an exclusive license submitted
in arcordance with applicable provisions at
37 CFR Part 404 and agency licensing
reguiations (if any). This license wiil not be
revoked in that field of use or the
geographical areas in which the comtractor
has achieved practical application and
continues to make the benefits of the
invention reesonably accessibie to the public.
The license in any foreign country may be
revoked or modified at the discretion of the
funding Federal agency to the extent the
contractor. its licensees, or the domestic
subsidiaries or affiliates have failed to
achieve practical apphcation in that foreign

_country.

(3) Before revocation or modification of the
license, the funding Federal agency will
furnish the contractor a written notice of its
intention to revoke or modify the license. and
the contractor will be allowed thirty daya for
such other time as may be authorized by the
furding Federal agency for good cause shown
Ly the coniractor) after the notice to show
cuuse why the license should not be revoked
or modified: The contractor has the right te
appeal, in accordance with applicable
regulations in 37 CFR Part 404 and agency
regulations (if any) concerning the licensing
of (:overnment-owned inventions, any
deri on concerning the revocation or
me-.cation of the cense.

(D < ..atractor Action to Protect the
Ge - rament’s Interest

(" The contractor agrees 0 execute or to
hs:  executed and prompily deliver to the
Federal agency all instroments necessary to
(i) establish or confirm the rights the
Government has throughout the waorld in
those subject inventions to which the
contractor elects to retain title, and {ii)
convey title to the Federal agency when
requested under paragraph (d) abeve and o
enable the government to obtain patent
protection throughoult the world in that
subject invention.

(2) The contractor agrees to require, by
written agreement, its employees, other than
clerical and nontechricel employees, to
disclose promptly in writing to personnel
identified as responsible for the
administration of patenl matiers and in a
format suggested by the contractor each
subject invention made under conlroct in
order that the contractor can comply with the
disclosure provisions of paragraph {c), above,
and to execute all papers necessary to file
patent applications on subject inventions and
to establish the government's rights in the
subject inventions. This disclosure format
should requize, a8 a minimum, the
information required by {c){1), above. The
contractor shall instruct such employees
through employee agreements or other
suitable educational programs on the
importance of reporting inventions in
suificient ime to permit the filing of patent
gpphcaﬁona prier to U.S. or foreign statutory

ars.

(3) The contractor will notify the Federal
agency of any decisions not to continue the
prosecution of a patent application, pay
maintenance fees, or defend in a

reexamination or opposition proceeding on a
patent, in any country, not less than thirty
days before the expiration of the response )
period tequired by the relevant patent office.

{4) The contractor agrees to include, within-
the specification of any United States patent
applications and any patent isauing thereon
covering a subject invention, the following
statement, “This invention was made with
government support under {identify the
controct) awarded by (identify the Federal
agency). The government has certain righta in
the invention.”

{2} Subcontracts

(1) The contrecior will include this clause,
suitably modified tc identify the parties. in all
subeentracts, regardless of tier, for
experimental, developmental or research
waork to be performed by & small business

- firm or domestic nonprofit organization. The

subcontractor will retain all rights provided
for the contractor in this clauge. and the
con:ractor will nol, as part of the
consideration for awarding the subcontracl
obiain rights in the subcontractor's subject
inventions,

2} The contractor will include in sll other
subcontracts, regardleas of tier, for
experimental develoepmental or research
waork the patent rights clause required by

. [cite section of agency implementing

regulations or FAR). .

(3) In the case of subcontracts, at any tier.
when the prime award with the Federal
agency was a contract {but not a grant or
cooperative agresment), the agency.
subcontractor, and the contractor agree that
the mutual obligations of the parties created
by this-clause constitute a contract between
the subcontractor and the Federal agency
with respect to the matters covered by the
clause; provided, however, that nothing in
this paragraph is intended to confer any
jurisdiction under the Coniract Disputes Act
in connection with proceedings under
paragraph (j) of this clause.

(h) Reporting on Utilization of Subject
Inventions _

The Controctor agrees to submit on request
periodic reports no more frequently than
annuaily on the utilization of a subject
invention or on efforts at obtaining such
utilization that are being made by the
contracior or its licensees or assignees, Such
reports shall include information regarding

‘the status of development, date of first

commerical sale or use, gross royaltias
received by the contractor, and such other
data and information as the ogency may
reasonably specify. The contractor also
agrees to provide additional reports as may
be requested by the agency in connection
with any march-in proceeding undertaken by
the agency in accordance with paragraph )
of this clause. As required by 35 U.S.C.
202{c)(5), the agency agrees it will not
disclose such information 1o persons outside
the government without permission of the
contraclor.

(i) Preference for United States Industry

Notwithstanding any other provision of this
clauge, the controctor agrees that neither it
nor any assignee will grant to any person the
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* ixciusive right to use or sell any subject

~‘inventions in the United States unless such
person agrees that any products embodying
the subject invention or produced through the
use of the subject invention will be
manufactured substantially in the United
States. However, in individual cases, the
requirement for such an agreément may be
waived by the Federal agency upon a
showing by the contractor or its assignee that
reasonable but unsuccessfui efforts have
been made to grant licenses on similar terms
ta potential licensees that would be likely to
manufacture substantially in the United
States or that under the circumstances
domestic manufacture is not commericaily
feasible. - :
{j) March-in Rights

The contractor agrees that with respect to

any subject invention in which it has
acquired title, the Federal agency has the
right in accordance with the procedures in 37
CFR 401.8 and any supplemental regulations
of the agency to require the coniractor, an
assignee or exclusive licenses of a subject
invention to grant a nonexclusive, partially
exclusive, or exclusive licenae in any field of
use to a responaible applicaat or applicants,
upon terms that are reasonable under the
circumatances, and if the contractor,
assignee, or exclusive licensee refuses such a
request the Federal agency has the right to -

" grant such a license itself if the Federal
agency determines that:

" {1) Such action is necessary because the

: icontractor ot assignee has not taken, or is not

—* expected to take within a reasonable time,

effective steps to achieve practical
application of the subject invention in such
field of use.

(2) Such action is necessary to alleviate
health or safety needs which are not
reasonably satisfied by the contractor,
assignee or their licensees;

{3) Such action is necessary to meet
requirements for public use specified by
Federal regulations and such requirements
are not reasonably satisfied by the
contractor, assignee or licensees; or

(4} Such action is necessary because the
agreement required by paragraph {i) of this
ctause has not been obtained or waived or
because a licensee of the exclusive right to
use or sell any subject invention in the United
States is in breach of such agreement.

(k) Special Provisions for contracts with
Nonprofit organizations

H the contractor is a nonprofit
organization, it agrees that:

(1) Rights to a subject invention in the
United States may not be assigned without
the approval of the Federal agency. except
where such assignment is made to an
organization which has as one of its primary
functions the management of inventions,
provided that such assignee will be subject to
the same provisions as the contractor:

{2) The contractor will share royalties
collected on a subject invention with the

" inventor, including Federal employee co-

7inventors (when the agency deems it
apprapriate) when the subject invention is
assigned in accordance with 35 U.S.C. 202(e)
and 37 CFR 401.10;
(3) The balance of any royalties or income
earned by the contractor with respect to

subject inventions, after payment of expenses
(including payments to inventors) incidential
to the administration of subject inventions,
will be utilized for the aupport of scientific
research or education; and

(4) It will make efforta that are reasonable
under the citcimstances to attract licensees
of subject invention that are small business
firms and that it will give a preference tea
small business firm when licensing a subject
invention if the contractor determines that
the amall business firm has a plan or

- proposal for marketing the invention which, if

executed, is equally as likely to bring the
invention to practical appiication as any
plans or proposals from applicanis that are
not small business firms; provided, that the .
contractor is alsc satisfied that the small
business firm has the capability and
resources to carry out its plan or proposal,

The dscision whether to give a preference in

any specific case will be at the discretion of
the contractor. However, the contractor
agreep that the Secretary may review the -
coniractor's licensing program and decisions
ing small business applicants, and the
contractor will negotiate changes to its
licensing policies, procedures, or practices
with the Secretary when ths Secretary's
review discloaes that the contractor could
take reasonable steps to implement more
effectively the reqirements of this paragraph
(k4. .
{1) Communication

{Complete According to Instructions at
401.5(b})

{b) When the Department of Energy
(DOE) determines to use alternative
provisions under § 401.3(a){4), the

" standard clause at § 401.14(a), above,

shall be used with the following
modifications unless a subs "tute clause
is drafted by DOE:

(1) The title of the clause shali be
changed to read as follows: Patent
Rights to Nonprofit DOE Facility
Operators .

{2) Add an “{A)" after *{1)" in '
paragraph (c)(1) and add subparagraphs
{B) and (C) to paragraph {c)(1) as :

_fol]ows:

{B}) If the subject invention cccurred under
activities funded by the naval nuclear
propulgion or weapons related programs of
DOE, then the provisions of this .
subparagraph (c}(1)(B) will apply in lieu of
paragraphs (c){2) and {3). In such cases the
coniractor agrees to assign the government
the entire right, title, and interest thereto
throughout the world in and to the subject
invention except to the extent that rights are
retained by the contractor through-a greater
rights determination or under paragraph (e},
below. The contracter, or an employes-
inventor, with authorization of the contractor,

may submit a request for greater rights at the

time the invention is disclosed or within a
reasonable time thereafter. DOE will process
such a request in accordance with procedures
at 37 CFR 401.15. Each determination of
greater rights will be subject to paragraphs
{h)}~{k) of this clause and such additional
conditions, if any, deemed to be appropriate
by the Department of Energy.

{C) At the time an invention is disclosed in
accordance with (c)(1)(A) above, or within 80
days thereafter, the contractor will submit a
written statement as to whether or not the

_invention occurred under a naval nuclear

propuision or weapons-reiated program.of the
Department of Energy. If this atatement is not
filed within this time, subparagraph {c}{1){B)
will apply in lieu of paragraphs (c}{2) and (3).
The contractor statement will be deemed
conclusive unless, within 80 days thereafter.
the Contracting Officer disagrees in writing,
in which case the determination of the
Contracting Officer will be deemed
conclusive uniess the contractor files a claim
under the Contract Disputes Act within 80
days after the Contracting Officer's
determination. Pending resotution of the
matter, the invention will be subject ta

- subparagraph (c)(1){B).

(3) Paragraph {k)(3] of the clause will
be modified as prescribed at § 401.5(g).

§ 401.15 Deferred detsrminations.

(a) This section applies to requests for
greater rights in subject inventions made
by contractors when deferred
determination provigions were included
in the funding agreement because one of
the exceptions at § 401.3(a) was applied,
except that the Department of Energy is
authorized to process deferred
determinations either in accordance
with its waiver regulations or this
section. A contractor requesting greater
rights should include with its request
information on its plans and intentions
to bring the invention to practical
application. Within 90 days after
receiving a request and supporting
information, or secner if a statutory bar
to patenting is imminent, the agency
should seek to make a determination. In
any event, if a bar to patenting is
imminent, unless-the agency plans to file

" on its own, it shall authorize the

contractor to file a patent application
pending a determination by the agency.
Such a filing shall normally be at the
contractor's own risk and expense.
Howaver, if the agency subsequently
refuses to allow the contractor to retain
title and elects to proceed with the
patent application under government
ownership, it shall reimburse the
contractor for the cost of preparing an
filing the patent application. :
(b) If the circumstances of concerns
which originally led the agency to
invoke an exception under § 401.3(a) are
ntot applicable to the actual subject
invention or are no longer valid because
of subsequent events, the agency should
allow the contractor to tetain title to the
invention on the same conditions as
would have applied if the standard
clause at § 401.14(a) had been used
originally, unless it has been licensed.
(c) If paragraph (b) is not applicable
the agency shall make its determination
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" based on an assessment whether its

own plans regarding the invention will
better promote the policies and
objectives of 35 U.S.C, 200 than will
contractor ownership of the invention.
Meregver, if the agency is concerned
only about specific uses or applications

- of the invention, it shall consider leaving

title in the contractor with additional
conditions imposed upon the
contractor's use of the invention for

- such applications or with expanded

.5

government license rights in such
applications. .

{d) A determination not to allow the
contractor to retain title to a subject
invention or to restrict or condition its
title with conditions differing from those
in the clause at § 401.14{a). unless made
by the head of the agency, shall be
appealable by the contractor to an
agency official at a level above the
person who made the determination.
This appeal shall be subject to the

procedures applicable to appeals under
§ 401.11 of this part,

§401.16 Submissions and Inquiries.

All submissions or inquiries should be
directed to Federal Technology
Management Policy Division, telephone
number 202-377-0659, Room H4837, 1.8,
Department of Commerce, Washington,

~ DC 20230.
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