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SOURCES OF INFORMATION

The text of this book is primarily baseéﬂ upon Vthe author's
30 years of corporate experience in patents and licensing. .He
was, for 5 years, a "One-Man'' Patent Dep_artﬁlent in a small one-
product company; for 12 ye'ai's, ~-“Mané,ger of a.i’atent Department
in a medium-sized, multi-product company; a.];’ld,. for the last 14
vears, Dlre ctor bf . Patehtg ..éind l.-L_i.C'-eflS 1ng m a.. Lllar g_e—, multl ~division
corpor:at_ioﬁ,- h':éir:in—g_ a f\lil,lj—étaf:f.ed Pg;téhf Deﬁérﬁmen’g;. - Most of
the proé'edure s set forth m t_he' text. .‘:are | basedupon prgﬁ-eﬁ___
experiericé". = | | .

Secoil?d'ly, th:e_éuthb_xj has feliedﬁpdn mterv1eWSW1th
Managéi‘bs' cﬁ Patént-]_jépairfz_rlnenté 1n other c:ori);)fatiéﬁs“ ‘and upon
articleé*gz{}%fitteﬁ by Pé;teﬁt Mé;_négérs, Whlchartlc'ies 'are"gi:ted in
the Blbllography From such sources, ',t'hg -é.ut'k-u‘)rfhg..s' ]{oé_-e_n able
to compare administrative a,nd fuﬁc;tioﬁal dufie_s and to fecommend
certain additional practices.

Finally, the author has taken cognizance. of the findings.
of three surveys of the patent function in certain corp‘orations(,.
namel_y, a study by the Industrial Research Inétitufe and two re-
ports of the National Industrial Con.ference Boé.rd,, Inc.. These

surveys are referred to at appropriate places in the text and cited

"in the Bibliography.
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.- INTRODUCTION .

.Ciorporate<-1‘-t'([l.e.ne:gernent is often '.at“ a'loss to understand and
to organize the- patent function in the company. . This uncertainty
arlses frorn the fallure to understand the proper functions of a

.Patent Department. Thls department must be orgamzed to render

services to many company departments Whlle mamtalnlng umty of “
patent pollcy The patent functlon should be consuiered as havmg
a four-fold purpose: |

. ‘. : 1 | .Protectlng the frults of the research effort

2, Prov1d1ng 1nsurance agamst lnterruptlon of
productien, R

3. Creating income by s’_e__.le -or licensing. of patent rights.
4. Protecti.ng ahd enforcing trademark rights.
There has been a lot.of discussion as to the position of the. .

Patent Department in the corporate structure, Some. Managements ‘

-
=

knowing that patent attorneys are technically trained and deal with .

technical innovations, have placed the patent function under the

.direction. of the_ Director of Research or Chief Engineer.. Other-

‘Managements have -con'sidere_c_ﬁ Only the legal aSp_ects of the patent

attorneys and have placed, the patent function under the company's

. —.5'—_




With further growth of the éompany, thére may be formed
joint ventures and wholly owned subsidiaries, both domestic and
foreign. The company has now become an inteérnational organi-
zation with many perplexing.le gai problems reiating to anti-trust,
distributorships, and. trade practices and :1ic;enﬁéing. At this stage,

the President or Executive Vice-President is no longer able to

give the time necessary for the é.dministration:of the patent_
function. This is the stage lat‘ which, in many '];.arge éorporatioﬁs,
the control of the patent function pas‘seé ’(;o'the ;corporate Legal
Depariment. | |

This case history indicatés that a ﬂexib_le attitude should

be taken by Management regarding the positioné of the Pa’:cent De-~
partment in the corporate structure. | é

However there are other factofs_ Whic::h- ;may‘ éétérmine
the place of the: Patent Department in the 'corpozration. If .the
.Manager of the Patent Dep.artment should be pr;omoted .'to Vicé-
-President or Corporate Secretary, it is likely Ethat the patent

function will continue under his control.  Further, the position

of the: Patent Department may be determined by the manner in

which the company grows.




CHAPTER I

POSITION OF THE PATENT FUNCTION

IN THE CORPORATE STRUCTURE

The Patent Department in a company ﬁormall-y per?_forms
a service for other departments; _the'refore, it should be con-
sidered a "staff' function instead of a "1ine" organization. While
most patent work constitutes an expense, a_cémpany with a well
orgé.nized 1icénsing program or a Patent Devc—?:lopment Departrﬁeﬁt
will find that patents can create income for.thge company. |

In small companies having a '"One-Man'' Patent Depart-
ment, the staff patent counsel fnay report to the President of the
company, to the Chief Engineer or to the Research Director.

In medium and large corporations, thé patent function may
be carried out in three differ'enf. departmental positions: 1. .'R.e:
pérting tc General Management, 2. Reporting to the Technical
Executive or the Director cof Research and Deyelopment. 3. fie*
porting to General Legal Counsel or the Law Department. Which

position is most advanté.geous for a particular company will depend




2. PATENT DEPARTMENT REPORTING TO A TECHNICAL
EXECUTIVE .

The term. ?.'Té..t:hnic'ét_i,_E;}:'e';:;tivé"; méan:s.‘ a Eiée -President .-
. to whom the Dife_dtbr of Research and De‘ve'lopnieht- and ,th‘e.Cb.ief
Engine'er report.,"..,»In some comp_aniés, ‘ th‘e Tecﬁnical Executive -
- may be_.-th‘e Viée -President for Research a,nd.De.velopment,.-

. The second most favorable .positio_n for fh-é patent .;function
is achieved when th_e'pateﬁt counsel or Manager of the Pafent i)e_-
pa J.'"'tme_nt reports to a Technical Executive. When the. conllpany' s
products-are of highly technical nature , this is a favprab,le_posifc-ion’
because (1) patent couné;—_}l or the Pat_enf Department has direct
contact-with the technical staff; (2) The pé.tent counsel or. depart-
me_n't. can keep constanily abreast of technic_ail advancgs anc_l_,' (3) .
The patent c'our'lse.l. of department is in a pos_ifion‘ to‘inﬂue,nce,
éompany policy on new devélbpme_nts. There are, however, some
i diéa‘dvantéges in having the patent function in the .’I_‘e"c'hni_cal Depart-
ment, such aé, (a) there may be a loss of objectivity in the_patent
opinions due to,inﬂ-uent:ef‘“of the Technical_Dirre,ctér, and (b) patent
servic_e’s_for other deparfrnents such as Produétion, rMer'chandising
; ‘and‘Salles. may be :neglected when the patent,c;ounse'l is working full

time for the Technical Department,
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TITLE OF THE PERSON IN CHARGE

The .person fespbnsiblé for directing ar}d carrjing out ‘the
patent function in the company rﬁay have v.arious titles. When
there is no organized \de'partment for paients, the attorney may be
called '.'Staff Patent Counsel”, and if there are two or ‘:n.aore patent
‘men in the company, the one in charge may be calléd "Chief
Péteni_: Cduns.el”. Where there is a department to carry out the
Vpa'.tent function, the person in chafge may be clalled ”Head.Manager”,
'fDirecto.f” or ""Patent Administrator''. In this book, the title,
"Manager' is used because it appeé.rs to be appropriate and widely
u_sed.- In many large companies, the Manager of the patent func_tién

may, in addition, hold the office of Vice-President.

TITLE OF THE DEPARTMENT

When the patent functions in a2 company warrant a group
title, thé customary title is "Patent Department”, but in some
com'p.anies, the title,. '.'l.:’atent Law Department” is used. Whén. the
patent function is carried out under the control of the Law Depa'rt- :
ment, the pater:1t attorneys may operate under the title "Patent

Section' or '"Patent Division'' of the Law Department.

-13-




_ CHAPTER I

'THE "ONE-MAN" PATENT DEPARTMENT

' Aé"lsoon as a company has ten or more pénding paterit

. applic,ai:ions}, .Q.r has become involved in patent 'li_iiigatiori, it is

" advisable for the ‘cbriipé.n)y to engage Staff pa'tehf couns'el,:. "In the
beginning, the staff attorney will sérve ‘chief'lly asa liaison be=
tween the company and outside patent c-‘ouns"el."‘,'.As the company

| gro\}vs‘,r'.t_he staff patent counsel can _gradu'ally'ta;ké over the soli~
citing of patents, at which time, there should'b;a formed a 8o~
c%aiied 1V'One -Man'" Patent Déparf-rnént..‘ |

s

In small companies h-aiving ar”One-—M'an"':' (one aft'ofney') ke
Depa-rf':r’n,ezit,. the é.tt_o.rnej} will usually report ;_to;t'hé""}'?{:e's:e'é.xbh" e
Dlrector or the President of the 'comp'elmy.“ Hov{revé‘r; the staff -
| af’c.ornéjrl should rely upon outside patent c'::ounseigl for assistance
in inté.fferéﬁcés and patent lappeal,s-.,,- Outside ccimns“el should ~
handle ﬁatent litigation with a‘SSis'té.nce of the 'St:aff patent coun-
sel, Ina survey in 1956 of 104 corporations having staff patent
counsel, 90% also u"tillliz_ed.p'u:“cSide patent. ;,c'ouns‘élz.- S

...15_ .




CHAPTER II

THE PATENT DEPARTMENT IN A MULTI-PRODUCT COMPANY

When a company produces alnilmber of different produéts
and fiies ov..er.ZO f)atent épi)lications_ per Yeaf, it 1S advisable. to
h:aw.-re.a a. Patent D.eparltmen;c- with twb or more éttorne'ys to handle
'Ip-aten.ts and trademarks. Each attlolrney should be assigned to a
particﬁiar, p;’odﬁct: S0 .that he beco_rries elxpert. 1n ifs. technology and
terrninol.o,g'fyl.- O'uts'ide counsel should be utiii_zed for all litigations,
complicated patenf problems and general consulation and adVice on
anti-trust pfoblems. When the éornpany has 1arb'or.'at.oriers' and
plants in widely separated 1ocation$, itis adviéable to .appoin_t_a
patent liaison, in each such location, who will report to the Manager
of the Patent Department, or to the attorney assigne;l to a; product

field.

_PERSONNEL ORGANIZATION OF THE DEPARTMENT

.In éha-rt I, ..1:here is élfllo{;vhn a Suggested pian for the person-
nel organ_ization of a.Paterllt Depa.rtment in é'rﬁulti—bfoduct company.
. The dé?aft;ﬁeﬁt rc;o‘mpris.es a Manager, Assistant Managef, cer‘fain

=17~




regl‘;{a;.tioﬁs of the.f"ur‘e Food & Drug. Admini.s,tra..tion,. and Fed-
era_l‘ Tfade CommiSs_ion._-',' Thereforze, it will b§ né_(;e_'ssary a;nd
.desirable:'_for_the:a‘ Maﬁagé_r _tq work c_lbsely _w-itﬁ legal counsél in
all "ch.es‘e‘ fuﬁ.;:tions.'. Thé detéiis of the. Mariagejr‘ s functions-are -
giveﬂ in Cﬁ;ptér VIi. | |

.' The Assiétant Ma_.rié.é‘er_‘ will have a two-fold reslponsri'bility:
(1): ..Serlvic'es and (2) Sollcltmg The services are s,faff_iﬂnc_tionS
avaiiablé to 3;11 the slo'licj.tbrls. . A detailed staterﬁent of the Assist-
an’_;. M‘é.nager"s‘zdufie's: also ;_ire given in ChapteréVII. :

 Ina mﬁlti-product company, the amourzit of searching will

pfoEably justifj the h_i".ring, of one or more 'full -éti_me éearc;hers,
who will be located in a Washington, D, C. offit;e. Unless the
compar‘ly"_s produgts .é.ll 1ie_ in the purely chemical Qr.._drug field,
the amount of drafiing wil}l f{géquire the serviceis of one or‘moxl’.e
_fuil—time patent dra}‘ts_men. The work 1oéd on.a chief clerk in a
muiti-product coﬁpany will usuaily be Srp':‘gI'Eazt that the clerk can
no.longer prepare forxﬁ_al papers for foreign fiiing. Therefore, in
a multi-productj__ company, it is advisable to. adéd to the service
staff, a full~time ”foreign. at‘tornéy“, .that is, an at.torney who acts
as a liaison between the United States solicitors and. the foreign
patent agents, A detailed statemenﬁ of the duties Qf. such a_foréign

- patent attorney are given in. Chapter XVI,
‘ o : -19-




CHAPTER IV - ¢

' THE PATENT DEPARTMENT IN A MULTI-DIVISION COMPANY

In an organization haviné* a number cf. .Sée.parate operating
lelSlOIlS _ each maklng a dlfferent product '11': 1s adv1sable to have
a central Patent Department -of the type shotzvn 1n the attached
Chaxrt LI, The de’partment should assign cer.ta?in attorneys to .-

‘_"handle alll the patent and trademark Work of each of the operatlng
' "d_itr_:‘t_sli__‘ons and 1n some ___casee 1t may be adv1sab1e that they be 10-
"cated at the ditri.sicn“ headduarters; chever, even 1f the operatlng

d1v1s:.ons are Wholly ~owned subs:.dlarles, a central Patent Depart~
ment is best. With a Centralkdepartment, it ts; easie-r .tro‘maintain
a unlform patent poilcy and to pollce the use of patents an-d trade-
_marks by the company and 1ts sub51d1ar1es. If necessary, th-'e.s-er—-
.vices, d.isbur,:g,ementskand a p_ercentage cf the _E'overhead”__of the
P.atentl‘Dep‘artment can_be _allocated. to each su]dstdiary Whlch ﬁn‘
reimburse the parent company ‘for such expensies - |
Thls central department normall;r Should be 1ocated in the

executiVG headquarters 'or central Research Center, but the indi—-

vidual attorneys reportlng to the Dlrector of the Patent Department




Likew‘i_se, _ the'.-admtaistr_ation of -_f.O_I_'eig_n- ,pate_r_;ts fpr_ all div-
| 131otls is handled by a Forelgn Attorney located in th,é’cénti*al
afflce atld reportmg to the. Director. This gentraliaation of for-
: etgn. patent work is e_ssantial in or.der_ to inte.gilﬂeata. the foréign filing
l.W:]'.'th the Vféql-li‘raments_ of the Intaraat.i;onal Dtvision a,nd-t_he foreign
llcen51ag program

Referrlng to. Chart 11T, 1t.is Iio,_t.edl‘th.at'eagh"majo-r rdi'vision
of thle.company has its own Patent Manager Whé ttrill supervise
What :'ts, -.in effect,‘ a Patent 'D.epartrﬁnent for .a single prodact or
_multl—product cbmpar}y .(‘s“ee ofgantzation ahatts I and ID). This.
means; that_,léach- dix?isional de'partment WiAll‘ mai:ntair'l. a serﬁca
Staff rnade -up of.a searcher,l draftsman and a: c'hief é'lerk., Whl].e |
.the sollcltlng staff may comprlse two or morewattorneys handlmg
patents'l but not trademarks for the partlcular lelSlOIl Howaver,
1f aat:h d'ixlrision has“its own public relattana aeﬁ)artraent (inélﬁdtng
aci\tértisitlg and publ.icity),.,traé‘iémar"ks'a.re p‘ros't.acute‘d..at tlte d1v1_
sional lével and the a‘ppr__@val of trademarks. USagé and pubiié.ity
. must be handled _al_sd at that level. . |
When a particular division has diéta_nt res’earch 1.ab'0ra-=
tories and pilot plants,. the d_i{r'i-sional‘Patént Mahager Wiil main-

‘tain Patent Liaison at such locations,

-23 -




profits by licensing, sale or exchange. The Central Patent Depart-
ment pérforms ‘a service funlc.;_ti‘on.for.‘the D_irecitor of Licensing.
Since 1ié:en.si.ng ié la.mid,dle activity betwe?n_ e:f:]é)_orting and foreign
manufacture,.‘.t.l.l.e“ 1icc-ensil<r1.g. program %nust be .caftrefu‘l_lly integrated
With the: cbrﬁpanslr’ 8 export eff.-o.l.*_t and the pro_ciiugc:tion -activities of
‘the. Inteirn:ationali Diviéi_on, .Fu_rth.(:ar_ detatil;e;d _Qéisc;‘r_iption\ of the
1iceﬁsiﬁg.funct-i:o_n 1s given m Chapter XVIIL. The staff of the-
f.l_iceﬁs;lng b_ffice need not ‘be large. _The:_Di:.c'le_c_tgr éf Licensing
éhéuid be a .te;h.nic.ally t.rained _patenf_ attorney..é_ He. maybe. as-
sisted by a t_e.chn‘ic‘al person thp has broad knq*éw_ledge of the
é:o.rp'orati'on'ls pfqduct line and a general law_yeér, _The latter may
bezldisperhs‘ed with if the Dire_gtér of Licenging has access to the

¥

servi_cés and advice of the Legal Department or outside counsel,

X | _ ‘
. PATENT PROBLEMS WITH JOINTLY~-OWNED SUBSIDIARIES

S0 many conflicts of interest may ariseébetween the parent
companies and their jointly-owned sﬁbsidiary, ;that it has been
foun..d,advisa.ble to have the Subsidiéry‘maintain:_ its own patent
counsel or Patent Department. It is very impo;rtant that both
parent .companies clearly define the subject fieid. and the date after
which all inventions belong to the subsidiary or very complicated
problems may _ari.s_e. To avoid anti-trust actiop, it is advigable

95




CHAPTER V

ADMINISTRATION OF THE PATENT DEPARTMENT

CORPORATE PATENT POLICIES
| Patéﬁt p(l)li.éies ar;e the responsibility of Mané,gemént,' aclfing
under resolutions Eﬁ the Board and ufiliéing “'che_-advice of both geh-
eral legal counsel and patént counsel‘_'. The type of poiicy that the
company wﬂi develop shciuld be geéred to the nature of thé company' s
operations. | |
SOme of the more 1mportant quest_ioﬁs. of policy and the sug-

gested answers are: 1. Should the cofnpajn'y take out patents on all

prac-tical invenﬁ'ons fesﬁlting from its research effort or only on
those that reléte to ité épecific products? Preferably, on all practi-
cal inventions, 2. What are thé'primary objects in obtaining pat-
ents? Protection and profits. 3. Will customers be charged a
royalty to operate under cornplany patents? Yes, whenka.‘ réyalty

is justified by the expense. 4. Will the pompany acquire 'i'fn‘ren—
tions from outsiders? Yes. l5. Will thé_ company license its com-
petitors? Yes, but preferably in excihange "for pai:'ents, not royalties,

;27-




It is the duty and responsibility of the. Manager of the
Patent Departﬁlent‘to sée that gé.neral eompany poliéieé are
followed, 'Whle'n new 1egis’1atio-n‘or' court decisions require a
cha_;;ge in policy, the..Mana;gerrshOuld recommend that change and
obtélin approval of thé Management and of legal counsel, after
which'a revision is made of the company's ' 'Guide to Patent . .

Policies', see Appendix A.

REPORTS OF THE DEPARTMENT TO MANAGEMENT.

The Patent Department should issue a monthly report:

'I.. - Invention Records. Submitted:(with short ab-
stracts) comprising a docket number, short
title for identification, inventor' s name: and
location and short abstract of the invention.

. I1,  Patent Appllcatlons Filed - comprising offi-

cial title, inventsr's nare, serial number,

* filing date and short abstract for each appli-
cation,

III. U. S. Patents Issued - comprising official
title, inventor's name, patent number, and
issue date.

IV, Trademarks Filed and Reglstered Wlth
7 classes of goods : :

This report should. include also a notice of the de-~

claration of any important patent interference or the filing and

decision in any pateht litigation. This reporf should be sent to

the President, the Executive Vice Presuient Dlrector of Research
....29...




7. Llst and Abstracts of All New Licenges or Sales
of Patents, Know-How and Trademarks: During’
the Liast Year with an Indication of the Fees,
.-Royalties or Other Con31deratlon Requlred under ‘
.such Agreement, -
The tii'Stribnt’ion of the Annual :-R-elr}io'rt'E should be the same
a8 for the;.Monttiiy"Report.' Thes"e'reports w111 enab.le' the Platent
Department to maintain good communications with Management
and enable Management to judge the pe'rto-rmance of the depart-

_ment with respect to 1ts budget.

STAFF CONTROL OF THE PATENT DEPARTMENT

In a multl-product and multi- d1v151on company, | the person\
nel..of: the. Patent_ Department may.be scatte_red.‘over.‘ a Wide area,
_ In such‘cases, it 1s strongly adv1sed that the Manager or Assmtant
_'Manager of the department vigit the attorneys and patent 11alson
‘ tvho are.not 1ocateq inf,the_ oentral_ department;__ About_two or three
times ea:o_n yearthe..lg\llanagjer Shonlt.:l.a,rrang..e.f,or'a ‘genle_ral S'.taff_;
.: meetmg of a11 attorneys to umfy the company patent pollcy and to
dlSCL‘LSS maJor patent problems such as, new produots new ac-
~quisitions an_ct__pate_nt litigation lwhioh rnay_‘ _ei_feo_t the company's
‘.operations. | | o H
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CHAPTER VI

PATENT DEPARTMENT BUDGET AND ACCOUNTING

The cﬁstomary practice in Amé‘rican ind:ustrial firms is
to congider all the costs of operating the Paten‘chepartment as
an expense which is written off in the year in which if occurs.

There are two exceptions to this general policy:; (1) .if the com-
"pany is founded upon'patent rights purchased fo:c;' a substantial
sum, such sum may .be capitalized and amortiééd over the‘ life
of the patents purchased, (2) if the priméry purposé éf thé
company is to develop inventions and exploit fhem by sale or
llicense ; the cost of obtaining the‘l patent is usualfly cé.pitalized
.and amortized over thé iife of the pa_i.:ents individuélly, Whilé the
profit from th-e.sale of such rights is treated. as a capital gain.
. Even if the costs of the Department are freated. ‘:éi.S. an expense,
the Management should realize that patents are fhe best insur-
ance agaiﬁst interruptioﬁ of production, the besti shield,for sales..

and that the Depariment, through licensing, sales and exchange -

of patent rights, can more than oif-set the annual cost of the
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ACCOUNTING AND CONTROL OF PATENT DEPARTME\TT
EXPENSES

| The Accountlng Department shonld a551gn a Spec1a1 account
nnm]aer to the‘_ Patent Department; Topay Governmeht fe'es,.of patent
and trademark-appltcaticnsj , the. Manager of 'the-'Patent Department
w-il.l' requeSt a. checll{'.f:er the :am'onnt 'needed; gi\;'ing the docket num-
ber of th.e appllcatlon, the name of the 1nventor and the OfflClal tltle
of the appllcatlon When the check is 1ssued 1t is deblted to the -
Patent Department account. Statements for "s’ervicee and fees of
out‘side partles, such as forei.gn age'nts; trademark s.earchers,
publlshers etc. are checked and approved 'by the Manager and
.:'then sent to the Accounts Payable Department for payment When
-:the payment is made the Patent Department account is deblted
accordlngly Offlce flxtures | statlonery and supplles W111 nor-
'mally be obtalned through the PurchaSmg Department which W111
notify the Accounting Department of the costs which will be charged
| against the Patent Department account. Travel expenses are re-
ported on the company' s standard form and charged against the
department,

Whether or not the Patent Department is given credit on
the books for income rece’tved from the sale and licensing of
pate'nts and trademarks is a matter _of company policy. . In the

f735'
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PATENT DEPARTMENT - ANNUAL BUDGET

Based upon Chart I Showing Patent Department

in.a Multi-Product Company.

| Total -
Salaries: Manager, Assistant Manager and 4 patent
attorneys, Searcher, Draftsman, Chief
Clerk v ireeseeoraneansinevonnedsannas ..$ 146,000
Payroll Related Expenses: (includes company share
of pension, life insurance, share of un-
employment taxX) . .veeeneicerenronranenn 18, 000
TTAVEL « v e et eneensrainernernsneenanaenneneees 10,000
Telephone, €1C.cvoeevioeinrresrsasascannansosdanas 3,000
Furniture Fixtures (annual). .. ..o e enesineeneennnen 1,250
- Repairs and Maintenance. .v.uueeresreerenveeeerenss 400
Stationery, Office SUPPlieS. . cveerierenrornercncesas 1,500
Books, Subscriptions and Patent Service_s. beav oo e 1,000
Patent and Trademark Application Expenses
(including forelgn). ...cvvnvnvrnvineannn 55, 000
Depreciation. . ettt ittt 1,200
Insurance {(share of public liability ingurance)....... 500
Miscellaneous....................................... 4,000
Overhead Applied to Patent Department g
{occupancy costs).vuiieveerivernirneranns 8, 000
Total..ovveeeen. .. $ 249,850
This budget does not include any contingency or reserve for patent
and trademark litigation,
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SECTION B: FUNCTIONS OF THE PATENT DEPARTMENT

DUTIES OF THE MANAGER AND ASSISTANT MANAGER

The. dutles of the Manager of the Department W111 mclude

Carrymg Qut company patent pollcy. ,
1Superv181ng admlnlstratlon of the Department
Checkmg 1rnportant patent estates on new products.
Serving as Chairman of. the Patent Filing Committee,
Furnishing: Management with monthly,. annual and
special reports of the Department, j '
6. Preparing or. rev1ew1ng opmlons on Valldlty and
infringement, C
7. Alerting Management of court dEClSlOHS, and com-
petitor's patents whlch may affect the company s
. business.. : -
'8, 'Servmg other eorporate departments in patent
matters. -
9. Approving processes relative to. 1nfr1ngement
10, Approving publicity and advertisement as to -
. trademark usage and patent notices. -
11, Assfnng in patent lltlgatlon both effenswe and
i defensive, . ; ‘ - _
12, Assisting in 1lcensmg and sellmg of patent rlghts '
~ . and know-how, z
13, Recommendmg purchase of patent rlghts from
., other parties. SRR

.

3 NN X l—r.'_
.9 :
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The Assistant Manager also is in charge of the service

staff of the Department. These additional duties include:

4, Supervising the Washington Search Oiffice. However,
' the individual soliciting attorneys will order searches
after such searches have been approved. '

5. Maintaining proper facilities for the draitsman and
regulating his work load for the various attorneys.

6. Supervising the activities of the Chief Clerk, es-
pecially as to the ""docket'' and the record keeping,

7. Serving as office manager for the secretarial staff.
If there is a "secretarial pool'', he will adjust the
work load between the various secretaries.

8. Training the Patent Liaison.

The Assistant Manager. should be.‘aware of the various )
activities of the Department, so as to be éble to run the De.-_ |
partment in the absence of the Manager. In a Well o:fganizec_l
Department, the amount of time required for the éﬁpervision_

of staff functions will be small so that the Assistant Manager

can devote his major time to the soliciting staff.

PATENT FUNCTIONS OF THE ASSISTANT MANAGER
Since the Assistant Manager normally will be more ex-

perienced than most of the soliciting attorneys, he is well quali-

fied to carry some important patent functions. For example,
the Assistant Manager will:
1. Prépare or assist other attorneys in preparing im-

portant patent applications.




- CHAPTER VI

SERVICE FUNCTIONS IN THE PATENT DEPARTMENT

The staff services of the deparf;nenf_are-usually provided

R

by a Chief Clerk, a Dra—fts-rnan, a .Searcher_'and',--'in large depart-

ments, a staff fore:lgn attorney',

_ DUTIES OF THE CHIEF CLERK

The patent functlon in a cornpany, Whetlrler small er 1arge,
req.uires a certain amcunt JO:E‘ record keeping‘in order 'for.th‘e Maﬁ-—
aéer to conl:rol the patenl: :acli\ritie'e and te proniae' infornlati‘on-on
the patent rlghts of the company -Usually, these dutles are car-
r1ed out by a Chlef Clerk sometlmes called a Docket Clerk or
Offlce Manager, In small departrnents, suchﬂdut'ies 'can be carried
y out by a semor secret\arj;r or a clerk WhO has had some’ experlence
l- worklng W1th patent counsel |

- The basm dutles of the Ch1ef Clerk are:
i, | To asmgn to each new 1nvent10n record a sep-
. arate "'Dockef Number" for 1dent1f1cat1on and

reference
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should be required toshow the Chief Clerk all actions before ..

~mailing so that she may enter this matter in her records.

‘ ;gég:ed -in drérf't'ihig...

THE PATENT DRAFTSMAN =~
o The makmgof drawmgs to Nlustrate applications for
patents,demgns and trademark51s a spec1a11:y In a "One-Man"
Patent Department, this function can be supplled by a tra‘.in'éd_
draftsman from the company' sr‘engine'éi"il-ig' déf)‘afic:ménf'oi; by use
of outside patent draftsmen. When the draftsman is not fully oc-

1

cupied, he can be trained to do p}a.tehf ab'sicré,ct‘iﬁg when not en-

' In very large corporations, it may be necessary to employ
several patent draftsmen, and in this case, it it advisable that

E

each man be assigned to a ‘specitfic field so that he becomes famil-

iar with what elements are old and so that he can profit trom pre-

vious drawings.

The United States Patent Office has published specific rules

i:.e‘garding‘the makiﬁg of paté.zit"dfa\ﬁ'rin'gsu_x."
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- After a trainee in the‘Was_hinthn Search Office has passed
the Bar _Exai’nir_);atal'bn, he may be moved into the corporate Patent
| Debartmen;c. Since{ he has been trained in the subject matter of .the
c_‘ompany' s products for_seve‘rlall years, he‘_is _Well quglified to serve

as a patent attorney.

THE PATENT DEPARTMENT LIBRARY

| _Thé;- Patent Departrriénf should have its own library or a
Séction in the Cérpora‘te 'Library. In small and medium cornpaiiies
the supervision of the 1ibra'ry can be ‘carlx"ied out by the Chief Clerk
or Cffice- Ménagér .c.)f the Department. In very large corporations,
with muc:iq litigation and fdreign activities, it rhay be neces'sar'-jr“.to
have & full-time librarian. The librarian should have training in
s'pecial-l.ibfé.ry work and should be able to make 1éga1 searches
and prepare abstracts.

The Patent Depaftmeﬁt should have the basic texts on pé.t-
ents, and.fx;adéma'rk iaw and practide, a .c'omp'lete get of Un_i-fedl. States
PatentS_Quarterly, refere.nce books on reétfictiire fracéle practices
and certain journals and services., 1f the company engages in
.fo‘reign. licensing or has foreign subsidiaries, books relating to.
for’eig'n 1icénsing, joint \‘re'ni.:urés. and 'foreign. anti-trust regula‘.-.

" tions Shlould' be added t.o th'erlibz.;érjr‘.
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S e o C.CHAPTER IX

/'DUTIES OF THE SOLICITORS
© The pate'nt"attoi"'ﬂey:s-’whlo file and'-pr'c)éecute patent and

trademark applications perform the inajor fﬁnctibns of the de-

Lt

Partmen‘tlnmultl—product and I?lult_i-é'iviSipn co_mﬁ)anies, ea_ch
attornéy should be. assié;ied to a par“ticﬁlar Suﬁjeét ‘matter or
product line so that he will become expert in it.. He may be lo-
 cated in the main Patent Departmerit office or assigned to a divi-
~"sio’ri’ai-r‘e'sé'arch'-laboratérylér engineering éx"oup. However, ‘f‘f‘ofr'i
a '"line" standpoint, he should report. to the Managér or Assistant
Manager of the Patént Department. He performs the following
duties:

1. He checks, acknowledges and processes each new
invention record in his subject field, ’

2. He abstracts the invention record and sends a copy
of the abstract to the Chairman of the Patent Filing
Committee,

3. If the record indicates that use is contemplated, he
requests or makes a preliminary search relative to
the novelty of such invention and forwards a copy of
his report to the Chairman of the Patent Filing Committee,

4. When filing of the application has been approved, he
prepares the domestic application and prosecutes it
through to final decision before the U,S5. Patent Office,
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CHAPTER X

DUTIES AND TRAINING OF THE PATENT LIAISON

Where the Patént_Depaftment'is located at a distance fr&rn
’qhel}\';.[‘e_ghnical Departments, (Research and Enginee"fing)'o'r; .'is not
gdjaceﬁt_ fo all th_e Manufacturing plants, it is :advis'a;bIé 'tb have a
_Pét_en_t Liaison sérve as a communication link between fhe c'eﬁtrél
Paten{: Department and these other units.; ‘If a paterit attbrnéy is
located in any of the Technical Departmen’gs_or pllénts,;_"the. 'sé'r—‘
vices of a Lialson are not needed'," in s§mé_orgéﬁiza-tions, the.
Patent Liaison ﬁay be termle-d ”pétent éervice ageh ", but the lat-

ter performs usually the same services.

DUTIES OF THE PATENT LIAISON
The Patent Liaison will:

1. Assist technlca,l or plant personnel in preparmg
invention records.
2. Assist inveniors in the proper execution of patent
. forms for filing and assigning patent applications.
3. Assist the patent attorney in detérmining the pro-
- per inventor or inventors of a particular invention.
4, Explain to the invenior the kinds of tests required
_ of prior art, and assist in preparation -of affidavits.
5. Obtain additional data if the invention record is in-
sufficient for the filing of a patent application.
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4., The parts and structure of.a. completes appllcatlon
.+ for an industrial patent, a deSLgn patent a. trade—
... .mark and g cop rlght. e , - : 7_'
By History of thé proseciution of a typlcal domestlc
patent application. . .. ... o S gl U e
6. . Explanation of the company s employee contract '
on inventions.,
7. . Explanation of the company' s patent award plan,
if any.
8. Description of the kinds of tests and affidavits
which may be required to overcome prior art
references, _
9. The requ1re_ments of a "cOmplete reduction to
practice',
10, How patents beneflt the employee, the company
and the public.

Most of these subjects are covered in the author's hand- -

book: PATENTS FOR TECHNICAL PERSONNEL, 2nd Revised

Edition (Advance House, Publishers, Ardmore, Pen.nSylvania.),
and this book may be used a:S. a reference text during the training
session,

‘When a Patent Liaison leaves the company or is moved to
another location, his replaeement should be given the same initial |
indoctrination in patents. Further, when major changes occur in .
the patent laws and rules or in company patent.policy, such changes
should be brought prompitly to the attention of the l.iaison. The
Patent Liaison should be visited f.requently. by the. Manager, Assist-—
ant Mar_tag_er, or the attorney to whom he reports in order to main-
tain good commﬁnicatidns_. 'Oft_e_;}_:a Pate_nt Liaison will desi_re to
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~ CHAPTER XI

PATENT INDOCTRINATION OF TECHNICAL PERSONNEL

The Patent Department can improve its communications

with the technlcal depértrﬁénté and sfimulété iﬁventioné by giving
the tec.l'-:mic_a.l.,pelrsc;nnel a be_tter .understandi.ng of patents. | Many
laboratories and piants have monthly nieetings.' at which speakers
are invited to 1eét'uré on sﬁbjects of general intere..c__'..t t.o the person-

nel. In _mé,ny cohgpaﬁies, '_t_hes'e lectures ‘are‘ a.part of the Manage-'

ment training program Iant::l'.é,r.é held during. busineéé_ hburs -in
other flrms, .tll'le. i_e.'ctu.xfel‘a.s are giveil as part of _a.pfogra;rﬁ before
a club or outside organization of the technical s::taff. In either
case, the Patent Deparrtr'ne\.r_l’c. lSh(‘)uldl offer a 30 minute illustrated
storjr on "How Patents Can. "B'enef'it‘ You and Your 'C'orn_pany”.

Some of thé_. s.lidé‘,s_ Wlﬁ.ch could be used are: |

1. Picture of Patent Office = comment on basis for
patents in the United States Constitution.

2. Reproduction of an improper and proper page
from a laboratory notebook. Explanation of the
rules for keeping a laboratory notebook, see
Appendix E,
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At the end of the lecture, there should be a question and
answer period, The discussion should be in language the scient-
ists can understand.and devoid. of legal terms or court decisions.

If possible, the Director of Research, Chief Engineer and
Plant Managers should be encouraged to provide their senior

scientists with a handbook on patents, such as PATENTS FOR

TECHNICAL PERSONNEL , 2nd Revised Edition, .(Advanc_:e House,
Publishers, Ardmore, Penusylvania). |

The rnore. the technical staff understands patenis and the
functions of the Patent Deplartment, the better will be their co-

operation with the patent staff and the Patent Liaison,
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CHAPTER XTI = . .

N

. PROCESSING INVENTION RECORDS AND APPLICATIONS

: Thé- Patent Départmént-should not rely on inter-office mé:—
:mos and meyre letters as méans fo_r te_chnical‘pérso_ﬁﬁel to d,escribe
their inveﬁtions. A safe_rr le_icy; is to usé a ﬁniforﬁl legal Iﬁvention _
Record for example, such és that shown ih -Apf)endix C, and obtain
.aufh_ority to re‘quir-'e- all inver‘:ttions-. to bé reébrded on su(.ihl forms
Such'a recbrd- has i:he advantage éﬁe.r memo.s and 1-e:1:terls'-.in thét it
requir'es thatlthe essential dates be inéerted, ‘it islwitnﬁessed‘. a;nd.
not'arize.d, Such a _recb.rd, together m;fith”the. relevanf' pagés of the
laboratory notebook will constitute the first Writteﬁ fecord o_f fhé
invention. Thé. section, | 'I'Pe.rmis-sible Variations'iniPrdportions
-rand, Alternatives in Eléments of thé .Inventio.n”_ should be ﬁlled out
-before the record is notarized. Tﬁe record Wili nofméllyl be exé-
cuted in‘. tripliéate W1th oﬁé copy being sent fo thel Patent Depart-
: menf, énother copy .beinlg ,f_iied with the .iﬁventof‘ s super\./.'isor,«" and

the third copy being retained by the inventor.
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6. After the novelty search and the comments of the in-
ventor have been received, the invention is.placed on the agenda
for filing,

7. When the application has been prepared, the inventor

should receive a draft for comment and correction before the ap-

plication is executed. The inventor should be advised of all office
actions and should receive a copy of each amendment and of the

issued patent.

USE OF SHORT TITLES

To aid in communications, it is advisable to assign to each
invention record and application, a ''Short Title'". The short title

‘should consist of not more than three words which are clearly in-

dicative of the subject. Such titles may be taken from research
reports or adopted from the manner in which the inventor refers

to the case, Trademarks may be used in short titles, for exampie,_

"Lamix Basic' (the generic invention); '"Lamix Coating''; ""Lamix

- Process' (contains process claims), etc. S'uch short titles should

be used in all opinions, reports and interoffice memos. Official

titles should be used only in legal documents,
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o CHAPTER XIII

THE PATENT FILING COMMITTEE

-

The decision as to what inventions should be.protected_.by.

patents will be the function of a Patent Filing Commitiee, Wh_.ich'

will meet once every two or three months. These meetings nor-

mally will be held in the Patent Department, but in multi-division

companies, the meetings may be held in the headquarters of each

division from time to time when inventions originating in a parti-

cular division are being congidered.

Normally, the Patent Filing Committee will bomprise:

Manager, Patent Department - Chairman

Director of Research

Chief Engineer

Manager, New Product Development

A technical representative of each of the
company' s major product lines.

From time to time, other company departmenté may be
invited to attend, such as Sales and Export. Note, that the Com-
mittee on Foreign Filing is described in Chapter XVI,

Some preparation Iis necessary for the Committee meeting.

. The Assistant Manager will request from the Chief Clerk, a list
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" CHAPTER XIV

" EMPLOYEE CONTRACTS ON INVENTION..

ADN;INISTRATiON OF THE EMPLOYEE CdeRACT

. 1. Adfni-nistrati-on: | The gehera_l.adminis__t_rafcion_ Of Em-
ployee Clilontr.a.cl:ts' on inventions .S'hou-ldl be under the jurisdigtip_n of
the -'P-étent _Dep;a.rtme.nt. _-‘Th_e_hb_ir_lding éf new el__r_nplojreeé undef such
cbn’;racts should be the-‘ obligation of the. Pe_rs_c_)nnei .Depa,xfgment:_.or
thé Indﬁstrial_Reiations_ Department. . The binding .c_)f preyiously:.
empioyed per'soﬁhél‘ sh_ould bé'the obliga't_ion o.'f._th.e Mgnaé__e_rs o)i; ‘
the manufacturing units and the directors of the techrlllic‘al depart—
_meflts.ll | o

| ‘2.'- Wh;at Cl.asse,s of Einployees .Shpuld,Executg the C.ic_vnj:r.a.ct?_

A s‘urvéy shows .i;hat rinveﬁlt-ions ;a.re .'_ma‘de_ by the cqrpq_r.at.e” pérsopnel
in: the following pr’c_)porti.on.s; 5 5% by. ki.?{.ese.arch and D_evel‘opmept,ﬂ'
2.5%.by the. E.}.xecutiv_e. and Admini_strativel Staff, 10% by the manu-
’fa'c_tu_ring ﬁ_employee:s;.--S% by Sal__es.._, :Th_e. g_en’er_a.l'rule to:b.e foll__o_wed
is ”T#é con’-cra-ct should be Sigﬁedlby all sélaried employees regard-
1esé _c_if jeb cl-a.ss:‘;f;ca’;:a;.on, provided ‘thej are supérvisin_g gr' enggging




TRENDS IN BMPLOYEE CONTRACTS ON INVENTIONS
' A'survey was made, by the author, of one hundred con-
tracts used by medium and large COI‘p(-)li‘a.‘i‘:iOI:?.l:é covermgthe sub-
| Jectof employée'rim}enfi‘oﬁs'. ."I"his' :s.i:zr{rey: broughtout the following
cl'oriéllﬁzs:i'oné: N | o .
1. There is a definite trend toward shortening the form
of these contracts byreducmg the nﬁrﬁbér of covenants .al’.l&by .
expfesging thé éd%renanfs 1n81mple lanngagé.

2. :’_I‘here is a ’créﬁd to'\::v'afdl“c:héﬁging the 'f;:.);:.'m of the
ag.r'é'éme'h‘c"from sténdair:d_llelgé,l‘ form with ﬁh;nbex‘-éd slec;,'tioh's to
a letter executed in duplicate. |

3. The percentage of éont;racts -..c.pnta‘.in,i-ng_”.whe:_r'e;a‘s'r' pre
_ :_clg.u‘:s?g is- suprijsir_l-g.l.y fsmall._, There is a tre_nd toward elimi-

.I}_é,ting the use of "whereas' clauses in these ,c.oni:ra_.cts..:

4, ,_B_as.ed on frequen;:y_ of use, the average employee .
~.contract is found to contain but three simple covenants: (a} The
;qbligati'oq t_q disclose, . (b). The..uoblligation to assign, -(c) The -

: obligat;on 1o execute _pap_eré relating to the empl_ﬁgyee' 5 inventions.
3. There 1s a tendency to, l_i__mit_ the field of inventions, to .
be assigned to thé: "'field of the employer! s business'' or to thlose.
'relating to thé emplqyeif"_s.p_rgduets_”_.._
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the title to the invention remains with the 'emplo'yer. When the em-
ployee makes a patentable invention distirictly beyond th_e'empl_ojrer' s
ideas, the title to such invention belongs to the employee but the em-

ployer acquires a shop right thereto.

EMPLOYER-EMPLOYEE CONTRACTS RELATING TO INVENTION

Since it has.become common practice in American business
to haﬁre Writfen agreemeﬁts with employees relating th in'venti.ons,
it is important to understand t.he ﬁé,ture and co.nséquences of sﬁch
agre‘e'rhents. In this chapter is a typical employee contract re -
lating to invéntions. This c'ontract'h‘aé been drafted after a Sur;\rey
of the co.ntra'ctsl in u_sé in 100 medium énd‘ large .American corpdfatiqn:s.:
and research institutions and may be considered an avérége_ ”pi:cl)"file”

of such agreements.

WHY CONTRACTS ON INVENTIONS ARE JUSTIFIABLE

.’I‘he confusion which may arise when ;51n employee inver._lts.. '
in the absénce of a written contract in advance makes such an
agreement almost a necessity in modern business. The em-
ployer hires fechnical pérsonnel with the uﬁdersfanding ;fhat they
‘are employed to improve the company' s .produ.c't.s.r Thé employer
provides, at no expense fo the .employ.ee", .technical facilities,

materia'l, assistants and the necessary capital, pays the patent 7
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(c) the 6b1iga{ion t.o eﬁcecﬁu’ce ;;apéré necessary to énable the em-
ployer to file applicatiens for paténts on the employee! 8 inventions,
In addition,. the following specific featufes. are present in the rnajof-
ity. of sucﬂfcon'tr."acts: (1) the employer's business is usually de-
fined so és to limit the scope of the invention to be a_ssi_gned; (2)
salary is the ﬁsualnconsideration, but the salary is no,t.s.pecified;
(3) the term of the contract is indefinite - it usually terminates
with separation from fh_e payroll; (.4) ﬁhe nature of _th_e.inventions
to be assigned are usually specified as all,invénti'o_ns "i-ela;ting to
the company's products'. The period during which inventions
must be assigned is usuélly ”during the period of his einployment”

or "'during employment and for 1 year thereafter'.

"HOLD-OVER" CLAUSES IN CONTRACTS ION ]:NVENTIONS
.”I—Iold—over” ciause.s are of two types: (1) those lrequiring
only the: assigﬁmeﬁt of cerfcain inventions and (_2) fhose festraining
service with a competitor for a period of time, In the survey of
100 contracts mentioﬁed above, only 18% contained '"hold-~over"
clauses, In general, such "hold-over' clauses covering inventions
but not restraining employment do not violate public policy unless
the restraints of time, or subjéct matter are unreasonable. In
general, the "hold-over'" period should not be more than one year,

=71~




CHAPTER XV

ESTABLISHING A FOREIGN PATENT POLICY

.M'iiiiohs of dollars are speiit every year by American in-
véstérs and co.rp‘or.'ationé in seekiﬁg.énd m.a;intair.ling f‘:o.re.ign. .pat;
ents, yét feﬁf of these patenté é.fe'evér conver.ted: into profits,
The reason for this- is 'thaf few éompanies bperate uhder é.définite_
foreign patent policy, and do not use :sufficierit caré iﬁ selecting

the inventions to be protectied abroad. |

THE CHIEF USES OF FOREiGN PATENTS

To :_forml‘l.la_te.‘. a patent pol‘i‘cy.for. the foreign markets re-
quires a knowledge of what féreign patents éayn ‘do'fo-r .a ‘company.”
The owner of a foreign .Ipé.tent_ha's four Wa&s 1n which to‘ profit
from his rights‘_:r, |

1. To Protect Export Sale;s: When the "fo'reign patent .co_'v?
ers the .product or. fahe..principal method of making the pfoduct qf
a domestic producer,  the féfe_ign patent may be. .uséd to protect

export sales by not granting licenses to foreign competitors.

73




trade deficits and currency restrictions make exports-to some
countries very difficult. The general rule to follow is:  never
try to license abroad a product which is no%t commerdial,

4, 'Patent*EX’c-'l.'riaiﬁge‘: " Foreign patents can be used in
cross-licensing agreements in which each party gains rights to
pateénts in its home cotntry which the other party may own. Where

there is little export competition between the parties, or the pat-

ents relate to different products, such exchanges may not charige

the competitive situation between the parties, but advance the
technical knowledge of éach. Where the cross-licensé is with a
“foreign competitor, care must be exércised to avoid restrictive

clauses which might raise anti-trust 'questions."

'DANGERS OF PREMATURE DISCLOSURES

The Patent Department should have the right of prior

applrpvlal Qf ‘all p_ublic ‘a.’ddresses _and publ_ication s0 as‘jcc? pr_eyer_fé
prer_naj:u_r_e _disclosure o.fl an invénti_on be-f-c.)'r;e tk.le_firslt flllng Such
prelrna;cure disqlosurés }n(ili mak_e it imﬁgssi_ble 1;0 oﬁta.in v.al_id.pat—
ents in most .of the céuntriés' adl‘w.eﬂrin,c.g,ﬂ to the internatione;.l één-
vention. When a disclosﬁre igs desired for purposes of publicity,
the disclosure should be held up until the patent application has
pbeen filed. This requires that proposed addresses and papers
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 'CHAPTER XVI-

SELECTING AND PROSECUTING FOREIGN APPLICATIONS

Great ca._re should be taken in selecting the inventions
which are to be protfec;ted _in foréign cpuntries._ ﬁpf_eign paterit
costs can mount rai)idl'y_i'i:' .tiler(_a is .indi'scfliminai:é 3.filir1g of pat-
ent appliications. abroad;- Fﬁ].;'ther, nearly. all- foreign q'ountries,
except Canada, réquire the owner to pay an annu’él tax or "annu-
ity" to maintain the foreign .p_a_tént in forcé and fhése taxes in-
crease du_rin'g the‘_ ter;ﬁ of the patent. Therefi_)r'e', it is advisable |

to utilize a Foreign Patent Committee to select the inventions to :

be protected abroad and the countries in which foreign applicati’ons

thereon should be filed.

THE FOREIGN PATENT COMMITTEE

' This Committee should comprise:

Manager, Patent Department - Chairman

‘Officer in Charge of Foreign Department
or International Division

Manager of the Export Departmen’n

Foreign Patent Attorney, Secretary of Committee
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country? (¢} Will the invention utilize a raw material available -

in the foreign country or will such ﬁ;a.’te rials have to. be ,,'ir'nport'ed ?

PROCEDURE_ FOR FILING .F‘ORiEIGN PATENT APPLIC.A'I‘.I(?'NS:
The srnall company _hairing few foreigf; patent appliéations___

per yéar will find it é.dvisable to util_i_ze ‘th'e éérviceé of (J)ne; éf .J_che

ﬁte‘rnationél patéﬁt firins; VFor Canada, and perhéps Great Brltaln,

the: 'applicati.ons may be gent direct "z.o'fo_reign patent agents 1n tiapse

countries, In medium and large corporations, it is customary to

utilize the U, S, based international patent firms for filing in the

less-developed countries where few cases are filed and to file in

the more déveloped countries by dealing d_irect. with forei'gn 'aigent-s.
in those coﬁntries.
In large companies having an bpérating Interha‘tionai_ Divi-

gion, a patent attorne'y' Wi_ll be based.in each fbreigr_l subsidiary.

In this si'tu.alfion, the filling. aﬁd pro.secuting-.of the fdreign fﬁé.tents_ _
in the. V'respecti.ve c.-ounfrie.s can be carried out by‘t_he f.oreign ati_:qrf-
ney undéf the.. supervisio%l of the .Central Patent Deparfment of tiqe
company. It .v{rill be thé responsibility of the Céntral Depa‘r_tmen.t‘
to intégrate ‘the Wofk :sb thé’s “un.ifdrmity in thé- écope of _the foréiéﬁ

claims 1s obtained,
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L 2.. .- COMBINE Many forelgn countrles permit the comblna—
tion in -a; Smgle appllcatlon of two or ‘more U, S -applications. that
relaté to the _saine invéntion; e_veri"if they are not.-by the same _i_nve‘n‘—_‘.

.tors.' The preferred practlce‘ is to combine applications, filed within.
one year of each other so that Conventlon prlorlty can pe claimed
for both applicatilor.ls_. l‘This _cOmbinat‘i'on'-_WﬂL ;'esult in.supstantial
Savi?.gs_ in doviefnmeﬁt- fees and 't_ax_e's and in translation costs.

_3.“ _UNIFY PROSECUTION, When foreign applications are
filed.by' Sepa.ré,te foréign ége’n‘ts 1n the‘differernt. countries, a sub- )
| s_tantial amount of duplication of effort results fl:ro_;m _the ._f'r;}c;t.th,_a’c_E _
eéch agent hés 1:6 rééeiv.e in;.strﬁétions to prepare the amendments
-after offi‘cer. aé_t-i'orﬁl. ThlS ei;fails' a 'substantial.arpount of corres-
pong;lence_; lon thé '.1:03,_1‘.1: of the _dpm’és:tic. attorney handling fore lgn
cases. 'I‘his.ud-upli.cation'bf ef:fol_ft can be avoided by utilizing a .
single patentr aglelnt ilr'llEurope to "handle- all European patent a.ppli_.—l_‘
cati_ons.‘ ThlS .ce_n‘.cr-'al ag'é:.nt' W_ili be given instru.ctions; regarding
ameﬁdmeﬁts aﬁd kép.t informed of the scope of the U, S, - claims ,_’ N
and he will send énﬁéﬁdm’éﬁts"ready' for filing to-his individual
'agents. This procé_dufé redué_és'=costs. and provides. for more uni-
,fofmity_ in théqczzlainis‘ in fhe ‘ciif.fe"r_'enf foreign applications.  Fur-

ther, transglation costs are not duplicated because the central
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FILING U.5, PATENT APPLICATIONS ON FOREIGN INVENTIONS

In an infernational éompany having bpe_rating foreign labora-
tories and plants, some inventions may originate abroad én_d_in due
course, will be offered to the parent U.S. compariy for filing in the
Uﬁited States. . Usually, the fofeign laboratory or plant will send
to the domestic Central Patent Depa.rtment a copy of the first filed
foreign application with an indication_of its use or importance to
the company. Such for.eign applications should be considered at
the next meeting of the domestic Patent Filing Committee, .Care
should be taken to see that any regulations of the respective for-
~eign Goxlrernment regarding extra compensation of the employee-

inventor have been, or will be complied with,




CHAPTER XVII
CORPORATE PRACTICE ON UNSOLICITED IDEAS

An unsolicited idea can-be one. of the most .troubleg_ome- and
"'c'oé'ﬁly problems to. company Management. . An unsolipited_ idea can
_create a condifential re-lation_ship which_can_c_ost_ the company many
rnillions,in.-litiga’tien, dahlage awards and aec.ountingexpenses..
In recent years, the improve:hen’c in produ-_ction techniques, the .
inc.reases“ in rese.a:r-'leh _etaffé_an'ci bhdgets ‘have' made many indﬁst—
ries substantlally ‘ihcil.epehdent of outside ideae Asmdustmal :
fechnology advances, the outSLde 1hventor is 1ncreasinﬂ1y 1ess able
to make a. 51gn1f1cant contrlbutlon ‘because he does not have the
7 heheﬁ.t of the lateet hnoW-hov& and _advances in the field. For this
reesen, rhost companies he.ve- a.dole}:ed e. eowneerva't-i\rre pollcy ré-
‘.garchng:fhe accepfance of ideasf from eﬁtsidere, ahd many cefni_' -
panles today refuse to accept an;% unsollclted suggestlons | The 'l
ba51s for these sfrleferlpollcies are: | . |

The idea,;is ‘freq-ue_ntly old a‘nd. not the property of the
submitter,

. . The company has already considered the idea and re-
jected it. '
. =85~




3. Prepare" a written agre'emént on. unsolicifed'ideas
and’: requ1re all Submitters to execute it (see the
'proposed agreement below).

4, Advise all salaried personnel of the’ company' s
policy and the name of the person who should re-
ceive all suggestions from outsiders. ‘ :

POLICIES ON HANDLING UNSOLICITED IDEAS

‘In a recent surirey made by thé author Q_n: ébrporate poli-

cies relating to unsolicited ideas, it appears that:

_Mpét 'co‘rlnp'ar.lies will 'accei)f ujnsblic'.ite“d ideasi. but not on a
confidential basis. The majority require that _th'é.S.ﬁbm'it't.er exe-
cut_é an égréemeh{ bé-fqré ‘the disclosure v&lrilll"bé-ac'c.ép_ted and

._e‘;v_alluate.d: ., .

. A few companies, especially those in the food and drug -

industries, will not accept unsolicited ideas under any cOndifioh_s;

Most céfhﬁanie'é will ;';Lcc.elpt only thoée disclosures which |
h.a:ve‘ be::en:, deSCrlbed in a pendlng pa-tént app'};icatio:rll or issued pa_.tént.
A few companies will accept disclosurés'- l:-)e-fdr"e 't‘l"le' filiﬁg
. of "a._ -pjaté'nt.. ai)pl_ic.:jétion-tflnerébﬁ, bu‘c ‘oﬁiy aftc:er"': ,thé___exe-c_utic_.)_n of an :
: agreé.ﬁient' | Waiviﬁg‘- a. c: onfideﬁfia,l ._feiétiénshipl _Ié:r' rany- r'e..s_p'dnsib"ilify

on the p;a,ft_ of fhe .company. -
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- Company agrees to notify Submitter whether or not it
is_interested in said idea, but, if not,.Company- shall not be obll-
gated to give any reasons for its decision or to reveal past or
present Company activities relating to the submitted idea.

g, It is mutuéll‘y agreed and understood that Company has
‘no obligation to pay a ”fmder’s fee' or. commission to the Submitter
or any other party. ' o : :

_ If you desire to submit your idea to'the Company under the
‘above terms- and conditions, kindly sign and return the duplicate

of this letter to indicate your assent to this understandlng and
agreement :

Very truly yours,

(Company Name and. Address)

Ac‘ceptéd this.....day of ~ Staff Patent Counsel
19 '
Submltter

STEPS TO TAKE UPON SUBMISSION OF AN UNSOLICITED IDEA

If a‘ letter arrives containi.ng: a disclosure éf an l:ﬁnsol.ici_ted
idea, when there is no previous agreé.ﬁent with the'.s'ender, .thé
following steps should be taken in the office: .

1 The 1etter and. all papers should be starnped Wlth the date
of recelpt and then. photostated

2., If the letter is to be re;ected the letter and papers
.should be returned (preferably the day_rec:ei_ved) by registered
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WHAT TO DO IF SUIT IS BROUGHT ON AN UNSOLICITED IDEA

Any legal service on the company or even a letter from the
Submitter or his attorney that a suit is or has been filed, should
not be answered by the Company, but should be turned over prompt-
ly to outside patent counsel. All relevant files on the subject should .

be submitted to counsel who will then prepare an answer to the com-

plaint or notice,
In recent years, some courts have held that, where a con-

fidential relationship is implied, an idea does not have to be new

or original with the Submitter, if it is new and unknown before to

the Company. However, in a suit brought against the Company
for breach of confidence or unauthorized use of an unsolicited idea,

the Company may utilize as a defense that the idea was:

. known to the Company before submission,

. known to the public,

. not new and novel,
. notthe property of the Submitter,
. not disclosed in sufficient detail.

The safest policy to follow is never to accept any disclo-

sure on a confidential basis and accept them only under a written

agreement with the Submitter,
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.CHAPTER XVIII

LICENSING AND SELLING PATENTS AND KNOW-HOW

NEED FOR A DEFINITE. LICENSING: POLICY
. Patent Licensing can.be a source of important income for
a company with-very little sales effort. 'Ho_we.v_er, it is important

that an owner S._hould--_ha\}fe a definite licensing policy. . .

'LICENSING COMPETITORS

o Whether or not a c.:orrllp-:‘a‘nj}kshoulrd 'liéenﬂse" 'ii"cs‘ cémpet'itoi’.s. '
depe-‘r.ldé uponthe in.rlp.orlt'anrc‘:.é of :.it-é.‘..p:afeﬁt's 1n the ]'-a'ii'si.r.lé'ss..‘ If :
tl'f1e. company's productls .cic;\..réred by dne or frioré basic pateﬁ£s
: arid the. patent clalmsare con51dered valld, 1t Would appear uﬁ-—
wise to license a competitor or to create a corﬁpeti’tbr b'y'gr_a.ﬁt’—
ing a iicelrlﬂé‘e.. | :I-.-.Ic:n;rever",. -fgr small .cogmparii_é‘s Ihé.x/:ing“nb national
dis1l::1"'ibultionl,‘ 11:18 ;d'\%isable: to grant one or more licenses '.f'or.
territbfiés thé.t cannot b'é széfv'éd bythepatent O;Nlné;f'. A pat-
ent r.elaﬁﬁg. to ba;kél_r-y. “g-éods owned by an Ears.t'é.r.n bdkéry 'c-o-uld
b.eﬂlic.e;rﬁlselci{r to aWestern brakeli;).r.\.ﬁthdﬁt s.ér.io'u‘s iqarm to tﬁe

business of the patent owner.




licensing is to attach to the product a label carrying the terms of
the license. A typical ,1_.-:9.bel_ -_1ic_enselhis‘the‘_ following:
_ Composﬂlons containing the material contained .
‘herein and processes for using the same are claimed ..
in United States Letters: Patent No. . cvvveroseeronnn

The price of the material contalned herein includes a

prepaid royalty at the rate of.......% of the.net sales

value of said material, for which royalty the purchaser
hereby acquires a non-exclusive license to use the same
in practising said processes, Anyone may obtain such

a license at the same royalty rate whatever the source

of the material used in the licensed process.

It is very important that such label 1icense's.i."rlc'1ude fhe
right of the custro-mer to use I;rlaf'er'ial purchaséd‘ from other
sources, 'Si'nc._:e it i illegal to require a Licensee to purchase
only from the Licensor,to obtain the license.

Further, it may be desirable to grant customers licenses
urider other company patéhts'not requ.iringz a éorhpany product.
Care should be taken that all such licenses are issued under iden-
fical terms to é(;')mpetit:i‘-ve-custo:-rners. However, When'cust‘omers
are not competitive, licenses may include certain di'ffEérren‘cé:s as
to territory and szl:)elcific fields of use without being considered

'. illegal even when the royalties are different.
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CI-I-APTERI XIX

THE ROLE OF PATENTS IN NEW‘

PRODUCT DEVE LOPME NT

' The use' o'fr patente in new' prodlict developme'nt ig often
_o_verlooked: until it ie'too late to profit by 'the.pr’oper us:eh oi
pate'ﬁté; o N
| '.Exper!ie,n.cie. ehovvs that. patent counsel oiight to be consulted
at leaSt four times in new produ_ct d‘evelopment... These oriti_cal 4
prot‘ecti—n’g' the new produ'ct,-. (c) in avoiding infringementand, (d)

in licensing the patents, “if any.

THE USE OF PATENTS IN SEARCHING

When a prOJect has been selected for development a great
deal of money and time can be saved by havmg patent counsel make
"a state of the art Search Such a Search W111 reveal the various

prior approaches fto solving the problem. _Failure’ to use the infor-
: mation contained in 1ssued patents and to rely solely upon pro-
fessional knowledge or the 11terature may result in Wasteful expendi-

tures and loss of valuable time in.climbing a path which comes to a

dead end, ' _ . =97-




- Before the "ldea Clinic" is held, the folioﬁinig st._e_p's
- should be taken: ”
1. Adequate hand samples of the néw product are prepared.

- 2. A brief technical description is pfepared on its method
of production.

3. 'The obv1ous flelds of use are classified and an agenda
- prepared for the meeting.

4. A leader is selected for each major field of use.

5._ Invitations are sent out about four' weeks in advance of
the "Idea Clinic'" date with samples and program.

The invitation to the "Idea Clinic'" may be Worded. along the
following lines:

The company has acquired certain rights to a
novel process for the manufacture of (name of new-
product) and is anxious to explore and evaluate the
potentlal uses of such a product

. We believe you can make a valuable contii-
bution to this study and, therefore, we invite you
to attend an '"Idea Clinic' which will be held in’

(place of meeting) beginning at (time of meeting).
The program for the: meeting is attached, together
with samples of the product,

Prior to the "Idea Clinic" we would appre-
‘ciate your giving some thought to the possible uses
of this product. Please write down your suggestions,
date and sign the sheet and have it witnessed by some-
one capable of understanding your suggestions., If
you can not attend the "Idea Clinic", please mail in
your suggestions prior to the meeting.
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cHAPTER XX

i Vo
Do

Often in research work,. a specigs of a generic.invention

will be. discovered first and the inventor may not.realize that a
;Efunda.m,enta:l b_é.si_c"invention-,;is' involVed. In;-suc-h cases, when

s

the 1nvent10n record is flled the Patent Department may file the

SpelelC case. Wl’chout glvmg attentlon to. the opportumtlesr for cre-
.atlng a ba.sm patent -estate If the spec1f1c patent issues before

B

the basm case, great dlfflculty w111 be experlenced in establish-

R YR i Do

ing a sound patent estate Slnce the basm case Inay be re3ected

on the-sp‘ecifiq,pa_tent,-

T S TS

The -Petent Dena-r’“c:ment Can.mete-rvila:lly e‘esist the com-

pany 8- mventors by urglng ’F:hem to round out the 1nvent10n

One technlque to accompllsh thls is to make a chart of the vari-

oo o
LY

ous elemen‘i:s and cornbmatlons Whlch may be posmble Whlle
utlllzlng the basm concept of ‘che 1nvent10n For example, -.as*?
sumlng that the 1nven1:lon relates to a new method of polyrnerl--

L

zation resulting in new polymers, the Pa‘tent Departrnent should
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The corporate patent attorney should never assume a mere-
ly passive role in invention, but should take a positive and construc-
“tive attitude to an initial discovery in a new field. The attorney
- should make up sﬁch a chart, discuss it with the inventor and urge
him to. test each of the several elements in each of the lines of the
.chart. Out of this joint effort may come the realization that the
invention is a basic discovery capable of many variations. In this
case, the first application to issue should be one in which the
broad range of components, states, additives, process factors
and uses are all included, with specific applications to follow on
divisible subject matter.

While only one or two of the possible combination of ele-
ments may be used commercially, becausé of economics and de-
mand, nevertheless, the company will have éstablished a broad
patent estate by which the used embodiments are fully protected

from competitors being surrounded by all reasonable variations.

_AUGMEN'TING THE PATENT ESTATE BY PURCHASE

During the prosecution of the various applications under
the pé.tent estate, it is possible that another party may patent a
specific step in or a particular use for the invention. In this
event, the Manager may wish to recommend that the company
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CHAPTER XXI

ADMINISTRATION OF TRADEMARKS

- While 'the-Patent Department will have the responsibility
of approving the company' s advertisements and promotion ma-
terial With respect to use of trademarks therein, the best pre-

ventive for misuse is the training of the company and its custom-

ers in the propef use of trademarks. Thle.refére, rather than
playing‘ thé role.of. ”po.liceman",‘ the Pafenf Depéftment should
engé.ge in ”teaching”I the .proper usé of the company' s trademarks,
This is best accomplished by publishing a booklet on "How to Use
the Company's Trademarks''.
The Patent Department should prepare such booklet and
it should contain at least the following:
1. Kinds of trademarks and the rules regarding their use.
a. Trademarks used on goods sold.
b. Service marks,
c. Certification marks.
d. Collective marks.
2. VWhat. is é trademark? --explaining how tx"'ademra'-rk' |

-rights are obtained by use on a particular class of -
goods or services.
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right 17:0”1;89 a rcertificat;\oq ma_rk_ 'is granted, and to'withd_raw the
x_'i.gilht té ‘usr;e‘ such t,_ags if t.he quality standards are not maintained.
"Collective marks" are marks useéd by all the members of
a trade association on identical goods. I—Iére also, a'éjual'i"ty stan-
dar_d,_ al(;c.‘ept_z?.ble to all members of the as sociation, -‘shourld be
_lgdgpte_d and the right to-use the mark shoulci be contingent ﬁpon /

the user maintaining the quality standard,

USE OF TRADEMARKS IN PATENTS

| .'A tradéﬁ{s;rk i‘s...not :.alllﬁa‘rné for.-a. Product-. Itis a ,bI‘and.. |
Wh_i(:h mdlcates lthe: 'o::r.'i:glin.of thé' goods Trademai‘ksi:@éy.be re-
newed and the ri‘ghts‘ in‘.a‘.;r;la-.rk W.:'Lllrl."-,a,.ks'.t-as..long as’t.he mark is
used properly and enforced. For these reasons, trademarks.
should not be used as. substitutes for generic terms {nouns) in
patent applications_. If the inventor: does not know the chemical
composifcion of a .s:iubstancle or the ingredients in a mixture em-
ployed in the inv_entié_r_l, such information should be .sov.ght froﬁ ‘
the maker of the product employed.. 1f difficulty is experienced
in obtaining this information, the Manager should seek the as-
sistance of the Director of Purchases. If the owner of the mark
realizes that the invention may create a new market for his pro-= '
duct, he will be more likely to. provide the information needed.
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"SECTION C: SERVICES FOR OTHER DEPARTMENTS -

CHAPTER XXII

SERVICES FOR RESEARCH AND DEVELOPMENT

This department is the chief user of Patent Departmenf
sefviééé.. Thé Patent Department Manager or his assistant
should be 'invit‘ed by the Research Director to attend staff meet-
ings whenever new projects are té be discussed. The patent
attbrney working in a sp'ecifiq product field should .receive' regu- .
1_ar1'y copies of pei-iodic réports issued by the laboratory on

projects in his field.

The Patent Department can serve this department in two
ways: (1) providing patent clauses for Government contracts and
for research agreements with other companies, and .('2) by play-

ing a role in new product development, as described in Chapter XIX,

PATENT CLAUSES IN GOVERNMENT CONTRACTS

The patent policies of the United States Government agencies

and departments, such as the Atomic Energy Commission, Defense

Department, National Space and Aeronautical Administration and the
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other company designated by the Government under reasonable .
terms. On important %nVentions which are critical to the com-
petitive field, ‘it W_ould';be'be_tter to refuse the Government con- .
tract than to lose contré-_ol- of the market by forced licensing of -

competitors. -

INVENTION MADE DURING WORK ON A GOVERNMENT
CONTRACT ' ' _ - '

 When an invention is made during work on a Government
.clontract, title to the ir:xvention normally will reside in the Govern-
ment, if the invention ﬁras made utilizing the fac‘ilit,ies and money
supplied to_the company_by the Governmenj:. - Even in this case,
it would be well for th§ company to insist upon retaining a ”shgp‘.

right' to practice the invention in its own business.

OPERATION UNDER PATENTS OF OTHERS

Whenl the company.is_'-required to operaté under patents.-of
6thers in oi‘de_f té éuppiiy 'a‘;Gr_overnmen.t requirement or {_o carry
out fesearch uﬁder Gox_zrerninent contract, care éhould.ber takén 10
éee that all-neéessary:iicenses. are obtained from t}}e pé.tent oﬁnef,
ei.ther by direcf 'ne‘g"otia‘cior.ls or x'n.r.ith ti’le aid of the Government,
otherwise, the' patén.t owner ca'ﬁ' sﬁe thé Gévefnment in "the U.. S
Court‘ of Claims,
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CHAPTER XXIII

SERVICES FOR THE PATENT DEVELOPMENT

DEPARTMENT

i‘viany oonlpanies. have .]oroad .r.esearoh progreme but .na.r-
rovs.r product 11nes, for exarnple, a cornpany may carry out funda—
mental research on polymers, but 1ts only trade mterest ﬁla;;% be
in synthetlc fibers. Accordi_ngly,_ suc_h oompanies often obtain a
_1arge“number of patente Which. are not.util.ized. ‘In this case, | 1t

is adv1sab1e for the company to organize a ”Patent Development

program by Whlch Such unused patents may be developed to the
commercial stage_and then licensed or sold to others, The Pat—

ent Development program is best carried out by a separate de-

partrnent lying between the Patent_.Depa.rtment .and the Research
Department end calling upon ]ootn of these for .essisl_ta_nee. o
Under thils‘mode.rn procedure for convertinlg unufs.ed pet—‘
ents into profit’s,- the old fasnioned __method of sending_ a copy ot ‘.
a patent Ey mail t'p"é.. p_rospectie a'.be.ndoned., In contrest, tne _un?

used patents are screened, evaluated as to technolegy, economics,
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the project is subm_ittecl to Managemeﬁt for a decision: Will the

company manufacture or license the new development?

SEARCHES FOR' THE PATENT DEVELOPMENT DEPARTMENT
If the decision is to license, the Patent Department will
provide the following searches and opinions:

1. A Patentability or Validity Survey., The searches should

be thorough and should include United States patents, foreign pat;
ents, and the teéhni_cal literature. The searches should be more
thorough than the so-called "preliminary novelty search'’ usually
made before é patent application is filed. A feport and opinion of
the attorney, with pertinent references, Shouid be senf to fhe Man-
ager of the Patent Department.

2. A Patent-Infringement Survey. The validity search

should be made first and, if the invention appears to be novel or
the patent valid, the patent attorney should be asked to consider
whether or not the invention could be practiced without infringing
any valid claims owned by others. r.I‘he patents having claims

that might be infringed should be sent to the Mané.ger of the Patent
Departiment by the attorney, with opinions as to the probable va-

lidity of the claims.
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' CHAPTER XXIV -

SERVICES FOR THE PRODUCTION DEPARTMENT

Fo:r: thls De?ar’écment_, trhe Patent Depérrtment, will _funcj:i’o:n
_in three areas: : | ‘l | |
| .1 . O._bta;}ning p%rqte_cti_;bn for new_prodgqti;)n‘ .metlr}'od\s, ma-
chines .and producfs. |
2. Defending the company against int'errliption of prodﬁ;:t-
ion by suits brought against it.
3. Approving éhanges in manufacturing specifications

which may raise a QueStion of patent infringement. The Patent

. Department will checkfthe Official Gaiette of the U.S, Patent Of-
fice regularly and bring to the attention of Management .any new

patents which may effect current or proposed production.

PATENT CLAUSES IN CONSTRUCTION AND REPAIR CONTRACTS

When a company reqliires an outside contractorto constructor
repair a paténted' mac}line from blueprints and specifications, but
utilizing the facilities (?f the contractor, the contract should clear-

ly set forth that the contractor acquires no ''shop-right'" by such
117 -




 CHAPTER XXV

' SERVICES FOR THE SALES DEPARTMENT

Tne; Patent Depfartment' will have the'res-ponsibﬂ“ity of ap-
.:prevmg all 1nv01ces shlpplng labels and container 1abels as to
.Ipatent and trademark notlces They will cooperate Wl‘th the. Le—
‘gal Department in pr‘eparing customer 1icenses of patents and
trademarks, sales contracts and guarantees. They will advi.se"'
t]ne Salee Department on trade practicee so as to avoid ﬁola-
tlons of.the fiobinson—l?atman Aet, the anti-trust 1awrs, ’thernles
of the Federal Trade dommission on iabeling, of the.Pure'lFeed
and Drug Admlnlstratlon and the regulatory agenc1es of the State
and Federal dovernment

The Sales. Department should be aware oflthe intended uses
of the prodncts it sells. The courts have gene}:‘a11§r held that lack
of knowledge of the use of a product does not rel'ieve? the lvendOr
of the eharge of eontr'ileutory infringement. _ The eompany should
either inform itself of the intended use of its prodnct_s dr require
the Purcnaser to‘ proviide a warranty to protect .it against 1iab]'_1ity

for infringement resulting from re-sale or use. .
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Moreover, the Sales Department should be cautioned not
to warrant that the usei of the product will not infringe any valid
patent. | It may be necéssary for the Legal Department or counsel
to formalize a warrantfy cléuse or a disclaimer for the protection
of the Sales Departmeﬁt. | |

If the Sales Department desires to give a customer an ex-
clusive right to sell a.new product, this agreement shou_ld_ be drawn
by the Patent Department With..the assistance of the l.egal Depart-
ment or legal counsel. | All such agreements should be for short
‘ terms: one season, one year or; at the most three years, and the
customer should provide a consideration such as royalty.or a pro=-

mise to promote the product in a specific manner,

~USE OF TRADEMARKS
The Patent Dep;ztrtment should have the authority to approve,
| before printing, all salées invoices, shipping labels, packing slips
and labels on merchanciiise with respect to trademark use and re-
gistration notices. The Sales Dep_artment should be instructed in '
the use of the different kinds of trademarks: marks used on gorods
sold, collective marks, certification marks and s_ervicemarl%s.
For more detail bn this subject, reference is made to the Chapter

XXI, "Administration of Trademarks',
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'CHAPTER XXVI :

SERVICES FOR PUBLIC RELATIONS DEPARTMENT

The term "public fé'latiéns'”__éncompasé'es_ the entire field:
of -‘advertising, publilcity-, press interviews, sales promotion,
trade’ exhibits,‘.speé-chés, lectures, published papers, labels, cata-
logues and brochures on new products and technical service bul-
letinsr, Ther.efo're ; public relations includes every*pont"aet of the
company with the public, except the actual sale of the product.’
The Patent Department normally has the responsibility for ap- -
proving all publj.c__relations ma.te_rial,_ expeciall_y advg)rtisir{g.
labels aﬁnd:pubf:L.ic.:ity r.'_ele'ases; _ A pé.rﬁcula%‘ péfenf ..attc').r.’;ney.
sh;)ul.d be a‘.s.sizgned tcS ‘c:.arry.o.ut th.ese. fﬁnctio.ns. .under‘th.e bol;icy

of the Management.

PATENT NOTICES ON PRODUCTS .« =

The general rule to be followed i$ that the public should:"
be informed when a product is patented, is made by a patented .
process or apparatus or -hwas‘ a patented use, The fact that some
product is patented:or iS-p;atentablé gives it a certain aura of
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company intends to enforce its patent righté_. upon alleged infringers
should: also be avoided, since statements may create a éontroversy
and provide the basis for a ''Declaratory Judgement' suit by others,

_even if they are not the party being threatened. |

PATENT NOTICES ON LABELS

When. a product is pé.te'_ntednor-. made ‘-iiﬁder. a patented pro';'
cess or with é,..patehféd apparatﬁ_s, it is "ﬁi'op:é‘r to add to the label
on tl'.le.-pr.'csduc.t}'or its container the noticé:' ”Patehtéd,. u. S Patent
.Il

NOu.voeevonosnnss' or "Made under one or more U. S. Patents. .

e et eeereraei " Where tllle' product is box}féred
bjr moré than oﬁe ﬁatent, p.ate.nt counsel should Chéck the patents

to .as‘cé'ft-;ain.if therels Janjr overiappiﬂg .Aof the Ciaifns of the diffef-
ent ioatents, . 1:'0 avoid:doﬁbulé: patentiﬁg. "Déﬁble ':p:atehtin-g“ ficans
that two or more p,atents_..have_ peen obtain.e_d oi’; the .sa{mﬁe =inve_rl_’t:iplrrl
by the patent owner.._ If fhe two ,patent; Wefe not issued on 1:1r.16‘ same
- day, then th_e‘_s'e cond. patent will conls_titqte‘an unlawiul ex‘ter_is:"g.on__

bf the monopoly of the first patent to issu‘e,‘._ and this may c_ausc§

both patents to be held unenforceable.
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Publit:ity on patents is also justified when a 1iceris_e has
been issued on important inventions. The proposed press re-
lease should be submitted to the Licensee and approved before
publication, When Such 1i¢enses have been issued in one courit-ry,
the release will often fesult in inquiries for licenses from other

- countries, |
Likewise, the e;stablishmeqt of a new business or a joint

company to manufacture a new product under a patented process

is a proper subject for publicity. Here again, the owners of the

new company or the other partner in the joint company should

approve the press release before publication.

i

- PUBLICITY AND PATENT LITIGATION

Publicity .by the cémpany on patent 1itigation——either de-
fensive or éffensive—-should be very restrained, . When the com -
pany files a suit against an infringe:;', it is advisable to make only
a brief notice in the press, which notice should be approved in.
advance_. by patent counSel in charge of the suit. Such notice
should contain no clairﬁs that the company will win the sui_’ﬁ and no

threats against other alleged infringers. Likewise, when the com-

pany is sued by another party, the Management should not make
any statements to the press, but merely point out that ""The com-
pany denies that it is infringing the patent mentioned and that the

“matfer is in the hands of our counsel."
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. SERVICES FOR THE PURCHASING DEPARTMENT

. The Patent Department may be ca.l_.lled upon to approve pat-
ent clauses in Vendor's C,o‘.‘ri’gf-é.-gfs and 4t:q:7d'r'-éf.t gu‘afénf_ées- relating
to patent iﬁffiﬁgéme’ﬂti |

PATENT CLAUSESIﬁ PURCHASE ORDERS AND SALES
CONTRACTS ' :

The Purchasiné_ Department is frequently called upon to
sign contracts with ven;do'rs regarding raw materials and semi-
manufactured parts, rI:‘he purchasing agent should inquire whether
there are any patents which might be infringed by the intended use
of the purchased items. The safest procedure is to require the
vendor to furnish a ''Seller's Warranty' of which the following is

an example:

Seller warrants that the use or sale of the ma-
terial delivered hereunder will not infringe the valid
claims of any patent covering the material itself; but
does not warrant against infringement by reason of

the use thereof 1n combination with other materials
or in the operation of any process.
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©  CHAPTER XXVII

SERVICES FOR THE INDUSTRIAL RELATIONS

DEPARTMENT

‘The Patent 'Dépgr‘&_r_hen’c may be called upon to dféf_t patent

¢lauges in labor union é:on_tr'ac'ts and assist in'-the'exa'minatioﬁ‘ of’
ideas submitted under any.Sugge'-sted System operated by the In- :
dﬁ"s't__ri'al.Rélat'ions Dep‘é.rtment. The Patent Department will co-
merate with the_Iri.dust:E‘ial, Relations Department in the adminis-.
tration of employee contracts relating to inventions, The Patent

‘Department may assist in 'Management Training'' programs.

 PROTECTION OF KN(DW—HOW AND TRADE SECRETS
A subject’ Q’Ioseiy related to inventions is the protection of
know-how and trade secrets against unauthdriZed use and disclosure
by f'ormef emplbyees,' ‘The bas‘ic. principles in this subject are:
One who disclbsgés or uses another's trade secret, without

a pfivilege td do so, "iszfliiable %o the other if: )
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- REMEDIES TO PREVENT UNAUTHORIZED USE

" Where the trade secret or know-how is.of patentable nature,
‘Management' s best. meéan&tc&-protect-ifs ri-g’hts 'is to obtain patent
protection on the subje%ct matter. ..

Where the trade secret or know-how is not patentable, suit
may be brought in a; Féd_eral Digtriet Court or suit may be brought
._in a State Court where. ;jurifsdiction over: the former employee may
be obtained, Suit mayébe brought both against the former employee
and his new employer-f;c‘m én injunction against further disglosure
of the secret or know-how and against its use as well as for-an
a.ccounting of profits dérived.from its past use. The new éfriployer
. may also be sued in thé Federal District Courts for patent in- -

fringement, - if the subject matter is pateénted.

PATET;\TTS AND | THE PROFESSiONAL | UNIONS

While the number of scientiéts néﬁ or,;ganizéd i.n.indepeln;
dent bargaining units or as a part of national labor unions-is rela-
tively small {about 40;(;]00 out of a national total of 815, 500 in Jan- |
uary 1960), it is-timely for Management to establish a definite

policy on patent clauses in union contracts,
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""The Employee hereby agrees not to divulge .
to any ‘unauthorized person any confidential infor-
mation acquired by reason.of his employment by
the Employer. The Employee agrees to keep, main-
‘tain.and. make, available to Employer complete and
up-to-date written records, including photographs
and drawings, of his inventions and improvements
relating to Employer' s business, all of which shall
be the property of the Employer. The Employee
agrees promptly and fully to disclose in writing to
the Employer zall inventions and 1mprovemen1:s
.. whether patentable or not, which relate fo Em-
ployer!' s business that the. Employee may, solely
.-or jointly, make during the period of his employ-
ment by the Employer, and Employee further
agrees to assign and dogs hereby assign and trans- .
fer to the Employer all his right, title and interest
- in and fo all such.inventions and. 1mprovements and .
in and to any Letters Patent or application for Let-
ters Patent thereon.in and for all countries, and .
Employee further agrees, at the expense of the Em-
- ployer, to do all things and to execuie and deliver.
all papers necessary therefor Whenever g0 requested
by the Employer,'

-An analygis by the author* of 17 existing union contracts
containing pafent clauses shows that sometimes the following
_additional features are‘ included.:
1., Release of the invention to the employee, if the com-
‘pany decides not to file an. application thereon; 2, Retention by
the compapy of a shop right, when an invention is released to an
employee; 3. Awards of from $10,00 to $100, 00 to each employee
*See "Busginess aﬁd the Professional Unions', Advance House,
Publishers, Ardmore, Pennsylvania,
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CHAPTER XXIX .

' COOPERATION WITH LEGAL DEPARTMENT AND

OUTSIDE PATENT COUNSEL

The Patent Department W111 ass1st the company Legal De—
partment or outSLde 1egal counsel in superv1smg the compllance '
of the company-with Governme;nt" regulations regarding trade :pra:c-
tlslng, | iaheling, Iand .adVerti"si.ng' ciairns. The Patent Department
W111 ass15t outmde le gal counsel in 11trgat10n 1nvolv1ng defenswe |
or offensive pl'atent suits .and traden‘i.ark infringements and actions
brought by the Government Departments and regulatory agencles
and 111ega1 trade practlces Further the 11censmg attorney should
submlt to 1ega1 counsel“al-l proposed agreements 1nvolv1ng the |
sale, purchase; 11cens:.ng or exchange of patents for checks a-
galnst v1olat10ns of the antll-trust laws or rules on trade practlces.
In this connection, the' ofﬁcers,' _department head"s and plant r'nan;-
agers should be supplied with a guide to patents and the anti{—truSt
laws, such-as the book ""Patents for Management" (Advance House,

Publishers, Ardmore, Pa.).

137~




HOW THE PATENT DEPARTMENT MAY ASSIST IN
INFRINGEMENT ACTIONS

In patent litigation--either defensive or offensive--the Pat-
ent Department can play a constructive role, The Department can
serve outside pafent counsel in these ways: |

1. Assist in validity and infringement studies,

2. Investigate possible alleged ''prior use' of the patent
in suit, ' :

3. Supply information on the foreign patents corresponding
to the U. S, Patent in suit. :

4. Investigate the possibility of ''file-wrapper estoppels"
or laches. '

5. Find and interview probable witnesses.
6. Assist in the selection of an "expert'" witness and pro-

vide such witness with technical information regarding
the company and the matter in suit.

7. Prepare motion pictures, slides or pictorial exhibits
which will Illustrate the differences or similarities
between the alleged infringement and the patent in suit.

8. Supervise the making of tests in the laboratory of prior
art and of alleged prior use,

9. Arrange to supply outside counsel with adequate exhi-
bits, samples and copies of prior art cited.
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 APPENDIX A

CLAUSES FOR A "GUIDE TO PATENT POLICIES"

1. General Patent Policies:

We believe that the invenior and patent owner are entitled to
their rights in consideration for giving to the public a full
digclosure of their advance in the art--for the benefit of
industry and the public good.

2.  Purpose of Obtaining Patents:

~ The Company will obtain patents on all practical inventions
which relate to its business.
The object of such patent protection is:

a. To protect the fruits of our research,

b. To protect the capital invested in our business,

c. To prevent interference in our business by others,

d. To provide job security for our employees.

e, To create additional income by sale or licensing of
our patent rights.

f. To give recognition to the skill of our technical
personnel,

g. To advance the progress of our industry.

3.  Patents and Sales:

Patents will not usually be considered as mere sales adjuncts.
No salesman of this company should offer a free license under
any company patent in return for commitments to buy any

product from the Company.

The Company believes it is, in most cases, justified in charging
a reasonable consideration for the use of its inventions by
customers, converters and others, because large sums
have been expended in making and developing the Company
inventions. -

‘The Company will provide know-how and technical services

- to its licensees for a consideration to be agreed upon.
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'Laboratory ].\Totebooks.» e am

© One copy of the record shall be retained by the employee, a

- second copy shall be: senf to.the Patent -Department and a
-third: copy Shall be dellvered to the employee 8 superv1sor

B

All teohnlca_l personnel Wlll be supplled Wlth the Company S

standard notebooks.,
This book must be used in accordance with: t:he:'ins'truotions”
on the inside cover of the notebook,

- Each disclosure of a new idea or improvement shall be signed

by the inventor and witnessed by another employee who is
capable’of understanding the invention; -

- All such-nétebooks are the property of the Company:- and when

completed must be filed W1th the” employee 8 superv1sor

When Appllcatlons Wll]. Be Flled

The Company will file applications for patent on all-inventions
relating to its business under two conditions: (a) when the
invention has been reduced to practice and before ainy publi-

-eation, or, {(b) aftéer conception of the invention, but before
physical reduction to practice if the invention appears prac-
tical and actual reduction to practice would involve substan-
tial expense, delay :Or. requlre unavallable fac111t1es or per-
sonnely SR o . :

The 1nventor will be allowed to retaln tltle to all 1nventlons
which do not relate to the. Company' ¢ business; but in-- ¢
vention records on all such inventions must be filed with
the Patent Department and a ertten release obtamed

f Patents in. Publlolty

'I‘here shall be no publlc:lty e1ther in speeohes or pub11cat10ns
of any Cornpany 1nventlon before the f1rst patent appllcatlon
has been filed. :

Premature publication before fllmg makes 11: 1mpossrble for
the Company to obtain valid - patents in a 1arge number of
1mportant forelgn countrles, ' oo :
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' Patent Notices:

All machines, articles, products and compositions sold by
the Company shall bear a notice if they are patented or
made under a patent. :

‘The notice shall read: o
"Made under U.S.. Patent No.,““.“.o.“., nd other
patents pending'’.

. All shipping labels must be approved before use by the Pat-

-ent Department. |

When new labels are being prepared, they should be sub-
mitted to the Patent Department for approval before be-
ing sent to the printer, :

Licensing of Company Inventions: .

Whenever the Company can license others without harming
its competitive position, the Company will make its pat-
ents available to competltors upon payment of a reason-
-able royalty.

When the Company owns inventions which are out81de its
field or have a use outside its field, the Company will
license others under terms which will bring a proper
return to both parties. ‘

. All inquiries received from outside parties regarding li-

censes should be forwarded immediately to the Patent

Department. :

Policy on Foreign Patents:

The Company will protect successful inventions by patents
in suitable foreign countries,

~As soon as a new development has achieved commercial ac-
ceptance in the United States, and is not required for Com-
pany use, the Company may offer licenses abroad.

The licenses will include both patent rights and technical
know-how,
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APPENDIX B: SAMPLE DOCKET CARD

The card is 5" x 8", This is the front side.

Docket No.

Inventor (s) ;
Short Title ' Filing Date . Serial No.
Official Title ' -
Abstract: L

Office Actions . ] Ar‘nendments', Appeals.
Notice of Allowance Abandoned Final Fee Paid
U. S. Patent No. Issue Date Cbnvention Year Expires

The reverse side of the card is .left blank, but this side is

used for listing the corresponding foreign patents. Usually five

columnsg are required: Country, Serialfé Number, Filing Date, Pat-

ent Number, Issue Date.
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APPENDIX C

" RECORD OF INVENTION -

Type in Triplicate; send original to Patent Department,
send one copy to yout Dept Head and retain one copy.

o S Datc Typed

1. Name(s) of Inventor(s) —

2. Short Title of INVENEION.........oovrcincon

3. Circumstances Leadmg to the Idea Constltutmg the Invenuon (eg.
problems and difficulties in present practice giving rise to the idea;
cite any patents or publications which relate to this subject. If a
supplementary sheet is requlred it should be mgned dated, and
referred to herein.)

4. Objects of the Invention:

5. Detailed Description of Invention: (Give structure, mode of opera-

tion and results if a Machine; give details of structure and use if
Article; give steps, conditions and results if Process; give compo-
nents, proportion and synthesis if Composition of Matter. Include
or attach sketches, blueprints or photographs.)
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MINIMUM LIST OF BOOKS PERIODICALS AND SERVICES

FOR A PATENT DEPARTMENT LIBRARY

BOOKS RELATING TO PATENTS AND TRADEMARKS

Deller, A, W,: Walker on Patents Baker Voorhls & Coo,
Mount Kisco, N,Y., 1937,

. Ellis; Rldsdale ‘Trade. Secrets Baker Voorhls&Co Mo_unt-
Kisco, N, Y.,- 1953 L .

McCrady, A. R.: Patent Office Practlce Pacot Publlcatlons
Box:9886, Keervﬂle Texag, 1950, L .

Ellis, Ridsdale: Patent Claims, Baker, Voorhis & Co., Mount
Kisco, N.Y., 1948, T |

Callman, Rudolf: The Law of Unfatr Cornpetitton and Tradefnaarks,
Callaghan & Co., 165 N, Archer St., Mundelein, Ill., .1950.- .

Robert, Daphne: The New Trademark Manual, Bureau of National
Affairs, Washington, D . C., 1947 ' :

Howell, H, A,: The. Copyrlght Law Bureau of Natlonal Affalrs
Washlngton D.. C 1947

Ellis, Ridsdale: Patent A551gnments Baker Voorhls & Co.,
Mount Kisco, N,Y.,. 1955, = o :

Ellis, Ridsdale: Patent Licenses, Baker Voorhls & Co.,, IVIount
Kisco, NY 1958 : '

Hineline, H, D. Forms and Their Use in Patent and Trademark.
Practice in the Unlted States and Canada, Michie Co., Law Pub-
lishers,. Charlottesv111e Va., ., 1951 S
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Jacobs, -A,,:-L_, : . Patent and Trademark Forms, Central Book Co.,
New York, N, Y., 1951, = . ' . ‘

Jones; L. A.: Legal Forms, 10th Edltlon Vol. 3 Bobbs Merrlll
Co., New York, N,Y., 1962

Wade, W.: Business and the Professional Unions, Advance I—I’oﬁsé,
P. O. Box 334, Ardmore, Pa., 1961,

Wade, W.: Patents for Management, Advanee Heuse, Ardmore;
. Pa,, 1961.

Wade, W. Patents for Technlcal Personnel Advance House, Ard-
more,. Pa., 1962, : :

Berle, A. K, and De C'amp ‘Inventions, Patents and Their Man-.
agement, Van Nostrand New York N, Y 1959

Bachmann O J Patents and the Corporatlon 2nd Edltlon, Pub
by Patents and the Corporatlon 705 Pine Creek Drive, Greenvﬂle
5. C., 1959,

ADDITIONAL BOOKS FOR COMPANIES HAVING INTERNATIONAL

LICENSING OR OPERATIONS

Institute of Private Investments Abroad, Sout.hwestern' Legal Founda-
tion, Dallas, Texas, Annual Proceedings begmnmg 1959, Matthew
Bender & Co., New York N X, -

Landau, Henry (Editor) D01ng Busmess Abroad, 2 Vol. ,Practising
Law Institute, New York, N,Y., 1962, ' o

- Scheer, H.:. International Patent, Design and Trademark Law, Pub.
by H. Scheer, 10 Raschdorff- Strasse, Cologne - Braunsfeld West
Germany, 1962,

Foreign Licensing Agreements, 2 Vel,, National Industrial Con-.
ference Board, New York, N Y., . 1958




SUBSCRIPTIONS TO PATENT AND TRADEMARK
PUBLICATIONS :

"Shepard's Federal Réporter Citations,', Shepard's Citations, Inc.
Colorado Springs, - Colorado.. .- . . ' _

"Shepard' s United States Citations', S}‘le]r_Ja.rd'I s Citatio_n's,. Inc.
Coldorado Spr'ingsw.Colorado ' o '

"Journal of the Patent Offlce Soc1ety”, Patent Offlce Somety, 104
Academy Ave » Federalsburg, Md.

"Index to Legal Perlodlcalsl' The H, W. Wllson Company, 950-972
Unlver81ty Ave., New York N.Y.,

"Patent and Trade Mark Review', Trade Activities, Inc., 347
Madison Ave., New York 17, N, Y,

"Trade Marks Throughout the World'", Trade Activities, Inc.,
347 Madison Ave,, New York 17, N, Y. '

"Patents Throughout the World", (Supplements only), Trade Ac-
tivities, Inc., 347 Madison Ave,, New York 17, N. Y,

"Manual for the Handling of Applications for Patents, Designs,
and Trademarks Throughout the World", Bureau Vcor Tech-
-nische. Adviezen, Amsterdam, Holland.

"Underwood' s Patent Digest'', Card Digests Company, 711 14th
Street, N, W., Washington 5, D. C.

"The United States. Patents Quarterly', Bureau of National Af-
- fairs, Inc., Washington, D. C.

"The Trademark Reporter', The United States Trademark Asso-
ciation, B Iast 45 Street, New York, N. Y.

"The: Patent, Trademark and Copyright Journal of Research and

Education”, George Washington Unlver81ty Patent Foundatlon
: Washmgton D. C.
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APPENDIX E

INSTRUCTIONS FOR USE OF LABORATORY NOTEBOOK

Write your name and that of your department in ink on the
outside of the front cover, also noting the period covered by the
experiments recorded herein.

Leave the first two or three pages blank in order to provide -
for a table of contents when the book is completed.

Number the pages in case this has not already been done by
the printer.

Recorded technical data should be preceded by a brief state-
ment setting forth the object or purpose of the experiment with
sufficient background to acquaint the reader with the subject at
hand. '

It is unnecessary to draw final conclusions in these notes,
but a project should conclude with your signature and that of a
witness to your signature, and the date. The witness should
understand in general the purpose and mgmfmance of the re-
corded data.

As far as practical, only the person whose name appears on
the front cover should make entries in this notebook.

Present facts -- and facts only. Your notebook is the wrong
place for opinions. Negative experiments are not necessarily of
negative value and notations, such as, ''this did not work' or 'this
product was no good'' may, from a legal standpoint, detract from
the ultimate value of the record. Original data in any field,
though apparently of little significance at the time, may acquire

- considerable importance in the light of later developments.
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APPENDIX F

.DocketNoil.ibﬂiiﬂeulill

Invention Record.....cvoevnenre..cDatliiienennnnons

‘Inventor: ' Present Location:

~Abstract of invention and classes of claims:

Related patents and applications:

- Ig it practical?....vvc0.....(Consider: Was the idea ac*

tually reduced to practice before filing? Has a model,
sample, or pilot run heen made successfully‘? IHag there
been any commercial use?)

Is there a need for it?.,.....4.....{Consider: Why was
the invention made? Is it better than the present com-
mercial equivalent? Who needs it and why? Is the mar-
ket large or small?)}

Can it compete?.............{Consider: Is it more ex~
pensive or less expensive than present commercial e-
quivalents? What functional advantages does it have over
competitive equivalents? Are there existing facilities
for its production? Can it make a profit?)

Will the patent protect?.............{Consider: Do the

claims appear to be patentable? Are the claims generic,
subsidiary, or specific? Will other patents be required
to practice this invention? If so, who owns them?)

Disposition by the Patent Filing Committee:
( ) Permanently rejected, Reasons:

( ) Postponed for later review. Reasons:

-~ ()} Selected for filing.

Date Reviewed. .. eeeeroeosaasoacosconosenoarsnsoessoosnsas
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sl APPENDIX G

| BIBLIOGRAPHY

”ObJeetlves oﬁ a. Corporatlon Patent Department 15 J S Patent
Office Society 269, _

”Patent Department Organlzatlon L 23 J. Patent Offlce Socnety, 875.1

”The Actlvltles and Functlons of the Patent Department in a Manu—
facturing Corporation'', 24 J. Patent Office Society - 107

"Problems of a Corporate Patent Department , 30 J. Patent
Office Society, 834,

""The Corporate Patent Department'', 34 J, Patent Office Society, 91,

"The Patent Counsel in Company Organlzatlon , 42 J. Patent Of-
fice Socrety, 661, :

"Function of Corporate Patent Counsel', 43 J. Pateni Office Soc-
iety, 722,

'"The Corporate Patent Department”, by A. B, Bakalar, Chem.,
& Eng. News, Vol. 29, No. 44, pp. 4583-4586 (Oct. 29, 1951).

"Using Your Patent Attorney", by R. Wolk, Machine Design, Vol.
27, pp. 154-157 (April, 1955).

"Patent Work in a Small Company", by T. C. Browne, Science ,
Vol. 122, No. 3173, pp. 733-737 (October 21, 1955),

"The Role of Patents in Development and Research', by O. E.
Williams, American Ceramic Society Bulletin, Vol. 1, pp.
405-406 (October 15, 19586).

""He Solves Outside Suggestion Problems', Chemical Week, Vol.
84, No. 24, pp.. 93 (June 13, 1959). ‘

"Patent Service: Rear Guard of Research', by W. W. Smith,
Journal of Chemical Documentation, Vol. 1. No. 2, pp, 8-10,
{July, 1961),
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OTHER PATENT BOOKS BY DR. WORTH WADE

PATENTS FOR MANAGEMENT - A Guide for busy executives on
the patent and anti-trust laws. It alerts Management to the prin-
cipal dangers in the business use of patents so as to avoid unin-
tenticnal misuse. Includes: how fto convert patents into profits;
patent rights of employer and employee; handling of unsoclicited
ideas; patents and the tax laws; patents and public relations. This
timely handbook distills the essence of the author's thirty years
corporate patent experience, . $5.50.

"PATENTS FOR TECHNICAL PERSONNEL-2nd. Ed., 1957. The
ideal handbook for technical employees from laboratory assistant
to Director of Research. Hailed as the most concise, readable
guide to patents for technicians, Contains chapters on how to re-
cognize inventions, how to keep records, how to protect inventions,
rights of employee and employer and "How to Read a Patent'.

$3. 00 per copy; $2.50 in lots of 25 to 100; $2.00 per copy in lots
of 100.

HOW TO EXPLOIT PATENTS AND KNOW-HOW IN EUROPE
(jointly with Louis Chereau). Tells how to file, protect and pro-
fit from foreign patent rights; the Common Market patent; know-
how and technical service agreements; organizing and financing a
business in Europe and anti-trust legislation., With chapters on
18 western European countries indicating inventions suitable,
kinds of patents, trade restrictive laws. 1962. $12,50

Also, in preparation:

HOW TO PROFIT IN THE FAR EAST - Describes differences
in market, patents and trademarks in the Far East; how to deal
with Far Eastern businessmen; licensing, selling know-how, or-
ganizing and financing a business; export cartels and foreign
extention of the U,S, Anti-Trust Laws. With chapters on Japan,
and 9 other Far Eastern areas indicating products best suited,
investment incentives and protection, and tax laws.

. Published only by:
ADVANCE HOUSE, P. O. Box 334, Ardmore, Pennsylvania
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""The Patent Counsel in Company Organization", National Indus-
trial Conference Board, Conference Board Record, Vol. 17,
No. 8, August 1960. ' '

”Patent Policies and Practices of Industrlal Research Instltute
. Companies', ‘by-C. L, Blohm, Research Management Vol 1
épp 173-176 (1958)

"Patents and the Corporat10n° A Report on Industrial Technology
" “Under Changing Public Policy', by O. J. Bachmann, 2nd Ed.,

- Published by Patents and the Corpora.tlon 705 Pine Creek Drive,
' GreenVJ.lle S Co, 1959, '
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Do not skip or tear out pages, erase or alter data once en-
tered, even though in error, Its credibility (as legal evidence)
is improved by striking or crossing out such mistakes and start-
ing. afresh,

- Do not make use of cbgcure names of materials or processes,
Ldentify fully the products and conditions under which you use them,
Similarly, avoid, wherever possible, references to articles by
trade names, manufacturer's code number, etc. ‘

Make note in this book as to any dates pertaining to the in-
vention record, which means those dates on which any disclosure
was made in writing to the Patent Department,
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"Official Gazette of the United States Patent Office', Superinténdent
of Documents, Government Printing Office, Washington 25, - D. C,

'"United States: Patent Office Manual of Classification', Superin--

‘tendent of Documents, Government Printing Office, Washington
.25, D, C, ' '

';'Manu_al of Patent Examining Procedure', Superintendent of Docu-
~ments, Government Printing Office, Washington 25, D, C.
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Campbell, A, and Thompson, D.: Common Market Law, T, B
Rothman Co,, 8. Hackensack, N J., 1962,

Lewis, A, K. 'and‘Kernpa J. A.: Registration of Commercial
License Agreements in the Common Market, Butterworth & Co,,
London, England, 1962, -

Investing and Licensing Conditions in'40.Countries, Business
Internatlonal New York, N, Ya , 1962

Wade W. and Chereau, L.: How to Explolt Patents and Know-

.How in Europes Advanc,e I—Iouse, Ardmore Pa,, 1962

Oudemans G.: The Draft European Patent Conventlon Matthew
Bender,_ New York, N, Y,

Compulsory Licens’ing of '(Forei'gn) Patents Under Some Non-
American Systems, Study No. 19, Committee of the Judiciary,
U. 8. Senate Government Prlntlng Offlce WashlngtOn D. C,,
1959

Frledman and Pugh Le gal Aspects of Foreign Investments,
7 thtle Brown & Co, R Boston, _Mass. s 1959

Friedman and Kalmanoff: J oint InternatiOnal Business Ventures,
Columbia University Press, New York, N,¥., 1961,

BOOKS FOR THE PATENT DRAFTSMAN

-'Radzmskyﬂ H.: Making Patent Drawmgs Macrnlllan Co,, New
York, N. Y. ., 1945, :

Jones, F. D. (Editor): Ingenious Mechanlsms for De31gners and
Inventors Industrlal Press, 148 Lafayette St., New York N Y.
1954,

 Barber, T. W.: The Engineer's Sketch Book, Chemical Pub-"
lishing Co., Inc., New York, N, ¥, - = : e e
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Restrictive Business Practices, Annex C, Economic and Social
Council, 16th Session, Supplement 11b, United Nations, N.Y.,
1953,

Forman, H, I, (Editor): Patents, Research and. Management,
- Central Book Co., 850 de Kdglb Ave., Broocklyn, N, Y., 1962,

Forman, H. I.: Patents, Their Ownership and Administration
by the United States Government, Central Book Co., , 850 de Kalb
Ave.,, Brooklyn N. Y., 1957 -

. United States Code Annotated - Title 35, West Publlshlng Co. s
St. Paul, Minn.

Rivise, C, W. gnd Caesar, A, D,: Interference Law and Prac-
tice, The: Mlc-hle Company, Law Publlshers Charlottesville, Va.,

,f1947

- Trademark Menagexnent, United States Trademark Association,
522 Fifth- Ave,, New York, N.Y., 1955.,

‘Trademark Llcensmg, Urnted States Trademark Assoc1at10n' 522
. Fifth Ave. s NeW York N, Y° . 1962,

.Toulmln, H. A, Jr.. ‘Handbook on Patents, 2nd Edition, W. H.
Anderson Co., Clncmnatl, Ohio, 1954, '

Bouvier, J .(Francis Rawle): Law Dictionary, 3rd.Revision, Vol.
2, West Publeshlng Co.,, St.. Paul Mlnn., 1914

T‘oulmin, H. A, Jr. Patents and the: Ant1 Trust Laws, W, H.
. Anderson Co,, Cincmnatl, Ohlo, 1950.

Costa, J. S.: The Law of Inventlng in. Ernployrnent Central Book
!Co., New York, N.Y., 1953,

Roster of Attofneys and. Agents‘ Registered to Practice Before the
U.. 8, Patent Office, U. S. Dept. of Commerce, Patent Offlce,
. Washmgton,_ D C. s 1963

Davis A_"Lberf' S. Jr. (Editor)- Patent LlcenSmg, Practlslng LaW
: Instltute New York, N,Y., 1958,
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6. Permissible Variations in Proportions and Alternatives in Elements
of the Invention:

8. Conception Date. (Give day, month and year; and specxfy records
relied on.)

9. Earliest Disclosure to Others: {State where, when and to whom;
Speci,fy records relied on.) . ‘ :

10. Date of Earllest Sketch or Drawing: (Give Drawing Serial Number.)

11. Earliest Date Invention Was Operated or Produced (State when,
where, describe tests in detail, attaching a page if necessary, and
give names of witnesses present during operation or tests.).

12, Commercial Practice: (State earliest date of commerc:al practice. If
not commercially practiced, state when same is expected to begm )

WITNESSES: SIGNATURE(S) OF INVENTOR(s) CITIZENSHIP

.(Read and understood by)

RESIARIICE. ... st -
(City) (County) (State)
RESIACRNICE. ... e
(City) (County) (State)
Sworn to before me this day of 19
................................... NotaryPubllc“
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Inventions Made During Government Work:

. The Company will cocperate with the United States Govern-
ment in the development of products for military or civil-
ian use, ;

The Company will accept Government contracts under terms
.which require the granting to the Government of a royalty-
free non-exclusive license to all inventions made during
“work under such contracts.

Sale of "Know-How''

Normally a license granted under a specific patent does not

obligate the Company to furnish technical information or
"know-how'" beyond that contained in the patent specifi-
cation., '

When a Licensee desires to obtain the commercial "know -
how’rlin addition to the patent license, a separate con-
sideration will be required for the "know-how"

- All agreements including the sale of "know-how' shall con-
tain a precise definition of the types of "know=-how'' to be
included and define the period of tlme during which it is
to be furnished.

Right to Use Company Trademarks:

Licenses under patents willnot give the Licensee any right to
use any of the Company’ s trademarks unless this rlght ig
specifically set forth in the agreement, -

Trademarks may be licensed for use by converters and cus-

tomers only in accordance with the regulations of the cur-
rent United States Trademark Act,

The Comparny will reserve the the rlght to limit the use of

- the mark to goods manufactured of Company products, and
then cnly when the goods meet a standard of quality approved
by the Company .
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10,

11,

19,

Therefore all’ technlcal papers, proposed speeches, and publi- l

city materlal which involves any technical development of
the company must bé submitted to the Management for ap-
proval prior to public delivery or publication,

Likewise, all advertisements referring to Company producis
must be approved by the: Patent Department before publi-
cation,. ‘

. Confidential Nature of Inventions;

No employee shall disclose to a non-employee any technical
improvement or invention without Management approval,

It is frequently necessary t0 admit outside salesmen, con-
tractors and suppliers to Company premises, Care should
be taken that such outside parties do not see and do not re-
ceive disclosures of Company inventions or confldentlal
know-how, : :

- Disclosure of Company Inventions:

- Whenever it is necessary for a patent applicat‘ion to be sent

to an. outside party, this should be done only by registered
.. mail with a return receipt requested. .

The Serial number and filing date of the appllcatlon must not
“be given in the letter of transmittal.

. All such letters should be prepared by the Patent Department

Acceptance of Dlsclosures from OutmderS'

_Expen.sive law s’uits can result from improper'-aceeptance of

disclosures of alleged inventions from outsiders,

When unsolicited letters are received from outsiders pro-
posing to make or making a disclosure of an alleged in-
vention, these letters with enclosures should be sent
prompily to the Patent Department for reply. _

The Company will not accept any disclosure from an outside
party on a confidential basis,

. Disclogsures are accepted from outmders only upon the terms

and conditions. of a letter agreement which should be avail -
able from the Patent Depariment.
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Employee Inventions:

- The Company believes that supervisory, technical and sales

personnel are employed for their respective talents.

. Thus, inventions made by them in performance of their regu-

lar duties and using the Company' s facilities and time, are
the property of the Cempany.

. Therefore, the Company will require all its Management su-

pervisory, technical and sales personnel to assign to the
-Company all their inventions which relate to the business
of the: Company.’

. The execution of the Company' s standard contract on. Em-

- ployee Inventions is a necessary condition to employment

. and continued employment.

It shall be the. obligation of the: personnel recruiting agent to
‘notify all applicants that such a contract must be signed
when. the applicant is hired.

. The comimercial’ success of new ideas is the result of the

joint efforts of many sk111ed people working together,

: Recognmon will be given. to all who contribute to the success

of an 1nventlon.

Administrs.tien of Empié’yee Contracts:

‘.All employee contracts relating to inventions shall be filed

with the Patent Department, which Depariment will ad-
minister all such contracts,

Whenever an employee is separated from the payroll for any
reason, his supervisor shall notify the Payroll Depart-
-ment and the Secretary, so that his contract may be re-
viewed and appropriate action taken to protect the con-
fidential know-how of the Company.

Invention Records:

The Company will encourage its supervigory, technical and
sales personnel to protect their inventions by patents, to
‘insure that they receive credit for their efforts and that
- the:Company may profit from such improvements.

~ All such personnel shall prepare and file promptly three cop~

ies of the Company' s standard invention record form on.
-all new developments
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"PROPER USE OF OUTSIDE PATENT COUNSEL

Regardless of the position of the patent function in the or-

ganization, it is always advisable to retain cutside patent counsel.

A survey made by the National Industrial Conference Board in 1960
shows that in 250 manufacturing companies, 82, or about 1/3, had
both staff pa1:ent-counsel and ouj:side patent counsel., It is not ad-

visable for staff patent counsel to handle litigation on patents or

trademarks, but they shouid be prepared to assist outside counsgel

in the preparation for trial by obtaining witnesses and evidence of

prior use, However; outside counsel should advise and be .con-

: sulfed on such complicated problems as patentability of ifnp'ortant
. developments, validity of competitor' s patents, infri—ngément and

,complicated or important patent interferences. Outside counsel |

should be used in suits against the Commissioner of Patents and

before the Court of Customs and Patent Appeals. Oufside coun-
.sel should answer all letters received by the Management alleging
infringement of .‘a trademark or a patent and should send legal no-

tices to possible infringers.
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upon the filing of a patent"appiicafidniand"upb'ﬂ‘- the .i'ésuance of a
patent on the émplqyeei' s inven’cioﬁ;' 4 - Obligaﬁcjﬁ of the "'e"mployee

to assign inventions made within one year after separation from

the payroll for any reason.

MANAGEMENT TRAINING PROGRAMS
Many Industrial Relations Départ:me‘n_ts;car_ry_'ori training

programs for employess to prepa‘re'thefn for more responsible

positions, or to,p_rovide them Wlth a better knpwledge of the over-
‘all activities of the company. In any such brpgram, at least one
hour Sh‘o‘uld. be devoted to explaining the .plosition and function of

| the Patent Department in th_e.'c_:omp‘a‘fiy and the ber;éfit-s of patents

, tb the .cornpany, the ermployee and the pﬁﬁlic. -This:discu.slsipn
should be led bjr the staff patent counsel or Manager“of' the Pat-

ent Depariment.
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Surveys have ‘shown that scientists in- America are opposed
- to collective bargaining by -a ratio of about four to-one. The major-
ity opinion is that joining a union causes a loss in prestige and pro-

fessional standing, and the majority also feel that their technical

‘societies could assist them in raising levels of pay, promoting
standards of professional competeﬁ'ce and buil_ding f)ublic- egsteem,

: The- tec,hniéal gSocieties in Americé are unanimous in ofpposing
‘unionization of their members, Management could assist in main-
fa—ining this attitude by encouraging technical personnel to consider
'_i:\hemsel%res a part of Management, by encoura.ging attendance in
‘professional societies, approving ﬁ)ublication,of their scientific
édvances and by including them in ﬁolicy‘ making, - Various surveys
have shown that a professional scientist is moré concerned with

prestige and recognition than salary, provided his compensation

is adequate for his pe:rs‘onal needs,

SUGGESTED PATENT CLAUSE FOR UNION CONTRACTS

Where a company is using a patent agreemen;c for unorgan-
ized technical personnel, -then it is advisable that the patent clause
‘in‘agreeme.n.ts with organized scientists should be the same so that

all technical personnel would operate under a uniform clause and

receive equal treatment. A Suitabie clause is:
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a)‘ he discovered the secret by improper means, or

b) his disclosure or use constitutes a breach of con-
fidence reposed in him by the other in disclosing
the secret to him, or '

c) he learned the secret from a third person with
notice of the facts that it was a secret and that
the third person's disclosure of it was other-
wise a breach of his duty to the other,

_.Th.e‘ basis of liability is the employee!'s breach of confi--

dé,ﬁce and his new employer's knowledge of such breach and col-

lusion therewith. In general, the court will grant an injunction

‘and authorize an accounting against persons who misappropriate
a secret manufacturing process learned while in a confidential

relationship with the owner.

DEFINITION OF A TRADE SECRET

A trade secret may consist of any fbrmu_la, pa_tfeﬁrn,. de-
__x}ice or compilation of informa'tiori which is used in a business, and
‘which gix}és it an opportunity to obtain an advantage over competitors
Who do not know or use it, It may be a formulé._ for a chemical com-
| répqu.nd, a pfoceSs of maﬁufacturiﬁg, treating or preserving mater-

‘ials, a pattern for a machine or other device, or a list of cust-

_omers. The subject matter of a trade secret need not be patent-

able to warrant 'protection ag a trade secret.
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The above clause is a limited liability, because the seller

;does not give any warrant beyond the material sold. It is the duty

;of the Purchasing Department to consult patent counsel, if there is

any possibility that tse of the material purchased will ‘¢onstitute

fdirect or contributory infringement. A stronger clause may read:

Seller warrants that the use or sale of the ma-
terial delivered hereunder will not infringe any valid
claim owned by otherg and Seller further agrees that
the Purchaser may recover from Seller any sum that
Purchaser has to pay to any patent owner as a result
of infringement arising from use or sale of said ma-
terial, '

et

~130-







PATENT NOTICES IN PUBLICITY -

' All publicity relating to a hew product upon which patents
'have been obtained or are pending should contain the nctice "'pat.—
ented" or "patents pending''. 'This applies to news releases, press
interviews, direct mail, trade show exhibits, bulletins regarding
newrlprloducts and techn;cal service b-llllletinks. ’-

It is a good company polic.y to hgve all advertisement and
.plib_li_city checked by the patent coun.sel or .Pate:.nt Department be._
fgre publica'tiOH, to chgck not only'tradem’a.,lr.k usage, but also to
._ preyent pre1nat{1:§-e_ disglqsures, which may be damaging to the |
c.pmpa‘ny‘ s rights. . Prematgre publication of an inventi_on_ before.

fhe _filing of a U. S, appl&ication_‘_ makeé it impossiﬁle to ébtaiﬁ a

valid patent in a number of important foreign countries.

HOW TO GET FAVORABLE PUBLICITY FROM PATENTS

Patents can provide favorable publiéity for the company if
properly handled. ‘No'rmalljr, a company does not gnnounce that it
has filed a patent application on a new development, but this may |
be done indirectly, when a pilot plant is started, by a statement -
such as: . "The company announced that it had placed on stream a

pilot plant to utilize its new process for making the polymer on

which patents are pending.”
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newnegs and superiority over ordinary unpatented products.. Such
notices tend to reflect the fruits of the company's research effort,
' ?Finally, such notices may and in many cases do retard competitive

effort or duplicé.tioh by othéfs. |

- 'PATENT NOTICES IN ADVERTISEMENTS -

If a product being adverfised is actuallj covered by-a pat-
ent issued or pending, then it is advisable to indicate in.the ad;
évertisement such fact by the terms "'patented"” or ”paterﬁ pending'’
géas the case majr be. ~Such.notices need not be éonspicuous, but
‘may be indicated in fqotn.otes. along with trademark registration-

notices..

PUBLIC ADQRESSE’S%’ AND PAPERS IN JOURNALS

| _Spéechestor publlc géthérings or papers for publicati;)lnl
which 'ir‘lcludé* any re.fer.ence. to a néw .o.r.patented product of thé
- company should be prepared in advance and check‘ed.bg; the pat-
.?ent counsel. It is advisable for the speaker or writer to avoid
ésuch expressions as "'in 1953, we began the investigation of these
énew polymers'. On the contrary, it is advisable not to-indicate
éWhen the work began because this may result in the loss of a pat-
éent iﬁterf_eruence to another party. - Likewise,. ét-atements that the
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'HOW PATENTS CAN PR'O’PERLY_ ,‘PRO.TECT SALES

The Pa’;gnt ‘De;;)lartment: .‘Wi].l provide pro_te.c’gio_n, by means
of issued pﬁténts, fof the rllew;v‘ p.rodﬁc.:ts which.are béin_g promoted
by the Sales Department. If the Sales Department desires to pro-
mq;ce a -épécia}. p?oduc’t,ﬂr consultation on tlr‘l.is fact shoﬂld Be brought
fo the atteﬁwtion éf the Patent Filing Cdrﬁrﬁitteeu It should be real-
izéd thé.t f;atéﬁts can ﬁrotect séles and, in fac.:..t_, éréate a légal mo-
hop.oljr ‘up: to 17 years fof a pa.tented prodﬁcto |
| | Héwever, therelafé other-aspecfé of salesthaf Will con-
cefn tine Patent. Deﬁalrtmernt: rlanti—trust acts, _Robiﬁson-?atman
Acf, | Webb-—P‘bméréﬁe Act a,nd‘- th-e réguia:i:ions of the Federal .Tir.ade
Coﬁamission, The‘ duty of the Patent Depértment is‘ to ladvise the
_S_aléS' ]Z.)e.part_r-nent. é,s to proper aﬁd iniiproper sales _;practirces.; The
improper practices are: | |

..1. Zf’fice fiﬁiﬁg .With competitors..‘

2 .Ailpcation o'f Sal;as terri’-cory with cdmpetitors,

3. Discrimination between cusiomers for the same
goods. o S ' - o

4, Export agréements that limit quantity or térritory, -
5, Misleading-or false labeling.
6. Selling a drug or a food-stuff without the apprové,l

of the Pure Food and Drug Administration,
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work and that all improvements made by the contractor on such a
: machine shall be the prope.r{cy_ qf. the company and that no right or
implied license is acquired ]‘ay.thé. -contr.'actor to build such ma-

| chinés”f;‘or others Wlthout the written consent of the owner,

The company should require that all blueprints and draw-
" iﬁg.s; dies, to6ls and jigs sﬁp‘p'li'é'd or puréhaséd for its accounts
and used to repair or construct the patented machine are the pro-
‘ ﬁéi’t’j of the company and must be returned to the company when

the work is completed.
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The Manager of the Patent Department should consider
~whether the infringed paténts may be avoided by modifiéation o.f.
the invention or whether the infringed pétenfs should be purchased.
Other questio-ns which should be considered are: (a) Can the in-
vention be sold to 'the owner of the infringed patents? (b) Can
the invention be modified to force the owner of the infringed pat-
ents to grant a license to the company owning the invention?

For details. as to how to convert patents into profits by

"Patent Development', reference should be made to the author's

article in Patent Licensing, Practising Law Institute, (1958), p. 14,

-116-




’ market and patent scope and the license proépect selected by mo-
dérn business methods, The Manager of Patent Development may
report to the President, an Executilvel. O_ffi;:er _fo whom the Patent
'Depa'rtmen.-t. reports or fo the. ]..')“irg‘ct..olr; -.c‘>f Ne\.‘rﬂkax.'dduc':.t ]jevelopa
ment. Since this ciepartmen{ ut111zes the facilities of other depart-
ments for cost estimateé, market surveys, ‘models,. samples and
patént"sulrveys, .thé éfaff may be simall: -a M.apag.e;.r,‘ oné_ assisfcan’n_;
o.ccu‘pi.'e‘d prirﬁa.ri.ly‘w-i.‘th suriréyé and érie .or two sélc:-rétaries‘.. |

In "patent de\’re.lopme.nt”, tlheh unuéed patents é?‘e .Sju,bjecf to

‘a Scréening (-.:alled. a 'ipafent éudit”, :'in Which eacp. r'fja;tent_.must pass
these hurdﬁtes: '(a) Is it pfaétical? (b)l Is there a n_eed. f(_).r it? (c)
Can .it compete‘? (d) Will ;che pa‘fcéht protect'? An '.'Ir}v.enticl)ril Audit

. Sheet" 1s shown in Appendi:s-:ﬂF., . | o

. The patenlts.which_p‘ass fhése tests. afé thén éﬁbj‘écted‘ 1%0 a
criﬁcal exérﬁihafion, | The technical "fa¢ts o.f 1ifé” on th;a inVeﬁfion ‘
are obtai.néo"l; a.I'no.dell or corx:;merci;sl.l .samplé is prepéred‘; a ma{r.-ket‘
survey is made ; a coéi éétimate is devélop.e-d; and finally, an_bpin-
ioﬁ .on the validit;y':. énd_infringéfnént (l)f -the pa‘tén"c is ébtéined. If
the inv.éntion has ;10t been fully rédﬁ.c;d to ..pra-ctice, -develop.mejnt
.wofk is ﬁéce-ééary. This usuallj. resﬁlts in;raddi.tional p_atenf abplij

cations which supplement the original unused patent. At this point,
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PATENT CLAUSES IN RESEARCH CONTRACTS

It is frequently desirable for a company to enter into an
~agreement .W'ith outside laboratories and non-profitinstitutions 1:"0.
ca-tr.'ry' out sponSored reseéarch, When sponsoring research,. the
rsponsor pays to have work done on a defined project. In such -
contracts, thg- outside laboratory or insti_tution_should be required |
to assign to the sp(.)nsorling comﬁan& the entirexrigh‘t,- title éhd

interest in and to all inventions and improvements which "re-

" late to the project or are déerived from research on the project'
in and for all countries, |

When the contract covers a joint project to which two or

'~ more companies are contributing and will share in the regults,

the parties usually share equally in the patent rights, A typical
clause reads:

"Inventions made by inventors of the parties
‘shall be the sole property of the party who employs
the inventor, but the other party shall have a roy-
-alty-free, non-exclusive license under any and all
such inventions in and for all countries. Where a
joint invention is made involving employees of both
parties, then each party shall have a one-half {1/2)
undivided interest in and to the invention, The -
parties agree to jointly prosecute the patent appli-
cation of such joint inventions, the costs therefor’
-being divided equally between the parties.
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: Depafitfﬁén{’éf Agrlculture e.i"e: ‘r:i.et urii‘for:t:‘:r.l,: aﬁnd in .solr"rlle cases are
in direct conflict with each other. For example, the patent poli-
cies of the AEC and the Defeﬂele'bei)artment differ widely. Under
Section 152 of the AEC A__c_t, any.invention 1n thel atomic field mede
during or under any contract with the AEC belongs to the AEC,
Whether or not the AEC peid for the work., | Most =1:)_1‘1*&7&1.’(:e industry
strongly opposes this policyf__and Wol_ll_d_ like p_atente.to be treated
under the pol:_'Lcy. of the Defense Department,. whic:h_‘a,llows the pri-
v-ate c_:ontrac_ter to own the invention, the contractor graﬁting_ the
Gevernment a non—exclusive royalty-free license. It is very im-
portant for a company to give care_ful_ a’ctention to patent clauses
in research or supply contracts with any Government department

or agency.

INVENTION MADE BY COMPANY PRIOR TO GOVERNMENT
CONTRACT '

Whe_n the company is the owner of important inventions
which are fully developed before the Government contract, the
company sheuld offer. the Government only 'a;fﬁoh-';e}i'eiﬁsi-ve li~
cense with no right to sub-license, If the Government depart-
ment or agency requires that another company should be able to

‘supply the paténted item, the company may srant a license to the
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PATENT DEPARTMENT' S ROLE IN SELECTING TRADEMARKS
-The: Manager"of‘wth'é‘.'.Deprari:t‘Iﬁel;l"c. ishoﬁlld offer to assist the
- Sales. Depza.rtmeﬁf and it's é.dx.rer"ci'si:ng égenc& iri 'the-‘ selection of
new marks. . The best procedure is‘fo. sé]'.eét.a; trédémari: for do- .
Ir;estic' uée that will comply with the reciﬁirements for use and
registratibn abroad. Many f..o.z_:'éig‘r‘l countrles l"ha.ve clé.slses of mar
that cannot be registered. Further, attention should be givento.
whether the mark can be translated or prqﬁounced properly in
thpse foreign countries Wheré it is likely fo be uéed. If these
rules ére followed, t.he-.money slpent-.orll‘ a.dverti:’.a‘”ing.,the domestic-

“mark will creat_é_ good-will and recognition abreoad.

FOREIGN USE OF TRADEMARKS

Many fofeign countries permit re gistration of marks be-

fore use, but most of them require use within thréevyears of

registratioﬁ, ‘Use must not be discontinued f'of any 'period of
three yezirs- or the mark ma'y'be- Subject to cancellation by another

party. If the company has trademarks abroad orl intends to file

“marks abroad, the Manager of the Department should consult -
with one of the international patent firms having experience in the

filing, use and 1iceﬁsing of ‘foréigh_trademarks.
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3. Registration of trademarks. --explaining that re-
gistration is essential to establish the basis for suit.

4, Difference between trademark and generic name of =
product--explaining how to print and display trademark.

5. Proper trademark notices in advertisements and labeis,

6. Improper use of trademarks--explaining why they should
not be used as a descriptive adjective or possessive
pronoun,

7. Proper use of trademarks--showing examples.

8. Proper use of company trademarks by customers,

9. Conditions under which trademarks may be licensed.

10. Danger of trademark piracy in foreign countries.

11. Rules and regulations of the Federal Trade Commis-
sion on labeling. '

Many companies find it desirable to use one mark on the pro- '

ducts sold and a second, "certification mark' for use on products

made with such goods. It is very important to control the use of
a certification mark, Such control is exercised by establishing a
minimum standard of quality for the goods to be used under the
certification mark, but it is necegsary that samples of the goods
made by the converter or customer shbuld be taken at frequent
inte_rvals, such as quarterly, in order to certify that the quality
standards Vare being maintained. The best practice is to supply

the user with a special tag to be applied to the goods when the
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acquire the rights to such inventions to round out the patent estate.

Further, it may be discovered that some embodiments of the basic

invention will infringe claims owned by another party. In this event,
consideration should be given to acquiring rights under such claims
by license or purchase of the patent., Where these outside rights

are initially in the hands of direct competitors, care must be exer-

cised not to use the combined patent estate to restrain trade or
create a mionopoly beyond that conveyed by the actual claims of the

patents,

Charts of the type described can be used also for inventions

on compositions of matter, apparatus and articles of manufacture.
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prepare a charf, such as that shown in Plate IV. Assuming that

the polymer is prdduce‘d from two components, the chart Iriay have

the following sections:
Line 1: Raw Materials, propose at least three examples
of each component.

‘—Line 2: .State of Matter, ins'e:‘r't' all three éve'n‘ if-it appears
one will not work.

Line 3: Additives, insert essential components, such as
- catalysts, anti-~oxidants, stabilizers, plasticizers,
as well as inert materials, such as dyes plgments,
. fillers and the 11ke.

Line 4: Process Fa_dtox_'s': specific batch and continuous, If
the apparatus is unique, this may furnish basis for
a geparate catagory. - What range of pressures and
temperatures can be used Do not overlook tlme
factor.: | . , A : -

i

Line 5: Products, insert all possible states of matter for
product of the polymeriz_ation process.

Line 6: Uses, insert all possible uses evenfhough some
' have not been developed., -

Now, let us assume that the initial discovery resul{ed from
the use of component A-1 with component B_wS‘Wifh'a'single cata-
lyst resulting in-a liguid polymer whose only known use was a
”cOaﬁng”. It is éj)paraent that if a spe-c_ific"paterirt shouldliséue on
this discovery, it would make it impossible to obtain basic pro-

tection on the nroad invention. . : L .




.‘ORGANIZA.TION AND ADMINISTRATION OF THE "IDEA C.L]_ENIC”_
The Chairmén of the "Idea Clinie" may be the Technical
| - Executive in charge of Research and Development, -_th_e Manager of
New Product Development or the Manager of the Patent Department,
.Su_itable voice recorders are made available so that all discussions
and‘suggéstions are recorded. Kach speaker gives his name and
describes his suggestion. The written statement and the voice re-
cordirigs are turned over to the Patent Counsel or Manager of the
Patent Depé._rtment to serve as evidence of invention.

The Mznager of New Product Development or the Manager
of the Patent Department or both should classify all the suggestions

made so that ideas which relate to common subject matter are

brought together. These ideas are then screencd and the selected
ideas should be subjected to patent, market and sconomic surveys.

Patent applications Should' be filed promptly on all selected ideas

that do not require further technical deveiopment or testing.” The
ideas requiring further development should be turned over to the

Research and Development Department for project studies.
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" PROTECTING THE NEW PRODUCT

.Ag soon as the prdject work ipdicatés that the invéntion is
feasible, it is advisable to request péfént counsel to make a "novel-
ty'' search. If this search shows ’ichaf the néw pfoduct has patent-
able features, one or r;lore .pa’l;ent'applicat.‘:.[ohé should be filed.
Great care should be exercised that the application is not filed
before the fulll‘sfcope’ of the invention is realized. The technical
personﬁel should ble open minded and be g*uidea by the op'-.iri'io.n-'s of'
the patent attorney who will often expand. the scope of the inven‘l;ion

as he begins to prx'*epare the claims.

THE "IDEA CLINIC'IN NEW PRODUCT DEVELOPMENT

While some important inve':ntions have been generated by
so-called "brain-washing' sessions of interested technical per-
sonnel, a bette‘: method is the use of an organized "Idea Clinic'.
The "Idea Clinic" is a pre-.ar'ré.nged mé'etihgj of 1ma{gi_nati{%é tech-
'n.icé.l and supervisory éers onnel to disc;,lssl- aﬁd méke suggestioris
fegarding a proposed new product; The.productr best suited to
fhe use of the '.'Id.ea Clinic" is a new prbduct created by feseé,rch
or acquireci from outside the compaﬁy-and which .é.iapear.s to be of

fundamental nature and to have wide potential uses.
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THE INVENTION WITH A LIMITED MARKET + °
~ A patent is obtained on a‘diaphragm for hearing-aid de-
vices, The market for such diaphragms is found to be very

limited. The est procedure is to offer ‘the patent for sale to a

fnajor producer of hearing-aid devices. Instead of a royalty, a
single down payment should be requested, -Some fajvc’)r’ablé- pub-

licity may be obtained for the patent owner as a result of the use

of the invention.
There are several ways to bring minor inventions to the

attention of proépective Licensees, without cost, For example,

the patent may be listed in the Federal Register, or the Official

Gazette of the United States Patent Office. Also, an abst:c‘act

of the invention will be published free of charge in the Products

List Circular if it is sent to the Small Business Admi_nistrati_on,
Washington 25, D. C. Many trade journals will also accept brief
publicity stories re'garding new developments. Such releases can

indicate that an invention is available for license.
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A contrary policy should be followed by companies having
national distribution. This is é,speé:i_allyﬁ wise when the product

requires substantial capital investment.

LICENSING CUSTOMERS

A troublesome question is whether or not é¢ustomers
should be charged a royalty under "use' patents utilizing a pro-
duct of the 'compa'ﬁy. . Many comiaé.n‘ies’ follow; a policy of making
royalfy—free licenses available to all customers under equal terms,
When a company has expended large sums in deyeloping a pa_tented
process, machine or product, there is no reason Why the cuét- |
omer should not pay a_rosralty to use thel pga.tent, even 1f a pro-
duct of the cpmpany.is required, | The r(laya_lty.may bé considered
as coméensation for thg technological advance.th.us providéd to .
the éustome:_r. | : | I.

_ When a company decidés to charge customers ‘.a réyal’ségsr,
this polliCy and fhe exact term.s of the license Siloﬁld be brought
first to the atténtion of the ‘Sales ]jepar'tment and oné person |

should be designated to handle all such customer licenses. To

avoid violati_on of the Robinson.Patmé.n Act and anti-trust ques-

tions, licenses should be made available to all customers upon

equal terms. One convenient method for achieving uniform
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mail to the Submitter with a letter advising that "the papers are
returned" and that ''no confidential relationship is acknowledged' .
3. If the company deSifes to consider the.idea, the ''Letter

Agreement on an Unsolicited Idea'" should be mailed promptly to
the Submitter with a request that he execute and return one copy

and advising ”cherWiSe- the Company will not consider said idea, .

and hereby notifies you that no confidential relationship is acknow-.

ledged."

4, When unsolic.ited ideas are submitted under an agreement
such as that akove méntioned, the Company should take action
promptly to _exgmine the idea, If the idea is of interest to the Com-
pany and it is beiieved patentable, then negotiations shouid be caf_—
ried out with the Submitter promptly and in goéd .faith. If the idea

is rejected, the application or written disalosuré should be re-

turned to the Submitter by i*e_gistered :Enaii, but no reason for re-
jecting the idea should be stated.

5. Phctostats of all unsolicited discldsures, which are fe-

jected should be kept in a locked file in the Patent Department under
the supervision of one person. These files should not be made avail-

able to technical or other Management personnel,
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LETTER AGREEMENT ON AN UNSOLICITED IDEA

The followmg is' a 1etter agreement relatmg to unsolicited

ideas of the type utilized by many companies:

Dear Sirs:

ThlS will confirm an agreement between (company name
and address) and (Company), (submitter' s name and address).
(Submitter) relative to an 1dea that Submltter desires to disclose
to Company for consideration. . -

1. If an application for patent has been filed on 'said idea
by Submitter, Submitter agrees to furnish Company with a copy of
said appllcatlcn but not showing the Serial Number or Filing Date
of said application. :

2. If no patent appllcatlon has been fllecl on said 1dea by
Submitter, or if the idea is not of a patentable nature, Subimitter
agrees to furnish a detailed written description of the idea, after
galid description has been dated and executed before a Notary Public,

3. The acceptance of said application or description by
Company shall not be deemed as any admission by Company of any
promise to pay a consideration thérefor, or any acknowledgement
of the novelty, originality or ownership of said idea.

_ 4. Company agrees to review said application or descrip-
tion and to advise whether or not Company is interested in ac- -
qulrlng any rlght to said idea,

5. Itis understood and agreed by Submltter that said appli-
catién or description is not accepted by Compahy on any confidential
basis and Submitter agrees to rely for his rlghts in sald idea solely
upon the United Statés Patent Statutes.,

8. In the event that Company shall negotiate for the pur=-
chase of any rights to said idea, such action shall not in any way
prejudice Company. '
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.  The company has already developed the idea and has
filed its own patent applications thereon.

. The idea is not c‘:‘épa-bié of being protected by patents.

However, ‘despite’these policies, a company may have a

confidential relationship imposed ﬁpon it by unsolicited letters from

-outsiders, 'In some cases, a company may have to pay for develop-
ments they had made before the idea was submitted or take the

‘risk of having a Submitter awarded substarrtial' sums by the courts,

Therefore; it is important that Management should know how to

' -cope with unsclicited: ideas.” -

ESTABLISH A DEFINITE POLICY ON UNSOLICITED IDEAS

. In many cases, ideas are communicated orally or by letter

from outsiders through various levels in the company, such as
through a friend of a Board member, through the Purchasing De-

partment or as a result of a sales contact or as a part of an engi~-

neering contract. Management can protect itself by taking the fol-
-lowing steps:

1. Formulate a definite company policy on unsolicited ideas.

2. Notify all Department Managers and Officers that all
-unsolicited ideas should be sent -_to the Patent Department,
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agent c_ém prepare a French translation acceptable in Belgium,
France and Switzerland, énd a'German text acceptable in West
Germany and Austria or a single Italian translation acceptable in
Switzerland and Italy.

4. FILE PATENTS OF ADDITION. Many foreign countries
permit the filing of patents of addition which have a term the saﬁe
as the main or parent applicaition‘, b%.t which are free of separate

taxes in most countries. Economy is achieved by this procedure

because patents of of addition require gsmaller filing fees and are

free of annudl taxes,

5. MAKE LICENSEE PAY HALF. When a license is granted
under a foreign patent, the agreement should contain a clause readin
"Licensee agreses to reimburse Licensor for one-half of the out-of-
pocket expenses incurred by L.icensor in filing, prosecuting, issu-
ing and maintainiﬁg the licensed patent'’, When more than one pat-

ent is included in the license, the Licensee should be given the right

to cancel from the license any patent it does not desire to main-
tain. Reimbursemént is usually made annﬁally upon submission of
receipts for Government fees, taxes and agents' charges, This
provision avocids the necessity for Licensor to maintain any unused

patents.
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FIVE WAYS TO CUT FOREIGN' PATENT COSTS

“neThe following aré five "use-tested'! ways to reduce the

cost of flllng, prosecutlng and malntalnlng forelgn patents

1 -CO\TDENSE The spec1f1c;at1ons of U S patent appll—
catlons are generally verbose and contaln many sectlons unnec -
essary and 1n sorne cases, 1nadmlssab1e in forelgn spec1f1catlons. :

: Therefore, the U S. patent appllcation should be condensed for

2

forelgn f111ng by deletlng the followmg (a) all obJect clauses

(b) general description of the flgures in the drawings, (c) all
general paragraphs not concerned W1th the actnal descrlptlon o:E
thelinvention Flnally, the U S clalms shouid be recast 1nto
three typesz (1) the Brltlsh type Wlth main clalrn and dependent
sub -claims (2) the German type claims in which the old ele-
ments are ftrst rec1ted and .the nonel-elernents foliow the e}rpres-
sion ”characterized in that and flnally, (3) the French type of
resume; _. ‘If poa‘S}.ble,. 1ong sentences should be cut into two ‘or
-more short sentences to fac1iltate un‘d’er‘standing by the.trans— .

lator. If these measures are taken 1t is posmble to reduce the

number of wor:is by 1/3 to 1/2 thus effectlng substantlal economy

in translation charges .

v
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This Committee can effectivély control foreign patents by
meeting only four times a year Pl"lOI‘ to the Committee meeting,
the Forelgn Patent Attorney, working in the Patent Department
Wlll Send to each member of ’she Comml‘ttee two Weeks in advance
of the meeting, a statement of each invention comprising the fol-
lowing information:

1. Short title, inventor's name, serial number and

filing date of the U, S, patent application and an ab—
stract of the invention as claimed in the U, S,

2, A statement as to whether the invention is in com-
mercial use in the U.S. and its imporiance to the
company. - I '

3. If the invention is not in use, a statement should
be given of any reason why the 1nvent10n should be
protected abroad.

During the meeting, the Committee should select only
those inventions which are essential for the:pr"o'tection of export
sales or for foreign manufacture and also those which will form
a basis for foreign licensing or patent exchanges.

The foreign countries Should,be selected with regard fo
{(a) need in the _particular coun’;ry--—will it.as_si‘s‘tr in establishing
a new industry? Will the invention help the country decrease im-

ports and therefore improve the balance of trade? (b) Is the

invention suited to the climate, habits and customts of the foreign
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should be submitted to the Department for approval at 1e$st 30

days prior to their.release.

In countries which issue patents upon mere registration.

and without ncvelty examination, the patent may be published
within a few weeks after filing, for example, in Belgium,. Spain

and Italy. Ths Manager should warn the Management of such .

early disclosure. To file or not to fi__le-—’that is the question. If
the Manager is re‘:a_slonably _sﬁre thatlthere is no similar de_velop;
ﬁent among competitbr,s, lthe_ _fil_ing. _i-n.,,.such non-examining coun-
tries can be dei_layed (W.i"chout lo_ss of con;.r.ention priority)- uqfi_l just
before the first patent is:s_u.es. lHow_eveAr,‘ because of the.risks in-’

volved, it is better to trim the disclosure in the applications to-

be filed in non-examining countries rather than to lose priority.

Care must be taken to prevent these early foreign patents from

invalidafing improvements which aré to be covered by later

applications.. This can be achieved by omitting all references to
improvements and uses in such foreign cases, or by filing appli-

cations thereon before the first foreign patent issues.
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This policy causes no conflict with the anti-trust laws, because

the patent grant expressly Sfatgs that the owner may exclude all
others from .mak;ing? using and SQlling the paj:e_nted product. How-
ever, somé count‘rie-s. in -the Internati.onalr Con{-r.eﬁli.:io-ﬁ"reciuire that
the foreign patent be "worked', either by manufacture or by 1iceh—
sing within .t.i"le coun’crgyf.. To asqertain what couﬁtries“make this
reqﬁirén:;em, thé expoft S_ale_.s- man.ager'.shoﬁld céﬁéulf ﬁéteﬁt éoun—

sel, because the list changes from time to time,

2. To Protect Foreign Manufacture: After developing

substantial export sales from the United States, some American
firms find that they can obtain a larger return by manufacture

abroad. If foreign patents of proper scope have b'ee_n obtained -

in a foreign country, manufacture in that country is justified since
the production may be protected from unlicensed competition.
The grant of patents by less industrialized countries has re- .

cently been increased to encourage American capital investment

for manufacture.

3.. Foreign Licensing: In some foreign countries, the

environment is not favorable to-American capital investments.
This may arise from unstable governments, government regu-

lations, higher taxes and labor problems. On the other hand,
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This agresment conlains the mosl frequently used clauses found in a survey of 109
Lo T condracts. - : ’

Agreement
This Agreement m:ule; this Ay Of

g

1.y by and DEIWEEN. . i
a corporation of the State of.......coc,
of business at

, having a place
(hereinalter calied the

ooty YES1AING AL
.. (hereinafter called the “Employee’).
Whereas Employee, in connection with -his employment has or
will become familiar with the Employer’s business and 1s expected to
utilize the Employer’s time, materials, facilities, funds, and informa-
tion in making inventions and improvements relating to Employer's
business.

Whereas, It is the policy of the Employer to require the Employee
to assign to the Employer all right, title and interest in and to all such

-inventtons and improvements relating to Employer’s business.

Now, Therefore, in consideration of the above and the employ-
ment or continued employment of the Employee by the Employer, and
the payment of salary to Employee during such employment, it is mu-
tually understood and agreed as follows:

-The Employee hereby agrees not to divulge to.any, unauthorized
person zny confidential information acquired by reason of his enmiploy-
ment by the Employer. The Employec agrees to keep, maintain and
make available to Employer completé and up-to-date written records,
including photographs and drawings, of his inventions and improve-
ments relating to Employer’s business, all of which shall be the prop-
erty of the Employer. The Employee agrees promptly and fully to
disclose in writing to the Employer all inventions and improvements,
whether patentable or not, which relate to Employer’s business that the
Employee may, solely or jointly, make during the period of his em-

" ployment by the Employer, and Employee further agrees to assign and

does hereby assign and transfer to the Employer all his right, titie, and
interest in and to all such inventions and improvements and in and to
any Letters Patent or application for Letters Pateiit thereon in and for
all countries, and Employee further agrees, at the expense of the Em-
ployer, to do all things and to execute and deliver all papers necessary
therefor whenever so requested by the Employer. ‘

- This agreement shall inure to the benefit of and be binding upon
the heirs, executors, administrators and assigns of the Employee, and
upon the successors and assigns of the Employer.

EMPLOYER'S NAME

O (L.5.)
EMPLOYEE'S SIGNATURE ' OFFICER'S SIGNATURE AND TITLE |

" WITNESS R SECRETARY "
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expenses and assumes all the business and legal risks involved,
The employer trains the employee and provides him with spec-

ialized and confidential knowledge which he could not acquire in

the absence of employment,

EMPLOYEES* CONSIDERATION FOR CONTRACT

Tile courts have heid that "employment' or _”contiﬁued
employment"" is adequate consideration for the execution of a
cpntract to assign to an employer inventions relating to his bus-
iness. From recent surveys, it appears that there is a tendency
to give the employee, in addition to sala.ry, a fixed money award
for each invéntion_. Some companies have found that such money

awards stimulate inventions. However, very few employers are

willing to give the employee a share in the income or savings .
resul’t‘ing from the use of the invention, becuase such arrange-
ments are difficult to administer ahd are contrary to the pre-

mise that the employee' s salary is full consideration for the

invention.

CONTENT OF EMPLOYEE CONTRACTS ON INVENTION

Customarily, such coniracts are simple in form and con-

sist of three basic covenants: (a) the obligation to disclose the

inventions, (b) the obligation to assign the inventions, and
o ) -70- .




6. Reétrictions on 'employment. ir_l. a .com_pét:ing' ‘i_ndustry:
aftér terrﬁination are becdming mbré sp_e_;:i;fi-c .a_s té)lthe' f‘ield.. and
more limited as to time. ' |

7. There- is a tendency.to'_ provide a monefé‘rjr consid.ier-
ation for any "hold-over' period after termination of employment,

_ 78. There is a tendency tq give the employee a.dditiénai
complens.at_ion in the lform of fi};ed moneyﬁawards',r espelcially_ _
Wheré.the contract requires assignment of "all" inventions.

9. Employees. are becoming; better inf-ormed regarding
their___legal. rights and are more critical of employee contracts

relating to inventions,

EMPLOYEE - EMPLOYER R_ELATIONSHIPS

'_In the .absence‘of any agreerhent 'relé.ting_ to inventions, an
employer may acquire enfife_title‘ to an e'rhployée' s invention when
the employer contributes the general p‘I_"inciple or idea 6f the in-
vention and the employee merely uses his 'ofdi_nary skill to redu’ce
the in\!;renti‘on to ".practice at the request of the ernplo"yer.: When an
employeé is hired to"'irivé%lf or to perfect inventions'of the e‘mpioyér,
theri th.e‘ entire title to such invention belongs to the emplo.yer.,
“When both emﬁloyer 4nd employee make functional and inventive ..
contributions to the invention, they become joint invénf,ors,' but
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in the company's business under such conditions that there is a
good p(;ssibility tﬁey will make inventions''

3. What to Do if an Employee Refuseé to Sign? The em-~
ployee should be élld%red éuli opportumty ;co expfesé hlS reasons
for refusal. Explanation with persuasidn is the beét rule. In
some c_:ases; Sllght "In(.)difli‘cé.tior_l-s- of | tlr‘ile‘ terffjli.mr)rlsogyr and in r‘é’.ré
cases, | qf the subs;c.a‘ncé, 1;nay be gré.nted W:here' "the ‘partiCular
c‘onditionsr W‘arr:a‘.nt tﬁése changes but, 'in the final "analysis'-, no
excﬂeI;t'io'r;S shoﬁlt‘il't;e peflmiftéd: even if it means a chéies between
f.%i,c:,rrling~ or fésﬂigni.r;g. .' ThlS fin.a'l alterna’clveshould be gi')ven only"
afi:.er.‘ éareful cdnsideration. bjr the Maﬁéééﬁentdf all the facts |
rel'afing_to' thé'case-. | - |

Ve"hen- an erﬁployee under éﬁéhi_éohtrlact 1s sélﬁafatéd f:lr'om' '
thg- payroll for any reason, his supervisor should notify the 'p‘_ei.y-
.‘;-.01'1 dep;artmént,r -trhlke :Industrié;'l Relé.’lsi.c;ns"bépaertr‘;ieﬁt (Personnel
| Reci‘uii:n;ént D.ivisit")n:) andrthe 'Pét-érit Department. It there is a
hold‘—ov'er.cllaﬁlse iﬁ'the cr‘c‘>nt1"la'c1-:, 1.:h-e- Pé.’ceht Depaffrﬁenﬁ Maﬁager
will cénfer Wlth Managément rééaxf'ding such clausé and take appfo—
| -pria‘.ce action to Saféguérd fhe comﬁé.n’j‘ s. é;)rifideritilal information.
-. If extra con‘apenéétion. is reqﬁiréa to resf;'ain the eirii:;lc:;sréé from
rwbr.king for a icd.irnpetit(.)f',‘ ’;he.%a‘f:cen‘t‘Depérémént Méinééer should

arrange for the payment of such sum to the employee.
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of all new invention records received since the 1a.stimeeti-n'g, ‘to-
gether with abstracts of the '__ir‘lve“r.ltions: Preferably, this infor-
.mation is submitted on a "Invention Audit Sheet'' of the type shown
in Appendix F A coi)y of thi.s- aufﬁt sheet is seﬁt 1to each member
of the Committee two weeks before the meeting. At the meeting,
tl'lle‘elecision.o‘;f .the Cemmiftee is ‘in-diee..ted en the bottom of the
audit sheet.- | . | |
'W.ﬁefher -01:‘ not pfelimi;lafy:searches oﬁn&véif& afe made
befefe or after thel .Coinrr.lli‘ctee' S meetiﬁg wiil depend ﬁpon fﬁe na-
ture‘and impor...tanee of .the iﬁv’ention. .. If 1:I-1le= i.n-ve.r.lti-oﬁ is baeic, or
has b.een' placeld' iﬁ use bj tﬁe compenj, hthe seafch Sheeld ‘.be mede-
priorlto' the meeting, but, otherwiee, .alll nox;elty' searches are .rnade

after the meeting and only on inventions approved for filing,
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ESPIONAGE IN THE PATENT DEPARTMENT

There have been so many cases of industrial espionage and
"pirating' of know-how in recent years that some attention must be
given to the protection of the company' s confidential and patentable
-information. . Due to the professional training and the high standard
of ethics maintained by the ﬁatent profession, there have been no
cases involving patent solicitors. However, the Manager must not
assume that such éthical Standafds may be attributed to all persons
having access to the files or the departmént office_s. Here are
seven rules to provide security for the compény’ s i‘ig‘hfs in in-
.v..entioné and know-hoﬁv: | | |

1. All invention records, research reports and patent
applications should be kept in locked cabinets. Only the Manager
and the Chief Clerk should have keys to such cabinets,

2. When invention records or applications are handed to
a soliciting attorney, the docket clerk should make a notation on
the docket card of such delivery and of its return. :

3. Each attorney should be instructed to place his working
files (of invention records and pending applications) in his desk at
the end of the business day and the desk should be locked.

_ 4, The Patent Draftsman should be instructed to lock
away each night the blueprints, photographs and drawings in his
office, Patent drawings should not be left on the drafting board
over-night. '

5. When the Manager or any of the soliciting attorneys
has a visitor (not a company employee), all patent files should
be. closed and zll blueprints and drawings covered.

6. Never leave an outside visitor alone in the office;
call in a secretary if you have to leave during a visit.

7. All patent personnel, including the Chief Clerk,
should execute the company' s "Employee.Contract on Inventions''.

-62- .




‘When an Invention Record is received by the Patent Depart- !;
.
ment, it should be processed esifolloi}vs:

1. The r_ecord_i_s_ sent first to_the Chief Clerk who assigns
to it a '""Docket Number-” Wnicn number will be ueed throughout the
h.istory.of that invention-l-b'e_fore the\ Patent Filing Committee, on
the .file wrapper and on the.i.seued phatent. A :”Docket Ce,rd".,_ such
as that ehourn‘ in Appendlx B is prepered.. | .-

2. An acknowledgement is sent, promptly, to the 1nventor
and to his dlrect supe‘rv1sor | of the recelpt of the Inventmn Record
It i‘s.importafnt to mention i.ri.thisuletter, the ”.Docket Number

inventor' s name, title of the invention and the date the record was

received. In all future correspondence the spec1flc Docket Numbe
should be used

3. An abstract of the 1nventlon is prepared and added to
the other abstrects that W1ll be sent to the members of the Patent

Flllng Commlttee .

ﬁ_l. If the Patent Filing Commlttee approves f111ng, a pre-
liminary .search is made .relatlve to the patentable novelty of the
invention. ' | . B -

5. . An opinion is prepared on the basie of the novelty search
and a copy of such opinion with the pertinent references should be

sent to the inventor for his review and comments.,
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Representation of an Invention Record - expiana~
tion as to how to prepare and execute it,

Chart showing steps in the prosecution of a patent
application - explain the parts of a typical patent

‘application - define the term.''prior art" and types

of rejections.

Chart showing functions of Patent Department -
explain how i serves Research and Development
Department,

b

Slide showmg 6 reasons Why company may not use
its patents, such as: o

-a) outside company' s field of business.

b) legal restraints.
¢} relates to by-product.not recovered
d) too expensive, therefore not competltlve.

e} relates.to discontinued product.
i} superceded by later patent.

Sllde 11st1ng 6 Ways patents benefl’c the company,

~which are:

‘a) to protect new developments, -

b) to protect current operations,

¢) toprotect domestic sales and exporis.-
d} to sell or license for income.

e) to exchange for other patents.

f) to avoid the neceSSJ.ty for secrecy

Slide 1lst1ng benefl’c of patents to Employee -

‘Explaln how patentsv

al create new 30bso

b} -stabilize employment.

¢) inerease professional Standlng

d) provide basis for advancement,

e) provide additional income, by salary. in-
crease or award,
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become a patent attorney and in such event,-the Patent Depart-
ment should assist in making this possible undeér thel"g_ompany' s
policy regarding additional education and’ training.




- Unless the number of inventions created at a particular
laboratory or plant is more than 20 per year, the duties of a
.Patelnj_: L__iaison can be carried out as part.-time activities of a
technically ;crained person.in researcfi or c;:-ngilneerin.g‘.‘ Usually,
the_. Manage_rs of the laboratories and plénts are pleased to ha{re
aﬁ informed. persoﬁ on the staff as a contact man \.iv.ith the Patent
Depaf_tment and usualiy no.charge is madé to the Départmentl. for
such part-time funcfcions, Hoﬁever, in 1arlgle researc,h cénfers,
the _duties of the Patent Liaison may require his full time in

which case his salary is paid by the Patent Department, |

TRAINING OF THE PATENT. LIAISON
When a Patent Department has obtained apprové.l for the
use of Patent Liaison in technical and plant locations, all such
personnel should be brought to the Central Patent Department
once every three years for trainirig. The initial session usually
will require about two days time and the agenda will iﬁclude the
following:
1. Explanation of the position of the Patent Depart-
" ment in the corporate structure and its functions.
2. Learning how laboratory notebooks should be kept
- in order to establish the legal requirements for
‘invention, = - -
3. The invention record--how to fill it out and exe-

cute it properly.
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5. Where a Patent Liaison is located in a remote piant or
laboratory relating to his subject field, the attorney
will supervise the patent activities of such liaison.

6. He supplies the Manager of the Patent Department with
copies of all his patent applications, amendments,
opiniong and reports before they are filed or delivered
to the parties requesting them.,’

7. He calls attention of the Manager to all major policy
matters, such as, interferences, appeals, abandon-
-ment, possible infringement of the patents. of others
by the company' s activities and new patents of in-

.. terest to the company.

8. Normally, he will refer to the. Manager of the Patent
Department all requests for trade practice approvals,

 research contracts and production agreements with
contractors.

The Manager' or Assistant Manager should meet with each

attorney not located in the Patent Deparfment, three or foﬁr'tlimes :’
each year for 'rev_iew of work in progress and to mai_ntain_uniformity

of patent policy.
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In Appendix D, there is given a list of the books, publi-

cations and sérvices considered essential for a Patent Department

‘Library.

This list has Eeeh prepafed under the a/ssum'ptioﬁ that the
Patent Department has access to a general 1afv library and also to.
a technical library. If the department is locat_e_:d at a considerable
distance from such 1i‘brar_ies, the.Paten_t Departmentl 1ibré.ry will

have to be supplemented with some bagic reference books in ger-

eral law _and. the pertinent sciences.

After searches are made, the pertinent patents and liter-
ature references shoul‘d be bound with the report. The b.ound
Volurﬁe should be titled and placed in the Patent Departmenf Lib-

rary. Each search should be numbered and indexed by the Chief

Clerk so that it can be readily consulied on future discussions of

the subject. The binder can be of the type used by public libraries

for miscellaneoug pamphlets. If the searches_ are catalogued, sev-

eral search reports and patents on different subjects can be include

in the same binder,

The library should also house the collection of pertinent

prior art {patents and literature references) which should be clas-
sified along the product lines of the company so that some searching

can be carried out in the Department.
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PATENT SEARCHING AND THE WASHINGTON OFFICE
In.'s"r'hall companies; itis a'dv:i.-éal.).le to have patent searches
made by one of the established search firms 1n Washiﬁgton, D.C.
' In'medium and 1arge_ corporations, it.j‘_I.néLy bé ﬁe‘érés's.ary {o have éne

oI more j_?_ull—time Sea.rchers stationed in Washington to carry out

searches for the pdnlapany. |
_ How_ever, since .the_:lllrle'is a n_a-ltio;nai. ghor{.a'ge 'Qf péfent attor-
neys, some Zarge_qu‘or.npar‘lies ha.ve. followed a—policy c;f training
young, _technicé.l p'erAsonnt'all f.<.)..r.the patent profession in the Wash-
ington Office, One of the ;rndst sﬁCc‘.es.sfull ﬁe£ﬁods ‘is to recruit a
rrjece_,m‘: 'gradua-te and urge him to g'o‘ to law school é,t rlligllltnwhilé he
spénds Vthe day in the‘ Washingtori Ofﬁce ééér_éﬁing for the company.
~ The trainee may ais§ bg iﬁstrﬁctéd.i-n thé draftmg of patent appli- |
cations a..ndpro_secl:ﬁ.tion,_ _Iﬁ mos;ccé;ses, thé cémpany wiii pay Sne—
half of the cost of -thcla law ‘S.Ch.OOI tuific;n, -Wﬁh a;nsunde:rstandling that

the company has first option on the employment of the gradﬁate.

This gystem is encouraged aﬁnd made possible by the fact that there

are two law schools in Washington which have evening classes in

law especially designed for the patent profession. These schools

are : 'George Washingtdn University and Georgetown University.
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2. To prepare a card index of each invention
record showing its history in the office, the
status of the prosecution of the demestic: and
foreign applications filed thereon. A typical
patent "Docket Card" is shown in Appendix B,

3. Tomaintain & "Tickler File" of the date upon
which action is due in any patent application,
interference, appeal, suit on patents or trade-
‘marks, and to notify the attorney in charge of
the actions:for which he is responsible, . ‘

4. To serve as Librarian for the Patent Department

b, To assist the Manager in the preparation of the
agenda and abstracts for the meetlngs of the

- Patent Filing Commitiee, : :

6. . To maintain supplies of patent forms and appll-

cation file jackets,

If foreign patents and applicatlons are not handled by
another perscn, the Chlef Clerk may be trained to prepare and
attend to the executlon of the formal papers for flling foreign appll-
catlons and rray ke.ep a tickler system for followmg due dates .

on foreign appllcatlons, patent annuitles, Workmg requlrements,

and foreign trademark renewals.
To fo]_low the dates upon which actions are due, the best

practice is for the Chief Clerk to send out a reminder: s monthly,

to the. Manager and the attorney respons1b1e for the actlon. The
reminder sheet shows the dates and actions required durmg the
next three. months. , Each-., attorney_ should also. enter on his desk

calendar the dates when his actions are due g0 as to serve as a

check upon the calendar system of the Chief Clerk. . Each secretary
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2. Give counsel and advice to junior attorneys.

3. Assist the Manager in making difficult decisions re-
garding final rejections, appeals, interferences é.nd litigation.

4, Prepare ‘briefs on appeal and argue the Iappeals in all
or the most important cases in the department..

5. Review all amendments prepared by the solicitors when
the amendment deals =With the merits of fhe cas‘é.

It may appear'thét the As.sistant Manager has a heavier

work load than the Manager. The Manager should be free from

the daily supervision of the department so that he can travel, con-
fer with Management, carry out policies, functions and services

for other departments.
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The duties of the Manager will be substantially the same

whether he is operating a "One-Man'" Department or administering

a large department. In multi-division companies, some of the Man-

ager's functions can be delegated to the.divis‘ional.Patent'Managers.

Some of the du‘t‘ie_s which can be delegated are:

1.

2.

DUTIES OF THE ASSISTANT MANAGER OF" ’I‘I—IE CENTRAL

. Approving new processes in his division Wlth res-

Preparing opinions on validity and infringement
re_ative to activities of the division. '

If zhe division has separate research, sales and
advertising departments, the d1v1r31ona1 manager
wi-l service those departments

pect to infringement.

Approving publlc:lty and advertlsements of the
dlvlslon.

DEPARTMENT

When the company has grown to a multi_.-p.r,_oc'iuct or multi.-
divigion staéé and the. Patent Départmén’c haéﬂ more ‘than two attpr-
neys, one Sf the atfqrneys should be traiﬁéd and appbinted as
Deputy or ‘-ASSiStaIVIt Manager, referring to .the j"furn‘c’.ﬁiognal Chart II.

Tk;e duties of the Aélsistﬁnt.Manégér a.re chiefly to supef—
vise (1) soliciting and (2) services. More specifically, these_.

duties include:

- Adjusting the workload of the attorneys.

Review of work of the patent and irademark
solicitors,

Assisting in important patent interferences
and appeals.
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‘majority of companies, such income is included in ‘th‘é_"'Pr'ofit and

Loss Statement'' under the heading: "Other Non-Operating Income'’
While the customary practice is not to credit the department with

‘such inéome,‘ the Manager is well advised to remind the Manage—

ment in_‘his anmial report of the amount of such income, ‘Su_ch re
| minder makes it easier for the Manager to ob_ﬁain approval of the
. nexf jrear'_ s budget and to .obtairi-ne@essary salary increases ;ﬁe-:
quired by merit or tenure, | “

Many license_ agreemen’ts contain a clause rgqﬁiring the

Licensee to reimbursge the Liéensor (the company) for one-half

of the out-of-pocket costs of filing, prosecuti_ng, issuing and main-
taining the licensed patenfcs for which a statement is sent annually
to thé Licensee, When such reimbursements are received, the

Patent Department account should be credited with such amounts.
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Department. Nevertheless, in most financial statements of in-
dustrial corporations, paitent and trademark rights are carried
on -thé borok-s at $1.00 |

BUDGET FOQR A PATENT DEPARTMENT IN A MULTI-
PRODUCT COMPANY

Assluming a -Deiaarfment. Having the personnél shown in

Chaﬁ: II, the. annual budget should abproximate tﬁat showﬁ on the.
‘a.djacent shéet. The item salarieé includes thoée of ‘r.he. Manager,
Assistaﬁt Manager,. fouf pa;tehf: attornéys, one full-ti'mel searcher,
oﬁe draftsmszn, a Chief Clerk and six seéretarieé. The."Pa-yroll
Relatec‘i.Expel.qse-s'-' iﬁclucies c":.erl";:ain "fringe .benefits” paid by tile
compan&, suéh as thé comﬁé.ny"‘ S. éhé.re of bensioﬁs , life insur-
ance, and a sﬁafe ‘of fhe ‘unemplcy'm‘ent.tax. in most companies,
the Pa’.cent.Department is located in oﬁe- of the buideings oﬁned or
ré-nted'by. the company énd it is customary to add to the bﬁdget a
pIJ.,"opor.ti-on“of the regﬁlar .bffice "bvefwhééd",, which shoﬁld bé-
céﬁéidefed.és ”occupaﬁéy cosfs”. |

| It sﬁoula “be‘ noted that this budgét d;).es not include é.ny re;
ser{ré fdf .patent .almd ’gradérﬁérk 1i.tigation, but it: is éustomary to
inclﬁde SHCh—é fesefve ain thé budgét ‘of the staff legal -cour.léel or
of the Liegal Departfnent. If the company employs only outside
patent aﬁd general legal counsel, a suitable reéerx}e for liti-

gation expenses must be added o the Patent Department budget.
' -34-




* ' When. all the attoi‘ﬁeys'atr‘é locatediin one office, a weekly
staff meeting is a convenient way to maintain confrol of policy and

to balance work loads between the several attorneys.

OUTSIDE PRACTICE BY | CC.)R:PORA;TE ‘-A_TTO_RNE_YS

Whefhe_r or not_c_-:orpqrate patenf gttornéy_s :Should be: allowed
to engage Jj.n outside patent practice Wigllld'epen.tli__ up_on a number of
faci;ors.. Some companies permit such pr_a‘cfice.;-:a;nd tlr_l_enrta'.ke advan-
tage of the faet to maintainlower'salaries. thherrcompanies prohibit
all outside practice aﬁd deﬁand fuil timé aﬁd Aat.j:ter}tion §f the attorneys

to the company' 8 business. However, where an attorneyis assigned

to a Very.'f.lé.rrbﬁr‘ﬁéld,i such a;_s "thermal contrdlri;hS’crﬁments"; he
may fall into & rut of subject matter and stagnate, To permit such .
an attorney to prosecu‘té cases in other fié-lrds not in conflict with

’ché company' s businésé may widen his scope and improve his ef-
ficiency in company work. | Fur"cher., there are times when .specigl
circumstances dictate the practice of pérmi’cting a compé.ny patent
attorney to fi'e one or more patent '_appl-ic:a'tion_s for a customer or

converter, but in this event, the: attorney is pa‘-i"d for his ex’cfalser—

vice by the outside party with the company's approval,

‘However, if corporate attéi‘néjrs are permitted to pradctice

outside office hours, they should follow the same rules of 'efh‘ic’:s and

avoidance of conflict of interest as are followed by reputable attorneys
..-32_




or Chief Engineer and Manager of New Product Development, if
any. Since the report contains .abstracts of inventions on which
applications have not been filed,- it should be marked ""Confidential"
and not distributed beyond top Management. In a multi-division -
company, the report should contain separate sections for each
division and it should be sent to the Manager or officer in charge

of each divigion.

ANNUAL REPORT OF PATENT DEPARTMENT

In addition to the Monthly Report, the Patent Depariment

should provide Management with an annual report, issued within

should contain:

1. Summary of Pé,tent-é and Patent :Applications
Owned, Filed and Prosecuted During (last year).

2. Number and Scurce of the Invention Records
Received and Number Filed on; Deferred and
Rejected. : : ) '

3. LiS‘t of New Trademarks Filed and Registered.

4, Review of Imporfant Cases Filed -and Issued and
their Relation to the Company' s Commercial
activities. 7 o :

5. Review of Interferences and Litigation Carried
on During the Last Year; their Status or Dis-
position. ' o : ‘ :

6. Total Domestic & Foreign Patents in.Effect.
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except on basic discoveries. 6. 5Shall employee inventors be
given extra awards in addition to""sal'-ar'y?:‘: Not at the present

time.

After general patent policy has been established, the
Patent Department finds it helpful t_o_ :publish an_nnofficial "'Guide

to the Patent Policies of --------ww=wmmu-- Corporation The

gulde should contaln the followmg notice.

”This handbook is called a ”Guide” to the patent
policies of the Corporation because it ig un-offi-
.cial and sub;ject to change to meet special circum-
stances, To facilitate progress, the Company *
must be free to change policies to meet changing
business and Government laws and regulations.
Therefore, to obtain a definite and official de-
cision as to the pelicy in any particular‘ situation,
klndly wrlte the Patent Department

%
H

In Appendlx A, the content of a sample ”Gu1de” is given
in detail. Such an un- official 'Guide to Patent P011c1es is given

"an effective date” and then distributed as follows:

Management down and 1nc1ud1ng Department Heads
Purchasing Agents * - :
Salesmen 7

‘Senior-Research Personnel -

Plant Managers

Corporate Legal Counsel -

Outside Patent and Legal Counsel

- All Attorneys in the Patent Departriéent

There is no need for general distribution of the guide to

customers, but when ciuestions of j_&)dlicjr arise with any customer

or converter, a copy of the guide should be made available to them.
-28-
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“that the parent companies shéuld not agree t6 avoid competition
“with the jointly-owned gubsidiary, but on the contrary, they should
r‘eser‘ve_*thé‘righ’t to competé with the subsidiary. -

‘ ‘Many American c'c.i'xﬁpaﬁi.eslh'avé foreign Sub'é‘idia[rieé, some
“-of which af'e'-‘mei‘elj'r"pétéﬁt‘flicén's"ing'orgariizations and others are
engaged in research and dévelopment or manufacturs, Inventions
“probably will not be madé by subsidiaries of the first type, but the
opérating foreign subsidiary may produce or acqiire invéntions of
importance to the parent organization. It is advisable when either
type-of subsidiary is organized, to defirie the patént rights of the
parent and thé subsidiary and the tax basis should be settled in

'

' advance of the formation of such subsidiaries.
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RELATION OF CENTRAL DEPARTMENT WITH FOREIGN
ACTIVITIES

A.mﬁlti—divisi;)n -gorporation is lik'elry.to. have one or more
internétibn.aldivisio.ns basedr ﬁpdn éepéfaﬁe prodﬁct lines.- Such
.inte_llﬂnatlional_‘ divi_sion“s may compriAse some Wholly—owned subsid-
.iariés and.soine j‘ointl ventures._ in such a case, i‘ﬁ is-'iadvisable
that each- International Division. have a Foreign Pafent Manéger
(usually based_at the foreign headquarters of the International
‘].I)ivision). Thg Fo‘relign Pa?tent Maina‘égr W;i.ll maiﬁ’.caiﬁ a depart-.

ment comprising the usual patent service staff: searcher, drafts-

man and chief clerk and will maintain a patent liaison in each
subgidiary and joint venture. However, in order to control patent

policy and integrate the patent work of the Internatidnal Divisions.

with that of the Domestic Divisions, it is neceésary for the Foreign

Patent Manager to report to, and take line authority from the

Director of the Central Patent Department, just as if he were a

divi.sional Patent Manager.-

THE LICENSING FUNCTION IN' A MULTI-DIVISION COMPANY

In a mllllti_—divisioné.l corporation of the type now being dis-
éus'sed, ‘the licensing function is best integljated=uhder-a‘.Direc_tor
of Licensing. The Licensing Director's chief function'is to con-

vert the company' s patent rights, know-how and trademarks into
: -24-




should be located as close as possible to the source of the tech-
nical information reQuirec_i by their work and where their services

are needed. This means that one or more attorneys may be located

A Al

in the separate divisions and at "theSepare.fe research laboratories,

L
ﬂis
|
!

but these men will carry out the patent policies of the company under
the supervision of the Manager.

hHThe “pe‘rl".sonnell "}organization of a Patent Depe{}trﬁeﬁt ina

k]

multi-division company having international divisions must be more

complex than that in a rnﬁltig—i)re'duct cdi'ﬁi:ie,ﬂy, The chief officer
in chai'ge is p‘refeflabll‘y a "Vice '—P'rl'es'idlehtﬂ-—'foi:')Pzéteﬁts”h, who esta-

blishee ba‘..sie :g:;a’ceht‘policsr;ena infégra{eé tﬂe work %ori thePa‘cent
Department Wlththe Internatlonal DlVlSlOIl ) The Manager of the
central Patent Department is called a Director, and he provides
Serv1ces forallthe d1v131ons, forexample, the Dlrector super—
'x‘r'isee ;’t"}ie_wes’hingt‘oﬁ 'Offie'e, Wthhl’IlELy ieclﬁde :orrxe‘or "m'ofe' jfull—,
' fime- s‘ee,r_ehel-’s anéi oneor ';r-ri'ere-!i)e;tené 'trei;ieee, ee:descfibed in
.Chap;cer VI'II;V .Usua;ily the ‘-é:eri'tr'a}iﬁél?at"eﬁf Deﬂpar’;xlnehtl ‘Will'ha{re one
o‘r more staff !.etfefneye;{o ajssmt the Dizr":ec't:o.r_ in in'te.'gfet.ing the

5o

work of the var.'i'o‘u‘s divi'siensg-‘

¢ 1s customary fo ce:r-l"c‘riall'ize the .tfade'r;rie{r:l; vn?lorrkr for all
aivisieﬁs ﬁndef atrademarkexpert report:.ng fe .the D‘ilxj'e-ctolr and
.1ece.‘ted{rin the centraldepartment |
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In this department, the soliciting staff will compfise two -
or more attorneys, each assignéd to a single product or sﬁbjeét‘
m.atte'r.,r However, if the amount of 'Wbr'"it does hot j'u's'ti'fyl‘j such”™
single assignments, an attorney can'be given work on two or more
related producis, as shown m Chart IL. All of the soliciting attor-
neys will proSecﬁt‘é cases relatin‘g to industrial inventions, designs,
trademarks and copyrights in ‘their respective fields. All of the
solicitors are under the supervision of the Assistant Manager.

1f any of the pr‘odurc,t 1ine"S' involves 1abofatoriés or pl'arits
located at a distarice from the central Patent Department, it .is
advisable to place Patent Liaison in each such location, the
liaison reporting to thé éﬁttOrhey' CEL"SSigne'd to. the p‘a;i‘ticular pro-
duct or subject. The 's'p-'e"c"if‘ic": duties of the Patent Liaison are

described in Chapter X,
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staff services and a number of patent attorenys, each assigned
to a specific product or subject field.

The flrst leve}_ shows the staff personnel which provide the
services fof A'th-e ‘cblle,;pértx'nelz‘l.t,ﬂna.mely the S;Vearr-chrér,l dfaftsrlj;la:.h,:
chief clerk and foreign attorney.

| Thle‘flée'cor.l-d 1éve1 shows the :iirile. crgz.a.nirzation 1n which each

mgjpr prodﬁét 'or sﬁbject is ‘assi'g;"eél to an .a‘ftrorne‘y. .' Somel of these
a.t‘tor‘nejrs may nof b;3 E_ésed iﬁ t.he. cr:entrréi ;)ff_ice of thél depart.m.ent,
but may Wofii iﬁ a- di’sta;;lt,;'esearch c;é‘nter. or.'. I-J.iant', .bl.l't such atior-
“ney will .reportmto the é.ssistaaﬁt'm.atﬁag.;er.ﬁ If ail the éftéfneyé are
loca;c-ed in ‘ch.e éentré,l ofﬂée, a patenf rlié.iséxll- éhould be aﬁpointed

in distant laboratories and plahts,

FUNCTIONS OF THE PATENT DEPARTMENT

Reference should be made to Chartl], which shows the .
functional organization of the Patent Department in a multi-
produét company. In general, the Manager will concern him-
se_lf priinarily with ca'rll*y‘ing‘ outr the patent policy of the éompany
as deterrr;ined by Ménégéﬁent énd with o.p‘":‘lL‘riions and a;éti'ohzs.inF
vc?lving the use of patenfé é;nd trad.éfnafks., .TheSé- 'o.f):ini'bns and
: écﬁons will -in\.réllve Iﬁany pﬁ;ﬂély l‘e;gr;w.lr “ciﬁ‘éstioﬁs; -sﬁch; aé'u-a:nti?‘
-trust, unfair con;pé;cition,. _Robin.s-;)n;—Patmanp. Act,: lé,l;)éling |
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The staff of the "One-Man' Patent Department will consist
of the staff attorney as Manage_r,' a C'hief Clerk and one or more
secretaries. Unles_s_ all. thg patent work is on mechanical invéntions
the Debar.'tmérll.’s.cénﬁmake;usé of a draftéman from the Engineering
Departmentl to prepare dr_awiﬂgs or_such drawings can be made by
dutside ‘patez-n:: draftsmen. | The Staff_.attorney_shoqld. begin to build
a ﬁ)ateﬁt librafy c-ontéini_ﬁg the ﬁlinimum list of books, publications
and Sérvicés outliﬁed in Chaﬁer VIII, | |

‘In the.-ope.ration of a "One -Mar_l'.'. Patent Department, it is
advisablé fo utilize oﬁ{side :firrﬁs -for seérching_ and fof the filing

of foreign patent applicatibns and trademarks. With a single patent

attorney in the cb.mpany, it is 6bv1'_.<_3usthat sych funcfpioné as licen-
sing will have to be carfied out by company officialls Witﬁ the assist-
ance of 'the staff pétent attorney and legal ._counsel_. However, lthe-
patent é.ftbrhéy A.run'ning a '."One. -Man" Departmen‘p can be expected

to give.opinitl)ns on _.Whe;ché.rl‘ new éroduction procedures or products
will infringe ;,nd he will ﬁrepare 6§inions on_novelty and _validi_ty.
.The' étaff at;cofnéy ‘.x-rvill also appfo{re all 'publicitylx-*elea_sesl,- speeches,
éaf;aiogues, pr'omotion. mal.-t.er-ial,l 1_abeis ana adveftisements as to
pifbper ﬁsé df ;tradelrnafksl and to prevﬂen‘t 'pre.:.rna“‘ture__ disclosure of

company inventions. Legal matters, such as anti-trust and trade

practices should be handled by legal counsel.
-16-




SURVEYS ON THE POSITfON OF THE PATENT FUNCTION -

In 1957, the Industrial Research Institute of New York con-
ducted a survey of its members .(Ljrn the .su’b'ject of ”i’aféht Policies
and Practices of Industrial :Resééfcﬁ Institute Compa.nie's”.' | i\:le-i;"iber

companies are represented in the Izlls-ti.tut”e by the Vicé_—Presiglent |
fdr Research or thé Director': lof Reseér'ch a:nd Deve.lopln;ep.t.' Thié
survey found the companies. about equally diﬁded 1n using (a}) gen‘.—
eral legal counsel, {b) ’Itech-n.ic::}'.a.l Department,. and (cf Gé_neral Mén~

agement, as superviéor of the patent function. The survey is re-

ported in Research Managemeﬁt, Vol. 1, pp. 173 - 176 {1958).
The Nztional Industrial Conference Board of New York has
conducted surveys on this subj-ect, the most comprehensive being

""The Patent Counsel in 'Company Organization', reporfed in the

Conference Board Record, Vol. 17, No. 8, (August _1‘960)_._' “A

wide variety o_f companies were surveyed and it is believed that
the findings are fairly representative of the present situation.
It is understocd that a new survey is currently in progress and

the reader shculd watch for the ensuing report.
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3. PATENT DEPARTMENT REPORTING TO GENERAL LEGAL
COUNSEL ' BRI

- Many companies p'l.acé"thfé’ ‘Staff patent ‘édﬁns*'el'-Or"‘Manager‘
of the Patent Department under the 'c:o'nflpa.ir.iy‘i '_s‘ general legal cotin-
sel or Law Dép-a‘"ft;cnént with the following advanté,ges:' (a) better
supervision and uniformity in legal policies of the 'cémpany, by
prevention ‘of Ovex;iépping in legal ‘a;cti\.ri‘[:ie.s ‘of the two types of
aftbrﬁey's;: and (c) avoidance of undue influence on patent‘éoﬁﬁ—'
sel by the Technical Depa.rtrnerit, thereby _prbviding 2 more ob-
jective approach to patent delcisio'n'se

) -Hc'mre‘ver,‘ there are ‘a.',l"s'o disadvantages to this 'pés'ifi'oﬁ:
locating pé.tent' counsel in the Law Department tends to’ diminish
the professional ‘Standiﬁ'g of the patent attorney. Patent counsel

often is not able to participate in policy decisions.” Some re-

sentment may arise from the fact that general lawyers are making -

decisions on patents while lacking patent experience.. However,
the greatest disadvantage lies "'in.‘ the fact that the pa:tent counsel
is often reduced to theé position of réndering decisions and does
~ not have sufficient contact with the technical personnel to advance

- Qriginal ideas. It should be understood that corporate patent coun-

q

sel has a very different role to play than outside patent counsely

¢
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upon such factors as company size, type and number of products,

amount of work and its technical nature,’

1. PATENT DEPARTMENT REPORTING TO MANAGEMENT
When the staff patent attorney or Maﬁé.gei‘ lof the Patent
Department reports. to an executi\'fé ‘officér in General Manage -
ment, the advantages are: (a) it provides the most efficient
c:ontroll Iand performance of the patent activities, (b) | £he patent
counsel or -d'epartment' ié free to rlend;a-r objective opinioné and
to serve all departments of thé éérﬁpéﬁy, (¢) the ﬁé,fent <.:o;nsle1
or department has eﬁu’al Stétﬁs with the general legal couﬁsél or
Legal Department .an.d is -éble to participate ..inlpolicy deciéions
independently of control of otl.ler” dépé,rtment ménagefs. Tlhe
e.}r.,ecuti've officer tc; Whom the"Manager“ repoffs will- be normé.lly
| the Presidéﬁt or Executive Vice P're.sﬂident'to \n}honi fﬁe. Difeé%ior
of Res'eé’rch é.léo réports.'. ' G'o'od rel:afions"mﬁs;c be .Ina.infaiﬁéd
with the Law .Depa'.-rtment ‘én"d‘ outside leg.él a‘nd“p'atent.counsel.
'This is the ideal position for fhe Dép'ar-:tment since i{‘provi.des
the best opportun_ify to participate in l\f[.anagement decisibns} and

allows objective opinions.
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chief counsel or legal department. This book will show that the

proper policy is to shift the Patent Department from one control
to another as the company grows and its activities become more
complex,

For example, let us assume that a new company is or-

e

ganized to develop a patented invention. In most cases, the
“inventor will be retained as a consultant or; mldre. I1i‘ke1y, will
become Director of Research for the new company. In that

capacity, the Jirector will work personaliy With ."o‘utside‘ patént

counsel in thé filing and prosecution of pate.nt.s '.a.s improvements-
are. mad‘le‘ on.t.he bg,slic' iﬁﬁréntion. lHowevewr,_ wher; .lt.he. number of
pending applicati;)ns. iﬁcrea:SéS t'(; 10 .orljl5 aﬁd t.h'e duties of the
‘Research Director makes it impossible for him to render proper
service to outside counsel, -the company may hire a staff patent
attorney to act-as liaisorj_ between the Reseé.rch. Department and

‘outside counsel. In this case, the staff attorney normally will

report to the Research Director.
"Howevar, when the company acquires other products and

‘makes acquisitions, the Research Director may find that he is no

'lOnger able to administer the patent function and at this-stage, a
separate Patent Department is organized with the Manager usually

reporting to the President or Executive Vice-President.
“§-
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