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FEDERAL COORDINATING COUNCIL FOR SCIENCE, ENGINEERING, AND TECHNOLOGY
COMMITTEE OM INTELLECTUAL PROPERTY AND "INFCORMARTION
REDPEEM P UNG o F RSB ENGE AN T ECINOHOSY
xmumaummm SRATRETRIQRIC.
U.S. CRPARTMERT OF COMMERCE BUILDING
WASH.]NGTDN. R.C. - 20232,

" SUBCOMMITTEE ON INTELLEQTUAL PROPERTY

Minutes of Meeting .- April- 21, 19377

The meeting convened at 9:35 a.m, in Room 31414 of the GBA
Building, 18th and F Streets, N.W., Washington, D. C.

Attendees
Members Present .
Jamas E. Denny,. Chairman - ’ ERDA
Eugene Pawlikowski for Robert B. Ellert : bac
Joseph E. Rusz Air Force
William- Gapeynski : : Army
William.O. Quesenberry . Navy
Norman J. Latker : I : © HEW
Donald A. Gardiner K ’ : . DOL
Harold P. Deoeley, Jr. ) ] DOT
Robert F. FKempf. : ’ "NASA
Jerry A. Cooke . I NRC
‘Jésse Lasken S L o . NSF
Executive Secretary o A
O. A. Neunann : ' pec
Guests Present ) : .
Frank Lukasik : Aixr FPorce
Martin. Postman Alr Force
Albert Sopp ERPA
LTC H. M, Hougen : . Army
Members. Absent i ) o
M. Howard- Siiverstein . USDA
Miles. F. Ryan, Jr. ) ) ) DoJ
Joseph A. Hill, Alternate ' © . poOg
Benjamin Bochenek ..~ EPA
Philip G. Read GSh. K
Obiservers Absent . I
Ralph €. Oger AID
abraham R. Richstein, Alternate o AID ' ;i
Robert J. Bladergroen - .CIa .
Robert L. Malech HUD
Maxwell C. Freudenberg ' DLA
. Barvey J. Winter - .DOS
i Walter B. Lockwood, Alternate © POSs-
| . Forest D. Montgomery Treasury
Charles Goodwin ‘ QFPP
Luther A. Marsh Postal Service
Lewis E. Wallace . . VA
Ex-Qfficio Abgeht . :
Br. Jordan J. Baruch . DoC

William €. Bartley FCCSET
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Mr. Lasken agreed to. revise the report. on Recommendation

16 and present it to the Subcommittee at a later meeting.

No target date for. OFPP was established, especially since

it may be desirable to coordinate the contents of the xeport
w;th the Information Subcommittee.

NEXT MEETING

The next meeting of the Subcommittee was scheduled for
Thurgday, April 21, 1977 at 9:30 a.m. During this meeting,
-Mr. Postman will be asked to brief the Subcommittee on the
reports on Recommendations 10-and 12, at. which time target
dates for presentation to OFPP also will be established.

G, A. Neumant
Executive Secretary

The meaiing adjourned at 2:30. p.m.
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Action Ttem No. 4. No action nedessary inasmich as the
development of alternatlves are not necessary 1n 11ght of
the actlon tak ‘n.

Action Item No.- 5. CThe amendment to the FPR on the IPA was
dlscussed under Action Item 3.(1l}. -

Actlon‘ltem ‘NGB 6 E 7. New Business. It was agreed‘that if
any problems raised by the current and proposed legislation
are not taken care of by Subcommittee action on Action Item
No, 3. (1) through (16}, "examination of current and proposed
leg;slatiOn W ld_be con51dered new bu51ness.

REPORT OF CO?YRIGHT WORKING GROUP

Mx. Las_en.briefly discussed ‘the regort ‘GE the CD?yrlght
) Worklng Group 1ntended to lmplementaf Recommendatlon 16.

GeneralrblscuSSLOn'

Mz, Denny.’ noted thakt-. he belleved “that th;s report nght

be the:typeiof: report which also ghould ba reviewed by

the Subcommittee’s counterpart of CIPL, if in fact the twe
groups’ stay together as proposed. Mr, Lasken noted that

the group which developed the report did have’ vinformation
type® representatlves oh the Copyright Working Group; namely,
= ch (NIE), Gratton (ERDA), and Mann (NTIS).

Mr. Postman noted that under theé new cepyrlght law, evarything.
is g;ven gopyright protection upon its creation, and therefore,
would appear to‘cover technmcal data.

Mr, Freuden rg: noted that sincve ‘- the passage of the Copyrlght
Act, thera'are going to be hearings during whicH time NTIS's
concarn will ba aired. He alSo noted that the new Act provides
that the:copyright of a work reverts back to the autlior after i
35 years; and normally the Government. contracts. "work for hire

se that. the Government rights may bé lost after 35 years. unless: {
the contrast: dgreement provides- for a dedication to.the publie.

My, Latkerinoted the term "Governmentsl phrpcses" is- being

interpreted diffarently Ly the Fedexal agengies, and perhaps.

action should Be taken to. correct this: situation. He also: .
suggested that the problem of approwing .publicaticns might i
better be decided at the- time:of contracting. ' He:noted: thak
DHEW. has advised the Joint Committes on Government Printing.
that some- 38, 000 publlcations are. génerated- by its grants;.
and wondered -if the Joint Committee wanted to- spe.all of
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Following publication of the Combined: Report, Mr,
Denny. noted. that the. suggested "guestionnaire" set
forth in the report implementing. Recommendation 3
should: be implemented. Mr. Denny stated that once
FCCSET approves the report on Recommendation 3,
action of the Subcommittee is completed. To
finally complete action by the Executive Branch,
however,: it would be up to the Director of OSTP
toirequest the Heads of the Federal agencies to
implerient the use of the ‘questionnaire. fTarget
date was set for June 1, 1977.° '

It was-agreed that a letter to GFPP is .not necsssary:
regardlng Recommendation  4-since it was officialiy
rejected.  Mr. Read advised that comments are .
still baing compiled by GBA for subm;ssion to the:
Subcommattee.

Wlth respact to. Recommandatxon 5, Mr. Rdad noted

~that’ comments are also:being compiled by GSA. and

material. would be forwarded to the subcommittee for

'1ta conslde:atlon.'

:Mr.rDenny ‘advdsed. that OFPP should ‘bhe 1omk1ng to GSA

for action’on Recommendations 4 and 5. Mx. Read,

agréad ‘gnd would advise OFPP as- to the pew targed
date for these recommendations and would includs -
three months or 50 to permit time for Subcommittee
consideration. Mr. Read noted that. he believed -

Séptembhrfl, 1977‘might‘be a reasonable target

‘Mz Dann"neted that in view of the I.T. T. decigion
- it'may ‘ke" advisaible to reopen the need for legislation

to implement Recommendation 6. Mr. Kempf stated that
he would be willing to chair a reactivated Legis-
laticn Working Group, and advised that he would try
t6 get a-Teport:to thé Working Group by June 1, 1977,
and the: gubgommitteas would get a complate report

- by Auvgust 1, 1977.

It was agreed that Mr. Kempf's group. wbuld provide: a

repoxt’ on: Recommendatlon 7 togethez with its report
on:Recommendation §. :




SUBCOMMITTEE .ON INTELLECTUAL PROPERTY

Minutes: of Meetlng - March 1L, 1977

The meeting convened at 9:40 a.m. in. Room 5141A, GSA Headquarter

Building, Washington, D. C.

~Attendees,
ibex's: Presant
James E. Denny, Chairman
M. Howard-sSilverstein
Robert B. Ellert
Barry. L. Grossman
Jogeph E. Rusz
Wikliam G, Gapeynski
William' 0. Quesenberry
Norman. J. Latker
Dopald A, Gardiner

Joseph A. Hill for Miles F. Ryan, Jz.

Harold P, Deeley;.Jr.
_Benjamin Bechenak
-~ Philip G. Read -
Robert F. Kempf
Jesgo Lasken for John H.
Ohsarvers Present
eIl €. Freudenberg.
Charles Goodwin
Executive Seoretary
. 0. A, Neumann -
Guests Present
Martin S. Postman
George T. Mann.
Members- Absent
Jerry A. Cooke
Jay W. Maynard
Observers Absent
Ralph  C. Oser
Abraliam R. Richstein
Robert J. Bladergrcen
Hobert L. Malech
Harvey J. Winter
Walter B.. Lockwood
Foreat D. Montgomery
Luther A. Marsh
Lewis E. Wallace
Ex-0fficio Absent
~ Dr. Betsy Ancker-Johnson
William C. Bartiley

Raubitschek

“ERDR T -
© TUSDA
- BOC -
* DOT Alterna»e

Air’ Force

_Army -
< Nawy
. HEW

DOT..
DT
bBoT
EPA
GSa
NASA

- NEF.

DLA
QFPP

poc

Alr Force
poc

NRC .
NRC Alternate

. ATD

AID Alternate |
Cia :
BUD -

Dos

bOg' Alternate
Treasury
Postal Service
TVA

DoC
FCCSET
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FEDERAL COORDINATING. COUNCIL FOR SCIENCE, ENGINEER.ING AND' TECHNOLOGY
- COMMITTEE: ON INTELLECTUAL PROPERTY AND INFORI-IATION

mmmwxmmw&w&%ﬁ%mﬁx

D SO Y, MEADTH
UB-BEPARTMENT OF COMMERCE HUILRING PATENT BRA"CH OGC
WASHINGTON, b-c_. e . DHEw
april 13, 1977 EE APR 151977
MEMORANDUM FOR Members of the Subcommittee on Intellectual
Property
From: j&-‘, James E. Danny @ 4%
. ) Chairman S
- Meeting: Thuraday, April 21, 1877, 9:30 a.m.
Rooit 5E4lA, Main GSA Building
. 18th & F Streets, H.W.

Washington, D. C.
AGENDA

1. ‘—Rev:new of" the reports on Recommendations 10:and 17 of
Part I, Volume IV, of the Commission's Repoxt.
Postman is to make the presentation.

Review of Ad Hoc Group report on the amendment to&
the FPR regardlng the Institutioral Patent Agreemént. )
Mr. Latker is to make materlals availales.

‘stussion of H.R. 6249. a copy- of which is enclosed.

Also enclosed is a copy of the minutes of the March 11, 1977 ; B
meeting of the Subcommittes. 77,}

2 Enclosures : AW fle-
1. Cy of H.R. 6249 . ; o T
2. ¢y of 3/11/77 Mins. u 0 s

ADDRESSEES

13
Members ' . '.' atj
M, Howard Silverstein, USDA =— ﬂ
Robert B. Ellext, DOC .
Barry L. Grossman, DOC Alternate
 Joseph E. Busz, AF
WHilliam G. Gapcynski, Army
W].ll:l.am O. Quasenberry, Navy
4/No:::man J. Latker, HEW
Donald A. Gardinek, BOI -—
Miles F. Ryan, Jr., DOJ °  —
oseph A. Hill, DOJ Alternate
Harold 2. Deeley, Jr., Dow
Benjamin Bochenek, EPA -
Philip G. Read, GSa
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UNIVERSITY AD HoQ TASK FoRcE @ = %
Minutes of Meeting - March 10,1977 .

The meeting convened at 9:45 a.m. in Room 311 of the Mational
Science Foundation, 1800 @ Street, N.W., Washington, D. C,

Attendees

Members Present
Worman J. Latker, Chairman : : Y-+ HEWS
Jesse Lasken NSF
Robert Kempf - HAsAa
Eugene Pawlikowski : - NBES
A. F. Kwitnieski ONR
Thomas Kundert for Martin Postman ’ AF

Executive Secretary Present :
Q. A. Neumann DoC

Mepbers Absent
Rokert Poteat . ERDA
LTC H. M. Hougen. Army
John Raubitschek : NSF

A REVIEW

The Chairman asked for specific comments to the Institutional
Patent Agreement, and to the March 10, 1377 memorandum-
distributed by Mr. Lasken at the beginning of the meeting.

Following a discussion of Mr. Lasken's work product, it was
agreed that Mr. Latker would make available to the Subcommittee
on Intellectual Property the revised IPA, and would suggest
the revising of the FPR if the revisions to. the IPA are adopted.

The Task Force also agreed that a copy-of the comments recaived
by GSA together with the disposition and raticnale therefor

would be prepared and made available to GSA when the proposed
amendment to the FPR relating to the IPA is submitted for
isguance.

CORREC MBHPES~—

Mr. Heumann noted Mr. Lukasik's reguest to correct the minutes
of the Februdry 4, 1977 meeting of the Subcommittee by adding
his stated apposition at that'meeting-to the cqntinued work
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(10) - A.liet of subsidiary or affiliate institutions, which
would be covered by an agreement sigred by the institution;
{11} If the institution is a subsidiary or affiliate organiza—

tion, the game of the other ozganiiation and a description of the

.:elationship;

. (12) The amount of Governmeat support for research -and
‘development actlvztles currently being. administered by the 1n5thut1on,
g:vmno Gavernment agency and breakdown,

(14} A statement of the institutiosn's policies with respecﬁ to the

éhaxing'of royalties with-emﬁloyees; and

J(15) - & deseriptionof the uses made of any net income generatad
‘by thie institution's patent management.p?ogrém;

{b) Criteria-fof-evaluation of a technology tramsfer prosram

Before an Institutionzl Patent Agregment‘is‘entered~1nto with
an iastitution, the institution shall have a technology:transfer
program which, as a minumum shall inelude:
» (1) Aa ertabllshed patent policy wnlch 1s con51sccnt with the

policy in §l-9 107+3 and is administered on a continuous basis: by an

of[lcer or organization respons1ble to the 1nst1tut10n,

(2) Agreemeuts w1th employces requ1r1ng them to aseign.te Lhe

institution er its de&lgnee or the Covermment any. inventios: coucuxvcd

or first actually reduced te practice by them in: the course. of or .

under. Government contracts and awards o assunance.that'sugh agree~ v
ments. are ohtained: prior to the assignment'b£~personﬂﬁl to Government—

svpmeCGd'rESQatéh‘aud'dcvelbpmnﬂt-prancts;
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['" Add & new section 1~9.109-7 as. follows.'

§£-9. ,109 7 Negotxntlon of Institutional Patent Agreemeants

(a)" Taformation to bo- s'ubrr[itt:cd.b'y Tnétitution

Chn institﬁtion desiridg to enter into an. Institutional Patent

Agrccment shall prov:.de the agency w:.th che follow:.ng 1nfom3t10n'
N§D) General 1nfomat:mn concernmg tha lnstltutlon, mcluding.
o (:L) A copy of its. Arl::.cles of Incorpnratlon'
. (11) A statement of the mt:.t'ution 5 purpose and a:.ms, and
(iii) A stata'nent 9.ndiuat1ng the source of the :mstltut:.on s
-‘:‘fﬁn'd's—; - '

. €2) " X copy of the in‘sitii:ution:'s~estab1_;'i_she'q'patent poticy,

together with the date -and mgnq‘;f'of- ig_t-s.'a_dc_!{;lr:_ir Iy

3

{3} The name, title,.address and’ teleophode. nu_ml;.er. of the .
of—ficar' res‘fbhs:ibl:'e for 'adﬁi;n" s-f:rat-idrr.i. of _.pe;.ﬂhﬂ-'ﬁ and" inﬁ-ér.;ﬁi,taﬁ:jh :
matters and a de.scrlp..lon of staf i i .this-are;a', .inc—’lu&in.g“ all
offices wh:l.qh caatrlbuta to- the 1nst:|.tutr.on s pataut m.'magt:nent
eapabzhtles, i s

(4) A description-of-the institution's p?.pded_tlr:e-;' f:o‘;" ‘
id’ant.iifying.. and- répo;rt:'.-ng_ inventions and. a description:of the.pro-
cedures for a_val.uaﬁ-ion of sweh inventions for iﬂclusion fai t‘hé;
institution's. p;tﬂtn:o.cio'nal«pmg'cmn;' .

(5)- A copy of the ag:eamentﬂ-éi’g:_wdfhy- employees . engaged - in-

:regard:

resnareh aad deveiopmenl:, indigating their obligetion-i

to . inventious. concaived: 'or-‘-_fo_"r the first time rediuced: tor prastice: - g

‘in the eourse of their assigocdudities; : &




_'no Which ConErash (grant) No, with-

C by the ‘Governednt by the refarenced Agreement ¥

_end wmake eopies of the aboveridencified patent application.
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" Exhibit A

CONFXRMATORY: INSTRUMENT _
Application for: (Title of Inveation).
Inventor(s): . N :
Gorial- Hou o Contract (Grant) WNo.
Filitg. Date: ’ - “Institution: -

The invention fdentified above is a "Sulsject Invention" under- !
) (1dent1fy Insti tu;ianal Patant Agreemenl nunber)

_(gpecify. Govarnment agency) was: sub;ect.
This dbcument 1s.cqn£1rmatqry af the paid-up license granted to
theé Govermment under this contract (grant) in this: invention, patent
application and any: resulting patent,. and. of all other rights acqulrad

!he‘GévetﬂmenE.Ls—hereby granted an Lrpevocﬁbla power to Insppct

Signed this day of o BT
. N Soor \ . ’

j(Innniquiqni

“{Eignsture).

T {Peint of Eype name)

-~ . -

{OTFicial Ticle)

GERTIFICATE
X, o . Co, eertlly othar Toow o
6f the Institution named as licensor hereiug: tShat-
whio signed: this- License on behalf of the Institution Is-
of said Thstitution; and thadt said License was duly sipned Tor and

In behall of said Institution by authoery of its governing boéy,

and:is. within.the scope.of its- CoTporate pIMErs..

. S o SiEnatuce

?szf’in_accorduncé'winh Secninn.Iv{a){oﬁftﬁe;Agreeméns;nthetAgency:hus
detennined. that. a-licénse. for statc¢ and domestie . nunicipdl. goveruments
vl pot be obpained;. tha- following shpuld- be. added. to the Confirmatory-

.Instrumcnt'

g 1igense praited to: tha Govcrnmeat dops-not inelude state and
dhmestlc munidipal. govarnmenns«
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XIZ. . Inventlons by FLderal Enoloyees

Nothlng in; thls Asvepmant shall praclude the Government ffum 'bt 1n'fg
greater: rights/ig-a Sub;eut Inven o4 made by an: mvent:or while &
rcgleral employae. Skl .

XHI. : ]Termmatmn =

This Agreament may-ba: E,erm:.naced hy either pacty. Eor eaverlande: uprm
thirty (30} days writtén natice.  Disposition of: fights i
adininistration-of inventions wade under centrasts. subjectit .
Agreenent will not.be affected by such.a: termination;: excopt: r.hat I
the eveat the Government termipates this Agreemént botavse of a. .
Failure or refusal by.the Institution to.comply with.any of its. oblimtmns

. under sections V(a), VI, IX, and.X.of this Agreenent, tha Agéney Has:
thé right to.require-that tha. Inst:.tunon s etire righty titla-and

" dnterest. in- aud. to thy particular invention with respect: “£0 whieh:
thie breach. cocurced be assigned: Eo:the. Unzead Stﬂtes of Amerlca, as

| repreyanted by the. Agency.

XIV.- communlcatIURSv'lgf

'Rﬁquests for~Aganc capprovalsy” extans 5 BX s1mi1at athiu
cnrraspondence requmredcby this: Agreement should;he addteased to
v ST,
spcc‘}.f‘lca]ly prav aeJ Atharersa im. bh:.s Agreemcnt,. the: . - N
. o¢ %ie designee shall: act as’ the point of authority: within thc Agena'
to. granty such: approva : extensxons, or take- auch other Agenoy actinna
as. may: ba- authorlzed in: thig. Agréement.
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% Admmistrabmn of Invennona 1n Wh-r.ch the Ins:xtutlnn E‘.lects

Yo Rmetain Righes _ _ : T

. {a) The Thstitution: shall administer- those .Subject Inventions:
th which.it elects. to retain title in the public interést’and shall,
except - a5 provided: in subsection (b), below, maka then avgilable
through licensing on. a nonexcluszva, ra;alty—free or reasanable T
ro;.-"l:y bas;s to all quahfzed apphcants. _ ’

C ) The Insticunon may 11cansa a Subject Ihvention. ‘on” an’

exelusive Fasis Lf it detérminés thakt an exclusive lizense 'is

B mqu:.red in the public interest because. it i% necessary as an-

incentive for development of the invention or because market conditions '
&re such: as to require lxcensutg on-an. exclusive basis in opder to Bring

. the invention: to the point of practical appllca.zon Any- exclusive
ligedse lsbuad by the Institution unddyr a U.S, paten‘. ot patent applmat}.on
ghalli Be for a limited period of time and suych pariod shall not, unless
othervise approved by the Agency, ekcead Five yeaxrs from the date of
the first comsercial sale ot use in the ¥nited States of America of a
product or process embodying the invéntion; or eight years from the.

. -date of the exclusive license excepting that time before ragulatory.
agencies necessaty to. obtain premarket cleara.nce, whichever occura,
first, Such license ghallalse provide that tha licenisse shall use:

" allireasonable effort to effsct introduction inte the commercial:
market as soon as practmab‘iﬁ. consistent with sound and: reasonable;
business practices and judgment.. Any extension of the maximurmn:
period of exclusivity shall be subject to-approval of . thie Agénay.: Upon !
axpiration. of the period:of exclusivity or any extension theteof; :
litenses shall be offersd to all qualified applicants at's reasonable

; ‘royalty ratéinot.in-excess of the exclusive license royalty rate.

{0} Hovaltias: shall not normally be in excess.of accepted: o

i ‘trade practics, ~The Institution also.agrees that no royalties shall
be.payable by its licensess or sublicensess with.respsct to-any
Subject Invertion in procurements -for-or ¢n behalf of the . ... ..
Government and to $o provide. in any instrument transferrmg

rights to. any party in ahy Sub;ect Invention.

. £d) :The balance of the rova‘ty incoma after pay-mnr. of. expenscs, -
iucludmg payments . to mventprs, mc:.dental to the adninistrition of

all inventious assizned, to-i% pursuast. to the provisions of this.
Agreesment: shall baiutilized- for the suppart of education: or

:eseareh.

“Ge) AlL licenses is suPd by the" Institution to- other ;hun the .
Covernment of the United States. undef any patent appllcntlon Of. .
patent on- a. Subject Invention sWall be made expressky subject to tha:
conditions of this. Agraeﬁcn.. The Iustitution shall, upon roqucsb.
promptly fuenish copies of . any: Jicease agrecmcuts entered. 1n:o by it
to the Agency.
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() The Institution shall notify the Agency of foreign
applications filed and, upon request, shall furnish an English’
version of such foreign application without additional compensation,

VIII. . -Subcontracts

{a) Except as provided in (b), below, or when the subcontractor
holds an Institutional Patent Agreement with the Agency, the Institution
shall include in any subcontract where a purpose of that subcontract
is the conduct of experimental, developmental, or research work
either the !"Patent Rights - Acquisition by the Goverument! clause
found at 41 CFR 1-9.107-5(a) or the follow-mg clause;

Patent R1 ehts

(2): The Contractor he eby agrees to’ report fully and
‘promptly to. T _ any
(Institution)
1uvﬂn;10n conceived, or first actually reduced to prictice:
ju the course of or uader this contract (hereinaffer
referred to as "S:.b_}ec: Invextion(s), -and. to assign all
right, t1t1e, and: interzst in and to such inveation teo
S . or its. desxgnee.

(Ins 31 tu..z.on)

{b) In add:txan, the Gontrac.or agrees to furnish the
folloving materials, disclosures and reports:

(1) Upon request. such duLy e*cacucnd instruments (pra-"
pared by the __ or its des;gnee)

(Ihs..l:ut on): R
'nnd such: o..her papers as are deemad i’“CPb‘-"II.'y to vest.in’ -
the = : or ‘.ts daugnee the
. (1nsbx.ucu.a )
righits grauted under this clause amd ta eusble the
- or its desxgnea to. apply for and

(Instlcution}
proﬂeeute any patent: appl:.cat:.on. 1.11 any cou'ttry, sovaring:
such uwentmn.

(ii)‘ P.riot to final se’tt-lemc.nr.’ of this ¢ontract, a

. Final report listing all Subject Iaventions or cectifylng
that no inventions were concelvaed or first actually
rediced to practice under the contraet.
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VI. Filing of Domastic Patent Apgl-iqati-qx.'ls.."-

(2) " With respect to. each Subjeet Invention. in'which tha Institutien

. elests to retain domestic rights pursuant 'to section . I1T{a) of this

Agmement the Insfirvsion. shall have & domestic petent application filed

cwithin six (8) mouths after an election has baen made pursuant
.to. section TII(a) of this Agreament wr: sueh longar perivd as::

may.beapproved in writing: by the Agency, However, if tma SRR
Agency determines-that there-has:bgen such use-or :

-pubhcatmn of the invention so.as to initiate a one-ysar

statutory period which ends less than six months after
the election; the Agency may require the application to

- be filed.one month or lass before the end.of the statutory-

period. With respect to such invention, the Institution )
shall. promptly notify the Apgency of arqf decmion not to fils -
an application,.
(b)Y For eadh: Subgeh: Invennan on:-whieh a ‘patent appl.:.cat:.r-n-

" is filed- by or on-betialf of: the Inst:.tu":.on,' the Ins;::upmn shall.

{1y withm' six.months after such filing,.or mth’imaix-montﬁg,
after aubmission of tha invéntich disclesture if the ’

" patent application was:filed prior .to the contract, deiive\re :
to the Agenty (A) a copy of the application as filed; includ-
ing fhe filing:date and: serial number; (B} & copy ofan |
asgignment from the-inventor:or inventors- to the. Institution:
of all:Tight,. title: snd.intersst in: the invention propsriy:

- recordedin.the: Unitad-States Patent and Tradérnark Offis;.

;and{GY a-duby executad: 'an"d'agproved ingtrarnent: on-ths

. form specified in: Exkitbit A which: is-attached: hee:&to and:

- by thia- teference made a part Hereofs

{ii) includs the: following staferment;’ appropeiately: .cnm-.
‘plsted;. in:the" sacond piragraph: of the specification of

the, application-and. any. paterits igsued on-the- Subjeet-
Invention; ''The. Governmenthag. rights in this:invention:
pursuant to Contract(s} for ernl:{s)) Nolbshe . .
-awarded By (i [Menhfy the A_gprl_y oT Aggnme gt
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IV Minimum- nghta Acqmred by- the: Govarnmenf

(a)- Uith respect to each Subjeet:- Invént;an ta whxoh che Instltuc1oa«

. retaina principal’or exclusive righits, the Institution hareby grants
to- the. Government- of: the ' United: States. a-nonexciasive,. nontransferabla,

. paidrup license to make, use, apd sell each:-Subject Invention: throughout
the: world. by or on-behdlf of the Coverament of the.United States (including
any-Govesnment agency) .and:Stages: and domestie municipal govermments,

* valess the Agency.detecmines.after: the invention has beer identified
that: it would:not ba.in.the piblio interest.ts: acqmre the license for-
States: and.domestic mum.mpal gave:nmants,

b)Y With- respac: -to each: Sub;ect Imra:u::.an to which the
Institution retains principal or exclusive rights, ths Imstitution
agrees to.grant to responsible apolicants,: upor reguest of the:
Ageney, a: license on terms that are: reasonabLef under, the clrcmnsbana&s,-

(i) un!.esa the. Ins..:,tutmn, 1:5 Llcen,see, ot 1ts assuznee,
dempnstrates: to- the- Govermnent. that effective steps have been taken:
within-thoes (3). years. after a. .pateat:issues on such: invantion: to br‘ng
‘the invention to the-point. of practical application or that the mve'n:mr_z_
hgs begn:rede.availabls  for. licensing royalty<free:or ou tams that sre - i

_jreaammb'le in.ths eireimstances oF can: show. ausae why the: principal R
T or em:eluswe rights . should be recamed far a furthar. par:od of tne- ar

C i)t :he extent "‘tat tha iuvantion: is requ:.rad fm: publm
tisy by govarzmenta!. rezulations ox: ag. may be nesessary to. fnl £d1t. public
 Yealth or safaty ueeds, or for- other pub].u: pus PEBGS btxpu;qteﬁ in.the
plmabl—a condract . :

Any mquests m.ade putauant o '.-h\s subparagraph (b} shall 3TN
by the head: of the: Anr acvor a duly authorized agent; andthe
Insﬂtituttan shall bb- given writcen notxc:e of: any proposed. request
not less than. thirty (30) days pricr: to, the issuance of a formal
request and; if it 30 requests,. shall be' grantsd a:Hearing befors.
the request ig-issusd and otherwize made- effactive:

(c) Not\ﬁth’stanémg Ssk;tlon III(M‘ or ‘a.ny ot‘het" provisions ofi
this Agreement, the-Institution: agrees to license orassign Subject .
Inventions as: directed by-the Ageucy to comnply: with the terme: of - |
‘any applicable intarnational'agreerment, Atthe request of the- .
Institution, the Agehey will, after an-invention is. identified, ulantify
" the: spemfm ohbligations:of the Institution with respect torsuch: -
invention. which might otherwise: conﬂmt with the provisions of this
. Agrearaent. 6, 6/

R ¢+ Habhing contalned. ia: this section shatl: be daomed- o
gract: o “Govarnmant any: riglts. with respoat o any: fnvention-
othier -then--a:8ibject Inventinns:
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of' anytneq. and usefil improvement. théreof,. and any variety of plant,
vwhich iz or'may be patentable under the Patent I.aws of r.he AUnited
. States: of Am&riea or any fore:.gn country,

(b) "Cc\ntract" mean., any contract, [agreuement, grant,;. .ot othet
arrangement}_/cr gubtontract. eitered into with or for the benefit of
the Governmént, where.a purpose of the contract. is: the conduet of
experizental, develepmental or research work.

- {¢) '"Statms and domestic municipal government‘a-" means. tha:
Staten.of the United States;. the District-of Columbia, Puerto Rico,
the-Virgity Islands; American Samoa, Guam, and. the: Trust Territory
of the Pamfio Lslands; .and any pehtu:al subdivision: and agencws ’
thereof.

{d). "To ‘bn-mg to-the point- of practmal appllcation“ Teang. o
manufactars.in the case of.a; composition or product, to practlice.in :
. the case of'a process; of to operite in the case of a machine and wnder -
such conditions as to establish.that the invention is being worked and
. that its benafits’ are ruasonably acces§ible to: the public;

(8} "Made, " whan used in ralaticm to. any inventmn or’ dwcave ry;.
means. tha cormeption or first actual - reduction to practice:of: sucb
invention in:the gourse of or under a contract. . :

I".I".I'.l Mlocation of Principal Rin‘nus

(a) The Insnitution may vetain the enti:e righ:, title, and;
intereat throughout The: world or in any country thereof in and to.
each: Subject Invention disclosed pursuant to Section ¥., below,
sulijoet to, the provisions of this Agreemant. . The Institution shall
include with eaéh Subject Invention disclosure an election whdther it
will retain the entire right, title; and-inretest. in the {invention
thiroughout the -world or. in. any couantry-théreof subject to'the rights,.
ecquired by the Govermpent in Saction IV of theAgreementiprovided. .
that the Institiution may request an extension of the time for clection:.
If the Institution elects not to retain rights in a. Subject Inventiom, b
:H: shall. supply the Agency with any written reperts: upen which this i
dm::lsion was wade, such as.merketing reports, patent searthes, ot
ot:har similar reports.

i
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{F) A rq.qui_-rement- that the institution's 'rby_ai’fyrgcé_ipﬁs;'.' o
affer paymant o“." administrative: ceats,/mcludmg paymenta to.
.mve‘ntors. be: uhhzed for. edlicattonai or research purpoees.

. (G) A px‘omsmn permtttmg the agancy‘ te except mdivtdual _ .
contzacts or grants from: the operatmn of the- agreement

(H) A reqmrement fox- prograsn raporta after des;guataﬂ |

. perioday
. A8} A prohibilion againet assignment of inventicis without
vaern'r_ﬁantal:lam:‘;_!owsl'- tﬁ-g_b!fsotj:s‘— or o‘-r"ggntzaﬁ-bn;h o-th&’_:?- tha_n‘w.
assignments: EQaappr.va'd'j'patﬁﬁ%»man@ggxr.x,e_nti g‘r@g'ahiza?ti_t.:nsj ;su"ﬁjé.&c‘b‘;’.
to-the-abova conditionas and: _ '
(J) A proyisxon parmlttlng termination.for: convan&enoe by
elthar party upon thirey (30)7days weittea nncice.

(2} The . Ebilnw:mg is:the: standard Insr.ltut:.onai P&ten: Agreemenf-'
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JEL: Feb. 25, 1977 in accordance

’ DRJ%E:'E- with subcommittes mark-up sesaions of
o 274177 and ?!?3/77

Proposed FPR Revision
" Prepared by Ad Hoe Sub&:om:ﬁi-ttee_ on_Univers-ity Patent: Policy

February 1977

1. Add the follewing subsection (6) to i-g.io7~£.(a)':
(6) In accordance with the exceptlonal circumstances 1anguage of

'1—9 107—3(3) andlor the special situatiens language of 1-9.107-3(c),
agencies may enter into Instltutional Patent Agreements with educatlcnal
and: other nonproflt'institutions—having‘a tgchnology transfer program
meeting the_crite?ia set forth in 1;9.¥Q9;7(b); ISUEh:égreements $hali be
substantially LL;-:Jme aé the stahdard agreement - of 1-9.107é6(c)(2) and
provide the Anstitution the right. to- retain tha entire right, title and
1nterest in inventions made in the coursa of or. under contracts subject
to eertain conditlons. When such an agreamﬂnt has been: made with. an

. Institution, it shall be made applicable to each contract with the:
institution in- lieu of the Pateat Riglits: clauses- in 1—9;10745“and
ir9.107~6' - " - {unless a determination has ﬁeen m;de to exclipde

the contract- from the agreement.):

2. Retitle 1~9:107-6 as follows: "Clauses for dqmesﬁic ¢ontract§:

(short form) and Instititional Patent Agreements."

% Addithe‘follﬂwiﬂg:new subsection: (e). to:1-9.107~6:

ey Patent Rights ~ Institutional E'z_xt:en_i:-,i\grccz_r_se_nt . (1) When. v
an:agency: has deterriined. In accordance with 1-9:.209~7 that an. Institution
shouiﬂv;aceive;an:agrQEmant~as-authoriZed;under'Iﬁ9110?>4(n)Eﬁ)a_ah-

" Thstitutional Patent Agreement - substantially similar to the standard:
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- PROCEDURE

It Wwas agreed that Mr. Lasken would make. available to.‘the members
the  revised amendment for additional:clean-up- comments.

It was also agreed'that Mr. Létkéf'wﬁhld-édvise Mr. Deany of
the options as to how the Task Force should procead.

Ol

‘0. A Neumann
. Executive: Secretary

The meeting adjourned.at 3:30 p.m.
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ReVlSlons to FPR Amendment

A page-~by-page’ revxew of the nr0posed FPR amendment was madeé
with the task force adopting certain modlflcatlons suggested
‘by. the. commaents received. : i .

Tt was agread that tha‘dispasition,,and‘ratibnale-thérefoxf
of the comments are' to be documented for the record by Messrs.
Latkar and Lasken. It was further agreed that. the work of
the Tagk Force would be further roviewed by the Intellectusl
Property- Subcommittse and that lts recemmendatlons be: sub-
mitted to. GSA.

Next Meabing.

For the next meeting;, the-Chairman: asked the' members: to
consddar: whether or not the 6érmonth: pewiod for repovting
inventions, ought to be extended, and what peried - 6 12,
_1%-.ox 24 monthe, is preferables

The Cnalrman would advise the msmbers. of tha next: meetlng

date..
A .’1; :
L T e

0. A, Heumann:
Executive Secretary

" The. maeting adﬁonrnéd-at 3:15 pom
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{3} Proceduraes for prompt invention identification and .
timely disclésure to the officer or orgapization administering the R
patent policy of the' institution;

{4) Procaduvres for invention evaluationi and

(5) An active awd effective peomotional progrim-for the

licensing and marketing of inventionc.:t
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¢6) A'copy of the invention report fa}m.nr outline utilized
for pr‘uparatiun-.n'f‘inve'm_;::'.'on r.ep_orté; -

: A7 A statement t.-hcth-e: the'org‘a_mi.z,atio;;h.;b.an agreemant
withlany patent management oréanizations or consu.i‘cant-s.' and a.'copy.‘of '
any such‘ag.r.ae.men.lt-s.; .

8) A desnripti.on of th-e plar.ls and';‘.nté‘tiﬁns of the organizat%.on
to bring to the narketplnee inventions' ‘to-which iy retaxns title,.
ineluding a dﬂscra.pb:.on of the effo:ts ty;ﬂ cally uude:takaﬂ by the:
urgam@ntlon to.llcensa its. inventionsi

(9) & des cr1ptlon of theorgamzat&on s past patent appllcatlan
and patent licensing actlv:.tlas, mclud:.ng the follawing: . -

(i) Kumber of iaventions reported to, the organization during’ _.

" edack-of tha past five yeavs; - N

(ii) Num‘ber of patent applicatians £1led du1‘1ng each ‘of the '

“past five yearsi

(i3i) Number of patents obtained during cach of the past -

tive years;
(iv} Rumber of exelugive lmcensus issved diring -cach of
the past fwe years; W
G\kj Rumber of.nonex-cl‘usive Ligenses, otier than those to
sponsoring _Govet.mnent _agunnies',. issved during gach of the past five
_yearsy. . )
(vi)- ‘Gross ;:aya.lty fncome.during: each of -the: -pgs-t“five‘years; }
-(vii) A gencral. desccip_t;ioh of royalties cliarged, including.

ninimus and mazinun royalty rates;
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Notes for Completion of IPA

1/ Insest neme of Agency.
2f. Insect reference to Institution®s official pnlicsv statements.

..3_" If any-current grankts or eor'.t:aé;"cs é'r.e_i:_o be exciuded frbin the
agreement, & statement such as the following should be insertad
here: "Tais. Agreement shall not apply to the following contracts.;."

4/ .Agencias may wish to limit the segpe of the agrzement Lo conmtracts. -
entarsd into after thé -date of the Agreedent.  In such.case,
. this section would have to be revised, 1f such”
an epproach is used, consideration should be given as to how contract
exteasions uill be treated. T i e

s/ sted 1: 1-&:\1:1'«'-‘! may be deleted ‘-u‘_ nomally it 1.5 exgmcu*d
that Institutiouval Patzat ! rrﬁ-cfnﬂnts will apply-to 'vra'\ts as well
&8s contrac!:... . - T I
6/ Same szencies way wish to inelude additfonal or alfernative proviiipns
- concerning intecnational matters including such 1argua~<. as thay
cousider ner‘efsa"y pursuant o~ 1-%. .[07"3(1!)(") . -
1/ Agencies may-find-it useful to include more detailed Justructions
here on the format of thasa reports and che parsons to whom thay
ghould be suppliad. The exas: clsusa-may have tobe varied .
eccording to the agency's normal contract eloserout procedures.
_8/ If none are to be used, i{nsert "pone.,!
9/ Difforent dates may Yo substituted dapunding on tha A

needs, CotLee UL ey .

10/ Incert applicable eddresses aund officez_s.‘
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IN WETHESS WHEREOF, each of the parties heoreto has executed
this Agroement as of the day and year below,

UNEITED STATES OF AMERICA

By
Title
Date

(Corporate Ssal) o < B ST
R “{Tnstitutiony ' :

By
. Title
© Date
CERTIFICATE
I, . , cortify that I aa the
of the Institution ' naned zboye; that

o who s:.onﬂd this Agreemant on behalf of said . Inagtitution is -
of said Institution ; and that this Agrecment

was dul)’ S!gnnd for and in behalf of said Institution. by author:.ty of its

goveraing body and-is within the scope of its corporate powers.

Pitness my hand and the seal of sald corparation this
day of ) » 19 .

(Corporate Seall) By
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X. i Patent Manpagerient Ozrganizations .

ke fuch vl
The Ingtitution shall not assign aay Sulzdlwﬁ?on to parties

(other I:'han the A.gency] except that it 1 may ssign kabds in the .

invention té fhe fonowmg patent manage k orgamzatwns L

. 8/ -- or any.other patent

manzgzemaent orﬂamzatton if subSequently approved by the Agency.

mmmmmm%smae
4 -y EMCHL OLBANE 7 - d.n

assignment to:such an-organization shall spemﬂcally be made
Subject to a11 the tesms and condxt\ons of thm Agreement.

XI Reports on Development aan Cormer._:l.al Use

The Insiﬁ tut1 on_ hhall provlde a wr:.tten annual report ta t'lu-_ Agency‘:-
on or b fc,re Deécember 3lst of .each.yeac cavaring the precad‘ ng.

year en lﬂé, Scptember 30th, regarﬂmg the status of development and. :
conmercial use that i bemg wade or Ldtended te'be made of eacn .
Subject Invention-left Ffor- administration td the Instltutlan and the
steps Lhat have beda ‘takeg by ithe Tustitution to bri .'the invention
‘to the point.of practical -application.. 9/ Such-reperts shall inelude
inforuation regarding status.-of deyelofment, the date-of first commercial”
sale or usc, gross royalties received by the -Ihsti‘t\stian-,'-and such ethear -
data and information a2s the Agency may reasenably: spem Iy To thé extent
‘data or information supplied pursuant teo- this section is. considercd
-by a liceasee to be pr‘w:.legcd or confidential and is.so marked, the
Agency agrees that ta the extent p;rmztted by law it will not dlsclcsa
such infornation to perspas outside the Governmant.
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(¢} The Contracter shall include in‘any subcontract

.either a clause identical to this clause or the "Patent
Rights - Acguisition by the Governmd nt” clause found at
41 GFR 1-9,107-5(a) if o purpose of the subcontract is
experimental, developmental, or research work. If:

2 subcontractor refuses to accept either

of these clausés or iFf, in the opinion of the Contrac‘.or,
 these clausas are incons:.s,tenL with tthe policy sot- forth ie
4} CFR 1-9.107-3, the Contractor {i).shall promptly notify
the Institution. and- {1j) shall not proceed with the sub=-

- eontract without the written authorization of the Institution.
It is understosd that the Imstitutien will seek direction.
-from the {insert name 0f apprepriate
Agency). .

(d) The Contractsr shall rTeport any subgontracts countaining

2 patent riphts clausa to the Institution. "The Contractor

shall not be cbligated to enferce 'tha agreemants of aey
Subcontractar hereunder relating to-the obligations ofi the -
suhcontract_or to the Gavatuneut in rega:\d to Su‘oJ ect Inve’ltwons. :

[.End of Clausc]

(b} In the event of a r'-‘fusal by a: subcontractor to accept -
either of the clauses specified in (.'.1), or 1f, in the opinion.of tha
Instituticn, thess clauses are inconsistent w\th the policy set
forth in 41 CFR. 1-9.107-3, the Institution (1) shall premptly .
dubmit a written notice to thoe Agedcy setting Porth reastns for
the Subcontracier's refusal 4ad other pertinent information which
nay txpedite disposition ‘of the matteri and (ii) shall oot proceed
with the subcontract without the written authorization of the Agency. .

(e) Tt is understood that the Government is a third party bene- - l

ficiary of any subcontract clavse gr;ni:ingj rights to the Govermment i

Subject Inventions, and the Imstitution hereby assizns te the Covaern-.
ment all rights that it would have to enforce the Eubeontrattor's .
ob;igaticns for the benefit of the Governneat with respoct to Subjeet
Laventions, . The Tostitytioa shall not be obligated to enforce- the
aprecments of any subcontractor hercuudn.r relating to the. obl;gntlons

‘of the Subgontractor to the Government in regard o Subject Inventions.

(d) Nothing in this Agreement is intendad to preclude the
Institution from granting a subcontractor rights or an option to
rights in any inventions made by the subcontracter to the extent
such rights are congistent with the provisions of this Apreement;
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(iii) not less than thirty days-before the expiration:
of the response period. for any action requirsd by the

- United States Patent and- Trademark Office, notify the
‘Agency of any decdision not to continde the prosecution
of the'applitation and déliver to the Ageney upon requost
execiited inatx‘uments ‘granting the Govarnment a power
of attorney.

{iv} upon reguest, fully advise the Agency co_n,catniﬁg

all actlons taken during the prosacution of any patent. - -
application and furdish copies of any relevant documents . X
as requested; and

(v} provide the Agezmy mth A eopy of ‘the patent mthm six
. motths after a patent issues on the apphcatmn.

viI. Filing of Toreien Patent'r‘\pnlication.s

{a) With respegt to each Subject Inventicain in which the Institution
electe to retain principal rights in a foreiga country pursuank to
sectionw IT1(a) of this Agreement, the Imstizutlon shall.have a patent
application-filed on the inventien ‘in ‘soch country, in accerdavee with
applicable statutes and: regulat.:.ons, and within. oue of:the: fel 1owlns,

. periods: . . o

(:l.') eigh:: ] ‘months from the date of a corrf_":pm\dln"
United Statos application: £iled by or.on behalf of the
Ingtitution; or if. such an application is not f1‘ed_
six moaths after an electicn is nade put';u-ml:

to sect:v.qn pass (a) of th:l.s Ag.eemcnt- ;

(1) six mnnths frum th= date a- license’dg gum!vd
" by the Commisglaoner of Patents and Trademarks fo file

foreign applicatious when.such filing has been pro-

hikited by secw i,t)r rea:,cms or . .

{ii1) such 1onger period as may be approved in wricing
by the Agency.
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V. Iavention Idantification; Disclosures; atd Repaits
« --{a) The Institution shall Eurnish the Agené‘y

(i} a complzr"tg :echmc },91 cloaura for mach Sibject. ’

. Invention after conceptu:m or firat actual

radiction to practice, whichever occurs first in tha

conrse of or undéx the contract, -but in any event.

Jmmedlately upon ahy on sale, public use, or gubhcahon of

the investisn known to the Institution. The dis-

closure shall identify the contract and inventar and

-shall be sufficiently cemplete ia techuical detail

and- appropriately illustrated by sketch or diagram

" .'to convey to one skilled in the art to which the’

invention. pertains: a-clear-understanding -0 f the nature, .-

purpose,. operation, and, to-the extent koown, the physicsl,
. . chiemical, bislogical or eclectrieal characteristics of the

invention: Such disclosure shall be furnished directly

to the Ageacy in addition to. any others requiremeat under -

the contract for the submission of progress:ar oiher. °

-reporis and: whether or aot reference to the: SubJect Inventlan

has bceu wade :Ln any. such. reports. .
PR enigstay ‘? e o ﬂ{&a»zf_(“)
r’ (ii) Complete informatlon congerning, the date: a identity sf.
any on sale, public use, or publ'eatmu of the invention
which may comstitute a statutory bar uader 35 -U8C-102,

which was autliorized by or ‘kuown to the Inst;.tut:.nn ar
ay contemplated action of this nature.

(3ii)} A final report within three months aEI:'er completion:
of the work under.any contract, kistipg all Subject.
Invc:nt:\.ons or certifyl ng that therc ware no sueh iqventions. 7-’

(b} The Inst:).l:utmn shall ab:avn p2 tr-n.. .'aﬂee-‘enta to cffx_ctuatﬂ R
the provisions of this Agrrement from all persoms ia its empley who
perfeem any vart of the werk under any'eoubract dicapt neptechaieal
perssnael, such as clerical employees and manual laborers.

(c) The Institution-agrees that the’ Government may dupicate and
disclose Subject Iﬁvemiﬁn digclosures and, subject-to Section XI; all
ether veports and papers furnished or required to be furnished pursnant
to this Agreément. However, if the Institution is to fils a patent applica-
tion on a Subject Invention, the Agency agrees, upon written request of
the Inatitution, to use its best efforts: o withhold: publication of such
invention disclosures until a patent application is filed thereon, but in
no event shall the Government or its nmplo}mes be liabl: for any
publication thereof,

{d) The Institution shail not bey of prohibit publidation of .

disclnsures of Subject Invention on wlnch patent applications have . . ;
been filed. l




1806

(b) The Iastitution agreas. to convey to the Government , -upon
request, the entire domestic right, title, and lncc:est in any Sub~
ject Invention when Che Inst1tut10n.

. i (1) doea:not elect vader Sec..z_on III(a) to re..am stch
: Co rz.ghts, or :
{is) falls to have a Un1ted States Patedt Apnllca*tan
filed on the invention in accordance swith Section

. 'VI{a), or decides, not to ccntmue prasecu wn of such

* application; or ) o

(i15) af,any cime, no longéf ﬁesifeé"fo retain title.

() The Institution agrees to econvey to the Goverrment, upon
requa st, the entire right, title, and interest in an; SubJect Invention
in epy foreign cauntry wvhen- the Instltu;zon.\ . . .

(i) does not elect under Sec._:.ou III(a) to retain sueh
. tlghts in tha country; or.

(iz) £ails tp have a patent aﬂ:11cahlon £iled in the country
" pn the Thvention in accordence wish Sect;oa WIT(a); except
dz:”Pﬁ_— that if an appl;catxon has bean filed in' a foraizn eduntry
Cb efter the timas spocified in Section VIL(a) but prior ta
tuch request by the Gave:meat. the Institution shall refain

Ff/{ the entire right, title; and interzst in the Sibjact
Inventlon }n the eountry invalved; or . -

(333 dec1das not ‘to continue prospcutlan of.such anp[zca—
B " tion or to pay. any aazntnnance feag coveanv the invention.
_To avold forfeiture of the patent appl:.catwn or patent,
the Insiitution shall notify the Agency not less than sixty
days before the expiration piriod for any action fe-
quired by the foreign pa.en; ufflce. . R

. (d) K conveyance, requnsted erauon_ to Sﬂctlons III(b} or (c)
of this Agrucneut, shall be made by delivering fo the Ag»ncy duly B
executed instcuments {prepared by the : Aﬂency ) and sich other
papers &s-are deemed necessacy Lo vest in the Covermasur the entite
right, title, and ‘interest o enable the:.Govériment to--apply for and
procecute patent app‘zcat:.om. covering the invention in this or the
foreign country, respactively, or othecwise establish its cwncrsh:.p
of such :.nven..mn.
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. ' INSTITUTICNAL. P:‘M;‘E'NT AGR_EEMENT

. " This Agreemu.nt is n'vie and entercd into by and’ between the

tnited States.of Americaas yepresented by the . 1/.
heremaftet refarred to as-the "Agency," and T
hereinafter referved to as-tue "Instittrion,"

T

WHEREAS,, in aecordance with the President’'s Memorandum and
Statement of Government Patent Policy. dated August 23, 1971, and
the provisions of 41 CFR 1-9.107-4{a}(6), it has been determined W

g that the Institution has a technolegy transfer plot’ra*n

meeting the eritexia of 41 CFR 1-9.109- 7 in that the Institution's
patent policy as set forth in 2] znd its
tectinelogy traansfer practices have bean raviewsd and. found
acceptable., a'ad .

WHERE?\S the Institut:.on is, desirous of enter:l.ng mt’o 'm

agreement whereby it may retain the entite- right, title, and

interest in and adxmmster inventions made in the course of or

under réssatrch supporied by the Agency, subject to certain

rights acquired by the Government:

NOW, THEREFORE, in consideration of the Ea:egomga the partiw hereto
agTee as Eollows. :

.- I.. S:oge. of Apreenent

Thls Agreement daefines the rights of the parties hareto o ]/aa:ckf
regarding the allocation of rights in Subject Iaventions reported
after the date of this Agréeement’ and made uncler contracts
entered intd with the Agency, 2 :

I, Dufini.tlo_ns

(a) "Subject Invention" means.-any invgqtion er discovery of the -ﬂ.(fﬂ
Inativuedon: conceived or Eirst actually. cnduced to practice dn the g /
course of ‘or: tnder -a. contract witly. the Agency, and inclades any-art, e
method, process, machine, manufacture, design, or composition-of matbery—
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agraeme.nt se:t fdr'thr:i'.u paragraph (e) (2} of this seem’.ou (.md ép‘pmpriate!y
complat ad as mdxcated in- the. n\mbered notes appaarmg “adfter the - ) .

AgrEEme.ut) shall be usad. Ch.mges in: the agreemant m
—m—hﬂid be limited. to changes divtated hy statutes

applicable to the agency,n: by speclal admmstrat:.ve. neads .

to the apRlicable agedey along withyan election. sf righty: ° ﬂ//d
A-3(h-tn); M-W,AV

a'suc nventions C”‘"{ 14;&?

(C) A rdgdirement that the org;
available:on £ fiokexclusive basis excsp

or comirngrcial appligation has not beent aifiieved a1/ia not. ﬂkel? to Yo ¢t

expedifiously.achieved ¥rough such ligensing .

_‘(D} A condition limting anyfxclusive ééus.e'to a period fiok

subjtantially greater than uedessdry to-provigh ‘the fscentive for

bfinging the iivention Eo thefofpt of praghical: or‘gommercial

application and .‘r.o'pEeri't » e lice ] :ec.o_up"'it-s: qst_:s' and &

reasonable profit’ thergdng .

(E) -A restrjftion that royglty hargcs be Liniked & uhat i ‘

reasonable under he ci:cmm.tanc & orfa.t in. ti\e :,ndustry :-.mr lved' /?g’{,qu,-—
s s '_{ . .

—

‘whe £ ‘the.deg Ie&'pi‘a'i:tl.'cal. (u."’ff"z/—

s /rf-€—- i. :

N
¥
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DAIA-PA ) S ) .
SIMACTs  Recowmendad Chandes In Draft £79 Apenduents

the exceotion for time spent befora tcaulator" ggencies to the
tarn which yruns alght years from the date of the “exclusive
izense, If it 'is intended that the exception should alse npply
to the five~year term from the firat.Sale or use, which )
concaivably would precszed the actions of a3 requlatory agericy,
the comma in the eleventh line should be deleted and a comma
should be inserted in the ;welfth line after the word *license”

2. Tang 15: In aectxon Y;;I, deléte the :axent*at cal nunbar
ETN .
Can,

19, @azz 13: “Thea vorazﬁ" oﬁ the c«rtx‘irﬂtu Gn page 16 1n1¢t£3g
€2 “{duutaﬂﬂ of the IP2 5bill differs Eroo the cerL1E1cat=
ralacing to the execution of the conLirrahor; imskrument . on

“wage 7. Thesa shonld be in actord,

11, waga 1%:  In footnoka ), capltalize tha word "mjency™.

fa M, s {ater 20 .
L1euterant Calan 1; JACT
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OFEGNAL FoRi N, 1o
JULY 1972 EOVIIo)
B3A FEMR Al CFR 101-11D

UNETED STATES GOVERNMENT
M, emomndum

TO H Members of the Undversity Ad-Hoc Task Force DATE:. March 16, 1977

LA

SUBJECT: Revised Draff{-of Praposed FBR Revision

e L i

FROM : - Jesse E, Lasken

Atrached is a xdvision of the FPR/IPA package incorpora*ing the
changes agreed to at ‘our meeting of March 10, 1976. Also attached is
a copy of Monty Hougen's comments which have bién incorporated in this
redraft excepr for #8 as per tlie discussion at the meeting and rhe
first sentence of the second #56 since this differs from FPR punctuation.
Some: minor editorial changes suggested by Gene Pawlikowski are also

made.
J‘},)\Ie Z{
-~
_ Joe 4-£2 .
Distribution: - Gewe _’p"“"" kit
Norman J. Latker :
Martin §. Postman 72351._‘(-'

H. 1. Bougen .
A, F. Kwitnieski L/ U
Robert Kempf

John H. Raubitschek N X .
Eugene Pawlikowski %/) e’ / f —_— ,4, f’/‘//

0. A. Neunacn

Rube'cl:/lfolt?a‘t__‘ . . . .‘f‘ a7 by /p,(
‘ e T f—" - "' ciny Y ,f/,{/‘e.\/g—
IS R A .
mm’w/ afx
Jw/ ¢.

By U §. Savisge Ba:.:u I‘cmizzr., o ihe Payroll Suvings Plan




1796

/z i ! /7 ﬁ
DEPARTMENT OF HEALTH. EQUCAT! IDN. AND: WELFA‘RE
CFFICE OF THE SECRETARY.
' | WASHINGTOM, D.C; 30254
APR. 1.2 197
FR 1577 OFFILE OF THE
. GEMERAL COUNSEL

- F PR
Mr. James E. Denny : . : I
Chairman- :
Subeommittee on Inteliectual Property
U. S. Energy Research & Development Admin.
_Washington, 0. C. 20545

Subject: TFederal Procurement Regulations Regarding:
Institutional Patent Agreements (IPA}.

Dear- Jimz

On-November 10, 1976 the General Services Administration submitted the
approximately 60 comments received on the broposed amemdment to the
Federal Procuremant Regulations regarding Institutignal Patant Agree-
ments (IPA) to the University Patent Policy Subcommittee for initial
dispositien: The comments viere overwheimingly in favor of proceedipg
with implementation of the: IPA policy. Only one: comment could be:
identified: as. being opposed. to. the philosophical premise-of the proposed
.amendment. - Notwithstanding a clear endorsement to proceed,.a number of
tha: coffmentors. made suggestions on- perfecting: the proposed: regitlation.

We- ara attaching herewith: as Appendix- A the revised regulation we. propose
for Fimal pub]icatien after reyiew by the Subcommitte on Intellectual
Property: (SIR) at its April 21, 1977 meeting. In additien, we are =
attaching as. Appendix B.a paper organizing the suggestéd chanGes under
the sections of the regulations to which. they periain:with:proposed:
disposition of the suggestion and the ragionale for:such- -gispesition.

If 51P wishes to amend the proposed regulation, this may requ1re change;
in the dispasition and. rationale sections: of Appendﬁx'

The Yanguage.of variocus paragraphs of the: IPA in tha prnposed FPR a#Endment
does not-entirely corvespond with- comparable Tanguage"in the. current

FPR: “Shert form" clauses. For example,. the model -IPA. provides: for
repprting of an invention "promptly" after conception of .first actual::
reduction to practice rather than "six mont#s" after such ‘event. The - -
change: was- deemed -appropriate- in. 17ght. of many: suggestions poinging -dut’
the impracticality of tha "six month" period. If SIP.wishes to alter tha.
current. FPR provistons. relating. to. non-prefits: tocorpéspond to. the:
proposad-FPR- language . tha University: Subc0mm1ttee would:-be pleased: to;
provide implementing. language {which.we hive to soma; extent Beégun:te- -
develop).  However, further werk in-this. direct1nn appaars 1napprupr1ate
withouf: prion divection from: SR AR




(3,
patent policy of the :lnstitutiom

ﬁﬁ-‘mm_m BY i I
‘Wichigan Tech, Univeralty -

whes e paragraph () t3) and (%) of Ehe ldst Section.”
. experience indicates that one can never insure that

% o o Anvenbions are promptly identified and: ¢Imely disclosed
or.-thakt, ,comequent.ty. they :can be -eviluated: for:
. -inclusion in the:institution's . program.. i
demonstrate, of course, that ouwr institution Has
procedures. for, the-pronpt identification and tisely
disclosure and procediites for the evaluation for
- dnclusion of nventiom disclosed ... but, mfortunately, )
- %e can never .insure that inventiong will alvays be: Tiaog e R IR
identified and disclesed. Perhaps somd more appmpriata
wordmg might be substituted?

| Eaiverial.

‘]_ﬁgn I

P6L1

BT B e T BISEOS TGN T WmORIE
Bénn State Section 1-9.109-7() (3) he adninistration 6 this Mﬂpteﬂ in draft, '

- "dentdfication” of . inventions could: be 3
construed to require sdministrative furveiildnce of :eaeaxch, : :
rather- then. placing the res;um-ihihty upon ‘the. prinm.pal. RS A v i
ixwestigatar. |

(4) Pmcedimes for: mmring thiat - !.nve.ntims disclcied to-the: hxstltution Hré eva:[ated\for tislusdon fh Hie institubiod's procottin

No ocmrmts Teceived

{5) A'n active and effective pmrotimal program for :ne li.oanSing and rar"net.ing &F inventiona:.




:rostly were the reports requiﬂng h;s}:pry going back- hen

 ¥hak Bpuck -in - mg mnﬂ
Yeara on the ddivideal university's patent program

.ptatistics. -This would involve a good deal of ekpense.
Y and I, fra?ﬂcly. question the \‘ralue hat will be proﬁweﬁ

" BidD

prmeaqr:eal:dml Ty i
asmuedforcanbeauargbigjob

TOLT
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