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Minutes' 'of Meeti-ng- April 21, ,1977

The meeting convened at 9:35 a.M. in Room5141A of the GSA
Building, 18th and F Streets, N.W., Washington, D. C.

Attendees
Members Present

James E. Denny, Chairman
Eugene Pawlikowski for Robert B.Ellert
Joseph E. Rusz
WilliamGap~nski

William-o.Quesenberry
Norman J. Latker
Donald A. Gardiner
HatoldP. Deeley, Jr.
Robert F. Kempf
Jer;:t A.Cooke
Je.s·se Lasken

EXecutive Secretary
0,. A.)\leuntann

Guests Pr-esent
FrarikLukasik
Martin>, Postman
Albert Sopp
LTC H. M. jrouqen

Members, Absent
M. HOward·' Silverstein
Miles F., Ryan, Jr.
Joseph A.Hill,Alternate
Benjamin Bochenek
Philip G. Read

observers Absent
Ralph C. osex
Abraham R. Richstein, Alternate
Robert J. Bladergroen
Robert L. Malech
Maxwell C. Freudenberg
Harvey J. Winter
Walter B. Lockwood, Alternate
Forest D. Montgomery
Charles Goodwin
Luther A. Marsh
Lewis E. Wallace

Ex-Officio Absent
Dr. Jordan J. Baruch
William C. Bartley

FEDERAL COORDINATING· COUNe-IL FOR - SCIE!'YCE, EHGINEERI."X; { A~D TECremLOGY
COl'U-lITTEE ,ON INTEJ...LECTUAL -PROPER'I'Y _AND---_-IHFO~·1F.'I'IO;J

~Ubt§;i~~j~§.S:{MiPjffi~y

«~M~t:l:ll[~~:~m

u.s. DEPARTMENT OF'COMMERC!t:BO IL.OING

WA$H1N(O'fON, D.C •. 1OU~
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Mr. Lasken agreed to revise the report on Recommendation
16'and present it to the Subcommittee ata later meeting.
No target date forOFPP 'was established, especially since
it may be desirable to coordinate: the contents of the report
with the Information Subcommittee.

NEXT MEETING

The next meeting of the Subcommittee was scheduled for
Thursday, April 21, 1977 at 9:30 a.m. During this meeting,
Mr. Postman will be asked to brief the Subcommittee on the
reports on Recommendations 10, and 12, at which time target
dates for presentation to .OFPP also will be established.

The meeting adjourned at 2:30p.m.

li.i1J-~
o. A. Neumann
Executive Secretary
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Action Item' No', '4~ No action 'necessary ina.snnl'ch as 'the
deve'topment; .o:f.;alternatives are. not; necessary in light of
the action -ta};en ~ ,

Action IteniNO.' 5 •. The-amendment to the FPRon the IPA was
a~SCussed under Action Item3~(1).

'.::', ,.;

Acti'on-It'etn:s,,'NO'ii:' "6"&'7. New Business,' It, was agl;."eed'that if
any problems raIsed by the current and proposed legislation
are not taken ,care of by- Subcommittee action on Action Item
No. 3,. (l)tl1~ough (16), -examination of current and proposed
legislati~~-~PH~dbeconsidered ,new business.

REPORT OF COPYRIGHT 'WORKING GROUP

Mr. Las4~n:'j'l;'~~:~ly discussed":the report '6':f:-tha' Co'pyrigh't
Working Group intended to implementa~_Recomme~dation16.

Gen~raf':~br~g~~~ion

Mr. Deimy\noted,' tha't".he' believed that this;repar,tmfght.
be' the:'type',;of', report which also should be reviewed by
the s~comi.ttee".a ,counterpart _~,f CIPI,if in fact -the .,two·
groups';stay together- as proposed.- Mr -. t.asken notedtha,t
the group whichdeve,loped' ,the report _did -have' If informatJ,.on
type" ~epres~~tatives on the 'Copyright Working Grou~7 namely,
Messr~'~',';.~a~~,;i?h (NIE), Gratton -- (ERDA), -and Mann (NTIS).

Mr.:postritiiti :ri6t~a that Uncler ·th.:rnew co1?yrightlaw.,everythiri-g
is given oopyrightprotection upon its: creation, and therefore;
wo.uld _~p'gefl:;r: -~ :';:9, cover techni.cal data;.

Mr. FrET'l1d~1J~#9 noted that since the paSsage'Qf, the:Copyri9'ht.
Act, th~re"'a:re<goinq to be hearings during whic.lit·i'me NTIS"s
con-cern will be aire4. He a'Lae noted that the"new Act provides
that thE!: ,copyright of a work re,verts back, to the author a,fter
35 years, and normally the Government 'contracts "wol:'k for hd.r-e"
so tha~.th~ Gov~rnmentrightsmaybe lest a~ter 3$ yearscun~ess

the contract; agreement provides' for a dedication to.the publi¢~

Mr.. La-tker:"l:lotedthe ceem- "GovermrtentiH' pttrpo'sea""i-s.'bei-ng.
interpreted"'d:fffarently by the Federal' agencies, and, perha·ps.
acbian'should,be taken,to,correctthis. situation~ He'also
suqgestedthat thep~oblem'Qfapproving,publications'mighb
better· be decided' at the' time' at", cont.rac,tirtg.. He. notred. that"
DREW has adVisedthe.JointC6rnitt-ee on GOve;rnmerttPr.inbing;
tha.t some' 38'~ OO:,O.·pliblications,a:ra.ge:nerated', by'its. grants,;
and WOrtdered,iftheJointcommitteewantedtosaeall o~
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(3) Following pUblication of the Combined Report, 'Mr.
Denny, noted' that- the sugg;ested "questionnaire" set
forth in the report implementing, Recommendation 3
should be impl~mented. Mr. Danny stated that once
FCCSET approves the repor~ on Recomme~aation 3,
actio,n of t}l.-e Subcommittee is' comple-ted. To
finally complete,~ctionbythe Executive Branch~

however,.-,;it would be up to the Dtrec:tor of o-STP
to:requ6st the Heads,·of the 'Federal' agencies' to
implement the use of-the -questionnaire. Ta~get

date was, se:t for June 1, 1977.

(4) It wasaglreed thata-letter- tooFPP is .nct; necessa-ry
regarding- Recommendation: 4: since- it, was, of'ficially,
rejectefl. , Mr. Read' advised that comments are
still-' being' compiled by GSA for submissiqn, to ,the
Subcorttri'iittee,.

(5) Wlth,re'spe-ctto, RecommendatiOn 5:,Mr~ Read, noted
that' comments are also, being-' compiled by GSA and
ma-t:erj.~1_T,fould be forwarded to the Subcommittee ,for
its' cons'i~eration.

Mr-."Deni:iy:advised, that 'OFP,Pshould:'be -lot>k.-ingto GSA
for, action:: on Recontmendations:4 and 5 • Mr. Read,;
agreed- 'and wo.uld' advise OFPP as-' to the' new taJ:'get
date for, these: recommendations and would include
th:ree',1'n9nthsor so to" pennit time for ,Subcommittee
cppside):',ation. Mr,.Read notedtha,t he believed
S~pteIDber It 1971, might be, a reasonable target
date~

(6') Mr~ Dehriy';-notedthat in view of,the I.T.T.dec.ision
it' may 'be" advisable- ,to' reopen the need for legis'lation
tO,implement Recommendation' 6'-. M:r:'~, ,Kempf stated- that
hewou-ld-:be willing .ec chair a' reactivated Legis-­
lation Worldng Group, and advised thatha would try
to get a -r.eport to the Working Group by June, l, 1-977,
anCi the's-ubcotnmi-ttea·woUld get 'a' complete, r,eport
by··Aug:ust.-'l-, 1977.

(7) It was:aqrsl:!!.d, that'Mr.:Kemp:t,"s group, ~uld' provide a
report- on RecOlUn\endation 7 together wi.-th it's report
on, .aeeommendation6 . '
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DLAc
OFPP
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FCCSET

NRC
NRC Alternate

AID
A:/:D Alternate
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DOS Alternate
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Minutes-'of Meeting - Maacch 1:1-,1977

The meeting, convened, at' 9-':40 a.m. in ROom SI4lA, GSA B$adquarteJ~s
Building"; Wash:i.ng:t<;m, n, c.

Atteil~eB_

Mamb~rs· P~es~nt
James' E-~ Dehny, Chairman
M~ Howard'Silverstein
Rober,t B.,: Ellert
Barty L. Grossman
Jo$eph E. R~sz .
William, s. Ga:pcynski
William 0.' Quesenberr·y·
Norman J" Latker
Donald A,. Gardiner
Joseph A. Hill fOJ:: Mi-les F'~ Ryan', Jr.
Harold, p,~- neeley, Jr.•
Benjamin:BGchenek
Phil·ip G. Read,
RObert F. Kempf
Jesse Lasken' for John H. Raubitsdhek·

Obssrver,~ Presen't
·MiiiWeil"C~,Freudenberg
Ctia-rles, GOodwin

Executive Secretary
0.' A. NeUli\ann

Gues'ts, Present
Mart~n &~ Posctman
George. T. Mann

Members' Absen-t:.
JerryA. Cooke
Jay wo. Maynard

Observers '1\l)'sent
Ralph c.' aaar
Abraham R~ Ribhstain
Robert J. Blader9'roen
Rebert L. Malech
Harvey j. Winter
WaIt'er B. Lockwood
Foreat D. MOntgomery
Luther A. Marsh
Lewis E. Wallace

Ex-Of£icio Absent
Dr. Betsy Anck~r~Johnson

William C. Bartley
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Thursday,. April 21, 1911, 9:30 e s m,
Room S141A, Main GSA Building

18th-& F streets, N.W~

Washington. P. c~

James E. Denny
Chairman

~~__~UiIl!1l_"J{

~MM~Y.ImOO(HMUIgK

U;S..~EPARTMII:NT OF'CO,MMB'RClt!iUIL;QINa

fr'-

Review of Ad Hoc Group report ,ontha amendment B
the FPR regarding the Institu,tional Patent Agr.eement.
Mr. Latker- ;is, to make'materials a'l1ailab,le~ membQrs •

1. Review of the reports on Recommendations ,].0 and 1
Par-t I, Volume' IV, of the Commission's Report. M'
Postman is to make the' presentation.

ADDRESSEES
Meiiibers
~. Howard Silverstein; USDA,-­

Robert B. Ellert, DOC
BarryL.Grossman, DOC Alternate

"Joseph E,.RU8Z, AF
~Williarn G. Gapcynski, Army
~William O. Quesenberry, Navy
.:r.Norman J-. Latker, HEW
V Donald A. Gardiner, pOI ­

Miles F. Ryan, Jr., DOJ
yoseph' A. Hill, DOJ Alternate

~Harold P. Deeley, Jr., DOT
Benjamin Bochenek; EPA '
Philip G. Rea'd, GSA

Also enclosed is a copy of the minutes o£th~ MarchI!,
meeting of the Subcommittee.

.... ,
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2 Enclosures
1. Cy o£ H.R. 6249
2. Cy of 3/l1/11 Mins.

From:

MEMORANDUM FOR Members of the Sul;icommittee on Intelle'ctual
Property

Meeting:

Apri113 r1977

AGENDA

........ "'- Ili-s-CJ:fssion of H.R. 6249, a copy or wnaon J..'8 encaosec ,

1977 ']1J-~

PM'

,
FEDERAL COORDINATING, COUNCIL FOR, SCIENCE, ENGINEERJ;NG', AND" TECHNOLOGy

COMMITTEE ON INTELLECTUAL PROPER-TY Al>tD INFORMATION



Minutes of Meeting- ~a~ch 10,,1977

The meeting convened at 9:45 a.m. in Room 511 of the National
Science Foundation, 1800 G Street, N.W., washington, D. C.
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;-~"~;::TIAL COO;;D1Nh'Z1:"JG·CO~j:'i'::~rr. ::C:~ ,"";':0, ""'"':0:::"'<':0
CU~"~,"ilT1'I:r: 0,: U7n.L::::::Ti.J ;.:.:,;

G.0. U~:~.~:(!~:~~;~~,~ ;~:2~~~_~·:/~:i:,.1:;0

UNIVERSITY AD HOC TASK FORCE

Attendees
MeIi\be'rs Pre"Se'nt

Norman J. Latker, Chairman
Jesse Lasken
Robert Kempf
Eugene Pawlikowski
A. F. Kwitnieski
Thomas Kundert for Martin Postman

Executive Secretary Present
O. A. Neumann

Metnbers Absent
Robert Poteat
LTC H. M. Hougen
John Raubi tischek

M"n,R 23 1977

HEW
NSF
NASA
NBS
ONR
AF

DOC

ERDA
Army
NSF

The Chairman asked for specific comments to the Institutional
Patent Agreement, and to the March 10, 1977 memorandum
distributed by Mr. Lasken at the beginning of the meeting.

Following a discussion of Mr. Lasken's work product, it was
agreed that Mr. Latker would make available to theSubca~mittee

on Intellectual Property the revised IPA, and would suggest
~~e revising of the FPR'if the revisions to the IPA are adopted.

The Task Force also agreed that acopy,of the comments received
by GSA together with the disposition and rationale therefor
would be prepared and made available to GSA when the propos;ed
amendment to the FPR relating to the IPA is. submitted for
issuance.

"A REVIEW

CORREC

Mr. Neumann noted Mr. Lukasik's request to correct the minutes
of the February' 4, 1917 meeting of the subcommittee by adding
his stated opposition at that meeting, to the continued work
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(10) A list of .subsidiary or affiliate institutions, which

W041d be covered 9Y an agreement signed by -the ~n$titution;

(11) If the institution is a subsidiary or affiliate organiza-

tion, the neee of the other organization and a description of the

relationship;

(12) The amoun~ ofOovernment support forresearch'and

·dc.velopmen-t .ac.tdvd cde s currently being a.dministered by the institution,

giving Government agency and breakdown;

(14) A statement of the institutionls polioies -with respect to the

sharing of roy.alties with-et:lployees'; and

.'(5) . A description of tiheiusea m<!dc of any net income generated

~y the institution's patent management: program.

(b) Criteria fo~ 'evaluation ora technolo~y transf.er pr.of!-rmn

Be'fore an Institutional Pat~ntAgrecment is entened- into with

an institution, the institution- shall have ;1 .t echnokcgy' transfer

program which. as a minumum shall include:

0) An e sceb Hsbed patent policy which is consistent with the,
poli¢y in §1~9.107~3 and ,is ~dminis~ered on a continuous: b;1Sis:by 3n

offieer or: organization responsible to the inst~tution;

(2) Agreements with,employees requidng thclI'i to as'S'l-go to Lhe

instltution: or itsde:signeeo'l' the Government <lny: lnv,entton ccncedvcd. .
or Urs:t: acttlally reduced to practicc' by them in the eotlt.seofor

under Govcrnmen:t COtttNlC,ts and awards' ()C ass:u.r:-,aneeth3tsuch>ag!'ee.-

ments'a~e obtained prio~ t~ the assignment: at persoon~l to,G~verrtmefit­

6uPPOcct,cd research and'development prc j ccb.s j
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4. Add a new section 1-9.109-7 as, folloW8-:

U· ...9.)09-7 Negot-i'ltion 0 f Insti tutional'Patcnt: 'Ag:tee.ments

(a) Informationto'bcsubmittc~by Institution

An' institution d~si.ring to enter iatp an- InstitUtion.:!l Patent

Agreement shall pro:.Jide the age~cy~th the, followingi,nfonn,:ition:

"(1) .Get£eraLinfomadon concerning the institutionj includIng:

(i). A- copy._of its.-Ar-tictes of Ineor,porati'on;

(ii> A statement of theintitution,ls'pur:~o_seand aims;. and

(iii) A state."ll~nt indioating- the. source of the institudon's

funds,;

(2) . A copy of the institution,l,s-established patent .polic.1.,

together' ~ith the- daie.an4mallner' of i"ts ado:Ptlon.;

(3-) The.-~_ame,dl:h:. address,,&'/:1d telcphorte,,,nt,mb~r, o£:-t:lm,

office.r 'resp9usible ,for,zdininistration ,.of patrant and', inveq(d,on,

iDatter·6 and a d'o&cdption 0 f s:taff~ng, in ,thiS area', i:n~-1:uditl~ all

offices' which concdbut,e to, the ins,t.itutiori':s p3tellt'man,lg:mnen:t

cal"abiHtietl:;

(4) 'A de$ctipt~on' of theinatituti:Otl" s pcocedur.cs fot:

id:etttifyingand- reporting inve,ntl.:o-ns' and" a 'de'scri'ption: o-f thep.ro-,

eeduces ,fot:evalo3t,ionof'su:Ch·iilViantions for inclusion tn, t:1re

in&titut~ori'$:Fromotiana~'program;

'(:5'), A'copy,' of:ttia a,greeinet,t"sci'gJl,ad,"by-ernp'loyees, en~~R¢d i,n'

re'scar.eh' and ':devel()'Pment~ i,nd'ic.atlng, their obllg.l,ltf'on' in regard:

to,irhl,en:t::ioriS, conceived-, 'ot',:'£:0'[' the fir's,t .tim-eredticad; to pr'4,otie:e;

in the ccur sc 0 fth'ci"t: .1st:ir;ntod:.dtlt;'ias'i
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ExhihIt·, A

eONF,I~TOaY· INSTRUMENT

(

:::ontr ac ;:; ~::;n..'i...; Nc , _~ ~ _
________ Institut;ion:,~~ ~ _

The inventionid~ntified above is a II'Subjectln"ientionU under
""'=""~=-==-=-r='::",(identify 'Institutic na l Pat~gt Agre-ement number)

t.o -Vn1.Ch eontr:acl;. (gC-i:lnt) No, . " with-
(a,pe.eify- Government agencyJ-\?B.s" sub j ect; , ------------

This dQC\,llllent isc-,!nfirmatoryof the.p;a:id-up Idcenee gtan-t.ed:to
the Gdvenunentunder 'chi 5 ccn t r ac t (grant) in this., invention. patent
application end any resulting patent, and of all other rights acqui r ed
by, the.Govenunent by,therehrenced Agre'ement.*

The'G6vet~ent,is'her.~bygrantedanir~evoc~bl~power toinsp~ct
and make copies of t'he.abovc....idetltifieQ p~tent·ap'pHcation,.

A1>Plieati{)n'£~O:r::.::====:;;::;:::::::;::::;:;.;,::::..::.:..:::..:==:::.Inventor-(s),: .;..:
SOrlill uo,:.
Ftlitig:Date:

Sl{;H'2d: thi::a. _'..__" (fay. of ., 19_.

(lnst,:t.t·utionl

(:Signe.ture)

C'Pt'.];ncr'oc:-'tY?e': n~e)

~f.fl.ciai. 'li;:ley

CEt.tlFICATE

I~ , c·.:'t.:. ::: th:~'.:I c-: ~',

of thelnstitutiori' nemed as LLcea soc he:re:iu; that----------------,
who nigned,:thi·B' License 'on behalf of the' In-9tltutionis ---.

of,· said' Itlst-itiJt·ion; <lndthfit, aa'id Licenae was duly s.i.gncd Jor imd
.'i~":-;b~e~h~.~l"'f' o·f, said Institution ,by auth6c1ty 0'£ its' gov-erni'un' body'.
and.: is, 'Wit:hin.~.hc s,l:op.e.of' its.- 'c·v~pox:'a-te .pevers-,

hgn'atlli;:&-

*'il in, ,acc,)rd'anc'e 'W,tt:b Secb:on,IV(a)-,' of' the Agreement:" the' Ag'Ci'i¢y'hu
do:t;e-nninc.d ..thilt, a Hcense f.;'c state aud dor.mst-i-c :lupJei'pal ~oVBrtunents

villi 'not-be obtained,~, the-', fOUcwing"sh!iuld,·, ho, added t,o the, C'7itlf.i!='ntato:r.y,
tnat~umcut1 .

"nil:i,,' li'~'cn$e g:r·lil't,ed.~ ce tho Ga:.:'I-C'tnrncnt, doe$"ft<Jt'ilieludeot-ate'and
dQntast-i:cv.mull1-cip.aL gov:e.r.nment-$;' ,II
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lIT,. Inv~ntions by Fc~eial'~~pXoY~e~

TM,8 Ag:¥eemen_t'n(,a~;_ be" term1t\ated,: by.e1the:1' 'P:attty> 6)1' e';"'IV~i1iri~rie' tl,'po,n:'
thi-t:-ty{3Q:}', d-~y~-"",ri-~ten-.Mtic:e" I;>isposidon:-0fril~:htil._. in,,, :_~liHt~:

adtn.in i str~ t,iOil' '0 f'i nv er(tio(ts .made - under -contr3,~ee . sub j ~t:t:~,.·c_!tl~·

Atree:l1ent vi'11not:be'affecteqby such'. -a-,-teCilin~ti~n,,;,.::elt;CBpt::t;hat; in
the ,event:tlie '4ov.eX:tunetl.t·.'termiuates t·his Agre:efll.ent 'b¢:caus~ '~:fa, __ .
f;tilu1'~-6'['-refusal boy the Il'lstitiJ.ti.,t1,to1;omplyt~ith-any- of its ob'Hf}o1.tions
un,d.er' sactio.as,', V~aJ'J -VI-. IX,_ and. X..of thi,$Ag'r.eem,ent,.t:h'f Asene-y'h.as
tllerigh tto--,r,~qt,li:re,t;:hat' the -Inst,itution,', sendr.e, dght'.,:titI:ec<<1rid-

',int~rest.in, :and, to(tb~p.nfticulat":,' inv,ention:with~: r:E!;'sp~~t .. ,to:\-(hi:eh
t1'ie·brCClc,1;l;,. oc~ ur,redbwa:.-s igncd··to : the -UnitM/ State,s,:, a,f, Aitlat'i~'3'~,a4;

. t'~pr~llQn~ed' bY"t:he,A-$elicy,.

XIV:. 'Co'tnm~nic'.'li-t:i9~9' 12/-

Re'q~'St~k fot~At~~e '1:'.1pprQval's ,'e]C·tan~i-an:s,j,l:tr 'sinti-l~ar.'~'a:e~J~o:ri:a:.'and>'Atth~i"
cQ!tt (uipo'nd'lJl1ce ' re-Q14ir,ed,."by,-" thi '$:, Atl:'e~iften;~ 's~ou1.d;lie.caddus'~ed::': 't:I,)~,

',' ", '''' , " , ,,>,1.-,: :" ",','": :_X,,4l?::P,t-;-wli'iii-'ir: "
6J~cci.ric-.:llIYiro).~i,!ed :' oth!.'.rIJis e in:, this,: Ag't'?Cl"nt,lne,. ,~lte.

. oc'lIis.'d e:;i-g~e'e-sha'P: .to'talf·t-he:p~intofautho-ri.~,YIt~i,th;l.'n;th~'_A~,(l,I'~:Y
tl.>: grant: s1l9hap:prO:'fd'~". extensions,,0r take·s:uctl"ot·her· All~l1CY~ct'~'l'I.'6'
as, may'b:e"al.lthori~e4:-in-,thi:s·Agteement;, -
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lXi•. Ad~J.!lhi::r-ll~ion of Envent i oas in "'''hich-thel,n$t,i:t~tion.Ellile,ts
to: Rttai~.Rig~t~

eel) -Tbelns-titud.on. shall, _,adminis:ter' thc.se .Subjeetlrivend'"ns
to whic'b,it alec,tst; ,retain :title in the public interest lind ,shall,
excoep.ta:;, prcvid ed: ins'\Ib-secti",n(b).1 betc», make them available
thNugh ,licensing. "0 a __nonex.du.sivQ,,_.royal~y-ftee .:;,rreasonable
ro)',clty basis.·toaU qua-1{.£.ied- applicant-s'~ '

(hJ '"The lil:stituti;)il,:,may1icl1nS~~Si.lbject tnvenrdcn on an'
ex:<:l'U:$ive \)asis i'f it- determines ti)<it an ex-elusive license, is

- req.l,!.i'red· in- the public Lnceeeac becll~:>e, it is neo.ee s.ar y. as-an
incCb.tiv.e; f.u development, of _the invention, or because mar-~et; conditions
are &.uchas t,o cequi.r e licensitll; on-an, excIus iv e basis in order to bring
tbq. Invenefcn: to .the point of practica.l eppLdc.ae'i on . Any aac Lus-ive
Hcense iSliue!:J by-the InstitutioJn undc r a. u; S. pa'-t·ent· 'or patent application
shall b-ef.ox: a, Hm'i tred 'perioJ_d of time, and csuch per i.od shaLlnut J ' unles-s
otlier:lTisaap_provef by_the Age,ltcy~ ex<;oeedfive yearS-from the da1::l!t of
tha,fi-r-st c,;)m;nereial:sale,~ruse in the Un£ted, State-sof Ameri c a of a
prcducrc e pncces eembcdytng 'tl1e tnveneicn, orei:ght- yee re from the­
dlltf!ofth.e"eJC-c1,u~iv:e Hcenae eseeepuing tl)l::;t tim~' before regulatory
agenetee necea.se.rv. I:Oobtainprema.:t}set clearance." wbtcbevee occurs;
first. Stich-l:i.ceu:se'!fhaUalso, peovide.cba t tha,iicens.ere shall use
all:rea s-ona:bla"effort,1:0: eff."ct 'introduetionin,te, th~ ,c()mmer,cial'-
ma,rketa:s: eocn aa pra·ctlc,abl~. cons,istent withsound-_a·nd reas-onable­
bUll-im~'ss:.pra,cticeJlandjudg,tnen~. A~y-exte_n8ion'of, tha' m~im:'tm1"
per-led, of:uclusivitysh'aU be BUbjectto"appl'oval of,th'e Agency~ Upon
exp'ira'tibn,ofthe,:period' of exclas ivt ty or 'any extens'iontheiteof;
liceiise,sshaU, be offered to- all qualifiet:!,'applicanb at:a reas,ona'ble
royalty:rate'; nce.In-excee a ~f tbe-excfaatve .Ilcense royaltyl'&I!Ch.

(0)-- RQy&,lu-esc- shall·not normally;be- in exceea-of-e.ccepted
tra:dl!l practice. The Institution also .agreee thatrto' r:oyaltiea.sh-all
be _payable by it's 'licensees or sublic'enseeswith;respo'ct to a,ny
Subject Inventioninprocureme:nts,fo,ror on beh~lf'o~, 'the
Gov~r11Il\ent and, to so provide, in any instr-tunent transferring
rights to"an-yparty in any Subject, Invenbion, .

Cd) The balance of the rovalty inco:n.e after payment of espenees ;
itleludi-P,8, payments to inventl")rs,' incidental to thcadminiscnltion of
a1'L Lnvenndcne assi3n-ed, t.c. it puesuenc to the provisionll. Qf tbis
Asr:bOfltOnt shall be- utili-zed fur the support. .uf eoucn,tion, or .
researl:h.

"(:-0) AlL licenses i'ssu~d,by_the-Institution to other thullt.he
COV_tlt'llmertt of the Unit'ed scnees. uude r. any p,atcnt- applicntion" or,
Ilatent on a.Subj~tt 11lvcnt.io-n·l>hal1-be,madeexpre~sly- subject totha:
conditions of- this, Ag£ae~'Jnt. ThE:!' Inst1tuti':>\l-sbaU. upc n r eque.et.,
p:romptly' flll';nt~h ccpi es of 81lfHeeilsc eg cecrsonr s entcred. into by, it.
to the' Agency. ..
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(b) The Ina t i tubi on shall notify the Agencyof fore.tgn
applications filed and. upon .requee.t, shall furnish an English
version of' such -foret gn applt cetton Without additional ccmpenee cion,

VIIl.' ..Bubcontracts

(a) Except as provided io(b), below, or when tba.eubccntractc r
holds an Institutional Patent Agreement with the Agency, the Institution
shall include in any subcontract where 'a purpose of-tbat- subcontract
is the conduct of experimental" deve lopmentaf.. or research work
either. the. "Patent Rights ~ Acquisition by .tbe Gove rnmene" clause
found at 41 CFR 1~9.107~5(a) or the following clause:

Patent Ri~hts

(Institution)

appli.ca.tL)n', in anyc'oon;t:ty. :coverin~f

(i) Upon request I such duLyexecut.eli. Ins t ruraeut s (pt'::e---.
p8r~dby"the', , " , ' or· its desiJl,nee)
.' --,::,. "Unst1.tution,------'.- .

lind such:othe,r, papers as a're deemed- ncc c s s nry .t.o ve e t v.In
the.' or its designee'the

--,·-(Inst-itllt... c u)
right£; granted under this c l eese and to en ab l'e the

or itsdesignee:to:.appl:y f6r·and

(b) tn addition, the. ccntr.ac ec.r ag r ces ta furnish the'
fcl1\>.\~ing·'natetials,·di;i:clu$ure saud reports':

---'(Institutfon)
prosecute any patent
such Inventdcn.,

(a) The Contractor hereby agree's to"report fully. 'and
promptLy to, . any

{-Tn,,', .........it.ution}
inv-ention conceived or first actually reduced to' practice
io ~he ccur.s e oior: undez- this ccn t r ec t {hereinafter
referred to as "Subj eee Inve~}tion(s),1! and to assign all
right, title,_ and: in ..er.es z in and to such invention to

orits.designee.

(it) pr.iot': t~ final, se:ttlemc.:l.t:'oft.hi.scontrllc,t l : a
finlll repecc Hsti-nr; all S1J.bje~t IllventiQt\u or c-e:-rti-fying
tll.atno 1nventi'oll's vece-ccnc.edved-ce- fir~t act,ullUy
reduoed' tQ' p['a~ti<:e:unde-r· thecon-tr·.act'. .
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VI •. F'i.lin:gof D~ml!sticPate-nt Apnlicat19ns.

(a) With respect to each Sub'jei:tlnvent:ion'; in'· whiCih' the tnsthution
elects t» retain dorses ti,c rights pursui!tlt'tosect:iot'! ,IUCa)- of this
Agreement the- lnstitu: lull shall have a domeee'i c patent apJ)lie,ati'ort filed

. within s icc (6)- mi:luth.. after an election -has bean mede. pursuan:t
to, sect-iou:nI(a) of th-i~ .\~r-e~rnent or,-such lon~~t::, period as'.
may,be'approved in writing, by the Agenc-y. However, if th~

Agency dete rn'line ~,that-I:hore'has:been such use,-or.
. publication aftha invention so as to _initiatdl a' ona7"year
statuto'ry period' which ends- less, than six months 'after
the ele etlon. the -Agency: may requi ee the 8:ppllcati.on, to
be Hled.one month 'or. Ie sa before thee~di()fthe:statuto:ry'
pe r.icd, With respect to such invention, the Institution
shaU promptly noHfy the Agen<::y of an:ydecistonnot:t-o filO.­
an applfoati'On>.

(b) ,.Fo.r',e\!lth..Sl1b j l!~t·. Inv:ent·ioRon<· ....hi cha, -p4t,e~t'a~pti'eati'nn'
is fi'lcd- by, or,)n:be'half of" the Ins,titut;ion,· the InS:-l-tuti;)n'" shan

(i)' withhi'six:,mo:nthsafter suoh'£iUng",or within,s-i,x:·mortth•.
after' aubmlastcn of· the,' inve'l1t-i'Otl.:diselosur,o- if ,tb:~;

'P~,tent 'a,pplication was ,filed, p~lo-r" to 'the '0 oh·tt:ad~. d'el-ive'r
to thll.A,gen:cy· (A) a-copy of, the; appUcatlon,&s,fiUJ.d" inel~d..
tng- the, fl.1ing':,dl:lte and' serialn·umbEu:; JBl, a,cQPY' of-.,an
a-s-signment' f;romth~" inv,e.ntolt'!:'·Cll":: inven!b{)1"·8< eothe,' In'-S:ti.t\#ion:
of:"al1~rlght.-' title, and;inter!lBt~in' the invtintiQtl'p'J:'opedy'
re-co'rd-ed·; in, the ,United,States': Patentan:tVTioll:demaM,OHtc&{.
and, -(-C), adu!'y.'e~e-cu:te4'and; aPPl"'ov.ed,,i.n'$t'r,Uri:1ent:on.:'t\'1i&!
form. specified: tn. Exhtbi.,t: A· wht-eh, is 'attl,chEid:,h:e1:'$'.to: and:
by::thhF', r.fl.£e renee: madEra,"pa.,J,"t,h:e'r6'Of:'

(1.n, '. inclU(iethe: £o'~lO.Wi.pg"st&.ticl'ftenta',~'P'Pr,op~hde'1Y:coiri:..
pl~:~d'~ "in"tl1e, secon(i ..,p&.'-r~gr:-e:p:hofthe;SPl!ci1tc~'ttQn; Of,
the,appl:icati:OR;' and· :any. ,pate:nts" issued. on"the, Subjfirct­
lnverilioll, II The, Goveenmento ha~: righte i-t\,tb:i~;"i:rivti>i\.t\on:
PU~'8.'U\n't'toG onJ'rac.t(s),"(or (:1'r~nfJ{s;)J.:No(s:h
a....,arded~'1:)!,.('1 de,:nt-i.fy:tb~ ,Ag.enc.y"p'i'iAgpnci.-~~,)l,il



1834

IV. Minimum-:Righta Acqu{.r.ed,by,the' GOV6,rnme'nt-

(:a) llitb r'e,spect to "eaoo·SubJec-t. ltiVe~tio'[;'-t~,'V:h'l.oh_~h"e:" "Institution'
Ireta~n.· pr·i:ncipal :"cexc1.usiv.e· cigt:its} tile: Insti:t-ution her'eby l!<('a:nts
to'- _theGI,),Verrun~ult- of· the:Ul\it~d;State$"e-ncoesctuetve, ,~l,,)nt~ansfetablo.
pai«t..,.,u,p Hceuse. to -make, use t' and. selle"c-h 'Subjl!ct. :Invention thr,ju~h,j'ut

tb~ w.>'l:'Ld- by or On- b'Chci.lf of the G.jve-rrtllien~ ofth~_United: Stat-es (includinf(
anyo'Go;ve(turient .agency) ',-ana,'.State9', and,domes-t-i-c' riiun:i,cipal-g..Jver-mneuts 1

unleas. the' Agency.,decenninesrafter--the 'invention has·be,en-identified-
tb~'t- it' w.)u-ld::.nOt' b.-e:in .cbe piJ:bHoineerest- t,j·_,ac:t-ql.lil'-/i!' the l·iccrtse foc·
SUltes-' and dl)l'QE!:s'tie, m~nie.i-P:!i'l gavenuaenta·;.

Cb) 'With' res:peet,',.to e<:lch.: Subj-~cl::.lnventi"n: 'to -whi6h ,t;hi!
Insti,:e-'tlt:.ion· retains'p.rinc,il)al or exclusive- r-ight:S.i the tnst'itotion
ag,re4·$ t<\3 gr·ant,to,r,esponsib'h applicants,: upon i'equestQ~' the
A'~ncYi a" ,lice-n:s.G·on term!J' that·-- are,', cess,o,na:b.'L:e-' unde!\- the.: -ei.rom\-st'an¢e$~i

(0.' uI11~$a·.the,.In8titut-iDn, its nce~see'~ o-r· i,t,~, as,sil!:nee l

deml)n$~r'ate8.' ec the.,,'C,o,v.ernmen-t. that effect·iva -steps have:: been· ·takelt,l_
vith-bLtJ'i,r·ee OJ, yeat's· a-f;ter: a:p;'&ecll.t:is;s,qeson euctr- inv'Elation to b!',ing

'the> inv-enti9n to tl:i.e·:point of praeticat'3pplicatio:rt ,Or 'that theirwe:nti·o,n
JI-!1'S,bee:'n'madi!; avjri l abke for. licensing" royalty-free" DC ,QO, t,e-on.s· -chat _are .
rea(iol\nble.in.::th,l! e,iC(HJmsr,1l11CeSOl" cen s.hOW; c:,aus-B~hythe: pt',inc-ip,al'
o:rex:Clusi.~.e r,ight'$,6hQuhi'be:'c..~tained"f\)r" a. ·fur:the.-r: pe.d"d, of, time;.i),r

'(li) to, t:1)e extent'cthat:the-: i~\'I,ent{on'; is·,<requ·it:ed . fiJ,(' publi'¢
titi;~ by· goV;)Jt,nmentaL ,.['.B1u:!,az:L,;)!"l.,$;· '"r '/1Ii', may, be.neeeee..'u'y'to. flllfiJU, public­
heattb'Qr-. s4re:tY ri-e~(b! "r ·fQrc o,thai: .p.ub:l,i¢,;purpost!si' l>t~pU:la:t,cd'.. in; tnEt
~pt~a~l.,'c,;)ntrBot~

-Any'r6'q,U8.lJtS:,rna:dt!':pur,s:u:ant't'Gi,·thts·:subpoiL:rii.'g'l':a.ph ,(bLah-all·,bs'·
by, the:he~d,of 'the" Ag'r":'\cvo,a duly< a~thor.iz-ed ·agertt, and,·:the
Ih,tituU'Q,n.s-\i,all be,givc n writ~:ennoti'c~"~f(' au-Y' P1;'~pos~d·. r,eque:st
not -le8~·than·thi.'l"ty· (~.O) da VB' P,.r-io'l" ',to, the issuance' Qf,a' forma·l
r,eques>t, a'nd~: if 'it· so requests; sha:U-,b$'granteda.... he.ring',bel~-re';
the ,req1Jo,s.t'18:'is:8u$d';:and-othe.lIWi,se'mll~~'ef.feotlve'

(c) NotWithstandtng.Se.'Qtl-on--UUlI:}' ()~ :a.ny .other"pr6vls,ion»,',of;:
this· Ag,re;eme-nt-.. the'Instl·ti.ltion,a.g..reee-tc licenseiot"'a.8sign. Sqbj~ct
Ihvention,s, a:s:dtiE'e:ct!edby;the,A;g~m'c-Y:to' com:ply:w{tib>tlie terms' of,

, any at'pli.,ca:,ble<in'tit-r.na;ti.onal;'ag·rcement~ .At,tho ·req:ues-t:.ot,the'
Instituti-6n. th6'Ageitcy will·falter &n'invention i.s:_identineli:~ -identHy,
tb.-e; 8:,p.Q:c-ifi.-o :obligl;lttOn:'$,·:'of ths; Inst;it-utiQt\: wl,th res-pect to/a,uah
inventioI1;w'Q:l.eh:':m:lghtolhe;r:wi-sec' confitot.w-i'th'the: p.r.ovlsvons. Qf,":thi.:fI

A:g'I'~l!l.m6:n~·.&1

. (-4);' N"tbing c.,ntai-nd. itt, this uct-ivn 6hd·l be d!O(l,(ne'd"t~'

gr&l\'t' t"",·t:ha: GOller,tunent· aUY';r-ight-$' with r-esflcct: h" allY fUVelt,tiol.(\·
other· <;than>,a~' Silbj ,9Ct· ~ttVeQ.t i~J)n,. ~
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ce any:' new· and ;usefuli1Jlpxovlament,the):'eo'f.~, and ,any.'variet.y Ofpliln't.,
wbi.ehi'sor'may be pate.ntable·underthePa-te'nt ta.:ws: of theUnit:ed
SUUis,-;of America or: any foreigrt. country.

(b) "Cootrabtll means anYcontract't[agr~ment. grant·tOr" other
arrangetoent] 5IQr- subcontract entered. into with or for the _bl!nefit of'
theGo~ernment;where,apurRoseof_thecontractis' the conduct of
experim~ntal._devd_o'pm~ntal, ,'- or~esearch-~ork.

(<:) I1States -a;,nd d.omesticrnunieipalgovernments!lmeans. the
St&.tesof the .Unibed States,; the. D~trtc~'.ofColumbia. _Puerto,Rico$
theYil'gin:Islan:ds. Ame:ricanSamoa, Quam, <;t.nd the- Trust Te,rrttory
of the PSQ\fl-iJ.lsland-s'. and' any politie,al.subdivision- eud.agenctes
,thereo.f. . - .

. (d)' "To bring to>thepolnt: of pr:acti:cal-appU-catton llmea.ti$'"to,
manufa-ctlir:e _lnthe: case of-_a: c,ompllsition,-or" product, ,·toprac-ticec-i.n
the· ceee of'a' prO:Qe-s'$~ or: to' op,erl1te in: th~' ce.ee.of a-m:8;chitie>8nd- unde:r
such,con,dl.tio_ttsa1J to:'e~tab1i.-:s~,t~at th!!,' ln1rentio-nis·. hehi'g workedll.-n:a
that. l t8 b-enefHs'aJ.ler-ea,sona:bly,accessible -ee. the' publ-i-e.

(e): llMa-de'," when-'u'sed- in·relatHm: to any inventibn or"dlscovety·;
meena. the,' conoeption_ or' fir'st'actual- reduction-to ,pra.¢ti-ce'of:suGh
inv:-entlon.inthe-coura,e·,'of- or urider a contract.

11.1. Allocattori.o,£ PtirtCip.a1 Rights,

(a) Tbelnjj,t~tutiorimaYTetainthe etl.t1're right; ,title, and:
interest throughout the' wO'rldo'-r in any country_theteoi iri, and to
each: Subject In\Tention'dls;:,losedpur~uantto: Section' V.:; bedew,
subjl;l:ct, to, the provisions-of this' Agreem~nt. The Ins t f t utfon shall
includewith'each Subjectlnventiondisclo5ur~an election whether it
will retain the Ciritireright ,title', lind- int-crest in the mvencdon
throughout the ·worl-dor, in, any country, thereof subject to,thet-1ghts,
acquired by theGove~n(mt in Section IV of - the Ag reementt geevtded
that the .Ins t.Ltut.Lon may request; an· extension of' the, cdme for c Iec t Ioc ,
It the Inst±tution elects not to, retain rights in a, Subject Invention-',
'it shall, supply the Agency: ",ith any written reports upon which this
decision wnsmade, such as_mQ~keting reports, pateritsearchcs; or
other similar reports.
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(F) .:-A. .re.Ql1ir efuent- th'a t thl; :,tnsttt\.1thin1s r oyal ty -'re,c$ ipta:,

afte~'payment- of-.adtninis:traUVIl·:cQ8'ta,;-'j includitrg' pa:yme1l,h·" to;
/

inventors. be' uttlj.·z:e'd:fo-r,e'dticatiortat 'or rese.,r-~h'-puX':pose:s:(

.(O) -,A:pr.ov1.s1onp:ei'mi. tting the agency to' eKce'pt- ind~vi:dual

contra.Gts_or-' gr'ants f-t:o:r:n:theoplelrati~-of the- a:gr~em~rtt:;

(HI, ~----_1'ecquirementfor p:rog;r.$SIi, ,re.,ports',after·' desigJla:te'd'~

pe-riod":;

• ,n ••U-):A:p'1:'ob,tbttii)'nJa-g$fns:t -a:g:slg~ent oflnV':entiQn.i~':9Vtthout

GcrVt!l:r'li1P:~ri.tata:pp:r.ov,al-: tripetos:ous:,o't'· Cil'-g~-nl;zati.tn.'i:s-.., othe,'.rthan'

ass.ignn):enplli· to:-,'a'pp~ove'cl-'patet1~,:tn~i'la;;gtiJrt!i!lnt'p'~:g'atii~:ai'ti.on:8-;sribj~:c.t:"

to·the:above"co.nditiQtlttr,"and."

(J,) Apro';i's'~lJn.·perJili,tl;oin~-term·il1at-iiOn':,fOr,' oonVeQ$e-no,e: by~

eith:er par,ty .UpOtl.' thittY(30rda)"~ wdtten,':n-ot!el!'.

U), 'tbe lb:tli:lWing h th:e' $tal\dar'd-.· ItI;'st,itiItional Pl'J't!=lnt.'_Alire'etn'e:n~,:



p:rov:r.de theinst·itution the right to-retdn the. e:!ltireright, title and

Proposed FPR Revision

tb.$-,cont~act,-from the agreement-'.)

(1) t~j.n

JEL: Feb. 7.5. 1977 in e cco r-Janea
with subcommittee mark.upsessions o£
'1/4/77 and '/'13/77
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(unless a, de-terminat,ion has been made to exclude

DRAFT

(or,. Patent, Rigbts - Ipstitutiou.11 Patent- AtrMmant

3~ Add(the, fol1~wing.-newsubsection,(el to,l~9.107,,"6:

2. Retitle. 1,..9.107-6 as follows: "Cl'ausesfor domestic contracts

(sbort form)" at1!i'Ins~i-t:utional Patent Agreements.lI

an-agency' has.'determined in accordance' with}';'9~.ln9_"7,tha-t'an·,Ins:tl,ttition

sboul'd>rec:e,iveai\,agr~E!mimt.as,aut-hor-i-zed',urider 1,,;.9~107..4{al(6),. an

interest in i~ventions made in the, cQurse of or under contracts, subject

to<certairtconditioDS. When suchanasree~ent.hasbeencmadewith an

(6) In accordan~e with the exceptional circumstances language of

institutioa. it shall be- made applicable to e$cn contract with the

agencies may enter -into-Institutional Patent Agreements with educational

snd, other nonprofit institutions-ha~iriga teehnology transfer program

meeting the. criteria set forth inl-9.199-7(b). Such agreements shall be

substantially u.. =.::.me as the .eeandard agreement of 1-9,107";'6 (c) (2) and

institution in: lieu- of t~eP~t~nt Rights clauses- in l-9.107~5and

1-9.107-6

Prepared by Ad Hoc Subcommittee on University Patent ,Policy

February 1977

1. Add the following subsection (6) to 1-9.107-4(a):

'1~9~107-~(a) and lor. the special situat~oris language of 1-9.107-3(c),

tn-stit\ltional, Pa,t'etit Atrecli\orttsubst:ant'1a11y' dm:l..lar,to the s tendacd'
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PROC;EDURE

It :~~s- agr~ed th~tMr. Lasken' would make-available to ~he members
the- 'revised amendment; for additional::clean~upcomments.

It was-also agreed that Mr. Latker Would-advise Mr. Denny of
the options as to how the TaskForce should- proceed.

The meeting adjourned at 3:30 p.m.

!ftJ 17 -n.U;l (;f."iijf;';-:,?,~~-:",-
o~ A. Neumann
Executive,:Secretary,
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Nex~' I1aE!''ting

Revis-ions:'tq F,P~ Amen_nt

A page~by-page review of the proposed~FPRamendrnentwas-made
with the ta5~ force ,adopting certa~n modification5'sugq~sted

bttbe_commentsreceived~

It was agreed that bhe. dispo,s'i'tion, and, ratibnal~, therefOr.
of the commence are to be documented for-the record by Messrs.
Latker and, Laaken. It was further agreed, that· the"workof
the' Ta$k Force would be:' further reviewed. by' the InteI,:lec.tual
pr,operty,Sul;:Icornmittee and that· i,ts·, recornrnendatiqns, be sub...
mi·tted:t-o GS,A.

V-, "'.' ,.-.-j/
r ,I.~..v,~,~ .. ,

0., A., Naumann
EKecut'iva Se:c.reta.ry

For .th~, n~xt;ma.eting'.1 the,Chairman· asked' the members; to
cpns4der,whether or no~ the· 6~month,pe~~od'fo~reportin~

inventions', ougnt' to, be ,extend,ed, and ,..rh'a·tperiGd. ,..:. 6'~. 12,
18:-.o:r24., mon:thl;l-,- Le. preferable.

The Chairman w0\11d adva.se- the mell"\l::le,r:s oitha- next· me-e:t:,ing
dat-e'.

'rhe. ~ting adjourned at 3 :15 pvm,
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(3) Procedures for prompt invention Identtfi cattcrrand

timelydtsc10sure to the'6££ice-ror o'rg;wizationadministeringthe

patent policy iif·the- institution;

(4) Procedures foi tnve ntt cn evaluaH6n;and'

(5) An active I'Illd"cffective promotional pr cg r eta for "t he

licensing and la3.rketint:.' of illVClltiono.



m1Y such agreements;

organization to license. its inventions,;

Vitll auy pat.euc management organizati;;>l1s or conauk t an t-etand aeopy 'of

/
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and pacent ,Hcensialli activ,hie.s', inch<d~ng the followins,:

.(i.) Numbe r of inventions .r epc rtred .tothtiorg:~nizat{'ondudng

(9) A de:sC:i:i.!>_tio·n of theorganizatlon's past patent app~icatiop.

(.8), A"descrip~ionof the plansvand intcl}ti,ons of the o1'?anization

t.o-b r Lng to the marketpluceinventions'tcf "'hieh it retains, t·itle.

including '.:1 d es c r Lpt.Lon o,f· the cUortstyp;ically u'lde.rtakenb~>-the

(6) Acopyo,f the invention report form ..or,o\ltline utilizc~

for prcpa(Btion~f invention re~ort~;

(7) A statcmentl>,hetber theorg.anizationh,1s <Hlaltrcoorent

· each-of the past, fiw' year-s;

(ii) ~umberof patent 3pplicatiol1sfilcd durifig'cacbof (he

p,ctsl five years:

(:iii) ~lumbe! of· patents obtained'during.clIchof.t<hc V.:\_l;t·

live years;
,

(iv) Nuinbel.· of e:~clusive licenscs.i,sst,ecr·durwg·cilchof

the past five years;

(v) l{un,ber of ncnexcl.csdve licenses • other thou tllC':;~ to

sponaod.ng Covern;:'lcntag-Onoies, issued dur-Ing. eaa-h of'· c~~e P.<Ist.£ive.

years :.

(vi) pross royalty income during, each of,the.p~st·,fiveyears;

(v-ii) k gencl"at,dcsccipt'ion· 0 f rOyoite-luli- eh'llc.g..ad" including

ml'\ittnr.nlllld mmdmll::l royaHi' rates;
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Notes for Completion of' Il'A

!J lnscl't neae of Agency.

!l, Lnec r t; reference to Institution's o'f'dci";'l policy statements.

l' If any-current grants' or cor.tra~ts ace to 'be exc l ud edvf'rornrthe
eg r eemant , a statement suc.h e s the followingshauld -beirise'rt"d
here: "Tuis Agreement shall not apply to the following cc nt rac 1:.5.; • II

i/ .Azencies may t>.;i~hto limit 'the scoP~ of ~~e agree~ent·to,cqntr<ict·s
euccrcd into after thecate of theilgrenment. _ In such-c ase ,

this section would hav e to be revised. If such
an approach is used, ,considcra::ion shouldbcgiven as to how c cac r ac t
c:ctllnsions will be treated. '

2/

..i.l

.JJ

-1!

.JJ.

10/

Th·c.·l>nlC"~~2t(!d l~llgmlzi:! tnf!] bc.dc.l(!t~d~ui:. no~aily it, is axpec ted
that In·stitutiOl:al Patent Ag r eement s ...ill apply,to grants as ve Ll.

as cont r ac t e ,

Soma HZl!uei",s lany wi.sh to include additiofl<11 oraltcrnativ~ proviS,{oflS
conc er ni.ng intetnaCioual mllttefs including such Lengu eg e as t.he.y
concdder- nec e s s ary pursuunt to·1-9.107-3(b.)(2); _

}.sendes may-find"it useful to inelud'e mer-e dce a l Lcd Iuntruc t Ions
ber e on the t"or;r.i::: of cucce r cpo r t s and chc. po:>.rsOlln to ...hom the y
ehouLd be supplied. Thc.c:<,·v;t c Lcus e-rnay h<1.VI'. r o be varied
£'_ccordinS t.>theagencyls,nor;:lnl::~ol1tract e Lose-out procedures.

If none are to be used, insert (lnone."

Vifff.',t(;'.llt da t as :.1,17 b c s ub s t i t ut ed dapcnding on the Af,pcy's
nccds •

In~er,t' app I i c ..tb l c !!:!dre,s";;(!.$ and officers.
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IN WITI;F.SSWllEl'.EOF, each of the parties hcre t c has executed
this Agreement as of the day and year. below.

UNITED STATES OF AMERICA

By
Title
Date_

(Corporate Seal)
(IrtstItlitiOil)

By
Title
Do:ltEl -.

CERTIFICATE

lHt;cs>, nl)' hand' and t.he seal of said corr·?.r.1tion thi~ _
cli!.Y of , 19_

I, ::;:::-.::-:=::;:c:::------'
of the In~~it\lJion_
_____, ~..ho sign1!d

ecttify that I am"h:':;;;~==~=:~~~===-~__na~ed abo¥e; that c
this Agrcll;T":':at on b eh aLf of said Institution is

of said Institution i audct.ha t. this Ar,rccml.'.nt
was dul")C.~,",Og""C"d-""fo~,;-.C"Od":l.·n b ebe Lf of said Institution: by authority of ito
&Qvc,ming body a."ld- is with.inthe scope of it;), corporate powers.

(Ccirpo[~te Seal) ]})' ~_---
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x. ':Patent ManagementOrganizations:, ,:,. h,>j. ~ r"e-__ 4 ,.,

The Institution shal.1 not asst g. na.?¥SUb4.__ InveJ)tt:on to paJ;tie,s
(other than the Agency) except that it may ?'l;!"'s~~~~s In the
tovcntton to the following patent manageriknt:organiii"3tions -­

=====-:-:::-:::::-;-::-:-;:;:-:-';,,:::;=:-: 81. w~ or any other patent
management o r ga'nl aa ti.cn if snbae querrtky approved by the Agel1cy,
h1'ty--n>fC1lSnce to an !nshEutiOti : t!;;j '5- Aera .JlilshuH als't1e}\;lde

'<..3oF lcalnl"lidgemCintorgamzattUl1 -1 an e~t1J:;",eh- aVdfl--uy
assignment to.such an-o r ganiaatdorr sba lk specifically be made
subject to all the terms and conditions of thill Agreement.

Xl. Reports' on Development ..mdGor.ll:lercialUse

The ;Ins#itutiriry. sh~n- pro~:idea_tfrit:t~n: annual r epo nt. to the-Agency
on or b\!-foxC De cerrrbe z- 31stofc.achyu.:lrcov~ring the pre.ceding
year e.n,~in~·Scp~ernb~r}Ot)1., rega,r<lin&:~he status of·deve.lopme"nt and
com::r.erC1.al use thaLl.S 'bCJ,.lIgU'ld-c, or, lntend,~d to bO,made' OJ: cacti
SUbject Invention left for'administrationto,thc Instit,ution ~nd tae
stcps that have been-takcnhy:theInst).tution to brin-g'thil invention

. t;o the point of practical <lpplicatiori: .JJ Such'repof{;'ssnal'l'indude
inforiLlatioll .regerd ing ,statusof,deyelo f"nent,' thed,at (l;of fitst'C:oiomieicial
Bale or usc, gross' royalties receivcd bythe,Institut:oll)'and such other
data and infonnationas the, Agency may, reascuebl y' specify,·oTo the extent
data or information ~upplicd,pu~suontto,thi~soctioll lscol\Gidercd

. by a licensee to be ,pdviLeg~d',or <;:onf,idclltial 'and, is .so marked. the
Agency agrees thLit to th!l.extent permitted by 1-;1'11' it will no r d~sclose

such dnfo rmatdon to persons outside. the G,oyernment.
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(el The Contractor shall include Intany subcontract
etthe e a clause i de nfical to this clause or the "Pa te nt
Right:s':'Acqulsition by the Gove r nrra nt;" clause found at
41 CFR 1':'9.107-5(a) if a purpose of the aubcontz a c tLs
expe r izne nta L, developmental. or research work. If
a s ubccnt.rac to r refuse s to accept either .
of these clauses or,if, in the opinion of the coo t r ac'cor ,
the s e cLuus e svere inconsis,tcnt with .t he. policy sot forth in
I,I CPR 1~9.107~3. the Contractor (i). shall pcomptLy. notify
t'he Institution and- (ii) shall not _proceed with the sub­
contr~ct without the written authorization of the Institution.
It is understood that the Institution will seek direction

.Er cm the - (insett na:neof appropriate
Agency).

(d) 'Ihe Contractor 511.111 r epo r.t; any subcontracts contilining
a patent rights clause to the Institution'. "l'heContrm:tor
shall no t; be obligated to-cnfcrcct\:Joagrce;n<lnt>l of any
Subcontractor hereunder relating eo.ebe oblig>lc'ions, of the
gubccatr ac tc r to.' the Goverllmeot in regar-d to Su?j ec t; Inveilt~ons.

(End of Clausel

(b} In the event of are£us'al bya: sUb~ontraetortoaccept
ed the r _or the cLaus cs 5pccifi«d in (0.). or if ,_:"11 the opillion,o f the
Institution,_ these-clauses are inconsistcntwhh the policy-set
forth in If! CFR,1-9.107~3. tn~: Inst:',tutioll- (i.) shall prclriptly
6ub:nit a wrLt t cn notice to the Agl'.rl.cyscttin~ forth r eascn s for
the Subcontractor's r e fus eLoand o tncr pe r t.Lnen t informiltion"'hich
IMy cxpcd Lt e disj)ositiollof the lnJttcr; and (ii) sha Ll. not proceed
\.-ith the subcontract ~lithout the 11ritten euchc r Lac t Lon orthe Agency.

(c) It is uride re tcod that the Governmeritis a third party bene­

ficiar:y of auyis ubc on t r ac t; cLaus c gr:1nting eights to the Gover;"'i\cnt ill
Subject Inventi.ons-, and the Institution hereby assigns to the Covern­
meuc al I ~·ig!lts' that; it vc c Ld have to enforce the Subc ontr.ec t o r Ls
ol>li.g.:ltions f-orthe benefit of t1lC ccver-ranent; withz'cspaot' to Subject
lll~cntions., The In,,-;tih.;tion shall no t; be obligated, to cnee ecc-cuc
agreements of ;lny, s ubcont.r ac tor hcr euud cc relating to the, Db1igations
of the Subcontractor to the Government in,regard 'to, Subject' Invcn.tions.

(d) Nothing in this Agreement is intended to preclude the
Institution fz-orn granting a subcontractor rights or an option to
rights in any inventions made by the subcont-ractor to the extent
such rights a r e cons i stent wlth the provisions of-this Agreemerit;
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(iii) not less than thirty days before the expiration:
of the response period for any action required by the
United states Patent and- TrademarkOffice, notify the
AgencY,of any dects lcn ,uotto'conttnuethe- pr-oae cutjon
of the application and deliver .eo. the Agencyupon requo se
execute:dinsti:uni.e'nts granting the Gove rnmene a-powe r
of attorney:

(tv) upon request, fully advise the Agency concerning
all actions taken durillg the prosecution of any patent
application and furriish .copte.s of -any relevant documents
as requested; .a nd

[v].' pro:v:ide the Agency with:a c;o!'Y of ~hepatent within six.
montbe after a pa tent j s sue e cn the appki catton.

VII. FiliTi.a of Foreign Pat.ant ,\ppliClltiol1"

(a) ~-1ithrcspec_t- to each ,Slibjilct -invcnticnln in which 'the 'Institution
(!l'ect~ . to retain prinCipal rights in a forei~n count ry por-eucor, to
section III(s) of this. Agreeneut, the Institution shall·have a pat~nt

~vplic:at:f.on·fihi.d' on the invention in auch country, in ac:con'hmC':'ldth
ill1piicab1e statutes and. ..r'egu.Lat-Lcns , and within one of' the: follC'",lllS
pcrious:

(i) nigIlt. months f-rom the date ofa corresponcirtg
United StDtCS DpplicatiOri filed byor.o.n bellaH of the
Institution; or if such an app Hca t Ion is IIOt f i.Led ,
six months after an election is made pursunnt
to seet Icn IIlCa:) of this Agreeincn't:

(Ii) six m"ont,hs. f rcmvt.he 'date' a license: 19' r,"OJnl'('i!
by the. Commissioner of Patents and Trad«r.\;J,rks,t? fil,~

foreign cpp Hcat Iccs .ahen. such filing han beef pro­
hibited- by. sec,llr1ty reasons; or

(iii) such Longc r' period as nl<l.y he app rcved in writing
by the Acency.
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V'. Invcation Idelltifi~3tioni.Disclosures,' atid"RepO,t:t:s

(.1) The Institution Shillt fur~nish'the Ag:eooy

(iJ' a ~omp't.'uec,!:rj~MiJcI09u.. ee for eacb-gubje.c.t-
Invenhon.p N"l after conception ,OJ:' fii'staotual
r~d.i.lction to practice, whlche've t- occurs fiNit-tn-the
couese of or under the contract. -but in any event
immediately upon any on eale , 'public .use, or,publication of
the inveotion known to the IlIsti,tuti'Oll. The dis-
closure shall' identify the contract and inventor and

-shat L be sufficie.itly complete in technical detail
and- approprL:l.te1.y ill"ustrated by s ke t cb or. dia~ram
'tocon...ey to oncskilled in the ar t. to which the
invention, per t afn s a. clear- ulldorstaildi'ng ,'0f'the. nature;
purpc 5e,., opec ation, .and ,.tothe: extent knowa ; the ph"Yflica1;.
clicQical, biologic.'l.~ or e I ec t r Lecl. cb ar ac t er-i s t Lcs- of the:
invention. Such dLsc Lo.aur e ,shall befurnlshnddirec::l,y
to t-he Ageucy. in addit:i:outo any_other'rcqllLre:neot under
the cont.r accvfc r the sllbmission of progress- iI-i", ctbe r
reports' and vhetrhe.r or fiat r e f cr enc.e to. the".Suoject Inventdcu

. has .bceu. aade iri any, S\l·C reports, J
,-. .~ Ft"1I. "':{51"'7 )N~"._ n" ",,15fI fJ,1I Hi) Complete.informar:. on cOllce·rni:oP,.t~date:m·'id",ot.ity o-f

aoy on sale •. public use, or pUblic'at-io\\·ofth,"lm'C'.nt-i.oll
which !'lay constitute .a statutory bar under 35 'usc -10;\
v..ich vas authorized by or' KnoWlltO ·the Insti-tutillit 0 r
any cOlltemplatcdaction'of. .tbi s nature.

(iii) A Hnat report within three months after completion
or t-Ile York under any ccnt r ac t; , Hstinr, all Sub j cc t
,Inventions or ccrtify;'ng th:lt cuer cvere 110 such inventions_ 1/

(to) The Ins.titutinn shall obtai p2tcllt'~,greC'""e[lts to' effectuate
ti)(', t,rovisiot\~oflllis Agl'cc;nent fr,Qm n perso ns in itscmriloy \:1\0
per[otm any p.lrtof the wol"l::·undcr·':l1lycolltr.:lct excni,t nont.cchn i c al
pe r s onne I, such as clerical employees and rnaaua Lkabo re r-s •

(c) The Ins d tutton ag res a that the' Government may dup'ltcate and
disclose Subje c t Invention dhclosui'esand,subjecttb Sectfou XI; all
c;:Ji.ci' reports and papers furnished or required to be furni.shed pursuant
to this Agrt>ement.- However, Hthe histituti6n is to fil-e: a 'patent applica­
tion on a Subject Invention," the Ageuoy a gre e s , upon written request of
the Institution, .to use its be a t efforts- towithhold,publica,tion of. such
tuvennoe.dt sctoeurea until a pa terrt. ap pl i cat'ion is filed thereon, but in
no event shO;l~ the Goverrunent or its employees be Liab'le for any
publication thereof.

(d) 'The Institution shall not b<'-.l· c.e p;'·ohibit publi ca tiou of
dif;CJ'·Ji,·_'E.~S of Subject Inve ntt ou ,?1l which j.>ntent applications have
been filed.
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(b) The Institutionai;rees to cc nve y." to the Guver=ent • UP.:!\l
request, the-entire d,;,;nestic right, title, and interest in any Sub­
jectlnvclltion when the- Institution-:

(1) . does: not elect under Section :HI(a) to 'retain such
rights; or .

(ii) fails t havca United'States Patent A?plic~tion

file-don the._ nv eat-ion in cc cor dcnce ~-i,e,h,Sectton

VI(s).• c r dec: des not toco~t~nue pro sec ot Ion of'sucl1
application; r '

(iii) at, any time, no longer de-sries 'fa retain title.

(e) The Institution agrees to convey to the Cover~~ent. Upon
request. the entire right, title, and interest in any Subject Invention
in eny foreigncountr_y vben the Institution:

(i) does not elect unde-eSe-etian 111(3), to retain such
rights in the country ; or ' -' .

(ii) fdlsto have a pat.eIlt s??lica::i.:>n filed inth ccun t r v
on the invention in accordance \;i.th,S·~cti.O:l \'II(a); xc apc
that if all application has 'beeuvfi.Led in 11 forei:<;nc unc r y
after the times specified in Sccdvn VI1{3;) but pi:ior co
fluch request by the GO:l;:".rnment, the 1n~titutionshalt retain
ehe. entire" right. title,anc intt"r~st in the Sub j ec t
Invention }n.the eou~try i~volvcd; or

(iii), ,deCides not' to continue prosecution ,(jf.su'i,h :.app l tc a­
. tion. or to pay any ':.laintllnance fees coverin.~,::h(!. i:w.:ntion.
To ovoid for feitur~ 0 f 'the .pet cat; applic.1tion oc. patent,
the Ins:;itutio'nshall notify the Agency-nvt t cs s th.'m sixty

days'beforethe'c:<piration,poi'~i.:odf.:or any ae t Ion re­
quired by 'the fvreign patent office.

(d).A conveyance, requ!lste'd pur~u"nt.toS~ctivll.s"III.(brot, (a)
of thi!;""'g~eemcnt•. shall be m<:deby delivering tvtne Agency duly
exec ut.cd .inat r ument s {prepar ed by, the . Agency .J undsuch,).tl:.p.c
pupe r s as .cre deemed necessary to vest in t1H,;C~Ve(n~ne\lt,the~ut'tre

right. title, and Lnaer ee t; to encb l e the,GoVCrlI:l1Clltto <Il'l'ly foe <Jlld
prccccut e patent applications covering the inven t i on in thi:l o r the
fort'.i:::n cc cut.ry , re spec tdvel y , Dr ot her wi se estab,lish its .;lwilcrllhip
of such Lnvent.Ion,
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-vmEREAS. in eccceaeece with the Preside~t's Memo~a.ndumand
State~nt of Governm~ntPatent Policy dated August 23,'1971, and
theprovislon~of 41 CFR 1-9.107-4{a) (6), it has been determined~

that the InStitution has a technology transfer program
meeting,the critcl:iaof41 C1:'R 1-9.109-'7 in that the lnsdttltion's
patentpolicy-as-set forth in 2/ and its
technology,transfer practices have been reviewed arid. found
acceptable; and

This Agrc'em"nt f s TIt;,)e and entered into'by end-between the
Uni,t~d Ste-lei·c,f Ame)"\C'l:lSrep1;csentedhy the 1/,
hereina,fte,r referred to as the "Agency, It and -
____-,_-,--,. hereinafter referred to as-t::e "Institution,"

1IlIii--

WHEREi\S. the Institution is.9~sirous of enteririgi~to an

agreement whereby it may re tatn the entire' %'ight. title. and
interestin~ndadrnin·i"s,t.erinventionsmade in the course of or
under research euppo rted by the Agency. subject to certain
rights acquired by the Gove rnme.nte
NOW., THEREFOR£., in, consideratio'l of the fo:regoing~ the parties llereto
agl:ee as follows:

I. Scope or" Ap;reement

This Agreement defines the rights oftheparties hereto 'w'" '0",/J
sega rdtng the allocation of rights in Subject Inventions repc i-ted ( r~'t..
after the date of this, Agreement and made under contracts 4 ,f"!' e-
ente.red into with the Agency. hte.lading 1 Ii e.JhtvJC-
:~rAgrTfi';-.· rt contracts apecificallyexc1u.!!£d Ar~:~.J-

II. Definitions J;f:!ii;J'IJfe
. +.'»:

(iI.) "Sllbjcct Invention" menns.nny inv,ention or dd s.cove.ry of the (1C.rf,.;vf4
lnst-huti.on:· eoncedved or firstactua11:y, reduced co-p ract Ice in the C"",,,./f1,,-/;
c:oU,rs,6,ofor·' underva .ccnreace with the Agency, and includes any art. .. .. 'j
tnethoth,pr"Ocess. nacfdnc. m':lnufactllre,~·design, or COmposition· of mattcl'T""-
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. f~el\t setfortb-iu para~r'3pb (-c)(-2) oJ, this- s ee tdcu (and appropriately
~,

completed as indic~ted in the numbeTedn6te~'~~peariri~ after the

f!t?I,.Fr

Ch.:lliges in-' the afl;r,eemeiit- @ pC

(E)

to

receonabLe

r eescnab l'e

Agreemcllt) shall be used .
n:«
~d be. l-imitedto ch<1rtgesdic"tatedby statutes

appl Ic ebLe to the ~ge"'f/' by epecLa l adohi;",,,,,.,e:,,, ~,.. Vke.
\ 'C._ "" ....)an ii __ __ u. 7s Hi",,-A.#~_..t-
"A / C:~..Ifr,';V]

entiotl.s·N" ,"

f?fI~U;;!
~1~1~--t

(.,,,1. ~.-.v
t, '

whe r£;the -de,i.~ed- Ptcabti, cal,'," -~,_.""k;,(-
!, '(;7,"is not likelY tube .AI " '

/ -:./. It€-
(J'I!f,r<If;.

t oia' pariod not I



11. '!?!l.9~18: In footnctel, c3['ttali1:e th~ word ·.;!'j~rtcy",.

10. ?~g~ 16: ?i'e \tordin-::.~ of the certit:ic;:1t~On ?af}t.:! 1v n~l.;;tlng

to ~~~cution ot th~ IPA ~til1 differs fro~ 't~e ccr-tific~te
r.::llo.tlJ'l·9 to the execue Icn of the cOl'lflriratory l:;3'tt"I.1l!:snt on
~~:'l.g(~ 17. 'rbeee ~hotlldbein eccord ,

th~ ~gception f¢r ti~a sp~nt beforQ r~gulatory age~cies to the
t.c-l'::':. ......hich runa ~i9htyr~MS Eromthe date oi; thp. exc Ius Ive
1 roense , If it i!'l Iu t ended that the exceptten should ef oo npply
to tJ,ef1ve-ytl,n t~t:";l fro;;! _the first, se Ie oru.:::&o, which
~oncalvablywould preceed th~ actions ~f a requlatory egency,
ube coome in the eleventh line sho~lld be deleted and a ccnaa
nhould b e fnaer t ed int1.e t~"elftt:.line after khe ',1ord -license".

1800

In aect.Lon nH/iJ~lgt~ the r;al""mthetical nunbe r

F1eco!"lmetld~<i Chani}cs in :Dl'aft F_~~ j\;:;~mkl""nts

'J. P~']~15;

'"

r;.T!\-'?i\
E:J~J;:;CT~

n; H. p,<'l'.Jmm
Lieutenant CQlo~~lr J~CC

2.
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O",,"HAL I'''~'' ,..0; '0
JuLY·"" ~'''Y"",
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Attach~d is a,revision of the FPR!IPApackageincorporating the
changes agreed to at 'our- meeting of March 10, 1976. Also, attached is
a copy of Hont] Hougen's' cornment;e which have been incorporated in' thi.s
redraft except for liS as per the discussion at the meeting and the
fil:st s entence of the second 116 since this d'Lf fens from FPR punctuation.
some mln(lr editorial changes suggested by Gene Pawliko"o'1ski are also
made.

OATE.:, March 16, 1977Members of the University :Ad'HocTask Force

Jes se E. L"kil~L~~-
Revi~edDraft/ofProposed FPRRevision

UNITED STATES GOVERNMENT

Memorandum

..

FR..Q~

SUDJECT:

TO

j.,,,,e L(

tftC(1f1/tw;
J-"';

Distribution:
Norman J. Latker~
Martin S. Postman
H. H. Hougen
A. F. Kwitnieski
Robert Kempf
John H. Raubltsch~k

Eugene Pawlikowski
O. A. Ncumnn
Robert Poteat

(- I ;',

"'·:~r __ , ,,{ Ct ".:" J

;Ii) ,....;,. ...4./ r: -"--I

(>

;(r;,/,'eoJ

,. ~'/.'
_,.". j. ~~1" ""

-r-
:.1"", /(J '-2-

Go«: 1'.",1. k"~'t,

](:5J.(­
tN~

/ '1- /-oe4'
.f'''l rj?-(

"" '770,Jj,j/e.J~

qf{e"(

C.

. ~tl

~lP
fH~r
iiiil BIIY U.S. SI1!;i';t,l~I;:i.r "Rtg,lllad], 0': ..Ig I!,.yal! Sm"j'Jg.s Plar.'.-._----



1796

Dear Ji-IQ~

On" November 10. 1976 the- General Set-V~ ces-Admtnt stratton- submitted, the
approximately- 60"comment'S received on" the _proposed amendment to the
FederalPtocurement -Regulations regarding Ins t i tuttcna l.: Patent Agree~

ments(lPAlto the Universlty Patent Poj tcy Subconmf taee. for initial
di5p'o~i~jon~ Thecom~entsviereoverVJhelmlng~yin favo~of proceedj'9
with' implementatJonof the, IPA pOlicy. Only one- comment ccul d be
identified: as: be; ng opposed to the· phHosoph'lcal premi'se..of the proposed.

,amendment. NObqitnstanding a clear endorsement to p~oceed •. a number of
the:' commentbrs made-suqqesutons. on" perfecting the pro-posed' regu:lation.

Weare' attachinghereVilth' as, Appendix" A the revised regu;lation, we'propose
f~rf1nal publicatiOn after review by the Subcommitte on Intallectual
Pro-perty'('SIP) at its April 21. 1977'meeting'. In addition.• we, are
a'tt&ching as,Allpendix- B. a paper organizing, the sug:g~st'e.dchang~s ui1d~l"
the secetoes of the regulations to \'lhichthey pertatn';,~i,th;proposed

dhp'osition' of the sU9ges-tion and the' rationale fo-r>su<:h,·disposit-jon.
l.f S'IP wtshes to amend the, proposed regul at.ten, t~j s'may r.e-ql,li'N-ch!,-oges·
in the dt s-pos·i'ti on- and- r~t1-o'nale secatons of Appendix>S,;

The llmguage,of various parai;jNI,phS of the; IPA in' th~:prop.os_ed',FPR'amE!ndm¢nt
does. n~_t'entirely correspond, wlth comparable. language> iottle o'urrent
FAA'~S'hQrt form" clauses. For example,•. the modellPA:, providl!s: for;
repprting' of an invention "promptly" after c.oncept-i-on"of.:,first: ac-tu41
reductiun- uo p-ecetce rather than' "sdx montfis~' af.te,r:suchevent·.The
change' wes. deemed ·appropriate; i 0'. l·iSht of manY'sugg,es'ti'o-nspo.in~i ng' ,oUlf
the' impracticality-,of' the "six-mcmth',' p'eriod;,. If :SlP. wishes·, to:;alter the
currant: FPR.provi-s'1on-s relating .tc. non...orcrtts. to>co.r:;tespond·to,'the
pfloposed-FPR- language •. the' Ulliversl-ty'SubconmHtee:' t.'0pld':be:pleas1}d>to·
prov.itle', implementing. 1an'gl;la.ge(which','weh-av.e ,to s6me,:·.extent'~egun:tO
de~e:l~p,)·. ,However.' further wfll"k in,·this"d1rectioTt,apt)eatis -'inapP'~opr,i'ate
wi'thout-, pri'G~- direction· from; Sl1~. - .

OEPARTM~NT OF HEAt.,TH, EDUCATION.,·AND;.WELR'A:RIi:

CF1"'lCE OF THE SECRETARY

WMMIIIIGTOJIt,'o,C. :om1

APR 12 fJ77

FPR..
n-i- .I .•

OFF1Cli: Ol"THE
GllHtRAt.. COUNSEL

rI(l"l~ {')dI ft
(f' j\'\A1 ."'?'

Federa·', PrOCurement Regulations Regardi'ng-;
InstHuti:onal Patent Agr:eements (IPA-).

Subject:

Mr. James E. Denny
Chainnan·
Subcommittee on Intellectual Property
U. S. Energy Research &Oe~elQ~ment Admin~

Wash~ngtont D. C. 20546
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DtSPOOmOO~

A final 'CambntcOncebis;th~.Lise 5)£ t:he'~~~ii##,®"_':MoPiM:in"cir~t.
in. pax;agraph(b)(3) and (4) of 'tOO last~ial. "Qlr
experience indicates that: one can nevor dneure ,frat
inven,t!QllS are proopUy,identifiooand-,tlncly.discIosed,',
or' that,.connL'I'jI1Cntty. ,they .cen bc ,~valuatcd: fori
~~IusiOllin the ;institution'sprogr~ W!:can" ­
demmstrate"ci£ course, that our institution lias
~llres fo'r,the,prOi){)t identification and t:i:Jiely
disclosure arid procedures for the evalll1:ltion for
Jllc1usi01\orm~tiOtcidisclosed ••• but, unfortunately,

~ ltie,'cann,eV€r,insuretJiat in1iention,s,w:!.ll' always be:' .'-';
id€:lltified and disclosed. ,Perhaps ecre aore appropriate
WOrding might be subStituted?

MiCbigmi' Tech. UniverSity

00iI'fiTl'ED BY

Perin State ~ection 1-9.109~7(bl(3) 'ihe, administratimof tliisAdepted In draft.
"ident.ificatlOO": of inventions ccnilcl,be'.· ,: :.:' ",:'::~':"." ," '/,,'
COIlStrred, to,'requite administrative surveillanceof~, 1

rather,· than, placing the:re5{XlnsibilitYupon the,priricipal, ' -'
investigator.

{tl ~,::;,;;.~~,~:.r~gr~irnJudi-tJ,that:IriVenticiOs discloSed to·tllE:d.nstlttitlOri:ike eVaJ:!i:ted\tor: iriclUsicii 1ntba insU~'ii'~ pwgidiii;'Arii

~ ~ts :receiVed

(5) ''£:~ive ana,effectiVe piatotiOnal.:program for the,llcerisiiig and r.ar'-..et:.iiij.Of'~~



·i'oorch~ ~:;~i~_to -'!nfdriiBtiOO. --*~t&l:ift':thiS sui¥ai:ilgrapli; I ~- aeti()n
ie!iii:ive'ili'P9'~_i<<ictlviti~_Qf_'~UOrlal~~:-~J,m:i£i,t. -.
j;r.iaP'tut{(,ris -Sh061~ 00, .ll..<;Cdas -h~st()tical @,t4O!ilyi,.',a:tiJ
S:bOOl.d ni>t ~,~i9lled \ter;YheaV~lY_" in- dE:lci~iilo.l- ~~..
_~_-~~c:r::a~l:iilit;~,_,for._patE!rit-~t_-adsJ:'~-_~ia'
,9~yenlrist1t\l~' :,' __--~. &i~are_ta1r~i:~I1~ .as:
-~_t:,ins,tlt.l,1~'-ba\>e-only;r~tlrffl-, to_~ke
~~:_t.~:¥_.actJ",ltY_a:IYl_:t~~i:_~j;"t _~ls ,.eiljiet, .
~Xi:s~t~: __x'efiei:;ts-a:.ve_rv_~_~ ~t.:,,--_~lS,_~
t1a:98,-~~t,t~_~ :,T? ~rijlg::~~::~t,i~~~~i p~
~;-0ti#.~5[¥l\S:(:I~ ~ itWtitW~·s_-fX'!J:~~i,~­
~~\Ie,;-p~,',<md,~f~llli:J:,-a~ d¢ei':ed~ta,
a:s olitJlriEidi'n.~~ 1,,:,90109-1,(l:j.).

•••d..d.
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~Y8i8itt

SJPA

~-~i#4,_41so_t'"'i,~_niM- ~t-rontairis:~-~
st-llf- rep;rt,hiqrEq~:iir~~:.- \obt_~t# '.in 'lIY-itlind:

. iTps~y~ie_t~ reportS -reqoit1~__hi~tc>ry,90_illCJ: l:.i:l6k-ten
Y~Ofl ,the ,individuoO; rmi'ie;:sity'S;,paterit p'rog~~

_~~qsti~._:'l'hi.s_~~;im~'Ol~, agCicld:_~l,of,~""
a@ I, ,frankly, questicin the valuetl'iat willlirprt::diX:ed~'

#.'~d'~ thcit.'a'.~ipt;ioootlri,~t(i:~i~t-"~ei.t
~;n:tte:s~thi:!:' 'f f!;,te"'" dlliSiiff.im' "ana
'~"'tf#.,'~,il)~t:~~'~~'_fur"ii#i~~~~ I
A ,'ten,~, bistQtY;ilsCaliEd fOr .canDeta ,WJ:)' bicjjOb.

.....ted In draft.

Ditt6

S...,..ofr........ _
suffiCient.

DlttO



uh ASt4~E:,~.~~tti~icri.s' ~,ara~;.,ajd:
tilll A:~t b:dtcatihlj the'· sOi:It'Ce ofthe~Uhitiofiis'fOridS;

12) ,A,~,Oi~'"~iUtiCin~s.. ~~iishii4'~~poiici,~r'~lth '~,.ifate,~~~f its'~':
·',Pl-"~:~,.,:ti~Ie'•.~e~k:~,_teI~.m~~,·(¥,the~#i¥r~~i1?ie~;.~~"qnt>i,.~t'~",'~tirin,niElf~s,~, ,~. 'd6&iPtion
~f~~~ ..~',~,~,~~,::~~\¥l~~p":.Of~:s~kh.,con~i1:AJ.t;b)'_'~'.~~'8.~~,~i,~~U~~:J:':., "',',' _':,_:'.' ,:., """" .:"""""', .._,,,:
.. :'~)' .,A'-~i~~:,.~i,the. ~~f~'s'~,;_~t;"; .iC!~tif:y.ioo .:~ ~rtliiljinventk\$' lilia, a ~t.iatOf tne pXdiiidiU;ea.ftrr tWa-r~t:i~c)t

8.:£h frlYriiltioolifOilnelusioo.' in tM.iilstltotlbii ' g priirritici1iil progrn:lll :. , '-", " '.' '. "': ',,' , "

Isf,:A.:-;-,,·gt·:-tik,:~~t'~~;b;'~~:>a4iJca~t~~~:~if~lt. ,~~iil9 "~' c:bih;atiOr\bl'~'tn: ~':&a'a~"of
for>'tne'r~,~-,~tO-,P;:iICtfCe.tn t1ieCtiUiSe'ottWfr '8$Signd;i etUtlesr ' '. """,' " "", , ", , "

(ij*-_~,~·~"l~.~~tiotm·#_OOti~uB:li.Ud: ibr,preparaHoo, ~f:ilitertfii:ri' 1$¢i:$~

tii :~·i.ta~~~·twlilri!tUtution ha$ aJi"~,e-iLwltlh~r¥·,;{la€eht,.~fj2' ".t'~~~';()r~~:W~ci:iP.f6f,~,~ ilgi'):<': fl$~

'~,'"."i;ae~:lli£.~~':~,~:~:i~tEm~'6f":~:iriffi~:,~~;6rkiJ'·~';:~,,'~ '~'~·~~t:~:·t1~'~,~\1.riiig: .•'
.~ot~~~~iif~~tM~fUtiCI\tX"liCei#i>i~.~t:ktii!J~._. ,', "'"" ,,' >:'."
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