_/mffemtﬂatﬂsmybemumteddepaumgmﬂmWsm
;l_l/!mertappumhlnﬂhamasmdofﬁeers . . )
e Kacumtsraceivad

4 Md a riew sectim 1-9 a's fondw's“.
§1-9. 109-7 Negoﬁatim af Institutxmal Pa‘tent ngteenmts
(a) Inforsation to —l_:e dubmitted by Inst'._imtim :

0. of Calif. . . mmnmlatkerhastranmdttedtomacog{oftha

- S propased amendient 6 Sub-part 1-9;1 ¢f - the Federal
Procukement negu!.ations Aithough I fecl that the
information which is IquuIEd 0. be Filed by inati=
tutions secking Institutional Patent Agredments is
‘gémawhat. detalled any may be' rous - for, an’
edixcational institution to gather: toget‘her,
& mnetheless feel that the overall approach iz

; sabinfu .
and woild Be SF benefit £o eﬂ\mcal:ional jnsti'tntiom

Yo action.

'.minsutut.imaesixhgmm;mnmutm;mmmtmumwmﬁmﬂafmﬁgiuﬁmmtim

(1) Ge\eral hlfeematim oawrﬂng the i.nsts.mtmn, .'anhﬂing;
fi) A m of ite lxti.clas of hwmraunﬂ

68T
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The change in®Article IX(c) dealing with poyalty-rebates is,
parhaps; more: substantive, but ie.a. significant improvement and does
not affect, except probably for the better,;: the Government's rights, .
We bélieve it wmakes more: sense:to baf a contractor from changing’
_toyaltlas on sales: by his licensees to the Government than - for hhe
Government to.allow Wim-to charge them and then collect them:back.
1t would sesm-that in this way the seller would have no reason to.
charge the Government for royalties in the first place. And if it
dig charge, clearly the Government would have an action apainst the.
seller eithier for fraud or under the Ccst and Prlclng Daha/Truth in
Negotlac1ons proceduras.

. The seeond. senteﬂce of Artxele V(c) is ‘an atrempt to deal with
the problem created by the interplay of the current FPR language and.
the FOIA, "It should be noted that as written: the FPR-might have the
effact of creating a statutory bar to. patenting when. a disciosure. is
made becausei of the -availability of the disclosure under. the- FOTA..

We urge SIP members to be prepared at the next meetitig to discuss: .
and: either accept the -proposed language. o:—draft alternatlve ’
language. ‘to: deal with. this problem.

) Ws~£urther ‘recomend that S5IP,’ exther at its next meeting or
at-a meating. soon after review. of tha IPA amendment is completed,
focus: on -the following. itens which represent language that was: con-
tained- in- the: prior drafe but that hutheen=dropped.from"this-draitr

L. The time fbr reportlng of. 1nvent1on9.

Lk The last paragraph in Artxole I¥(b} dealing: Wlth march-i
procedures,

3.. The langioage of III{p){ii) dealing with foreign-filings: -
prior. to an: agency: request for trausfer of rights.. (This is a
minor technical: improvement wihich.might possibly be reconsidered: at”
the. next meeting and-treated in the game manner as suggested.for the
royalty, FOIA, and time period variations. Tt is not nearly as
important as:'1.and 2.). :




‘hivaraity of Washingsoi

Sub-clanse (a) requxres the apphcant 0 furn
data rﬂgardhuj invention, and pal:ent a:itﬁmstratmn
exprrience coverir i
it vrill be b

msearch 'l‘nangle
I.nstu:l:te

: through [9) {vx) of zection.

mhyﬂuepamtnﬂnagmtagmtused 'miswillgi

- . the Agency an cpportinity to evaludte the effectivéness of_.
“the. cdirrent:. mtmgamtagmtinﬁpseeamﬁ:eren
'dm:gemay}nvehea\m\dexmuy. :

R
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JEL:DRAFT:5/23/77

yerd

4:25,,—f”’ ' PROPOSED.FPR REVISION |

Prepared by Ad Hoco Sﬁbéomﬁicteé_on'Suive;aity:Paﬁént“Policy

As Marked-up at SIP Méeting of Mey ‘19 1977

1. Add the following subsection (6) to §1=9.107+4(a):

(6) . In.accordahce with -the. exceptional cirvcumstances: language-of
§1-9.107-3(a} .and/or the special situations. language of -§1-9,107-3(c);
agenexes may eater -into Institutional Pdtent Agreements as: set. forth
in §1-9.107-6(c){2} with nonprofit organizations having:a. technology:
transfer program meeting the eriteria of §1-9. 109-7(bY.. Such agree=
ments provide the orgenization the right to. rebain the entire=right,
title: and interest in inventions: made in. the course of ot under con~
‘tracts. subject to certain- conditioms, When such an agreement has been
made with a noaprofit organization, it.shall: be made applieable to
each contract with, the ofganization 'in liey of the’Patent Rights
clauses in. §1-9.107~5 and §1-9,107~6 (unless a derermifation: has been:
made: to. exclude. the contract from.the agresment.)

2. Retitle 5499!107-é:as follpws: = "Clauseés for domestic contracts
(short form) and Institutional Patent Agreements.'

‘3. Add the following new subsectipn {(e) to-§1-9,107-6:

(c) Patent Rights - Institutional Patent Agreement.. (1) When an
ageney- has determined in accordapce with ¥1-9.109-7 that a nopprofit
orgenization should receive an agreement as aurhorized’ under

§1-9:107-4(a)(6)}, the Agreement set Forth in parapraph {c}(2) of this.
-sgction eppropriately completed as- indicated- im the: numbered notes.
appearing after the Agreement shall be used... Changes -in the agreement
gshould:be limited to ¢hanges dictatad by statutes applicable to. the
agency or by spec1a1 administrative néeds. In making any- changes an
agengy shall seek to emsure that the agreement contlnues to include. at
least the following features:

(A} A requirement for the prompt reporting of all inventions to
the applicable agenicy along with an election of rights;

(B)  Raservation.of. all rights .specified in §1-9.107-3{e)=(h);

{C) A requirement that the organization mike such idnventions
available on a nonexclusivé basis except where the. desired. practical-
or commercial applicagion has- not bsen achieved ot is not- llkely to. be
exped:tloualy achieved through such licensing;




titutlonal Pateml: Agrwzmt is eni:e.md into \-).{th an insl‘.itut.ion, the insu.tubl.cm ghall heve a ta:hnlogy tmnsfe.r pmgram ﬁlich,

: e an,
‘&S a mi.n.imm sbal]. inel u.’el
ﬂ) n estahl shed patent pqlxq’ ch i Vocms:lsbent w.i.th i;he poli" in —B_I-?‘_._IDT—-.‘! and is a&nmistared on a4 cml:inmus basié iy an offioér_

or brgamzation fesponsible to the insl:itu an;

R ) Ag o t : t_ﬂ-assign tu the mshtution or it.s degignice Or the Government any., imantion cxmcelved or
ﬂral: a:;bmlly rediced to ice by them in:the colirse of or yhder Govermment coutraGts and awards or absurance that such agmanenta are
d:tained pricr to the asslgrmmt of parsonnel to Govermnent—supportgd reseamh and develogrant projects; )

8641

T ' iB142) A requirgmert that mployecs st a='-51gn fo 88 . .. B bobis Rights to & Tivantor i :
institoeion or. ts des.tgme or Eho Govenm;nt. ks boo-. L LR availghie; S T Ty

) ‘inflenble It does not allow For the ususdal bt
icnal case w’here ne.i.ther the j.I'I.SLl.tutJ.Dn mr ﬂie'.

ba provided by a claﬁée st‘anng "ﬂgreazants aith arployea
'regn:.rmg the to ‘assign or licénse as directed by the
-msl:.i.l'.ution any uwenticn conceived ...."
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WHEREAS, the Iastitution is desirous- of enteriag: ihto: dn rEEman )
whareby. it' may: retain- the.entire ngl;u:, title;. and: ifEarast i and:
‘administer inventions made in-the couxse:of or upder reseatch:
supported by the Agency, subject to certain rzghts acqulr'd by the~‘-
Governmenk:

NOW, THEREFORE; in cons:.de.ratl.on of the fnregcu.ng, the pat-t:.ea herena
agree as. follgwss. . 8

I, ScoPe of _‘_g_reement

Thxs Agreenment. defmes the: r:.gi\ts of the parties- herebo
_regarding the allocation of rights in subject  inventidns: mada .under: -
contracts: wmch the agency ente:ed into after the exacution of the:
Agreement 4 | except such centracts
as wiy be specL EiTE y extluded by the Agency 3 .

1X.. Def;j.m.t' OnLS::

(4}, "Bubject: Inventwn" ‘medns- ahy: mvention or discoverf af
the Imstitution: cenceived: orfirst: setually reduced 'to practics: in’ the
course: of or undar. a- contract with: the Agency,. and: includes any aey;, - -
method, PTOCEss:. machi.ne, manufacture. dasign,  or: compesition:of: .
matter; - or any -few ‘and:useful *improvement thereof;. and.any varief
plant,. whigh. is .or may be patencablxe under the Patont Lawe: af the
United-Stdtes. of Amenca or. any. foreign countrys.

) “Contract" means: any: contract, (agreement., granﬁ ot otlier:
arrangehent) qf- or- subcontract entered inte. with of.for the- benefit of .
the Governpent, where a purpese of the contract. is the oonduct of
experlmencal developmenbai. or research Worlki: .

(&)  "states and domestic mun1c1p31 governments" tiaans thn statea
of the: United’ States; the District of Cblumbidy Puerto:Rive; thes
Virgin Islands, Ameérican. Sgmoa, Guam;. and 'the Trust’ Terzitory.of. thie?-
Paca.fxc Islands, and-apy political subd:.va.smn and: agen@iea I:heraof.

(d). "To bring.to-the pointof practmal appl:.cat:.aﬁ“ means o
“manufacture in the case of a composition or- produet,. to; practice: in:
the case of a process, or' te oparate.in-the case of & machine: and
under such conditions as to-establish that the: ‘invention is: being:
worked and that :.ts benefxts are reaso‘nably aceessible to- the p;shllc.

). “I{ade w when uaed in relation: to-anyy invention.or. dr.acovan y
means the: coudeptilon or first astual redoction: to praectice.-of- such !
invention in- the course of or umder-a congract.. - : i




o

'spec jc Figldy of tectmlu,w. .
10; i

thnder sectmn 1-9. 109-?(1:! (5) the' word:.ng does not

makes ¢lear the Evaluatlon m:u:ena for assessing

February 17; -19_6, e

Basod evaluation of agency.

CARAT
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(a¥ A conveyance, requssted pursuant te:Sections TIT(b).or: (e} of

thiis Agreement, shall be mads by delivering te fhe. Agency duly- ex—
ecuted instruments (ptépar&d by thie. Agency) and sugh.other. papers as.
are: deemed  necessatry to:vest. ia. the. Government: the antlre-rught,
title, and intérest to.enable the Governmedt: to- apply for .and prose- -

‘cute -patent applications. covering the inventdion: in.this- or the’ foreign .

country, respectlvely, or otherwmse establlsh its. ownershxp of "sugh;
inveation. .

~1V. Minimom Rights Acduirad by-thé.qbverument ‘ : (7 )_

(a) With ‘respect to each Subjact: Inveation to which the 1;:::—
tution retains principal or exclusiva rights, theé. Iastitution; hereby
grants. to.the Government of the United Statés a npnexclusive, Yon~
transferable ,. paid-up license to maka, use, and. sell each. Subject

‘Invention thrbnghout the world by or onrbahalf of tha Goverument of

the United. States (including any Government asgency)- and-States- and:
domestic municipal governments, unlegs the Ageney -determines: after: the
invention: hdas “been 1dent1fxed that: it: would: pot’ be in. the: public.
interest Lo acquire tha llcense for: States and-. demestlc minigipat: .
governmants;. R . .

agrees bo grant to- responsible applicants, upon.request of the Agency,

- a ligedse on terms that. are reasonrable- under the:cidcumstasices; .

(i) unless: the’ Tustitutionj  its- licenses, or its assignee;

demonstrstes to the Governmant-that: effertive: steps:hava

been: taken within thres years after a-patent-issues:on
such: invedtion: to bring: the invention: to: the: point of
practical: application or.that. the inventicn has been:
made available for licensing royalty-free or-on- terms:
that: are: Teasonable: in’ the citcumstances or- can:show: |

. causé why the primcipal or. exclusive: rights: should bz
rétained. for a furthar—perlod of" time, o

: (ii).to»the%extent-that the anenttuniLs.regumred'fbr'publib
© . usesby povernmental repulations: or as:way:-be necessary
to fulfill public- health-or sdfety: needs, or: for other
public’ purposes stipulated in the. appllcable contract.

{e) Nothmng contained in -this section shall bi deemed to. grant to
the: Government any’ rights with réspact to any. Invention other than:a
Subject’ Invention:
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I'have invited the members: of the Univarsihy Subcommi ttam: not: aliendy.
represented on-5IP tw:attend: the meating: Tn orden to awd SIP Jne 'His review .

The entire Unwersity Subcommittee joiAs  wWith !I:e 1n thanking. Jessan
Lasken, our draftsmam, for his- timely and-preciSe work.produce: and:-
his . persaver'ance i accommcdat'lng the. demgnds - uf the- Subcorrm ttee..

Simm’!y yours;,

Mnman Ja Latkar
Chadran, Universt ‘ty-Patant.
" Polfcy, Subsommitiae:

o To-SIP members w/attachments:
 University Patent. Policy Subsommfttes: wfatdsachmants
Mw., Charles: Hi Herz,: Genara] c:aunsa}. Nsb‘. w/atxachments

. : . . . e

32.535 O - 78 » 51
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VI. Filing of Domestic Patent Applications

(2} With respect to each Subject Invention im which: the Insti~
tution elects to retain domestic rights pursuant to Section LII(a) of
this Agreement, the Institution shall have a domestic patent appli=
eation filed within six months after an:election has been-made
pursuant to Section 1I1(a) of this Agreement or:such longer period as
may be approved in wrltlng by the Agency. :

(b} For each Subject Inventxon o whlch a patent appllcatlon is
filed by or on behalf of the Institution,. the Institution shall:

(i) within ‘six months after such filing, or within six
- months after submission of: the. invention disclosure 1if
the patent application: was filed prior to: the eontract,
-deliver to the Agency (A) a copy. of -the application as
filed, including the filing date apd serial number: (B)
a copy of an assigonment. from the inventor or inventors
to- the: Institution of all right,: title,: and interest in
the ‘invention properly recorded in the United States
‘. Patent ‘and Trademark Qffice; .and {C) 4 duly exbcuted: and
-approved: instrument ‘on the forwm .specified in Exhibit A
whicli is. attached: hereto and made .a-part hereof;

(ii)" imclude the following -statement, appropriately
- eompleted, in the sevond paragraph- of the speezf;cat1on
~of the‘appllgatlon and’ any patents -issuad -on. the Subject
Invention, "The-Government- has.rights in: this invention
pursuant . to Contract(s) (or Grant(s)) Nols).
‘awarded by (identify the Agency or-Agencies)™;

(iii) nbt-less than thirty ddys: bafore the expiration -of tha -
response period--for any-actiom-required by the United
States Patent and Trademark: Office, . notify the Agency of
.any deécisiom not- to continue the prosecutlon of the-'
application and deliver tod the ‘Agencys
exdeuted 1nstruments grantlng the Government a power off
attornay,

(iv) ‘upon request fully advise the‘Agancy-concerhing all -
. i actions “taken. during- the prosecutiou-of ‘any patent: .
application and fﬁrn;sh copzes of any relevant documantsf.
as: requested) and: . : .

(v).. prdvide:thé‘Ageney with' a:-copy: of ' the pafent within six
© " months aftec @ patent issues: om the:applicaticn.. :
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DAJA=TA ' o : ¢ March 1577

CEATRMAN, TMIVERSITY AD nOC TAZT BoODCE

SHRJECT:  Bacopmerded Che no s in oraft FPR Anendments

1, I will be oug of toun until about the L7th of Mareh and
nrokably unobla to att“ﬂﬂ the next mesting of the ak ferce.
the following changes in tha drafe of 25 Tabraary 1977 sre
therefore recommendad for your corszaoz tion.

3: - The SPthﬂl Daxenthatlcel re;ﬂt;t;ohn nf purbers

. Pane
have been deloted in wost glaces from. tho naw drafe. T rec
they be deleted in every #lacey: including paragranh (3).°

3, Page &: In Section {b)(ii}, capitzlisze the word PSection™,
In Snetion (e)({iii), eliminate the_narenthatical hunber &0,

ga-7: In
num‘v: 3. In uEutlaﬂ Ivta) at t“a pa 1 ra\ﬂ
the word "agoent” in the second line to yaad
an that term ig mora common-for the reprasontati
of an 23sncy. In the zare Section, eliminate
nurber 30 :

5. Tage 8: XIn Section Y(b), place 2 comma ofher thz wobd
"contrsct™ in the third lirne and glisipats thoe ¢
uvord "narsonnel™ in the fourth lipe, Aftar the
insart the werd "employases™.

&, Page 9:r In Section VI(a}, delete tha narencheilsa

6. In Seectlon ¥I(DY{i), on tha seventh 1li ne zh*nxt & co
aFter the word "title". '0n ths eloventh line,
this reference” saen Lo te redundant and oui“

7. Psge 19: In Secgtion VI(b)(iii), Aalata the naronthecical
nurhar 19, In Zoction VI{b)({iv), delote tho rod
"as raguested” in the fourth line.

g, Tage 13: In 8Soction IN(b), it appears that we have limitod
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(c)
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any,lnvehtxan conce;ved ot-f rst

: Institutlan
‘reduced: to. pract1ce in fHa. ceurae of or- under thia

.céntréct Hereinaftar referred to -as- ‘%ub]ectnlnventxon(s) n

and, subgect to (h),. below,  to:assign. akl vight; tltle, and-
iaterest in and to such 1nvent10n [
: (Inst;tutiani

or its'designea.

At the time the. con:racto: reporbs any: "Snb]ect Inventlon“ to’

y the Contraotor, at. its. optlon, may.. also

designee,.

(Instltutlon)
report the. “Invertios. to the agancy wlth whxch the- Instztution—
holda‘ the prime. contract and.réquesat that the. ageney. tiake a-
datermination whether and- on-what: termns the. codtractor: may:
retain principal rxghbs in; the invenbicn in ligu: of asaigming

.zt to. . .. .s  Such: detﬁtm;natxons hy chig

(Instmtutxon)
agericy: shall be in aecordance wat thg palxeles atd: pror . -
cedures of Part 1-97ef . the Federal. Procuremsnt Regula g
and/or-applicabile. ageany: ragulat;onsy Sush dabermxnatioas
shall b final. on both. the- cpntraetor andi. . A
(Instttutmoﬁ)
provxdad that Contn&ctor may Bleict mot to: agoept the. AganEy
determifation-and- instead -assign all’ rxght, tlule and:
interest 1n the aneneion 3 < R .or 1ts
'(Inékitutibn}

in addition, the Cotitractor. agress: to- furnish the. following:
materials _discIOSures-and;reparts:_

(i)' Upon’ request, such duly. executed 1natrument§ :
(ptepared by the _ or its. d391gnee) and. such:
[Trstifutiond
other papera as are deemed: necessary. te vaet in. the

- under . this clause: and: to: enable the

or its deaxgnae the. rights granted
“{fnstitution) o

oriits~

' des;gnae to apply for. and p:naecute any pateﬁt applzcﬂtluai

in any country, covering such. inventions:

(ii)  Prior to.final settlement oE'this,contraet;-a-finar;

‘report listing all Subject. Inveéntions or certifying that oo

inventions were- conceived.or fxrsc adtually reduced to:
practice under the: contract.
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FEL: Feb, 23,1977 in accordance

“with subcommittes mark-up sessions of

> 2/4/17 and 2/23/77 and 3/10/77
Pioposed FPR Reviston . .

. ‘._Frepar%d by Ad Hoc Subconmittee on University PAtent-.?o,l_icy.'
. o February 1977 -
. 1, A(!d the following subsection (6) to I-9. 107-4(!1)
(6) In accordance with the exceptional clrcumstancas language of.
1—9 107—-3(.\1) andlor the special situations language of 1-9,107-3(c),

agencies may enter into Inscxtutiqnal' Patent Agreement:s with

C nonproﬁt Organuattons hav:mg a tec‘hnalngy tiansfer progra‘n

intorest in inventions made ia t'he coul:sa of or under nontracts sub_]eu:

- ta cert:ain condltj.ons. When such ah agreement has been made with a nunproftt
organization, It shall be made applicablc to each contract with the
organization in 1ieu of the Patent Rights clauses in. 1—9 ,107-5 a'nd

1~9.107-6 (unless a dete.rminaticn has been m‘xde to exclude

the: contract from the agreement.)

2. Retivle 1-9,107-6 as follows: "Clauses for domestic contracts

(éhqr_t- form) and Institurional Patent Agreements.”

3, Add the followlng new subsection {e} te 1-9.107-6:

{e)- Patent Rights — Institutional Patent Agreesment , (1) When
an agency has determined in accordamce with 1-9.109-7 that a nonprofit organiz.

ation should recelve an agr¢ement as authorfzed:under 1-9,107-4 (2) (G.')',‘L = 54
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IXs  Admingstration:of Inventanns in Wh1ch the: Lnat;tut;on Elects to

. Betain Rights-

(a)-_THEgInstitu;ibﬁ shall.&dﬁihistersthbse Subjeet Inveniions‘tb
which it elects. to.retain.title in the:public:interest: and’ shall, ex— -
cept’ dg provided: in subsection (B),. balow, make:them-availabls:through

- ligensing- on & nodexclusive,: royal&y-free or reasonable royalty basis
. to: all. quallfiad applicanbs.. . ‘“ .

(b) The,InstLtut1on may llcense a Subj&ct Inventxen en an. ex— ..
clugive-busis- if- it determines  that shexclusive: license is required-
ia the- publxc ingerest because it is’ necessary ds-an: incentive for
development of ‘the invention ov bécause.market: conditions. are such- as.
Lo requxre_lxcensLng on.-gn exclusive basis in ordE: to bring the

-iovention to. the: ppint: of: practical application:’:Any. excliusive -

license: issued’ by, the Institution undev 4:U.54 patent. dr patent
application shiall.be for a.limited pericd. of btime .and .such:period
shall. no:,_qnless otherwise apptoved. the.: Agency, exceed five years
from the date of. the first commercial:sale.or -use -in. the.United.States
of "América: of 2 product: or proceéss. émbodying: the: invention; or eight
yezars. from the. date of the exolusive' license.exceptiung, that time
before’ regulatory. agencies necessary. to: obtain prematket clearance;.
whichever oseurs: first. Such licansae- shall also provide that. the

-licensae- shall- use all reasonable. effort ko effect introduction into

the commercial market as. soon: as. practicable;: consistent: with  sound:
and reasonable’ business:practices and. judgment.. Any extension of the

_maximum period: of ‘exclusivity shall: be-subject to approval of. the-

Agency. Upon-erpirvation. of the period of exclusivity or.any extension
thareef, licenses- shall be bffered'tc all qualified applicants 4t a
reasonable- royalty rate not im- excess of: the: exclu31ve license - toyalty'a
rate, : . : :

{c) Royalties shall not norm‘al-ly be i.'n‘ excess'of' agcepted —'tfade
practice,  The Institution-alse agreed -that- no. royalties shall be
payable by ite’ licensees -or- sublicensees: with respect to any Subject
Invention in procurements for or on behalf of the Government and -to so
provide in any instrument- transferrlng rmghts to any. party in any
Subjact Invaation,

(d}. - Tha balance of the royalty income.aEter.payment'of‘expensea,
including. payments to- inventérs, incidental to: the administration .of
all inventions assigned to- it pursuant to. the provisions of this
Agreement shall be utilized for the support.of. edugation er research.
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A requlrement that the or"amzatxon’v royalty recelpts.
giurd
after payment of adm:mstratwe costs, mPamenrf to
inventors, be :ltzed for educational or research purposes,
(G) A provis1 permitting the agency to except 1nd1v1dua1
contracts ox-ga—.an.ta froix the operatl.on of the agreement'
(H)_ A req_ulrernept fo progres s_ reports after design;téd. )
periods; . o o - V
(I) A prohibition againat assiypment of inventions without -

Governmental approval to persons or oy anizationé, other than

assignments to approved patent manageme ‘ofg'an.@atﬁoﬁﬁi .?uﬁj_té:c_t

to thg above conditions; and

(1) A provision permitting termination for cowyenience by
either party upon th:.rty days written notice.

(2) The Eollow’.\.ng is the st.mdard Instltutwnal Patent Af' ement s _'
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XIIT. Terﬁiﬂatioa.

This Agreement may be terninated. by elther party f0r convenlaﬁce*'
upon thirty days written notice.  Dispesition: of rights in, and
adainistration. of inventions . made undeér contrackts subject to.this.
Agreement will not be affected by such a termination; -except thag in
the event the Government termindtes this Agreement because of:a
failure or refusal by the Institution- to.comply with any of ‘ifs .
obligations under sectioms V(a), VI, IX, and X of this Agreement, the
Agency has tha right to. require that the Irstitution's entire righty -
title, end .interest in and. to the particular invention: with réspasct to
whick the breach occurred. be assigped: to-the Unlted States of - Amerlca,
‘ag: represented by the Agency.

X1V, Commun,:.catmns 10/

Requests for Agency: approvals, extensiods; or similar actiodns. and-
other corres;aondence required: by this Agreement should .be:addresged: to:
‘ . E\xcept where apecifieally:
prov:.ded Gtherwise In this. A,greemem: . thi- - or his.
designee. shall act as. the point of author:.ty a.l:iun the Agency to:
grant . such approvals, extensions;, or take such othier Ageuey a.ctmns as: -
may - be authorized in this-Agresment.. -

IN. WITNESS WHEREOF, ‘each of ths parties: hepeto Has: exacutad thie:
Agreedant: as of the day’ and- year - below.

UNITED STATES OF AMERICA
o By

Tigle
‘Date.

" (corporate Saal) e
: . {Institations:
By

Title
Date:

" CERTIFICATE

I, __y.certify that I am: the- .
of the In&tltutxon nazed- above; that | . ... uhp aigned:

this Agreenent on- behalf:- of said’ Inﬂtltutlon« g




1805

or any new and useful improvement thereof, and any 'variety of plant,
which is or may be patentable’under the Patent I.sus of the Unlced
States of America or, any foxeign country.

(b)‘ . "Cbutract“ means any contract, [agreéement, grant, -or other
arrangement) _5fox subcontract entered into with or for the-benefit of
the Government, where a purpose of tile contract is the cnnduct of
experimental,- developmenl:al or researr_h worL

. {c) States and domestic municipal governmen‘ts" means the
States of the United States, the District of Columbia, Puerto Rico,
the Virgin Islands, Arnerican Samoa, Guam, and the Trust Territory
of the Pacific Islands, and any pelitical subdivision and agencies
thereof,

{d}) 'To bring to the point of practical application” means: to
manufacture in the casa of a composition or product., to practics in
) the cage of a process, or to operate in the case of a rnachine and under
such conditions ‘as to establish that the inventlon is being worked and
that its benefits are reasonably accessible to the public.

(e} "Madeé, ! when used in relation to any invention or discovery,.
means the conception or first actual reduction to practxce of such-
invention in the course of or under a contract.

111, Allo:ar.:.on of ?r:l.nc:mal Rs.g;xts

(a) The Institur.ion may retain the entire ng‘n::, nnle, and:
interest throughout The world or in any country thereof im and o
" each’ Subject Invention disclosed pursuant to Scecion V. below,.
subject to the prnvislons of this Agreement. -The Institutien shall
include with each Subject Iavention disclesure an election whether it
will retain the entire right, title, snd ingerest in the invention
thiroughout the world or in any country thercof subject to the rights,
acquired-by the Goverament in Section IV-of the Agraement; provided
t'hul; the Institutmu m.'.\y requ:-:c an extension of l:he t:u‘c for election.
a S ” - 1) en:iﬂn,
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The Governmeat is hereby grankted an irrevocable pewer to inspect
and make copies of the above-identified pateat applications

L 19 ..

Signed this __ day of

(institutiony.

{Signature)

{Frint or type nama)

(Officilal title)

'csnr:ricaia
I, ) B : . cert:.fy that I am’ :ha of ‘the: Institu:\wn
named as licensor here:.n, that - -who: signaed this.
License -on’ behalf of the Institwbionm 1 of

said Institutien; and that said License was duiy ‘3Tmaed: “For an in:
‘behialf of said Institution by-aurhority of its governxng budy, amd is
within the scope of its eorporate powers.

- (Signaturd):
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IV. Minimum Rights Acqmred by the Government

(a) Wlth respect to ‘each’ Subject Inventlon to which the Tostitution
retains principal dr exclusive rlghl:sl. the Institution hereby grants
to the Government of the United States.a nonexclusive, nontransfescablae,
paid-up license to make, wse, and sell each Subjeet Iavention throughout
the world by or on behalf of the Goveroment of the United. States (including
suy Govecament agency) and: States and domestic muninipal govermments,
unless the Agency detesmines afrar. the invention has been idantified
that it would nmot'be-in the public. interest to acquire the license for
States and dpnestic mum.c:.pal gﬂVEIll.hE[!tb, .

[4:33 Wlth :espect to each SubJect Invent1an to wh1ch the
Institution retains principal or exclusive rights, the Institutien
agrees to grant to responsible applicants, upon.request of the
Agency, ... 3 license on terms that are reasonzhle under the circumstonces;

(i}» unless the Inmstitvtion, its licensee, or its assignss,
demonstrates to;the Government that effactive staps have been -taken
wvithin three (3) years aftar a patent issues on such iuvention to bring
‘the invention td the point of practical application or that the inve: 2tin on
has besn mada available for ticansing royaity-frae or ou temms that ace
ressonzble in the pircumstauces or ¢an show cause why the princival
or exciuazve ::Lvhts should bBe re\.a:.ned. for -a further. pnr"cd of time; ar ~

A.’Q

(ll) tn the e..chent *hat the invention. is rﬂqurnd for public
vae by 3ov=rn'1ental regulatigns of as may be nacessary.to fulfill public
bealth or safety naeds, or for otheripublic. pusrposes stiputated in the
appliceble contract. :

'I(a . Ay regu sts made pudguant to thi
fh’ ,be the hxad of e Agency or\a duly authorized d351 nee, and the

K587 Institutio X.:d request
i r\{““ not less th formal
! 5 request and, before

k ({W( the request is M

this Agreement, t

ﬂ” (( Inventions ag dirg
ny applicable j4

3(7 Ipst).tuh.on,

C;J "the specifi

invention/which mig
kf& Agree o/

(¢} Yothing contained in this section shall be deemed. to
grant’ to the Government awy rights u:.l:h respect to any 3.nveu..l.on
other than & Sub_'| et Iuven._:.on. """
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8/ Differeut dates may be substituted dependzng -on- the Agency ]
needs.

10/ Insert applicable adrasses and officers.

4. Add a new section §1-9.109-7 as follows:
. §1-9.109-7 HNegotiation of Institutional Patent Agreements
(a) Information to be submitted by nomprofit organizatiom.: A

nonprofit organization desiring to’ enter into an Lnstitutional Patent
Agreement “shall provide the agency with the follow1ng 1nformatxon.

{1). General. Lnformat1on concarnlng the Lnﬁbxtutlon,
including:. .

(i) A copy. ofnits:Arbiclés of'Incorpoﬁabion;

. tii). A statement of the inatitution's: purpose amd”’
aimg; and .

(ii#) A stavement. indicsting the source of the-
Lnstltutxou 8 funds;.

(2) A copy of the organization's:established. patént-
pollcy, together with the. date and manner of its' adoprion;

(3} The name, title, address, and‘telaphona'numbér of the

officer responsible for administration of patent and: invention matters:

and a description of staffing in this- area, including all offices:
which contribute to- the organization's patent management
capabilitiesy

(&) A deseription of the organization's.prosedures for
identifying: and . repotrting inventions and a- description.of’ the:
procedures, for evaluation of such: inventions for inclusion: in the:.
organization's promotional program;, -
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. th.ng of Domeatlc Patent Apnlxcamnns

. ta): With respect ko. each Subject Invenr.:l.on in which the Institution
.., elects to ratain domestic rights pursusnt to:section 111fa) of this

Agnee"-m.. the Institution-shall have a demestic patent application. filed .

cwithin six  mouths after.an election bhas been made pursuant

_to section III(a) of this Agreement or such lomgar period-as -

may be approved in- writing by the Agency. However, ifithe. - -~

Agency detzrmines that there has been such use or.

publication of the invéntien sd as to initiate a ene-year

statutory period which ends less than six months after

the election, the Agency rnay require the applicatien to

be filed one month or less before the end of the statutory

period, With raspect to such invention, the Institution

shall promptly nectify the Agency of any decision not to file

an application.

(b) For each Su\ne"t Invention on which a patent appL'ca\.wn
iz filed by or on bebalf of the Institution; the Institutian shatl

(i) within six months after such filing, or within six months.
after submission of the invention disclosure if the'

patent application was filed prior to-the centract, deliver '
fo the Agency {A) a copy of the application as filed, includ-
‘ing the filing date and serial number; (BY a copy ofan.
assignment from the inventor or inventors to the Institution
of all: right, title, and interest in the invention proparly.
recorded in the United States Patent and Trademark Officer
and (C) a.duly executed and approved instrument on the -
form speciflied in Exhibit A whick is attnched hereto and:
made a pa,rt henaof;

(i) include the following statement, at:pro‘priataly som-
pleted, in the second paragraph of the specification of
the application and any patents {ssued on the Subject
Tnwvention, . "The Government has rights in this invention
pursuant to- Contract{s) {or Grant{s)}No(s}). ’
awarded by {dentify the Agency or Agencies}';




1890 -

(10} A- list’ of subsidiary or affiliate organizatioas,-ghich.
would be ccverad by an: agreement axgned by - thie- organxzationq

{11} 1€ the organ;zatxon is a subs1d1ary o afflllate orgaal* '

zation; thé name of the other Drgam.zatlon and a descrlptlon of the
relationship; : . : . 2

(12) The amount of Government support for réseareh and
development activities currently being administered. by the orgam.za—
tion,. giving Government agency: and: breakdown;

{13) A statement .of the organization's pOllCleB w1th respect
to the sharing- of royalt1e3 with empleyees and

(14} & descr;ptlon of the uses - made of any net ‘income.
generated. by the organlzatlon 8 patent management: program.

(b) - Criteria: for: evaluatlon of a teehnology transfar program.

Before an: Instltutlonal Patant Agreement is- entered 1nto.w1th ‘& non=-

profit’ organizsatiod, the erganization shall have a technology trangfer
program whichy as' a- minisnun- shall: lnclude.

(1) An establlshed patent pollcy wh;ch is consmsteut with:
the policy in.:§1-9,107~3 and  ix administerved on.a-continuous: basis. by
an officer .or organization responsible- to: the organizationy

. {2} - Agreements with employees. requiring. them to- gsaign to-
thé orgaanization or its designee or the: Government: amy ihvention con-
ceived. or first actually: reduced to-practice:. by them in-the: course-of
or under Government contracts and: awards or assuranece: that such: agree=
ments are obtained: prior to-.the assignment of personnel to. Government—
supported research and develapment pro;ects,

L 43 Procedures for prompt xnventlon ldentxflcatlon and
timely disclosure to the officer or organization administering the
patent. policy of the. institution;

(4). Procedures for invention evaluation;.and

(5) -An motive and effective promotlonal program for the
licenaing and: marketing. of “inventions.
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{b) The Institution shall notify the Agency of foreign
applications filed and,. upon requesk, shakl furnish an: English -
version of such foreign apphcatlon without addltional compensation.

VI Subcontractﬂ

(a) Except as-providéd in (b}, below, or when. Ebs su.bcont:ractor
holds an Institutional Patent Agreement mth the Agency, . the Tastitution
shall include in any subcontract where a purpose of that subcontract
is the conduct-of experimental;- davelopmental gr research woyk.
either the "Patent R:ghts - Acquisitiod by tlie’ Government" clause
found at 41 CFR 1-9.107- S(a) or thi fulluwmg clause. o

Patent Ri phts

{2) The Contractor he.eoy agrees to report fully and
p:omptly to . . . ZRY-

T (Inshtutmn) : e
fovention coace:.ved or first ‘.o.uall’y reduc-’d b\u pr-‘ctma -
in the coursg of or under this contreer (necamas: i
zeferred. to ,asl_"Subj_e:.‘: Tnveation{s)," and to-assign abl.
right, title, and interest in. and te suel inveatdon to .

§ ) ) or its designes;,
(Inst:.tu.:wm) B T e

{5} In add:“:lon the Con\.rac-.or agrees tp Eurm.sh t‘m
. £ol].ov1ng na‘.anels, d’.'.\;olo.autm- and rﬂpo:f.s‘
(1) Upon requesﬂ.‘:, sech: duly executﬂd x.mtru«neut.s (pre-" ;
pared by I:"n-ﬂ o ewivar destgrﬂe)f

(I,nstituta.on) -
md such o..hﬂr papars as: are’ dawned nccass(-nry Eoivast m
the : . T lta dengnee the -
- - (Ins..:.t-ut:.onf : :

r.tghtu gtan..ed unde.r this elsuse znd to. anable tha
) or 1ts du51gneu o apply. l:-:u: and

{rInstJ...L.:.an)
prouaeuhe any patent a“pllca:wn, in’ any cou'ltr'y, coverinp
such. 11wentwn. :

(:.:l.) Pr:.or to f‘nal sattlement of thi's cex:trncl:. g
" final repoct listing all Subjeet Iuaventions or-dectifying
that no inventions were conceived or first actually
reduced  to: practice undérs the contreact. ' o
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IX. Admlnlstl‘ﬂ.tloll of Inventipns in. !—.’hzch the Insutt.t:.on Elects
to Retain Rights . -~ . i .

(a) The Institution shall administer those Subject Inventions
_to .which it elects to-retain title im the publie f#nterest. and shall,
excapt as provided in subsection (b), below, make bhen available
through [icensing on & nonexclusive, royalty—f:.ee of reasenable . .1 C
royalty basis to all qualezed app1¢CanE5. C

[4:3] The Institution may licensa a Subjert I‘wentlon “an an
exclusive basis if it defermines that an exclusive license is
“xequired in the public interest because it i necessary as an
jucentive for development of the invention or because mackat conditions
are. such as to requixe iictﬂsing on an exclusive bgsis in order to bring

. the iovention to the point of practical appllcatlcn. Any execlusive
litense issued by the Institution under a U.S. p‘l\_an.. or patent application
shall be for a limited. period of time and such’ p"r:.od shall not, unless
otherwise approved by the dgéncy, exceed fiva years from the data of
the first commeraial sale or use in tha Um.::ed States of America of a
product oT process embodyiag the mvenhon, ar eight years {fom the
date of the exclusive licenss excepting that time before regulatory -
agencies hecessary to obtain premarket ‘clearance, whichever dcours
first, 'Such license ghall also provide that the licenseze shall use
all reasonable effcrt to effect. introduction 1.nto the cerarmercial
marl\at as soen as practicable, consistent with seund and reasonable.
business practices and judgmient. Any-extension of the maximum
period of exclusivity shall be-subject to approval of the Agency, Upon
expiration of the period of exclusivity or any extansion thereof,
licensis shall be offered to 21l qualified applicants at a reaspnable.
royalty rats not in excess of the exclusive license royalty rate.

{c} Royalties shall not normally be in excess of accepted
trade practice. The Institution also-agrees that no royalties shall
be payable by its licensees or sublicensess with respect to any.
Subject Invention in procursmaents for or on behalf of the
Government and fo so provide in any instrument transferring
rights to-any party in any Subj‘ecl: Invention,

{g¢) The balance of the rovaTty income after payment of expoases,
mcludmg payaents: to mvento:a, incidental to the administcation nf
el inventivus assizned.to it pursuant to the provisions of t.hxs
Agréement shall: be ut:;l:.zed for the support of edugation or
:csca:ch.

“Ce) ALL licenses issued by tha Inst!.l‘:ur.;:m te othet than the
Govarnment of the -United States under any patent application or
patcnt on a Subject Iuv"ntxnu ‘shall ba made expressby subjeet fo the
eonditions of this Agrénment. The Institution shall, upon r°=.l-eztl

prompily. furnish. copies of auy licensa a"rﬂaments e.ntr-red into Ly it
2] tha Agency .

32-635 O - 78 = 52
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NATIONAL SCIENCE FOUMDATION
WASHINGTON. D.C.. 20550

OFFICE OF THE
GEMERALL COUNSEL

June~15, 1977

Mémorandum. to: Mémbers of the: Subéornmxttee on Intellectual Propari‘.y
From: Jesse E. Lasken, o4 j

. Subject: Revised -IPA/FPR amendnent draft.

As- requested af the SIP meeting of May 1%, 1977, Norm: Latker,'
Joe Rusz,. Gene Pawlikowski, and I are submitting .z redrzft with thase
changes that were agreed to at that meeting_. ; Changes are also made to
. parts of the draft not discussed. at SIP's last meeting ag well ‘as parts
- that ware discussed In-order to brmg the prepesed IPA in closer conformity
with-FPR language. ‘At its last meetiag, the SIE went through Art:u:le V(a)
of the -1PA, SIP copeurrad in §1=95107-7(a}: of the FER,.. -

We- note ; Wowever, that. the attached draft still contains certain
variations f:om curtrent- FPR 1anguage in the followmg- seetlons which: .
were:not- reached: by SIE at. its last meetmg.

1. 8&cond sentenca of Art‘:.cl‘e‘ Ix(:c) af I:he. Ira,
2,  Some of rjhe tige perieds in Article VI(b) of the IPA,. Other-—
wise the substance of this parag:apﬁ is the same as the FPR altqcug‘n the

grammatlca}. arpangeient is am 1mprovement

3., Tha secorsd sentence of Article V( ) of the TPA wh:.ch is an’
attempt ‘te deal,with: FQIA problems.

.. "Welfare™ is.delated Erom-tife march-is provision in I¥(a)(2){ii). .

) We urge’SIP to-retain the abowe provisions add:to transmit to
G843 aleng with the IPA- amendment, Some additional amendments to- the !
FPR to changa- the othar FPR clauses to conform with the abova cited .
‘language. We believe these changes should:pot be controversial and
should be considered by SIP as part of its review of the draft. All buat
thé  laat were changes: recommendéd-by someiof the commentators on-the draft -
sent oub by -GS& and are; we bal:n.eve, eninantly. warf'\wlule chamres. :

To.elaborate: on. th‘e‘se.—var—rat:-mns in-langnage:, we belicve. the.
changes to:the time pariods: in' Article. VI(b): deal with routine
adainistretive matters aand merely exteund. slig‘mtly varidus time periods. .
that are: arbifravy in aay case, These changes Ln no way- affect the
substédntive rights OE tha. Govem'nent.
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X1LE. Inventions by Federal Emplovees.

Kothing in this Agreemeat shall preclude thie Government from obtaining
greater rights in a Subject Inventisn made by an iaveater while &
Federal employza.

XELX. Termination

This Agreemeat may be terminated by either party far convenience upon
thirty days written netice. Disposition of rights in, and
administration of inventions made vuder comtracts svhject to this
Agreement will aot be affected by such a termination; except that in
the event the Government terminates this Agreemeat because of a
failure or refusal by the Institutisn to comply with any of its obligations
undex sectians V(a) VI, IX, and X of this Agrzempnt, the Agency has
the right o reauire that the Institution’s entire rlwht titla and
interest in and to the particular Zpveantion with respact ta which
the breach occurred ba assigned to the United States of dmerica, as
 represented by the Agency.

XIV. Communications- 10/

Reguests for Agency approvals, extensiods, or similar actisus and athar
eorres pondenee requlred by this Agreemcnc should be addressad to
1 . . . Except, where ’
specifically provided otherwise in this Agreemeat, the -
. or his designee shall act as the point of authority wichin | thc igcncy
te grant such approvals, extensions, or take such.other Agency actions
as may be ‘authorized in this Agreement.
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JEL:DRAFT: 6/15/77

PROPDSED FPR REVISION
Prepared by Ad Heoe Subcommlttee -on Unxversxty Patent Pol;cy

As Markedfup‘at<SIP Maetlng-of.May 19. 1977 -

1. Add the following. subaectxon (6) to §1-9: 107-4(3)

{6) In accordange with the- excaptmonal ¢ireumstances 1anguage of
§1-9.107-3{a) and/or the special situations.language of §1-9.107~3(c),
agencies may enter into Institutional Patent Agreéments. as set forth
in. §1-9.107-6(e){2) with nouprofit organizations taving a technology - -
transfer program meeting. the. criteria of §1-9.109-7(b)+ Such agres=
ments provide the organization the right to retaim. the eatire right,
title and- interest im inventions made in' the: conrse.ofi or under .con+
traets subject to chrtain -conditions. When such- an agreéement has bean
made with 2 nonprofit- ovganization; 'it shall be made . applicable to
each. contract. with thée orgatization in lieuw of. the Patent. Rights
elauses in §1~%.107=5 and §1-9.107-6 (unless a-. detetmxnatxon has been
made- to exclude . the contract. from: the: agreement.}.

2.. Retitle §1=9,107-6 as follows; "Ulauses for domestlc cout:acts
{short form) and Institutional Patent Agreements.”

3;5-Add-thewfdllowing.new subéecbion:(é)~uo:§lfgm§0?~6t'

~ (€) Patent: Rights - Insritutional Patent Agréemerit. . (1F When an
agency has-déterminad in accordance with: §1-9: 1097 that"a nonprofit
organization shouyld:receive an agreemant’ as -authorized under )
§1-9. 107=4(a) (6, the Agreement set:forth: in. paragraph (e){2) of this
section appropriately. completed as: indicdted in the: numbered- notes.
appearing after the Agreement. shall be: used.. Charges in the.agreement
ationld be limited to- changes dictated:by statutes. applicsble to the -
agency or by special administrative-needs.. Im making any clianges-ao.
ageney. shall- seek to eusure that the agreemenh continues te include at
least: the- f0110w1ng fedtures: .

(A} A requaremen; for - the' prompt r&portxng of all 1nvent10n5 to
tlie. applxcable ‘agency along With- an- elect;on of - rxghts,

(8) Resarwat1on of. all rlghta speelfied in: 51*9‘107~3(e) (h),

) & requirement that tha orgaalzatlon maka such- nventlons ;
available onca-nonexclusive. basis. excebt’ where. the- desived ppactical:
ot. commercial: application. has: not- beeu-achizved or iz not: lxkely "to: be
expediticusly. anhlevad through/Such ligedsing;. . o
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Exhibit A

GONFIRMATORY. INSTRUMENT -

.Apphcamon for: . . . - f(=itle.of Tnvention)
Inventorfs): ) :
Serial No. Conéract. (Gran;‘:) Na. -

¥ilicg Date: . - BB Inst:.t:ul::.on.

The invention identified sbove ia a "Subjedt Inveritlon” under
(:Ldantxfy Institational Patent Agree’neut nmber)

to- vhlch cotbract (ﬂrram.) o, : wi.th. :
(specn.fy Govermment sgency) was sub_jecu..

"This document. is conf‘:.matory of t:he pa:.d up IJ.QE'“.SE granted to
the Govermment under this contrast (grant) in this inveantion, petent
application and any resulting patent, and of all other rlghts acquired
by the Government by the rcferencﬂJ Agrepment ¥

Tho Govermuam. is hershy granted. an :er.evoce;'b.l-e éower to insnec
and make coples of the shove-identified gatent application. ’
sigmadithia. . - day of ______“___, LT

I

tEnstitueion]:

QTP ETIEY R

TR RE oF Eypa ame)

OrTieial Tiile)
CERTIFICATE

¥, ' , cortify- that 1 am the

of the institwiion nmed as licensor herein;. that

who signed this License on behalf of the Institution 1s
__of said Institution; and that said License.was duly signed:for aud

-in behaﬁ:'- of eaid Institution by auchorivy of its govc:nm:— body,

and is- within.the scopa of its cerporate. pawera.

. T Bignatuve

* 1f ¥n accordance with Section IV(a) of the Agrecement, the Agency has’
deternined that a-license for state and. domestic municipal governments

will not be obtaiuad, the following stould bo added to the Confirmatery
Fistrumant:

"The license granted Lo.the Govermment does not inelude state and
domesti e municipal governmeats.™
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WHEREAS,- the Imstitution.is desirous ‘of entering into an agreement
whereby it -may "retain the entire right, title;.and interest ia and
administer inventions made in the course of or under research
supported by the Agency, subject ko certain rights acquxred by the -:
Government: : -

NOW, THEREFORE,  in consideretion of the foreg01ag, the partles hereto ’
agree as Eollows- )

T. Scope of Agreement

This Agreement defines the rlghts of the partles hereto
regarding the allocation of rights in subject inveniions made under
cantracts with the agéncy entered into after the execution of the
Agreement except such coutracts as may be specaflcally excluded by the

Ageacy. 3/
e ru,ﬂch/‘aMJ

II.. Definitions.

(a) "Subjset Invention" means any invention or discovery of
the Institution A£onceived or first actually reduced to. practice in the
course of or under a contract with the Agency,:-and includes any arty
methed, process, machine, manufacture, design, or composition of ©- -
matter, or any new and useful improvement -thereof, and any variety of
plant, which is or may be patentable under the Patent Laws of the
United States of America or any foreign country.:

(b) "Contract" means-any contract, (agreement, grant, or other’
arrangement} 4/ or subcontract emtered into with or for the benefit of
. the.Government, where a purpose of the contract is the conduct of
experimeatal, developmental, or research work.

{e) “gtates asnd-domestic municipal governments" means- the States-
of the United States; the District of Columbia, Puexto Rico, the
Virgin Islands, American Samoa, Gi:am, and the Trust Territory of the
Pacific Islands, and ‘any political subdivision and agencies theréof.

(d) "To bring to the. point of prdctical application” means. to
manufacture in: the case of a composition or product, to practice- in
the ¢case of a process, or to operate in the case of a machine aad
under such conditions as. to-establish that the invention is being
worked  and. thac its beneflts are reasonably acceasible to the public.

(e) "Made " when used in relatlon Lo _any 1nventzon or didcovery, i
means. the- concaptlon ot first actual reduction to practice’ of such I
invention-in the  course:of or under- a contrackt, . i
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4. Add_a new section 1-9.109-7 as. follows! -
T S_l.-B‘.il'GEi—-]' Negoli':iution of In_st-itut-:'._oﬁal Patent. Agreeaents

{a) Information to bu submitted. by noaprofit erganizalion

A nonprcfie-organ{zatinn desiring to enter into an Institutionat Patent .
Agrocment shall provide the agency with the follawing information:
(1) General information concarning-the iastitution; inctuding:

i) A-'copy of its Articles of Incorporation; .-

(ii=)-f A 'sij.’atement of th‘.e iut:i_tution!s'pur;_vose and. aims; and
(11d)- A state}ugnc indicating the _source_.:o.f the institution's -
fundsg: v - ‘ . .
) (2)" & copy of thorgan{Zation's-astab_l—i's‘i'ied patent _poliey.,.
together with the date and manner af its adoption; -
- {3)  The Iname,‘ title, address,and -telephote.number of the
ofticer responsible for administration of patent. and: im:cn:imh- :
m:at!:ersr and a df.;scriptian of stdffiag in this area, including all

offices which.contribute to thoorganization's patent management’

capabilities; =
Gy a desc.:riptipn of t'hem;ganization.‘ & p_roc:.edures for
identifying snd reporting fnventiods and a deseription of the pro-
cedures for evaluatlon of such inventions for inctusion in thr:z
. organization®s promoticnal program;- ‘
{5) A copy of, the agresment é-_igned_ by empleyees cngag-o.d‘ in -

raséareh and devélopment, indicating their obligation-in regard

to inventions conceived or for the: first time reduced to: practice

fo-the course of their assipned duties; :
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(4} A conveyance, requested pursudnt’ to Sactiony ITL(b) or (el of:
this Agreement; 'shall be.made by delivering to the Agency duly. ex=-.

" scuted imstruments (prepared by the Agency) and sugh- other. papers as

are desmed- necessary ko vest in the Government the entirve . right,: -
title, and intevest.to enable thé Government. tb apply for' and prose~
cute patent. applications- covering. the inyention in this or the foreign:
'f:ountry, resgectxvely’ or otherwise’ escabl:.sh its cwnersh:.p of such
1nvent10n.‘ : . B

IV. MLanum nghts Acqulred by the Government

(a). With respect to each Subject Inventlon te whlcn the Instx--
tution retalns principal or execlusive.rights, the Institution:..

(1) hereby grauts to the Governmest of the United-States a.
nonexclusive, nontransfereble,. paid-upilicense: to make,
use,. and sell each Subject Invention throughout the

" world by or on: behalf of the.Goveriment:-of the. United:
States {iacluding any Goverament agency)-and States and
domeéstic. municipal governments, unléss the Ageacy
determimes after the invention. hasg begn. identified- that
ik would tot be in the public intarest to.acquire. the:

“license. f6r States and: dewsstic: munlcipal governmenca,
. and . R

(2)  agrees-to giant to-responsible applicants,. upon request
of the Agency, a license.on terms that are reasonahle
-under the. c1rcumstances,

(4}  unless the Instltutidh; its: licensee,. ov its -
assignee,. demonstrates to- the Government that
effective steps have bsen taken within three years:
-after a patent issues on- such: invention to bring:
the invention to- the pomnt of pract1cal

' dpplication: or that the.inveation has been made
available. for licensing royalty-free or ou terms.
that are reasonable:in the circumstances or can
show ‘cause why the principal or -exclusive rights
-should Be rétained. for a further ‘period of time;
3 A S i “ -

(ii) to the extent that the invention -is-required. for
public use by goveramental regulations or as may
b¢ necessary to fulfill -public health or safaty
needs, or for other public purposes stipulated in
the applicable contract.

(b} Nothing contained in this section shall be deemed tb grant to
the Government any rights with respect to any iavention other than a
Subject Invention.
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{10) A 1list of subsidiary or affiliateorgadizations, whigh:

would be covered by an agreement signed- by theorganization;

(It} If Sheorganizationis a subsidiary or affilia;e organiza~
tion, the name of the o_.thex_'- arganiéationj and ‘a degeription of tha

relationship; )

(}2) The amouny of Governmagt support for research and
'dcveiopmant at;-tivig:ies currently being. administered.by theorganizaticn,
giving Governmeat. ageney and breakdown; .‘ . ’

(14} & statement of theorganization's policies w;'.-t.-li respecr‘: to the
silarif:;g of royalties wi_th- qméiayces;, and’

15y & des;zri.ption of the uses madé of any net inecome gencrated

by theorganization's patent management program.

(b3 Criteria for evaluatio;'l of a technology transler prosran

Before an Iastitutlonal Patent Agrecment is enéered 'im:o with
a nonprofit cz'éaniza&inn, the organization shall have a technology
transfer program vh ich, as 2 minimum shall include:

1) An. establif,h?d patent policy w‘nich‘ is cun.sisl‘::-.nt with the
policy in 5ll-9.]-ﬂ?-3'an<l is zdministered on a continuous Basis by an
offieer or erganization .re.sponsible to theorganization;

(2) Agrecments with employees requiring them to asegign L'.n thy
organization or its .:'lcsig‘n'ae ar the Ggverament any_inventi_‘n_n-concuiv.cd‘
ep Eirst actually rcduc-cd. to-practice by them in the course of -nr-—
undar Cbverament contracts and awards or assugaace that such agree—
ments areoblained prior teo the assigament of personncl to Government-

supparted reosearch-and developuent projects;
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VI, Filing of Domestic . Patent Applxcationa

(a)y With respect to each’ SubJect Trhveatdion in- whlch the tngti=
tutLon elects. to- retain domestic fighits pursuant-to. SeCtxon ‘11T{a) of
this Agreement, -the Institution-shall have. a domestic patent appli- -

- cation- filed within asix.months after an:élection has been made

pursuant -ty Section ITI{a) of.this Agreement. or such lungpr perlod as -
may be approved. in wrltlng by ‘the Agenty.:

(b) Tor éach Sgbject. Tnvemtion. o which. a patent - application is .
flled by .or on behalf ‘of: the Institutzon, tha Instltubxon shall

(i) withio six months- aftarrsuch Elllng, or. W1thln iy
. months.after submigsien: of the invention-disclosure if-
the: pateat appl;catlon was . flLedaprlor s£0+. the. contraht,_
deliver- to:the Ageney (A} a: copy: of the application s
£iled, incloding the Filing date. and: sécial nymber: (B)
a.copy of an assignment from: tha-invgntor:@r”inVEnncrs
to - the Institution -of all Fight, -title;. anid -infergat in
* the invention: properly -resorded: in tie: Unitéd-srates :
‘Paterit and Trademerk Office; and: (C) :Hduly executed. and:
dpproved imstrument nn*thﬂ;ﬁbrm specifiad: in Exhibit A.
“which is attached heretb;andfmade‘azpart‘hé&eof;

{ii) inclade the followiag: stabament,. approprxately . -
-complated, -in .the. second” paragraph of the: specxflcaticn :
of the: appllcatlon and any paténcsissued onsthe’ SubJact'_
Invention,. “The Gdvernment has n.gh"s ins this invéntion -
pursuaat’ to Contract{s} (or Grant{s)). N ‘ -
awarded’ by (identify.-the- Agency or Agenéles}“‘

(iii) nok: lass. than chlrty days ‘b fote the ‘ekpiration of the
response’ period for any action reguired: by the United-
Stities Patent and Trademark- OFfice,. notlfy the AgenC} of
any . decision Aot tp- continue the prosecution. of “tha- '
application and deliver-to -the Agency exécuted

" instruments- granting-the. Govarnment a: pﬁwet of
attorney; . - ! .

(4v) upon requast; fullyfadvisé‘thE'Agancy qoncérning:aLL

I ‘adtions ‘taken- duzing thie :prosecution .of any patent
applicatiofn and: furnish:’ GDpleS of any relevant documents‘
as rGQuested, and

' o
-{») - provide the Agency with a copy:of the patent within au:{
months after a patent iaspes on the appligations.
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FEDERAL COORDINATING COUNCIL FOR SCIENCE,  ENGINEERING, AND TECHENOLOGY
COMMITTEE ON INTELLECTUAL PREPERTY AND. INFORMATION.
xummaauxxxnxam*ﬂmmﬁxxuﬁxxmﬂxx&auﬂqumakx
: A KV B H M R X A X :
U .S, DEPARTMENT OF‘GQMMERGE BUILDING:-
WAQHINGWN D.G. 2oy

UNIVERSETY AD HOC ”AS FORCE
Mlnutes of Eeetlng'- February 14, 19?7

The meetlng canvened at 91300 ‘aam. i Rcon 338 of the Watigral,
Sclence Foundation, 1800 G- street, . W., Washlnqton, D. C. :

Attendees
Members. Present . C
Torman d.. Latker, Chalrnan o L ‘ -+ HEW-
-Jesse. Lasken. . i o .. o - NSF
. Martin 8. Postman- ; . N T Y
Frank Lukésik i . s L BESG.
L/€" H.M, Hougen: : Arny..
T A. F. Kwitndeski. I o LT OMR- 7
Rébert Kempf : : ) B NAGA: -
Johin: H.. Raubltsehek ' ) ) NsP
Bugene Pawlikcwski . ot RBEC
Exeoutxve Sacretary: Presents T
hlelaly

Generail.

Tha: Chalrman briefly dlscussed tHe agtions taken tordate by
Mesars.. Latker and. Lasken in: compiling thé  comments . received
on the- proposed amendmant: to. the FPR, and Mr. Laskan k-
proposad tevigions: stggested. theraby

M. Latker noted and. dlstrlbutéd the naterials submlttec by
Mx.. Denny settlnq forth. sugyested ERDA waiver: procedures for
nonprofit’ institutions having.a patent management capability- .
Me. Latker alao: adv1sed that Mr. Hendersen indicated DOD. would
probably agrée o acdept. any list of- 1nst1tut19ns approved by -
the. lnteragency GTQUp.

Mr. Kempf agked-if the: proposed agmlendrent to the. FPR dpvering. .
nenprofit: institutions. weuld deviate with’ fespect: to. Yaporting:
and other procedilres set. forth in: the basic short form patent:.
righits. clauses of the FPR; Mr. Lasken: suggested that. the:
short form clauses: of the FPR be- modifiad’ to. accommodate! the:
changes made  te the clanses:.for. use under: thé IPAlae.. It wag®
the consansus.of the.task fdrce that any deviations would:
also ba recommended. for the. short form eclause of .the F 3
assure. the 6331red uanormLty

=
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" (prepared: by the .
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(Tastitutions - ackvef.

- aetuallyreduced: to: pracbme in/'the: course of or.under this-.. g rf/”"’v/-

contract : (herainafer. referred- to-as- "Subjact Iavention{s); Vg
and, subject to . {b),. balow, to assign-all nghr., t:.th and- :
1nterest in: and: ko: such 1nvent1¢n ta

(’fns tit:ut_'xon)‘
or~1ts‘desmgnee;

AL the time . the: Contractor reports any "Sub;ect Imrentmn" to -
‘tha Contractar, ‘at’ its: optlon, may  also-

-dsaiggess.

{iasta Lkl l:-m

'rEpGrE— tite invention’ to: the’ agency thh wh!.ch the ]’.*nst:.tutwn;.

img- contract and: ‘request ‘thiat the - agedcy make, a:

‘determidation. whisthier: add on what terms: the contractor may

3 nc_':‘.'p'a_'l- rigti_tsf_in the’ inventioa . in lieu of a'ssigning;
o~ . Such das;ermmatians by the

(f‘lnstl.tni‘z:.onj :

¢ LI be - in. accordance wu:-h bl:(e gohci’.es and: pro~
ceduresof Papt 1-9 of the: Federal Protuvemsnt Regulatiode:
andfor -ap abla: agency- ragulatlcns. Sm:h datex:m.natmns

gl ba- £inak. on:both: theContractor: and o

ﬁnst:.tut:.on)
p;m;xed;.;;hs; Contractor mdy- elect ot to.accept: the Agency
ermi ni and: instead: ass:.gn all [right; title; and .

’ ,mt,erea't- incthe daventiod o« . . -or.its

(‘-I’ns_«t- t?,-uti%i'ziu)- b

Lix: adda.pi.an, thie Cﬁntractor agrees:to furm.sh the follov;'mg
matarmls_, d:.snlosurea anid: re.pottSo B

i) ‘Upom r&queat,‘ such duly executed instruhents.
_or its deslgnea) and- sugh. , -

[ -ntatmﬂ
ouher papers as- avg- dégmed: necessary to vest :.n the:
or ‘its dés:.guee the. rights gram:ed

yndér: t:hm clmee and. to-enable the

EETT tiﬁmt. B

or Lts -

. 5 CiCuGion ) -
das).gnae torapply.: fot and: prosﬂcute any.. patent appiicatum, :

L sy counbYyy, covering. such. m\ventmm

Bﬁmn o fimat settlement of tiids - cancraob, a fmal

inyentiots: were: eenceia.-ad or- first actually reduced 1o .

practice: tfdse: tha: cONEraCE..
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- AT
FEDERAL COORDI\'{ATING COUNCIL FOR SCIENCE, ENGINEERING, AND TECFNOLOGY
COMMITTEE ON FNTELLECTUAL PROPER"Y AND I’\]FORMATION

FATENT Eﬁﬁagmmmmmmmﬁ

R TER O A K B KK
U e DEPARTMENT QF CQMMEREE BU]LD’]NG
Crem o WASHINGTON, [hG. 20230

UNIVERSITY AD HOC TASK.FORCE ' S e
Minutes;of.ﬂeetingz— February 23, 1977

‘The meeting convened at 9:30 a.m. in Roeow 321 of the Wational
Science Foundation, 1800 G Street, N.W., Washingten, D. C.

Attendees .
Mexbers Pregsent . .
WoIman 0. Latker, Chalrman HEW
Jessa: Lasken NEF
Bugene- Pawlikowski NBS
John Raubitschek - Ry
Robert . Crawford for X, F. Kwatnxeskx ONR"-
LIC H.M. Hougen Army
Thomas: Kundert - - AF [
Capt. John-T. Bartus AF {BARB)
. ‘Exécutive. Secretary Present : . e
C. A, Neumann - DOC
Members Absant :
FTank Lukasik: ARSC
Robert Poteat - : ERDA:
Robert Kempf NASA

The Ekecutive Secretary. distributed the minutes of the. Fabruary 4
1977 meeting.

'REVIEW OF  THE FPR AMENDMENT

‘The Taskrrarce-continuedaits:paQE#bYHPage review of-the proposed
amendment to the. FPR.ednecerning. Institutional Patent Agreemsnts.

The. 6<month period: fox reporting-undex subparagraph V.{a) {1}
fpage 30] was distussed. at Yangkh. All agresd that: this period
was ‘in practice too short. It was suggested first that the
words. "promptly but in any event Immediately upon” replace . the -
. speeific time. peried. The Chairman. noted: that this was a
suggested. change to' the Subcommittee. on- ITntellectual Property -
and that aganc;es ware. not to be bound by. it.

- fhHe: Task Force completed its revxew of the: comments and revised
the proposed. amendment to the PPR as appropriate.
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IX. Adwinistration of lnventlons in hhlch the InstLtutlon ‘Elécts Lo :

Retain Rights

(a) The Institution shall administer those Subject Inventicns teo
which it elects ‘to retain title ia the publie interest and shall, ex-
cept 4as provided in subsection (b), beslow, make ‘them available through
licensing on.a nenexclusive, royalty~free or reasonable royalty basis
Eo all quallfled applxcants.

(b The Instztut1on may ‘license a- SubJect Invention on an ex—
clugive basis if it determines that an exclusive license is required
in the. public interest becauwse it is necessary as an incentive for
development of the invention or because market conditions are such as
to require licensing:on. an exclusive basis in order to bring the
inveation to the point of practical application, . Any exclusive
license issued by the Institution under a U.§. patent or patent
applicaticn shall be for a limited periocd of time and such peried
shall not, unless otherwise approved by the Agency, excead five years
from the date of the first commercial sale or use in the United States
of America of a product or process embodying. the invention; or eight
years from.the date :0f the exclusive license exceptiag that time
before  ragulatory -agencies necessary to obtain premarket clearance,
whichever occurs first. Such.license shall ‘also. provide. that. the-
‘licensea shall use. all reasonable .effort to effect introduction. iato -
the commercial market .as soen as practicable, consistent with sound
and  reasonabie business. practices and judgment.: Any extension of the
maximum - period.of exclusivity -shall be :subject to-approval of. the

Agency. Upon éxpivation of the period of -exclusivity or any “extension . ’

thereof, licenses shall be offered to all qualified: applicants at a
reasonable royalty rate not in excess-of the exclusive license royaley
rate. . .

{c) Royalties .shall not normatly be in excess of accepted. trade
practice. = The Institution also agrees: that no royalties shall:be
payable by its licensees or.sublicensees with respect to-any Subjeet:
Invention in: proturements. for or on behalf of the Governmeat and to so
provide. in any- instrument. transferring rights. to any party im any
Subject Invention. )

(d) The balance of the royalty income- after payment of.expenses,.
including. payments to- inventors,. incidental -te the administrition: of
~all inventions- ass1gned to-it. pursuant to- the pruvxsxons of-. this
Agreement shall be utilized: for- the support of edycation. or research..
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QPTIOMAL FORM NO, 15
JULY 1873 EDITION
GBA FPMR {41 CFAI 1010 L8

UNITED STATES GOVERNMENT -
Memorandum

Membets of the University Ad Hoc Task Force DATE: - FEB 28577

7 4 ' -
E;;Z;léﬁVifl;—;——;ﬂ |
< : _ _ PATENT BRANCH, oag
_ o S " DHEW. o

Jesse E. Lasken

Revised Draft 8f FPRs

MAR 1

Enclosed for your review 18 a revised draft of the proposed FPR
amendments based on our meetings of February 4 and 23, 1977. If you "™
find any typographical errors please let me know so that these can.be

. corrected.. Any substantive comments that might require additional:
neetings to reselve should be addressed to Norm. Latker.

It is my understandlng that Norm is to determine whether we should
210 prepare other FPR changes to bring the "Short Fern" clauses in lime
with the proposed language In the IPA, Assuming this is to be dome; I
would be prepared to submit a draft to the Task Force for consideration
at another meeting, I hiave dome a preliminary draft, and it would be a
relatively easy task to complete a draft.

Discribution:

Norman J. Latker &=
Martin S. Postman

H: M. Hougen

A, T. Kwitnieskl
Robert Kempf

John H. Raubitschek -
Eugene Pawlikouwski

Q. A. Neumann

Robert Poteat

B#_‘y u.s. Savings Bz;rzd: Rrg:tlnrb on the Paijll Savirgs P!m_-.
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XII‘ Te‘rnu. n&tlDl‘l.

Th;s Agreement may; be terminated by eiltheriparty: far tonvenza g
upon thirty. days: wriften notide.. -Disposition. of rights.iny and:.
administration of uwentmns made- under. contricts: subject to- th
Agreement will not be affected by such a terminatisn; - execept: th:
- the . évent. the Government termindtes this: Agreement Beadse . of &
failuve or refusal by the Institation to. comply, with any of its: -
obligations under sections. V(a), VI, IX, and X-of thiy Agreement, :he
Agency has the r:l.ght ‘to require that' the Institution's. entire: right,
‘title; and interest ig: and to tha- pancicular/inventian'with'respect'te-
vwhich: the breach: occurred be: aaslgned to: tha- Um.l:ed States: of Amence,'»;
as represented by the Agency. o

Requests For Ageéncy approvals, extensions, or- siiilar setions. and -
other: cerrespendence requ:.red by thid: Agreement: should ‘be: addresped’ to -
. Except whera: spaclfm ].y

prouded cthanu:.se m th:.s Agreeme‘n.t, “tie: - or his:

desighee shalliiact ds -the:peint -of authority Vithin Ageney ka:

grant such: approvala, extensions, or- take. such’ onhér'. genny actions as. .
" way be authorized in thls Agreemenb----

IN HITNESS WHEREOF, -each ‘of the pantms ‘hereto- haa executed this-
AgrEement as- of the- day and ygar- below‘ -

'UNITED STATE:& BF AMERICA

By o
TiETe
- Date:

(Cérporate Seal) .

~{institutiondy

By. .
TitcTe:
. Date

CERTIFICATE

I, . y .certify-that 1 am the . . —
of The 1nsCifQtion naned above. that ; T _, who signed:
this Agreement on behalf of said Instifution 18 ___ - i
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agreement set farth iu paragraph (e)(2) of this sectionm (;nd appropriatelf
completed as indicatéd in the numbered notes .appeari_ng after the
Agreement) shall be used. Changes in the a;g_reeme_nt should be kept
to a minim.lmrand should i:e limited to changes dictated by statutes
I applicah.le'z. to the &geqcy or Ey s_pécia!. administrative ,n-e_egis. In any.
évent, agreements should include at least; the follo_‘_n'.ng fealtures‘:-
] (_A‘) A réqu:’.r-ement fof thie prompt reporting of al.l inventions g
to. the .app‘licab-le ageucj along with aﬁ election of .r:l'.ghts;
{B} Reservation of all rights apecified in 1-9,107-3(e}-(h);
(C) A requirement that tha-intitu-tian make such inventions -
ava‘.i'lable on-a nonaxclusive basie-except where the desired practical .
or commercial application has not been achieved or is not likely to: be

expedttwuuly a.chmvad through such hcensmg,
(D) A condition limiting auy exclus:.ve l:.censa to a per:l.od not
substantially greater bhan u_ecessary to‘pruv-a.de the mcea;we far
- bringing: the invention to the point of _ptactica} qraco'mmercial .
application. and ta- permit the licensee to recoup i'ts-‘cost‘:s and. a
reaaonable prof:.t thereon;. ‘

() A restrlctinn that. royalty: charges be: limited to what is

raasonable undur the circumstances: or mthin the :Lndustry invelved;

32-635 O =178 - 53
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The Government is hereby: granted. an - irrevocable power - to mspect,
and make coplds of the abova*mdentlfzed patant appllcatlan.

Signed this .. day of - ,19___-

(Tnstitugion).

{5Tgaatare)

{Brint: or type name):

“{GTTToial title)

‘CERTIFIOATE _
1, Ly certlfy that I am: I:he &o'f the Institution’
named as - llcensor hereln, that: - . ey BT s:.gned this
T CEA—
Licenge on behalf of the Institution is: of

said Institution; and.that said License was duly signed for am: In
beha}.f of said Tnstitution by suthority-of its: goverm.ng body, ahd s
within the ‘scope of its. corporate powers.. . .

& ign.atimes 4
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SR, ms_u:rrvmonmPnfzuzsncﬁmﬁm‘t*rf

Thig. Agreemenc 13 made and entered into by and- bet:ween the
Unitod States: of Americaas represented by the L ) o X
hereinnfter sometimes referred: to as-thet Agenc.y, and’

hereinafter raferred to as’ the "Ihsr_itunio i:_“ E

WI’I!NESSETR.

) WHEREAS in. aecardance ‘with tha. Presment‘s Memorandum and
Staternent. of Government Patent Policy dated Augusf 23, 1971, and
the- provisions.of 41 CFR 1-9.107-4(&).(6)4. it has been: determined: by
the Ageney. that. the Insritution. has. a-technalogy. transfer- _progyam..
meeting- the -exiteria of 41 CF'{ 1~9, 109-7. in. that the Institution’s

- patent polisy as sar. forth-in: L 2/ and: Lts.
techiology. transfer. practices have: ’betm reviewed andv found
aacapx:able emd . .

WHEREAS, the Insticution in.: dqsirous of entaring imzo an B

agreamient whereby it may retain the: entuze right. titlE, . and.

interest inand administer inventions - magde. iy the:-course of or -

undaz regearch, supportad: by the Agancy, suh;eet ta certni'

Tights apguired: by the-Gove rnrment:. . - : :

NOW;. THEREFORE, in’ consideration of tha fo:}agei‘ng‘ thﬁ P_t’i?'-“s ““et"’*‘
agree. ag’ fall.ow&. i ‘

I. Scope of Agreement

This- Agreemant defines. tha rzghts of the. pa.rt’ces herata
regarding the: alloension.of rights in Stbject Inventions: reporbed
after the date of this. Agreement and made undar con!::_'ac_ts

© enterad:into with-the Agency,. including contracts entered inte:
prior-to. this Agreement, except aontrasts spemfmaliv excluded
by thc Agancy. 3/ 4/ ;

m '-De'fihi,t_i_e‘ns.-

(a) "Subject Inventien mesns aay invention or discovery of the. ..
Institution conceived or £4rst actually reduged: te pracgice im the
course of or under a: contract with the Agency, and"includes-any act,
method, process,;, machine, manufiactfure,. designy.or. composition-of matter,




1912

4. Add- a mew section $1-9,109-7 as. follows!:
§1-9.109-7 Negotiation-of Institutional Pateat Agreements
{a) Information to be pubmiéted by_nonprofin organiza;ipn.,;A_

‘nonprofit organization -desiring to emter-into an- Institutional Patent
Agreement shall provide the agency with the following information:

Loy Gene;al-inﬁovmatidn.conCeruing the -instifution,
ineluding: . : . S

1. A copy of ite Artlclas Gf Incorporatxont_

" {i4). - A, statement. of the 1nstLtutxou 8 purpose-and'- 

aimsyand. - - -

(iii), A_statement lndxcatlng the souzce: of the-
Lnstxtutzon s fundg;

(2).A copy of. the organmzatlnn Y esbablxahad patant.= o
pollcy, together wzth the date and manner of 1t3 -adoptibn; - .

(3). THe name, title; address, and telephone mimbar:.of the-
officer respongidle for- admlnmstratxcn of patent  and -invention makters
and a descriprion of staffing in this area, including all - offices

‘which. contribute to the: organlzatlon 5 patent managemenb
capabllltles, .

(#) A description of the—erganlzataon ) procedures ‘for

: identifying. and reporting - inventions and ‘a descriptdon of. the:
-procedures for ‘evaluation of such 1nvent10ns for 1nclusmon in “‘the -

organization?’s: promocxonal programn;’
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(b) The Institution: sgrees to-convay:to the'Govecmmant,,unan
reqiaest, the antire domnstic. ripht, tltle, and . interest: in" any Sub*
jeet Inveutzan wheu the Instltuc1on. :

T _(1} ddes - nob-elect: under Sectmon II!(aJ to,raua”'-'
o : :1gh:s, oL

GiiYy Eazla to Havs an Un1ted ‘States Patnnh Aupllcat1on

- Biled vn the fpvestion da. acgordange:with: sectfons
vifal, reides 0ok & contlnua prosccu:zon a: sueh
appllcatlon, oL . .

€11ty at any tame. no- longer desxras to rebaan tltle.
(c)‘_The Insnztutmon agrees o convey:to: the: Gawerﬂmanb, upon;.

. tequeat. the-entice right,. t:tle, and' interest i aoy- Subject Inventibn
in any Eorezsn conntty when the Ins~1tutluu'

i €i) does. not elect undar; Section III(a) L retaln suah
Bl r;ghts in nhe oaun:ry, o’

€31y _f ils.to Have a: pa:enb apnlicat;or

an. applzcatxan has- been flled im
hai times. speci fied inSeetion VIT{z
sucli-roquast by the Governmsnt,. the Ia
. ) ight, title,: apdsinterass 4 chu~8nb

'Ihtenﬁib$~in-che:aountw Lnun&va e o e

¥ decides. not to confinue: prosecut:on of such: appitc&* :

to  pdy. any- ﬁalncenance faaw- coverxnz the 1uvant10n._‘
To-avakd foffeiturae:df'the patasit appl;catluu o patentsy

the Iwstitution shall not‘fy the: Agcncy naLs 1ess ] fxty

“{60)" days. before the ‘expiration pari : 1

quired: by the forexgn patent.-offige’,

(d3 A conveyanga, requestad purauant to Sectiens 3T :
of this Agreeément, shall be-made-by delivering to the Agﬂncy Fialy
exeeuted ‘instoument.s: (prapured: by the Government) -and- such atlker:
papers as- are’ deetied,. necassary to Vestoiaythe: -Gavecnmant thas entipe:
right, title,. and:interest ta eqabla the -Goverument to-apply. for Jﬂd
prosecute patent applications covaring. the invention:in: this-ur the:
foreign country,. respectlvaly, oL otherwzse sstabglsh its awncrah'pm
of: such Faventions.
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(10} A list of subsidiary or affiliate organizatioms, which
would be covered by an agreement signed by the organization;

(11) If the organlzat1on is a subs;dlary or affllxace organi-
zation, the name of the other organxzatxon and a desc¢ription . of -the

relationship; '
o . ﬂwmemfﬂ ﬂ%j 419/ }
(12) The amount of snt supportﬂfor research. and
development activities curreatly. belng admlnlsnered by the organiza-

tlon,
 Fed@taf "
{13) A statememt of the organization's. lelCleS with respect
to the sharing of royalties with employees; and

{14} A description of the uses made of any nat’ income-
generated by the organization's patent: management program.

(b} Criteria for evaluation of a technology t:ansfer‘pfogram.

Before. an Institutional Patent Agreement is entered into with-a.non-
profit organization, the organization shall have a technology transfer
program which, as' 4 miniwum shall include:

(1) . &n eskaﬁiishéﬂ'patent polibyrwhich is consistent with
the policy. in §1-9.107-3 arnd is administered ‘op a continuouws:basis. by
an officer or organmzac;ou responsxble to  the organlzatmon-
e PV’Q.

(2) Agreements with employees requirimg them to asslgu to.
the organization 43, itd desxgnee or the Gowérnment’ any invention con=
ceived or first acﬁaally reduced to practlce.é;:!ﬂﬁm in the: course .of
or under Govermment. contracts and awards or ‘assurance thit. such agree=
mevks are obtained prlor to the asgignment of personnel to Gavernment~
supported Tesearch and development projects;.

(3)‘ Procedures for prompt lnventlon 1dent1f1CatLan and -
timely dlsc103ure to the: officer or organization administering the -
patent policy of the institution}

(5) Procedures for invention evalwation; and’

(5) An active amd effectlve promotlonal program for the'
licensing and marketlng of 1nvent1uns.
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V. Inveation Idewtification, Disclosures,. and Reports

« (a). The Institution:shall. furnish the Agency.

(¥} acomplete technical disclosure for sach:Sabjsct-
Invention promptly after conception or first actual:
radaction to practice, whmhever oceurs fizgt in the.
coursge:of or under the contract, but in- any event: . . .
1mmed1a’cely upon. any. on- sale,. public uss; or: pubhcatmn of
the iovention ¥nown to the Institution. The dis-
. clesure shalbtl ‘identify the contract and. inventor and
-ghall be huffi_c:l.eubly campleta- in technical detail
and appropriately illustrated by .-,ketch or’ d:l.agram
€0 convey to one: skilled in the art to. which the ™
invention pertains. a’ cle.ar undarstandma ‘o the nature,
purpose, opetatien, -and’ to:the exteat kaown, the physical;:
chemical, biological or-electrical characteristiss ofther; . ..
. ipvention. Such.disclosure shall be furnished direstly..
to the Ageucy in- addition: to: any- other requirement. under: ;
" the contrget far the submissibn of progress: or othern
reports ;and: whether-or not. reference tothe: Subjgct Imrentzon
has: been made: in-any such reports, :

(ii')' Cbi:nple:e 'infonhati'on'cance'rninz the-date and: i&'e'ﬂti'ty:: of
any: én sale;, publis use o publ..c.:twn of the fnvomtlon:
which. may. constitute s statuﬁor}r bar undag- 35 U8¢ 102,
“which' was duthérized by or kuown: Lo.the ns-t-:'.ft-ut‘ié-n.o“x‘-‘

. a.ny cdntemplated act:.an oE th:.s nature IR o

(1i1) A fmal report m.th:l.n t‘nree mont\hs after completmn
of the work.upder any contract, :listing: ail: Subject . . .
Inventiongior ¢ertifying: that: there ward no.such iaventions. 7/ .

{b) ~The Institution shall obtain patent: apréemants: to effectvate.
. the provisions of this Agreement. frém all persons in fts employ whos
perforn any: part of thie work udder. any-contract ‘éxonpt” ncmtechm.cal
personnel, suchi:as:clericak and’ manual.; latorers.:

(c) Tle Institution agrees that th _Government may duphcate
and- diselops: Subject Invéntion disclogures and, .subject-to’ Baction XI;
all other reporis and: papera fiarnished or required:to:bes
furnished- pursiant to this Agresment. { Notwithstandizg;. the Agency:
will také “reasonable care to. enpure: that such disclosures ars - not /ﬂ
relaaged te. the public unless.the Agéncy determines; aftsr : * :
congultation: with the Institution; that the proposed relesse will LR
not adi{ejrsaj'f;.a'ff_ﬁ_dt the Institition! s opportunity to. obtain paterit:
‘protection:, i . o

{4y Thi Institubisn: shall not barior prohibit’ pubi'i.c.atlon of.
disclasures: of Subject Invenﬁon on which patant applinatlona have..
heen filed. . ) -
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June 21, 19777 @m\

’ PROP@SE‘B FPR Rmnsm
As Approved by the. Subumittee on Intellectual Property

at 1ts Meetmg of June 21, 19777 .

-1, Add: the ﬁollowmg subsection (ﬁ) to: §1—-9 101-—4{:1):

6} In accprdancs thh ‘the exceptmnal clrcmﬁst.ances language: of
§1-3.107-3{a) and/or the special: situations:language:of $1~9, 10'7—-3(c),
agencles: may enter into Inst:.tut:.onal ‘Patent Agreements as. set forth.
in §1-9.107-6(¢)(2) with. nonprofit ‘organizations. having- a: techrology.:
transfer program meeting the criteria of §1+9.109~7(bj. Such agree-’.
ments. provide the: orgamzatmn the r;mght to: retain. thie: entire right,
title: aind -interest. in.irventiens made in the dourse of or. under cons
tracts. subject to.certain conditions. When.-such an’agreament hag: bhegn:
mads: with a nonptofit: organization,. Lt shall be: made -applicable .t
each” ‘contrazt: with the organization.in: lieir of the:Patent Rights .-
clauses- in: §1-9. 107-5 . ard " §1~9. 1076 (unlass a’ datarminagion- has ‘been:
made 0. exgiude” the contract. from: the: agreerrent. ).

2. Retit,le §1-9; 107-6 g follo\ds "'Clauses for domegtie contraets
(short: form) and: Institutmnal Patent.: Agreemnts.'!

3L Ad-the: ﬁonowm- new. subsect.-ion tc)- to: BE-94107~61.

(&) Patest Rig_hts ~ Ingtitutional ?atent Agreemnt. SRy When anc.
agency- had" detérmined in-accordance with §1-9.109~7 that a nonprofit
organization: should: receive an:agreement’ as-autherized. undér:
§1-9,307-4(a){6), the Agreement set. forth' in- paragraph. {(c){2y. Of this:

- section appropriately completed: as: indicated “in. the nunbered: notest.
appeariny after:-the. Agreement shiall ke used: Changes: in- the: agréemant:,
should be limited to changes dictated: by statutes. applicable to- the :
‘agency- or: by special- administrative needs. - In making: any changgs an-

. agency: =hall seek .to ensure that the aqreament continues. o . mclude a
‘least the- following featuress

: () A requirement: for the prompt reporting. of all’ inventmns 0
'the applicable’ agéngy. along: w;ut.h an:. eleutlon of nghts;

(B REServa!smn oE all rights: specified” in: 51-9.107~3(e) ~ )3

Gy A req;.:irement that - the: opganization: mke-‘such-.mventi‘.ens ;
available: on a:ronexclusive basis except whete' the: désired: practical.
of: commergial- application has: not’ been: achieved or is nog’ l:.kel? to. ba
expeditmusly ‘acliieved: through. such licansings.
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(iii) not less-than thirty {30} days before the expiration
of the regponse period for any action required by the
United States Patent and Trademark Office, notify the -
Agency of any decision not to ¢ontinue the prosecution

of the application and deliver to the Agency upen request:
excécuted-instruments grantmg the Government a power
of attorney; : :

(iv) upon request, fully advise the Agency concerning
all-actions taken during the prosecutien of any patent
application and furmsh copies of any relevant documents
as requested; and - .

{v) provide the Agency with a copy of the patert within six -
months affer a patent issues on the applicatmn -

V-’II. Filing of Fomign Patent Apollcat,\onq

(a) With raspect to each Subjact Inventicnin which the InLLit:ut:lon
elects to retain principal rights in a fDI’Eib"l country pursuant. to-
section ITY(a) of this Agreement, the Tnstitution shall.bave a patent
(.ppl eation £iled on the invention in such country, in dccerdance: with
applicable stagutes and reguluuons, and within one of the follewing
periods: .

(1) eight months from the date of a. corresponding
‘Uaited: States applicaticn filed by:or on behalf .of the
Institution; or if. such an application is not filed,
gix months- after an election is- made  pursuant:

Lo sectien I1l(a) of this Agreement: .

{i1}). si"x ronths from. the dite a license is pranted
by the Commissioner: of Patents and Trademarka ta File.
foreign applicatious when.sueh £1iling has been pro-
hibited by. securlty reasons;. or

(iii) such Iohger period as may: be approved: in wnting )
by rhe Ageney. . .
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_supported: by the Agency; subject'to certam nghts acqulred by the
Gavemment

" NOW,. IﬂEREE‘GRE, in cansxderation of . the for:egomg, the partms hereto
agree as: follows:

Seope of Agreenent

This Agreenent defmes the rights of- the part.les hereto
- regarding ‘the #llocation of rights in subject inventions made under
contracts:with the agency entered into after the execution of the .
hgreefent. except such:.contracts: as. nay b - specxf:.cal],y excluded by the
- Agency.. 3/

II. mfinitimS :

{a) "Subject Invention" means ary -invention or- discovery of
the Ingtitution or-its contractors. conceived or’first actually reduced
to practice- in the course of or under a contract with the Agency, and
includes-any. art, method,. process, machine; manufacture; design, or
composition: of matter, or ATy W ard. useful’ improvement . thersof;. and
any varigty:of plant,. which. is or. may e patentable’under. the' Patent :.

- Laws: of - the- Umtea -States of America or-any foreign country. -

- (Y- "Contract" Teans:any.: contract, (agreenﬁnt, ~grank; or other
arr:angenent) 47 or subcentract “entered’ into with or for  the:kenefit of’
the: GOvernment, whiete: a‘purpogse of the ocontract: is-the- cmduct of .
expermﬂntal, develegnental, or research work. .

fe).. "States and domestic: mmnicipal governments” means the. States.
of tite-United. States,’ the District of Columbia,. Puérto: Rico, the:
Virgin-Islands,. americar Samoa; Guam, and-the Trust 're:t:.tory of: the
_Pacmf:.c Islands,. and. any poht:.cal 3u.bd:.v1310n arai agenc::.es t-.he:eof.

(@Y "“mo. Bring’ to. the point of: pﬁact:.cal appllcatmn" ma-ans to
. manufdctyre . in. the case .of 'a: composition: or' product;. to practige- in -
‘the' gase of a prccess. or to operate: i the: case:of a machine and .
undar guch conditions as- to. establigh .that the invention: is. being..
. mrked and l:ha!: 11:5 beneﬂts are: reasonably aceess:.ble to the publxc. :

(e} "Made, when used in relat:.on o any:: mventlon or dlsccvery,
_means: the’ oenceptmn cor- first ;actual  reduction to:practice of such - -
mventmn»- the ‘course ‘ofor: mGEr a oontract. e ‘ _

b i iR Allocatmn of anmal nghts

(a)e 'l‘he Instztutlon may.* ‘retain-tha: entire right, title,iand 2

- initetest: thrbughout the world or: in: any: country theteof. in:and: to- each
Subject: Invention: discleosed: pursuant to Section: V., below,. subject to'
the. provisions of: this Agreement.. "The Institition: shall' inclide with.




CLBoY

s : 3 or 8 7w ani subeontract: -
o either a-clalise identiéal: to this ciause o the "Patent. .
Rights. - Acquisifion by the Governms nt clause fognd ak. .
41 CFR 1-9:107-5(a} if a. purpose of th? uboount¥act is.
expnrlmentnl, developmental, or: resuarch worke I.i
a subcontractor rgfuaes to accept: eltheas T
of thege-cliysas or if, in the opindbn of the Contraowr, o
these clauses are . ingonsistest with the paliey sat forth.ia -
41 OFR 1-9.107-3, the Contracter, (i) shall promptly notify
the Institution .md {ii). shall not progeed with: the sub~
contract without the written authorizatien. of. the. Imstn:utiom
It ds understoqd that the Instltution wikl seek. d:.racu.on
from- the N L (msetb name; of approprzabe

_&sw)- :

(d) Th& Cnntracter shall report. a:\_; subconc:acts eontadning.
. evpatent rights clause to the Institutlon. ) The'Contractox o
shall nof ba: obli.gqt:ed to enforce tie. agree ; e
E S-uboontractor hereundex: relal::.ng -.q tha qbl:,ga.t:i

i I@End o:f= 'cl;au_se-}.g

‘.

(b) In the. evan{rof a, refusal b!f a/ subcontractor to 4 cspt :
eithen of the clauma spacified id. (a), or if, iun the: opindon: o f. the
Iastitution, these.clauses ace inconsistént with the poliay: set.
forth in 41 GFR 1-9.107-3 the Tastitution (i) shall premptly:
dubnit a written notice: tu the Agedey sett:'.\.ng forth rensows far
tho Subgontraeter's: refusal and other perc;nenb inFormation- widch.

. may. expedite dispesition of the'matter; and {Li); shallinot proceeds
with: the subcontmct: w:.thout: the wr:l.tten authonzatwn off thu Agency

(c) It is:. undarstood that the Govemment isa t‘xnrd paTty: bene-:
ficiary of any. subcontract clause grantlng righ(.s to the’ Governmuu{: 1t|
Subject Inventions, and the Iastitution hereby assigna:toe’ the Coverns-
ment all rights that it would lave th enforce the Subeonpraetor's.
obligations for. tlie benefit of the: Goverument with. pespeot: ta  Subjeck
Inventicns, . The Inst:.tution shal): not be obligsted: tp ernforce tha:
agreenents: of any subcontfactor haraundea: relating to-tha obligations:
"of the: Subcontractor te. the Govermnent in-regard: to Swbjeet I:wnntmns. oo

(d} Nothing:in this Agreement is-intended: to: preclude: the:
Institution from granting a subsontraotor rights-or an ‘option:to:
rights in any inventionssnade by the:subcoutractor to.tha: extent
such nght_a_ are consistent with the provisions.of this-Agresment;.




'innludmg any Gavernnmﬁ aqancy)
S minicipal governments,. unlass: thes Age
.-._detamin&a:after ‘the invention: has Been menps.

(?féagcees o ga:ant o respansibla aép'licantaf upon- reguent: .
C o of thee. Raencys. ar lcense. o mm that- a:a mmnam.h
. under tha cz..-:c\mstanees; ) _

: (-.i)]; . unlesa the Instltutmn», Lt‘ %
. assignes,. dénonstrates to:
. aﬁfeehive steps have’ baen'

(i) b i
SRR -gublic use bg qevemm Wl 1
be:necessary: to. EulfIlY puly :

‘npeds;. ory for- other: publm‘.pu:poe:es st::.pulabeﬂ.e-in;: :
© the @Hcabla CORLrast..

 (B) Nothing’ contained’ in-this saction:snallibe. . Geeiad tor grant 0
-the Governient .any- rights: with respect. to: any inventicn. othar: than-a.
subj&ct. Invantiﬂn. . :

RA Inven *oen Ident:;f:.tabmn, Disclosu:esf aad RBLEO:ES

(a). fma Instltution shau furnish. the Agencys T .

.(-.m:-;_. a: cxxrplete technical dzsrzlzbsum for each: Subjadt.. - i
C oo - Inwenkitn within. six sonths after concaption: or first: :
o aetyal reduction. to practice’ whichever.oogurs: first. in:.
" ‘tha:course: of or undar the -goptract: or within: six- months: .
from. tha- tims: a.contractor: of the -Institubion, repprky  a
-imvention. to. it pursusnt. to Article.VIIT;. but. in:any,
~ | event prior teo. any.on: saley. public. use,. ot publicatich of
©the  invention knei:to: the: Institutdons.. The disclosure:
shiald idencify- thie contract. and: inventoi and shall ba -



1841.

T x. Pmas:-M‘an‘agementﬂo'x!ganmatinnﬂt-

The Institution shailnot-assign any SubJect Tavention. to partwa
{othier than the Agency) exgept that it may assign rlghtﬁ in the
irvuntion to tha following patent management: organizations. -~

B -- or any othey patent:
management organizatwn if subisequently approved:by the Aganay.
Any referenca.to an Ingtitotion. in this Agreenient shiall also: mt-.lude
a pa.tent mansgement: organization where. applicabla andan
sasignment to such an organization shall specifically be mmda
gubject-to-all the: terms and: conditions: of: this Agraament,.

Reports on: Davelopment :md Gommerclal vae

The- Inatfitu’cmn shall provide a- wiitten annual repar!: to t‘lﬂ! Agernay

on:- o bafarys Decembs i 3isf. of each year covuring the preeed'lng
| YRar endidg Septambar 30th, regarding the status. of ‘dsvelopment and.
comnereial use that is being made ox intendsd to be made i each.

Subject Iavention- left for admlm.stratiev to:- tha- Institution: and: the.
steps- that have. bgén: taken by the Institution te bring tha-iaventisa.
‘to. the: point of praetical applmanon.. 9/ Such repocts: shall include
{nformation regarding: status of: develop‘neat, the datp of First ecoimenciall
sale -or-use, gross royalties. received by the Institukisn; and such other
datia: and: informatisa as-the Agensy may reusonably specﬂ fy.. To. the extem:
data or inférmation- supplied pursuant. to. this section is. censidered:
by.-a-licensen to ba privileged or confidential: and 15 5o marked, tha
Agengy: agrees that to. thg extent. pem:.ttad by Law :.t will not: d:.selasa
such: mfomatmn to. pursons outside the. Government.




ingtroment on: the form specified :in ExHibit A m:,ch JB
attached Yerato. and. mde a part hereof;

BRELEN withm -t ONtLhS . after the: filmg, or .within' two months.
© . -aftep submission:eof the -invention disclogure: if the
.. patent- spplication. was: filed prior to the contract,.
; deliver b the Agency: (A) a-copy. of the-application. as:
filady including. the filing:date-and serial number, and:
<+ (B).a copy of an-assighment from. the. invéntor or
. dhwehtors: to- the: Institution of. all right: title,
- ' initerest -in the- inventdon: properly. recorded: in the
Um.ted States Patent and Trademar:k Office.

_'(,i-iig) J.ncl:.ﬂe the- follow;ng statement, app:opnately
R dompieted;. . in- the second paragraph of the: specification.
) ,'.of the: application and any patents. issued on. the: Subject
‘Invention, "The Government has rights in this invention
pursuant. to. Contract(s) - (or. Grant{s}): Wal{s). o
. awardad by (:.dent:.fy the Agency or Agenc:.es}"

t legs: than: mirty days before the expxrata.on of the

response ‘period. for any aection.reguired by: the- Unitad
States Patent and: Trademark: Office, notify the Agency of-
any decigion not to. continve the: prosecution of khe -
applxﬂatmn and:Geliver. to: the Agency: executed: instru=~
ts gnantmg the: Gevetnmnt a: pawer of attomeyJ

n :equest, ﬁully admse the Agency ooncermng all

- actions taken durimg. the: prosecution of any patent'

i v-appllcation and: furnish eopi.es 0f any- relevant . dosuments -
..ag:. Teguesteds and:-

(viy. provide the. Agency: with a- copy of: the: paterii; within two:
mnths after a, patent issuea ‘on.-the applicatmn.

(c} ‘For- each Subject Invent ion: in whxch the Inst:.tutian Anitially-
elects not to-retain rights or requests an extension of the elaction
period; the-Thstitution shall inform the Agency promptly: in writing of
the date:and: identity of any.onh: sale, public usey or publication:.of
e inrention which may comstitute .a statutory bar. under- 3% USC 102, -
vhich. was authorized by or known to the Inst:.tution oL any mntem-
plated acztion of tth nature. .

VIT.. Filing of! FOI‘.’el_gﬂ Patent _Apgl:.cationa

(a} Wlth vespech to- each Subject Invenmon in vh:.ch the. Institu—
tion elects. to retain principal rights in.-a foreign country pursuant:
to. Section IIL{a)..of this: Ajreement,  the Institutieon shall have: a
patent application filed on the irvention.in that courtry, in:




Ay

IN WETNESS WHEREOF, each of the parties herete has exaeuted
thzs Agreement as-of thc day and year below.

»

~UNITED STATES: OF AMERICA.
By
Title
‘Date

.

(Corporate Seal)

(Tnseitetion)

. 1i¥Ts
" Dake

 CERTIFIGATE

1, L.t certify that I am the Secretary of
N ] P | named- aboye; that T L
». ¥ho 31gned tREE Agreemsat on behalf oF said | Institubtlon was then:
of said Institution ; and that this Agreement
Wis: du{y signad. tor and in-bzhalfiof said Ingtibution by authority of ita
gpva:n1u° body and is w1th1n the s;ope of its corporate powers.

',Wztncss -my. hand and tha seal of sald corporatxan this .
d\y of- y 19 .

('Géppor:ata Spal): R By



|
|

o)

{d):
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agengy- shall be in-accordance’ with the policies and pro=:-.

gediurey of 41 CPR 1-9;109<6 and/or applicable : ageENCY:.

regulations..  Such determinatioms shall. be final on both the

Contractor and-__ A provmled that the: contractor
: : (Insts.t:utl.on)

may-elect not. to - accept the: Agency determmat.mn and instead .

-assagn all rlghh, title, and mterest in. the invention to

or its. dégi ignee,

Ihaddition, the Contractor agrees 0! furnish the followmg

-maben.als, d;sclosures and Teports;.

(i} Upm request, such daly’ execu’ced mstrmtents .

(prepared by the: _or Lts &signee).-and such:

{Institution}
other papers as are -deamed; NECESEATY to vest (in-the:
ot its designee the: nghts granted

(Instxtutien)
under t.h:.s clause. and: to: enable. the: ; . or.its.
: i inst 1tutJ.on5

. desugnee . apply for dnd prosecute any patent. application,

m any countey,. eevermg such invention.-

. (n) Prinr to - €inal- settlement of" thi$ contract, ‘a finak
-repobts Tigting:. all Subject Inventions-or: certifying. that mo:

inventions: were. conceived: or first: actually reduced o
practice. under: tha contragt.

The Contractor - shall. mclude in. any Sub:ontract a: claige -
identical to this. clause, if apurpose.of the subcontract-is:
exper;lmental, degvelopmental, &r - research works If.a
subtontractor refuses to accept. thisg. clauses . o if;. in: the
opinion of the' Contractor,. this-clause. is.. inconsistent. with.

-the: policy* spt forth in' 41.CFR 1-9:107-3; the Contrictor (1)

shall promptly: notify- the Institution and (ii) shall not
proceed. with: the- sulicontract without:the writien .

 authopization of the Institution. It i8 understood thac the

" Institution. will . seek direction from: the . (msert name of

()’

appmpriate ‘Bgencyy.

The Gontractor: shall not be: chligated @ enforce- t'he
agresments- of any Subcontractor hereunder relating to the. .
obligations- of the. SuhCDntract@r t:o the Government  in- regand:
. 5 Subjec.:t Inventmnm

[E}nd oE Clausel




]
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Notes for Completion of IPA

Insert name of agency

Insert reference to Institution's official policy statements,

If any current grants or contracts are to be excluded from the
agreement, a statement such ‘as the following should be inserted

here: 'Ihis Agreement shall not apply to the following. contracts..."

Agencies may vish te limit the scope of the agreement to contracts
eutered into afr.er the date of the Agreement, Iun such case,

" £his sectien would have to be revised. If such
an -approach is used, consideration shouid be given as te how contrack,
e.xtvns:.am. will be treated, .
The bracketed language may be delated but norpally it is expectad
that Insticutiounal Pataot Agreemapts will apply to grants as well
&5 conkrackta. L .

Some sgencies may wish fo. ineluda additional or altermative nrovisions
concarning international matters insluding such language. as thay
coneider necessary pursuvant to-1-9.107-3(h}(2}. .

Agéncies may find it useful to .include moré detailed jnstructions

" here on the formai of these reports and che persons to whom they

ehould be supplied. The exact clause may have to be varied
accordm-v to the agency s dormal contract close—out proccuu:.es.

If none are to be us-ed. insert "none, "t
Different da;.es nay be subsu.!:ur.ed depz_nd:.ng on the Ag—ency &
nc9ds.

Insert appl'icable a:!dres‘ses, aui:l_ officers.

32-635 0 - 78 = 54
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maximm: period: of excluswity shall be: stubject’to" approval of: the

- hgency. Upon- éxpiration. of “the- period: of exelusivity or ahy- extension
thereof; -Lipenses. shall: be:offered: to all quallfJ.ed ‘applicants. at a

"_masenabia :oyalty raﬂe rm: in. access of - the exclusiver license: royalty
.raﬁe v

(c) myalt:ues shall nat mrmlly be in. excess. of accepted trade

., pragtice. The Institution agrees to'refund any amounts:received:as

rovalty charges:on ahy Subject Invention: in. -procurements: for or on
behdlf of: the Governmant and. to; provwide for that refund in any. mstm—
.fmam: htansfﬁrx:m ngm:s 0. any party ‘in; the mventmn. '

- (d) “Ttie. balance of* the reyalty incoma- after. payient of a(penses,
including: paymerits: to: inventors, - incidental: to: the administration of
allinventions.asgigred to- it pursuant to. the provisions of this.
:Ag;:eemmt ahalsl be ut1112ed for the support of:. educatlon or researc:h.

. (e} Ail Imense.s 1ssued by - the Instltutmn to: other than the
| Government of: the United: States: under - any-patent application, or patent
Y onarSubject  Invention: shall- ke made’ expressly: subject’ £0 the condi-

of this: Agredment.; The: Ihstitution: shall, upen reguest,
enpt - Eagndsh copx.es of any llcense agreements o the: Agency. :

Xy Pa‘bant Mmagenent Orgam.zat:.ons

THe: inst*m;tmn shall met assign any. Subject Inventmn to par:tles
-{other thian- the Agency): exeept - that it nay:make. sach: an ass:.gnmnt ko
+ therfolTowing: patent. nanagement: organizations. - .l/

T ErOETEnY. ather patﬁn A--r:-mnagemenb ergam.zatim if subsequent“ly ;

_ - 1 spem.fically ba ﬂade Subjecat m all the l:erms and c;ondr-
i ti;ens GE m:.s -Agrhementl.

mhie: atmnt;mn shall prﬁv:.de a’ wrrtten amual report to the
i ;hafore December 315t. ef each yaax: cavenng the preoedmg

teps that hava been taken by the: Insntutwn to bz:mg the mventlon
“to-the podnt - of practical: spplication. 8/ Such reports shall include
infnmmn“mga:dm ‘status. of developnent, the date-of first commep-
[eot usey gross royalties: réceived: by- the- Institution . and-such:
and mﬁematmn an the: Agenay: way - reasonably - sper:lf.y. To
d iformation suppliedto. this; ssction iz censxde’!ed
‘va.lege;i ) o) wnfidanual and: i5-.20 'marked;  the
t 3 ' 7 dawoitnwild mt disciose
¢ nmhi@n«;_ persens emssuie the: ﬁowmmnt, S
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(6) A copy: of the-inveation rejors i.iw or outline utiilized
for preparation oE xuvent:on reports' .
" {7). A statemeat. whether the 1nst1tution has an agreament o
with any patent managenent organlzatlons or consul.ants and a copy of
any such agreemeuts,
(8) A descrip;isn of the plans and inténtion$ of the institution
to bring ko the ﬁarketplace-invenéions-to which it retains title;.-.-’-
- inqluding a description of the effdrt; typically undeftakeﬁ by the‘
{nstitution to license its -inventioms; . .
{9) A deseriptien of the institutien"s past patent appllcatxon
and: patent l:l.cens:.nv act:l.v:.t:l.es, 1nc1ud1ng the follom.ng.
{i) HNumber of iaventions reported to.the 1nst1tution‘during

" each of the past flve years:

(ii) MNumber of patent applications. filed during each of the-
pasf five years; -

a2

(111) humber of patents obtalned during ‘ecach of the past;
five years' ' :
(i;)'_ﬂumber ;f sxclusive licenses issued doring sach of
thea past fivé yr;aars: .
(v)"Numbar of.nonexclusive lidenscs, other than thnég:té
sponsoriiyg. Goveramint ageﬁcicg, issued during cach.of the past five
yeatss . .
Cvi)- Gross royalty ingome during. each of the: past flve yearsas -

(v11) A general deserlpt;on of royalties- charged, 1nc1ud1ng

-minimtm. and max;muﬂ foyﬂltj rates;.




‘abpj.'l.catmn and any 'resulting patant,.

It is mderstmd aml ag:aed that this ‘docuiient: does ok p:ecmi«

‘the: Government ftom’ ‘asgerting rights widet . the: provisions: of said:
/ Bgreemant, of of any’ othér. ajrcement: botween: the Goverrment and: the:
Céntracter, -oo any -other rights of the Government: with: respect to. the
. abave. iﬂant‘ ied_ mwantmn. : o )

T In accordance with Sectwn v (&) of tha Agtaemn&. hia: Agancy
has: determined that a:license. for state. and domestic. mgvigipals.
. governments. will' not: te cbtained;. the: fgllowing: smuld b added R -2
* the -Confirmatory: Instrunsnts.

" license granted: to: the Govarament: daes ot m;ma state m'.’l

. domestin minicipal” @Vemﬂ\eﬂtﬁ*

i 9 in o ‘
ahd -of. au othep nghas aﬂqu;.resﬂ‘—:;-
'by t-:ne Gove:nmnt T the mﬁeranoed Agreenm:t.u )
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(3) Procedures for.prompt invention identif‘léa-t;ion,_an&. .
timely disclosure to the. officer or orga_nizati-én-admi‘niste’i-iné_ t}_:‘_e_-'--
patent policy of the. institution;

(4) Procedures for invention-evaluation; and

(5) An active and effective. promotional program-for the

licensing 4nd-marketing of inventipns.




may be da:etvad Buk mormally: it is; expect:ed
p Agﬁeemw will apply to grants ag: well

Y M&%_»aﬂ.m‘mmn 51-9,1994 ag - Followss:
afent agmé!mw

" 'si«*»»g;.- wss-v Negotiation of; Institutional.

5 be submit‘ted By mngyoh . ‘organizat:
3 ant tituc 0

(i.!.is} A: statament inﬁicattng the- source of tﬁha
Lo otganivzation s fundsy:

[
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“on the IPA. This statement is intended to provide the
correction. : : - T ’
The meeting adjourned at 1l:45auam. -: 7 ..o
Lo . . _' L h at i g-; R
R R '., '/‘:/,
v L,'., é/’ - €L gt
0. A. Neumann
Executive Secretzary

ce:  Frank Lukasik
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*tvi) Gross royaliy tnoeme  dieing resch of the past. five:
S earey ;

“Ageneral d@serlpt;on' -rcyaltxes dﬁar:ged,
cL inchxling mi.nmmm anﬂ muman royaliy: rates*

_ : (10} A 113& of ‘subsidlary ot a.ﬁfihate orqam.zatinns, vhmri
muld ‘b covered: by an: ag;eamem signed: lay thig organizauom

o (11) IE e organmatien::"' “"‘y'o""'aﬁfllmte ongamr ‘
zatim. the' nafe- of the euher orgas

relationshipy

- -(13Y & stakement of the:- or:gammatm 's'polimés w:.th respect
t:n the sharmg oE; royalt‘ms;!mth employees anﬂ )

{b} g:iterm foa: evaliakion oF

Beford: ari: Inshrtutlonal Pat&nt Ngreement'— ls'entereti_ i witﬁ & o '_
.. profit. organizamon, e orgam.zatzmn., mve ‘a t:echnoiogy tranaﬁéu
program: wnich 88 - mmimm; shali mc :

S (L) AR establ fstied: patent’ pcal gy whmh is oonsist.ent thh
thie: policy - in-Secyion 1-9:10 apd is- admiinistersd en & continveus
basm bay,- i ofﬂoér or organizatwn respnns:.ble o the orgamzatmn'

‘ i (2) Agmmnts with: arployees riopaiy ing: thiem: £ adE g’ to
. ei.thev: the- organization;. its; desrgnae ‘of the: Governmeént  any.. mvention
comcived or first. ac wally’r _.'practis;:e ify the cdurse of: ot
 wider Gevernment contrases: ‘and* aWArds ot assurance: that such. sareements:
ara. chiained: prior. to: the: assxqm\ent of. personne:L to. Government . sipported:
‘research’ and develepmrit pm:;ects; )

(3) Proeed en ﬁar: pcomgt nwentiw ii?m_nfiqati_._en and:

"‘poli;ey of - the. mtiﬁumon' o

(4; }?fcceduﬂes%ﬁos lrmmta.oﬁ waluaﬁiom aﬂﬂ
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Members: continued. :
v Robert F. Kempf, NASA
‘i Jerry A. Cocka, KRC
. Jay W. Maynard, NRC Altermate
John: H. Raubitschek, NSF
Jdesse Lasken, NSF Alternate
Observers
Ralph C. Oser,. AID.

Abraham -R. Richstein, AID Alternmate

Robext. J. Bladergroen, CIA

Robert L. Malech, HUD

Maxwall C. Freudenberyg, DLA

Harvey J. Wintar, DOS

Walter B. Iockwood, DOS Alternate

Forest D. Montgomery, Treasury

Charles Goodwin, OFPP

Luther A. Marsh, Postal Service

Lewis: E. Wallace, TVA :
Ex~0Officio

2N Joraén J. Baruch, DOC

William C. Bartley, FCCSET
Executive Secretary

0. A. Neumann, DOC

cc: William T. EKrox, NTIS
Martin S. Postman, AP
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f ‘~Report. on:the; 1973 Survey
. N of’ FOOL D
University Patent Programs. - :

Report prepared by thi taff of

the 0ffice of Research and

" Spousored Programs under the
direction of the Vice President

* for Research and Dean of Science

July 1, 1974

For further information contact
garl J. Freise
Assistant Director - -
0ffice of Research and Sponsored Programs
Nerthwestern University .
Rebececa Crown Center
Evanston, Illinois 60201
(312) 492-3003
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Mr. Denny opensd the meeting by suggesting- that . the: SubCOnmittee
review: the various action items. presented in Mr. Neamann 8.
Maxch 2, 1877 drnft memorandum. . i 1i004

GENERAL OVERVIEW: OF THE ACTION ITEMS LISTED

Actlan Item No, 1, Tha Exeeutlve sacretary was: asked to
@- the. complatlon- of the Combined: Report on: Government::

Patent Policy: a priopity item. -Mrz. Neumann: advised that

Megsrg,. Kempf. and Postman sti11 ara'to-proviéesinputs.

Aciion Item Ng. .2. Mr. Denny noted: that. an. infe:malgqroup
met to discuss the commentis received: by OMB: following: t
cirzgaldition of the. draft legislation to.the Paderal. aganeies,
but noth;ng has. bean. done- by thaSubcommittes: ta data. :

Mr..Latkar noted- that he believes the-work. of tha Suheom-
mittea has been taken over by eventis, and-any efforts of the: .
Congress.at: this point are out of the-hands: of the Subjcommitbee..
My. Neumann: suggested: a review -of: the: comnents..s¢: agancias:
would: have a better fix on the problems: if: and: whtn tegia~
lation is: introduced. Mr.. Denny cohecluded tha<discussion:

by stating he would entertain a-motion. for. tha: 8y oammlttea

to take further action on the. legislative. propesal,.  No:

motion was made. and:it was struck from the: reeorﬁ,aa an;,
agsnﬂarztam. . . . B

Aation»lﬁem“Nca,a., (Intellaetuai Property - Cémmmsaion
’ ' ' Recommendations): ' :

(L) M. Dgnny noted: that the iremaining work- on: Reccmmsndatlon:--
1 wag that of the Uhiversity AQ;Hov: Group:with respeet.
o the drafting ‘of an. amendment to: the.FPR concerning
the: Institutional Patent-Agresment. - Mr. Latker:advised
that. the Ad Hoc -Group wouid‘presgnﬁ-theﬂmaﬁenin¢~ta. )

- the. Subcommittae for its April meeting. Tite new target
date. for complating the work on: the: implamsntaticn of |
thie Executive: Branch. position.on: the recammendat on’
was: estahllahad Eor Jana: 1. 97, -

2}y Me. Denny stated that- he: bclxeved ne. £urther work By
the; subcommittea is- nacessazy enPaﬂeommsndaﬁion 2.
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interpretation. However, IL-believe:that they ere of
e e
value to other admlnlstrators faced with similar

'decisions regardlng their instrtutlons 's patent pro-

grams and can well serve as a base for further eurveys.

1 would like to acknowledge my gratitude to the I

staff of the 0 _ice.o Research and Sponsored Programs

- at Northwestern Unrversity for collecting the data .”“-ﬁ

’ _and assisting in the preparation of his report

R

I weICUme any crltlcisms or suggestlons on the o

interpretatlon of the results of this survey} o

Pohorie 8t Davids Mintzer! amen R 1
* - Vice President for Research
Cafpiens g eV and: Deancof Selence ;

Northwestern University

Evanston, Illinois . 6020%

_ July 1, 1974 .
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(8} No action necessary - rejected.

(9] Mr. Kempf Chairman of the Leglslatlon Work G )
would also provide a report to the. Subcommitiee”three’
months after Recommendations 19 and. 12 have been
approved by the Subcormittee.

{0} It was decided te suspend Subrommittes aetlnn on the—

report on Recommendation 10, and to consider: it: i
~later during this meeting, or during thenext. meeting.

" A new. target date would be established them.

(11} Mr. Kempf's Legislation Working. Group would.congider
Recommendation: 11 along with Recommendatlons 6 and 7.

(12} The report on Recommendation 12 would be con id
along: with Recommandatlon 10

(13} Wlth -respaet O Recommandatien 13, Mr. Kempf, Chairman ...
of the Legislation Working Group, agreed to. provide
a. report to the Subcemmittes three months:
Recommendations  10- and 12 have Lheen appro
Subicommittee.

(14} Mx. Kempf, -Chairman of the Leglslatléh Workisg G
. ittea

months after the report on Recommendatlon :¥6:has béen
approved by the- Subcomm;ttee. ) -

(15} Mr. Kempf, Chairman of the Legislation Working Group,.
advised that he would try to: get a report-toithe:: *
Subcommittee by June 1, 1977, and the Subcommlttee
should receive a complete report by Augus 3] :

{16}  The repart on Recommendation 16 was deferred until*A
later in the meating.

Following the dzscusszon of the. recommendations,
agked: M. Neumann to. prepare a letter for his signat;
addressed to Mr. Goodwin.of OFPP noting the status ay
'expected completion dates. for Recommendations 1 thigugh

« Te and- 3 through 16.
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(large and small; public and privatej and varicus geo-
graphical locations.} A sample of the questionnaire

sent is showm in Appendix B. Since at the time it was

felt that this was ' probably the firast such wide scale

" gurvey made, the information requested was to be estimated

by the respondent and few details were requested. The pur-’

pose of the survey was to get "order of magnitude" results

. and determine what gross correlations seeméd to occur. A

detailed survey should be done by some intefrested research
group, since the reéults of thig initial survey seem to .
shpw the desirability ofkfufther work in this area.

A total of 54 replies (including Northwestern University)’
we&e received, although mot all questions were answered by .
every one. Thus, the infdrmation contained in the following
figures comes from as many as 54 schools, and as few as 25
fin each case, the number of usable responses is shown). The
iﬁterest in the ipformation, and a poésible'heasﬁre of how -
rélatively'uninformed are most schools concerning poiiéies
of other schools, may be seen in the fact that 52 of the 54
respondents requesfed-copiés of the survey-results. Two re-

sponding institutions are in the process of developing a patent
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these items prior to publication. He also noted the problem
of covering computer programs. Mr. Latker further noted the
widespread infringement of copyrights. He advised that NTIS
is attempting to reserve its right to copyright in foreign
countries and the Policy Statement does not cover this point,
and prcbably should.

Mr. Rusz had problems with respect to the general policy
statement set forth on page 5 because of security problems,
and suggested that the pcllcy statement be Trestated to aveid
any problems.

My. Postman belleved that perhaps the Employee Works sectlon
ought to be expanded and agreed to do so if desirable.

Mr. Denny noted that the Copyright Policy Statement seems . to
be less definitive than the Presidential Statements on Govern-
‘ment Patent Policy. Mr. Read asked if this is. the intent of
Recommendation 16. Mr. Denny queried if there cought to be
1(a), l{b), and )1{c)-type categories. He stated he did not
believe the Statement would produce consistency or unformity
which the Commission on Government Procurement was looking
for. He added perhaps the Subcommittee should go back and
.state that the report is the best it can do with the guidance
provided. Query, Is the Subcommittee stating that the
Pederal agencies do not need and should net have a Federal
copyright policy? Mr. Denny concluded by stating. that the.
repoxrt does not give the type of guidance he thought the
Commission was looking for.

Action Taken.

Mr. Lasken suggested that the Subcommittee determine whether
the work product cught to be made specific with respect to
providing guidance. The Chairman took a poll of the members
who virtually unanimously agreed to keep the style of the
report as presented. Areas of condern were:

Governmental purpose;

Sacurlty,

Dedication to Public;

Assignment to Government; and:

‘Reserving the right to obtain. copyrights in foreign
countrles.
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- Legal Office ;. ' & s o 2%
- Separate Patent Office ‘ _=."+v_62 ;
" ..Academic Officer. R 1\ S

(e.g., Provost)

-,,n‘ . -
2 o

. One addltinnal xnstltution apparently has ltS pétént-__.
‘ﬁrogram completely Operated by a un1ver31ty a55001ated reseafch
foundatlon 7 At approx1mate1y 10% of the lnstitutions, the
respon51b111ty for operatlng the program appears to be. diviéed
between a Research Office and either an Academlc Offlcer or
the Legal 6ffice of the Universlty. The results shown in Table.
. I report the respon51b111ty for theée cases as residlng with
the Rﬂsearch Office since it was generally an 1ndividua1 from

such an offlce who completed the questionnalre.

Question 2. In making a decisiqn as to whethér-orindt
fo‘purgue-a patent application'for an invention disclosed to
the University, approximately 50% of the universities employ
more than one appfqach in reagﬁing such a decision. .Iwgnty-
seven of the fifty institutiﬁné'indicated_that soﬁe~t§ﬁe'of”
patent committee composed éitﬁer of faculty members or faculty
and administrators were Instrumental in making é-decision'on

whether to make a patent application. Of these twenty-seven,
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FEDERAL COORDIWATING COUNCIL POR SCIENCE, ENGINEERING, AND TECHNOLS -YTL
COMMITTEE ON INTELLECTUAL PROPERTY AND INFORMATION /f’dﬁ/
EERERAMCGRUNML EARREIEMERANDTRARNOLOSY.
MM TR R HARERE NN R RICENR 2oty PATENT BRANCH, ogc

U5 DEPARTMENT OF COMMERCE BUILDING DHEW
. WASHINGTON, D.C, 20230 - N

May 12, 1877 . . MAY 1~ 1977 .
MEMORANDUM FOR Members of the Subcommittee on Intellectual '

Prpperty

i /",224¢51::1wa/_hﬁ

From: ;fZ«IJam 5”E. Denny, Chairman

Subcommittee on Intellectual Property

Meeting: Thursday, May 19, 1977, 9:30 a.m,
Room 5141A, Main GSA Building
18th & F Streets, N.W.
Washington, D. C. ’

_—————
AGENDA e T

T
 Review of the Ad Hoc Group report on the amendment to the
t FPR. regarding the Institutional Patent Agreement.

& copy of the report was attached to Mr, Latker‘s letter

tb'Mr?mnangxuﬁﬁpqd_gp;il 12, 1977.

Enclased is a copy of the minutes of the Aprll 2%, 1977
meeting of the Subcommittee,

“y

Enclosure

ADDRESSEES

*Membars
M. Howard Silverstein, USDA
Robert B. Ellert, DOC
Barry L. Grossman, DOC Alternate
Jogeph E. Rusz, AF
William G. Gapcynski, Army
William 0. Quasenberry, Navy
Worman J. Latker, HEW
Donald A. Gardiner, DOI
Miles F. Ryan, Jr., DOJ
Joseph A. Hill, DOJ Alternate
Barold P, Deeley, Jr., DOT

i Benjamin Bochenek, EPA

il philip G. Read, GSA

Robert F. Kempf, NASA

Jay W. Maynard, NRC Alternate

Jerry A, Cocke, NRC

Jesse Lasken, NSF

22-635 O - 78 = 3%

|



.Question 5) but only twenty-two report that they use them

in msking a decision on obtaining a patent. e

1942

the fifty report that they do use Research Corporation and/or St

the Battelle Foundation to promote their patents (see below,

Qgestion 3. The percentage of time and types of indivi-

_duals devoted to the patent program within the Universrty vary

widely.‘ If the percentage of profe551onal staff time was not

reported it was presumed to be an unstaffed position and the

percentage of effort was taken to be zero Generally, for

professional staff effbrts of 6% of an indlvidual‘s time or

less, the number of 1icenses is either unreported or reported-

' to be zero 'although there are one or two minor (small number_

of licenses) exceptions Approximetely 40%, or twenty-one-

of the reporting 1nstitutions .show 6% or less professional
staff time these generated 147 disclosures 27 patent appli-
cations and eight licenses per year.' The remaining 29 in-.
stitutions can be broken 1nto a group of twenty institutions.
having professional staff devoting the equivalent of one person
spending between 10 and 50% of "his" time and nine institutions

devoting more than 50% of "hlS" time. The following table
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Mr. Denny noted the move tc take "ecomputer software" outside
of technical data. DOD did so and GSA is making an attempt
to do so. Mr. Postman advised that the reason for switching
to the term "data" from "technical data” was that sometimes
"data" was not actually "technical data". However, the
Working Group believed all data should be covered by the
Policy Statements.

Mr. Denny MOVED that the report adopt NASA's-definitipn of -
"data" instead of the one wsaed in the report. {This motion
was withheld pending a discussion.] Mr. Kempf read the

NASA definition and noted that the term does not include
financial, administrative, cost and pricing, management

data, and other’ lnformatlon incidental to contract administra-
tion.

Mr. Cooke suggested that the report be returned to the
Working Group asking that the deliberations of the Sub-
committee be taken into consideration. Mxr. Denny sug-
gested that the term "protectable data” be redefined
bringing in the FOIA concepts using the language of the
FOIA. .

With respect to the report on I-10, under Part III entitled,
Considerations, Mr. Denny stated he belleved ltem 2 entitled,
Governmant Finanged Work, should -be redrafted. Hz noted
that in drafting the ERDA technical data regulation, ERDA
became more sensitive to problems as knowledge and experlence
weregained. Mr. Neumann suggested that this is precisely
why it appears that Mr. Goodwin's idea of writing regula-
ticons rather than a poliey statement may make sense. He
advised that a policy statement is difficult to change,

and we could easily get boxed-in in writing implementing
regulations. A regulation, however, may be readily revised.
He. alsc noted that in all probability, OFPP would return

the statement with the added directiocn that regulations

be drafted to implement it.

Mr. Kempf noted that it would take a real concentrated
effort to draft regulations. He suggested that he would
prefer that the policy statement go to OFPP and that CFPP
advise whether regulations should be drafted so that a
concentrated sffort may then be made.
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Dvorkovitz being-listed by five :institutions, ‘Eight.do not ..

use any outside firms, However, of these eight, four have

their own research fdundations.f Of the remaining'twenty-one

,who listed only one outside fxrm, elghteen use ReSearch Cor-

poration, two use Battelle and one uses Dvorkovitz. In all,
w

thirty-nlne 1nst1tutions have agreements with Research Cor—

poratlon nlneteen with Battelle and five with Dvorkov1tz.

“.Question 6. The results of the answers to this question

" regarding the numbér of disclosures, number of pateiit applicatiens

and number of licenses processed per year are summarized .in -

Figure 1.

Ouestion 7 Fbrty-nine 1nst1tutions gave a reSponse to
the question. However, only elght indicated actual percentages
for the dlstrlbutxon of ‘the expenses The remainlng instltutlons
merely checked one or more of the methods of supportlng the patent:

program adminlstratlve costs.' If only one answer was checked

1007 of the expenses was taken to be covered by this method oi

reccvery, whereas, . 1f twn answers were checked the expense was
equally div1ded betWeen the two methods of recovery. The

reSults are- summarlzed in Table III. .
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FEDERAL COORDINATING COUNCIL FOR SCIENCE, ENGINEERING, AND TECHNOLOGY:
COMMITTEE ON. INTELLECTUAL PROPERTY AND IN‘EORM&TIDN

ISR X Rt o X O KR B KR EX KN DU MR :
BRI M SN K MRS L
o PATENT p~.. | -
.S, QEFARTMENT OF QOMNMERCE BUILDING, oY CHf
WASHINGTON, DG, 20230 ’ e, x OGC

SUBCOMMITTEE ON INTELLECTUAL PROPERTY  pyps. 377
i 77,

Minutes of'MeeEing - May 12, 1977“"

The meeting convened at 9:35 a.m. in Rocm 51413, General, Serv1ces

Building, lSth and E streets, N.W. . Washlngton, b, €. Ty
Attendees
Brs Present . . ’
Jameg E. Denny,. chalrman * ERBA
Eugene Pawlikowski for Robert B. Ellert Doc
Barry L. Grossman, Alternate . DoC
Joseph. E. Rusz . . AF
William G. Gapcynski Do Army
Willdiam O. Quasenberry : o Navy
. Norman J.. Latker . o HEW
. - Miles F. Ryan, Jr. o Dog:
Hareld P. Deelay, Jr. . DoT
Benjamin' Bochenek: EPA
‘Robert. F. Kempf. oo NASA
Jesse Lasken . NSF :
Observers Present Lo o
Maxiel i G. Freudenbarg ) © 'DRA. -
Charles Goodwin OFFP
Executive Secretary } . -
0. A Neumann - ; o : poc
Guest Present - : .
Albert Sopp’ ’ - .+ ERDA
Members Absent L : . S
. Howar Silverste;n . USDA:
Denald A. Gardiner N DoOI
Philip @. Read - "GBA
Jerry A. Cooke ’ NRC
Jay W. Maynard, Alternate. ) . NRC
Observers Absent ) . )
Ralph C. Oser AID
' Abraham R. Richstein, Alternate AID
Robert J. Bladergroenm . CIA:

' . Rokert L. Malech ’ ) : HUD
Harvey J. Winter - : DO
Walter B. Lockwood, Alternate Dos
Forest D. Mentgomery . Treasury
Luthexr A. Marsh Postal SBervice
Lewis E. Wallace TVA

Ex-0fficio '
Dr. Jordan J. Baruch . BQoC

Wiiliam C, Bartley . FCCSET
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It is posgible that a number of the universities ‘which re-
pxt the expenses as being covered by a direct pontribuéion from
the univefsity may.abéﬁaliy bé.repovering somé poftiénrbf.thé
actual costs.as in&irect gost recovery, siﬁce the salaries or
other costs involvc_a_d in administering the pater_n: program may

eventually be included in the indirect cost pool.

ggestién 8. This question was optional on the questlonnaire
Twenty-nine instxtutlons answered some or a11 parts of this
question. The cost of administration ran as high'as $100 000 41"*;
per, year with the average for twenty -five schools being $17 500.
The annual royalty 1ncome was as. hlgh as $200 DOD with the’ gfuavﬁl
_average ‘for the twenty -five schools bemng $30,500. If-one examines
 the net }ncome to the_unlver51ty, ten schools showed 2 net income
'rangiqg from $5,000 to $160;000 while twelve schools showed a .
net deficit ranging from $500 to $60,000, Three schaols re-

ported no administrative expenses and no royalty income.

The third part of the question was diffieult to interpret
since oniy six schools reported any percentage of university re-
sources devoted to in-house development, Obvicusly, this question

was poorly stated and difficult to answer.

i
|
3
i
.



Mr. Quesenberry MOVED that, notwithstanding the assigament

to this Subcommlttee, the IPA arrangement not be extended

to the Section 1(a) "exceptional circumstances"™ provision

of the 1971 Presidential Patent Policy Statement. Mr. Deeley
seconded the motion. ’ ’

Following a discussion of the motion, the motion failed tﬁ.
carry, with Air Force, Army, Navy and DOT voting for the
motion.

Substantive Discussion

Mr, Denny noted that it appeared that the amendment to the
FPR on the IPA was developed. by infusing the langiage of

the: NSF and DHEW IPA arrangement, rather than infusing the
language of the FPR with the IPA concepts. Mr. Denay gave
ag an example, thé words "granted a hearing" in Section IV.b
as opposed to the FPR language of the "right to be heard.™

Mr. Quesenberry nected five substantive problems -

1. substitution of "prompt" for "6~manth periocd”
{the gtatutory law problem was ncied);
2. subcontract area (requirement to assign 1nvent10ns
te IPA holders - contrary to ASPR}:
3. approved patent management organization (what
does this consist of - who is to establish?);
4. . royalty income utilized.in education and research .
(isn't this so broad that it could encompass
anything, for imstance, is rasing salarles of
professors contemplated?)- and .
5. i3 detailed information regquested necessary (particulaxly
relating to financial matters, personal information,
gross rovalties, etc.).

In discussing revisions to the proposed amendment to the FPR,
Mr. Denny suggested that perhaps the Subcommittee ought to
recommend that certdain revisionsbe made to the FPR and ASFR.

With respec£ to item 1, it was agreed that the 6-month reporting
period be maintained with a view that the rxevisions to the
FPR and ASPR could be made later.

ur. Quesenberry. MOVED that the Svbecommittee whittle down the
information obtained from the universities. Mr. Rusz seconded
the motion which did not carry. ’
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"A. No. of Disclosures .
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C. No. of L-ic_ehs_es
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- DRAFT! JEE; 5/ 20/73
To: Members of the Subcommlttee on Intellectual Property_

From: - Jesse. E Lasken. NSF; Norm.Latker,, D&hw
Co and. Gene: Pawllkowskl, NBS:

Subject:  Revised. IPA/FPR smendment draft

As requested at the SIP meeting of May 19, 1979, the attached .
radraft is submitted with thoge changes that were agreed. to at that
meeting.. Some changes.are alse made.to parts ‘of the draft not digcussed .
at SIP's. last meeting in order to being the proposed IPA in: closer con—
formity with FPR. language. ALt its last meeting, the. SIP-went through-
Arciclé Via)} of the IPA.. SIP concurred in §1~9.107-7(a). of.the FPR.

' W& note, however, that the attached draft stiil contains. certain
variations from.current FPR' langunage -in- the folleowing sgctions: which:.
were not reachad by SIF at ifs last meeting:

1. Sﬂbon¢-s§ntance of Apticla IX(c} of the IPA. r,e—”

2. Sbma'of'thé—tiﬁe periods:.in. Article VI(b) of the IPA.. Other-
wige the substance of this paragraph. is the ‘same zs the FPR altbough the
grammatical. arrangement.is: an improvement.

3. The second sentence of Artlcle V(e) Df the IPA whlch is-am
attempt to. deal with FOIA problems.

We;urge-SIP-tQ retain. the. above provisiona and: to Eransmit tqj
'GSA, along with- the IPA amendment, some additional’ dmendments:to the.
FPR to change the. other FPR ¢lauses to conform wheh the above cited-
language. We believe these changes: should not be coatrdversial . and -
should be considerad by SIP as part af its review of the draft. = These
were all changes recommended by some of.the comméntators on; the-draft
sant: out by GBA and are, wa beligve, emineatly worthwhile. changes.

To elabhorate on these variatioms. in. language; we. believe the
changes: to: the time perigds in Article VI(b) deal with routine
administrative matters and nerely extend. slightly various time periods.
that are arbitrary in any casa. These changes in no way affect the
substantive rightes. of: the Government.
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is taken from the time a di'sclos”ure"is made to the .school .

' ._administrator until a patent is applied for, an additional
number of years may pass before an item is licensed Dne

V should really view the process as involving a 1arge store “of

patented items in a portfolio which :Ls decreased very slowly

.-by either licensing or loss of patent protection due to age, _

and increasing (at a much greater rate than the decrease) by

new patents. Although it seems reasonable to assume that the :
most likely candidates for licensing are the newer patented @
- : . 2

items, inereasing pressure on.universitiesto market patents :'may aoe

result iri"d humbef of older patents being licensed. - Thus, while -
the populations of'research results way be nearly identical- for..
Figures iA and - IB, that for Figure Ic could be quite different- '

only a more: detailed survey could t'.ell. 'l‘his effect may well _'

become of even greater importance in the future.. With increasecl 3
presaure from l:he government to qu:.ckly bring research results

into practice, and the hope by university administrators for a | :
'new source of revenue, the petent portfolios of universities :

may well mcrease rapldly during the next decade; Wit‘h increased x
pressure for marketing patented 1tems, older patents may be o

brought Eorth in a renewed attempt to license them. _ . i

" Figures ITA and B show, _respe'ctpitely, the distribution - v - -

among the respondents of annual administrative costs and annual
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Items 1 and 2 evoked considerable comment f¥om persons:

commenting on the drdaft reégulations. and were- discussed. at length' .
- by the Subcosmitired. on University Pateat Pplicy, It appeats:thar.
SIP’s-action was based solely ‘on-thé: fact: that the language in the’
draft is:differvent. from.that of the FPR without any. considerdtion.
cof: the fect that it may repraaent a- subgtantigl’ hmprQVement. We. .
balieve it is important-that in the near future: these tyo items. be-
taken: up by SIP for discussion. We would prefer that this be done
in conjunction with. the IPA amendments:, but. agree that it could. be
deferred to a-later meeting-as leng- as; there: ig-a- COmmltment by SIP
to dlscuss these probleis. ..

Thie- other'changes that: have baen- dropped from this: draft. ware:.
intended: to add to the rights of the Government, and-we:have .no. . .

then necessaﬁy.‘ Thue, this draft. does- WL lnelude the,follow1ng
items found in: the prxor draft

L. Thes last santence of Axticle III(a)

2 Ihé-lhphﬂtwﬁ*SEHK@anSCoﬁgﬁrﬁiciBTVECéa;;

objection: to laaving-thesd out. if the: other; apencies. do- nbt'conaidepg:
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 roya1ti§s from licenses. The #wo schools having the largest
anmual admiﬁistrative costs have a large number of disclosures’
and 1icenSés‘(theyéare menbers of the "high eight" mentioned
before), Eﬁffit will be sﬁnwn that the correlations.are ngt
simbie‘ones;. The.disparity in royalties is not too surprising:
the two schools earnlng more than $100 000 per year each have_

licensed a maJor "w1nner"‘ the vast ma3ority of the other schools

have, most probably, only one licensed item which earns some-

thing for them (although we have no actual data on that pqint).

it is, of cdurse, of interest to see if there are any =

correlations among the variables. One might assume, a priori,

that,a;largé'valﬁg for the total federal obligations wnﬁld,

through’ supporting a great deal of ‘research, result in a .

large number of disclosures. The correlation between these

Vﬁériablés however, is not thaﬁ simple. Figure II1 shows that
most of the 46 respondents fall roughly into two groups, Lines
marked I and 11 have been drawn (by eye) on the graphs with
parallel lines drawn nearby {(at + $5M and + $2M resPQctively)g
perhaps eight of the points don't seem closely related to \31 i
either line but, for the sake of slmpllcity, will be assumed
associated with its nearest straight line. The open and sclid
circles refer te schools who provided additiomal data on ad-

ministr;;ive costg (Figures IV and V) while the tr1anglesf

represent'?esponsés from schools which did not supply such’
1nformation;',The}I-group'is characterized by a relativel&

large numbgf'ﬁf d;sclbsures per federal dollar (approximately '
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‘condition: limiting: any . exclusive license-to.a parivd -not
Lly - greater than necessdry to provide. the: Incestive for
bringing: the 1nventlon to-the: point of. pragtidal of. commercial
application and to. petmit: the Licenbee. to recoup: its: coste: and: a
reaaonable profzt thereon*

(E) A restr;ctxon that royalty. cbarges b 11m1ted to. what is.
reasonable under the circumstances ¢t reasonable-wlthmnfthe induatry
- involved;

(P). A’ raquirement. thit the.organizationts. royalty. fecelpts, after
paymant . of. administrative costs  and pa;'men'.:s to: inventors,. be. utilized:
_for educat;onal OoF; research punposes,

(G) A provision: perm;btlng the agancy to: except individual.
congracts from: the.operat10n~of the. agreement;

() . A.requirement .for progreaSH:eppxts.éf;ez.dgsignacedﬁggriqu;;'
(1% A protiibiticn. against: asalgnment of: inventions without
Governnental. approval:to, perscns. or- orggnlzatlons, othes- than
aseigumenty’- Lo; approved patent managemeﬂt Organzzatlona Subgact o thaT
.above coaditions;, amd:

A peovision. permxttlng terminatrion Sor- conyenience by eithet
pazty; apon: thinty days written notices.

(2). The-followink-ié:the:Institutionai Patent: Agreement: .

INSTtTUTIOﬁAL-HAEENT'AGREEMENT“

This. Agresment. is made. and entered- into: by and betireen: the United:
Statas. of America as represented’ hy the- .. : 14
hereinafter referrved: to- as: the "Agency, and.

hereinafter. referved. to ‘ag: the "Instltutxon.

WﬂEREASq-in‘acco:ﬂance;with-the,Eresidan;'s‘Memo:gndumiand
Staremant . of: Covermment Patent Peolicy. dated-Auguat- 23, 1971, and the
provisions of 41 GFR- 1-9.107-4(a}(6), it has: been determined that the
Institution has a.technology transfer program meeting the critaria of
41 CFR® 1-9.109-7- in that the Institution's patent: policy as set forth:
in -2/ and’ its .technology.-transfer. p:actxcea
have baen revieved, ang. found acceptable, and:?
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3.5 discilosures pef'mi.lli'on'dol'lars);‘ the fact tﬁé’t"—the II;
" group has iess tﬁan-o.S}disclosures_pe:'million dollars of

" total federal obligations, would‘inﬁicate that there io a quite

differeot attitude toward inveotions in these schools.. Eighteen

-respondents cbviously bélong to the I-group; ;ﬁelve reépohdeots
‘to the II- group Five respondento belongxinithe overloo feéion '
fof the grouplngs (although other correlatlons w111 be shown to
‘ disbingulsh the group to which four 0f these - five belong) bf
the eleven remainlng polnns, eight others could ‘be reasonabiy
associated with one of the two . lines, especially in view of
the coarseness of the dal:a the re.mainlng three are rather
..arbitrarlly assigned "by eye". Tt should be noted that 28% of
the respondents whose answers could be used in this graph were’

. private sehools, although ‘about 38% of the questionnaires were

sent to private SChools * This grouping will be further-dlscussed.

later.

It might also_bo ossumed that)the'adﬁinistrativé costs are
close;y-related to the nomber of'dioclosures. However, Figuro
IV does not show_ahy._spociéi.relation between the variabies.
‘Some rosoooooots oioh“a relatively small number of disclosures
- per year were having coSﬁs as great as respondents having double
the pumber. Unfortunately; this area of -annual administrative
‘cost is a difficult one to assess. Many schools have admin-

istrators and staff who spend a small potrtion of their time




ITI. Allocat1on of Pflnc1pal nghbs

{a) - The Instltutlon may retatn the entire right, title,- and
interest  throughout the ‘world or.in any country thereof in and to each-
.-5ubject Iavention disclosed pursuant.to Section V., below, subject te
the provisions of this Agreement, The Imstitution shell include with. -
each Subject Invedtion disclosure: an election whether it will retagin .
the entire right, title, and interéat im the invention throughout the
world or in any country thereof subject to the rights acquired by the
Government in Section IV of the Agreement;. provided that: the Insti-
tution may request am extension of tha timé for electxon. o

(b) The Instltutlon agrees to convey to the Governmant, upon .
request, . the entire. domestic right, title, and Lnterest in any SubJect
'Inventzon when the Insfztut1un‘ . .

(i) . does not elect undet Sectlon III(a) to retaln such

: _rlghts' or . .

(ii)- falls to, have 2 United: States Patent Applxcat1on f11ed
on the invention in accordance- with  Sectiom VI(a);-
dacidas nol: to com::.nue prosaeutxon of suah applxc-—
ation; :

(i4id - at any txme, no’ longer deslres to retain. txtle

(c). The Instltutlon agraees- Lo convey to the Government,'upon-
request the entire right, title,. and: interest in. any Subgact Inven-
tion in-any: Eorelgn country when: the Instltutlon-

(L) does niot elect: under Sectlon III(a) to retain. such:
© rights in the-country; or

(ii).  fails to. have a patent appllcatlon flled in: the country
on'the invention in. dccordancer with. Section VII(a}; or
decides not bo continue. prosecution. of: such: application
or to pay any maintenance: fges covering.the inventidnm. '
To avoid: forxfeiture of the patent appliedtion oxr:
patent, -the Institution:shall notify the Agency not
leéss than sixty days before. the expiration.peried.for
any; agtion: required by.the foreign-patent: officei
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oh‘patent;matters;:the'tendencf“is;fprobably‘to nnderestimate'
‘this cost. One might be tempted,; however,.to-feel.that Such
.costs are not 1ncurred to a great extent with the disclosure
but, rather ‘with the patent applicatien. The disclosure cann

- be handled relatively routinely, with most of the work-being
.done by the faculty member and a secretary, and, perhaps,
faculty committee for evaluation (and rarely is that cost eter

" considered!). Once a decision is made to patent the item, an
iadministrator and a patent attorney, and their stafts, becoﬁe_;o
_.involved in voluminous correspondence, Qiscussion of.clai;s;:_"
EVsean."c::.l'les_, ete. It seems probable_that’this leads tg a good;part.

-of the administrative cost.

‘The graph of annual administrative.costs vs, numbet of
’?patent applications is’ shown in Flgure V. Here, again, the
liyariables seem to f£all into two groups, each centered around
Vﬁthe lines marked A and B...Althoegh ho parallel lines (or, ‘
perhaps, lines:which fanlout from.the oriéin around the A- and'...
B~ lines) have been drawn, it seems Teasonable to associate :
thirteen p01nts w1th line A, eight with B, and five undetermined
because of closeness to the orlgin (all of which can be
distinguished on the ba51s of other correlations). However,-if f
one notes that these points can be found from Figure III to be in
the groups I or II we find that “iof the thirteen "obvious"_f

A~ points, three-are: LI= points, and the: other ten are I- :L

hpoints, of the aight . “obvious" B~ points, three are I— points




V. JInvention Identification, Disclosuges,. and Reports

" (a) The Institution shall Efurrish the-Agency:

(i)  a complete technical disclosure for edch Subject
Invention within six months- after conception or firat: - -
; . actiual reduction to practice whichever occurs first im-
i the course: of or under the econtract; but in any event
! s v Samadberlyr—opeon. any. on sala, public use,- or publication:
: of the invention known to the Ipstitutiom. The dis~
closura. shall identify the  contract and imventor and
shall be sufficiently complete .in technical detail to
cotivey: to ome: skilled: in: the art to.which the inventionm
pertains a- clear understanding. ef' the: nature,;. purpose, -
operation, -and, to the. extent known, the: physical,
chemical, blologlcal ox electrlcal characterlstlce of:
the: invention..

(iid Inta;im repopts‘gjjfot-each contraét--at least: every
- twelve:months from. the: date of: the contract. listing
Sigbject inventionhs: for- the peried and: certifying thag
ail Subject: Inventiong have baen dzscloaad oz that' theyxe - -
are: uo such- inyeéntiong..

(iii) & final repert withid-thres mﬂnths after completion:of:
© . the- work uader. any contract, listing all Subjsct: Tnven- -
a?ona or: certifying. that: there. wers:no- sueh.xnventhns.

{b). The Institution- shall obtain- patent: agreements to effectuate '-_ -
the provisions of this: Agreement from: all persons- im. its: employ whos
perfors any part- of the: work: under any-cintrack. extept nontechnical -
Fatsonnel;‘suchaas-cIericai emplbyees!andumanuatfleborer3m.

(e). The Insbztut1on agrees thac tha~Governmen§ .may- dupllcete and:
discloss Subject Tnvention: disclosures: and; subjget to-Béetion XTI, all
other- reporte: sad- papers: furpishdd or. required: toibe. furnished pux-
suant: to: this: Agreement. Bowever,. if the Instifubion. i to file .a
patent. application onia: Sub;ect Invention; the Agency agrees, dpor-
written requést. of the Ihstitution, .to-use its. best effovts:to.-
withhold pubL;catxou of sugh -dnvention disclosures until a patent
appliicasion. is- filed: tharon,. but in- no-event: shall’ tha- vaernmant o .
its: employees ‘ba: liable. Es¥ any. pnblication thereef« ‘e

(d)¢ Thie- Tnebitution: shell not baz. ot piolibit: publicatidn: ofi; d‘ n#z
diselosures- of Sabject Laveations.on: whzch«panent agpl cab;ons*have
3 'baan, fiteds.

i . . P L
i - . -

- 32-635 O~ 78 - 36




‘ 1958
and the femaining.five are 1I- pbiﬁtsﬁ thé_fiﬁe'pointéréioée:
to the origin can begassbéiated with the I- or II- groups by :
assuming that the 5ﬁove5correlétions:hq;d; Oﬁémcén fecapitﬁléte
the assoéiation; in Figures IIT and V: of tﬁe 26 responses
plotted in Figure V which can be found as I- or II- po1nts‘
from Figure III 14 polnts can- be associated with the A= llné _.
and 12 with the B- 11ne 0f the 14 A- p01nts, all but three

-are I- pOLnts, of the 12 B- p01nts, all but three are II— points.
Similarly, in Figurg I1I, pf the 46 responses, all 26 points _

. of Figure V are ploﬁted. 0f the 14_pointé of ;he A- or B-

'vériety which éan bé.associated with the I- line, all but thfee

are A- p01nts; of the 12 po1nts of the A- or B- variety associated -

with the II- line, all but three are B- points.

One may infer from the associations between the points on

Figﬁres IIX and v that there is a group of schools, the I- gfbup,

inuyhich.it-ig‘séen:as desirable to make as many patent
disclosures per year as is possible, even though the total
résearch'support. as mé;su ad by the total federal yearly
obligation, is not partlcularly high; thlS patent effort leads
to a high'administrative-co;p per actual patent application

(a- groupi.'"The other grouﬁ of schools (the TI-B group) makes -
féw &isclosures fer'year for the total reséaréh-support invéived

and incurs relatlvely small administrative costs for the number

of actual patent applications This is a matter_which-certainly;‘-
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{c} For each Subject Invention in which the Institution initially
elects mot to retain rights or requests an extension of the election
period, the Institution shall inforw the Agency promptly in writing of:
the date and identity of . any on sale, public use, or publication of
the invention which may constitute a statutory bar under 35 ©5C 102,
which was authorized by or known- ko the’ Instltut1on or any contem—
plated. action of th:.s 'nature. ’ g

VII. Filing of Foreign Patent Applications

(a) With respect to each Subject Invention in which' the Institu—
tion elects to retain principal rights ia a foreign country pursuant
to Section LII{a) of this- Agreement, the Instigut a_& shall have a
pateat application. filed on the invention in-. country, in accord-
ance with applicable statutes and. regulatlons, and wlthzn one of the.
follow1ng perlods'

iy eight months from the date of a correspondlng Unzted
States application filed by or on behalf of the -

Institutiony gr if su applicatiop is. no
six mnths%ﬁn&%ﬁ—%&ursﬂ&n& %’%""M
SM@) of ‘this. Agresment; .

\ T ¥eochiod Ve

{ii}  six-months: from the date a. license is granted: by the
Gommigsioner of Patents and Trademarks to file foreign-
applicationzs whean such. flllng has . been: prohibited by
seCurlty reasons; Or:

(ifi) guch longer pEl’.‘lOd as may: be approved: m&g by the
Agency.

(b} The Institution shall notify the Agency. of: foreign applica—
tions filed and, upon request, shall furnish an-English version of
such application;without additional compensatlon.

VII;.‘ Subcontracts

{a) 'Except: as provided im.(b), below, or when the subcontractor
holds. an Instituticnal Patent Agreement with the Agency, the Institu-
tion shall include in any subcontract where a purpose of that sub-
contract ls the conduct oE exper1mental developmental, or research

. ‘h—t ﬁﬂw7w7 . _C_Avjé :



" Figure V, but with one. IB school not responding to the royalty .

‘.oﬁlyitwo of the'remaining twenty are not IA's or IIB's! The °

- 1960

the value of these results to the public (admittedly, a very
imperfect measure). Several points can be made on the basis

of these 25 responses, all of.which can be categorized.as in

question. * 0f the five respondents having over $40,000 per year

net royalties, three do not fall into:.the ITA or LIB categofies;i

implication “is:strong that, in each. case of the five, the in- -

cidence of a patent which brought in a_latggyroyalty was not

related to_ény particular institutional patent policy. A
second point tobe noted is that_éll of the}rgspondents élainﬁng
a net loss of $10,000;per.year or greater,(greaterladministrgtive=
costs #han royalty income) %re of the A group;-withutwo IiA's

and six TA's. Of these six IA's, none are private instirutions.

Finally, of the remaining 12 scﬁoolé,-which lost no more than :
$5,000 per year (nor had a gain over $20,000-pgr-yeaf), . R . %2
there is a mixture of four IA's and eight IIB's.  Thus, this !
F}gurg implies that the strong administrative-effort to ob-
tailn ‘disclosures, when'agsoéiated with a_:eéearchhprogram o :
that 1s not well funded, will most probably lead to a signi- .j_ ' %
ficant'yearly finaﬁcial loss. - l

It must be realized that these conclusions can be con-
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(d) ' The Contractor shall include- im-any. subcontract FgEer-a
clause identical to. this clause.or the. Pataat. Rights:
Acquisition: by tha Goverament' clause found at 41 GFR:. .
©1-94107-5(a} if & purpose .of tha- subcontract is.experimentals,.
: developmental,' or -researgh. work. ILf a.subcontractor refuses:
- to accept eidl i i &}lausest or if,; -in -the opinion. of.

. the Contractar, . clause# age “ipeonsistent. with-the
pelicy set forth. in & (?ER 1-9. 1373, . the Contractor:

(i) shall promptly notify the Institution and::(ii) shall net.
proceed- with- the-subcontract-witheéut. the written authorizaew

tioniof the Institutioni. It is understood. that the
Institution will. seek direction from- the -
{insert name of appropmate Agency). )

EpOLL . anysuconr,-"' :

. t—TEEhts clause’ to. the wi. The Contractor
shall: not: e obligated: to enforca the agraements: of anys
. Sybcontractor hereundar. relating. te:the obligations:of the.

¢ Subcontractor. Lo the Government: i regard. to Subjem:
. Inventionas “

() . =

lEnd-- o_f- Cl‘at_zsa‘] .

(5).. In the event of a refusal by a subcontractor -to- actept: eithier
of the clavses specified iw (a), or if, in: the:opinion of the Insti- -
tution; these clauses are. inconsistent with the policy:sat forth-in-4l
CFR 1~9,107=3; the Idstifution.(i) shall promptly. submit a.written.
notice to ‘the.Agency setting fortli. reasons. for the Subcontractor's. .
refusal -and other. pettinent information which: may expedite dispositiom-
of the mattet; and (ii) shall nat proceed with:the. subcosrtract w:.thout
the wutten au!:horuation of the Agency. .

{e) It is understood that the: Government: is. a t.hu:d pa.vty bene-
ficiary of any subgontraect clause granting rights to' the Government in-.
Subject-Invertions, and. the Institutiof: hersby. assigns to' the Goverd=:
ment akl zights that: it would have to enforce the Subcontractor’s.
obligations for the betiefit of the Goverament with respect to Subject
Inventionss«. The Institution shall not be obligated: to: enforce the
agreements of any subcontractor hereunder relating to the obligations
of - the Subcontractor to the Government in® regard to: Subjeet Inven-
tion, o

(d). Nothing: in this Agreement is intended to- preclude- the
Institution  from grantirng a subcontractor rights or an option to
rights in any inventions: made by the subcoatracter to- the extent such
rights are consistent with ‘the provisions of this:Agreement..

-
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}sideréd, at besﬁ; rather teqtafive'in view of the‘rough:nature
Eof the data. MQreover; tﬁé individual circumstances of each
isehpol‘muSC be ronsidered in developihg a patent policy How-
‘ever, the manner 1n which the data does 1ead to correlations

‘among the-var1ables, and thus to conclus;ons which agree Wlth

one's 1ntu1t1ve feellngs make it desirable to carefully con-

'alder these results in developlng a unlversity patent pollcy
_It certalnly .seems important to do further research in this

‘area in greater detail than has been done previously.
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{e): ALY licenses issued by the Imstitution to. other than the:

'Government of the United: States under any pateat application or ‘patent

on a-Sabject’ Inventiopn . shall be:made: expressly subject to- the comdi~.
tions of this Agreament. The. Institution shall, upon- réquest,
promptly furaish copies of" any 1Leenas agreements en&ered 1nto by Lt
to: th& Agensy. . .

X Fatent Mag)gement ng;ntzatzanﬂ

Thie Instltutlon shall not assign any Subject Inventibm to partles
(other than the-Agency) except  that it may make such-an ass;gnment to

“the- following -patent minagemant: ovganxzatLons -

== or:-any-other pateat. management.organmzatlon if subsequantly
approved by the Agency. ARy assignment. to a patent management. ovganw“
zation shall. specifically  be. made.. subJect to. all the; terms: and
condit;ens of this Agreement.

Re‘orts onznevelo ment and commarczal Use

‘The: Instxtu;lon ahall provxda a wrxbtan annual report to. the™ .. .
Agengy on. oz before December: 31st. of each’ year covering the precedxng
year. ending: September 3044y, vegarding. the: Sﬁatu$$0f/deVﬂlogment and’
commercial: use that: is. being made or- intendad: to.be mads: of:each. .
Subject Invention left: for admwinistiation to!the: Imetifutipn and’ the
steps- that haye- been. takan: by the: Ingtitutlon: to bring: the- fovention. -
to: the point. of prastieal- applicatlon..gl Sueh-raports. s “irglude -
information: regarding. status of development, the. date of first. commer—
cial sale or uge, gross royalties regeived by the Institution and: sueh
other data and. information as the Agency may. reasonably.speczfy. To-.
the extent data or. information supplied to. this section: is considered. -
by. a- ligensee Lo be: privileged-or confidential ahd is -s¢:marked,. the -
Agency. agrees. that .ty the extent permirted: by law- it will' not: dlsclosef
such’information- to: persons out51de :tlie Governments -

KITw Inventxgns by Federal Employees

Nothing in this. Agreement shall preclude; the Government - frum :
obtaining greater rights in a SubJeet Invention:. mgde: by an’inventor -
whxle 4-Fedéral: employee. !
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-Johns Hopkins Unlver51ty, Maryland. .

Kansas State University, Kansas

University of Kangag, Kansas

- University of- Kentucky, Kentucky

‘Louisiana State Medical Center=Shreveport, Louisiana
! Louisiana State University-Baton Rouge, Louisiana

- University of Maryland-Baltimore, Maryland =
University of Maryland-College Park,: Maryland -
Massachusetts Institute of Technology,: Massachusetts
University of Massachusetts-Apherst, Massachusetts
-Meharry Medical College, Tennesee - . - - .

. sUniversity of Miami, ‘Florida .0 o

Michigan State University) Michigan:' : .
- “University of Michigan, Michigan = .y
“University of Minnesota, Minnesota .
University of Misspuri-Columbia, Missouri ;
“University of Missouri-Kansas (ity, Missouri . .-
"University: of Nebraska-Lincoln, Nebraska -

New Mexico State University, New Mexico
- " University of New Mexico, New Mekico -

. New York Medical Colleége, New York

New York University, New York = .- : : :
North Carolina State University- Ralelgh North Carollna
University of North Carolina-Chapel Hlll North Carollna

-~ Northwestern University, Tllinois

. Chio State University-Columbus, Ohio _'
Oklahoma State University, Oklahoma
University of Oklahoma, Oklahoma

‘Oregon State University; Oregon
University of Orepon-Eugene,-Oregon: -

. Pennsylvania State University, Pennsylvanla

“University of Pennsylvania, Pennsylvania

‘University of Pittsburg, Pennsylvania -
Princeton University, New Jersey

" Purdue University, Indiana
University of Rochester, New: York P

:Rutgers, The State University, New Jersey

‘8t. Touis University, Missouri- :
University of Southern Callfornla, Californ1a

- Stanford University, California )

- SUNY ' State .University-Buffao, New York

- Temple University, .Pennsylvania B
“University of Tennessee-Khoxvilley Tennessee pi :
"Univer51ty of Tennessee MEdlcal Unlts-MEmphls, Tennessee




. of said Institutions and. that this: Agrastant: was. duly: signed- for dnd:
in behalf of said Instxbutxon by -apthoricy. of: its ‘governing: body -and:
is. within the seppe” of. Lts corporate ppwers.

Witness. my hana and the seal’ of Sald corporation. this day of . -,
19: . LT
(Corporate Saal) ) o By~
' EXHIBET A

CONEIRﬁATORY INSTRUMENT-'
Applacatlon fopr - o {Titla: of Inverntion).
Toveiton{s): o —
Sérial: N6L T 7 Contract (Grant) HNo.

. . e sy . - . » .
Filing: Duter. . Tnstitution:

The: invention: J.denufwd above is. a. "SubJect Trvention' vader:
(1dent1fy Institutional Patent Agresment numoen)

to whxch contract (grant) No.: - with:
(apecxfy Goverdment- agenoy) was. subject.

This document is confxrmahory of thie. pa:d&up licende: granted to
thie- Government: under . this contract {gnant) ‘in - thisinvention, patent

application: and any resulting- patent,. aid. of. all-other rights aequired:

by the.Govertment by. the: referenced Agreemant He

*1f in accordanca with: Section IV- () of the Agreement,. the- Agancy.
has: detarmined: that a license for state and: domestic mumicipal
governments will not: be- obtained, the following: should be added to:
the: Confirmatory. Instroment:

"the  lleense grantadsto: the: Governmenﬁ does: nnt anludé atatem‘u
and: domeszzo mun1c1pa1 govarnments, '
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s : S APPENDng
. NORTHWESTERN- UNIVERSITY i

REBECCA CROWN CENTER
* EVANSTON, TiLiNGTS §<m_1

VICE PREFIDINT FOR XESEARCH : ~ L T T ) 4R
aniy . . . R R
DEAN OF SCIENCE

- -August 17, 1973

Dear Sir:

Northwestern University has recently revised its Patent- -
. Policy and is now reviewing its internal procedures for ad-
‘ministering the pelicy and for pramoting its inventions and
patents. .

In view of the federal government’'s increased emphasis on
transferring the inventions resulting from research to industry
for the benefit of the general public, there appears to be in-
creased pressure on universities to develop successful and
aggreasive patent programs. In order to establish a program
appropriate to the environment at Northwestern University, I am
asking for your assistance by supplying answers to an enclosed

‘" questionnaire, When all of the results have been collected, T
would be most pleased to share the results with you or with the
official at your university who is responsible for adm:.n:r.stering '

- your patent program, . .

Thank you for your assistance in this undertaking.

-1 mcere ly rs,

DM/tj
Enclosure
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Notes for Completion of IPA

1/ Insert name of Ageacy.

2/ Tasert reference to Imstitution's official policy statements.

gL ~Ere

4/. Some agencies may wish to have the agreement apply to all
inventions reported after the execution of thie agreement, even
where the comtrazct was entered inte prior to. the agreement, In
such cases, tha following language may, be substituted‘ .

"This Agreement defines. the rights- of the partles hereto regarding
the allocation of rights in Subject. Taventions:reported after the
execution of the Agreement and made under contracts entered into.
with the Agency aniese=I7 aprAuERAf—le , including contracts
entered into prior to this Agreemwent,’ except such contrackts as may
be speclflCally excladed by the Agency "

Agencies. using thls language which wxsh o exclude any curreat
contracta. from. the agreement should add a statement such as. tha
following:

"his Agreement shall not apply to the following centracts....'

The hl 2 _f-.u.- i atashouldbe L%—fa o Thre=tt o ‘mm
HillnemHPPYSRInATely, [1VE years, . .

5/ The. bracketed 1anguage may be deleted but normally it is expected
that Institutional Pateat Agreements will apply to.grants as well-
as contracts.

6/, Agencles nay spechy a form,

lj Agencies may f;nd 1t useful to. lnclude more- detailed imstructions:
here on the format of these reports. and- the persons: to. whom: they . .
should be supplied. The exact clause may have: to be varied
according- to the. ageucy's normal contract close-out procedures.

-84 If nohe are: to- be used, insert-"nene."
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6. Ia) Numbey ﬂf.DisclosureS‘processed-pér”year

b) Number of Patent App11cat10ns filed each year

c) Number of 11ccnses processed per year - .
r

7. How are the expenses incurred in the Univer31ty Patent
Program covered7 (percentages)

' From Royalties

As an indlrect cost item

As a dlrect contributxon from the Universzty

Other

.8, a) (Optional) What is the estimated anmual cost of administering 5

the unlversity 8 Patent Program?

b} (Optlonal) What is the approximate royalty income to the

University from patents and 1nventions?

c) (Optlcnal) What :is the average percentage of in-house .

development’

9, 1s your institution interested in reviéwing'the results of

_this-survey? = Yes - N

Name and title of official’
responding to questionnaire

| Please return to:

Dr. Earl J. Freise.
" Office of Research & Sponsored Programs
Northwestern University
633 Clark Street .
Evanston, Tllinois 60201
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@y & at:ate;nanu whethar tha orgnniaatz.on has ap:
agreemant. w:.th any patent. mandgameint’ organa.:nbmﬁs ox cgnsult.anbs and
a copy- ef. agy such agreaments. .

(ay: A descnptmn of the . plang; and.: mcent.wns 'f the:
organization: ko bring fo.ths market place inventions. to.which: ie!
retains. title,  including. a: dEscr'nt‘len of - the -efforta. typm;ally
undertaken by: the:. organ;.zam.on: - 2 lu:ensa :.ts inventiongi - -

{995 AL descr:.pi::.om of the organi at\mm g paat pa#emt
application: and’ patent. 1i¢ensmg act . inolydi
follp(ﬂng: ’ ’

Gy

@iy

G

e Humbar of: exclua;.ve lmens@s: 1ssued dunng of: .
euhc of: the: pasl: five: year@, .

(€721 Numlsan of nonext:luswe I.:.eenses, otha:: than, thasa
to. spongoxing Governmeat: agencige;: lssued durmg
eachi of  thi- past five: yearsj

(vi) . Gross- royalty income duiing. each. of the past fwe
years;

(vii)” A-general deecripticn. of roya_lﬁié,‘s_: charged) .
ideluding ninimum-and: meximum- royalty: ratesy




1.

'2-7

3.

B

5,
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UNiVERSITY PATENT POLICY QHESTIONNAIRE

What office and/or university OfflClal has respon81bility for
administering your patent :policy?

How is the decision made on whether to obtain a patent°
Faculty Patent Gommittee

'By outside consultlng firnm (such as Battelle or Research
. Corporation)

By University_?atent Administratgr'm_

‘What University Rank?

By Professional Patent.Promotion Consultant .

- Other

A

How is the patent.progfam staffed within the.ﬁniversiﬁy and
what percentage of time does each devote to the program?
(Use “professional" categorles, e.g. engineer, lawyer,

,secretary, etec, )

A

E

F

What type of firms outside the university are used in the patent

. applxcatlon program (e.go patent attorneys)9

Which outside firms does your instltution use ko promote patents.
and inventions? :

Research Corporation
Batelle

Nﬁne

Other
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{e) Fcc'sm,:- List.

(1). The Federal Coordinating Council: for Science,
Eng:.neenng, and Technology has  appointed 2. subecommittee to prepare &
list. of organizations. that have technelogy transfer progyams maeting:
the eriteria set forth: in: §1-9,109=7(b). In accordange  with indiyi=~
dual- agency reguldtions or procedures, this list may-be ugad. in lisu.
of individual agency determinatidng ofr eligibility. for Iastitutional. .
Patent Agreements) although the inelusion -of an organization ém thiis-.
list; unless otherwise provided in.an ageney's ragulationg, will ot
preclude the agency from declining an: application for. an Institutiomel

- Patent Agreemént. - It is. also: expected that this list - may. ba used by

some . agenciag, in connection with. greatat rights determinations’ or-
requests for the inclusion of clauses in contracts giving the nom-:
profit organizdtion the  first option to: principal rights in inventioms:
mada under: the contract,.

(2) Nonprnf:.t organizations. wighing Eo.ba included on. the:
list should submit a request aecompam.ed by. the information set. furth )

in’ §1-9. 108+7(a): to.__ -a{(f}"" ) .
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Texas A &.M University, Texas
" University of Texas-Austin, Texas
University of Texas Hous&n1MEd1cal School Texas
University-of Texas Southwestern Medical School -Texds
Tufts University, Massachusetts
Tulane University, louisiana
University of Utah, Utah
Vanderbilt University, Tennessee
University of Virginia, Virginia
University of Washington, Washington
Washington University, Missouri B
Wayne State University, Michigan
West Virginia University, West Vlrglnla
University of Wisconsin-Madison, Wisconsin - :
Woods Hole Oceanographic Imstitute, Massachusetts
Yale University, Connecticut
- Yeshiva University; New York
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JFURHTEU STATE3 BEPAR1TH¢NT OF cnmuw;nc;
‘ 'CFFICE DF THE DINECTOA:. -

Yo do &

. A
Stargs o ©

" PATENT BRANCH, 0GC" -
- June 8, 1977 12197

MEMORANDUM FOR Dlstrihution Beluw

From: Eugene J. Pawlikowski ©, ()
Patent Adviser :

Subject' Revised FPR/TPA AmendmeAt

I ‘am: enclosing a cnpy af: the IPA whi h I have’ reuised in ordear..

to (1) reflect certain. subatgntiva changgs agreed to: by, SIPiat _-'
its May 19 meeting and (2) bring-the. IPA into cpnformance with
the FPR.clause to: the. narimum dxtent: posslble. L have performad:.
tliis rather laborious chote: for- the’ bengfit of SEPy sd- that bothy
detractors- and- supporters of the IDA . ‘DAY have ot laat A commﬂn
ground ‘frém which-the IPA and: tha FPR may be cempared ’

Rather than attempt hBte any. analysis of the changes made. T would
suggest that we gat together priox. to June: 2L fn.order to present

to” each .of SIP's membérs.a copy of the TPAin-a. form;evidénding -

our agreement as-to all, or a& many. as PoSs: 1@,;0@=1b$tprﬂvisions; :
Any forwvarding letter’ to- aceompany- the. TPA couldsbe. preparedide:

that time, I leave it to- Jésse- Tasken: to: arrange. such & meeting. .
T ain unavailable June 14 benause of‘parsonal=plans,, ;

Viewlng tha ahanges :o .the' IPA’ as a-whole,. T th&nk 1t needs. to:
be kept .in mind that. despita the.changes- in: vording wh1~ I‘hava
proposed in the attached revisidn;  the Section: 1.§a)- b

IPA, vhich was endorsad by, the Comnittee on. Geve:nment Patent Policy
on- September 235 197%; and again: renewed” by vote at the lﬂSE SIF
meeting, s preserved 1ntact.

In teviewing the folluwing mar,erial, omit tha parts struck through
and .insert the parts underlined. M&rglnal entries are referenges.
to applicable sections:of 41 GFR_Part 1-9.and: are intended.ds: B
explanation of many of the added and/or deletad patts..

Enclosure
Distribition
Worman, I, Latkeérs -

Jesse' Lagken- o e oo o b°w”%
. - . . . . o 6'
Joseph E, Rusz - . . . S . . i G
N ! ) ) . . . . . £l

32-635 O - 78 » 57




“APPENDIX A -

: l.IS'l‘ oF sCHodLs -

University of Alabama Blrmlngham, Alabama
University of Arizona, Arizona

University of Arkansas, Arkansas.

Auburn Universicy, Alabama

Baylor College of Medicine, Texas :

Boston University, Massachusetts

California Imstitute of Technology, California
University of California-Berkeley, California
University of California-Davis, California -
"University of California-Tos Angeles,. Cal1forn1a
University of California-San Diego, Galifornia
University of California-San Francisco, Callfornla
Carnegie Mellon University, Pemnsylvania

Case Western Reserve University, Chio.

UniverSLty of Chicago, Illinois
" University of -Cincinnati, Ohio .

Colorado State University, Colorado--
University of Colorado, Colorado
- Columbia University, New York

- University of Connecticut, Connectlcut

Cornell University, New York o ’
CUNY Mt. Sinai School of Medicine, New York -
Dartmouth College, New Hampshire

Duke University, North Carolina -

Emory University, Georgia . -

Florida State University,. Florida

University of Florida, Florida

Gallaudet College, D. C. :

George Washington University, D C.

Georgetown University, D. C.

University of Georgia, Georgla_»'

Harvard University, Massachusetts

University of Hawaii, Hawa1i--

Howard University, D. C.
University of Illlnols-Urbana, Illin01s

Indiana University-Bloomington,+Indiana

Indiana “University-Indianapolis, Indiana

Iowa State University of Science & Technology, Towa
Univer31ty of Iowa, Iowa - .
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The change in-Article: IX{ec) dealing with royalty rebates is,
perhaps, more substantive, bub is a significaat improvément and. does-
not- affect; except. probahly for tha batter; the Government's rights.
We Balieve it makes wmove. sanse to-bar-a contractor’ from changing
voyalilés on sales by his licensees-to the Government - than for the -
Goveraaeat to allow him:to charge them aad-tHen collect them back.
It would seem that in this way the seller would have no reason- to.
charge the Governasnt fo¢ coyalties Ln the.first place, -And if it
did chacge, clearly the Covernment would have. an action against. the
seller either for fraud or under the Cost and Pricing Data/’i‘ruth in
‘legotlatlons pco\.edm:es.

The. second saatence of Artlcle V(c) is an attu...npl: to deal with
the problam cleated by-the. [ntarplay of the:-current FPR:language and
the FOIA: - It should be noted tHat as writtea -the FPR might have the
effect of creating a statubory bae: to patenting whan a disclosure is
made because of tha availability of the disclosure under the FOTA.

We urge SIP membars to be prepared atithe next meefing to discuss-
and either: depapt: the- proposed: language .or draft alterngtive
1anguage to- deal w:.th this problem. :

H’e Eurt:he: recomﬂmud that SIP e:.ther at- its: next. meetmg ox
at a meetlng sobn-afrer review of-the IPA ameadneal is. completedy
focus on- the’ follow:.ng items whigh- represent languags. that uas can-~
tained in the prior draft bat thab-las beew’'dropped’ from this.drafli:-

ﬁe-le;i-dn:of. the "welfare" language in I¥(a){2)(ii) vas done -
because the FPR language is lacoasistent wibh the Présidedt's policy.

1., The time foxv tepartiug of' iuvan‘t-io‘ns.

2, The lasi pasagrap -.\rtlcle IV(b) of the pn.or draft
dealing: w:.th march -0 proced tas.

ER The language: of III(C)(n) deahng with: Eote-:‘.’gn. Eilings
'prmr ko an: aﬂency réquest: for transfer of rights. -(This-is a" -
inoe techaical: improvement: which might possibly be vesnrsidacad at
the next megting. and treated inithe same manner.as sdiggested for Lhe
royalty, FOIA, and: time: period- varutmns It is net nearly as’
mpcrtant ag- 1 and- 2.) : S

Items-l and- 2 evoked considerable comseat frow persous-
com:nent_ing.-:_o'n ‘the.draft: regulations.and were discussad: at length:
by the Subgommitbee on:Unlversity. Patéent Policy. It aap»a're,' that

T 81IP"y action was based solely on the fact that the .language ia the
drafe is différent from . that of the FPR without any consideration
of thefact that i¥ aay. rapresaab a snbsbantialoimprovement, We
balieve it is impocvtant: thal in the naac Euturs these two-itewms-be:
taken. up: by ST® for discussion. We would: prefar that. this be done
in conjunction. with-the IRA amendments,. b'ut'agr'e‘e that: it could=be’”
“defarred to-a later meeting as-long-as' there is a commithent by SIP

CEondi Lscusa thase. probiems‘-

i

;
|
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(D} A condition limiting any exclusive license to a period mot-
substaatially. greater Ethan necessary to provide the incentive: for
bringiang thé invention to the point of practical or commercial:-
gpplication and to permit the licensee to recoup its costs and.a

. reasonable profit. thereon; o

(E) A restriction that toyalty charges be limited to what 'is
reagonable under the circumstances or reasonable within the. industry
involved;

(F)- A requirement that the organization's royalty receipts, after
payment of administrative costs and payments to lnventors, be utLleed
for educational: or research purposes; .

(G} A provision permitting the agency to -except individual .
contracts from the operation of the agreement; )

(#) A requirement for progresa:reports.after designated&periodé;

(I) A prohibition against assignmeat of inventions-without '
Governmental approval to. persoas or organizations,. other than
assignments. to approved patent management organlzatlons BubJect to the.”
above conditionay ‘and

(J) A provision permlttlng termination: for convendence by either
party upon thirty days written.notice. .

(2} The following is. the Institutionals Patent ‘Agreement:

INSTETUTIONAL PATENT AGREEMENT

Thig Agreement: is made and entered into by and: between the United
States of Americs as: represented by the o 1/
hereinafter referred to as the "Agency,' and T
hereinafter referred: to as the "Institution:''

WHEREAS, in accordance with-the President's Hemorandum and

‘Statement of Government Patent Policy dated August 23, 1971, and the

provisions of 41 CFR 1~9.107-4(a)(6), it has been determined that the
Institution has a technology transfer program meeting the criteria. of-.
41. CFR 1-9.109+7 in that the Institution's patent ‘policy: as set- forth-
in 2/ and its -teclinology transfer pract1ces
have baen Yeviewed: and’ found acceptable and: -
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deeerveS'greaCer‘study, especially in light of: the fact: that
'Figure IV does not show any'sueh'correletione.'.The faet-' .
thaﬁ the number of patent'apﬁlications*per-year‘iS'not pre-
x__portional-to the number of eiselosures'éer year causes the
double-grouping ofiFigure_V_re'diseppear.in Eigure IV, ‘One.
may inferrﬁécenarios"-in which, in oﬁe case, an.edministrative
group has been set up to press for disclosures, and patent and
market them--although there is not a research base suff1cient1y
large to expect a great number of marketable items; and, in..
rhe other case, a echoolhin whicﬁ disclosures and applications.
are'treared as a rather sécoﬁ&ary.matter by an-adminisrrator,
ﬁho'does nbt put mich time or effort (or money) intc the.pro-
gram; It is,'presumably,'the strong research base.of the.
second case.which does produEe patent applications, in spite
of the uninterested administrative attitudef Finally, it
should be noted that the eleven IA respondents include only
one private school; of. the nine IIB reSpondents, there were
six private schools.

Figure VI .is a graph of the "end resqit," the annual net
royalty income (royalty income minus:edministrative costs) vs. .
rhe number of disclosures per year. The purpese of all of the -

patent policies is presumably to get research reselts to. the public;

it is mot unreasonable to sssume that royalty income is a measure of .
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‘ILT. Allocatxon ofrPrlnc1pal Rxgh:s

(a?} - The: Inatltutlon may retain. the entire. rxghb, t;tle and. . o
interest. throughout the world-or in: any: country thereof in and to each.
Subject Invention disclomed pursuant to:Section. V., beélow,.subject: to
the provisions of this Agreement,  The Institution shall include with
each Subject Inveation disclosure. am. election whether it-will retaim "
the. entire. right, title, and- interest in the: inveatfon throughout the:
world or in any couatry thereof subject bte the rights acquiréd by. the
Government in Section. IV of the Agreement; provided: thag tha: Instl-.
tution may. request an extensmon of the- time. for eleption

() The‘InSKLtutLon;ag;eeslto,QQﬂvey towbhe vaernmegt,suggnxl_
request, -the entire demestic’ right;, title, anduinte:est ik any Subject
Invention: when the Institntion:. . L o

(i) does ot elect under Sectlon III(a) to recaln such
: rlghts, or

(ii) . f&lls to have a Unlted States Patent Appllcatlon flled
on- the- invention in accordance: with Sdetion: Vr(a), o
-decides- not. te: continve- proseeution. of sueh'appltc“
atien; or- B ¥

(iii)‘ at. any time,. .no: Ionger des1res ‘to retain. tlflﬂw

{¢) The Instltutlon agrees to- convey ko the Government, upon:
request, the entire right, title; and interest in'.any Subject Inven=
tion in any forelgn country vhen' the Institution:

(1) - -does not. elect under Section III(B) to ‘ferain such
o rlghts in the country, or .

(ii) fa;ls‘tOuhave-a patent-applicationhfﬁled.in the cquntry
= on the iavention- in: accordance with Section: VII(a); oz

decides not to-continue prosecution of such. spplication.
OoT .to' pay ‘any -maintenance fees .covering the: idventioni
To avoid -forfeiture.of the patent application or
patent, the Institution shall notify the Agency not
less than sixty days before the expiration period for
any action required by the foreign patant office.
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V. Inqentibn Idéntiﬁicaﬁﬁony,Diﬁgrqﬁﬁrea, and Réports .

(a): The Instxtutlon shall: furn;sh the Agency

(i) a complete technlcal diselosure: for each Subject
Invention within:six months after conceptipg or first
.actual’ reductiento practice whichever osecurs first im
‘the ccurse of or under the .contract, but .in any event
prior. to any on sale, public use, or publication of.the .

. invention known to the Institution. The. disclosure

i ) shall identify the: contract and inventor and shail be

sufficiently cemplete ‘in technical detail to convey to

one skilled In.the art to which the iavention.pertains a

claar understanding.of the nature,. purpose, operation,

.and, .to-the extent known, the physical,. chemical,

lenglcal o, electrlcal charactarl&t;cs of the.

1nvent10n.

-fiiJ,”Intaer repowts 5/ far each contract at:least every.
twelve months. from the- date. of the: contrast: listing
Subject Inventions for the period: -and- certifying.that
all subject Inventions have been-discloged. or that there
are n0'§pch'inventibns. ‘

2 €€ o :

(iii}) A, final report within; three meaths after: complgtlon of
the work under any -contract; listing all Subject Inven—
tions or certifying that there were no such inventions, 6/

! {b) The Institution shall obtain pateat agreemsnts to- effectuate
the provisions of this Agreement from all persoms in its-employ who

. petform any part of the work under any contract' except.nontechnical .
personpel, such as clerical employees and wanual laborecs,

(c) The Institiition. agrees that the Government may duplicate.and
disclose Subject Inveutiom disclosures and, subject to Sectiom XI, all
other reports and papers furnighed or required to be furpished pur-
sugnt to this Agreement, However, if the Institution is . to file a
patent application on a Subject Invention, the Agency agrees, upon
written request of the Institution, to use its best efforts to
withhold publicdtion of such invention disclosures until a patent
application is. filed therom; but in no. event shall the Government.or
its employees be- ligble for any publication thereof, :
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(c¢). Por -each Subject Iaventicn in which' the Institution initially -
eldcts not to- retain rights or requests an extension -of the electiom
period; the Institation shall inform the Agency promptly -in writing of
the date and identity of any on sale, public use, or publication of
the iavention which may constitute a statutory bar under 35 USC l0OZ,
which was authorized by or known: to the Instltutlon or. any. contem—
plated agtion of  this natura. :

ViI. Flllng of Foreignm. Patent APPLLC&thnS

(a) -With respect to each Subject Lavention in sitich the Institu-- ;
tion ‘elects to. retaip principal rights: in a foreign country pursuant .
to Section IiI{a) of this Agreement, the Institution shall have a
patent application filed oun the inrvention. in: that country; in accord=
ance with applicable statutes and regulations, and within cne of the
following. periods: S

(i)"  eight months: from the date of a corresponding United
States: applicaticn filed. by or on:behalf of the ) o
Inseitution; or iF such an appllcatlon is" not" filed,
six months  from the date: the invention is. submitted -im: .
a digclosure . pursuant to: Section: V(a) of thxa -Ag r2e~
ment} . .

(ii) - six months: from tha date a llcense is. granted by the
i Conmigsioner- of Patents and Trademarks- to: File. forexgn
3 ’ applications. when sSuch: f111ng has been prohlblted by
' c- security. reasons, oL~ L

(iii):_such 1onger perled as may be: approved by the. Agencya

(b)) The Iastitution shall notify . the Agency .of -foreign appllca-' :
tions filed and, upon request, 'shall furnish an Engllsh vergion. of
such appllcatlon without addltlonal c0mpensat10n..

VIII. Subcontracts

{a} Except as provided in.(b), below; or .when the subcentractor -
tiolds an Institutional Patent Agreement with the Agency, the Tastitu—
tion shall include in any subcontract where a purpose of that sub-
contract i the conduct. of experimental, . developmental or research’.
work the following clause:
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(d) The Contractor shall include in any subcontraer a ¢layse
identical to this clause, if a purpose of the subcontract -is -
experimental, developmental, or research works I1f a =
subcontractor refuses to agcept this clauses or if, im: the’
opinion of the Contractor, this clause .is anons;stent‘with.
the policy set: forth in 41 CFR 1-9.107-3, the Contractior (i}
shall promptly notify the Tastitution and (ii) shall not
proceed with the subéontract without the written
authorization of the Institution. It is understood that the
Institution will seak dlrect;sn from the (xnsert name uf

"apprcprlate Agancy)

(e) The Contractor shall nok be obllgated to. enforce the
agresments - of . any Subcontractor hereunder relatlng to the.
obligations:of the Subcontracter to-the Governmenr. in regard‘
to Subject Invenblons.

[End-of Ciausel

(b) In the event of a refusal by a subcontraqtor to. acaept of - the
clause specified:in-(aX, er if,. in the opiaion of the Inst;tutzon,
thig clauge- is- incongistent with the pelicy: set: forth in:4k CFR -
1~94107~-3, the Institutien {i} shall promptly-submit a:written hotica:

o the Agéncy’ settlng forth: reasons . for: the Subsontragtor's refusal

and- other pertinent information which: may. expedité .disposition- of the
matter; and (ii) shall not proceed: with tha: subcontract w1th0ut‘the
written: authorlzatlon of the Agency.»

(e) It is- understood that ' the: Government: is"a. thxrd party- bﬂne-
ficiary. of any sub¢outract clause grantlng rights t6 the: Governmeny in-
Sibject Taventions, and the Institution hareby assigns: to the Govern—
ment all rights that-it would have to enforce: the: Subcodtracuor’s
obligations for the benefit of the Government: with-respect. to-Subject
Inventions. The Institiution &hall not be obligated: to: enforce. the-
agreements. of any subcontractor ‘hereonder relattng t0:the. obligations: -
of - the Suboontractor:to.the Governm@nt i regard: to: SubJact favear~
tl.om.

{d? Hothing in this Agreenment 1is intended- to- preclude'the
Institution- Frofi. granting: & subcontkactor rights:or: an. option:td;
righty in any iaventions. made.by.the subcontractor to- the:extest:such:
righits- are consistent with' the: provisions of- thie-Agreemgit.:. -
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(e} All licenses issued by the Iastitution to other than the.-
Goverament of the United States under any patent application or patent
cn a Subject Invention shall be made expressly subject to the condi-
tions of this Agreement. The Institution shall, upon- request,
promptly furnish copies of any license. agreements emtered~IMTS™ Dy il .

. . ¥ .

X. Patent Management Organizations .

The Institution shall not assign any Subject Inventiom to parbies
(other than the Agency) except-that it may make such an assignment to
the following patent management organlzatlons == r
== or any other patent management organization 1£ subsequently -
approved by the Agency. Any assignment to a patent management organmi-. -
zation shall specifically be made subject to all the. terms.and:
conditions of thls Agreement. '

XI. Reports on Development and Commercxal Use

| The lnstltutlon shall provxde a written annual report to the

:j Agency on or before December. 3lst of each year covering- the preceding. .-

i year ending September 30th, regarding. the status of developmént and
commezrcial use that is be1ng made or intended to.be made of each:

Subject Invention left for administration to the Institution and the

steps that have been. taken by the Institution- to brimg. the. invention.

to ‘the point of practical application. 8/ . Such. reports shall inelude.

information regarding status of development, the date. of first commer—

cial sale or use, gross royalties received by the Institution -and such

{ other data and.information as the Agency may reasonably ‘specify. To

j - the exteat data or: informatien supplied to this section is considered

i by a licensee to be privileged or confidential and is so marked, the !

Ageéncy agrees. that to the extent permitted by law it will not disclose

such: information ko persons outs;de the Governmmeat,

k)

in a SubJect Inventlon made by a

while a Fedaral cmployee:

j
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four of the seven sahools-applying for the most. patents per year
are among the nine schools having the greatest number of dis-
closures per yeér. However, since-théy have - a median‘number

of 11 appliqations per year, the median of this group patents-
about the same percentage of disclosures as does the respondent
grouﬁ as a ﬁhole. The median school licenses twg_items per

year, indicating a 66% licehse-to-patenf appliéation ratio, but
the numbers are ;6 small that this figure_is.probably meaningless..
:However, the teﬁ schools having the highest number of licenses per
. &ear;'wﬁich includeSHeight of the nine schools ﬁaving the highest
number of dlSClOSurES, license about.-50% of the items for which
.patent applications have .been made. The medlan .school. in_ the -
remaining group places about one license per year, which gives

a license for only 33% of its patent applications. . These. are
Etill.remérkably high figures; since Reéearqh-qupprabion licenses

only about  10% of the items for which it makes patent applications,

It aust be noted, howevéQ, thét ﬁheéérfiéures.shéuld bé
treated ﬁiﬁh soﬁe caufion. in Ehe firét piacé, they are esfimates
and although reasonable care was undoubtedly taken, the small
) nunbers 1nvolved Iead to large errors in taking ratios. Secondly,
the process of "diselosure to appllcation to license" is é time-

dependent one; while one may assume that. only six_months to a year
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of said ILastitution; and that this. Agreement was duly ‘sighed for -and
in behalf of said Institution by ‘authority of its govern1n= body and
is WLthln the scope ‘of -its corporate pewers.

Witness my hand and the seal of said corporation this day of
19 . '

2

(Corporate Seal) g By

EXHIBIT A

CONFIRMATORY INSTRUMENT

Applicakion.for: - : : (Title of Invention)
Inventor(s) o - :
Serial No.. ) ~ Contract (Grant) No.
Fllxno Date. - ) Institutibn

The. invention identified above is a "SubJect Invention! under.
(1dent1fy Inst1tut10na1 Patent Agreement nunber)
To Whith COBLTACE (grant) Nos - - with-

(speclfy.Government agency) was subjéct.

This document:is confirmatory of thie paid-up liceuse. granted to
the Government inder thid contract (grant) in this: invention,: patent
application and any resulting pateant, and of-all-sther rights acquired
by the.-Government by the refereanced Agreement.* )

*If in accordacce with Section IV (&) of the Agreement, the Agency
has determined that a licerse for state and domestic wmunicipal
governmeants will not- be obtained, the following should be added to
the Confirmatory Instrument:

"fhe license granted to the Government does not inglude state .
and domestic¢ municipal governments

42-635 O - 78 - 58
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III. Interpretation of the Results

! ' Fig@res I and IT show some of the disparities among the

' schools, and gome interesting results. The number of -disclo-~

sures:pef yeaf (Fig.‘IA) varied from less than 10 (for a;mﬁst
half of the 46 respondents) to 208 in one case. The median
number of disclosures for the group is 11; but the highest

nine schools had a median of almost 40 per year, while the -

median of the rémainder was aﬁbuﬁ eight. As might be expected,
the‘nﬁmber of patent applications per year (Figure ;3)7{;
mérkedly less thanrthe humbér of disclosureé, indicating a :
considerable gffort to ecull out.non-patentable (and; pgfﬁépé,
,non-markepablé) items, .The-median numEer of patent.applicé_
tious 1is 3,.iﬁdicating that for the median school about 27%.
ofdfhe disclosures result in patent applications. This is

in contraét to the experieﬁce.ﬁf the Research Corporation {verbal

communication from a member of their staff) which paténts less

than approximately 10% of the items disclosed to it. Undoubtedly,

the Reseaﬁch Corporation applies much harsher criferia,'especi-
ally,sincé thei;'staff has closer commections with possiblg
licensees:aﬁ&‘can evaluate ﬁarketabilify'somewhat better than the
average uhiversity administrator. Mbreovér, faculty ﬁressﬁ;e on

university administrators to patent a disclosed item may ﬁéll

result in an easing of standards.. It is interesting to note that only




1911

Notes. for Completion of IPA

Iusert name: of Agency.ﬂ

Lisert refer&nce to Instltut1on 1§~ offlczal policy statemenbs. [

Some ageﬂczea may w13h to have: the agreement apPiy to all ng C fis-

inveations reported-after the execution-of the agreement, eve
whera the contrait was éntered into: prior €o. the . agreemenbi..lh:
such cases; . the follow1ng language may be substltuted

"rhis Agreement deflnes the r;ghts of -the partlas heratu regatdlng

the allocation-ef rights 'in- subject. Inventions. reported after tie

execution. of the Agreement, “incliuding. contracts entered into prior-
to: this Agreement,. axcept such- contracts as may be spec;flcally
excluded: by -the-Agengyi® : . :

Agencies using this. languaje whi Leh: w1Sh to: EXCLude Any ‘Gurrent

. contrdcts from the agreement should add a statament SUch as the:.

failowmng

: "This;Ag;gemeuﬁﬁahailnﬁot'apply_EO'the~£uliqwing cdnt:aéts;pimﬂ”'.

The- bracketed langudage may ba deleted buk normally it 4% expected
that - Enstitutional’ Patent Agreements w111 apply toigrants-ds- well
a5 contracts.

Agencles may spec1fy a- fbrm.

‘Agencies. mﬂy flnd Lt useful to anlude more detalled ;nstructtons
here -on the format of these reports and- the perseohs: to.whom. they
should be: supplied. The exact’ clavse may hawve to.:be varied ]
aecordlng to’ the: agency’s -normal’ contract close~out prDuEﬂureE.

If-none are to be used, insert "none."

Different dates may be subscztuted dapeadxng on the Agency s
needs;. .

Insert applicable addresses and officersn
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.. Table ITI - A - Recovery of Expenses

'yp. of Universities Method of Recovery

| o T Royslties o S ' i
‘ o o8 Indirect Cost —— “'g‘ Om

18 R Direct Univ. Support -

2. T " Royaltles +-Indirect R i
R S l .. " . .. Royalties + Direct

S .. Direct + Indirect

The remaining six institutions were.those giving exact per-

centages which differed from the above breakdown. These are: ‘

Table IIT f.B”—'Recovéry‘of Expenses

Universi-ty . . Royailties (%) Indirect (%) Direct (%)
{arbritrary. number) : L o o S e

1.0 e e 10
75 D e
40 . o . .. 60

2

3 .

. 2 S 18
5 s g 36
6

. 507 R L A
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(5). & copy of - the: agreement: signed by employees’ engaged in
research and. dévelopment; indicating theii .obligatiom with regard [
inventions conceived-or for the flrst tlme reduced to practlce 1n the:
coursa of thezr assxgned duties;

(6) A copy of the inventionu report. form- or. outline

utiLizedufér«preparabibn*bf“invenbion repombs-

7)) A statement whether the organ1zat1on has - an
agreement with any patent- managemgnt oqggg;zatlons or consultants ard
a: copy of any such agraements,

(8) A desctiptionm of the plans and: intentions of the
organization to bring to- the market place. inventions: to which: it
rataing title, 1nc1ud1ng a: descr;ptlon of ‘the efforts- typlcally
undertaken by the organization to 11Cense its 1nvent10ns-

(9) A descrzptlon of the organization's past patent
applicatlon and- patent 11censlng act1v1t1es .including. the
follmn.ng . K

(i) Numbae oﬁ-invéntiﬁd&'fepoxtedito the organization
_du;ing eanh-bf-the past five years;

(ii). Nimber: of patent applleatlons filed: durlng each:
© -of the: past' five years;:
(iii} Humber of patents. obtained durlng edth of.
past E;ve years; .
Civ) ' Number: of: exclusiva ILcensaniésged~during‘d§5__
’ each of the past five years; b

(v} Nambér of nonexclusive licenses), other than. those
to. sponsoring Gey THnE 7L agenc1ea, jssued'durihgl
each -of " the :past: five yearsy -

. r«!eﬁ!-_

{vi}  .Gross royalty inéome durlng each of the past flve.
yeéars;

(vii). “A generali description; of roysltlea charged,
- antudlng migigun and’ maxisin- royalty: tates,
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summarizes .the. patent activity for these three groups:

“Table II -.Time Spent by Professional Staff

Tota}‘Ne:. of:m _ ) .Le:ss_. ehan G‘Z : i(.).to -49% _ .50‘7. o-z'_ﬁgr_e__
Responde_n‘ts - : ._‘21- ) - :. ‘ . . 20 | . o 9. .
Dis::losﬁres/yr. l‘ - 147 o o 331 ‘ . 468
Discl./Inst./yr. 7 7.0 '  7 16.6 “ - '52;6'

Patent Appl./yr. = - --_h 27 L 279 - 2128 é
Patent-App]...'/Ins't./yr- _ ."1..3'.‘ . R o 4.0 L1402

Licenee./_;yr. o l_ . _'3 . oL 40 - L .37
Licensefi_[nst./yr; . 0.4 ‘ 2.0‘ -_ &L

@eseien 4. Tﬁirty;four'in'stitut.f;ees iﬁdics:tec'll éhat‘they
use a paﬁent attefney from outside fhe instituti.on.‘ Of fhese, {
twenty s:'.x ind:.cated that they also use firms sucﬁ as Research
Corporat:l.on or Battelle . The remaming sn:teen 1nstitutlons f
of l:he fifty who answered the question depend solely on out:side -

firms such as Battelle or Research Corporatlon

Question 5. Twenty-one out. of fifty use two or more
e e e e

outside firms, mainly Research Corporation or Battelle, with
S .
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(;') FCCSET Llsc.fﬁz— ﬂqé.

(1) Federal Coordimafing Council for Science,
Englneering,’ and Technology appointed a subcommittee to prspare a
list of organizations that"%ave- technology transfer programs meeting
the criteria set forth in §1-9,109-7(b). In accordance with indivi-
dual agency regulaticns or procedures, this list may be used in lieu
of individual agency determinations of eligibility for Institutional
Patent Agreements; although the inclusion of an organlzatlon on this
list, unless ctherwise provided in an agency's regulations, will not
preclude the agency. from declining an. application for an Institutional
Patent’ Agreemeat. It is also expected. that this list may be used by
some agencies in conaection with greater rights determimations or
requesks for the inclusion of clauses in contracts giving the non-

mada undar the cont!'act.

=i -
wmﬂfﬂmmwmﬂ —"
\ _ N ’ nr

/ﬂi' ...«Eﬁ..'d g

1= et 1. 4
. mfu.'nrmq_ﬂ'z -

profit: organization the fJ.rst option ko prmc;.pal rlghts in. mvenr.mns
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nine relied on additional information from an outside firm. .

such as hesearch‘Corpofation;' Six.others worked with an::i
1ndividual who- was classified as. a "patent adm1nistrator

an individua1 generally associated w1th the Research Office S
_of the univerS1ty;‘tit1es associated with cthis individual

‘are Director of an Office of Research Associate Dean of 'e
Research or Vice President The remaining twelve institutions
. at which the patent committee is reported as the sole body making
T a decision on patents, have the committee report its deciSLon _;-
'to either the Pre31dent the Vice Pre81dent for Research or |
‘Some other academic officer. In some cases, the responding o
_institutions did not 1ndicate to whom such a patent committee

may have reported Besides the nine institutions that used an

outside firm in conJunxion With a patent committee an additlonal

thlrteen institutions reported that they depended on an outSide
firm to aid them 1n making a dec131on on obtaining a patent.
Seven of these used the outside firm exc1u51ve1y and judging.
from the number of disclosures and licenses reported by these
‘seven, only one would appear to be active in pursuing patents
through the exclusive use of an outside firm.h Also, it is

rather surprising to flnd that forty-two institutions out of

[
i
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(DY A:oondition- 1imiting: ang: exclusive-license: to a.period:
substantially: greatér than: necessary- to: provide: thie: incentive: Eap -
bringing. the: invention-to: the: ppint: of practical or camrcm
application: and: to: pormit the licenses: to. recoup its: cnsts and: a:
reasonable; profit: thereon;. . ' R

(B A resnriobim that: royalty: chargas e 1i~mited to: what: ig-
réasonable - wder: I'he cxrcwmtanaas or- reassonam within the uﬁusm
: nmlveda .

(F): &As requirmant t.hat the. ozgam.zation’s myalty m:aigmf aﬁm

paymant: of: adminjstrative couts. and: payments: to- inventores. ba: utllzwdw

’ ﬁov ediigational or: research: purpeses;

(G} A provxswn pam:.ttmg the: agency: to: eltcap&: mdzb.rmua&l
cant’vacts fmm the ops.x:at ien: oE the: agr;eemun,. :

(!{} A requiremant mr progress reports aﬁtar designateﬂ pezmﬂa;

(Ia R prohibition: aaa;,nst\ asslgnmmt of mVentibns wathout
Gévernmental: approvel. to-persons;of. oraanizatioris,: other than: .
assignments: to- agproved: patent: mnagemant orgmizatmns subjem: e ma
above: mndisbmns; amd:

- Wy A pnwa.slon_pamiﬁtdmg tetminatzmn fmz mnvenmnue by as.tm«:
parky w’;m mirty days. wmttan ngtices . -

(31 'Im mmmq dm the Insx:i!mtml Eatmt Baremenz

mmmmwmm

'l'his reemnt ix e and: anterbd mt:o* by and: betmen tha Einitati
States: of ‘Amer foar ag. represented by the . 17
heveinafter referred to-as: the-"fgenecy," and.
hareinafter referre& m as tha "Instztut.mn.. uE

‘ WHEREAS, in acmmdanue with: the: Prpsiaenb’s Metozandum - and -
Btateent’. of Governmnz Patent Policy: dated. August 23,. 1971, and:the:
provisions:of 41 CFRI1~9:107-4ta)(6}, it has-been determined: that the:
Institution: has: a- techiplogy: transfar. program: metings the: criteyiar of:
41 CRi-1r9,109=7: m::a.matz-..ﬂie;rlhstitgiem!;s p;l Ti -sat mfg:m

and- -ite-tachnoligy. transfé praatz
hamert mm 208 ’Esﬁgacceptabm and:

WHEHEASS: the: Trstitution s’ desirous: oﬁ.ﬁ -entaring: ity & sgreement:
shieraby it tay: retadn the: encire- righty. title;, and: interest: m=am
aémmisteﬁ mvenlabnn-.-,m in bhe cauﬁ&e-,:aﬁ o mdam remm L
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poliey, and two other institutions-indicated that-their policy_-

permitted the inventor to wark directly with a patent develop-3

' ment firm such as Research Corporation. Ten of the remaining
- 50 institutions appear to operate their patent programs in
cooperation with a research foundation affiliated wrth the
‘univers1ty.f In such cases, there 1s some question in the.

interpretation of the replies since it is not clear whether

the answers pertain to the univer51ty or the research foundation-i

a we shall first diseuss the - resPonsea to the individual
questions, and then attempt some 1nterpretation of the results.
- The latter must. be considered quite tentative, especially in
view of the roughness of the data however, some interesting
possibilities seem to emerge which warrant further study. l'..
. Ouestion 1. The responses to this question can be grouped

according to the following Table.

Table 1 T T R
0fficial/O0ffice of T T
University Responsible Percentage of
for Patent Program w1749 Respondents
Researvch 0ffice . - o 67%

Fiscal Office T
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each Subject Invention disclosure an election whether it will retain
the entire right, title; and interest .in the invention throughout the
world or in-any country thereofi subject to the rights acquired by the
Government. .in.Section.IV-of the Agreement; provided that the Insti-
tution may request an: axtension of the time for: elect:.on.

(b)Y The: Instxtutlon agrees to- convey to-the Government, upon
raquest, . the entire domestic right, title, and mterest in any- Subject
Imrentmn ‘vhen: the Institutions

(i) . does: not elect umder- Section: III(a) to: retam stch
-Lightsyi or

{(ii) f_a:.‘ls to -have a United States Pai:ent Application filed
: on. the. invention in acgordance with Section VI(a)}, or
decldes not o contmue pmsecuts.on of such applic-
©.ations.

{iiiy. a_t-.anyr tme-,._ ne. longe_:f- desires to'retain title,

“{c) The-Institution agrees to convey to: the Government, upon.
request, the.entire’ right, title, and interest in. any Subject: Inven—
tion- in: any foreign oountry when- the. Instltut;mn.

(i) does not elect under Sectmn III(a) o retam such
rlghts in the country; or-

. {ii)y .fails to bhave a patent application filed in the country

: on. the invention in acecordance: with- Section VII{a); or
decides riot to continue prosecutien of such application-
or to.pay- any maintenance fees covering-the invention,
To aveid forfeiture of the patent application or.
patent, ‘the Institution shall notify the Agency not
less- than sixty days before the expiration period. for
any action. required by the fore:.gn patent offJ.ce.

(d)y a convgyance, requested pursuant to Sect.mns III(b) or {¢) of
this Agreement, shall be made by delivering to the Agency duly ex-—
ecuted. instruments (prepared. by the Agency) and such other papers as :
are deemed negessary to vest in the Government the entire right,
title, and interest: to.enable the Gowvernment to apply for and prose-
cute patent applications covering: the .invention in this or the foreign :
country; - respectwely, [¢]2 ol:herwme estabhsh its: ownersh:.p of .such i
J.nvenl:mn. i .

Mini:mm R1ghts Acqulred by the Goverrment

(a) ‘With: respect to each. Subject Invent:mn to wh:.ch the Insti-
tut;on_ retaing. principel. or exelusive rights, the I_n_stitu_l::.on.
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|
11, Patent Policy and Procedures Surevey: The Questionnaire i

In order to. determine some of the characteristics: . L
|

of the patent programs at other universities a survey

was made of a number of them. . A group of 76 was -chosen - kﬁmdiz
from a list of the 100 universities having the largest:

(dollar) amount of  government research and development:

funds cobligated during a recent year as compiled by the -
‘National Secienge Foundatjon. There is no correlation

between the.toﬁal federal funds obligated and either the

size of the student body or faculty, or the school's
geographical location. ‘It_might be. expected that the . - ‘-\
presence. of a medical sqhoo‘l; an engineérj.ng school and,
perhaps, a school of agricultu;e_are the mcst'important
factors in the size of thg_federal funding.. (These are

probably alsc the most important areas from which patentable

items originate.) .The complete list of schools (all 100) - -
is glven in_Appendix A, alphabetically; the 76 schools. from.
which informat;bﬁ'was solicited were chosen from the list

so. .as to give a good sample of the varicus types of schools

32-635 O ~ 78 - 60
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suffxciently aonplate . in technical: dehazl o convey: o
oné: Skilled inthe art to.which the” invention pertains:’
a-clear: aiderstanding. of . the' nature, pu Dose; operation,.
andy.- to.. the--extent. knewn; - the physicaly,. chemical,
b:.ologwal on: electncal maracterxstics " the "invention.. -

fidiy - Interdim: re;;nrts p-74 sz each cefitract’ at:
. twelve months from the-date of the': conk
. Subject Inventions . for -the period:-and i
all Subject’ Inventions: have, been disclos or that there
. are: b such: inventians. :
fiddy An: acceptable £inal report within: thzee mnths dfter.
' complation: of: the:work. mnder any contragty:listing all
Subject Inventionhs or certxfying that the e were- no. such
inventiions;: 5/

(b) The. Institution shall obtain patent agreement:s to effectuate  the
provisions of: this Agresment from: all: persons. in. its .employ .who.perform
any pact.of the work \inder. any contract excepk mntechmcal personnel;
sw:ﬁ ag clerigal: enployees and nanual labo:ers. .

(c) '.me Institutxon agreas that'. the: GOVemmnt nay uphcata an;l
diseloge: Subject. Invention-disclosures: and; subject: to:Seckion: XI,. all !
other: reporte:and. papats furnishied of required: to be- furnished pur— [
sijant: to. this: Agreement.. Howaver,. if: the. Institution: is: to:file-as ;
patent application on- a Subjest Invention, the Agency agrees;. Upon. [
written: reguest of the' Ingtitutiony b6 use its best efforts. to
withhold: pul:almatien of - such invention: disclesures: unt:Ll a: pateht
application:is. filed. theron; but in:no-event.- shall. the: Govermrent or:
its: enployees: be: liable: for- any: publlcatmn tbereof.‘

C VIN. N.lmg of Domest:.c Patent Appllcat.mns

ta)  With resp'aCt t‘D each Subject Inventz.on in vhlch the Insti-~.
tatinn. elects to. retain: domestic rights pursuant to' Séction.ITI(a) of
this-Agreement; the' Ingtitutien: shall have: a. domestic patent appli=~ ..
cation: filed within six months. after an election: has: been made- o
pursuant- to- Section IIl{a) of this Agreement or-. such longer perlod as
may. be approvea in wmtmg by the Agency : : .

(b} For: each Subject Invention on v.hich a. patent applmatmn i .
f:l.lad by or oni-behalf: of the Instltutlon, the Inst;tumon shall.

(i). - within. six months after the-f‘llmg:, or wi;thm; mx.mnths:
3 after: submissicn of the invention-disclosure: if. tha-
patent.application was: filed'prior: te.the contract,
deliver to-the Aggncy:a-duly executed and approved: -
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i :Introduction'

In the fall of 1973 Northwestern ﬁniversity under-f
) took a review of its existing patent policy and patent j
program administration Since the empha51s of many of

the research programs was shifting from ba31c research to
;applied technology and contract research such a review

‘was deemed neceseary Furthermore, the trends of many

funding agencies, especially within the Federal Government

. wete towards more mission or task oriented prOJECts requiring

solutions to sPecific problems Finally, che University
edministration, faced with increased operating costs and
limited financial resources, believed that a thorough review
of patent operations might indicate a potential source of -
edditional revenue.:"' ) -

As part of the review process a ouestionnalre on the

patent programs at other institutions of higher education

‘wag prepared and circulated. The accompanying report covers

 the results of this survey and presents some tentative con-
clusions based on the returns. The resulting conclusions,
by the very nature of the questionnaire and the results

_obtained are speculative and open to criticism or alternative
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adrordanag with’ applicable. statutes anid: regulatiens. and w1th:m ‘e of
the’ ﬁollawmg periodsy -

(1) eight n-onths from- the dat:e of a eorreaponﬁmg Umtenﬂ

) States: spplication :£ilsd by or on’ behalf of:the:
Institution; or-if-such an application: is: not. filed-
six months: from: the date the: invention: is. sibmitted: in-
a disclosure pursuant’ to. Section-V(a). of’ thls Pgree*v-
ment;. .

{ii). - six months: fmm the date a-lieense ig, gumted b the-.
‘Commissicner of Patents  and Trademarks: to: Fller ﬁom:.gn
applications vhen such. filing has been proh:.b:.ted by -
securrty raasons, or:-

tiiii-)‘ such: longer perz.od a5 ey b appxeved by the Agency_
(h). 'I%ie Institution shall" mt:.fy the Agency. of ferea.gn apphoa:—-
tione. filed and, upon request,. shall  furnish am: Engl:.sh vers:.on of - !
such- application. w:u:hout addition&l corrpensati@n. E :

| VEII. Subopntracts:

{a): Except ag: promdad in: (b),, balow, oL when the subeam:ractor
holdé-an  Inatitutional Patent: Agreement with: the:Agsncy;,
tion: shall inglude in: any- subedntract where: a.purpise:of:;

* contract: ig- the conduck-Of experimental,. develepnen,
work: .the. follwing clause: : .

(a) 'Ihe Ccntractorc hereby agrees t‘a Eumz.sh a: completa tewhm.ca'l
d;sclosure to: the - R withm "S1X: manbhs after-

any: invention: is. oonce:.ved oL, fi::st actuaily rediiced. to

practice-in. the courses of or undsr: this. contract  (herainafter

referred th ag- "Subject Invention(s)’): apdy subject.to: (b), :

below, ‘to. assign-all right; t:.tle, and: mterest i and: th:

such - invention-tos REDIRL - - dasignae.
(1’ ituﬁmn)

{b):

At the time: l:he Contraﬂtaer reparts -any; “Subjec‘b Inventim” -
) ) L J.ts Gpl:.iem may alsas.

) )
report the-- inventim te t'.he agency: wu-.h which‘the- Inst:.tutmni-i
holds the: prine: oantraczt and recuest’ that' the agenty, make: a:

retain: pnincipal nghts in. ﬂxe inyention: in:. lxeu “of asgig _mg
it to: Lo, Stchi- d&ter:mmatmns hy ‘the
: iinsi:;;tuhzim-}..'. R
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. (5) An active: andeffeceive promt:.onal prmam -for the:'
lx,oensmg and: narketmg of ventions.

(9'1)? FC'GSEI‘ L‘:si:‘;.:

1

THe Comnittee on Intellectual Pmpe:ty and- Int‘ormatmn of the:

. Pederal’ Coordinating: Cooneil: for: Scisnee,:. Bngineering, and Tectinolegy
is autharized t6: appoink a subpomuittes to:prepare a- List: of. .
‘organizations that: have technology transfer programs: meeting. the
eriteria; set forth in- §1+9.109<7{b}x In agoordance with. individual
aggeney. re'aulabmns OF progedires, this- list may be used’ in lleu of
individial agency: Geterminations: of - eligibility for Inskitutional: .
Patent: Agreemcnts.: However; the- inclusion- of an’ organization on. the
list;. unless: otherwise provided. in an- agency's. regulations, will not.

preclude-the agency from declining.an application for -an-Institutional.

Patent Aig:eemnt. It is also expected that the Iist may be vsed: by
soime: agencies: in- ootinection with: greater rights' detecminations- or
requests.-for: the-inclusion of clauses in contragts: giving the .
nonprofit erganizacion the: First option. tg-: prinelpa,l Lights.: Any:
inventwns wade ey the: cantrace.,l .
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B Th the event: ofi a: ze:fusgi b}{ & s\;bcentzaatozb e mmp&‘ﬂm
|

|

[

i

|

. (a) It 1 mdensmed that tkie Govarnmm: g ts.hi::d ‘party: bena-
Floidey of any subcontzact. clause: granting righta: to:the -Government: in.
Stbjest Inventions, ayd the. Institution heraby asgigns. to . the- Gévm»—
ment;.all: r'ﬂzhts 'd;at'. it wauld haveutn enfarce the Subemt:actcr s

z
I

u:u m Inst’:.tui;icnc may Jicenee-a. sabject Tavention: O A e
5 if

Lt:» determinea thau an exclusa.\_ze litenge is raquwed

-:tha imenmn or beeause matka-t eonﬁx "mns are: suuh T
ceneing oy an’ emlus;we hﬁsxs in; onder o b,:smg i:ha in—f

. '-anﬁ :eaaomble Msimss mat;ms and -wgmm: My ex#mma& m =

33835 O - 78 - 59
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ax. . Beportingof Policy and Administrative Changes:

o 'I‘he Institution: .‘?hall pp:omptly niotify the hgency of any s:.gm.f—
icant-"dzanges- in the' information submitted by it:in: sipport of ity
request for an: nstltutlonal -Patient Agreement; in: particulac;: changes

n.. its pa:ent polipies or- its administrative capabilities.

'ma.s —Agreemnt may ba tarmmated by e:,ther party. for conven-,,:
ience upen: thirty days written notice. Disposition of rights in and
sdpinistration: of ‘inventions-rade’ under contracts subject: to:sthis. .
Agreement will not . be. affected by such a termination: except that in
the event the Government terminates this. Agreement because of a
failure or refusal by the Institution to comply with any of its.
obligations: under sections V(a), VI, IX, and X of this-lAgreemnti the

. Agency: has -the. right: to require that the Institution's entire right,

_ to granh suc:h appreval

title;. and interest in and to the gartmular invention with respect. to
which the breach occurred be asgigneditd the United States. of America,
ag:representiad: by the- Agency.

add!;essad-‘to . Exeept where

specifically Provided oﬁaerw;se in, thls Agreemenit,; the

or-hisidesigneeshall agt-4S the:point-of authority within:the iAgency
?extensmns, or: ‘takia: guch: (

(Corporate Seal)

(Institatic
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gy Govarnmnti 15- herebyﬁ grantgd an’ irrev:acable mwr to mspect
. ; 16 1

~{BIRE OF Gype Tans),

cmmxmm

I : g am-.z;fy ﬁhat I an: ﬂm

of "E!i'éﬂm:.tuti&n named a8 ligensop hevein: thati i , "

_who signed: this Livenseon: behalf of the-Institubith

, BRI 187 of sald-Insgitation: By authority of its: gove:mng
badg and 13 withif: the. scope of :.ts amsporate pow«ars.

- '(s‘_'“igﬁa?:uie.) e

P L T N SRS SR S

Notes'for: Completion of - IPA:

il

: 'Insert name of Agency.

Insert referﬂnce to: Iastitutmn’s off1c1a1 pul cy statanmts.

SR

Iriventions reported:after. the- exegution of the agreement, -even
where the: contraet’ Was emtered into prior to the agreement. . In
suichi cases’, . the, following: language: may: be: substj._tuted.

. of .saJ.d Institotion: and that said Licenag: Py EﬁIy sIgnea'

Some- agencies . may. wxsh 0 have t.he agreement apply ba all subject_:-






