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RAYMOND J.: WOODROW, PRESIDENT

OF, TF£ SOCIZTY OF UNIVERSITY PATENT ADMINISTRATORS

BEFORE THE

SUBCOMMITTEE _C,N DOMESTIC AND INTERNATIONAL SCIENTIFIC PLANNING

AND ANALYSIS

OF THE

HOUSE COMMITTEE ON SCIENCE,AND TECHNOLOGY

'IlITH REGARD' TO

UNIVERSITY PATENTS AND FEDERAL GRANTS ANDCONTRACrS

SEPTEMBER 23, 1976

Mr. Chairman and Memb~rsof~he Subcommitte~:

I appreciate the opportunity of appearing before'the Subcommittee

today. Hypurpose in appearing is to, discuss with yau, the treatment

of inventions and patents in grants and contracts from the Federal

Government to colleges ,and universities. The primarY matters of concern

in what I have to say are the public interest, inventors ' equities

and university equi~ies.

I should say at this'point t~ata significant portion of my. stateme.. t

has been based upon a 1968 paper issued by the Subcommittee on Patents

and Copyrights of the NACUBO"'- Committee on Government:al· ReLa-tIcna., My

remarks- can be considered to be those of a member of: that Sub-Committee

in acditionto oy speaking as President of the ,Society of Uni~ersity

Patent Administrators. We are gratified that your Subcommittee'is

*NACUBO stands for National Association of College and University
Business Officers.
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examining the ownership of inventions resultingfrbm Federally funded

research and development, andespec'ially,grafified that the unique

position of co Lj.egesv.and i.1niversities should 'he '.taken' into conslderation.

Universities by their very nature and by their charters have an

obligation tb serve the public interest. They do this in a variety of

ways in a variety of endeavors. In order to do it effectively in the

patent area-, universities need to have a patent program which will

make patentable inventions 'arising ,in theccurse of university research

available in the public interest under conditions that will promote

effective development andutilization~

It is said that the reason why many organizations apply for at least

some patents is as a defensive measure to protect a commercial position;

Univer,sities do not apply for patents for defensive reasons, since 'they

have no commercial position to defend. Their motivation is in the

direction'of,,:seeking objectively the best qualified sources for delivery

to the public on,the broadest possible scale the results of their

research.

Few university inventions are commercially practicable in the: form in

which they are conceived or reduced to practice in the University~

Many, if not most, are in fact unanticipated byproducts of the research

effcrt; Universities do not have the funds, the incentive or the

expertise to develop patentable inventions to the point ,where they can

be produced and marketed. Almost always; therefore; further

investment is ~~e~saty in order to have an invention publicly available.

What organization will: be willing ,to make the necessary investment'to

bring an invention to the market without the kind cf protection, that

a patent gives, protection from cthers who would pick the fruits wit~ou~

planting the-tree?

As a result of what I have 'said, universities need to retain rights
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or otherwise; Patent applicationo can then be filed promptly and

negotiations immediately conunenced with prospective licenses, with the

active assistance of the inventor, so that an invention can be

developed to the ,point of public use., In some fields, such as

drugs, agreements can be ente~ed into for the testing of compounds with

some protection for the testing firm's expenditures before it is even

clear whe,ther there is a p'atentable::invention. By these means patentable

inventions can be putirito use widely and effectivelY. As a result,

the public will benefit.

Where does the university inventor s~and? University personnel,

as compared with those ina cornmerical research organization, are employed

and promoted· with salaries which give no recognition to the 'value of any

inventions they make. Their interests and in many ways their futures

lie primarilY in the publication of research results in the open

literature. As a matter of equity, therefore,. universities, without

any exceptions that I know of, provide fora share of royalties from

patented inventions to be paid to the inventor. This provides an incentive

for him or her to spend the time and effort necessa~y to disclose an

invention properly, to participate in invention evaluation, to work with

patent attorneys, and to provide information and assistance to potential

or eventual Licensees. Without this incentive, and it must be an adequate_

incentive. experience shows that few inventions are disclosed, for the

amount of persuasion which a university can effect with members of the

faculty for disclosure ia very -limited.

In addition to the' inventors, the university has an equity in LnventLcns

made using its funds or facilities. No matter who pays for the research

performed, the payments are in\'ariably :or less. than the f1.:.11 true
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costs. With some :exceptions.'the university has' paid:for the facilities

needed. And it has a huge investment in accumulating and providing

a highly competent cadre of personnel without which no Federally funded

research would be possible. Should perchance lightning strike and a

bonanza invention come forth, the university's share 'of any funds realized

would by the terms of its ,charter be used for ~he public interest

purposes of education, research and publicservice~

It is our firm and strong belief, that the: -ecndd-t Lcns of Federally

funded researc~grants and contracts with colleges and universities

should be consistent with and adapted to the factors I have discussed

above. We have s~~n little evidence that Government ownership of university

inventions will promote the public interest in the sense o~,development

and pr-oduc-tdon 'for public USS', since the investment necessary to convert

the professor's brainchild to,amarketableproduct is not forthcoming.

Government ownership gives the university inventor no incentive to disclose

his invention and to divert time and effort to ,working with patent

attorneys and potential users. The university has little incentive to

obtain adequate invention disclosures and its equity in inventions is not

recognized.

How about the Government's equity in inventions resulting from Gcvernment

funded research in universities? This ought to be satisfied by a royalty­

free nonexclusive license for Governmental use. The Government thusreceiv~

the.right,to, use royalty~free the results of the research which it paid

for. Greater rights, such as title to inventions, are, ,for reasons I

have already discussed', against "the public interest because of the problems

of.aevelopment and marketing, and they vitiate the inventors' equity as well

as theuniversityt s equity. The Government #hen it gives a contract

or a grant for research is not buying an invention or inventior.s. One

cannot contract for a patentable invention to be made which is as yet
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unborn and even unconceived.

I have spoken about a royalty free license for Governmental use.

In recent times Goveinmental use has been ,extended to use by' state

and, local governments as well as by the Federal Government. This seems

unfortunate and uridesirable. State and local governments do not have

an e~uity. License~balk at tracing the payment6r nonpayment6f

royalties through the almost impenetrable maze of manufacturers.

wholesalers, distributors and outlets in order to insure the some

fractional royalty hidden in various markups is nctbeing paid by

a local township.

A provision for ~itle in the Government with the'opportunity fer

waivers is practiced, by some agencies. Someti6es· t~e waiver is granted

in advanoe for a particular grant or contract for all inventions that

may be made. Sometimes the waiver is granted after an invention is

identified. My experience and that of my colleagues are not favcrable

in either situation. Waiver applications are complicated and costly.

The agency criteria for gran~ing waivers are difficult to satisfy and

their administration demonstrates the typical bureaucratic tendency of

being more stringen~ than necessary in order to avoid criticism. Waivers

also often carry wi~h them march-in requiremen~s and other strings.

Waivers on individual inventions after.identification generally, make it

impossible to enter into, drug testingagreement~or other cooperative

undertakings. Waivers put the, shoe on the wrong foot. If what I

heve said, earlier iS,true, t~ere should be a ~ery st~ong,.presumption

that the. country's interes~s are best served byvesting:t~tle to

inventions. in university c~ntract9rs.and gpantees,unless. t~er~ is good

and suffioient reason.to do otherwise.

The question can be asked whether leaving title with universities for

all inventions resul-c:ing from, Federally: funded .r-eseecch , with' only

32-635 0 _ 78 _ 42
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a royalty free nonexclusive license to the Government, will

adequately protect the public interest. If what! have- said earlier

is true, and I firmly believe it is, the probability should, be very

high that the public interest will be served. However, there may

be the need for even greater assurances. In this case' probably

the best mechanism that has ,yet been devised is the Institutional

Patent Agreement. The IPAas it is termed was ,first developed as

far as I know by the Department of Health, Education, and Welfare

and was more recently adopted by the National Science Foundation.

The General Services Administration now has out for co~~ent--ar~ we

are in the process of preparing comments~-a proposed amendment

~o the Federal Procurement Regulations which would provide for

Institut~onalPatentAgreements. If this FPR amendment is ~dopted,

IPA's might then be available from all agencies except where the

statutes prevent it.

Briefly the Institutional Patent Agreement is an agreement between

an agency and a college or university covering 'the management of all

inventions arising from agency grants or contracts "to the insti~ution~.

unless' specifically excepxed..As an advance condition the ins'titu~ion's

patent poiicy and pro~am must meet certain criteri~. There are

limitations on how pateritable iriventions can be haridled, arid the Governmen:

may require licenses or additional, licenses if adequate progress is not

made towards practical application, or for purposes such as fulfillment

of public healthor safety· needs.

In place of the'widely varying and often inequitabiepatent ar~arigemen~'

now prevalent, we wculdgreatly prefer'that the' Institutional Patent

Agreementprincipie be applied to 'allFede~al:agencies in funding

research and development at colleges and unive~sities. This will ~ean

a change in the statutes for some agencies, and- a change<in attituee

in others. There willundoubted~y be, some exceptions taken to the
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detailed requirements contained in,IP~'ssince not~ing is ever perfect,

but we would hope that these requirements could be he Ie to a bare

minimum, with a termination of the agreement in the unlikely instance

of aviblation of the spirit of the arrangement, instead of the

imposition of onerous conditions on everyone.

To summarize, I urge that the title to inventions arising from

Federally funded research at colleges and universities be left'with

the institutions, that this be done with" the ccver-naent r-ece IvLng

a royalty-free nonexclusive license for Federal G6ver~~ent'purposes,

and that the Institutional Patent Agreement with' reasonable and minimum

requirements,as the best method so far encountered, be the method for

implementation. If these objectives can be accomplished, the public

interes~ will be advanced and the equities of university inventors

and of universities themselves will-be satisfied~

J

RJW/dh

September 16, 1976
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THE PENNSYLVANIA STATE UNIVERSIty
2(}7 OLD MAiN BUILDINO

UNIVERSITY PARK, pENNSYLVANIA 16802

Vi•• P.••idonl Eo<
L .....b .~d c..du . 1o Studi••

General Services -Administration
Federal Supply Service
Washington, DC -20406

Attention: Mr. 'Phil tp G. Read
Director of Federal Procurement-Regulations

A... CoJ. Bl4

865.6332

Subject: Proposed Amendment to F?R, Concerning
Institutional Patent Agreements

Reference: (a) GSA ltr to PSU. dtd August 5, 1976

Dear Mr., Read:

In response to your invitation for subatss tcn of. my. views on the proposed revision
concerning Ins't i tuttone.l Patent Agreements, the following is set forth:

j'
The Pennsy.lvania State University has had a formal Patent Policy for aver 50
years, which is directed to the maximum utilization of inventions for the public
good. The University has an Institutional Patent Agreement with' HEW. negotiated
in-1970 and recently reviewed and renewed, in view of a new UtliversityPatent
Policy. The University Patent Policy was approved under the DOD "l-ist of approved
patent policies" during the period that DOD used such, a list. The above is set
forth to document that the University 15 willing to cooperate with governmental
procedures to enhance the transfer of untvers tty-qener-ated technology to industry.

The "proposed 'FPR, revision"i 50 the thi rd detat led patent procedure we.have received
recently which is considered to be moving in a direction counterproductive to
meaningful un'iversity/industry technology transfer. The other two documents are
the EPRI Patent Provisions and the latest ERDA Patent Procedures. The reasons these
three documents may produce negative results are set forth below;

The three parties of vital interest must cooperate if Un'i ver-s-i ty-generated
technology is to reach the maximum utilization u (1) the Federal agencies. (2)
the Untvet-si ty, including both faculty inventors and contract and patent adminis ..
trators; and (3) industrial licensees to accept. develop, and market appropriate
technology. The tenninology and tenor of the proposed, FPR, revision is: too strongly
in favor of the-Federal agencies without sufficient consideration and input .tron
the untveratty research community and, potential illdustrial, 1t cansees , The general
objectives of this proposed revision to the FPR'can be achieved with a-document that
will be cl earer and simpler. written in terminology which can be understandable to
the average' faculty researcher, t.e. simplicity and: clarity overall is so desirable.
that an occasional loss of invention by publi cation and. resul ting "dedicati-on to
the public" by Statutory Bar may be preferable toa rigidizedsystem without
substantial inventor incentives. Specified cements are indicated' below:
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The Univ~rsity cons1ders that the. provisionsset'forth in the pres~n~HEW

Institutional' Patent', Agreement: end. their, administration' in. the cooperative and
sensitive-manner are both desirable and effective. Any further. encroachment on
the inventors incentives-and .edcft tcnal-prcceduret .comptteat.tone by: Institutional
Patent Agreements w1l1reduce theinventol"sincentive'_ for making "inventions and
reporting them, and will reduce .industry predisposition to- invest capital in
technology. developed under these agreements.

Specific -coementa.erer

SectionV(a)(i) This section appears to make an absolute requirement for
disclosure- submission prior to,anypubHcity. Many inventions. especially
in the chemical and: pharmaceutical arts" ere-devetcoed in ,fragments,and
a vat td-patent applicationcannot,be'filed,at a time prior .tc publication,
since the-necesseny human physiological and toxicity tes:t.tng has,no,t yet
been echteved.. Many, of, our invention disclosures ere: triggered bY,a ,
presentation .at -a- national or', international, technical, meeting, and only
obtained" at that,time; Addi.t1onally,' many inventions .aee achteved .tne
manner, that the-inventors cannot be-sur-e at what stage: conception is ,
achieved; espectal.ly wHh respect to chemical, phernaceuttceI,and process

-tnventtcna.

Section V(a)(ii) The words "authori_zed oy,or>known, to,',' the institution
could be-construed to require detailed administrative supervision of all
presente'rtcns-; seminars, and meetings'; and an, publications -- which ej-e-.
presently, the resp.onsibility of the princi-pal inve,stig,ator or, research , .
director'.

Section V(b) It is not: clear whethe_r the, "patent agreeme~ts!' which are
requtredwt.lt have-tc be in'the samedetaH as the __ Institutio,nal Patent
Agreement itself, If so; and the, Instituti,onaLPatentAgreementmust,
in effect.- be i,ncorporatedby, rererence Jnto the patent agreements, to be
executed: byuniverstty employe:es,: then it is: critically important th~1;,

these, ecreeneets tees.srepte, clear .andconctee.espeastbfe.

Section Vec) It is not clear ~Ihether this provision would permit the
Government to pubj tsh-an fnvent.tcn .dtsc'lcsure-cover'inq.a: ph~rmaceutical
which' was "conceived" but not yet actually reduced-to-practice, and. upon
which a vat td-petent '<:lpplication could not be filed because of a lack of
human effectiveness testing.

Sectdon Vl(b)(iJ and(ii). -The period of two months set forth in each of these
secttens- is tee short in Y-iew' of the de'leys in' the Patent Office, and the
fact-,thatthEu:eshould"he- no urgency in'these subntss tcns.; t.e., six
months would:be-better.

Section IX' It is not, clear what. percentage of royalty income'can-be paid
to the, tnventcra, and it would appear from subsection (c) to T-9.,10T·_6
"feature (F)" that only "incentive awards" could, be, paid to inventors,
rather, than a share of cross royalties which may be essentf at to obtain
the inventors 'continuing cccperecton-necessery during the licensing and"
development effort needed" to transfer technology to: indus,try;
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Section·lX(f) {f ] -end (ii')" These two' i-estr-tcetons.cn-Hcenses _toorgani--'
zations in which the inventor may be thecata~yst<forfurther'development

are constcered-tc be neqattve.. since theymay e1iminatethe best mode of
technology 'transfer ,.;;" the entrepreneurial ',' enthusiasm 'of- the' inventive
group. Further. the term "suhstantjal:,'financ,;a·l ,interest" is vague.

Section 1-9.109-7(b)(3) The administration of this·"-identification"<-of
inventions could be construed to require' edntntatrartve-survef Hance of
research, rather than placing the responsibility upon, the principal .
investigator.

In sunmary;,it is considered' that;inore::considerationshould be given -tc the fragile
nature of inventions andinvent0l"s -ewhtch: are the tndtspenseb'l e prerequtst tes
of both invention administration and: fechnology transfer. Without .tbe enthusi astic
acceptance. and' support of, faculty inventors; the' perfectlY',worded Institutional
Patent Agreement~/i11 still produce a negative result. In the event GSA woul d be
willing to. have, a cosmtt.tee of user organizations propose alternative terminology
to that set forth in the' referenced FPRrev·isi on;'·the University will make available
the services: of Dr;' Rcbet-t; F. Custard! our' fiJ.ll'time· Un,ivers-ity Patent counsel , to
serve on such a conmt'rtee.cr task force. Auseful,relatianshi,p could be- created
by a working .comntttee in which the interests of the university and inventors and
the industrial licensee/developer were' represented in the selection of the temf no­
logy,rather than the submission, for "views"afterdraft1ng.

The University' has utilized both aettel leend "Research Corporation' in- the 'past, and
presently util izesResearch Corporation' for our primary 'evaluation. mark-eting and
1icensing activity. It is suggested that' Research Corporation should be', invited .
to participate in the drafting of: any final Institutional Patent Agreement regulations,
si nca nany untve-sftteswt thcut' ether resources' have' no other rea H sti c al ternati ve
than to, util i ze the services of· Research 'Corporation;: We have found' the .servtces
of Research, corpcratf cn.to be .e. significant and valuable' contri bution::to'tha national
public i,nterestwith r,e,spect toUniversity/industrytechnology transfer. GSA should
recognize' this '''pioneering'' contribution and,invite thete-cocperattcn trt developt ng
a master Institutional' Patent' Agreement whi-ch would be;'acceptable: to the .0.,' S.
Government a,nd Research Corporation.

Pleaselet;:nie'know howt'he untvers-iw can be' oe-esatstence-tn this general 'area.

Ve,rytruly'yout'S'.

~7'-'
;;i~hard"~"'~~'_'< , />'~
Vi ce. Pres·;dent for, Research' •
and Graduate 'Studies

cc: N. Latker
W. Ma,r-ey'
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, COMMITTEE ONGOVERNMENTALRE~TIONS

National Association of College and University Business Officers
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li ...... ·S. Wil... "
Uni •• "f<Y 01 l]jjuotc

EXECUTiVE DIRECTOR·

R_a".A' 5<u,l,,*

September 28, 1976

Mr , Philip G. Read
Director of Federal Procurement Requlatfcne
Federal Supply Service
General Services Administration
Crystal Square, Bldg. 5, Room 1107
Washington,~·D.C.20406

Dear Mr. Read:

Theone hundred participating institutions of the ComJiittee
on Governmental Relations, National Association of College
and University Business Officers ,welcome the opportunity to
comment: on the proposed Federal Procurement Regulations­
prepared by the Ad Hoc Subcommittee on untverattv.Patent
Policy, concerning Subpart 1-9.1 Patents.

The COGRbel1eves that university ownership of. inventions
arising out of government sponeoredreeeerch is a necesserv
ingredient in the effective transfer of technoloqy to the market
place, since it:

(1) enables theunlversity to grant to the private sector
rights that, while limited, are commens urate with
product introduction risks;

(2) insures inventor participation in the, development of
the, Invent ton cr-productr and

(3) encourages the: university,tobdng together. Industry
and-inventors, thereby:enhanc1ng the, probability C)£:
s ucces aful commerctattaanonof.the tnventton,

Moreover, vesting title to those untverattfes that- can
qualify· under the proposed ·regulations, represents.e. giant
step forward, toward- fostering a· technology ,transfercapabiUty
a meng,.untverantes that' as yet have. not· been '50,-:lnc11ned '"



1660

The comments.below relete.to the proposed Institutional Patent Agree­
ment.

'1.' 1.' Scopent the Agreement.

Request deletion of the last sentence of the paragraph and substitute
therefor:

"In cases where the Institution is a subcontractor under a prime
contract of the Agency, the Agreement of the Institution shall
govern. "

Comments.

It sometimes is the case that an educational or nonprofit institution will
grant a subcontract to the Institution. Under such circumstances, th~

inability of the Institution to acquire rights will tend to discourage inter­
university research and unfairly treat the university inventor who may
we Il Lose hrsequtty interest in his invention. COGR institutions
typically do not-have patent policies that. cover tnventtons that arise
outside .of the university. Moreover,' theCOGR institutions favor re­
tention of rights bya sister Instrtutton-as a matter of equity and fair­
ness.

Finally,' as a matter of law, the requirement to grant back rights to the
prime contractor could,'under'certainfactS.and circumstances, be in
violation of the entf-truat laws or construed asa patent misuse.

2. VIII. Filing of Foreign Patent Applications.

Section VIII should be changed to read Section VII.

Request Paragraph VII (al(i) be, changed to-read as fol.lowse

"ten (10) months from the date of the corresponding United St?tes
patent application filed -by or on behalf of the 'Institution i 'or'if
such an application is not filed, six (6) months from the date a
:licenseis granted bv.the Ccmmrs stoner.or Patents to file' foreign
a ppltcattons provrdinq .enelectton has been made pursuant to
section III ,(a) of this Agreement."

Com:ments••

Good patent practice dtctetes-thate foreign:fiHng be made just prior
to the end of the convention period~Es'peciallyin the case of unf­
versity mventtons , additional material is made available subsequent
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to the U.S. filing which becomes' incorporated in a continuation-in-part.
It 1s advantageous to base the foreign filing on the-most complete dis­
closure available.

If no application has been filed, an export license would be required
to foreign file. The time granted to foreign file 'should be the same as
that granted in section VII (a) (ii);

3. VIII-Subcontracts.

Request deletion of (a) in entirety and substitute therefor:

"(a) Except as provided in (b) below-the Institution shall include
in any subcontract where a purpose of that s ubcontrect is the c.on­
duct of .expertmental ,developmental or research work the "Patent
Rights,...Acquisition 'by the, Government" cla use, 'found at .41 CFR
1-9.107-5, or the "Patent Rights Retention by the Contractor"
clause" found iriASPR 7-322.23 (b).',"

Comments.

The above changes are required to'conform to the changes proposed in
paragraph 1 herein concerning Section I, Scope of the Agreement.

4. IX. Administration of Inventions in which the Institution Elects to
Retain Rights.

Request deletion of Section IXg (f)' in its entiiety.

Comments.

Universities, due to their special character, ccnttnuefly must exert
their best efforts to protect their good name and the good name of their
professors' and reseerchers v. The interleav-ing of interests of govern­
ment, state" non-profit, and private sponsors dictates that the uni­
versity exercise-due care in its relations with the aforesaid parties.
Frequent consultant arrangements' between untvers ity professors and
the private sector make it necessary for the university to inform its
professors .of their duties and obUgations to theU .S. qoverrrment ,
the university, and the consulting company with respect to patent
rights that might arise out of work performed for the consulting, com­
pany. that edsoretetes to sponsored work done- by them at the trnt­
versity.
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Consequerrtly r-the .untversttyts- welLexpertenced. to policing tta.own
affairs that ere senstttve tn. neture; .Adverse or umevcreble reporta
by the media in this recerd would be far mote costly by wey cf Ioss
of a lumnt funds and gIft giving than any.potenttal return.from ahig'h--:
risk, •high-gain patent license venture. Accordingly,H is,:submitted
that Section IX as .drafted , is unnecessary in vtewof.the uraverstty'a
sensitivity to the potential problems,that might-arise in tbts eree-,

Section IX requires efforts to ftcenee.cthers first.- Any, suobHoense
will be ttma-Hmfted , and the public tnterest.wtl l be protected.thereby.
A university .should nor.be.requtred to .dernonstrete-thef en.tnveutton
has no takers before dlre ot.Iy assisting in the tranafer of.rechnoloqy
to the merketplece, Moreoverc theumverstty is faced with, ':f,vety
real probrem.tr tttelecte not-to make an -Inventton -wtdel y evetteble ,
s.tnoe.ft is quite 'likely that one-or .more of-the trusteea cr.e lumnt
- - - - - -- - - - p-w1l1 want to knowwhy hta company was, precluded from, having an
opportunity -to.,license _the .inventton, Hence,' the, untversttyc-when

.,.it decides to, support an invention, must take-this fact, into..con­
sideration.

I'herefore.; the relationship-of the ,untverstty to those outside, of the
untversttv community• b,y_its _verv-neture ,-_is such ,that patent-abuaes
are highly unlikely.

The -unlVersiW community believes that the,propOsed',IPApresents an
opportunity for a major improvement in the management of inventions de­
veloped under government -sponsored research.

If you require additional information, pteese-Iet me kncw.,

)tiru:;erelY. yours

(.)~-'~t ~J'~.-Z
ReagartScurkick

RS:dk
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September .. 29.J . 197'6

Mr. Philip G. Read
Di~e~torof_Federal Proc~r~~ent Regu~ation8

General Services Administratibri
Waahington. n. C. 20~06

De<i.r'Mr. Read:

We appreciate the· opportunity to present comments on the prQposal
to amendtha, Federal Procurement Regulations. at Title 41,Subpart 1-9.1,
to include. provisions for the Goverpment entering into Institutional
Patent Agreements with educational or other nonprofit. institutions con~

ducting. resear¢hwith~overnment funds. As· requested~ our comments,are
subm~ttediQd~plicate.

The Pbarmaceutical Manufacturers As$ociation is a ,voluntary nonprofit
associadoncompriitJed- of 13.0 member companies', engaged in the ,development, and.
man"factureofprescriptiondrugs and medical: devices. FHA and· its,membe~'

compan:iesadvocatea. strong United' aceeee patent system-,as, an- effective' in'"
centnve for .deve.Icpfng. results of innovative research to colilinercial. appliea...
etcna, Many, PMA member' companies, have negotiated for patent: rights with
nonprofit institutions who operate under the Institutional Patent' Agreement
concept fostered by the Department of Health, Educatio~'and'Welfareand have
entered into patent license arrangements with respect to patentable ioven...
tions made by' these- institutions in the performance of 'DREW "grants.

The Standard Institutional Patent Agreement, developed over-th~past

several years within the Department of Health, Education, and Welfare,
therefore~ has facilitated the commercialization of the results of DIiEW
funded' research through nonprofit institutions. The pharmaceutical company
experience to date has been favorable. The DREW IPA concept is con$istent
with the PMA- position that the United States patent systemshould,encourage
as .fully as. possibLe the. commercialization of the innovative results, of both
Government and·prlvately-funded:research.

Representing me n cfe csur'eea of p r-eec e.p no n ph e r-rvec ,,,ticals_
medical devices and diagnostic product~
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We·,'further endorse/the·eittenaion 'of "the' .InsUtut.ional-Patent
Agreement procedures to those civilian· execuciveagencies subject to the
Federal,Pr~curementRegulations., Appropriate amendment of these regula­
tionswould allow a Government ag~ncy to enter into Institutional-Patent
Agreements ,with educational and other nonprofit institutions which have
accep~able technologY,transfer programs. In our view, the use of such
agreements-would recognize and retain the 'incentives of the United States
patent' system to obtain prompt commercialization of the results- of Govern­
ment-spons~red research; with appropriate safeguards- to the'public
interest.

If we can be of· additional assistance to you in consideration of this
subjectj we will be happy to p~Qvide whatever additional information is
needed~

geepec tftilly ~ubmitt'ed'.

~~.~
V,sePh Stetler
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AEROSPACE:[NDVSTR1'ES'ASSOCIATI0N~O'j:"AM.e;RICA; 'INC.

'7,il ,g"',S"'':-E~ STRI!:.t:T""" w,: W"'.IINOTON,,o:,c...il oo3 0 :n !,o: 3~' ';I'lli,.

se~ember.27,,19~7ti

Mr •• ~h,ilip Rea:d'-
D,irectori, Federal Ptocw;:entent:

Regu1a:t±ol1s
Genera'l" Servic.esAdmini'stration,.
WaShington't, .0 •. C,~" 20406·

Dear Mr. Read:--

This is, in referenoe, tothe:p~oposad,amen~enta;t~the
Federal, Procure~nt Regu~at.ions'deClli:ng ,with,pa:-ten:t.$-;,,_,'~1;'an~;-"

m!tted'by, YO,ur le:tte,r of AUg'us-:t. 3::;, 19-76 <to l1r;'. 'Ka~l: G'. Harjt,: ;:;3:'.,-
Pr,e.sident: 9£ thi.s~ Ai:;SO,cia'tiqn: .

In· view'; ofc the' subject mattter,oftbe,:,:pro:p:os~>amendtrt$l}ts"
this Association has: .not; ,formulated' a. posi,tion·:tne-reom HQ~

ever, ,oommentS,receivee fr,om:a' member. ,company-I, copy' a:t·tliched:,
wexe thought 1;0, be of such$igt'1:$t'.ic~nce:as:_t-o:'warra:ntbei'nq,
fOrwarded:'informaJ;ly" for· Y9ui cqnsi.dera-ti~,J:j,'.. .

vet'y",' trul'y 'yoU::rs)~,

3,,~ t9?"'~:Jf:
FranZ'().Oh~.$On,r:·•..
Vi'ceLpr~s;'i.'d~n:i:, .. ... . ..... -'..: ,
A~ro~p~:c"l'::P:JZ\')cu:r,e!Uent Si:a'~vio~'

FOO:ph

Attachment::
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PropO'sed' Mcnamen'ts" to' Feoer.al>

Prot:urcmeriti Regulaticins' 'or('Pa,'teri'bs"

The: idea ofleaving title to subject Irrverrcdcrrs with the
Institution where t~einventionsarernadeis_good~ but some-
of trhe , condit'ions for qual1fying under theprogr-amare highly
objectionablc~ Section-VIII of the propOsed agreement, for
exampLe, requires R&D subcontractors to assign' their ,subject,
l.nventions to the Institution, or ,to .Ehe Goverrun!=nt iSecticin IX,
SUbsection (f') prevents the Insti;tution, from gri1nt~ng license
rights to employee inventors or toorgani-zations._wi,thwhic.h-_

. the inventor(s) is' connected;' and:Seption_X. pr()h.ibitsassigl)~
me'ntof subject inventions to anyone (),t~er than a patent
management, organization approved by the contracting agency.
These'conditions are ~ou~terproduetive and discourage,th~

making' of s,ubject inventions and the· utilization' of', the.
Lnven t.Lcnec.

Quaiif~in,~',~ubcdntractors,' should 'be '.a:'116w~d'"td' re~a.in,.!at
least a defeasible title to' their:~ubj,e,<:~inventions"and"
inventors' and their aeeoctaeea should· be, allowed topartici";;"
pate ,in,~chievil'lg.utilizati,onof their,invention~",through'
licensing 9r.. otherw:ise.

AS'Y'OU well: 'know t, ,'th:ci:re,is~,geI1':e:r~li~,:n(J'()ne"~ore'deiii6~te~
to achieving' utiliz.,a'tf~on o."f'.aninventi0'r1 than' .the'inventor.'~,
particularly When -be seanda to share in, theprC;rfits·of, a
successfulvent:u:re~Why·therl .tie the hands,', of· these people
and thcir business-associates and:prinoipals.bylimitinq
their par~icipati6n~

The res,tric'ti6n:al;Jai~sta~s,';'gning,right's to. anyone other
than "m:approved":'p<,t:te:ot ma'oagement organization, is likewi.se'
objectionable ,a.s,"/:liscr,iltl,i:nat:ory' and' void· of' any ueefu.I: pur­
pose in'achievirig uti,liz·ation of, subject inventions. While
reasonable condi tionssuch as. granting, only a tid tIe which,;
is defeasible for failure to achieve utilization might be
appropriate, there is no apparent reason' why such aX1":ass'ign­
ment should not' be available to' any qualified applicant
willing. to accept .ebe same. conditions •

. The Government procurement patent policy pendulum,isshOwin9
signs of swinging back from, a title~taking positiontoa
license' pos~tion. Industry should encourage this· movement
and. help, guide the return, so that the, patent ayaeera. will be
able tobettex'servethe PUblic interest, in ccvernmerrc fund¢d
R&D:.

ConditionsLn' regulations which preve:nt' the inventor, and:,thos:e
closest to tihe. iriven:tion from partioipating.. in its"comlnerciali~

aatit.cn should be opposed. At the .seme time,. however, reasonable
~ondi-tionsaimed atprotectlng the. pUblic against unbri,Uf!~
or unwarranted private economic gain' from Government funded
research should be recognized as, proper. In this regard, the
requirements in the 'proposed amendment to the regulations that:.
the Institution use its royaltyreceiptsi aftsrpaymentof
administrative costs and .Incerrcdve awards to' .Lnverreons , .£or
educational or research purp~sesshould not;beobjectionable~
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UNIVERSITY OKWASHINGTON
SEATILE;WASHINGTON 98195

Go.vernme.nt, Fiscal Relat,ions and. Plitent'cOff:j,ce
275 Ad:l\1inistr~tion:: ,BuHdiilg<. _AG,..7Q

Septetilber,23~ 1976·

Mt. Phi1i~:G. Read
Director 'of' Federal Procurement- ReguJationa
General .sewecee Adminis,t1:3tion

. FadeI'd SupplY' Service: .
Wa:shington. -DC 20406

Dear Mr'. ReacH

orh/mk- you for, 1Ou1",-1'ette1",o£ August, s-. 1976' iilviting__ c9IlllllentB~on_ a proposal to
e:xtend-:the:. rnstit1,1tional. Patent· AgI'.eement (IPA)' concept 1:;0'·aU Fedenl granting
and'contract1ng.ag~ncie:8.

the,-University..of Wa:shlngton has had such an- agreement: with: DHEW fQrnearly
eight" yeatts, and. we, are, pleased to: not~ -thata.cti~ .. is moving, f(lr~rd-towards 8
fUller,', Impl~iJ.tationo£the" co~ept~ We-,b'elieve:·tl$t _the·C61l1lnitte:eon GoVern..
eeae Pat~nt.POlle:'f hi:t~ ade,ql\ately, :l4entlfie,dt:he'seve.ral',' benefiu·of· using' an
IPA. at" approved- institutions'. In,'.ourvtew1 the lIiQGt.bEllneUdalaspeet'of: the>
IPAis . that .it' establishe&:'a: certainty· ~actor-' that: enabIes-, tbe.:Univeuity· to
move: forward' prolllPtlyw:lth',- technology.:.tr~n8'fer'aqangements.

l1i genera-L,: we are satisUed:with.tIlQst'of:: thepr~.wi.iJiomr1n:tbeproposal'yOu
sent to' us for' review. We are also-pleased to note the' absence of any.c1ause­
limiting' the maximum, alnQunt. of. royalty; :income' that· ebe.. grantee.;.contractor' may
pay, to..facuLty., orstat'f· inventors. Such"rest.-rictions, are' dHfi"cultto state in'
relationship_ to the"varj,ous institutional'p,olic.:1esi. and-we feel that the. royalty
arrang~ts'shoul.dbe one of- the'factor's;,: among. others •• in"the.'tot,al" in-St1tu;.,
tional proposa,l.i.e;. on acase,;..by....ease;, ba-s1s'.

There.maitide:r ·of our. comments are keyed,.to,the propOsal'., ycu.: sent: to·"us':

I. Seope of Agreement.

Thia.'sec.tio,n, suggestli:. pieeemaal appH¢stiOnof· the ~A' to 'the,
!nstitut10o.-'s grantsa1\d'contra.cts,'by-p~0V:id1ng"for,.a ct1~"off

date :beyond. which c{)ntr-aetswould"not beaffe'cted by,,t;he' IPA.
We think that a complete'cut..over· would· be. simplei,'and.- prefer,,,.
able' for an Incentuone . id¢;ntiH:edafter. the' daee. of- the IPA"
irrespect;v.e- of,howilong, the:, specifiC contraet"ha4',bee:n in­
effect.
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V. Invention Identification. Disclosures; and Reports

Since grantee or contract~r'sproposals,may contain information
ofpatentsignificancei we recommend that>ancadditional sentence
be' added, to Clause V(d): "The.· Government agency will take
reasonable stepato insure that data or information furnished by
the Institution 1s not released to the publie befarethe agency
obtains confirmation from the Institution that the proposed
release will not adversely affect the patent interestsof,the
Institution and the Government."

IX. Administration of Inventions in Wh~chthe Institution Elects to
Retain Rights

We do not agree with the provisions of subpatagraph(c) under
this section; The,Government, rather than the Institution" should
have the responsibility, to monitor its procurement's, and claim roy-,
alty exemptions at the time of purchase. Moreover, it as. not
reasonable .fcc the ccveereeeat to look to, the' Institution· and/or
the inventor for royalty refunds (perhaps applicable to transac­
tions .occurdng severaLyears.,inthepast) if the Government .eae­
takenly pays the, full price, to" a- licensee rather"than' cbe roya1t~·

free price.

Notes for Completion of:IPA-

Item· 6 suggests that an: agency- may restrict, tM ,!PAto contract's, (-and,
exclude"grants, for example). We' cannot foreseeanylogicalc1rcum~

seances justifying the exclusion"0'£ grants. To the" cODuary,'sucb
exclusion.would be counter",productive towards'; achieving', effecti-vetechnol..
ogy transfers. We recommend' thatltem~6be,deleted.

Information, to· be Submitted by Institution:

Sub-clause, (a) requires' theapplicantt6 furnish:deta.iled'dataregard1ng
1nvent1on and patent;, administration eKper1ence:cover1ng:the_pastlO'years~,

In our opinion,. it willbe-'bu1:'densome· for iDost,applicants', tc devakcp t-hjll
required stat-istics for, so mny years back. WebeTieve that'data--cove.r,­
fng the scee-receee five' yeeea- would,. be "adequate CO"d!!\I1Onstrate,.tbe, app.l1-'
cants' experience. and: would not require' as much reaearchof, past-records'
in order, to. summarize the requested inf-Orm8.Uon·. ~



J.QOtJI

The above-s~a~ed commen~9 are intended as constructive sugges~ions ~o hope­
fully improve an otherwise excellent proposal. The efforts of ~he Committee
on Government Pa~ent Policy and your office are commendable.

~
• cues•
• . '

itia~e-C. Tr~'ib~
Governmen~ Fiscal Relations and

Paten~ Officer

WCT:mb
cc : Mr. Adkisson

Dr. Oebal.Ie
Mr. Latker
Mr. McCartney
Mr. Ryan
Mr. Scurlock.

32_635 o , 78 _ 43
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RESE-A:R-,CH 'T,RI A N'GLE,IN STITU T:E
,",0,5,:1',.':0 F" F.I C.'£ B'O_X. "~lg:..

Re;SEARCH TR,' ...... O.,I..".".,···PA··Il .. I(·. !,,'Q,.,RTH. C'AR-OL."'NA 21109

September, io, 1976

Mr. Philip G. Read, Direc.tor
Federal Procurement Regulat.ions
General Services Administration
Federal Supply Service
Washington, n. c. 20406

Reference: Proposed amendment to FPR Subpart 1-9.1, Pat'eats

near Sir:

L~

Thank you for giving me the opportunity to comment on thepropO"sed
amendment.

I have a few comments but first I want to say that: it takes a big step
in an important direction. I fervently hope it is accepted by all agencies
that support university and non-profit research and development: because' I
believe it will go a long way toward introducing technology to the- earkee
place. ~ere consumers can benefit-therefrom.

My comments pertain to the criteria set forth for tbeinstitution's
technology transfer prog,ram. The- wording in subparagraph (5) of,l-9.lor-7(b)
is quite satisfactory. 'l:0 quote. the institution must have "an active and
effective'promotional pt'ogram for the Ldcens Lng and marketing of inventions."
However, in other sections of' the Revision and in the sample IPA, there are
strong implications that the government has in mind certain currently existing
patent management organizations._ See for example the emphasis in Section X of
the sample IPA on "organizations" rather than "capability." Indeed, the Report
of the Interagency Patent Policy Committee went so' far as to nallie two' organizations.

There are. disadvantages, aswe!!l as advantages, to the current nationally
known patent management orga·nizations. One prominent disadvantage is that they
are self"serving, i.e. ,they seek patents that will 'bring them the most income
and those that will have a short-term pay-off. There are many inventions which
are useful to industry, and through industry useful to the consumer, in which
the potential pay-off is below the interest threshold of these companies, but: is
still economically valuable. One accusation that has been. made is that they
skim the cream off the top.

A further criti-::ism is that they are too far. from many. universities to
provide the personal touch that mos.t inventors need. I would' like, to see .,.
unive:rsities encouraged .tc establish their own technology transfer function or ­
ro use local institutions' (The University of North Carolina- at Otapel lIill and
Nortn.Carolina.State University in Raleigh have arranged with-the Research,
Triangle·.I'lstitute to undar t ake their paecnc management actiVities).. This

{Uti '.'·8311 ..... ,0, ... ItA,"E'lGH. OU,"'H,A'M A"' CHA,...... Hi-"'"
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also cr-eates the environment:; Io'nereby,a great,er patent awareness can be brought
to the university research staff.. I am notenco,uraged by the results of the.
Patent Awareness program of the Research~potporationat the three universities
I have observed. revenecrs have a' strong suspicion of the "traveling salesman"
or che "big-city slicker." An effective local capability gets around these
problems. I do agree that a demonstrated patent: management or technology
transifer capability must ~ist eercee. an IPA is made. Therefore, universities
starting their own program IIIust accept case-by-case negotiations of inventions
until rhey vhave demonstrated their capability or use an existing organbation
while they develop auch capabllity~ ,

In order to accoiepkfah. what I woUld"like,to see, I suggest that in Section X
of the sample' IPA che word "organization(s)" be changed, to "agent(s}" including
the seccrcc title. Thb should not cause confusion with. the word "Agency" if
agent isalwaysllIOdified by the words "patent eanagaeene ;" In the present
version, six. of -che- ej,ght times "organization(s)" is used it .re so mod'Hied.
It would. cause no ptoblem to properly. modify the word "agent" the other two
times it is used~

To make, the Revision consistent with this suggestion, the words "patent
management organization(s)" appearing elsewhere should be. changed, to reid
"patent management agent(s)":

;p~ragraph" (I) ....~~ SubsectioD.', (c) f ,1,..9.107;.6 (Page,3)

"Iti!m.1/cil'No:t'es f(u::'Colllpletioli f IPA (Pag(i 18),

Paragraph\;(7) .Ofth:lil; ne'Wsect:ion-l,..9 ~ 109-7 (a) . ~Pil.ge .. 20) .---:=..
Further, ·theinformatiou' requested' in: subparagraphs, (9) (11)' ·tb:rougb

(9) (Vi) of section 1"'9.109:-;7,(a."shou.!d,be broken down by the. patent management
agent. uaed, This will 'givethe:Agencyan opportunity toevsluate tbevef feccdve­
ness. of. the:current.·patentmanagement agent, in .rhoae: cases- where a. change Olay· _­
have been.made:recently;

Gentlemen, I: applaud your effo,rts. and the results of those"e.ffol'ts. 1 look
forwaX"d to seeing this pol1cYwidely used by governmentcagencies; Thank you
again for the' opportunity to camment-.

Sincerely;

f(~tf1;~
Ralph,.L·. Ely. Jr., Director

. Office of'.,University Relations,.

RLEjX":C<I'.

cc : NtmnaQ:, J.; ,Iil.tk8:"..

/,
I
I
I

I
,"

1.,'
I,

I
I
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STANFORD UNIVERSITY
- STANFO,RD' CALIF()RNlA'9430S

...... :.Cod< ~I' ~9M'6r

OFFICEOF

TECliNOLOCYLlCW$tNG. SeptelQb,E!J:;', -8.,_ 19:76'.~
l'NCI!,!AMJO

M~~ Philip G. Read
Director of Federal PrOcurement Relations"
cenecaf. Services Adminis:tration
FederaL Supply,Service
Washinqton"D~C,. 204{)6:

SUbject: Proposed Federal, Procurement Regulations;
dealing. with, Inst-ituticenaJ.- Patent Agreements"
with Educational and other Non~PIofit

InstitUtions

Dear:' Mt'. R'ead':

Thhletter. willcoIllIllent on the proposed standard Govern­
ment rnstitutional PatentAgreernent,witheducational,-and
other non-profitinstitutiorts, whichcdocument,was-provided
with your letter dated August 5, 1976. As 'a,,'general 6omment::;~
we wish" ec. .obaerve. that,',the· proposed"uniform ,regulations
are' astibstantia.l improvement ,from thevaryin~re~ula~ions

of, ,the,-various,:ageneies,.,and 'should enbance.. the',flow of
technology,,·to, the public. from-reSearch:. conduc:t'ed::'at the'
country's educational "and 'o,ther,rton-pro,fit !nstictuti;on-s'.
The" following-- are 'directed, to-revisions:-which:, we·,believe
wilL enhance the utility of the Ihstitutional,Patent,AgreEi­
ment{IPA) and its administration both by the: universities
and,other nort-profit .institutions" as,-well, as.by ,the'govern,.;·
ment agencies.

1. Exclusion of certain contracts fromths: IP,A·.
An, l.nteJlt' of-the IPA ui to reduce: the aamrn"
ist~ative_burden on both the agencies, and,the
universities. However, the clauses whi9hper~

tain,,·to',excluding: certain' ccrreeacea. from-the
IPA will add to the'administrativ&burden~

Ic:isnotedtha.t the ,very successful HEW IP~

does' not have such a provision. With such,' a
provision forexclusiono~certaineontract~,

there is'. tih eri. a requirementoI1·the' part: ot::t:he.­
agency grant and contract administration per­
sonnel to have grants·.·and contracts ,reviewed:'"
by' the agency patent personnel to determine.
using, unspecifiedcriteria~whetherornot:a.
particular granto~dontract~$hould,be'exoluded

from the IPA. From the cohtract6r"s' point. 0·£
vrew, the", con cxaccormuat; then deal· with', ex...·
ceptions to,a'$tandardoperatin9,procedti~.

which is. administratively cumbersome. Itcan
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be. observed exceptions to no.rma L ruree. in
administrative requirements. are similar to
e!xceptions.in-the' Ehglish:language in termS
of complicatingsomething~simple.

It is not clear why the ad hoc suboommittee
of the, Committee on Government Patent policy'
of the Federal· Council for Science and,"Techriolo9Y
saw-fit to include this requirement; If there
isn 'tany documented -history '0'£. abuses 'l,eading,
to the need to have.sucha provision, we strongly
recommend that the. clauses .pertaining to exclusion
ofccintracts from the IPA'sbe' deleted. (De­
pending on the motivationsOf ..the'subconunittee
for inclUding this requirement, the reasoning
of paragraph·6',belowmay a!socall:for deletion.)

2. Re uirement .to normall: license non;';exclusivel.
Paragraph C}'o the propose new 's seccaon c).
to ,1-9.,107-6,-specifies,: "A requirement that
licensing by the institution will: normally'be
non-exclusive except ... '", In actual prac_tice,
because of, the,' undeveloped nature of univers'i.ty
technology"a first license will-"normally" be
exclusive, not ncn-exc Lua Lve, 'We recogrlizethe
intent of this paragraph is to insure: that', where
possible~, first_licensing will be done on a-non­
exc Lus Lve basis, and we have no objection .ec the
intent. However, thesubparagraph'wordinq is
somewhat misleading, particularly to institutions
beginning-a licensing program. We, thusrecornmend
revised wording' such as: . '''A requiremertt that the
institution make subject inventions availa~le' on
a non-exclusive basis except ••..v,

3. Theinaoplicability of the_ IPAwhere' the institution
is asubcontractor_{last sentence' of 'Article I of
the IPA). It JoS: not clear why theIPA does: not
apply where the institution' is a subcontractor •
It would appear the logic of using an IPA applies
equally well tosul::jcontrac-ts as well as:.primei con­
ta-ecee ,

4. March-in ri hts for ublic. health, or safet needs
or orother~ub Joc pur~oses. SUbparagrap _IV. b) (B)
covers,march~Jon rJoghtsor the government to- require
granting licenses to the extent,that the invlilntion is
!equired,forpublicuse by government rsgulations
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or as may be::necessary to' ,fulfill" public' health
or safety-needs;, or. for ,other public 'purposes
stipulat.ed, in the :applicabl~,con'tract. ,The need
to include thiss)jbparagraph--is.,weHundersMod.­
However, on its surface, it is a' potential danger
to anexclus:ive:licensee that ,may':beplanning to
investsubstantiat .,risk :capital in':thedevelopITient

."f,;an: invention-. This·:is p'articularlyappropriate
in"inventi.ons!n, the __ health' ,field, where- very-,large
sums, ,are.expended.a,trisk .beroce. first public
marketing-; !twill be _helpful",if the ;IPA· can
include. an assurance.-for:pot-entia'l,licensees'.that
this,_g,ubparagraph, is: only,invok.ed-·!n: rare 51 tuacf.ons
when -oe.r tiaLnr.specLfLed ,cond,itiop,s occurv

5. Fi'li~q'~:f ":f'~r~'i~n"p~tent'~p:~'licaHons",Art-ici'eVII
a. spec~f~es certa~nt~me per~ods.for filing foreign
pa~~ntapplications(noteArticleYIIism~slabeled

as Article.vIU). This article also. prov:ldes.·that
the, specified.periodscanbe, .extrended- if' ,approved
in writin'g ,by"the',agency.

While, .we~can:'comp1y--with--paragraph VII (a) , ,it'appears
to be an unnecessary, and, possibly count~rproductive

"overccuerot-;" It is,r.sadi1y_ observedthataddi­
tion'aLaprilinistra'tive ef'fort,isrequi'red: both, on
thepart·of·.-the -agency andthe:·,ins,titutionto folloW
both ,the',:arb'itra'ry .per-Lcda :of VII (a) ",and,'a"ctual•.bar
dates'. The :requirements', intended to~inistrat.ively
insure,fo,reign filing -daees are' not missed~:rnaypossibly

be .self-defeating oLthatgoalbecau'se a,n ins:titution's
licenSing; ,officer may; be lulled intoo.verlooking, th,e
need cc ..take ,", in.to ,.account:manyother"timing, consi..
derationswith respect.to.'a ,for~filing progr'am
than indicated in these 'paragraphs. For example,. if
pUblication· haS,occur:red','; and, the .tn s , :patentappli'­
ciation:isnot:: ,f iled·untiL',a.ftersllch:publ Leation,. an
institutionstill,can obtain patent protection in
Wes,t:.· GermanY,.:andJapan.if,.. they. ;file·.· within six .. .morrehe
of., the. publication.. Otherfaptors ,also, come-I"nto ·play
such as.. the need to obtain, en-texpox..t control d Lc ense
before filing abroad in certain cases, such,asfiling
in Japan after' pUblication but less than six months
after the ·U.S.' .filing.

As: a further cbserveedcn, in: 'a dynarnicHcensing
program' of ,.undevelopedtechnology. of .uncez-tedn . value,
mcze- of:ten than,not'correspondingforeign' patent
applications, are filed after a months from the date
of ~heU~S. application:--vYI(a) then requires bOth
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the -aqency and:ebe. ins:titu-t.i'on: to:·; set.':up 'pro'"
cedures to fol-low-'--artificial::dat:~:;:_to': reqlles:t:,'
and issue approvals for' variatioris,fJ:'0m tho,$e'
artificial' 'dates ~ Economic·<forces, and ',practical
ccneraeeeHons----"!ill ,dr-ive·' filing.-:befol"e'bar.s:,:
not "arbi,trary. time:pe-riods.- _ We.eeccmseaa tn'at
sUbpar'agraph- VII (a) end, afterthe-word"'regulations"
in line 5. (It is, observed Article: VI, whicb' covers
fi1in90£ domestic pat~nt applicationaco~ld

similarly be shortened -for; s.i;milar- reasons;;';)

In- regard to:':subparagraj?I:1,VH(M';" we'recommend';
to reduce ad;ministrative'burdens' ll,pcinbo,th-.,the
agency and ;the insti tUt1QR';, ,:that;ratherthan',notify
the,' agency'"a,fter' ,fil,ing, .of each, foreign·' patent:
application; •that data regarding,'foreign appli-­
catiORG'.filed'. be. ·incl,uded-> in.the_annua:l' :r;eport.

6. AoprovaLto,,' licenae;.' ,Subparagraph',Ix'(t"Ypt,tlnd.b;its'
the gran~t:Lng>of: ,licenfles:do' ,'certain,'per~sGn~,or­
organizations, ,~ho:"have been" involved,wi'th"re,sea.t"oh'
leading, to: the ,'inven,tion,even'on, .e' "non.-ex,c'lusiv$
basis', except .,'aft:er' organizat:ions, which,' have-' no'
invO.lvement .dec fd.ne to'" license. Rather" tihen havinq
the three"criteria· ,indicated': in,·tha:tpal:a.grcaph"
/tre~ted'aa·':·prohibi:tions".,;:the;'IPA-',should· encourage
ins,titutions'_' to make ,arrangements:, meet:l.ng.'one:- or
more'_,of :", the, criteria'", and'.o'n> an: ,exel'lis·ivEi' bas-is'~

T,he,cr-itfdal 'ingred:ient' to', any: traris~ctidn,whic4

wi-H. transfer·' a: .xeeeeeeb- advance<to"a;, product,
availabl~'tothep.ublic,.in' our"freQ' ent:,er'prTs,&
system".-is -econcmic. incenthte-.'"I t i .Ls ,appar,enU.y,
perceived' a conflict of inte'res.t'wi..ll'e:dst,~f'an

individual or organization associated with: an
invention, ,conceived under', government -aponaoz-ed­
research, becomes' IlIGtivated' by economic' fa'ctors',
and, this result w'ill,'be__:contraryto, the,publ'ic'
interes,t~ Clea,rly"if ':goverlirrient,'fundsare\' di­
verted,' from-a grant, or conexece t'o private ,pockets"
this, economio:'mo.tivation :is:'botli' 'corrupt' and ',con­
trary to tihe. p.ubl-i;a- Lrrcexeee', But beinq',motivate.d'
to makermcney by investin,g, ,effort and capi tal at­
considerabl'e',risk: in-deveLcpmen t, of: ': aresee,rch,­
advance 'to' a, product,. .and. then succeedilig'iiL makirig
that money.~'(in':spit:eof.,welLknown-odda ag<:l,in:stsuch
eucceas]: appears-bo,th appropria:te',to,'oup-.econ:omi'c._
system .and very much: in,·t~e:;public.: inte:rest~.

WEi a'lSo'note"lX'(fl' wi'll' prohibi,t'licen;s,:!;ng-:,by;'
S·tanford· to Hewlettp"-ck'llr:d',,.:va'dan'. and" mllny-'
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more companies because<Ot';our'clear- role'as' .
"pr-cmotiez.,'. organizer, or financier", in those
companies (unless.other companies:' in thelr
markets all decline 'to license). In addition;
it is not clear "if:-the -definition ,·of.. :"firiancier""
extends "to comparri.es repreS'E!nted by- investments'
of our endowment.

The challenge to, 'the ad-hoc subcommittee Ls. to
develop mechanisms.toachieve the goal' ofear-ly'
and broad transfer of research findings under
government -financed research to pUblic,',use'and
benefi-t.The subcommittee .hea chosen the<free
enterprise system in lieu, of the-option'of'govern·
mentdevelopment or theoptiontodonothing:~

Subparagraph IX(f) is in direct·.contradi-ction, "
to-theccorrect~ecisionofthe subcommittee and
to the achievement of its gqal. It is ironically
also_in direct contradictioIi_1:0 programs, of the
National Science Foundation-Research-Applied to
National Needs<and the Small Business Administration.
we: 'strongly,reconimend:,that subparagraph,.,IX'(fj' be
deLet.ed: in' ;its'eIitirety~

The, key ~~succesSf~LimPlementation'6f;theIPXwillbe both
theprocessofselect;ionof ,institutiOns- eligible for the- IPA
and the provision, for termination on3Q:days,noti-ce_forcon­
venfence , _Thus; i,£-:an'-institution performs inoomp~tently

(habitually missing, bar dates, for example) or abrogates rPA
provisions in letter or, spirit," the IPA',can be promptly termi­
nated~ The funds' saved by reducing'governmentad~inistration

could beneficially be utilized to.improve licens~Iigprograms

of theinstitutions_~butnot the point of removing 'the" risk"
from ~>risk/rewardequation.

We appreciate the opportunity- to have been 'able: to' comment_on
the proposed-IPA' with educational: and non--pz-o fd tr institutions.
If amplification'o£ the 'foregoing comments ,will be helpfuL,
or .i.fthere are an'y queeedcns , :wewill, be pleased tocooper-ate.

Very, ,truly yours',

/?~Niels;J'~~- •
Manager",,' Technology:: _IiicensipiJ

cc: NorrnanLat,ker',OHEW-
David Eden:;:oept.of'commerce
urban Faubion-, Stanford seeeexcrr Institute­
Howa"rd"Bremer ,--Wisconsin' AlumnI- Research: Foundation:'
Philip Sperber", ceva.eeorr.eorp',
Norman Jacobs; Amicon"corp~

CliVI!! Liston, Stanford' uhiversity
NJRish
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COUNCIL Of DEFENSE AND. SPACE INDUSTRY ASSOCIATIONS (CQDSfAl
~l:~',~~~t~,,*~~,;

'Nlil:lin9~ni,'I), ..C.,:2tlOOJ

•
1202J .'~'9ll31

14 September· 197~.

Mr. Philip· G.· R~ad
01're'cto~',.Fedel"~1: Procurement Re-g~latfons

General, Ser.vi:ces,AdministretJon
Federal. Supply-Service
Washington, 0;. C. 2D4C~,

Dear Mr. Read,

The· member aS50ci'a,tions" (jfthe,~duncilof'Oi!fense: and'"
Space Industry Assoc;iations (CDOSIA)· appreciated the opportun.lty·
provtded- fnyour'letteroof: 3',August':,:l97u'tocQ'mmel1t"on,':a· prop()s~_;'
arnendment-,to,the; FPR de,alihg:.with- Instltutjo,nal' Pateryt- A'gre~ll1erits'

wHh, ,edllca-~fon,a land otn-er-· non-profit -ins:.titut fOM'hav.;ns. a te:ctlnol~QY:

t ransf~r"prdgram, meeting',sp,ecH ie~::c~ite.r-ia.. How~".eIY,'"i'n>,. th ;-S":1 nstan¢a.;.
the. member::assoc; at; ons-. of.'CpOS'IA- -"Vi-ll _not ;' be:,,~1Jbm'ft ti~g: cOGrdiJlatad:
comments through COOSIA.

It:.,may:-b(r- tha·t ,.on.e:'or'JOOr,e~ of:the-jneimba1':::a~5QcJ:atJot'$),-m~~t
sublnft" separate·· oonrnents directly" to you.

S:ince-.tel¥:.;:

A.,. f: 9--/;//~
George E. Youngblood
Administrativ.· Officer

GEMil
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COpy
lHE UNI"ERSrrr'OP'RoOmSTER

ROCHESTER, NEW YORK 14642

OFFICE OF ltESEAJlOi &: PR,OJECT ADMlNlSTR.<\T10N
AREA, CODE 716 TU., 275.. 0,,",

31 AuVU.t; 1976

p~mr B~AIlI.'Il, l1li

3191&SEP

-.<:<- ":,'-" :
!'PR, !ubplLrt ,1~9.1 ~ftb_""Re.DlliU Mr. Read =

Hr. Philip G. React
Dir.ctor of Pederal' Procurement ~laticn.
General Services Mministration
Pederal Supply Service
washington, D. C. 20406

Your letter of 5 August 1976 regarding' the above patent provisions and the
Institutional Patent Agreement with educ::ational and other nonprofitlnstitutions
has been received..

We are pleased to note ~~: qen~altrend~d a lllOre~ea90nable a~ realistiC'
approa,ch, in. bringing inventions to the publicSElCtor quickly by means of INch
agraemen:ts•

However" some ,concern exists in tlie language which -app:eilrll to speak of individual
aqreements,neqotiated _with each of, the -various aqenciss. See for example ',pro­
posed, S'ubsection(6l,to.,l-:9,.l0.7-4(a) line -g':rsferrinq: to R ••• an; •• " aqreelllent and
also proposed 5ubsection (el to 1",,9.107-6 line 2 .....~ ••• ~..agencY,andUn8 3
- •••an..... duplicated. This would appear to mean tlUlt it is ·inteneled. that: no
lS!nqle 4gency-wide A9':J:'eem~t is con~lated~_ which we believe to be.a mistake
resulting incost!y and need.lessdupl1ca.tion of _WQrk. It would seem.lllO:J:'e reason­
able to expect that the infomtionrequired to satiafy cee agency in .this reqard
should generally suffice for all others.

Finally, we are in aqreement with the deletion of a proscribed award scheme and the
. resulting proposed Section 'JF) p. 3: providing for incentive awards and utilbation
for educational and. research purposes. The agency imposition by means of a pre­
viously determined royalty IlIIlOUnt to be Awazded to an inventor appears to be an
unwarranted intrusion into the relationship between the grantee institution and.
its employees,.

we are pleased tohil.vehad this 'oppOitunity to offer the above coauanu.

Very truly yOlire,

Dav1d·l\. McJli'iA..,
Di~ctor

DAMlaClll ./
eel Nortnan Iatker, B~.
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~
RUTGERS
THe STATE UHIVERS.lYY
OF NEWJERSEY_

AeSEA,RCH ANO sPONSOREO PROGRAMS.116 COLLEGE <loVeNUE.NEW BRUNSWlCK oNEW JERseY 069030201/932.711S

August io, 1976

Mr. Philip G. Read
Director of Federal Procurement Regulatious
General Services Administration
Federal Supply Service .
Washington._ D.<:~ 20406

Dear Mr. Read':

This is: to acknowledge receipt of your, memo concerning
the: amendme~t ~n patents proP9s~dfortheFederalProcurement Regula~

tlpn,s .1:have M questions to pose or views to-express that are­
contra~y to the content of the.· document in its present form.

DP:~d

ccr: Hr-.E~ 'Isaac.S;

c\c.r~l~'rs. _ '
" '~ramer . .

Associate Vice' President- for Research

,
I

i
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WI SCQN $.1 N A.tUM-Noi RE s [ABCll rOll N DATION
POST.OFI'l(:t!· 80)('1385: Ttla>MONlf.'t$08, ~2600'

263-2831
M'-.'cO"I'.•,"O'Ctil',. W',".'::' _.;-3/7-_0,"~

September 17, 1976

Mr. Philip G. Read
. Director-Of F ederal Procurement.Relanons.
CeneralServtcesAdrniatsceacien
Federal Supply Service,
Washington. D. C. 20406

Dear Mr. Bead:

Be: Federal' Procurement Begul"tion$ - PtoP~'s<ld
Institutional patenr'Agr_ee:tll~nt

"

We" appreclatehavfng-the opportunity to: comment" upon:.tha propo.sed'
Instirutional,Parent'AgreementWith.educ'adonal"and:nqll~pJ;'ofit-'-inst_HLltio:n'S,:

which accompanied y:OUt letter of -Augus~. 5,': .,197tt -We.;ar.e-'p~ea.sed:l'Q 'see,
that consideranontotbts approach to' t~e: tran.sf~r-of.' technology i,tom·-such
org.anizat1ons c,ha's:progressed,to this point. Our commenrs.ontheterrns.
and.provistens- of .theproposed. Irtstitutio:n-ai\P}J.tent:~Agreernen:t';.f011owt~

1. ScoP'e'0'ASteeIrient

Thecommenrs.here can alsO,!Yereadilytied toend'sho\1l<l'
be cOljsideredalongw.[ththe~mm"nts to Article IV·(b)'(B~,

We do not understand.the needrer~excl~sIOnofcett$in

conrracts-frcrn theInsrttottcnalPatent; Agreement., To;QUr·
knowledge 'there" has, been·no,historyofab'uses'leaGlin'g':
to' the need for such,excllJ-Sion. _ Mor-e 'impOtitliluly-. no crjrerta
have been. establtshed.upon which the decteton-to exctudets
to be based, .Hence, the decision" at the outsettoexclude.a,
contnecrfrorn- the; scope of .. theInattrutional. Patent, Agreement'
can, be completely ,arbitrary In. nature, TheInclusfon-ofsuch.
a provtstcn.also seems redundaac tn.vtew-et.the maeen-ur 4,
rigjltsre$eryed' to.the.Oovernmenr in Art!"l", IV (b},(IH. q~

braddi-rion:~" for, every. exclusion':(r.om,the·:Institut'!onal-,.patent­
Agreernent.. the only,·altern:ativ:e~pt,e:setited·:t(rthe ·.·Insritut1qn
ta-re: abanc;lon<admirU.s.t,r-a:tion"of' aO:-jPlfcentliQn .al"ls:u'1~,': undei!-the



1U01

exc;ludedco,ntta;;;t,or'-to:agaitl go'back,- to.a -case- by:'"'case
determ-inali(m~' ",,' Bxper-Ienee.wttn.rhte.Iatcer approach-has­
establlshed ,thacc-it .ts'-unsat~$factot;y~__ 1 can: tneroduce
whatcan. be',c,riticahtime,delay-s'.in:" the: trnnsterot'the
technology 'to the,private'sectorw-hh-the. re-sult-that" the',
pubHc,may~ Inrealtry be depr.tvedof.thartechnology;' I~

weill'., certaanly serve to--signifiCantlY-jnc,rease'tbe:- bur-de1}:
Qf'adtnirt,ister'ing: theinventlon~

Purther" in> relation- to.Aretcle ,,1' ot;cle,-propbsed Institutional'
Patent-Agreement-; 'we' do.not underatand.why" the, InBtit~ttQnEl1';
Patent· Agreement should.net apply to subject tnvenetona.
where' ~he,ln$t-it:utlon,jsa,cont:raQtorunder .a pr-ime-contract'
of the Agency. By parity of reasoning if the Institutional
P'atent, Agreementcis, av-ailable" to.aa.Instttunon-wbere iris ,the
prime contractor it. should ·also apply when· the Instttutton is
a ,subc:oftvtaGW'r.

IV (b). Minilnum'Rights>Acquired>b\: the.Go~ernment·

Tile general emphasis·-in ·tllE> application. of 8eciion (11)_
ap-pears"tO,;be'th$"·reve'r.se,.,of:·that;'i~:'existing,,like,ptovisions:

of:'th_e'ln·gtlt-utionalPatentj\Ag~e.ements" with>borh.tne.Deparrment
of Health>. Education, and. Welfare and the National SCIence
Foundatif)n'._ The f()t~mat'tn-Wht¢:h,th~s',.Section:' haS>been',c,o.uC'hed
would.appearat. theouusecto. shift the bur-denofproof:in-the.­
adininistration' of ,an·jtlvenUpn~::,ln.,:oeher-.wordscIt-wculd'
appeat:'that-under·the·liteI'a,llangu~ge·of-the proposed, provtstcn.
the,-Gov~rnment"can.--reql;1est.;th~'-··Institution',,·to,;·,gz·ant:a:.ltcense
toa: third.>_party' at'any,time',:~efQJ."-e·:the running of, ttie_-3·~yea.-r

perfcdafterthe. pateiit issues~;. the' burdea otprocf then' appears
toshift-:t<h the:lils:titUtio.ll-'to':' s:he~",' that:effective steps have been
taken to,br-ing,the"jnventi'oll:'-co.the: point: of peacttcal- appUcatiQn:~
or' ·[~ar:[he.irtyentiQn,"hAs·bee_t1:licens¢d,on:reQ'sQnabfu:,.t~rrns,;·
or that> pl'inciple or ex~luslve rIght'" should he retained - the 3·
year "incubatien" period being> available. to the Institution by
impilcatloii,

It,wO-Uld\'se,e-m:",more: •.apJ>roprtate'th'a[,·:the:·~;..ye(lr, "ihctlbilti()-n~lf

ttme. s:ftQUld;'be:-n:tore'cspl3CificaUy-; ,S€VGfJt-, 50, that': there-Is ,m~:,

misunderstanding ohlle intent of the Whole of psragrapn (b).
We believe the language of Article XU (a) of the Insrtrunonal.
Vatent'AgreemeJlt~w-ith,-,th~ .. oep_ar-tml3'nt,·.,.of'- Health;, E<hacation.
an<kWelflu:e would be more appropriate.
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wtrhregerd to paragraplt(b)(B)of.Artlcle.·IVtlte·declslon
(see. comments .under-Scope':ofAgreementabove)":can:~be
an arbittar'y. one. .No.guidelfnes.or criteria are'established'
upon which such' a.decision,can: be:based. Moreover r-the
dectston [0 Jicenseotherscambe,:madeunder this-:proYision...
wtthouteven .givlngthe Inarlrurlon.an.epportuaity .tobeheard,
That',opportunit-y"atthe_Ne~yJeas{~.:shouldbetncludedin the:
pr-ovision. The-format of the ccerespondtagprovtstonstrom
the, Institutional Patent Agreement with' the" Department ot:
Health, Educaclon, and Welfare; .Secrton Xll (b), whtch Is .
reproduced-below. for-youeconvenlenee, .wouldbemore:
apprc)Jp,riate'arld:.e;quttable;

"The Crarucr- reserves.rhe right: to'.'Idcense.oz.ta;
require.the Iloenstng-cf other .pereons-undee.any.
U. S. patent orU, S.pl\tent<'l>pttcatiQn·flle4·!)y,lje
Grantee .on a.subject. inventi(}n''Onac,roya1ty'",:fre~'bas:is''
cron-rerms.rhac are reasonable:in,the"cit,c,un1s-tahCes.
uponi'a"determinatiQniby;,',the ,A:sstStatW'Secr.eta'ly-;
(Healtit .and Scientific·AWtirsYtitattltelhyentl()n? is·.
req:l.1ire~'.-for'p.ubUF: us~t'by:~:ve:rrt;ne~tal',regw.,atitins.'
that, the'plJblic, he,alr,~;,.safety-,;,orwe1far,e:'re:ql.lirJ~s/

the, issuance: Of':such.Iteensete), :O2!', ,that?tHe",PttbUo',
Inrerestweuldotherwlse- sutfer,",unlessc suc-h-license:(s·~',­

were granted.. The:Grantee,:and"its',-lipensees;shaJ.'1'
be ','giv~n, wl'itten,-nO,tiC'e_of:,any,pro1X"sed'determ"inatiUn~:

pureuenc ro. thta.su!)pl\ragraplt. nnr'lEl$S. tltentlti~ty(311)

days .prtorto theie~Qtive'.da.te.,of~:suCh':determinatlo.ll.,.
and-that' Ifrequest¢<j;. shallbegrantectalteitring,befotll!
the.derermtnardors-Is- issl,l~d.-and,-"QtherW-i,se:~m,Me;effe,Ctiv.e~_·'·

It Is submitted that the lnsdtution.sltould at'least, have the rigllt·
to be heard and adopdon of tlte allov'danguage.fromthe,
_Ol;lpa:rtmel1tof~Health" .Education), ~and,Welfare,Jnsrit"Utt~i;lm:{
Parent Agreement is urged, in ·piace of Attlc1e.IY (b) (Il»). .

V;.' InventionJdell~jficatiOJl. Di.sc1,t>'Sl.ltes\artd'ReR9rit$'~

Tlte impllcation'of secnon. (dj'is· thae Where no,pa(llnr applloatlon"
Is f Iled <me- Insdtution:'can': bar·.-orpJ;oJjibit':p-u,bl«Jatit)n..'·W:it1tQut,~

''limitation'i. - -
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The time frames eatabidshed by Subsection (a) (i) are tntacc
arbitrary In-nature .and.,have no.relattonshlp to the-practices
which- normal!Y:governthe til ing.of, parent.appl lcattone- in,
foreign countries, in, a, patenc-Itcensc struancn. Traditionally,
once-the convention. date has-been'es.tablished'),as,:by'filing
In-the u. S.before'publication'~ It Ia.the usual.pracrtee.to .
delay-as long: as possible the.Hltng of foreign applications.
TMs: -is -done tor.a. number of reasons/ .among. which' are:

rheIncreasedn the admtnrstranve.burden.wtncb
the, esrabltshment 'of, artifieiah time: periods'."over
and' abov:e"th~'norma11yconsideredahd'·controlling
statutory. time pertodav.wtnch: now,goven-feretgn
filing constderartons.. wtll. cause.

- toesrabltsh .a.commercial interest or perhaps
even enter into. an-actual license:' sothat.a more
reasoned"d-ecision:cawbemade onwhere
to file. correspcndtng.fcretgn appl'lcationsj-

toderermme.the effect of publications, if, and.when
made- stnee certain-courrrr.tes de-have-grace pertods
after, publication, whtch.do.nct absciurely. bar, the
filing·.pI-: a pacentappldcatton;

admtntstranve.. considerations .sucnes. the obt<1ining:
, .or exportIteenaea undea cerratncondtrtcnst-and.

(4.)

(1)

0)

, (2,)

VII.

In view, of the, above, we .would suggest-that- the'portiol'l':.of,
Ar,tic1e YW(a). follOWing, "regulatlons". in line 5,00 deleted,

Scme of the reasoning appliedabOo:ewould,also'aPl'lyro
Article VI (a),.e1atingtothe.f;ling.ofdomestic patent"
applfcatiorrsr with..:,of::cQur:se;;,:provisions;which,iwould,:
protect.:tfle.agency 'ig:·'.c:!je;': event-,the,:In:s[-i~utiQR:dectded-re.

.file,no,·patentapplicat.fon~
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IX. Administration of-Invent-ions :10:Which :the InstttuC10n Elect's"
to Retain Rights

Section (b)

Inrelatlon t6::.therimeprovisions:of'Section '(bj::of'rhis
Arttcle.. it.has',been,'our,exper.-ience that developmentof
inventtons arising ina University envlronment; and':
particularly. those 'In the pharmaceutical field. can 'rake .an
exceedingly long, time.', Consequently, .the finite 'per-led of
8'years from. the dare of granttngan exclustve.Ilcensefoe
the maxtmumureor.such Itcensemay, 'inmanysituations~
be completely inadequate for the ldcensee to even Introduce
an.invent ion-into the marjcetv Ier.alone -recoupt his expenses
from: the-sale 'or use-of-such Inventlon.cTt Iswell' under-steed
that many of-the major delays. Inreachlng-themarketpjace
with an. mvennon- retanng.ro. the pharmaceutical filed' are
occasioned byrhe.conrecl.exerctsed.by v3+-iQus, Pederal
r egulatory agencies. Since these practical constderartonsde
pertain, we-wou~d suggest. tharthe- runntngofrhe -R"'yeal'
period.betclied-for;: that'-pedod, ornme '. that thepermlsstontc:
sell or- use the tnvenrtou-tn: th-e marketplacev up rorhe recelpe.
of-approval. for such marketing or-use .tstn the.hands of'the
regulatory-Agency in' control, .The "inclusion Of'such-a
pr6vision,would-'be'equitable,',to-the'license:e:without
affecting the protection afforded the puhllc by the march- in
prevtstensot. theagreemenr an~' could.beastgniflcant fae,tor
toa favor-able.derermlnatfon.by. a-company in'.the, pztvate
sector to .mvest the' necessary funds tocomrnerctally develop­
a .Unlversi.ty:\~enerated'- inventton,

:o.c Section (f)

We would suggest, the deletion of Section (f),of Article IX.

On-the one, hand. the effect of SectiOns.. (a) and' (b) of Article IX
is _to",l~:ave-,:the_-dec isiol1,conom-nin~::Hcens'ing' ,wltlf_,the~'

institution and .. then through the operation'of Section IX (f)
promptly take, away a' portioneof that prerogative; •
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The pr"v!slons ohhis Seotil>n'could h:ave a,declde<lly,
adv~];se/aff~ct',lipol,l:'thet~aa6f¢'r:-:of" tti'chnolagy:' f~0n:t"!:thej'
Unlversi9ttP::~e".private's~c·tar~:'", 'Fl)us/,_"who.,catf:Il1OlN)'"
quickly transfer tho technology of a Subject Inventlon'th:an',
one wbo partlcipated'in the research ,leading £O.,lts:
concepUon,and/or'actual,reduetion'£O praeUce?' Whto,ls,
most knowIsdgeall1e'arouMhs'sullject matter oMlIe,'
inyention,?:" Who'-ha:s-:mor:eof~ the-:,"knD\\""hQW.-'.'.' whic:.h·-~$.Y> .
be an ancillary but unwritten and undefinable p...t of,the;
Invention? In the event the investigator Is,wUling,to'asllume',
or participate In the nigh rIsl<,involved.ln tran"fer,rlng~

technology' from the UniversitY to the private sector. whtore
there, is IIttJ;e'doUbt that tho odds ,ere extremely lollgdn'
achil!ving>suQCeS'Siwhy-':iS-, hle',lnve$~-rnent,~a,,:difte.tent:froIn'.
that of a,thlI:d 'party· as "',beepme'the subject of a speciflcc
prohibItion'? If such' a person., Or an'organlzatlon'of whlcl"
such a per~nd.. a part, meets, all tho criteria to q~llflI:, for'
a license, It seems abundantl,y"clear, thar transfer of,
technology involved to the:publlc,would'"ocQl:' matle"".'
peditiOusly than"if third partY,. which' has, firs' Who',tsugll~,
the technqlogy' before· suclr, trall"fer' can"be' made. attempt!>,
to make such transfer. We firmly beHeve tllannere,ls little"
dang"'of "un]uet enrichment". which appears to' be thl" thrust,
of.geouon (fl., wilen· there is so, l!ttle cspSbUlW to adeqtlllti>II"
,fqrecast:.of'ttie,':cPrtu:~e:rcia.l: s~¢~a$:ot'anY'g~vet(·lnve~tl0n"·,

and wheeethe inves:tnlen,t· 'risks'have'IWt,beeni.chan~~',.. It\
is 'well" recognized: rhat::eaeh':invention:-,has<its-rnom,ent'.:in:'
ttme and'. if: an.Inatiturtcn ,is:;undef'compulsiQnto',.fit,',"$ttry-
to find' organ~,atio(ls other than-those. sp~C:ified:i~:,S#b:s-ectlo:n.·
(II (ii) (ill). the time delay could be fatal, to, the' transtilr of,
technology tothe. privaee- sector; Also:., d1e'time:d(!il~;
occasioned by obtaining.,speCial.-perm,ission from'the.'a~ncy>
involved. could also mitigate a,gainst the'timely transftl1'
of the, teehnology and would, withoilt doubt. signlficanul"
increase "the,admini-s~rative bu,rdi;,mifO.r:- the:InstitutiOn~',a.:.
well as, the .. Agency.

A further point wlth',regard' to Section IX (flls.that,
Instrtudons for 'the most pari have had,a'gt'eat'dea"nIf
,experience with' and have had' been,'most cngniZant Dr,

32-635 0 - 78 ~ 44
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pOtetl,dal>,conf1ict:ofintete,st"Sit,uations'whi~h:::ar.:ise,Jj~au.

::or.their-,Oper;ations and-beeauseof.the varteusnnterrelatrona
berw:een:fi.lnctil1g"~lJ;·ising,;ftQm,pt,iv,ate,andpublic-sour-ces
(theJattel' includ ing.F ederalAgency fund ing) "and,'cOnsultinf!'
arzangemenrs.enrered into: by;'Uriiverslty fnvesngarorsi We
belteve.thac.rbe InstitUtions' ability tc.polsee these.problems
is'w"ll established' and that 'in the'great majprity Ofsituatipns,
suCh-poli<.::ing, is'.adeqUate'without.-imposirtg specific restrictions

,s~ch,as'are Imposed by this SSCtlon.,

As' a',lasr-;pp.int;,sQrne,of;thet¢~ms,_-used within.See~-i()n(f)

tend.to.defy. .d~finttion~.'-FOr' example;. in-rheconcexc.cf. the
Section.what-indact-does,' ~,Ipromoter:'•. ,"orga,nizeL';':'"or'
"'financier::' 'me.an,'?:,. Tlie:se words-can- haveNery,.dlffereU.t
con,npCations,:depend-i.ng' upon:the.k:ind::of.institution>to: which-.
they-ere being, appll«l;

If you or any pf your coUeagues'hav,,"'any specific questions Pltthe foregoing
remarks .or.wouldltke .addtttonai-Informatdonnegardmg .oucexperterices:
W,ith', extant,:In:;titu,tl,Qnal ''Patent Agreernents.we wHl·.·~.phi!,~sed-,to:;:gtveyou 'our
complete clXlperatlon.,

Very.tr..uly:yQurs)

~"aAMg/t.U<1.Mv
Howard W. Bremer'

, Parent.Counsel.

HWll,rw
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.ell-L.IFOR'''!4 ...., .JNST·ITU..TE; Qf'.. T'EO.I'l.N'O.LO~Y

."AS"1:I.lt",~.>.a"''''I''O.fffil!,it,;.lt''

..... TC... ,..'Q'··"',C,tl:·

11 August· 1916

}fr,. PhiUp, G'-;.-:R¢ad·
Di):/!<:!t;or- -of-,- V~(;{e1Oal; ,Ptoeur~llt, lte,~4t!~-,
U. S:~,.General-S.~,vic.AA;, ~1n~~tr.at.J:o:u.,

WaBhinst0n~- D'!>. C~ 204:06':

DeAr', Mt'. Read;;

TbieS' ,i~: 1c.'re&p~dS$to': youii"Augu.'t·, S,Tettet~punQ:;lng't~e,'~9~':.'
amendIp1an~-_,t,o,C~pt;et:':1,. Tit,le"41,, of., the" Code" of Fe4$;'a,J.; Regu!4t1<tns,. spee, ...
f+~allY:',1I}volving·- a _prop()$~', s\lbp,a:re ·1""'9~l d'ealtlig: with, 'p,jiltettts,,:an.4'
r@eltut·:iOUi11·-P,a.tan(:::, A.8:r:e:eIJl.Wl teo;'

Tllt-Q< :lI.t, to' eX'PX'e$~!,'(t_ut' enthuau,st1c,apffrova~FfcQrth:Ls:.typ'e, of:a,ppro!lCb­
to stalJdudiaat1.Q1\:' 'of" 8qV:I!'t'Mlfm.t· patent- poL:Ley-as: -j;~:. affects,' ~dl.l¢lIit:t~na,l
and:-:O'tM~1'1{)t\pr:of1:einstteuej..Q;n$-. nowever,~"I"dD,'.,1la¥a' $011I,$ sug.si~t:f;ons~ fa;:"
PQssilil'a,','am.endiI!en~'-.· .

F1r(5t:~' l'woul4> p.t':OP:OS8· thlle tb;e·wOX't!s;·'-,..,..ehe,' -re~~o,n'~, inel;Jd:1:i\r'''-' bill'
instil:'te4· 'be-for:e, "auywdHe:n· r'f;i:pOrcta.11 in.,t'he', third:' frOm", th'e"b.ottOlll: l',1.ite,.o-f'·
Se.cUon III, (a) ,of th."p:r-oPQl3ed.; ,IPA:" Thi$;'proposaJ..- is". Uijld,e" becauS8'':he.', liJ:at
sen,l:'enqe·of, elits' suo8~atio.nkat lea,~t inferentially;.:!JJtp].,:f,.'e$:a'liejJ\1:1.-retqent·
forfa~and; posslblYiexpensiv6'inquiry.as,the·oasis,forc eac~negat1ve

decisio'n~__ , Udder. the;, repj)t:t·iilg:.requi:t;Ei.nl:emt., at:' S~tion'; V{'a)", ,ancJ., the: defi11~.. ·
U()n·'.of· "subJe'l:t·,. inventioQ-~I. in,,'Section· II (a).., mOlny', items' will be ,r¢p:ortecf
which Will obvilously"b:e-of' a noncommereiial nature'. In practic.e, d'ec;lsionS
as, to l'lie.n.y euch- it$DiJ:· arfi/:'made- informally. and in,st:l.tut;ians sucb>,a-s·OU~fJ
would ba-,muelt mQ.re comrcn:table,· ifi the langlJ.ag~ we~,a:ltei'ed'.ali:sugg~etel!.

above,..

I would further: suggest· t'ti'ata newsul:jsE!Qtion oe;,added', to Sact.!on: VIU
of the p1;'oposedIPA to' take' care- of a' situation ·which"· has, tr~ubled>ue. in.
ccaeeccdcn wfeh,the ex:f,:sting. agr-eetll&nts with, HEW and" NSF. The problem" sr1$-E!s
from·. the fact'· th,a't c SOl'lKl' educational inst.itutions, (as in our case) have
poU.cies' :wbieb provent, s:t·anting of dghts,: in itivaue:f:Qns ee.. sp',onsor8'.othell'i
chawgoveeeeeae., AccOE·,Ung1.y; when.we. are' the.su-bcontt'aetot. to 'another "E!du""
cationa,l instit'utiQ:n. wM:ch has cui· IPA~ the, requirement that- t:litleve$(:' il1'
the prime contractor' forees eith~r adeviatioil ftom'ou~ own,poli9yor'n~
gatiation,of some'sO'~t:~ We would,; suggeae. a, new subeeeerce-be added: to prav.ide
ehae wbel1,the_sube.ontracto~ha~':an.-.IPA', with' the· ag-encY··involYed'>-
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the:'iJubcon#acrwi. :l.nv~tittQo!1s,.tm -subj~t",to"-tll$;'lPA-:Co;f, ,tb*"
su,bcort trllct1)la·; ,.:, ". " ' ' , .
the' r-epo~11i$.,respori.$itiilitt.o£-:the: Q\lbp:ou~t,l1~tOr.:,l$i
dl'r,ect1:y, to' tbe'agency.). aM:'
inf.Q~t:wn,e(),p,ies'be,t:eqlilrad.' t'o'"be>' sQ.:nt. "t-G,the::-pr_'
i::Qft:t~.(l;,tfO~

It, U::my:, f~:eliilg::: th'aabo,va ,p:roPP8&~.··:wbu1,d:-'i'ai'P_ro:ve.·,t:b~:·P1:01·1P'}le~'-:tit._t~

tutiQnaJ,:, Pat:,lint:'Agt',~~ent:a'J;a~,'I, hope. thsyw1:J..l- t;"Ce1v.',-$eriiou$,_e9nsi4~t:.tl~tl;;"

Siiiee1,'.e,.y•.

--r:r.~
Ti-,L •. -St.
Pilt'~:'OU:f.'O.t;

sIr

cc e: Mr,."Nor-m:.aa.i"Lat~'
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DfPARTMENT OF HEALTH, EDCCATJON, AND WELF.~RE

OFFICE OF 'rus SECRETARY

TO

FROM

Mr. La-tker

Mr. Ferris

. DATE, 17 August 1976

SUBJEar: Telecon w1thMr. Seam, Cal Tech (213,.795-661'1). z-e proposed G$A- Instttutiond
Patent: Agrement.s-.

Mi.". Stam called. and advise4that he had rece.i,.ved a bitter fromPhiUp
G. Reed- at GSA requesting ccemenee regarding the: proposed GSA IPA,s. He, has

, two- 8uggesdoDs _based upon- diff1cult-iel'l that he has expel:.'1enc,ed~with iPA's
from us and from. HSF which he, w:f;shes,' to bring to your- attetition~

1. Section IUaprovidea that if the grantee deets-nat·'to adlD1nlaitili." an
inventi'Otl under the IPAit must provide the· docUment"elon- upon~whlch,the

M:J decision' was based. _This appears. to -refiUire that they. docume:nt- every turn.
/" "e; down. Some inventiol1S reported a-re 50 obviou51y, lacking,. :Lnco_rau,l ,
c.",I,.,Ji poten"tial, eee, that a dec·ision is made not toadminiat\!ll', under the:IPA

:f{1f'f-v11ri.tl!.out ftu'ther evaluation. surveys". etc. He s~ss~sts, that this' c'lauel!1I(.t.' J.fJe> clar-tf1~d, to e'lillltnate.'theimplicatLon that docUID8nt-aot>ion' 18-,reJlub.d
in ,ever-y 'c.u",,',: 'but that il:· be'provtded:only,'in" those..eeeee- tn: wh1eh",:I>t
hlur been; (ls'tablishlid~

2. Section VIUa' requtrss that an',. IPA'holderretun Utle to -1nventiha.
" made by aCOnti':-actorof'the, grantee,,'Ib:1s· :La ff,neexeep'twh'llluthe'IPA·,
flr,,{'t holder' is the ecneeeece, Cal Tech'lj, policies- preclude.gr-ant1PI·:· titLe

( to 1nventi-otls,to anyone·' ot;.l1er than' the Govft'mllent~ Hesug-g.esta. that, ebb
eftN'r 14..(.'1iecdon be amended, by, addiLnS- a provi-slon that wher.e t~ cont:l:'a'ctor b••
J/(C~1 ---po IPA. 1;t8 ,'UsPQnslb:Llityto report i-s to. the aga1l(ly, spO!l6O'1'·ing;tbe' re~.a~h
rr and thAt' the:disposit'lonbe' inacc~daneewiththe' IP"~

Hr. Stamwol,lld like' to' di-scl,Iss-th8se two points,wi,th:·y,ou.whto,you,
hllVa hl;id· a'chance. to think. about them.
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UNI\'EHSlTY OF CALIFOHNIA SYSTEMWIDE ADWNISTHAnON

ar:::nKELE\", c.u.1FOR.~lA 947:0

SAm... nAlUIAIIA.' SAl<..,." cnt.,>;

August· 16. 1976

bEIIKELE;\' • [I}o\'l•. , 1.11\11<£' LOs "'"eELES • nn'EnSIDE • MN DIEGO' UN I'MNClSCO

Vice President-­
BUsiness and Finance

~ .. Ph.illip .G. He'ad
Director of Federal Procl.\l'ement Regulations
GeneraJ.· Services Administration,
F~deraLSup.Ply· Servi<te
Washington.-;D. C. 20406

De~','~.,aeJ::':,

Mr. Nonnatl -La~; 'has transmitted't'ome ,6 _cOp)'•. o~ ,the ':pro'po~ed-limend":
meat. to ,Stlli-Partl-9.1. of' --the federal. Procuremen~ ReguJ.atious. .AHhougb
I feel that the intol1lls:tion vhich is required to,bef'iled,by' insti1:p.ttons
seeking Instituti-onal Patent Agreements rs. somewhat-detailed any may: be
oneroustor:anedueationa1 ;institution .ee readily,ga:ther together, I
nonethelessf'eeLthat:tne oVe1.'all. approach 'is: One that is m.ost c~endab~e
and, therefor.e,. on balance. I feeltha.t, the proposedamandments are'sat1s'"
fact?1'Y"; andvould bill n:f b@n..f'lt to .,,'111oa.tii'ma1 inst.itut.ions.

Very, tru1.y;youra.,

~, '.
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~
',:""",,':',. }

w~,:;
"'~.

,.C.

11-099, D.a~,&t:~.Ert~

Hart'i-sb~g·."pimns1f:l.Vania; 17111

Augv.st;lB\I, '19~16:'

Mr. PhiUp-G'. Read
Director (Jf ..Fe!!eralP:J;o,QiJI'!!:IlllEmt'_ .ReI\ll,atiOnS-:
Gentl;t'aL seevrcee 'Adininis:ti>atllJ,u
Federal~S~plY,Servic~

Washington, D~ C. 20408','

, .-R$": Fe.det>al Proecur.ement R:egu.tllt5.()~.'

Subpwt,l~9:U _. P....t"MS

D&a1'I' Mr~ :_Ri!~1

Reced.p't'ia ,aoknowla(l"d Qf"YO;1ir: le:t~$r:: ()f/Aullws~.' '3W:-: retl~$:ti'!lg,; a':~'fteW;
of__ t~e.p:L'op,Ofied'sub·je,o.t., t'lIYidgn.

Ow:' CotMtIittee~ at pr~men't,.has,' Ilo. exp(n.tis~::or- expe:rieinc$ 'in<tha ~e~o:f.
pat.enta: and •. therefore,_ Wtrw,H:~'not -b'erabl$' to- makea;:contribudon:_onth~'S~
particul<U>subject._ During~d',prioX'-tcr1971:~"oitz,COll'iaiit:te~t".1tad'.'l'ttviewed:
and. offered

c
comments on,:v~ioU!i' proposed" revilllions"to;' tblf: FPR. "O\1xo,l/1St'con'tllot'.

with;"yoW" office"'was" on·th«"sam:G,sl,l])j-ect·mat~et'/"Paten:tlt,,_-~,197-2.-" I
suspect that' your reference' to:' o_liZ" orogB.J!ization-,m.ay,'~aV4,us' mis-i<1entffii'~< as-:
being, inte~sted:in patenta. Our Conunitteeis inll'Olv-ed'with the_broad
f!'ald,'_of- ,Construction.Contrll,ot" Admh)istration, and>w$.' .would._' be, p'leWied,': to'.
submit_comments, in: other, ar,ea$;.,of:the,FPR's."

Sinc~o;tly:;;

I<!~#~
R¢~,:epit: ,D 'c" R6WJ.atid';. h_~ •

RDR/hg:

CQ-: Robet't' A~ R~in' w/Pmposel1" FPJt."Revislon'
George A.. Fox "
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WA:'B:,.~l',""Q<~'O;N-"mt:V':'N';1 ,V·'.>.·.'.~I'~T: T

/ 8Jr..: L'e,,':u'.);.,;-.Ml'8:l!iiCUJ.-I"I,:. 841UIO·

Oll: .. l¢lt,O,......li,..Oqt""ft~VtQ. ·.Ott_""..'~I;oO.,1"fl,".HIli«':""
Ai.l9JJst:17_~.: 1975~

Hr. Phillp-G'. Read';
Qtre~to~'of~ederaJ Pro¢uremen~ Regu1a~lon&
F~derai;SupplyServIQ.

Ge'H~if';:r,t'· seev jees-, Admilii s,tn:tI brt'
Washlngt.btl',. D.C. 20406

Diitia1"_" Ht:.' R.adc:-

I am· respC!ndltlgtl) your'. letter of -August. 5. 19.76" whle-h forw8I1'de.d· the
propc;s$d,' fRR'.;lti'iendmi!lnt, caNer, i:ng- Ins-t,ltu t·iotia l ',' Patent- Agreenient'!h

It 1$'my·under.slal'lding>tna.t"developll1en.t- of thisillme:ndttlent., by the au'
hocs:ubQommj-tteei.of - t~e' COll'll'lrittatl on GQvernmertt, ,Patent.' P.oJJcy '. has, ~'4en
a- lon9.,-and' ,thougptful·'p;ro'ce--s,s. It,,;i s- obvlaus' tttat:,.the··amendll1ent",,9,raft
Is wofika,bJe: and '.-reereeems. a- major s.t:$,p.' forwa:rd·· ln. s'e-cul"'ingfo,r·the
Amefi Can"'publi e th'ematet,la',)·· b'enefl,t$',o fGcwe'rnmel'lt 'sp~n'so,r,ed",resi3:areh.'·

no,t ptevlouslyobtalna'b:1.e'o While' nc ovarnlghf nii·raefle'S'snould be aAt i ci pated'
th is ·p.r-opos.a'· pray ides- th~' sound·p ro't:edures-., long,· term :coinmlt-ments'. a,Ad
essentlaJ int::ent1ve,meclia,nJ'$ltIs-:,_ the,·lack'aif wh'leh'·has'.·prQdueed thee.poor
result,s,:'achl.'8-ved·to',:da,to'. I ·who,le, h'eart-e:d1y: e-ndol"'-Se.-:, i,t'S, ac:cep.tartc~:.

Then Is, always rocm>fo,f"cha:nqe,,' In' t'he;,' draft: oft.su<::h~a':n-ew,re-g1#h't,ion:,mu:c:~'
of'wh'I-ch' may: .repres.e:~'t~rs.o,nal. pref:er:enee's"" . '.' W1)u-l:d., hope:' tha;t th,eearlle1J.t.
adopMon 'of thJspropos'ed; alJ1en,d~nt win .no't . be' hamp,ored';by' a" det,uge of
con.fl-:Iltt,ing p.erSQnaJ, cha~g$s. Rather', I" wo,u-l-d ,hope>that the, wel.l thought
cut. p1"Qduct of, the:.ad· hoc' subeommlttee,<b'e :accelJted, .place(t,in :PrGll::tice'artd
thtn'. afte·r, til r.e'ason·a'~,le·, perl-od:,of'us.e· by,:·the-'v:-aI'',JoUs.age"-cJes,~,itnprovemen't$·

_bfj$e:d} ~'exp.:e"i'enc~;,.sh()iJld"_be' s-ougl:l.t~

AgaJri,·l-e-t., •me'e>,pres$' ,mY"·flops' t-h'at'.thls:' 'pl"O'gi'esO;:,lve':and:' j-'n ll'ovatlve,aIMl'ldtnen't
be,adopted·.·,3s, SOQli'a-$;pos-sJfile'o For the:.--f,i·rst tirrie:the"basis',for:'a
cooperat-'i ve.re,at:i-on-s~hi·~,·a(llOng Government. research- 5P'pnsots,. i ns t.l tut'fone),
reseate;h' .set ent-oj 5.1'5-,' and;;-ttie prodUtZt Ion: sector of outreconomy"i s be:lng
~stab'lishe-d for .put! licc,b'eneflt'; WHhout: the.enthus·las,t!cinvolvement· of
al'l·"three'.' parti:es,:the,:de l}ve'i'y'of new, and,. itnprcwed': prodtlcts aod; s~rvlcefl '
s-telllnlng:,from; Go"ernment-'re:s:e,~-rc.h' pl'ograms,·wi,llnot Pl'OSP_!!f" in' the·future
ar1yI1lO:i"e' than' it 'hill$"j n: th&pa,ot..

cc t NO'rtit:'l'at'4<.~

ELHtttia

~'~~(k~...
E\ L • MacCordy", ..' . '>
ASS0:c·la.t~"V.I(:e' CHance;' " '.' 'i', fOT: Rese'&l'C:h:'
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7'7 "~"ACHU'<''''''~.''''' Ro<>'" £'8.70:1.
CA"B~'Da•• MA". oaUB

Sep teaber 13, ,19"7.6

UUPijONE (6;71263. 6966

Mr. Philip G., Read
Director of 'Fede r-e.l p rucu r-enen c

Regulations
Genera 1 Serv.t ces Admi nt.s t r at t on
Federal &upply Service
Washi~gton. D.C. 20406

Dear Mr .. Re.ad:

Thank y-~'u for Y01Jr_thotJghtfuTn~~'$,in. pl"(l,vidfng
M.LT. with a copy of the proposed amendment, to the .
r e der-a 1 Pr-ccu.r ement Regu 1a t ions conce rn iog pa rent s..
M. Io,J. sup pct-t.s the, addition of jn-ov t s tcns deal.iog with
institutional patent agreemen-ts for qua l t.f t.ed, e.duca t i one l
and other non.:.profi.t·tnstituti"ons.

Ol'r'CE OF SPoNson~o PRO"""MS

General Counsel
Room £19~722

AA:S: LB

We 'would' propose that the- .t s su ance of IPAs to
qua:UfHd institutions: be made mandator-Yo for all govern­
mentagencies rather than Tea-ving,sanreto the discretion
of-each aqe ncy. jrewou 1de. assume that if thecrHe r-t a
for the award of:an,IPA 1~ s athfactory to one, "government
agen-cy, it sbeu l d.mcrme.t Iy be_satisfa,ctorY,to"other
ag,encies. We would also Pl'op,Q,se apro,vis-ion within the
IPAthat states :for: the record .tha't _the ,agency granting
theIPA recogniz,es·that the ~-':yea.rtime ,period;':fora
limited--term exc Ius t ve shaTlautomat;-cally b'e'b'old in
those tns t ances where r-equl e t or-y agency approvals (such
as FOAl' are required to 'enable 'a l t cens-ee to m-&r,ket the
i nv.entt.on , -With- these: 'few, commentsi:-however. weare in
e.cce r c with the p r-opcs e d- t-esul e.tf.cns.. Thank. you..

:3ZCl;?~rf;P
Arthu'r,A. Sm'i,th, Jr. .
GEma-ral:' Counsel
OfTi ce of 'Sp'onsored - Programs

I'
"

I
I

I
f',



169.4

uNIVERS,~TY/OI! ,V1RGINIA
CHARLOTTESVILLE

,22901

Philip,G. Read;. Director
Federal Procurement Regulations
General Services Admi.rris trr-at Lcrr
Pe denaL Supp I'y S'e rvdce
waahdng.tcn, D.C. 204'06

ReEenence : Proposed Amendment; to FPR-<,sUhpatt 1,:;'9~.1,. Patents

Dear Mt". Read:

UN"lvtR.SIT·Y PATr.f,;-t:~ p9.00Il.AM,', •

OFFIf'~ OF'.uSoGIAT~ PROVOSTFORRESU.~CH
THORNTOffHALi.

(~l 924;~;7$S{i

,Sep:t~mber- 22,_ 1976

. .

Th i.stLs in response to yoo1',1e,tte1' ,:ofAugtts:t,.S'. 1976
soliciting'comments on the proposed FPR, changes' regarding
Ens t LtutLcnaj, Patent .Ag reenent s . Need-less ;:to 'say,' we- ate
in-f~.r~l a,g;f.e,ement,.,\fith: the intent of thislegislation, and.
excep-t fors(nn'~"mino:r"ch"anges, feel 'tna,t<'it·· win be effective
and work~ble. "" " "''''' ' "

"A'.,¥eJ .'spe9~fde. ;co~nrents, arid propos'ed':ehap.g,~:s would be
as follows: ,'<' :' ::; ',' "

1. Subsection (6) to lw9.107~4 (A):
The c l.anguage' in line 3· dnddca.t e s that a-gencies

!!!!t'enter:into"..I-nsti-tutionaLPate'nt,Agre.emertts, In
-cur. opdrrron-; 'this shoujd. be' ch ange.d-. to: should or mus t

en t'er-inYj: such;agreemeJ.1t's,·w:ith tho se ,in$~',J;tution-s~­
havdng: an approved·,technol()'gy -tr-ans f e'r .pncg.ran , The
ra.t1ona.le:,'behind '.tllis, c:h~~ge',is' that , thesevagenc Ies
which.don9,t alre,ady.have',Ins,titut'ional, Patent; Agr ee­
me,nts'",paT-1:icul'arly'ERDA., w.pl,certainly,not:b.e in any
rush to change .the i.r ,systelTI,of,handling patents, wdthout;
some; strong, impetus ,:~uph' as"are,gula:tion ,ch:ange.
Additionally".' from,' the. lJni-v~ersity IS. endj. ",it would s Lgnd­
ficantly'" reduce the:.alre'adydema:nding, .pape'rwo r.k-Loed
if 'such .tbdngs as.vannuafa repont.s , in·itial',inventiort , (
reports, request for waivers. etc, could all be handled
on an Iden't Icaa: basis, no mat t e r which: agency is involved.­2;Subse.ction·: CC),i-tol-9.107·6':

(D)'i!1p.itat~sA 'limiting period Eo.r the exclusive
licerise nepessaryto,provide incentive to the commercial
firm; .In,()rder tQ",preventcontinual r eques t s.c fo r. exten- 'F:
sions, some allowance 'should be made for.ane,xempt pe r todc -.
before the period of exclusivity s-t a r t s running for those'
invention's whdch require government agency epprover..
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For: exampIe ; a-,new'drug Jnvencton.may very','wel1-take
fJv--eto. sdx yeaca,.. of l.ntep,sive" eEfor-t . before it: is
r:e.ady: fb r- .the matket.'pl'ace.. Under: -the' pt-esen-t-te-rms
of,the recommended IPA•. this would ~only leav,ethre,e
years' of exclusivity. remaining.• and wouId effec-tivdy
prevent a'companTftQrn,liqensingsuch, an invention.
Anothe'r example would, bet'he,'new- r egul a tdons on pre"
market __ c Iear-ence- f-or 'medi-caT', Ins-crumenca ti.cn. Again:;
an" exempt perdcd-mus t be a-lLowed before the exclusive
lie'ense-limi t a.t Ion-s t.a r ts 5'"0- that the licensee can
obtain:th~ necessary governmen~cl~arances.

3~ Items under. the-samp,le, Ins,titu,:t:il'nl1~>PateJ'l,.tAgr,e~meilt

IX. en . ..... ..
This paragraph: strouLd be de Ie tcd. in its, .ent Lr.ety .

Althoug,h, the' ra:tio'llale forthis,sei:;:tion iscer-tainly
laudatory,. conflict of interest- questions should, not
he- handaed-e t _thegoyernment_ agenc-y level" a-nd in fao t ,
are"probablyimpos,s-ib.leto handle, at that lev:el.
Un:~:ve,:r;sit'ies:are",,~y t'l1eir' ve.r y nature, highly, sensitive,
to- co-n:£,--l'ict of 'il1ti!!res.-t- prob lems',_ and: aJ'ea).,re,ady:eff'ec-_
tively solving' this'pr-oblem.. Thete,fQ.re, t hLs-c i e an-.area
that should" be left. to. the.-ddsereta.on of: the Uiliver"si ty
in:,:"~he,,"I~t-ittl;t.i'Q':111ilil,'_pa,tent,,'Ag::r,eeme,nt-.

Once again, we: app.t-ec.fa-tec.ycun thoughcfu.I'Ines s- ill allow,i-n-g
us tG comment O!1; th;is,,mo,st imporJant subjec.t , andi i.f you-need- any
clarifica:tioJl:or fu-t";the;r. information:, pl~ase,do"",no_t hes:it-ate
ro. cont:a~t- me., .

V~ry, truly' you-;-s'"

',..:-d~~
/";/".:-:-,' •. '-:-?'.#~-- :-?-,./';...'/;..
C.:B-... WQotten' .
D,irector

CBW:mtk

cc: G. A. McAlpine
Raymond': J. Wo.odrow:, President
Society o£ Univers-ity,Pat'ent Administrators
Norman·~. Latker
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M:IGHI'GAN;·STNfS:U,N.iV,BR;SIT,Y.

/

OF,ftOl!l'OR.RSS£ARCH·DRVaOPMENT

2~8 "'D~IINlS'r~nONBUn:;D~

Sepfem~f'-,IT;" 1976)-'-'

Mr. PhITI'p,G. Read
Olreoto'r,,-Pedaral P,l"OOu,r,emMt- Regulation's'
General serVJc~s" Mmlnist-rat-ion
Fede:r~l" Sup,ply -Se-rvioe
Wash1i19t0t1i,'P;-C. 2oM6·

DaBr-Mr. Read;;:

i!M'rti-NSING ·,I.JidllOAN"~ 48I8"l4'

Reeelpt:ls< ~'ki'l6\,(1ed,9~d,of:'YOllr let ter,,6f "AU'!W~5:5 . flonvat',d rn~-'tb"e.'

proposce4 F~dllH"~lPrq.ourement': ,R1190.1 at:,I'(msR~vl'stoti, pT'eipar:ed ,bV.'t'-heAd,,'~
S'ubo.ommlt·tee-, en. UnJ-versHy. Pat:ent<·P.o:}:iby.,

we, apprec l'at.Eli the oppo-rtunl,t'Y'·to·,'re,spoh"d'-;to'th'e- p&:tPj)s~d rev,l'ston' and"
respectfa J;l'~':$iJbtnit" tJ1e- f i>l l cw In-g;:·~t.lgMs;t:iotl'$"

1, • Mris'Jillif.ati't'": ,sho.U:ldi be 9tven·'to," the "pi~OR~$@i Inl>:tTtutJOill!ll!',P~teht'
A,9r~em~~t:· (J:P-A)~, .belng 'm&nda1;O"'y' fOfvatl,·' fGdf,-r·a,t 'a9ElOC't'~"Nlth!!t:r. ttt.~I'1- an­
Iten ,to· be' emp,loye,d,at., an·ln'cU,v.-ldtJaJ"ag~"cY"$.d 15cretJO:~1':'(p;d~g,l'I@:h,,'I,
p'r-oposed',Feds<r:,d' p.t'octlr:ement.' R~'91,l-lat>Jons",Rev15JoO)., WJt b-$'l'-i,evo,thalhi
general: the unlver,s4 ty,comnunJ:ty,ls suppottlve"G~·the', HIA'.s·,dlWel'lilpedl,by
th'e, Nat tonal SC::'i'8flCe, Found\!ltitit1'anit' ~hEl!; oe-psrtment-'-qt'-Heal,tt\) E'duc:a:t+on;,.
an.d 'We:1-fel"'l!.: (DHEW} <ind," reo'OITITl~mdl: th~'l"'efo-",e", 'tJ1at,-thei"propOs~d: rev1sion
be, brou9h:t·. into ',a:s.cl()se'.a.9f'ee1Ml1)t' es- p'Gssi b:I~.;wt>t:j:'f":thtl1ie:·Clgx!!e!n~!:nt,s'~
The: unlJol"fllapplleatlan; 'of-, -a;' s:t'ngh~:., IPA by: a,ll ,'gQver-~'1F agel:tcJe-s-wouN
greatl y-s:lmpJ if-y th'j'$ areia .ce ·f:edttra 1:' g'ran't,andeont'1"<'iot'neg:ot1i!tt.'lons
and'. reduce' ,e110nnou sly tl1e,-· adlllini 'st-rati ve eX11ense" cur-rl!nU Y' -a'$8,'t;)¢l'a ted
wi-th,' such' atitivltJ'e.s.

2·. Page' 7-.SeG,tionIV. Mfnlmutn: R,i-'ghts-Acquti:e.d"by the.GGvermm1l.nt-.

t'e j $ .cur- uliders·tandlrig- that' thl-s,.'seotfQ:r,-,,·dQ!:ars'-, wi,tti-;'what; "Is'gen$f',~lly'
rMerred- to.n' "Ma,rchH n- Rights"·()f. the Go,v.-ernr:nftnt,-. ·I',t.' l-s sl,Igges:te:d-ttiat­
tht s. sectton be.modi,fled: to, ·I'ne: lud~a'p,rov~ sJon,whaf'"oby.th-$·,1 nstltutJoni
can-,req\l,o«'" a.,he$rin9,::pd'or,,.'tQ" tti~,GI)Ver:~m.M",ex~:f'I,G:i,:s htg· (-he5e',r-i.:gh-t'!;h __
Th-j·s·· well ted,-br'i-n'9' 'th-e·propose-d>agr>eement"more: e;1 osaly" Hi- I l't'le>w'i:1lh';,"t'he'
OHEWI.,S,' l,ris( t,tu,t:1 QnllF P,;iitent-, Agr':eetlIe:nt" which:' we" f,ii1d:'-:v:eflV, acc:~tllb:I'8'.

3. Page., III 5ect:i\)I).',I-X':.(b)'.

TlieHilHt;afAon', of'an:- e)(cl-iislve; 1,la~se'to"eJ9hl: ,yea.rs'.'f~:-th~,,'dateof.'­
I ssui!l,-ca~'b& very: ·ll'lade1;fltatl)!a('l:d: such' ares't<l" i'etiohoou:I-d.-WQ~'k;a'­
par,tt-eutarhar'dshlp' 111· t-fibse>-caseS· of, bfomed-lcal: l",e'$'l!!a'r<lh"··whe.:rt8·,
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pre-c l lnj.c:a:l· 'testIng_ n:t.iybe requJredbefb,re the product can be' brought to
mar-ket., Such testIng can consume. years of-effort. evenwt.th. thE';'most'
dil fgentprosecut,jon; It is suggested,that lcinguag&-be int;roduced-:to
axel ude from-the" ei,gl:lt<' years, of exe l us! vi ty all,ow~d,that t!Jn6:....nich
e l apses: bet~en-the-submi55 ion of arequ8st for c l earan~e from.-a. f:adersl
agency and ttre. grantlngof-- that request.

4, Page 14, ff.).

We.recomnand- that this ent t're sect.ton- be'dele"t",d: Therequlrement that
clearance- or ,approval, musr. be obtained frooJ'the" fe-deral. _ageneypr.'9r- to
licensJngempJOyes,$.of the. j,nst1tutJon, etc., 15 an. ex(i:es.sl,ve,lntrus!cln
on' the,manag'wnt prerogatives. of the Inst:lttltion~

Thertk. Y9U-'a9~'in f~~ the bp~rtu';-Lt,y to respond 'to the-p-rpposed
amendmen.t., W,e::wH 1 follow future: deveJ()p~el)ts.wJth·,intGrest-•.

Sincere:ly,

~~<-
Henry,E:. Btedeok
As-sOC! ate: Dlre«:to,r.-

HEB/jins

cc: CantlOn
L-atk~r,·

WOodrow
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THEUNIY-Hl\.SIt\"".OF RocrfES'rB1l.:
MED(ti\L-_titNt'ml,'p.o,.__~X·_6lf9~
ROCJiES~'NIil>?',~,Y-o!QC.' :I4iS4i:.'

',<'>,.,-<.' .. :', ""''''.:
OfflCI1.0:l"twUJlQl-., P2\OletT'ADMIt'lisnA'MN
T.I,phollH7161 2nJIllJl ...

Mr·... Pbil.-ip_.G. R6&d
DIrector_o:!! :.¥lJral pro~It'ell\&l._t;:RegUla,ti~riii'

Gen,l!fal':s8rv:i~sAdll:\irlist::.:t'ation ..
FederalSllpply,'sei:v.,toe
washill9tr3n~', D';C. 20406'

31"~U91:t.t-'1916':

DeIUi ae, ROad~ R6l'~" F,'~~' 'SllbPlU:'t l"~:'.:J._:Alile~itU'

Your lett:ero~ 5-;Al:1gust ;197&'-regl'lt4tiJg:;the,~::patent .. prbvlaions';,'amt;:tho;
J:nst.it.~t.j,:onal, PA'tertt ,A,g-rl:lQlllent wtth-~ucat1ona,1,- ari\i' otlhet:t-,nonp,:'ofi1:, institution""
has. beenraoeimt4", .

We'are.- pleasedr.:!:!), note"t:h8, ~~t'~1. trend-. tQwo1U!d' a\mo1"e l:'lt&sonahl$' a~'_ reaUsti'Q
approa.oh.' in. 1»!itlq.1ng:: invllnt-!Qns. to' the,', puhli-c seator. qu4,okly -by ~na., of· sUQh,
~~Qlll~U~ .

Boweqeir. s~ .cceeem ~istll'iti;-J~',i-allgt111qe"w!ihih "appeal'S ..to'S~D.k" o~' indiv..idua1,:
agrefJ1l\entscnegotJ;ated, with each ,lllfthavuiOU$. ,aqenci$$o Sea- fOr' exam,p:18pJ7(»,.:
poaaQSUl;Ise.Qdon~{6l to 1-9.107-4{a)lin.e, 9, refJin'ring,._ to, " •••an••• ", &gI'8,elllent arid,
also pr.opQs8d:Sul)seot'i:on' (¢l to' 1-9.107,-6 l1:na,:,2," ...an; •• " .ag:ette'Y,~.a¢: Ubl!p 3
"'.~ .an.... ", dupUe4ted. 'l'hiswould, appear, to lIlMn that it·::Ls-intt!Dde«" ~t;- .n/lI"

sing:.l-e .agency..wide, ag're'-.entt i:s,.con:templated;. ,whi¢b,.we,be;l:ieV$,,~bEll, a':mi-s~
resulting ,incosUy.ana,· nee(l,1ess, dUpUcat,ion', of, wodc·~ n, -WOu:td'·sal!llll'JlI(lre-'reasott..
abla to exp.lk:t that the infODllat,tonr~r<!d to, s/l-ti3£YOM agenoy, .i'n: tht:a- raq,jt1l'4'
shQ.U14, qetl.Ra,,lly,_ SUf·fiCe for.aU o~s.,

Fiiul!iy", WEi ai>l!i,in- aqreamentiwi:th, the'del-etion-df:a-, pro!lll::rj,bildilward,'scli6ll16: andd:he
~eeulting:prop05,edsection,(F)p,,3, ptov-id,inq fbJ:~ incent:iv4' awards' all<i.,uti1#&M.:oh.
foreducatiortal and: research',.purpoau.. Tl\eaganoy.- iinposi:ti~ bY.'means of'a', pr.....
viously. deta::m::ined'1'()yal-ty atn'ount to. be ,awar,ded' to, en invenwt"appears to. be. an.
un~ranted', i~tiu8i6n.' into che. relationship JO:etwkrt· the· gt:&tte:einst1tutiertan4:
its· employees:~

we are pl,BM.ed ,:to ,have .hlI.d. this 'opportunity..to'. offe-It. the' !lboVGCOlI'cI'n8I\ts...

Very', truly,. yi;lIU:.s,.

~" " " "
. . .'. . .~,' /'" ..... "',
David· A. Uosr!de~

Direc.toJ:'

OAMtat=
C(B Narrilan ·~tkGI:'~. E!l:q~
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~'l;\~BatreJre'
,\leini)rj<11 'l~~titl.lte­

5O)'''in~ ....venlle-, _',
C"rumbll,<, ()tiio"'3,~0f

Tt:'!t.'phn,nt'(~ H\,~:!.4<M2t·

,Tete':Z+5"~~'

Ottob~~' 4. 197~'

PH n'lp' G', RnG, ,
Director of ile<fe.a,I' Proou_t, Reg"l"t'''''$!
Genera,1 Service'S'Ad.linist...tlon '
W.sMngto", D.C. 20406'

De•• Mi>. If..'"

We, ""uld 11'1<0, to, talce, tills' opportunitY, to' o_t favorably' on ., proposod',
am,enpmeMr.,-tw,th~'·FQde~a~·::,:P.r.Qcutemen,~(:R~$1tt:a:'M:o ns . " Subpllr-t"1..9:~.J ,',' IIP~'tentsll't,
whi'c:l1';recl!:ll~lyt:'c~me'.;_to :our:att$n$i'On.~:, "The,.P~OPQSI!::d',all1et'ldme_~t:itnv.olyes, the
.ddUion' of provisions dealing, witH, Institutional Patent, Agteeme.'t. witb,
edUc.tional and,otb"" ,nonprofit, institotJ'O•• ,will"h H.ve" .at1~fa.tQry' tech,
noTogy" tl"a!'n~',f,e~-p;romra.m~

It is, Our I>oH"f that tMs' propolMl'amen'd_t wi'll: signifi.antly, fUrther tM'
stated obj".U"~' of tM President" Ml!lllorandum' and'Statement of ilGvernment
Pa,ent Pollch d4tod~,Augu.t'23', 1971. bY encouraging d."elopment, and ""m_
mQ,~iali,za-tlon' of 'i.nV<$!J~'io~:s';,'a~ts,fngr()ut:"of act,iV,i1:ice,~ s.IlPpo;rt:~(kby' t-n1:!:,'
Feder4-1',GO;vernm!n:t:.,we>~1. tn:~t tilts ,prop,os:ef;i- 'lfl1elldll1snt ~lij'.~:' Pf'PJU!f!l;,y.<'
roCOg.1,zes tbot' tll., public lIlt..... t in'.' tH., o"ai1abHIty of inventions' ... lsing
und.r F.der.lly~.pons"'ed'program' will normalTy, btlst, M, .e~"ed' by, allOWing'
.ducll~i"naf" 0.114- otlJe~ n.nprofit Ins1;it>iJtl'ns a first 'op,ion' to toke' titl.' tn,
.uoH i.~nti"n •• ,pYo"i'ded, the, lnset,:tUtjon' hlls, an, emotl"", t.tllnplogy, trans.
ftl", pl'O.gram,,, "

-- -- . "'/,

The:'!ff6r-ts:,,(tf:"the,,-adr'hO~:;',,sUb~f,t~::'.Of?;the,;-C'0JIll)1:t:tee,,;o{Ji.GoY.e:r<nment'; Pi!':t.ent
Pol1oy. Federal; C"uncif fur 5,,1""0.' and,TeeHnoJogYi ,In.d.ve loping"'hIs Proposa,l"
..... ' to" be, ._endedi and WO', a1"9' please!t"to, have' this oppo"tuolty' to ..press-
O,tll'r sUj:Wrmti;,·; ,

SI'iif!e~'ly,"'

-£!~.i~,}"":-' :<,­

pauti s.nHUt< ,,5 .,'
vrc" P.o.'id"nt' and/

G&nl!l'I1i, Cdllflseli,

P1'S'l.l\ll"
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We endorse this effort to cast someunlformity over the
present confusing jumble of different agency patent policies
and we favor the granting of exclusive rights (with appropriate
Government protection) to provide incentive for private invest­
ment for coIT@crcialization. However, there may be some question
as to whether it is necessary or advisable for the Government to
grant title (as opposed to an exclusive license) to the contractor.
Grantingof exclusive Beansag-subject to---rri8~ch-in rights with
the Government retaining title, is consistent with the statement
on Government Palent Policy by the Comptroller General before the
Subcommittee on ucn.e s r r.c and International Scientific Planning and
Analysis, House COl!Jmittee on Science and Technology, on May 5, 1976.

This preference for an exclusive license should also pertain
to the relationship between the institution and profit-making fil~S.

'the proposed IPAs would require the institution to normally grant
nonexclusive licenses. gr~nting exclusive licenses '~~ly on an excep­
tional basis. We feel that the dismal record of commercIalization
of federally sponsored inventions indicates that a policywhtch
prefers the granting of nonexclusive licenses doesn't provide enough
incentive for industrial investment toward commercialization.

£/J~
Paul G. Dembling
General COllnsel

32_635 0 _ 78 ~ 45
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lUSEARCH: G,(lRPORATlON',
~ L£XiNG'l'ON.AWNUI;,NKw,YORK. NII.W_YO!lK~

W1Lt,AllD'M:MCY­
VICI.RZIlDZi¢......nrin '

(212.I~aIl'fiW

september, 2.,;, ,1'·97·1)

D,e~ Mr., Rtilaci,j'

Mr._Ph~r~p'G~.ReaQ

Director· ,of .-Federal.. Proc~n1: Re~lil'tion.'

Fede~a~ Supply servtce
Gen~r~~: Ser~icea Admini$~a~iPn;

Wa'sh:i;r,gton. D-.C:' 204:Qa;

copias!, of: the', abeve,prop()sel:1:.FPR- r-evision, were' circulated. br your
offl,ce,under_ thedatf;l ofAU91J.st,3? 1976" to a selected'mailing, 1:i8e
for ,cOJl'Dl\lSUit·__ and_ sugge-s.tions-. These were to, be sent in, by- OCtober
8#_197,ti~,

Whi:le'Rfis:&a.rchCorpo~Uonwa.s-,noton thl$~ mailin9' H-st, we have;
r@(:e:ived copi-ea. ;rcrn a- vari,ety of. source-IS with the request that- we
formulate, our "co.mInents,',and"',suggeations on the, proposed revision· fo!:­
gu,i;4ano'e:, i;n r.esPQndinlJ·" Sp.eci-fical1y" we, .have r.eceived, copies,
fro~:t'

Pt"oposed, FPl\ Revision-rela,t:i:ng to. Equc.at.,ioiun:,and
NOnprg£it·rhGtitutiooa""

Mr'. Normar'i' J,., Lat:k:er,P:atent' Officer, National,. Iu'sti.tuteS
of HealtA'

Mr •. R.aymond-J. Woodrow" Pre,sident r Soc'1e:t:y ofunivGI;csi:t.y·:
Patent Administrators

Dr. Stephen ouiqJ.ey" Ameri~an, Chemical society

Severa1universities·wLth'whicb'wehave Pa~entAs$istanC$

A'greement..

Th:l:$' l.etti!:t' encJ.o:ses' out', considered." repl-y. to these. rl!!rquest.,s;:" en...
titled'" Comments and. s:uggeet-ionson ,Proposed,. FPR Revisi-on!1. I'
th~tignt~tou,mightliketohaveaoopy;for,your'~formatibn'andU8e~

We hope;YQuwiLl' find, thi:S-info~mation'constru~t1veanduseful,in
makinq,:ftirth8r're~isions,to,the;FPR~

A POUNDJ\iION FOR TH~E ADVA"NCEMENT OF SCIEN,C1l:



1703

Bl1$ioa'11y.-,- we: _fee~, -tha,ti a,> revision"of.-, t;histyp,JJ: ia" long', overdue and'
is,'Q,majQr- $:te-p' in t-h~ -dirao.Hen of deve-loping a-unif-onni rat.:i;onal
Go,vernmen-t,patent PQ!:iay. ,The revis!on$ prop0~ed,. ~or'th$ mese par.t;
provldea-dtiiin±stliat1vel.yworka.bla pro:C:$dures, Eiven,thou9h, some
spec,Uie. item.,ooul.-li,' be., -:lmP,1'O,ved'~ as·· noted ;in, cha' &1:'taohed' "C9ltUt191:rt.EI'
ancL SU9.g~t:iQn:'S,!'" •

AI!i': you:w-il.l 'neee. 'we, have oA'reful,1y _studied, the proposed _revision and
$q.9'QjJst.-sulJ,st"ntive -chan9'~sonlY in ,these ,section.$· of. the,' proposed
Ins~i~utiQnal:~at$nt:,Agre~ent~

Sifptdcn-·U(,a:l CUld,i, (9)'. - 2' sU9q~:stl!ld:,ch~.'S:­
Sect"ipn,. n,(e)
Seiot,ion: IV (al:
SElc;Uori, V,-(a)
Section-' V,I (1)) - 4' S\l9'9·i!:s.ted'. changEj.s­
Seo:t,ioll V':I:'I·(al
SeetiJ:;ln IX(C)
See,tic I~{f,)j'

O~her cQmlt\en-t'E!,: in:. th$:~e re:marlCa,exPand some~bllt;onour;op'iniqliSas-to
tha nflied;.Q;tI:: advi'sabil-ity 'of several o.ther secti:ona'. A: !i,at of typo­
grapJi.i:cal errors- ia, a,1":llIo, appendiacl, f'or your_info:tnnation.' as these;,' ar.
£requent'l:Yl':l:tf:fic~l:t' to..aeeeee ..

I am' sending'.cll,pie$<' of. thiSl:s$' comments' andsugge.s1:!on's. ·to:: thel"indb
vid~-a:'lln'am:eQ"prev.:i-ou$1y in this: letter- for t-h,ej.r, in:f'd.rm.ation ,and' US84

I wouJ.d~be ·Ph.sed' to expand.'on any:-o£ these pOints"llt your eonven...
ienoe:'; ,. it-you:w.i;sh;j,

Sihce:t:ely-'YOtu:'s,:,:

tlJ;~)IJ ,",,,.
Wi'llar,d~·~~"'f

WIl."", .
A:t1;;ai:'hmtnt· ;
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COl'iUnEilo't:s--:,and ;SiIg9~$t"iDn'lJ 011' P:t?E9$e:d,,~'P,R-RoV-il!!i'6.n'~ 'Jan"'.};}'; r.91~,~-

Page --1-, -~d~ti-bn tel Ptes):u'l.t'-FPRPar:agraph',l;...9'.*01....4~JaJ:

NO: cOmil\ents'. We,favor,th'E!I~u'se,6£, -ifistitqt:i:ona'l, p,!i;uen.taljt'ee'rnents-·
whe~evet,fe4stJ:~Le.. It should, 'be nQt.ed', hewveto,-,. tha.t'we;_do.n:~'t

extmqt tha't." adtilini$t~a:Mv.e'costa,,·· or- CPtl\P~BX:_lt,'i:es"und~" 8uGh
agreernsl;l.ts· will, be substantially. 1&s9,' than··un'det':a: cas~,",by-c.se:'"

de:t8:rmi-natio.n, proce!lU;e. Neve:rthel:essi 'th.slill,.a9raements:'ar:e: a­
maj.or step in,' t.he,-:d'i-rection, ofestabLishinr,1:.a uni;fc:rm· Go:ve,r~nb­
~a·tent pm1icy and, prov.idin'g, knCi1ffl-crJiteria anQ·adin'in:i',st~at-i-v.·

pro_cBdur~g·:~r e~p,edidn9:t.he:,transf:ar of,tec1WJJ.olJY'devJJlQpl!tll:,
under, Go.varnment fund,l~9'''. '

Pag~,l- Retitled' p~~ag~aph, 1~9.147~60

NO, cpnune.n:t$~

. Page 1 :,"Adt.iiti'o;tl..tQ,' pa;«q;E!!P'h' 1"'9.•l'Ol~6{cJ

No"contmen:bs,.

_page 4.....· Ptgp,t:)$e,Q.' _St:~d.a::t:d' Ii'tstitutio.nail -Pa'ten'tA'i£..eerlleMt.

S,eo9nd.'"Whe;:.ea,~'.clau.s9>.

seC()n~i: lin., -' th. c
• ~i,rat nand"" 'shtin.t:lID ba; re.p,14:c,'ed:::J)y:,.··t:lii!li!~~.

TB:ird; line,: :-, eitha!:,', ~:phtM'e',,~M..s.:.be:e~ unint.$ntd;qng\lr~~GIlI:tt-'tI~ta,' 0,»:'
the'--woZld'," in"" shQuld,·ltJ:e d&-1:l;!t.ed~

S$lZt-t¢n~r:~, SpOt?!: -of·:'Aqteetnent:,

Line' 4~ - 'Rafer'ence,,(3)': should'.spe~if,iqany,stat.e·~
"'In;~~t: a,date- -of -apprO.l:C-infa4:ely.. 3~ yeal1,S Li'ttet d~1:'.,_of:
thi:s·"aqreementJ,." (Phra'Be:::i:n:-braoket.s,~to': be,adi1:9d'~,!)';'

As, it, stands'· and: reads:- in': oonaecedon: wit-h: 1:d.:n.r4'~se.c,tt:on:

r,_ this·referenQ.'is,unc~e.~. .

seotion,,' tI -Def±n!i.:Uons·

olllfintS,ion' <-a.!' -, 'ThiS d:efi~'i~i'On~".,a:S"',staU$&;,:; appli:-es'" tp>; ihV.tl~iQtt.·
-Qoncel'Ve .:,b:eifor~> award' Of',Q'd:::Cn'1;r,s.cto-t:, grant :,o.n'·.wh~:ah"p~t.:nt.:'
appltCtl-t'it.<lns:rnay,: neve. be:en·fi;J;$d,:' p:;-·!or,to, th$, da~jj1) ()'l5;:.~he:'

awar~h,Sbtn.'rEleogni·.ti.Qn'of: sU'O'h: a, st'tuatil))l,sfl-bl,l3.d:; 'bill'mati.,;
ifi'th;i;-s.,'p.ara9'rAph~.. IttaH fa;i.-rnjjls$,' teethe' il'1v;eJ1tc,;:'a.nd:-- auy:'
previous,: spcn~.Q1;'$:he :may, ·hail'e' had,,. intl')j;t\lIQIl'Se-o:o:.f:. P~d."Q:I:"':

filel;tPllter.;it-"appa.-i¢a.t,ionS':, .only 'theusQ·,di's'COV1!lti..ed,: ttl" ebtlt
"reduotion' .t·o',prac:t:ioe:'" tm>ifll':'. tthe<.GO'if>et:nrneftt;.g:;'Ill\U: or'O(l,'n."'·
trac:t;:, stiollild'.3'.'subj_t." 00', the';'tel:lmJI,:.,c>£-,·th.', If....-. '
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A'second' point. - th-i's>-.defi-nition a's .-regards plant varieties
is 'limited., to-: PAtentable; var,ie't,ies. Does thi$,exclude-,Plan:t·
Pro1:.ec;tiOil Certi,fication' pr,ovided,bythe'U.S'.. Depar,tment: of
Agrioulture? Such' certif,icatJ,:on: should-:eomet', withi:n:,thEf
scope of, the' IpAi, in', our- opin;!:on.

Defi-nition- ~C) ,-Same comment, aa:und$t'Olilfin,i.-tion: (al regarding,
pno.tllen patient applications.

Definition ,(e~ - We auggest' that· the ex-ten-sion'of Federal govern­
rnen€r1.qhts to seaeee.: and domestic: muni.c.ipal governmeritJilbe
plaoed .cn .'a oase-by~case-discretiona:r'Y' ba,·sa.s", The-:ratio.nale:
fO,r such an extiN1sionis,' believed: tabe; an'aS'sura~:-tmt.t

inventions -in- 'l>hi!! ,public hll!a.lth-, are:a.f- such ae. certain drugs"
pharmaceutJ;oals <inCl. safety devioesi' would be made widely
availableatminim~,costs ,thro~ghstate o~ municipal- spon­
sorship. This-is a, reasonable;, requirement. However,,_ by
making,-_the'-ex,tell_sionmandatory,many" inventions:, np:f: hav,ing
suc_h ur-gentplJ-blicr- healthbena£its, would, eaee. be' inclulie.d and
would, ser.iou,sly impin(Je-on'-,a"Just:, return- t.o the contractor
and inventor anli, reduqa"thec"incent;.ive- to makE!:" imp;r;c>ve!Uents
or further; inv.entio~,'"

Section--I,iI,,- ;Allocation ,'of Pricncipa,l Rights:

NO,' comment,li,,",

Se~t1on'.IV;· -, .Mi:i1imUll\'Ri9"bt's:Ag'$1i~ed;bY' GO'rI"ernment

Sub'$ect!on,- cat,· -, Thi's sUbparagraph ..states: ,that the Gb,ve:rnmilllnt.' baa
the right: tOe make', use" anclse'l-l on' behalf, of' the Government
of- the United l;Ita.tes-, eec., By includ',i.ng.,the~'dqht,to-nsell"

thi~, considerably- broadenS,the-ooneep~s'embodied'inprev~Qus

institutional patent a-greemEint.s;,and enablel3,:-the' FedEu:al.
Governmertt to enter'into-coinpetit.i'6n in the"genel:laLmarket
with commerclalenter,prises. In'. ourview,_ this" would.' be.
undesirable_•.. Our- suggestio,n' La.. that thEFright.to' sell be
deleted-' and t.hat a, modifying phrase_ - "for gov9xmnental
purposes"'-,be:, insertad,_aft:er;theword, "InventiQrt~on-lin&,

4,. page-7:~ .

We.waul'd, a'lsQ suggest': that' the phrase in: this,_ subsection, be
ended. at the" end' of the· paren'tll'es..il3: on: Une; 6-, thus omitt!ng
States,and domes:t,ic'~m\Uld.ci~:-gover1lltl.ents.'.from.,thb,· part· of
the sent-ene.'.,·

Thi!I., ma't.1:.'e:t:" of eeaee-; and··' mrm'i:c;'paJ;:.gove,tnment·., riqi).'ts··· s:hould: be­
set'f01:'.f::h·: itt,a'- sepa:ra~:suPse.c:tipn:'fOr bOth. curity, and"mor-&
sp$O,t'fi:e. _d~finition; of':theilit,'riqllts. A:S"'Iile-ntione.d-':prev.fousJ.y
suc:h.riqlif:,!ji, should' no~t-:· be:mandato,;r;.y"but deci'de.d err a' caee-,
bY-Oa.'l56'- baM's:.. The;· bas-is :'fcr,'any 'dee,.isJi:on -on. tnese, rights>
shoU],d" be': set .'. f6roeh- in posi-tive;lanq~a.iJe,ra-thes:;--t'han i'D' tbEi!
neg;t·t·4.ve, Sen"·' used in uhi-s p~.OPC):sed.:a9reeJQ:en1:. F.Ol: e.l(.aIl1pl.e,•..
tbe"stat~ent:'; might r$ad::
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"%e,'AqEineY'n'lllY: de:t.'t'\\\ine. a:ne't' ,:thlll.' inv:ent'ien'ha-s: ,been­
i!3:en.tiifl-$d::thlil:t it, is'; us:efUlin,;the;,-area: of public be~lth

and sa'fety",_ and::;, ,therefore,:,. acquis:ition·l)f a license' for
sea.tes,and:-domest.io,rnunic!pjil'· 'go;vernrnents is,reqUired."

A oorrespcmd.inq, cna.nq""wlU need- to be- maderinc Exh'ibitA,
Coni.i:r!nlitor.¥_- Instrumen:b .'

Subseetion,'(a.,): - In' pI:a.o,tice ·thi:s-'requirernentmaybe di"££icult to
comply:~ith,withinthetimelim~t,tmpo~ed~Partialor,in­
complete disalosures·- m'lilybe riecesslil'ry and may· nave. to be
accrepted,': by,thaa':jen-cy.. The-reiasoR·for this is' that in'­
ven1:ions'praotically:neverspr-ingi,nto exi'stence:. fu:rl~blown

andmo-st often.require-conaiderabletria~andc te~ting before
the'-tec·hnical'd'etaila ,are tuny ,known ;tothe,extentthat a
working; model"'orweJJ1'-defined, prQducts'-a.:j:'s'.avaJ"lalJle; such
tes:ting;"f~:equen'tlY:take:s',month-g, .aad.: even, years from', ,conception
or· :eV$n' ' the: 'fillSt,cruderedUotion. to:"pract,ive;"

Sub,s09,t-icm' ,(cl"" Care, 'must'blil: taken' by,th~,GOvernri\~tit,that:-the­
r:L-gh't to auplicate, and' disclose invent,ion·disolosures is· not
carele:ssly o'r' tho.uqhtlessly mis:ased,:'in: such',a, way, u",to­
jeopardize foreig'n· patl:lntrig.hts or' to inadvertently set' an
unneoessarily, eaxly d-eadl'·ine-'for fHing;' patient applic.at!Qns
in, the ',Unit~:Sta=t:es.. Pa'tentst:atute,s in' the: u.s; .and
fOreiqn ':ci::ri.l,nti-.,i$$'go"1-ern-the iJemat;t.r:s:and', shou'ld,'" be,'observed,.
Out'" sU9q~stion, would be' to add langua,ge:limitinq, duplicatiOn
and:'diSblo'sUX'8,: righb$"on1V .ee tliClse.- right,s requir,ed. to eon­
formto;,:the,F,reedon\,o:f' In~o,rma:t:i"n,.Aot;.:. privileged' and con..
fiden:\:i'A"l, ,irifor-ma"t'iob',as:,no'ted' in $~tion',XI,:.(to,whi'oh this
sUbse.otio-n'.ref.ers) ,with re'SPElict:, to,licensB'!n,fo'J:'Il1at'ion, ap'­
pl1es,equall~.w8l1;toin£orm~ti?n' in::disclosurea'and, it
sho:ul'd-be:so 'noted, ;inthi's Subsection~

sec,tiion·,·VI:.' FUiM·'of DOlll.estic,pate~t.'Applic~tioti$

Su!;isecUon,· (bt, .. Tne' time scheduli'!-for;reporHnq:'fiJ.:ing dilteand'
serIal nurn~er'prescribed in this subsection' is: not under ,the
oontro'1o~' t'n$ c::ontraotor·or grantee, but: depends .on Patent.
Offi'ce',:'aclmini-strators,; It, should,: be''',recoqni:ted, that," some'
f1~ibiJ.ityin:'_tl1e,times,s:tated"mus;t, be: allowed. Our sug­
gestion is, that:in"VI(b')(il,the..'applic~tj..c:inShould:b~',sub­
mitt'ed., wHnin~ two months: after' the .filin-q,: blit,.that the_ filing";

, date: .an,d~ ser,tal: number; should be submitted'within 30 days
aft'Bro' tl'\e'j,.r· t'dlce:ipt.::' frOnl' ·the' .Patent' OHi'oe. .Simi-l:ady, in
VI tb.),.,(!!',).' if· a', copy" ot ... tl-hS'recorded. usignment' i·s·, des:ired,,_
the'·?-ate,o:t:';,its-:·sUlm\i,ssiOin'.tQ"the. Age,n.cy,' shotH.d'be" set· at
30 ,.claY,5i·afte:t-:J;ts, .rec6iip:t" £rQZl\· the: Pa'tent.Offi:ge•. S-irtlple
unreeo'td-e:dr copies:,' of·' 'th:e',a'ssi9nm$-n~··POu.l'd'.be"sUbrnitted' within
tWQ'.months:'.a£ th.,~ f,U"ing:'dat..e·",: howeve:r.< Likewi:$'e:vin. VI (b') (v~ ,
thlSli'dati;l; ,for_ si,1blJl:i'$si.Gn·; o.f-'a', co-py,,'of>: ohe·,is:sued, pa·tent to the
Aq~ncy.'sMUldb~rset'at' 3:<l·da:y;s" af"ter p~j;nted',eopie-s:ne'made'
aVililable: ·by: the, p·a-t$J\t·Offi-c.e' tC" the:contrA'CtO!r orgr-antae
(as thisodb.-4$;, frsquentily. follows'· the, ,date :of' issue, by sever·de

week"'):.. .
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Subsection (vi) ~. While. weagree'tha~>timely notifica~icn,of
discont~nuanceof prosecution is;, necessary) we suggest that
powers,ot: attorney' be.. Leeaea only on ,request by-t.he-Agency.
In the majority" of caae av. discon·tinu-a'nce. of· _prose;cutionby
the institution is based-on the discovery_'of overwhelming
prior art,-un~ikelY prospects for commercial or public use,
or other obvious fatal flaws whichwQuldprecluds'obtaininq
patent coverage. Under these circumstances· it would be un~

likely that the Agency woul,dfind" it advisable to continue
prosecution. In addit'ion such- continuance would' involve .8
waste of public funds. _Thus, it would: be', the exception
rather than- the rule_that;power~,of'attorney,would be
;req1,l!red.

Section.VII: - Filing of Foreiqn' Patent Applications,

Subsection (a,) (if- The time: limit ofS months'from the'data·of
f~iing",a' ,corresponding United- States,applioation-- for,,: filing'
in foreign0c9untries is'unrealistic for two reasOns~ The,
primary reason·.has:to,do with, the' practical. need,~to include
as much new m~teria1 as,possible,:which has been developed
after: filing ,d,othe United,: States' but,;'befor~ .ene end',:of the
one year of grace· under the international Patent convention,.
Thi's make's for the:' strongest patent olaims· in-,'fC)re~gn

countrie~. The· second.:reason' is" ,that "the', mechanics:' of' pre'"
paring:, adequate, patent,' applications' for, :f'iling In' {orellIn
caunt;r:'iel;l" including translation", 'frequenHy' is' diff.icu.lt to
accomp,l.ish, wi"t'l1in'S·.months,. especially, whan··comple~tech"'·
nology is,invol'Vad'~ We suqq-elit tha'b:, the" time. limit: inthl,a'

..subse,ction for':,foreign·· filing,:,be;:in~eas&d:,to.:~ll:montns.

The:· eeccnd ,part of'this. suj;,section' isdlot . clear,asfto' its
pur.pp'se'or meaning. Tnis:pb:rase:should'be,aliminated: or ra:-
stated'. . '

Sl,1bsection{~l (iii),~ Ifsu.bseqt'ion VIUa.,,(il is; modified' a.s
:sugge~tga',above~ subsection VIl(a)(iii};would;apPlyOrily. to'
subsection VI,I :(a)(-1'i).

SectiQn',VIzr""" Subcontracts,

This·... seCJtion' will rarely.' beqsed"s-inee'·mos-t. con1:-r,act,g.:and-·grant·s·
to, educatlonal .. ~n,d nonprofAt",in:s,tituti'On&;"dC!' not~.involV'B .sub!:'"
contr·aatirtq,'. .

seotion IX - ,~dtnint.stration of I-nventiott",':iri" which the Inst:i 'tJ.:on
ec .s. to :Ret-EUn.;qts:.

S1ib:s:eetion (til. '":' The provisiori-for,' eXc:lus.i.'V:i;ty"'of'5 y~a~:i" f:rom>d,llt-e"
of· f,;L:t;'st.colM\,\Elrcbl sll'le·ol:' .·8 yea'l:'s;:from'ti~:te' of:.t'l\Qi,.lic.et1se',
whi-ch~v.er,' oce~rs" f-i'rst', .. is a', r~sQnable.','r.$st:r;,ict'i:on... In,
ourexpe.1t-.ie:nce'· ntGst, eXP'~usive·l.i,censees,'l'iave~· b~: abls<-,:to,
ope,ra.te.:1,lnde!i',. t'hi S,' .. prCi)v:i:si,cin.. :witbQutd;';;f;f,lcul'tY::ee.. f'i:nanc.i~:J;'
los'S ~:.. The:re:wUl,bEt'a.-,.ral',E!: ',9aS~" w~ere'.an:etK.ten:sLon,,'of',~.
clll!',iv.:l.tY, <:ian>bli'. j\1st:j,.:fi'Eld."",..sQ::'it:'i':h:i:nJPQ%'~at1tl:to:' ~,a;;~'
opPQ:t<tunity: tp.; request: sUl:i1h',.an',extefta:J..on-- fr'o~:.,1:he(~oy;,,>a.,

pJ:'ovidel!:in. the' P~<QposEtti:a9re~ent-..
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Subsection (c) . -- Thi!l"s$cond .sentencecib. -thb· subsection ,will.'put
an ~ntolerable burden'on the institution and will set up a
requirement ~hich will be 'impossible to 'administer. To
determine'-what refunds are necessarywol,il,d require the insti­
tution,to haveoomplete access to -all sales records' of every
licensee and to determine in many gray area: cases-whether
sales had been made for or an behalf of the Government. The
b~den-of collecting or not colleoting royalties- on sales
must rest with the lioenseeandthisshouldbe so stipulated'
inthe,original,licenseaqreement.ln practice~at-presentt

licensees, are generally obligated contractually to report all
sales-byproduct (not by'customerJlisting separately by
totals those sal'es on whioh royalties are colleoted-and those
sales on which royalties are not collected. In thi~way the
sales price, originally, quoted by contractors in grant and
contract proposalstotheGovernmentalreadyincludea~?wer

price: because' they are quot'ed royalty-free,~ This system- is
workable administratively and is-current~y common pr~otice

in industry. Our suggestion is to continue' fhis 'known and
workable system rather ,than" to impose-a,new, and' administra­
tively complex ,and difficult system. The language in this
subsection~shouldberewrittenaccordingly~

Subsect-ion(f) - This subsection -istindulyrestdctive~ In­
verrecea.rcr. their:' co"'workers,are':frequently the'vBJ:Y best
people to: exploit their inventions-since they have a de~

dication and -enthusiasm for' seeing the 'fruitS· of their in­
ventiveness, used,' in -the,'public ii:.terest'-far' greateir,-than

. other-s- who have'to be indoctrinatedwith',these' att'ributes
before' they can, .beecme 'product' champions; If ·the·-inventors
andthe.ir co-workers can show they 'have the. requisit~
abilities in.financia:l,legEtl, ,mEtnEtgement,- product~on and
marketing" matters;- 'or can 'show-they can' attract people with
such abilities,_ In our opinion, they should. be- allowed', to
be~ome personally' involved in carrying through to thernarket­
place. the inventions trhey . have"given' bi:z::th ;to,on' the same
basis and with the samerestric:tions· a's -thirdparties-. To
do otherwise. flies in the face of human nature' and the com~

petitive~iritonwhich this couJ1try 1:8 bl1,s"ed:•. _The- undue
restriction in this subsection can be, removed bydeletiqn-!n
its entirety oftha last sentence, and we' so' suggest. The
requiremen'h to have_Agencyapproval.shotildbe retained arid
such approval should not unreasonably be withheld.

Saetion;X-Patent Management O:z::qanizatious
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Section XII ~. Inventions by Federal Employees

NO comments.

Section XIII - Terminatton

NO comments.

Section XIV - Communications

No oommencs.,

Page 18 - Reference 6

We feel that it is desirable that institutional patent agreements
cover both grants and contracts as noted ,in this reference.•

Page 20 - New Section Paragraph 1-9.109-7 (a) (9)

Responses to information requested in this sUbparagraph'relative
to past activities of educational and nonprofit institutions
should be used as historical data only, and should not be weighed'
very, heavily in deciding whether an adequate capability for
patent management exists at a given institution. Such data ~~

fairly meanin~lessas most institutions have- only recently begun
to undertake this type of activity and their past record is either
non-existent or reflects a very low level. This would have little
or no bearing. on future activities, provided the other aspects. of
the institution's polic'ies, administrative procedures and staffing
are deemed adequate, as outlined .in Paragraph l-9,.109-7(b.).

Willard:Marey~'~

24 september' 191;76'

AttaoiuileJ\1:i:
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TypQg~apbt1lIiJ;', ·.In:to~s .. i;n"p'iopq$~tf' ,J:i\.~ieittw~~l· Mt1;i;e.nti·-';Mr;T:$,m811t;:,
pag.,,;];,. Lltl.2>-'" "~et',i~a" ,is· misa'P.elJJ6d\

Page:."5:, Lin•. :l:$:,,,, "'is!"" ehQulij; be,' "i.t!i1!'-

p.a~:oS·" Line.· Hi - "A'J~~.1$SJl, is'll1bspe-;fl:ed:;,

Paqe ~'1 Line, 28 ... Ii,to" is, mi$spe.11'ed~

Elage 8" tinll:· 7'''' delete, "on" befor. "sa':lie~'

Page;, SiLinG 2-2:- dlililoe:'te "on" before "sde:!'

p:a.g.( .8::,:, Line:; 3:1 add· comma: aft,eJ:'. "contract;"!

Page: 9'~ I'i.n.' 3:2 delete 'li'per.sOnni/tl,':"-

Page 10" Lint!!, 19 "VI,I'I" 'should.·be-" "V-Itfl

Page' 1,0,. Line 2:7, H-it" sliould> !;>iit"if'*

W. Marcyt.kp
24 Septetnber> 1'9.7-6.'
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WASHINGTON STATE UNIVERSITY'
PULLMA!'!,WABHINGTON 99,..
ASSISTANT.VICEP~IDENT,.;...F1NANCE

October 5,· 1976

PATtNr BMMeR. alt.

OCT I~ Iii:.

.....,

Ht. NoMman tatker
Patent Counc·n
Westwood: Build'lng>. Room5A03
C/o National Institutes of Health
Bethesda.- Maryl-and 20014

Dear Hr. L:atker:

I 'have. made a brief rev.lew ef the. propo5'ed,fede'ralprocurelll(!nt'regu.latfon
rev.ls lon,prepared by- the· Ad Hoc COf1'lQlttee;onUn fversJtyPatentPollcy.. I
have also esked for' eOlmlents from'sortle"f:ell~'a4minlst,ratoi"'s ~nd'-'faeulty

~mber$, hel"e'at W.uhtng~Qn State,_-Unlvers,lty.

I would Ilke-to.make-some comment: and suggestions based on ouf review.
I sUPpol"t-th.,llberallzst lcn.cf vthe-exctuslve llcelise., ,,' Anyth:lngwe:
can- do to, ~ke,gevelopment of. our ldeaS-;Inor1! auractrv~._ to,the,p_rlvat.
sector ,,,,r1'); rElsul-t'',ln an }ncre/ils,ed,ut,II:lzat-IQ.,-,of',knqWle.dgtl_,-eteve,lpp,e.d
at 001" lJirlve,rs'f;ty'"

I' not-e.,: tha:t' t~elre. ,Is a' new" requ.f retne-nll'that se:l,entlHtemp1'oY-e."s: must
sign' a'-stat~nt·.agree.tn9-',to;'these rules_. Iwou1o"'preferthet,thls'"bea
1inl e ,more: Ilboral and would 'al1ow,;lnstltut101"15:; Some'·n'ex'rb~rH ty het'e.
For- example, we inc1Ude·a-statement' in our facultyhandbooK'which mak~~ It
very clearthl1-t, it-He condition" of: employment for a 1"J; ofour,fCi'culty: and
scfentJflc personnel to adhere:tQ our patent po,llty-. Thishas"'NOl"'kedvety
well, and:h:inuch-lessexpenslv8 than--a' pr.ocedure' which would.requl,r:ea>
sl gnatur-e.:OI"l"8 statement- by:each lnd Ividual facu-l'-tY,','member. 1_ :am- sere. YCMI
are aware of the,number$,of pieces of paper they ,al't!i: reqU-Jred" to': sJ!;Jrr,: tl:9ht:'
now by: ot,herfede~81 regu:laUons-. -

I ncr teed"..lsothat the new' draft"contafns"someve-r'! st'rn'reportlng.­
reqlj Irement,s ~ What' stuck In my mIrid ,mostly' we.f!e- the repo,.ts're~ul-rin;g,
hl$tory.· 99.lng bac-kten-years:on the . tnd,tvldual 'u,nlvers'lty,lit,patent
program-staUs,tlcs,- ThIs-would tnvo'lv,e,'agood' deal of' expen$'$.'and;, I,
fr-ankly-" qt,lestJQn,,<t;!1eva.lue·· thet' w,fll,be,p"'odlic::~d'.

Than~' Y1JtJi,for' t~oPPOr,t~-nyof' ".Y'lewl ng',_thl&:,dQcu~n~,-o I'. h9pe' my,
cOlIiQent,s-, ar.e:,of '$ome:,-help.

S-Jocer.,lv: "yt)UtS",,,

JJ~~t..H8 ...1
Ass ,1s:taiJi~,_V'lclll'"Ptes-ldt,,-t:

JOH/db·
eee Membtt"<$':'of P';1:en:f':COlJ'rnt'tt."
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.. ,';:;:~":\
t t;--r:.:r'1 ~ UNITED STATES ENVIRON~EN,ALPROTeCTION AGENCY
7;:, .......-....... .;r.
''--., ~;o:;.'~,;.. WASHING,ON, D.C.' ?C4GD

OFFICE Of
P~ANN'NG AI'lO AUOjAGtMEt<T

NOV 151976

Mr., Philip G. Read
FedeT-al._ Proc.urement Regulations St.-aff (]V.)
F:ederalSuppl~_Servi'ce

Gen~ra1 Serv:l.eel5l".Adtnini£:straU'OD
Crystal$quare ,e5•. Rooml107
Washington•. D.C. 20406

D!!sr Mr,,'Read:

Th1.~;is:iii ,response 'tbyourc:r~quest':of July:2~~',1976',forour
views _reg~rdbg a-.proposed' ,mnen¢i1entof" the Federal' Pro'curement
Regu!at,i'otiS,'(FPR)-lrhicll:invo.l:ves" the" addition of provf..aivns ded:tilg
with Iastitut-ional Patent .Agreement,s,' with, edU1:4Uonal-an'd::otbar
nonprofit ii1'st:-itut1lMilh .

- We conaur'wi't:h the', p:rop:osed' amendment· andtbank YQu-fc~-t1ie
. opp:ortun1ty to 're-vi-ew p.roposed'.:FPR- chan8es~

Sin-cere~yyotfrs;;

-;;//)- ;--;;~
/<_-,:,It:&,;,- (/$«:1 .;
W:f.lli:aItLE-. l'.atMsn
Dire.c.-to-r-,

.COntractls- Mana8l!1lleIl~_Division (P:Mo-214);



PROPOSED WR REYISICiN

Prepared by Ad no~ SUbcoowhtee on University ;Piltent Policy

J:ariUllTY ,'1976

L Add the follOWing subsecdon(6) to 1-9.107-4(a):

(6) .Tn accordanC'fl',i.dth-iheexcepti0ri.al, drcWnstllilCCS langwigcof_l~9 ~ l07-:3{6-) ,and/~rthe' spocIal 'situations lailg'l!i:'-ge Of ·1-9.1fl7.~ 3:(c}. agendes
l.natc-liter Inro Institutional Patent AgreCl1lents",ith educa~ional,~nd other nonprofit i~tituti(ms ha.viJlg a tedmology transfer program meeting
the criteria ' set forth in 1-:9~ 109~7(b), ,Such, agt:cCflients shall bc_subs-tant~allX,~he~,rune:3s,the stiuldarda!rrel!lJlent .of 1-:9-l07-:6{c)(2) !fuel _pro~ide
the- instl,tuUOJlthe, dghttorctain thecn,tire-right, titleana_irit~res.tinillventiom;madein the course ofor, under contracts subject to certain
conditions. _Wlien sudl en ngreeneat has been' madewi,th an. institution, -. i~slml1 be, made,applicable, to each contract wtth tim ins t i tution in lieu
of the Pafent Rightsclauses in 1-9.107~S and h9.107-6(a) and (b) (unless a detennina.tion has been made to exclude the contract from the
,Jbre-l'lIICnt) .

DIsPOSmoo :MTJONALE

Carnell's' aasumptdcn is not correct.
The section i.~, applicable to only
edut:ati_onal arid other nonprofit
Instdtutdons ,

Noacticin
necessary

nY'virtu.e of tire fact th.at the proposed revision is baslc1\lIy tlw
addijrioncf a sub-section(6) tOl-:9,,107:H4L it i;slikely that the
requirements itcQJ:lttlinswillbc 'interpreted as ,being inapplicable
to ,organiwtions .otlier than educational and, n,on~profit operations.
I suspect, that this is not .thc intent. and that further changes
to the FPR should be considered.

2. Retitle i-9.107-oasfollOl~5: "Clauses for dooiestic contracts (short {om) and Institutional Patent Agreements."

Conicn University

NO coinnents received.

3. Add'thl" fnUowiJlgil'ew subsection (c) to 1-9.107-6:

(c') _-Pnterit.Rlghts -InstititutionalPatent ~reC'U1crits. (1) 1'Ihenan ngel~c)' has ,determined inaccorilnnce wl.th 1~9.i09"-7 thil.t.'.an Ins tf tutfon
should rC,allve-,an: agreelllent asauthorJ zed under ~9.fo7~ (6), an_InstitutionaIPatcl\tAgreemel\t_~ubstantially:similarto,the standard .ag,reanent
set forthin:par3:RT3ph: (cJ(2) of this .sect.Ion (and approprlntelY,cunpleted as mdtcated fn tbc numbe,rooJlotesappearing af;ter_th::Agreement)
sllall be used, Changes in the, egreeeent should be kcptto a minimum, and shoujd be limited, tochan'ges, dictated .by statutes appllcable to the agency
or by spedaladministrative needs. In .aily event,agrcements should inc1udo at least the following features:

______(A) __,.A:_r.equirCment __for the_pranpt_,_repoI'tiilg._of__aU dnveutfons to--the--appl-icable--agMCy--along--with--an--election--of--rigllts-.

No cOOinents received.



(SUbsection 1-9.107-6 Contd.)

(3) Th;!serV'a:tions of"a11the rights specified in ~19.107-3(~)~(hl; :1

SUDMITIEDBY a:mmr DISPOSITION AATIO'WB

f:lUY\ ChaIlge "reServations" to sin<]Uiar.AdoPiCd in last cfraft ;'~sefV~honS,ishciilldbe
(el AtCcIUir~t'that,licerisiilg by the'iri~titutionwill ~nnnllY be norieXc1~lve excePt ...ned~,ttte desiredPractical6rS~l~.i-al awl:icat~n

has not.1:.ieen achieved, or is not likely to be expedftnousj.y achfeved throUgh SUCh licensing: .

.f.~mTrEf) BY CtM'M'ff OrsPQSITlOO MTIall\lE

Stilnford
University

Society~f Urjj:versity
Patent Administrators
(SOI'A)

"lichigan: Technical
University

RCQuirement tonoIDlully license non::CXdti(ij.elt. ,pa~'a:~--.""~-.----.
groph (C) of iheproposed newSUT:iscctlon c tol~9.107-6 ,
specifies: , "A requirement that, licensing by the institution
will normal Iy be n?n-ex:clusive except, ...". h1act,u:f1 practfce ,
because of the undeveloped nature of university technology.
a first license will ."noI1l'lulIy" be exclusive, not non-exclusive.
We recognize the intent of this paragraph is to insure that.
where, possible. first licensing will be done on a non-
exclusive basis,nrid we have no objection to the intent.
However, the, subparagraph wonting Is somewhat mislcading,
par-tlcu'lar-Iy to .ins t i tut.ions beginning a 1iccllsing,program;
we thus. rccosercud revised wording such. as: '~Arequircment

that the institution makes:ubject inventions avanabte on
a non-exclusive basis except ~ ~." .

I reconmcnd defet'Ion-cf the word "noiln~lry." .. ncceose of the
fact that most inventions,when they cane out of a
university, are far fr~the point of conmercialproouction
and marketing, mo,st inventions must be j jcensed exctusrvery,
albeit for a limited period and oven for a. limited appli:­
cation, if the necessary Investment is to be uut racred .

..• relating to non-exclusive versus exclllsive litensin~:

Who is to exercise the judgment as to whether "the desired
practical, or commercial application has not been achieved or
is not likely to be expeditiously achieved" through non­
exclusive licensing?

AdoPted-:i:;I~;it~---s;;;~;;s,tedlanguage is mcxe
itldieative of the 'intent cf
the secedon ,

"AdOpted iTi'last draft. S$tisfied l:iY stanfoI'd
ainendlnerit.

No action; The intent ail: in"dieated in
section was to pe:r;mit the

'UrilVenity to -milk'a. such·
deta.mination.

,...
<r:.;:.



;l

DepnrtDicnt of Justice In,,$Ubpara,gmph3(c)(1)(C), pagel, ,Hile3, - c1,ul~e,iJo.ri,~
"and.", 111is challgeWQlt:ldlI\i11<e ,t:hengrccment',C:l)n~~n the
requiT~nt thnt licensifil:: by the instl'41t,~9nw~n
lI{)Tin<lllybeJlOn.cxc1usive,:except :whe,re the d'Csi~ prac.:ficaJ.

_'oTcan,lncrcial 'applil;3.tion ,has: no~,b~en :llchi?ycd,aj,ld, is ret
u ] ikcIy ,to be expeditious:lyuchicvcd~hroogILslJcll:Lic:el)S~pg.

11lis, ch.1nge willprovidea..s{rictcr, standard::fo:r' ci:the;r -tJi!ln
/lollexclusivel icenslng , ,aM, \'/ill el i~linate"the;,'altcrnative

chcdces PJ::0VIded.bY,the 'pre~ellt,:'stJ:'Uctudng., NOri·
achievement of the desired application can, b'e~ei:ldil)i:

idcntjfied, but the aJtcmatiyc provided by the,pn;:sent
i.KlnIingwould appear- Iess-susceptdhl.e of,a~ertaiT!ing,

and conducive ee.subjecetveaecrston. ,The exis:ting choice
betceen a] tcmatives may invite resort to ,the Jess
dcmandiJIg test of unlfkej fhocd of exJ}editi'ou~<lc~ieveil!Cflt
asgl"OlA~s for departurefrcicA,th~nollll(li licensi,IlgCl,lllf:d
fOJ;" , :111~wca~e;;S-(If. the,curr~t la.nguage, is,tli3t: ,it
forecloses nonexciustve licensing-in the..situ.aFion

,where the desfred practdcaf-cr. .c~rl:ia1' appliqi,t:ion
c~ld, i,~ fll.c,1;, ',have been~it:iOlls:ly achie"ed .contratir
to tfie tinpression at time, of licensing,

.UlsPOSltlON

NO action. Not ,cCJndde,i'ed, to~e a eotist.l:uctive
0'.1: necells'an, ..chang.o'.

(D) A9>ndftiorilhrltiriR ®Y'eXClusiV~ -ii¢~ to,~:~riodriot !il~bs.tantialiY :8t-e4~ ..• ,tl1'aJlriE:c'essarr"~:~¥~ ~~Jl1eenti~~, ,f~*,~t(hgirig
~Iie.lflven~~<m: t(),thepointofpractic;aLorcOllllll:l'~i:al application and to permit thO Idcensee ,to tecoup,:itscosts cinda:'l'eason8b~e
proUt thereon:. .

proposed '~octron I -9.107 c,6{i;l(i ) (D) shOuld SJ;lf:'a
definite,time'li,Bii.t, on tJle, ,eX<;~usive lic.enseSi'bUt With
p,ro\'tsions 'for' aUowfrig th~. coil~l1:lf;:ti,rig"officer.tO
extend,·tlJe·p6!iC!<i. for. an ,i,Ji4~vi4WucontnrC't,.:j;f. he ,
~ ..:3. wen supported dEltcrminat~on tbatan..ext~':lOn
if;IoIaT1"li'nted•. The length of the all.owableerlensioil.'
:shOUld' likWisebe'l~ted~

NO'AcUon~
."::""::::,,,,,,'

~~eo~~.:n~~"i:~9,1t"#.11." ~1:'i:~lIllllod.t,ed
!?J,SE?c., +'eta}. ot.IPA~



(SUbsection i-9.107-6 Qmtd.)

sum.nTreD BY - blSMSlffON RA'fl&A.tli

Midiit:an Tecfut1cal
University

.... a:~;o relatiriii ..ioexci~Si:V{{ licenS1tl&:<.Whois ~judge
imat Jl:Crioc;t,of.t~liIill.be,~esslJ,ryto "provide the
incentive for 'bringing tlie,iiW!lntion" ••• "?

NO actiOn. Seeti~n J:.*(~I.'.,~;t8'"ou,t' tli~'~seperiOd
of 5 ~llit8_f~S~c~ D\ily. be eXte~ed
by" agencY' 'Msed:,on 'add!tlonaI Inforiuatton,

(Ef 'i\ restTiCti()~ that i6ya1tY'dtitrgcs be iIiltilelitowh;nt" is rea~o~~l~ ~,ine'd~'£ij~es ar Withinihe indusiiY{riV61v¢d:

H
"'1......
c»

~'e,prec~ent:saref"tina in' fbi!' cc...mon
la:w~

No action

~"ilctioll.·(HoWev'er. cmimient o'IlP' ,5'e resuit;~ ii(~~'~in9 '" ":
$i!ep.S8 for.r~",. ~i~cen~ive .awards" ~,"~nclUdin9 paymenU"

individual cdntracis:or.'gnUits frem tlie crPel}dm~~ebw agreement where this, is deemed

.; .' reiClti~g t~:"rO~~tY.~~~;~s:':,.' ~j·rio ijeciJe
''Whit is reasorilible Under the cirromsta:nl:es"7

Aprtivisi'on enablin'gilie.agellc)' to except
in the public interest:.

A requirenient,thatthl:l.in5ti~tf(1l1"sroyaltY, rei:~ipts.~:f.ter pa)imi;iirt; Ofiithinistrative d:istsaM iJK;entive ai.midSiO inventors.
be utilizea: for educationnlorresearchpurposcs: -

No' cooliJen~trk~ivciI.

(F)

(Gl

Michigan Technical
University

T:~'e :reC:~nfi~tlon .~.~-se:-6t:ioll' CiJris::fSftent:
w~tli IP~>bing~9l!:,.("\me~tliis- is d':!ellI~
in ~l1e:fnterest".,", d~l!l~eG). subcommit:tee
chan9;a'''e.~1,if9.~ t:Q "periIlitting" for
editodal 'p'arpoau.

~ptll14 in l,ut
Ihaft,

ProPri~'ed~seC,#oR,-1·9.107-: 6(tid),(til::shciuid':,give ~~. :GrNei'n~
Rent .eore .discrst.ion'in ex,cepting. individual.cont:rnets
or grants. fran thcopcratiQn:'Qf,thea-g,r~!!:t.,'fhe
Gov~rnlllent' should not-have. to ~e:,an :afHIl\latiye
shO\~ing regarding th~ "pu!ilicinterest',' in order to;
eXCA:l,Pt ;a .contrac:~,.blit .s.hou_1d, ~ve Als.cre.ti~.ry -,':
liUthor.lty to renew eac::n..contJ'~toni~s'mer1tsarilJ".
el~c:t whether or not to place. the contra:ct under the
agreement.

(H) A..r~iTemlmt forpi~e~s J:'ePo/tsaft:erdesigri8tetlpeiiods andre:';EiXeCUtion<f the ag'i'OOneIlt()iiiyif'mt GoVerm-errtdeem5,tbe,
institution's' perfOTlllllJlCe tobe' s8.tisfactoiy:

'~r*tof
tntertce

No~tS reCei~.
r.



(Subsection 1·9,107~6 Contd.)

~ ."assi.grunents "to' approv'(:{I: patent- JJiaii~~entPrg;miui:iions:n
What and" where 'is ,.the,p~re for a~ten_~m3nagem~lt "',,,.­
organization to obtain approvaJ"fQ.T, assignnent of inventiOnsr'

Ui)i~o~'Ii'~~d.;4il,,~y~.t_~evel.#·,::~~~#~~,i("
Ieft:Uj,ail!C~e1:iOri, :~fat~ncy.- '''' ~j,:tt~e~
n~ubj~,t: ~_ ,tll~,~e ,condlti,o~",," ,:~o, the,ei'laOf
thelilell;tenCe .for GaltQda:l pu~sel5'

"'provision pemitting terinitw.t'ion,for, conVe:riie-neeby either pa~ Upol\ thirty (30) 'daYS' Wr1tten notice, .

Nocooments receiVed.

I>lichigan TechniCal
University

(I)' A prohibition, against assignment of invimtions Witllout ,GClv-~rrI'It~~:rOvai.'. #,: Persons oroi'ganizat~' other ,tIian,,~s~iS.
subject to the above conditions. toapp1"OVedp'atent'~ementoi'gMizations: .'.

sf.iilMUfED BY CD\NIM', DtsN:5ri'IM,
o

(2) '1be following is the standard Iilstitutiorial pa~tAgfeerent:

INSTI1urlaW. pj\TENr~

'Ihis Agreerentis,~allden~into,b.Yandbet:weel1 thB
United states of'hOOrica;'as rep~~,,1¥,the

, '_ ,', J:I..'rbereini;l.fter saretiIi'eS

referred to asthli! :~,and ,-<0:"::00=""""","",,"'''', 'hei:eiriafter rereiXedGas the·":xnsti.bJtIm. n
-~,.--J

AdOPted, in, l'.!;;st
'draft.

'",!8si>(l_l,il~~
SUbCQaaDi1;t~,lD~~ f:i;J1.lOt«lflg' edii»dii1changetU

1. =_fQ~,,!llfOl;ll'th line;
2. ~erlleii o~<1er: Of~si:at,E!iJii!nt·~d:

·~anaUllloi in fi:-lIt line of ~herea's
c1iluiie...



WITNES'SI:l'U: ,.,
~'lIIF:REn:s, in aCCOrcJaJlce ,wi1:4 ~Pres'ideht's Slatiinent <Uxi ·M3i'oranm.n Patent PoliCyda~J'irigi.i.St' i3, 1971~, arid 'tt\9 provl!Jiolis of 41 em 1-9,;iri7~;((a:j(ii)j
it ,~!'I" ,~(!etenr~bY'~.}igCri.cY thai; '~'" I.~~'i.t(lt.~~"$~,,'a:teclmO:r&iY'~~~fer:.~,~ting-theCriteria,of, 41 ,CPR 1:;.;g.109-7 'iii that the
Institl,l"ti.OO's tecliriolo9Y trari$fer practices, Iiave beell~ie.;,.oo am, f?Urv.'l.~e; 'ai;id

sw.4riiE6:i:l'r -W:H:tn-' WWTIW """"""'"
Ero\ pi~'wilia ;aft:er .,"41 cra'i~9.:i07;'4 t~)(6j' in.)i~of a,#ful:;"~, irli;,iEit:· 'drait'~ Edi'iilfUi

liD:;~~,the:1JlSt;it:Ul;iollis,~~o't'~eruq. ~to: ana9i~rit ~ieid:;iit:jliaf~.i:ii,#,~~#1rl:',~.t¥,:zindiri~t,~~ to certidn
rightsacquirE!tt bytne,Go~~~:ih,ain ~ aom.uuster jJlVentions~:in t::& eourseOf Or Uriderieseat:eh,~ ty the 1\genCyf'

l\dQPt~ ~n~;it~att:.· noo:'~t 'ae::';"'i8'fes~~:~~lt;;:o~~'

SOJ)~im--Bi

D<D

:.~peM'#~

<:XMOOO'

~'i{Wt~'~ia~~r~ite ,the c~tb ~;

~~:,',ihe;'-~~tit~i~',ili~s;'~:c)(
,;~~i~ ..~an.,~t,Whe'rebY:,it !\\iy

ret<;\ln'tt'ia -e-nl:in! r~9ht., title, iind-intereSt
in~ adiiiit1i~ iriven~ion!i.micre,:iit:.tJiecb.urse. Qf,or, under ,resear.c&.~t¢ by
t:OO~-,sUbje.:ft t/)'certain rights
a~,by,the~tf

.~~'~'el,¥'*te.1.,'a..,~a~'~'~;,'~,:~
~~ '~~ili:_tyof,~,cra:uoobyP~~:.~'we' "., 'dS "Stib"'ect tOeer-talii ii9tits~J::W,the
~t"atJtheena:of t:he~.C1auSe~ , "

~:I.~.~ to ",tbe;, ,irithe'~a~~;

'M5i<$mOO

MQptQ:a. in mt~iaft,

,~

coilal<!Wid 't;e: bEl bette!: drafting"

....
~....
00



oept:. of Justice

.·'Tnstitut:i.olial Patent -Ag.i:eetrl:mt". thefmt
~cQ1d" jn:tl~seOOndlirie.6f~se6id>~..
does, notseeffl.t.obe ~·:right wold; PerhapS
"an" was intericled.

'~"liM • tfufb:~,;;~",sliiuld:b:!' iepl.adei
by "the".

Third 'line -either a: phrase ,has been Unintentkmlly
Cmittedor the~"in"_S:hC:i!ldbe deleted.

2nd.nWlIERE'1lS"c~Uie, line.~'-"8n1 enilierightn

$Uld read "an enti.J:e right".

.06i\ .l!1\Iendinel'it,A~ates
recOIIIIIIendation.

D<>OaIIlendinent. a¢~ates
recOIIlIllendatfon.

OOD8iDeno;irnent accdnmiodates
reeOllllllendation.

rri'ol, neerscre, in cOOSiderat~of~f()l:ecjolng~ tmpartiesl\¢rotb agree as·follCMB';

I.sCoj:e ofJ\qreem::m.t

1hi~ r.greffi~mt_shan defi.Tletheriglits Clftheparties'~eret9iegai-ding>the allreatiOn ofri9htsiriSubject.IflventioM~~a~terthe
date of this 1I9r~t aIj¢lmadeimdC1i: concractsentered into priortb " ''. .y. unl~ the l\gel:JCy .SP,eCi~icfl:lly pl:"ClVicl.e:s~-s
a condition of .anyftJturecontta!=:t that this Agreeti'C!lt shall T\l)t applythei"eto. -This aqreenentshall not'a~y to SUbject Inventions iilcases
Miere the InstitutiOn is a. stbCoritractor' under apr:imacontract. of, the1V;Jer'CY~ [ .J. y. 2/ .'

dWige periooafter "11" to a e:x.-.m&.

DlSOOSITIOO



SUl:mTrID Jjy CXl+iml.' iJibiiI£ititi4 RATIONl\LE

reo ~ of AgreEnierit; reWrite the first SentenCe .
to read:

't!lls'Agreanent' <3efines ,~he rights of the
partIcs hereto regi),rding the all~Uon

of rights in'Subject Inventions, reported
afL-er the41J.te of thi,sagr~t<U1dl!lEide

. 'underccntracts .enbereddnfo .priorto

-;;;;;:"''''IT.;-;;'''',",'''' 11,cxC(.pt oont.raetsspeeihca11y exclUded by the AgeriCy. ,

This changeclarlfies tfu"I1~anirii:l e,f toofirit
sen~nce~ 'Iho sentence: as it Co/rcntlY:ilwearii
in the"propOsed,Iristitu~onal Patent Agr~ro:mt

inCIUcJesthe\'K.Irds "prior to" ',and. ,"anyiuture
contract". TheSe:~ds,cr~te,an aJTti~guit,Y rori­

t;.'(!rn:5pg the <I[.p1iOability6;f anII1S~:tutiqlal

fCl~t J!g~t, to contraq,ts ~r,dM,prior:to
the! effective date of ~ Institutional pa.tent
~eerrentandtother~rtingof inventions uricler
S\l9heontracts•..~ substit:t)~"words"ec~
cpntracts specifically exclUded by .~,1Igency"

C:J.:iflrifyt;henmni,~ of ,tlle l;Cnt\"'.pce~ ,In :rewritten
f oml• the senteJtce·c.:m"clearlYbeqon~tIyed,\:()
mean that an Institutional Patent l\g're(iOOnt,l¥"il1
be·aPfllicitble to m(l.traetsawarded prioi:'.to,the
~fe<::tifJe,date of the: ~t;itutional,patent~t,
unless. the Pt"iorerntractsare arrended to spe,eifiaaUY
~¥the appUCctb!liiy of the i:tistitutlOnal" Patent_.

Moptedin.':::Pa'i-t in fast draft, oOD~'ar.qu'a:g'e am~~edbY deietbt9
MIil:lor tQ , ",3/", and
Substftutlng ''With tme: agenCy
bOt~prio~.to and. ~ft~ thedat'G
of this. a9t:eement~"_ This iUIIendnient:
~.e:eiUii:es, ,(Wletiollof,:f<lOtriot~ 3.
OOD:. r&4raft ineQ~rates~iv•.of
Georglaima. SUPA reeOllmlendations •

.....
"-J

t:5



. EXClusion of Cei:taln'Coill±~tsfrcmtlieiPA~
AJJ..lriJ;entOfthe. IPA1S' ,G·iiilUce '1:M·atiidll~
l.str~tive 1Iurd<m.o-~both the. a9?nc.i.p.s <uilthe
un!\I;e~ities. lfooeVer,.~cl.ausesWtU.dh.per-,
~'iri to exc1udJ:rigcerta.;n contracts fIU\lt:lle,
lP1\ !'iiII add totte ac1n1n.tstrati~burden. ~t
~~..no~ that the very snocessruj, HEM IPl\ does
not ~ve such e pt:O'{is~'dn.,. With sUch a PlXlV!­
Sf<i1.' for, exclusion C)f Certain contracts, there
is~hcll .a rpo:jui'l:Ol"ent<m the 1"-1.r,l; of thc<igency
gra.ntaoo contract adlni:nistr<lt:.io~persorJI\("..lto
hi\vegcilllts iltld COfltracts revi~.bY, the agenCy
.~tent personnel to detemine, using unsriecified
c:J:"lte,ria, whether or nota pai:;t~CIllcl.r.grane or
contract sJnuld.·OO.excluded·fra1l·the.IPA~ .srxm
tI)e contractor's,FOin~ of view, the contractor
must.then·deal with exceptions to a'standard
?Perating procedure which is ,administrative1y
C\.JTdjerSOl'k:". It can be observed exceptions to
noxmal rules in adninist:rative requi:ren'ents are
similar to exceptions ·in the English .language in
terms of cazrplicating sanething etnpre.

:Itis.oot clearwhy t1~ ad roo Sl7bo::JlmiUec of the
GPtmitteeon Gove:rurrentPatent Policy.of .tihe
federal CoUIICil for. Science. and. Tedlllology 'saWfit
to include thisr~t;en~nt. If tnere isn't anY
~nted history of abuses loading to the need
to have such a provision. we str.ongly rt'icxxmriOO
J;hat the clausC3. pertaJningto exclusion cif con­
tracts frcrnt1le IrA's bo deleted. (Depending on
the not,ivat!OI1s of· the subcallriittee for inclUding
this 'r~~nt, thereaS6ningof paragraph 6
below my also call for deletion.)

DISPCSlnOO

No action. 'rhe requiieiriantto e'J:«:'lude sal~i:ed

cc:mtracts from :th~ !.PA,is.deeJll£!d, n"eces'silry
at least for the following reasons I

{alo:rher~ mllY be ,~itu~fiO~s :Whe~ the
~gency can identifrthatit ...111,provide
all deve1opme!1t funds.

(b,l. There maybil, sitila.tiCl~s "';here the
a9.eney lIIay~cdn wi,thanother organization
with a different p,atent policy in a joint
venture.

(c) GOvei:~nt-o\ffled, comPfiny operated
facilities lllay not be appiopdate
recipients of IPA's.



SeCt, I of 'IPA, first sentence (cont.]

&JIl-1I'I'I'ro BY

Wise. A1.~i Research
Fouridation

CXM1EN!'- -- -- -- --- DISl'OSITICiif

Sco@of,A9rearont

.Thectilrrents here can afso be. ~eadilY t~ed~ a.iilS!'Pi~. Ditto
be mns1dered alorq with the cements to 1Irticle' N(b) (8).

We do nOt ~rstahd the need for ~exdUsklri,(If
certain contracts fran the llitltutionalPatcn:t,hjl:earent:.
'1b our krlcMledge tJiCre. has been 'no tdetory 'of -abuses
leading to the need for:sueh esclcston. ,"/otjre ~rtantly.

no criteria have- been extablished upon which .~.dec!s:ion
to excjude Ls .to be based. lienee, the dectsfon et; the
outset to excture e lXll1tractf:rctlltJiescope of ,t:he,Insti-
uattonat Piltent 1'qn:'cITCl1t' can be' crirqlletely arbi~ary in
nature;''1'hei..n?lusion of such a provision, also, seans
redundant in view,.of the rrarch-dn- rights reserved' to the
ccverrarene InArticle IV{bl (D).

Iriai:ldition. ~6r every exbluslon frantilellistibitlo11iil
Patent Ag-reanent,; the 'onJ,y alternative .presented- to the
Institution is to abandon ,adririnistration of an ~ention
arising'urrler t1le exclixled contract or-, to again go baCk:
to a case-by-case decerminetaon -. ' EXperience with this
lat~ approach has: eStablished ~t._itis unsatisfac­
tory-. I can introduce what can be critical tirre del<lYS
in"the transfer of the1;eehnolO3Y,to the I?rivate sector
witht;he:result that the pllblic.TMy :In reality be, .
deprived of, that technolO3Y. It,will c:ertainly serve
tosignifi:cantly Increase .the burden of a&dnistedng
tze invention'.

~.LE

Ditto

>-'

""~



section I of I l>A, first Sentence

Sl:IIMI'l'1'm BY

IJni.versity ot;
'~frin

co+Um

~"~OCtiai';~ts.,pi~.la~l,lca'tion()f ,'the
lPA to the institutkm.'s 9J7Clnts im~"'cOntr~~ ,"',
providing for acut.,.(jff'date 00y0rd w1l4ti,COfltra¢l:s
WOUld IKltbe affected b¥ tne 11'11.;· ,~think ·that'a
j:mplete O,lt~ ~,be'~"',ard' ~ferabie fbi"
all, ii1VC!rltj,oils i¥t~.fi,ed,after, ,t:tl¢4ate of, ~:q'A,
irrespec.tive, of, heW .lorig', the ,SpeCific ci::nb:a'ct"bad
beeri in, effect.

D:tSK61i'ICN

-Mopted in last. draft.

-.~.

Un!Versitfaf
Georgia

I~ is. a greatlimsterif"effqrt 1:?h<lvei,o~iPA"s Ditto
per1.ocQcallY•. , '1'he3thJaynotioe.,o~ cancelIal:iOn
proVided iSf';!I)tirely S1#fici~t;"cu¥I.~.~~m~
~tever to,limit t:hrRlife to ~~yearSpr,,~<
otherspecificpericd of ,tirne'The~t'of:!tBintail#9
f,iles for9O"'e~talarid()thet:~ts<ind~
del:lce ~5 ,alreadY Prdl-ibiti,!e,arid.IPA'sfor ~~ve.
·fncrenents,a£ timeloOuld ,Und?lli>teUY".,~',~,;~,bUrtIen;
~s is especi<llly~,since, i.t iShig1l1y,p~leJ:fiat
SUpcessive agr~ts ,:wil,ldi.ffer,~ ,it ,~1:y}p.
adininister ,~,one ~ately fq+"thelife .,,:f aJlY pa~
x:e1at:ed to tilem:" .'lberefore, we:tecxmnerld that the,~
nEnt h.:)vel.l9explrattondate and that it be c1limged~
for,ctnpelllng reesces,

:it ds ~" c1E¥lr .~ ~.l\g~;t~.t"i!Xpite:a£~.~ DittO
Years' 'lrertl,~tobelittle ~,.a:n.3: acrinSideF~
~t ofr,~t1on' am~:pfr~~:wU1"tJe
added. ·TeiiR:fha:tiCl'l on 30 days rotide-is~ hi XIII.

~,last Pro:t of fJ1e' fi~ ~teiiee·~'be,~ ,if
caments Under ,1' above are ac€ePted~



I'. 4, Section I of IPA

sUlJ.fi'i'rl'D BY

rtat Icnaj 1L~sociation

of College .and
Business Officers

Stdrtford,Uriiversiq;

CCMmNIS RECEiViil rn sJtl5f.IJ !iI'NI1:1'CR

Requ~st'deleti~, 6f the"iaki;Se~~:Clf,!:he Ikragiaph
am. sUbstitute therefor:

nln case's whei:e the InStitution iSa sUbCon­
tirector- under a, prime contract of ~~;.
the, Agreeoalt bf the Institution shall gcJITE!rn'."

Cu ..,~its;,

;It soretimes is. ttte case that i:Ul educiiti6nalor~.:
fit institution will, graIlt a.'sUbcontract to ,the, IilStitu­
tion. , Uridc-rsueh,;circunsi:anccsi' the!,' 'inaJ::rl.lit:y,ofthe ­
Inst,itution toacquire.righl:;sWill"tei:rl to discourage
inter-cuniversity rescar<cl~'and lrrIfa~rl:'f:trea.tt1lem:iivet"'­
aity .iI:lventorwh1':1a'Iy well lose,h!$ ~ity interest in
hi.s-,invention. co:m. institutiOns, :typfcal1y 00 ,not have
~ter'l:t poffcdes that rover inventions, that a1:"ise OlltsiCie
of I".1le university~, Mxeoverithe CCGR. institutionS favor
~tentian of rights by a sister institution as e eeeeer
of equity and f<ili:ilesS.

Finally,as a, I'O<itter of law, the r€qUir~t: to grant .back
J:igh~,tothe prin'e contracf:()rcould, iu:lder c:e:rtain f<#S
arid ~~,tane::es" be.dn V~?lationof the anti-trUst laWs
or construed as a pate:ntnii:s'USe.

Ttie.lnaWliclbility, of~ IPA~ the·1nS.Utlltion, tSa
subcohtractor , llas-tsentencoof l\rtic];e 10£ the 1l"Al.
It,~S;llOt clear ,wtv', the rra ecee I'lOt aflply,\oihere the'
instJ,t~iOn_is .a suli::ontractor~ ..,Itoould ~,.~
lcgic :0£ using, ~ IPAappJj.es equally well to SUl:X:i.>IitZacl:S
as _11 as prine COl'itzacts;

DISPC6ITION

AdOpted in last draft..

Ditto

RATlaNME
SIIbeQii!mittee ~ees vitti
rec<mmehdation;

blttb

....
~



Sec. I of JPAr-2ndsent~ (oont.)

SUlfUTm:l BY

tUsc.Alumi
~ch FbUndat:ia1

Purdue Il:eSe<irdi
EbUi1d<iiticin

S.U.P.A.

ftirther in reiat~ fu Ar,ticleI_of. tfu;,,~
Institutiorlal- 'Pa:tent~t"~,do r¢~ ; ..
stand why t,hel)l~titut.iQfl1l1 Paten:t: l\g.rei:'mrit '~,
rot apply t()S).lbj~'In~tionS,;~,the)nst~l1itJ:al
is a contractorUJ¥Im;, a ,pri!1'ecoritraC::,t;':()f tfIe:~.:
By ~ity qf ~soning-,if the Irisibit:iciial,lii::eJ)t, .
Jiqrearv:::ntis avai1able to an' Institutim; 'lflheJ:e ~t iir
t:J:¥!'prime'cont::ractorit:s~lda-lso;BR?ly,..men the
institutlm iSasulxxliitractor.

Paragraph I,~ti11l1atestha~t"'lb'is il9rtiarent, ,~.ha#,nOt
aH?,lytc)'Sub-ject'Inv~tions, incases wherE:, the 'Insti­
tution' is a ~txacto:r'tmdeJ:"a:-i;idm;::ccilt:tact. ~
~ are unable to reconcile ;,this,s~tanetit ~tbP<tra~

graph U(b} ,:Which stat;es'ili3t""eont;:ract"'m¥Uls "affJ

%,=~~~e;[~',~~::;~;t:;~):Sti_
tution to retain rights ec inven~;under:t:lie.sub­
o:mtracts.'SUCha change txiuld encOurage interstitu­
timal research.

I object. vi9'orous1y::t:O the SEiCOnd",se,nten6e, mj;I't:ile
pertinent, pftrt. of VIII, with regai:dto,S!Jb::OntraCtor
ri9hts. 'lheseprovisions.~etelygverlook"the
equity,of',the,:invE!ritors ,who ares:u¥otrat:tor:~as 'well'a!!' t:I)e:~ity,o'f'~~t±a!;;tor::i,~t•• 'l!le
pi:ime.cot1ttact:or has little or no equity. "If t;he Sub­
~;mtrastar~a vaiid3:P1l.', it ,siXIuldget the saMe
ti:E!llttrent,aS in a prirre ccatrece,

. Ditto

Ditto

'Ri'i'tti:Wt

Ditto

DittO



p.lI, section ,10£ IPA, 2lX1'5ent; (Cbnt.)

SUl3MJTIID BY"

~ive,~if;j()f
~

~f~a
Ii'lst.i .t \1t:ii!i JJf
Tecb>olo9Y

---re is)fp,J,ied .fhii~the"lAU.~sity'~ lmeldt ,I.s a
~tractOr.~ :l:I".~~d:IIltl?ictof:,a ,f~.
~:.ts, ~',a,lly, by, 4.~ .,(1NJl :¢:a:~~,~

!"i?9uiat:iofuj;,~,~~,~1i~¥'i9•.Is tIrl;!;.,a c:or¥ int#~I:iai?,' ¥fun
VIII dciesnot really l':Ii"lswU the question;

i:"~d.fur~,~t,thata,n£#',~',,.~
ild.:ledto.&~::t~,~v:In:.of','thq'~.'IP~:tt>, bke,
C;:ar~o~~a'si~t-ion, .~ep:~s~!ed .. U;;. 'i;n'

-'~t:ion:,~~th ~~st,in9' ~~.,"idtlj::~

a;rYj ~" "'ItiE:l(lr01>lE:m'a,ri~:ftan' tlIe '~aCttJJa:t
sp:ue ,edOOauonal'in~t:Ut~-ons (a;;'·ih:~: ,casell'iliW
r*>lic::ies ~hich:Fev€!li~, 'i]ral1t;ing:Of:'rigl1ts' ·in
~nti9t!s::t6':~qoJ;~"o~ t:l]a!l':~"
~~inglY·.- .~,~,ar¥:"t:h¢~~.tdr,i;o"J
'~':OOUi:::atibnal'!riSt:ftiiucii WhiCh liaS, ,i(ri'iP",
,~~~ei.dil'f~~t,H~",~,#"t:i$'fif~.. ,""'~,
OOt1l:r<iCtor.~rCes 'e.~1:l#' <l:dcV~tfOnfi:t1ll_iri'~
~iioY ;,rn~1;;ii:lti. ~.~ SOt~,." ,~'YiOO'ld
:~t'a~~imb~~:*:ifil·.iie 'aaded"tO,piq<il:4e
~.timEri t:lie''~th:ilitor haS",mi'lPA:'W!th·otbe:-

¥~~l~,~,.:", ,':: •.•,.::,'.',":'" .",'""",:'
u): the:~tra:-qJbt,~tiQQS, ,&3:,;U;jec{

to. tfi!·i'I1\:,of>.the-'~~J"':, ;'.:

-""'(~~'--!1t(r:r~:'~i;¥~~~i~A~~

f!~~~t&~t»'~.-~

DISPOOmoo

NO ac1:t0ri~

AdCi~ {Ii i~i: drilft.

'PA'I'IOOuE' -
See i:~ see. tI+:I.

DJiiO
.....
<r

~



This ~~,a' :rna:tt:-et,:t9J>t!.,n~oti~t~·d 'iii,th'
the l!Ig-ency at the tinie of application
for, an' iEiA.

~~t~.Of
~ti::Ut

Po$iibly 'iricltJde)OiDstltutiori'·~,'6~liy~
#4t!OnS@.ptri ~bieilt.S¥lS,
S:xil,l~,in$qtutes'ari4, AgriciiliUhli
Ellper1nentstatiQn; . ' .

,.(~L,"S\lbj~·~tiOl\~",~$ ariy#lYiant~. Or C1~';t,~~t1tuili.\~~,or,fiist ¥~lY r&;nrf'to,prac;~~ihfheOOtirse
of or.:~~cPn~t.~th~.·AgenCYI-and~ltiJea,an¥artln-e;thOc:1;.,plX~:e;!ISI,_~'-~~'C:tUie~~i9'\...c¢.~it:it::i1 o~:'Jn.ltter!
9t"'i1B~,')'~ ~~f(ll~t the:reof,: ai'ldany variety of Pl.al:lt.,~ is 9r mayl:ie~ta:bl.e trnei" thePirotent LawS of: the Drdted StateSrif
J)rIetica.Dr artY foreign comay.

'1.¥:s definitie:ni. :aSstatea.aW1ie·s: triinVeriticiris
gonceivedbef0~ aw-.n40famtltract or grant
~lwhich patent, 3pplkation:s..IMy~ve bQer.l,fi1ed
pr-to.rto theda~of t;heaward.Sare~ticin
o;f SUCh a situati.cn",slIml,d be,ma~inW:spanr;;.
'iJrapll;rn<lll.ta~s to ,tJie invenrox: and,~
pr:e.,;.lcus ,'SpOnsors he may'hav~, had, fu, the case
gf;I?l':J0I'-:file4,:p3terit aIP~ica'R:oJ1S-'O!'lY.~,~
dj:~tedin the~teducticintoprac~Ul"iJer.'

~ G3veronent.91'antorcontraet shoUld1:ie:'sUbject
to the terrnsof ~ IPA.

!'-:.S.~ rrilnt· ~ t:hiS~efillil;icJfl~'~s.·Piant
varieties is limitedt".9 patentable ,.,ar.ieties~

~,.thiseXcludePliin}; Prritect.i.oll cel;t.i,fiCa:t:iOn
~~, I:¥ ~.;U"S.IJet:larl:rrJ.¥lt.df .AAi#~e.i
SUCh:~fi03t~.'~~d, cdre withi:ii't:l1i!, '.sc:cPS
o"f the .IPA,: in oar qrlnion.

nISPOSI'f'IQI

No aotiOh. 'l'biisi~a j,lat~rt<?_~ ~~t:i~~with
the ,as:eney-t.i;l)e,tm ofilWard of
contract or grant.

.rneoii~l~'uin:t:with. thedef!iiitiQn in tile
uiliting- '1'1'11;.

~rtiiwif!tof
JiJstlOB



SUIJ1l'ITFIl'BY <:tmmr DISPaU'1'ICtI RATIct<lALE

Uriiv~glt:i6f

Gwbiiia tiit>araw:apru;IIfa)<iiiil. "(d: t¥~dE!'fin,ttiOris
~ld be restated 00, iriclue3e'~,t1)6s¢
a]:plicatiofts 1,)r uses of ,iriverItiOllSl'ihich~
~loped~r eoVeJ:l1I"I"$lt fUndim}n~
cases ,WhereinventiOns,~vabeel1::C9l1Cei~
a.rid/or applied prior to such fuMing::i:iWOl'li:e'­_t.

No" act:iOn. This. ls.il.?rol»~tiIil." ;;':f.n~6~ati6n, .,.
l.t 1-8 tlie int~t Of"t:n6,,:9reeiDent to
cover ol\lYtll'0~eil')Ven1:ionsHated
in the :r:eeolllmeridatton.

Ib), ,';¢qp:!:iaCt" ireatisan1 coritr~t,ta'~t,.gi~t,Qt~~:~I~,~'tl~l<>rSuti:DntraCt "entered'. into with' Or fur thebei\efit. of, tlu'!'
~t. Wiere a fUqx:>se of the crintract is the moollCt Of experiirental, deVclopnental; or research work.

No cXXmIeritS tei:::elved.

.tel, ,"Made.'; .~hen.u&4' itl,relatiOn to ariy, uwentiCm ot'd~~ "~'~~ 'or firSt 'aCtual ,rEidUCtJOn to'ptaclioe of ,SUch iiWerttlal
irithe course of or mder 'a cbnuact.

>-'

.~

SWM1'i'TEDBY

~'Co~.

~-

Deflilitioo,Ii{e) ~ "Saine'~t,.'18'" ,~,',
i#uut;ian ia> regarding prior filed patent
afplicatic:ins.

DISroSITll>I

. Ditto

,~

Ditto

DittoDittOUJ¢wrili;t;Y, ol:
GiiiOrg'lia

1'!1i!t,lraqra'phs iICa).a,'nd ,(e)·these.dEl'E~ttOriS
sij:luId,I;ie.~ted.',to;o.inc~~_~,.t:ho£ie ....:
¥p'lica:tiOClS' or .uses ,o~ :~t:LO;I1S,wtd~',are
develoPed Ui'der' GOV~~.fWidlnc"fin',~
ca:~. #~ti6ris ha~bE!en~ved
arid/or: appl.L2d'prior to sUi:::h fUi1di:ri9 .iiiVQ.lve-

m:n~;. __ ., .. "",' ", ',:',: ,' "'".',,'::"'::',',,, :":,'.'",,,,',,'.',, .'" .,"':',',",:"'.',':',""',':,,,.,:,,._',',.:,--,,':', __ ;" ,'.. '.',", ':' ,.,"
,",Jeff:,', ~b):ir¥jt:o ~:iDitttOf:P~i:;iCal~'PI'+~ca~1I:Jil~Ire<ln:st.o.:'m:!I1U~.iI1~ ~: of, a'~:i#On or"~, ',tt), :praC~,i~.~ ~Of il:
p,.~s:" or' to- Clj:ler<l~.j.n.~,~ of tItlchiM'and ui1det SUcli ctlMiti6i'ls as to S$bihliSh that the ,mventitin is being, l'iOrkEa arid,that is bElnefitS are
~lyaccessibleto'tne'p(4)li:c. •



DISPQSI'l'IOO

fE!I,,~Si:iite$alia ~;st¥_~icipa,lgjve;i;,~jiei,lts;;,'nffiri$'the:'~~t.es,()i ,we ~~t¥i~J~tes! 'the,Dl~lb<of ~'1inb,ia,. PUeitO Rico, ~vhgiri IslainS',
~ican sanoa.;- G.1am, and the 'i'ru!:it 'l'errirotyof the Pacific Isla:rrls, arid anypjlitical sWxlivlSionaiid'ageric1.es t:l'lereof.

;~,~~~,a.;tP.;-,~~ 'of
Justice,OOD;., E1lfi1\.

Edit:o:rial

£h~ 'AiifcadoJiJfPd.rlcip3l 'Rights

(~l ,~, I~s,~itutiOll"~Y ,r$ln th~, en~re right", ,~itl~, <Hid, irifu~es,t, thrO~t~~~ld o~in:anY, country,WOOfjnlind, ¥O' ~Clt ~lIJjj¥
·'InVl3,iition db.c,J,9Soo,fm"'lJIl<!II,1; to, section V., belCM~,Su!:ljec~to the,pr01!isioOsofthi,s,l\~aeilent." ,'!he :InstitutiO!u;!nllinclP.de~j;h ~ch SllP~ec:t
In·~tio,n.d~!'icloSllre",pn,#ecttop, ~,heU:1et; it~il,lretain,the.,enti~ rig:l;lt" title,-,,~'interest .--in, the, inv~,ti6n,thr0u900u1:.Ui7, "'Oi::ld or .41any"ci:m6:Y
,thl;:lrrof sUlljepto~,·the ri~t;~,<ic:qui.red))Y theQ)i1e~nt iri S~tiJ::ln IV of~~~; pravid~thatthe, rnstitutit:mnay r~st, an ~!=-nn:Si<X:l,of
.the_'t.fif,cfO.r.~lectiOll.:, Hthe,~stituticlnel~tsllOtto zetadn rights j;ri (l SubJect InveritiOf'I it shall SUWly the AgencY With any written rep::orts UIOO
WhiCh thi$ decisiOn was tll:lde, such, as matketing r'eports; patent seardles, "or other simllar reports.

SlJEl.UTrED 'B¥

[)c~fl:i)~it <if JUStice
am IXlD

roi.i~~ COrp.
am· ..EBDA.

Subpar• .lat, l:i.rie 9 -"any"shouid~ ~ah.'" :riI(a)

IJrie 7 - "to" is misspelled.

Section IIl{a) of the, ...!;=~ fnsHtutiOnaJ,.-(;a:terit
~reerrent"shO!Jld provtde thatindeciding:whe~to
'9~~t'anexb;mtioJionthe insEitutiori'·s t:::irM far
~~g-.i~e1ectio'n, .t:JJe d::>verfllMnt slliill ..~i.der
~~, the stat:utory 1 ,~~icid is i:unnirt:J. :If
t:be. ,fleriOd is,DlI1lling,no extension shoulqlJegrant8d
JIl,h~~ ~ld delay ~.t¥ecHQn to within 60 days Of
the end of the statutory (:erkd.

DISPCSI'l'IOO

No action, 'lJi~B lIIatt~,r is left to 8Qei1ey
aaministration~



SUIf4ITl1:D-Ctw roflENl'- DISPOSi'rIOO ~

Urn.~ity Of'CiWieetiCut It is riot clear whethCrtt~li~iV&sitY'~yakiign}~s ',' No action.
rights to the inventor ,when that person has beeneseccfated
professionallY, with, a governrrent rontract., 'Ifthe~ti:
~tion wishes to maY4 such assigrment, oralternati.yelyan·
assignment in the J;Oblicinterest to a private ccrpcratdcn,
Is such permi.sadon Eo be granted only UfOO application of
the. inventor, or representative of the"privatecorporati6rt
to the goverr-arental agency?

Are these questions, presllOCrl to be covered by tOO last,
sentence, of Section ,III faJ?

Sec.X.preciudes, assignment without
the consent of tlte agency.

~

~

California'InsUtute
of, TeChnolm

Firi;t,:r w:mld propose that the \ooQrds--the reason,
including-,.- be inserted Wore h any written reports" in
the third fran tbe botucm.Hne of Section III(a) of the
proposoo IPA. This proposal is mde because the ,last
sentence of this subsection; at least inferentially,
iilplies a, requir€SIX:'llt for£onnaland. possibly' expensive
inquiry as the basis for each negative decision. under
the reporting rcquire!oont',af. Section Vlli),and.:the.
definition af "su})jectinll~ntion",in Sect10n II Ca)"many
items will be reported which t~ill obviously l-.e 0(.<1 ~­
a::nll'Ercia~ nature. In practice, decisions as to many
sU9h itanS are mde InfOrmally, am :institutions such as
OI,lrS,'toUUld be much moze ccrnfortable if thelangriage were
altered as SuggestedaboVe-.

No action. Written reportS are not considered to
heaeliverable .to the agency imless
available to contractor.



(b:l'l'hii:! In~itutloQ agrees to CxmVeyto the Governoont. upon retiueSt. ~. ~&misttc right; ti.th~ art1.mtereS~ ~.any~jehtinwntion
\oihen the Institution:

ti) does not elect Under section IlIffl) to retain sUch :dglits;or
. '. ·c·· ,.

(H) fails to ~a~ a UniWsta,tes,l?atentjtpP1ication ,files cm ~iDventiOn in~ Wi'ffi'SeCtiOO
VI(a), or·decides rbt·to·oontinue·prosecUti.on.of .Sucl1.a.w!icittia1; or

(iii) at any tirce, no Ibriger desires to retain title;

(C) . ~.~ifutiooagr,~~ to conVey to the GOverr.neilt,up:'n~t,tfuentlrerlght. title .. aId' ..iri~ ba-~y sib~~tiOnirt?ri~
fureign country when the InstitutiOn:

(i) t:Ioesnot elect und~ sect.i.ci\rIT(a') .eo retain sldirigtits in thee:wnaYl.or
(ill _faiisto h1lve a p:ltentar,plicatlonfiIed.in theOOlintry~.~~t,i.Oii¥~,tiith'&ebt:.iOO ViIE~:i.~, .:'~'i.,~t;t"an
a~1i,c.atiori has~..fiJed in afo~gn ,lX)UilQ;yafter tfJe. ~,spectfi~--4a~titJI: v.J,l.(a)~t:: ~r'~ ~~t)~t:thq .. ,.~ .:
Governrent, the :rnst.lbiti.oi1 s:hall rEita,ln the entire right,. titI.e:,Midiiite!r:eSt fu WeSUbjei:t. Iri~ in ttle COurltiY -!i'Joi6I~; or

cis.'i). ~ides riot~Cciltinueprosecutirin of,such al¥llqit:i.on or b?:~~~'~iri~fee~i~iJlgtlif{hi~$~,·~.~~~d·
forfeiture of thepaten:tapplication or~tent, .the Inst:itu~ ~~:'toti.fY t:hi';!-Agericyoot. leSs thansixt.Y(60) ·.&i.S'Sbetote tIle
exPirationPerlod f~ ~ action requiri:dby the form.gqpatelit Office•

.tt'M'iffi'

ikpt. of ll1tertOr 3, ,SectiQl1S;IIIfbl (iir~ld I.tr{chili.l-~f ..~~~,
irlst,itutiorial patent .ag~t~ see out under ~iOn:_L"9.
,IO?':'6,(cJfi) ~dd.etiite.~ ~tilteS'a~.\~oJi·
nc:>t to a)llt~ pl":l:ISeqJtion, qf,.apatellt:.~ica~ •. ,.~
ac~icn. for. a'~fi,ed:J,ength:()f ,:ttme:¢toolil:':~t'e"
explanation should be deeeed to 'COh:$tib::tte: SUch adeC~~

inS~~~~~:J>s:£=/~i!~~(1~~~'~}B-~'~:io~1i~~1ff4m~~t~~**:"~lii~.:
to ~~Goiienwent#) '<#J.y.iOr<lAd'~te patent aWlicat.lli'iS ~iri:J .t::fie~~ in thlSiit t;h8i~~1±Yri¥.t'J:Jg~,oi'o~'
-eStablisb its' amersJiip.Of .8Udi" iliiIentirin.



IV. Mini;iiun' Rights l\cgUi.red by the Goveirll'ent

{alWith ~tto eachSubject InVention to \>flichthe,Irist'itUtiQn 'ret.a~:l>riI\C~J?ElIor '&cl~i.Ve f1gbts.,~,I~tti,~icin",~~ ~tS
to the Cbvemrentof the United States a ~clusi~•. mntransferab:l~, ~-:-UP licenset9~;..use.,ani. ~l1eactl.$lbj~,Inwotf9ri~t
the world by Or on behalf of the. Cb'iemrrent of ~unitoo States (includiri<j any.~tc~)ana:S~t:e$and ~*mOn~cip,a;l:~.t~:.
unle:ss,tOO1\gency detem.ineliafterthe invention has been- identified that it \:.ioUld not be in the pOOli:c interest to~ the license fOr States
and'~stic tlUIticipal gi:Jvemnents;

~.,BY fu.J1ENr· DiSPdSiiiffi .~

S.U.P.A.

&JI!-lrrreoB'i

Universi,ty'of.
Col'llil;lCtiCut

IV(a)
{a):Jn place o.fth,eJlht"~:e,"make, ,Use; 2r4' S.ell,":".iil.the NO ae'tiim.
fOitrth line. a ~se. "practice ardila:ve pract:1@"'as
a:mtained in1lSPR 7:-:-3~2.2J \«JUld benlx:h~-efcrable; FOr
sere inventions"potential licensees~be:13reatlY
turne:i0ff by having to ~te with the·G6vermeilt in the
marketing and sale of apri:ih!ct.

(alWith :i:~_to.the'eK~sibn¥theiicienSeto i£ta1ie Noaet.ton.
and.local9QVElrrments, 'see n¥. testinKJnY. '!bey' haVe no
eqt,rlty~ Mministra:t.i1ielYi·· theprob1ert is an: :iiij;leriet::l:'able
maze.
~ D:ISiOO-iTIdf

It .Ia not clcaruhaerl<lhat circuitstant:esthe.agencyWnl ~'a6ti~n~
determine that it is or.isnbt iil.pub,licinte~tt?

acquire licenses for st~tesflnd~c..rnurlicip<ll~­
Il'el'lts~'Presuuably inventions made withou:t g-ovenlD;!llt sup-
FOrt looPuld be patentec1 aliI l,icelisedfor sale or, uSe.Ily
state or .municipal goverrirents, end it fs nbt.diffic:u!tto
discel1l. irreconcilable institlltional' .'J?Olic~. conc;ell1iiY:J
federally suppor'bed or non-federally siJPportOO in11entionS~

I .~. alsCiuileaSy ~t ~<roc!aJliffl,qfa"nOh~eKql#S!~,.
l1M~tt:an~ferablepaid up l,icew;e',' fOr, tbeIt·s. ~t:.
~'I;:fu reqlJi~t thfi.t, too J.flStitUtioJi~grant· to Nspc.nsf':.
ble,applicants,l.lP5n re:quest:.6f~:~t•. a
licenSe: .• .". ,rtiS simply: ~tc:1$ir~1ethi?rf:11eag~t
gives ~ right;to:.~. as'~i.9n()-I"license'p<ltel!j:S.or
wOOt:llet: the agency. ret:a:inS .the· rigtitt:O '.~.~~
ofa 'liceil~,~~:,~), ."to. fulfi~l. plbliC.health .000:_safEl.~_.

tai\qWi:ge es section icillo,;,; FPR.

L~c~ns~ .• to."s~t~ :~d Huiii~~~.l
(iovermnE!lIts ra. negptiableunder the
pt-esident's StatemiiJit;

RATIttWE

~f!Qf;'.s~ti~.nf<>ilciWsFPR
ana President'sStatemerit..

....
tJ
""



Ditto

o

, lhiversity, of
l7eCu:gia

D1StW1i1iit .
:.~Sl.Y"g~f ..~~eX~~ Of~l'99~U~,~~~ N6 act'16it.
·,to,States ~'daOOsti~'HIlJnicipal9~t:s.be ..P,lclc¢d en
a,,('.asc-bo.t:"c<u;ediscr~io;1<lry besta.. ,,~.rat;ibnal~ lot
.such anextei1$!oll is, believed to ee an ,?Ss:tlrail.oetll<l:t'i:nVeri;.
tlol1s,;hvtOO pw).i:c healtho:U-ea,'suchascie;ta1ii~" ,
~tiCa):s,:ana 'Safr:ty dev~;"~"bi~"fii;i,ie1Y.
'ilvai1a\lleatmin,inun rost,s 'ttiroocJh state?X':Jninicipi;l~,

~llip. 'lhisfs areaOOriable~~n~.·}~~
,bY,making the extension'mar:.datory'manyiri~~iotls'l~t
;haVing $Udt,:ur:gQnt 'plltiric'~tIJ..,~i~,~ld',alS9'.be;
mc1uded and 1«lUld'sex;l6usly inp-inge ce.e j~"~t:O
t:hecoritr.'icb:ir and-iriVen:tor ana i:ediiPe the .ini:::iehtlve to
11'IIike, ~or.,.tuttlier'fi1Veritions.

IflParagr~ lVfa), 'the~t·s l~ ro4 subjeCt
:fl'iVentian should be for ~t:aIp:!rp::lSeS chly rat:he'r
thai:i to "ilake; use, and sell. "

~ ,iiii"ikiSi¥xm

Stlbsei::t1On(al- ,'ibis sU1:par~aphstates,that,the~t,~ ri'1tt:o
tbe nght to,lR<lkei. use 'and sell on ~half of. thel~t
of--tIie United states.. etc. 'llyinc1uc(ing t:he!. right :ti:l"seU"
this 'COfIsidet.'al)ly,brmQcns .tfe conccP.ts Q1~ied in pr-e-
vious inst~tuti6nal·pai;ent agl;"eelllehts;.anclEm<il:iles the .
Federal<bVe~tto,:~:ter>irito.~titiat in "'~'~
ina.~t'witlt~el'iterprises., Incur :view;'thi:S
Wi:>l4d'oo .l.iU1esi.rahl~." Our suggeSt.ion ,~s 'fhati:,ber,igtitf:o
'iSe1:L};>e di!leW -arx1tha~t-a ~ifying~se"; '~:f9r~
Ifll?j}tal'Put:J.:os:e:s" :::-'be iliserted after 'the Word, "lnVeiltion"
allit1e 4, page 7.

~'~ld~iiO~t;,~~~::~~j;)..tlit$~'
p¢,~a,j; t,he E!fidc#..t1)e,~~~CII1.~;6.,~ ,,'
~1:-~ S:ta~ il:Qd~tiC fI'liriiciipal gi:JVeriilrerits, ftein tI#s
part. of the sentence.



~.'BY

~~cl{&ip t~ .
OOfiolENl' .',p:.u;:;u;iTIW

the·~~~er';of _~,t<Ite' <lrid;~i~~p<4 ,~i:':ri§1it'S:'~d, Diti:~
¥fd~tll ina,separat.eSUbsecti<m ,fOr bOl:!LI;:l<\r:ity ard'_Ilbr~
~~iC~finitiOO ,(if" tbese.rightf;. __ -J\s~ti<HYirl,~-
~lqllSl>,_ silC1r,ri9hts;.~'"nOt be~to)::y(-bUf,_~'ide4,~
~:C#~)iasiS., , 'ltiE:! _~'is'fDiailt;~~iOti:'ot(~
:ri~ts :,SI;IOUld 00: set forth', in -poSitive lan':lua~ff!;J!a_tJier:
~,'_in'tbe' i'le9:at,i've sense :ui;¢d'in-t:l:liS ~'agI~lt.
FOr eianPle;."tfiE! stat:cn¥:mt-:mi9ht, read:

H~''',},gen(:y:R!a~' ~te~;~: ,ai~ -~""iJWeht~·~:~
:iliEiriti;ietJthat it, isu~ful.:i:il,'the,; afea,.- Of __pUblj.C,~

. )~pa:);a:fety,;_aJjJ; ,tJierefore.~ition o'fa li~ ',£Pi:'
" st:at:tis -ana ~ti.Crm.uUciPa1 "~is ~ired;"

.~A_;'~ '~'\diineed to be~ fREd.MtA,
o:.if:ii:matozy :rnstti::Inent.

--~

Ditto

/:"-&:.
~.

:t:

~f~i~;ik
"'sOciatlon

I. ~~;ap~#n~.~l~_,-~~.Jr~at'~{
RegUlation:;; de.al.tng, wi tn' Instit.l.itic:ii:$l Patent'~
tms been deVeIqed klan1\3:lb6 Subi:ximu.i:~.oft.M_
Ulit::1:ih:ita:tes G6Ve:rntrent;s;caTm:i.t~ ct1' G'oVeiriinent p~ten'~
J>OiiCYi Md'

~~~,~, @e-,'"! par~'i~ r;(a)~:,wit1',~~t::tb:,~_:
'~. ~~t:~,:_a~i~:'Iieell~.~-'qiVE!rl;tf;;:,~,bi~'_~:
~t!c'~ic::i.Ml-~ts;:~es;s'~:,·~.:ge~:·'
~: a'fter>~'ifurerition tias:beefi i¥t~,i,~':th.St' ,if
~14:nat- l::eill :tOO:I?Ut!liCirtterest::-fu acqiliJ;'e: t:hl:!­
licerise'-tor- stai:.a:-aI-a ~stic: 'iiQJIlfCiPil~t

-Nw-:_~&~,,:it:_is_~~~di_,bj~,~~'~~::~
~at:t~_-~~:_~i~_-_tO~-'f'or,~te:t#J-",-...·
~tic llIJJ1~$~l'~Jrents ..5tiqti-¥i,'~,~Y'~;~ :_:,.,:_.
,~!:f~ baand!>'is_~~ "SW?~1 ~~:~±.:.tr·tM
-exe:e~'; .~.aat£tl:iatiC. SUbjeCt· tD ,eXC.l"""""",.

rU:ttO :Dr~:



~r. Patent Law ..'
.As~ia~(C6ntd)

~ .•.~i;, iJ1,:~~"r~lu~i~~:';:i;,\i~t~tlw .:~. :',..'~
."r~sin ques,tion 1'ol;)ll1drt"!lOVe,the'dncentiye
, for ~ten~ m:ganiUltions to eccepe ReSez.rCh. arid
~lopnent grants or contracts or subcOntt::iIC.ts;.lj:n.i
that~s. a result tl1egOV'eJ:'rlIIent willbe~ in
~Il)'09;out; i,ts'puq:o$eli;'; . Inventions ,<ll':cunl!J«l-ly to
be.. d~yeloped aii1.pctjlally,m"de:availabJeto',t.he;p:mlit;:
Witoout.;e,a~able,incentives - " ..Institutional P<:it¢lt'::
1Ir:.J,r~ts 'suc;h;'as.,:utill:i:ed by;;the,~t:'Qf'lI~th;-;
FilucatiOO,and,~lfare;J.>rOvide ildequatesa~~dsof'" :"
the·PIilil;icintet;est;.iriCIUding rilarch~in:rights;d:f;t:he;···

patent ooner.orlicensee' is,not CCIlIOOrcializ;nq~',

DISJ:'C:$lTICN

Ditto Ditto

(Il). __ wil:ht~t .to 'e~h ~jec.t InYention' to 'which t:i.l6 Instltutoion retains pririci~i.or 'eXell1give r,ights, ,treInstitutiem a~sto grant
to respoosible applicants., vpon. request ot- theG:>vcrr1:llcnt, a: license on terms that a~ reasonable under the ci.t:cuntstan::::esi

{1'>} Uriless,th~ Inst~biBon~its; ;Licensee' or its assignee! delroJ1stra~totheG:>veriurerit .that. effli!Ctive st~haVe..-teen taken within .three
13}Years after apatent;issqes,onsuchinve~tion!o b:(Utg the in~tion,to .tha.run: of practical a{lplicatiOl1 or. that the invention has.~.~~e.'
aVailable for~icensirlg royalt~freeoron terms tha't are reaSonable in the d.rcunstBnces or can sb:M cause Why the-pririCipal Or exclusive rights should
be reta,inErl for a further' rericdoftirne; or

~l ',' to the"extent.tha~t~ inventionis_ requi.'red forplblic u~,J?y ~talregw.atiOru:lor as inay be rieCessai:y' to fulfill pblic health
or sa'fety needs, or for cithe'rplblic purposes stipulated in the appiicible 'contract. .

DISfOSITlOO

NO a'otio:n.

sutieQmmitte'e cllarig'ed ~GO...erMlen1:M
to Mi!lg'ency· in second line of (bl.
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"ii.ct.i9<inSta~
ll1i venifY

~·Orrl~J,tY,.

.;.:'.::..:..... ',','.

;.,- .'. 'j""'-'-"";'>','.

j;:,j.s,-ci#,~s~~.,~t_:this~:.~6tl-,~~';~i~.'," _';
~::,~';gCnet'~lY;,~f¢rred.: to,:~,"JiIcID;:tf-¥!: WIJhtS·~ ,Of.,~
~¥¥.l;., '(I,~'·:fs:'~~"tl1at'"tliis:~:.~-i~¥
~\fP9~'·".;;ProY:#llp!l:·~ebi;·,t1le.,.~·S.~itu~9,.tF,~#t
<i:;)i~iinq:pr~i\to:~:~t:exercising-,·~"rig1its.
'lfi'iJ,: ~,1d,:1::iri:i::li3:,:th'e:;~; ~,'rif>~,;cf~IY· iil
1.i¥.#J!i" ~~~.s.;:~~1;6~~I>Ment ~t·;
Wh-kh 'We:-f!D:i veryaccept:abI'e~, .

')"<,.'::"-i·:..., ".:,;.:"',:.)',,'::':.,:':'
~~ifi';~~~d,~ "~~~ifi ri~Q1;s~j- Jt':~.~':'t~:,~~ if,it
~"":~i;b:le,,ti:),:'dENelOp~;,'Speci~lC;'¢ri~i:a:;¥~
~ ~zethisrriaYberrostdiffiCUlt., ~C););~.
'.- .' "~l;nhat' tJ1edecd:smii: 00:SiiitUilattel-stJEj":5PiirfiEid'tQ"
;k~tthe·~t"ieveiwltiiiXi 'a-given' aqency~" ".--.' '.

~tealil Part,

rilt~

~r4~~,pro"'ide.s}oi-- b~~in!i¥ .-~~lllil,qeaiq.t8· official
reBpOns:l:ble. .

rihtp



W.A.R~F.
'.',.'..... , ....." ,.:•.,: .. ' ',". '," .. : ,.. : .... :

,kirl.irriUmttiqhts !'>cc]tiirEdW· the GQvcninent

#4':;J~eraJ.::~~iS'kthe:<1~ic<;l~Qf,¥ti~: ,(~j A-dopted~in~t:.
<ipwa,rs '(9 ~,theieversf,!oftfut'.irl~isting likEi:pro;..,
v~.i~s.,pfthe tns~.i1:utjona:L 'p<l:~nt 'Agr~ts with .. both
the· I,~[.'arllociltof !~illlh. I'.ducnli.ofl, mrl'~1fa:reaId' the
~at:¥fl<ll sC~ F'oundati<m., 'I11e fQl:Ina1: .. in, ~li..ch.. ~,i.s
~t~l)~_ ,~,,!s.l~,n ,cgodl~~ld'awi~,'at, ~le:CI\lt~~'t:', 'tb'
S1lJ,f;t,,~, }:Xl~q~ m;o9f in'the ~ir!~st:rati9nl)f:,~
~tiot:!', In 9ther ~nls" i~' ~la appear ,that, llri:l:er:
the iiteral l ano1uage of ~1e~P!'?visi¢nthe.G:weiTi-'­
JlCl)t qlrI, request tile Institution to gr<mtlll,i.cfnse to a
ttl_~, pili::ty'!!:,~ t,~~fon:,the"z:urirl.it1g ~f #l~')~
pe:rl,oo ,aftcrt:be Il<\tent,:1$:s~S.,,'I11e_~of pt:oof !:hen
a~to Sll,ift to the'IristitutiOn"f.o shcM t11a,t Elffective
stcps,ti?lvp ~"', ,~~ken to brln~U:.l¥i'1,pv~ti?'ltoW~'Wint
of, praC;,tfcap:il'l'>li,ca,t,ion, orl:hat the iq":'!?fticinhas.~
l,icenseq.pn iea~5(lrJa})lete~lIS.or tbat prfnc,wl,e(}r }~lxdu7"
sive ritJ'1ts ,sliOiiliireretai:P<'d - the ]-,~ "i.npiJbati9n',·
periCid ~~'avail~leto ttie Institution byiJl~liCatio/'-;

~t,t6ildf;eaniipre:aFPro/.iatethat,th~3"-YE!~,,;,~ti6rln
tirne.s1l1jU14 be'!T9~,s.r,epif~?al~Y set out so t;l:Iat'~" is
JP, IlUSI'lJ¥ll;1Lstand-lIlg,of the .1J1tent.0.f.tl:ieM1o~e,~agra.Ph
Cl?) ~ ~ belieye the"language o~, ht'tic1e ltr:.I{~)·'Qf t:he
~t1l;lt,ittiti~l 'I>Cl;t'e'.'\t,~reeireJ;lt with theJ?€p'ar~1; .of
l~th._.Elducation,·.afid .~lfare IoKiuld be mere appropr,Iate:., .. . ' '-"

Wit'fi :r~:tO#ag~ar'h' th)@of1u:tklE!,iVtJie deelfiOn
t,seeCOJlnents iirYler Scope 'ofAgreal-en1: ab::We) can be an.
~t,r~;:~. .~guidel~s .01:". critfi!rla eee ~t:abli,$1J€d:
upOn,:\Vl1~ch such ~ ;~ecisionc::<;n'~based,~ver,.,~
dciCY:iion.to,'li~se :o~rs call,bem<re. und~ .t;his.flrovi:::·
si4l:'witlpit 'even gillirig. tlie},nsHtution an ~ity
.tobe heard. ''!hat 9PfX)t'ttUlity. at the very least', should
tle inolUded in -tI."Ie Aprovision. 'lhe---.-!Ormat of the .

Ditto.

~h~ .i, Y~i\r:~riod ts C;;;nside~<i!1
neg:otiab~e~'" .. ..
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DittO;Adcipted-in;'Part.~resi:ci1ding'provislons,fL'cint:hii: !nStituti~na~ Pa.#mt
;·~-eiretlt with,tlie,Deparb'rani:: Oflfe<llth'i'~l1C,a~Cli1;,'and
'l'~lf~e;' .SfCtion X,~I (6J,; "which l~ .t:Cf>rtx1u~IbCJ.eW;f?t'
~'~veniencel,-~d ~,'%>r?~.~W~W~i'ate <ind,equ1~le:

. ~;'11;l.Wq~ilnWrr~e~7.s ,tJ)e''I'ightt;i:)li,gcilse ~?tD'
requite the licensin9 'of otber persons llI'ifur anY' ~
U.,?~,J;l.8t~t: or"u.S., p.atCfl~, il~~icatior}iled ,by, ,,1;:lle
pi:-an,t:e.e·,qJl.~ sUbject:,iJl~ntiollon a roya.ltY-free
'tJotsis 'o(On, t.erins" that are,~$Onaple':in, tl)e ~:ir-
.(;~t,an~~,:updn ,~,,geteim.matron,.b'j·~; ;1IS~is~t.
SeCre~ry, {Hea:W,l.',~ Scierltifici\ffaifs)" tha.~:,tile,
invention,.is,r~" for;, p.JbliS uSe)~ ~rnn'eri,tal
regulation.oi:,tha,t tliepublic health, s<;,fcty, or weI;'"
fa,re,I"L'qUires, .thciss\lil~ of such liccn~(sl, or
:t:I,:;a.~.-tl~,~liciJlt~~stwoUldoth~is.~:'.su~f~.tmless
such' l1ceTi~ (sl" ~S"granted·, :ThilGranti#· afld,its
'l~eens~V,sl1ah15e'gi~..~itterl:r?:t~~>Of,,<!IlY,.pl:O­
PJsed, determillation,pu;-suitnt ',to}ht,s: s'~to:graph
not. less ,tlianti-lirty,;·qO),;~ys":pr.Nr,tp,t:he_.',effec-'
tive da~E! of such .detel1iriJ1'at~oni ,al1d:.1;hc1.t}f
~ted,. shal.1; be 'granted, a' _h~:irlg beforetlie
det.'ertnination .is 'issued and otherwise made" effective."

1'1;A.R.F; {COntdJ

It,i,~,,' SuJ:mit~:.th<l~ t10iris~gutiorl:~h()U1d.iit ),e~'t<haVe the
';:d-ghttobe:~cLan.d"aqopt;ion()f',the iUJoVelanguage f~ the
. ,nepa:rtirq1t'<;>f .1~lUl, Ecl'ucaticm/ and l'1elfare Ins,titutiOniil.
"'pa~~t'Jl9~t:'if"tlI"9~ 'in.P.l~<:7.0f Jitj:i~,~e.~~l:"(B).

SinWTij?iflW
Stanford University

~ .
4; . Milrch:"'in'riglltiJ· for pUblic lK"-1.1ili' or saf:etrie&J~:61:'· for

other- lie' i s , Stiliparugraph n" (')(D}"~s

ITh'I;rclt::iJl:r:::~gh~. for the __govem[~t.,tc;l.rCCJll-i-+e granting
licensesto'theextentthattl~invention is required for
p:u:?~ic use by qovel:n!l1nnt regulatiori .cr as may be necessary

. DISPC§ITJrn 'W."trwllE



Stanfor(t,Uni~it:.V

,~COnt:d)

t:o'fulfili.,~liC :~t~ ¢- sate,ty:~,S,...;or ;9;-:p#.­
.pUblic porposes:stipul.ated:Jn ,tl'1e~Ii<¥Jble,~-.
~,'.fiCesl:,to inc1ulic,:this', !>'Ubp.a.r-d9rilph:1S:well:.uOdE¢St:#.
'ftoiever, Oll'itS,surfa;cei j;tis 'a:.r:otel'ltiaf~rti:>:,~n
er.clusive liccnsc.,'C that my he. pl<l~i:rgto invest,~
s~ri~kcapi~l.in.t:tu:~~evelciJ:ment:,;9f-ifu,.±nveil,~;
'fh.1;s .i$p<U'tiCllf<#::~y.~if\te.iJ)inven~'Art:the
h~lthfield-, ~ :verylaf;gesll'l\Sare~ridE!d,at",_
r:iskbeforcfirst,publi;c marketing:. .It,~l,$e:heipful
-if" t.he~PIH::an ~lu:k;.an'assuranc:e £?r ,~~ti;al, ,:
licensees that thissubparagraP1:l1s onl}",.tI\V01rod"in;
~.Situations When certain specified .cOOO1t..iOOSc:x:£i:j

cbi'CB)In -tne:~in9;.at~..Jliy teSt~,I~l~·~;~i#
~_tllevery-seri()Ul;l tttlce~/ tpth¢,ext;ent'.pfrefusil1,' Of
potell'tial ,1~~~stoao;J~tol,i~pt¥ts-.if--~:.;
~~etltiofi'l.srequ~tt!d'foruse:by·govell,1ll\eJltal.,r~J:at:LqllS
~;asmay-te, neqessaxy:to. fulf~l 'piblic,health "9I" '~fetY.
ireeas..-ce 'forotheJ:."'pUblic'~~lat;e(;1in:~
!'I'ppl.i~eCCllltr<U?t". : 'lbcFd;llanis,'not :.sollllCh~t
~ 'ar:e',~:"l.urt:hy,r:ea~I,hlt.:t;"~:,tbat~\~i;s~
fie-roo l1\flde.at,a '1QW'~.and·withcii:lt:fuUcc;a~~
o,fal;l~-f.actsahd cil:cfuLstanees. :':SI::ire ~<VlOeSShcWd
~gi\!E!nthat the:Qecisionwillbemade, at. a: hi9h1EWeJ.i '
wit!) anowortunity for a heating"

:Dii:tel

~~;.~~e~' ~9r.~e.s.Jri..
Fim:~ple.



SUOOl'l'l'Eti BY a:M<IlNr DiSJ?OSITKN PATIQWE

Deparb1ierit of Jilstice 121 Page 7. sUbrur.M - We urge; that; a "~iri';rl9iit
In the GOv~ITlIlY}Jltbe srclled. out with respect b:l:al:iti­
trust principles; ·Suchright sti:luld~ ~lute and not
subject to the prcNip-ionso'f IV{b){A) aM IV(bHJ!l.
Al!:hOtijh ,mrdl-:- i,n,.for cmpetitive rea,oons. coujd. be

. achieved. under the present. 'lancfilageof IV(b). such: r~ght

\«)\.lId ,not Leabsolute;:,. 'l1Icurgm'~ition'coulaprovMe
fot .enc -exarcdse of ''nlarch-in"right5:: ,"should', t)lC
O;WC::UiIilCnt dctcrmtnc thu~tllC'r{~l:c!;ltion of: :pril)Cipal:ot:
eXclusive<rights ,py.,the,Instit~tion,will,: WXI,:sl1bs;tari­
tially:to .Iesaen.cospet.Ltdon-or to. result.· in:wxJue:c
.coneentr<ltionin'anysection-'pf:t:he counfrY·in .aliY.:i:me.
of:·camterce··to'Wlich tho technology involved.:re1-~tl35,or
to create! or. mintaino.ther· situations,'incorisistent,with
thc .antitrus.t:J.a".,s'."". A.similar tll'arch-:-.in"prCivi.5iCin i.5
inc:1Uded in the proposed dra'~tbi1i:onGoverrm:'!fit1?atimt

?6liCY'manating --frau the 'Ca:rinitteeonGo~patent
Policy this Year' . The quoted antitrust starifard is fhin
the rederal. NonnoclearEnergy Research arid De!Velopnent
Act of 1974.

Noilctioii. kIl~~nd.~~1'oris96,#eiond
t:equU:elIle:nta of President 's
Statement.

....
¥

{<;:),Nohti~standing sectkm'iII.<'al:or.··~~.~~~r 1>1:9';i51oo of 'hii~,a~t,:if .<l~j¢ct'inven# '.is,¥de ,Ur4e]:'a.C6n't,t,icil: sUW:!rtu,g .-an', ....
int~rnational. 3greelrentort~ty I'. the Institution: agrees .tc Issce <:11l:, ·such,li<:;engesorassig~~s~:a~~.dir~ted :J)y ~1'i9~a#l ito ~ly~~tJi
such other directions of the,::Agency as are "demeq..nec,essary by the r.ge11CYc:~~HX'lft>~Y .withthe ~of,~'IlWl~caDle. internat:f.oi:ia1:.a~ts;.,~t .tIi!
request of the Institution,· .·t~,Agency:wiU:I"after:. an:~Elntibn,ia. ideJ:tt;i~iEldi::,~to.ifl(:mt:ifY··the specific Obligations of the, InStitutibn with
respect. to such inventiM- which.:might otheJ:wiseconflict,with .thEl,pn:ivi.siros,9~ this };gl:eerent'. I 1 "!/

StID!~i1Tm BY

reo.
""""'"--- .
~~Righ~~&~}~)ve~t~pitt~(c) •
rewrifu the first sentence to read:

DISI'OO-ITICN RAT-ICNAI.E



S\ii.c,~i't1:Ibe~e:u:. ~at .tI\~
~~u~wa~nOt admin~
isf:ra'tively..teasib18';

ldl
I:iWentiOn.

tb,b1ithstCindiir;J sOOtkln1iI(a,)' Or;nly"l)t:hei,~
visiol1s .qf tb.4>,ag~t:,:. "the.,:!t~~*~~.ar.~
to,.HcensC-:.or ..·~~si9rl,S,ubj~,,:invent;ioI:is'.:~,,~
.by ,t~ ~,-,to,:~Y,lrli,tii,the,~:,:cif~,'aAAi;';,
Cable intl:!rna:tioilalagrOOnient. .,"

Ttusdlan~',suhit:a;~~,i,iy.,~,~.'~~·Scii~,Of
(Jal"~ (C),aM cgu;i~~y~,t:tte~W
thereof,.

AS :~,,~'fu[.Oiht;'· t~fer,tU',sedti¥,'rir"'Mb'i~ ,'Rights No itCtior(;,
Ac9uirel:l' by tl~~t,~sectl~,(,=)~,:'.1\S l,¥er.s~

__ tllesitu<ltion~, thercquirerrcnts, that"loo.to,IV(c)",are.-6U::ll
ttult, 'they shouldbegcncraUyapplicablli." ,isto'f:Ile,seet±OO,
it$elt:i n>R: sect.ion 1.,.9.107 ....5(~)sets f0r:th't:heoClbli~

.:inti the applicable c,lal:1oos l;() Ie used in' 't:he~t the
~~hrJa<J. or ,hifduly:.auttlO:l:'i~dqs~"rnay~temine
them to 00 necessary.." Itspec,ifies,tha-t'@'-licenSeto
~:,g:o~t !Ohal1 iI1c1OO?the ,ri9bt',~,the,gov~t
to'~licen~ foi:eign.-g~t!l[:lIJl,":,~t to.a'ny~...atY
o~'ag~i~Ht-withst1chforel~9~ts··; "se6t1On IVrc)
Clf,t¥lP~ is~t~i~f~"inthat:~t~~~
~,the".pa~' of,~' institutidri to reqirest ''idefl'tifiCatiori Of
foose, Case's in-:~chbbligationsmay eXist.

_,",- ' ''' " ,'" J

>rl1erefe~': to "C;6iIt,ra(;;t'sripfrirt aildiriteri\ati6rla1',~;
'lM:Jl~aid'treaty"~'to us to, be Vag~__ ancI,"weCll:e, mnoenJiila'"
~,t the,qI:llil]ittion that we ~t, f01w.;. "suCh" ()tHer

"C14¢ctiOnsof tfu a<:yenc::y' aS,are de<in~,n,~ b.(t;i:
agenq toc(Jrp~rwith the teras or any,app1icaJ:l1e- interM.8.nOai
cfgremeuts. "wabelieve it should be the obllgatiOJ:i of tfu

__ -<K,1~\CY toadV,isethell1S-l:i t ut ,i on a.t, the time.of a.~~
grantor COll~aC:tcif <illY 'Such,' reqW,:renetlts, ",aild,thiitthej
.sh:ltJIC1 ~~ ,~,re,t;r~tive~, Oirect:ionsof ~ ~"t(),\ttidi
~',w!ll'be. ~ligatOO· sl:iOq14 be ciearly stat€il andi:ii1c:Iet'stOod
prior to ccncrect, execution. '. . '.', ., """,.'- "'., .':__, . . "., .•.. ' ....,>, '" "'::

N;)thing ciQntiriedin ~':l section shall be' -deered to grant to the~t anyt'i9hts With respect to any~ Ott¢ thafta ~jEkt

,



N:,··.~6'~iVed;'>

v, rnven£icnlaentifJ.citi~:;:'DiSeios~,. 'aM'$rts
fi5 ~~dtuti~ ~ll f_Ulhf~tJ1e A~~ <, ,'<'. "_. "

li}·a '~le~_t~c.ilA~lOStirefbi" eac~:~lbjeCt:;r~~;'¥'#fui',&'~~, ~fter,'~6r)of*ihJt~:rec3¥t:iOtt:-tri ~'t:i~" ~hiCheiler
~ 'first, fu.ttte c:O~~-.~.i t)J1der"tbe. con~~;.' :btit'in)my ¢veht. ~jD'r.to <U:IY. pnsaJ,~1 P!Jb1:1c·~. ~ pilblica~:ot,t,tie~nt:ioriki'Kx.a.l, ':
tri·~,I~it~t.lql •. ,_~:~:~~~'SihaJ+ ,~t~fj,:~. 9:>#~_~,'~~,~',SI'Ja~lbe.:Suf.~ic~~~,~.~~f~lde~~,,~i1ppropria'"
telY',ill,lIStfa~~.liy ske~:.or diffi.Jr<lIlItd. ~vey to Cloo,: skilletfJJlt¥}IXt:.~C?::wlj1Cti~ tfie~t:io!l .. l?¥"t.!li;ns'__~S~ea.r.' ~~ng.oft:¥na~llre;
~,.opeJ:at.iOO.·. a:oo~:,~;.,~he. eJ(~t.~;_.t.he:PiiYSical" ~~"c<ll.bio,l.e,tcal .. 0I':illlectriCalS,~ac~.ts~iC:S ..()f ~.~~~, }~iJCh,discl~
~(Ra..·,fllrrJj_~, di.~~Y,:~:t~ ,1\9ir#.:,};n'~~~J'iOr).ti:(~~y. ~~~r,E.mu~~~ ,,~ ~·~1:ri!c~.,tor ..the 5ubntss ion lX' .pro9ress. orfli'\arCial

r;~ts,:~:,~or~:.re;,r~'-,~"',tm!,~j~:~-~;en~~ts,,,~:~":J.l1:0°.~:~,rewr:t:s~
'.Jiil.~.$in:f~f:ite~~;,~09'__~'date.'~",l?¢rit~~.,.6;,.~~~"'~~~. __,PJt>tl~~;,or_pl~F~tiOn __ of~.. ~~'.~~,ltiiF ~titufe

CistatlltorY 'bar .undtk ~.~., 1~2',Wti~cil was':authbdied'"byor'kti<lim' to the-InStitiit.i.OO orariy COI':iterrPlated ac'ticin:Of thiS nature~

....
"
~

'::.., .' .,'>':,',..:.'.",'.':';',' ,.; ::,:." .' .:"','<.: . ".:
.iiiil-.if~t~}(:ii:li#'three"ir6nths--~cXiTplet:iOO 6£' theJ~tt ;~,l1fiYcOOttaet.weri! ~subh'illVeilt~';!(" " .., ., .' ..... ..... ,.. .,' . -. ,- .. ilstm;ari$llbject.~OI\S &:~~ fNlt'~~:

sUtfu;iiw Iii ~ DisFt.sl'fuClft ,.~

,~ ;~~i~t~:;~~~~rea~~,;:,·.~(af(l),i '~te

S~h'¥#~~.SJ-#l·be'~i~'df#tir'_i:9:~'i~ MoptediFitii ~iliit:.
~~:.~tl1ilr:~,-.~,~~~~;~,_,~~,CQ!1~~

;~~~~~:~~~::~~.,:dl.~:,.,,~~

~~iEt~~~~:i~~
,"

.~~;r~~~~:~~o~rd8:
in thitd liDe..



Cbmel1 OniversiLy .Scic.tiQIl V fa),' l:cqu.trcs ,<l,ci.rpletetcchnical dlsciosUi-e, f?t:,
,eaSh--~c1: invent,il)!l: 'Witlli.ns:i.x,.llt.?t1'Js'::~tel: ,conCeptior\

-'-or first. ircauc,t.ioll: -to'.pract:ice,:alld·'section'HI{a)",~
that $llCh ,disclooure. :be:acern~ied,-,·I:y:':t:lie·i¥t~tUl:¥is
elect.ion -es tc ,\'It1ether ;it wiShe$"to.rei:a:in:erit4e'r~9ht-,
tit1e:;)m]-interest..,in__,the invcntion~.. '1\ss,U1nifxf,tl):;!,oost
favorable; rot RUst.'unlikely' sj,tuagbn"~~ich:0e­
institutlcln is:;awarc. of 'aninverttion.:1n~~1:f'~
~lc:ep'tlOrior'f-irst'reducti()n to-practi<;:e" th'f.s,~ld

:~} t.h<l~' ,the'dcdsiOJ:l'asr,'filing_:.~~d'[~ve-~~~'~,
w.J.tI)in -sJ.X'rtPrit.hs -a~best'" Olr exper1~'ind1ca-test:o US
tha~, "this 'pa,r:'--OO :is,;unrealisticintcrms,rif ,ri#'\l
:re0rting practl~'of inventorsOO\lpIe<i' with _-~~,tinri

,'requiroo: for Patent and G(.IJ[\~~al~alilll.tioI\.- '._SaVei:
.t;.atf~'Of'~i<ll ~~rest;.;arnuysi$of_~- ~ke.t.,'
rcVi9W-ofinc1tlSti:'~al'rel]u~tson 9bt:ilining~JlP:r:ovaI~ ..
for: new j:i;t:ojcc:;'tS..usuallytake'.aoonsidei:ably 'kiriger 't¥~.
ijl)<it ~ ere slliJgesting ncre is not cedssfon of ,tiile :fuimies
i::n1t •.sQre 'addErl,', fledbiT;ty to the !iL9tltittion toirelke' a
~;as~t pOssible.',

sUlic«iimittee is iha9~ee'!
Jile'iit. witbt;he pdneiple
of the reccimlllimdaiie.n.



~_OXP-aid
S~UiP;,A~

S(DUfim' st.

Ih5. (a) Ii) j -delete ~6n~ J:k"fbre "sai~ti

line 2, tal (11)22 .,.ooete NOli" before ioi;aie"

~

-lio&ctio'~

DISl"C6:ITtt:N

r.&rigUllg~ toUcWis is c.s,c.

RA'fr0l1\LE

~~_:&fp;~
S.U~P.A~

r(a),~ -Inpr<icti~this J;eqiJir#itIfuybe d~t"ficu~ to
~lY ~ithwithin_thet~_limi~- iril[osed.Pai:tia1 -Qr,
~le~ disclo:sureSII'f'Y. be,neees~- and _iMY¥~.tt>
I:IE!: ~edi:ly _the __agcncy~ 'l'hE!l:easoo for. this.,is- .that
~t.:ionspracttca:llynever springlnt;o 'exis~"full­
I>_l~_ ana rros~ oft:enXequ:ir'a consf?eral.>letria:1allCi
~~ before _tJ:le technic¥:details arefu~~y,~_:to
~ ~~t that a~~iIY:Jnl::igeL~:well-def,iiled,-_~
a;e.__~4able; suebt.esting ft'E!ql.lently takeS~- am
ey'en.,yeqrs, franG()tlCepti.on or even the first-crtide

r~,~ ~::~~~qe-'A;
""

ii"dCiPted'in ~st draft. See caniiiant: oni::orneU~

~
_1

~

Unlik~Sityrif-~~- ~~~--lIIl'~f:'~:-V(~)ieqUire~:univ~ltf'to j~p)rt Ditto
and;-~:'-~lrfel,:ec€ilin_ W1~ther: __if~nretair.ri:glit--ai14: Ffle
~-:~:-!n~t~~itJ'lirl_:si)(ril:JJlthS<lftel:'::it:S~t19fl:Qr
fixs,t:~,tipU'l;()pracl;~Ce~_whiChe\rer_#s:~iist:~,,~
1XlUrsc';0f-'0,r ~'tbe ',' cOl~ti~t~ ,,Par¥a~ vi (al.,~
t!le lIf\i~l"_sit¥. 'f:il t:l1l:!~~.tentClIJl~icat,:¥m- ",l~'sbc
1IPn~",~fteE:- '~'~l~tion/, It': :is'dui:;'Op:mi~:~_:_wa
uni'ieWtY situation'it isluu.-~ble'to,_~::thatfil
al(~s,~aP<1tent,~ppii:at:~n~:be,tiJ:ea,wi,th¥l,:,:12" ..
rrbritlTs 'ilf:ter tli!,:corieept:icin of',the,: iliveriffuri. ,~
to,i:~r<lC~ke_,:c:aJjte:::yeo/,~-:~.9f_:~
poss;i})1eleIY1tlly :t:l¢l~ys_ 1nftiticlii")g,~'~:~use: 6fti~'l>l:tY
ptkiri?~ ,~e,diff,e-re~t.f~-~::i,l1:pr.i,~t:e!,'~t;.j:Y:
'l1jeseProW,s;i,pns:sfui!ld_:-ba_~~l'~all~,~',el~
~,-tbe'::fittr~'aW'liCaticll$~J.t:lW'...~lTOi\f¥,<
fdllcWiJ:\9,: 'or redUctwnto practice,' Wiiietf:'
~::..r~~-.:1.'!:~t~:,;.",.;--- '~_":' __ ~'_"::':'_" :--c_ -,",'-' .. ,.." ,··-·,..,-c-,--;;r.:;:-:-----

Ditto



',; ..:.':.> : ' .': "i .
It was the' intent of the
agreement ~o ~se sueh adi..ln­
istrativEt responsibili~Y. '

...... '.;i· ...'.:··:<',
No aetion.

'DittO

DISPOSITICN

Penn•. state UniversitY ':'¥t,ion:'Vja):tlJ..'i,1lis'!3~4?n'ap~~:A;,;:h:#~\,~,:a®iute
~~t.f6~:.d.~:!Op1q~e~~ss!q11 p~ipl:"t:b.:arJ>,·pu1)li­
.9~tr~. Mmy inyenti07>~ esr>ccia~lY'}n'thl7;,";:~~l <:1M
~ceu~.~ca:~~~,.,~'~~lopjd.;W ,f~.~t$'.<J;ilda
v.11id,patent ~~Wlk:ation carulOt:~,fj,~~'.'Cl(':i;\'ti#Je,.p:r:'im-

- "~~li<:al:iQI:t!..s.in~ ,~;f:lecessarY·.hUlliQ~I. physi~lcg~
.;¢d toxjcity ~sting, has not yet bcfm;achleve(L',Mmyof
Olll' invention disclosures are ,triggemi, by a present;ltiOil
a:t.a;,llationa~or'intematiOflal. technicalrreetirig and qnly

.otitai.ned at that time. ;JldditionallYi'iMll:tinventionsa'CE!
ai::l1.ieved in .a manner that the inventors CatUlOt.be sure at
li!hat s\:<l9E!coneeption isachieved,eweeially with respac't
t£:l, ~l~IH:9al, ..~ceutif<l' 'an1,,,process inventifms~

S,echoi1'v(ai·'(j.i)"'if;e'~rds"~thorrz«I~ or' ~'tO>i
t/:Ie. ~S9-tUtiOll' could ·..bf!construed to. )';equi.i-edetail.ecJ
~is!XCl..tive supervision of all presentations, semiiiarS,
Wd:llICetingsIand alkpui;Jlications -:-which are·p~tly
.;~ ,resp:msibility, of the principal,investigatoror

- reSearch.direct.or~ .

The iriStituti~ shall,~b.ihPat~t;.~eerren6-·to"~f~tua;fe·:'the'proVis'i~sof.'~.A<jreaient .fim all·pnSons iJ\ its eiploy WOO ~forin any
pait.(>f: the work. under- any contract 'except; nonteclmical. personnej., such ii:S.'clerical and'lliariUal retce p;arsonnel;

Re.searph.·Corp. ~ana
S~U.P.A.

WashPt9ton5tate
univei:sity

_'i'rib~~'~f,,~~ is a~,~ir~t~·~~'.~,ieritifi~
~IoyeeS I11lSt.s~a.statemmt,agreeirlg.-totheSe ,.rp,~es.

1:;~ld prefer t:h.at: .this(.re a, litUe, IXPre"lp:eral ana,
,'~liI ~l1(W,instituti6nssque"fleidbility here. ,For
example, we -incl*,a sta.tment· in .cue faculty handlX:x:>k.

Adopted in draft,

'AeknoWledged,

Proposed lal'l9uag-e follOWs FPR.

No aetion necessary.



PATitiW:E

washi.PjtOri .State
university (Coritd)

SUI?l1.I'J'I'ED ,BY,

whicJ(rMkesit,v~,e~ear.~,tJiat,it ~is.a ~tlon:-of.~
~t .fo;allofem:':fac:J,lltyandscien~ie ,per,sbimel"t(;l
adhere. tD:ClUf"pitcnt: g.>licy •. 'lliis llas WQd~edV~ ~L1
arrl' is 'much less:~sh>e.th,iul a p,roced~e)tii<1l);ould
~7 ~,~l~ture 00 a:s~tf3rent py'each,,~ividU1tl
faculty JJeltber. I 001 sure you are aware of thenUtlOOi's
of pieces of peper' they are required to sign right now ~
other. federal. regulations.

o::M'IlM' DISPCSITIOO

Penn. State
University

sectten Vlb} It is. riot clear whether the "patient;~ . . No action.
nentsH.which',are,rcquired.will have to be-In ..;t:m' sarre"de:taU,_" "
as thcInsbitutional. PatentAgreuncnt itself._':-I~,so._ana the
Institutional Patent Agreeoent IWst, in effect, be~
portatedbyreierence into the patent agreenents to be
executed by, Wli~rsitYaTlployees•. ,then.it_isccriticall¥
1mp:)rtant ,that t/lese,agreemmts ..be as siiTple, clear and
concdseeapcssdbje; .

'l'he instructions df IPA appear to
prov~de adliquat:e guidance. .....'.~

~

(e) . 1M Institute agl:ees 'that' the' ~~rit:'~YdiiPlimfe'~:disci~'-:Subj~'t Inventi~' di~i6sures 'am. subject t~[S;tfurixi; '~'il ~~
rerorte and papers fu:mi.shed or~f~-,to~"tup:'i~:ed pursuant; to tnts Agr~t.

siJi3i-iI'Mms"t

Research CorP and
S.U.P.A.

CM;~'~t;~ l:aJ..-E!n' by,'tfu,c,ciVe~f, t11a,~ ,#~::f~~t,'~te?,.:"
duplicate' and .ctsctose invention disclos'urcs:,:il:f not~'~
l,es'$iy. of--ttiouglltless ly IDisus.efi :in'sudll' a:'waYo,~~' ffj': ," ,
jeopardiie f6rei<.J~,~~t,rights 'Or 'to, in~ve?=t:.~ti.Y;'
set aJluru1E'!C:eS S '.lrLl:t.early;deaq1.irie ,fpc fil!rK.J'pa,terit
appliSa~s:,int.tie 'Unit~:~~t.::es;, ..pa:t;en~'~ta1:uteii iii
the U.S. aOO~f6reign countries 'governt:heSe matters and '",
should be observed. -o.rrnsuggestion.wouldbe to add

DISPQc;ITICN

Adopted in. dr;:i.ft,

Rli'I'JotW.;E

The SuhcOlmlittee· drafted language
which aocaninoda~es this coinlnent as belt
able under the Freedom of Information
Aot,



"Perin. '.S:£at:e
university

Pt1:rdue "ResCai:'ch, .
'F~tidn.' 'M,

HichitJail Technol~
University

;language lim:i.,t~, (Iupli.cation am disc!oRuie J;'ightsqt1y, •
to those, righ,t5 requiroo t~confor:m to the Freedctn q
InfoZYl\:#on J\ct. , Priv:i.~ed ando::>nficrential infonrat~
es·no~,mSection XI (bJ Which tbis"subsecttOl1refers)
with resPect tol~<;enS.e :i,nfomtion appli€:seqUa11y~1
eo. mf()llQCltj,Of'1 in disclosUres and it should:l5e 50, noted
,iii ,this Subsection. .

'sectiOii'v(c) It isoot cl~ WtletheJ;' this Pri'Nfi;~~'
permit ,the GJ~t topuPli~h,fUl invent,ion di~~:,. .
covering a pilamJacralitical which, was "conceived" :but __ )lOt~t
actuallyreduced:-"~.I?ractice, and ufOn'~lich a valid ll'3:t:ent
~ppl,ica~i.on could ~t be filed because ofa lack of 'h1Jiiiin
eff~~veness testing.

. l:XJoMENI'

~"p~i:aphV:,tc) stipllateS, ~(uThe IiiSti6J,tkn'~~~
. the~t,[iay,duplicate",ana,_9isclosc·t>ubj.cet,,~tion
disclosures and, suPject, to Section, Xli all Ql:her,~ts
am ,P.'IpeJ:s furQishe2I or required 1:0 be &u:JrishOOPJl'$U<ll'l~
tothisAgrearont." At t~ it is notpo.ssible to li:oeni:!'e;
and/or, evaluate the foreign tna.P::etrotential wi.thintne.~
year ~iralenttofilea f.ore:igncounterpartto a'U.S.
appJ-ication., Such p.ID+ieaJ;ion .of~dl.scl~,.as".
stipulated in -paragraph V,(e) would prohibit filirlg !.iI,.mst:
f~reignf,;'O.1tltries after ,the ~yearpericd. :A s:¥tdtar
situation could resultwith,rElspoott.o poU:"agral=ilV(dh" It
is,a, P=:>licy,of our Institution b) ~eJ?Oblkatjon,,"
but s,t tines .such ;is npt feasible Ul)t;l,l aCl(XlJllete~~,
of the CXJlillerCial qp:>rturiities is mOOe in foreign cctllltr.t.es.

~~ the staridard. Instib)ti<JrJa1 patcnth.i~~~ .Y.(~l
specifies ,that. "cbe GOv~tm:ly dupl}~cate;,and,~
~ject' ~vent~ discJpsrires." M:t ~i~.it;Y'cbiegts' ~

~~~~~~~,;=tstoa::~~
interest in'cbtaining sUitable patent covei'age--'at·least.

Ditto

Ditto

DittO



Mich:ig~ 'I'ed1nplogical
t!ni,yersi~_(9?ntd)

uriIJ&~ilybf
Georgia

unt:ii~fte.r~~ti-ln~·aWllca'~i~s'_~ve.-~_fii~.,_,·'EV*#
int.hi:it;,_cir~~, it)s of~ri;undesirabletQ,_,',,' .,
publiSh invention, disclosure: mfonnation: __ -~tllE!re'-_
.fo;e-r~nd.that'para9ra:Phs_ (e)- and ,Cd) be re-..oraed
wRlake: publ i.e -disclosure: cr-Inccnt.Ion di$c1osure
ma.teI:iaLS.an optiqnal,matter, cIepend.i.rgupon the
jldglOOfl,t,or _thoSe~_ are _~king.cn ootainingpaterit
proteetkin for·~.inVentions. -

n"is' iriler~~~le_t:hiJt_the_~t;!;Sii,U1d:kve
tllEl,,right .to. .<:1.isg1ose,eventually, invention disclos¥es
UJ:liier:,t:f&,!.I.PA,jpar"'9raP1'(c), pageS) .,~'-PI'O'":
vis~ shol)ld,be1nadE:'-tc? _allcw-:~fil,ing_o;a .lJoS.
Patent1\pp1icatioo priOr to, any Such _govemmenW
disclOsure.

DittO- Di1:to

""-1
"'­'X>

(d) 'llie IriStitution shalfoot' bar ~fPrOhibit~lication:c:1fdiSclOsures of-Subject..inventiais on Which- Patent clppl.;t.ciitiais have heen.filed~



o,
,
~

Univers~t.Y of
washingtOn

tl.A.R.F.

~"~tee;or;·~~l:~S.,~.s.~~~".#~:",.,
inf~tion:?fP<ltentSi9J:!~fi~~:,~.:'~;.~t an:
aiJ;Utiooal sentenoabe~: to. C];J"us~ vfdl,: ~7fiE!

~t'~'will,~~,re8Sorlabl.e.,s~..tb,.~'
that, data, o(inf~tion,f\n7tislled' t,ly"tfIe "II)S,t:i:~
!s,IlQt: :reiea$ed to the pul:>lic before,t:hE; -;~
'oh!:aios'coofin'nation fran, the Institution tha"t the
prq:-qsed~lea~1Oi;U fl()t.:adversely' a1;~egt;-,tJ1e;p;;l~t
interests of _the:rnst#,tution am, the, Gciietiment."

~.iJtp~cad.on'of ~~on J~l".i$ ~t"~,, 1lO
p<ttent,awllcation, is-.(~l~~he In,stitutf:on can'
barorprollitiit~icationwi~t limitatiCln;.

'vi. FilintOfr~tici'~t&£licatiOOs, ,,'. 'm, " " "",

JaJ,t1ith~'~~:~'ea.¢. Subject inventiCll ,in .~, the, .lnst,ituHon"~~'. t;o,,~t¥O:~~~it:l ti~$"~t" ~- s~.,tii(ar ()t:~~
lIgr~~the' Irl~.tit~tioo' shall "Ji;;lve' a ~tic patent' ,~li~tion', filOO.wi_~· '~bc' ",f~t:ltt\r"~:.#ter,·a:n ,1i!!~~J~lI, ~~,:.~~, t;Q,#.4qn
UIfalof this1\greE::ltUnt.Cf! ~uth lq1~r perlbd as IMt beaft)I'ovediJ:l wr.itingbY ~.~;Ptoyided.~.,"that,i~,~:~4e'~,:t:b<tt
tfere hasbeeri.s,uchUse, or, ptbUCiltiQnof the 1nv<:=l~as, to initiate,,~~, s~;cu:y"pe,riai;~.~ ~.:~-.ib,a,;a"~,.~idd~oi-f
the filing of the aR>ilcatioriir! tne.evenc the:Sb<-m:lIlth period~d~~~~li!t:a~~~,SiJdi~~i-~;; sNU~;¥i,
rx> case end-~ ,than, thiz:tydaYsl,)ef!o~ theero oft:he statutbiY period. With~tri sUCh i.-mkntibn, ttie:i:nSt1tUtirini$ill~ytl9Ufythe
Agcmcyof any decision not to file an appllcat1oo.. '

SUllHI'l"IUl BY

[Cpt. of interiOr 4. .·/>eCtiOri VIta) of the ,"StarKJa'l"d irlsti~titml paunt
~eerent" S:OOUldPtoVide..tllat W11en,thea~.pr&­
ecrfbes a perio:lshOrter than 6,~l:hsfor.~,fiP.llg.
q~ a.patent application,thi:;;: shOrte;rperioo::i'shall end'
rIO lia~r than 3Udays prior to,·tIJe zuririin9:of:.the
st<:ttutoryperiqd., . As presently: ~~: .tile!..~.
~9ht becOnst1"ued asprovi-qihgtha~ ~~tiOrtet .~.
~ld:end no earlier tnan 30 days be'fOrEl ttieerd,oc the
stamtoryperuxr.-

~~ £nte~t::~~~~"e~e:c~il>liis all
st:ate4b"y~e COIIlIIIentaU»:".



!b>"Fbt ~"~jecbJ~Ventl~~' ~icn. a-~~~':'awti&t~ is'f~~'~:~:On ,~~f·h~'~";iriis~iBiti~. t.ts"~tuJ.bX~lij
-.,'," .". '.' ....,.,' --, , .... '. " , .." ... ~..'., .. ,".". ',", '.","',' "" ,""" '.'.',,-- " .'" '., .",.",. . J

(~t,~i~',,~,(2l:#tlis,~~~, suCh,:, #iling,. o~ w5.tiJiri (~l,~,~~ :~itef:~.,d~,'~ ,#tV~tk1:di,~i~4~,~tent ~iicittiOri
PreviOOS~~:"hiS,~',(flE!di '~li.wr ,to'.~,~a~!:~f ,~.a~~~~:.'~, ~il~,~ .. ~ld~. ~.-foi,ling·~~'aM serJ.al'~'
(Hi"w~th~~ '(Z)'"nro~1J~~~r: f:lli.Jh, f}4iW" Of \o!itlliri ¥ l~L.~~ afte<s,~S&i,cXll?f, ,~,fnyMti~:m di;5clOS1Jj:e,-if ,~' F'~t :a~#~~'
~'previously'beej-,",filei;l",t:bf.ai"Ti~¥ivei,a.,cQpy~totJii!;~;O;ap.~i~~fian ~ .iit'?Sl~r CK-irivet\tOi'std the! rOStib1tion ()f aU..
right~' title' arid' irit.ericltiri'#le:"~~':P~1Y~'·itf'tIlS tihitai States 'Patent, Bnd.~. office;.'

'""i', ,"'., " .... < ':" -.: ,',':""',": ,':',., ""',, '.', ,'':'::".::-'.-'--.~"", '. ,',',',.... <,';:/' "",',","'-:
(1;'# ..·i~i~,~. t?i~-sta~~J;i:,~·at@.y.,~)e~~i#t ...~.,&,-·.} ,~gra~9~"the,:~t~tion,of t¥,,2iW1icauciri,"arid:ariy
pat~ts lsstied pZLt:l:1e.$Ubiec:t.:: InVention, ~~,G::Weriment,haS: rights, ,in: this ttNent.iOri pttsuatlt t:QCciritraet:. (or Grant) . Ib~, '.. '_"'. "...
~riiedbY (-fdent:ltY:tba-J§eSlci'f}~;' . , . "',' ." ,". . . , ,

~

"D'i
o

'5'lJIf«'ml)','W'

~.: Sta~UiU.V.
t.;

,.~o::Ktf2n'- , DtsPbSITICU

,$e6~t;,"'I\rtb{-,iiJ,:<!r~~L'ciil":#l~';,~~~;,'~f',¥,:~i~,~~,.fc#h Adopt~ in ,dr~ft:.

,'~:;ecl\~~~~~~'T~~i~~~~"
~ in t:be!3e~, i.e., s~ ~ths:iOtiild be
better~

,'PAX!aw.E

Liif4ua~e.*~~ ~~nd~ til
len9tlien Period.



~searchCbrp.
"aJ4. S.l.1.P.A.

uniV~sity of
GeOrgia

ihe,:~':~heau:ie f?r:i:fJPab:ing,'ii~,iW' d<\te',~seri<ll
.~ ~ciilied, intl"li~,~ti~i:; ¥t: uooer··the
~~l.Of., t,~:c?nl:l:a~t9r.,o.r. g-rlJJi~, .,~,t.'(l~ .ci:i.
pate;nt 'q£~iC:e"p#i,nfsti:a:tors;, ' It,'~~d:;lle~
tJ-iat,~"f~~bilitY,)P. ;~~~S~l:<lt~, nUst;)~' .

~ii:fi~~~ik~~i~t:It~f~(~i~~
attei:',~:"ti~~'fu~ '~(~,fil~.tlil~'and,"
~,~tJj~r,'sl'lould ~ ~tte<i :within ,.J.O,days. "
aster theirreceiIJtfron the Patent OffiQe•. SJmi,~ly;

ill·VI,(ptfii)"",if,a.~·0;, ~;£c:~ilss~~~
is,.des~ad,,, tl)e,da~"qf.:i_ts ~~iClfl'.W.~,.~
stoo~d, bC sc.t_at.'}O ,,~ys ..''.lf~rit$ ,;eccipt.;frQ'i\;the
Pa~e[lt Offl,ce". "Sinyl#~~;:CWies .pf"the '
as~~~nt, qOuldbe,s~ttirl~thiri~ ~tJ)~ "'"''
of:tl1e.-!i:!-~Tlg',¥~e.,,~:ver~,~ise;,iny:r,(~)("t~
t:IJe.;dol'te_' fo~Stll~,$J:l*ru:i of .~. ,P?P'i,()f"~.~.~t¢ilt
tel"the l\cJerlCYShould ~,;set,:at, 30 dpys,at~. ,prf~ted

copies, are,~e,}lV<ii~le b.(,,~··~~t :OJ;f~. t:9
the~tF"E~r_, ~::gr<l!l~,,(<tfW1;l, da~, ~~~tly
fOll('hr.'>,~j~~~.?f" i~sueJ:~f..~l<'~.r.:,:

tk.~e:Uiii:e~'~, ~~ '~£"~i;#',Rri':~e?,1n'~"
p:~~graP,h ,~I(bLto speRj,fY:,f.ha~tJ\(! ',,*~~.:~,ll

;i~ti~t'i:~~i'~.wea~:.~~ta#=k\~t\.~-
s1lal~.~,o!)~:~a~~iyet: ..a, ecpyto.;,~.
Agency anassigooent ·fqIln.'etC. '1m lilt'cirinatioIi
'%:~ here can .J;e'abta~ only, '.fra:n·tJle PCl~t
Office'-and the .University, repo:r:tin:ji.$"subject., to
the t:im1n;J of that office.

DIsrosI'l'ICN

Ditto



SUll'U'JTFIl BY Q».MfJiI'I' D1= WiT~

Jiichl9<lJl,TeCh.
Uti.verislty

vJ:.:(bl~~~'~~;,~~~t,i~"r~~~tswhi,~
telld..tO,rnga,~:'the,valUe,t;lf ,~. pr:cJiOSe;iilOliCy.:_,.For
ii"~kWi;iyfis,:XfrmCes-fia.rr:. forthia' J\~'to ti<lr~ a

;cOpy of, the ~terit appH'eaUon as. filOOi_.,cirid,wty,' dces
t¥:~nc~(hii#l'<l~,:9-~ tl~:'~S$'f~(ircin'~
inveritm: tc<~ i~6.itiOn'? 'Un~ik~'F~ial ~ieS;
the ,l1id,~iY'~;~'llOt:,~~,~;,ayail~,to
~p<li::e, -~·,,~t.:~.l,es,p:E,~it.{~ '~~
to".F~al:~rtil1erlts which:·h<l~ri¥t:h¥=' tJ;1e;.t~
fcit:.·s~ ~~.ta~i, jIor' J:l:Je;,~ tel'store, ~~, a?pli~
'~ti~? .~.~5~W#ts·~;' }(:.~~1~l:el~?e.,':, ,:-",':,­
sUf;rcien,~,~or f:he.~.}o:r:'eCe~ve: anannuc;tl~
1fS:9J:~',,~,,~i9~.,.fi:Lll¥J.¥~,~,Ilnd;Ser~a,~~rs

:'0:E:' au;inv~t-l0I?c;JiSCi.6sl1'~es'<#l, Whi6h._:p<l,t:ent,~ .;
, 'r:at'ion$ Mve been'"fii6:fby:):11e, ,il;lstituti~~tlf:
~'.ortiOl.'J ~f" ~t:inr;f: cilP.~,~.,· of relelfarrt,.· ,
,~t$:.:aS~ i~ f~agra{ll:'-J0-.i~).

~~~~~~;'.-~~,X'i~~i:#~i~':~i~>#.?·:" .,,'
:t:M: ~~~i~es~;:E:Kh¥-,i:t:,A CciJ}1'i:i:lre:r;,with:~U1J, l~
:~~~~'i. ':~",l~l :t;e,~b~:I:i~,,~i:~h,lll!ld::~l-r::eaay
,,~.:e-s~l~spe:1,:.~,:,l~~.:;~~t;"~':~llfl~tfu1,
'CClllf~, by, ».5ta~~.7equifed .1n.t>iK:h..~~
:~~flccltum'"a~', Pei:~ ,~,agJ;aph,.VI,. (b}.li:ii);.,,.~.. i$
~uex:<1C}'pari:ie(rlp"t.Iie: til~~~, ~, .... '
~g<l:IJ~1Oq#:~(Vf\i,ve.t;~.it~<:i;~Jf" ..:
t.~,J:I:fat::,the_c~l:lre'~l;~tOf;t:Jiat,
~<P:-afih (ivl. ·~ether withEXhib:Lt A; be

..aeIEi~-fiait t:he'~ievis~•. "~'"

sUbstahtiauy ae~ted.

NO alftion.

Ditto.

Th,ecoilf~a~li~ef\se
,is' requirement requiX'8d by
FPits. .

.....
"""l"';;



•. M ... ,.· ...._."'" ..... ' .. ,', B_"' .. __ .... '''~'','' ',._.. ...,

fv) ·.ph:Nide·. thai'lliJeiiCYwi~a c:bB' of t:hei:/atmt withirl ti.o (2)ftti'ltnEiafter a pa't:ent teecee en the applicatiOO;

It> ~ts:re::eiYed

"'VI(~) ("11",!ric:i~,~~tAa.rF:$.il:~,c30~_d~Ys'~,~, .~El·.. ~iratiaf,6~t:l1e ~~ ~,;J¥'lu1y' ~,tion ,~I;ly .tl)et#t.el3,S~tes,
J'iit~t~" 'l'J;'~rkHf!~,}lC)~,~'fy ,@.~ CJ( l'iI.W:(JElCisi,()Il.l1C!t,~<<XntJnue ...tbl!.. J?1}'SEiCut:iQl) of ,the.apPli<:atic>ri aiJdcleliV£!,I:",t:Q \:he
~.~tECs~hl,gi:-an;tiIl9·tM·G:>v~,t.a:~r of a'tt:b;;':ley, .... ',,,,.',,'.;- . :

Words ''uPOn reCjues~",lltidecla£ter
''Ai~r:ICY; ",~tio~ mll.redl,lce
unnecessary adlidnis~ri.tive workload.

Mopted in draft~SUbsection "(vll..~~-i;eWe'~jr~t4t, ..~~i;
notIficatiOll' 'ofdfsoontinuanee ot"p"iiisecution is
·'l#Sary,':,~~st'$t~of__ilftotileY.~: Istmea

QIlly. on):~ bf.the Meney.. rn ene majority'. Clf
et!:ses,.,:dl~n_~.o~pros~~CIl, J;oY"l:tie,~Il!i.t,f:~
!!i:based~,,~ ~f~covery:;pt,,:'~lltli"9~r~?r~,
iinlikeiY·,?rosPects:fOr~ciai,:oi,.i)lJblic·"use';' or
9ther,,9WiCl]!i_ ~;:ltal"f~<lWS ,~I..ic:h,"@l?,P~:t\Pe
~l!1¥ij.-~t·~age.· U~~E!"c:irctll't::'
~~,it,::¥,:JIl~d.bE!lU11ike~~tha:tt:he',~I·~.#1d .,
~W it, iidvisable to contii:i~'proseci:ltion'In
~l:..tion~'lX(Itinuance would .fuvolvea '''r<lSte
Ofttab1ic:'fundS. 'ltu.is"it w;lUlCl be the~,
ra~~.-the rule that ~,of attorney w:w.d
be required.

VJ: (bJ lyinl# ~t,,~lY,&:lvise theAgeney conc:eridng ill actfons' takEn dUrJJig the~'ottltiyPiteri~ flppJ.!Cat:Jai aid
furnish ~of a!'If tel.etniri~ ~tJ; as requested.

li)~ts teceived.

',.',

"""'""'" ""P.



VII. Ftliriqri1. rorei'in p~terib1q?pHPat1<XUi< .",.,.':::'

,',' jill :;~lt:h ~~~.lDeaiji;_Stbjeht")rl~~'of\.lft,':~Ch',~iriB..h.tu~Qrf,el~t8~.~"Fmi~palriljtitii~.A,t.br~.~9n__~.tfY,,~t ,bi
~ DHa) ,of t;his1\gr~t..~~rlSt:lt:ti~lq~:shal~' rn-ve- a ~tei"it.'<lPPu.C<lt:i(tl filed 00 t:b3 liiveritlon in BOOh CXU\t:ry, in acoordani:iai 'idth
appllcable stAtUtes am rei;uiat..furiS".ard Wl,ttrl.n:~ 'Of ,tJia' fol~, ,periliaS:

til ei.ght .is) nOOtJia· fItiil.'thfi,_d~te::Qf·ii#~,:t1#'~;$'tates':'ar¢ibat.iOnhied W.()rqnbel¥'if,.~ ~ InatitUtla1•
orl(such BIt aw~icatli:n:, ~.ri;)t:'"f{~oo,:' S,De ':-(6)"m,~aft¥'an"elEt:tlclt is made PJrlNant to sectirin IiI{a) 0'1 this
~t,'" ,," ",',' .,

Hi) six t.6jiTooths ,f#Xti'Wdcttea.tlcetiSe isgmntell I:lf' ttiE!. a:.mussiCi1er'otPatents andTradermu:k to iile'-f'cKM~'~tlCirii
,WtJei1 sum filing bas beeh.~itOO- bY$E!Ctii"ity r~&cnal"di' ,,' - ." . , ." ' , '"

,,<,--..,.:' ,', "':;"',,,", !.---" - ;"L,,:, ",',' ':." ,

(J..I:~).~,:,liix:ttJ.origej: pedp~t.~,nay be:<iWfuved.uuttlting bY.thOAgericy.

,"".,
~

.~

~, Ccirioontors-,.,

EIlM 8nd Reseai:"ph Onp.

MmnBY

mOOJffJ) R'(

S~U.P.A.
'Jf'

';'etrfoIEN'l"

,;iQl~~-~Ii~0-'to:~I~

alarige "tt" to.:'!lfM in (a)(i)

--,itii! .iliI!:~_ Peed·'fu' be fl~e.-:,
.""': - """'" "",:,--,': .,';"" ,,',,'

DISKSITIrn

t ~~t~)-'i~";d;~t~

AdOpted in draft,

h1:!'1~I'!'l·.f!

~:-¥tion."

;,:,c

imittiruIB
":~i~~i~l-;

EditoriaL

-'",iiCIttN..-:

;,f~,'ped~s_~re deeiitid
aPPropdate.



'ihe.time liJrdt of B nnnths fron tlledate Qf'fil~ns1.a
~iBJ:unit¢Sta~aWl,iCat;i9n for~,ililllJ lJ:!,
f<lreign.~es i-s·'1<Inreal~.s~ f07:-t,wD'~ -. We
itt:HraryreaSOfrhas toeo '.lith ~practicalneedt'o
tpel~e, '!¥>ll¢l JJe.Wmaterial asJXJssJ..ble. tih,ichba's))ecin
deYel~-8ftet:fUill';J}n, t:fJe, l&U,teq,SEates~t .~.rote '.~'
~ of f".he,om- ~aF 'oJ:9t"<1C(! ui:i&r.tl~)nt~_l;:~QtIal,_Pa;"'t
~tl,M~- __ ' Tl)is lnakesfortlles~'pa~'~ahiS
1n:foi:"e~gnOOUl1tr1es'.. "'ltie-.~ reaOOrVi9.-;tJ:iaJ:~,
ftechaniall)f~inJ adequate' pcitent appllc.;¢i.ol\s' fOr
filirq" -4i fOre~gn. C!Olititries", inc:lUd~RI.tr~i.a~,

..f~Uy';'.is :~ffi~t tq: accarpIish~l:hin,ttlQ'lthB,
espccial~y ·~.Cl;Iltllex:tedinol~_ is .~1ied;;-~1fe
iSU:Jgest ~t ti)(!: t.iIue,liJidtin.tbis~t:im. for
foreign 'filin!i be irie:reased .ec U '!lQtt:hs~

;",-r. ~;,

'1hQ~.-pait()f'tlq$,:,9\itlseCtiCn;1s:_~ ~.asto its
~-i#.:mearlinrj~','lblsphnLse ~'bi ,e1Wnaeoo
tirrestaqd.

:U.'~tcPvn(~_)(UiB~~i~'~",~~,~,
~ "lICa) tui},:~dapplyOdyto,~

-ynCa)Ui).

Ditto

Ditto

J)i.ttO

DittO



MiChigan .Tech,.
universit¥, teOiitinuEid)

SlDaTlH) BY

1f.A.;ll~P.

fili~~J"e.~~,:,-:Ff~,~::.~G.i~::~{~"I~",~:,~t:~':
'Wrqri::4Io~e,d8teo,fol.l~iTlf:J,the',filirl;riof a: cp:t,;t¥d1iig
U.s:.<appliCa~(Bt.,:so:~: 'to. dJta~' sU,i~~fo;r:eign" y
prowetion,with,a ',milimlin, d~;~Of 'prE!lllilture'disclosure; "e,tc••

~
,,:,.,',>.":::' -. .:' "c,:',"'. ::":,:"'i<:,: - f

~be ti,~,f~<l!ies establist,edl:¥;~tion-,-I,,~'Jn,,~r:ein
~aptarbi:trary:in;nature ;and have. 110,rela~~1lip,'tl:> ~he''­
prai;:tices :Wcl1no.rmaIly:,~.·.t;he:f.illrig:cifpat:eut:8IlPU';'
cations in fore~gn:~tries in a patent-li~ $ltuatJon.
'1'raditional~y~ ',alOe ~,conven~011'- date·ba:s bE!eri' ,*,tablish¥,
~:,t¥filiIlg int:Jie,U..S. before ~liCaj:ion;J:tiSthi:!:,~
praeticeitode1ay as 10ti9: as posslli~e, ,t:he -~ilingof for~
~ucations~', '!1iis,is,aone',fora'ntlli:ier of reasons~.arOig
whiCh ',are:

(i) to. establish a £X.lBiErcial iJlt.ere:sl: ar~,~
en,t.ei:"'int.o:an,actual··lieenseso thata:~.~
deicis~<lil.':canhe:ma.lie,-on-'Wiei:'e:to-·:file'c6Li:esp::d:iiDJ
.foreign applicationsJ
:":':":>';., . .-":;.'; ,0:"':',:':·,::" ,::,:,,:": ,i",

(2) to .~termJ,ne;~:effeqt'Qf-pubU~1f ~:lotben
"~:s~'~n"~~tr!es'doilave qqK:e'''Pe-rlQ;IS
after :pul.ll;~tiQnwhicl1,do,nOt: abSOlutely ,tar the'
filiIijof apatent.,'application;

(3}:~niS.trati~'~~~~.<mS,:StiCh,,'~i:he.;~
Of exportliceriSes tinder: eertaih'Cbi-ditf0Jl51.--ana

(4) tk~:~~~ritt,:~·,~~~~i~,<~~,,~·
es,~smEint:Qf:arfif"icia;~':~!cds·•. ,~.aJd
atnvB ':tbe ~ly"ctl'lS.i~teCf;cIDi'~.iDJ;,::· c

~~l;l#'~'p!l~iCdS.,l'bictc~,:gdVerri .~
fUiniii:~~;:Will cease,

llISl'CSl'llIClt

DittO

'.~

DittO

J-',
~'

~:'



.' : .
In. view ~;tbe <iOOye,",we', \Q;Il,d suqgest :that:.thei:~ ,of
:1lrticleVII(a). ,.fqllQoling ,~,regwat:ioM".in;li08 5';be;~.

~':af_~~:,~"~;.,:~li~"~'~l~~;~,.~~i;':.
lu:"Ucl~ VI(a) re14:til'l9to the:filing-of, ~.stJc:pat;ent
app~ic.atiOns,:1ri.ttr.'of,: a;ourseiprov1SiClQS,:>r.;.t:i~~-~.,
p:rO~'the'~',tn'the:event "~ _.IMtH:utim ;deCldeQ
to,t:~le no~t&nt cipp1iCatiol~".'

ixroW»r blSkiib1&

·~t~~~~'~.fa)(i)~',~'.·'~~"~,iol~:

"~"(lOLnbJ~.:'fn:m.'~~:da~1if'~,~"tiit~ DittO
~tesi»~t ~cation fi~oo-l¥_:~ OJl,~l.fof.tJ.:! ',,' '_
I,:tsg..ttJtfuj. ,or :'if 'suchan: appUcatioo- is. ,not "filed~':l:Iix,(6)
toclnt".J:l$ :frOlI ttiEldate, a~:,li'Cf;!nse'~sgranteo::lby ,~,cqrtniS-I:I.~
at Patefit::;i,til· fne,foreigri.,a~tiOris,'ptQVidili;J. ai1.:el~
ha·sbeen·nBde pursuant to sOOtion.m(a},:otthis,~eerent."

~patent;~~~~~~';~'b,'a,fa~~.~i~~:~iMde
jl,1St, prim>.,to. the_e!)l3,Of::~.,c:oI'lVE!Iltlon,peJ:iod-.,,,':~~ly.m
t:he·case Of:-"ni,ver'sityin'Jent:i,~,·~t.f,Onal.1IlI:t:e!Wl,s IlBde
available,SlIbSeqQent to',~ u.s. Filiti;J. \oIhichbec!:iiies.:.~
~tEdin'a~tiar-~.~.~t~li.~~
tB, b<!:sE:·t:he,fo/eign.f11iriq. OIl'ttie It'/)5t ccupl,etedisclosure
~l~ .

I?~::.~l~~~~:fil~~ ah:ext:4~"'~",~ b:t
~ ... ·fimUoo file. "'" ......_ '" _ .. file
~ be the! 8iiJlB as that: grantiidfn. se6t.iOn: VIda) Ul).



.....
~
<YJ

Ditto

RRtitiiAI£t:irSIus:tiW
"-~iiW:6f.'t6~tilqriMtehraWli~t~: ,'_/Ai:~b~.v#.,.,

a.speci:4.~~.t<!~n, .t:J:llie~l,@S ior:f'ilirig:~f~eiqn
pate!lt~lica'tions" (note Ar:'tiCle ',VII,is'mi~l.~led
9:9 ·At":Uc,1e vJ]:n . '!'hia a;t:pclealso pr;ovi~ ~t the
s[.ie(:1fie<l.PeJ;iClds'PilJl' oo'"exteridedif aWroved 'in
.writlng,bythe ager.cy.

~iIe ~,~,~k,toIi4t~~~',vi~Jai,:'it.~~~ Ditto
bobe anurinEicessa.liY.: andpossiblyCOUl)~ve",

...~~~l.... :,It,~;reaa:ny,~rYed' t¥f·'i!di:4t:it:ll1iiii·
~nistratiVe eff~isn:quired l:pthOll.t:bE!part of
the.~"ardt:heinstitutiQllt:Of?l,laollloth:. '1:J1e
amitrary peridd!:i~f VII (a) am ,act~lJ:aiodilteso ,~
~~tS.in~.,to~sb:;citi~iy, :tn-SJJre':f~~gil'
'fi),t:ng -4au::sare;.~~'nU~sE4;" IMy,~,ibJ:y,·~-~1f~tE'Cl.tli',rJ
of;" ,~t::gOOl.: beCiiuse,' an,.'~ns~il?:tti.OO~~'lici:!ns,ill(:r,()~f!~-;:,,~
,i:le:-:l~lI€!(i,iritri:~li:Xlkin~ftfu.ileed;:tO- ,~.k"e:,,tn~; ~J:.:,,,,
~;,othei:',tfming'~iderai:ions:1oI"i'th,~t:~:iI f'ortM9J1
,i'ilil1CJJ?logtClllir,tlian., Wicat¥-. iJ1' tl1e!$'Pa.r~9r~~.: :Fi#.::
~llat.:i.~ p;rblication ~19'",~; ,IDX!, t:hi:!.U..S,oP:ttent
~He<:ltittl· .is',ri:;ltfi1eci \lll~la£ter.sQCh' Ptlb1iccit!onj'an'
ifIst:~ttition. ~,till Can ~tain,paten.t;, Prot~?ci ii',~~
GetJllalJY ~·':Japan:.if. they. fi1e withill ::six~,ttJS·Q,£· -,the," ",':
'PIDu.Cat:ic~:r.. ,,' ~.f.aCtQrs'::alsoCCllie:,'1iifo~Y:SI:ich·'a!il:11i!l- .
tlee;I; J:O __dltai!'i.MJ··.e~~,~~f.~~ ~~.-fii!iKJ'
.~_in,ce~~',¢a~, ....suctl_~::fUtr9·!it;~:;af~~:.: ..·..·.··· ,
Publieatioh:bit;, l-i:/s.6,:than:, siX'rrPn~': a.ft:ei' ;~, I1;S..:,,fil:lhg..

~,.:~:..··~··.:':~~~::i~·a.:~d4~.;~
of~lQpai t:e:;l:i'!'iQlC::ii.W,.ef.~ .WJ.ue#,iliiriiOftei\.
~tban:mt,06ii~:~:"'tent:"" ~~.-~fl1ed

...... a~ "'" ""'"J"....o.:."~;

stantotd
thiver8itir:

smmTmiBt





(ir"'~fequ&it:/ 'silcil'diiiy-'~', ~~ts,'(:~~~'~tli;:-"
, Prits desigh:!e) 'and 8UdJ. ot:b!t

','(Dlstltlil:I¥v",', ,,' ",'."", ,u r. , ,,".,'
fei:eriJ,mJ:are'deesmd'hecessazy,tOvest'irH:he ":'-

__ ' "'-'"',,.-;,":c:-_ ".- ,;",:,,: ',',," "", , " " ",,',",";,' '" ,,:..' ::,:' ->-;" :',:/",-, ,fI~Sti,t:'it1(1\Li
OJ'its des,ignee,the ri9htS'granted uriier this clattse<iidto enablQ -',i\

the 'or itil:iJeSiijnee:"fj;, tiPPIy:,ror,:ara~
(Instittia<;rit "-C"'" ," '" ,', " -

arlyp;ateritaPPlicatiOll; iri:any countryieoveriiq suchinvent.1dri.

dll, ,pcli?r tofiil<iI"set:ti~t' of this 'cm:~~' ,;:j:' fihalietW: i.is,thIg
~l~..sti>j~ ,:rn~tiolyJ" ~r ;~fyiU<j, ~t:rb'}JlVent$OO:s ,::Wexe Conceivai

,_,or; first ~tul:lpy redl'Jced to prac:tk:e,~r',the':oontract~

(C},,~pt a,sproVidErl be1aii,llie(?ootraetoi '~ll, include ei~r a clause'
~tica~ ,to,,'Wi!;;,clause,or ,~'''I'iitent:Rights';--1lcx;pJi;sit~I';lIl'by;thr.j,,~eJ.TllOOl1~~
cla~,:,~"at:,41c:TR__179.r!l1:5 if:a',~'-of,:tJ}e'",~~iiS,,~~t:al,
~~ta:li:,or'research loKlrk.ln t,he --event'o~',ar~fus:aLby'a__'-s~~
b?:'~~ !i!'~tl'ler"l)f: the,se',claui5'7'o,r"M.:,ln theopi:r.ikn of:~ Q)n~~. , theSe
"",!aus;eS,~,,i~isterJ,t,w:it;h~:~¢y ,~"f<l:rl:1l"in,Al:~1'-.9;;lQ1-":,:3/, tile >,"
t4iti~ WOilhall,~glJ]t:lyi¥itify the Irist.itutici1"iltd, U:U ,shal1nof ,PrtrilEd
With ,fhe.s~trac.~wi!XOtitthfJ ~itten :authori~ti06 ()~ 'ptl:!,~titui:iciQ. It
lif ilni:lerSta:x:'t that the lii,st,itutitn w~lltreekliirect.ioit,ftQtl: the
_________ (insert name ofawmpriatek,p:lnCf) • ,

.14>, .'Ihe. ~tfcK:to/ shcili,,~, ~¥a~ ~~aj~~t);±9#ts,:,~,~
eo tIE·Ii\St.it:~tf..¥.,~~t:ractOrshfillnot;',~_c;i)li':l9~ to~, tJlS,~Oiilt8,
W .ftIJy,SdX:i:ritract'or hereurldei: telati.ng to __~(j)li9atiOOS of the ,Sli:iCtrittactxir to
,the Go\ieffiTerit "fn'r~ 'to'SiibjElC'i. ~t:ifnS.

lEnd::&r.-CJ~f

.....
'~

>, ... : .... '."'OO·'~,~;~,Of:i-:~~w',,-,{~~~~':t4:'~:,,EU;~::~ij~,¢~~i~~~~lii: ~~if~~,if, .tn.. fre"~irika:;Of.~ ~qt~,
'~',P14~iI'.·are"ii\iXiriS,iS~t:Wit.h; '~, PbUq· seli':@if:lt.:'m":,41"CFR··t~'a077'3; t:Iia;"triStlJJl~ .. (It.lIIi.iA, '~tl.y 8LDni~'l'... iiilt1-t:tell'nOt::tC:e:,'t,O t:1le, JlgeliC,y
~tJ.i'ig~,~ijft# ,~:,~~Li~ti:>t'S:-'mfu~'F'i#r~pe~t '#if6iTiBttcin~ lMi·~t8'~tili:ln·bt thB RitterJ Md.· ,(fl1sba:11 ·riOt
~5'-!-t:h;the:,~~itbbut,t:ne:Wrltt:e:a,--,~~tiOri';~f,,~"~iCj-~' "',;" .... . .'. .. .'
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!~ ,.i>age, .12, Patent.]ti9htsCiiluse,_ P<lt:~~~I'_~~l-at-l:tJe tiP
of ~.:pa~~~:,_~~~:~::f:~st.:_SiJt_lineS_:,_~__r:~_~_:

. ~'<'Pntral::tor~Uiricltiaeih<arii'~btl:ll~ 5Ub~tiuitlaiiYa~atfld.
~~_~l:a~Se or ,the -"pat:ent~9hts r: ~lSl~on I:!f the
~~t"c:lause_fOlJfl(},'in41 ,g'1tl;",9_'.1~.,-5if __a
~_- ,C#. ;1:lje_~tra:ct ,,is _~immt!ll,- c:Ievel~Ja:l~
ort:esearch~k. "-If a subcontiact()r refu!2l~s to,ac'oepte:it:her'--- ".----,,,,.', ",".',' ,", ,.',,','.- -', -',"',', ,- ',,','.

'Ib,is:.change shor~_the: fi,rst .#X Boos ai:\4' a~sOClari_fi~
t,he:~~~itg:of_tJ:lE!,paragraph., _'lbe _~s_~~:llspto\lit1ed
_JJel&,-:~ jil,:tent;~Qf¥111~( dele~,; .It JS,,4iffWu).t .eo.de~
what is~t_l'.f the.wrds "provided bel~,~ __ TheWJr:ds
"provided be,low~_ccujd be const:rueQ ar;l_~ferrih}to _SUbject
Itl<lt~r. _~tIU,_ll_the BalM, p"rCi.graph or a)iIld ,alsQ~ construed
~~~itij ~sUbj~_~t~, ~_ ~f;hi~plll:-l:l9r~ph(b)
cnp.:g!'-12~ _It will be noted .tha:t p<iragr~(b):OI'ipag,9
12 iiljJOE,'I:iart()~@-i)a~~t,~ht:s- ~~:'" -' -

~-P~t".~;;~~ in ~-liri,;. of~~- (c:) of·
"Patent~" c4iuse •.

CoVered by roD diaJige.



WIth: regard to"section VIII\Ohichprovidcs forass.ignl1tmtof
rights to,the,elPA hOlder" fran SlJb.:"ooritractoi:s,.,we ~uld like'·.
toSOO' sarelal'lg1l<lge added to eliJninate this requiranent. if
~,I:;~COJlb:actorJs,~tse~fan, IP1I.ho:1del:'. ,~"assme tlJat farthe:~Ses o:f sec4cm .vli~~),t.hatth~(:rE!gUir~nt is,in~

to:~ly to· ~ul>-ctJntntctOrs :~&l:e,~t educ<:a,tional'.~ non-
pro~it,inS.titutions. ' ,~ ",.'

;;', ' "

0:»:J1e1l universitY

SUli'Uilib fi¥ ~ I>ISPC.Srrf(J1 iiA1'iCOtfAtB

~
.-."
C>..,

Researi::h COrpOration 'lbi,s section will rarely be UsedSincenost: oont:r~ctsana No action taken.
grants'to education.;ll aM nonprofit inStitutions db ,riot
lriValve suI:i.rii~bting. " , , " ,,' ',," .'" ",' ",'

kknowledged.

S.'U.P.A. Elub:x:mtiacwr"sllc.Uld' have' the' same 'rlqhts:'ki' if~ld haVe
,tIel'e:,tt the 'priJoo ,COl1tr,actot:.

Parti:ill.Ya&~tecl
bY redraft.

H~A.C.U.B.O. . ReqlEstaeleti~ ~~,'(~)' in'entlr~.ty"am ,SUbStibite.,~~~:,j:' ,_

IOlal ExceptiiS providoo.in lb).belc;w. the,Instituti()flshall No actiOn.
~rdl.lCle In any subcfJntract,~e,~,~se CJf ti\at, ,sub--,
ti)tltraCt:Is the',~tof,~iln6lt;al":',~l~:W or
research work,tl1e "Patent, Ri9hci:i~~~tiori bY'the
~t"c1atiSe, fcii.iiid'at'41a'R: 1';"9;'·107-5,'or too
·pateril:~"RiqhtS, RetentiOn" E& t:he-'cmtraetor" "claUse',
foUnd in AgpR 7-322.23(b)."



tpallfying Sllboootr.:ic.tOrs should' te, all~"tt>",te~ at
least a defeasible title .to.~ir,subjectin~~;'

and .f~tors.arK! ,their "a"sscx:iat~'s~ld.I:li:!.a1'~'to
-;""par.ucipa~':.iil achieving, utilization Of their fnverl~

throu9h'lioenSing 'Or 'otherwise. ' . ' '"

..di'i'i'Nl'

~ ,ii' sub:X2ltra6t ,bJ"iJlSHttiUClflS.t?A ~i~te' '~aetOr- Noaetlon'.
possible lh: ~a<::tic::e lmder' ~is!OJIs -of -.;;ecl:ionvn-:r? ' ,
If it is '~lied~ the st::al:E'5mJ'lt J:ha:t tlieinStitutiOri' "Will'
seek direCtion" fran"tOO agency. that: J;he ~,WU~,cQIplY'
~ it ~ld be'1lDre expedient tct,e~te '~ent#e"
pPlVis,ioD., 'It is not di£flcillt .to hMgihe that ,the~
Of I seeJdrl;r.direct u:m" might reqUire'atI::,i~~iod

"\':.of t;ime-. eff~th..e.ly_'sl~,the'-~ Ofae
pupose:of;theDJllt:rcict~·" ,."



APIA' (cmtinued,) Our ccecern in roth resOlutionS is that the proposed
r~-flllati~}'1l5Jl~~l:i~,~JJd .~...~: i~nV~,f~_", ;,
~"teTl:t,()tl;Jan;i~~,t~9n~,toace:c.ptJ"lesearch _and ~lq>-:­
IICllt_~Ir:arl,ts',(lr,C<.Jt1~i,~c~sor:su!.x.uull"actsr.~ ~ml ils.a
~sUlt', t:f\e ..qQw:;~rit '~ili_ be .hant>ere:l,in9?lrzyirlgout: Its
~.}:nV7n~~~..~:_unli/(elyt.o,Iie .deill:!lO(Ul,.and '
actu,allynade.:W.;tp.~le.·w,.the, public: wi.thout .~sonab1e
incentives-,. __ IMt~tut:i()nal J:><lt:e:nt h:lr~l:s such.as
utilized by the'Defla:rtment of l!ealth,. Fducatia\'··aid"
tE:lfa,reprovide~b:;.safeguards of, tIleptJblJ,c,1n~,
fucIU:liRgnarch7'in:rights if the patent oWnel: .or licensee

·is;nOt ~ial~.ziD:j.

IX. Mininisb:;-atim of InventiOO8 in MuCh the InStitutiOn Ele::ts toFeta:iri Rights

(a) 'JheInstltitltionshall':adlnininiSter,tOOse SUbject invent!a:ls to w~ch it E!lec:':ts toret.:ai!:i .titIEl.in .the. plblic. .lnterestafxish3iJ.~·
$ccept asprovided in sli:Jgecticn(b) ,'beIQl,'DBke;:~,availablethroUgh licensing on a lD'lElXClusive, royalty-free or reasonable royalty basis
to all qualified awHcants; ,-

tt:I ccmoent

(b) 'ilIe tnstitutial may :li~se- '<1.: SUbj.ect:',InVer"itiOt):ctl <I. exclllSfvebasls "if :'ltcreteiTni.reg that an exclusive license is ~irf,din tOO'
pi>l#,inteJ:Cst because itis-necessaryas':an:incentive fordeveloprent of,'theinvent.ioo.OJ:becausenm-ket condit~are.suCh. as u,:. __~
!icensirlgjon;:anexclusive basis iflOrder.t.o.:bring theinV€flUOil to the fOint 9fpractical ,application. Any exclusive license is"SUi.:rl:~-the
Jrl,5t:i.t!Jt~()Il__~Ulldera,:tJ.$ •. ,~terIt __.orp3tent--aPPlication"shall1:ie' for. a .Umitedperioo Of too_ ~:.,,~_period,shaU.nO.t,'unlesS,:~i~<lPlJ~Ed
17j:-:~':MenCy•.,exeeed,.. fi.ve: ,(5) years from. the, date. of the first CCIlllleJ:CiaJ. $al~or use.·~-tbE!,.Lh'lit:ed'Sta:tesof"America':ofa~acf:Or'.prOq:;ls'S

eTixxlyi,ng: the ·invention•.:or eight,(S) ~s from the date of theexclljgive License, 'iotliclieVEir occurs,first.:SUCh license:,ShaJ.fal$:Jpmvl<1et:hal:
the licensee. shall use .allreasol:lable:e~fuct-to'eff~t:in~ti~intothe,e:attrercial, ~ke~ as~as ~Ucable,~iStentwi.th.~.~
reasOnable btisinesspr,actioes ~ jUr:lgrent. Arw·'ext:en9ion of :the lMXimm~ibdOf ex9ll;lS,ivityshallbesubje::"t toawrwal~the~. .Up:ln
exp~ration of. tJ:1e. perial Of exclusivity:: or any .extension t:herEiof; licenses·.shaU· be offered to all qualified awlicarit,s at a reasOnabl,"e ioyaIty
rate-· rot in eXcess of the exclusive licensn:OyaIty'rate.

..,;;;"

~

simMrrrm BY

Justice DePartment

CGMENr

(3):Page_l3-.s~agra~ (b)-.1tle perdods r;ir~scdbed
regarding exqlusive:lieensing·should-nqtJ~:.~ectt()
ext:ension,'in;1eed,wal, believet:hat:.t;hIil~-per~
shcJJldbe less t.han ueee in the proposed tegalatioi:l.

ilIS@rrm.

NO aCtiOn.

'RATIOOIUB-

Prac~i~,in aBencieS inlicates
otheridSe.



o,
,
~

Massac;:bl1SettB
xnstitlit.e Of

"""'""""'"
~. -,;;Ji'J}~ also'~-a 'Pt#Sion.~~thill,~.~A·tt.a~:lfi;,~~ laoPt~inrkaft.
f~ the~,t:ha~_ the ~lC~'-9I"antplg the:ter\~~~
that~ !I~y~r tille flerltXi f?r~; l:iJ1ii_~~ '~i,~lve
sl'la,q~11tel!atical1y tie fold ~~-~. i.llS~s,:,~~.
regulatory ~-~ts fS,uct1, ilSffl!\)'~_:~~ttJ-
~~La li~_tt,>.~_et.the'~~~".Wit:ti~:_"._
few'CXlIltI'Ienbl' ~,we are in acoot"Clwith ,tne~-
~lations. 'fhank You;

~Ca'tes a limitingrericdfor _--~- ~USi~;_~~- DittO
~-tD~- il)C'elltive-to ,the' ~clal_fi_L11l'
_Il1..,praer,to', prevent OOnti~teqUeSts_ fOr ,~i0ii6~ ,.,f;;,\

~__'IlUa.r.ince-- shOOld ,~_II\:~ __ for lI!l:.e~_ PCfi«l
be~- theJ.i;riMOfexc1uSi\li:tY$.birt$,~_ fOi'~
in\1e'.1ti()J'js WhiChr~-ll.d.l:·e~'rrIrcilt _~~1 •.
~_ exarrple, ii. JX'!Wdru9. .tnvenUonIl1aY ve.ry we~1., take
five to siX'}'e¥S ofin~siveeff()t;-~oo~pre,it j:s
~for t.Ilenarketpla~, Under -the present_~-
of the re<nntEnded 1P.l'.' _thisWJll1(I (I1JlY Ieeve _t:l1ree:
~_ of_exc1IJsivitf.remaln.fug, ar4~ld e£fSGti~y
pr~~:..ta~ frein licenSi"iJ ~_ ~ invent:ion. '.
-~e:xanple~dbe thenew-~tron$onp~
market.Clearal"iOefor rmdical -instn.'Pentation'. llqairii
an:'e~~kd !rUst_bElall~ ~¥e _the~uSive
li~ limH:a~j,OQ-,s~ .~tha.tt:he 1.1censee can
obbUn the ,neCessary~ clearances.

Irhe.:provision' fi;Jr eXCiuslvlt¥()f 5'Y.ears· frcrn ~t:e:CJof.,. NO actiOn.
fir~f: ~lal'.sale~8~ .t.rctn date 'Oftlie,!ideljliit,·
~i~. <JeC\Jl:s, first.,i~area~~ r:es.tcl~OCl··'Jn
~'exper~, ITCSt :excl1isive._licensees~ve~a1>18
~ cpe11'te~ t:hl~l'r?v'isil:?n','4thoot ~iffit'Ultr-or
ttmmcial'lqss. ~w.i:ll hei,,a,,;t::are,C<1~'wtierean
ex~loilof,eXc:1W:tivity ,',~~~ti1:itid.;sO!tis

~~~~~T~~t~ei3
~t.



"., .. " .. ,,;j,

In relatlento.,the ilieproui!;iionsofsectioi-a ,q»)6€l:hb MOptediriiJrait.
Arti.cle~ it has t:een our··exper~ence :that,de~~tof,
inVentions arI5liIg O1n a ~iversity erl'lri.rbrilelli;::. ,ffi1d,'~~
cularly those in thEl, phanil=;l,cetJtical field.<call ,take .m
~rql,Y 1oo;J" ,~. Cc:Jllse;Iuen~y.thef.iMte.peru4':Of
ByeaJ:Sfimd1e date of granting anexe:lu~iv:t;lJ!~ f~
~ m:udnui lifE! of Such Lfcense may.. in' rnany, sitoot"iCi:\S.
be"crnpIe~ly inadequate,for:~ licel1see to ~ll,in~
duCe an inyeptiC/rlinto theJrflrket.':J-,et ~lone,~l:liS
~fran_the ~le'q"' useor S\lch, tnventi~,·:rt ',is:
~ll,,~~, ,thilt many of, t.he::m:ij~ Cl4ra~ 'fri..~iiiJ
_~ tMrtetplaCe w~tti an ,~~ltiOf},re~ting 10~;~.,._
~tictllfPedareoccas~Oried-J:1l,the <X'Ilb;c)l~cisaJ
~' various~al :n:::gulatory ,agen(;les. ".Si,&:e:~
pt<!ctical ~idera~~_dO pert,ain'",~ 'oiKiti1tl-,~,thtt
the running of the:t1:-Y~~per~03:.betOllect,~9t: t~,t;~+oJ
o.f time thatt:hepermission to~U:I;Ir_ USE! ~."inv'E:!nt.!orJ.
!n ,the'~k,~tplat:e.. UJ;l .to .the~ipt Of.~,fOr :~,
inllketil19 or u~;' is in· the~Ofthe.-iElqtil~b?rY:~
in ,.mntn>L. ':l'hl:!incluS~on of~ueh,a.in:bvisiptJ,~l:dbe
'~'itable::to:'t:fu 11.Cer\$ee wi~t" at'fectirigtl\Ef:~~
.tion.i;l:f~ the'~iC b.f #lEi' ~~iJL~~"cif_~
~'¢d ,(XiUh't be:a 'Slgnlfi-eantJactOr.tQ a f:<iyqrablE!
de~tli:iil f¥'a'OOipariyiJ'l thep~:i:vatesector.-fO~ ~
~,necEi;'sary~ tri~Cliilly "~-auMvebdti
~tediJ'iYm:tia'l~ .

'SUI?MITIDfSY

~"~W.A~a.P~

1X:tflENf DISP6Si.TlCii " iWbii'l1llii '-

~nift' 'piO~)<J# -~~. ,tolliii8
1ibe!t: be£oreregUlatory
agencies~

.....
'"'"c»

l'id. Iii,th.~~l topaiagf<ii;h·.~.O?tsti,~~~~t,"~~.~~, ldoptea· in~~
'(I_f<,~.lu~~V.i:l:t. ~llrJOt::'~ ,~~'I,Sl:.~<~.:*st;:,
.C::oomercia"l'sal.e .Qrei9tlf:. IS) fi:an', ·tliUIa:te of ~.:ciC1Us):Y8~'
:-':H~.~.i~.~:f:fi'sF*!iU9ht(·""·"~
,~t,~y ti/a.~~weo,:~~";Pr~~t1i;t!'~;¥-a·
~~~~~~~~er~~b:,.~ti,.

. 'lhittatt;Qi'that~ ..~.~.tfa·~ .·tor·:.
~.goiieJ:i.sllit.~.

D{ih;



SOl3HITlID9Y ',',"

MictdganStBts

MiChi~~
lll1Verliitj'

.'
"

~;lmi~i~;?fan~l~l~ li~se_io~~:t ,~ars~ ~ .. -. -"'iDiifu:"
t:&-da:~- of· issue can})ia veryitiadS:juate. and!iUCh·a~trlQo
~-00uld l«Uk.',''' particU1"(\r' hard.m,ipillthooe: cases: .of
~cal'~,~reilr&-clinicaltes~mw:be,,~
~_J'e!'l'before,:.t¥pmduqtcanbebl:OQght to,IlaJ.icel:~.,,stich
tcstlngcan 00IlSlIle years of effortewn "lith ,t)Ie-'~t
dili.gmtprosecut!oh. _,n-dssuggestelithat language~
int:,rocJqced,toe~~::frcxn ,the -eight -ye<ir.:! of, eJ«:"lusi'\'i:t;Y;'
!I~,that tine whiCh e1aPsesbetween theSd:lm.S,siQri
~a'~t,for"C:leara!loeArcima:fedimU ~ and ~
griin1:il1q oft:h'at'-xequest~,.,-"

IX(b)-speclfies a,PeP~'~f fi~:;~:~ ei~t:'yeirm: for~'
ex¢1U9ive,l.i~.'Itd.9,our,ellperienre that ,the6e'~
arelPt lang enough 1;0 brillgJ!rmY: in~tipns:tQ'thena":dcet­
plil.ceand"stillass~ a J:etw:n"onthE!,fuvr:!:s:bnel~t of:the
eXC'l~.i,ve lloensee. -~reootJJTeOd; that, these:t.irre,periOdS
be,~to-ei~t years,',fromthe:,dat;e '()f''@~t
~-rcW. sale,or. ten years, ,f:tan the,d,ate of ~_eXcl~i.
lic;enSe,""-tdcheVer~ 4rst-if we. ate to attra:ct a
~,:~'make,iU) inves~tin _aM~t:l'leIo(c_~lOgy
de~' ooder :~ra:lCDiltractor, ~t"4U9pices~'

~ion ·-'fOr the-ext:eriS~~f.~-~~fexchiS1Vi~
in ram czises shouldbe,nBde.
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See, 1-e<ttaft.k~ied iii part.

iiliiki>iiJiJ;l;jCXH-I?iff

."' ....... Itll..........

S;j;j:ful~.M

'!tieresbrletfon' of five 01" el£lttyears- pl~ ciI:l~ tennot
~lm:lve lironseliwouid not always P~vJde ,~~tim: tor
~producitto rea,dl,t:hemmercial JlB:d::ei;place 'or fur the
licer,I'.;or and licensee.to.~ver coste aJl:d llrea$9riabJ:e
royalty. 'lhereat;eenmples<whe:t'e th~~trietiQn ooiJl.d ,be
a pi:cbl!3ll~ ~,lo.Ou.ld baan}nYCrit:ion:offe~ On ,<!Ii exct~iYlt
b$iS ..men: ~tional reseiirt:'h ml(ideVe~t wi!S~
to" bring ~'e. ,1n~ntiOlltoa, patentable :,and, JlEl~~le: :s~~
l:eVe~t workQf:this~cOu1:dtake, ahy,ni.ld:ier,.,qf ream
to conpl:el:e~ A,~? exauplc'~" tills l'eSqietion ,o::iuld
be a probl,em would,~ ,soouJ.dan, tlndUly, I.on9, per1dd,~f.,:
tilre ben:iquj.~.fqrpremarketIng~~i i,~e•.• fleW,CfrUg
approvaL ,Often; ~ ,tiim'--.r:equillld,for ne.;, ~,aPs?iQ-Q<a!.
mi.lldru'l<lS. long as ·fiveyearsin'"itSelf;.A,riiire fai~

able clause might :read In part:

ilhiy:~l~i~J.i~ isS~'~thej~tJuori
-'~r aU~S-.PatE!rit::,shalt·be 'for ,'a limited:pEi'r~od(')f::tiiiie

<:md'suehperiod stla11,not,: unlt3SS,Otheiw1se:~'by
theAgencyf,eXoeed.lffili~ ()fthepateJit~t'~
~\d:.Itij: ,o:r .ten:,years'i-'~dieveriB 10l'ije$t~ '.' :,.My"~l'lfo
ll~~.ll~is~by~ dmtitutJ;Cin ,.fo'r a~tent~
#i,~;!ntl~ shall :~, fr# a limite4P'!rlcid Of,t:iBe,andsUch
~riod sljall not'" qn1essQ~twise~ bftlie~i
~ ten yea:i;:sfmin.tht;i. date ofthe.f$~~~xcl<a:Jo

""Sate or ,use in t:I1e,',uu,tedStates 9f'1iImJ:lca.,of ,aprciCh:id:;
or prtxiEi:Ssenboc:lyin9'the inVeht:i-on." , "

Acl~uSe' ,~1.1dl·,as"thisWriuid,~' the, _Uniwt.i,~.:~
~tt-ie"Ii~.with 1lrl,Cfp:rtunitj- to..~,:~l.'~~
i~redin,~ ~Velqvrent and ~tent:iJ1g·of· an:,~
q.on,M ~ll-.~.~ce.i,ve:'areas~left~,.:alt¥·:~.

11\e•. ~alt:yin~;f.t). the i:ali,~i-ty,l«>tild-,.be~.,:t*.
'8~}:t, ,edtioatia1,al··CIild·~rcii,.a¢tiY:ities';~d proricb

'. .. '.~i~t:iw,to~ 'faciiltyatid staff~,.tnVOlViiid
i':,:,:'.':':'," '"'..'.-,,'.,'',,' ,;"'--:-':iln",~,.p:tojectS:••. ,:. "''-','''''''', '." :"C", ':--".-:':.''-,''',::.,:,:',:,:", ",'.->::!{':':--:::",,:>, ','_.'..'_', ,', ',,> ",' ",,'.'.",,"::',.---,,".-,..-",,",', "'"",,,.',

" ..... ' .1X(er~~ali1$~l:nOt nomariy pe :rn.~ of~~~.~'•.. 'J:ti!.ih#t~.WIQ"~ pj...~·~~,.~~Eau
.::~"'-' ~'·ai··~··~:::~tIri\ieritiOriin ".'C.'" 'fs'~bEihUf ot:tm·~'t'.a1idto,~tor·.t mflriliil,q,,~t, ....,,~
~r:tiii9Hij\t8~:any-~'in tli:!~. . ... .. . ...,-'<.;':",._,':' .. " .. . :::,/.,\,:,;.c:i'~'



SlJ!I.lI'I'lm BY

~01tP:lrilti~

r~~g~' IX(C)',$h~~~Uy: that: rCi<ll~~f~:'~a~~'trj ~. Mcipted iii draft.
~~~sfuil~ ~ .'J;irotr.ided ~oJ: in Uoel)Se!'l.•,..to 'l:e,hal1d1J:!d
blrli~. It'wquld bedXlpletely \li)think4b,l£lootty and
t1<,lw.,uniWl:rs;lties aaninister roya):itiesby Uc;enseeiindlly
(X:inSlIrer ani1 ~te to ttieGJverJlllel1t.~royaIl#es,on
sales to 'P...e.nmmta1 agencles~ •

'~ Cb oot· i.lgt:eeWrf:h tI1e,provision of SOOParMi:¥,(~) moor Ditto
ttiis seCt.lOIl,•. 'I1~Q>vetnlreJlt.'ratllOrthilll,th,e 'I,~titution.

ShC:llJl.dhave the. I:e!jflO!JSwility to nonitor'lts:p~ts

~ claim :lOYalty exeJiptions at the ,tine of pw::di~•. !oDie:
"ver , it is not reasonable fortlll.~..Qjvenment to .100" to the
,Institutionandlor tile inventor for myalty refUrids. (pemaps'
apPlicclble to. transactions ocCuring s~\leJ.:al years, in the
pa,!'!t)H the G::!vertll'lBlt:mis:takenly~ystbe:fUll prioo to it
licensee rat:b3r, than the,:royalty-free,price.

All irt9icat ed in the~Sear~O":lrporaHon,lette:r, ,the roy~ty
xeJ:u1id 'rEqllj.I"f!1lE'nt ~.put' a ~t burdi:m:l:)fltlle'~~r­
.s,~tie.s.· A,mudl pre:ferable P~lln! in. tl¥way'of thinking
\oIQl¥, be to :inoorporate in:any'lici:mse<lr8Flirelr~ritth",t
JlQ"royan~lstoheJ,nd\Xledmthe prfce of' an, item sold
to the Governront or for the Govcrnment'sA<:o:)unt:.

a::M-tENl' DISPQSITIOO .
",.", '." " .

SmectioriIX(cl.~· '!he sco:>OO.' Sefjt:eriooin this s~ction Ditto
w~':put an-!ntolerablebllriJen on f1~ institu,t.iotH~)"id \\fill
set l1?a requirenentwhidl,will be. in(:ossiblEl' to adnini.lo:ter.
l\)detel1ltille ~t, .lEftin,ds ere necessary ,wou;I.d ..~Ui~tl18.
Iristitl'tioo ,toohaveoo:rplete access to .a11sal~ J:ecmas:
()f. every liCEm$ee and. to. ~terni4'le in rrany grew~ c:8seS
~~r ,~ales.~dbeen tre.9= for or Of'! biahalf of ·the
Cbilenment.. 'Jbe bur&n of'collecting or not OO1.leeting

DittO



(f) .1blwlt:hBtaMbig {:he.prtWis1ons of sW:isectiolis-(a) and ,ih):-~' dx;im, _nol,~ense,either'eXCltislve or ronexolusive, Iiball begranw bY tho··
inStitutibn to ariyof thefOl1a.l'ing, persons or,organi2stions, except ,;..].ththe apptCiral of the 1\geilcy~

(ii' any .person wll:). P<1iticlPatErl'as an ~oyeEl of thE! I~'4~tiOh'm~researdi leadiJij to ~ cin::ePtiaI
a'nd/oractua:1 reduction to practice. of tile. subject. invention:;

(Li). i\n.o£giirii~tiOOof which a'pe'rson described in(f)(i):was':a~or organizer or in~ SUCh a
person is an offirer,director, or boldsa swstantial financial-·intereSt.

5(JlMI1TWBY

OiiVBiSity of GeOtg1&

o::»bW'

{!J)',!tlQ,'rrj\~hoUi(} prbv.t~iri ':Par<J<#aPh}~(~r~t
~renses.f)e'..nOOe. s~j(!ct'to tbe cti1dltiOnS?fthe'·'· .
royalty~ frtleJiccinse ,~t:OO:.G:lve~ntand.J)o~"
sibject' to ~ OOI-1lllti~of ~, lPl\ iJ.self~__ ,.~'y,
~clfic, #ditionswh:f.Ch need. to ~,PJX)w.¥.t:?i:.
fn Hcenses li'i--.orderto ,neet the tEini-6 iif thEi·~

$Iiould..iieSfatedb~flY.ma~e.lyitithe IPA
,.fbr.inclusi~.in'~.i~n~s~ 'J1lUl;,th~.~!Ji,ty'
C),f.rrakin9 the IJ>.}l; aPa:t:t::. ofewt}i' ,li~'OOiil~·'.
be avoided, along with a great chalof paper -wrlti

DisitStx1W'
. ~,laction.,

~.

~:e~' fueoi1Xn-ated tit

p
-.:;",
-q
o

:.' .' .",,,~-";" ..':'.':'.:. . ..... .'.: ',.'. " . --. ,'.: ..:. -"

tiii) An organlzaticn of whim the Instibition was a prUi"Of:et, orqanizer, or financer.

In ¥ caSeSt.hE!~ncy·s awrovalwiU ronra1l.Y be given omrlf,~'in~:ituj:ioneap'Shoo thata~ fide ~ff"ort ~~$ac:le~tlilut:,~ to
iiiterestother ,organi.;ations.knam to be.. lnterestedinthe :subject. rratterof ttie .i.ilveJttion in .1icenl;inq.and cf!irther dEM:llqdng the SiiJject
Invention or otherWise can sb::::W Why the publkinterest will best besei:ved.by:t.heproposoo licensing a::mlngE!nent. '

.. " .... , I
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~t·delel':.it.n~f' 'Secti.cn IX9 (f) in its eiti.riity.

DISf:{SITICN
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~~ in. drai~.
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ProVis'i~n~~~i;ed'imn~ssarY.~
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O:;mnerits. "

~ivei-siti~'t,'d~',.~ ::the~~ ~~.,d1~t;
mn~UaJ,lY'rrost..exe~,,~r:~';~J:~~'
protect tmir·.gcxx'I "narre aJlti' :tbe~n~l;>f
~ir'PtP,~~and'~;: ~.,~',-:,:

',~~vin9 of Ul.terestsof.~h:,sta~-.'-,tlolF·
profit) _~:lirivate:~_9ictat:e!!\'Y1a.t"',We
~vers.it:y;-exercise :~ca:re i,11 its'J;e~at:lpi)sl­
~iththe aWi:esaid~ies~~nt~';.
~ an:~t:s~~ Ul'!iwr.litY.,pmtessQtij
~tlle'.Prl-Vate' sect.Qr:IMke..it~<U::ir:!or:i:he lnheroty:tqin(oimitspzofes:aprs Of
their duti.esatld,cilli~ti()NLtl>~', \I:.S.
(l);\C~t~' inl~ty:;alid ~COnsUlty:ij
~.'witl:l:respect tora~t_ri?Jt$:'~~
~~~~_Qfworl.t ~~"~ ~,~l;b\g
~_.j:Jl.a~ -ill~'_re¥~",,~!,~,WOrtt
Cbne by t:hemat the 1I1iwd.St¥.

,~Yt.,tJ1e-~~~i~~:~l.l·'~rf.~
,iJl',PI:M~,J.t;s. _~ '¥f~i,n;:tJla.t,~ ~:ltive
in ~titte•..-~~·:o,:wf.:a~~e,~bt-.t;t)a
~,l~:.~.~~,~l.l1!3,~,"~<\t"I)pJ:5'~'tl)'::~
~,of,',!~s:,of:~.~.~~_"Cii'!d,c:p.t;t:gi~',~
:~.p>telItHl.,re~~.-:fuJm 4:li:i;gI:f~.:~

~,.~~~i~~r;~~~aW~
~__ that _ arise '" tI>is .....
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UniversitY ofGeol-9la

SectiOn IXregUlieSeffort.5 to'lk~OtheJ;l3 ftis.t~
Any sUdllireilSewl1~I:le;_U~.LitId:ted.and:~'~UC
interest wiJ,1 be, P.r9.,te-eted ~eiebY~ ,A~w~tY
should, rio~ be n?qUi.J;'i:!d to OOironStrate ~_t.an,;~ .:­
~t1~,~.¥l ~·tlO_,~rsbefo~.:4:Lt~~:Y::~~5f:ing in:
~,~fer.o,f~l?3Y"to,:~,~tplil~.'
~~~f-' ,-,~".~~~~tj i~,f'actij\Wi.,t,h.,~:,~;:,:,.~.,:,;,;.
~.tp..r;bblr;m}fiteJeCts no~ ~,~e -~ }Il~?,?::
,wi~y,ca\1ll:l1ablet,s~it is,c.JUit,e.,l~kE!ly,:~t~
oP,IlOn! of,~:~~orAm¢WIiL~t':t:()~
·wnYllis~~",,~.gieel~~~~~~~
tw"i,itr:, tel, ,1i~t:hetnwnt,ion -.,::~ncc,."tI:ie
Uliver.:Jity~:.wtlen It.ckcl~._tO s,~J:t::_~,,~
vention, IIIlSt take this fact into, ooilsldera:tk:D.-

'iil~fi?m.,,~, .reJA~',otth$uR:i.Ver9t~ f6
ti:Ji?se.outside<:lf;,~,~~,~tyi.by its
~,l)'"J:lat:tU:e.!'"f85iXtlthat,~t.~are
lWjily".~y:. . --

lfiHjjf

""",,:,--, '''', " ',:,>',:--"" ',:,:":'''':;:;'''-'''':'''''':'' .: ,:.'" ""':;":'.' ,:-:',:
TI1¢:~islons,Of: Paragraph,IX(f)~e'~ary::tO
p.lblic-fOI1cy,asawli~-.1n,:,tl1e~l', Dus~,' ',_
JI4triln1st±a:ti<lt1 can:l.~r 'agehcies,," of _.tlleF8detat
~and'the ~tes',,"AJdividuals,ar.e,," .
~agoo, tl;i'bl:mefit,:£IUll;tJ~,aPpl¥a~"'~':_'

~alftJDdsin dnn~lera:b1e: ceses ,yilen;>the:ttm­
licbenEif,it:s,:iJl. tM lcin;r run. .~
~-".inveiitions~oot ~" an eXt:Eptful
tb,this establiShed publIC pol.icy.

bifiRi§Jilijj

Ditto
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'iikiJiiWi,'
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....... 'Paragraph- 1'X(f)~:~'iJlven~~s_~_a'~:'
1ifntte13,_Bp~!i::'i.~111Z¥i'RIar~l:'al~ft,~ ~,~~
'tQake 'significint::a;mI:q.bltioiJl;·:·:-We: P6b1iC'cti.l.1d:
_~:'~"~:,W li.t::Eii)sirig-'~"teCl~!o9Y"t;?'~
~~r~:tli'U:-~t:l~_~_oPrdJablX'~_~
~:,~:·~t:·~it)::Orlf1iet.:()f,~te~i¢._,,_.

'~_,:~"a;~~t'J9:~t'th8'Uli~,i~s
"'l:lf·fahie;*:.i~::~Jh~, USfl,~f~.~io.:W
. ,;,iU':be ~.-If_Wsi,s,t:he-.ip\lE!lltor;'tflen

~"~ld'-'he¥oott¥wil:lriit~~'h<i~to
~taet_ a, I'lUitJer .Ofa:npanies'. ,F9r,11'QS,t:~~',
~'W~t()t',~ntit have the capj.tal to deVelcp
'the ~l99Y.

- ~~~~~~n~_(f.l :~':he,ntili;fk4:~.,re;nu.t .
l,iCe;fJS:I:ng.~._,techrKil,Ogyttj -_-1:hf! ,~t:c>_i; ,~t:hout

~. to'QbtainfieirolssJOO:f~ -~.,~~
gOod manageneo,t dictates l,iClal1Sing,~,theiiWeri:trir.

(f>_,','s~f6id-~_'~d.,_~ratitii~veboth#i~
~ful~t:Son1;liif!,_~a1,~~:GQVerraQi't,',liJ
~'!S"uooerstarrlabJ:e;, --CO;! solll~"ofd:hat0ccur8 1:0
We, is: .

{~)~::,~,~~,~'~::_~i#i.e ,~"~ the'
pe~ ororganiZa'tico 'is: the- role ()r e(cTus_~~
lieen~, . since ttm:e thait. one IICensee stW1i:l be
pt9tecJ;ial~'

,"' (2i_~~i~'thelli$t-'~;iicEi,~WfJY.'it 1.
~,\i!:tO-,~j~'1Ih<if'the qiiciil:riStanee:S slDu1d
b8-for'-~,~.- ' -~'" ''-,'- "

dl· "1he'~:";;f~a>:~er'.(u~)-,-~-:b.a~
di!finltion. <bi1iouslyit can't '1lI3ana~~

,
rifttO Ditto



suiiirrrEDbY

~-i.rA~

ild_ltt Of """"""

C(J~ftlt

, AS YOu~ikiKW> #~-::is'_:geriera~i~--&, __~_:~-j!e~_'-c;·
~cate4_-tO ~9d~Vi~g:u:Hlizatiqno:f- em. i,n\enH<m
than.the_iJl~l:Or. parti¥m::lYwheribe',s~ t#
$a~ in--(f.le~~r:yt:~ts~o.r:)(:~!J.¥,:~e~.. _:~~,_;_
~ tie theh~o:fthese_peopleaild.~rbtBifieSS:
associ,a~.~pr:il1CipaIsby limiting ~ii:"
patiiclpa\:losii.o,. .

O:lfldfbi~-,j'6_:-~~~_--~i~:~~~:_~'~'­
1;rjr ,arid _~ -Clos~t:-:t9: the ~nWnti~.h:t;1\i~
~cipa,t:ing_lj'r +ts&me~ialiZClt:i;orlShl)ul"bii­
~.:At ~-sain:!)::~,hcwe~r~.~¥:",_,
toruli.t,iOU$, ,ai.Jti¥I',-at_p.r:cite:~_-tllE!~~_9_ -~#J'ist
1Jribrid1kd.'p;,tJr:lW~n:anted-private-_~,g'airi ,­
fniitJiOm ,GweriiiiEnt fu!ldad~:~d ,be

_~~~i#.~[.L-::~-~io~f-:-"~~,:_:,
~~:t:.~'_1;p~t::~,,@J;;!=lJti~,:~,:_i1;$,_~;ty,
-_~i~r~~t:er~!::_o.~,,~~~,~_"~
.aJ)d, !ocentiyt:!l.lW'<ltds-~i~~# ~_ eauca..
~;a~~~:~ sOOUld-~t--tie

'IbiS ",:,-"-aph:-~~:~~~~-lif J,~~t;f;>'14thoZame· nUonh1e'fur-tJlf3~;sdCtiQh i~-~::'
l~toXY;:-¢n'!llCt'-:rif'iri~t -_~~$hollli:i'nat:
be ,hiirii:ll~.·;at'.die·,,~~t;"""" leye;li;~~I1(faCb,

'a~:'~y~h:l~:i(tO'~bthat,~iii,;:':":":
t,i:l:tvei:$iti~';aW;',bY'}:li,eii':,Vei:Y"~/Ii~AY ~~
ti,ve to -OOiIflletbf .f;i)texest:~iCblfii$/'arid:;."~
#~y:SotV#i'q;'tms'-~l~";''i1-iete:fuffi~;'t:1li$:is
an-·;that-~'-b8;:ieft:'t()tlje-~Ot':e.

Ibi:=t'ti-til thiJ·inSHtutioMIPab!nt -M :'-- "--f~-·

,-DIsitiUTrc6.,

iJl#o

l'mttO

M~

Diito

Diitb
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~~x~:ity of
0:ni6Cti~

~.:ei<to~~ "~~,~9r~':'l:~(h~'
~J:,ts:,:,tfI#,~~11l~1~.9f,Ji~;~~n ',":','
~I:SOI,"i;9,q.t:org<miUl{:iOllSwho~,'~"i~:L~
Witf1' ~a:rch.leadingto)the; in~tion. ,evel;!,~:;,
-anon-e~,lusive ~is,except after o~~tia\S
~icl,)ha~~,imo,l\lell'Ctlt:decl1ne toli~~.
Ratherthari,h"avinqthe three cri~ in4iCjlt:ed
*~, th'at'~':t~~'p#ibl-twns~':~

~~JlC,"~~~~~rr~~;:"
anii OJi-anexclusive basis.,' .

11~;:~ti~f~~t-,W,<lny'~~:~I&
~lll.!X'M~~r ... rose~l i:td~,tl),a. ~~t·
."yai~lt! ,fQ,t.he p\bHc," in !JUt', ~'" ente:~!"e
sYs~,is.~c iti~ti~~' ,'"It; is, awarently
{~m::~iVE;d,a,~l)f1ict;"Qf-;illt~rest::wi:.11:;~ist:,'if".
~Il "indi~dlJllor()l;qan,i:l:~ti,Pn :,~t:ed ~ith:,M
inventiOl\,a:lnoeive(l Uild'e:r.g:lwrrurent'~; ,

~,:'=t~rl::~~~~f~i'
*"t¥~,t;._,~arly,if:_~~t.,t\'ItiCfl;;",~
i.lt~;~a;g:ran,t::,or,~l?t·~pii:"at6
jidCketS, this eOOnomiC' Itt:ltivatiaJ, is' toth



-~~':~'~tia~;,'~,~,~::~#~',~:ri~~
Butc,~~19mJpva~,:tp,~,:~,!JY, in~t;..
~,:e;f;~,~~~:t~at_.~i~~le,~,.,
iri:,.~~~t·:,.qfa,~,~;~,:a,p~;

~n,f~,s~ng ,~"lMking,tltat:~.:,{~it,
spite, of. well '1U:lcrtm.:~~t, ,$~:E!:~'.}~S!!)
~", oot:ll;,•.t'Ql):t:~te:'l:t?:"om;,'.~~sye:_
aixl very ,rJJii::tlfuthepdilic Jnterest,;

,we",,:~~,'~:~'.,#tf)".WJ1~.~~t:it:~ir~:i.','kr
St'anfo~tp, flAW~¢tt,J><i¢ka~;".V<li1~'a(ld.~
llpU:!~~ bec'atlSEr of0\lJ:"clectt: )j)le'.~.
"plXXl'l)~rI, Clrgal;l;izeJ:t;,,?r ..fi~~r~"ir!',.~

'~,~eS':i\lJlless',o~J:~n.ies if' theil:- '"
manet:S-:all-de¢'lrne,to·licerlSe}; " Inaddlticin,
it' is', not"clear" U:the '&finitiOh: 6£'- "'finan-clei""
e#t;erUiS" to ~ieS'ieth:e~riti!d' by,iriW!S~tS
of',orir,~nt.' "" , " , .

.jj;e:'.c¥~i.l~~·tif.~:,a(i,~,s'd:ii:hm~it:~::·is"ij(
cJeyeJ.~ ~isl!f3. tq :,~drl,e~ t;hE!.~,~Of ,e<!i:ly
<Un .broad: transfer, p-fresealth ffudllJ9S.~r,
~:firia:n-c.ed:;reseaidit6,"tbHe,"", and
~l'it;' 1beS'~tt¥'lia5~ii~fJjQ
ente:J:I)l:i~' l:iYstesn' inlieaof.the.CJlt;iOri of
-gpIRJ,l1ITeJlt de<;Je~ntor:the Option '1;;O:clo
r:ethlrig·, '~r<J9r<t~:.-Y((f),' is'in~'
'.Q.'lllti:adic:j:i(}n. to'.ttJe",correct,~,of:,tIle
~t.tee:~'to,~ ~e,~ofJts:.~L

- ,J~ J~"~~~lJ¥,:~:U,t,,~¥.~;,~t~¢tj~

~1;pik~~l~l~'!~~~
"",-.:', "", :', ,'.".',,' ,,-,,,,,,,,"':: """. ' __,'C'":,, "v,,,~" ",-"" __,"'"",,', """,,'.

~~~i\;e~~'~.

~.

""'"
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iiibSecucin', tn ,1llis~~se~'1~"#iYresq:l9":
:#ve'¥tWnt0n3.or.~irro-<,o1Ork~.rs~f~tlY

t:he: wry,.,l:kst.OI~ll:l, to elqllOitthe~:i.nventi~
s~ .til~,~a.~'a wtll.c:at1on ,an4 -eiltliliEliasin ,fOJ",
~:filg. @,f.rtiit$,of' $eir in~ti~s~_iJi't1:l8
OOl~<:"iilte~stfi!rg"rlMi:er' than ()!1lers whoha~,. to
,bi!, j~t:rinatedwitli f:l:les,e attl'"ili\l~esbE;!fore "t:hey
:C:an 1~.·Prdd~ chiil1plons"If.the invento~
'<\TId their' a:H.o.:xerscan ~l.l~'theY haw ,the.requiS~~
~ilit;i.~s:,in fillallciitl:, :t;¢9al; rri<magenent, pI:Od\}C~M
~.lI\'l'Iketing, ,'natterS, 'or-can sha.i'they ..ca'n atg!lCt
,fCbpJe ~i til .stdlnlJHitics i- in our, (llinion, they. should
be<tl~ to,~,~rsonally'irMl~','edin~!ng
~rtJuo/l to the Jnari<et-:-plaoothe inl.'3n~, tlle¥have
g~ve~ birth to on the sesre basis am,'! with ~,sane
:restrictions as ~ird partdes, 'lb.oo ot.heiwiS!'l
flies in the, faceofhm;mnab.u:e,ahli the .~,tlt.iw
spirit'I;m ~chthiscpuntiyisbased-. '!I!le" qndoo
l:eStrf.c~oo '!it" thi~, sllJSection. call berenbwd ,bY
~1etiOll initsentiref:)' of thelast sen~' arid

-'~, ib ,suggest.' ''!be, :reqUirenen,t,,~'have.'~
~n.:>W1,sJ:"K)cild biareWnedand such awmVaJ. shoui.d
~t~ably be,liJi~ld.

itllle'weUni:t!rstarld the rceeontnq that led 'to 'the
provisi9ns of section IX,{f), and f.!,no.that t;heBe
pasl;rictJ-Qrll;mi9hl: at tdnee ,lemi force. to out:
ooci~.:icmsi"~S9d1 {I\c"lt~~, it i~ our viewtliat
~ aro. .In f?Crliaps the liesl; posi~on to ussesa
P::>s~ipl~con£l~ets-, " I~, Is our intm:preta,tiOn
~t~seprovisions will mt..res't,tict :ttte
irtiUfutlon from Li.cens.i.nq a current or foJ:lier
enp10yee (or fil:ulent) or group ot" errployees
or ~ organization of Which an ~oyee.is a
Uenbel':if to: do' so wOuld bring the benefits of
t;he invention pronpt].y to the pl:blic. Q\ this
poirit we are referring to XCf) iii.

DISI'OOITIW
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Michigan state

~sr:

~Yodt lldversity

W.A.R.F

~.' ~~~~atthis~tire.~¥ionbe~~~.
'1herequi:rell"ent that ofearance llr aW~'1JIJSt
be oj)tainedfrom the,fec'cral a;;pnqrprl~t:iJ
licensing- ,e:rp~O"j~e:s,9f the insti,tuti~':~t!::.,
~s an exooi:;siyo intrusion .on,tl'le ,man,agenent
premgatives of. the institution. '

O:M-OO"-

IJlder sect:.ion !X(fJ. ooMmirdsqation-of InVentions",
it. seems. th~t the ]af'lgua~'is' .t,mll~s,ari1l:' mll~
straining, pillticUlarly the ,1astflhI<lSebeginiiiiij~'
~In~ueh ,ca9~S.;·,o ." 'Ihe iifPlication is thatpr:e::..
texenre would,~ gi,verito organizaupTlS or iridivi­
~:ts,other'tbanthoSelfs.teclinpart (f)'. ,i'~US-'
it appears that the regurations'require .. the'9fl:lnt:ee
t:oact in an UMeoossarily discr+mi.natoty ~-.

i'e -.;ould sUggest tno 001et1ooO£ Section (~)
of ArUc~e IX,,- en the one harid·, the effect
of Sections (al,and(b) .of lU:tic1e .IX d.s 'to

- leave'the declsion,rorireming licensing.lid,th,
the ~n'3titution'and: 'then. through ,the ~ation
of §iection IX(f) pronptly ta!(el;lWay a portion
of ,that prerogative. 'lhe:provisionsof th:is
seceton muld have a decidedlY adverse a'ffec.t
lJX'I1 the transfer oftechrPlogyf.t'ai'l the
Ulivedsty ,tothepdVilte~tOr.,. 'Ihus, who
can limy cjtiickly tmnsfer the't.ectmo1ogy-Clf'.
a SdJject ~nvention than one who pa:rticipateQ:,
in tberesearch leading toits;"oon~tioh.~.
ox actual. reduction to prae:tice? ~islIDSt
kncwl.edge$le about the stiljeet matter .(jf t:.he
inwnti,on? Mlo: has nore of,.the"~hcA!i"
whim JmY'.J::lli,an ancillary but UrJ,tti~ten, and

DittO

"i~df'

Ditto

DittO-

Ditto
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Ditto
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,l.lr\&,ffnablepartpf fhe·invenUori?Jn !he
~~t"t;re,.in'Je!;.t:i9ator is,Willim,J to'ass~,'
gr-J,>articip<lte.}n ,the l1i<jl,risk .hi\lOJ,~,:ln

'trar\sferrl.ng- tedli101ogy, fr:tin the. lldveri;itt, ~
to the private sector• *re there islitthl
ooubtthiitthe odds are extrerrel~long: in
adtie*,gs~s,~yishilOl in~~f;
so, different fmnthat of a third.paity
as,to beccre the sttijectof a. specif:l,c
prohibition? If s\JdJ:a penron,0J:"::aI1
organization of \ilhidlstKi\"a IX!r.lori, is, I:l
part, eeecs all the criteria to qualify
for ,II lirense., it seems abundantly ctear
that tri;3l1Sferof teQmologyinvolve~l..to tt1e
p:bllc WU1d,'OCCilrnore:e~iti<;l!Jsly¥
j.fthird party,w:i,dl h~:f:l,~t~be t:8.t91t
t:I1e,tedlnology before SIlCh_ trans~rcall'be
Madej attellptst6 make sUdi, ~fer~

Hefirinly believe 'that '~re .is. litf;;edarijer
o~, "mjwt ~chnent"",wtii-ch appears to be
the ~t ofSectiori (fl, lo'hen·thet'e ~ eo
little-ccipabillty to:~1;y fore~tQf'

the,camErcial soccese r:Jf ,any" CJi\leriinvent1?D
aidwhere the, investlrl;'tll: risks' ha~ .roc ,:been
d1<ll1ged. "It 1s~ll 'reoognized that eaCh , _
invention,has-its lIOII"efit'in ~"'aIl(lH,aJl,
InstJ,tution).~t1OderCXlIlf,iitl:sion to "fizst ,~~
eo 'find Qrqan!Z&tk!os ,otherthan:l:hOSe, sp(!c:l­
fied.,inS\bsecti9l\S, (1) ,(~i){lU.) ~1:he-ti.ile'

de~'W..~ be, fatal"tc)the~<tl"iSferO,f
·tedUY:>lqgy to, tfl(!_ prlV<lte",!:l~i'~,z¥b.:t:bB
~,~J.a,yoc;caSioreq:b:i ..~.;~'¥_
p:!riRiBsiOOIttill tre ager:tCY,,:I,i)vo~~,::criul;d
.e.ls.o"·J:lIi~gate ag;cdllSt ti1e,tln¢ly ,t:;aMfeJ:'
Pt·t.tie,,_ t:.eCiini:)iOgy- and w9t\1d-;~Wt;it-###
,s~¢ffican~Y~~-~t#t4~.
:bUrden lbr th8Ii1Stii:Utiiii ~.~.as· ..tt8_.



"

A-fUl:ther Point \'lith i:e;gard eo ~ectjpntX(f)
.i,!> #lat Institutions: for.tl~:_~tpart,-_ha\E!

f't<ld. a ~<.lt thal of,expe~iE.'lloo:wittii\fld"h"lw.
lijtd:~_J!OSt -<XX,plizantof~terltial():iJ1flict:.
ofin~:r:e,st si~tiON!,wtiid'l..a.rlse:,beca~_e,of
the'.iJ;._ ?P"rati;tJnSand JJe(;ia~<;):1' tbeV<tt:i;o,lJS
interie_l~tions b;:!tween,f~_ aris,ing: --fJ:an
priwtte ~_ public sources .. ~~l:d;tez" .iI1",.
crlding FeOOralJ\gcncy fund;ing):, ,aJl(} ,ool)Sul~
arrangeiTents entered, illt,o:-by,IJn.tve:l:Sitr,·~:u"
t:.i9<ltors ... ~believe_that:;theInstituti~1
OOi11ty _to, -police th~seprol:it.ens,..is,~l1 e's­
tablisi)e(j and that intfle'greatmajOrity,of
SituapOTlS sixh-fOlicing is,a&quateWit:J:i?Ut
iiJl::osing specific restrictions such as are
iJrposed by this- ~!onw

.'.,

....
~

lJ$a last ,~nt,Sareoft,m 't:eI:iri8USea~t:hIri
Sectioo (f) tend to: defy, definition. ,For
exarrpJ,e, in the context of .. the SectiOn-What In
f<let lb:!s _"prcnr;!:~er",_~org~zer:"_or·finarcler"
1Jean?''Ihese~ can h~ verydi_~t:
mlll\Otat1ons -~ing Up:lll,the .. Jc;ihd;~
institutiOn to which t:heyitrel:il;dng. applied.

x. Patent~t -bfgani-iatiOnS
.. _' .. ,'.. _ ..,', c,', ..,". " . '... .:', ,'. " ......-, .'-..c' .. " .. < .. ':_.. ,.' .': .... _: ",< :': .:', .. ' ,....--, .....-'

'Die I.nStitution may utilize the serVices of t:hefollcwi;nij patent:.,~gEment orqa:n!zatiOOB at its dl8i::mtirini

lY
QtherPlt;~t~~tb~hatials.~11.nOtbeutf.lizedbYthe ·~titUti6n·~B thB ~'<diliiistraticin a9~. bl!~'~ <4~{izaBDn
and ee Institution is apProwd by tl:ie :J\gEinCy. '

1he_lns~it_Qti<>l) s~il.·Dot:-ass,i9n.,MY st4>~~,~tiOn,_t9~~9t##~~.::'~fu.C;i~'~.~:~:~~is ,~~",'~fha~'
it;:myassign ·r!gtltS -W_"'~' imteriticn.t:cl\the_abpv~.::lj:s~ ...~t..~.~zatiol!S.·or ~_.~:,pa~t~.~~ <l:gt#-_~
IMllt.withthe·};n~titu~ hasbeen~,J'Y'.'tf1e.~. '.1'il'J. :r:~relcej:o.an:.Iiist:i~in th$s:,~ ~l.~ .. :iJcl~.A .~.tE,m:'.~
oig,arJi;at.iciQ where 8PPlic:ab1e and' an assigtli1entto SuCh' an dtgariiiatiOrishallspei¢;ffciilJ;Y be itaae sUb~ to ill t:hjti!iiiiiS' dOOnd.i:tii:iDS'Of t:lilit
'ligreiE!nerit.



o,

o

SlEHITm> BY

My~ts 'pertain to too criteria setfort.}'ffor.t~ Hiiaction.
institution's, i:eChoology transfer ~ll:Igram' ,'l'he":lOrd,ing in,
suqaragraph (S)ofl-:9.l07-7tb) is qUite sat,is~rY.

'1b CjlXlte~~ ,institut.i;onnust_ have "an active and
effective p~tiooalprogram.-for,~', Iicet:lSin9,~>~t;"
~ng-of inll6ltioris.'" ,Ilc.waver,in other'sectionsdf~'
Rev,isjon "and In~ sanple'IPA;thcre are. strorig':i.np~iciF
tionS that ,~q::lve%fllmllthas ill mindcert:a:~currently
aisting~tent~torganizations. _See,fOi=
exaKPle the" enpiasis, in SeCtion X- oft:Jie -S<lIlPl~ IPA CIll'
"organizat:i!;lris"ratherthan "capBbiUty .. Irideecl,-the
_~tof rOf#rEigency,Pa'tent POiiW <i:.mntttee went-Sa_far
as to nane'twO' organizatioos.

~rear~;_disatWantages,-es ;..eli asaCivantageS" 00_the
current natiOl1illlYknown):l<itent ,~t._organb:at+ons.
Ole promi.rient disadvantage, is that they are ,~1f-se~fug,

i.e." they, seekpatent.s that will bring _them the,ftOSt incaie
and those-that will haveashort-terT1lpaY:::9ff:,~~are
lMIlYinveptions .....ru.~h are usefll1 to'.irlCll$a.Y" andt:hiough
fn?ustry useful to"the 00ns\l(l_el", ,in_~ch_ the ~ten9'al
paYOoQff _islX!~__the interest thr,eshold of these',~es
rot ~s$tin~callY,valuable. cne, accusation ,that
has been fI'Eide 'is thlt _they skim the cream ,6ff" the' toP•

• "-,,,', -"""-''''''-''-'>''

A,furthei:',criticiSll\is thattt.e.y,ar~too, fa.r,,(itiii~

1JOiversi~es to:p~ide the~rsonal ~thilt:t\i)St
inventors'need. I -io.uuld like 'to- see universities
_encouraged. to establish the'lr 0-'IfI .technoiogytriu1sf~
function or to use local Institution.s. {The ·iJnivcrsity Of
tklrt:.h Carolina _at·Ola_pel nill andrt:.>rthCClro1ina State
university in Raleigh have arranged with_ the~s~h
Triall<JleInstil:u~tQundE!rtake tileir patent,~t
~tivi;-ties}. 'ltIis _"Iso creetee the_enVircinPEnt ~1Jf;agiWter
pa~tawareness <::<m.oo broUght to \:he _universit::y~
~taff. lam oo~_Ell'lCOUI:aged by the results-of :thePclten~
1IWaieness progr_ Qf the Research_O:JrPoration at the thtEie·

>--<:J.
>-



-~,i\;eis*~tes" ~jia~~~. "iri~~r's~ha~ #,S~
~Sion'i:l'f ~ "tra~iri9 ~le~~"cir~ "J:iir_
c;ity ,sl~c.ker ~ ~ /(n', efro::~tvC. l cCal' ¥bi1~,t:y ~t:,S ,~'
~I?~~;,:r ~,~~,~~a,,~a1:,~,r:,>a~t
'~t:0:t'teichno;J.ogy'1:~<msfet C:,~il.ity, JiUst:ex}s~,
~fqre"ari, If1I. ~s~.:,,'1tilr.e~{tIr1.i~lt4'~,s~tiJ:tg
tllei:i: tWl,'PtoJrarn ~~,'~bf~ne,otlati01S

"'~~vent;icniJ lUl~il tl~ ,~ve,~~;,ci.st:tat:ed' th(f~t
~iit:X or ~ilnextstin9'org:MlZatidn',1oihil8-'t:heY

':~~~,'m;h:2a~(\alJ~li~. .. ,,::,,'F ' , '
':tn:oroerto"~lisb,~t:I~~ l~k,e ~':see:ii'_iug~t
-t::ftat:,"..:'sec~,"~:b£ .'Dle: ~¥IPA~ ~~.,,~,-:
~atfqri (s) ...te chiiri<jCd: 'til "~,ag:enl::M" ili.ci1lJding, t:be'~,t.kin
1:itI~. 'Ihis"ly:Juld ndt":causecOnfusioii.With: ~"~
,'!~:" #' 'aqen~: .ls <il,ways,,~ifi~byt:1le::~~,"i?<i:teiit
r,~t~ ",Itt:,t,tie. ~~l::VetsiQll;six;()f:~ eight
~::,~~or~i,Z<lttQn(s)IO-.t:s'~"i~1,$: BO,·ntxli.fiEd~::rt
,~13"~~. ,p"~,I:t),p~~ly~fy ,t6e'Wii"agentft

tJle;othEii:two ti/oos it is Used.

,~-,~~, ~\liSi;'~hitenE"~ihihts·s1)~ijtlOO~.ilia
~,,, :'tei1t~ ~Z<¢foo(~)·,,~tngeI~

IilIet",,~,~,.bEf'~:t±>':~"":~,,~.,~t(8}~i 1

,~a~~.: ",€I)'~f'~t'f\,(~J ,·rJfy·~~.~h7',6:", '~3S
lfem:Wcif':t6~: tOt,ccilPl¢tiOnof,j;p~':'tPage18)

~~~,d1 <if'the~'~1~'~~~9'~!
(l'a"gie 20) , ' ' , "',, , ..

....
'~



~·res~ictipn'agalns:(:.a55igningrl,ghtS to .~yciJ1eOtlier.. _
thanall itW.rwe£1. patent ~g6nent orgaJlbati~js..likMSe
Pb~ectionab~.as discriJDhlatilry 'andyoid,~ any ~fttl
::~~. in·~levi,t)g: !Jtil~u:ation9f .s~j~·_i;rt~.
\<bile reaSOl)ablecOndi~.5 sQChas,gJ:anUng OJlIy.a~t:le'
~-..isaefeas'~ble_' for :failure';tdachieve-·util~tkm
.might be a~riate, there is maWarent..reason why
;such.anassigrurent should not reavailable' to any qualified
llAllicant wi~lill9' coeccept; the sarre ~itions.

Nriaction. Interest:~. tope:rmi-t mana~
Of any qualified applicant.

'XI. Rep?rts on ~velopllcntand.eomoorcialUse

~:.7rts~#utj~_':$aiip~~~':a~itt~·~~lre{XlrttotJle,~'~~',ref:Qies~~~3~.t1l::oi-'.~~:,:~~thq:·~. ~'~~~.'~-ehiing -,
~.3f1t.h;'.~cu::ding. tbestatus of delJ(ll.opn,?n~ ani romercialuse.that.is being~orI,n~ tp,lJe iMi:le of ,eE1d:I Sthject ~t1on:teftfo~
~isti:atf-i;fl'to". t,he,Irifltitutio;n .and the steps that ~ve been trucen ,Vl, l:lle.Inst,itUt¥n.:to biln9f.tie·.iJY\reIltidn to the Joint'c;f~~ca:laWli.c~.

.:~f~.!!!t S«:h ~Shan i ncl u1e in~J]TIa'tj.anreg<OCdin9 Stat:~_ .Qf,~lO[:l12l1h ..t;l¥! ~te offir$.t: ,~1al sal~or~.;9l;OSfl1XJyal~,~iWd
by~:lt\sHFt.l~,~ ;slx:lt.'other dataaTrl~t~ as,:.~:1\gelICY.~Y~~Y_~~fr.'nJ:_~,'~'~_~~or:~~ttm_ ~li~ :~t,;-~.~;
,tothiS.S!=CtiOO,:a.sa)f),S~ ~:a -licen'see:'to bepnvl1:e:900. or:.c:a'i1:'ideri~l'aridtll90·ii'ilPtEd~,t:hi;!~a~thBt t.oi the ~,peimitttdl:iYlaW':,itWilinot diSclcise'suchin'tOirilatim 'to pe~ oUtSide 't:te ~t:;' '. , " . ,,'" .' ,. . ,', '" . . .. .... .. .' .' '.'-

, Ies'Wi::ii '0Xp. tb,OOiiFentS•. ~,ile the ~i~~ts intJrls,~~ will N6 acti~!
.r.~<Juire a. sWs~tialadminist:ra'ti~,effort by. t1Je.
!ilst1t:u:~ion and/orit$. desigrl<t~patent ~a~~
Ql:9imizationt"t.he=typ3 -';Uit $copi;!, otinfojmatiorio:~~
J,s..riot, unre:asonab~~wilr. bfil iMde'ava'i1able'J;§"l~
withoqt.any major,~i$tance.

xrr. ~fuiS'b1·'Federai~

.~in .t:lif,s ~.Shali ~tIie~t fo~.~r19itB·in• abject ~··aaaa~ an ~tQf whiie IiF<oireral _ ......



~BY-'

U. of o::m~

~

Ibesf,t:his'·SE'c1:.tdn give .$clal.dgbt:li' to':~'_'a!Jericy
concerning 'alpl6yeeS pnd iri:~,b)'tIic!-'~J.Cultural
£xPe,r.in):!nt St:.B:t,iOri?' - - ',-"

.-:' D.'ISPCSl':l'IClf

No aCtiOn

IlATItiWi

Yes-

XIII. ~aHbi'l

1tTk,~(-~~~na4,-·-ty':~Iiki:~~Y-'~-_~:~i~~ntlli~~-_{3f)l_Ja;~;itti~::~~~~:-bl~itimO~ dghtti _~; <iiiI <Klldnist:rntion
ofln~t!cinsrrade _\JIldI=i~calt:raC1:8 subject to _~lsAg~tw.iU,~t l:e'affected bY such a tennination; -except that in the event the~t
~natE$.-tJiis_~t'becalLge-,of _a -failure'or:,~f~l ',by _J::hE! .•~s1:.itt1~ -t9-- cptI>l:( \oI~,ttl>,~,_.,*_it:;.,~_i9iit~ -~+s~t,;~, Vfil):i--VI~:;r:x/"~_:~;
Ofth,iS~~,-,:theAgency:_h~ -theri?1t :'to regi.lire 'that' _-t:J:ieI:rlStit,utio.n.~!I:~tiI:"e:;j;cjl:it, ,title ~ }.Merest. iii,-and<to:~_:~culCU::i~_w~th
respect,to,wbicWthe ~--OCCui:i:ea'De~~~_siQ:nedtothetJn+~_s~:~~~~~:as~tecl.~~;~~ ,

>-'

ff

'.ihe'~Jnentd6nqiict office. has :~,sed COncern aboUt ClaUSe xrrr, No action.
'Ibntdnatioo -(p:tge ,15) I does not,ag1"el:l1dth giving the righ to
tennincit-forconvenience to roth parties.

'SuT.utiW,ay
'State

~ D~IOO IlATI!!!!\!&

QJeStion Ilot'tinderstoqd.

XlV. ~ri1cit1:clnsW

IiequestsfOr~ appiolfj1is', exten'idDlj'~lir~slinilat ,ac#s:'aMotfi~ ,<:Oii#sfiii'~lCe~edbythiS.~ ShCtud~addie'SOOc1t:O
..' ','-',', '.',.,,' ,. '->'.';""~" _~t~ SpEiCjiical~y~~ ot:hetWise, jrit:hia lI.greeiJaI\t,t;he

or.hIS:deS!grtee'Sh.i!lact'asti1eF9rnt6f'ocaut:Jlfu:it:.Y' Within the AgenCy' to grant 8\d\~, extEriskti:S. or take 'SUCh
Ot&ii1qencY'ilE'tlalS as 'Jra'/ he ,autfiOrized'in"thiS,~t. ' " ""

;~;&iu~'~.ts;~i~~



•.~:~,"~of the Parties ~eto has exeooted ;this,~1:,as & theday ana ,YearbeiJ.<M.
~~' ~~iscF MERICA

\'Y
Ttt:J;"e
o,te

By
Title
Date

eE:R,rIFICATe
I,:",:":'",::.,.::,",:',:'::.",--,.;" ~'·.;-i,:;t;&t~{ty: ~t:·I:~t&r'&fiebiy'Qf. ' , , -'~" ~,tkt'=-;=-=,,=~_
,-,'" '''' .. ,~s~gnea#iisA~nt:,on-J)ebalf,;ofsaid:OOl:POrationwas'~ _"".'""" " ,"":'. ,",_",':9.f.;~id~~1iiijS WE
#i#~~t ~ Fly:S~ fo;r'iilid irl,.~~{()f_ ~ ~ratiOn'by autJiority of' ~1:s 'I}:)Ven:lM.fi'i:iY iIid ls_~~ ~~.,9f.·i~ ~ral:e,priwers. " ' ,-.' , , " - ..
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d:lriFIlfIl'i':h:Htl ~lr.' ; I

=
===3~~~]~~IT;;i~t;,e;Of InVeiltiOri)

Colltcaet (Grant) !'b.
rnsti,tutkin:

~~~~~,,;:fO~'''r~':~~~~~~~~~
FiliJJ.9l;)a~~:~, __ _ _

,'itie inVen49n~~t1f~ed~~,t'e ,~~, a., ~S!.Ibjec~,~~tic)nHUnder" , _ ," -';' ,".' - ,,--(~~ti_fYJ:li~it:t#~~ PateQt,~t~),to toiilih
oontraCt (~itnt):'I;b'_,',: :",: '·_:::-':;'-:'d,_" __ -',..~f,~,·:-',:"" ., _"." :-;;' "",_._ ,'.n. '" '.". ,.;,",,;',"- :,'_._'", _",-::,(~~,~~~"ag~)_was BuJJ,~·-

?his~t _i~ '~~ima~~ ~/the ~i-~ iice'riie:9rant~ tO~ ~t14rlt '-~er~~ '~~OO~ (9~t) in ttrl.s';~J~,i~t ~icatiOrialii
any iesiiiting patent, aM of all other x:i9ht:.s:a~iredby the G:lvcmoontbY the referetK::ed AQreement.*

.~ Cb~ntiliJ hereby granted an irrevOcable pao.rer tb insfect and maJC:e,.cqU.es of-tfie abr:iW--identifliid Patent'~t!On.

s~ thiS day of ,19_"

(lnstltutlOil)

(Signature)

(PrInt or typenlime)

joiflcla{ 'l'l$l



,:o;rtifi.~t'I;am't:he· , .:-.', .' ' ... ", ',.',' , . .-",__".··;~~·:~~tihiftori'-ij~'a8iI:ce'¥i:~~;:'~
':" "',",',' ".\Iho sig'ne4thiS License.tt1 t;ilihiliOffJii I~t!tQt;1OP')l( ','",',.. . ,, __... ,' ..:'C)f~Iil$U~;~

that M:.id LiCEf1s8waB dUly si~' fbi arid bl~1f'of Said instituti~-,bY~tY of ttiil'.'~ bil'i, 'aD:Iiii Wi~ t:i:iii~'~lts:
c:mporllte'~~"

."

. ,ii,If ~'~,~l~' ~:t@{IV(1fpi,th¢',~;f~,':~.,~-~:~~~. a1At ai~ 1br,atateaiii.'~' ~i~} ,~"~i84iliWin DOt tie d>Wned,'~foJ:1Ow1n§.Stixaldb!~.t;()tbe,cOrifi~;liisi::i'-jtl',:,_.,·.· ' , '- ",.n: " " " ' . '

~l~"~to tM ~t'tbesnethici~8'ta~~-~I¥!t¥~@.~·!ai##.~~

&tea-~ca;i;ili~' Of ii>A
Y InSed;~'df~-'

1I·~#~jO.~tuUts\i8Qffi.ciai:~~ti'~

No'~~:wil

]I IOMrt ••te of~telY i yem;.



StttiiTIfI):"BY ffiili>ii' ~rrj{jf l'imam:t.E

Nesearcih On'pCritiOri ~~ .(). Sh6uld~#caIly.st:at:el, .;o~:a,O<¢e.
Of awroXimate1y '3. years-{at:'ter &00 of t:his a~t]~II

(Phrase iJ:J.' br~ts,.~. be added",) . As l,t StaNJsana::~
:iri ~tidn with liile- 4~ sectace I~ this reference is
unclear.

Adopted. F&t.nO~ 3 deleted

y If"MY bun:en~:grants or.oontrac:~~ie'~k.~i~trait tb;! ~t,a !ita~tB.:di as the~~.be·~heri!i"'ftus
hjreeirent.:shall'notapply to".the follcw1ng c:i:intracts••• "

?J ~f(!9:~Y~sh _to ~t, t;JK!.~. of ..too.~t to ~tractS_entere:iiiti;.o aftei~, d1l~Of·the~-. ,.Ill'~ .caSe~ ..t¥~ii'$t._~eii~
ot·this section would have eo be revised. If SuCh an aWroach' is used. o:nsideraticinstmld be given as tOi'iOW oontxacteKtenSk!ns will be treated.

tb Ji;'ill'n~-~~~-:

§/ oitie'brat:keteal~ my bedelet:edbUt no_11yft is expiCt:eei that InstitutiOnal PatBlt~t:s will aWlY to grantS as'tell as Cdnt:r:aCt:S~'. . , , ,

>-'

&l
"'"

,~-

.fPIt,4ete,~- ..noi'iiake.,~
-;"~tory~ •

~:---- -----,- ------ -----.- Dl'SPCSifRii·,
~'.BY

:!tatl6"~t$ ~t:,anagei:lcy-may-re,s~i<:t,t:!)ejl<'1i.::p;):. .~ ai::ti<Jl:l;
".(X)ll~~:Ja~.el{CJ.ude,~~s'~i for_e1C:mrpJ.el.·•• ,~;~t;

foi":eSE!eaTly 1Qg~cal cirCU'rlStanees .justifying·t:hEl:
exclusioo of grarlt$.,.'lb tre contratY'sucllexelusiqn
~i'lbe.cOl:in~ueti...e.~. iidlieving ef(OOtlve
t:eCtrK>lcigy tians.ters. we·~ i:h8:tItSft 6:J;le'
deleted. ' ,

y ~'~£tS ~wiSh to inc1u:leadditkmaJ. oralteriiauve PtovfstaiS cOOeerrimgirltemaillml li8tterli kitiJWIlildJ~~~~~
necessaxy ,pursuant to 1-9;1Q7,-3(h) (2).

Uni~it:y·ot
wa~

lb.~tS :received;

!I _tes ~fiJidlt ~ ~:tric:i~~'~tilliiod~beieqn.t;6efclrDBt.'()~~"¥th&;~$:~.' tii~~~Je
Sqplies. '1be eliact c1abSeDily biWito lie wriEd~'to.~~~ O:intr:'act:~ pi:cCedui:eS.


