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STATEMENT Orf.
RAYMOND J.: WOODROW, ' PRESIDENT" P
- OF. TEE SOCIETY OF UNIVERSITY PATENT ADMINISTRATORS
BEFCRE THE
SUBCOMMITTEE ON DOMESTIC AND INTERNATIONAL SCIENTIFIC PLANNING
AND ANALYSIS
OF THE
.HOUSE COMMITTEE ON SCIENCE.AND TECHNOLOGY
WITH REGARD TO- -:
UNIVERSITY PATENTS AND FEDERAL GRANTS AND CONTRACTS
SEPTEMBER 23, 1876

' Mr. Chairman and Members.of the Subcommittee:

I appraciate the eppertunity of appearing before: the Subcommittee
today. My purpose in appearing is. to discuss. with you the treatment,
of inventions and patents in grants and contracts from-the Faderal
Government to colieges.and universities. The primapy matters of concerp
in what I have to say are the public interest, inventons' equities
and university equitiss.

I should say-at this- point t@at a. significant porticn of my. statemert
has been based upon a 1958 paper issued by the Subccmmittee on Patents

and Copyrights ofthe: NACUBO* Committee on Governmental Relations. My

remarks can. be considered to be those.of a member of that Sub-Committes . ..

in addition. to my speaking as President of the Society of University .

 Patent Administrators. We ave gratified that your Subcommitiee: is

"NACUBD stands for National Association of College and University
Business Qfficers.
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examining the ownership of inventions resulting from Fedetall} funded
research and development, and especially. gratified that the unique
pesition of colleges’ and universities shodld betaken into ecnsideraticn..

Universities by their very nature and by their charters have an
obligation to serve the public interest, They do this in a variety of”
ways in a variet§ of endeavors. In order tc do it effectively in the
patent area, universities need to have a patent program which will
make patentable inventions arising in ‘the course of university research
available in the public interest under conditions that will promote
effective development and utilization.

It is said that the reason why many organizations. apply for at least
some. patents is as a defensive measure to protest & commercial positien.
Universities do not =pply for patents fov defenﬁive PeasONs, since they
have no commercial position to defend. . Their motivation is in the
diraction of.seeking objectively the best qualified sources for dellvery
to the publie on: the broadest possible scale the results of their
research.

Tew university inventions are commercially practicable in the: form.in
which they are conceived or reduced te practice in the University:

Many, if not most, are in fact unanticipated byproducts of the research
effort, :Universities do not have the funds, the incentive or the
expertise to develop patentable inventions te the point where they can

be produced and marketed. ~Almost always, therefore; further

investment is pgcessary in order to have an inveéntion publicly available. -
What organization will be willing to make the necessary investment to
bring an invention to- the markét without the kind of protection that

a. patent glves, protection from others who would pick the fruits without
planting the tree?

As a result of what I have said, universities need to retain rights
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to inventions: whether made’ in the course.of Federally funded research

or otherwise, . Patent applications can then be filed promptly and
negotiations immediately commenced with prospective licenses, with the -
active assistance of the inventor, so that an invention can be

developed to the .point of public use. TIn some fields,.such as

drugs, agreements can be entered inte for the testing of compounds with

some protection for the testing firm's expenditures before it is even .

¢lear whether there is a patentableiinvention. By these means patentable
inventions can be put into use widely and effsctively. As 2 result,

the publiec will benefit.

i Where- does the university inventor stand?: . University perscnnel,

as compared with :hbse in a commerical research organizaticon, are employed...:
and promoted With salaries which give nv recogniticn to the ‘value of any
inventions they make. Their interests and in many ways their futures

lie primarily in the publication of ressarch results-in the open
literature. As & matter of equity, therefore, universitias, without

any exceptions that I know of, provide for s sﬁare of. royalties from
patentad inventions to be paid to the inventor. - This prevides an incentive
for him or her to spend the time and effort necessary to disclose an
invention properly, to participate in invention evaluaticn, to work with
patent attorneys, and to provide information and assistance to potential
or eventual licensees. Without this incentive, and it must be an adequate_

incentive, experience shows that few inventions are disalesed, for the

amount of persudsion which a. university can effect with members of the

faculty for disclosure ig vepry limited.
In addition to thé inventors, the university has ‘an equity in. inventions
made using its funds op faeilities. - No' matter who pays for the research

performed, the payments ave invariably Zor less than the full true
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costs. With-some,exceptions:the uniiversity- has' paid.:for the facilities
needed. And it has a huge dnvestment in accumulating and providing

a highly competent cadre of personnel without thch no Federally funded -7 .
research would be possibla. Sheuld perchance lightning strike and a

bonanza invention gome forth, the university's share of any funds realized .
would by the terms of its charter be used for the public interest -

purpeses of educaticn; research and public service.

It is our firm:and strong belief that the conditions of Federaliy
funded research-grants and contracts with colleges-and universities -
should be consistent with and adapted to the factors I have discussed
above. We have seen little evidence that Government ownership -of university
inventicns wlll promote the publie interest in the sense of development
and productidhﬂfofkﬁublic usey since the investment necessary to convert
the professor's brainchild to.a marketable product is not forthcoming.
Government ownership gives the university invenfor no incentive to disclose
his invention and to divert time and effort to working with patent
- attorneys and potential users. - The university has little incenvtive to
cbtain adequate invention diselosures and its equity .in inventions is not
recognized.

How about the Government's equity in inventions resulting frem Government
funded research in universitles? This ocught to be satisfied by & royalty--.
free nonexclusive license for Govermmental use. - The Government, thus reeceive;
the.right. to. use royalty~free the results of the research which it paid
For. Greater rights, such as title to inventions, are, for reasons I
have already discussed, against the public interest because of the problems
of development and marketing, and they vitiate the inventeors' equity as weil
43 the. university's equity. The Government when it gives a contract .

or a grant for reaearch is not buying an invention or inventions.  One

Qannot contract for & patentable invention to be made which is as yet
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unborn and even anoncelved.

I have spoken abcut a- royalty. free licenss for Governmental use.
In recent times Governmental use has been extended to use by' state
and loecal governments as well as by the Federal Government. -This seems-
unfortunate and dﬁdesirable. Stdte and local governments do not have
an equity. Licenseesbalk at tracing the payment or nonpayment of

royalties through the almost impenetrable maze of manufacturers,

wholesalers, distributors and outlets in order to insure the some

fractional royalt y hidden in varicus markups is nect Dezng pald by: j'(

a local township.' o

A provision for titlé in the Govérnment with the-opportunity fer

] waivers is practiced by some'agencies. Sometimes the wWaiver is granted

in advance for a partlcular grant on contract for all lnvantlors that

may be made. Sometimes the waiver is granted after an’ lnvantlon is
identified. My experience and that of my cclleagues are net Lavcrab;e.
in either situation. Walver appl catlons are compllcated and costly.

The agency criteria  for grantzng walvers are. d;rflcult to satlsfy and
their administraf;§n demonstrates ‘he typ_cal bureaucratlc _tendency of‘
being more sfriggeﬁ: than necessary in order to avoid criticism. Walve“s
also often carry with them march-in reguirements and other strings.
Waivers on individual inventions after identification generally make it
impossible to enter into drug testing agreements or other coeperatiye

undertakings. Walvers put the shoe on the wrong foot. . If what I

have. said earlier is. true, there should be a very sirong presumption
that the country's interests are best served by vesting tirle te .
inventions. in upiversity contractors.and grantees. unless there is good .. . -

and sufficlant reason.to do otherwise.

The guastion :cas be asked whethexr: leaving title with universities for

all inventiens resulring from:Federally: fundad ressarch, hlun only

82635 O - 78 - 42
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a reyalty free nohexclusive license to the Government, will.~
adequately pretect the publie interest. If what T have said earlier
is true, and I firmly believe it -is, the: probability should be very
high that the public interest will be Served. However, there may ...
be the need for even greater assurances. In this case probably
the best mecheniem that .has yet .been devised is'the Instituricnal
Patent Agreement. The IPA as it is termed was first developed as
far as I know by the Department of Heal;h, Educatien,rand Welfare
and was more recsntly adopted by the Nationa; Se@eece Foundation.
The- General Services'Administration new has out for comment--znd we
are in the processg cf_p:epering comments--a proposed amendment
wCc the Federal Procurement Regulatlons which would prov1de for
Instltutlonal Patent Agreements. If thms FPR amendment is edopted,
IPA's nght then be avallable frcm all agenc;es except where the
statutes prevent it

Briefly the Instltutlonal Patent Agreement is an agreement Detween
an agency and a college or unlverSLLy coverlng the managenent of all
1nvent10ns ariszns from agency grants on contracts to the -nstztctzoﬁ, o
unless spec;f;cally excepted.As an advance condltlon the institution! s
pat e1t pcllcy and program mugt meet gertain crlterla. There are
iimirations on how ﬁatehtable ifventions. can be handled, and the Governmen:
may require licenses on additienalflieenses if.adequate:progress is not
made towards praefical:application, or for purposes such as fulfillment
of public health or safety  needs.- .
Ia place ‘of the widely varying and often inagquitablé patent arrangemen®:

now prevalent, we would greatly prefey’ that the Institutional Patent

Agreement principle be applied-to 'all Fedeval agencies in funding
research and development at colleges and universities. - This will .mean . .
a change in the statutes for some agencies, and a change-in attitude

in others. . There will undcubtedly be some' exceptions taken %o the
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detailed requirements contained in IPA's since nothing is ever perfact,
but we would hope that these"reQUirémenPa could- be heid te a bare
minimum, with a termination of the agfeemen{-in.the unlikely instance
of';'yiblation of the spirit of the arrangement, instead of the
impesition of onérous conditions on everyone.

Te summarize, I urge that the title to inverntions arising frem
Federally funded research &t colleges and universities Sé_leff:with'
the institutions, that this be done with the Bovernment receiving
a royalty-free nonexelusive licsnse for Federal Govertment purposes,
and that the Institutional Patent Agreement with reasonable and mindium -
requirements,as the best method so far encounfered, be'thé me{hod for
implementation. If these cbjectives ﬁan be accomplished, the publie

interest will be advanced and the equities of university inventors

and of universitias themsalves will be satisfied.

RIW/dh _
September 16, 1875
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THE PENNSYLVANTA STATE' U\IIVERSITY
+ 207 OLD MAIN BUILDING
UNIVER.SITY PAR.h, PENNaYL\'A\(IA 16802

Vico Presidant for - PRI e e . . Ares Code 814
Reveacoh nnd Greduate Studios i ’ " 865.6232

General Services Administration
Federal Supply Service
Washington, DC ~294G6

Attention: ~Mr. PHITip G. Read
: Director of Federal Procurement Regulatians

Subject: - . Proposed Amendment to FPR Concerning .
Institutional Patent Agreemanis

Reference: (a) GSA 1tr to PSU, dtd August 5, 1976
Dear Mr.. Read:

In. response to your invitation for submission of my. views an the proposed revision
concerning Institutional Patent Agreements, the fo]low1ng is. set forth"

The Pennsy]vania State University has fiad a formal Patent Policy for over. 50
years, which is directed to the maximum utilization of inventions for the public
good, The University has an Tnstitutional Patent Agreement with HEW, negotiated
in 1970 and recently reviewaed and renewed in view of a new University Patent
PoYicy. The University Patent Poiicy was approved under-the DOD "1list of approved
patent policies” during the period that DOD used such a- 1ist. The.above is set
forth to document that the University i1s willing to cooperate with gdvernmental
procedures to enhance the transfer of University-generated. technoiogy to industry.

The “praposed FPR:revision' 15 the third detailed patent procedure we-have réceived
recently which is considered to be mpving in a direction counterproductive to
meaningful university/industry technolcgy transfer. The other two documents. are

the EPRI Patent Provisions and the latest ERDA Patent Procedures. The reasons. these
three documents may produce negative results are sat forth below:

The three parties of vital interest must cooperate if University-gemerated
technology is to reach the maximum utilization -- {1) the Federal agencies; (2}

the University, including both faculty inventors and contract and patent adminis-
trators; and (3) industrial licensees to accept, develop, and market appropriate
technology. The terminology and tenor of the proposed FPR.revision is: too strongly
in. faver of the-Federal agencies without sufficient consideration ané fnput from
the University research community and potential industrial licensees. The general
objectives of this proposed revision to the FPR'can be achisved with a document that
will be clearer and simpler, written. in terminelogy which can be understandable to
the average faculty researcher, i.e. simplicity and: clarity. overal] is so desirable.
that an occasional loss of invention by publication and. resulting "dedication to
the public® by Statutory Bar may be preferable to-a rigidized system without
substantial- inventor incentives. Specified commenis. are indicated: below:
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The University considers that the provisions.set forth in the present HEW-
Institutional Patent. Agreement: and their administration in the cooperative and
sensitive manner are both:desirable and effective. .Any further encroachment on
the inventors incentives-and additional-procedural .complications by institutional
Patent Agreements will.reduce. the inventors incentive.for making:inventions.and
reporting them, and will reduce industry pred1spos1t1on to- 1nvest cap1ta1 in
techno]cgy developed under these agreemants G )

Specif1c comnents are*I

Seéction V(a){i) This section appears to make an absolute requirement for

disclosure: submission prior toany. publicity.. Many inventions, especlally-

in the chemical.and pharmaceutical aris, are developed: in fragments and , .

& valid-patent application cannot be filed at a time prier to pubiication,. .

.- since the. necessary human physiological and toxicity testing has.not yet

. been aghieved,. -Many of -our invention disclosures are: triggered by.a - ...
.prasentation- at-a national or-international technical meeting and uniy

- abtained. at that: time. .Additionally, many. inventions-are achieved in a-

maaner that the inventors: cannot. be-sure at what stage: conception is .

.. achieved, espec1ally with respact to chem1ca1, pharmacaut1ca1 and process
.1nvent1ons :

Section V{a)(11) The words "authcr1zed by or known o the 1nst1tution
could be: cohstrued- to require detailed administrative supervision of a11
presentations,: seminars, and meetings; and all publications -- which are
'gqesently the: resuans1b1l1ty of the principa] 1nvest1gatur or; research
T.director. - )

Seation V(b) I is not;ciear-whether the."patent agreements? whﬁch.are_“
required. will have £o be in the sama.detail as the- Institutional Patent
-Agreement itself. . [f so, and the Institutional. Patent Agreement: must, .-

- in effect, be jncorporated by reference into the patent agreements to be -

execyted: by university: employeas,. then it is: cr1t1ca11y important that.
. these: agreements be:as-simple, clear and conc1se as puss1b1e :

Section V{c) It 9s not ¢léar whether th1s prov1s1on wou]d perm1t the

. Goverpment: ‘to publish-an invention disclosure covering. a: pharmaceutical -
which was "conceived" but not yet actually reduced-to-practice, and. upon
which-a. valid patent -application could not be filed because of a lack of
human effactiveness testing.

Section VI{b)(1) and {11) The period of twe months set forth in each of thase
sections is oo short in-view of the delays in the Patent Office, and the
fact-that there-should-be- no- urgency in these submissions, i.e., six

months. would: be better.. .

Section IX' It is not ¢lear what percentage of royalty income can-be paid- -
to the inventors, and it would appear from subsection {¢) to 1-9.107-6
"feature (F)" that only “incentive awards® could be: paid to.inventors,
rather. than & share of gross royaltiss which may be essential to.obtain

the inventors continuing coeperation necessary during the licensing: and
development effort needed-to: transfer technology to industry.
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. Section TX(f}(i) and (i) These two'irestrictionsén-licenses to-orgami< -’
“zations inwhich the inventor” may be the catalyst - for further” deve1opment

- are considered-to’be negative, since: they may eliminate: the best mode of -
technology transfer «5 the entreprenetrial enthusiasm of- the inventive
group. Further, the term “substant1a1 f1nanc1a1 1nterest" is vague

Section 1-9.109- 7(b)(3) The adm1n1strat10n of thlS "1dent1f1catinn" of
inventions could be construed t¢ require administrative surveillance of
research, rather than placing the responsibility upon the principal -
1nvest1gator

In- summary, it is con51dered that more considerat1on should be g1ven tn the fragile
nature of inventions and inventors --‘which are:the 1ndispen5ab1e prevequisites

of both invention administration:and: technology transfer. Without the enthusiastic
acceptance and suppert of faculty inventars, the perfectly worded Institutional
Patent Agrzement will sti1l’ produce a-negative result.  In-the event GSA would be
willing to. have a committee of user organizations propose alternative terminology
to that set forth in the réferenced FPR revision,-the University will make available
the services-of Dr. Robert:F." Custard, our:fill time University Patent Counsel, to
serve on such a committée. or task force.. - A useful retationship could be: created
by a working committee in which the interests of the university .and inventors and
the indystrial licensee/developer were represented in the se]ect1on of the termino-
Togy. rather than the subm1ss1on for "v1ews“ after drafting.

The imiversity has ut111zed bath Battelle and ‘Research Corporat1un in the past ang
presentiy utilizes Research Corporation- for our primary -evaluation, marketing and
ticensing activity It is suggested that Research Corporatien should-be- invited

to participate in the drafting of any final.Institutional Patent Agreement regu1at1ons
sinca many universities ‘without' other rescurces: have no other realistic alternative
than to utilize the services' of- Resgarch Corporation.” We have found- the services

of Research Corporation to be a significant and valuable contribution-to the naticnal
public interest with respect to University/industry technolegy transfer.. GSA should
recognize this "pionesring” contribution and invite thefr cooperation in-developing
& master Institutional’ Patent Agreement which would be:-acceptable: to'-the U. S.
Government and Research Ccrporat1on

Please let me know how the Un1vers1ty can be of assistanca 1n this generai area

. *Richard: G, -
. P I L " Vice President for Research -
RGC=RFC: hw . and. Gradisate Studiss; .

cei M. Latkeér
W. Marcy - -
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COMMITTEE ON GOVERNMENTAL RELATIONS

Natuona[ Association of College and University Business Officers.
ONE DUPONT CIRCLE, N.W. « SUITE 510 « WASHINGTON, D.C, 20036 + (_ni\r_e_a‘Co_de‘202)‘296-.2346

COMMITIEE CHAIRMAN
Robart €. Bowis

The Johar Hopkins University
MEMSERS

John F. Adams
Gegrgia Sate University

R. L. Anderion [Post Chairman}
The Unjversity of Texas System -

. Rubers T. Bakar
California Inszitute of Technology

Max A Binkley
Coloroda "Siate Uniurmy

Haword R, Cottrall ’
The University of Nf.hm.lkn ¢ Grizeh

W. Clyde Fraaman
The Texos AdM Uruv:ruly System

Robuest E. Gantry
Southern Jillnoig Un!urmy

Georyo R, Helcomb
Univarsity of Nonh Cammu
at Chapel Hili-

Murgery E; Moppin
The University of Towa

Sam A. Kimbls-
Geargelown Um‘vnﬂty .

Rauben H. lorenz
Univessiey of Wisconain Syxm

Clark A. MsCorinay
Universtey of Snm.hsm Galifernje

Jamas Y. McDanald
University of Kenackp

Feankfin G. Riddls.
Stanford University

Walluce €. Treibal-
Univensity of Washingion

Jozaph 5. Warnar
Yale University

William M. Wilkinson -
The Univarsicy u,l_lwchuuf -

Lindo 5, Wil
Univasicy nf :rinncu

EX!CUT!VE DIRECTOR-
Reogan-A, Scurlock

September 28, 1376

.Mr. Phlhp G. Read

Director of Federal Procurement Regulations
Federal Supply Bervice .
General Services Administration

Crystal Square, Bldg. 5, Room 1107 ]

'Washmgton D.C. 20406

Dear Mr Read

The 'one hund.red participating institutions of th_é Committee.
on Governmental Relations, National Association of College .
and University Business Officers, welcome the opportunity to

- comment on-the proposed -Federal Procurement Regulations-

prepared by the Ad Hoc Subcommittee on University Patent.
Policy, concerning Subpart 1-9. 1 Patents. .

The COGR believes that university ownership of;inventions.
arising out of ggvernment sponsered research is a necessary
ingredient in the effective transfer of technolcgy to the markat
place, since it:

{1) enables the university to grant to the private segtor -
rights that, while limited, are commensyrate with .
- product introduction rigks;
(2} insures inventor participation in the development of
the f.nvention or. product, and .. =
- (3) - encourages tha umversity to bring together industry

and-inventers, thereby enhancing the: probability of:
successful commercialization.of the invention,:

Moreover, vesting title to those universities that can:
qualify under the proposed regulations, represents:a. giant:
step forward toward- fostering a-technology transfer capabllity
among-universities thatas yet have.not-been so:inclined. -
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The comments:below reglate to the proposed Institutional Patent Agree~
ment. .

1."I. Scope of the Agreement.’

Request deletion of the last sentence of the paragraph and substitute 8
therefor: -

"In cases where the Institution is a subcontractor under a prime
contract of the Agency, the Agreement of the Institution shall
govern. " I

Comments.

It sometimes is the case that an educational or nonprofit institution will
grant a subcontract to the Institution, Under such circumstances, the
inability of the Institution to acguire rights will tend to discourage interv-
university research and unfairly treat the university inventor who may-
-well lose his'equity interest in his invention. - COGR institutions
typicalily do not have patent policies that'cover inventions that arise

" outside of the university: -Moreover, the COGR institutions favor re~ = -
tention of rights by-a sister inst1tution as a matter of equity and fair- e
ness. : : : . e

Finally, as a matter of law, the requii-ement to grant back rights to ihe |
“ prime contractor could, under ‘certain facts and circumstances, be in
violaticn of the anti-trust Iaws or construed as-a patent misuse.

Z, VII¥. F11mg of Foreiqn Patent Applicat:.ons. .

Section VIIT should bhe changed ta read Section VII.
Request Paragraph VII (a) 1) be- changed to: read as follows.

"ten {10) months from the date of the corresponding United States
patent application filed by or on behalf of the Institution, orifs
such an application is not filed, six (6).months from the date a o

: :license is granted by-the Commissioner of Patents to file foreign
dpplications providing-an-election has:been made pursuantto =

~section IIL (a} of this Agreement." = - .« -

:Ccmments, R

Good patent practlce dictates that a foreign fihng he made just prior
“tothe end of the convention period: Especially in the case of uni-
versity inventions, additional material is made available subsequent
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to the U.5. filing which becomes incorporated in a continuation-in-part.
It is advantageous to base the forelgn f111ng on the most complete dis—
closura available PR ,

If no application'has been filed, an export. license would be required
to foreign file. The time granted to fore1gn file should be the same as-
that granted in section VII (a) (ii}, s

3 VIII Subcontracts.

Request deletion of (a) in entirety and substitute therefor' S

"(a} Except as provided in (b) below the Institution shall include
in any subcontract where a purpose of .that subcontract.is-the con-
duct of experimental, developmental or ressarch work: the. "Patent
Rights-Acquisition by the Government" clause, found at 41 CFR
1-9.107-5, or the "Patent Rights Retentzon by the Contractor"
clause, found i ASPR 7-322,23 (b}, : :

Comments,

The above changes are required to conform to the changes proposed in
paragraph 1 herein concermng Section I, Scope of the Agreement.

4, IX. Administration of Inventions in which the Institutlon Elects to
Retain Rights. o . S

Request- detetion of Section IX9 (f}y in its entirety.
Comments,

. Universities, due to their special character, continually must exert
their best efforts to protect their good name and the good name of their
professors and researchers.. The interleaving of intarests of govern-
ment, state, non-profit, and private sponsors dictates that the uni-
versity exercise-due care in its relations with the aforesaid parties,

: Frequent consultant arrangements between university professors and
the private sector make it necessary for the university to inform its
professors.of their duties and obligations to the U.S. government,
the university, and the consulting. company with respect to patent
rights that might arise out of work performed for the consulting: com~
pany that also relates-to sponsored work done by them at the Uniw

- versity..
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. Conssquently;~the university-is well experisnced. In policing its own'

. affairs that are sensitive in pature. -Adverse or unfavorable reports:.
by the.media in this regafd would be far more costly by way of loss

of dlumni funds and gift giving:than any potential return from a high- .
‘risk, high-gain-patent license venture. . Accordingly, it 18 submitted
that.Section IX as:drafted, is unnecessary in view of the university's :
sensitivity to the potential problems-that might-arise in this area;

Section I requires efforts to license others first. Any such license. .
will be time-limited, and the public interest will be protected therehy .,
A university should ot .be.regiired to demonstrate- that an-invention
has no takers before directly assisting it the transfer of technology. -
to the marketplace. - Moreover,: the university is faced with a; very

. real: problem .if 1tielects not to make an invention widely available,

~ since it is quite likely that one or more of the trustses or alumai
will want to know why his company was precluded from: having an
opportunity to.lieense the invention. ' Hence, the: university, when'

..Jt degides to.support an inventicn, must take:this fact into con-
sideration. .

Therefore, the relationship-of the. university to those outside'of'the' :
.- university community, by its very-nature, 1s such that patent abuses
are highly unlikely.. .

The university community believes that the proposed- IPA.' presents an:
opportunity for a-major improvement in tha management of 1nventions de—
veloped under govamment sponsored research.

if you require .adstLonal information,. plea_se'l'e_t-'me Xnow..
Sincerely yb.u'm-,--':

-
Reagan Scurlogk:

RS:dk
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September 29, 1976

Mr. Philip G. Read

Director. of Federal Procurement Regulations
General Services Administration”
Waghington, D. C.. 20406

Dear Mr, Read:.

We appreciate the opportunity to present comments on the proposal
to amend.the Faderal Procurément Regulatioms, at Title 41, Subpart 1-9.1,
to- include provisions for the Goverpment entering into Institutional
Patent Agreements with educational-or other nonprofit institutions con-
ducting research with-Goverament funds. As. requested; our comments- ave.
submitted: in-duplicate. ’

. The Phamaceuticsl Mapufacturers Association is .a volun:ary nonprofit
associdrion cémprised of 130 member companies engaged in the develdpment: and.
manufacture of prescription drugs and:medical: devices. FPMA apd- its membax
companiaes: advocate -2 strong United: States.patent system-as. an effective In--
centive for developing results of immovative research to commergial. applica-
‘tiong. Many. PMA member companies have negotiated for patent. rights with:
nopprofit institutiens who operate under the Institutional: Patent Agreement
concept fostared by the Department of Health, Education, and:Wélfare and have
entered into patent license: arrangements with: respect to patentable inven— -
tions made by these institutions in the performance of DHEW grants.

The Standard Iustitutional Patent Agreement, developed over -the past
gaveral years within the Department of Health, Education, and Welfare,
therefore, has facilitated the. commercialization of the resulta of DHEW
funded research through nonprofit institutions. The pharmaceutical company-
experience to date has been favorable.. The DHEW IPA concept is congistent
with the PMA peosition that the United States patent system.should. encourage.
a5 .fully as possible the commarcialization of the inmovative results.ef both
Government and: privately-funded: research.,

Reprasanting manufacturers of prescription pharracivticals,
medical devices and diagnostic products
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We. further endorse the. extenpgion of the Institutional Patent .
Agreement procedures to those givilian executive- agencies subject to. the
Federal Procurement Regulations. Appropriate amendment of these regula~
tions would allow a Government agency to enter into Institutional Patent
Agreeménts-with educational .and other nomprofit institutions which have
acceptable technology transfer programs. In our view, the use of such
agreements: would recognize and retain the incentives of the United States
patent system to obtain.prompt commercialization of the results of Govern—
ment-sponsorad re.seamh with approptiata safeguards to the public
interest.

If we can bé of- a.ddit:_Lonal assistance to you in considérationof this
subject; we will be happy to provide whatever additiopal information is
neaded. .

" Respec tft_.ii.'i'y"‘si;bi:ni__t:'.t'.ed,-

C ey Trxe
zﬁ./jésaph Stetler
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AEROSPACE INDUSTRIES ASSOCIATION OF. AMERICA, TNG.:

1729 OE/SALEA STREET, N:W. WARHINGTON, §.C:. 20030.ThL. 3472315 -

- “September 27, 1976

Mr..Phlllp Read- '

Director;. Federal Procuzement
Regulations.’

Géneral. Serviges Admlnistrat;on

Washlngton, D- Q. 20406

Dear Mr. Riaad:

This: is: in reference to. the: proposad amandments,to the
Federal Procurement Régulations: dealing with: patentd;,. trans=-.
nitted by your letter of “August 37 1976 to My Karl.G Har:i-Jr.,
Pres 1dent of this: Assocxatman-_ - PR :

In-view of the subject: matter of thas repﬂsaﬂ amendmants,;
th1s Asgociation has not formulated a; position theraon. . THoWs"
ever, cemments received fxom a member company, COpY" attached,
were thought to be of such sxgnlflcance ag. to: warranb be;n e
forwarded 1nformally for your cons;deratio_ .

FOD:ph:

Attachiient:
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'Tfpfopdséd‘AmendeHtswto&Feﬂe:aiv“'

' i’fcsé\:i:’é':ﬁeﬁtf ‘Raégulations 'on :Paterits:

The 1dea of leaving title: to subject lnventlons with the
Instituticn where the inventions are. made is good,. but ‘soma
of the. coenditions for gqualifying under the program are hlghly
objectionable: .Section- VIII of the proposed agreement, for
- example, requires R&D subcontractors Lo assign their subject
inventions to the Institution or to the Government; Section IX,
subsection (f) prevents the Institution.:from granting license:
rights te employee iriventors or to:otganizations: thh whlch
‘the inventor(s) is connected; and. Section X. profibits assign-
ment of subject inventions to anyone other than a: patent
management organization approved by the contracting agency.
- These’ condltxons are counterproductive and discourage. thie.
making of subject inventions and: the Utillzatlon of tha
1nventlons. i e e e

Quallfylng”subcontractors ‘sheuld be allowed Y-8 retaln at’
least ‘a deféasibls title to their subject inventions, and.
inventors: and their associates shéuld be allowed ¢ partici--
pate in achieving utilization of their inventions through
llcenSlng Qr ocherwxse. . I

Ag” vou well kncw, tlere ts generally ne’ one more dedicated )
to achieving: ukilization of an 1nventlon than: the inventer,
partichlarly when -hé'stands to shaze in the profits of a
successful venture. Why then. tie the hands.of these: people
and their business associatés and prlncapals by. limiting.
-thelr partlczpatlon

The restr:ct;on agalnst assanlng rights to anyone othar .

than an- approved” patent manadgement. organization is likewisea:
objectionable as’d irimifatory’ and void of any useful: pur-
posé in achieving utilizaticn of sSubject inventions: While
reasonable conditions such as granting only a title which:

is defeasible for failure to achieve utilization might be
appropriate, there is mo apparent reason why such an:assign- . -
ment should not e available to any gualified. applicant.’
willing to. acCept -the same. conditions.

. The Government procurement patent policy pendulum.is. shewing
signs of swinging back from a title-taking position tora.
license position. Industry should encourage this- moveément .
and.help. guide the return so that the patent system will-be:
able to-better serve the public interest’in Gavernment funded.
R&D:.

Conditions in regulat;ons which prevent the inventor. and those:
clesest to the. invention: from participating in its:- commerciali-
zation should be opposed. . At the same time, however, reasonabls
conditions aimed at protecting the public against unbridléd

ér unwarranted private economic gain from CGovernment funded
research should be recognized as proper.. In this regard, the
requirements in the proposed amendment to the regulations that.-.
the Institution use its royalty receipts, after payment of
administrative costs and incentive awardsg- to inventors, for
educational or research purposes should not! be objectionable.
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- UNIVERSITY. GF'WA-S’HINGT.ON: o
SEA’[TLE. WASHINGTON 98195

Guvernmsnc Fiscal Relationa: and. Patent Off;l.ca
275 Adpdnistration Building. AG~70-

Séptember: 23,  1976::. ..

Mr. Philip:G. Read

Director of Federal: Procurement Regulations
General .Services Adminisgration

. Faderal- Supply Service: -

Wdshington, -DC . 20406 -

Dear Mr. Readi " -
Thank: you for. your letter: of August: 53 1976 inviting commenta: on. a proposal to.

. ektend- the Instit_utignml,-_l'atent--As.., t. (IPA): cong pt: to-all Federal granting
and- contracting. agenciea, ) : R

The University of Washington has had such an agreement witli DHEW for nearly
eight. years, and. we are pleased: to: mote ‘that action: ig wovirg forward towards a
- ‘fuller: implemsntation of the’ concept, We:believe:that ther Committee on-Govern=—
went Patent Policy lias ‘adequately: fdentified the several banefita-of uaing an
IPA. at.. approved: institutions. In.-our view, the most- beneficial aspect: of the-
TPA: ig that-.it: establlishes-a certaintz factor that engbles tha- Bnivar&iny to
move: fofward promprly with' technelogy: t.ransfe: arpangenanty

In general; we are satigfied: with mostof the provisions. in: the proposal you.
sent to.us for review.. We are algo. plaased to note the absence.of any: clause
limiting- the maximum. amoint:of royalty income that the-granteescontractér’ may
pay- to-faculty. or: staff inventors. Such restrictions:are diffievit to state in
relationship. to the various: institutional policies;. and we:- feel that the.royalty.
‘arrangements- should be one of the facrors;. among. othersy. in ‘tha tnta]. inatitu-
tiunal proposal l.e., on & case-by-—casa basis.

The remainder uf our comments are- keyad- to- the pr:aposal ynu ‘gent to- sl

I. Scope of Agreement

This section suggests: plecemeal. application .of the IPA €o the,
institution!s grants and’ contracts. by providing.for a cut-off’
date beyond. which eontracts would net be.affected by tha: IPA.
We £hink that a complete cut-dver would be. simple-and. prefer--
able for all. inventions identified after the date of the IPA,.
1irrespectiva: of: how. long\ the, B‘pecific coal:rae!: hid: been iii:
effect. :
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V. Invention Identification; Disclosures; and Reports

Since grantee or contractor's proposals may contain infoymation
of patent. significance,; we recommend that: an-additional sentence.
be-added to Clause V(d)}:- "The Government agency will take
reasonazble steps to insure that data or information furnisghed by
the Institution is not released to the public before the agency
obtains confirmation from the Institution that the proposed
release will nct adversely affect the patent interests: of, tha
Institution and the Government,'"

IX. Administration of Fnvemtions in Which the Institution Flects to: ’
Retain Rights

Wa do not agree with the provisioné of subparagraph-(e) -under

this section. The Government, rather than the Institution,. should.:
have the responsibility. to monitor its procurements- and -¢laim roy=.. . !
.alty exemptions at the time of purchase. Moreover; .it is not
reasonable for the Government to look: te-the Institution- andfor

the inventor for royalty refunds (perhaps applicable to trangac~
tions .ocourding several years .in .the past) 1f the Gowvermment miss -
takenly pays the.full priee to. a.licensee rather:than the- royalty*
free price. [ : .

Hotes for Comglenion of IPA

- Item 6 suggests that dn: agency may restrict tha . IPA to cuntracts (anﬂ
exclude grants, for example). We cannot foresee any logical citrcums=
stances justifying. the exclusion. of grants. To. the. contrary, such.: )
exclusion.would be. counter~productive’ towards-achieving: effectiva technol-
ogy transfers. We recommend that Item 6 be. deleted. -

Information: to- be Submitted: by Inscitution

Sub~clauser(a) requiras the applicant to furnish detailed data regarding
invéntion and patent administration experience: covering: the. past 10 years::
In our opinion, it will be burdensome for most applicants.to- develop the-

- required. statistics for. so many years back.  We believe that:data cover-
ing the most recent five years.would. he.adequate to demonstrate. the appli-~-
cants' experience,. and.would not require as much tesdarch of pagt. records
in order.to. surmarize the requested informatdoni. ..
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The above-stated. comments are intended as constructive siggestions to hope-
fully fmprove an otherwise excellent preposal. The efforts of the Committee
on Government Patent Pellcy and your office dre commendable.

gllé;ce_c . Trer;b%

Gavernment Fiscal Relations and
Patent Officer

WCT :mb

ecr Mr. Adkisson
Dr. Geballe
Mr. Latker
Mr. McCartney
Mr. Ryan
Mr. Scuriecck

32535 O - 78 - 43




1670

RESEARCH :TRIANGLE INSTITUTE
POST OFFICE: 8QX -12194 T 8 R S .
RE_SEARCH TR.IANG L E; -PAR_K-_HQ_,RTH G‘A_RQL‘_I'NA_VZ77BBV

September .10, 1976~

Mr. Philip G. Read, Direetor
Federal Procurement Regulations
General Services Administration
Faderal Supply Service
Washington, D. C. 20406

Reference: Proposed amendment to FPR Subpart 1-9.1, Patenta
Dear Sir:

Thank you for giviug me the opportunity to comment on the propdsed
amendwment.

I have 2 few comments but first I want to say that it takes a big step.
iz an important direction. I fervently hope it is accepted by all apenciles
that support university and non-profic research and development because I
believe it will go 2 long way toward introducing technelogy te the market:
place where consumers can bemefit - therefrom.

My comments pertain to the eriterlz set forth for the imstitutlon's
technology transfer program. The wording in subpdragraph (5) of 1-9,107-7(b)
1s quite satisfactory. To quote, the Institution must have "ap active and
effective promotional program for the licensing and marketing of inventilons."
However, in other sections of the Revision and in the sample IPA, there are
strong Implications that the government has in mind certain currently exlsting
patent management organizations. See for example the smphasisz in Saction X of
the sample IPA on "organizations™ rather than "capability." Indeed, the Report
of the Interagency Patent Policy Committee want so.far ag to name two organizationm.

There are disadvantages, as well as advantages, to the current natlonally
known patent management organizations. One prominent disadvantage Is that they
are selfe~serving, i.e,, they seek patents chat will bring them the most income
and those that will have g short—term pay-off. There are many ipvertions which
are useful to industry, and through industry useful to the consumer, in which
the potential pay-off is below the interest thvashold of these companies but is
still ecenomically valvable. One accusation that has been made is thar they
skim the cream off the top. .

A further cricticism is that they are too far. from many universities to
provide the persenal touch that most inventors need, - I would like to .see . |
universities encouraged .to establish theilr own technology traasfér functiom.or: -
to use local fnstitutions (The University of North Carolina- at Chapel Hill and
Nerth. Carolina. State University in Raleigh have arranged with the Reaéarch.
Triangle-Iastitute to undartake their patent management activiciaes).. This

PEg) B4 - A3LL " RO.M RALEIGH, OURMAM. AND CHAFEL HiLL



‘1671

also creates the environment: whereby a greater patent awarenegs can be broughe-
to the university research staff. I am not encouraged by the rasults of the
Patent Awareness program of the Research Cotperation at the chree universicies

I have observed. Inventors have a strong suspicien of the "traveling salesman”
or the "big-city slicker." An effective local capability gets around these.
problema, T do agree that a demonstrated patent management or technology -
transfer capability must exist before an IPA is mada. Therefore, universieies
starting their own program must accept case-by-case negotiations of inventions
until they have demomstrated their capability or use an existing organization
while they develop such :apabilil:y.

——

In order to acl:omplish what I would like ‘to ses, T. sugges: tha!: in Section X
of the sample IPA the word "erganizarion{s)” be changed. cé "agent(s)" including
the section title. This should not cause confusion with the word "Agency" if
agent is.always modified by the words "'patent managament.” 1In the present
version, 8ix.of "the.eighr times "organization(s)" is used it Is a0 modified. ;
It would cause no ptoblem ta properly mdify :ha word agenl:" the other twa o
times it is used. : : .

To make the Revisionm consistent with this suggescion. the words " patent
management erganization(s)" appearing elsewhere should be changed. tofread
"patent manageme:\t agent(s)"'
‘E‘aragraph (I) of. “subsection: {c) of 1—9 lD?-G (Page 3)
" Teem 9/ Mot s for Complecion oE II’A (Page 13)
-Paragraphi(T) of. the new. sectiﬂn 1—9 109 T(a} (Page 20)

Furthe:, the iuformation teque.sted in subparagraphs (%) (:Li) r.hrough .
{9) (v1) of -section 1-9,109-7.(a) :should.be brokea deown by.the patent management i
agent. used, - This will give.the Ageney an opportunity to:evaluate the'effective-
ness of the current patent managemenr. agent in \:hose cases: where a- change may-
have been made racently., SR L .

———

. Gentlemen, I applaud your afforts and the results of those afforts. 1 look
forward te seelng this policy widely used by government. agenc.tes. Thank you
again for the oppov:l:unity tO comment.,

J—

“Ralph L., E;Sr-. Ir., Directot:
s-Offlce of Univerairy Relatlong.
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_STANFORD UNIVERSITY

STANFORD; CALIFORNIA' 9410!
Am,c«!e [ A

" oreice : . ST
'lECHNOLOG\' LICF.NSiNG R SR Yo S T E i
ENCENA 6936 - e e D e o Septémber -8y . 1976

CMrL Phillp G. Read
Director of Federal Procurement: Relat;onﬂ

- General Services Admxnlstration
Federal:Supply. Service:
Washington, D.C. 20406

subject: Pxoposed Federal Procurement Regulationau
dealing with Institutional Patant Agreements
with Educational and other Non-Pxofit
Inst;tutlons

'near Mr. Read:

This: letter will comment: on the propofed standard Govern—-
ment Institutional Patent Agreement with- educaticnal -and
other non-profit institutions, which. document was provided
with your letter Gated: August 5, 1376. As. a general comment:,;.
we wish. to.observe that-the.propesed uniform regulations.
are a substantial improvement from the: varying regulations:
of the varicus: agencies: and.-should enhance:the. flaw of

. technology-to. the public, from: regearch:-condicted: at the

- eountry's: educational and other:non-prefit institutions.

- The . following-are -directed: to-revisions:which: wa-believe. =
will enhance the utility of the Institutional: Patent Agree-
ment (IPA): and its administration both by the univergities
and-: other non*profxt lnstitutxvns asg: well. as by the govern-

-, ment agencies. R . :

1. Exclusion of certain con&racts frcm thEJIPﬁm

An. ihtent of ‘the IPA is to reduce: the admins
istrative burden on both the agencies and the
~universities. Howewer, the clauses which per-
tain: £o. excluding certain contracts from: the:
IPA will add to the:administrative burden..

. It 1s noted that the very succesaful. HEW IPX&
--does-not have such a provision: With such.a.
provzs;on for exclugion of certain contradts,
-there is-then.a reguirement con- the part of. tha: °
agenicy grant-and contract administration per-
sonnel to have grants.and contracts: feviewed::
by  the agency patent personnel to determine,.
using unspecified eriteria, whethér or not a,
particular grant or contract. should bhe exoluded
from the IPA. From the- cohtractér's point, of
view;- the: contractor must then deal  with. ex-
ceptions to a standard operating procadure
which is administratively cumberseme. It can.
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ba observed exceptions to normal rules in
administrative réquirements are similar to
exceptions. in-the Englishilanguage. in terms
of compllcatlng semethlng 51mple.-

It is not clear why the ad- hoc subcommlttee

of the-Committee on Government Patent Policy.

of the Federal--Council for Science and- Technolegy
saw-fit to include this requirement. If there-.
ign't any documented history of abuses leading; .-
to. the need to. have such. & provision; we strongly
recommend that the.clauses pertaining to exclusion
of contracts from the IPA's he deleted. : (Da- :
pending on'the motivations of.the- subcommittes
for including this. requirement, the reasoning
of paragraph 6 bhelow may alsc call for delatich.)

Requiéémentjto normalLy license nonsexclusively.

Paragrapit (C} of the proposed new subsection (c) -

toc 1-9.107-6.-specifies: "A requirement that
licensing by the institution will normally-be
neon-exclusive except...". In actual practice,

‘becauge of the: undeveloped rature of university

technology, a first license will “normally™ be:
exclugive, not nen-exclusive. ‘We recogrize the.
intent of this paragraph is to insure: that, where
possible;. firat licensing will be done on a. non-
exclusive: basis, and we have no abjection to the
intent. However, the subparagraph wording is: -
somewhat misleading, particularly to-institutions
beginning:a licensing program.. wWe. thus ‘recommend
revised wording such as: ' "A requlrement that the
institution maka subiject. inventions. avallable on
a. non-exclusive bas;s except... .

The 1nanpllcab111ty of tha Ira where the lnstitutlon
is a subcontractor .[last sentence of Article I of
the IPA). Lt is not clear why the IPA does’ not
apply where- the: institution is ‘a subcontractor.

It would appear the logic. of using an IPA applies

-equally well to subcontracts as well as: prime: con=

tracts.

March in rights for publlc health oxr safety needs

ox. for other public purposes. sSubparagraph. IV.(b) (B}
covers: march~in. raghts for the government to requlre
granting licenses to-the extent that the invention is
required. for public:use by government regulations




1674

or as may benecessary: to fulfill public health::
or safety needs; or for.other: public purposes
stipulated in the.applicable-contract. -:The-need
to include this subparagraph -is: well understooad..
However, on its- surface, it is a potential danger
te an exclusive licensee that.maYtbe planning te
invest 'substantial :risk:capital in :the development

gof an: invention.. - This.is particularly appropriate

in“inventions in.the heaith field, where very-large
sum$:.are. expsnded At risk before first peblie:
maxketing. It wil) be helpful . if the .IPA can

. dncluge. ad assurance. for potential licensees that

this. subparagraph. is: only inveked-in:rare. situations
when certaln spec1fled condltlons oQgury

Fillng ef forE1gn patent applxcations. Art;cle VII
a. specilfies. certain time pericds’ for fllxng foreign
patant applications. (note Article VII.is mislabgled .

" as ‘Article VIXI)..  This article also provides that

the specified . periods can be extended if approvad
in wrltlng by the agency.

While we-can comply with paragraph VII(a), 1t appears
tc be -an unnecessary. and: possibly counterproductive
"overcontrol.™ It is readily observed. that -addi-

tional administrative effort ds required: both on

the part of ‘the .agency. and -the:institution to follaow
beth .the arbitrary periods ef VIIL(a) -and.actual: bar
dates. The .requirements, .intended to adminlstratlvely
insure foreign filing-dates- are not missed,. may posslbly

be self- defeatlng of .that-goal because an institution's
Adicensing: officer may: be lulled into overleoklng the

need: to_take.into account-many othex timing consi-
derations with respect .to a foreign filing program
than. indicated in these paragraphs. For example,. if

--publ;catlon has. occurred,: and-the U.5.: patent appli=-

catidn: is not filed until after such publlcatlon, an
institution still. can obtain patent protect;on in
Wwest. Germany.and Fapan.if. they..file within six months
of the publication. Othar fagtors also.come into play
such . as:the need. to chtain‘anwexpo:t control dicense
before filing abroad in certain cases, such.as: filing
in. Japan after pablication but 1ess than. six months
after the U.S. leLng._

. AsS: a. Eurthar observatlon, inE dynamxc licen51nq

program: of - undeveloped technology of uncertain. value,
more often than:not.-corresponding. foreign patent
applications are filed after 8 months from the date
of the U.S. application. VII{a) then requires heth
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cedures to followrartificialidates; to- request.
and issue. approvals for variations from thesae
artificial:dates..: Economicrforces:-and practicak

¢ considerations will drive fillng bafarg bars, -

not:arbitrary time: periods.: We recompend: that
subparagraph- VII(a) end aftar ‘the word "regulations? -
in line 5.. (It is. observed Article VI which' covers:
filing of domestic patent applications ‘could -

‘SLmllarly be shortened Ear- sxmllar reasons ¥

I regard to subparagraph VII(b), we recommend,

to reduce administrative burdens upon beth:the
agency and the institution; '‘that.ratheyr than-notify
the -agency: after filing of each foreign patent: '
application; that data:regdrding foreign appli-
caticns:. fxled be. 1ncluded in. the annnal rapcrt.

lAnprcval to license. Subpaﬁagraphﬂlxlﬁ).p:onlb;tsr

the granting of: llcenses{tovcartain;peﬁsmns or--
organizations: who have been' invelwad. with-research
leading. tor the invention, even.on-a- non—exclusive
basis, except-after organizations:which: have ‘no-
involvement decline to license:. Rather than hav1ng

+_ the three.criteria- indicated in -that ‘payAgeaph:”

‘;more of the crlteria, and on an axclusxve basxs_

: The cr;tlcal 1ngred1ent tor any transactlon Whlch

streated as:prohibitions, the IPA- shonld: engourage

institutions: to make.arrangements: mgeting: ‘OIE QL.

T Wil transfer a.research: advance to--a; produck:

system and- very much Ln the public 1nt¢rest.

- . available to the publie, in qur free enterprisa
) system,: is- economie. incentive.: It ig .apparently-

perceived: a conflict of interest will exist ifan.
individual or organization assoclated with an:

: invention conceived under government. sponigorad:”

.research: bétomes: motivated: by econsmic: Eactors,_

- and. this result will be:-contrary ta the publict
. interest. : Clearly, if -government funds: are: di-:

verted from.a grant or contract. to private. pockets, -
this egonomio: motivatieon -is: Both ‘corrupt. and con-
trary. to- the: public intereat, But being: mQtiVated
to make:money. by investing, effort and capital at:
considerable risk in -development. of: a: ragearch.

. advance “to a product,. .and then: succeediny. in. making

that money, (in- spite of welll known odds against such
sueccess) appears:both dppropriate  to: our:economic..

Wa aXso - note - Ix(f) will prohxblb 1censing b
Stanford: to Hewlett. Packard Varlan and many
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more compianies because of dur:-cléar role ds:

"promoter,. organizer, or financier" in those:

companies (unless other companies in their
‘:i:markets. all decline-to licensa). - In-addition,

it is not clear if the defifiition of "fitancier™

exteands to companies represented by investments
..of our endcwment.; :

The. challenge tc the ad hoc subcomm1ttee is. to
develop mechanisms -to. achieve the goal of ‘early:
and broad transfer of research findings under
government financed .research to public use ‘and
benafit. The subcommittee.has: choden the-free- -
enterprise system in lieuw of the option of. govern~ '
ment development or. the opticn to do nothing..
Subparagraph IX{f} is-in direct.contradictien
to -the: correct decision of the subesmmittee. and
te the achievement. of its geal. It is ircnieally
alse. in direct contradictiorn 'to programs: of the
Rational Séience Foundation-Research Applied to
National -Needs:' and the Small Business Adminigtration.
- We, ‘strongly .recommend: that subparagraph Ix(f) be :
deleted in Lts entirety..

The key to successful lmplementatlcn of the IPA will be both:
the praocess of selection of :dnstitutions eligible for the IPA.
and the provision. £for termination on-30:.days notice .for con-
venience. . Thus;- if an -institution performs incompetently
(habitually missing bar dates, for example) or abrogates IPA
provigions in letter or spirit, the IPA.can be promptly termi-
nated. The funds saved by reducing government administration
could beneficially be utilized to. merove'llcenslng programs
of the. institutions--but not the: po;nt of remov1ng the risk
from thedizr- rlsk/reward equatimn. :

We appreciate the Opportunity to have been able to comment on
the proposed IPA with educational .and non-profit institutions.
If amplification of the: foxeqoing comments. will he. helpfal,

or if there are any questlons, ‘we will be pleased to cooperate.

Very truly yours,

o Cde Niels J. Beimers o
X _Manager, Technology Licensing

cQ: Nornan Latker, DHEW ;
) David Eden,. Dept. of" Commerce -
Urban. Faubion, Stanford Research Institute
' Howaxyd “Bremer . -Wisconsihy ALunini Research: Foundation
philip Sperber, Cavitron Corp..
Norman Jacecbs,; Amicon: Corp.
Clive Liston, Stanford University
NJR:sh
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 GOUNCIL OF BEFEHSE AND. SPACE INDUSTRY. ASSGC!ATI&NS (BDBSIA“JI :

200! Eva Street; N -
' Wlshington.‘ X

(2021 559-9037

BT Septemher 1976

Mr: Ph:Iip G Read

- Diractor, Federal’ Procirement Regu!ations
Génarat Serv1ces Administration:

- Federa’: Supply: ‘Service

Washingtom; D €. 20408

Dear- My Reads:. e . :

: The membey assoc Tations.of the: Council “of DEfense: and
Space: Industry: Associations: (CODSIAY appraciated: tha, opportunity. |
provided: - your letter: of . 3-August: 1976 to' comment on: a proposed:
amendment: to:the FPR: dealind with: Institutional Patent‘Agreements
with. educational énd: othier. non-profit institutions haV1ng a:techriology: -
transfer program moeting spegified: criteria. -However; in:this instances..

‘the.member:associations:.of. CGDSIA wi]] not big- submittﬁng casrd?n&taﬂ
c0mments throughrCGBSIA. ‘ e

U Ifemay. b that ona o mﬁrerof‘th& member assec1ation3~might
submft separate cenmants direct1y te you. : ] )

- STncereiﬂﬁz- :'

'George E: Younngoad
- Admindstrativer Ufficer _

GEY/in

U i et e S S




1878

THE UNIVERSITY OF ROGHESTER
ROCHESTER, NEW YORK 14642

OFFICE OF RESEARCH & PROJECT ADMINISTRATION
AREA CODE 716 TEL.: 273-40M4

31 August 1976

PATENT RRAHCH, OW8
Mr, Philip G. Read
bDiractor of Pederal Frocurement Requlaticna
General Services Administration
Pedaral Supply Service P
Washingten, D.C. 20406 R

"

) o .
Dear Mr, Read: Re: TFPR, Subpart 1-9.1 hnendwants:

SEP 3:1978

Your letter of 5 August 1976 regarding the above patent provisions and the
Institutional Patent Agreement with educaticnal and other nonprofit institutions
has been recei\l’ed.

Wa are pleased to. nota (.'.he genaﬂ\.‘l. trand tmmrd a more :easomhls and- realistiec -
approach in hringing im'entl.ons to, the puhlic sector quickly by meana of such
agraementS.rj‘_ "
However; : 8ome concern exigts in tha lanquage uhich appears to speak of individunl
agreements negotiatad with each of the various agencies. See for example pro-
poged Subsaction{6) to 1-9.107-4{a) line 9.referring. to "...an:.." agreement and
also proposed Bubsection (¢} to 1-9,107~6 line 2 ".,.an,.." agency, .and lns 3 .-,

M eedn.. " duplicated. Thizs would appear to mean that it 1s intended that ne
single agency-wide agreement is contamplated, which we belleve to be a mistake
veslting in vostly and neadless duplicatlon of work. It would seem more reason=
able to expect that the information required to satisfy one agency in-this regard
should getierally suffice for all others,

_Finally, we are in agreement with the deletion of a proscribed award scheme and the
repulting proposed Saction (Fip.3 providing for incentiva awards and utilization
for educational and research purposes. The agency impogsition by means of a pre-
viously determined royalty amcunt to be awarded to an inventor appears to ba an
onwarranted intrusién into the relationship between the grantes institution and

its employees,

We are pleased to have had this ecpportunity to offer the above compants.

Very truly youra,

David  A. McEride,
Director

DAM:aem v
cot Norman Iatker, Esq.
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o3
RUTGERS

THE STATE UMIVEHSIT\'
QF NEW JERSEY.

RESEARCH AND ‘SPONSORED PROGRAMS » 116 COLLEGE AVENUE-NEW BRUNSWICK «hEW JERSEY OBQM‘M!IDH»?'I‘IB

August 10, 1976

Mr. Philip G. Read

Director of Federal Procurement Regulations
General Services Administration

Federal Supply Service

Washington, D. C. 20406

Dear Mr. Raad' 5
. This is to acknowledge receipt of your mema cuncerning
V_the amandment on patents proposed for the Federal Procurement Regula—
tiens. T ‘have no - questions to’ pose or viewe Lo -express that are
- contrary to the connenh of tha document in its present form.

.Mﬁg;ycerg;y‘yourgl;_

. - S David ‘ramer ..
DP:bd- ' R Associate Vice: President for Resasrch

cedlnMr.. E. 'Isaacs: -

i
|
]
3
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WISCONSIN ALUMNI: RESEARCH FOUNDATION.

POST. BFFICE: BOX 7065, . MADESI0RL, WS 3P0 . TELEPHONE (908). 25}-2500

September: 17, 1976 | 263~2 831

Mr. Philip-G, Read- : '

- Director-of Federal Procurem“t Reiations
General Services: Administration:

Federal Supply Service. .
Was_h,ingmn:l D; C, 20406

Dear Mr. Read::

Re; Federal: Procurement: Regulations Propased
Insututmnal Patent Avgreameut :

We appreciate having the: op_por.tunity to: comment upon the proposed:
Instirutional Patent Agreement with educational and non=profit.instifutions:.

* which:accompanied your letter of August 5, 1976, We are pleased:to see:

that cotisideration: to this approdch to the. transfer-of rechnology. from such:

. organizatiohs-has progressed.to:this. poim'. Cur comments on the erms.

and:provisions: of the: proposed Insm:ucienal ‘Patent:Agreenment follows.

1w ‘Sr;opka of,Agreemem

“The ‘coriments here can alsa be readily cied to-aind-shorld:
be conmdered alnng with: the COIMIIENts. to-: Amcle W (h) (B

We do not unders{and the nsed for m exciusion of .certdin.
contraets from the Instifutionsl Patenf Agreement.. To-omr
knowledge there has. been-no history of abuses:leading:. .
to the need: for such-exclusion,. More:importantly; no.criteria.
have been established upon which the decision-to exclude ig-
to:be based, .Hence; the decision:at the outset to-excliide a
contract from- the scope of.the.Institutional Patent Agreement.
can:be compleiely arbitrary. in nature.. The inclusion.of such:
a provision.alsp-seems redundant in-view-of the march~in
rights-resgerved to:the.Governiment it Article IV (B):(B). ’»ﬁ

I addition;. for every exclugion:from: the- -Iﬁseit'ut__‘ioneiii--,,l?acfant -
Agreement,. the only alternative presenited: to:the  Institution:
is:to: abantlon-administeation:of ar_;_-:-jnve_ntien:- ar-Is;ii‘:’g; unden the:
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excluded contractor:(o-agiin go-back to'a cage-by-case
determination,. Experiénce with this latter approach «---h'as_«
established thao it-is ungarisfactory,. I can:introduce.
what 'can: be &ritical:time.delays-in:the. transfer of 'the:
technology to the: private sector-with the. result-that.the:’

' - public:inay: in reality be deprived of that technology, It

-will.eertainly. serve to- sigmfxcam:iy increage the hurdeu

: of admmistermg :he mvanum.

Further inrelation to: Artlcle L'of: tt'e propased Insututional
Patent Agréement; we do.not understand: why: the Institutional:
Parent Agreement should:not-apply to-subject Inventions:
where-the Ingtifurion-is-a-contractor under -a-prime: contract:
of the Agency. By parity of reagoning if the. Institutional:

‘Patent Agreement-is:available toqan: fistitution: wheve it iz the

PEImMe: Contractor it: shouhi aisa appiy when the Insmution igv

~oa subcontracmz. ;

W (-15)

Mzmmum R1ghts Acqun:ed by the Government

Thie: gg,nar,al‘ emphasis;-'mx-rher: app_l&camon: of: Seetion: (1}*}; .
appeargio: berthe reverse of that:in existing like provisions:

of: the-Institutional: Patent:Agreements. with. borti-the, Deparmment - -

of Health, Education; and:Weélfare-and:the National.Scienge: -

Foundatisn;. - The formatin: Which: this:Secrion lids been-couched: -

would appear at: the Gltsst to. ghift the: burden of proof:in-the-

- -admiinistration of an:igvention: - In:other-words;. it-would:

appear that under the literal-language of the proposed. provision:

-. the-Government can réquest the Institution torgrant a license: .

to-a third:party at-any: :1me ‘before-the running of the 3-year
period-after the patent 1ssies;.. The burdén-of proof then appears
10: shift to-the Ingtitut ion: to- shovw: thar‘effective steps have been
taken to. bring the invention to-the: point: of: practical application;.
or: that:the-invention has been:licensed on.reasonable terms:.

or; that principle or exclusive vights should be retained - the: 3~
year: "incnbarion! penod bamg avaﬂabia to:1he  Institution: by
1mpiieation.

- Ipwoulid: saem move: appropmate ‘thatthe J-yeayp.’ mcubation

tirs: shiould:be: mererspeciﬂcaliy Set'eut-sor that: thereis. no.

.mmunders;anding of ‘the.intent of the whole:of. paragraphi:(b). -
Wabelieve the language: ‘of- Article: XIl'(a) of the. Institutional:

Patent Agreement with the. Department:of Healch;. Education;
“and Welfare would: bé:more: appropriate,.
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-With regard to paragraph:(b) (B).of Article:IV. the:decision
(seeicomments under. Scope:of Agreement above):can:be:

an arbitrary-one. No.guidelines or criteria are established
upon-which such a.decision. can: be; bas_ed -Moreover, the
decision to license others can:be made under this:provision. .
without even giving the Institution;an opportunity to'be heard.
That opportunity,. at the very least, :should be tncluded in the
provision, The format of the'corresponding. provisions:from
the Ingtitutional Patent Agreement with the Departinent of:
Health, Education, and:Welfare, Section-XIL (B}, which s -
reproduced:below- for: your cenvenience, wouid be ore:
appmpnate and equitahle- : :

. "The Grantor reservas 5 the right Ve licanse or to
- xvequire.the licensing of othier:persens-undér any:-

U, 5. patent or-U. S.. patent application-filed by the:
Grantee on a subject inventioi on a royalty-free basis
or on terma-that are reagonsble in the circumstances,,
upon-a:determination:-by the Assistatic: Sterecary..
(Health'and Scientific Affdirs) that the fhventlon: s,
.required;for- public: uge: by govertmental: regulativng,
that the'public health;. safety, or welfdre requires:
the. issuance; of such: lbeense(s); or thar:the, public: -

interest would: otherwise: suffer unlegs-such license(s): -

were granted:: The'Grantee and-its-licensoes shajl’
be given written:notice of any-proposed-determination:
-pursiant to:this subparagraph-not:legs. than-thirty (30}

- days.prior:to.the effedrive date of such:determination;, . .

. and.that if.requested; . shall.be granted a hearing:before.
_the. determinauon Is issyed- and otherwisa made effecnva

It is submitted: that the mstitu,tion should arflaas: have the- right-

-to: be. heard: and:adoption: of ‘the -above-language. froay-the:
. Department of: Health; Educacion,. and Welfar
‘Patent Agreemem is urged-in pia.ce of Article: IV: (b); (B).

Insritutichals -

' 'Inventmn Identificatmn Disclosures and Rapprtsx PRI

... The implication-of:Seetion:(d):is that: whene no; paren: appucaﬂén
. 1s: filed-the: Ins:i:umon ‘can’ba: or prﬂhrbit puhlicaﬁan w;.th@mr :
‘ ,hmlta!:ion . . . o .
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_-applications;- with,. of/course, provisions which! would

file no par.ent application;

1083

- «Filing.of Foregign Patent Applications: (This- Article ig-

mislabelled at VIII in the proposed [nstitutionial: Patent
Agreement, )

The time frames established by Subsection (a) (i) are i_n‘ fact:
arbitrary inmnature and:-have no.relationship to-the-practices
which normally govern-the filing of patent-applications:in.
foreign countries-in a-patent-license situation, Traditicnally,

. once-the conventicn date.has been established,. as:by:filing

in.the U, S, ‘before:publication;: it is.the usual practice:to,
delay 4s long as possible the filing of foreign-applicatipns.
This:is done- for a number of reasons, among whlch are;

:(i}__-: 1o estabhsh a com‘rnermal mcerest or. perhaps

. .ieven enter.into:an actual license so'thata more:
.- .-.reasoned.decision;can:be -made on where-
- o file. correspondmg formgn apphcatmns.

o

(2) 140} determme the effect of pubhcations if and wiien-

. -made-since cértain:countries do have: grace periods:
... after publication-which.do.not: absoluteiy bar the
: fﬂmg ofia pacent apphcatmn, e i

@) admmlstrauve cons1dera.t10ns such as: the obtammg
C o of export l1censes under certam conditmns- and:

. (4')‘;._: ' Kthe 1ncrease in the admmlstrauve burden which:.

the establishtnent of artificial:time: periods; -over

- and above.the-normally considéred and:-controlling
statutory time periods,: which:now goven foreign
filing considerations,. will cause,.

In view of the above we would suggest-that the portion:ef

-Article VIL.(a) following."regulations!".in lifie 5. be --deléte_d:

.. Somé of-the - reasoning applied:above:would also: apply:to

Article: VI () relating 1o the:filing: of domestic patent, .

protectthe agency. in'the: event-the: Institution: demded o
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Administration of lnventxons m Winch the Institution Elects-'

to Retam Rights .
Section (b)

Ine relacion to:the: t:me pro\usmns of Secnon (b) of this

Artiele, it has been‘our experience that development-of

- inventiong-arising in.a University environment, and-
o particularly those in the pharmaceutical field; can take.an

exceedingly long time.:: Consequently, -the finite ‘pericd of

8 yedrs from the date of granting an exclusive license for

the maximum life of such license-may, in many situations,.
be completely inadequate for the licensee 1o even introduce
an’invention. inte the market, let.alone recoupt his éxpenses.
from:the salé-or use:of-such invention. ‘It is well undersrond
that many of -the major delays. in reaching ‘the marketplace
with aniinvention relating:to'the pharmaceurical flled are

‘cccasioned by the.control .exercised by various Federal
-regulamry_agencxeg. Since these practical considerations do
cpertain, weweuld suggest that the running of the 8-year

period be:tolled:for that peried of rime that the permission:to:
sell or use the invention-ifi the marketplace, up 1o the receipt.
of -approval for such marketing or use, is'in the hands of'the’

© regulatery Agency in contrel, ‘The inclugion of such-.a

provision. would be .equitable to-the licenses without
affecting:the protection affdrded:the public by the march=in
provisions:of the agréethent and could be a: mgmﬂcant factor
to-a faverable determination by g company in:the private:

.sector-to invest the necessary funds bl comrnercially develop- '

a University: generated mvention.

°1 X Sect;on (f)

- We would suggest the delecion of Secuen (f) of: Arucie D(. .

On:the one hand;  the effect of Sections: (a) and" (b} ofArucle.:-iX".

ig to.leave the decision-concefning licensing with: the -
Instituticy: and-then: through:the operation;of-Section-IX: (f)
prompbly ‘take:away;a: portion: of that prer@gative. o
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Thie provisions: of:-this: Section:could hiave-a-decidedly:
o adversesaffect ugon: the: transfer of: tectinolagy: fromz:hs
] .Umversaty to-the private’sectoy; . Thias; who:canmope- -
. quickly: transfer the: technolngy of-a: Subject Invem:icm than:
" one:.who:participated’in the-research leading to:itg:
coniception. andy/er actual reduction: to-practice?: Whe ts-
" most knowledgeable about:the: subject matter.of. the:: -
invention? - Who: has more of: the: 'know-how ! which’ may-
be an apcillary byt unwritten .and undeéfinable: partofithe.
invention? . In-the event the investigator is willing to: asgume:
7° or.participate:in.the-high:riskdnvolved in:transferring:
i . technology from: the University: to-the private sector;. where:
© . thepe g 11n1e ‘doubt-that the oddy are extremely long:in-
- achieving success;. why-is: his: Investment se different from
~ that of athird party-2s 0. bevome the-subject of a specifis
prohibition?: If such.a:person;. or ah.erganizationof which:
. suglia person:is a.part meetd all the critesid 10 qua.iify for
a ligense;. it: seems abundantly, cleay:that trangfeéy: .
technology involyed ta the: pulitic would occur mote 'exs .
pediticusty than:if thivd party; which has first to beitdught: .
the: technology before:such: transfer cansbe: made;. atempte: - -
to:make such-mwansfer. We-firmly belieye: tatthiere'is Sl
dangerof. "unjust enrichment”, whichi appears:to-be thes thrust:
of: Section: (t};, when:there iz so linle capability ¢ adequately.
forecastof the:commercial success:ofany given invemien*
and where the’ investinent risks ‘havernet been: :changeds..
is-well recog_nized that each- invention Has-its moment. m
time and. if‘an Institution issunder-compulsion -te'-.fii%st-:tryf S
to find organizations other than-those specified in-Subsecticns:
(i) (i1} (iii); the time delay could be faral to:the transfer ot
technology to the. private sectoy.  Also, the time delay:
occasioned by obtaining: special: permission from: thie: agency
involved, courld algo mitigate, against tie-timely transfer
of the-technology and:would; witholy doubt, significantdy:
increase the administrative. burden: for the; [nscmzmn a8:.
wellas-the: Agency,. .

A further point with:regard o Section IX BT
Institutions: for the - most part:liave hadia'gredt deé
_ experience with-and have: had'been most cognizant-of:.

32-635 O ~ 78 = 44
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- potential.conflict of:interest situations-which arise becauge
. of their operations and:because of the various:interrelations
between: fundify arising:from private and public. sources
: (the datter including-F ederal Ageney. funding):and: congulting
arrangements. €ntered’ into. by University investigators:” We
. beligve that the Institucions’ ab;.lity to-police these: problems-
is-well-established:and: that:in'the- great' majority.of ‘sitvations-
vosuch policing: is-adéquate: without:imposing speciﬂc restrictions
(.:;such a.s a.rfe imposed by this Section. o

_As a lasr pomt, some of the terms used wn:hin Section (f)

_tend:to-defy definition;. For -examiple, inthe context.of the

: S_eetion:what i fagt dogs - promoter”,.  "organizer! op

~financigr’ mean? . Tliese words can-have very-différent.

- conngtations.deépending- up:an the kind of msutution to. which-
:,-they are: bemgz appl:.ed : o

If you: or any of yeur coueagues hawe any specﬁic questions o the foregoing
‘remarks.or. would like additional- information regarding dur éxperiences:
. wirth: extant: Institurional Patent Agreements we. w111 be pieasecl to: gi.ve youour
compiete ceaperation. ] :

L .Very- truly yours,

-‘HowardW Bremer‘ e
Parent Counsgel:

HWBirw.




CALEFORN

TEICM N QNG
. .ﬂnulp.iuq.» CAUFORIA 1A T

PATENT OFEQE: |

' 17. .Aug{xéﬁ-‘.‘; 19 6

Mr., Phildp GioRead - S

Dirhetokr. of: Faderak I'roeuzament Rem&lat.{m
U.. Su. General Sarvides: Administramn
Washington, Di.C. 20406 -

Dénr:Mis. Reads -

Thig da: in- tesrppnsa £o: youT- Auguat 5: letnar amzounqing the proposed -
amendmant:-to. Chapten 1;. Title.41 of tha.Code of Fedaral: Regulatdons. .snees-
fieally. ihyolving:a. prpposed subpart. 1-9:1 deali.ng with. patencs and
Inatitafional-Patent: Agrneman:s..

Thig: {8, to: expraser dur am:husiastig approval for this type: of approdch:
to- gtandardization: of government- patent- polddy as it affects. educational.
and- other nonprofit: Insciturdons, However, I'do-have: sema suggestions for'
. posaillile amsndiiant..: : : o : .

Firsty I"Wouldi‘ proposa’ that the-words ---~the: reasom, incliddiagr-— ba:
inssrted befora "any written reéporta!’ in.the third from: rhe-bbttom: line:ef .
Sectdon ITT{a) of tha proposed: [PA. This. proposal.is mads because the: Iaet:
sentengs of this subssetlon; at leagt infereptially,. implies a:reguirement:
for formal and: possibly. expensive: inquity. as- the basis for: each. negatdve:
deeision:. Udder the: reporting Tequirement. of Sactioa:V{a), and- the defini-
tion.of "subject. invention’ in Section II(4), meny items will be. reported:
whish will obwiqualy be:of a noncommereial nature.. In practics; decisions.
2s: to meny. such- itema: are made: informally, and institutiond: such.as ours:
would be much more comfoxtable- if tha J.auguage were: altered 28:suggested.
above.

E would-fur.thg:-' suggest that a new sulisection be added:to Section VIIL
- of the proposed IPA to-take cave of a situation which-has troubled: us. fu-
connection with the axisting agreements with HEW and NSF.  The problem atrises:
from.the: fact that some' educational imstitutione. (as in our case) have
policies which prevent granting of rights:in iaventions to:sponsers- othew
than: government. = Accoxdingly, when.we.ars the subcontracter. to -another sdu-
cational imstitutipn which has an IPA, . the. requirement that tifla vest: if-
the prima contbactor forces either a deviation from oud own.policy or na-
gotiation of some gorti. We would-suggest a neéw subgection-be added to provide:-
that when- the. subnun:racton has an- IPA with the: ageney involved:
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(L) tlie subdontrddtor: 1nventﬁ.ons bg- sﬁbjwat to. tha’ I?A of tha:’
subcontractoty:
(2)- the: rapommg:responsihﬂiby of the subaonnrauunpbg
" divectly to the agsacyi. and:
3% information-copies be requiretl to. be sent. to the p:ﬁm
coﬁtrﬂctar». '

It is-my. Eeeliwg the abnve proposals. would. fmprove: tha. prOpeRet: Inscs.a-
tutional: Patent: Agreemanta;: cand -T-Hope. tiiey will receiva- serious considecation.

. sincevely,

Te L.. s:tﬂm:" .
Patent Offlogr, . -

S#e. -

cas: Hr—-.--.-,ﬁm:—m}ﬁn&'-‘ll.‘aﬂégm :
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MEMORANDUM . DPPARTMENT OF HEALTH, EDUCATION, AND. WELFARE

OFFICE OF THE SECRETARY

Mr. Latker e -DATE:. 17 August 1976

Hr., Ferris

Telacon with Mr. Stam, Cal Tach (213-795-6811) re proposed GSA. Institutional
Patent Agreements.

Mr. Stam called and advised that he had received a letter from Philip:
G. Reed at GSA requesting comments regarding the: proposed GSA IPAs. Ha has

' tyo suggestions.based upon. difficulties that he Has experienced. with IPA's

from us and from NEF which he wishas to bring te your attantifon.

1. Section IlXa provides that if the grantee elects not to adh:inisur an

invention under the IPA it must provide the document#tion Upon-which the:
decision -was based. This appesrs to require that thay. document- svery turn-
down., Some inventions reported. Are so obviously lacking in commercial
potential, atc. that a decision i3 made not to administer: under: the. IPA
without further evaluatfon, surveys,.etc. He suggests that this: clause:
be clarified: to.eliminate the implicatfon that documentation im yeguired

:Ln every’ cade; but that ir be- prwmed anly in those cagga. i.n. which 5.1

haa been: establi.shad.

2, Section VIIIa: requ!.rea that an: IPA- leder ‘retaln I:i.tle to- invantions.
madé by a contractor of the grantee.. - This 18 fioe except when the:IPA.
holder- s the contracor: Cal Taéch's- policles preclude-granting. titla

to inventions’ to' anyone- othar than- the: Govermmant, - He suggests. that thig
jaction be amended- by adding a provision that where the contractor has.

i IPA §t3 vesponsibility to report 15 to. the agency spemeoring: the ressarch
anr.i that’ the: disposition be in-accorddnce with the 1'1’&.

Mr, Stam would: like-to discuss thase two peints with' you when you
have had. a-chance. to think’ about them.




1690

UNIVERSITY  OF CALIFORNIA - SYSTEMWIDE ADMINISTRATION

DERKELEY * DAVIS.» IWVINE ¢ LOS ANGELES » RIVETSIDE * BAN DIEGO = SAN FIANCISGO SANTA BANBARA » SANTA CIUT

Vice President-- BERKELEY, CALIFORNIA 94720
Business and Finance ’

August 16, 1976

r. Phi.uip G. Read . .
Director of Federal Pros:urement Reg'ulations
.General: Services Adwinistration . . -
. Federal.Supply Serviee.
. Wa.sh:.ngt.on. D.L. . 20“05

.,Dear Mr- He&d

Mr. Norman La‘bkar ha.s tra.usmitted to me . eopy of the proposad a.mend—-
-ment to Sul-part 1-9.1 of the Federal. Prucux-anent Regulations. . Althoush
I feel that the informsticn which is reguited to:.bs filed. by institutions
seeking Institutional Patent Agreewments is somewhnt detailed any may be
onercus. for.an educaticnal :institution-te reedily gather together, I
nonetheless feel that the overall. epprogch is one thet 1s most commendsble
and therefore, on balance, I feel that. the proposed amendments- are setlsc
factory and- vould be cf benefit to eduoational 1nstitutions. o




C ON STR»UCTION DIV IS!:GN.
Commitioe ms-mnhqd.ﬂﬁhhumm-,

4089- Dsu'y &"tmat 5 Lo
Harrish\mg, Ponnsylvania- 1711%

August. 18y, 1976

2 th.lip G, Raad ' ’

Director of Federal Procimament: Regulatiaus
CGenpral. Services Admim.stratiun S
Fedgral” Supply: Service ' C e s
Washingten, D) C.. -20408;

Ra* ’ Federal Procuramnt Regulat
Subpam: PEX: 1% Y Paturr;:s

Receip't ia. aeknm«ledged af’ ynur ‘Letter: of Augus*t srd xvequestingr a: mvm
- of.the preposed subjeat, rew.siam B . ) ] i e

Our. Comnl‘t'tee, at prement. has. ne experrtise or- experiémcs in'tha apes cf
patents’ and, therefére,. we' nn.ll not be alila te: make & contiibution.om this:
particular subject.. During and prior: to:-1871, oun Commitiae’had rgviawed:-

and: offerad comments: on. varioug: pmpgsed mvisions te: the: FER.. Ou:- last -contast-
withi'your ‘office-was on-thée =amn . subject: mattep:; Patents, in. 1972,

suspeet that your reference to: our orgapization.may Kave us- mis-:.dentiﬁéd ag-
being interested in- patents. . Cur Conmmittes-is. irivolved with the.bnead.

Field: of .Construction Contract Administration, and:we wou.\.d be p}.ea.sed to-
submit- ccmants in; other amas of the- FPR's. . L

- Bini cam :I.y v

Rober‘t n. acm:f.and B, 1—:.'.

RDR/Mg: - _ .

ces  Robert' AL Rubin. w/Prcpnsed PPR Rew.sion
Gaoryge A, Fox: . o
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OFFICE: QF A“G’Q‘lnﬂ"\llﬂt &“Aﬂmhﬂ“ ‘FQR MESEARGH

August 17. |976

Hr. Philip: G, Read: - .

Diregtor-of Fadarai Procursment Regulatlons
Eéderal: Supply Service:

Gengral: Services: Admanistratiun
Nashlngtcn a c. 20496

Diar. My, Read:

| am:requndlné to your: latter of‘Adguat‘s, 1976 whitch forwarded: the
proposed- FPR: amendmant--.cova_n ing- lnsgitutional Patent Agreemants.

1t is my. underatanding that. development of this amendment by the ad: N

hoe subcommi-ttee: of the- Conmittae on Govarament: ‘Patent. Policy Has. been:

a long:and: thoughtful process. It is obvious that: the-amandment diéaft

5 workable and-represents: a-major step forward: in' sacuiing Ffor the.

Amaricah- publié tha materlal beneflts. of Government:sponsored-research’

not- previously obtaimable.  While no overnlght miragles. should-be anticipated:
this proposal provides the sound procedurss, Tong. term:cammitments and
essentlal incentive-mechanisms:,. the- 1a¢k of which: has produced. the:poor
resu-l-ts-:-a‘chlsvad' to=--data= I whale haarbediy endorsa |ts accepzance.

.Therb s always. room: for change: in the diaft’ of such a new»regulatﬁon magh
of whiich may. represent parsonal preferences. - I' would: hope’ that the earlisst.
adoption of ‘this prépesed: amendment witl not. be hampéred.by a: deluge: of:
conflieting parignal changes. Rather; | would: hope: that the well thought.
out: product of: the:ad hoc subicommittee be: accepted; placed: in practice and
theny after a resasonabile: period.of use by the- various agem:msv |fnpmvemen:s
Vbasﬁd on e&per!ence shau!d ba- sought-' . -

Again et me express my hopa that this pr'ogreu!ve. and Innovative amendment
be. adopted: as soon’ as: possibles < For the first tima: the.basis: fora;
conparative relationship: among Governmant research-sponsors, Institutionad.
resaaich: stientists:andsthe production: séctor of our economy. is bainyg
estabiished. for pubilic. benafit, Without the enthusiastic invelvement of
alt. three: parties: the-del'Tvery of new. and' improved: products and services.
stemming: from-Governmant research: programs. wsil not- prosper In: tha. future:
ary- more. than- it has. in: the past.

- Sincerely, .

] - Assotlate Vice: Chancel
coy  NormLatkers. '

ok;. for Reégearch:
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CAMBUDGE, MAss. 02139

OFFICE OF SPONGORED PROGRAMS " reLgpHONE (6iy) zps. §966
General Counsel
Room E19-722

. September 13, 1976 -

Mr. Philip G. Read

Director of Federal Procurement
Regulations

General Services Administration

Federal Supply Service

Nash1ngton, D C.: 20406

. Dear Mr. Read

- Thank you for your thoughtfulness 1n prov1d1ng
M.I.T. with a copy of the proposed amendment. to the -
Federal Procurement Regu]at1ons concern1ng patents.
M.1.7, supports the addition of provisions dealing with
institutional patent agreements for quaTifTed' ducat10na]
and other non= profit 1nstitut1ons :

We wouid propose that the 1ssuance of IPAS to
qua11f1ed institutions: be made mandatory for-all govern-
ment agencies rather. than Teaving same: to the discration
of -each. agency. -We would:-assume that if ‘the criteria
for the award of -an IPA.1s satisfactory to ope .government
--agengy, it should normal]y be 5at1sfactury ta other
agencies.. We would 2150 propose a prcv1s1on within the
IPA that states (fgr the record that' the ageéncy granting
theé .IPA recognizes 'that the 8-year time per1od ‘for a
limited-term exclusive shatl dutomatically be told in
those: instances whére regulatory agency approvals (such i
as FDA) are required to 'enable-a Ticensee to market the |
invention. “With-these few' commentsi. however, we are in !
“akegrd w1th the proposed regu]ataons Thank you !

Very truly yours.A

. _ |
f
I
Arthur A Sm1th, Jr : i
N CGeneral Counsel :
T foice of: Sponsurad Programs
AAS:LB:
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UNIVERSITYOF VIRGINIA.
CHAREQ U TESVILLE,

) UNIVERSITY PATENTS PROGRAM - -, . -
OFFICK. OF ASSDCIATE PROVOST FOR RESE.ARCH
© THORNTON HALL-

' Septeémber 22, 1976
(64} a7 356

Philip-&. Read; Director
Federal Procurement Regulations
General Services Administration
Federal. Supply Service
Washington, D.C.. 20406

 Reference: Propesed Amgndment to EPR5Subpart 1-9.1, Patents
Dear Mr. Read: Lo

Thls is in response to your: letter of August 5 1876
soliciting - comments on the proposed FPR changqs regarding
Institutiornial Patent Agreements. Needless:ite say, we are
in-full agreement with. the intent of this legislation. and,
except for -sotie: mln =changes, feel ‘that” 1t will be effectlvs
and wcrkable. T ) - T j :

A few spec;fac ”omments and pruposad changes would. be
as follows . :

I. Subsectlon (6) to 1 9 107 4 (A}

i - The.language in line 3 indicates that agenciss

“may’ enter intoh Institutional- Patemt. Agreements. - In

“our opiniony. this should-be changed to-should or must

“enter -into!suchi agreements: with those. institutions

“having- dn approved: technoiogy transfer program. The
rationale behind this. change’ ig that, those ‘agencies.
which do not’ already have’ Instltuthnal Patent Agree-
ments, partlcularly "ERDA, W] 1 certadnly not be in any

. rush to change theiv system'of “handling patents without

. some strong impetus.Such as a regulatlon change.

- Additionally,. from the University's 'end, it would signi-
ficantly-reduce the-already demanding, paperwork load
if:such.things as -annual. reports,. initial -invention
reports, request for waivers, etc. could all be handled
ot an iden%ical basis; no matter which' agency is involved.

T

Subsectlon {C) to 1-9,107-6;

(m~ 1nd1cates a 'limiting period for the exclusive
licerise neCessary ‘to provide incentive to the commercial
firm.. In. order to. prevent continual Tequests -for exten-
s10ns, some allowance should be made for an’ exempt periods -
before the psriod of exclusivity starts rurning for those
inventions which require: government agency approval
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. For. example, a-new drug invention may very wa¥l take AR
. five to. six vears.of inténsive effort:before it is- -
ready. for the marketplace. .Under the present terms.
of the recommended: IPA,  this would ‘only leave three
years of exclusivity remaining, and would effectively
prevent a company: £rom-licensing such. an invention,
Another example-would he: the-new regulations on pre~ .
market clearance for-medical instrumentation.  Agaim, .
an’ exempt per1od must be allowed before the exclusive
license-limitation-starts.so thHat the licensee cai-
obtain the necessary government clearances.

3. I;ems(;nder thée sample. Inﬁtltutlpnal Patent Agreement

I "}

This paragraph,should be deleted in 1ts en*lrety
Although the rationale for this. section is. certalnly
laudatory, conflict of interest gquestions should: not
be: handled-at the government. agency level, and: in fact;
are probably impossible to handle at that lewvel.
Universities are, by their very nature, highly.sensitive:
to conflict of "interest problems;, and. are already. effec-.

tively solving. this problem, - Therefore, this.is an. area’
- that should. be  left .tq. the diseretion of the Unxverslty
im; the: Instltutlanal Patent Agreement. n

Once aga1n, we:appreciate. your thoughtfullness in allowlng
us to. comment on. this. mest important subject,. and. if you. need any
clar:flcation_or further 1nfufmatxon please do no¥ hesxtate
to. coptact me, . S w . . Lot

o Vgrf=tru1y‘70urs;::-

; -i:féze:iff -
AL ,/44 et

'Dlrector

CEW:mtk

ce: G. A. McAlpine - ..
Raymond: J. Woodrow, Pre31dent
Seciety of Unxver51ty Patent Adm;nlstrators
. Norman Ja Latker e ; . . o

T
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MIGHIGAN. STATE UNIVERSITY . - - -oop - . fosl oo oo e o :

OFFICE FOR RESEARGH DEVELORMENT -
238 ADMINISTHRATION BUILDING

BRST LANSING + HICHIBAN - 4024

+ septémbér. 17,1976

Mr. PhiFip. G. Read
. Dlrector, Fedsral Procuremsht Regulat!ons .
; ‘Beneral Services: Adm!nlstratlon
/ Federal- Supply: S&rwce
Washington;. B.C. 201106

Dear- Mr. . Regd:

Recaipt s aoknowledged of 'your lattar of August 5 forward ing the
prnpased Faderal. Procirement’ Regul attlons Revlsich preparad by the: Ad-Hec
Subeammittee of Un!versity Pateut P ET.

We apprec.iate thi opportunl £y to: respond to ‘thig: prﬁposad ravfslon aid:
respect.fu!ly -gubmit: tlfe fbllowing‘ uggest lons.

1. consldaratlon should: be g{ven tos ghe pmpased institut ana! Psteht
Agrasmant: (IPA): Being ‘mandatory foreall: féderal: dgenc rather: than an-
iterr to- ba- employed .at- an- {ndividual. agancy’s. diserstion (aragraphy {FO
proposed. Federal- Procurement: Regulations: Revlsion)y. . We: Tave: that In- .
general: the universdty community.is suppdretive: of the 1PA? de\rciaped by

" tha-Natfonal Sciance: Foundetitn: and- the:Department-of Héakth, Edicatlony.

* and-Welfaie «(DHEW)- arid: recommend,. thereforay that-the. -proposed: revi sion-.
be. broight. into- as- close agresmant: as- possibl
The: uniform applicatieon; of a; single: |PA by al i
greatly: simpiify this area.of fedapal: grant and contrict negotiaﬂﬁﬂs

and’ reduyte: enormousTy: the: administrative expense: curraﬁﬂy a?,soolaced
with: such attivities.

2.. ‘Page: 7, Segtion. IV, HInlmum Rights Acqul red by the: Govarment

It is our understanding thatr this section: deaTs with: what s ganera!ly
refarred to.as. "flarch-in: Rights!t of. the. Governments . ‘It 14 sugyested that
this section be modifled: to include a- provision wherably. the: | nstitutioh:
can-regqyest: & hearing:prior.te: the: Governmment: exenci slng- thase- rightss .
This would-bring: the:proposed: agreament: imore. closaly: 1 He:
DHEW!s . Institutional Pdtent. Agrsement. whichzwar Findavehv accgptablm

1, Page. 13; Saction: (b}

The- limitation: of: an- exalusiva: 11oensa: to, eight  years. fr‘em the. date of
I ssup-can be very Inadéquatscand such:a. restrictioch: could work: av
partieuldr hardship: in thoseicases: of btamadiﬁai research whidirai:
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prasclinical testing.may -be required before the produci can ba:brought to:
market. . Such testing cam conspme years of .effort aven with: the most.
diligent prosecution: . It i5. suggested thal langdage be introduced: to
exclude from the eight years of exélusivity allowed; thet.time.which
alapses: batwden the submission of a requast for clearance from'a. fodaral
agency and. the. grantling .of that request.

L, Paga 14, {f}..

‘We' recommand: that- this: entire section”be deleted. The requirement that
clearance or approval must be obtained from the federal agency prior to
Vicensing employeas.of the. institutbon, stc., s an excesslve |ntruslon
on the managgment prerogatives. of the Institution. -

_Thank: yau: again for the opportunlty to respond ta: the proposed
amendmgnt.. . WB witl follow future: develgpments. with- lnteresb.

Sincarely.

Henry: €. Bredeck
A;*SOQT ate: Hirestor

HEB/jms:

Got . Cantlon
. Latker-.
.. Woodrow. .
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. . ... THEUNIVERSITY.OF ROCHESTER: -
' ST MEDICAL GENTER PO, BOX 689 . .
 ROGHESTER, NEW YORK-14de: :

OFFICE. OF RESEARCH "
Telephout:(T16) 2734031

3% ~-1§u_'g_u,se,- w38

M. PHilip G, Resd .
Director. of ‘Fedéral Procurement: Regulations P T I LR
Géneral Sarvides Ad:unistration . P .
Federal Supply Surviue

‘Washington, D.G. 20406* ’

Daar Mr. RQM‘: B . i Re.' F?R' Sﬂhgﬂ!'t L-9.1: ﬁﬂanﬂmﬁﬁ!

Your 1etta: of- 5§ nuqust-. ‘1976 :agardi.ng tha akiove: patent pré i ona and: g
Instituticnal: Patent agraement wi.th educatiuna;. anil’ ather: nonpyofit. i.nati'cui:ians
haz. been' raceived.
We -ara- pleasad ‘to. note: tha. guneral‘ t‘l‘.‘ehﬂ toward' a; mere reasonahl’.a and- realistic
approach: in byinging: mvgnti,ons to the: pu.blie snator: quickly. hy means: of sugh-
.agteemam‘-sm

However; some ‘exlats in: the. lanquage which.appears o spenk‘. of individual:
agreements: Negotiated with each of tha various. agencigs.. Sew for example ppo- .
posed’ Subaention{s) to 1=9.107=4(a) lina 9 refarring. to: "...ani.." agreement and:
aluo- proposed: Subseation: (&} t0.1-9,207-6" Lina: 2 M. eani. " agency; and:line-3

" a0 .. " duplicated. '."his would- appear. to mean. that E1-FAN :I.ntended thxt ne:.
single .agenoy-wide. agrel t' i3, contamplated, . which we bajfeve %5 ba a mista!ca
resulting. in costly.and neefiless diuplication: of work:. It would-seem mote Teasotis
abla to expect that the information Fequired to. satisfy one agency. jin:this regivd:
shosild. génerally. suffice for. all others,.

Finally,. wa. arae-in. agrosmant with the dalation of a- pz:escrihad award'schepe: and. tha
repulting: proposed Sectien (Fipi3. providing fox’ incentiva: awards: and. utiliza.uion
for. educational and: research:purposes. fTha agency- linposition by means of a.ppa=
vicusly. détermined: royalty amount to.be awarded to'an inventor: appeafa to. ba an’
unwarranted: imurusibn into the ralationsh.\.p betwsan- the- grantee- institution and-
ieg- employeee—.

We are plpased.to.have had this opportunity.to offer. the above commants.

Vary. truky. your;‘.sv_

David- A ﬂunrida‘., .
Dirscton: L

DA atw’ - . .
ear  Norman-Latker,. Esqs
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” Hemnual In~mule

0% I\quvenue
Columbys, OhloﬂB"ﬂ‘!
. Teli‘phnno (o1 4'4—6-}13
“Telew 26:3454:. .

Octoben-4s. 1976:

m.amngﬁm D,rc. 2!3406
'nean M maach

E wﬂ woyld: .hka tb taka ﬂns oppartunity ty conmnt favora,b]y on.a; ?;epasgd”
; 3 "Patents
L The: prnpused amendment inv.u!vss the.
1 stitutional: Patent: Agreements with: -
‘-.mstitutiuns which: have assabisfackinrg: téchy:

It ise sur !miiaf tﬁat th‘is proposmi aman‘dmt wiH s‘fgnifmantl.y fupther: the:
stated:objactives: of the: Prasident’s: Mémoragpdim: -and- Statemant of - Gavermment:
Tt ey, dated: August 235. 1971, by encouraging. develdpient:and: coms

mercialization: of ihyentions arising: outof activitiss. supported by - the-
Feddral’ Goverdmant. Weifesl that this. proposed amendment: quite; propaniy:
recognizes that T pubHc Intérest in-the availability. of’ Anventions: arising:

: umc{ar Federa] i 5 w;H ncrm.ﬂ‘ly b y:

£ Insty

1 b 'car:mandem and:we: ave- piaasa@ ta hawé? th‘iropportunf
ol suppont. E L

- Genﬁma' Cotinse
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We endorse this effort to cast some uniformity over the
present confusing jumble of different agency patent policies
and we favor the granting of exclusive rights (with appropriate
Covernment protection) to provide incentive for private invest-
ment for commercialization. However, there may be some question
as to whether it is necessary or advisable for the Government to
grant title (as opposed to an exclusive license) to the comtractor.
Granting 2 of exclusive licenses : subJect to march-in rights with
the Government retaining title, is consistent with the statepment
on Government Patent Policy by the Compiroller General before the
Subcommittee on Donastic and International Scientific Planming and
Analysis, House Cowmittee on Science and Technolegy, on May 5, 1976.

This preference for an exclusive license should alse pertain
to the relationship between the institution and profit-making firms,
The proposed IPAs would reguire the institution to normally grant
nonexclusive licenses, granting exclusive licenses only on an excep-
tional basis. We feel that the dismal record of commercialization
of federally sponsored inventions indicates.that a policy which
prefers the granting of nonexclusive licenses doesn't provide enough
1ncent1ve for industrial investment toward commercialization,’

Sincerely yours,

Paul G. Dembling
‘Genieral Counsel

32-635 0 - 78 & 45




1702

RESPARCH GORPORATION. - - -

- 408 LEXINGTON. AVENUE, REW ¥ ORK. NEW YORK 16647 .

WILLARD-MARGY:
VICE FREBISERT-PATERTS

. - . (212) 986028 -
" september: 24, 1975 ‘
Mg PHilip G.. Raad
Director of Federal Procursmant Requlatinns
Fedaral Supply Serwioe-
Generali Seryices- Adm;nlstration
Washlngtnn, D C. 20408
Ri..s - Proposed FPR Revisien relatlng to. Educational and

. Nonprofib Instlﬁutlﬂns
Deay. Mr. Raad, '

Copilas. of the. above proposed. FPR- revision. were: c1zculated by your
offjce under the. date of Augdst 3, 1976, to a selecked mailing: limst
for cogmant and suggestions.. Theae were tn. be sant inm by Cotober
B, 19? .

while Rasaarch carporat1¢n wad ot on this: mailing: list, we have:
received copies. from' a. variety of sources: with the reguast: that we
formulate. our. comments- and, suggestions on the: proposed. revision fop:
quidanwa: in-. raspondlng.' Specifically, we have received copies.
froms

M. Norman: J. LatXer, Patent Offxcer, Matienal Ingtitutay:
of Health: . .

Mr.. Raymond J. Woodiow, President, Society of Univaxsity
Patent Administrators.

Dr. Stephan. Quigley. Ameriean Chemical SOciety‘
Savaral universities:with whicl we have Patent Assistande
Agreement..

THis letter enclosgl onr. eonsidered: reply. té. thess. raquests, en—
titled " Comments and. Suggestions: on Preoposed. FPR Revigion”. I
thought: you. might like. to- have a.copy: for. yeur' information’ and use..
We hopa you will find: this information: const:uqtiwe and. useful in
making. f0rthar revisions. to. the; PPR.

A FOUNDATION FOR THE ADVANCEMENT OF SCIENCE
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Bas:l.aally, we feal that a ravision -of. this type is long.overdue:and-
ip-a. mAYjor step in. the direction of developing: a: uniform; rational:
Government: patent policy. The revisions praposed, fer the mest part,

¢ provide- adminisktratively workable procedyres, even though some

specifia  items could- be- improved: as noted in.the attached! “Coments
and Suggastions"

Asl you w:l.ll note. we hava carzafully studigd: the. pzoposacl rev:Lsion and
suggest substantive. changes. only in-these sections of. the proposed.
Inati*&utipnal Batant: Ag.r&e;nenh*‘ -

: Santd.nn Ix(a) and (ﬁ) -2 suggestnd c:hangvaxz—
- Saetipn:. LI(a) . :
- Sewtion: IViaj:

Section Vig)
- section VI{h) - 4 suggested: changee
Section VIF(a)
Sactipn: IX(c)
Seetion IX(£¥k

Otlier oomgelhtas in these remarits expand somewhst' on our: opindona as to
the need. ox advisability of: several other ssctions. A list of typo-
graphical exrrors. is. also appended. for your. information as. these are-
ﬁrequently difficult: to. detect..

" 1' am sending. coples- of. these comments-- and suggestions: to; the indi-

vidials: named. previously. in this. letter for t—hai:: infﬁrm‘ation and- usg.

I would: be. pleased to. expand on any: ‘of these pm.nts at- ygur conven-—
Tenen; - 1 yon wishi

Since:fq;y' Yours;:

willaza Marey U
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;gtions on: Proposed FPR-Revision - Tapuary 1975

L ~-Adaition to. Present FPR Pavagraph 1-9.107:d(a¥: .

- Payge - .
No. coments.: We-faver the:use: of institytional: paﬁéﬁt‘aﬁraeménts'
wherever -feasible. - It should: b» noted, however, that weldo. not
expact that administrative:costs or complaxities undex: suah
agreements: will. Be substantially less: than under:a cagg=by-case::
determination. procadure.. MNeverthialess; thesa agraements ate & -
major step-in the-direction. of establishing.a.unifdrm: Government:
patent. pelicy and providing known criteria and adwiniatrative
procedures: for expediting the. transfer of technnlogy devalcpcd
-under: Governmant funding..

PQQQi;" Reti;lad{?g;ag;aph.lfqplﬂﬂ—ﬁm
‘MO, Goments. ' '

 Pagw: 1. .= Addit:on 2=} Pa:aq:qph 1-9 10?~6(c}

. No commenta_

“Page:

& = Prqggsed Standazd; Instituvionsd Patent Af e&mewu‘-

Second: 1ine - the: first and‘ should ba~replacaﬂ By ‘the’

R fini;ion {a}

Third 1ite - sither: a phrase-has: bean: unintentianamly -omitted: op:
: the dpord. "in" should ba. deleted. -

_ggtion iz Scope of; Agreen;

Line: 4 - Reference (3} ahmuld spebifioally ‘gtates

"Insert  a date of approximataly I.yeays. . [After’ data 'f
thig. agregment 7" (Phrase in bradkety. to:be adfedsq
As it stands-and: reads: in. connection: with: line: 4, Seabion

. this- refarance is unclear.

saatioanI'- Defin;tion&m

~ This: definition,.
‘condeived hafore-award of a- :
applicktions may hava bhaen fxled prior to: the. date
award.. . Some- cecbgniticn: of such: a situaticn: shoald :
in this pazagraphs. - In all fairngss to: the: inventoy and-aty:
previous: spoRsexs: he may have: hady in the: umse:of prdems |
filed patent.applications, only the usge- discovered in: thgr -

.as stated;,! applies:. tp ihvenﬁiﬁna

5 1 - g¥
tract-shculd T suhjnut L3 the‘teﬁmﬂnof-thh IPAY:.
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R second: point. ~ this-definition: as. regards plant. varieties
‘ig Limited to patertable: varieties. ' Does this. exclude: Plant
Protection Certification prowidad. by the: U.S. Department of
Agrisultura?. SsSuch certification: should. cemé: withiy: the:
scope: of the: IPA; in- ouz op;nion.

Dafinition 50)‘- Same commant as: under Definmtion (aa regarding..
prlor led: patent appilcationa.

Definztlon (el ~ We suggest that. the extensson of Federal govern=
ment rights to. States . and domestie municipal governmernts be
placed on-a gase-by-case discretionary basis. The-rationale:
for such an extension 'is: believad: to: be an assuragce:- that
inventions .in the public health area,. such as. certain drugs,
pharmaceutical's and safety devices; would Le made widely
available at minimum costs through state or municipal spon=<

*.Borship. This - is a.reagonable. requirement;; : Howewver, by
making. the-extansion mandatery maay inventlons: npt having
such urgent publig health benefits: would- also be: included and
would- seriously. impinge on.a- just return to- the contractor’
and inventor and: reduge. tha incentive to make improvements: -
or- furthar invgnﬁionsi

Ssction IIT - A location o_ Pr;nci al_Ri ‘tun

Ne: cnmmenta .

Section: IV: -.Min Rights

subsectian (). = Thil subparagraph stataa that the Government haa.
the ¥Ight to!make; use.and sell on behalf of the Government
of the United: States, etg. By ineluding. the right to “sell”
this. considerably. broadens -the- concepts embodied in prewvious:
instifutional patent agreements, and. enables-the Fedaral
Governmetit to. enhter into: competition: in the’ deneral. market
with commercial enterprises. Ia oug view, thig would he:.
undesirable.,  O4r suggestion: is that the: pight. to. sell ba -
delated" and that a. modifying. phrase. - "for governmental-
purpeses” . — be. inserted: after the wu:d “InVent;on .on- line.
4, ‘page- 1 B : ' :

We. would: alsu suggest that tha phrase in this: subsection be
ended at the. end: of the. parenthes;a on: line: 6, thus omitting:
States. and domestic munaczpal governments from thig: part of
tha sanbsncn-

Tha- matter of state: and municipal gove:nment rigits: should: be-
sat: forth: in, a- saparate subsection- for beth: clarity and more:
spacific definition. of: thess  rights. . As-mentioned: previously
such. rights: should not: be mandatory, but décided on:a case-
by-casé- basds; The:basis: for: any decision on: thene rights:
should: b sat Fhrthy in. pesitive, language rather- than. in the

negativersenaa: used- in this. propossd agreamant. For examplae,.

the statamsnt might read:s
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P Phe: Agetcy- may: deterpine. after the: invention: has been
- identified that it igiuseful in:thearea of public- health
- and safety, and; therefore, asquisition of a license for

States: -and: domestic: municipal gevernments Ais: raqulred.

A cnrrespondmng change: will need o ha made 1n.Exh1b1t A.
- :Confizmatory  Instrument.. =« - . .

Section v‘~ Invention Iﬁentificatlon, Dlsclasures, Raports

.Subsentibn {a) ~ In practlce this requ:xement may be- dmfflcult to
. comply. with within the time: limit -imposaed, . Partial or in-
complate- disglosures may be rnecessary and may have. to be
acgapted: by the ageney., The: reason-for- this is that in-
ventions practically never spring intco. exdstence: full-blown
‘and most often.require considarable. trial and. testing hefore
the. technical details are fully known.to the .extent that a:
working model: oy well-defined prioductg-ars available; such

tegting: fraguently takes montha. and even Years from: canceptionr'

-or: evan‘the finst crude reduntian to pvaetive

Subseat on (c = Care muat ba taken by, the Govarnmgnt that the
’ rig to: duplieate and: disclese invention-displosures is not
carelessly or thoughtlessly misused. in such.a way as-to- -

jeopardize: foreign: patent rights or to inadvertently set'an
unnaagssarlly early deadline for filing: patent applications
in the United States. Pakent statutes in the U.S. and
fareign cbuntples govern: thege natters: and should: be: gbsepved.
Our: suggestion would be'to add: langeage -limiting duplication.

coand . disclogare rights only:to those rights: required. to con-

: frm to.tha Freedem . of Ifformation.Act. Privileged and cone~
‘fildential information:as noted in. Segtion. XTI (to ‘which this:

- subsecticn-reférs) with respect: to License information ap-
plies edqually wall to information in: diaclosures and it
should bﬂ so noted An this Subsactian. .

Secti@n VI & Filiqg of Domastic Patent licatiana

Subsection. (b} « ThHa- tima schedule,for rEpcrtang f;ling date and:
s&rial number preseribed in this subeection’ is: not undesr the
cantrol of the contractor or grante¢, but &epends on Patent
office administiators: It should:be recognized. that some
flpxdbility in-the. times stated must be:allowed. -Our sug-

gestion is. that in- VI(b)(i) the applicaticn should: be. sub— .

mitted. withimw two monkhg aftar the filing:but. that the f£iling

. date and. serial. number should be. submitted within 30 days:

- after their roceipts from the Patent Gffics: s;milarly, in.
VI{b)-(id), if a coby-of the recorded: assignmant is desired,.

- the-date.of . itg submission to: the- Agensy shonld- ba-set at

" 30.days: afrey: its recelpt: from.the: Patent Offige. :Simple

unpeenrdsd; copliss: of the assignmens could: ber submitted within

"~ twormonths: ¢f: the

. the-dats: for: subpissien. of a:copy bl the:igsuad: patent to the
Agency. shuuld ber sat-at- 30 days: aftexr printed: copies: are made:
available: by: the. Patent: Office to the: contractor or grantee:
{as this: date. ftaquantly follows the. date:of issua. by several
weeks).

Jineg-date;, Howaver . LikKewise, -in VI(b) (v},
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Subsection (vi) - While we agree: that timely notificatien of

T discontinuance .of prosecution  is: necessary, we suggest that
‘powers. of attorney be issued- only on .request by the ‘Agency.
_In the majority of cases; disreontinuance of prosecution by

the -institution is based on the discovery of overwhelming -

prior art, urlikely prospects for commercial or public use,
cr other cbvious fatal flaws which would.precluda. obtaining
patant ceoverage., Under these circumstances- it would be un~
likely that the Ageancy would find: it advisable to. continue
presecution. - In additrion such continuance would: involve. a-
waste of public. funds. Thus, it would: be the exception
rather than: the. rule that powera of attcrney would be-
.required, . - .

Section VII - F;ling of Foreign Patent: Appl;catxons

Subsect;cn (a)(i) - The time: lxmlt of 8 months from the date- of
i¥ing & corresponding United.States. application- for: filing
.in foredgn.couniries isg unrealistic for two reasons. The-
primary reason-has.to.do with. thHe practieal need.to include
as much new material as. pessible, which has been developed:
after filing-in_the UnitedStates but bafore the end-of the
one year of grace under the Ainternational Patent’ Convention.
Thls makes for the: strongest patent claims- in-foreign.

.. countries. - The.segond reasch is that .the mechanics of pre-
. -paring; adeguate patent applications feor fil;ng in . foredgn:
.chuntries, ingluding: translation, frequently is difficult to
-.acgomplish. within- 8 months,. especially: whan-complex tech~

.. nology is. invelvaed, . We. suggest. that: the: time limit: in thiz
. subsection. for- forelgn filinq be 1ncreasad to ll mbnths.

. The segond part of this subsection is: nat clear’as o its
pPUrpose O mean;ng._ This phrase should. bg: aliminated or re=
stated,. [ e R A EAEY

"subsecnion (a} (ii4) = If subseation VII(a)(i) is modified as-

Suggestad, abova,. subsection. VII(a)(xxi) would apply only: £
subsact;on VII(aJ(;i). L

Section VIII- Suhcontracts>

This: secticn w111 rarely he used since mosk contracts and grants
‘o educational and nonprofit Anstitutions do: nat‘anBIVE sube:
contragting:.. .

Sectzon IX --Administratlon of - Invent;ons~zn«which_the Institnt@bn

Elagks, to,RGLALD ﬁights

Subxeetion {5} = The provxsion fbn exclusivmty of 5 years from:. date:
ITEt. conmercial sala.or 8 years: from-ddte’ of the: licerse,.

whichaver occurs £irst, is.a.reasbnable:reastpiction. In.
our experisnce mest. exglusive licensess:Have: been: ablae-to
oparate-undey. this: provisaon'WLthauE dLfEienlby on ﬂinanciai
. YosBs., Thars will: h ase: whare an extension:of gx~ -
clusivity oan: be~3ust;£iedh\_ t is. inportady: to: have: tha-
opportunity to; request . such an: extension: from. the: Agenuy; -
previded Ane tha proposed: agregment.

|
|
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Subgection () -  The sacond sentence. in this subsection will. put

an -infolerable burden-on the. institution and will set up a

- reéguirement which will be impossible to administer. 'To

- determine. what refunds.are necessary would reégquire the insti-
tution  to have complete awvcess to all sales records of every
licensee. and to determine in many .gray ares cases whither
sales had been made for or on behalf of the Government. The

. burden of collecting or not celleoting royalties on sales
must-rest with the licensee. and. this should be so stipulated’
in the original license agreement. In practice, at present,
licensaes. are génerally obligdted centractually £o report all
sales by preduct (not by -customer) listing separately by
totals these sales on which royalties are collected and thusa
sales on which royalties are not collected. In this way the
sales price originally gquoted by contractors in grant and
contract proposals to the: Government already include: a lower
price: because they areée gquoted royalty-frees This system’is-
workable. administratively and is. currently Commen practice
in-industry. Our suggestion is to ‘continue  this ‘knéwnand
workable system rather than. to imposea new. and administra-
‘tively complex and diffieult system, ‘The language in this-
'subsection should ba: rewrlttan accordlngly.

Subsection (f} This subsection is Adndaly restrictive. In-
ventors.ox thelr co=~workers are frequently the very best
people. to: exploit their inventions- since they havé.a de-

. diecation and enthusiasm for sseing the fruits: of their in-

; .ventiveness used in the public iltterast -far greater than
~athers who have to be indoctrinated with-these attributes
:before they :can:become product champions, If the inventors
and’ their co-workers can show they have the requisite
abilities in. financial, legsl, managemsnt, producticon and
marketing matters, ‘or can. -show:-they can - attract psople with:
such abilities,. in our opinion; they should. be allowed to.
becore: perspnally involved in carrying through to the Mmarkeh—
place. the inventions they have'given birth .to 'on the same:
basis.and with the same restrictions. as third -parties, To
de otherwise flies in the face of human nature and the com=~
petitive pirit on- which this country is based, The undue
restriction in- this subsection. can'be: removed by deletion in
its entirety of the last sentence, and. we: 5o. suggest. The
requirement to have. Agency approval ‘should: bé retalned and
.such approval should not unzeasonably be withheld,

Section. X = Patent Management Ornanizatxons

No cummenta. “We- feel instltutlons shonld: hava the choioe. oﬁ
us;ng gugh- o:ganizations, 1£ they sn desi:e.__

Section xx - Reparts on Develogment and commeramal Use

Ro- eumments. " While thas: reéguiremsits in thms section will require
- & subatantial sdministrative-effcrt: by the institution and/or. its:
designated patent management organization, -the type andscopa. of
information requested. L2 not ‘unreasonable apnd will- be. made avails.
-abla-by 1icensaee witﬁout any magor resistanca.
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Section XII - Inventions by Federal Employees
No comments. .

Section XIII - Termination.

No comments.

Section XIV - Communications .

No comments.

18 - Referenca 6

Page

We feel that it ig desirable that institutional patent dgreements
cover both grants and contracts as neoted in this referenca.

20 - New Section Paragraph 1-9.109-7(a) (3)

Responsess to information requested in this subparagraph relative
to past activities of educational and nonprofit institutions '
should be used as historical data only, and should not be weighad:
very. heavily in deciding whether an adequate capability for

patent mapagement exists at a given institution. Susch data ara:
fairly meaningless as most institutions have only recently begun
to undertake this type of activity and their past record is either
non-existent or reflects a very low level, This would have little
or no bearing on future activities, provided the other aspects. of
the institutien's policies, administrative procedures and staffing
are deemed. adequate, as outlined in Paragraph 1-9.109-7(b}.

Willard Marcyikp:
24 September 1976

Attachment: -
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Typagrdohionl Brrops. in: '?:foﬁaq"éﬁ&: f%iﬁﬁt‘é"—tﬁtiﬂh'nl’. Plitiit R

rage:l, Lite 2~ "America’ is misspsllad )
Page: 5, Line: 1§ -~ "is" should:be "ite™
Page:5; ‘Line 19 - "Agenciss’ is mlaspelled:.
Page 5, Line 28' - "to" is misspelled: :
Page 8, Line.7 - delete "on' befors "sale”
Page: s,.‘nﬂ.ne.z'z, ~ dslete: "on” befors- "sala™

Paga:

Line 31 - ;_dd:' comma; after "contract? R

- Page-9; Line 32°- delete "pavsenuel’ :
Page 10; Lime; 19: < "VIII" should be "vII®
Phge:-10,. Line: 27 < mip¥ _shaui_;i:—:_bea_ nygw .

W. Marcy:ikp:
24 Septainber: 19%6.-
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WASHINGTON STATE UNIVERSITY
| PULLMAN, WASHINGTON s9ies.

ASSIS’I‘—!QN-T VICE PRES{DENT-—FINANCE -

October 5, 1976.

PATENT. BRANCH, OBR-

Mr. Norman Latker : 06T 13185,
Patent Counci]

Westwood Building,; Room 5A03

t/o National institutes of Heall:h .

Bethesda, Maryland- 200%% : s

Daar Mr. Latker-

| ‘have. made a brief review of the proposed federal procurement regu!atlon .
revislon prepared by: the Ad Hoc Committee:on University Patent Pollcy. |
have also asked for comments from some fellow admmlstrators aﬂd faculty
members. here at Washington State. Unlverstty. ) )

1 would ike- to-make: some comment: and suggestlons based on’ our rrev[ew.
1. support the |iberallization of the exciusive license:- Anythlng we:
can do to make develapment of our Ideas more: attractive. to the private
sector whll result, in an-Increased. util Izablon of. knowledge developad
at our University. - : " Lo

I note: that' thare s a: new: raqu—frernenﬁ that SGIentlflt emp!oy&es n\ust

sign a- statement agreeing. to: these fules. I would prefer that-this-be a
little more: ITbaral and would allow.fnstitutions.some flaxibility. here,
For example; we Include: a statement In our faculty ‘handbook:which makes it
very ciear-that' it is a conditlion of employment for all of our féculty: and..
scientiflc personnel to. adhare: o cur patent polléy, This has” worked very
well and- Is: much: less expensive than-a. procedure which would requlre s
signature: on-a statement: by.each Individual faculty membar, - | am sure: you-
are aware of the numbers. of pleces:of paper they are requlreﬂ to sjgrr fIght
now by other federatl rsgulat fons,

"1 noticed ‘also that the new draft contains: ‘some very stiff r'aporﬂhg
requirements:. What stuck in my mind fmostly were: the' réports requlring:
history:geing back ten years-on the individual university's: patent.
program stetistles.. This-would Involve-a good deal of expanss: and: |
frankly, question:the value that' will be: produced; :

Thank: yiu:: for« the oppartunity. of rev Iewihg thls dacumont. I hope" my:
comments: are; of ‘some: hezlp. . A

Sincgreiv vours-'

E Assulsﬂant Vice: ‘Prcis-.f#_énﬁf-t'-
JOH/ b s

el Meni:erfs of: Patuntr' comlttae
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3 . SRR
{ :;"; §  UNITED'STATES ENVIRONMENTAL 9QO‘T"CTION AGENCY
7‘—..” R . WASHINGTON, D.C. - 26450 :

. CFFICE OF
PL.IHN:*NG AND MANAGEMENT

b

'\IUV 135 1978

. Hz Phil:l.p G. Read.
Federal Procurement Regulations: Staff (W)
Federal Supply. Service.. L
‘General Services Administration
Crystal Square #5, Room 1107
'Wash:l.ngton, D. C. 20406 ' o

Dea‘r Hr. had. :

This: is] it responae to your request of July 23 1975 fnr ‘our: .
views regazding &, prop@sed amendment of the Federal Procure.ment
Regulations: (FPE)-which invelves: the addition of pmvisznns daaling:
with Iastiturional Patent. Agreamants with: edmationa.l and” othar
nanprof:l.t :Ln ti.r.utims [

. We' contuy’ w:{.th tha proposed amendment and thank Fou £m! the
-opportun:lty fri-T reviaw proposed FER- changEB-

-:Sincerely youa. Lo

4%&/
Tr.':l.lliam E. }’.a:his
! Dim‘l:bl‘ te

Conttacbs Ma.nigemant Divisiun (PN—ZJJG)




PROI’OS“!J PR R]"VISION !

Prnpared by Ad Toe Subcmmlttee an Uauversity.l?atent Pohcy

J'mua‘ry 1976 . . . : : A !5//

L Md the following subsectmn (6) to 1- LS 10? -4(a);

(6) oI accordance with-tlie exceptmnal cironstances Tanguage - oF 1~ 9 107- 3(a) :md/or the special situations langunge nf 3-8, 107 S(C), agencms
may enter into Instltutmml Patent Agreéméhts with educational and other nonprofit institutions having a technology trausfer program meeting
the criteria set forth im 1-9.109-7(b), Such agrecrients shall be substantlally ‘the game as the stimdird agreenent of I-9. 107-6{c) (2) and provlde
the ‘institution the nght to retain the entire ripht, title u#nd interesi in inventions made in the course of or uider contracts SubJBLt to certain
‘gonditions. - Wien such an ﬂgrcment his been made with an histitution, it shall be made applicable.to: ‘each contract with the institution in lieu
of the Tatent Rights clauses in 1 £,107-5 and 1 9 107 G(aJ and .(b) - {unless a detennination has Been made to excludé the contract from the
rccfucnt}

iy By . COMENT s PR L DiSPOSITION RATICMALE

Cornell University By virtos of the fact that the pmposed rev151on is basically the No action Cormell's assumption is not correct.
- addirion of a sub-section (6) to 1-9.107:4#{d), it is likely that the recessary " The section is applicable to anly
-reqmremcnts it coutains will be’interpreted as bcmg inapplicable educational and other noriprofit
“ta urgamwtmns other than educational and noit-profit operations. insntutmr;s. |

‘1_suspect that this is not the intent; and that further changes
to the FPR should be considered.

honds Retule i- 9 107-5 as fo}.lcms “Clases for dcsnesnc contracts (short fom) and Inst:.tutmnal Patent Agreanents."
) No coiménts received. B ) S '
3. J\dd the fn.l]owmg e subsectmn (c} to 1-9.107-6; o o ’ . s o ’ . ’ .
(<) Patent nghts - Institittional Patent Apreciionts. (1) When.an agency has determined in dccordance with 1-0.108%7 that an Institution
should ¥eceive am agreement as aulhorized under 1-9,107-4(a) (6], an Institutional Patent Agreenent- substantially similar to the standard agreement
“set’ forth. in‘paragraph. {<3(2) -of this section. (and Appropnate]y cunpletcd as. indicated in the rimbered notes appesring after ‘the Agreément). .

shall bi used. Chunges in the agreewent should be kept to a minimem and should be Limifed to changes dictated by statutes applicable to the agency
or by speual admmlstratlve néeds. In any svent, agreements shiould include dt least the following features:

2121

H\)__)\ requxmment for_the prmpt _reporting-of-all-inventions-to- “the- apphcable agency along-with-an-election-of-rights+

No comiients recéived.




{subsection 1-9.107-6 Contd. ) !

(B} Thaservatmns of all the rights spec:.f:.aﬁ in -19 107-3 [a) (h], N 3.1 )
SIS BY COMET, DISPOSITION - RATTGNALS -
PR Change "reservations” to singular. “hdopted in last draft ”servahons" shuulcl be

lar,

© A requirenent that liceénsing by the institution will nom\ally Be nianexclusive cicept wharé the desired practi.al or ca%au\ercial applmatmn
has not. been achiewed, or is rot lik&ly to be expeditiously achieved throug’h such licaising

;.urr-ﬁ’rim o O DTSRCSTITON FATIGIALE.
Stanford Reqmremcnt to nomally hgen-.e non-exclus.wely Para- Adopted in last draft, suggeated langudge 3% moxe
University graph {C) of the proposed new stibsection (c) to 1-9.107-6 indicative of the intent aE

Secicty of University

Patent Admmlstrators
(5UPA) -

Michigan Technical
University

s a non-t.xt_lusnle basis’ echpt Iy

i 1 recommcnd deletmn oE the word "nnrlna]l)'.

specifies:
will normally bé non-éxclusive. éxcept ..
beeause of the undeveldped naturé of university technology,

a first license will "nomally" be exclusive, not non-exclusive.
We Tetdgnize the imtent of this paragraph is to insure that,
where possible, first licensing will be done on a non-.
exclusive basis, and we have no objection 16 the 1ntent
llowever, the subparagr.nph wording is somewhat m1s]cnd.1ng,

"A reguirvenent that licensing by the institution

‘particularly to institutions begimming 2 licensing program, -
‘We thus recomnend revised wording such as: A requivement -

that the institution make sub}ect 1nvent1on5 ‘available ori

- Bocause of thé :
fact that most inventions, when they come out of a

‘university, are far from the point of conmercial productmn

and marketing, most inveations must be licensed excluswely,
albeit for a limited period and even. for a . limited appli-
cation, if the necessary mvest:uent 15 to be attmcted

s relntmg to non-excluswu Versus exclus.l\re Ilcensing-
Who is to exercise the judgment as to whether "the desired
practical or commercial apphcatmn has not been achieved or
is not likely to be expeditiously achieved" through tion-
exclusive licensing?

. In actufl practice,

‘Mopted in last draft,

Mo action,

‘the section.

=

I
=i
Lo

satisfied hy Seanford
amendmerit.

The Intent as 1rdicated in
section was to pem:l.t the
‘iniversity to make such-
determination.

e e e




{Subsection 1-9,107-6 Contdi}

SOFTTED B

Department ‘of Justice

‘;]1kely to be. exped1t10usly achleved th?nuLh such
.- This change will provide a. stricter standard
- .. nohexclusive licensing, and will eliningte the 1térnative

‘choices provided by the-present; strycturing. . Non- :

o In subparagrnph 3(c) () (C}, page 2, linc 3 - chnnge BoEt b
. Mand. This change would moke the agrecweit contain the
; ,nequuement that hcerrsmg by the institution w111 =

nommally be nonexclusive, except.where the dis; Ted pracuca:l
or camercial - :rppllcanon ‘has. not:been achm\?ed zmd is not

achiévunent of the desired application can bie read;.ly
identified, but the alternative provided by the present

B word]ng would appear’ less busceptlhle af 25certnxn1ng PR 5
and conducive to.subjective decision. - The existing. choice o

between dlternatives may invite résort to the less
demanding test of unhkellhmd of m:pedltmus achievement
as growds for deparfure fram. the nonmal licensing called .
for. The wealmess of thie current language is that it .
forecloses nonexclusive Yicensing in the Situdtion

.-where the desired practical or., comuercxal application, -

could, in fact, have been exped:.tmusly achxeved -contidry
to the' 1mpressmn at time of 11cens1ng .

Ho action. ' ) xot considared to be a conatructive
o : or necesaary change.

Ty A condxtmn 1imiting any “eiclusive Ticense to a “period rot. substantmny greater than necassary t pm\ride the mcentw' I‘or britigitg

the invention to. the pomt of pmctu;al or cumercml apphcatmn and to pernut
profit théteon:. R . . :

h Dcparmem‘. of Ih't_erid;‘

Proposed section 1°9. 107~6(ca am: should seta .

-definite time 1imif on!the exclusive licemses; but \ﬂth
provigions for allowmg the contracting officer to
extend the period for an individual contiact, if he -
nakes a well sipported deteriination that an extension
is warranted. The lénpgth of thé allwable a:teusinn
should’ 1ikewisé be limited.

 lio Actioh "B

Heensee fo recwp its costs and_ easonahl

by secs IXIB) of IPA. ¢

CTLT"



(Subsection 1-9.107-6 Contd.)

SITTIE B

chlgan foctintcal also relanng 6 wichisive hcensing h'ho is @ Judga No sétion. Sectibn TkiE) Sdts out Hhe Tase pen.od
its which may.ba extended.

University . what period of time will beé necessdry to, “prmude the ‘ . of 5 and & yea £ .
] . _.im:entlve for brlrfg:mg the inventinn ae ? ) : : - -hy agemy basea o ade:kr.ional 1nt"ormation-

lliéhxgnn Techmcal . C e relatlng to- ro)rnlty c ges: No action . The precedenti ara (onma in the cosmoh
University ’what is reasomﬂale under the c1rcmstances 7 - L law, .

(F} A reqmrement that the 1nst1tut,mn s myalty rece:.pts after pament of adamstrat:we costs anrl incentive aaards to. mventors, '
be utilized for educational or resedrch putpcscs‘ e

o cmmerlts recewed A e : B e m; act.i.on. (Howeve:, Comment P Pa SB resulted :Ln changing

(G) 1\ prov151cm enabl:mg the, agency to except mdnuduul CORtFACEs OF: grants frcm the g‘]i%rauonm? %.he ag‘rement w‘here t}ns is- deemed N !
- in the public intevest: ' .. .. T - ;

'Depai'hn'étit of - Pruposed sectmn 3-9. 107-6(c] (1) [G) should glve the Guvem- - Kdopted in i‘nst ' '.rhe rscomendaemu makes section cunsistent_

Interior . Rent -poTe d:sc.retlon in. exceptmg individual ‘contracts .. draft, with IPA 1anguage {"itisre this is deemed.
or prants from the operation-of the agrecment, . The . - in public inkerest* - ae;:tetad). Subcbmmittee
Government should not-have. to make an:- aff:lrmatwe o - - changdd- "enabl' to 'pemitting' for

shawing regarding the "public. interest!. in drder. £6: v ) editorial purposes.
except a contrect, but should have diseretionory. ;... - ... o :
authority to review each Contract on its meriis
- -elect whiether or ot to pla!:e the contract umier t.he
agream:nt..; . .

(H) A reqmrment for- prog-ress Teports aftar desigmted penods anit re—executionc!‘ t.he agreenmnt on.ly iF the Gwerment deems the
institdtion's perfomance to be satxsﬁctory

Midmﬁuknxﬁwﬂ

-gee p. 58 for recom= Tincéntive awards® to "incl::&im; paymants '

OTLT



9% = 82 =0 9e9-2¢

- {Subsection 1-9.107-6 Contd.) .

(I)* A prohibition against assignment of inventions without Guvemerrt appmval to persans or orgamzatiom other than assigments,

subject to the above conditions, to approved patem: mnnaganent otg;mizatrons

R orgamzatmn to obtam approval for assigment of mvenuons?

S'U!’Mﬁ TEY BY ﬁ 1T
Michigan Techmcal e asslgmnents “tu approved patent managment organlmnons iqis«ictiqn', o
. University What and where is the procedure for a patent management - e

the sentence tu: m!.itnrial buzposes.

() A provision pem1tt1ng termmatmn f0r convenlence by el.ther party wpon thu'ty (Sﬂ) days written notice. .

No cmments received.

i 'Ihe follwmg is the standand Insl::tut:.onal pa!:ent agrwrrmt.
msrrwrmmt. PATENT AGRERMENT

. TﬁisAgremnt is.made and entered inl:oby andhememtlm
.United States of knen.ca, aB representea by the .
hereimfber mta.mes
referredtoasthe Agen‘q“arﬁ
- ) r heremft:&r :et'mei ES as l:he “Instutuﬁ

SOETTIED BY, [esi3a 8

_ Hdept
drafe,

memwandum" in ﬁrst l.ine of "Wherelﬂ
clause. e .

FAVAN



__mrrRE'nS, in aocurd‘ance mr_h the Pzesident's Stal:errent and Memrandm Patent Pol.tc.y dated August 73, 1971 arid the ptovim.ms of 41, CFR 1-9.1 .

WINNESSED:

. 4(a)" (E) +
it hasg. Leen deterpined by the Bgency that the InstifGtich nas a tectmolqgg transfer pmgran neeting the crlberia of . 41 (.‘:FR 1-8: 199-? in that the
Inst:l.tutim's techinology transfer prastices Have beeri mv:.eued and found acoeptahie- ;

SORTETED BT

PIaoe cum'a af‘oer "41 CFR i 10’7—4 {a) (6) in 1ieu of : perxod‘” adapted 1n Iast. dzafg‘ gauoxiax

& Of entering in’ooanagreemntw!eré:yit retadi and ehtire r,!.gh&, e, - a:ﬂmtm:est sub]e:tmcertain
‘a&ﬂa&nﬁﬁstetinvmhmmﬁéintfnmseufermﬂerresmd:suppormdhy  Regericy's

Dol o .y g sacond mEREJ\S clause. rewnte the c}ause to reaﬁ Sdopies 1n hst 'éi-;}i'!'h._ Cénisidersd ts b Etisk dm&ing .

,ms _the nstitutmnisdesmof,
,enteringhtthnagmren wherebyn.tmy
.- fetaln e entire right, title, ind interest : o
in and adiinister. faventions made in. the ’ ‘ v - '
| chuires of oF under Fesidatch supported by . : = o
‘the Agency, sibject to-Gortain rith: o
acqmredby theGavermént. . ’

“Mddpted (5 Tabt diaté,




SURITTED BT = — T T T TR T ROWEE

Pepartment of State . “institukional Patent Agreemsht®, the f.u'st. ‘ : Adopted in last draft, °  DOD amendment accomuodat
_ o ! . "apd® in -the second line Of the second Mwhereas®. . recommenddtion.
: -ﬁoesmtseantobetmnghtmrd. Perhaps ’ ’
“an" was J.nt:e.nded.

' Rescatchi Oar.p - Seconr] ,lma the f:u:st "and®. stmld be replaced . Adopted in last dvafe. DD amendent accomodates
) ) . By “the" Co : e - recowmendaticn,

'I'lurd J_me - either a phr:ase has been un:lnbentiomlly
cmitted-Gr the word “in” shonld be deleted.

Dept. of Justice Znd "WIERERS” clanie, Line 2 - "and ent:.re right “allopted {n last draft.,  DOD smendment accohmodates
X . should read “an ent:.re right", . . - recommendation.
- - L
i, THERTFORE, in considerdtion of ‘the foregoing, the parties herets agree as follows: ‘ - e
L sad of 1 e . . . S .

.

. 'ﬂ'lls ngreenent shall defme the rights of the parties. hemto regarding the allocation of rights in Subject Invenuons reported after the -
date of this’ Agreeuent and made pnder . contracts entered into prior to 3. unless the Agehcy spec1f1ca11y pmvldes as.
a condition of any future contract that this Agreement shall not apply thereto. THiS aqreeirmt s‘hall ot "apply. to Subject Inventmns if cases.
-where the Insl:z.tution is a saboontrachor wnder & pr:.me contract of . the Agency. R | _/ _/ Vo

: ,_-'mmm = B cxmuan'smrms" smm(:z e e T mﬂmme

toa : Cluinigé pericd-aftsr "3/ to a commd, L Kdoptdd in last araft. gateorial.

-
=T
[a—y

w




EOEILITED BY

- RATTONALE
) Smpe of Mgreemerit; Tewrita the t’irst smbeer- S hdopted in-psrt in last draft, LOD Yanduage ainénkie@'hiv_del“eei'hg
L. to read o oo *prior- to: A" and
i . S suhscj.r.ut.ing “with the: agen(:y
'I'I'iis Agreerrent def:mes e r:ghf_s of the P T S TR . both, prior to and a!tar the date.-
parties heroto regarding the allocation: ’ o ' of this agroement.”. This amendmem:
of rights in Subject Inventions repm.ted . raqu:.rea deletion uE fontnota 3, it
after the date of this dgreﬂnent and mada - . DOD redraft incorpotates Univ, of -J
. under oontracks entered into prioF ta. - . . Geoxgla and SUPR rer.'am\endationa. 8

3/, oxcipt cohtracts
speci’ft'mally exciuded by the Agency 1

This change clarj.f:.es the” meamng of the f:.rst . T -
sentence, Tha senl:ence as it curcently:appears S L : T 1
in the proposed Institutfonal Patent Agresnent - i ! ’
inclhides the words "prier to and “any future
Dontract" These words create an ampiquity oot . . .
cerning the applicability of an Institutional *
Fatent. Agreemient £0 contracts awardsd prior o :

the effective date of the Institutional Patent

Bgreement and 0 the. feporting of inventions under

such contracts.. The. substitute words. "except :

contracts specifically exciuded by the figency”

clarify ‘the eanipng of the Sentence. In- reswitten

farm,. the sentence can cleatly. be-construed to

mean that: an Instititicnal Patent Agreamnt will

“be- applicable to ‘contract s awardad prior. to. “the

effectwe date of the Inst1t:ut10na1 Patmt ngreemnt,
unless the prigr oantracts are: amended to. spsscif:.czlly




Section I of 1 Pn, first sentence. (cont.)

BTSRRI

RP.TIONI\LB

. Exluslon of certain antiacts From €he IPA.
: ht@toftmﬁhmtgreduceﬂﬁaﬂmn—
isl-_ratwe burdcn on hoth the '.lqcnctrs ard the

gain to excluding certaii eontracks from the.
‘XPA will add to the administrative Murden. Tt
‘§s noted that the very successful HEW IPA does
not have such a provision. - With such a provi-
Sion for exclusion of certain contracts, there
- ig then a regiireeink on the pact of the agency
i grant and conlract administration personriel to -
haye grants apd contracts reviewed by the agency
patent perscrnel to determine, uking unspecified
criteria, whether or not.a particular grant or
- ‘gonkract should be ‘excluded from the IPA. -From
the cuntractor's point of v.lew, the contxactor
misé then deal with exceptions fo a standard
" pperdting procedure which -is administratively
| dumbersame. It can be ‘chserved ‘exceptions to
normal rules in administrative roqulrements are

siniilar to excepticns -iA the English language in

temms-of canplicating sanething simple.

It is not cléar why Ehe ad kpe subcamittee of the

: Cmmtt:ae on Goveinment Patent Policy of the

.Federal Council for Science arl Tec:hnology saw £it

to include this reqm.rempnt. If there isn't any

. doamented history of akwises leading to the need
to have such a provigion, we strongly recommend
that the clauseg pertaining to exclusion of con=
tracts fram the IPA's be deleted. (Depending on
the motivations of -the subconmittes for incloding
this requ:.remnt, the reasoning of paragraph 6
below may also call for deletion.)

No action.

. The, raquir' it to exclude selected

contracts from.-the IPA is ﬂemned necessary
at least for the following reasons:

{al There may be situations where the-
agency <an ident:.fy that it wh.l .provide
all developmant funds.

(15), There nay ba sx.t.uatmns where the
agency may joln with another organization
with a djfferent patent policy in a joint
venture.

{c) Govermment-owned, corppgtjﬁ operdted
facilities may not be appropriate
recipients of IPA'=,

1727



Scct. I of IFA, first sentence {cont.)

R — = T SRS IO

TATHREEE

SUTHITTED BY
Wisc. Alwmni Research Scope. of. fgreement
Pourdation . L
The commants here cah also be x:ead:.ly t.{ed to and sShoind Ditto pitto

be mnsldered along with the ccrrrrents L] th:.cle IV{b) B,

Wa do not understand the heed for ﬂEXCIuSiOn of
certain cortracts from the Intltutional Patent Adreement.
To cur knowledge there has Teen no hlstory -of -abuses '
leading to the need for such exclusion. “More mportantly.
no criteria have been eéxtablished vpon which the decision
to exclude is to-be baseds [ence, the decision st the
outset to. exclude a contrack frau the. scope of. the Insl:i—
tutional Patent Agrecment can be' completely arb].trary in
nature:-Ihe inclusgion of such a provision also sesms
redundant in viéw of the march-in rights reserved to the
Goverment‘. in I\rtlcle v (B)

En addition, for avery exclusion: fmm the Instltuticmal
Patent: I\greement, the orily altarnative presented to the
Institution is to:abandon administration of an- J.nvr—mtion
arising: urder the excloded contrdct or to-again go back
£0'd case-biicase determination. -Expetience with this
latter approach has:established that it is unsatisfac-
tory,. I.can- J.nl‘_roduce what can be ceitical tims delays
in the transfer of the technology. to the private sector

“with the xesult that the public may in reality be
deprived of, that technology. It will certainly. sexve

to s:.gnlt'wantly increase the burden of administering
the . invention.

Tl




Section I of 1 PA, First sentence |

BOfAITTED BY

Um.vers:.ty of .

" Washingkcn

Unfversity of
" Georgia

- BLOP.AL

whatever to Linét the life to. three years o, cany -

CRET SN 53 5.

'm],s ‘Sectior suggmts pmnemaal appii,c:atwn of I:he y
IPA to the institution's grants and contracts
providing for a cut~off date beyond which oo
would rot be affected by the A We thmk that a
pomplete cub-over would be Sinple. and pneferable foir:
all inventiohs identified. after the 6ate of the IPA,

.mespectiveofhmlmgﬂuspac;fmmnmctiai

beerni in effect.

It is. agreatuaste GE. eEfqrt: tohava to renewI!’A‘ 8. .. Ditto
perlndmally. . The. 30-day notice .Of cancellskion
is entirely spfficient, ahd we, see 1o re.a'sm

other spec:.flc period of time. The cost of uaintammg
files for goverrmental and other dociments and corrsspon
dence is .already proh:b:l.twe, and - IPA's for successive
.increments of time would wﬂmﬂ)teﬂly A3 to_this burder
This is especially true since it.is highly pmbable that
succeseive adrecmiants | will differ, making $£ Tiecessaty o
administer each one. separately for thie life of any paben{:s
related to them. 'merefore,wa1:'e<x:rtrm=_ndthed:t:l'-eagi:rst:h
mnthavemepuaﬁmdatemﬂﬂm’titbedmgedm
for compelling reasons. ) .

it is ml: clear why e, Agreement must. expi):e afted thred j)_itt& .

Years. Thero seems €0 'be 1little gained, and a considerable
amount of venedotiation and change of refereices

will be
) a\iied mnﬁnaumm!ﬂaaysmtloemm&adhmr. '

melastpaxtofﬂnefxrstsentmcemndhedelehedif
'mntsmﬂe:labweareweeptnﬂ . )

Bdopted in last draft.

Refrafted DOD languie clarifies: '

Dittd

onrT

ToBiges .. e




fpd, Section I of IPA

i ST THD BY

DTSPORTEIoN

: Hational hsseciation

i

6f College and
Buskness Officers

Stanford Urilversity

Resjuest. delet:r.on of H‘Je Iast sentence of the pa.ragraph
and Sibstitute therefor:

“In cagds vhere the Instxtution ia a shboon-
txacborundexapxmmtractofthel\gamy
the Mqgreement 0f the Institution shall govern,”

Ocmnents.

It sometimes is the case Lhat an educatmml of nom:'m-
fit institution will grant a. subcontract to the Instita-
tion. Under such, ca.rcmmtanccs, the. inahilify.of the
Institution to acguire rights will. tend to dlscow:age .
inter—un1ver51ty rascarch-and unfairly treat the wifver-
gity inventor who may well lose his equity interest in
his invention. COGR mstltutmns typically do not have
patent. policies that. cover inventions. that arise cutside
of the university.. Pbrawer, ‘the COGR institutions favoi
retention of rights by a sister insttb.iuon as a matter
of equity and faimesa

Finally, as a mitter of law, the équiremenit to grant back
rights to the prime contractor could, imder certain facts
and circimstances, be in violation of the anti-trust lawis -
or construed &% & patmt misuse,

The ‘inapolicability.of the IPA where the instifition is a . . -

subcontractor (last sentence of Articie 1 of the m\).

- -Itisnotclearm'qttermdoeamtapplymme
- institution is a subrontiaetor: Tt:would dppesr, the :
logic 'of using an XPA appligs equatly well to suboonhmcfs
as well as priwe contyacts. :

Adopred in last draft.

Bitko .

subaomittee adress with
recommehdaticn.

e
-1
)
o

. it




sec. I of TP, 2nr:l ‘Sént. “feont.)

SURMITTED BY

Wisc. Adumi. .

S.U.B.A.

E‘urther in relatlm m Article I. of tfhe pmpos;ed
Institutional Patent Agreement, we do not uider-
stand vy the !fnstltuuonal Patent Njrecment
not apply to subdect- Invmtions whee the n'Ast'.lh.tbim
is a contractor under. a prime ‘contract: of the Ngency. '
Byparltyofneasmmglft}elnmm::mal?a A
J\greunc.ni: is ayailable to an Institution shere i iw
tha- prm\e contractor it shoold also: apply when the
msuhnt;m is & mbanntractnr - .

Paragrapl-n I sf:xp.\lates ‘that ™This Agreawant shall not
apply ‘to' Subject ‘Inventions in. cases where the- Insti-
tution is-a ‘subcontractor under -a prime pohtract.”
We ars ‘unable to. xeconclle thm statement with’ pata-
graph IE{b) which sStates that PCOMErACEY: MeAns any -
contract (agxearrmt, grant, ‘or gther. a.rxangmnt) OF,

- subcontract——""' The Agreement should permit-the Inisti- .

tution to retain rights to inventions under the sub-
contracts. ‘Such a cha.nge wourld e-nmrage mte.rst:.tu—
tJ.onal reaearch . .

I object. vigorousIy to the second sentence and the
pertinent part: of VITI with regard to mﬂ:contractor
rights, These p:_:ovisms mnpletely werlook the L
equ.u:y of ‘the inventors -who are mlx:ontractor eniplogaéd
a5 well as'tha-equity of the subcontragtor jtself. | The
prive contractdr has little or no eqaity.  If the subr
gontractor has a valid IPA; it siﬂ_.tld get f:he sama

) ttéaﬂlem:asinapucmeoontract

Ditto

. Ditto

bitio

Ditita

-Ditts

7T




P4, Section I 6f 1 PA, 2ud'Gent. (Cont.)

SETE N

k tegulations Fegarding patents: and. 1
* I thiy -a corrert interpretation? -

iabcumﬂmlybyitsamsta'

VHI does. not really ahswer. the qrmtmn

Rdoptsd 4h fast arafe.

Gee redrafted Sec, VIIE.

pites

9TLT



“gilleges, institutes and ngrimlum’ai
mmmt Station: - :

. ij!‘;:'a';i:lon.;. R

: 'l‘his is =, matt.

‘tha agency at ths time of appl:.catmn

. for-an IP.’R.

TSN

Jusr_:m

,s defimtim, as .ghated, applms tn inventicis
cmce:.ved before award of a contract Or grant
on' which patent applicaticns may bave been filed.
prior to the date of the award. . Some recognitien
ofsmhamt\atimsivmldhemdemmxspara-
graph. Tn all faiviess to the inventor and any
previous sponscrs be ay - have had, in the case
of prior<filed patent applicakiond,. only. the, usa

d;somreredinthe"reducuontopmctice'mﬂer"”'

the Govermment, grant or contract should be sibject
to the terms of €h> IPA.

S ‘_A sr_emnd point = this defmltion as regards plant
“vArieties is Mimited to patentahle varieties.

Does this éxcfude Plant Protection Cemfmtim
prov:.ded by tha- U.s. Deparhnmt of Dg‘!.',\.mlturv7
Such’ certiFication stiould coms wiﬁrm-

No action.

Yo action, .

Ragpted fn Lsst-arake:

. !‘his is I mattar to be neqatiated u.ith

the aqency at tha t.hne of - avard af

’ contzact o qrant.

Inconslstent with the definition 1n the
existing FPR,

p—
=1
b
=3




ST R . GOt

In Paragraphs I1(a) and o ﬁ'lese defmim
should be restated to include onlg those
spplications or uses of imenums which: axe
tiavelopeﬂ undar szermt fundmg in those
cases where mventmns hhue been comeived

“ . ) and/or applied prior to sm:h fundmg {rvoive-
ment. -

. tb) "’Oontract." means any contract, tag-:eenant, gz:amt, or oﬂ:«er

Bo' actkion,

&wermnt, where a mrpose of the contract is the conduct of acpermental, developlmtal, or research work,

o con'ments reoej.ved.

(c) ""dade, hien used in rela!:ion to any i.nvmtion of d;scwez?, neans tha ccmept:.on or First m:tual :echctiaun to practice of such mventmn

- in the course of or. mder & vontract.

i

l‘his is a problem of negot.:.atmn -
It is the Intent of the agreement to
cover cmly ‘thoge inventions linted

" in the recmandation. ’ .

FRTTOEE

t]yor suhmnbracbei'ﬂ:emdmtnmthorﬁorﬂtebeneﬁtofﬂwe

Mmmm-. e mmus _ N ] WTORLE
Redearch Corp. | © - Definitlon Ti(c) - Sabe comarit a5 wider - pités g
Gl e nition @ regazdi.ng prmr filed patent b . Diet
’ applications
?mversx,t:y o . 1n Paraqraphs iT¢a). and (o) “these defmitkms © Ditto Ditts
Gaorgia e e .should be restated o _include only those .. R )

anid for applteﬂ ‘prior to suc;h fmﬁmg i.fwol\?e- -

: mEnt. ] ’
"‘lb brmg to the p:md: of. pzactiml appiicatim" faans th mamfactnre
; o operate jit the
zeasonab‘ Y. acoesslhle o tlie publ

. fnt}noasaofacmposn:ima:pmdnct eopractmai
g::aseofmachme mﬂarsuchmtlmsasmestabiishﬂntﬂ\eimentimishatngmrkada!ﬁthatmbemﬁtsare

i caseofu

8TLT




(m-mw o LT T -'-Dismsrrim SN - RATIONLE - ..
e 15 - "ia" 5 should be ".u:s" : '

anted £n last draft. T iﬂéitui‘ia'i.

Editorial

N III. Alloc- uon of Px:me:mal R‘ig ’

ihe Ins[::ttutmon my ctam the ent.lm rJ,gi t:.tle, and l.nte;est tl'nmugfmut tha world or, in, ahy countl:y thereof in and to eat:h Suhjecl:

n dlaclosed pl.u:suan to Sectmn V., belcw, Sl ecl: to I:he prov1smns of t!u_ Agrearmt.. The Instipution shall include with each Subjeck .

: interest in the invention: throughout the world or in any country
subject nt the rlghts., aoqu.u:ed by the Q:vemmnt i Sectmn TV of the aareezmt, provlded that the Institution way xequest an exkension of |
.I:he tine for elec! on... I1f the Instn:ut:.on elects not to retain nghts in a “subject Trivention, it shall supply the Ageéncy with any written reports upon
which Hilg decisicm was n'ade such as marketing reports, patent s&:.rdtes, or othe.r B:.m.uar re;x)ri's

SRR 5o o R S T "D::spmrrmﬁ N T WTOBLE L ..
Dopabbmerit of Justice subpar. (a), lire 9 - any" showld véad "an. fiIta) L Co e -
OB, Research Corp, Lirie 7 - “to" ia misspelled.
- -and ERDA :
T \
D&parhrsn: of Inter.mr Section III (a] of I:he "standaxd institut.mna]_ . :
. faie ! patmt W
s ' agreerrent" shoutd provide that in decxdmg whether to ’ ° action, . ::::ﬁ:::::;: lofe €0 agency
yrant ‘an extention on the institution's time for ) - )

‘making dts election, tha Government shall congider
td\etherﬂlestatuburylyearper.md].srunnuq JIf
the peried. is runhing, no extension should ke granted
yhich would delay tha election to within 60 days of
the efid of the statutory peried. .
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ST TED BY COPMET ' - DISPOSITION
"It is ot clear whether Hie Unlvers:.ty ma.y assxg'n its _ fio action,

-University of Conniecticut

Califom.\a Institute
cof. 'I\a:hno ogy

“tution wishes to make such assignment, or altematively an’

Are these questlons prestmed to bé covared by the last

rights to the inventor when that person has Been dssociated
professmnally with a governn'ent contract. If the inski-~

asslgnﬂren!: ‘in the public interest €0 a private corporat‘lm
ig sych pennission to be granted only upon application of

to the govemnantal agency?

. thie inventor or representative of. the. private ooxporatlcn

sentence of sectinn III (a}?

' -Fir's_t.r 1 would propose that the words-——the reason,. = - o action.

including--- be inserted Before "any written reports” in
the third framt the bottom line of Section ITX(a} of the
proposed IPA. This proposal is made because the last
sentenice of this subsection; at least inferentially, -
inplies a.reguirement for formal and possibly expensive
inguiry as the basis for each negative decision. Under

-, the reporting requirement. of Section Vial, and the.

definition of “subject invention" in Section IL(a), many -
‘ftems will be reported which will obvicusly be of a non—
ccnmercial nature. In practice, decisions as to Ty
such items are made informally, and institutions such as

* -ours.would be much more wnfort-able .'i.f the lang'uage were:
’ altered as suggested above.

Sec, X. bl':_eclua.e"é‘ sssigrment without
the consent of the agency.

¥Written réports are not considered to
be delivérable to the agency unless
availabla to contractor.

.. 1

OELT



(b) The Instxtution agtees to cmvey o the Gcwe.rmar\t. upan reque.st, the mﬂ.te lhrest;ic right, utle, and ififerask S.n amr Subjeet. Invem:mn
uhen the Institution 8 : .

{i) does ot elect mder section III{a) to retain such xights,

(ii} fa.us to have a United States Patent npplmtim flles on X mvention 1n amorﬂame with secti.m
VI(a), or degidés ot o omtmue pxbsemb].on of sw::h amlicabim or -

(11.1.) at “any t:.me ‘R 1Dnger dea:.res to retain t:l.tle

(c) The. Inst.u:utmn agraﬁs to comey to t:he Gcrvenment, upon reauest, tha e\tixe right, title and mt:emst in any va;ach mef:ion in anj'
foréign cointry when the Instltut:h:m ;

{i) does ncl: elect trnder sectmn III(a) to retain su:h n.ghr_q in the cu.ml::y: or

(u} fails to hage a pal:ent applicauon £iled in (-he coum:ry ch the mtmu :‘.n amp:dance ":.th section UII(&): emept ﬂ'ﬁt if an . .
application has been filed in a foreign country after the. timed specified in sectim ViI{a¥ but prior o stch i 4 e T
Guvemnent, the mstitul::.m shall retain the entire right, title, and interest'in the Sub subject: mvenum in the a

(111) decides not to c:ntmue prosecu{:mn of such a;plzcaucm or to pay any main ; i
forfeitire of the Eﬂtent -application or patent, the Institution shall not:.fy the A’genw not leSs than s:.xty fGl\) daya before t.he
exp.lrat;.m period for any act:.cm xequi.red ‘by the fm:mm pntmt off:.oe. E . :

TCIT

ST B — W : T e m
Dépt, ‘of Tnterior 3, Séctions TTX() (i) a0d III(c)r um of ‘thé standarda No dekion; section |

nstibitional patent agieerent" set oot wnder: . sectidn
1076 {c}{2) shoiud define-what corstibitesa Beoigion® .
not to continte prosecution of a patent applicatich. |t
action for a- spemfled langth of time witholl - aﬂaquate o
explana!:mn should be deemsd to oohstib:nte su:h a, decmkm

Srabllshitsm:erslupofsxﬁxmﬂm
-}bmtsreme.wed




. Minimas Rights Acqmred by the Govenmmt

{a} With respect to each Subject Invention. to which the Inst:.tntion rebaing pa::l.nczpal or ewclmwe rights, t.ha T
to the Government of thé United States a nondyclusive,. rnntransferable. pau.!—up License to rake, use, ‘and setl each Subject Invention
the world by or on bebalf of the Government of the United States (including any

Hgency) and- States and damestie mnici

Govarmment, - GOvETTIent s,
- unless-the. Agency determines: after ‘the mventmn has been :uientlf.‘l.ed that it muld nor: B in tha pubhc mterest o aor,uixa thse llcense ﬁor States i

“and dmresuc rrunlc:.pal guuemrents, .

WBY

. 'CLI’MENT

s

S.0.P.A.

. Iv{a)

- Haze;

Ko a<tion,

{a}y dIn blace of the p?n:ase snake, ‘use, anri sell"
Ffourth lme, a. phrasa " practice and have practs.ced-- as -
congained in ASFR ?—302 23 would be mach prraferable. For

' samg inventions, pots-.nttal licensees chuld .be greatly

turned B£E by Having to oamete with thJe Goverrmment in the
marketmg &nd sale of a product.

" {ay with regardbothemctmsimofthehuemetnstate' No actisn;

and. local. _goverrments, see r_ny testimony. They have ho
equity. )\dm.nzstmt:.wely. prohlen ig an mpmettable

langisge df eection follovs FER,

Prosident’s Sta_temem:.

SJNH‘I'I‘ED B!‘

'mmz

Umvers.tty cf L

Conngeticut

) of & lmse fﬂi fb), “to fulfill public heaith of: safet\;

It is not. clear under what clrmnstanc:es the agency wi.ll e action,
determine that it is ¢r. is not in public. interest-to - RS '
acquire licenses For “stdtés ‘and domoskic mniclpal gmexn

ments. ' Presumebly inventions wade wikthoat -goveryment. Sup-

poit would be patented and licensed for sale or, vse by

State or municipal goverrments, and it is not difFicalt to

discérn ixteconcilable institutional pohcles coa:emh-sg '

fedexally supported or non—federally supported” inventions

I am also uneaw ahout: the TeAning of a nm—exc}.ushm,

- por-ttmnsferable paid up Lidemse" for the U.5. qofm:'ment,

and the reqmranent that the dristitution grant to' responsi=
ble appljx:ants, updn request of the govermment, a- .

© licénsa ...": It 35 sinply Dot ciearmetrerﬁaagreemnt s

gives . . the nghl: to oun, agsign or license patents, or .
whather the agexwretanlslﬂmeri@tmorderﬂsem

Langnage of 'ectinn £onows F'Pll
and Presiaent's Statamarit,

GELT



Research Corp. We suggmt that the exl:emsm of Fademl gwenneht r;.glxts .- Ho actien, - " Canguage fo1i6WS prement FFR,
mstatesalﬂdmesucmmxclpalgwermentsbeplanedm E ’ T oo to
‘a case-by-case discretiodary basis. . The ratiorale fob:
sich an exténsion isbelievedbobeanasmrame timt
‘t10isin. the pablic hiealth ares, -such as certain doiks, . -

ticals and safety dovices; would be nwewidely
available at minimm costs “through state or Winicipal Lo L
spmsoxshlp. This is &-¥easoriable requireum i Ihsevéi: T . : o
By inaking the extension mandatory mény - iiventions : . ’
having such argent pubYic health benefits would i
. _included and would sericesly fmpinge on.a just retbind -

umecmuﬁctormﬂmvenmaxﬂredmeﬂamnvato
mke mprma:enhs or: futther inmtm

i

L¥ = 8L~ O SE9=EE

' University of

. .'{u Paragram .!'Jta}, t.he Gavenmmt‘s h.cerme to a Bub]ect Bitf‘.& . . _ . Ditto
, Georgia fivention should be for goverrmental Piposes only rather : )
: than t:o "nake, nse. ang ‘sell," _ o
BT BY e 1700 I T T e TN T RMIORE
Reﬁeatch C‘bl'p. Subspibdon (a) - This suhparagraph states Ehat. the Goverioknt Nas ‘Bitto Difto

the right: tomake use -and sell on bchalf of the Govermment

ofithe United States, etc, ' By :.ncludmg the right o se].l"

this considerably bmadens the coricepts enbodied in pre-

vious institutional patent agrecments, and ensfiles the -
Pederal Goveroment o entér “into mmutmnmﬂregerml . : .
fatket with comercial’ erterpirises. - In our view, this e
wouldbe undesirable, : Cur suggestion 1sﬂ:atﬂrer;ghtto : . : R
sell be deleted"and that -a 'medifying phrase = “for- qavem* L .
menta purposes ~be: thaerted aft:e.r the word: * Invmtmh"

corT




pitto

DiEtd

For exazrple, t:he statcnnnt mght ::ead:‘

- b Doy way: deternine after the Snvenéis

PELT

pitks -

i -eacceptmn hasis }ere_ C : !
aceeptim and ‘ot autanatm, sub)ect to emclusim




Risot Patentlaw o : ‘proposed
Assecmtm (Oontdi _:‘;regulations in’ qnmstmn wonld remove the sincentive:. -
for competent: mcgamzal:mns to accept Research and:
_ Development grénts or contracts or sibconttacts, and
that as a result the government will be hampered n -
:carrymg out its-purposes. . Inventions are unlikely &
be developed ahd. actually - made ava:.lable torthe publm
-witholit . reasenahle incentives. stitutional Patent :
_Pgreermts stch -asi utlhzed by:the- Department: of Health; -
;Bducatiaon, -and Welfare. provide adeqate safequards of '+
he. pu.bllc interest including march—in- -rights: Afthe

DISPORTTION . mmz

" pitto Ditte . )

i N with r&spec(: to each SubJect Inwmtm to which the Insntutlon retams prmcxpal ar exclusive nghts, the Insnb;tion agrees to grant
to l:espcnsxble amhcants, upnn feqiest of the Government, a' license on tex:rrs thit are reasonable wider the circumta:m, .

{a) imless the Inst:.tul:mn its, licensee, or its ass.Lgnee, demnstmtm m the Goveimment thiak. effective steps Have been taken within three
{3) years after a patent issues an ‘such invention to bying the inventich to the pomt of practical application ar. that the invention has beep apde !
availsble for hcensmg royalty—fy:ee or on tenas that are reasonable in the m.rcunstmmes or can show cawse umy the prxm:.pal ot exclusive rights shomld
be retained for a further periodof tive: or ' .

CorT

. EB] to the- -extent . that the anEnLlOn is requ].red for publ:l.c use by govenmental regulat:.ons ar as may be necessary to ﬁulf:.ll publl.c l'lealth
or safety needs, or for other piblic purposes stipulated in the apphca'ble contract.

ﬁrs.'ﬂ_l'x—qmﬁ':' . ccmm'r .. T T —BIEROSTTION —TTIALE
T . Charige Bin® to "undéx’ in (b) (Al . ’ No sotion., Polloés pres‘éhi': FER l.angu: age; . !

Subcmittae changed "Goverrl!nent'
to "agency™ in second litie of (b) .
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* Adopted=inspart, Ditto

- mims of t.he InstltuLicmal Patent Agreerents w:l.th boa] .
“the l)cparhnmt of Jlealll, Bducation, and Welfare and the -
National Scien;:e Fourdation,. ‘Tte format, in which this -

. i .

_ i - bords, it would sppedr ‘fhat wider
the Tiveral language of the propos-ﬂd prov:.smn t.he ‘Gavern=

) E
period being avallable to the Instltution by inplmatlon.

it wotld seem more appropriste that the 3'-year incubation

time should be’ more specifically ‘set ot so that t.here is . CL -

no, Ru.sm';derstﬁndmg of the intent of the whole p‘:lragra;ﬂl . T
b, we beheve the " langudge’ of J\rtmle XII(a) of the

Ingtitutional Patent Agredment “with the Deparbment of

lIealth, Education, a‘nd Welfave waild be mare appmpx:late

28LT

paragra.ph h) (B) of m:twle v the dac.lsmn : '
{see emnmts iinder Scope OF hgremen‘t above) ‘can be an .

Ay Dne No guidelines or cr1tc=_|::|.a are e;tabl:l.shed_ R
e others can be mide undef this progi--
giving the Institutmn an epporti

Gpportuni (:y i
to be hea:d ~That opportm:.ty, at the very least, should
be included in the provision., The format of the




W.A.R.F. {Contd)

7' Erom Lhe Inst:.tutlonal P,

(2259 spondmg prova.
Agreamnt w:. | thi
Vel e,

" ek 'cf othet ‘persons wnder any
1.5, patent or U.S. patent applicatien filed hy the
a subjecl: mven!:mn o' a i alty*fme

regulatlons,‘mat the publlc heﬂth, ‘safaty, or wel-
 Tequixes the issuance of sich license(s),

mucatmn and Welfare Inst:;tutional

adoptlon of the above 1anguage frem the

Adopted-tn-part. pited;

-88LT

Stanford University

4. March-in‘rights for public hedlth oF safiety nedds ‘oF for
i other- @lic 'Frposes. | Subparagraph IV. (b) (B} “covers
. march-in rights for the. goverrment. to rl:qulre granting

- licenses t0' the ektent that the’ irvention is required for

.public usebygovermnnt regulam.mora.amaybeneoessa:y




Aasptad-fh-part.

Stanford. University
(Can

s .-_-startlal risk capiba'I in the developmt i
- This.is partlmlarly apgacopripm dn inventiong-in; the

hcmsees that this subparagraph is. only mvoked 3
" rare sxtuat:.ms when certain speclt'led cotﬂitm occur/

S.U:BA, _ o drm 1 “the: hear:l.ng after my testmmy I-atso referred Koptea-in-part,
- S ’ to the very serious. concorn; to: the extent.of. refusal; of R

- potential licensse's to dgres to llcense othegs if-an;

"invention is- req.u.‘red foruse: by-govémmental . et

orvas iray be: necessary to’ fulfill ‘piblic health

neads,or ‘for ‘other-pib}ié puiposes stipolited in ‘the
applicahle cclntract" - Ty probla'n is: not 0. mxch t'_hat

ba g‘iqen ‘that thee decision wJ.l.l be‘mﬁa at & h:.gh leval' v
m.th an oppnrnmty for a hearing. - i : S

6841




SURIETTD BT oo : - D i1 - .t mxcmm

Department of Justice ) Page 7, subpar. () - e virge that a max‘ch—in BIE T S actios. comnéndations go beyond
in he Covemment. be spelled ait with respoct bo -ahei- o fequirevents of President’
trust principles. Such right shild be sbsolute and Tiot - stamem:.

subject to the provisions of w{b} (,m and IV{bi (B) -
Althotyh march-in for ccrqgetlt.we reasons, could. be : o : - .
--achicved under the present language of IVER), such nght. : o
would nob be absoluter Tlic urged- addition could provide
“For tha' exarcise of "march-in' nghts Fshould the:: .
‘ Covermsent delermine that the -rotention of prindipal: or
~enclusive-rights By the: Insl:].tul:mn will: -ténd, supstan- .
“tially to’lessen competition :or ta tesalt in: undue .
condentration in any. section’of:the country in sy line
. of -camierce; to-which the te'c-hnulo‘gy involved ‘relates; or
. to create or maintain other sitiations:inconsistent with
¢ the. ahkitrust: laws. ™. A 'similar "march~in® provisfon is
“ineluded in. the pmgnsed draft hill- on” Goveriment. Patent
. Policy emanating-fram the ‘Committen on Govermment. Patent T e e . e : .
Policy this year. The quoted antitrust standard is fiom ) o oo A Lo
the Fedeial Nonmiclear Frergy Research and Develapment ’
Act of 19‘]4. -

fc) . Notmthstanding sectior
international agréement or treaky; the Instltutuon agrees to.issue all -such licenses or assxgmnents ag-are. d:u:ached by the Agency
such othér directicns of the: chgency as dre deemed necessary by the hgency.to curply with the. terms of any appllcable mternat::.a'nal agreamant
request of the mstitution, the, Agency will, -after an invention is. .uient:.fied, agm 0 igentify Ehe spec:.fn: dhligitions of the Inst:.tutmn w:.th
respect to such mentim; wlnch mqht otherwise cmt'llct w.'l.th tha, prms:.ms of this Agreemwent. { - 7/

ST B - commr BESPeETTION T RATIONE

e P —— Hmm:m Rights naqxired by u.e Govenmemt, paragﬁph ),
rewn.lfe the first sertence to read:

11224



Comiell University

-..Ahe Sitnation, the requirements that-led to Iv(c) a:e such.. . e e e e 1stut1ve1y exéibla.._,

L.and the applicable clauses to be used in the event the

v e, mfem to "chntract’ Sl)PPﬂl‘t_and international Bgkeds

- -'d;.rer;t_:.ons ‘of the affency as are demed i

Nobwithstanding section TIT(a} or any’ other o Adhpted in Jast drate. mmnf- 15 deateing,
-visions of ﬂus Adrecient,. khe. . . . -

paragraph . (c) andcms;darahlyemanwsme_ ;
thereaf. g ,

s a casd’ In point,’ I\xefer o' sech Wo action, Bibcomiittée. t'e'.l' thal: iBe

iredl by the Goverrument subsecuon )i~

that.they should be.genierally. applicabls, . As. fo_the section .
itself, FPR soction 1-9. 107-5(e} ‘sets forth the a'bi_ng;:tions

ency head or his duly authiorived desigres may determing o - ) o
them to'be necessary,” it specifids thot thé- licere te =77 % L. T T R L
uwe.govenment shall ‘include the nght of the govermment ot

. i i
" on"the ‘part of the institution o requ&t 1dmt.1.f1catxon of e e ) , . ,

t}ma cases in® wh:l.ch ﬂbl:l.gatlons may ex.lst.

By.te
agency to cmply with the téxms of any. appllcab]:e mtenk.tmml
‘agreements.” “Wo ‘believe it should he the obligation of the ~
agancy to advise the :msi.itut:lnn at the time of a- pmposec
grant or contyact of any . Soeh’ :cegmmnants, and that they . - i -
should not be retréactive. Directions of the aqency to wh_tdz - T : . .

ve wili be obligated should he clearly statéd and uﬂetstcnd
: pr;nr to conkract execution.

. LM Noﬂungcontinedmrh{.asecuonshm.lbedeeredmmntmﬂﬂmmtmdmﬁ&mmmmmoﬂmﬂma&bjm
Invention.

"




tha_ Instifhtion, -t
-tely 1nustraLed_by :

2

. (i‘l) pr'lete :Lnf Frat
& statutoql bar under 35 USC 102, which

m ldaptad @1!:!1 mndncnl:




Cornell University

Secl:_mn V(a) requtres a ounp].ete bcchn:u::al d1sc1rx=ure fgr .

oomeption v E.u'st reducuon to- prac me ; this
mean that the docision as $o Filing would have - to be. mﬂé
thhln sJ.x mdnt'hs al: best Cur expe.nence ‘indigates o' ug

'ﬁi;\a'tweai'emgestmgheteismtmussimnfmefraﬂ

But sixie added flexibili; to the institution to imake a
t:hm:mgh a,ssessn'ent possi

* Adopted in last araft, Sebcommitee is in agrees

ment uith the principle
of the recmendatmn. :

GHIT.




CBILPAL ] Eirie 5, (a} {1) 7 - dalets "on" hefore “salet  Ho dction Languege folléus 35 0,5.C,
' : ‘Yiné 2, () (1) 22 - Gelete ¥on* before “sais” : o
Reseax:ch ot ad - f {a) .~ In practice this requ:.rm\em: fiay be dxfficul*t to " NSoptod in téwt draft. Ses Gowment on CoEmell:
s.0.8. A. ) congly with within the time limif inposed. Paitial - o o .
- " indamplete disclosures may. be _necvessary and way have to .
beameptadbyﬂmagmcg Thereasonforthmsisthat N
" ingentions practically never spiing into ex:st(gnue full-
bloﬂn and most eften requive considera.ble trial and
testing before the technical details are ful,l ]
the extent that a working el or well—defmed prcducrs .
dre avallable; stich testing frequently. takes months and
eyen. years. fmcmmptzmorevmme firstcmde
Dfvetaity oF ok < bltts - Ditto

"_r nder the contrar..t. Paragraph \H(al reiqires
iversity o Fil6 a pabént ¢ Ehin
. mnths after guch” elecl:mn L




ﬂlﬂﬂmﬂ’f

N ] g - . :
!’em State Um.vexsxty " Ditte . l:_!it'm'

and tmdcity testing has not yet bccn achz.ev%;d. :gny of
‘onr ihvention disclosiures aré tnggerod by a pres:-:ntauon
Satal natmhal ‘or international technical meeting and only”
‘obtained at that time, addltiona].ly, -many -inventions ‘ave -
achieved in a manner that the inventors cannot be sure at.
‘what stage conception is aclueved, especmlly with respect
to chenncal. phanmcennm, and, prooess J.nventmns._. . : '

Sect_lontv(a) (.u.) '.I.he words "aut.l'nor:.zad by Or known t\o" e o ‘gi:txoﬁ. o -It waa t.he :I.ntent oE the

the institution could be construed to requiie detafled agreément to impose such admin- *
.. administrative mperﬂsion of all presentations, seminars, ist:ratwe responsx.blllty. ' :

meetings; and all publications = stich are presently
the respons:.b:.hty of t.he princlpal mvestlgal:or or -
research directm:‘ N

. ]
'me msti.tution shall obtain pai:ent aoga:eements tﬂ effectuate Ehe pmvisinns of. tlus Agreen'ent Erain all persons in its arploy who perfom any ,
pa.rt of the work under any Gontract exoept mntechnmal personnel, such a5 clerical anud manual lahor p&rsonnel. {

imrrmmr T OB : : - — TS - BATTOROLE
Regearch Corp. Wd . add ochma ater *contract” and - deiete second "pembﬁnel" | ‘hacpted in draft, Proposed Jatiguage follsims FER. -

5.0.P.A.

e mshmqtonst:abe hat- . :.ra:ent that scientiflc Acknowledged, ’ . WO actién fecessdry,
- University - gnployees must sign a statement, agreeing to- these rnles. : )
’ T I wonld prefer that thisde a Iittle more.liberal and

<would allow institutions scme. flexxhlllty here, . For .
-exanple, -we include a Statemant-in .cur Faculty handbook.: .




Washington State ' vhich makes it. very: clear.that it .is.a cond,i.tion of aanoy-
University {Conitd} - ment for all of - -our, faculty and sclentlfic persomel o
adhare o’ our, patent_ policy.. '.i'.hls has worked very well
and is'moch Yess: &XFEI’\SJ.VB than. a p::ooedure “which would -
require a, signature on a statement py ‘each individoal -
faculty menber. I am Sure you are aware of the. nurbers
of pieces of paper they are requ:xred to sz.gn rJ.ght now b}'
other federal regu}.ations ; B

N

“PISREITIR

-ments™ which:are. required:will have to becin the - sama datail. :

Instituticnal Patent Agreement must, in effect, be incor-
portated by reference into the patent agresinents to be
executed by university employees, . then it dis-critically
irnportant that theee . agrearents be as si.mple, clear and
concise @5- possmle. . .

{c) The Institute agrees thal: the' Govermmnt may duplicate 'and disclose amjecl: Invmtmn d.!.sclosures and,

reports and papers furnished or requirad to ke fl.lrm.shed pursuant to ﬂus Agreem‘lent.

.83 the Institutional Patent Agrecment itself. . IE 50, ard the.

SUBMYTTED BY

DISEOSTEICH

RATIONALE
Secticn Veb) It is not clear whether. the pal:ent agree- No action., The i.nstructions of IPA appear to

prov.ide adequate guidance .

sub'ject to Section XY, all othar

FRTTORAE

Research Corp and
5.U.P.A.

the U.s. ‘and foréign comntriss ‘govern’ ﬂaesé' ‘_ina"tti..ffs‘ and:
should be-observed. - Our- suggestion would be to add

i\doptéd in draft,

The $ubcommittee Arafted Iaiﬁ'guége
vhich accommodates this comment as best
able under the Freegdm of Information

ORLT



- ;language 1imiting duplication and disclogure rights only
to those rights required to conform to the Freedom of,..

. Information Act, Privileged and- oconfidential information

" as noted in Section ¥T (to which this subsection refers)

: ‘with respect to license infomation apphes equally well

tomfunnatmnmdxsclosuresandlt.shouldbesamted o T - : : :

An this Subsection. .. . . e A L . T : e S

v Y s ot cleay whether: t:his prov:.sm m;ld e Ditto - ) * Ditto
- University i permit the Govermment. to publish an invention disclosure : : ST
) . : covering a pharméicentical which was “ociceivéd” but not yet
.actually reduced-to-practice, and upon - ni]it;h a valid patent
_application could nét be filed because of a lac:k of humiEn
-effect:.veness l:estmg . ..

~ Paragraph \i‘(c) stxpulat& “that "The Instltutmn agrees that : ] - - Dirto
. the Government. pay duplicate and disclosc Subject Inveniitn . - :
" “discloswred and subject to Séction XI; all othier ¥eports 7 ] . o ] T
and papers furnished or requ:u:ed to be furnished pursiant S - . :
to this Agreement." At times it is not poss:.ble to lignge
- and/or. evaluate the foreign market potent.lal within the one-
" i . yepxr requ.u:ment to file a foreign counferpait to a'U.S. . . .
application. Such publication of the disclosire as ' R . . ¢
stipulated ih paragraph V(c) would pmh.!b:.t fﬂmg 1h TSt . _
foreign countrids after the one-year period. & shmdlar -
. sitvation could result.with respect to paragraph’ vi@y. It
is. a policy of our Tnstitution to encourage poblication . -
hut at times such is not feasible until a complete analysis ' LI . .
of the camercial opportunities s made in fore:.gn cwnl:r!.es i L PSS

YA JAE

mdngzm Techmlcgmal . == the Standard Instlt:utlonal Patent Agraemant- V. -
- Un.we.r:s:.ty . ' specifies that "the Government may duplicate and i
L Subrjéct. Invention disclosures." My wniversity cbjects ’eo
premature’ pmsliclty with respect to -invention disclosut
asbemgmmmltomr-mbemrsandﬂawmnmrts
interest in cdbtaining suitable patent coverage——at least

pises . . Cites




L

Michigan Tedmlogmal until’ after patmt appllcatl.on
Imlversity [Oonbd) in that c cimstance, it is of + I
publish invention disclosurs infomat.].on W thEke-
e e - fOEE- YECOMMENd- that paragraphs . {e}- and- 4d} be remrﬂed -
e e b Take public-disclosure. of -invention dlsclosum T
materials an optignal matter, depending upon the. .
Judguent of. those whi are working on ohl:ammg patemt .
protecttm for” the J.nvmtlons. o . :

1t7 i€ trdexstandable Hiat the Govermment should have : Ditto - © Ditto’
Georgia ' tha right to. dJ.scIose, eventually, inveintion disclosiwes .
‘thé IPA. (Paragraph V{c), page 8). However, pro— . ) K

shonld. be made to allow. the filing of-a U8 | .- '
Patent Appl].cation prior o, any such gwex:mental
d:.sclosu.re. . :

(@ e Institution 5ha11 mt ha: or p::ohxh.mt pubhmt:l.m of d:sclosures ot Suhjact Inventions ofi which patent a;plicatims have haen fi.led.
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" hgrecrent the Tnstitlition’shall have'a domestic patent apphication’ Filed within ¢

‘the filing of the applicatim in the event the six-nonth period would éktend beyauislﬂl statutm:y pe.rmd Su:hslmter

SERTTED BY. o

University of ' Shloegran ] C e B
Washingtion: ;. -~ information of patent ‘significance, we .
. additional sentefice be added. to clausé V(:H

" Goverraeat agency will take Fessonsble. ste;m
"~ that data of inforwation farnished by the Instititi:
iz not releaied to the public befora the agendy
‘obtains ‘confirmation from the Instituticn that the
- propgsed releasewill not. adversely affect the patent
-- inl:erests of .the . Instimtlon ard t.he Govermuent

The. inplication of Section (@) is that where 76 | Kikmowledged, | Dhtvsreity has this prefogatives -,
f patent ‘application is “filed the Instittion can- o e N Y] _ . -
y bar or prommt publmaticn mtlmt nml.tati -

W.A.R.P.

vI. F’Ll of Dm-stm Patent hcatiors

Ia) th _respecl; to each Subject. Inwemum in whjcb the Instxtutim elects tn retain demestm Lights |

¥ :ei_um'bem"

1¥1(a) of thig Agrecwont or such longer péricd as may be approved in writing By
there has been suich nse of publication of the Inventicn as to mitl.ate the

mcaseendmzeﬂaantmrtydaysbefcretheaﬂofﬂlestatutnrypenod Hiﬂirﬁspecbbosud\imenklm, Hﬁmmﬁmsﬁnmﬁlymﬁfythe
hgency of mydel:!slon not to lee an application. .

Dept. of Interior 4. Seckion VIfa) of the "s!:arﬂa:d i.nstitutimal pa‘bmt ) s o o
- sgreement” should provide that when. the. agency pre— . - stated by the cobmentator.

- scribes a pericd shorter than 6 months for- the f;llng
of a patent appllcatlon, thig shorter . pe”r:l.od ‘shall end.
00 Jater than 30 days priok bothemmi.ngot‘the
statiEory pecind.  As presently wordad,

might be construed as providing that the shorter pe:r:iod
oouidendmearnermznmdaysbefa:e&meerdoftbe
statuhary peériod.




'rturgmqmtIBsesthx:issm, i.e., sixrmthsumldha

iergthen period.




SIJ'[MI'I'I"EQJ BY

TATIONE
Resédrch Corp. Ditko
-ard 8.0.7.4. =
af'te'c' theiy 'rece:.pt £réin e Patent: Office. S.'imllarly,
in; VI(b) (11), if.a. oc)_py of the: rccozded ass1gnment
mtﬁ fded . Chp :
1d be suhlutt‘ed within two mnt.hs
L].kewise,_ in VI{h) § )
Bhiversity of tially 4 dated bitta
‘Georgta - . :

Rgéncy an assigrment’ form, Gto. The” infonnaﬂon '

-::equ.u:ed here can be-cbtained only, from-the Patent

- Offize”and- the Eniversity reporting is- subject-. - e
the timing of that office.

TOrT




SIETTED O

- DIQ_PCGI‘.EION

Micmgan 'I!ech
Dniversity

N6 aitton,

ntially

'rhe cunfosmatory 1£<:ense
is requirement requixhd hy
FPRs. ) -




_:\gia_:_:l (1’) within gix te: rrnnths aﬂ'.e' "nng the app].icatmn, or uithm six (6) :lmt.hs after. mtti.ng the !.mvmtim atsclos dE. e
a;gpucation‘,has, beeni filed previously, deliver to the Bgency a duly exesiitad and appxwed :I.nal:tlmant on the fom Bpeciﬂeﬂ in-
Hh'l.ch~ ‘tadmeﬂherem-mbythisreferememadeapa:thereof;-----, =

prwlde thal: Agancy with & copy of the patent within two 2) umﬂus aﬂ:ﬂr a patent issues an the upplicatiom

tv)

R l.ess I:han thirt_v 30 .daya befote the ewpi:al:im of - the mpmsa pe.r.lnd
B .i’al:en_ and Tradenark Office, Jbotity the Agency of ary décision not. to continue the
- Agency ity grantmg tha Goverm'ent a power oE at ¥

.Guranyacdmmqm:edbythsmitedstates
oftheappli.cation -del, to the

: . Mdopted in draft, Yiotds “wpon Tequest’. ailded after
) | "Age'm:y‘ " Adoption will reduce .
el BT rneee geessary administrative workload,

&ﬂ:ﬁecl:lon "(mx. -

M1ile we agree that timely
LF] r_'atioﬁ ot i

tances A umld be unlxkely
ind it advisdble to continue pm'sem X

'addll:ion sich cantinuance woild involivée a wasté . . . - . E

‘of public funds. . Thus, it would be the exception. . .
raﬂ-lerthanﬂmemlethatpweraofattomeymum ' .
be requlred )

Vi) (viii[ upmxeqmst, Mlyadvise memmmmmmmmﬂmﬂkmmimﬂnmemﬁmo!mymtmtwlmumuﬂ
. !.'umiat_\oopiesofmtelevantdocumtsasmmm

o u_:miml:s meivad.

oIt




. K eleits to retaln pri.mipal rights in & foreign Sodhth
mt_i.m nIta) of t.his ngraament, H&a Ins“:L t-iof h:}l have a patent - applimtim filed on the invention in such cobnéry, in aeeorﬂam:e with

{i1) six 1) months. f '__dal:e_a lioense is granted by the G:mniaaimer of Patents and 'I‘radsmrk I'.o ﬂla‘ foral :
whmsud;fmnghasbeenmiby g ‘ . m_anplica

OO = Dlsmsmm -
" irChange "WITI® to0 ™AI%- - Mupted in' draft."'-""‘ itorial, .
Charige "it" to 1" in. {aj (1) . : ' Adopted in dx‘aft. Editorial.
ST T T
'é-t"-i’--ﬂi._ - s time pefiods are deuned

PoLL:



meaecmdpart ﬁlismﬂaser:umismi:'.

'Ihetimlimitofﬂmnl:l-usfmthedateoffnmga BRI Bitto
oorresponding: United States application for £iling in : : -

_foraign camtries s unredlistic. for two reasons. The -

mﬂ:ymasonhastadowiththepracticalneedtn

“include as wwth new material as possible, wh;d: hag beeri
o developed-after Ei)ing in the Enited. States bat before the

end of the one year of ‘grace under th:z ,f.ntematimal Patent. '
: clai.ms .

mechanics of Preparing adequate patent applications. for
filing tr foreign countries,  inclOding transiation,’

,_fre:juent’l.y 9 diffionit to- accmplish within. & months;

especially when compilek tec’m-lology is involved::. ‘We

2 toggest’ that the: time, limdt -in.this subsection. for

fore_ignfilirqbehn:ra&eedmunarths

purpose
or restated,,

S ﬁ}thsect[m VII(a) {ﬂ i= Srffied sy Buggested. atove,
“subsection vii{a) (:Lii} wuuld apply cnly m mﬂ:secttm

Tla) (1),

. Ditea

mm

T nnrT




iudtigan Tech.
Unive.rsity (ﬂmt.i.mndl

ERTED B

" WARP.

practices which: nobrally-govern -the £iliny: of paten :
cations in foreiqn comntries in & patent—licenﬂe situatjm .
Traditionaly, once the convention dats. hids betn established,
as by filing in the U.S. before piblication; it 15 the vsual
practice to-delay as long as possible the filing of foreign

apphmtims.. Thils: .{s E!me for a m.uhar of reasnns, amrq
(i) e estahhsh a omrrercial {nterest or perha;s aven

2

e

O

enter—"inm.-an actual.llcense ‘50 that a more feasoned
dectaicnican be:made on-where b fila- mpotﬂmg
foreiqn applimtion ;

made gince - ua'l:ta.i.nxcamtt'ies do have grace’ periods

after: ‘publication which: do nok: absglul:ely har the: .
fili.rg of a patent apphcation e

Ditte

921



WARP. (Continoed)

Invialnfthealnmwevmlqugestﬂnt portim

applied. '
Article VI[a) relating to the: filing ‘of
apphml'_lcns, with, of ocoucse; provisio
protect_theagerwintheevmtmemﬁ

N.A.C.U.B.0.

" Good patenl: prac__ ce dmtate.s ‘

. . 5 i : m "

States patent applicaticn £iled by or oh Behalf of thg
Irstltution ‘or - 1£ -such an appnmtim i mbt filed
mnﬂ-.s from the date a:1license is granted , :
of Patents o £ilé foreigm applicaticsis ;
has bem nade pursuant to sect{on m(a& o£ th:ls quement.

A hat.a. foreign t’iling Jze mde
Just prior, to, the end of the convention. perdcd. .- Especially 1n
the- case of wniversity: inventions, ‘additicnal material is mde
available subserment to:.the B.S. E‘xling whileh ‘becoes, in- .
corporated in‘a contimal m—impart It ig admntagems

-t baﬂe I:he foreiqn f:L].ing o the mal: cxnplete (hsclosure

foreign £i18
virtal tii).

LGLT




& specifies certain. time peri
patent. applications (note Article. VI is mi,slabeled

ag Atkicle VEETY. This article aleo provides t.hat tha
-specif.led peritds: lcan- be, exterﬂea if approved i.n i
writ].ng by the agency I

’ arbitraz'y pericds. of VII (a) apd actual bat da‘
mqu.lrenents, :.nterﬁed o aﬁisﬁaﬁvei"

éxarple, if publiootim has occurmd
ap@hmt.ion is not. filed until after: su

‘-Gexmany and Jagan if f:hey fr.le withxrr sucmm of the .
B l:lcatim. 'Oﬂler factors ai: 1§ su :

Bitio

Bitto

8GLT



&tanfu;:d
iy

Wzta) then e,c;uinaaaw Both the: agancy -aig _t.he instituticn ',;'
set ‘up dates,. ;

%Bemgnrgym Dg.ﬂ{ga gﬁgzglgu ‘{f Utgb) ﬁgnmlstrat}verhgrﬁns ; eaggth Accmodate& Arifmial report is

i deaned ficient. .
fdrmgn patﬂnt application, that datn regardlng fcrrelgn ; plicatmns filed b: mclude& in the mmual Yepott S48 1e1|:|1: .

pmeofﬂaatmbcmt;act;isme
hytmcovenmt" chnseﬂou:ﬂaﬁu.m

NAdT




. o {ts des:’.gnea the nghts qranl:ed unéer F T 3

the ur1tsdes1meeteapplyfora:ﬂ' T
: (J'.nstxt.'uticn) ] ; .
any patent application, iri-any oountry, cwen‘.ng mch invent:lon. )

e Prity. t6 Fhhal settlmxant 6 this contract; & fmal teport listtng
©atl Subject Invml:mns or certifymg that o -i:wg:tions wers come:.vad

0021

N (c} Excepk as pmvzdad below the Cmtractor sha}.l inclide either a clause .
jﬂent.ical o this, clause or the "Pitent. /Rights J\ﬂqumltim by the (bverm\ent"

'dew_-lo;msmtal, orresearchmrk Int,heevent ofarefusalbyaatbcmtﬁ!ctor iR
te Aecept, either, of these clauges. or.if, i the Oplnim of I:he ﬂontractm:, these

1s uﬂerstmd that the Instituum will geek divection. from the

tinsett nare of appropriate .ﬁgancy! .

' (d) 'ihel‘.‘mtmcl:nr shall weport any subcm’tx'actsomtaﬁ\ingapatmt righta :
!:Dtmﬂistitution The Con ttactnrslmllnbtbeobligahedtom




Ic} _It ia wge:stood ﬁ\aiﬂﬁl‘le oveiTH 4 i v baneffciar subcmtract cl.ause granting rights t.o t.he Govermentin

7

Page 12, Patent nghts Clause, paragraph (cl at the tnp
. ] t_ Bix lines to read:

e i ; v ct “edther Subs
this clavse or. the “Patent Rights - Acquisition by the
Gwemlrent" clause found in 41.CPR 107—5 if a

'I‘[-d.s change shortens the f:.rst six lines dnd also clanfxes
ﬂ)eman ng of the paragraph The u_)rds *Except-as prwided_

" what 13 ;neant l:'y the words "prov.lded below™. The words . ;
"provided below” could be canstrued as referrihg to bject . '
natter within the sane paraqraph Qor. cculd also be. oonstmad ) '

Change "at“ to "m'ihthhﬂlhuofmragmﬂ\ (c) of
"Patent !tights clause, - :

o bymchme

9.1




Cornell l.hivarsity . With: regard to-séction VIIT wchi prcmdcs for assigmnnt of : ]
L © . rights to the JPA holder fiun sub contractots, we would 1iKe. ..t .o.if. - . TR S

to see some langage added to eliminate this reqw.rment if

ﬂaewsub—oontractor is 1|:se1f - an IPA holdar. We asSume that for
| the  purposes of sectidn VITT that the requirement is intendad
“7 “to'apply to sub—contracljm:s'wm nre mt edueaticnal or nov-
" proflt institutions.

Resesirch Oorparation 'mis section will rarely he used since most contracts ahd” Fo action taken., . . ﬁi:kmwleéged.
: grants to educational and ncmprofit i.nst.it:uti.ons do. mot . -
1nvolve submnhzcting . N : '
1
8.0.P.A. Hoxi1d b th s wights as i would have  Partially adsmedited

. were. it tha pr:lme oontractnr - o by redraft.

Raquest deletion of (aj in enLirety ani sw:usumte therefm:.

" (al Except as provxded in (b} belcw. the. Instltution shall No antion. Mot corisidered adnin-
. irclude in any subcontract m'lere a_plrpose of that sube - «istratively feasible.
; Vcontract i the! oonduct of acpermml:al AR ; . .

_____ 7-5, or tha _-‘f‘
Ppatént rights- Retentian by tha" contrachor ‘clange,
found in ASPR 7-322.23(h)."




N.A.C.U.B.O, . . 'l‘heahwe changes are mqui.rad o rxnfom to the chmges
Contined) propoged in paragraph ¥ hemi.n mnern!.nq I,
I Scopa.of the Agreemenit. ; i

Quaufyi.ng siboontTactors should.be atioyed 6 rétain at. Patiatly accomodsted By .
.. Yeast a defeasible title to. their mibject inv - redraft. ..

and -inventors and their associates’ shonld. b k
s participate-in achieving. utihral:l‘.m of their: invent:iu':s
: through lioensing dr omerw;{se

ca subamtract W i.nsti{:ut;ons ta a pnvate com:ractor E

.possible in practice under provisions of section Virrz -
B : it. is jiplied by the statement that: the institution il

perhaps it would be nore expedient to elisdnate t.heetﬂ:ire
provision. It is not difficolt to imdgine that the process
of “Seeking direction™ might reqifre an indridinate iod
of time, effectively. slmin; the ampl:lshnerrl: of ﬁ
‘Purpose of -the conbracty. =

ey

Wheress, . Fodoral Provmencit: Regulatifng provide Patent , ' Partialiy séccamodated
ﬁghtsémmafo, - and quidance for selaction of guch. gyudriyﬂ )
c!auseainsnﬁxomtracts fwﬂeseardlmdbgwlm ki, .

seek direction” fromi-the agenty, that the agency will ooply, ' : ) R Lo

OoNnerT




APLA - (Continued) ’ Our concern m koth resolutmrs is that the pm;_nsed
- requlations. i : ; i e

p\.u‘poses Inv ntions are unlikely 6. be dei.'elopad and
actually made availah_le 1o, .the. public, without reasonable

fnoentives: Inst:.tutmnal Patent J\greenents Stich . as- \
utilized by the Department of Bealth; Bducation; and s .
Welfare provide adecuate. safeguards of the public. lnterest, . } Lo
including match-in. nghts if the patent ovmer -or licensea Ll :

ig not ommer.mahzing . }

IX. Administration of Inventions in Which the xnsnmum Elects to Retain Rights

{a) The Instititufon shall admininister-those Subject Inventions to which it el.ects to etain title in the puhlm interest and shall.
as provided in subgection (b}, below, maks ‘them auailah]e through licmsmg on a mmclmiva, myalty—fma or reasonable l:uyan:y basl.s
to all qualified amlicantl- : . .

(b)) The Institutim may . license a SL‘Ib)GCt Imrentian ona emlusive basxs 1E it aetermmm that” an exclus:.ve Iica\se is requi_red in the

public intemst because 1t 18 hecessary as<an.incentive for dEVElopment ‘of ‘the invention ¢r because market conditions are such as to Tequire

Yicensing:onan exclusive bagls:in. order tb: ‘bring the invention to the point of practical application. Any exclusive license iSstid by ¢

lnsl:.xtutmn uider a. .5, _patent_or patent_spplication shail be for a. Limited period. of time and such period.shall. -0k cunless’

"y NEY.. exceed_£ive (5} yedrs from the date of the first commercial. sale. or use.fn the. mited States. of America of a.

ying the dnvention, or elght (8) years from the date of the exclusive licerise, whichever cocurs first. . Such license shall alao provide t:hat

the licensea shall use all reasonable effort-to:effect -introduetion into the camercial market as sdon as practicable,: ocmsi.stent with ‘sound and
reascnable baainess practices and. judgrent. . Any. mctension of ‘the maximum period of excl.usw:.ty shall be subject to apprwal of the }\gency
expiration of ‘the period of éxclusivity or any exteénsion therdof, licenses shall be offered to all quaJ.i.fieﬂ applicants at a reaschable twalty

. rate not. in ekcess of the am:lusive lmense royalty x:ate. - N .

sm“""‘._ﬁax' o7 COET — —1' ) L DmseoTIoN__

. Justice Department : (3) - Page 13, su.laparagraph b} - 'Ihe periods prescnbed Ko écfibn. ' Practice in agent:les uﬂ:.cates
. - regarding exclusive ‘Yicensing -should not-bé.svhiect, to ) - . otherldse. ]

extension; -indeed, we. believe- u:atﬂaemdmmpariods - -
dmldhelessﬂmnﬂmeinﬁ:epmposedzegnlauon : . . .

FOLT
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Magsachusetts
Institute of
Mmlcqy )

Bodversity of

fewcaments. Mer,maminmbr&ui&nuwm' a
regulationa. Thank pou o

Ilﬂ;cate’s a limiting period for the: axptosive lime

necessary to provide incentive to the comaercial- fir:m. - Ditto

In crder to prevent contihual x‘equests for extzjslonﬂ, 'm
sema 'aldinaice should be made for an exenpt. peried - -7
be the period Of exclusivity slzrtsmdxgﬁm:ﬂme
-inventions which require govetrment agency approeal,
For exasple, a new dnyy invention may very well take
five to six years of intehsive effcrt béfore it fa -
ready for the wmarketplace. Under the prmant bexg
of the recommended IPA, this would only jeave thrioe
years of exclisivity remdining, and would effectmety
prevent a comany From licensing such an invention.
Another exanple wgiuld be the new regilations on pre- -
mrket clearance for medical ‘fnstrimentation. H
an ‘exempt period mist be alloved. hefore the exclugive: )
license 1initatjon stirts sp that the licefisea Tan o
obtaln tha necessar.y g:@arrm clearances. oo

'l‘he provisian for exclusivity GE 5 years frem date-of
First comercial’ sale or § years from date of the licenae k
whichever occurs Fikst, is a Feasonable restriction, “In
or- experiénce, Most -exclusive liceiseds Hawe been able

to operate. Under this privision m&mt dlft'iculty or
fj.namial dgsa, - There will be a rare cage where an

-extension of exalusivity Gan be justified; so it is

t to have the opportunity tnrequestsuwan

"mcl:eneim!mthangsmy -ag provided in p:cpwad

afpreenent.

. No action.

Dites

o




* i warketing OF yse; isinttemofﬂ\ereglu'mﬁgetw

. i i
In relation ko the time prcm.sions of Sectioy th} oE I:his
At of.

Article, it hais been our- experience ‘that devely

* invantions ar.{sing in a University enviyorment, parti.—

e mlarly those in the pharmaceutical fxeld. oo take an

haoptit in dratt.

. excesdingly long Eifle. ConSequently, the finite period of -~

- B years fram e date of granting an emcluslve Xicensé for
the maximin, Yife of such license may, im imany sitmi:.ims
be mwpletely inadeguate for the licensee to evéiy intio-
duce an inventmn into the market, st alone remupt his

: 1 t is

wall undel‘stmd that many of the: major délays in reaching
' the marketiplace with an invéntion relating to the phar-
. macqutical filed arée occasioned by the control @
" by various Federal regulatory agencis. 5%
B practical dohs fderations o p ;

'inuaem:keqnaue uptot!‘nereceiptofapptuoalfurmldi
. The inclusion

) !Iedraft ides for tollmg

agencies.

ore regulatory

99.T



Midiigan Technical
!hiversiqr

Wil sty 6f Gaorgia

11_113 l:lmitatmn of an exclusive 1imnse o eight yea::s fzm

-Bate:ofiEdie con:be. very . inadequate and-such-a zesb:i.e-
timmuldmﬂcaparuculaxhardshlpmthosecamof

binn'edlcal researd\vmerepm—clmimlteseingnwbem-

guired-before: the product can be browght to' marks rich
testiny can consume years of effort éven with the:
diligent prosecution; ' It-is suggested that language: be
introdnced to excludefrom-the -elght yeirs of: exclusivity:
allowed, that time which élapses between the submission

'Ofatequ?at.ﬁotd.ea:ancefmafea’eralagenqaxﬂun .

gtam'.tng of that mquesb.

exchmive license..
axemtlongetm:ghtobrmgmmrmvanumtnthemrket-i
place and still assure a rsitun-on.thé investment of the .

exclusive lcensee. -We recomind. that these: t;mperiods
beextemhdtnm@tyeazsfmﬂndaheafﬁmeﬁ.mt ¢
comprcial sale or. fen years from the date of the exclusive
Hegnge, whichever ocours first—if wé are to attrack a

‘ltoaﬁeemmkemhm:atnentinandnarketmmdunlogy.. ,

:ﬁvehpeﬂ under Pederarl oontrad: or, grml: mspi .

No dctioi,

Accimscdatid-in-part;

Sée rekiaft/

This his bsen provided for.

T




e restriction of f:l.ve or el.ght Yéars placed on thé erm of
“exclistve 1icenses would not alvays provide adequate time for - ) . e ;

Developnent work of this.fype could: take any: nmber of yearg o oo
to conplete, A second exanple where this Testriction oduld

. -dnleclausenﬂghtreadinpart

thegmducttozeamt}emmrualmﬂcetplaceuxﬁarthe
Ticoisor and licensée to recover oosts and & reasonsble :

- Yoyalty. There axe.ejamples where this restriction coald be .

& problem, One-would be an invorition. offered on an exclisiva - . :
basis where additional tesear&mddevelopnmtwasmwa:y '
to bring the 'inventicn to. a patentable and rarkeable | Btage, :

beaprcblmmﬂdoccurshouldmmylmgpeﬂodnf_
time be réquired for pxm'a.rkebing approval; i.e., pew drg
approval, Often, the’ time: required: for ned drog approval
oou.ldnnamlongas fiveyea:sinitself. Annm Favor=

iy esictusive Ticense fssved by the imtitutina

~under a 1.5. Patent shall be for a Hmited: period of. tima

and.such period shall nots, mlessothemiseappmvedby ' B . - . . !
thi  Agancy ;- emeedﬂ:ehfeofthepatenttpatmtxenad&ls : : )

o exclicded). or ten yesrs; vhichever ia longest. Aﬂy ‘el i .
» #ive. licenge ‘{ssved by the J.nstitut.iOh for a honpatentad FANA I T el w0 v

Invention shall be for a limited pericd of time and sich
period shall ml:, inlesy othorwise. appmved by the Neghey,

‘exesed ten years from the date of the First cammercial ' ' . ' T . . _: N
».gale Or use in the Uhited States of Amzrl.ca of a pmduat : . : . .
S, oer pmocegs e::bo&ying t‘he invent-_im.

B9LT.



nivermity of Gebrgla

Dhiveimity Of Waihlagton

S.UPA

Govers S
'byli.cmsaa; xtwoudbeoorrp!.etelym il

. Gonsimer and rebate to I:he-Govenmnt thoserw 13y
: sales to govemmntal agenum L :

: IX(c) should specify “that myalty—fme salem to. Ehe
tshallbe’ videdforinu' 5, ta. handled :

have universities administér royalities

wE do o agree with the promsmn of smpa.ragraph(c) under ’ Ditto

this Section, . - The Government, - yathor than the ‘Institution,

should have ‘the. responsibility to fond tor 1 £ procirements -t L

and claim royalty exepptions at the time of purchasé, More-

over, it {3 not Yeasonable for-the Goverriment to Took to tha

xmutution and/or the inventor for royalty refurds {perhapd.-.. 5o
icable to transactions occuring several years in. the

i ‘past) 4f the Government mistakénly pays the:full pr.i.ce tn n IR
- licensee rather than the royalty-free price, - v~ S

As indlcated in the Research (biporation letter, the royalty
refund Yequirefent would pit a’ great burden oh the miver-
's;.g;les. A much preferabla pmcedure in my way' of thinkmg
would e to “incorpsrate. in any licenss a° reqmmrent that
no Toyalty is to ba included in-tha price of an item sold
to the Govenmmt or fm— the G:merment's account.

 Adoptd. n deat

Ditto

- SRS BT

put an intalerable burden od the imututmn and will -

_set Up a requirenent which sill be impogsible to adrmuster.
T determine what refunds are necessary would fequive the.

Inatitition to hawe oomplete access to.all sales recoras

‘of eveiy licensee and to detemiine in many gray area cases .
* whether sales had beeis made for.or on behalf of the

Govermment. 'Ta burden of ‘collecting oF not collecting

T . “DISPOSITION -
s:%ecu i IN(e) = The Seoomd sentence in this sl.bsecti.oﬁ . Ditto

" Ditto,




SERGTEDBY .. COMIN -

.'vafs,'act'ioh.’_,: ' -mmaybe i.ucorporated!:y

.. iversity of Gedrgla 9) The 1RA- should proias in Paragraph Xt

licenses ‘be mide subject-to the- conditions of
| royalty-Free licenge o the Governmont and jpot -

. gikject ko the conditions of the TRA itsel. F;)y
specific conditions which ficed to be provi
inlicemes.inardermnaetﬂaetemsofmelm‘
stiould be statdd briefly and onSigely in the [PA™
for i.ncl.mim in' 1icenses, 'ml:s, the ‘necessity -
of making the IPA & part of gvery’ license would'
he avmr!ed along with a great deal of paper work.

. [fl lbhdﬂ-nsl:aming the pmvilims of sul:secl:ions {a) and (b), a + 1o licénsa, eiﬂnr excluaive or rionexelugi v, Bhall he graited hy t}n
Imtj.b:tim to any of the fallming persons or. organizations, except M.th the awrwal of the ngency: - )

(ii) An organizatim of which & per:son dﬁcnbed in {f) (i} was: & ptuwt:error organizer or 1i which such a
persun is an officer, direcl:or, or holds a subsl:antlal financial inherest. ' )

tiii) An organizal:icn ‘of wh.id1 the Instxtution was a prmo{:er, organizér, ar finanoer -

In such casga the. Agency E approval will notmally be gwen only if the Instil:uf;ion céin’ show that a bona fide affurt'. was Fade wil:hout success to
interest Sther organizations kbown o 'be, interested in-the subject matker of the inventich in 1icensing and firther dwelopmg the Slﬂgmt
Invention or otherwise can show why the mblic intaxest will best. be se:ved by the proposed licerming armnganmt.

: } DISK:GITIm
mm o Requeatdeletimof Seci:im lFKS(f) initsentizety. Muptedjndmft‘ ) ) Prwlsiand edm'mecessary

" and possibIe administrative

04LT



BACEO {ovinka}

a:mﬂnuany “mist. érert. thelr. best efforts $o
;-,pml:ecl:theirgoodnamandﬂle :
: tgheir professora; and meard;ers The

) m.i.vetm.ty exercise dﬁe care in its mla 3 .
with the aforesaid parties. Frequent éonsul:
tant arrangements betweén yniversity profesadrs

..:and the. privite. séctor make it necessary.for
“the wiversity. to -inform.its professors of .

the:l.r duti.es amirohllgaums to the 1.8

T




Sectith IX requires &ffotts to J.i:.'Crnsa others fim!:. ‘

By sich license will ke, tlm.hljmi_.ted, and
interest will be protected thereby. A dni
should rict be required to demonstrate thak -

vention has.so takers before. direct.‘ty assisting 111

ventl.on, m:st take this. fact intn_ mnsidem

‘Iherefnm. the mlatians_min crf the tnl verst £y tn
those oul:side of . the. mu\erai.;ty mmuﬁ:ty, by its
very, nateve, i soch that. pa,tent are .
hid)ly miikely. = :

' University of Geécrgla 'I'he prnvi.si.ons of Paragraph Ix(f} are- comral:y o Ditto Titto
o ' p.\bhc policy as: applied. in:the Snall Basipsss:
Adiinistration and other: agehcxm of _the
Goverrment and. the: states. -Individuals are -
. encouraged to.benefit. from ‘the applicatica 6f -
Pederalﬁmdsmhurerablecasesvﬂmﬂ:epﬂr -~

T1ic benefits in the long run. Govermment-sup-
portadinmmmmmthemmhepﬂm
mﬂﬁaestabli.shadpnhﬁcpohcy ’

2241



Purdus o R Paragmph rx(f) ! Some’ invepl:{ms hava " Ly .- Ditty '. bitts

jti-they Conld:

o Hudl ‘should: be-pemitl:ad wwiphout, first: having o LA
contact a nuibér Of ‘covpanies. For most inventicns, -
: mldmthaveu\ecaptlzlmdevekp

'l_\av:rqboobtampenﬁssioufmﬂleagaicy o R ' ’ .
_90061 ltanagenent d:.ctatea 11cersmgmﬂ:e tiweritar. : o

NnirT

. . | only. if the
‘Peredn’ ar orgaru.zatlon ig the sole or exclusive .
licensee,. since foxe than one 1iensce should bie o o
- pEotection eriough, -Ditto . bitte

i is
should

ckfmltian oty it can't mean sl:oddmldar




: Profi. K al -
‘then tie the hands of these’ peupleand l:he.irbmimsa
associates apdl principals by Timiting their

e

bitts

Pitts -



© W ‘actioh.

" Section Déteted,

a non-exclwive basis, e:}oept after oxgammtinns
wh:.ch ha ‘na. mmlmnt decline o li&nse

‘ZgEant. oF conbract. ivita’
pod:ees thiseoommicmtimimishem




J,cp:(sn -0f '3 research- advance: to; pmdnct,
. and:th succeecimgmmtﬂ:mgtha\; e {in
spibeofwallknomo&?sagaimt Sich 4g)
.- -appears: both appropriate. taom;ewrnnicsysm
..ahd very mich.in tl'oepublic intérest

| e alss note THEES wilL prohibit | Ticansing by e
{ - Stanford tp, Howlett Packard,: Vailaf aid . . -1
" more ‘curpanies becamjec of our cleax role as . fre e ;J'

higs ]
. government manoed ‘résearch .bo.prblic use and
henefit, The submmuttee I;as chcsen the, free

nt or the op.um to do
thing Snbparagrqm IX(E). is in divect e e e e
‘dontzadiction to the oorméct: ‘dacigion of-the. - w1
gibicomni tbee -4nd ‘to, the aduevenent of itg g)al..

oFt fa i 1)y alse i i




L i
- s:‘bsection (t‘} = fhis sdbsection is mduly xestri.c* : Bitia
: Tnventers or their co-workers are freguently .
"the viary Best ‘people to exploit their inventions . -

{nee. havea dedication and em—husmsm for

Ditto

ing friiits of their inventiveriess used in I:hﬂ
: . : o *publie interest ‘far gredter- than others who have o’
| v o e ndoctiinated with these -attribites before they
! . v - o icairy becte ‘product. champlons,  If the intentors ... .- ’
3 : dhd theit eo-wbrkers 'can show they have the requisibe : .
“gbilities in fmanmal Iegal, ranagerent pnoduc:tim . .
- i B : - and matketing - matters, -of can show-they cdn attrect
! L Lo 'pcopje with gich abilities, in our, opinion, they. should .
. : " 'he sliowed to bécom> personally-invelved in carrying: . ’ e Lo
. - . through to the market-place the inventions they have ' . .

’ : given birth to on the same basis &nd with the sams
restncl:ions as third parties, To do otheiwise -
flies in the face of humah natute @nd the corpetitiva . .
spirit on which this’ ‘country is hased, e undue .

B mstrict.ion in this Subsection cah be resbved by
© ' Baletion indts entirety of the last séntenps, and
T we do suggest. The requiremnt ho have: Agelw .
w appmml should be retained and such approval shnuld
o mt mreasonab}.y be wiﬂlheld.

2adT

‘ormell - - LR “#hile we inderstand the reasoning that led to tha e
. - .. ... provisions of section IX(f}, and find that these

;. -xestrictions might at times lend force to car

. -décisions in such watters, i is out view that

. .we aré’in perhaps the best, position to assess

- passible conflicts. It is our interpxetat.lm

. ‘that these ] provisjons will not resitrict the
institubion Erom licensing & cirrent or fomer

, -eaployee for student) or group of employees
or. @n organization of which an employee id 4 .
mbet if to 8o so would bring the benefits of
the iifivention promptiy to the public. On this
point e are referring tn x(£) iii.




Michigan Staté

W xemrm‘end that this entire. secl-_ion be dalel:eﬂ
The requirencnt that tledrance o approval mist
be chtained from the federal agency prior th
Heensing mployees of the institution; etc.,

is an excessive intrusion on the mnagerrent
premgat.l.ves of the insutut.ion.

mwm .

Kisié York thiversity

WA RF

. ... inveiition? Who has more of the “know-how®
‘.mﬂdlnaybEanmcilla:yhutmttenand'

. Under section IX(f), “Mministration o Inventions"

it seems that the Yanguage is mncosssarily. oons

strainirg, particulp:ly the last. plirase beginning; =
In guch cases . . ," The irrpl].catlm is that. pre-
ference would be givento o:gmn.zauons of indivi-

duals other than.those 1isted in part {f). : ihus,
it Appears that the ragulations require the

o act 1n an m)eoessmly mscrmu.natnry mxmeh .

We would suggest the delel:i.on of Section (ﬂ

 of Article IX.  On the one hand, the effect -

of Secticns (a) 'and (b} of Article IX st
- leave the decision’ concéining licensing with .
the Institution-and then through the operauon
of Section IX(f) pronptly take qmay 2 portlon
of that provoqative. The. provisions of this-
fection oould have a decidedly adicrse affec:t:
the transfer of technblogy from the'.
Univeristy to the privatée sector.. Thus, who:,
can more quickly transfer the- technology: of.
a Subject. Invention than one who partl.cnpated -
in the reséarch leading to its’ emcepuon and/ .-
or actual reduction to practlca? Who is most
knowledgeable atiout the subject matter of ..t.he

Ditto

©omito

Ditto

Ditto

8LLT



. .‘;mthi.nab}.e part: of the_inventior? Tn the ‘
.event. the mvestf.gabor is willing o dssume
(CF. paxtu.'lpate in the high risk invdlved in
; _transferring technclogy from the Dnivexsi:

to the private sector, where there is llttle

.. doubt that the odds are extremely long in

- wachieving success, why is his investment
g0 different from that of al third party

48 to booome the subject of a specific
pmhl.'bltlon" If such " a person, orian.
organization of which such a persoi is a
part, mests all the criteria to qualify’
‘for a license, it seems abundantly clear.
that transfer of technology involved fo the
piblic would. occor more. e:ped.ttmrsly than
“if third party; which has First to be tanght
tha, technology before such. transfer can.be
made,; attenpts o make sud'nl transfer :

W f].:l.'mly belieue that theére is httle danger
of "unjist enrichgent”, which appears”to be

the thrust of Sectien (£}, when- theve {3 so

.Li.l:tle capability 0. adaquately forecast af

the comrercial Buctess of any given invention

and where the investrrent risks have Aot baen
dtangzed ‘It is well recognized that each -
invéntion has its moment in time and if an

Institutmn is under compulsion to' fh:st t:y

to find organizations other than. those spech-.

fied in Subsections (1) (i1} [Aii}, the. i’

delay could be fatalto. the transfer of .

“tectnology to the private ,,sgcc:oz-. Also, -the
spac:!.

time delay occasioned.
permission From the ageniy. 1ol
also mitigahe agains!: the Fine:
Qf

contly e th
—burdenﬁnrmemumti.masmumtm
Benici.

BT




A fw:t;har pomt w.Lth tegard to- Sacl:ion IX(F}
is that. Institutions for the. most part hava i
had a'great deal of expericnce, with and havt
~'Had been most Cognizant of potential cenfHGE
of jnterest. situations which arise: becarse 6F
heir operatmns and-bacause: of - the variois
tnterrelations bobween funding. arising from
prlvate and public sources . fthe latter in-
cluding Federal. Agoncy funding): and mnsulhng
arrangements entered dnto:by Unfversity:
tigators.  We:believe that. the Institul::. '
ability to -police these, probilens is well ds-
tablished and that in. the great majobity of
sitwdtions such POll.clng is adequate without
imposing specific restrictions such a5 dre:
ﬁ'posed by thm Section- -

) .gsalaatpmnt, mofﬂntemsmeawiﬂﬂn
Section (f) tend to defy definition;  Fer -
example, in the context of the Section what in. ) s v
fact does "premoter”, “organizer” or “financier® . .
Tean?., These wards can have very different
mmntations depending: “POil the kKind of .-

mstituti.on to which ﬁ\ey are being applied

X. Pakint Managemnt Organizations _ . L L.
THe Insl:imtjnn may utilize tha servicss Df the follwing patent !ﬂamgmmt organi:atima at fta discmtiom :

{ i_/

. Other patent mamgenent otgamzatims will not be utihzea by tm Institutim mless tha patuﬂ& adninistzatton a;mment hehvem mﬁw
andtl-;elnstitunmisappmvedbytheﬁgmcy . e -

'.Ihe msntution sha]..‘[ naE’ Agsign. any Subject Inuentx.m e partaes athel' than ﬁgenq.'y in cimstamaﬁ a.s set_fert'h thls Agtesrm ' awept
it moy assign rights in the invention to. therabov&hs patent. managereit dzations. or any T J
mtwlﬁ\ﬂ:emst.{tutmnhasbemagpmmd Agbiey.. myreﬁe:eme n Agreetent B X : :
orgmiutionﬂtereamli@iemﬂanassigmmttomhmorgmﬁzaﬂmslallapemﬂcanybemaﬂembjaﬂtmmﬂn

Agmerant.

0841
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SIJEMITEE)BY

Research Triangle
Institmbe

. ’.l"here are d:l.sadvantages s well as advantagm, to I:he

institition's tech:nlogy transfer p:mgram. The mnil.ng in ¢
5ubpa:agraph (5). 6F.1-9.107-7{b) is qu.ibe satjsfactoty' B
To quote, the institution must have “an active and
effective p:motmnal ‘program for the Yicensing and maxket-"
ing. of inventlons Hiowever, in ‘other’ sections of the
Revision ‘and In the sample” PR, there are.strong implica=
tiong that the goveértment has in mind certain corrently
existing patent nanagarent organizations, See for:
exarple the enphasis in Section ¥ of the sanple IPA an’
“organizatinns" rather than “capsbility ¥ Tndeed, the
Report of ]hteragemy Patent Policy Ocmm.ttee Waﬂ: so far e
as to name two otganizations - .

current natmrally ko pabent management ﬁrqanizatims.
One promirient disadvantage is that they aré self-serving,

i.e., they seek patents that will bring then the nbst income

and those that will have a short-term pag-off. There are
wany inventions which are useful to J.ndusr_ty, and throiugh =~

indvstry uséfil to the consumef, in which the pobential =~
pay-off is below the intersst threshold of these ccxrpanies
but is still economically valuable, One actusation that = =
hasbeenmdexstiattheyskmthecreamoffthetop : T

A fm:unex: criticism is thiat. they ‘are tdo fa.r frunmany
universities to provide the personal touch that ms!:
inventors need. T would ke 't see universitids .
encouraged .to establish the:.r o technology transfer
‘Function or to use local J.nst:l.tutmns {The University of
Morth Carolina at Chapel Mill and North Ceroline State
University in Raleigh have arranged with the Redesrch
Triangle Institute to undertake their patent management :
activities}. This also creates the envizdnmant wheréby & greater
patent awareness can be brought to the imiversity fesearch
staff. I am not encouraged by the results of the Patent .
muarencss program of the Research.Corporation at the thrée

) My ooments pertain to’ the criteria set forth for the - NS zieti_&_n. wledge&_

TQI!T




1o : "ttavelmg salesnan®-or- Ehe "b:tg-
e cu;y slickar.* Bn'efféctive local'capability,
‘Ehese. pzoblen’s. 1 do afjree. tl’al:. a déropstiated. Qabalt

o msmage:rmt or tacim 7 trzmsfer capabi @xist.

G841
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Ghknwgi ATA Hesber This réstiriction against assigning rights to anyone ‘other. " N6 sctiom, Interest is to perintt mnipezent
ST AR Renber .- than an- approved E:tent managament organization is likewise ] . of any quali.fie& applicant
i objéctionable as discriminatory and void of aiy ‘tseful C
'purpose in achmw.ng utilization of suhject inventicns. -
While redsonable ‘conditions such as granti.ng ‘only’ l'_'l.tle
shich. is defeasible: for failuie o, ‘achieve uf:ilizat:mn
... might be appropriate, there is no apharent reason why
‘'guch an assigriment should not be available to any qualiﬁed E
appncant m.llmg to accept: the same’ cx‘wyiitions :

I Reriomqnl)eveloprmta:ﬁm:rmmiallise AT N G e " LT e

tmn' s-hall ptcvvide Aa written annual report tn the. l\gemy on or befm:e Septarber SOt.h oﬁ each Year ooverin} the preceding year endmg Ty
reg‘ardmg the gtatus of develofment and comercial use that is being wede. or intended to be madd of .each Sibject Invention left for
administzatim o the Trstitytion and the’ steps that have been taken By the Institition.to bring the irventicn to the point ‘of praetitzl applicaz. . . .
..tioa. MW7 Such réports shall include information regaxding status of developrent, the date of first comiércial sale Or use; gross Yopalties received
b;f the Institition, and sich-other data-and informiation as the’ Agency v reasonably specify. e, the extant, data of. inforwation supglmd pm:kmn s

i ‘asectmxsmnsldetedbyalicmseetobepnvzlegedorcmf I:ja"ami:l.ssonarked, i thatto __e:rbmtpemittaibylawit

T DTSHORTEN :
, o Coriinents,  Wnile the reqmreumts in his séction will NS action, | D . meaged. ¢
require a substanitial administrative effort by the . v L

institation and/qr its desz.gnated patent. i
orgamzatlm, ‘thet type and scope of in

!hﬂﬂrginmishg:mtmumuﬂmtEmu&ﬂ!ninggmatm:ﬂdﬁtsina&hjwthmﬂmmﬂelﬂmhﬁmmrﬂdha
alplojree.




— TR

5 secucm gJ.ve special nglg;s £o: the aééi::y No action Yes-
thé - .

Termination (page 185), does not agree with giving the righ to
term:i.nat— for unnven.ieme to both. parues. o

} Request-.sfor;qencyapprovals, extmsmns,nrshmla: acl-_mn andother' r:espolﬂemereqmredbythmhgmeneﬂtslmdheaddmssadm

};goeptwmmsmciﬂcauyp:wmothemiseinmiangrmnt the . .

T orh:u:designeeshal “act asthepointofaut!mritymthinﬂnngmcytograntsud\appmmls extmsims.o:takemch
otmmmtimasmybeauthonzedinmzsagreamnt. - :

R e pert;[nent contrdet office Has ﬂtpzesse& concam about Clause XIIL. Mo actibn. ‘ Q'x.e-stioh'mt undérstogd.

¥B8L1



mﬁnmssm. emofﬂmmtiammMsamted&\ismtasofﬂmdaywﬂmrbelw.
' ' mmsuﬂswmm

Title

o Date

s

By .. .

T.Lt:le
.. Date

. [ v thé’Secretary aE T e above
o who slgned this Agremment- on behalf-of . said corporation was then . - of gald cm;:nratim
ugree:renb wag mlyfsignad for and in; behalf of said corporation By autlnrity o :.ta gweming bndy mﬂ is_ ‘iﬂﬂn ths scope-of 1ts bm:porata

E
&
984T

Mhmswhandandthe deal of sald corporaticn this
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uotmmm'om INS'.[‘IM’I'
['.l’:.tle of Inventi.on)

Rpplicatton ‘Fory
Inveritor(s) =

C‘nntract (Gran_rNo
‘Insti tution:

. (identi!.'y i tu;icnal Patent. Pgremt mmﬂer) o whidh
(sp'o?c"i?y Gm;-ement ency) b subject :

'l'his dacwant g confimatory of the paid-up "qranted o the Gove \inder this contrdet (gmt) 1n th:{ invmf_{m, l:atent aa:hcatim and
any reguiting patent, aid of all other rights acaned by I:he G‘ovemrm!: Ly the mfereﬂ‘ced Agieament.*

'me Govérnient 1g herchy grau:ed an irrewcable poweE tn inapect and oke .Coplds GF° the daom-idem:if.isé patent applicar_inn. . ’

tion" under, ...

Signed this day of ] ;19 .

(instiﬂldon)-- T

(s:i;.gmturEi

ifrint OI.‘type n&mﬂ)

LR G a——

984T
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Research Corporation Refezem:e (&) shw.ld specifically state: “Hnsért a aate Adopted. . Footriote' 3 deleted
. of approximately 3 yéars {after date of this. agtéemnt]. . )
(Phrase in brackets bo Be added.) 2s it stands and -Fead
in gonnection with line 4, Sectim I, this neEex'eme is
l.mclea.r .

[

e Ifmymrxentgranfsoromtractsarebobeaecli.&dfruntmagresﬁmt,aahtﬂﬁmtsx:hastlnfollwingslmldbeinsertedm: "nis
J\greamnt shall not apply to.the following coftracts:..”: .. .

__/hgenciamaymshholmtthesoopeofﬂnaqmeu\enttoomtmctsmtemdmtoaftaﬂedateoﬁthew msudlnsa,ﬂaflrsts %
’ othisgectim"mﬂdhavetoberevmed Ifsuchmappmadtismed,midatationalmldbegivmastohcmmnmctexmimsmnbetrmted

Nocumxtsmmived-“; . : : S

_/ '!he hracketed language may be deleted but mmliy i.t is w:pecl:ed that mstitntional Patmt }\gremba will am].y to gmts aa ue.'f.l as cmtl:acbs,

« . Ttem 6 suggests: ﬁtatanagencynﬂy rest;rictthe:[mt\o g
: mnt-l:acts {and_exclude -grants;, for; exampla).: - .
" Forésee any Iogical éircumstances Justifymg .
exclision of grants.  T5 the contraiy, such exclusim . '
vould, be ‘cointer-productive towards achieving effective .
‘technology transfers., We reconmend that Ibems [
deleted.

nanﬁntory.

_/ Some- agencies my wish to include additional ar alﬁemartive pmvisims cmcem:[ng lntamatlnml mnttars Mtﬂmq audt langmga a8 Eher Ocns.u:‘lar
" necessary pursuant to F-9. 107—3([1} (2) .
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