
A B C
Date of o Date Sales Dealt

:Ollunon stock ~ Purchase ilim ;~ Price" Value.

\lbany International 7,000 6/72 5,000 4/76
.s,000 8/72 9,200 5/76
1,500 12/72

--1.Q.Q. 2/74

14,200 14,200 $ 268,932.92 $ 448,436.00

14,0'00 8/74 2',100 2/76
6',000 3/75 22,900 3/76
2,000 8/75

2LQQQ. 10/75

-'$1,:044 ,'2~'3 .'01 ""25,000 '25,'000 $1,326,132.'10 o

'"cmerLcan Tel. & Tel. 9,900 2/71
c

-lQ.Q 11/.72

'10.000 10.000 6/76 $ 546,931;70 $ 521,900.00

,MP, Inc. 2,000 8/73 2,000 11/75 ;5,3,473 .91 86,.452.80

~~ted-Industries 16'lOOO 5/76
2.t...Q..Q.Q... 6/76

20.000' '-3/75 ~,20,OOO $ 805,237.29 $ 570,800.•00.

.Lack & 'Decker .5,000 12/75
6,161 5/76

.--~11'.161 }/58 ,11.161 $' 268,619'.34 $ 15,450.66

.,,'



::::ommon Stock

::BS, Inc.

:ummins Engine

lata General,

)iamond Shamrock

: Shares

10,500
2,000
2;500'
3,000
2,000
4,000

24,000

1,815,
5,082
3,388
1,815
6,050

18! 150

3,000

10,000
3,000

·1.300

". ,14,300'

',: 11,BOO
,;-,. 3,200

" ;':;,,;<15,000

7,'000·
..,':p 17,900.

" B C
riatt:! of Date Salt:!s ~
Purchas<:l Shart:!s .: Sold ~ ~.

2/75 10,000 1/76
4/75 4,000 2/76
6/75 10,000 3/76
7/75
8.175
9/75

24,000 . $1,287,288.• 80 $1,016,519.02

1/67
2/67
3/67
4/67
2/68 ....

on
.ia...1.2Q 10/75. $ 344,480~55 $ 5870408'.58 cc

C>

10/74 3,OOa: 11/75 $ 107,210.34 s 42,077.99

.5/75 11,600 2/76
7/75 2,-700 _3/76'
8/75 . ---

'~4,300 .: '$1,.004,399.28 $ 683,540.00

8/63
9/63,

15,000:;' 4/76 '$ 604,417,.25 . s 79,208.47

".$ '654,213.08 $ 689,005.33



A n c
D<l.te of Da.ta Sales nook

:ommOI1 Stock ~ Purchase Shares .-; Sold '~ .~.

>,-.-
iobart 6,000 7/71 20,000 10/75

4,000 8/71 ·1,000 11/75
11,000. 10/71

21, 000 21.000 1 416,184.08 $ 611,210.00

oIacDermid;' :i:n~'. 7,50"0 2/71
~ ..L..2.QQ 3/71

. 10,000 ~O;OOO 8/75 s 79,754.22 s 286,625.00.

-1otorola 4,000 10/73
.....?J?.QQ 8/74 ...

9,000 . 9.000 7/75 s 464,090.66 e 493,394.81 ""c.:
'lorthrup Ki"ng 5,000 3/74 5,000 5/76 69,140.50- 129,000.00

....,

)hio casualty 11/73 2,000 8/75
.2.t2.QQ 9/75

4,500 4.500 e 169;500.00 e 184,945.00

seccax 17,000' 9/72
....h.QQQ. 10/72

::'20,000 20.; 000', 9/75 s 467,875.00 $ 856,754.70.

sen Oceano-oil a,5~O 9(69 B,500 5/76 $ 153,000.0.0 s ,86,185.70

~evlon (Bought as
99,688.43"coburn Optical) 1,286 .7/73 1,286 .5/76 $ s 107,375.00

seeneun :~_:>': 5,000 ~6/73.- : 5,000 10/75 .$ 19,750• 00 $ 66,250.00



. subtotal Common stock Forwa'rded

'Bond,- Pennsylvania Life
5% cv. sub. Note Due
~erially 1974-B3
$65,421 Par Value

A
Date o~ Date
Purchase Shares' Sold---, --

2/75
3/75

25.000 6/76

11/63'-B/75 .400 B/75

B

.....
""&3

$9,496,803.2J

$ 65,421.0(

644,321.8(

c
DOOK
Value

.$ '245,699 .2f

$9,496,803.21

299,030.11

$10,187,601.81

$10,187,601.81

"safes
Price

$ . 67B,252 .25

&

's 65,421.00.7/75B/6B

400

15,'000
10.000

.25.000"

Shares

Total Stocks

Texaco

Conunon Stock

WARF Vitamin
Concentrates, Inc.

:Grana'Total-Form 99'0, 'Line 6_part II, Line' 3-part . I §lO.392:410:31

Bond - Metro7Goldwyn~Mayer­

5% due 7/1/93' 7/6~ 4/76 & 139,387.50 $ 135,OOO.OC

9.9~ 697 .f24 V

Note:'

:,,/..

As to Item A, Secrtrities were acquired by purchaser all purchases and sales were investment.
market purchases , and sales th~o~gh investment bankers: and brokers, so that person to whom.. ,
'Sold is'. not relevant, wi·th the', exception::of., the -conmon stock of WARP vitamin Concentrates,

. ;rDC., a wholly-owned subsidiary" so.1d ,to'Delmark"; rric., ' (d) ..expense of selling costs is
'ri'!flected directlyiI1: net pr0ge,eCisfrom brOker in,ClPpropriat.ecp.lumn above ,(B). All in-
.vestments are s'ecur":L:tft-es on:whichno. depreciation was'accumulated. .

..,.-,.' ,'J



J..UUi7

'Schedu1ecrA (Form,990)
July 1, 1975 _ June 30, 1976

The, Foundation is also related to the following non-exempt cor~
?orations:

part":±~Q~e~~i;;n"{2
The Foundation is related tofbur'$ubsidia~iesl non-exempt, cor­

?or~tions through 100% stoc~ owne~~hip~s per attached copy of letter
:0 District Director of Internal Revenue, Milwaukee, Wisconsin, in­
~luded in our Form 990T for the fiscal,year ended ,June 30, 1976, filed
3eptember 14,1976. ,'" ,'",' ',uo",,',' •

~ :Location

~ort Dells,"Inc. Wisconsin Dells, WI

¥isconsin Ducks, Inc. Wisconsin Dells, WI

3ndocrine Labs., Inc. Madison, WI

Part IV Question 3

Type of Relationship"

51% o~ed by Quadr~nt'Corp~

28.6% owned by Duck Trails

100% owned byWARF Inst£tute

Ca) On June 30, 1976, the Foundation leased certain fixed assets ofa
lab0:t:a:tory::'facility to WARF Institute, Inc.

(bf The, Foundation was contingently liable for the guarantee of'a term
loar. to WARF Institute, Inc. by the First Wisconsin National Bank of
1adison' ihthe amount of $3,200,000.00, which has been reduced to
?2~706,679.

{cJ, (d), and (el The following intercompany payments received by the
~oundation,are reflected in the tax return as indicated:

lecipient'of
3ervice

Jells Boat
Juadrant
Juck Trails
?ort D,ells
'lis. Ducks
'lARF vit.conc.

'lARF Institute

'lARF Vit.Conc.
Jells Boat Co.
eoxt; Dells Bonds
Jells Boat
Juck: Trails

Amount Received
by Foundation

2,000.00
2,000.00
2,000.00
1,000.00
1,000.00
1,000.00

186,500.00

10,~02.00

6,900.00
1,500 00
5,275'.00
3,310..50

Type of Schedule in
service Tax R~turn

Directors' Fees 990 Part II, L19A
Sch. 3

";,

Management

Common and'Pre_ 990 Part II, L3
ferredDividend
Common Dividend " L3
Preferred Dividend" L3
Bond Interest " L2
Note Interest " L2
Note Interest " L2
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WISCONSIN ALUMNI RESEARCHFOU~DA~ION

S¢herolle ; FQ~ 990

July J ]975 - JuDe 30 1976

Part IV Question 3d

630.54

_456.73

693,;65

.406.73

791.57

780.25

482.80

­446.73

1,402.11

334.20

415.47

1,695.66

1,270.94

846.20

B§jmbursement of ExpenseS" to ,Trustees

.llm

w. O.

R. M. Bolz

'R. F. Drape~

D. J. Erickson

w. A. 'Frautschi

·W. J. 'Hood

R." B. Johnson

W. R.Kellett

-M. W. Krueger

S. Lenher-

J. T. Lundberg

B. M. Mautz

Wm. B. Murphy

·5. L. Rewey

W. J. Roper

R. E. Rowland

D. C. slichter

16,086.45

As ~xplained elsewhere on Schedule 8, all the- Trustees
attended regular meetings during the year. Several Trustees
were frequently called for consultation and special meetings.
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July.J_. 1975 ----jUne 30;-1976

PART IV Question 5

WISCONSIN ALUMNI RESEARCH FOUNDATION
TELEPHONe (608) 263·2500MAPISON. WI.S. 113"'0'POSTesnee ecx ~O:17

Disbursements byt~e W~s~onsin Alumni Research

" Foundation in furtherance of its ~xempt program are by

charter made only to the University of Wisconsin.

WISCONSIN ALUMNI RESEARCH FOUhTDATION

Schedule A (F9~~__990)

District Director
of Internal Revenue

Milwaukee, Wisconsin

Dear Sir:

Each undersigned corporation. by its officer who is duly authorized to act On
behalf of such corporation hereby makes the election under L R. C. paragraph
1561 -- to divide the annual surtax exemption with respecrto December 31.
1975 as follows:

The undersigned corporations comprise a "controlled group of corporations"
within the meaning of Section 1561 of the Internal Revenue Code, as amended
by the Tax Reform Act of 1969. Wisconsin Alumni Research Foundation owns
100f0 of the outstanding shares of each of the other corporations but is an ex,.
eluded member (as defined in L ,R. C. 1563 (b) (2) ) except as ~ corporation
which is subject to tax on its unrelated business taxable income under L R. C.
511.

$25,000
o
o

25. 000

o
$50,000

Quadrant Corporation, Inc.
Duck Trails. Inc.
Dells Boat Company. Inc.
WARF Institute, Inc.
Endocrine Laboratories of

Madison, Inc.

Very tru,ly yours,

.,..-~ .-=::;:;:::"- ~ ~Q ':-=---
-=- 7

Wisconsin Alumni Research Foundation . ,
614 North Walnut Street .
P. O. Box 2037
Madison, Wisconsin 53701
Account Number 39~0833612

Fiscal Year Ended June 30, 1976

'By ;;~---:</d

32-635 0·78 - 35



.Inrernal Revenue
-'page 2

Quadrant Corporation, Inc.
P. O. Box 147
Wisconsin Dells, Wisconsin 53965
Account Number 39~6079491
Fiscal Year Ended November 30, 1976

,~-

Duck Trails, Inc.
P. O. Box 147
Wisconsin Dells, Wisconsin 53965
Account Number 39-6079353
Fiscal Year Ended November 30, 1976

1542

Bndocrfne.Laboratorfes of
Madison, Inc.

979.JonathanDrive
Madison, wfsconstn" 53713
Acccunt Numher .3?-:-0803289
Fiscal Year Ended July 31,_ 1976

By.
reasurer

Dells Boat Cotnpanyrlnc,
P. O. Box 147 ..
Wisconsin Dells,Wiscorisin '53965'
Account Number 39-0944696
Fiscal Year Ended November 30, 1976

"c/1.

By "-'"""/-dt"-.k!"V ' . V>' ,",'
---- Secferarv-Trenkurer

1975
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eternal. Revenue
E:e 3

cO!'rrROLLED GROUP OF CORPORATIONS
CONSENT TO pLAN OF ALLOCATION OF MINUv1lJrvr TAX EXCLUSION'

FOR FISCAL YEARS 1975 - 1976

'I,{,~
7...L.. e­

Sec.

Signature of corporate
officer arid date

None

Norie

.~..... ~~:tJ&L1~. l ';;...'~

~~~~j,"

~~~~
None·.~~ ..•· ••L~'

None

~~··f;' ' ',' " , ' __ ,,'," ,''-, '. f?C

$30,000 ~4 ~.h..'

~~7;;.• None/~~o ,. '00•

$30,000

Allocation
of

exclusion "

November 30

ck Trails, .Inc.
>-6079353
'. O. Box 147
vtsconstn Dells, Wis.

Total

sconstn Alumni Research Fdn.
9-0833612
14 North Walnut Street
• O. Box 2037
fedteon, Wis. 'June 30

occrtne Laboratories of
.Iadison, Inc.
9-0803289
'79 Jonathan Drive
.Iadlaon, Wis. July 31

Fiscal Year

.adranr Corporation, Inc.
. ,9-6079491
'. O. Box 147
vtsconstn Dells, Wis. November 30

'Ila Boat Co., Inc;
,9-Q944696

.. '. O. Box 147
vtsconstn Dells,'Wis. November 30

\RF Institute, Inc.
" 9--1101660

3]1 Kinsman Blvd.
'. 0; Box 2599
zladiaon, Wis. December 31

e date of the last component member of the group is February IS, 1977.
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SECOND RESTATED ARTICLES OF INCORPORATIO~ Op-:., ':l'R or- 1'1,. ~:::V.
1 ._...:.:..o...:':C.~~r""'~5"TI\

WISCONSIN ALUMNI RESEARCHFQUNDATION

as of May 2, 1975

These Restated Articles are executed for the purpose of

perpetuating a Wisconsin corporation under Chapter 181 of the

wf.sconef.n statt:tes '1dthout stock and not for profit, anti. supersede

and·:take the ,place;,,?f the heretofore existing Articles of Incorpor­

a tron .and amendmerits' thereto.

Articlel~ The name of the corporation shall be

Wisconsin Alumni Research Foundation.

Article 2. The period of existence shall be perpetual.

Article 3. The purposes for which the corporation is

formed are as follows:,
A. Subject to the limitations herein, this corporation

is organized and shal~be operated eXclusively for the

benefit of the-'University of Wisconsin.

B. This corporation is organized and is to be operated

exclusively for charitable, scientific or educational purposes,

including for such -purposes -

(1) To promote, encourage and aid scientific

investigat{onand research at the University of

Wisconsin by the faculty, staff, alumni and students

thereof, and to provide or as~ist in providing means

and machinery by which their scientific discoveries,

inventions and processes may be developed, applied

and patented and by which such utilizatio~ or
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disposition may be made of such discoveries.

inventions and ,processes and patent rights or

in~ereststhereinasmay tend to provide funds for

and to stimulate and promote further investigation

and research within said University"

(2) To pay ou-c.iarid distribute the coxpoeecdonr s

funds to or for scientific investigation and research

at the Un~versity qf Wisconsin.

(3) To use, and administer gifts, grants, bequests

and devises for the benefit of the University of

\'1isconsin.

(4) ~o engage in a~y and all·lawful·activi~ies

incidental to the foregoing.purposes exc~pt:aslimited

herein.

C. This corpora~ion sh~~lat.all times be operated

solely in co~nectio~ with the University of Wisconsin.

Article 4. The Corp.03:"ation. shCi;Ll have no ..rnembers.The,

roanagement,andcontrol of the Corporat~on,shall res~de in the

Board of Trustees. The number of Trustees may be fixed by By-Law

but shall not be less than seven.

Article, 5. It·is intended that this corporatiop sha~l

"continue to have the status ofa corporation wh-i.oh. is exempt; froll).

federal income taxation.

Article 6; The corporation shall be without ,capital

stock, and no divi4endsor pec~niary profitssq~llbedeclared,

paid to, or inure to ~hebenefitof the TrUsteesthereof,inthe~r

-2-
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private capacity.

Article 7. The priricipaloffice '6f the Corporation

at the time of the adoption6f these: Restated Articles is Madison,

Wisconsin.

Article 8. The address of the registered agent at the

time of adoption of these Restated Articies is 614 North Walnut

Street, Madison, Wisconsin 53705~

Article 9. The name of the registered agent at such
address at-the time o£the adoption 6£ these Restated Articles is

Edwin O. Rosten.

Article 10. Only those persons shall be ,Trustees who

(1) have att~nded the University'of Wisconsirif6r a period of

not less than two years,,'or (2) 'who are:graduates'of the university

of Wisconsin~ The Trustees shall be those qualified persons who

are Trustees-at"the 'time of the adoption of these Reistated

Articles, and'stich other persons 'as may beelect:ed froffitime

to time by the"'Tru$'tees. The terms and conditions governing

the· qualifications andvseLectidontof Trustees shall be'f'ixed 'by

the ay-r.ews .

Article 11. In case of the dissolution of the Corpor­

ation, "th!:l" Trustees after paying" or making' prcvf.et.on for ~payrnent

9f all o£ the liabilIties O'fthe Corporation, shall distribute

all assets of the Corporation exclusively for theafciresaid

purposes of the·Corporation; as the' Trristees Shall determine,

to the University of 'wisconsin; or to'such organization-or

organizatibns, including :trusts) organized arrdtope.ratied exclusively

-3-



for charitab~e, educationalo~sci~ntific,pu~~oses,,and sha~l at

the time qualify as, anvczqanLaat.Lon or organizations .descr-Lbed

in Section SOi(c) (3) of the Internal Revenue, Code, of 1~54" .upon

the condition that ~p~h,organization?rorgan~zati?ns receiving

such distributions sh~ll apply and devote such assets exclusively

for the benefit ,of the_Un~versityof'Wisconsin for the aforesaid

'purposes of the Corporatio~! pr?vided however, that any transfer

or disposition of such net assets~shall be subject to the execution

and performa'nce of any trust under which its property or any part

thereof may have been received or may be held.

Article 12. These Articles may be amended upon a two­

thirds vote of the Trustees, but no such amendment shall change

substantially the original purpose of the ~orporation or the

provisions of Article 11 hereof.

The undersigned officers of ~qisconsin Alumni Research

Foundation certify:

1. The foregoing Second Restatement of the Articles of

Incorporation of said Corporation was adopted by the merr~ers

on the 2nd day of May, 1975, by the following vote:

Members Entitled
To Vote

24

Hembers Voting
For

20

nember-s Voting
Against

None

2. The original ArtLcjes of Incorporation we re recorded

with the Register of Deeds for Dane County, Wisconsin in Vol. 69

of Miscellaneous, at page 549.

-4-
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3. Restated Artieles ·of tncorporation were recorded

with the Register of Deeds for Dane County, Wisconsin, in Volume

152 of Miscellaneous, at page 13.

Dated and seal affixed 'this 2nd dayof~ay, 1975.

~-t;)~~
Vice President~

~ Secretary

This document was drafted by Attorney Frank A. Ross.

-5-
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REVISED BY-LArlS
OF THE"

WISCONSIN ALUMNI RESEARCH FOUNDATION

(As Amended May ~, 1975)

ARTICLE 1.,

MEr-lEERS;

Section 1. This:corporation.has no members.

ARTICLE II.

TRUSTEES:

Section 1. The management and control of the' corporation

shall reside in the Board of Trustees.

Section 2. The number of Trustees of the corporation

shall be eighteen (18).

Section 3.

Ca) The term of office of-Trustees shall be five

years, provided, however, that any Trustee other than one serv-

lng as Trustee upon October 3, 1972 shall be designated as an

honorary Trustee upon attaining age 72.

(h) The Trus'tees may elect at any meeting persons

who have had a connection with the Wisconsin Alumni Research

Foundation over the history of its "existence and deemed to be

worthy of the honor, as honorary Trustees, in addition to the

persons who become honorary Trustees by virtue of the provisions

of Section 3(a) hereof.

(cl Honorary Trustees shall be entitled to attend

all neetings of the Board of Trustees and shall be notified of
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such meetings, but shall not be entitled to vote on any matter

presented at such meetings "

(d) The office of Trustee ~reated by an amendment

of these By-Laws enlarging the number of Trustees of the corpor­

ation shall be filled at its discretion by the Board of Trustees.

Vacancies due to resignation, death, or change to honorary status

shall be filled at its;discretibn by the-Board of Trustees for

the unexpired term.

Section 4 The annual meeting of the Board of Trustees

shall be held upon the call of the President at any time during

the months of April or May of the year for which such annual

meeting is'to be held. Regula~ meetings of the,Board of Trustees

may be held at such time and place as shall from time to time

be determined by the Board of Trustees. Special meetings of the

Board of Trustees maybe c~lled by:~he pres~dent on five days'

notice to each Trustee, either ,personally ox by mail, telegram,

or telephone. At least ten days prior to all regular meetings

of the Board of Trustees, a written reminder notice thereof

shall be sent by the Managing Directqr of the co~poration to

each Trustee. by mail to the address furnished by such Trustee.

Section,S. Actual presence. of a Trustee at any meeting

shall constitute a waiver of any notice herein provided as to

such Trustee.

Section 6. A quorum at the annual meeting of the Trustees,

or at any regular or special m~eting of ~he Trustees, shall

-2-
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consist of;a majority of the Trustees then in office.

Section 7. The Trustees may hold their meetings, whether

annual, regular or.special, and keep-the books of the corpora­

tion within or outside the .state of. Wisconsin, except as

otherwise provided by statute.

Section 8. The Trustees as such shall not receive any comp­

ensation for :their·serv.ices, but may be reimbursed for - their

expenses in connection with .attendance at any annual, regular or

special meeting of the Board; provided that nothing herein con­

tained shall-prevent any Trustee from serving thecorporatio~ in

any other capacity and ,receiving reasonable compensation. therefor.

Such compensation and the-capacity in which such Trustees se;r:v!?,

shall be reported annually to the, Board of Trustees.

Section 9. The Board of Trustees shall at its annual meet­

ing elect a President, one>or more Vice Pr~sidents, a Treasur~r,

one or more Assistant Treasurers, a Secretary and one or more

Assistant Secretaries, and such other officers as the Board of

Trustees may from time to time determine. All officers of the

corporation, except Assistant Treasurers and Assistant Secretaries,

shall be Trustees. The officers of the corporation shall hold

office until their respective successors are chosen and qualify.

Any officer elected or appointed by the Board of Trustees may

be removed at any time by the affirmative vote of the major~ty

of the whole Board.

Section 10. A Trustee may be elected to fill the office

-3-
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of President of the Board of Trustees of the corporation' 'for a

maximum of four'full one year terms, and after:completing this

tenure of office such Trustee shall be ineligible to further

occupy at any future time the office of President of the Board

of Trustees.

Section 11 Any action required by the Articles of Incor~

poration or By-Laws of·this corporation, or any provision of

law to be taken at a meeting or any'other action which may be

tctken at a meeting, may be taken without a meeting if a consent

in writing setting forth the action so taken shall be signed by

all of the Trustees or me~bers of a Committee thereof erititled

to vote with respect to the matter thereof. Such consent shall

have the same force and effect as the una~imous vote, and may be

stated as such in any Articles or document filed with the Secretary

of State urider Chapter 18~ of the Wisccnsin Statutes.

ARTICLE II!.

OFFICERS;

Section 1. The officers of the corporation shall have such

powers and perform such duties respectively as are normal to

such offices or as shall £rom time to time be assigned to them

by the Board of Trus·tees.

Section 2. In the absence of the President or in the event

of his inability or refusal to act, the Vice Presidents in the

order designated by resolution of the Board of Trustees, or in

the absence of any designation, then in the order of their appoint­

ment, shall perform the duties of the president, and when so

-4-
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acting shall have all the powers of and be subject to all the

restrictions upon the President.

section 3. The principal duties of the President shall

be to preside over a:l meetings of the Board

of Trustees, and to have" general supervision of the affairs of

the corporation.

Section 4. The.principal duties of the Vice Presidents

shall, in accordance with the terms of Section 2 of this Article,

be to discharge the duties of the President in the event of

absence or disability for any cause whatever of the latter.

Section 5. The principal duties of the Secretary shall

be to countersign all conveyances, assignments and cOntracts

executed by the corporation, affixing th~ seal of the corpor­

ation thereto' and to such other papers as may be required Or

directed to be sealed,aqd to keep a record of the proceedings

of the meetings of the Trustees, and to

safely and systematically keep all books, papers, records and

documents belonging to the corporation or pertaini~g to the

business thereof.

section 6. The prirt~ip~lduti~s of the TreasJ~er sh~ll

be to keep an account 6'f"all m6~ies', -credits and property of

any and every nature of the corporation which shall come into

his hands, and keep an accurate account of monies received and

disbursed: and proper vouch~rs for monies disbursed, and-to

render such accounts, s t.at.emen t s .and inventOry'--S"fmOnies

-5_
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received and disbursed -~nd-of rodney and property'on hand'-and

generally of all matters pertaining to this office as shall be

required by the Board of Trustees~

ARTICLE IV.

COMl1ITTEES :

Section 1. There shall be appointed annually by the

president, sUbject to ratification by the Board of Trustees,

the follcrding standing committees of the Board of Trustees:

(a) Executive Committee

(b) InvestmentCo~ittee

(c) Pension-salary Committee

(d) Audit.Committee

The Executive Committee shall consist of the President,

Vice Presidents, Secretary and Treasurer of the corporation, and

the immediate past President if serving as a Trustee.

Other standing committees shall consist of Trustees and

staff members appo~nted by the President and each committee

shall be comprised of whatever number of persons the President,

in his discretion ?n9.subject to ratific~tionb~ the Board of

Trustees,shall determ~ne. The Pre~~dent shall destgnate the

chairman of each standin~ committee. The chairman. of each such

co~mittee shall preside at all meetings of the committee and

shall report to the Board of T~ustees en beha~f the committee.

Section 2. The Executive Committee shall be entitled to

exercise all the powers of the Board of Trustees when not in

session, but subject to the direction thereof.

-6-
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Section 3. All,' member-s of the Board of. Trustees, ,shall con-:

stitute alternate members of the I~vestment,Committeeand may be

called upon by the chairman of such, committee to serve in the

absence of any of the regu~ar members of such committee. The

Investment Committee shall. have. general supervision of ,theinvest~

rnerrt s. made by the corporation and shall establish aLL policies

relating to investments~ subject to, approval of such policies by

the Board of Trustees. The committee shall report on its activ­

ities at the annu~l meeting of the Board of Trustees and at

each regular meeting thereof and at such other times as requested.

Section 4. The pension-Salary ·Committee shall (a) establish

policies with respect to salaries to be paid employees of the

corporation; and (b) shall periodically review the terms of the

corporation's Pension Plan and from time to time make any recom­

mendations to the Board of Trustees it sees fit to make, to the

end that the corporation's Pension Plan will at all times be

kept up to date. The pension-Salary Committee shall make per­

iodic reports of its activities to the Board of Trustees and

also will report to the Board of Trustees' when called upon by

the Board.

Section 5. The Audit Committee shall review the accounting

pro=edures and practices followed by the corporation's staff in

order to make certain that the staff is following sound accounting

principles and procedures in the administration of the internal

affairs of the corporation. The Audit Committee within its dis-

-7-
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creti6n may make direct contact at any time-with independent

outside auditors employed by thecorp"oration arid review all

audits of the corpor-acdcnt s books and affairs prepared by such

independent auditors. The Audit Committee shall report period­

ically cnits activities to the Board of Trustees and shall also

report such activities to the Board of Trustees at any time when

requested by the Board of Trustees.

Section 6. The Board of Trustees may' at any time create

additional standing committees with such powers and duties' as the

Board of Trustees may determirie.

Section 7. The 'President may at any tirnecreate special

committees with such powers, duties and membership as he may

determine.

ARTICLE V.

SEAL:

The corporate seal shall have inscribed thereon the name of

the corporation and the words "Corporate Seal." Such seal may be

used by causing it or a facsimile thereof to be impressed or

affixed or reproduced.

ARTICLE VI.

FISCAL YEAR:

The fiscal year of the corporation shall be from July 1

through June 30.

-8-
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ARTICLE VIr.

IND3r~IFICATIONOFTRUSTEES,
DIR3CTORS AND OFFICERS:

Section 1. Definition of Terms.

(a) "Trustee, Director 1 Officer or Employee" shall

include any person who may have served at the request of the

Wisconsin Alumni Research Foundation as a director, officer or

employee of another corporation in which the Wisconsin Alumni

Research ~oundation owned stock or was a creditor at any time

during the peri9d of said service, and all past, present and

future Trustees, officers and employees of the Wisconsin Alumni

Research Foundation, whether or not so serving at the time of

incurring the expenses or liabilities referred to herein, and

the~r personal representatives.

(b) "Action" means any civil, criminal or adminis-

trative action, suit, proceeding or claim, or threat Ehexeof ,

in which a Trustee, director, officer or employee may be involved

as a party or otherwise, by reason of his having served as such

Trustee, director, officer or employee or by reason of anything

done or omitted by him as such Trustee, director, officer or

employee, or alleged to have been so done or omitted.

(c) "Determination by the Board of Trustees" means

a determination made by resolution by a majority vote of a quorum

consisting of Trustees who were not. parties to an action, suit

or proceeding in whicn a Trustee, director, officer or employee

may be involved.

-9-
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(d) "Determination by I:ndependent Legal Counsel"

means a determination in the form of a wl::"itten,opinion addressed

to the Board of Trustees by legal counsel appointed-as provided

in Section 3 hereof, that indemnification- of' "a' 'Trustee,-director,

officer or employee is proper in the circumstances because he

has met the applicable standards of conduct set forth in Section

2 hereof.

Section 2. )'1andatorY Indemnification '. The porporeetcn

shall indemnify each Trustee, 4irector, officer or employee who

was or is a party or is threatened to be made a party to any
threatened pending or completed action' as defined herein by reasori

of the fact that he is or was a Trustee, director, officer cif

employee of the corporation, or is or was serving at the request

of the corporation as a director, officer or employee of another

corporation against those~f his expenses specified herein and

pursuant to the provisions and under the conditions ofsub~

sections (a), -(b) arid (c) herein

(a) Successful Defense of Action: To the extent that

a Trustee, director, officer or employee of 'the corporation has

been successful on the merits or othenvise in the defense of any

action or in the defense of any claim, issue or matter therein,

he shall be indemnified against expenses (including attorneys'

fees) actually and reasonably incurred by him in connection

therewith.

(b) Actions by or in the Right of the corporation:

To the extent not covered by subsection (a) of this section, if

-10-
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a determination 'is made by the Board of Trustees; or, in the

event that a quorum of the Board6f Trustees'is not obtainable,

or even if obtainable, a quorum of cd is interested trustees so

directs I by independent legal oounseL-in a wz-Ltten', opinion, that

a Trustee, director,' officer or employee acted in good faith

and in a mariner he reasonably believed to be in or not opposed

to the best interests of the corporation, he shall be indemnified

against expenses; including attorneys' fees actually and reason­

ably incurred by hiffiin connec£ionwith the defense oisettle­

merit of'anyactiou-by or in 'the right of the corporation

to procure a judgment in :Lts Eavoz r provided that-'(unless

directed otherw-ise by the Court -in which such action was brought),

no indemnification shall be made in respect toariy claim, issue

or matter as to which such'person shall have been adjudged to

be liable for negligence ~ misconduct in the performance of

his dutytci:thecorporation unless and onlyt6 the extent that

the court in which such action or suit was brought shall'deter~

mine upon application that, despite the adjudication of '1lability

but in view' of a Ll.i.o.i.r-cums t ancea . of. the case, such person is

fairly and reasonably entitled to indemnity fot;such expenses

which such court shall deem proper.

(c) Other civil Actions a.nd:'Crimirial' ActiOris: If

a determination is made by the Board of Trustees by a ma.jority

vote of a quorum consisting of Trustees who a.re' riot parties to

any action, suit orproc~eding not covered by'subsection(a)

or subsection (b) hereof, or, if,such a quorum is not obtain-

-11-
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able, creven if obtainable, a quoru8 of disinterested Trustees

so directs, by independent legal sounsel in a written opinio~,

that ...i th respect to such action, a Trustee, director I officer

or employee of the corporation acted in good faith and ina

manner he r-e aaon ab Ly believed to be in or not opposed to the

best interests of the corporation, and with respect to any

criminal action that he had no reasonable cause ~o bel}eve his

conduct was illegal, he shall be indemnified against expenses

(including attorneys I fees) 1 judgrnents,fines and amounts paid

in settlement and reasonably incurred by,hiN inconnection,there~

with. TheterIT~nation of any action, suit or proceeding by

judgment, order settleI:\ent, conviction, .or upon a plea of nolo

contendere,or its equivalent, shall not, of itself, create a

presumption that the person did not actin good faith and in a

manner wbLcb fie reasonably ~believed to be in or 'not opposed to

the best interest of the ,corporation and, with respect ,to any

criminal action, had reasonable cause :t:-o beLd.eve his .conducc.

was unlawful.

Section 3. Appoint~entof Independent Legal Counsel: In

the event a situation arises which may give rise to indemnifica­

tion under Section 2 of this Article, the Board of Trustees, by

a majority vote of those Trustees not parties ,to the ~ctions des­

cz i.bed. in that section, whet.hex. or _not-a quorum' may appoLrrt,

independent legal counsel to make the Hritten :deter:r.d.nations

pxov.Ldedcforc.Ln Sections 2(b) and 2(c) of this Article.

-12-
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Section 4. Discretionary Insurance: The corporation may

upon affirmative vote of a majority of its Board of Trustees,

purchase corinercial insurance for the benefit of a Trustee,

director,officer or employee against all· or any part'of the

ex?ense, liabilities or settlement payments arising from actions

against such Trustee, director, officer or employee, whether or

not the corporation would have the power to inde~nify such

Trustee, director, officer or employee against such expenses

or liability under Section 2 of this Article. Such insurance

may, but need not, be for the benefit of all Trustees, directors,

officers or employees.

Section 5. Liability for Determinations: The corporation

and its Trustees, directors, officers or e~ployees shall not be

liable to anyone for making or refusing to make any payment under

Sections 2{b) and 2(c) of tfis Article in reliance on the:deter­

mination by the Board of Trustees and on the written opinion of

independent legal counsel as provided in those sections.

Section 6. Other Rights: The foregoing'indemnification

provisions shall be in addition, and may be claimed without

prejudice, to any other rights which any Trustee, director,

of=icer or employee may have.

Section 7. Advance Payment of Expenses: Expenses incurred

by a Trustee, directors, officer or employee in defending an

action may be paid by the corporation in advance of the final

disposition of such action if (a) ther8 has been a determination

by the Board of Trustees as herein provided or by independent

legal counsel appointed pursuanL to Section 3 of this Article

-13-
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VIr that sllchperson has met the applicable standard of conduct

set forth in Section 2 hereof; and (p) such person gives a'written

undertaking to repay the amount advanced unless it shall ultimately

be deternined that he is entitled to be indemnified by. the Corpor­

ation.

ARTICLE VI II •

DISTRIBUTIONS:

In the distribution of the net income of the FoUndation,

priority wiil be given to grants for the support of scientific

investigation and research in the University of Wisconsin at

Madison.

ARTICLE IX.

N1ENDHENT OF .BY,....LAHS:

These By-Laws may be ~mended,alteredor repealed at any

annual, regular or special meeting of the Board of Trustees,

providing that notice of the proposed amendment be given in

writing to all of the Trustees at 1eastfive days befqre such

meet.Lnq.

-14-



Gaylord Nelson. Chairman. Wisconsin

TO: Hal ders of' NEW. Inst ttuttonat. Patent Agreements--and
Members of-the Society of'University Patent Administrators

SUBJECT: Infonnation Item No. 59

IhomasNclntyre, New Hampshire

Sam Nunn. Georgia

William D. Hathaway, Maine

OfFICE OF THE
GEllERAL COUNSEl..

D~cember_2.~~ __ 1977
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DEPARTMENT OF HEALTH;;EDUCATION;ANDWELFARE

ClFFICEOF-THE SECRETAFlY.

WAsHINGToNtO.C.' =.<11

This is to adyise _~hat it is our understanding that the record of
the Nelson hearings brouqhtito your. attention by Information, Item
No. 58 will be,qpen for tw~nty~one days starting on December 21.1977.

Any comments you wish to make in rega;d to the release or the ~~bject­
matter of the hearings should be addressed to the following Senators
who are members of the Senate Select Committee on Small Business:

•
!~,. ::~
~.. llYJ})

~'~ ".~ " •.-

Floyd K. Haskell, Colorado

John C. Culver, Iowa

lowell Weicker, Connecticut

Dewey S. Bartlett, Ohio

Bob Packwood, Oregon

also William Chirkasky, Executive Director of the Committee.

Norman J. Latker

;f-f:/.#-..-
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DEPARTMENT OFHEALTH,EDUCATION. AND WELFARE;:
OFFICE OF .THE: SECRETARY

WASHINGTON, O.c. 2:0201

FebrUary22~ 1978 OFFICEOJ"THE
GENERAL COUNSEl.

To: Holders of HEW' .Institutional Patent Agreements and
Members· of the Society o£University .Patent .Administrators

SUbject: Infonnation Item No. 60

Enclosed for -yOOT -information 'is a copy of the .- presentation:'! made

before_the Society of University Patent Administrators~ Third.Annual

Meeting~ February 6, 1978, in Atlanta,. Georgia.

Sincerely yOUTS J

;tI-----C~f7'=-
Nonnan J. Latker
Patent Counsel

Enclosure
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PRESENTATION BEFORE

SOCIETY OF UNIVERSITY pJITENT ALMINISTRATORS

nIIRD ANNUAL MEETING

MlNDAY

FEBRUARY 6, 1978

ATLNITA, GEORGIA

BY

. NORMAN J. IATKER
Patent Counsel

Departrrientof Health, Education, and Welfare

Selecting a topic for presentation' for this occasion has been

particularly 'difficult. Why:seernsclear when looking at the churning

policy pronouncements emanating from different focal points' in

Washington~

For example,-note the following statements frem the State of the

Union Address and Assdstant Attorney General' Shenefield in his recent

testimony before the' Nelson hearings on Government Patent, Policy

In the State of the Union Address the President indicated:

."We should rely on the private sector to lead the.

economic expansion and to, create new jobs for a

growing labor force. II

Further,

"Weneed;to realize that there is a limit to the role

and function of Government... Government.- cannot

etjmtnare poverrv, reduce, i.nf'Iatdon, -save our cities,
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cure illiteracy, provide energy, or mandate goodness .

. Only a true partnership between G~rnment and the

people can hope to reach these goals. Those who

govern can sanetimes insPi.~e,' 'and we can identify

needs and marshal resout.'ces. but we cannot be the

managers of evetything and everybody."

Later he indicated that:

"Prdvate business, not. the Government, must lead an

effort toward ecoriomicexpansion."

He suggested that this would be accomplished through at least:

"strong 'adddt.Ionaf dncentaves vfcr business drwestaerrt

through additional ruts in corporate tax rates and

improvemeIlts In-the: .dnvestment tax :credit. "

(Government funded.patents not Li.sted.)

-In addition to.tthe conunents from the State of theUrrion Address ,

. the President has indicated himsel£on many-occasions a foe of needless

rules J regulations and .peperwork,'

Now consider- from his, presentation before Senator::Nelso,n how

Mr. :.Shenefield would implement these concepts :

In the main he would as a general policy retain ownership, of all

Inventdons generated with Govemment-fundtngc In SUpport 'of this

policy he dnddcatesc'that he is:

"not -aware -of any -convincing showing that exclusive

rights in Government..financed inventions rieed be ~ranted

to contractors in order to induce them to accept
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'GoVernment-R&D'contracts, which themsejves confer' many

benefdtabeyond.tthe -siJilple -Contract prdce;"

Further; Mr. Shenefdeld-dnddcates i

"Aniajor' rationale: for" a 'license' "poliCy 'is allegedly

to "facilitate cmercializationof these Inventdons ,

We'do not believ~-,tliat ',{factual. baSis.exfsts "for the

belief. In fact, We:do believe:thaf avaiIable evidence

is to the contrary." (Bmphasds-added,')

It is doilbtfulthat there ts.e single niemberof this Society who

has' cperated dn the area ofBoverrmenti patent pck.icy-who would agree

wi$ Mr. Shenefield's statements as: beinggenerally'acciirate. In fact,

those ofyau withthel greetesu cperatfng experfencewaud deem them to

be in direct confk'ict; \dth- 'fact'-and"ademal' O£"your-very-exiStence~

Blit:mci~e :important--;-howcan it bef-easonabjyargued that Mr~ -Shenefield' 5

. philosophy will lead to the klnd ofIpertnershlp with,the private sector

leading to economic expansion and ekimination-of needless nnes,

regulations' and peperwork envfsfoned by the' -Pres iderrt ,' \ The answer to

most wOUld seem obvious -, the fmpfementatdon contradicts the go8.ls;­

espoused. -Irraddf.tdon to Mr. Shenefield's':position;lthere"is'a-gioWing

indication::' emerging' at !HEW that efements of'~th.e:Department'support

. the Shenefield. 'posftdon at least' 'tn sdtuatfonscnvcnvtng case-by-case

waiver-reqiiests'j'thus~"adding to my personal concern dn deteimining

'the-dfrectdon.cf.pofdcdes 'in thisarea~
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My office had made available to all the members of the Society

the December 9,'1977 press release by Senator Nelson announcing his

intent to conduct hearings on Government patent policy-on December 19-21.

1977. rba reteese and the witness lis~ .mddcated that the hearings

would result only in s· conclusion supporting Government ownership of

mventdonagenerated with Lts .funding {and of course they did) . One

would wonder then why the heardngs were, necessary if a conclusion on

its findings had afready.been reached?

It is clear both fran the release and the .testdmony that Senator

Nelson was well aware. of the progress that was being made' toward policies

nurtured and supported by this Society and, .In particular ,t:heir

adoption in thefonn of H.R. 8~96{t;he 'Ihorntcn-Bi.Lf] , It is also

clear frem' the .re'lease and the testimony .thatd.twas rthe intent of

thesehearing?toundenn~ne1;lrlsprogress. If,it .can be said that an

crgarrlzatdonda known by its ,enemies, you are indeed confronted by

an array of powerful individua~s.

Whe;n review:il1g .thetes,ti.mony-of these indivi~uals,it is ,eVid~Ilt

that the philosophy.of Gqvemnentowne~ship is prdmarf.Iy.suppor-ced

by one-sdngle argwnent -·that ownersllip in the contractor. of Government

.fdnanced .inventdons is anti-competj,tive,as'.it prcmotes indll~~rial

concentration. I :believe()bj~_ctive .revdew indicates otherwdse-.,

A strong argument can be made that allowing contractors. and

grantees to retain patent rights will tend to promote:competitionr-
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whereas if the Government adopts": policy of nounally dedicating the

invention to "the -public -or licensing' on -a nonexclusive basis,

concentratianimd:monopolywill be enhanced. 'The proposition that

title'in' the contractor can lead to concentration is very mach

dependent upon the assumption of a ccapetdtdve.marketptace in which

all concerns start with equal capacities. "In fact, many industries

are currentfy ofdgarchdal. In s'tructure-and do notfit-the:model

of pure competition. When this is the case, the retention of rights

in the Government; and a policy of-nonexclusive dedicational' licensing

tends to serve thecdnterests of the dcntnant. finns for whom patent

Hghts are notnonnally a factor in maintaining dommance, 'Rather,

corrtro'l of resources; extensive marketing .and distribution systems,

and superior f1nancial resources are more important factors in

aafntadndng dcmtnance .and preventing entry of' new firms and ideas.

It is important to note that dcminant 'Hrms may weIl be foreign based

and dominate-due to subsidization by their goverrments , making the

Jnadequacdes of a policy of normally licensing' on a nonexclusive' basis

or dedicating even more pronounced, No one should agree that; the

. Govenunent should be conductdng R&D and pennitting .the resul.ts to enure

to the benefit' of foreign', governments willing' to subsidize development

of Ideas placed into the public domain by our Government to. the detriment

of our own economy.

On the other hand;' smaller finns in an Industry and firms requiring

pre-market clearance by the Government must by necessity rely on a
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proprdetarypcsdtdondn newdnnovatdons. and..products-dn grcierto

protect their investment- inforeign',anddanestic,marke:1=s. Thus,

patent rights tend tobe a.mrch.mcre significantfac1=o.r;.affecting

their investment decisions. They may .need the excjusdvd'ty of .peterrt

rights to offset the probabf.Idty that _a _successfuk dnnovatdon-wfLl

lead to copying by ..a dominant firm which .,would Soon und~reUt, thetr

position through _marketing,fi~cing;.and other commercial : techniques .

Accordingly, nonexclusive licensing or dedication may in, fact be anti­

ccmpetitive, since: it encourages _the: status quo -by discouraging

prcnotdon of :i.nnovations whichAisplace old technojogy. Atsc, it is

clear that the Goverrnnentcan,determine with whom ,it wishes to contract

and .rule out-contracts to finns it deems to be dominant if deemed

appropriate ..:

Further, there Ia-a growing number of experts in the field of

.anti¥tnIStlaw:'that quastdonfhe thesis that oligopolies are "per se

anti-competitive. There seems tobe no question that some industries

dominated byolig?polies are as competitive and efficient:.as~ould

be expected if otherwise occupied by a-Large manber-of small firms.

Some examples noted by experts are the auto, steel and cereal industries.

-To extend, this 'doubtful thesis into .the. areeoruoverrment patent

pcfdcy.appears to-be a case ,of<overreaching on the part of the anti­

trust division. This' overreaching is further evidenced by indications

that anti-trust persomet vtew patents asmonopo'ldes ,

The .ctassdc. definition of, monopoly: involves' a group" of individuals

who join to take away something that exists in nature and was susceptible
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to ownership by everyone. raeentsj -to the.contrary,··cover..embodirnents

of novel ideas that never existed endv-therefore.; cannotbe presumed

to take-anything from the public, buttare in 'facti-enlarging the

a1ternative products available to -the public. ThisAs- supported. by

sane case Iawhcldfng that concentration based on Intema'l scientific

research and development danotrart. arrtd-uruat.vdotatdon..

Review of the: Nelson test.imony-and. the knowledge that .that forum

was denied to many who might-have brought .the problems of this area

into clearer focus reminded me of the: following observation by.

Edmuncl'Bilrke:

''Because'ha:lf-a;.dozen'grasshoppers' under a fern make the

field--ring.withtheir Jmportunatevchdnk, whilst

thousands -of great cattle•.,' repose: beneath 'the. shadow

',;·'0£ the-British-Oak, chew the.cud and.are 'sll,ent', 'pray

do not-dmagdne rthat; those who make the noise .are :the

only dnhabdtants in the-fdeld;"

I'm delighted to-know that the-members of,the Society' made an

extra' effort to ihdicate that, they willnot remain silent and are

"inhabitants in the fdeld .". Prca.themmber of copies: of-letters

received: in my office in opposition to the ideology expressed-dn Senator

Nelson I s press release, and-the media' a', apathy .to. Senator Nelson's

indignant remarks indicate that the public may have moved past' 'the

time when 'a' sdmpffstdc cry of' Government "give-away" generates the

knee-jerk reaction characteristic of; the, 1960's.
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While- it. is clear 'that.-the-Nefson hearings' have provided by, their

abrasive and bias nature an unexpected ability and sincere, desire on

the part of .many-to both expl~in and listen to the patent _philosophy

shared -by this' Society, I must; advise that sane policymakers less.

sophisticated with the stakes involved have indicated a degree of

temerity about-proceedtng dn clarifying .the area.

'jhesevatakesv were more dramatically spelled out in Senator

Nelson I 5 press release than -1 ,ever could -hope to explain. Senator

Nelson is pi'obably correct in indicating that the Government is now

funding two-thirds of the country's research. He does not explain that

this- is in many situations "seed money" that 'generates ideas and

inventions:' which -mrst tbe-deve'loped at, private expense or -left

indefinitely undeveloped. He .then continues that on the basis of

Government funding of those ideas and inventions they should be

Government owned. Now presumdng cthat the percentage of .Government

funding increases to 70, 80, or even' ultimately 100% and we are

correct in maintaining that patent rights ere u prdmary factor in

obtaining' comrrdtment'of private. resources for devefcpment of Government

funded inventions,does not the Government then control whether-most;

new ideas are developed. or not? Is not the control of development of

all ideas the.uktimate regulation and supports Henry Ford rr ts recent

admonitionthat.the Government's growing web of industrial regulations

is fast bringing us to a point where on1r the largest ccmpaniea can

survive? Was it the intention. of the framers ,0£ the Constitution
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that the patent system, they generated would disappear because it is

touched by Gove~ent fUnding? How does Senator Nelson envision that

our indust:ry will protect itself fran foreign canpetition in new areas

of high technology, an area which now positively and heavily contributes

to our balance of payments?

Senator Nelsen. admitting that while there may be an "occasional

situation where commercial use and exploitation of worthwhile inventions

is discouraged by the need for a substantial investment in '. promotion.

development and experimental work, with the attendant risk of.Tcss,'

indicates that rather than su'rrenderdng any exclusive rights in exchange

for this work supports the thesis that "the Government should finance

such operation, in whole or in part, to demonstrate or prove the

coounercial value of the invention. II

If sucha pcldcy were to become effective either administratively

or through law, it ~eems clear that the industrial sector's effectiveness

in sensmg the needs of our societyiil introducing new. tedmology

to meet such needs would be sev~rely impacted, starting our country

down a lOW, road to mediocrity.

32-635 0 - 78 ~ 37
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July 23, 1976

bear Sir:
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UNITED STATES OF AMERICA. ,kt}­
GENERAL SERVICES ADM1NISTRATION

Fl'~errllfUppl)'/lt'n'ice

Wa,hi~£,ro~, DC 20.106

'~'''o''''"t ~ i
\ ~
'l-">",,,~

This proposed amendment of the Federal· Procurement Regulations
(FPR) which is enclosed is forwarded to you for consideration
in your capacity as a member of. the Int.eragency Procurement
policy C~ittee.

The propoeeL concerns Subpart 1-9.1, Patents, 'and involves
the addition ,of provisions dealing with Instituti<mal Patent
Agreements with educational and ,other nonprofit institutions
having a technology transfer program meeting specified
criteria.

An',adhoc aubcommd t t.ee of. the Cornmitteeon Government Patent
policy developed the proposal and it has the approval of the
full Committee._

Ipview·,ofthe aC,tion by t:he Committee, it is now appropr)..e t.e
to solicit formal agency views. It would be desirable, of
course, for your agency's patent counsel to be involved in
this matter.' .. ' ..

I would like to receive your views on the proposal, in
duplicate, by Sept~er 18, 1976: Questions should be
directed to Mr. Norman Latker (496-7056).

sincerely,

" /';/'(/--';L~ .:__

PHILIP G. READ
Director of Federal Procure~ent Regulations

Enclosure

Kup F·ud~", j" r:;u> FL'U', Will, C.S. Sa~'i"gl S,ma',

$H 0: 7<.,~.'"



1575

Distri.butional copies requiredAddressee

Printing Job 76.,.11193 Attn: Ms. Kemp rm. 2662
FPR-D List ('s of 7-?!.-76)

FOR NEW- ADDRESSOGRAPH PLATES - PLEASE DffiTROY ALL OLD FPR-D
ADDRESSOGRAPH PLATES

INTERA.G:t::NCY ?ROCl'R~"£ENT rOLIC)." CC':'l'''fl'Z'TE

~.~~~l::.!..?1:.

Hr Jos-eph C. l';atkir:s
Ch af, Support Divison
Of ice f Cont~act ~~nag~~ent

}.gionc.y or Int e rne t t cna I Dave f cj.oen t

~ashing on, DC 20521

18 c o p i e s

~r_ George c. Kr.a?p
Acting Director, Office of O?eratio~s

Department of Agriculture
~ashington. DC 20250

20 Copies

}rr Aubrey T. Ch~son

eh af, Procurement ~er.ag~ment Steff
Of ice of LogiStics
Central Intelligence £gency
~asbington, DC 20505

2 copies

Hr. George Me~lino

Deputy Director for Program D~velc?~ant

Office of hcministrative Services
Depart~ent of Cowmerce
Washington, DG 20130

10 copies

Col~nel ~ho~as F. Blake. Jr., U.S.A.F.
Cha~r~n, ASPR Committee
OAS~ (Installa~ions & Logistics)
Departoent of Defense
washir.gton, DC 20301

25 cople e

~~. Michael J. Tashjian
Director of ?rocureIDent
E~ergy Resaarch and Development Ad~r.istration

~eshington, DC 20545

10 copies

Mr. William E. Mathis
Director, Co~trac~s ~~r.egement Division {PM 214)
Environmental ?rotection Agency
~eshington, DC 20460

3 copies

~rr Ke~neth A. Gordon
Ch ef. Proc~rewent Division
Fe eral Co~uITica.ions Co~ission

Washington, DC 20554

copy



z Addressee

1576

Di.stributional 'copies required

Mr. William B. Ferguson
Director of Procurement
F~d~ral Ec.~rgy Ac~ir.istration

'h'eshi~gton, DC 20461

nr. Paul ShnLt ae r
Associate General Cour.~el

General Accounting Office
Washington, DC 20548

Mr. Murray Weinstein
DiT ctor, Division of Procurement
Pol Cy & Regulations Development
Off ce of Grants & Procurement ~~agewent

Departwant of Health, Education, ~nd Welfare
~as~ington. DC 20201

Mr. Thc~as ~bi tIeton
Director, Ofii e of ?rocUT=ment and Co~[racts

Department of ous,iog and Urban DevelQF~ent
washington, DC 20~lO
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IDE~1TlCAL LETTERS SENT TO ~~INDUSTRY LISTING THAT ~~.S
SPECIALLY DEVELOPED FOR THIS PROPOSAL (FPR:A!~NDi~tlT)
(COPY OF ADDRESSEES ATTACHED)

AUG 3 1976

U:"'11

UNITED STATES, OJ: AMERICA

GENERAL,SERVICES"ADM [NISTRATION,

Federal Supply Service
Washington, D.C.' 20406

..

Mr. Ueil Mulcahy
Pharmaceutical Manufacturers Association
~lS5 - 15th Street, N.W.
Washington, D.C. 20005

PATENT BRANCH, osc
DHEW

AUG 4 1976
Dear Mr. Mulcahy:

The Federal Procurement Regulations {FPR)aroprescribed by
GSA and are applicable to the procurements of civilian
executiva agencies. The entire regulation is republished
~ually by the Office 'of the Federal Register in a paper-
},)acK vcj.eme (Chapter 1, Title 41, Code of Federal Regulations).

A proposed amendment concerning patents has been developed
(copy enclosed) which we-would like to brinqtoyour attention.
The proposal concerns Subpart. 1-9.1, Patents, _and involves
the addition of provisions dealing with Institution~lPatent

Agreements with educat.ional and -other -nonprofit.--institutions
having a technology tratu!lfer proqram· meeting specified
criteria.

An ad hoc subcommittee of the Commit:t:.ee on C-overmr:ent Patent
policy, Federal Council for Science and Technology, developed
the proposal, and it has ~he approval of the full Committee.

If this is a matter of interest to your -organization, I
would appreciate yourvlews on the proposal, in duplicate.
by October 8, 1976. Questions should bedlrected to
Ur. Norman Latker, Patent Council, Westwood Building,
Room SA03, % Ua'tional Institutes of Ilcalth, Bethe5da,
~~yland ~0014 (301/496-70S6).

Sincerely,

Philip C. Bead
(Signed)

copies to: ..c.
Mr.

Norman LaUer
O. A. Newman

PHILIP G. P.EAD
Director of F~eral Procurement Regulations

2 Enclo8ure8

Keep Freedom ill rour Fulure With r..;.S. Savings Bonds
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Mr. Sheldon··S1:errtback
American Council for Eduoation
1 Dupont Circle
Washington, D.C. 20036

Mr.,Reagan.A.scurlock
National Association of College and
university Business Officers
1 Dupont Circle
Washington, D.C. 20036

r.lr'. Philip A. Hutchinson, Jr.
Director, Governmental Affairs
American Institute of Architects
1725 New York Avenue, N.W.
Washington, D. C.20006

Mr. Robert D. Rowland, Chairman
Committee, on Contract Administration
American Society of Civil Engineers
4099 Derry Street
Harrisburg, Pennsylvania 17111

Mr. Bruce T.Wallace
Secretary, National Association
of Surety Bond Producers
83 Maiden Lane
New __ York, New York 10038

National Institute of
Government Purchasing
1001 Connecticut Avenue, N.W._
Washington,D. C. 20036

Mr. John F. Magnotti, Jr.
Executive Vice President
The National Council of
Professional Services Firms
Suite 1001
1700 Pennsylvania Avenue, N.W.
~ashington, D.C. 20006
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VADMJ. M. Lyle, USN (Reb)
President, National Security
Industrial Association
Suite 700
740- 15th Street,N.W.
Washington, D.C. 20005

Mr. Herman Director
Chief Economist
Federal· Contracts Director
National Small Business Associ~tion

1225 - 19th Street, N~W.

Washington, D.C. 20036

Mr. Raymond J. Woodrow
Special Studies
Society of University Patent
Administrators
Princeton University
P. O. Box 36
Princeton, New Jersey 08540

Mr. Jean A. Caffiaux
Executiv~ secreta~y

Council of Defense and
Space Industry Associations
7th Floor
1725 DeBales Street, N.W.
Washington, D.C. 20036

Mr. Larry N. Spiller
Assistant Director
Consulting Engineers Council
1155 ~ 15th Street, N.W.
Washington, D.C. 20005

~tr. Karl G. Harr, Jr.
President
Aerospace Industries Association
1725 DeSa1es Street, N.W.'
Washington, D.C. 20036

i;~

I

[
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I
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Mr • Frank,.,Rooney
seoretary,Moto~VehicleMariu~acturers

nasccdeedon Defe.nse:,Commit~ee","Cilld
Manager, Defense- Liaison~epa~t~ent
Motor Vehicle Manufacturers Association
1909 K street,-N.W., Sui.te 300
Washington, D.C. 20006

Mr. J. Thomas Rouland
Executive.Director
FeCle:ral",B.;lr,ASso~iation
1815 H Street, N.W;
Washington,.D.C. 20006

Mr. V. J. Adduci
President
Electronic InduStries Association
2001 Eye Street, N.W.
Washington, D.C. 20037

Maj. Gen. Robert E.Lee, ,iJSAF (Ret.)
President,. National Aerospace
Services ASBociation
1501 Wilson,BouleYCird
Arlington, Virginia 22209
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Mr. George Lawrance
Executive Vice President
Scientific Apparatus,Mak~rs Assoc~ation

1140Conneoticut Ave~ue, ~.W~ '
Washington, D.C~ 20036

Mr • Neil Mulcahy
Pharmaceutical Manufacturers Association
1155- 15th Street,N.W.
Washington, D.C~ 20005

Mr. Lewis A. Shattuck
Executive Vice"Pres,i(ient
Smaller Business Asaociation
of New'England', .zne,
69 Hickory Drive
Waltham, Massachusetts 02154

Mr. James F. Steiner
u.s. Chamber of Commerce
1615 H Street, N.W.
Wa:;lhingtoh, D.C. 20006

Mr. Eben S. TLsdete
Government Affairs Manager
Western Electronic
~~nufacturersAssociation

P.O. Box 1103.6
Palo Alto, California 94306

American Marketing
23,0' North Michigan
Chic~go, Illinois

A:;Isociation
Avenue
60601

American Pharmaceutical AS:;lociation
2215 Constitution Avenue, N.W.
Washington, D.C. 20037

National Association-of Small
Business Investment Companies
537 Washington Building
Washington, D.C. 20005
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Ms. Patricia McGuire
National Association of
Blue: Shield ',' P'la.ns
1730 pennsylvania Avenue" N.W.
~ij'ashington, D,.C. 20006

National AS,soc!ationof State universities
and Land-Graht ,Coll,eses
178S Massachusetts Avenue, ~.W.
washi~gton;, D.C. 20036

Mr. Jerry Elswitt
Federal Contracts RepQv~

12'31 - 25th Street,N~W.

Washington., D.C-. 20037

Mi,ss Char-lotte' Gauer
ExecutiveDi~ector

Anlerican- Patent taw Association
Sl.lite 203, Bui'ld:Ln<;J 1
Crystal, Plaza
Arlington,- vi~in.ia 22Z02

Mi. Doug Sanders
Government Contract Service
733N.,Dodsworth Avenue;
Covina, California 91n:4~

Dr. Stephan T. Quigley
American Chemical'Society
1155- 16th Street,'N.W.
Washington; D.C-. 20006

Mr. James M. Sprouse
EJts-cutive Director
Associated Genera1,C6ntracto~sof America
1957 E Street, N~W~

Washington, D.C. 20006
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Mr. Charles N. Stewart
President
Machinery & Allied Products Institute
1200 - 18th Street, N.W.
Washington, D.C. 20036

Mr. Reynold Bennett
National Association of Manufacturers
277 Park Avenue . C

New York, New York 10017

Lt. Gen. A. T. McNamara, USA (Ret.)
Executive Vice President
Defense Supply Association
l026~ 17th Street~ N.W.
Washington, D.C. 20036

Gilbert.A. euneo ; ,Esquire
FPR Liaison Committee
American Bar Association
1625 K Street, N.W.
Washington, D.C. 20006

Mr. Edward Gal~agher

ABA Committee on Changes ~n

Form of Government Contracts
Suite SOD-Federal Bar Building
1815 H Street, N.w.
Washington, D.C. 2006

Mr. Charles', Kidd
Executive Secretary
1 Dupont Circle
Washi~9ton, D.C. 20036

Mr. Richard L. 8egge1
Senior Professional Assistant
Institute of:Medi~irie,;

National Academy of Sciences
2l0lConstitution Avenue
Washi~gton, D.C~ 20418

Mr. Joseph Keyes
General Counsel
Association of American Medical Colleges
1 Dupont Circle '
Washington, b.c. 20036

Mr. William Fulkerson
Director of Federal Programs
American Association of State
Colleges and, Universities
1 dupont Circle
Washington, D.C. 20036
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Mr., John Brenn:'n
Director of Patent Admin.
inSt~~w~~ntlll Center

Boston, Massachus'etts' 02115,.

C'. Chester Stock. 'Ph'.D.
Vice President
Sloan Kettering Institute f.or

Cencer Research
410 East 68tl> Street
New. York,Ne", York 10.021

Mr, li'allace ,C. 'Treibel
27 Ad<nint,strationBui'lding
University',of Washington
Seattle"",~hin8ton '98l9S

J'1[c'e '1ilfl.hU;';~ P~r'1E'!}nance '
..tashing~oniSta,te University
Pullman, Washillgton 99163

Mr. Ho"'ard W. Brei"'er
Patent Counsel
Wisconsin Aluinrii Research found.
Post Office Box 2037
}fadison, Wisconsin 53701

Dr. Hilary :Koproi;s\:.i
Diraccor

f~~r~i~~t~~~n~H~~Ee~ t ~'~~ce
Ph.i1"aelphia, PennsYlvan~a 19104

~~ii~~~*cjv~~:n~~esident
ior Research

The G<.orge, Washington Univ •
Washington, D. C.20006

Mr. Wilh_m M. GriHith
Bursar
University. of Illinois
Urbana. I-,lino1o. 61801

:lr., D., r., 'Sj:>r1<!!Itersbach
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Dr. r;"rl L. Green
Direccor
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Or. l,il1iam J. Bell
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Mr. Eugene H. Cohen
Vice Presid~nt for

Finsndal Affairs
University of Xiami
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Dr. Arthur·A. Smith; Jr.
General"Counsel
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Mt:. Jos'eph' J. Keeley
OHice' of Research Admin.
neceeiev Neporial Lab.
The University of H1chigan
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OHice f.or Research Developme,
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Patent Adviser
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.UNI,ftQ:',$'tAl'US:'OY A'MeRlCA'

GENERAL SllfiVICES ADMINISTRATION.

Fe(Nr4lS~pP1'-SeTfljc(!­

Wl#hi~fton,-DC 20406

NOV· l.O1!l76'

t·
15::'j;QNOV

'Att;:r. a;\~;::~ik,OGt:'
M,~ NOrman· Latket
Pat.ent Caullcil
Nestwoodaut~Qinq1 Room>SAQ3
NaHoo.i11' In~tltutes of- 'He~-lt-h

Be~hp.sdai Maryland 20~~4
-, ~

Ol!at :i':,:;1a:.fu't't --
Th:erespons:es received from' agen~1esand~ it~'d:u-st:tY on: yoUr:'

proposi!d .amendtll'ent to Subpar:tl-9:-.J" Pate:n.ta~ ...,ft'h~~"

re-c:htral,'Pt'ocQr,em~n-t: ,Regulat ions re·g~_.J;'d'i,ri9';_'i~:stltllt.,loJ:l:a·l:

patent';a9ireelTl~nts aee fOC\";l,rd-ed, ea, reql;le~~ed~,,:fo;C',·Y9ur'

8-YaluatiOn anc,i:us.& in pr'ep":acing a"'r.Et'vh:ed:p):.opo.sa;l::"

S!nQie1"ely,

VD
PItI.LlPG~RE~D

D'trec-t'C>c- .ce. Feder-a! Ptoour.r.hll~l1t·Re'llilat'iCliJis·

EncloSUl:"es

K.oqP;Fffwdom.i,.',·l'ltifT',Fii.tiir.t With':.(j:3: $r'iui"ff"B!Jiid~;'

32-635 0 - 78 _ 38
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RESPONSES RECEIVED BY AGENGI~S AND INDUSTRY ON PROPOSED
. AMENDMENT TO SUBPART: 1-9.1,-PATBN'fS,OF THE FEDERAL

PROCUREMENTREGULA~IONS

Agency

~National Aeronautics and Space Adm.
t/'oepattment of Defense
~Departmentof Housing and Urban Developmt.
~Departrnent of theTreasu~y
~Small Business Administration
vu.S. InformatiotlAgency
~Department of Justice, Civil Division
~Agency for International Development ­
VDepartment of the, Inter ior
~epartment of the Interior, Office

of the Solicitor
~ibrary ofCon~ress
t/Vetetans Administration
~anama Canal Company

t,../Energy Research & Developmen-t Adm.
t1Oepartment?fJ~stice
t-~partment o:f- Agriculture
V'Department of State
v1"ederal Communicat:ions,' 'Commission
~epartment of Transportation@ .

Industry -

~ichigan Technological University
~Uriive(sity of'Minnesota.
~Pew York University
VCornell' Univers ity
~Colorado State University
~~e University of Connecticut
'erican Patent Law Association
, ,The university of Georgia
~Purdue Research Foundation
V/Society of University Patent Adm.

U"The Pennsylvania State University
~ational Assoc. of College & University
- ~usiness Officers
&/~armaceutical Manufacturers Assoc.
~Aer~ace Industries Association of
~dca, Inc.
niversity of 'Washington

~
. R ear ch Triangle: Institute

anford university .
V~ci1 of Defense' & Space Industry Assoc.
~he University of Rochester

Date

9/27/76
9/28/76
9/17/76
9/21/76
9/17/76
9/21/76
9/17/76
9/17/76
No'date
9/3/76

9/13/76
9/21/76
9/20/76
9/20/76
9/17/76
9/21/76
9/15/76
8/25/76
11/1/76

10/21/76
10/7/76
10/7/76
10/8/76
10/7/76
10/5/76
10/21/76
10/5/76
10/6/76
10/5/76
10/1/76
9/28/76

9/29/76
9/27/76

9/23/76
9/10/76
9/8/76
9/14/76
8/31/76

>,..~

NOV 9 1976



8/10/76 .J .............
8/4/76/_I-vc
9/17/76
8/17/76
8/16/76
8/18/76

~
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Ind-ustr.y {continued

Zers
~

.r ican . p atent Law- AseociatiQn
sconsin Alumni Research Foundation

. Californ,iaInstitute of Technology
~University of California
~erican Society of Civil Engineers

. ~Construction-Division

~
Sh ington University, St. Louis 8/17/76

- ssachusetts Institu,te of Technology 9/13/76
VU3iversity of Virginia 9/22/76

V1fichigan State university 9/17/76
~a-!I.p-j.vefS+ti_ E RochcsLd', 'tegieal C';= --::=B:;f:3l:/3..6-·

V Battelle Memorial Ins,titute - ',' -,' - - '''''' 10/4/7'6V;Up-.,( Jj,.f-j e;,.,.,ell./ 11,,,,../clf.:::y (fm(". /1 !1,/7(,
V ....(<9 f ·("...?c,h ~'rr[;.I'f'r-IoI.J. ?!::'1!7t::
V fl.,,;t:,.1 ;1""'1,:<4 UrI,!,,/-c - g//2! 71.
c/AI~, fI/<7 /'''./ -,4- C/, /0I "!7f.

V 6:Ptr /I /tf'/7?
@----- .ft~

,J...,
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National Aeronautics-nnd
S~c Administration

Alashington: D.C.
/20546
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. SU 271976

d/1

Mr.- Philip c. Read
D:t:rec.t()::c' of Federal P't'ocurement Regul6.tiol\iS'
Fed.eral SupptY',Scrviee
GeneTalservices Administration
Washington. DC 20406

D••<,,~@I~
Thi's·'is in response· to your let tar of July 23. 1970',. requestitig;'our
eceaeaee. on a proposed arilendmel\t to Subpart·l;,.9'.t. Patents, o£t~e

F.eders! Pro_curement Regulations, which- revotvee. the addi-tion of
provisio,ns concerning, Institutional Patent Agreements t-l'ith': edU"
cationsl and'oth~r nonprofitinsti~u~tona~

Although,..we -have no. objection to "che propElsed-- Institutional Pa-t-ent
. Agreement for-use by o'thEl't' agenci-es •. when ,approprtate, it.is,noU
appHcabbto NASA because of'our statutOTy patrenll requirements_ end
thepatent:~~a-iverpoli-eies,developed' thel'eunder·. ~ASA:could:, however)
give-consider.ation to any qualifying institution und~r'an'InstL~tonal'

Pat-ent AgJ:,eem.ent: whenrey-iEining patent., waiver' requests,,,

We apprettatetheopportUnity, tocornm4nt on the'proposedam¢Q~ent to
the Federal proCUTement Rl!gulations.

Sincere;ly.:.

~.
J. O'Neil' .Mllckey.Jr;·
Deputy Assist.3n-tAdniinis-trato-t
for Btocut'cll\ent-
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28 Septemberl9T6

Mr. Philip G. Read
Director of Federal PrOcurement Regulations
General Services Administration
Uashi.ngton, D. 0.20406

Dear Hr ~ Rae.d:

This· 'Will acknmlledge your letter of 23 July 1976 requestin'g coementia on
the proposed amendment of Subpart 1-901 relating, to Institutional Patent
Agreements.

Attached fOr your' evaluation and consideration is the Patents Subcomittee .
repo1.'t;ot 9 September 1976 on the proposed amandmenb• This report is con ..
sideredsel£-explana.tory and'concludes tnat the proposed Institutional
Patent Agreeinerits coverage is appropria.be for· inclusion in ASPR with the
attached, 8uggesteded1torial changes~

Sincerely;

!ef?'~~

#1' HCMAS F. Bh\Klfi-~
Colonel, USAF

..... Chairman,ASPR Committee
Attachment.

as stated:

. ~o&0\l,lTlo..,4io

~~.~U·. " ·.m~.". v.~'.l
1';>:7iJ'I~-rt>
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D,EPARTMr::NT OF THE. NAVY
Ol'"FIC-E OF NAVAl.. nESEARCH

ARl;;INGTON,'VIRGlNIAZ2al7· '" nI'r~~ At·~C~ 10

,)'03:RT-cfslll
9Sep 1:976·

..

MLHCRA:"lDiJU-J.l'Ol1t CHA!lU1.\l{.,_ ASPR coHM;ItTER. ,
SUBJECT: MPRCa.(l8. 7,6·120. Institutiop,nl l'at$nt AS::-eementg

I. C'ROBLE~l:,

. To review the proposcd,~en~ro~nt,_toSubpartl~9.1of _th~

red~~a.ll'rocure~entRe~11at16nsrelating to Institutional P~t¢n~

Ag1:e.emenu and provide.· the N3E'R-COtl'.::llttec wit}\ cceaenea thet:lcdn
tOBothar with a p::opcsed letter to the GeneraL Servi'ces AdmInistration-
(GSA),fo'l:', th!J.Chll.iman1S_ signature. .

It.. - RECO:OO:ND...\~Il!lN':'

... ' L The:' In1O.tit:I1'tional Pl1t,ent-Agrec~ent'propo:le:dby GSA b"
appropriatein.coneapc for incl~si~n'iri hSfR.

2. Befor,e i'll¢orpora.tinB the- Inseiltut:lon;lll?a!:cut-As~eC,nl1nl:linto
~?:L\. 1vDtihou;'U: waii:.uni:.ll G3i,,-"«.:il '<::.",,,,,l',<,/:Iu .....::. ,-v~..,_';'";",, v"i.:\",
proposed.', amendi:lerlt. to Subpart 1~9.1· ,and has prClparcd.a:fi\1a1_vfl't'doll
of thepropose~~endmeut.

. 3. When a Unal version- has.beenp:reparad'.OOI) repriisentativoli
sh~uld meet with GSA r~presentat~ves toeoorainate the incorpo~aiion

of cue IllStitutio:l:l;l Patent ~realllent intoASl'R.1 Tha, procedures
for the ulle·oflns.titutionat" Patent Agreements 'asBot forth ,iri.~ the­
proposed amendment to Subpart 1-9.1 will possihly have,to ba re~i$ed

aomeMhacbe£;ore"incorporattonintoASPR'to reflcel::tbe DOD orCllnizll.tional
structure and to -accommodate- DOD'¢on.tracting procedur£lS'~

4. Car·eatn editoria-l.'eb-angea should be made in· thapt'op\)sed­
Instit1,ltional Patent Az-rae:ncnt"to elim.innte ambil1;ulties ap.d,typo..
s:raphienl. e::,rors thcre!n «I) well· as to enhance ,the raadabUJ.t:l··t~er(ll)f~,

Such chanses' will etec shorten eeeeete portions of che. prct'Qsed.'
Itl.:iCitu-tioll,lll Patent A..rel1\OO.o,t. These. e-dit-or1&,1:, ch.1n3~S ere l11us.trntt'ld,
inTAB.A.

In. DISCUSSX:ON::

",fJl)1TlO<,
• f.OL"
3("[.':;)'
%.-~J-

'~}jl"~'~""

L The 5v.bc~itt(le. considtlro' Institud-Otall P1:I-eent-Agreemeuta
to bnapproprirtte'for use in'DOD cQntrnct'andcanvisualtz~_no

problem! of an\lllu~l.I~l' nature that rd_thtar:!.sc frmthair use. 'Ib:o
propoBed .Ins-titutll)n31 Patent 4greCtllec.t'· en. conecpt is, considered·- tla
be ooundf .

6ft'! 1J:-,!:l,7 '-neul. ~{~;or.rnd ?: f-xaucl o-a-r: ~l!«i/a?~ 1int;~~
~._~~-:: ~~~--.:



/
/
~ SUBJECT:

1595

303.RTC:sm

ASfR esse 76-120 •. Inst1.tut1onal· Patcnt:.As;eeml!nCS

2. The procedures' or instructional. matorial in ASFR for
incorporating I~titueionalPatentAgre~euts into DOD contracts
may have- to: asscrce a,form,slightly dif,_fercut~than:thc,prccedueee
appearing in tbe proposed amendment to subpart 1-9.1 but such­
procedurescsn best be written aftarth&' fiIl9.l ,ver s i o.\\ o£ the
propose4 l'.Wl~ndm~l1t: haa been prep4.re6. In.particular. eac propo,illild
proced'.!::~9{l.pp,ellr1ngon pages 1. 2•. and'Soi Subpart 1-9.l may ­
have '1::. -;;,<,!: mod!£ioJ:din a auiteblc'mnnner'..,hen incorporated into
A$PR. Such :.'t'oeedure:s Il'-sy haye"t:0 be'ln0dUied , to- recite that the
OffiCi: ,,;£ ~!.:\val Rescl1't'ch vl11'-,be: (ulsigncd thci,rcupondbility for
admi~:S"·.:r;;'dng ,Ins,titutional. PntcctAgrecmentQ for DOD and that
11lS::it~~~~:.::ull'atent Ag=cements will,ba.,incorporatedinto, DOD
eont~~~;':3 'by 'reference,,:

3. The editorial'chan3es in the proposed InetitutioQ~l Patent
Agrec.;.;'~nt are ill-ustra.ted and explained ill, TAll A.

4. A proposed, letter to GSAi~ attachcd'as'TAn,a.

5,. Allme,1ibers 0'£ the'SilbcolMCHtee, concur all ,tbecomment.s· set
::.::.o;::t. h~'4di1:'

... ". .. .
,P<\TElf.rS'S~DC¢~~lr1jEB>,', ",,' ':, "

<0 . :ls:;::; ~~-~--'--S . '" ~•..•. ~~~''''>'''-''''-~'.2i'i.>\'.
--3'.ROBERT r , CRAI-lFOlUl. Ch.1........ot\?-.(;. N.a.vi

, ,11. C.,'FRBUDENBE;RG"DSA.: .-',,:',' ) '\
L'I:·.. ,CQI.. U., M. l-tOPGtm.DAJA...PA,· ,~my ..
F. 4~LUltAS,IKio' AFSC1~AT. ,Air: Force:
M. S,.,POSXH.W,..M·IJ~\CP. Air, Force
,L., ROSS:;; UAv}IAT" tlavy .



1596

TlI1I'A
ea•• 76-120;

, EDITOR1A1. ClL\NGES IN, THE PROPOSED;
INSTITUTIONAL PATEln: AGRllI'HE!fl'

1. .P.(l.ge-4J _.sec'cnid lJliERE,A$,clauc:e'~" Xle,wrcite" the;.'~]";'u$e·to.re.adl

wtlEllEAS'" ,tIle, "I,ns!:: i.tut,iou>11;1. desi't:ous:' of·-- ot\t~r-tl\g_ -ip;eo:; an­
o.g't'e~ent l',h'crebY, 1~;, m-ey. rata:l:n-the-.cnt:tt:e:,_rf~ht." t1~:le;."

and- interost,;!.n. and acl:¢ini'S_t!e.r:;;lnv~~t~onS'rM.d.~,in,.·th.'
course 'of· or- ut\_de:r;researettsuPPcJ:'-t~_d: .1:ty.',tl1e J,genl)!.
subjE;ct cc; c:er&aiu",r,f,:g9t:.e: ao.ql,lil;Eld,: by- ,t~~:-GIJ"t·l,.-.uilGn:(::;;',';

Thl'S,_ change' elicii,tl.et:e,g_a:--typogrtlp.hl'l;a1~e~_rQ~:llnd'-al$o'enhan~c)'

the r~ada.bU:i.1;:Y,o£,--tbe ',claus~-.by-pilaet:ng,tbe w~rdii ,nsu~.jeet';,

to cGr,tainrights a~~t,1tr:c)d_.by-:tltl!, _Govern.'ll~nt-I,1 a't-tlni' end', of, th'e:
. \·HmREAS., ~1auoe~;

2,. Pag,::.:4i... SC:Op. otAg:t$Eitntant'~.rewt:i;te, ttie'f1l:~s:t:.84nte~;'tQ ~ead'c

This,. Agt~eFlent,da~ln:G$th~'r:tg,~~fj;."of: ',the, Pit\"ti'¢.s'l1~l:e,t'Q:',

;:"E:fgat',ding the "aUQPab1o;l\: of· .right:s: 'i~':SUo],Mt-';tJ;l\"e~l'Qn~r'.

reuor-ced- <l£te" 'tlif;!j' ,d,n,te-· of,:, thj;s' a({r~~ent tU:ld';W).de",1i-n4~'r

contr_ilct'8:,e-~tel<adi'into. pri~,~t:o.·. ,. ,,'" ',' '."', , "',' 'J:~.,
ex.oept-~contt:l?ollts, sp~cf,:fic:a.-gy:_ex-cludeJJ" hy'., t:h~' Ag~n;.y;."

This'¢han-g9'clad:fiea, t-h:!i,1Ii.e:.a~inn'of' the'. f1-t6:tf, s:ent-enco'-. T·he·
sentC!i'l:.cQ: as' i,t-,:curr~nt.-l'1:ap.t!c8.r3 ,in; the', prqp9s.cd ,1l1.3tit'Q:tf(l!11;~;L-·'
fatent- Agre~ant· :I'tlclUdOG"',the,wordslli.''.t'ior, to!" and, "any:,-f\lt'ure:"
cceeeeee'' ~The'ae'~.rot:d$'c:ra,ate: an, alDbiguity,:, COUCI1-l"-.1:ius, t1i~:,ap:p!'tc:8,billt1
of, an Instttu-tiQ\la-t'-Pt\.tent:- l"gr:ee,:nent,cocol\t-raots': eMard(!d"pti.orto.
the eifectiVli' aaee of the' Iustitueio'(ta1. Pal:cnc--' AerG-em~J1b at'\d"to't~

reportit'l.f} of'inventions 'undar- fJuqh'c-ont:;cQ.ct;l;s" 'Xbe'Glibs~it:UiJe ,,"OrdG.'
Itexcept conttac,t,s' ~!pClcifically, excluded· by~' the' A$~ncy"' c~,<t:rify'

t-he. meaning of the 9cnt~nce'. In rC'ln'1tten' fo.rm, _the senU.nCB, CaD.'-,
clearly be -c.onstrtlE'd ee mcen that tl.Q. Instit·.1tlo:ul\l Pa.tent' Aeicemel1t
Wilt be appU-eablo to cont'j:'aets awardad,pr,i,orto th(l. ef:fcc'.t.t-V$ date;
of, the 1\1St:itutional Plltent' Agr~ementt unless -th~-pdor,c9ntl;'Q..ct8;'

ate cmended to, sPeqift~aLlyexcluda the Applic~btL~ty-o~:tb.·

Inst;.ituti:pn,a.LP,atenc Anre~ment,.

3. Pilgd S:, paragraph-,,(e).,Uu:4', de~te, "Ag~eC'i:l!:'s~J--4n.d'8ubsttt1,i.t8,

I1AgC!ncteS!I~.

Th;ls--- change' COJ:l-.:"ects· a,tYP9srap.hicl!il':e.r-t"O:i:".
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4. Page s, A.l.1oe<1t1on:'.of,:Pt,inp~palRi:&ht,s, paragtd.p~\: (a:), lirto.''1,.
de I.cee ,theYord ,Ilot ll 'and, ~ubs t!tl,)t:-e l'toll; Hnc .9, deletetb.(l:'wo,t'd'
.lla:rlY.'14,ni;l, sub$titlJ.tq.. "en" ~

Tllese,t'ojo cban~~" alsQ:'Qorri)ctitypotli'al>h:Li:?$-:l, ctj,Qrl,lo

5. l'a'ge 7. Min:fJ:nun: R;Lghts Aequi-red.' by' th~; Gov4X1mnent",p-a#4!}~ap'l't·

(cl.rel-n=itle-the ,f',i,rs'Csentence.. ao na:d;::.

Notvtitli~t¢ndinR'sect,io:n III: (a) or any o.th:t't'p!'ov,1.!Jions:o£
this .agre:¢.~etit,' ,the,' Ins·titutio1\, ag'rees. to l1ccus<!:or-:aIHllgn
Sub.ject Invent:l.ons"as,t;l.1l::ecte-d, by, tha:A:ge:ncy t:o,cooply' w:Lth
the:.l::enns.,..of ',any: IIp,pl,teo,l:lli),, :I.nte1:nat~ol;l.~l" ag1:'.c.lllll,G,nt. .

This ,cha~g~'S:9-b$t-anttally'shorten4'.tbe, 'fi'ts,t: sent¢nce:o,f':par,agl~a:ph

(e): anQcon$lde~4blyenha~~es·t~er~a~a~il~tytQ4~eof~

6 0 l.'ag.~'" 8, lnventiop, Id~nttfiea,ti;~Q't Disri-lios:urtl'lJ,,, and:R~poir~8"
subpal:'agraph (a,)(t),. r~writG,t:h~'la.8$.s·o'l,\t:l.elle.e,<?£:t\lesuOp,ll1:~&t:'i1-ph'.

t-o read.-:

Sueh.d£sc;Lo$ure aha'11 be• furn;{sh¢ddi;re'ctly··tp', tbeA~en:ey.,
c....ca- ~h:::·~a:t". ,thc,::o, ::':=S.:=:::q1;~=:::.::;,:::ne.:: ::;:::.~~:: ~~;;" c;;;';.~;;....;~, f:;.;:.
the-,,'subm1J9:6,~on' of: -eejsee. teport:$' whi'eh'may",ref9roi.,\C$o:c
difl.~l'o$~'.t;.~',SUb,jec:t',IIi;(,rGnt~n~

This cha.nge· s:hortenlJ. the .eeneeeee and' nls.Q enhari¢e-s·. the ra3dab,~tlty

ther-e¢f~,Tl1e-'ctulng~:al'so,e1i,nlinlJtesth,e,,,os;<da, "p:rog~·tlS.~ Or £iJlancta.lu

aad sub&-.titu.tes"t,ne'word·ll()t:her".

7:.. Pagc'l2-', Pri,tent;., Right.-s, Oblis'e. par¥l.g:rnph (c}at" the' tdp:,oftttc' I

p.a.g~), re.tn:t-te the' .firs\: 'six,' rrnee. to' ·roi!o.d,:·

The, COntrae;or~llal1; includ~ in any, subcontract,c1tbe~:thi$
clnus.e. or tho .uPatent' Rights" M Acq\,lui.ti'on, bY" the: Govat'~cnt;II'

cbuse-found: in ',1 CFR 1"9.107-5:' t,! a pl,\rp:Qli-e' of· thesubcontta~c

is' experiInentAL •.·developmeneal·,. or,,-res'e.ar.cn. work. If:.· sub,:'
oontraet~trefu3es to ~ccept et~hQr

Tbl!f' chang0shor1:iens' the first six:· Hnesatid a1;so e1'tl1:tf·tes't:\1'It"
meariingof the -parllB-rllph. Thp wordli "Except as: pr-ovided: below'"
were intantiona.llydeleted~ It is' dif'ficult to d:etei:'lil.1ne, what is
meant by the ~JOr4s' ,iprovided below". The~lord~ "p:,ro"V'i.d.od' bo!.lowll
could'be ccnsurued as referring to, subj-f,lct' filattar'withintbe's-amel
paragraph or could also bec~nstruedas rc£erringto.subjeet,~atter

Set forth·' in paragraph (b) on page 12. ltwin bcnotedt,hat':p.ara~

gr<lph' (b).· on page .12" is not, part of, '~ho- patene· Rights Clause'.,

z
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DEPARTMENT ,OF HOUSING AND URsANOEVELO'PMEN't'
WASHINGTOl'lj O,C.2~IO.

sit

o "·..·'e.. -0 .... T.. "·,....'n..>l·'· .fto;,,~"A"';
"Olt- .. _," •• ',...·"ON

SePt.ember,:17~,:J..976
'"'''11'''''' """"li'...-.1''',

ACC..,S

Mt. PhiUp: G." Read
Director of Fedet'sl ProeutJ!ment:

R-egula.t-ibMi
General, Servicea Administration'
Wuhlnge.on. 0;, C. 20406

,Dear.Mr•. Ri!ltld.~

Thh· letter is in.re.spon,s.E!., to: Your inquiryof,JtilY' 23.1976.
requesting 'our ceeeencs. ana: pecpoeed. amendml!till to. 41 'CF~R,.1";9·'1.

sacenee,

We suppo'rt' such an amen~ilientto.thll! .. FPR,whic.h.'inclu~esprovisions
relating to Insti-tutionsl- Patent: Agreemen"ts with educational and
other nonprofitinstitutl-ons having, a. technology' transfer progr,&ll
meeting,-spacified: criteda. Thank; you"for·. the' opoo:uunity,' to.coment
on this: ma,ttllt:'.

If we:can be· of furtltell' a-ssi~t'ai)cet pl~a$i!l'let:us-know.

"=.,.," .1,' 'ofl
u!'~#.)~
Thomas;R; ,Whittlet-on­
Director
Office o!proi:.u.rement:­

and"Cont-ra:cts
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OFF-I~,.QF'TI-!le;,.s~qR_erA'Wi,'OFTH¢~_TR£ASiURV<>
WA~HI~GT?N,_D.<C; iltzw:

s~p·n 1975

Mr. Phil1:p:,G,:·R41a:d'
Di'rectQrof, FedeR1-, Pro:c~ment-Regtda.tt.Qn.
Off·i'ee';,o'fP'rQcure:ntemt- lofatl:~qemen'~

~neJl'aJ,,:~'t'V];~e:$' Ad.Jllin:is,~;a1:i'9ri"

WaSh~nStQa~ D~e. 2Q40~'

Dear, Mt::." ~ad::';·

Thi.!3.' ilJ;ifi', re$gOnse: tp, y.our let~r·d'a~cl:'JU'l-Y:~'2:3',>:;t~"76~,.
reqtiE!st:iJ\qc,o:qr :t:eview,o£ a: Pl'opo~~d ameniUJlen~ .toSUbll'~'

l-~h l't.,Fatents :'". O'£' the Federal,'pr09~re~n.~,"~~;l1't,,,1;,j,D1t-'''''

< •• -0'" The D$};)a3it:me~t, :o,dt tb13~T~a.a,ury:' o~#ur'!$1:i.)t::,,'tJie!:"J?~~~'
pQ:$ed:a;man,gmetl1::::, to: tntl!':: V~ideral, pr01:.~r~:ti~i~9;U~'l;ti:9Ji.'''i

Tha,nK .y.ou~fo.rqj:vin:9'i US·, ;the;;-Oapq%ttu:.\:iq-eq~,:oO~!f:.~.·

S;in~~~}

~~_/{.f:??;l."""'~
Tlloma~, p''::. -Q,"M.~!E~~/:-" ,,,,,"
AS's,tS.tant.;' D,Ueet:Qi~',:"'" ,', ,'-'

Qffi-ae.' of AdIninilf.t:~at.;l;'v.e-·'pr09r~:.

(:Etr_oc~ement:,and", IlEt:r,$'on.'1-property'M9:e:~,)
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S "'....U; ,. "''''Mel\l'lMllMfi-
SMAu-.llJl$lNm.' A'lIMljllIS1R,nlON;·

wAalilNotolli .@, 2006'

Sept•. 17. l~li·

M~. PM-fip. G. Illiad'·
Oi ""ot1)..··
Pederal..-Pro<;Ul'ement· Reg~l/lti1lll8
General .Setv.loes; Admi<listratioll.
waSh'in'~:' ..0.£,. ZllJlQf',

. r:.: ."'. "
Daa~/M'{;-jau~'

Th's. is. in ",,~wn... to:.yo""·let1r1l1' of JlllY·Z~•. 1!17lrr"nt1Vlt··
to the.proposed ohan91'$". to. the· FPl>: in: l'1lgal'd.·to: InsMtlll>iOliali.
Patent· Agreements', Pt'OlIl. both' a legal, and: .P.J'ogram-· \'~ewP;Oi~.
W. hove- no obj"uti13ll' to the' propos$d. Changll' to Se"tiJln'l-g,-.]1l7'-4i,
(a) 0'" tfte- new. Se<;tiOn"1-'9, 109,,7•. we' conUIJr at Propos.ed... .

R, F,~~i01\'
Offi<lll' of proOll=an<t.
Technology AssHiance

'~-.,. " f\
~ J
...","',w .. a
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u"mo STATES
ISfOR~lATION:AGENCY,

W..I,SHJKGTOX 20$+1

Sep:teJnb'eJ', 21".~ 191'J>:

Doal'.~. lIelUl.·

11r :1'is~nQ't,aI\UciPa.~d: "th.~' t1).e, ~'s~d'.amen~ent.' of FedGrld
.Pr0ClU"elll~n,'~.Rel1¥J:a~i'Ons~,S4bp~t .1-9.1 d~aling,'with, Ins;bj;~t1"Qna:t.Paten'b

.AB!e~ellt4·',wt,tb,' edtlaat1:ona1,and' npnpt'Ot'it inetitut;1on$'havina; a t!iohnology
trail.s:£!.r: :pro~~'wp~d ~veappli~B;~H:ity:,tolJany' Ag.enoveontraets. However;'
\(G:' ~v-e,,%"m1'l~e(3,;:the:J:'evill;l<m, '911(}~e,£-otl,l).d>i:t· W' be: accep.tab'le...

'l'han1C:·y,~"fO:r, 1;he,oppo~n-' t9.,MY'i,ltW' a,nii" eOf!lJl~ii ,on; ·tb1s, proposed"
arn~~,

n08rely JJ!: r;t...~. M.~l,,";'/ . .
Chi'et'
Cottt$Qt-. ~~, :()ro~a:mell.'tDi'VisiQD.

!'!I". PhiUp.G. Roa<t·
D1re-e~!"t Fede:rd:' proC1i%'l:!JJHti'1:t, R-e&uaati'Qll8­
Office', of'· Federal N.anag~ntPClicy
Gene~al_ Sel'ViQes AdAtiniiJtra'ttoJ'
WUhi~ni D., e, 20406
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.~i~", ....­
e-(Dr~~,

l;ltj/ltrlillOllhlf J1tl~tiee'
~l1olJilisMf" 20530'

11', S~ 1lI$'

.I~·, Phil"p 11. Read,'.
I)lit""."" of Fedet.I11·

P:t:Ql:u,t1~tU~:ntl--:Re.g9;:l:il:t:lo~::

·C.n~~al" S-e~,i"5El$'·-Adm~p.:¢a:t~a~1'{)n-i.:
WaBit~ngcton·; J); C.· 204061

Re, propJ>Be<l' An!elt<ln!e"t: to. lll'R Conceo:xtin3..
&d!,!(:a·t_~{\&~_ an6j.__I'JbnRl:'~£it,_ I,n·~t:ttu~iO:~:::

.)

Dell1t'. Hi'. Reed.·

This is'. Ut' re.pon"", t"'; yoU1< let·t"'" <>f .rill$(' 23,
1976'. requesdng. ,the Vi....s. of the I)epartment of'
.Ju$ll·iee· on a· propose<i'lllliend!1le1\t of', the FedllraJ.' .
'I'toeu"ement Regulae1on.... The, alllendme1\t wOuld· add'

'p,:r;qVi'$10'1'l's-',re1ia:t1,l\gy:t,o;: uln,se:i:tl1:tton"ail.: P_ilt:.~t.. :Ng~ •.ec:,;,>
m""ta~' w;l:th· enuea·tionel and nonprofit in"t;jl~:I;OnlJ"'

The. 1ih1:Ul>.tt of tlhe'.lllIll>tidl1llMtll.:i;s $,,". tOduca1:1onarl.·
. and nonp"o£i:t :l;n.titUI:1"",,· "h'ielv meet eer"ain orit.",i!ao
would h.e· permirted' to k""p, t;i",re to. inwnt}ionll' growi"lI'

,"out:,0'£:: _-G:Ove~!Jnt~"- re:Si!:a-r~lt--apd':c<Utve1iJ,pmau;t~-- e'btftil;~~:$':'
.ubje<:t to' (1) .paoifled ms"ch1-1u riglt"s' '<:{;"lI· "".pallt .
to rho.e :l;nventinns,; an<1, (2) a royal'1:y,.-J;r..... l·ieen..,,' ,"',
the Govern"'''nr. TI>, e.;r"Y· o""t tlie' poliol'., th'" prop""al..

.woUld, provide. in the' FPR:- a' f."rm of agJ:'eemem:. ent1;eJ;ed;.
':'lns·:t::1itU't iQi)1al· ..P:i1'toI3~¥';!i$.!i)~entatJ;t·. I'-' .

". We .aln"" that..rhe p""possl...pp....rs' re....""ably
aceJ!:p'~abl:e:':a'$'; ~' limi~:ed'. e~~~;;:imen'f;',wi.:.eb":"$/,'ftit1'~',irH

th.. 'n."ttuti".." appMach·.

We .ngg..." rhe' ft>l1"wUtg.. 11\odifio..rions, ''Il "M"
~ait prop""al,'
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(1), 'Ill's"bl'''''' 3{o)'(1)(Cl. page' 2, line 3 - ohange
"or" to: "stid'. It _ Tb.:L$ _-change,:wou-ld"::1l)4ke,'tJje'agre::~~nt:;

cont'air"" the_-req_1:1irem~nt that l:i:cens:i1'\g:'bY",t~e'_ina;i~
tuef,Ori',wd:ll'- ncu:D:3al-J"y be'm;>ne~clus*v-:a"e'Xcep,t,-wh:e~el:

the- d.e:s'$t,ed:, Pk<lCI;:i,c~l',o~cbmmerci:al:_ ap,p:li.cation_:_-~a4;-:

n(J,t be~:achiev~d-and--is,',~Qt likel-y,t~..-b_e, exp~ditd;ou'sa~:
acbi'eved:,·tl'iro\1gh -such-Ldcensang; , Th:ts:_cha~g~:'w;klJ;;'.:
p,rov'l.de, a a1:1fi.et;ar-, ,s".ttandard; fot"Q-t1'Lertha.n:non~c~\1,s.;tv,e-:.
li,cens:ing: 4)jd,:,:w±,ll·" elirn~ns.te_ t~e': ,a,'lne:1:1\a,ei;"e,' _cho~:c_etl"
p1;.9:vided by, th\!,:pl:~:sert;t,'s~''!lt,1;ot-ur,illl;'_ "Nb~·,..-achi;~'V$~en't::
of the desired, applioation can, be readily identified,
bue:the'alterna,·t:iva- provid-e:9.:Jiy. the': pre,~'ell,t;"~.,yllt'4i;_J:l~(
w01,11d. appe'lilS!, lesa.'$p:s:cep tib,le of, as:c~r-~ainmen:t,and:,
ce:ndt;lci've:to: ~u'bJectfve- 4;eeis:ion:." The- e*i$.t~:illg:

chQic_e'·biEt~een:a<J,;te:.maeive'~·,maY·invitf!:re~,~:t<to<_" ,,__ _
the, Leas demanding te.t of unli~eUho,od of expedf.t,iol11>

.a::cbi.:,eve:m,e~t,a.'8 g~o_JJncis·,fordepa:;tllra: fro'!Jl' the" nO:rmal
licens~tig:ea~led', f:or-.'Dhe ~e'aknass:o_£:tb:e>c:U:t1;ren:;t,'
langua.g$:'i:s:,that,. it ,fore:elo$'e~- nort:ewcclusive',lic4ttsip:g,
in,,, tha;s'it1Jatjoo:n" whe-t'e' -the! -de;~dl::r-fJ¢"'_'Prac~1.CJ;ll,:: or,
cPl!IlUer.(:i'..!iJ:, ,,~p_piicat:~otl' ~:Ul(i,:", ~-:-f~:ct,,_ "h~ve-'; be:en'·
exp,e'd.i,t'i:o~~·~~-- ,ach±~v.ed_' .contrary·' t'Q::,,, t}:te.:i1np,re;-s'-si.().u,'
.t' time, of, J.tcenS;!,lla. .:

(02)' Pa'g..' 7. subp'a..-., (b)' - W" u"ge 'that a "ma"ch-i~'"
". rigllt·· in. eJ:i:e .Governmen·t'b'e:> sp:elled, Q.ut;L w,i~lt r,esp:~'ct··
t.t>'>~1l:t±,er.iJ..'S:t;"p':lr.i:Ilei:pl~s". . Such'%!i,gl:\tr-sll131.1,14': b:e", abs:()l~te,
and not subject to, th'e pr.oVision•• of IV(bHA): and IV(b) (Jl~:.
Al,t;hou~trma3:'ch"iu'·, for,;co,tnpetitive:,. reaspn$' couJ;d:"be,
a"hieved. under the present lan~age,of IN(b) , s""lIt'
'r:tgi)t:~o:\J,Ftt,nGt:,b:e:~b:s'Q-lut'e:~. '. The' .. ur.ge:4'. addi1;,-1on:'. couldr

p~ovj;~,e; .' :e-or',t~1! ,exercise" lif". t'mat""o:h'..in~'-- ri:g~t:s', "$h.ou,1;d·
th~:':,Go,Y,e~en:t'4eta'rtnltte" tha"t:: .th'6, re-t:an.t:t¢n:':o,~
pr.inc'ip.a"];',or-- e.xclusiv:a:, :p,ig:h.t's', by>the;',I-n'stitution
wi11ten1:i Sl1b:'s!?anti-al1y> to:: les'sen,comp,e·tiei'on': o:r:tb\
rasu~t'iti undUQ;:,. concent:r-'i;t,tiot'. in· any,-s:e:ct--ion-of ·tlle: ' .
counery~nan1:1i~e o~,commerce'towhich t~e:technqlogy·
i1iyolved,r,elate:s;,- ,or:ito· cre:ate' ,o~'. mai-nta'in'Qther,:' s,itua·tiot\tJ,

. in:eon:'~is·tent .w-itlt·ehe'antit·rus,t. 1.AWS'."> A .s.imi1:a.iJ;, Ilmatch'-'iq~'·
'P,rov,4.:~,ion.·. i-s.i~cluded'i::n: the 'p7:0p'o's'ed:." dra,£tl- bilTon' .
Go:velihtllet1,t:cP,at'en't -, ~oTi:cy' ~ma.1i.a:,ting.· 'frOiJl;the:, Gomm:i't.tee,
on, Go~~r:nmen't:'P',a·t·entPol,i.'ey"this: year~"l1l'e:,q\.lo,e'Gd~'
al1t,i;,t1.;'us:,t!:,stand~rd·is.frt)m..tha:' Fad'lira]; N(),i\nUJJ1'e.a.\:" .
,St1e'rlllr' ae.ea""h and Development A<>t of, L914.
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(~)' Page ~3'. subpa". (b)'. TM· p"'deds' pl'uct'ibed'
re~~4tn8':"'t!:<ialusi:Ve·,'lic~,ns:irtg''she;tulq,.:no'~'be-': $:l1blec~
t~:, ~,xt:~'S,ioll:';'" b\d~ed., ,we---l:>tllLev:e'" tl\a,t,-the.-ma~tmuD\··

pedod.' sbould' be. less tban thos" in th.. , p"",posed
r"'&IIation. .

W.. ba"" noted the foU""ing .typograpbi"al ar"",,,,..'

(1). hg. 1+•. 2nd' "1>llBRllAS'" c1......" ...: line 2 • "a"d'
ent:t~1 r~;g;t4;!' "shQu,ld'iUAdi 1t~'R"etlt'i~.:r';ig{if;;'::~

'(·2)' Page' 5'. subp.r. (e)', .1......· 4- • lette",.. tr~".p"'s..d.
itL-n.~'eJ\~~..u-

(3)' Pa2a. 5. subp.". (aL lina,
1"\1" i·tm~.}'i\ " ,,'.

• let·tera. trat\Spl)geid,..
(4)' Pall" 5. sl11>par .. (")" line 9' - "any!" SllOllld' ""ad
Itan:;.'." ::

IRvtliG~n
Il4put}!" Assistant, kttdrnay' GIOneral.

. . C1viL Dtv!l.aion:
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DEPARTMENT OF STATE
A.GENCY- FOR INTERNATIONA:l."OEVEL:OPM£-NT

, WASHlNGTGN.;,D.!=; ,2a,u..:,

September 17. 1976

Mr. Philip' G. Read'
Crysta1 Square
Bui 1ding,S
Room 1107
Washington. D.C. 204Q6,

Deilr Mt". Read:

This ts. in' res:pans4,to your lette~ ,of- JUly23~propos:ihg,an' amendment to'
FPR'1'-9:.1. Paten'ts." and', rela,ted,:to' Ins-tit-utional Patent Agreements, anq
c.e.rtai n"ins~~'tlltipns 'hayj11g',~f!:,chnol:(;gYi:'transfer "programs,.

·General circ\.lTatJ em' wa.s,~t(Jyt'~d' to proeuMlmnt.,legal.,and·other-off1c:es
that" would' be: ~nvolved:,.ind':; the fo.ll4)!iillg:,'c0llBi!~nt~::,we)"Q. r~c;eJve~~';

1. On', p~g!!,: 4. lllnstftt.ttio.na-lPi1tent 'Agreementll~. the- fi:r'lllt lland!'
in, the;,saQon~:ll'mr of·tne'.second': Ilwher~l,is~'Jdoes, not- seem:, to
be~h~:,right':word~" 'Plilri!aps '!an~l' w4s::fhte'nded:.

2. The pertinent contract' office has expressed, concern about Crause,XlfI;
Termination (page 15,), and does not agree with giving t~e right to_
termi nate- for convenience to both parties.

Subject proposal was othel'l'li'.'l'BlIard.d" favorably overall. and' approv,,'
was,·· recoRlitEmde(J:..,:' . .

~c.J~
ihi:r' • Watki"s ' ,

~~~~ort Division'
lGe-:,of,· contract "Milnagement

32-635 0 • 7a - 39



'"

ro06

- ',. .,

United .States Department of the Interior
OFFICE OF THE, _SEqRETAIW

W'ASHING'tON, DiC;' 20240

Hr. Phil1pG. Read
Director of Fea.er~ P1<ocurement Regula.'t1ons
Federal-Supply, aeevree
ceeeeea .sewaeee• Adm,j:n1s'trat1:on
Crystal: Square," #5. Room 1107
Wj,sh1~gton:. D.C.,204C6

Dear Pbi,l.·.

31~

,.

EilclO8W."B

Enclosed herein ese comments in :reply' to your letter request of

-.JuJj23> 1976',,-W1tb re8Pe~t'·~o;:a. pr'o:PO.sed'amehdment, to-Sub..

part 1~9~1,'o:f',tbe_Fcederalh6c.k~merit'Regulati~l1a. The ci~ent;s

havebeen-pre~ by:.',patllilt, coUnsel- W1-th1n -Qtir< ot:f1c'e 'ct the- :

SolH:1tol',. as-.regue~rted.'in-:yOUr letter.

;~~....~ict, «:.~'I",):.lilllQ..w.. :>• •oJ-~ _
"H" "'''''ant Dir"tor 'or or, t

oc:::' SOL

Save- Energy and You' Serve A'merica!
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UNHED..STATES
DEPARTMENT OF Ti'iE INTERIOR

9.f\"IfICE O:P,TIjE: SOLICITOR,'
WASt;iINOr-eN. D,C .. '20'24:0

1975

AS,sistant,
Off±ce<of'-

Assi;stan-;. SoJ.'i~ci t;or.,;,-p-roc:ure:men1;
Div1'sion" of- Ge,ne·:t<a;l'Law:;

proposed Amendment to the'Federa~,ProQarement

R~g'lt'~:ations',: (FP~.) :..-tJ::l,st.itu:tioni:l,T ~a-t:entA9:ret!ni.ent:

This: is in .r,e'spoll'se- t¢,:your-raqjJest. for aome,nts- req.ar.cU:nq
the a):)ove: rE!fe.r~_nced:PHopOS.e:ctFP,R' ravis.;i;ons.. .

F'(<mi:

Subj.c,t:

Mein.dr.andM"

To:

A, major c,oncarl'taboi;1t:,.the prop.osed·provisions:'. would be that
the Gove:r,~:t_'shqul:d-be.:as5uX'ed to"the. g+eates:t _~xtent pea­
sibl~, that i,hventiOJ1$are promptly:and-,-effect,ively;. put-, into
produc:tion allrl.-.m,ark:e:l:ed",:if 'theG.ove-rnml'in:t ,j..~r:t:,o,aJ.low the
reter,,-t:.ion,of:pr-incipa-l'_'or sX!clusive" r,ights, bY,::-ea.ucational
or nonprofit ins_tituti-ons. seceuee such inst;it,:u~:iJ;:ms -dc no,t'
typically have. production and, marketing· facilit'ies' Or estab­
lished:'commerci«l. 'cha:nne'ls, 'the risk ,_that'::inventions,_de.velo,ped
under, th~propQs~d:ins~ttu~ionaipatent'agreements::woul~_not
be sUc,cessfu11y.- marketed, is-considerably· 'greate:t", ,than in, the
case of a',e,omn\'ercia'l cencreceee., To minimi;-ze: this risk under­
thep;r:oposed, tiev,ision,,, ~we:,suqqes-t·.the-fo'llowing ,qha:nges .and
addit,i-otu;J:,:

1. PrOposed- section·'-1...SLl07-:6c('u:):(-1)-(D,.j':',;shO,Ulii
'setr-a,:'definite' time.' Limit on:"the-excl:usivg,
licenses". but with provisionsforal'low.i:,nq,
thecontracting'officer to' extend the period;
for, -en "in'dividual.·.contract ·.ifhe makes ,:a,;·
wel'l' supported, determinati:on,'th,a-t. an.!!xte;n-:­
si6'n -is- Warr'ailted:. The._,length' of ,:the,:,allow,:",'
able .... ext.ension;--should: ·.:likewi;se,:;Oe;;limi,tQq,,:O

'2. 'Prop~sed:·section', ·l-9.107-6{ c). (It (G),: sbo1l1~:_.

give"'the' Government.more~'Jdiscretiion',;·,ii;i-;ex,;:-::
ceptiog':'in<!ividuaJ.- cpntracts" or. gra.nts., fr,oJIl'
t~~·operat:ion. o:fi":'the -a-greemllmt.. ' The;:Gove:rn~

ment""should not have': -t.o,make ,an .affirmiiltive-

~,,~"9'-"'/"'~
y. ..~
a:".:m'
~"- . _: r. ~"
...... c;./

''''78..'9''': -
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~howi.n<J' r~qao\l:di~9':. -~h~ ----~1?ub:li.c i-nterest.ft ,in
eeeee. to' except: a _contract~~ but should have
disc~et~ortary·a~ehop~tY,~~re~iewe~ch __ cQn~
tract on, .res. ,Ii\arits, and -.elect, ,whe'ther- or
not to placeth~c~~~r~t:underthe-~qree~
ment. .

Sections II! (b) '(i,1),' and III (oJ (iii)-- of' the
..Standatd _institutional· pa-tent <:lg;reem.ent,IO,-

. set out:. under sectionl;-9 .l0.7-6{c) (2)
should- 'd$f'ine--- wha:tconstituteB-: a ::rde:cisic:ni""
not to continul;t pros,eCl1tionof- a·:pa."!i,ent'
appl.i.cation. Inaction fora s-pecified
leng,thof t',imEF wi;,thout'.adeq'U..at.e.e-xpl,21_na't:ion:
should-- bev deemed to._,co;lstitl,1.ta .liUCA-)l}, ~~ci-­
slon'.

"-·--~4.; Section" VI'ta'} _of the ',r'standapd,- inst.,i:t:u..~ional
patent, a:g~eerneritll should provide, that ~lhen

the<ag,S'ncy, prescri:bes.a' period,' sh9rte,r,: ·th,an:, I:
6: months,:, £'or', the' £·ilinq"of:a ·,p«teo't ,applica.,.
tiQn'fthis, shOrter period shal~end'nQlatetr­
than: 3-0: .(i'ays' prio'r: .tio. the ,rl.1.rtning;,of,th~
s~atutorype-riod:'<, As:.p:t:'esentlY:,worded,. th'e
se'cti-on: miqht,becon,strued' as pr,ovi-diriq that,
the"'shorter::p,eriotl:c.ould', 'end:'.noaar-li'ar than
JO"day,s:,' be'fore> .eae. end: of the' :statu,to't'y
pe:1l'iOd.

5'. se'ction III{a:Y oi the: n"s.t'~:nd'a.rcl::i'ns-t1.:tut.iana];'
~atent':"agreement'"'sho.uldprovidetha;t: in d.­
·cid-itll;r"wliether,.to ,grant an extension," ':on,the
ins:tit\1.t.io'n-'g, time' ,for:mak.,inqits- 'election-f

,the';Gov:ermnene' shall:con'sider, whe'the:r. ,the
statubory 1 year period.is running. If- Cha­
period is running.,: no excens Lcn should' be
':grante.Q:"which<would .delay, :.theelection,·,to
wi,thin<60'days' of, the' endo£'the;statuto.ry
pe'riod:~ .

We also' note-:.that tihe. "'e)(c e p t i ona l .'ci,rcumstances'~;,and' nspecial
situations!,~'~':langU,!ige,,·.·of<':CurrentFEiR·p-r::ovis!9o,s,:are beinq used
as; justi'~;ications:for.the: use', of insti.tutio~al:patent agreements.
We find, thi'S ,"questionable", ,siilce,:,such ..languag,e:,ha~previously
been use~ only in specific cases where i~ was determined to be
in the Goverriinerit's, interest. to make ian,'except:i;on::in Clrder to
obtain research<which'.otherwise:wou~d<,no,tbe done • It is not
clear that· the"proposed,' arrangement.' .for<insi:ituti<;malpatent
aq:reements fits··this,'categor.y'f,;,:since· bhe..·.·propos~,l· appears to
be of more benefit to the institutions 't:han,.to':1:he Governmel;1'1:.
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G1v~nq:'inititut±ons'anaQvantaqe;notenj~yed"Dy:private~¢on­
eeens, which are general-Iy in a I;let'te:r,_ I>0s;"ition: to aSliuresuc.Oo
ces:sful- deve.lopme,nt' and.:rnarketing, ,c;:annot' be,:jus·t~f.t-ed>,un,les's:it
'is shown. 1:.:0 be of special. benefit,t<rtheGovernment Ln. adva~ciQ;9
the'dEW"6:10:pment· 0'£' the" tech'nology,.At .presen·t,o ,no' .auch: benefit:
is a.p.p~.ent, an.d use. of the "ex,geptional, cirdUinsta,ncl;ls,1' ,and
"spe<;:~a'l s-ituat'i.'o:n~,n lan13Ui'19'1!' appe$rs to ,be un;jullltti-f-ied"",

Our pate.nt; section- has, ~evi.ewed'a~, c~ti£9U~



.. 1·'0,''':

:'~~O?..~.~
~i,./. •• \' .....

ADl>UNtSi-lt.ATM,D~rAari.i:tN:\·

Pil.ocU!WU:Nr AND SUl"rti, Dr\'lSi'oN

Dear-Mr. Read\':'
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THE LiUR.:\R.¥ OFCONGR.ES5
WASlIIXG'TON;D.C: ":lllJ~

September 13, 1976

YoUr propos.ed amendment:, to the FPRf 5, covering' add;i.tionllJ.
provisions c.1'Ol", lnst!tutfonal. Patent. Agreements, with educat'ione.1
and-other nonprofit institutions, 'bas eeen xevdewed, No objections
are,not~.

fli:lcereJy~

~l~fl!~~
co: J.ohn J. KoIiiinski, General Counsel

Of rice .ot the Gene-r.al CO;Uilsel,

Genera.l Sel"Vices Admi'nistratlon:,
Mr~Philip' G:. Read
Director-' o't' Federal, Procurement Regu:La.t:Lon~

Federal Supply Service
Washington,D;C. 20406
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V£'rERANS':, ADM1NISTRA:T10~
D£lII'AItTtoolEN'l' -ell'!". MEQreINe: ,...ND slj~E:fti;

W~SHI:NGTON,'O;C. 20420:.

Silllteait.et 21. 1976

I-~'

t~)
'~;ttf':{

1"'1U;JI'i.'l"
~'?Qiil,34A\

°M1"_.I'tti'l1'pG",R-ea.d'
Dtre~tor.of F1!d.~l .ProcurE!mll;~

R:~gulattons

Fed(!1'al Su~plyservice'
Gener.alServicc$' Administrati'01\.
CJtysta:l S~\,IQJ:'eiNo~" 5,":_R~nl,1l47
\ol~sh1ttg;:on'" D,~_C,. 2040$

D:ear-tf;(i'. Rj!ad';

W~' ha"e-rev1~ed "and, ~ncUl"in-_the P:rtOposed' cliange,·to,Fa '1-.9'.1
onth~subjeot,-oflnstitutiQna~Pat:ent·Agreements'_. ,Atti!lched: fo'l-~»"ur,'

itlfo~d()n- is. a "CQPY. of a',lIl.~ra.ndum''OJl,t1\lIsllbj_ect''f%'om;',O!Ul',ag,nl!Y,~-

patent-, counsel',. •

S~C~l1 jroitrs,,;

~
' 'C.'/ I'
--""""",~"'-:

eLY!), '<,COOK>'-:~lr o. Supply.''''Vic_"
EncUoiilure,

'. SIHtMN(irilrl"'Mr~, VAfi(':~""',,", ",w'mhJ;IKMtit.1- "I<1Ii&u:'M.i~lJ,·"ms~lUV,
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.'
Deputy Director. Supply Service (13411:)

A.sistontGenerol Counsel (024)

SEP15 19'76'.

Proposed Rev1si= to FPR Subpart 1-9.1Plltents

1-. This,' is in response- 'to· your meJ.»<>rtritdum-:_r-equ~sto,f ,',' .
August 2,~ 1976.. for comrcents on the pxopcsed revisions to
the Federal Pro~urement Regulations, SUbpart 1-9~1P~tents•

. 2~ Thepro?osed' ~ev-iai.onlt,_:prepared,by'theAd HocSubcom-
mittee.- onUniv,ersity Pa-tent Policy"would 'add subsection
(6) to 1-9.107..l.{a). This new subsection would permit
Federal agenc-ie,s to et'1t;eri1];J::O:i:lnstitutional Patent
Agreements with. educational and other non?rofit institu-
tions having 4; t_echnologytrans:£e~program meeting the
criteria set .forth in 1-9.107{j». The revision woufd
"also retitle, 1..9 .107~~rto r,ead,: I1Clause.s for Domestic
COntraets (shQrt"fom)-"andIns:titutional Pat~nt Agr~eI:'..,4ntsrr

and~adda,new subsention' (c)tol~9.107~6which,will,set
fortn. tl>e pat"nt t"ignts under Institution.r Patent AgreementS.
as well 48 "neW s...,tion·1-9.109w7.

3... Thi~: office hascreviewed': th~ pt-oposed rrevd'adcrrs and
we find no objection th~rato. Use of thelnsti~tio~At

Patent Agre.ement" approach 't'lith edtic.ational. and. o,ther
non?rcifit inatit~t1ons wilL be neu to this ~gcncy,. however~

not nan to' the Federal, Gov:e~ent·. He are cvare of at
l'east,otl,e, o:thc:t' a(l;~n<::y'wllich ,presel1tly' u-:tiliz~s: this
ap?raach and, webel~eve, experienca has shO~nl that tue use
of such agrenme:n:l:s: can, f~.::tlitate the pro.cessof determining
owoe1:'sltip' ~ight-3, and, administrD.~ion oE,any paten,ts",for
inventiona cmnating fro'Jl eeeeaeca e.fforts .,' The agency
will nec be dhptls,tin'g it:self of eontrQlovcr rights, in
inventi-ons-, .but allowiiJ.~ the institu,ticns, to' .lldt:iu:ist-er
patcnt·r1ghts>ina~eordancewith'.an:lnstitut1on~~Patent
Agl'e4lllllnt. ente:re!! it1!:o. beforeh.Uld by· tne pal'tie".



4,., We do f ....r, ho"""....,. that eeeeene slilluti:l be mad.. with, '
r<\sard to anoth..r l!!lltt..r., Presencly. a dr"ft bilt entitled,
"National Intel,lactual Property Act of t9~5" i" beforo' tho:
Of£~_(:e:o:f ~Ian~geXlJ~nt,and,-nugg~:t:£:0%'.' s.-pprolJal. The: -exact'
effect that enacl:ll\ant of' the bilt would have on the',
p",o!'osed \'!>Viaions, to the' E'PR is not prasently' kno'm. It:
appears evident. however. thet if the bill is oltiJt.ately,
elt4c-t~d~ sub:st;:4nt"ia1- changes, or' morQ-likely •. r<lpJ!;al,of tt'UI'c
P,PR revisions unde" consideration w111 occo". Tlla bill
contat-l'l'S ',.1,0; entiro: ql'a1pt:erdevo:ted': to' .110:,catiol't of'pro.pe't.t~:

rights in inventiona reeutting £\'om Fede"ally~spon.erede

re'S~arc,b and devel:oPl;1eu,t'.. NQ. dis,tinc·tio,n 1-9:cQttt~inQ~-li:l'
the bitl r egarding contra"to". with tecMolo..y t"".,,,fe,,,'
"",pebiUties, and those' without such capabilities and,
tII"""f""e, ap1>11cst1:on' of the PPR r"visi<ms" once' the"bill '
is eaaeeed, wou14 not be feasible. lInder the bill,
,allocation;- nf. property' rigb;ts; in i~vent.:i:Qns>-wtll:be'
balldred uniformly a,.. provided, fo\' in, the bill, regardless
of, the n",tu::e of' the contrac tor.,

S,. To ."""",riz9" wa' have no leg",l,objeoeion to,the proposed"
.'FPB.:'"re:rl:s,tons:'t,:, nowwe2:"j: '\'1ed,b\ 'r'ea:1.izlt that',:ena;et~e:nt',of'
tile "llationel InteUectual P,roperty Act of 1'975" will',
effect those revbiens. Enaetment of that, bill. however;,
1., no,t E!:xpe_c~ed::;t~:.oc~~~·:,~97'·q.u_it.·,SQme'"t,1m$;"and,thEu~·e,foll'.'~
we recolllll'4l1d concurrenCQ' in' th.. FPR chang.. at this time'.

JO"dNllc. DE, LIlO
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(f~ .cP. Q c.,

$1P 20 iS16

Ilr. Phl,llp6. Read
Dtrector of,7ede.raJL .
hoeur_t,_~t:1011S

_eral S.~eoio~bt'fe#1OD
J'ederalSuppl,.S~rvica_ " ,
Wuh1tt.gtoo. D.C." '~0406

near H:i:'.:'R8ad:

Tb1. 1. in reply 'to your letter of July 23.1976, regarding a
.,..~,

prj)po8ed-'reV1~1OD-to:S~part 1-9 .1,-',:P_~teritS.< t'be--panama.Canal Colllpariy

'>: ,', <::«':".. :
baa" "GO obje_c.4~ .. 'to ~ p~po.fII~revis:LO'rJ.· ,:i

S~c.~ely_yo~ra_,

'l'b~ M. eoa._cant
Secretary, Panama Canal COmpauy
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UIIlITEDSTATES

EI\IERGY RESEARCH AMD GEVEtOP~!iENT ADMmISTRATIO~J

WASlllflGTON. D.C. 20546

SEP 2 0· 1976

Hr. PhUipG. ,Read, Db;Ector~'.

F~cleral,procurement:Regulati9ns

Gener~-services:P.<1Toinistr~ticn

Feaetll1 Supply Service
Washingtoll,,_-EC, 20406"

Dear Mr.. Reach

'Ibis is' 1n:,;response: to, yourlettet of July_ 23.,1976·,- teqi.J,esting our vie\-,.s,
includin;, those of our patent counsel, on the .proposed rev 15ioo to SUbpart
1.,.9.1·, FatentS'Iot the Federal Prccurarent; r.egula:tictls~·

we no~ that the proposed- amendment represents. .tne: effcrts- of the- Ohiver';'
sity Patent Policy Ad soc SUbconmittee of the Executive SUbcor.mittee of
the: Co!iillitteecn Gove~n"ent:Patent':Folicy'to develop a atendard. Institu­
tional, pateritAgreerr.ent (lEA) for use by all Government; agencies and that
an EEDA repr-esentative parti<:iFat~ in t.i.eactual drafting or the. prc;.:cSed
~xt· of, the' IPA.· Ke" therefor\:! ,support' the approach taken'in the- pro­
posed FPR.]lJi'.enc1ment; namely,. t!:lat· dU,C-oYernrr,ent· agencies should have a
standard, text_covering,~r:ee"mentswith' educational and other r.onprofit
institutions which .have: en epproved teChnolOgy' transfer pr09'ram,· provided
the- agreement.'_has:thereq~isite_flexibility· to parmit devdatacna. wl1ete
require::! by our statutes. Eased. on our review of this amendrr.ent" it
appears that the proposed IPA has this requisite flexibility in'_that{·the·
pr,i7lisionspermit .en agency to dev,iate- on, a case-by-case. contract situa,;;.
tion:oriYhere'required-by·statute.

It: shou1(l ooernphasized, ha~ver,that ElIDA hee interpreted Section 9(dJ
of the- FeCieral xonnucfeer Energy Research and Devel<:pmeht ~,ct of 1974
(Po L. 93...57'/) as not' euthor.rainc the Aciministrator or bisc;~siCmee' to
automatically waive, at,the-tirre·of contracting, title to inventions to
nOnprofit' educatLona.l instituticns having an approved techno.loqy trans­
f~capability. Rathev, ERDA on acase-by~case'dete~inaticn is con~

sidedng: waiver .requests by nonprof.it educational institutions, applying
the, criterion that the f?-ct, that the institution has an approved tech­
nology transfer capqbility is not in and of itself· justification for the
grant of an advance waiver. In our report to Congress, this issue was
identified ~one in which Possible legislati~ec1atifi~ationor modi£i­

.caUcn may neec!, to; t:e•. ~ressed.

~~wrIO",.,

t~\
\~i...l' .",-lj

""t!l.,t~:
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2 S£P 2" 1975

Ftir,thermot.e, under t:rJeprc.;X>!,;~OO'fI sect ion 1-9.1U9-7,the~ ere reo­
visions for r~otiation at ,1PA'S~, Drder u.e sccrcecn.coocetnec there­
in each institution- is' recurred to s~b.',.!it certain i;'lforr,~.;:tion to each
agericy with '\'Jhich-it ceedres eo enter into an If!.. t·;e- eould support;
theeSitabli::::hrr:ent of an interagency grol.;'. Nhich would be the centrcf
Governi"l,entcontClc,t for receiving and E';v2.1LUttio,;',' the.warLcun appliCe..,.
HOM' for, a~roval of an institution's tccnnC;l0'2l', trenster :program.
ERDA.presently in its- waiver deterllliriations'l:CIkes<-into' account the
fact of' \oJhetheror -not; the requestor has ':'''1 e::dstingafprbvEC,tet.ll"­
nolcgy transfer proqrem ~lith any either covern..zent; ag~ncy~ since we
have not established .a procedure or criteria for appr,ovil13, techr.ology
transfer ptograIi'.s~

,with, respeoc- to 'the.' text -of-the, proposed', ar.:enc1Jtent, ,We., have, sene rug­
ges.t6:i changes'forycur-_- ccneieeeee.tcn, and we .hsve r:-atked upa nmbet­
of pages" to, reflect -them•.

We -appreciate' theoppor.t\l.nity,· to'ptovide·.these comeenta;

Sincerely,

.~.. /SI(-!~7 fr1'a.~
y~.~._-~.Richard:. p:~:. v;hite,:ChiefiF -- Policy,~Devel-or;t1lenteranczh.

Dividon- of-Procurement'

EnCl~sure:;

Perttnent·mark-ed up '14985. -- of
PJ;'opoSed FfR AmeriClment
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SEP 171375

Mr. PhUip G. a.ad
Director of Fedaral
Proeuremant Regulations
Federal S~ply .Service
General Services Administration
Washington, D.C •. 20406

Dear Mr. Read,

Reference your .lettet dstedJuly 23, 1976, concerning
a proposed aJl!eDdmentto Subpart 1-9.1, Patents. of the
Federal ProeuremsntRagulations.

TheDapIllr~t of Juet1:ce has.l\!> COIllItIeIit on the
pr!>posedrev1sion.

Sincerely.

or1g1nal slgri~d by

WUl1sm a. O'Donoghue
Chief. Administrative ProgrII1II8 .section

Security and Administrative Programs Stsff
Office of Msnag~t and Finance
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UNITED STATES DE!'ARTMEi\lTOF AGRICULTURE
OFFICE OFTHESEORETARY

WASHINGTON, o;c:'20250

OFFICE OF OP'ERAll0NS

SEP 211376

Mr. PhIlIp S. Read. DIrector
Federal Procurement Regulations
Federal Supply service
General Services Administration
Washington, D.C. 20406

Dear Mr. Read:

This is in response to your letter of July 23, 1976~ requ~stfng
;our--coriment,s ona propo.sal .toamendthe .Fedl;!ral Procu.rement:
Regulat1onsw1th reference to Institutional Patent Agreements.

The proposed amendment shouldmoreexp'ditiou~ly bring about
the utili~.t'on of tec~nolo9Y develope4 under Sovernment grants
and contractsbyeducatfonal andother-non~p~f1t1nst1tutfons.

Accordingly, we recarmend implementation. -

Sincerely,

tai(t~
E. ALVAREZ

::'Q1rector
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DEPARTMENT:OF,:STATE

Wa,nlniton. O.C. 20520

Sept_"r 15. 1976

Mr. Philip G. Read
Director' ,of Federal
Procurement,' Reglllat,1,ons
crystal Square Bldg. 5
Room n07
Washington. D.C. 20406

Dear Mr .• Read:

This is in reply to your letter of July 23 in which you

requt!_s~_edthep~pa;i"-_tn1~,tit.':~,s,Vi.'$Ws:.on, ,t.h¢ad4j;·t1c>ti.of,

proyi,s1onsdealinq, WLt1:1 ,;tn!it1t.~t.~oQal p~e,eh'tf"'Agt~em~~is

with, educat1ona14nd" otllet 'hQ'rtprdf·ii;'1'~,t_1t'ti:i:i6il .•:. The

proposal blos been circulated to interssted offic'ilil

within the Departlllent.and th!lY blo"e indicated they offer

no'objec1:.ioDs,:tO tlli8-Pt9PPSc;,l'.

S1JiCerelYh;'

Harry M. IU:te
Supply Mal'a9elnent
Rel:'reSe~toat1V'e
Supply and Transportation

Division
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~...( Pee...,rA ~..'... ,e ,de .Z:; " .t~ ....;.

""&Uat. 2S• ~976

2800

_a1 SUYic.. J.l!rainUuatiG1l
Foderal Supply llerr1ca-b1Jlstoa.. D.C. 20406

AUD. Philip a. ..u
lB. Inat1~"t1an.li1lat_

Asr_a

Jlaar Hr. Read •.

I'unuant~~r~ IIIoII!a 1ft JOUr 1.tt~ of~y U. 1976. thia
offke rev1wed.the..·Pzoioled -=di-mt: ~oSubp&rt. 1.9.1 of ·tileFeClerAl
Procur......~ Ilagu~i_.

1'h1a offica wf.th ~ po:opoa"", -in- ~.

Sl.nc:aJ'aly._...­
CoQU<Il::l:u..Off1c:er

IM/jf
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OFFIC£Of THE, S'ECRETARY Of TRAN'SPoRTATION,

WASHINQTONrD.C; 205!iO

November 1,,'1'976

Mr. Philip-:.. G·.· Read
Director of Federal Procurement Regulations
General Services Administration
Washington, D.C. 20400

Dear,-Mr. Read,:

This.,i:S"in reply: to, your',lett~r of-3uly}3--, 197.6"
requa'sting -ccmmenee, on proposed,.coverage-,~n, tl1e,Federa,l
Pro'cure1)lellt 'Regulati,ons: ",,(f',PR) 'S.-ubpart',l"'9.1,:,Patents;
on Patent Agreements with educational: and other. nonprofit
ins.titui:ion:;" having,. ,a::.- technplogy transfer prog:ram meeting
sPecifiedcr~~~ri~~~,

Th~c9nc~p,t qf: 1I1$t;ii:;utioIla'k,Pat,ent Ag'r'eemen.ts (IPAfi)
is-., acca.ptable ,but:;'applyinqsuch' agreements,' only, to
e'd\1Ci\:tioJ;uil" and'nonprofit' insti-tiu,tiona is notacceptabl-e.
EduClat'ional·', and'nonI?~o£it" ins,titutions·.constitute' 'a
minu,te:'segmellt, o:f'-th,e e:conomY'en'gageq: in. research,-, whi~e
pJ:'.:i,vat.fJ· ,ind~s,try"sp'\1rre~, by thfa" pr.Qfit .m0i:,ivecons,t,i;tutes
the"larges:t- ,res~,a~ch'-''f.aC1;:0:r' .... in.- our ... economy ;" _.The: c:;ove,rn­
ments, should,seek, tl:ie':bro,acle~t'm~.rket,.Ln. orderto,op,ta,in
the-great.est ret·urn'-.f.rom:the ,tax:' doll·ar i,t;lnvests",in "
research:'. Tha:tefore".un'less'- the i proposed: FPR' covexace
on IPAs' includes, oa an ad~hoc basis,. application to
priva~a ind?stry,as~ellas~4ucat~onal ~d' nonprofit
organi·zations,. I' oppos,~, the qovera.-9~as discrimin.atory
and not maximi.~in9',pos'siblebene'fits ec the, Government.

S~ncerel:Y';

-1 -) ~'?J-
~"" • ,"("i

- 'arnett M:: Anceleitz .~
"Director, of .Instal-lations

and Logi.sti'cs;·-

32-6:5 0 ~ 78 - 40
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michigan' technologicaluniversit-y

rA hou9hton,michlg~n~1 • '" '., .'_'

II I 01';.;0001'....rch~~ -~.=

Mr. PhilipG. R¢ad
Director of Federal Procurement

Regu.La t Lona
Federal Supply~~~~ce

General ServieesAdmitiistration
Washington, DC 20406

Dear Mr,Read:

This is in response toe your letter of August 5. '1'976, whi-ch
solicits the views of~yprg~nizationon the- amend~ent of
Federal Procurement' Regulati9ns to provide for Instituti?nal
Patient; Agreements. ,Michiga.n': Technological Univer$ityis a
non-profit educational institution which has an eXisting,
successful,-technology transfer-program.

Let- me begibb:; st.r~ngly_ endorsihg:fhe~~inc~pie of' ,ins,thu~'
tiona1 Patent Agreements--it has been our experience that
everyone ben:efits~'t'()m this. rational.approach to the .prdbl~m
of putting int,o .prac,tical' use .and conuner.ce the inventfons':'and
discoveries·:made"at non-pro~itdnstitutioU's.; Tha·t.' the, ','build"
a' he,tter' :mousetrap,•.c ,-;" adageds' flatlyuntrue,.haslong, been
known', by,tho,se"of.,J.ls, facing·,: .the "prect-ted:: ,cha:llengeof. insuriIlf!;
that newlydevelopedtec::hnO,logyis pu~ to;'work for the benefit
of:mapkind. ,The misconception that eager'lieensees,will~ine
up with fat royalty offers for any patent~b~einventionhas long
b~en~spoused by many legisl~torsandb~reaucrats who lack ex­
perienee,in buying 'and', selling technology'; my .eeeene ,paper"
"Triggering' .Teehnology, Transfer", (copy' .encfcsed)-, discusses
approaches and challenges to technology transfer .Ln practical
terms. -

Wit~'thi~'pb~fac'a ,T 'tuM to,~'~me.detci'iiedCommertts regarding
the propo~ed FPRRevis~on dated January 1976:

3. (C)--relating to non¥exclusive versus exclusive
licensing: Who is to,exeTcise the judgment
as to whether "the desired,practical or com..
m~rdalappli,cation bee..nee been achieved or

,i:8: Ilo.t ....·1ikelY:" to, be, e"peditiously .achieved"
tt:~ough':non..e~plus1:ve:'l~cens.ing?

3'. (D),,;:";also':r~laHrig to exclusive licensing: Who
is to jUdge',wha~:perio'd,of trdme. will be
necessary, to "pTovide the incentive for
bringing the invention.... "1'
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3 ..(Eo) w.relatin§;to· rciY~l.ty charges: .",Who''is' to
decide: wl'!:a-t is 'reasonable under the
circumstances·"? . -!

3. (I)--asBi'gnm~rib>.', "t,? approvedpatentmanagenient
organizat:i.on~r_:Whatandwhere is the.:pro­
cedu!:',e£()r, a -ps;~ent" tllcmagement ~ 9rganization
to,obta~n,approv~l ~o~_assi~nt o£'inven~
tions? . - ;

3'A (cH2) --the' -Stiendai-d Institutions;l, Patlan,t Agreement:
V. (c) speci£ies that "the Government may--dup,licate
and disclose, Subject" Enveut.Lon disclosures.' My
univers1-ty objects',to premature publicity wj,.th
respect to invention disclosures-as:'9eing inimlclil
to._ (:mr inter~sts and the Govermnent's:' interest'· in
obtaining,suitable: patent coveeege-vee least,"until
4:fter paten,t,al'plicati'ons have been'filed-> ,,' Even
in that circumstance, . it,' Le- ,()£ten, ondeedxab l.e to
publish:, inyention d,lsclosure':, 'inf0:rtnation~ We
th'ere:f"o.re.recommend',: that para-g:raphs: (e)' end (d)
be. reWbrdad',: to' make pUblic'disc.l()sure of" invention
d.~s,cl'osure..~t:Ear:ials. an"optiona.Lmatt,er-'"',, depending
upon the j\1dgme,!'lt of, those' wh() 'a';-e- working on
obtaining patent p~ote:etion fo'l:' ,.theinven.tions.

VL ,(bl-~coritaj..ris,onet:'0us, r~port,ing,requ,it'ements
whic,h; ~end;,'to, ne,gate,"tlle: value,of-the',pToposed
pol~cy. 'F~or;. instance",. wl:'1yis'it necess,ary'for
theAgency~ to' have a copy of the patent application
as filed ,and why does. the Agency need a,' copy of
theassignment,frottlthe inventor to tihe instdtutiop.?
Unlike:Federalagencies,'the·universi~ies'donot
have.~anpow~r~vailableto,prepar~and' submit copies
of senS'itive:,oocuments to: ,Federal 'Aepartmenu: wha.ch
haveneitlu~r:t:he need for-Buch detail nor the-spaca
to eecee tbe applica,ti0l'l:s-, and'~s.signments. , It should
sureli~be 'sufficient for: the A-gency" ,to' receive an
annu~l,report:listing ~he: tit~es;:filing' date&:and
seriaL numbersp:f aU ,inve.nti.on' d,ise-los-ures, on which
pa,tent', app:Hea~iQns h,aYEl:' ,been filed: by-: the 'institution'~­
with, the option:,o£ :requ,e:sting. copi.e:s' of' 're;levan·t dccu­
inenrs, as proposed in:' subparagrapfr(vii-i):.
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SUbparagraph (iv);-is· pqsitively insulting"to
the universities._ExhibitAconfirms,~ithfull
legal ceepptngs , the Leg ak' responsibility which
had already been established by legal agreement
and, in addition; confirmed,hy-a,seatement"re­
qUired iU,each patentspecif;c~tion,as:p~r
paragraph VJ::, (b) (iii)., This is ,btJ.:reaucracy'
carriedtothe,ultimate~xtr~me•. andMichigan
Technological University strongly recommends
that the entire requirement of that subparagraph
(iv);together,with E~h~bit A,bedeleted from
theprqposed revision.

VII.--(incorrectlY labeledVIII,',p;-'lO' of the
draft): Paragraph (a)includes,threealtern~tiVes;

presumably ebe word "or" should' fol,low,the semicolon,
at .cbe. end of subparagraphs'. (i) '.and (H). Even,with
the"additio:tl of. thil:l.alternative, we object to. the
specificationoffixed.timeperiods~~eightmonth~

in the first,pa:ragraph;andsixmonths:in tihe second.
In patent matters,. it.is· ol,1;r . experience that' each
specific case must have-dec.Lsdons. of this: kind made
as- a, result of. circumstances which exist,: uni.q.\1e).Y,
for ,that·. parti'cular·.case,:. '. We 'the.re:'for,Q,· reCommend
that-·:subparagraphs ,(1): and. (H) be:' r,ewritten to
generalize the elapsed time for foreign filings;
e o,g. -"foreign· fili,ngsshal1 be made at .. an approp~:'i'~

ate da'tefollowing ,t,rle filing ofa carre'sponding, U~ S.
application, SQ, as. to' cb tudn suit<ilble:foreign,
protection with andnimum risk of: premature dfacLo-
sure·,· etc." .' ,

:!I-
XI. (b):--spE!cd:fiesa period 'of fi:vebr,(!.ight, years
for an exclusive' license,; It i.s" our exp;eri'ence, that
these: times, aranot long ,enougll' to bring:'manY inven...
tionsto: the marketplace artd' s.till .aasuxe. a . retu:rn
on the investment of the>,exc:lushre, l.Leenaee , . We
recotm:Q.end that, dlese :t-i:me p,eriods' he: e:J{tlmded to,
eight:: y,ea.rs .fromthe,' :dat-e,of the first :comme'l:'c,i',tl,
Sale ortenyearsf~o~,the:date.ofthe exclusive
1icense',,~whichever o~c'l1rs: fi:rst ... ~if we a'reto: attract­
a'licensee to make aninVespnent' inand",market new
technology developad.,unde'r"Fede:ra.-lcontr.act ox;gfant
auspice$.·· ....,
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Add~tiona:l commen,es which 'follow .a're related· to paragraph:
1-9.109-7-; Negotiation. of. :Institutional .Pacent;' Agreements;
several- of >therequirementscforinformatio.n from the:perfo'rming
institution are of questionable- value 'Paragraph-(a) ,sub­
peeageaphs (8) and (9) (vii) req!J-est vague plans-, intentions
and descriptions which are~literally impossible to generalize
upen. It is our experience that each invention owned by the
Universityreql;1f:res:' a separa,teand distinctive "game plan"
and marketing-strategy-,~aswell,_asroyalty schedules which
most emphatically ,must be tailored to fit the particular
invention. For instance, Michigan Tech has just licensed
a new proprietary deve'lcpmenr.. (molded weed particle pallet'
prcduction and products); the first lice~see has obta~ned

,sucstantiaLly better terms and larger exclusiva;production
'territory than subsequent licensees will be offered. Product
cost is substantially dependent upon the geographical location
of the production facility. and sales price is, also dependent
upcn the distance from the factory to the customer. Market
demand from region to region is also sharply different, so
thGt annual minimums could not possibly be the same for each
licensee. Consequently. we su~it that the simple existence
of a patent and licensing program and the existence of licensees
(perhaps some sample license agreements might be filed with th~

Agency) is suitable evidence that an institution is capable of
effecting technology transfer via the Lfcerredng route'.

A final cotanent; cOqf-erns 'theJUse of .rhe. word "insuring"
in paragraph (b)(ii~) and (iv) of the last section. Our~ex­
perience indicates that one can never insure that inventions
are promptly identified and timely disclosed, or that, conse­
quently. they can be evaluated for inclusion in the institution's
progr~. We can demonstrate, of course. that our institution has
procedures for the prompt identification and timely disclosure
and procedures for the' evaluation for inclusion of inventions
OISclosed..... but. unfortunately, we can never insure that
inventions will always be identified and disclo~Perhaps
some more appropr ate wording might be, substituted? ,_

This lengthy dissection of the proposed FPa Revis~on-isnot

intended to imp.ly that WEk are not in favor of. the change-,
Indeed. Michigan Technological University strongly supports
the principle which is embodied-in the changes--we have entered
into a simi'lar agreement with the U.S. Department of Health,
Education. and Welfare. It would be· desirable. in our opinion,
to'make soma modifications to the proposed Revision--as· indi­
cated by the, remat:'ka ebove-,
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Thank you,."fQr,-the -oppoecuni.cy-no-comaent .orr-tbe .-proposal-.-,"
I will beip Leaeed t.oelucidate _upon .theee remark:s,,:,-.either .for
clarifiC8t'ion. or -fo.r additiqnaL,-eIIlphasis~.,,:,intbe-evenc ttbeu.
you .fLndcsuch -ampli;iclltion .deSirab,le.

Sincerely,

~A.~·
TPE:mmo "
Ene. ,': -:":,: .';,:,-,' .'-',_,.-,-
cc: Norman :J.: ':Latker,;,' ,NIH

Thomas P'.' .Evans
Directqi:of Research
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I
I15f ~ ,UNIVERSITY OF MINNESOTA

'., :1 i1WIN ,CITIES

!Iice 01 tile Administrlltor

Patents
:Jniversity-Sponsored Educational Materiats

, 332 MotrillHall . -"
Miilneapolis, Minnesota 55455

, (612) 373·2092

October 7,1976

Mr. Philip G. Read
Director of Federal Procurement Regulations
General Services Administration
Federal Supply Service
Washington, D~C. 20406

Dear Mr. Read:

This letter is in response to your.l'ei:ter of AUgu.st 4, 1'976
rel~tive to Subpart 1~9.l of the'Federal~rocurementRegulations
an-d, deaLs specifically with Institutional Patent Agreements
with educa-tiona-l and: ot-hex:: non-profit ,institutions having a

,t,echnology_ transfex:: prograrnmeeting sp~cified,cr;j.t!=r~Gl.

We have carefullyreyi~wed~heproposed FPR·revi§ionand
advocate:its a~op~ion. It isour_opinionthatt~eadoption
of Instit\ltional pa,t'en:t: Agreements ou\a governmen-t-\oIide basis
is definitely in the public. inte:rest as.they·'-facilita,te the
expeditious, transfer in-so pub Ldc use of th,e:re,sl.l.lts of ,gpvernment
sponsored 'research. The adoption of this amendment will encourage
moreorgani~ationstoacquire a technologytransfe~ capability
because: of the assurance presented: that all discove,pies, either
gover.nmentor."organization funded" will be available-,tocarry
the load costwi's.e'-which· such, ·atechnology trans'far'p;r.o:gJ:am
entai'ls'.· , , -

With.respe-ct to educational inst!tutions, 'we' believe: tfi:ey
have a uniqu~ capability not present where title paasesto the
g?vernment in the availability of the inventor to perform the
considerab~escienti£icsupportthat is- nec~s~ary,to,market
high technology .invent±on~~ .

S'incet'e'ly~

.r:fk;&/)~
'G~'·· wU'la'·rd Fornet-I
'PatenttAdrninistrator

GWF:tfh
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New York University

Office of Sponsored Programs

15 Washington Place, Apt. H·J
New York, N.Y. 10003 ,
Telephone: (212) 598-2191

October 7, 1976

Mr. Philip G. Read
Division of Federal

Procurement Regulations
General Services Administration,
Washington, D.C. 20406

Dear Mr. Read:

We have examined the proposed amendment to FPR subpart 1~9.1
rega17ding provisionsdeali~gwith institu~ional patent agreements
with" eCiucational. and othe:t"" non-:,profi t institutions. __ I would like
to say at the outset that.we favor a uniform institutional patent
agreement between educatil:\nal institutions and al~ federal agencies.
I think it is ?~e~rtha~ the admini~trative burden, to both the
agencies and the grantee institutions would be considerably lessened'.

Th~ <:un~riainerit',as contai~~d in'ypur 'i~~i'e~'of 'A.~g~st:3, 1976
meets with our approval; wethin~ ~natitwi1~help~oeliminate
many of Ehe difficu1ti'es,.,and opjections to the present syscem pf
case-by-case,justification"of, a particular patent clause in each
grant or contract.' We have;" the follOwing Corrimentsto.make:

Under__ section-.~:X'(f), "Administration of Invention.s", it .aeems.
that the 1an9~age'}l; unnecessarilyconst.raining, partic;iJlar1y'the
last phrasebeginniIl9, "In s uchicasee •.• "" The implicat.i,pn ~s that
preference would be given to organizations or individuals other
than those listed in part (f). Thus 7 it appears that the regula­
tions require the grantee to actin an unnecess~rily disprimi~atory

manner.

Under, .sectzlon i-9.109.-7 (b) (§) ,t.h~\"w'ordir.ig :aoes ,not' mak~--:'clear
the evaluation criteria for aes eeednq "an ecedve. andeffE!lctive
promotional program." This is of,particular conca~n to us since
the Department of the ,Navy" for exarnple,has interpreted technology
tzr ansfer capabi;lity to ,mean that, th~ grantee must demonstrate
representative patents 'and -Ld censea.iLn sp,ecific fields of,technology.
(ONR memorandum of'February 17, 1.g:76,,:, ref,: 610:JKP:dcl). The Navy's
interp.retationthusclear·ly favors,·those organizations whLch- have
already secured- patents ,and.lic~nsE!sandeffectiveJ;y' e'Li.mdn atiee. the
entry of other institutions: into the fiel~ of technology trans~er.

We would therefore recommend that part 1-9'.109-7 (b) (5) be worded to
read "-Procedures: for insuring an active and effective program,' of
licensing and'marketing:of inventions~"
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We hope that you have found our comments useful; we are
hopeful that the present non-uniform, administratively complex,
and often discriminatory procedures will be amended. ~lease be
assured of our willingness to be of any assistance.

~~~A::\k:P%~
Victor Medina
Assistant Director

VH:kc1o
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Cornell University
123 Day)fdl. p.o. BoxD.H.

Ithaca New York 1485'3"

October 8.-1976

Mr.. Philip, G.' Read
Director of: Federal Procurement:

Regulat1oI'IiJ.
General servacee Administration
Federal 'Supply Service
Washington._ D.C~ 20406

DearMr; Read:

We have read with great interest the report of the, University,
Patent Policy ad-hoc. sub-committee relating to the expedit.ious.de­
velopment of civilian use of inventions rasulting frolllteseareh
funded-.bY the federal government. we have also reViewed-: with
care the propcaed- revisions to the federal: procuretue.ot: regu4.ti'oM
which included a standard institutional patent ,agreemen!;!'_ for general'
use.

We woUld, 11ke to, express,· our, support. of 'the efforts' ottl\6'
sub,..colllillittee and -the pro~osed' Fl'R- t'evtsions' as waH-as, the -, IPA,
itself-. We trust- that: the' follOwing, comments will be- taken,lnthe
Itgflt of tha:t.g~ti.erill approval. They,are o£'£er:ed as cO,nst.)i-uctivB
criticism, rather than opposition..

By virtue of, the fact that the proposed- r-evisiOft' ia- basl.cally
the. addition of a si.lb..section (6ltol-9~107;'4 (a) it is' llk.e:ly
that, t.he reqi.l.irements- it contatl'lIllw1:1l be interpretllfd,asbiil:ing
inapplicable: to organizations' other than' educattonal and non~

profit 'operations. I suspect that thi$isnot the intent and tha't
fUrther changes to' the" FPR should be ccnsddered',

As a case dn. point. I re,£8r' to- section IV Niti.imUlil"IUghta
Acquir-ed ,by' the' Government' subsect;Lon' (e). As, I understand, the
situation.. the reqJ.lirelllants that led to IV C-c) arasuch that they
should be generally applicable. As to, th~ section itse-U, FPP.­
section_l..,.9~ 107';'5 (e), sets ,,' forth: the, obl1gatio)1IJ-llnd' ,tha, applieablac
clauiles- to be-used: in,_the event' the agency head or hisdu1y authoriz!5d
designee, may determine, them-to be aeeeeeery, It,'Specifies"that. the
licen!l.e. to. the', goverruilent,' shall include -'the right. of the gQvernment
to sub"license foreign governments: pursuant, to any treaty., o,r'agre8ment
with such fot:eign~governmenea, Section IV (c), ot- uhe: IPA, is-. ~olllewhat
different •in, that it t:equiresactioD,on the pa·rt. ..of the_ illstitution
to requeee identiflcad011' oftha-se-cases in whioh obl1ga~l.ons llIS,y exist.
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The reference to "contract sUPPort end d.nteznatfona L. agteement and
treaty" seems to us' to be. vague and we: are concerned- about the 'ob­
ligation that we must fOllow "such other directions of the agency
as are deemed necessary by the agency to comply. with the terms of
any applicable internatIonal agreements." We belie~e it should be
the obligation afthe agency to advise the institution at the time­
of'a proposed grant or contract of ~ny such requirements, and'that
they should not be retroactive. Directions of the agency to which
we will he oblig.!l.ted should be clearly stated and, understood"prior­
to contract execucacn,

Section V (a) requires a complete technical disclosure for, each
subject invention within six',months after conception or first reduction
to practice and-seationIII .(a) . requires that such disclosure be
accompanied' by the institution"s election as to whether it wishes
to retain entire right,' title and' interest in the invention. Assuming
the most favorable. but mosrunlikely situation in which the institution
is aware of an invention immediately. upon conception'or first reduction
to practice, this would mean that the decision as to filing would
.have to be made within six months at best. Our experience indicates
to 'us that this period is' unrealistic, in terms of normal' reporting
practices of rnvencore. coupled with, the tJme required for patent and,
cOImliercial evaluation. Solicitation ot cO!llll'ler(!illl interest, analysis
of themarkat, review of industrial requirements ouobtaining approvals
for new projects ,usually take a considerably longer p,eriod. What, we
are suggest-ing here,is nee omission of tillle frames but some added
flexibility' to the ,institution to make' a thorough 'assessment possible.

With regard to section VIII which pj-cvddea ,foJ:. assignment of
rights. to' the IPA holder fr,om sUD-contractors, 'we would like. to. see
some language' added to. eliminate- this requirement if the aub:-contraetor
is itself an I-PA holder. We asscae. that for the purposes. of section VIII
that: the. requirement is' intended' to. apply to sub-contractors who are
not· .educational or non-profit institutions,.

While we underst.and the reasoning that: led to the provisionllil of
section IX: (f), and we 'find that these restrictions might st times
lend force to our decisions Ln. such matters, it i,S'Qurview that we
are in perhaps the best position to assess possible, conflicts. It
is our interpretation that thesa provisions willn~t restrict the
iilstitution ftomlicensiI)g" a current or former employes. (or. student)
ox- group of employees or an organization of which an employee ·is a­
member if· to do so would bring the benefits, of the invention promptly
to. the public. On' this 'p,oint we are referring to X· (f). iii.

With regar.d to.'.''inarch'.in·righta1'. , it .would be halpfulif it were'
posSible, to, deve'lcp.. more specific, criteria although. we' r,ecognize. this
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I
may be most difficult. -We do; however. suggest that:thedecision
on such matters bevsp ec Lf Led-tto rest at the highest level within
a given agency.

Sincerely.

~ ...r\..~-~
Thomas R.ROgE!~~.. ~:...:~- ._-~ ___
Associate VicA:-Pr""id",nr -, -- -

fox-Research

TRRllk
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;'LOl'lAOO _ _
!. ST4TE vice'~:f'(r ~~~
rv,e~SI-TY:', ..', ,.
i"OATCCL.LiNS..
; CQLCRA,?O
, . B0J521

QCtoPet;. TJ . ,19-7.6

Mr. _~~i,~.iPG~-_ Read ':.
Dir"ctor
Fe-de!.'..},_PrQcuremeJit >~S\llat,i(jIl~'
General Services AdlidQistr:a.t1011·''
Washingt~n~D.C. ' 20406

De.&1:' Mt. Read:

TheQ)loradi): State: 'Uni:v.ersity' ~dm:i,n,fs:t~at_ive- -c;'f,b6efot' p',,:i::ents: and,
1n\..antiouiJ, is:, pIe'ased at-the p,rOspMt. of- all. am,$Udment" to tM F;$deral
P·roctiremetit __ ReguIaUQ'tua -_of the Ge.:n:El:t:sl Servi'c8s,- AdPi111istr,at;1oi.\" 'which

· would initiate' a uniform"pat,entp'ol1cy for a~l ,civiUan _4·gen¢1esd,dlo
q~a.lifY_fDt:. an inst;L.tutionaI.. patent agre,eme.nt:,." Muo~ of -the.: ~1li_f1C:u1t'Y"

ill. adm1n1ste:!i-ing'41vention~, at: theunivers:f;ty would be e2i~nat'ed'"th't!OUg11

aDi institutional, patet1:t agreement of: tb1i;;, t.ypE!" enabl1n:8',a ,1lI9r~" affichn,.t!'
and'sizable t.et:hnol.o8Yi transfer' P'rogrm...,~~.evo;lve'~

~. a.r~, 1n, agteement' fo11th' t.hep,;ropos13d FP,a, revision' wtth-tlt:«'exc'ep.. ·
tic-nof,the terms .eee fort.h:' in' Se.q;t·iou- IX(b)'. Tb:e re.s'tri'ct1o-il' of: five'
or dght years,' placed- on' die term; of q,cl1J8fve: licenses· would! nQ,t·· alwaYI!l-

· provide a,dequate tUter fQJ: the·product. tor~ch' tne-' cominElxd.al· mitrklatP:lac~

or' for t:he. lic.~sor,a:rtd'l1:e.en8ee,to, reccvee ccste. and."a'1'illa-9ciliabl-!a;rayahy:.
there are examples where this' r,e;stt:'ic,ti.Qn' coUld,' baa,.probll!1lt; ,0000"woU1d
be,' an.: invention o£f.lil:red. on, an· exclUsive.basi's, whereadd'i'-tlOnal- ;'e$earch
and: development' wasneeessary to bdil$tbe ' inven~iQn ,to·, ap.tentaJ;Jle 'and
marketable' stage. Development work 0,£ tbis type' could: take any-nWilbeJ;<of'
years td, cOll1P1ete., A, eeecnd .example- where t~9·restrict·ion could'be' a

· prcbl~ would occur should ail' undw.y 19n9pet'iodof . ti1lie, be' ritq1:ii-ted, fo~
prelll4tketlrig .approval,. i.e. t. new drug: approval. Often., the, time require.d,
fore new· drug'approval could run 'as long Qs,five,years'in. itself~ Amore
favor$ble;clause" m1ghtread' in pare:

"Any e1l;a.).1,UiIiv.e liteMe beued; by the', i~titut1On..U!id.n-"; a" U. S·~, Piu:,ent
shall be for 4" limited: petiod'o£. time and su~h period, shall not~,~les~

oth'erwis-eappr-oved' by" the Agency. e.xceedthe life- of the patent, (patent'
renewals exclud~dl.or' ten veaee., whichever is longe,st. AnyexcluS'iw
license isSUed. by' the· institution, for a..nonpAtented·.inven-:::ion .. sl\all,be,··for
alllldted" period of tilllB-' and; such period shall not., umese. otherwise·' approved
by tlieAgency. exceed" ten y.ears froin: ;h.· date:' o£·the first cOIlllllem:la,l:sale
o~ -uee in·the, United-, States' o'f, Ameriea, of'a'produc.t or·' f!Nce'Ss etDbl)dy:tng, the.
h'Jienti-olh'~ .

(
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A~lausesueh:aB,this,would provide ,the Un~verBity~rid'thelic~~ee

with, an opporttmity ttLracovet"al1costs',inc~~~d'111,~_l1ede":E!,laPtoeD;t,and
pat,e.nting, of an llwent'ionas well' as recdve:a' reasOnlibleroya'lty, l1'1'come·;
The royaltyincoIDe' to the UI1i:versity woil1d~be- used :to-,s~P'pl:)J;t eduaat:1onaJ.
and researcbac:t.ivities, and provide an incentive ee tho:se faculty ~i:l:'.

staff- members· involved in' rese'srch:pt;ojec:ts;

The'opportu,n;i,ty, to C(l1IIIl1e.nt on the propos'!ld. 8.UlEliQdmant· ..to. the· Fl:"Rc,i,e:
apprecrlated and ....·e look forw.a.rdt.o- the posstb£l.1ty o,f: participating.'fn
an institutional patent agreement wj.·th the: Gener.,!l.l -Services< A4Q1n1stration.

Very tr.",Y Y,,".rs •..•. I....'. ."
~tf;¥'~

CyQt~:J:':'~118~n
~-n1si:t'at,j;v:e·:·A:s.$.iist~h

c.c'. R;J~, lJ"oodrOWj', P.re$ldent
Sod~tY:?f,'Utli~rS1ty-Pa_t'mtt~dmi1l1atratiOT.s';
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STORRS; CONNscnCUT062s8

The
Universily
---of-:-.,-----'-----------
Connecticut

.LvuU

OctoberS, 1976

Mr. PhilipG.Read
Director of Federal Procurement Regulations
General Services Administration
Federal Supply Service
Washington, D. C. 20406

Dear ,Jr. Readr

I wish to acknowledge your letter of August- 3, seeking cornment on proposed
amendments to section 1..9.1, FPR.which would estaqlish an Institutional Patent
Agreement. The,:objective is. excellent', and I hope that you' find sUffiCiently
enthusiastic endorsement ~f then1an, ~and sufficiently few'irrecon~ilable

iJ;lstitutional. ~equests, tttat: i tcan .be. a.dopted. '

The posture of-the Uriiversity of Connecticut' is 'determined l;:i.rgeIyby st-ate
statutes, ,attached, These statutes have been augmented by·guidelines of the
Board of Trustees and administrative prqcedures 'toencciurage invention disclosures.
The University has had since 1954 an agreement with Research 'CoI'poration, which
examines 15-20 disclosures annually.

Commerit's

I. Scope of- Agreement

It is implied that the University, when it is a subcontractor to a prime
contract of a federal agency is bound only by its own statutes and regulations
regarding'patents and licensing. Is this a correct-interpretatIon? Section
VIII does not really answer the question. -

II. Definitions

Possibly include "institution", clarifyinr, relationship to constituent
schools, college,S, institutes and Agricultural Experiment' Station.

III. Allocation of Principal Rights

It is not clear whether the University ~ay assign its rights to the inventor
when that person has been associated professionally Hith' a government contract.
If the institution wishes to make such 'assignment, or alternatively an assignment
in the public interest to a private corporation, is such permission to be granted
cn Iy upon application of the inventor or re?resentative of the private corporation
to the governmental agency?

Are these questions presumed to be covered,by the last'sentence of
se ct Icn III (a)? '
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IV.

It is' not clear under \-1hat' cdecunatancee the' 'agency 'will de'termdne that
it is or'la not in ~~e public, interest to acquire licenses for states and
domestic municipalgo".ernments. presumably. _inventions,' made- without gover-n­
ment support ~...cufd-be -patented and licensed for sale or use by _state _o:±,
municipal govemrrerrts , and it, is not difficult to _discern.iI'I'econci1:able'
institutional;policies concerning federally supported or non-federally
supported inventions.

I am also uneasy about the meaning of a "non-exclusive. non-transferable
paid up license" for the _U; S. government. and the -requirement _that the in­
stitution "gr antto responsible applicants, upon request of the government,
a license ••• '", It is simply not clear whether the agreement gives .. the
right to own, assign or license patents,' or whether the-egencYcretains'the
right to order the issuance of· a liceIise·(B) (b)~. "to fulfiJ;1 pU,blic health
or safety needs , or for other public purposes ••• ",

V,VI,VII

Ho comJiient

VII-I~

Is A' subcontract.' by institutionatO'a: pri'va:te -contraetorpossible in­
pnactdce underc provision of section VIII? If ,it is implied by<:the-'statement;
that the' institution "will· seek dii"ection-" from "tf\eagency~ that the agency
will' complYil,perhaps it woujd. be mere exped,ient to elimina"te. the' en,dre .pro­
vision. It is. not difficult· to imagine .that 'the' process<ofnsl!!eking_'dire.ctibn'~
might r,equir.ean inordinate peri6dof time,effe;(:tively, sl-owingthe,accomplish'"
ment of the p~ose of the contract.

IX (f) (1)

Does this pt'ovas i.en prevent assignment of patent "'rights; to' the inventor?
Is this section in conflict with last sentence of section III (a)? See also
second par-agr-aph of sectaon x,

XII.

Does 1;his se,ctlon give. special rights to the agency concerning employees
paid in part by the Agric'ijltural Experiment Station'?

~
Si;t· re':uur , :

.. '. ••. uClark'.... '
ss ciate· Dean

Attac.hment
HC:c.s
cc: i-Jr>. Norman' Latker

I1r~ Raymond Woodrow
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C\1liiied,.,r.'rom: _ ~enera.'a.:,,:ta~t,~s.' Q.f::Cqnl\"Gt:i~~t,t ReVi's/bJn
ot"'19S8 and the 196-5 ~upoJ.em..n1: to, the· ~..n~""l Sta1:ute. 9/30/(

. -. - ,

SIlO. 10.124. Research fau14dation. Defuliti!lllS. iii" used in
6cetions 1Q.125 til 10,131, Illcluslve, "unh",rsity" meens ·Tho Unh'er.
6.It)'llf Connectiout; "boMd·" means the board.of-trustees·of-rhe-uni- .­
versity .."foundation" means·the research foundaUlln ost"blishcd In
accardanCll.with sectiCln 10..125; "empIClyee.'" means any'member of
tbe faoultyor staff llf the univllrsity ·or tbe. fOundation, llr any other
employee tllllrcof"l"Inv<mt.iol1!'means "ny invention Clr discovcry and
shaU'be·divided into the .following cetegllrles: A••-\11y inventilln con­
ceiYe<! by 1lnllempillyee.solely, or by'empillyees jointly; B. any·inven.
tion eonllOived ..by one or more employees'illintly with one or more
<>tbor.persllllS;.C. any invention oonecived..by.·ona'oJ''I1J,Oro p"rsons not
employees. (1949 Rev.,. S; 3218.)

Silc. 10.125, Establi'llimen:t and-managemellt.llf·foundlltilll1. Tho
boat'll is antlillrized'to establish: and manage the ·fllundation·as pee­
vided .berein. The flluudatllln·ma1, subject tc-dieeeticn, regulation
and' alltllllrlzatilln Or ratlfioatilln' by the board, (1) Receive; solicit,
contract. fol' and collect,. and·.llllld in separate·, euatooy· for purposes
herein..expressed oe. implied, endowments, donationS',. ecmpcnsation
andt,,~eiJJlbq'r$c.mcnt,,'in,.. the~;fol·nl,of'·Inon:~~t:'p~id'.:or:p,roIflisod:;.,se.r~ic;es;
matel-ialsi equipment·.or any· otller lhings·tangJbl•. ol':int4ngible that
may· be a.coptabl., to tlre--foundlltlon;-. (2': disburse' funds· acquil"ed
by n••, foundation il'om' any' SIlIlTCC, £0., jlUrp()jles' of, .instruct!lln,
1~~~ch·~,:,·inv~nt~olh,:~~iseov.e-r1f-..d~~.elliW~~t" OJ··::ongi~,(win.g:;': f.o"t"thc :,.
dleseminatilltt.llf infornlll~Qn l'elallld·tll.sueh aotivjties" andfllI' olher
pllrpeses.app,.",,,ed by: tile boat'll alld· Ollllsi&tont· with sections' 10·124­
to·10.131, inclusive; (3), Jlle and praseeutO"patent. applieatioos. and.
o~tain·"pa~n:~s·~;.r,o]4iillg. ~bl',illvtl~lJi'm6::,-~r:,. di~c:ovell~~·'.·:"'lli~ll<thn:~ .•uni ..
v.ersity· may: be' ijl.~tly entitled til own O'r control, ·wJllllly ll" partly,
under'· eirmunstanees here;nafte" donned; and.. r.<lei...e· and: hnJd..in
separate' onstooy, assignments, ~nts;Jieenses'alld.:lliher I;;h.t.· In
rl!SIlll<!t. 00' lIUlih invimtions, dlseoverill8i. patjlllt· applications' and,
patenta;, (4):·mnke'assiglllncnts, grant&i.!ioenses·llr lltll1lr disp<l5al,
equitably· in the public interest, ot'allY rig!lts"llwned,.acquil"ed ·ar· eon­
trolled:. by, the·.foundatien, in Ill' oo:.in~ntillns,. diSiloveriMi patent
app-lil:l\tllln. al"l, pab",ts,;. and. til .charge tllerefor and ·coHecl, and. to
ineorllllra-te' In fnllds in the enstOOy of·· the f<lU1ldatio1', rCllSllllahl"
eOllll>'l'lSlItioll' In Sl,el, fill'lll and llleasnre· as the. beard, :llltllll"IzC$.·llr,
ratiJie..;.alld, (il) ex~te ooll1taetti .w.ith.,ell'lIloyee.All· ll,tlwrs for. till>
plll'POS'l.llf, ce,.,.;y,ing· out th. pl"ovisions:of sections·,lO.1Z'1 tll,10,J:31,
hldueiv.o".AiJ.l,p.llOllllr4'.,ami,r~tl,:Of;o.veJ'Y·~t'l!ll;, t;w;illhl,a.u<i·.

32-635 0 - 78 _ 41
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int",ngible, plo.QCd'in the cU<lt<ldy of the.folllldation.'iIl aiCOOrdallCc
""!h, said £cctlou" tiltall be--held' by' tho found4tion. iIl·t•.u.t for tho
u••• of tho."nlversity_ The. entire bellencial:ownel'Ship' thereof shall
"est in tllO:·l1nivorsity..anu tho beard shall exercise oomple.to .. oontrol
thereof•.(;rlJ49 Rev., 8.3279.).

Sec; 10-;r26. OVJ1lershlp of inventions, The ·universitY'·shall be
entitled. to own, or to pJlrtie'pato in tho ownership' of, and to place
in the custody of the'1"lmlldation to tho e"tent <If such 'ownership,
anycinvention, <Ill the following'Mnditions: (a) '.rhe Univcl'sity shall
be entitled to own tI,e· entit~e right, title and inturest.in and. to any
inv<lntion in OIltcgory A, in any instance h, whiok sll.oh illvcntion is
eenocived. in the course of performance of customary. or assigned
duties. of the ·employee inventor 01' iuventOl's,. or iu wllich the inven-:
tion.emerges from lUly resea"ch, development or'other program of
the 'university, or is .coneeived 01' devcloped ,.holly or"partly at the
expense'of the university, or with the aid. of -its equipment, facilities
or,personp:eh,'In·;Q:.Q:¢b sueh.,',ilu~tall"CCf:·thc ,cnl;ployei3'" hrv-Gt1to:r,.shDJl,b,~

deemed. to .be obligated, by reason of llis emploYlllent·. by the univer­
sity. to' disclose his' invelltion fully and prolUptly to an Authorized
CIecllti"e ·of the university;. to assign to the ulliversity. the. entiro
right, title and interest in .and to .each illvontion·.in..ca!egory A; to
exeeute instruments of assignlUcnt to that, effect; to. execute such
pr<Jper' patent. applications on. snell' invention as may' be- reqU<lsted.
by all' authorized. cxecutivo: of the. nniversity, and. to-give ,all reason­
able·aid·,hl. the ·prosecution. of sllCh pa.tent applicatians and the' pro­
curement·of patents', thelCoon;. (b) the univ ..rsity shall.hav;O :the.rights
denued·iI,· subsection· (a) of this section witlt'l'llSpeCt to inventione,
in cat<lgory.;a. to,.tlte e"tent.to which an·mnployee.has-.or employees.
havo' dlsposnbl" hlt.ere"ts therein; and to. the Same.e.:tent the em.
ploY81: or. employees..shail be <lbligated as,deUned.iIl·said.subseetion
(11);' (0)' tho'univerBity shall havo nO"right to ·invclltions ·in ,category
0., exoept·:ll$ .may· bo,<Jtherwise' pr<lvided in..contracts, e"press..or im­
plied,' between..the· university or the· foundation: aM' thosil enGled
to·the;oontroJ·of iIl\·/llltionll.in·.ea!egory C•. (1949::aeY~ S. 3280.)

, sec.· .10.lll7; Empioy<le.' to' share'iI1. proceedS.. Eacll. employee..
wlt(j':_co~l<roives~'nnYi' htVelJ-tion,.;all(l~--(IiMCha,vges_~,'llis-.,~~Ugnti~mF,t() ' ;the '
university llwhcrlliubcfill'e·pro"i,led. sh:tll be:entilled to £hare' inllny
netp.r<>c.ecds. that may. be·dQrived :£"0111 tlle:assigllUlOlli, gl'ant,.li<lOnse
or 'other'disposal of' sllcb· invention. The· amounl'. of, such: net··pro..
coeds' shall be computed,by, 01' with the approv.l'of;· tllD bo,wd; with·
rea'Dnable'·.pl'Omp~liOlls"aftOl·· eollectioll", thereof,' and' a£tel' <jedlleting.
fl'_'gro.s<pro<tccds such: costs<!llld:e"pcnses·.as· may be reasonably'
allo.almI' to· thO', pltl,ticulltr: iltveniion' or-dl"Q~r,.\ A, miniUlum of
twentr'per .ceni ,,£:,!hil.'lllIlO11Il.tohu~ net·.prooeeds,shallbe 'P!1'd to



RU'CtnpJp>!"u~'who::,sol~lr,'co_wzeh~9d''-<ll·;::Im\.~o::th¢-' ilW(H~t~ol,lf.·aJ:1d,_,J:jhall

bo,: l~aid:-hF,J:jhiu!QI,i~to'~,'two,?Or:J~lo"!C',"~luptoy(!~.,:,wjl~,~,Join:t1y'" mado the
hlV.QU~iQ~l ~jll_:J:j~('Jl'rO$'pcctiv() proportions-as th(t:boll1"(l,:may;{lotermino.
Th~l':bOard,-.ill:it::i;,:(lil)Cl~\lJ~OJl.:, ma,y"incrcMo: t4e:,:amollI1t-,' h¥:'_:which,' 'uny
",upley"" ct"Cluple)'"e",may plll'tieil,,,,te in sucb., net proceeds. (19~9

Rev., S. 32&1.r

SCQ. 10,130. Elliorelllll1lllt, of regulations" Too board' is anthor­
izod to,make and, enforce regulations to g9vern the operAtions of the
university and the foundation ill aecordalloc with the' pr,ovisions of
sectillns.10;124 to 10.131, inclusive. (l!iMl:Rev., ,$. 3284.)

See•.10.131. Rights>, as to produets>, of autllllrsmp. T:'e provi­
sions of:sootlone ,10·124, to 10,131, iMIllSi"e, sboll.not entitle the.uni­
varsity, or the fQundation to claim AllY literary, artistic; musical, or,
other product of authorship ,covered,by a<ltnnl or,potential copyright
undor. the laws of, the, "Cbiited lltates; but tho university and the
foundation shall. each, be authorized to, make',and enforce, any con­
tract; express or, implied, w4icb. ,it may, make with. reiereJlee to any
Sll41l-snbject,matter. (1949, R...... $.3285;) ,

Titlo 10

HMl!

.T.iJ·.:<tf~iV~1~.S1:r\:f,OF:;:-CG:fX"atJ:C:t1~'",

Sile.,10-J,28., Dls...."'X'eemell,ts; prece~e. Disagreements as to
the',nlloQAtien,of any,luv.(\ution, to one of,saW cateS'0";es,,or as tothe
obligations of: any employee 01', duo performauee thereof, or as to
participation of any oulployee in 11et proceeds, 0" as to rights or obli­
gatlollll with reference to, invllelltions .in any catego''Y, shal], be, dis.
posed, of as' follo'vs: (a) By v,()luatary Arbitration of all rOllleVallt
Issues, if the disagreeing parties approvo and agree, to be,bound by
the decision upon such arbikatiOll; (b) by compulsory, arbitration
if that is provided for in, any applicable colltraet between the dis­
a!t'e<>ing,:pa,'tie,s; (e) by "1eourse to coucts of appropriate [urlsdie­
tiQu.:'.'Wit4b_l~thQ;:s:tAt9_.if,arbitl'atiou',Clj.;111Qt':bC:"~'e~_ol:tod', to.under.either
subsection (a) 01' vb) of this seeiiQn. (1949 Rov" S. 3282.).·

Sec. 1Q.J.29" RcgulatiQns for arbitratien; '1'1'e' hoard is author­
ized '\o'ostablish and regulate, oquitably in the publio interest, such
measures as tho board doems lleCCssary for tho, purposes of such
lU'bitration. alld,to,mako contracts for compulsory arbitration, in:the
lllU>lIl:o!.the,.uuiyo,'sityor of,thdol\Jldat\on., (1949.Rcv., $3283.)

2Glt



1640

AMERICAN PATENT LAW ASSOCIATION
SUlTE··203:'2001'JEf~'EKSoN' ,DAVis; HIGHwAY" ARLlNqroN,W... 2lt2O~

.0--;-'

T\o'le~b~,:n03I-:S2-tiIli8O;

AU$u!lt, 4,,191-6

Mr. PlIi1tp G. Read
D"f.r.e.c:tor"'of'.,',Fed1aral ,~p:rQ®reDient'<Re'$Ul.tiiPna';
General--Serviees> A.cio;itti$,tratioll
F~d~r,a,l, SQP>pi~ Senti·ce.
Wash!1j:gt9lJ.-':,D •. C. 2:0406;;

ne.r Mr. Read,

Ws." :in4U4'·- ara:-'aPP;i;'e.Q:1ative,of'I:M- ':o:Pl'o~ttln1ty:' to-revieW' :tu-';
Prop.tu,ed:-.Fra:Rev:1'sion..,:, It, immadi.ately. ,wiO'l:.1: be,.'referred·;to: 001:<
c0tnnii·~t:':~e;·,on, G¢v4~,n·tPatent-Poltcy fo-,r-s.cudy, and-review" ',' 'the
co~,e~ee:W_:f;l'~::, b~::'as:ked,'" to:rep',or-t _'. any:- ree'()1DmeIU1:ati.on:wh1(!Jl,~t·
be1.1~~_8,:,~-trOtlld-~·9Ji1·,1J14d~'_'w1t~"resw:!!et:to', ,tht~, propo8ad.'rey1s-i()~
t~,' ~he-Board"'o~ Mliliag~r-s',of"t~~ A:ssoc.:L-.~1On,. It.is .the"~" tha.t'
take.$ a,ctioq;: 'en- and·' adop.t,s; apo-s1tioll'-01i: behalf: of the:Assp:c1at'i~m,..

OUr::,Attnllll£'.iat-ingiij ,SehE!dlJ,1ed:'f6r>'Oce~ber'7 al1(f', 8'.,19_7~h
'Thl#i'j., it-wou:1d',bEi, :pn. Oetober,'8·:that,,':the,Boa:~d·of, Manag¢,r-s, WQuld,:'
consi;d~t:' ahy::r,e'oomm~ndAt.i,(),n(.wh)t.ch-,m.ay!' ,be,:Illa:d~:--, ,tQ,-,it, by" th'l' :afClre".
ment.iJ~l\.ed'C:0tmJdtt~e,,~ , P~OIllptlY- thel'~ter 've,~~l'_ ~.nd',Y,()UOll~' V4W8
ee- the ,proposal. ,Re-aliz:ing.,:o:f.: cOQrse,' "that, tq:ese views-will, not
reach you':bY'Octoll.e.r:8",bilt'~essar::11~afell days' ,la-tar"we, trus,t
tha't· you, rill, a1:19\1'us ·t~os.' few.addttion;al: days-,illord.er tha,t- 'a'
p'rope~,:' and:, thol:'ouglr review., of:th~. p,J::Qp'Qs'a]. 'mil}",' se utirlertakeniby::
01,1~ '"COlIiXDitt-ae-.,

(Staff note.--The letter from the American Patent Lay
Association, to PhilipG. Read, dated October 21, 1978,
commenting on the proposed Government-wide IPA has been
printed in the testimony of Danald R. Dunner, hearing of
June 21, 1978.)
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T1r;~Unlversit'!l(jf, Gecrgid/ "Of1~ :0'" 1M, 'YfqI:Pr~dtUnt ·1iW'BIMRrCh h Btlj'/I·,(mla:w;J"S:llldk~Rt8lIl'lI~':tl;mCllrJ .4tl(mt.;G<:M'lI~

Oct.oUOl" S.:", 1976';

Mr-.:P.hiJ.J;p, G.RUd
Director,-of: P1:'OCUrGDlen't,· ~'g1.1~atliQJts;.

Federal'· SUpp':lY" SQniee
Generll·l" ,~rvic..e. ,AdJb:ini-s.'t'xa,t;io.ia/.
WashingtOn._,D. C~ 20406-

Dear'Nt'-,: R.e:ad-:,.

TIie,,"opp,ortuni:t:y' 'to·:ptese~\1:: 'O\l'l', vif.ews;on,the'-PrtlP'/)S.d.:'Fl)d.Ural' ~rocuro'"
llIent ,Regulations-: Ailendillent- eon(:e_ri~.ing., pa,tent~,' ,growing,OU1:": of,: fetJ,erai:lY''''
suppor-tied:·tm:iyersi't)" :l'ese:~;,,i$ appTeci-ll!t,4' ,1'#."', a1l8'in"tp~al;agNemel\'t"
wi t.h>tl1&:, princ-ip~ -of- ~ing;< an- rnlj:~'t<U:tional':P_at'8n't Ag~eQ)Qent-,tQj-a-dn!ini-$t:e:r

this, imp;P'I't"III\~:,a:!:tinty;·. In .f@t:.,·w.e.:'-$"tl'Gtl'g;J.)':.-reOOJlJlllen1:!·;!gQti\g.:;a'steIb
f'ur,thu:tI thalT- yOUrPI'QPo,sal; dn. r.equ'iiri:Q.'S, aj'):: fe'dS:T'iLi"ag~ite.tes(to;opij-ra:t~
undilr, one', Ins.titutiona-l'- p;at~nt';~.$IlOn:'b. Wlier.e,'.ne¢8s:S::aW-; ad!ii.'t:!OO8,j- leg:is.",
lation,-'shoulQ' be -'p,a5$fild~,to· perinlt: -thh,; A:dMn:t.s1trativ.Il':uO$$~£Or·th:\!!'
unive:rsi,'liies,: ilJld:__ tho' GOve-rnm.!,:I\'t' 'Woti1d\b;e"~1!-1Y,' ndUGb~'l;"

'nie InstitUii'otta..lL Patent:'" Agioe:e1Ile'nt, fo::nrt· you., p:r:optl'$ll:'\hal$·::tJl~y:{,pOUd;~'
fea.ture'S', We, would.; however~, o,i£,e'r. th,ee· f0110Wing(¢0lDtRe1I:ts<:;

(lJ It is -a- gteat"_ waste; o£ eifo,rt' -to',Mve:to'''Tenew,IPA,·:s'pori'lidfca:i:ly.
T1ie 30:+day,noti~ ofcaneeHation' _p.rovided.- b: en-tiniy;su£f;'Qi«n"t'~.and(w-e'
see' no-_-r.eil'Son'what-evGl'" to limi>t,t!ia,- life; t<F,three:, ye&rs\,or.:-any .o':t1tel" s~.ci£ic,

period;o'~ .tiJllEh The' east:' ()£<mainuining."f.tl"es·.:f6rgov8!TU1!'enltfl:F <lh.d'··otb-er
dOCUlDents ,and,·eorreswndEinee, is: a:l~eadypr:ohibitive':o_art!i:'IPA"sjfo-J;". $U'c!=es-s:ive·
increments, of, time--would ,ul!:doUb-t\idly: addto~ this, bui'!!en',' Th:is,· i,s"espe:-Cial-ly·
true: since: it, is, higfil~' Rrobabl'e, tha:t',· succeasdve- agr;lli811l1lmt:s>:wiU '<ttffe:ri
making: it neCe5SQ",·to· ·adJld.ni$t~r-'ea(llroJ)e.:sepll1!llt$ly.fo1'.' the' H£e,'o£'any:'
pate1!ts re1at-ed>, to tile.', There£oTe·.,.·we,·'1"eeollllll6nd··tha-e:: ttiE!~'agreemlim$h.va no'
expiration dat.e· 8ru;ttha't"it. 'bechan:gl!l~'Gnl.rfor-· eompe:l,1!-ng::..N.&toRIil'

(2) Io·Pa-ragr-llphS" U(lll and,' (el: 'the'l!l-e-, 'de:fini'timts';': ishoulij, be-,:dl!~t~t-ed'"
to:, inc,l'uda- onIYthos8;' appliclltJ:onS:i,,'or:'U5$lIi,of' 'invefit;i'on'$:;,w1\"idlc:ar.e"Ae~e.'l:Opi}ld:';
undeil"·. Govt/ll'nblen;t·,furt\ti.ng-:.in, those',cas:85"; whew:.inverttiont,}tan'-: be:eJ\'{eOM,dV:eac
and/'oll-: app,li.ed;':p;ri~ to,' such' fi.1ndtn'g:", ~nvolvell\ent!-'.

(3) .. paTag~lipl\;s~:nrf.h amf,' V{.}'i'eq~'te::, tho" Uti'i'll.er-st:by"tOr::-r&~,~i,and"
make, an;"ele,e-t:i;on:lI'hilotlle'i"· it:. wi·a.r.etu.in~dgttt"and:,:titl'8'" ti)~:al.\,in~n,'t;i,on,:

withih"s-{,x; months"after· in.- coneep#oJl<:o%:"f;;'l'st: UdUCit~~,to{pJ!';a'etW"iwRi13K"

ever· occur$;:.fi-:rst.,im. tne"courS6' of' or- undlJl.',·· the", c;pn1:'t"_1!~ .; Pk~,r:apb~; Y,U'.),
Ttlqui,;T-8$',:tbor th\i.;versi1:y:' to "fi~'e' a·.cpil.:ten1l:appl:ic£J.don,o.wtWlty;sis-;month$'l,aft:e:t";
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such~-ele£tion. It 'is our opmaon that in a>·universit-y situation it is
unreasonable to expect that in all cases a, patent application can be filed
within 12 months, ,after the con£eptiotl of the invention. Reduction- to
practice -can- be very, time..c:onsuming because' of the possiMe lengthy delays
in funding _and because- universl.ty priorities, are different- from those in
prbat.e ind1i5;t~. ThUe provisions shoul-d -be chttn'ged': too'allow the' election
and the filing of pat~t applicatiQnswithin six months following the con­
ception:. Dr ~duct1on,' to practice, whichever occurs; la,st.

(4) In ParagJ;"nph IV(a) .• the Government's license to a subject
invention shcujd- be for governmental purposes onl'r rather than to. "make.
use, and'sell."

(S) It is un,derstandablethat the Government should have, the right. to
disc-lose. eventually,. invention di.scdcsuxes . under, the IPA (Paragraph V(c).
Page 8}. However. provision, should be made to allow the filing of aU.S.
Pat~ntApplicationpriorto any such, govexnmental ~di5closure.

(6) We'reCOlllllleJ1d the changing of wording on Page 9: in Paragraph VII (b
to specify that the. Grantee' shall furnish promptlY a cOP:.' of each U. S. Pate
Application, wHh· data filing and serial nUllloer•. and sh'all promotly obtain' ar:
d.eli:ver-, 3;,copYtothe:Agencyan assignment· fom;, etc .. The- infOrmation
required here can be. obtained only, from the Patent Office and the University
reporting is subject to the tiJning of-tha-tof£ice. .

(7) Provision for the extension of the period' of exclusivity in ra"re
cases should· be made.

(8) . Paragraph IX-(c) should specify that royaHy-free, sa-les .tothe
Government shall be.--provi.ded' for in ~licenses.tobe'handledbylicensees.
It would be completely unthinkable to try and,ha:veuniversities administer
royalties· by licensee and 'byconsumar -and rebate to -the Government those
royaHies' on sales'·to,goV8nmlental agencies'.

(9) ,The IPAshould provide in-.Paragraph IX{e)~hat license~be made
sub ject to the conditions.of the royalty-free .license to the Government and
not,subject to the conditi-ons oithe IPA,.itse1f;Any :sped,£ic. conditions ~

whith; need to, be 'provided fol' inlicense·s-- in"ordertomeet the terms of the
IPA should,·bestated'briefly and concisely in the IPA for. inclusion' in
licenses. Thus-.; the necessity ofmaking; th'eI-PA-'a'part of' every rrcenee
would,be'avoided. ,al-ongwith a, great deal of paper work.

(10) ·Tli:e prevasacns of, Paragraph IX{f) , a-r-e:- cQnt-raryto pub'lic policy
as applied' in the,SinaU·:Business. Admi-nis"tration: and:oth'f!r, agencies .of .the:
Federal. Government, and the stat-es', Individuals· aee- encoureged to benefit
from, the,applicaHon ,of· Fedel'alfunds,in innumerable cases .when- the public
benafit's·in the long,run. Gov.ernment-suppor,t-ed i'nvent;ions-" should' nee be an
exeeprl,gn,to this- estaIHished.publicpoHny.

Many thanks. again. for· this opportunity to respond to the proposed
GSA .Institutional· .AgJ:'eelQent~

·eT\:!~
Robert C. Anderson

BRA:ev
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PURDUE RESEARCH FOUNPATION,
....... 5,T''' .....''''\·.I[·T...0;·.INO·' .. N.,;'.,hQ7''

:O.... IQII: O".'PATEN:1'-'" "NMC,",IIN'"

October', '6:" 197:6~'

Mr""Phll;Lp;·,G,. Read
Director-',oJ Federal Pr-oou'rertlen.t
Re<J~~a-tions: ,­

Fed~ral.Supply: S:ewice.S'
Gener:a,l SEirvic.Bs'·AGminis'traotion,
Washirigt'c>ri'", D~.C'~ 2040-6,

Silbject-:, Proposed Institu-tiontiJ.., 'Pa'ten-t·. Ag~e$me-n>t',

Dea:c:, Mrc;._ Re'a;d=

COznrnen·t-s,-· cn-. thill 1?:r:oposed: Aqraemarttfo:l'low.:

1., paira9":;,aph I s tipUl:ate&;t.h,at' 1''l'h'i:s,.Agr-e9InSnt sh'all' ,not'
app;lY,,~o'Sub.ject'·InVeliti;ms,':In, cases, ~'/here\' therIn.,..
s'1ll:tu,t:ion, ia- a subc.ontraCl,tpt under', a:,p'ri~::'c-cn,'tir.act..1'
We-- are;' unable ee. reconcile',' -this: s:tatemen.ib ..W£'th~paJ:'a'"
g,J:aph, II'(-b). which s,tates' that .·"COfi1;raot" , me,an-s'amy:
con,tr",at; (agreement', grcmt, o~' o:the'r ,arrcU:llj'l!mant,; O'Ll
subcontra-ct.. --" The Agr·ee,tnent sh.ou~~: permiJt: 'the"'· In·'"'
stitutoion: ec. re,tain, rights to: inv-e-ntio,ns(\irtde~:sUb-""'·
oontracts'. .Such .' a,change' won1d.: etu;:ouraq1\t,in-t-ar,...
institutipn:a'l, researcb.

2~ p:a.ragpapl:l' V{c:) stipulates, tha-t nThe', Ins:titl1i::L'on, agreas'·
th,a:t the Gcivernmerrt may:, duplicate:, and', disc.lose:, Subjev-t,
Invention disclos'ures and' 'subjec;;:t to, Sectlori X,I'~" ,an,
other' reports and.papers furnished' or'requi~ed'"to,be

,furnished pursuant to this Agreement." At'time:s;. i,t,
is, not possible'to license and/or ,evaluate the foreiqn~

mark.etpot~nt:ialwithin the_on-e-yeat' requi;remant, to, fi,le
a foreign counterp'art"to' a U~S,. ap,pli.cation. s~eh'

publi;c.ation of' the di-solosurs"'as, s·tipu'la:t:ed·' in' p.a:'X,'a'-·
9raph; V(cl· wou'ld prohibit fi:ling, , in'·mostfo'lt,eiqrt
countr.ies'a£ter'the' one""y,ear period. A s-ill\tl.a1::'" ·situe.'"
tion: could resul:t~. ~..i th: resPElet· to; paragr-aph', V{¢lL, It
is a policy of' our, Insti'tutionto'ericQura.ge'.,publica,t-ion°
but at: times: sU~h~isnot feasible,until,a:coro~~te:

anJ3.~y:;is, of, -cne. connneccraa oppo.r:t-uni,:t.iaS',.i'$,maQ.$':' in'
fQrGisn~countrios.
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j .. -With ..res:pect··-tb·paragraph:'> I-X-Cb') stipU:h,'~irig' that the'
":periPd_. of eXQluaivtty shall notexceed-fiva(5,> _ye-ars;

from-"fii:a,'I;'co:mmerci-al- s"aleor eigh:t (S..)'- yeaass . from' the
datE!:' :o.f' 'the" Elxcl:u'si-ve '. license, .whi:ohever' cccaee- firg·t:·,>
th,e: erigh.t-year.-1irnttation. ,·Tillbe,a prob,lem'when' exe
tan-s,ivepr,ema,rk-e~'clearance o'f ap-r,oduct- or devdree. is

.requl;red' by-:,·bhe·'government.. This- par,ag,raphshould:'be
modified. to' exclude from the- eight-year.- limitlltion that.
ti:mEI:, rl;e:qlJ,i·:t',e'Cl:::by- the:- governroen'l:: for premarket gove-rzunent,

. cl'ear~nee~ , ,.

4~· pilrag~aP:h:-ix{.tL scee inven-tions,haWl:a: very limited
sp,eciall-:ze_#~>~ark~t-al"t::h'oug'h they, CQu1d'; make ,.stgnif:i.can:t
contxibut.ions,.· Tlie,'pUbl'ic, could beset, 'be. served· by:
licensinq'th~; t-echno'iogy\ to', theinv~nt.pr-', , Univ-ersi,t.i:es'
are'proba.bly more:\'ooncer;fled ..than the. goyern,ment: about ...
con£lict:of intere·st. Prudent--m'anage~ent;,dictates •that
the·" un!va-rsi,ties': ,be: ab le ac. license whe'r-e' the use: of­
the· tecb:~ology:wiJ~l'be"maximized,~. , If this. is: th-e "in...
ventor,then~$~ch;shoul~-bepermit~edwithout,firat

having-, to' cont$ct.-. a'__ number of.: .compan4,e.s,. " .F:oP mO:Elj: .:
inven~ionsi' the inventor' would. no~ have 'the, a~p~t,al; to~

dev-eJ.:Op" th:e··'te'chn9'1'Q.lJY',.

EaZ'~q:!:'ap'h:,IX(f-l" ,s,hould. be, "mOdified:, t:o:-:per,mit'li,certsfnl1'
the""te'coo'olo9Y. t'o the:- iil\rentot'W'i·tliout,ha-ving., t-o,' ob·tain'·
permii$sion., f-r.om,the'-agency' when" gO.od management. di,ctaUs
lic(!nsin-g':' to'-,the,..'inyentor.

The Ih$ti'it;utiona.,l,' ~qraernen;t __is_ the be's,t:ap-p.r6ach::, to. enhance'
tecbno.logy transfe;. .The'p:d:nc!p'le'inqti'ed:ieni;' in' t'eohn'ology
trans:fQ,r, i:s;the inventor.~ Wi·thou·t·his dedica,te'deffCirt l the
inv~n'tioh:lsseldomsu-coessfully" coramercia,Ii:zed." By,.leaving'
tHUs'with: the'<'Institutiol1', the, invento-r retain,s a vital
interest •.

tr-uly-yo,u:t':s;;.Very

C '/ -;
" i !

. ~/".-~ Patent. Manager·,(8<' 4, aVJ:s:1 ,

RLD(tp
co';' Norrttah Latker:'
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tnclosedh-e~ewith rs- a copy of my' rac.tlt testimony
before the House Subcolll!llittee on Domestic <!l,fI,dIn'tBrna:tion:al
Planning. and Analysis. Towa:Ms the'l,a:1:tel' pan-of that
teatimony you will note that:' I have endo:l:"sed'the I:lorioept
ofanIn~ti~u~ional Patent Agreement with'reaaonable,and
minimum,.requirements •. The fo11owin~comment8,onthe

pr.oposed FPR Revision,a.rEhIb'sli'eve., oonl;lis,1:entwith my
prepared" testimony'and also with later· I:lomments,.during
the hearing.

1.• to. add' subsection (6') to 1..9'.107..4 (:a,)
Puring the' near':Lng a£tet> the testiiilony discussed above,

I took. vigorous. exception to making. the IPA.permissive, and
not mandatory (except of course whereagenoystA~ui:es do
nO'1:pel'lllit it:). Other. FPR's. 41'.6' Il\lln'dat:ory",why no.'t·the Ii'A?
We need·to go in '..the: direction o.f' one'goveIlnment',' not. a,
mul tiplici1:y of governments. Exactly, "the'.UIi1Ie innn't:ion
can. be made: und;er a .contrao1: or. gran1: frOlll.any. .agencYl . S.C
it should be' in the public, interest that i't.. be M.nlUel:l:~ the
same·way.

Exaci1:1y·the smne comments·. apply to the:.p-rcvd:aion
that indivichial' ecneeeeee. can· be., excl'ud*d,. fr.01ll' 'the:,-IPA,
There' ar.e,.no guid.~in~s,givel1 except 1;he'''pU.blio::in,twe'St~'

l(l·ter under 3 (Gh Consis~ent with what,I SB"i4' in:my
te:sd,l!Iony" that IPM, should. have' re460na,.b.leand'tn:in:i.mUfl\:
provisions,. let the univ~reity adnti-ni'S':t&t'!· the".inventlcotl$'f

Philip' G~ Read
Diree~or·of·FeQeralProcurement Regu!4tion$
Unitad.S;t:m:tBs·of AmericA,

Genat"a,lService,~Ac!minis,tra1:ion
Fadera:l Supply' Servi'c.·
Washing~bn" O.C~ 20406

Dear 'Mr. ,Read.:

YoUI" lettll.1" of AU"1,1S~ 3'" 1~76 eeked. for,' our eOlMlen'ts
on the.proposed.FPR,Rev1sioneovering: Universi~y patent
Policy p1"sparedby the Ad HocSubcOMmit~eeofthe

Committee,on, Gover!nlllent Patent Policy." BeC4UU' of the
exigendes,of' tue and c01l\IlIunication'problemtl., r 'am·not
ablato g~ve' you anofficia~positi~nendorsed'bY ~he
memb~r5, ofths Societ~ of University'Patent AQminis~~tors.
However, I haver~eivedcopias, of ths' comments submitted
by· a nmnber,of thosemember-s'" a.n.d they have been used,in
prep;!lringwha:t I have' 'eo- say, in,tliefollQw4ng'.

SOCtETVOP.. UNWBR;SttY:PA'TENT'A:DMINISTRATORS

PaESIDENT
Mr. RayW<>odll>w

P:inaton I1l1iVmity
P.O.-Bo"S~

Princeton,N.J.
e....

PA5TPllESIDENT
1><. Cleo'8"cH;'Iew
hletlulc.Li<lcmdq
\1nl-..iJy-ofj.1ioml

P. O.'&l:i1l-2"~I'S!
tllli'totnllYB~

CIlni 'Gilbk.,. Pla,
33124

VIC! PJt:ESIDENT
EASTEllN RllGlON

Mr.LIt.wt.....·.Gilb..c
PldftJ.~·Aclminiolrato'

Bo.tol' Univ<l1Il<v
SSI COlllmonwwth Aveouc

B"ttOIl,Ma.
02213"

VICE PRESIDENT­
CENTRAL REGION

Dr. Ralj>J> L. Diwlo
Pltnt'M~

PIud""cR...on:h Fdn.
Wnt,Wa.,..ctll,' Ind.

41901

VI(lE PRESIDENT
Wf:5I:ERN RECION

Mr. Clar .....W, Manin
D",,_

Pllftll " Product [ley..
UlIlverdry of Utah

Salt LaIt.Cl<y. Utab
84UZ

SECIU\TARY.
TREASUaER

OT.EarlJ. F..1Ie
luoU=(1)~

OfficonfR...arcll&
SpoaJOT."d..ho_
Nonbwlllt.... u"",.

EYalutOD,IU.
6020.1
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and then-cr-ack-__down if something particularly unfor-tunet happens.
It is impossible ~o tell in advance of a contract what k nd of
inventions will bamade, if any,so iti5 impossible to udge
whether the IPA should oX'·should"not be applied.

3 CD)
~omme!'ld deletion of the word "normally". Because of

·the fact that most inventions when they come out of a university
are far from the point of commercial production and marketing, most
inventions must be licensed exclusively, albeit for a limited
period and even for a limited application, if the necessary
investment is to be attracted.

I Scope of Agreement "" ,:
It ~s not clear why the Agreement must expire after three

years. There seems to be little gained, and a considerable-amount
of renegotiation and change of references will'be adced~ Termination
on 30 days notice is ~rovided in X.III.

The last part ot the first sentence would be deleted if
comments under 1 above are accepted.

I. 6bjec-tv'igori6usly__to the second sentence, and. the pertinent
part of VIII with regar-d,fo subcontractor rights. These
provisions completely overlook the equity of the inventors who are
subcontractor- emplo;'ees as well as the equity of 'the subcontractor
itself. Thepr-ime contractor has little or no equity._ If the
subcontractor has a valid IPA, it should get the same .reatment
as in a primecontradt,

IV Minimum Rights Acauir-ec by the Goverr.ment
Tar"'"'1"il"place of the phrase 'make, use, and sell" in thefoul'th

line, a phrase "pr-actice and have pr-acticed" as contained in ASPR
7-302.23 would be much pr-eferable. For some inventions, potential
licensees could be greatly turned off by having to compete with
the Gover-nment in the marketing and sale of a product.

(a) With re&ar-c to the extension of the lice~se to state and
local governmentS,see my testimony •. They have no equity. Administra­
tively, the problem is an impenetrable maze.

(b) B In tbe hearing after- my testimony I also referred to
the very ser-ious concern, to the extent of refusal, of potential
licensee's to agree to license ,others if an "invention is reql.:ired for
use by governmental regulations or as may be necessary to fulfill
public health or safety needs, or for- other public perposes stipulated
in the applicable contract". The problem is not so much that
these are no" worthy reasons, but rather 'that the decision may be
made at a.lo~le~elandwithout full consideration_of all the
facts and circumstances. , Some assurances 'should be given t:'1at
the decision will be made at a high level, with an oppor-t~ni'ty for

, a hearing. .
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Again se.e'Rl!l3eaI'chCorporation, oomments.

VII Filin~ of Forei~n Patent Applications

'''I'itten
concern

and Research Co't'poroll:tion, have Doth
on this section. The Government 1s

One solution that occurs to me is:

(2,) To delete: the last Sentence entirely. It is impossible
to prejudge wha't 'the ciroumstanoes should be for Agency approval.

(S,) !lie. word "financer'under (iii) needs, better definition.
ObviQusly i't can''t mean stockho1del".

~ ~ new 9,lU9~7 Negotiation of Institutional Patent Agreements

(a.-) (9..) It would seem that a descript10n of institu'tiona1
pa.'tent activities dUl"ing the past five years would suffice, and
even 'that will not prove a gt'eat deal for many, ins1:itutions, A
'ten year his:t:ory as: oalled for cen be, a' very' big job.

(bJ (2)' A re-q.uiretl'll/lnt' that emp'loyaes'must assign- to. the
institution oritl5,de.sigl'lellk or th.e Government is: too' infla>:·ible,
It does_no~-allow fo~ 'thl/l' unusual but oocasional oa&8where nei'ther
'the.,institution'nor. 'the.' des-ignee nor· the' Gove.rnm:e.n"t varrt s to

Rese.a.rch.Corporation.commen1:s are per"tine.nt neee..

VI Filing of Do~esti~ Patent Applioations

V Invention ,Identification'. Disclosuresc and Reports

The. 'ti,llleperiod:s· T1ee~ .ec ,be. .flexible.

VIII SUbcontraots

(1.) To have 'the sec:'tion app1icable2E!l if the person oX'
organization is th~ sole_oX' exclusive lioensee, since more than
one licensee ,should, oe:protection' enough,

(f) StanfoJ:'d.
thought:!ul COllllllents
is underatandable.

(0) As. indioated in the Research Corporation le~ter; the
royalty refund' requirement would put a great burden on the"universities.
A much preferable procedure- in my way of~thinking would~beto
inoorporate in any lioense a- requirement that __ no,royalty-is,to
be included; in the<'pric:e, of. an i'tam sold 'to 'the GoveX'nmen1:: or
for the Govel"nment's account.

See. las,'!: paragraph under,Tapove. SUbcontrac"tor should have.
the same. rights as it wouldhave.wera it the prime contractor.

IX Administration of Inventions' in Which the Institution
Elects' to Reta!n R~ghts
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pros-ecutea'. p.at"e.nt',application ", but -tne.. invento't', Aoe.s', -(many
university patent polioies permit this), EXactly the same
protection would 'be provided by '<I, clause stating '''Agreements with
employees requiring them to assign or license as directed by
the, ins1:itution any inve:ntionc.onc'E!ived-,_. ~.>_','

I hope th4t the above comments :will' receive ,your consideration.
If we can provide any further information, or if discussion appears
desirable, please let maknow.

Sincerely ~yours;;

.~"..~Ra ',ond J. Woodrow
Pr siden'l:

RJ:W!dh

Enclosure

co: NormanJ . Latker .
David Eden
SUPAmembers (w/e)


