A

onimon_Sto k. : Esha?es

{lbany'Internationéi “tohg,000

.- 5,000
1,500
-+ -700

014,200

AMBX - 3 ... .. .14,000
: . " &,000

2,000 ©

'..3}000_

25,000
uamexican Tel. & Tel. ) 9;§D0
. . C- 100

10,600

MP, Inec. .. izs0000

msted Industries

“ilack &'Decker.:i”

Date of
Burchase

- Date

Sales

v ,_.go;ooo-}

T 6/72

“8/72
12/72
- 2/74

8/74

3/75
© B/75

10/75

2/71
11/72

sy

8/73

Laee

 Shares

. 5,000

9,200

< 14,300 .

2,100
22,900

101009

©::2,000

- 16,000

5,000

‘seld .

4778

5/76.

+2/76

. f3/76

5/76
11./75

-5/76
6/76

220,000 .

5,000
5,181

o ..11,1861

T 12/75

5/76

Pripe

$ 268,932,92

$1,926,132.10

$ 546,931:70

..53,473.91

.'$ '805,237.29

$- 268,619.34

Book -
Valuc

$ 448,436,00

"61,044,243.01

§ 521,9C0,00

~ 86,452.80

% 570,800.C0

“$..15,450,66

ooeT



, } ! ) " B o
co S Date of . . Date  ‘Sales R Dook -
Commot Stogk ;" Sharea . Purchasae Shares. ' sold . Price -~ T, - Yalue

. e Twe,s00 S 2715 po,000 176,
I o 22,000 L 4775 0 4,000 2/76°
S co 42,8000 0 6/75; 10,000 3/76
R Coouh3000 o TE ‘
2,000 ... 8/75
-_4,000 - 9/75 . .
24,000 - 7 24,000 .- " 0-'$1,267,288.80 - $1,016,519.02
1,815, - . 3/87 .0 ot aii I
.. 5,082 - 2/67 - ol
v 3,388 .. 3/67°
- L8150 . 467
;5,080 . . 2/68

8,150 10/75.  .§ 344,480.55 § s5g7,408.58

98e1

)ata General lo/74 . 3,000 11/75 § 107,210.34 §  42,077.99.
. 8/15 . - 1i,600°

yiamond Shamrock
k - 7/75 1. 12,7000

© '$1,004,399.28 .© ° § 683,540.00
mmery Air, Preight. h

RENE

| 15,0000 4776 . § 604,417.25 " $  79,208.47
ia5i0b 1l R o

:érdner-Denver
: .. 10,000

" 24,900 ".§ -654,213.08 - . § 689,005.33




Date of

Sanles

commen Stock -

" iobart

21,000

dacDermid, Ina. - L
S D 2,500

- 10,000

fotorola - LLoon, 4,000
- S Y _s,000

9,000 .

jorthrup King T 5,000

" shic Casualty -

raccar

ran oc_eaﬁ_ 0il ' .
evlon (Bought as .
7 Qoburn Optical} - .

:

Shares:-: Purchase: -

6,000 -7 -
4,000,
11,000

“3;500

i Ghares

7/75

5/76

B/75

9/75

T.8/75

-.5/76
10775

5/:75~

~Pries. |

-

79,754,322

$ 464,090.66

€9,140.50

$ 169,500.00

-§ - 467,875.00

. §7153,000.00"
$  99,688.43

" .§ - 19,750.00

416,184,900

Book -

CYalue |

$ 611,210.00

$ 286,625.00.

5 493,394.81

129,000,00

$ 184,345.00

§ 856,754.70
. § - 86,185.70

$ 107,375.00

$ 66,250.00

A |



B T Lo A T Cran E o v -'c-:

: : L ) Date OFf T Date '~ ‘Sales | . Book -
Comman Stock . + .. FEhares Purchasge Shares : Sold - .. Price_‘..._._-,‘ T L Value G
Texaco- - . v F S15;000 - " 2775 . oy ST o

“li2s.000 L 25,000 - 6/76.- § °678,252.25 §  644,321.8¢

WARF Vitamin - oo e Lo ot HE T ] e e s
.Concentrates, Inc. - ~ 400 11/63-8/75 = .400 " B/75 $  299,030.11 . $ _245,699,2f

. " potal Stocks - $10,187,601.81 §9,496,803.2]
- Subtotal Cemmon Stock Forwarded $10,187,601.81 $9,496,803.27 %
‘Bond, - Pennsylvania Life = oo B 2]
.1 5% Cv. Sub. Note Due R
SO uerlally 1974-83 S e T - . : )

' '$65,421 Par value o g/e8 /75§ 65,421.00 . §  65,421.0C
"Bona - Metro—Goldwyn-—Mayer o ' R IR R - R

S% aue 7/1/03 L T h7/68. . ', - a/16 s 139,387 50 - 5 135,000,0C

':'Grand Total-Form 990 L:me G-Part 11, Line 3—par+_ T N §1n‘392=410.31 ) gqvg @9? 224.2)

Note: . As to Item A, Secuz‘:.t:l.es were acqu:.red by purchase- all purchases and sales were investment.
> market purchases and - sales through investment bankers:and brokers, so that person to whom,
s0ld is not relevant, with the except:.on of: the commeon stock of WARF Vitamin Concentrates,
Cne., a wholly—omed subsidiary, sold to Delmark, Inc. (&) .expense of selling costs is
reflected directly in net proceeds from broker in appropriate Column above {B). Al in-
vestments are secur.\.t:.es on: th.ch no deprec:.atlon was accumulatec‘l . :
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-§chedule:a . (Form:990) -
July 1, 19?5 — June 30, 1976

Part IV Quest::l.on 2'

The Foundation is related to four subSLdiaries, non-exempt, cor-
sorztions through 100% stock ownership as per attached capy of letter
2o District Director of Internal Revenue, Milwaukee, Wisconsin, in-
2luded in our Form. 290T for the f:.scal year ended June 30 1976, filed
>eptember 14, 1976. : .

The. Foundat:.on is also related to the follnw:mg non—exempt cor-
:ore.t:.ons- . N . - . E - A .

:i.ocation T . ‘I‘ype of Relé:tibnship:

: Wisconsin Dells, WI  51% owned by Quadrant Corp.
Jisconsin Ducks, Inc. Wisconsin Dells, WI | 28.6% owned b}f Duck Trails
andbcrﬂi_ne __I;é.bs.. Inc. Madison, WL~ 100% owned by WARF Institute

" Part IV Question 3 o -"'7 BT

(a) 011. June 20, 1976, the Foundation leased certa:m fixed assets of a -
: lahoratory facil:.ty to WARF Inst:.tute. Ingc. Lo

(b) The. Foundat:.on was contingently liable for the guarantee of 'a tarm
loar to WARF Institute, Ine. by the Fifst Wisconsin National Bank of
{adison’ inthe ameunt of $3,200,000.00, which has been reduced to
52,706,679, : ) ‘ - :

{c). (d) and (e) The follow:.ng intercompany payments rece:.ved by the :
foundation are reflected in the tax return as indicated: BT

Recipient of Amount Rece.wed . Type of . 8chedule in
. 3ervice .. by Foundation Service _ . Tax Rekurn
Jells Boat 2,000.00 Directors' Feesg 990 ?art II L19A
Juadrant . ’ 2,000.C0 " E seh 3
Juck Trails 2,000.00 ' ", s
fort Dells 1,000.00 " B .o
Tis. Ducks 1,000.00 e " o L
JARF Vit. Conc. 1,000.00 Management "
VARF Institute 1846,500.00 Common and Pre- 990 Part II, L3 ..°
: ’ ferred Dividend .- "+ .- .-
JARF Vit. Cone. 10,302.00 . Common Dividend v L3
Jells Beat Co. 6,900.00 Preferred Dividend " - L3
foxrt Dells Bonds 1,500 0G Bond Interest " L2
Jells Boat - 5,275,00:, - Note Interest " L2

Juck Trails--. .. -- 3,310.50 . ... _ Note Interest. . .., "
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WISCONSIN ‘ALUMNI RESEARCH FOUNDATION

£ IV Question
Rein ﬁg;semeﬁﬁ of Expensas o .Tgusi_;ge-s-' '

$ 24673 .

CReM. Bolz T o e e 482.80

R. F. brapex 1,402,11
E?:éi;:kson ‘ _— § S . : . 334.20

Frautschi V415,47

-'Hopd E

“1,132.20°

Johnson T 1,669.67°

'2,631.00

. Kellett =

.M. W. Kueger = " 1,695.66

‘éa Lenher . o '1,270.94
_J.. . f.undhe.t:g . o S L o 846;2-0 :
B. M. Maukz o ' . - 406,73

Wm_:B..ﬂurPhy | 791.37 T 

%85, Rewey 780.25

W. 3. Roper  456.73

R. E. Rowland L wi693i65 -

p. . Slichter

" 16,086.45

As ,;explai.ned elsewhere on Schedule 8, all theé Trustees
attended regular meetings during the year. BSeveral Trustees
were freguently called for consultation and special meetings.
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WISCONSIN ALUMNI RESEARCH FOUNDATION

Schedule & (Form 990)
July 1, 1975 - June 30, 1976

J PARY. IV Questio

D:.sbursements by the WJ.SCOnSln Alu.mm. Research

* Foundat:.on in furtherance of its exempt program are by

charter made only to the Un:.vez:s:.ty of Wisconsin.

WISCONSIN AL’UMM R_E'sEARCH 'FOUNDATI'ON

POST GFFICE BOX 2037 - MAPISDN.,. Wia. Sa791 - TELEFHONE {409) 26‘.!-250CI
District Director

of Internal Revenue
Milwaukee Wisconsin -

DearSLr cL e

The unders:gned corporatlons comprise a contro]led group of corporatmns
within the meaning of Secrion 1561 of the Interral Revenue Code, as amended .
by the Tax Reform Act of 1969, Wisconsin Alumni Research Foundarion owns

. 1007, of the outstanding shares of each of the other corporations but is an ex-.
cluded member (as defined in L.R.C. 1563 (b) (2) ) except ag a corporation -
which is subject to tax on its unrelaced business taxable income under I.R.C,
511. . S : . ' S - ’

Each undersigned corporaticn, by its officer who is duly authorized to act on
i behalf of such corporation hereby makes the election under I. R, C, paragraph
4 1561 -- to divide the annual surtax exemptmn with respect to December 31 ’

1975 as followa : . RENEUS

Quadrant Corporation, Ine, o 7 $25,000 '
Duck Trails, Inc. ' ) o]
Dells Boar Company, Ine, 0
WARF Institute, Inc. © . 25,000
Endocrine Laboratories of L FRETE .
- Madison, Inc. . L e -
: 350, 000
Very traly yours, .- .
22— Qb
. ._.—‘.-:—’—"/—;_ —
Wisconsin Alumni Research Foundation s . 7
614 Norcth Walnut Streer : )

P. 0. Box 2037 ST ) T
Madison, Wisconsin 53701 :
Account Number 3%-0833612

Fiscal Year Ended June 30, 1976

J<BY '___7 AL i.,r:w——‘-~-r-<_.

| i 32-535 O -78-35




JInternal Revenue
- Page 2 .

Quadrant Corporation, Inc.

P, 0. Box 147

Wisconsin Dells, Wisconsin . 53965
Account Number 39-6079451 )

F:scal Year Ended November 30, 1976 .

w ol

— Sect ary-Uasurer )

&Q
\'\\\

Duck Trails, Inc.

F. Q. Box 147

Wisconsin Dells, W1scuns1n 53965
Account Number 39-6079353

"Fiscal Year Ended November 30, 1976

2@@ @mﬁ

. etary- asurer

Dells Boat Company, Inc
P. O. Box 147 L
Wisconsin Delis, - Wnsconsm 53965
Account Number 39-0944696

~ Fiscal Year Ended November 30, 1976

Byﬁ%ﬁg @z '6_._ 3

T heqretary Z}éasurer

WARF Institute, Inc.

3301 Kinsman Blvd,

P. O. Box 2599

Madison, Wisconsin 353701

Account Number 39-110L660 . .
Fiscal Year Ended December 31, 1975

W W Dt

Secyt cary-Trea urer

r
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Eqdpcrine.Labo'rat:Ories of
Madison, Inc. .
979 Jonathan Drive

“"Madison, Wisconsin ‘53715

Account Number, 39-0803289 .
Fiscal Year Ended July 31, 1976

@%@%

= §ecrerj—'rreasurer Sl




AT

rrermgl Revenue
ze3 )
: CO\TROLLED GROUP OF CORPORATIOI\S
CONSENT TO PLAN OF ALLOCATION OF MINIMUM TAX EXCLUSION
: FOR FiSCAL YEARS 1875 - 1976

Allocatlon L : o
Lt Tl coooof e o -Signature of corporate -
Fiscal Year exclusion ° . officer and date :

11s Boat Co., Inc.

90944696 7 N
«'. 0 Box 147 .07 - - -

Visconsin Dells, Wis.. - November 30 - - None -

-edrant Corporation, Inc."
. »c'-6079491

CO.Box147 C o Lo en : Cg o . /
Visconsin Dells, Wis, - November 30 “None MQ&%}’QQ &m 6
ck Trails, Inc. " ' b U B T

9 6079353
. 0. Box 147

hsconsm Dells, WI.S . November 30 . None L_/%ﬁ {J N Q—..&

docrme La.bora:orLES of
Aadison, Inc.
9-0803289

‘79 Jonathan Drive ) e e e
Aadison, Wis. o July 31 . None .

ARF Institute, Inc.
" 9-1101660

371 Kinsman Blvd, o . S [
. 0. Box 2399 - - B e : i 2
Aadison, Wis, 7 December 31 $30 000 \_}

sconsin Alumni Research Fdn
9-0833612 - : SRR : S
14 North Walnuc Street - o o 7{:(:

. Q. Box 2037 ’ -
fzdison, Wis. - 7 -June 30 o WA ~4’..
: : T : ’ e "Vme Pres, & Asst Sec. .
Total ) ) $30, 600 o . R

e date of the last component member of the group is F‘ebfu'ary 15, 1977.
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. i
SECOND RESTATED ARTICLES CF INCORPQRATION OF

"WISCONSTN ALUMNI RESEARCH FOUNDATION
as of ﬁay 2, 19%5

“These Restated Articleslare executed for the purpose of
perpétu#ﬁiﬁé a wisconsin corpération'under-chapter 181 of the
Wisconsin Statutes without stock and not for profit, amd supersedé K
ah§3§éke thé:placeigf the heretofore existing Articles of Incoféor—
ation and amendments thereto. . o . .

Artlcle 1. “The name of the corporatlcn shall he
Wlscon51n Alumnl Research Foundation.

Article 2. The period of existence shall be perpetuai;

Afticle 3. !The purposes for which the corporation is
formed are as follows. . .

A. Subject +to the llmltaulons herein, this corporatlon :
_15 organlzed and shall® be operated exclu51vely for the '
‘benefikt of the Unlver31ty of Wisconsin.

B. This corporation is organized and is.to be operéteé
exclusively f01 Charltable, scientific or educatlonal purposes,
1ncludlng for Quch purposes = - o

(l) To prcmote, encourage and ald sclantlflc
investigation and research at the Universit? of
- 'k.fwiséonsin hf'thé faculty, staff, atumni and students

.thereof, and to providé or assist in providing means

and machinery by which their scientific discoveries,

imnventions and processes may be developed, applied

and patented and by which such utilization or




LorxTw

disposition may be made of such discoveries,
inventions and .processes and patent rights or
interests therein as may tend.to provide funds fox
and to stimulate and promote further investigation
.and research within said University.

(2) To.pay out.and distribute the corporation's.
funds to or for scientific investigation and research
at the University of Wisconsin.

(3) To use and administer gifts, grants, bequests
and devigses for the benefit of the University Df-i
Wisconsin. .

{4) To engage in any and all- lawful-activities

incidgntél-to the . foregoing purposes exCept .as limited,
herein. .
C. This corporgtion .shall at all times be operated.
éolely in connecticon with the University of Wisceonsin. ®
Article 4.. The Corxrporxation.shall have no.members. The.
management and coittrol of tha Corpdration,shall reside in the

Board of Trustees. The number of Trustees may be fixed by By-Law

but shall not be less than seven.
Brticle‘s;“_It-is intended that this corporation shall F
“continue to have the status of a corporation which. is exempt from

federal income taxation.

Article 6. . The corporation -shall be without capital PO g
stock, and no dividends or pecuniary profits. shall be declared, -

paid to, or inure to the benefit .of the Trustees thereof  in their

2
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private capacity;.

Article 7. The principal office of +the Corporéfioﬁ
at the timé §f the adoption of these Restated Articles is Madison,
Wisconsin.

Article 8, The address of thé registered agent ‘at tha

time of adoption of thess Restated Articles is 614 North Walnut

Street, Madison, Wisconsin: 53705;

Article 9. The name of'the:regiéﬁered-agéht at such
addréss at thé time of thé'adopﬁion of these Redtated Articles is
Edwin O. Rosten.

Articié 10, dnlf those persons shall be,Truétees who
{1} have attéﬁae&-fheﬁﬂbiversity‘of Wisconsin ‘for & period of
not less thaﬁ two years;’or (2)'who=ageigtaduatés’oﬁ'the University
of Wisconsin, The Trustees shall be those gqualified persois who

>

are Trustees at the time of the adoption of these Restated
Articles, and- such other perscns as may be electéd ‘from time
to time by the“Trustefs.  The teims and conditions goVerniné
the qualifications and “selection of ‘Prustdes shall be Fixed By
the By-lLaws. ‘

Article 11l. In case of the dissolution of the Cérpor-

‘ation, "the" Trustees aftér paying or making’provision for ‘Layment

pf all of fhe:liabilities of ‘the Corporation, -shall distribute

all assets of the Corporation exclusively for the-aférésaid
purposes of -the Coxpordtiony as the Trustees shall determine,

to the University of wisconsin; or to such'organization -or
organizations, including trusts] ofganized and operated exclusively

e




for charitable, educational or scientific purposes, and shall at
the time qualify as an.organization or organizations described

‘in Se&tion 501(e) (3) of the Internal Rgvenue.Coag:qf lgséﬂfupgp_
the condition that ;pch‘prgani;ation or organ;zayigns recgivipg
such distributiqns shall apply and devote such asse£s exclusively
for the benefi£-0£ thenuniversity of Wisconsin for the aforesaid
‘purposes of the Corporatlon prov1ded however, that any transfer

or disgposition of such net assets shall be subject to the execution
and performance of any trust under which its property or any part
thereof may have been received or ‘may be held. e
Article 12, These Articles may be amended upon a two-

~thirds vote of the Trustees, but no such amendment shall change
substantially the orlglnal purpose of the Cﬁruoratlon or the

provisions of Artlcle ll hereof.

2

The undersigned cfficers of Wisconsin Alumni Research
Foundation certlfy. . .

1., 7The foregoing Second Res»atement of the Artlcles of
.Incorporation of said Corporation was adopted by the nembers

on the 2nd day of May, 1973, by the following vote:

Menbers Entitled Menbers Voting . Members Voting
Ta Vote For : ~ RAgainst
. 24 . 20 None

2, The original Articles of Incorporation were recorded
with the Register of Deeds for Dane County, Wisconsin in Vol. &3

of HMiscellaneous, at page 549.
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3. Restated Artieles of Incorporation weré recorded -

with the Register of Deeds for Dane Couvnty, Wisconsin, in Velume

152 of Miscéllaneous, #t page 13.
" Dated and seal affixed this 2nd day of May, 1975.

:2%“‘ P Bk

Vice-President 7~
@A@r (

This document was drafted by Attormey Frank A. Ross.

Secrétary *

i
|
|
¥
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. REVISED BY- LAWS
QF THE '
. WISCONSIN ALUMNI RESEARCH FOUNDATION

(As Amended May 2 , 1975}

ARTICLE I.
MEMBERS :

Section l. This.corporation has nc members.

ARTICLE IT.
TRUSTEES: _
Section l._.The manaQément and control of the corporation
shall reside in the Board of Trustses.
Seé%ien'z.- The nuﬁberrbf Truetees of the corporation
‘shall be eighteen.(lsf.. ’
Section 3. .

(a) The term of office of Trustees shall be five
years, prov1ded hcwever, that any Trustee other than one serv-
‘1ng as Trustee upon October 3, 1972 shall be designated as an
honorary Trustee upon attalnlng age 72.

- (b) The Trustees may elact at any meeting persons
who have had a connection with the Wieconsin'Alumni Research
Foundatioh over the hiStoff of its'existénce and deémed to be
worthy of the‘honor, Aé honorary Trustées, in addition to the
persons who become honorary Trustees by virtue of the provisions
of Sectlon 3{a) hereof. ' . .

{c) Honofary Trustees shall be entitled to attend

all meetings of the Board of Trustees and shall be notified of
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such meetings, but shall not be'éntitled to vote on’any matter
presented at such meetings.
(4) The offide OF Trustee Greated by an amendment

of these By-Laws enlarging the number of Trustees of the corpor-
ation shall be fiiled at its discretion B% the Board of Trustees.
Vacancies due to resignation, death, or change to honorary status
shall ﬁe filled at its-discretion by the Board of Trustees for
the unexpired term, e . . . ‘ N

Section 4 . The annual m&etlng of the Board of Trustees
shall be held upon the call of the Pr951dent at any tlme durlng

the months of April or May of the vear for whlch such annual

meeting is to be held. Regular meetings of_the,Board of Trustees

may be held at such time and place as shall from timé_tdltiﬁe

be determined by the Board of Trustees. Special meetings of the

Board of Trqsﬁeegrﬁay be called by:thg\?res;dgnt_on_five days'
notice toieach_T;usﬁgg, gither;persona;ly cor by mail,_ﬁelegram,
or telephone. At least ten day;_prio; to all‘regular_meetiﬁgs -
of the Board of Trustees, a written reminder notiée t@grééf -
shall be sent by the Mgnaging_Di;ectq;_of the gqrporétiOn to
each Trustee by maill to .the gddre;s furnishéd by such Trustee.
Section 5. . Actual presence of a Trustee at any ﬁeéﬁing”_
shall constitute a waiver of any notice herein provided aé toi

such Trustee.

Section 6. A guorum at the annual meeting of the Trustees,

or at any regular or special meeting of the Trustees, shall

2o
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consist of.a majority of the Trustees.then in office. -

Section 7. The Trustees may hold their meetings, whether
annual, regular or special, and keep the books.of the corpﬁra—
tion within or outside theistate of Wisconsin, exgept as
ctherwise provided by statute.

Section 8. ‘The'Trustees as such sﬁall nqt_receive'any comp-
ensation for;theirisermices,.hut may be reimbursed for. their '
expenses in connection with .attendance at any annual, regular. or
special meeting of the Board; provided that nothing herein con-
tained shall:prevent any Trustee from serving the corporation in.’
any other capacity and receiving reascnable compensation. therefor.
Such compensation and the-capécity in which such Trustees serve,
shall be reported annually to the Boaxd of_Trustees,

Section 9, fThe Board.of.Trustees shail at its annual meet-
ing elect a President, cne or more Vice Presidents, a Treasurer,
one or mere Assistant Treasurers, a Secretary_and cne Or more .
hssistant Secretaries, and such other officers as. the Board 6f
Trustees may from time to time determine. all officers of éhé-
corpor£tioﬁ, eﬁéept Kesistant Treasurers and Assistant $écrétaries,
shall be Trustees, The ofZicérs of the corporafidh shall hold
office untii‘théirKrespective successors are.éhosen'aﬁd gqualify.
Any officer elected or appointed by the Board of Trustées.may
be removéé at éhy time by tﬁe affirmative vote of the.majority
of the whole Board.‘ b '

Section 10. A Trustes may be elected to £ill the 6ffice

3~
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of President of the Board of Trustees of the corporation for a.-
maximum of four- full cne year terms, and after completing this
tenure of office such Trustee shall be ineligible to further.
occupy at any future time the office of President of the Board
of Trustees.

Section 11  Any action required by the Articles of Incor=.-~
poration or By-Laws of-this corporation, or any provision of -
law to be taken at a meeting or any other action which may be
taken at a meeting, may bs taken witliout a meeting if a consent:
in writing setting forth the acticn so taken shall be signed by
all of the PTrustees or members of a Committee thereof entitled
to vote with respect to the mattér thereof. Such consent shall
have the same force and effect as the unanimous vote, and may be
stated as such in any Articles or document filed with the Secretary

of State under Chapter 181, of the Wisccnsin Statutes,

ARTICLE .II.I .
OFFICERS: ) ] ] )

Section 1. Tﬁe officers of the.corpp¥ation shall have sﬁcﬂ
powers and perform such duties respsctively as-are normal tor
such offices or as shall frem time to pime-bé éssiqned to them
by the Board of Trustees. . .

Section 2. In.the absence of the President or in the evenE
of his inabilizy or refusal to act, the Vice Preéidenﬁs in the
order designated by resolution of the Board of Trustgéé, or in
the absence of any deéignation, then in the order of their ap?oint—

ment, shall parform the duties of the President, and when so

-4-




Loos

acting shall have.all the powers of and be subject to all the
restrictions upcn the President.
: section 3. “he principal duties of the President shall
be to preside over a:l meetings of the Board
of Trustees, and to have general superéisioﬁ of the affzirs of
the corporaticn.
. Section 4. The. principal duties of the Vice Presidents
shall, in acccrdance with Ehe terms of Section 2 of tﬁis Article,’
be to discharge the duties Of the President inm the eveht of
ébsence or disability for any cause whatever of the 1atfér.
Section 5. Ths principal dukies of the Secretary shall

be to countersign all conveyances, assignments and contracts

executed by the corporation, affixing the seal. of the &orpor—
ation therete and to such other paéers as may be requirea br o
! directed to be sealéd and to keep a record of the proceedlngs

of the meetings af the Trustees, and to

safely and systematlcally keep ali books, papars, reCOrds and

documents helonglng to the corporatlon or pertalnlng to ‘the

business thereof.

o

Section G.'JThe principal duties of the Treasufer shall

be to keep an account &Ff all monies, credits and property of

any and every nature of the corpoération which shall comé into

his hands, and keep an accurate account of monies received and
disbursed ang proper vouchers for monies disbursed, and to

render such accounts, statements and inventory of monies
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received and disbérsed and of money and propsérty on Hand, and
generally of all matters pertaining to this office :as shall be

required by the Board of Trustees,

ARTICLE IV.
COMMITTEES ;
Section 1. There shall be appointed annually by the )
—_ T . o ;
President, subjecﬁttc ?atification by the Beoard of Trustees,“
the following standing committees of the Board of Truétees;
(a) Execgtive Committeg _
(b)  Investment Committee _
(c} Pension-Salary Committes
{a) Audit_:gommittee
The Executive Committee shall cons}ét of the éresiaen£,
Vice Presidents, Secretary ;nd Treasurer of the_corporation, and
the immediate past Présidéht if serving as a Trustee; -
Other standing committees shall consist of Trustees and
staff members appointeﬂ by thé.P:esidgnt_and each-committge
shall be cohprised of whatever number of persons the Presigent,_
in his discretion and subject to ratification by the Board.of
Trustees,shall determine. The Preg;denﬁ shall aes}qna#e the
chairman of each standing committee. The chgirman;of each‘sﬁch
committee shall preside at all meetings of the committee and )
shall report to the Board_gf.T;ustees on behg;f of the committee.
Section 2. The Executive Committee shall be entitled to
exercise all the powers of the Board of Trustées when not in

session, but subject to the direction thereof.

-



i

Section 3. &ll: members of the Board of Trustees shall con- .
stitute altexpate members of the Investment, Committee and may. be
dalled upon by the chairman of such.committee to serve in the .
absence  of any of the regular members of such committee. : The
Investment Committee shall_have,general suparvision of the invest-
ments. made by the corporation and shall establish all policies
relating to investments, subject to, approval of such pelicies by .
the Board of Trustees. .Tpe committee shall report on its activ-
ities at the annual meeting of the Board of Trustees and at
each regular meeting thereof and at such other times as requested. .

Section 4. The Pension-Salary Committee shall -(a) establish
policies with respect to salaries to be paid employees of the
eorporation; and (b} shall periodically review the terms of the. .
corporation's Pension Plan and from time to time make any recom—r
mendations to the Board of Trustéés.ié seas fit to make, to the
end that the corporation's Pension Plan will at all times be
kept up to date. The éensiénasgléry Committee shall make per-
icdic ieporté of its activities to the Board of Trustees and
also wiil repoit to thé Board of Trusﬁées;ﬁhen called ﬁpon by"
the Board. '

Section 5. The Audit Committee shall review the accounting
prozedures and practices followed by the corporation's staff in .
ordsr to make certain that the staff is following sound accéunting
principles and procedures in the administration of the internal:__
affairs of the corporation. The Andit Committee within its dis-

_7;‘

3
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cretion may make;diréét contact at any timé with indepandent -
outside auditors-employed by the corporation and review all
audits of the corporatidn's books and affajirs prepared by such
independent anditors. %he Audit Committee shall repdrt ‘pericd-
ically on its activities to the Boara of Trustees and shall also
report such agtivities to the Board of Trustees at any time when

requeésted by the Board of Trustees.

Section 6. The Board of Trustees may at any time create - .-

additional étanding committees with such pbwers and duties’ az the

Board of Trustees may determine.

Section 7. The ‘President may at any tife create special
committees witﬁ such powers, duties and membexship as he may
determine. .

ARTICLE V.

The corporate seal shall haﬁe‘inscribed thezeon the namé of

the corporation and the words "Coréorate Seal." Such seal maf Se

used by causing it or a facsimile thereof to be impressed ox

affixed or reproduced.

ARTICLE VI.
FISCAL YEAR:
" The fiscal year of the corporation shall be from July 1

through Jume 30.
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ARTTCLE VII.

INDEMNIFICATION -OF TRUSTEES,
DIRECTORS AND OFFICERS:

 Section 1. Deflnltlon of Terms.

(a) "Trustee, Dlrector, Offlcer or Employee“ shall
include any person who may have served at the request of the
Wisconsin Alumnl Research Foundation as a director, offlcer or L-

employee of another corporatlon in Wthh tha Wlscon51n Alumnl :
Research Foundatlon owned stock or was a credltor at any time
during the period of sald serv1ce, and all past, present and
future Trustees, officers and employees of the Wisconsin Alumni.-
Research Foundation, whether or not so serring at the tiﬁe_ef
incurring the expenses or liabi;ities referred ro herein, and
their personal representatlves. . i ._ ) h

(b} "Action" means any 01v1l, crlmlnal or admlnls—

tratlve agtion, suit, proceedlng or elaim, or threat thereof,
in which a Trustee, director, officer or employee may be 1nvolved
as a party_Qr otherwise, by reason of;hls‘haV1pg served as such
Trustee, director, officer or employee or by xeason ef:anything
deone or omitted by him as such_Trustee, director, oféicer or
employea, or alleged to have been so done or omitted.

{c) . "Determination by the Becard of Trustees" means
a determination made by resolution by a mejoriry-vqte of a éuerum
consisting of Trustees who were not. parties to an ection, suit
or proceeding in which a Trustee, éirector, officer or employee

may .be involved,

32-8356 O = 18 - 36
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(d) 'Determination by Independent Legal Counsel”
means a determination in the form of a written opinion addresged. ..
to the Board of Trustees by legal counsel appei;teefas-prdﬁided: :
in Section 3 hereof that 1ndemn1f1cat10n of a Trustee; dlrector,
officer or employee is proper in the c1rcumstances because he
has met the appllcable standards of conduct set forth in Seactz.c>1f1"E

2 hereof

Sectlon 5. Mapdatory Indemnification. The corporation

shall 1ndemn1fy each'Tfustee,.ﬁirectdr,:6ffiéer or employee who
was or is a party or is tﬁéeatehed to be made & ?éft& to any
threatened pendlng or completed actlon as aeflned herein by reason
of the fact that he is or was a Trustee, dlrector, officer of
employee of the corporatlon, or is or Was serv;ng at the Yequest
of the corporation.as a directoxr, officer or employee of another' 
corporeﬁion against those »f his eXpenses sﬁedified herein and

pursuant to the PrOVlSlOnS and under ‘the conditions of sub-

sectlons {a), (b) and (c} hereln

(a) Successful Defense of Actioni To the extent that

ES Trustee, dlrector, offlcer or employee of the corporatlon has s
been successful on the merits or otherWLSe in the défense of any
action or in the defense of any clalm, issué or matter thereln,
he ghall be 1naemn1f1ed agalnst expenses {1nclud1ng attorneys'
fees) actually'and reasonably ‘ineurred by him ih'cohﬁectibn‘

therewith.
’ (5)‘7Actions by or in the Right of EheHCorporat{Bn:

To the extent not covered by Subsection (a) of this Seétion, if

-10-
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a determination is made by the Board of Trustees; or, in the

event that a quorum of the Board of Trustees is not obtainable,

or even if obtainable, a quorum of -disinterested truitees so

directs, by independent legal counsel in-a written opinion, that .

a Trustee, director, officer or employee acted in good- faitH

and in a manner he reasonably believed to be in ‘or not-opposed

to the best interests of the corporation, he shall be indemnified
against expenses;-includinj'attérnEYE' fees actually and reason-
ably incurred by him in connection with the ‘defense ok ssttle-
ment of- any action by or in"thé right of £he corporation :

to procure a judgment in its favor;‘pfoVided that funless
directed otherwise by the Court in which such édﬁion.was'brcught),

no indemnification shall Le made ih' respect to any claim,” issug’

or matter as to which such pérson shall have been adjudged to

be liable for negligence or misconduct in the pérformance: of

his duty to.the corporation unless and only to the extent that -7
the court-in which such action or suit was'bréught shall deteri
mine ﬁpon application that, despite the adjudicatien of liability
but in view of .all circumstancés.of the ‘case, sich perscn is
fairly and réaéonably entitled to indémnity fof*éuch.expenses““
which such court shall deem proper.

(&) OtHer Civii Actions and‘Erimihal Actidis: IfH7 :

a determinatidn’ is made by the Board of Trustées by a majority
vote of a quorunm ¢onsisting of Trustees who dre not parties £o-:
any action, suit or proééediné*ndt covered by subsection- {a)

or subsection {b} hereof, or, if such a guorum is not obtain-

™
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able, or even if obtainable, a guorum of disinterested Trustees
so directs, by independent legal counsel in a written opinion,
that with respect to such action, a Trustee, director, officexr
or employee of the corporation acted in good faith and in a
manner he.reasonably believed to be in or not .opposed to the
best interests .of the corperation, and with respect to any
criminal action. that he had no reascnable. cause to belleve his
conduct was illegal, he shall be indemnified against expenses
(including attorneys' fees), judgments, fines and amounts paid
in settlement and .reascnably incurred by hin ip connection there-
with. The ftermination of any action, suit or proceeding by
judgnent, order settlement, conviction, or upon -a plea of nolo
contendere or its eguivalent, shall not, of itself, creats a
presumption that the person did not act .in good faith and in a
manner whiéh he reasqnablyfbelieved te be in or not opposed Lo
the best;interest of thefcorpo:atign—and, with respect to any
criminal action, had reasonable cause to believe his conduct,,
wag unlawful. '

Section 3. Appointment of Independent Legal Counsel: In

the event a situation arises which may give rise to indemnifica~
tion under Section 2 of this Article, the Board of Trustees, by

a majority vote of those Trustees not -parties to the.actions des-
cribed in that section, whether.or not.a guorum, may appoint
indevendent legal counsel to make the written;determiﬁatiQQSa

provided for.in Sections 2(b) and 2{c¢) of this .Article.

'ﬁ;iz;‘
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Section 4., Discretionarv Insurance: The corporation may’

upon affirmativé vote of a majority of its Board of Trustees,
.purchase'coﬁmercial insurance for the benefit of a Trustee,
directer,'offieer or employee against all-or any part-of the
.ex;ense, ligbilities or settlement payments arising from actions
agalnst such Trustee, director, offlcer or employee whether or
not the corporation wouid have the power to 1ndemnmfy such
Trustee, dlreceor, officer or employee agalnst such expenses

or 11ab111ty under Section 2 of thls Artlcle. Such ingurance - .
may, but need not, he for the benefit of all Trustees, dlrectors;
‘officers or erplcyees.

Section 5. Liability for Determinations: The corporation

and its Trustees, directors, officers or employees shall not be
liable to anyone for making or refusing to make any paynrent under
‘Sections 2(b) and 2(c) of this Article in reliance on the deter-
mination by the Board of Trustees and on the -written opinion of
independent legal couhsel ‘as provided in these sections.

Section 6. Othexr Rights: The foregoing*ihdeﬁhifiéation

provisions shall be in addition, and.may be claimed without
prejudice, to any other rights which any Trustee, director,
.efZicer or employee may have.

Secticn 7. Advance Payment of Expenses: Expenses incurred

by a Trustee, directors, cfficer cor employee in defending an
action may be éaid by the corporation in advance of the final
disposition of such action if (a) there has been a determination
by the‘Board of Trustees as herein provided or by independent

legal counsel appointed pursuant to Section 3 of this Article

-13
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VII that such-person has met the applicable standaxrd of qénduct |
set forth in Section 2 hersof; and (b) such person gives a:written
undertaking to repay the amount advanced unless it shall ultimately

be determined that he is entitled to be indemnified by the Corpor-

ation.
 ARTICLE YIIZI.
DISTRIBUTIONS: ) R ' f

'In tﬁendistfibutibhsof the net income of the Foﬁhdaﬁion;
priority will be given to grants for the suppert of scientific
investigation and research in the University of Wisconsin at

Madison.

. ~ARTICLE TX.

AMENDDEN& Of EYfLAWS:‘.

) These By-Laws may be mmended,. altered or repealed at any
annual, -regular cr special meeting of the Board of Trustees,
'prqviding that notice.of the proposed amendment be given in
writing to all of the Trustees at least five days before such

meeting.. ... -

-14-
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DEPARTMENT OF HEALTH: EDUGATION,  AND WELFARE
OFFICE OF THE SECRETARY
WASHINGTON D.¢. 20705

+ December. 22, 1977

OFFICE OF THE
GENERAL, COUNSEL

T0: Holders of NEW Institutional Patent Agreements-and - Lo
Members of-the Society of University Patent Administrators

SUBJECT: Information Item No. 59
This s to advise that it is our understanding that the record of
the Nelson hearings brought:to your attention by -Information- Item . - -
- No. 58 wﬂ'l be open for twenty -one days startmg on December 21. 1977.
Any comments you w1sh to make in regard to the release or the sub.]ect
matter of the hearings should be addressed to the following Senators . ..
who are members of the Senate Select Committee on Small Business:

Gaytord Nelson, CHaimén msconsin

Thomas Mclntyre New Hampsmre

Sam Nunn, Georg1a

William D, Hathaway, Maine

Floyd K. Haskell, Colorado

John C. Culver, Iowa

Lowel]l Weicker, Connecticut

Dewey S. Bartlett, Ohio

Bob Packwood, Oregon

also Witliam Chirkasky, Executive Director of the Committee.

Norman J. Latker

G 7 A
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DEPARTMENT OF HEALTH, EDUCATION, AND WELFARE
OFFICE QF THE SECRETARY_
. WASHMINGTOM, D.C. 20201

- TR : - OFFICE OF THE
February 2z, 1978 GENERAL CORNSEL

To: Holders of HEW Institntional Patent Agreements and
- ‘Members of the -Society of University Patent Administrators

Subject: Information Item No. 60

Enclosed for your J.nfomatlon 1s a copy of the presentatmn 1 made
before _the Soc:r.ety of Un1ver51ty Pa‘tent AdInlmstrators Thlrd Armnal
‘Meeting, Pebruary G, 1978 in Atlanta, Georg1a

Smcerely yours s

Norman J. Latker
Patent Counsel

Enclosure
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PRESENTATION BEFDRE
SOCIETY OF UNIVERSITY PATENT mmsmmns
' 'I'HIRD ANUAL NEETING
MONDAY
FEBRUARY 6, 1973
A‘I‘LANTA GEORGIA
BY

. NORMAN J. LATKER
Patent Counsel - .
Deparment of Health Educa’c:.cm, and Welfare

Selecting a topic for presentation for this occasion has been
particularly difficult.. Why:seems clear when looking at the churning.
policy pronouncements emanating from different focal points in
Washington: :

For example, note the -following'statements from the State of the
Union Address and Assistant Attorney General Shenefield in his recent
testimony before the Nelson hearings on Goversment Patent Policy

In the State of the Union Address the President indicated:

'We should rely on the private sector to lead the

economic expansion and to. create:new jo‘bs for a
growing labor force."

FPurther, . -
"We neéd=to realize that there.is a limit to- the role
and function of Govermment ... Govermment.cammot

+ eliminate poverty, reduce inflation, save our cities,
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cure il]‘."iééfacy, prd\fide ehé}gir, .01' nandate goodness.

. Only a true partnerslup between Government and the
people can hope to reach these goals. Those who i
govern can scmetmes 1nsp1re and we can identify
needs and marshal resources but we cannot be the
managers of everything and everybody."
Later he mdlcated that‘ ' T
"Private buamess not the Gmrenment, must lead an
effort toward economic -expansion.™
He suggested that this would be accomplished through at-least:
" "styong additional incentives -for businélss investment
through additional cuts in corporate tax rates and
+*improvemerits ‘in the investment ‘tax .credit." -..:-
' (Govermment fimded:patents not listed.}"
Th addition to ‘the comments from the State of. the Union Address,
- the President has indicated himself on many occcasions a foe of needless
‘ruies, regulations and -paperwork.. = .- .
Now consider. from his presentation before .Senator ‘Nelson how

Mr. - Shenefield would implement these concepts:-

In the main he would as a general policy retain ownership. of all
inventions generated with Government:funding.- . In. support:of this
policy he indicatesvthat he is: = .. w0 . . oo '

“Mnot aware of ‘any convincing showing that exclusive

rights in Govermment-financed inventions need be granted

to contractors in order to induce them to accept
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“.. -Government RED contracts, which themselves confer manyl
‘benefits beyond the simple’ Gontract price.’-
- Purther, Mr. Shenbfield indicites: =~
“MA figjor Tationale for a 'license™ policy’is‘allegedly ~ © -
to facilitate commercialization 'of thesé inventions:
Wé-do not believe “that-a fictisl basis éxists for the -

belief. In fact, we'do believe-that available evidence

is to the contrary.” (Emphasis-added.y "

“It is doubtful that theré is a single member of this Seciety who
*has operatéd in the area of Govermment patent policy who would agree
with Mr. Shenefield's statements as being genérailj'r'-‘at:cﬁrafe.-" In fact,
those of you with 'the greatést operating exp‘erien'cé*wmld deein them to
be in direct conﬂ:u::t With' fa.ct anda ‘denial of your very’eXistence:
But’ more :lmportant - how can it be Tedscniably argtied 1_ha1: Mri -Shenefield's
" philosophy will lead to the kind of ‘partnership with"thé_private ‘sector
leﬁding t0 economic ex;pansion and elimination‘of néedless iules,
regulations and paperwork emvisioned by the Président. The snswer to
most would- seem'obvious “ the implementation contradicts the godls:
: 'espoused I additien to Mr. Shénefield’s: position,” there is'a g‘romng
indicatici’ emerging’ at PHEW that elemehts ofthe Départment’ support:’
. the Shenefield position at least 'in sitﬁétioﬁs'i.mr’dlving'i:aSé'—b?icas'e
waiver reqiésts; thus'adding to my personal éoncern in determining

the direction 'of policies in this drea.™ ' ™" 7
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My office had made available to all the members of the Society
the December 9, 1977 press release by Senator Nelson announcing his
intent to conduct hearings on Govermment patent policy.-on December 19-21,
1977. The_ release and 'l;he witness Jist indicated that the hearings
would result only in a conclusion.supporting Government ownership of
inventions. generated with its funding .(and of _cour_s.e'the)_r did}. One
would vonder then why the hearings were necessary if a conclusicn on
its findings had already been.reached? . .

It -is clear both from the release and the-testimony that Senator
'Nelson'was well aware of the progress that was being made: toward _.policies
mﬁ'mred and supported by, this Society and, -in particular, their
adoption in the form of H. R. 8396 (the Thornton-Bill).. It is also-
clear from the release and. the testimony that:.it-was the intent of

.- these hearings ‘to undermine .this progress. If it can be said that-an
. organization is known by its.enemies, you are indeed .confronted by
an array of powerful ind.i;ridual;s.
. When reviewing the testimony of these individua;s, it is evident
that the .ph_ilosc_tphy of Gavermment ownership is primarily.supported.
. by one.single. argument -.that ownership in the contractor of Govermment
-financed inventions is anti-competitive, as it premotes .industrial.
concentration. I-believe objective review indicates otherwise. . ‘

A strong argument can be made that allowing contractors and ...

grantees to Tetain patent rights will tend to promote:competition,..
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whereas if the ‘Government adopts d policy of normally dedicating the
invention to the public or licéﬂsing‘-on ‘a nonexclusive basis,:
concentration and monopoly will be enhanced. The proposition that
title in the contractor can-lead to ;:oncentration is very much -~ -
dependent upcn the assumption of a competitive marketplace in which
all ¢oncetris start with equal capacities. :In fact, many industries

are ¢urrently oligarchial in'structure and do not fit the model ' -

"of pure competition. When this is the case, the retentiom of rights

in the Goverrment and a policy of nonexclusive dedicaltion-or licensing
tends to serve the interests of the dominant fimms for wham patent
rights are not normelly a factor in maintaining deminamce. - Rather, -
control of resources, extensive marketing.and distribution systems, . -
and superior financial rescurces are more important factors in
maintaining dominance and- preventing entry of new firms and ideas.

It is important to note that dominant firmms may wéll be: foreign based
and dominate ‘dué to subsidization by their govermments, making the
inadequiacigs of a policy of normally licensing on a nonexclusive basis

or dedicating even more proncumiced. MNo one should agree that:the

" Government should be conducting RED and permitting the results to enure

to the benefit of foreign govermments willing to subsidize development
of ideas placed into the public domain by our Govermment to the detriment
of cur own gconaiy. -

. On.the other hand,’ smaller firms in.an industry and firms requiring

pre-market clearance by the Govermment must by necessity rely on a
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proprietary.position :in new innovations.and products.in order to .
_protect their investment in foreign and domestic markets.- Thus,
patent rights tend to be a.much.more significant factor affecting..
their investment decisions. They may need the exclusivity of :patent
rights to offset the probability. that a successful -innovation.wiill
lead to copying.by.a dominant. firm which, would spon‘undgz:c_:ut-_thei_r- .
position through marketing, financing; and other commercial . techniques.
Accordingly, nonexclusive licensing br dedication may in-fact be anti-
-'cun'petitiv_e, since it encourages the status quo by disceuraging
promotion of innovations which _ﬂisplace o0ld technoiogy. Also, it.is
clear that the Goverrment can:determine with whom.it wishes to contract
and rule out contracts to.fims it deems to be dominant if deemed . .
appropriate.-,-;;‘ ; -
Rurther, there is-a growing mmber of experts in the field of-
s anti-trust law:'that question.the thesis that oligopolies are per se
anti-competitive. - There seems to be no.question that some industries
-ldominated by. oligopolies are ‘as competitive and efficient as.would
be expected if otherwise occupied by a.large mmber of _small-l firms.
: Some examples noted by experts are the auto, steel and cereal i_ndustries.
.+To extend this doubtful thesis into the. area of Goverrment patent . .
. policy appears to-be a case of :overreaching on the part of the anti-
trust division. This overreaching is further evidenced by indications
- that anti-trust persomnel view patents as monopelies.: l
The -classic definition of monopoly ‘involves'a group.of individuals

who join to take away something that exists in nature and was susceptible
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. to ownership by everyone. Patents; to the contrary, cover.embodiments
of novel ideas that never existed and, therefore, camnot be presumed
to" take:anything from the public, but‘are in fact-enlarging the -.i
alternative products available to the public. This:is. supported by
some case law holding that conéentration based on i.nter!?al scientific
research and development is 'not‘an anti-trust .wviolation.. - '

- Review of the: Nelson téstimony and.the knowledge that-that forum
was denied to many who miglit‘have brought ithe problems of this:area
into clearer focus rveminded me of the:following: observation by

© Edmnd Burke: -

- "Becatse half-a-dozen grasshoppers under:a fern make the’
field ring with:'their importunate: chink, whilst -
thousands of great cattle, repose.beneath the:shadow . .-

“'of the British-0ak, chew'the cud and:are silent; pray: -

- do not"'.-imagine ‘that those who make the noise are:the = - :

“ only inhabitants in the:field.' :

1'm delighted to know that the members of the Society:made-an. -
‘extra effort to indicate that they will not remain silent and are.:
"inhabitants in-the field.!'. From the mmber of copies: of:letters

"received in my officein opposition to the ideology. expressed.in Senator

" “Nelson's press’ release. and ' the media'a: apathy to.Senator Nelsca's

~indignant remarks indicate that the public may have moved past the
time when a simplistic cry of Govermment "'give-away' generates the

knee-jerk reaction characteristic of.the 1960's. " : -
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While it: is clear that }tl'-ne ‘Nelson hearings have provided by their |
abrasive and-bias nature an unexpected ability and sincere.desire on
the part of .many to both explain and listen to the patent philosophy !
shared by this Society, I must advise that some policymakers less. :

" sophisticated with the stakes imvolved have indicated:a degree of .-

temerity about proceeding in clarifying-the area.

These Z-."stakes'.' were more dramatically spelled out in Semator
Nelson's press release than 1 ever could hope to. explain. Senator
Nelson is probably correct in indicating that the Govermment is now
funding two-thirds of the country's reseamﬁ. He does not explain that
this-is in many situations ;'seed money" that 'ggnerates jdeas and
:i.m“en_‘l‘.iors.‘..vdlich'nms‘i:-*-he. developed at_privﬁte expense or left
irﬂefinitely-'uﬁdeveloped. He :then contiﬁxes that on the basis of

Govermment: funding of those ideas. and jinventions they should be

Government owned. Now presuming that the percemtage of Government
fupding increases to 70, BO,'lor even ultimately 100% and we are '
correct in maintaiming that patent rights are a primary factor in
obtaining commitment of private resources.for development of Govermment
funded inventions, does not the Goverrment then control whether most
new ideas are developed.or not? TIs not the control of development of
all ideas the ultimate regulation and supports Heary Ford II's recent
admonition that the Govermn'ent's growiné web of industrial regulations
is- fa.st-bri_nging us to a point where onl_y the largest companies can

survive? Was it the intention. of the framers of .the Constitution ..



;f.h'at the patent .system‘ they ge;leraied wou.ld._d_isappear because it is
té:ucherl by Govermjé_n_t ftmding? How does Senator Nelson envision that
cur industry will protect itself from foreign competition in new areas
of high technology, an area which now positively and heavily contributes
to our balance of payments?

Senator Nelscn, admitting tha.t while there may be an "occasional
situation where commercial use and exploitation of worthwhile imventions
is discouraged by the need for a substantial investment in ‘. promotion,
development and experimental work, with the attendan't risk of:loss,"
indicat;és'that rather than surrendering any .éxclpsive.x:ig-ht..s in exchange
for this work supports the thesis that "_thc-,j_(;ovenmiem_: should.finance
such operatiéh, in whole or in :paxt, to demonstrate of prove the
commercial value of 1j.ﬁe invention." ‘

. If such’a policy were to .bec':ome effective either administratively
or through law, it seems clear that the industrial sectof's effectiveness
in sex-xsirié"the needs of oulr sociei:y in introducing new technology
to meet such needs would be severely impacted, starting our country

down a lopg road to mediocrity. -

; 32-835 O =78 - 37
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. UNITEDR STATES OF AMERICA
| GEMERAL SERVICES ADM!N'STR'AT|ON
Federal Supply Serviee
Washington, DC 20408

July 23, 1976
[ ]

Dea¥ Sir:’

This proposed amendment 0f the TFederal-Procurement Regulations
{FPR) which is enclosed is forwarded to yvou for consideration
‘in your: capacity as a member. of. the Interagency Procurenent - B
Policy Committee. :

The pfoposél COncéihs'Subpart 1-8.1, ?atents,'and'involQes"“
the addition of provisicons dealing with Institutional Patent
Agreements with educatinnal and-other nonprofit irnstitutions -

_ having a technology transfer proa;am ﬂeetlng speclfled

criteria.

A, ad'hoc subcommittee of. the Committee .on Government. Patent

Polzcy developed the proposal and it has the approval of the
full Committee. -

In view of the actlon by the Committee, it is now appropriate

“to solidit formal’ aqency views., It would be desirable, of:
" gourse, for your agency s patent counsel to be 1nvolved in
- this matter. '+ i : S

I would like to receive your views on_ the proposal, .in
duplicate, by September 18, 1976. Questions should he
directed to Mr. Norman Latker (496-7056).

Sincerely,

e L
.

C oty

PHILIP G. READ
Dirzctor of Federal Precursment Regulations

<

Enclosure

Keep Freedom in Four Fu-ure With U5, Savings Bonds
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. -Printing Job 76-11193 Attn: Ms. Kemp rm. 2662
) ' FPR-D List t5s of T-T1-783
FCOR NEW ADDRESSCOGRAPH PLATES - PLEASE DEBTROY ALL OLD FPR-D
. L . ADDRESSOGRAPH PLATES
INTERAGENCY PROCURIMENT POLICY COXMITTEER . o

Addressee Distributional copies reguired

n i 18 copies

Ageney for_ Internati
Washington, DC 20532% " 77

: Mr. George C. Krapp

B! i Acting Ditector, Cffice of Qperaticns o 20 Copies

: Department of 4griculture ) : -
Washington, DC 20250 ’ - :

“Mr. fubrey T. Chzson . B o R
" Chief, Procurement Magagesment Staif 2 capies

Office of Logistics T .

Central Ipteiligsnce Agency

Washingten, DC 20305

Mr. George Merlino :

Baputy Diraecier for Program Develcpment - 10 copies
ffice of héministracive Services :
Departwent of Commerce

Washington, DC . 20230

Colonel Thomas F. Blake, Jr., U.S5.A.F. :

Chairman, ASPR Committee ] 25 copies
‘048D (Installations & Loglstics) : ;
Department of Defense | . L .o s |
Wasaingzon, DC 20301 ’

. Mickael J. Tashiisn

Diractor of Procurement 10 copies-
i Enargy Reszarch and Developument Admiristratien o
Weshington, DG 20545 .

Mr, Williem E. Machis .
Director, Contracts Manzgement Divisien (PM 214) 3 copies
Environmental Protection Agency : : " :
Wechington, DC 20460

1 Mr. Keaneth A. Gerdon

Chief, Procurement Division . 1 copy
Tederal Co rMcaricons Commission o :
Washingten, DC 20554 e
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“ Addressee SR o ) Distriﬁutiéhal‘cogié:s required '

~Mr., William B. Fergusoo

Director of Procurement
Federal Emergy Administration . o
YWeshingion, DC 2046] . - i
J

2 copies

Mr. Paul Shmnitzer

Associate Genaral Counsel 5 copies
General Aceounting Office

Washington, DC 20548

Mr. Murray Weinstein

Director, Division of Procurement

Policy & Regulations Developient

Office of Grents & Procurement Management
Department of Hezlth, Education, snd Welfare =
- ¥ashington, DC 20201

50 copies

Mr. ’Thc nas Whirtleton

Director, Offige of Procurement and Coprracts

'lapr::tze'lt of Housing and Urban Develo_ zent
Washington, DC 20410

12 copies

Mr, James E. Johmson

Asegistant Ditecter for Procurszment - '~ 25 coples
Office of Mansgement Services

Department of Interior

Washingion, DC 20240

Mr. Willizm H. O0'Denoghue

Chief, Adm. Frograms Section 16 copies
O;IJ.CE oI Mzpagement & Finance

Department of Justice

Washington, DC 20330

Mr, W. W. Buéson, Diractor

Grants & Contracts Management Division

Law Enforcement Assistance AdminiscreTion . ;

Department of Justice i i

Washington, DC 20531 . : ) i
; |

2 coples ; i

Mr. Theodore Goldberg . . . ) ' :
Assistant Directoer, Grant, Procurement & ADP Mgme. Policy i
Lepertment of Labor 6 copies
Washizgton, DC 20210

¥r. Floyd D. Hedrick . ‘ §
Chief, Procuremant and Supply Division Z copies T !
inistracive Dapariment §
ibrary of Congress ’ ‘ ;
zshingron, DC 20340 . .o . . . o

.». I“ x>
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_ Addr ssee quired
3 . essee : Distributional \.opies requlred

wr. Léroy J. Heugh

sistant sdministrdror for Regulations
gfiice of Federal Frocursment Policy
0ffice of »amegement and Budget
Washington, BC 20503 . -

3 copies

Mackey, Jr.’
ministrator for Frocurement
ronautics and Space A¢ministration

”mn

Deputy A
Nzticnal A
‘-asnmga.on , DC 205486

7 copies

Mr. Leonard A. Redecke

Geniracts hdministrator .
Centracts Branch & copies
Craznts and Contracts Office :

Nztionmal Science Foundatiom

washington, DC 20550

My. Téward Taluman

Director, Pivision ef Ceniracts
U.5. Nuclezr Regulatory Cemmission
Wzshingten, DC 20335

-2 coples

Mz. Thes
Secretary ) _ 5.copies

hssistant to the Governor ’

Canal Zope Government

Fapama Canal Company o .

washington, DC 20004 . . .

Wr, Eungene keller

Aseistant for Procuremant Policy (rm. 1312)

Procurement & Supply Department ) 3 copies
U.S. Postal Service ’ T
Washington, DC 20250

Mr, K. FicDarmott ;
Dlrecnor, 04. {ice of Procurepent Assistance )
cmsll Business administration

Washington, DC 20416

5 copies

Mr, Harry P. Barton

Director, Ofiice of Supply Services B 2 copies
Smithsopian Institution

Weshington, DO 20024
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47 Addressée

Distributional ¢opies'required

,
Mr. Barry M. Hite .
Supply Mapagewent. Represantative 5. copies
Sup. & Trzos. Division

State inpex 6, Rm. 532

Bepariwent of State.

Washinpron, DC 20520

Mx. Barnett M. Ancelaitz 6 copies

Directer of Installations & Leogistics
Department of Transportariocn
Washington, DC-- 20390

4

Ir. Thomas P. Q'Malley

ceistant Director, Cffice of Administr
rocurement and ‘Personal Freperty Mena
ment of the Trezsury :
shingiteon, BC 20220

at
gement

IRV

1.

ive Progreams

15 copie;

Hr. Walter L. Baumann

Acsistent General Counsel

U.8. Arps Control end Diszrmament Zgency
Washingten, DC 20451 - -

.2 copies

Mr. James T. McIluee . .
Chief, Comtract and ‘Procurement Division
U.8 Information Agency ’

Washington, DC 20547

10 copies

r. &4.G. Vetrzar

rocurement POlicy Specialist:
eterans Adzmizistration
Washingten, DC 20420

<4t

-0 copies‘

Mr. B. Robert Ferlstein

Chief, Procurement Branch

Pepeion penefit Guararnty Corporation
2020 ¥ Street, N.W. rm. 6200
Washington, DC 20006

1 copy i
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UNITED STATES-QE A.M'.ERICA -
GENERAL SERVICES: ADMINISTRATION,
: R " Federal Supply Service
nUG 8 1976 Washington, D.C. 20406

IDENTICAL LETTERS SENT TO AN- INDUSTRY LISTING . THAT WAS
SPECIALLY DEVELOPED FOR THIS PROPGSAI.- (FE‘R AMENDMENT)
(CCPY OF ADDRESSEES ATTACEED) '

Mr. Hell Mulcahy e PATENT BRANCH, OGC

Pharmaceutical Manufacturers Associaticn ' DHEW
1155 -~ 15th Street, N.W.
Washingten, B.C. 28005 - " " L - AUG4 1976

Dear Mr. Mulcahy: -

The Federal Frocurement Regulations (FPR} are prescribed by
GSA and are applicable to the procurements of civilian
executive agencies, The entire regulation is republished
annually by the 0ffice-of the Federal Register in a paper-
bhack volume (ckapter Y, Title 41 che o‘ Feaexal Regulations).

A proposed amendment concarninq patents has been Gaveloped
{copy enclosed) which we -would like to bring to your attention.
The propogsal concerns Subpart 1-%,1, Patents, and involves

the additlion of provisions dealing with Institutional Patent
Agreements wilth educatlonal and other nonprofit institutions
hagingin technology txanafe: program reetinq speci!ied
critoria,

An ad hoc subcommittea of the Committee on: Covernrent Patent
Policy, FPederal Council for Seience and Technology, developed
the proposal, and it has the approval of the full Committee.

If this is a matter of interest to your organization, I
would appreciate your views on the propesal, in duplicate,
by Cotober B, 1976. Questions should be directed to

Mr. Norman Latker, Patent Councll, Wesatwood Building,
Room 5AG3, ¢/o iHational Institutes of Lealth. Eﬂthesda,
Haryland zouu (301/496-7056) .

Sincaraly, :
Philip €. Bead copies to lﬁ?. Norman Latker
{Signed) ’ o ) Mr " 0. A. Newman

?HIL_IP G. READR
Director of Federal Procurement Regulations

2 Enclosures

Keep Freedom in Your Future With 1[5, Savings Bonds




1580

Mr. Sheldon Sternback -
American Council: for Educatlon
1 Dupent Circle :
Washington, D.C. 20036

Mr..Reagan 3. Scurlock

National Assoeiation of Colleqe and
University Business Officers-

1 Dupont Circle

Washington, D.C. 20036

Mr. Philip A. Hutchinson, Jx,
Director, Governmental Affairs
American Institute of Architects
1725 New York Avenue, N.W.
Washingten, D. C. 20006

Mr. Rebert D. Rowland, Chairman
Committee on Contract Adminisgtration
American Society of Civil Englneers
4099 Derry Street : -
Harrlsburg, Pennsylvanla l?lll

HMr. Bruce T.zwallace [
Secretary,. National Association
of Surety Bonrd Producers

83 Maiden Lane

New .York, New York 10038

National Institute of
Government. Purchasing

1001 Connecticut Avenue, N. W
Wash;ngton, :D. c. 20036

Mr. John F. Maqnotti, Jr.
Executive Vice President

The National Council of
Professional Services Firms
Suite 1001 o

1700 Pennsylvan;a Avenue, N.W.
Washington, D.C. 20006
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VADM J. M. Lyle, USN (Ret.)-
President, Naticnal Securlty
Industrial Assoc;atlon
Suite 700

740 -~ 15th Street, N.W.
Washington, D.C. 20005

Mr. Herman Dlrector

Chief Economist™

Federal. Contracts Director

Natiocnal Small Business Assoc1at10n
1225 - }9%th Street, N.W., .
Washington, b.C. 20036

Mr, Raymond J., Woocdrow
Special Studies

Society of University Patent
Administrators’

Princeton University

P. O. Box 36

Princeton, New Jersey 08540 °

Mr. Jean A. Caffiaux
Executive Secretary
Council of Defense and
. Bpace Industry Associations
7th Floor
1725 DeSales Street, N.W.
Washington, D.C. 20036

Mr, Larry N. Spiller
Assistant Director
Consulting Engineers Council
1155 - 15th Street, N.W.
Washington, D.C. 20005

Mr. Karl G. Harr, Jr.

President

Aercspace Industries Assowiation
1725 DeSales Street, N.W.
Washington, D.C. 20036
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Mr. Frank. Roenay. -

Secretary, Motor Vahlcle Manufacturers
Association Defense Committee, and
Manager, Defense Liaison Departinent
Motor Vehicle Manufacturers Asseciation
1909 K Street, N.W.,. Sumte 300
Washington, D.C. 20006

Mr. J. Thomas Rouland
Executive Director. .
_Federal. Bar. Assoclatlon
1815 H Street, N.W.. e
Washington, .D.C. 20006

Mr. v, J. adduci

President T
Electronic: Industries Assoclation
2001 Eve Street, N.W.

Washington, D.C. 20037;

Maj. Gen. Robert E. .Lee, USAF (Het.)
President, National Aercspace
Services Association.

1501 Wilson. Boulévaird.

Arlzngton, Virginla 22209




LOBG

Mr. George Lawrence

Executive Vice Presmdent

Scientific Apparatus. Makers Assocmathn
1140 Connecticut Averne, M. W. R
Washington, D.Ci 20036

© Mr. Neil Mulcahy :
Pharmaceutical Manufactur-rs Assoclatlon.
1155 - 15th: Street, :N.W. -
Washington, D.C.: 20005

Mr. Lewis A. Shattuck R
Executive Vice President.:
Smaller Business Association-.
of New England,.Inc.

69 Hickory Drive ’
Waltham, Massachusetts 02154

Mr, Eben 8. Tisdale
Government Affairs Manager
Western Electronic ..
Manufacturers’ Assoclation
P.O. Box 11036

Pale Alto, Callfornla 94306

American Marketing Aseociation
230 North Michigan Avenue
Chicago, Illinois 606061

My, James F. Steiner
U.8: Chamber of Commerce
1615 H Street; N.W..-
Washington, D.C.. 20006

American Pharmaceutical Aseeciatien
. 2215 Constitution Avenue, .N. W.
Washington, D c -20037. .

National Asscciation of Small
Business Investment Companies
537 Washington Building
Washington, D.C. - 20005
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Mg. Patricia McGulis: -
National Association.of .

*“Blue’Shield.Plans-

1730 Pennsylvania Avenue, H.W.
Washlngton, D.C.o- 20006

) National Association of State Unlversitles
" and Land ‘Giant- Colleges

1785 Massachusetta Avenus, N.W..
Washington; D.C. 20036" :

Mr. Jerry Elswitt .

Federal Contracts Report
1231 = 25th-Street, N:.W, -
washington, D.C. 20037 -

Miss Charlotie Gauer

Executive. Dirsctor

American Patent Law Assoclation .
Suite 203, Bu11&1ng 1 -
. Crystal Plaza :
Arlington, Virginia 22202~ -

Mr. Doug Sanders

Government Contractk: Service
733 N.. Dodsworth Avenue:~
Covina, California 91724

Dr. Stephan T. Quigley:
American Chemical Society
1155 « L6th Street, N.W.
Washington; D.C. 20006

Mr. James M. Sprouse

Exacutive Director- . ’
‘Associated General. Contractors of America
1857 E Street; N.W.
. Washington, D.C. 20006
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Mr. Charles N. Stewart

President -

Machinery & Allied Products Institute
1200 - 18th Street, N.W.

Washington, D.C. 20036

Mr. Reynold Bennett

Naticnal Association of Manufacturers
277 Park Avenue .

New York, New York 10017

Lt. Gen., A. T. McNamara, USA (Ret.)
- Executive Vice President )
Defense Supply Association:

1026 = 17th Street, N.W.
Washington, D.C. 20036

Gilbert A. Guneo, Esquire

FPR Liaison Committees

American Bar Association

.1625 K Street, N.W. :
", Washington, D.C, . 20006

Mr. Edward Gallagher ' i
ABA Committee on Changes in
Form of Government Contracts
Suite 500 =~ Federal Bar Building
1815 H Street, N.W.

Washington, D.C. 2006

Mr, Charles- Kidd
Executive Secretary

1 Dupont Circle
Washington, D.C. 20036

Mr. Richard L. Seggel

Senior Professional Assistant
Institute of Medicine ' :
National Academy of Sc1ences
2101 Constitutlon Avenue.’
Washington, D.C. 20418

Mr. Joseph Keyes

General Counsel

Association of american Medieal Colleges
1 pupont Circle

Washington, D.C. 20036

Mr. William fulkerson
Director of Federal Programs
American Association of State
Colleges and. Universities

1 Dupont Circle

Washington, D.C. 20036
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Mr, John Brenn-m
Director of Patent Adwin.

. Forsyeh Dental Center

140 Fenway.
Boston, Massachusetts 02115

"¢, Chester Stock, Ph, u.,

Yice President :

$lcan Ketrering Inseitute. for
Cancer Researth :

41D Easc 63ch Strest

fFew. York, New York 10021

Mr. Wallace €, Treibel

27 Administration Building.
University -of Washington S
Seatcle, "washington 98195

Mr. Joseph D. Hana
Vice Pre 1uem K ri:‘nance

Washington State University

- Pullman, Washi_rAg;on 49163

Mr. Howard W. EBrooer

Patent Counsel . .

wisconsin Alubmi Research Found.
Post Office Bex 2037

Madisen, Wisconsin 53701

Dr. Hilary Koprowski

Di:ccc
2 Wistar nstinu:
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Asgistant Vice Fresident
for Research
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Director
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Mr. Eugene H. Cohen

Vice President for
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Technelag:
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Dr. David Pramep

The Regearch Couneil
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Rutgers University =
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Mr. Urban H, Faubfon

Patent Counsel .
stanford Research Institute .
Menlo Park, Czlifornia 94025

Mr. Niels J, Reimers

HManzper, Technology Licensing
Stanford University ’
Stanford, California 94305

Hr, €. W. Martin
2045 Annex .
University of Ucal
Salt Lake City, Ueah 84112 -

Mr, Nicholas Hobbs

Provost

Vanderbilt University T
Nashville, Tennessee 17203

He. Frank J. DeSantis
Research Adwinistrator
Harbor General m.umm»nmu.
1124 Yest Carsen SCreet
Torrance, California 90502

Dtr. Lynne L. Merritt, Jr.
Vice~-President .
Bryan Hall

Indiana University
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Director and Exec. Viee Pres.
The ‘New-York Blood Center
310 Easg.67th Screet

New York, New York 10021

mmzmnmr.m"mnn.z.u.
Drector - .
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LoBY

UNITED STATES OF AMERIGA: _
GENERAL SERVIGES ADMINISTRATION.: |
Faderal Supply Sérvice
: o S  Waitisgton, BC. 20405
o | LT
e S PATCT BRANCH, OB -

TR )

Mg, Nerman Latker . - ]
Patent Council - NV 33EE ’
Wastwoud: Building, Room. 5403 o R S
‘Haticnal Institutes. of Haalth ’ S )
Bethnsda, Maryland 20014-

-

Daac i tather: i : T
The Eesponses tecelved from agengies and: induatry on: your

proposed. amendment to Subpart 1-9,1, Patentsw of the

Peﬂeral Procuremant negulations ragarding. inatitutional

-patent: agteements are. farwvarded, as: requesned, fur your

evaluation and: usae- in preparing a revised propasal.

Sincérely. ‘ o .

_ PHILIF. G. READ ‘
Director .0 Federal Proaursasnt Regularlons

Enclosures

Keep: Freedom in. Tous Fiittirs WU 5, Sabinge-Boady:

82=535 O - 78 - 38




1590

RESPONSES RECEIVED BY AGENCIES AND INDUSTRY ON PROPOSED
AMENDMENT TO SUBPART: 1-9.1, -PATENTS, -OF THE FEDERAL

- PROCUREMENT REGULATIONS

: Agehcx
b/’ - . R .
National Aeronautics and Space Adm.
Department of Defense
Department .of Housing and Urban Developmt.
Department of the Treasury
Small Business Administration
0.8, Infoermatioh ‘Agency
Depactment of Justice, Civil DlVlSiOh
+"Agency for International Development —
L"Department of the Interior
L~Oepartment of the Interior, Office
of the Sclicitor
Library of Congress.
eterans Administration:
anama Canal Company-
t~Energy Research & Development Adm.
{-Department. of Justice |
ﬁggpartment of Agriculture
epartment of State
wFederal Communications - Commission - -
epartment of Transportation
(A .

Industry

j”ﬁ:l.ch:.gan Technologlical University
b’hnlversity of Minnesota.
b/New York University.
Cornell .University
&~ Colorade State University
i~The University of Connecticut
ggﬁgerican Patent Law Asscciation
"The University of Georgila
#Purdue Research Foundation
L~3ociety of University Patent Adm,
Uf’The Pennsylvania State University
National Assoc. of College & University
L/,Busxness Officers
l/Bl'mx:rna(:er.lt1c:al Manufacturers Assoc.
Aerogpace Industriles Association of

i Regearch Tiiangle: Instltute
a;ﬁggnford Univérsity
¢

t’/ﬁpunc11 of Defense & Spate Industry Assoc.
h .

e University of Rochester

Date

9/27/76

9728776

9/17/76

9/21/76
"9/17/76"

9/21/76

9/17/76

j9/17/76 »
- -No date
8/3/76

9/13/76

9/21/76 =~

9/20/76

< 9/20/76

9/171/76

7'9/21/7&

9/15/76
8/25/76

' 11/1/76

10/21/76
16/7/76
10/7/76
10/8/76
10/7/76
10/5/76

10/21/76"

10/5/76
10/6/76
10/5/76

10/1/76

9/28/76

9/29/76
9/21/78

9/23/76
9/10/76
9/8/76 -
9/14/76
8/31/76

Noy

9. 976
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Indistry gcontinued‘ . _ Date ::
tgers ’ : .3/10/75

rican -Patent Law Association - B/4/76 !——ﬁ“ﬂrﬁ*
E;ﬁ?gconSLn Alumni Research Foundation L 9/17/76
lifornia. Institute of ‘Technology B/17/76. .
nxverslty of California . " 8/le/76.
LEmerican Society of Civil Engineers. 8/18/76
Construction Division
Y Washingten University, St. Louis 8/17/76
ssachusetts Institute of Technology 8/13/76
;;ﬁgivetsity of Virginia ) 9/22/76"
'chigan State Universaty : 8/17/176
essiby—siRootestery—Hodloak-Chima——R/31/76. ok -
i Battelle Memorial Institute . - vt o 10/4/76
VU bed Shte; Goietn] fecuo iy ofFic /e
: Vf:;ft‘-r ach Cus o rand /‘-"//7&-
. /QN’/«/ //)o-’.f,-'y z:"f/A/_c., é.g/’/z/?"
N AT I A L E
7 /o/f 7;

—

;‘M
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B =

“’Mational Aeronautics-and L .
SgaceAdmlnlslraan P .

Nashington, D.C.
20546

: js{p_ 2T 1_97’6*-;'

Mr.. hil:'.p G+ Read: :

pirectoer of Federal ErocurEmenl: Regulnui.ona
Federal Supply: Service

‘General Services Administration

. Washington, DG 20406

Dear Mr./ﬁ-ﬂr( @‘LQ

Tl:\:r.a ‘ig in reésponsae- to your lettar of” July 23, 19763 requesting -our
comments. o a propoged amendment to Subpart -I-#,1, Patents, of' the.
Federal Procurement Regulations, which iavolves the addition of .
provisions cencerning Institutional Patent Agreements ﬂith ady
cationgl and- ol:her nonproflt J.nSta.tucionB.

Although fre have no objection to the propesed- Institutional Patent.
':‘greement for. use by other agencles, when appropriate, it is not
applicable to NASA because of ouT statutory patent reduirements and
the patent waiver policies developed thercurder. NASA could, howeves,.
give consideration to any qualifying institution under an: Institutional’
Patent. Agreement when Teviewing patent walvern requests..

We appreciate -the: opportunity to commeént on t-he'-prnposed'aménﬂhent to
the Federal Procuremesnt Regulations:,

Sincerely;,.
J. 0°Nail Mackey, Jvi

Deputy Assistant A(hn:l.m.sl:ratoz'
for Procuroment:




lous

)

QFFICE ‘OF THE ASSISTANT SECRETARY OF DEFENSE
WASHINGTON, 0. €. 20161

INSTALIATIONS AND LOBISTIE

.7 28 September.1976

Mr, Philip G. Read

Director of Federal Procuremegni Regmtions
General Services Administration

Washington, D. ¢, 2046

Dear Mr. Read: .
This will seknowlsdga your lebber of 23 July 1976 requesting comments on 4
the proposed amendment of Subpart 1-9e1 relat:.ng to Institutional Patent ;
Agreemanks.

Attached for your evaiuatlon and cemsideratlion ds the Patenbs Subcommibtes .
report of 9 September 1976 on bhe proposed amendment. This repors is conw
sidered self-explanatory and concludes Lnat the proposed Inztitubtional
Pabent Agreoemenks coverage is approprizbe for Inclusion in ASPR with the
attached, suggesbed edltorial changess

Sincerely; .

=

HOMAS F. BESIED
Colonel, USAR .
Chairmen, ASPR Committee

»

Attachment, - BN i
as sbated L o : L ’ H
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: proposed. smendmens. to Subpart. 1-9.1 and has prepm:eu
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DEPARTMENT OF THE NAVY
OFFICE OF NAVAL RESEARGH

. T - 303:REGem;
\ . . 9 Sep 1976: .

mww*na\: FOR CHA‘L’R}SA‘!. ASER COMHIT}.‘EE
SUBJECT: ASPR Case 76-120, Iustir.uti.onal Patent As:eement:s
I. f’ROBLEH'

To roview the proposed .amendwent to Subpart 1-0.1 of the

Federal Procurement Regulations ralating to Iastitutional I’al:em;
Agraenents and provide the ASPR Comailctee wikh comments theredn:

" togother with a p"opcsed letter to the Gene:al Setvices Mmtmsts:ation

(GSA.) for. the Chairman's: signature.

. IT.. RECOMENDATION

I. The Institutional Patant Agreemanl: pl‘Ode‘Pd By GBA ‘l‘s

-‘apnrop:ia.t:e in.concept for icelusion-in ASER.

2, Before Incorporating the- Insuitutionat Eacent: Agrer_-mnu inte;
£ 'J.&, ]p'UJ! a.nou..u, WELI. unu.l freE e ﬂuS u:n.u:.\‘&u 6-:. LT

of the p;opoaed ameéndnent..

. 3, Uken a2 fioal \rersinn has baen prepa!:ed Top. reprasgntativés
‘should meat with ¢S4 representatives to coordipate thé incorporaticn
of tha Institutionzl Patent Agreement into ASTR, ) Tle procediares -
for the use of Institutiomal Patent Agreemonts as sat £orch i the
proposed amendment ‘te Subpart 1-9.1 will posaibly have. o be revised
somewhat be fora-incorporation Into ASPR to vefleet the. DOD-organizational
structure and to acconmodate DOD couracting procedurﬂs-

4. Coertain editorial changes should be made in the p:oposei -
Institutfonal Pdatent Azroement :to elinminabe anbiguitips and: typo=
graphleal errovs chevein ae well as to enhance -the rveadabildiy themofh
Such changes will also shorten cextaln portions of the proposed L
institytional Patent Agreement. These editorilal-changes aze iliustratad
in TAB A .

III. DISCHSSION:

- 1. The Subcosmitiee considers Institutional Patent Agreements
to b appropriate for use in DOD eyntracts and can visuallze .go
problems of an: unuswal nature. that might acise from their use. The
propescd Institutional Batent Agreement h cangept: is. considered bo
be oouad,

(m//('mwz? e w{(.‘o.rfj&)’zd Kf-/e—xm’:'c/ Py r‘{cm/mfu

ARLINGTON VIRGINIA 222Y7 1 HEPLY REFCR 1S

Fi
o
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S . . - - - 303:RTC:8m

SUBJECT: ASPR Case 76-120 Institutional Patent' Agreements

. 2. The procedures or instructional material in ASPR for
Incorporating Inscitutionszl. Patent Agreemeuts lote LOD contracts
may have. to.agsume a-fowm alightly differént than the procedures
appearing in thas proposed smendment to: subpart 1-9.1 but such
procedurea can best be written efter the final vaersion of the .
proposed mag¢ndment has been prepared. In particular, the p:oposed
proced;::\s eppearing on pages 1, 2, and’ 3 of Subpart 1-9.l may
have ‘¢35 ve modificd in a nuirgble mantier when incorporated into
- ASPR. Such procedures may have-to be modiffed to recite that the
0££ic,_ Mavel Résaavrch will'be agssigried the ¥esponsibillty for..

snal Patent Agreements wil-l-.b'e..ineérpo:ated iﬁta, DOD
conirasis by refcrence.- . :

3. ‘.'Eha editoria.l chanoas iu. the prnpnsed Insl:i.tutioaal Paten.i;
Agrec.ont are illustrated and explaimed in TAB A.

4. A proposed. letter to GS& is attac‘hed' 23 TAB B.. U

S All manbers oE the Subcomittea cum:u: on t‘he carrmamxs set

-t
e i ..e......n.

PATENTS' suncgz;ﬁ B

= =BT 80

ROBERT T. CRAWFCRD,. Chairmasm;.. Ou.\'g{ Havy
M. Ci . FREUDEWBERG, DS& .- - \
. LTe COL. WM. Mi HOUGEH, DMA-?A, Ardy.
CFo A, LUEASIK,. AFSC/J’AT Alr Porcae:
M. S, POSTH AN, AF/JAC}? L Alr. Force
_‘L. xoss. mwmw, n.wy

crating Institutdlonal Patent Agreements for RBOD and that | - SRR
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Base 76-1ao;'-' I

EM’I‘DR{I:M. C}u\NGES mwy THE PROPOSED: -
mwmlnom mmrr Acmxmsm%

L. Page-b, sec‘én‘d mtsms. c‘.l."ausb'; -v'ewrit;é-thewal?ause‘ ‘o reards:

W‘HEREAS, thn Yhastitution is. des:.rmm of: antaz\il\g i.nt’ﬂi_ an-
agreement wherpby it may. vetain. the cntive. riche,. tifle;
and- interest fn. and "d".inister iave ions mads - in - the-
_course.of or uvnden vesearch-supported by the Apsuey,. .. £
,ubjact to cex:\:ain righis: acqm.x:ed by bhe Goveroment):

-Thisg- changa elimi,nates a; typographi.qal errot: and also eahauncs .
the readability of the-clauss.by placing. the wordi “suliject: oo i
to certain. righbs: aaqui.red by: clw. Gwermnauaf" at thia- end of the: e
. WHEREAS. claubas. . . .

2. Page &, S'wpe.-p:ﬁ.' Astesmanb~;. rawri:::a_. the ﬁ!,:a::: ;sdng:_me'ag_-w'i:nadg

Thig" Agpeement dafines the rights of e partigs: heveto. -
vegarding the allbcabvion: of rishts ia- Subjeet Inventiens: .
revorted after the date of this a;rreemeat and; made undag:
contracts; entered: Mto! prive to . 34,
'excapb com:rac,ts spaci{mally excluded hy -the’ Agency‘.

This: changg—.clartﬂea t_ha,meaningxof : the«. f:_;re;t:- gentenca.: THe: -
7 genbence: as. Lt ocurcantli: appears in the proppzed Instifutional-
Patent Agre&.&nt tneludes the-words. Yprior to' and Yiny. fiture-
consraet”: Theae Vovds- cmate an: ambigulity conceralng. tlg. appllcubility
of an Instikutlonal” -Pateny hg:.ee:nant Lo conkradts: avarded’ pricr tar
the exifective date of the Institutfonal. PAfent: Aprocment” and: to: ‘tha
veporting ¢f inventions undar: puck contractss The subsritute wnrda i
“exoept contracty specifically excluded by-the Azency™ clatify- -
_the mesning of the seoriténces . In rewritten form, the senbonce. can. .
clearly ba construed o mean. that an Institutional Patent Agrecment
will ba. applicahle to contracts. awarded prior to tlie. affective detie:
of the Tustitutional Patent Agreement, unless tha. prior contragth;
are. cmended to specifically exclude the applicgbi}.ity of the-
Institutional: Patenb Agreement; .

3i. Page 5, paragraph:.(e), Tine: lf delnl:e “A\gnac.«ias” and’ substitute: -
"Agenclaat .-

‘This. chinge eou‘:ect;'s- a typographical: pa—




Lo

Sl . . ’ e TAR A . .
A A SRR i

4.  Pape 5. Allocation of Principal Rights, paragrnph {d)s line 7,
.delete the word o™ and- subistitute "ty line .9, delete the word:
:“a.:xy" snd. aubat:.tuce, "an'.. . - :

These: two changas- also oorﬁmct’ typographicsl: expors..

5. Page 7, Mianimum Rights Acqui.red by the: Go\mrlment, parag;'aph
(¢), tewrite the first sentence to reads:

Wotwithstanding -wection ITT {a) or any othet p*‘oviﬂiona of
this agremaent, tha Institution. aglees to liccusa’ o assivn
Subjact. Inventions. a3 directed by. the, Agency to comply wu:h
the: Cerms..of any. spplicable. international, agycomanti.

This. chiange  substantially shoruena tl\e Ffirst. sentence of parag!.aph‘-
(el and. considerably enliances- the readabili,ty t:heruof;

6. Page 8, Inventlon Idsntificati,on, Disclosums, ands Raparﬁa,

. subparagraph- (a) (1), rewrite: the last. santence o‘E the subpnraaz.‘aph
te read: ;

Such diselosure s‘_h&i‘l ba: fﬁrnt’shed dimé!:l.y to the‘ 'A‘gency‘
ovew shough shicse aze roguimamcnls ondds by conbdisct: fax

- ‘the submissdon of othet reppris: whi.ch may refemncﬁ. o
di.sal‘ose the S:ﬂ:je«:‘t Invsnl:ionm

'J.his change: shottens. the sentenca and also enlianges. the' madﬂ,bﬂity i
thereofs The change alsoleliiinates:the woydd "progyess or fldancial!
‘and substitutes. the-word: "ofhex's’ '

T Page: 12 Pitent Riphts: Glause, paragraph: (e) at. Lha top: ‘of the-
page;. rewyife. the: firse ‘six: lipes: to: reads

Thie cgntitag:';br shall include in any subcontraect: either this -
clauge.or the- MPatent Rights - Apquisition. By the Govarnment'
clauge found’ in 41 CFR 1=2.107-5 L1f a purpoge of the subicontyace
ie experimental, developmental, or rteséarch work. If a subF
gontractor refuses to accept elthor

This' change shortens the first six Iines and alsc olarffies the-
maaning of the paragraph. The words “Exeept as provided below”
ware intentionally delated: It is difficult to-dateimine what ia
meagut: by the words "provided below". The words "provided. below"
could be construed ss referring to: subject matter within the same: .
paragraph or could also be constiued as reférring. to subject matter
sot forth in paragraph (b) on page 12., It will be noted thit: para“
graph (b) on page 12 is nou paxt of thao-Patant Rights Clauga..
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DEPARTMENT ‘OF HOUSING :AND URBAN DEVELGPMENT .
. WASHINGTON, D.C, 20410

OFFICE OF: THE-ARMETANT AREMETARY Septquher,‘l’r,r 1976 ) o A o
FON ABMINIETRATION: c ’ - ' N RERLY REFER Tor

Aet=5

Mr. Philip G. Read
. Diractor of Federal Pracuremenn
" Regulationg

Genaral: Sarviges Adminis:rat_ion
Washingbon. D, C, 20406

i ‘Dear Mr. Rea;la

This latter ‘i3.1in. respnnse ver Your inguiry of Jul¥y:23, 1976;. L
requesting our comments:om a proposed. amendmert. to” 41 CFR. 1-9:41,. ’
Pacanta. - .

He suppom: such an amendment to. l:he PR which includaprovisiuna
relating to Institutional Patent Agresments with educatignal and
_other nomprofit institutions-having a. technology’ transfer program

) kmeebing speeified: nritetia. Thank ynu for, r.he apooratuniw to. commant
T oo this: magter, - -

If wa can. ba of furthes agsistance, please.lot. ug Knenes

Singerely,.

Thomas: R, Whittlaton. -~
. Dixastor
0ffica of Prucurmm:
and Contracts:




1add

- ORFIGE, OF THE. SEGEETA’HY OF THE TREABURY
' w;\sumorou 0.c; BN

sﬁp@ 21 1976

Mr. Philip i Raad

Director of Faderal. Pmcm:emﬂnt Regulati:{ms
Office - of Proourement Managemend:

General: Serviges. Administration:

i W‘ayshd:n-gti;gn,,- b.‘-e. . 20406

' Daar.-Mr.. Raadz
Thig- s if- regponsa o your lather dat@d Juoly 23, 1976=

reqﬁesting our- review of a proposed- amendmeni: to. Suhpaa:t
l- 951, Eatant;a.. of the Paderal Pracnremem. Requlatlnnsa

. The Dapaa:tmemz of the: '.l‘reasury cunvcurs int the'pxm-
posad amandmene to the: Fedaral: Prapurament Regulationé.

Thank: you: fur gﬂ.vinq us: j:hm oppcrtm:tx tm comen;ﬁ. v

Smr:m:e,ly, F

Thomas Pig Malley
: Assista.nt frmotpe’ T 0

‘ offiae of rdministracive- Progrm
(Procuremnt and: Bersonal Property: Mgt}




Techﬂalegy Ass:istancer- e




JRY, VNS

UNIT: \TES:
i\FOR\h\T ON AGENC!
©. 0 WASHINGTON 2054}

Séptember 21 1975

Deaa' M R%ms,i

It isonot anticipated that’ the proposed: amendmant of B‘eﬂarnl
Froouremant Régulations, Sudpart 1-9.1 déaling-with Thgtitutidnal. Pateny
Agreements-with eduestional. and nonprofit institutions having a technelogy.
transfar: gran would: have. anplica.bili‘by tosany- Agenoy contracts.. HoWever;
we: hwe rmewed the. revipion: atid: Have: fouhd: it to- be aceeptabla.

. 'Ihamt yau -for. tne opporm&*ﬁy( e revi.ew and commen‘b o 'bhis proposed-
__mumanm o ) : .

S_mmer‘e_!;y:, .

. CQn'Braat anti Pmrmrement Di:vismn:

Me. Philip: G. Read: © C .
Director, Pederall Procuremsnt Regulaticnas. .
Office" of Fadaral Managemsent Poliey-
Genéral, Serviges. Admnistra.tion
wasmngmn. Ds-Ca. zolmé
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.,;,guttumut nf Elustm
. __ﬁ!%si;ktgﬂsu znsan

N 'Mz- Phild.p By Re,ad
Diteetor of Fadetdl:.

. Procurenient Regulations:
_‘Genmiral Se: :Lce Admmistmcion
Washingtan D; ‘204

'Prop,used Amaﬁdment to: F;?R
Edm:a mnal aﬂd* Non;araf 7

."‘

Desw b, Readi

o 5

.- the Gomrnm&nn.
o wiould. provide. dn.
o 'A"Insr:inut:mnal _Paten‘-t Aga;eemm: L

T W bel¥eve that: e propusal appenr v
- . actepratld: ag.a limited expem.mant. _:f.th‘
the: msritutinn" apgmaf.:h, R

T Wa. sugggst ehe fﬂllowing modifu.eaz:inns; i.’n. tha
.. draft proppsal.~~

- -

g r—




(1Y In- subpar.. 3{e){1){(C), page:2; line 3. - change-
“Mor" go-Tand. ' - This change would' make the agreement: -
' he requirement that licensing. by the' insti-
1) nermaliy be-nonexclusive: except. whare, . .-
g desited practical or cbmiercial’ application has: . -
hot been: dchieved ‘and. L5 nof likely' to: be expeditiously-
achiieved- through such-licensing. . This. change:will:
. provide: a stricter svandacd for ¢ther than nonexslusive:’
Ticensing and: will eliminare the altermative clipices:
provided by the present: styyocturing. Nonsachievement:. .
‘of the destred application cdn be- peadily identified, .
‘but the: alternative pravided by tHe: present wording:
would . .appeayr. less: susceptible: of ascertainment. and
-‘eondiloive to: subjective: decision.. The exdsting:-
. :¢hoice batween’ alternativeés: may invite reseort-tol " T
. the: less. demanding test of unlikelihood: of expeditious -
- gchievement  as- grounds. for departure  from. the normal:

.. Yicensing called For. The weakness: of. .the .currsnf

' rasuly in undue concentration in any section of the,

. language is that it forecloses: nonewclusive: litensitig:
‘in: thersituation where the: desdred praetical ox.
| Commer; - dpplication; could;. in: faet, have: been:
expeditiously achisved congrary to: the impression: -
. at-time oflicensihg. - - L i
-3 Page: T, subpar. (b)Y - We urge that. a "march-in"
-+ right in: che Govermuarnt: be' spelled ocut with respect :
to-antitrust prineiples. -Such- right -should: be absoluts:.
.. -and not. subfect to:the: provisions of IV(E):(AY and IVIB)LBY, .
- Alrhough: march=in for: competivive reaspns could-be:
. achifeved: under- the' present: language-of IVE), suchy’
right: would not. be. abselute; ' The urged addition could:
provide for the exarcise of "march-in’ rights. “should
the: Governdent determine that the. retention-of. -
prineipal or-exclusive righty by the- Insfitutlion -
will' tend’ substantially: to: lessen competition or: th

country Iin any Line of commerce to which the- teclinology

. imvolved relates; ox to create or maintain other: sifuations.
ineongistent with the antitrust laws.'" A similar "mavoeh-in™
- provdzion: Ls ireluded: in: the proposed: draft bill om S
Government: Patént. Policy emanating from the- Conmittes:.

- on. Govarnment Patadt Poliey this year: ThHe quoted: ‘
antitruse; standard is from- the: Federal Nonnhueleaw:
Enérgy- Researel and ‘Divelopment Act: of 1974 - -
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g (3) ?aga 13 C.subpat: (5) = The:periods: prescribed:
res:miing exclusive. licensing should not be- sub;em:
to- extension;. {ndecd, we-balieve  that the maxdimpum.
perdods showuld: be 1css than those-in th& Fmpﬁsaﬂ
mguieatim. & ‘

We have n@ted tha £ollow.i.ng typograghiaal BrLoTss

e l’nga lc Zmi "!:HEREAG“ clavse,. 1ine S I "amiv

-entive righs:" shonld ze,ade “an. entire right."

%Hlinen&--'ls;narg“txansémseds

‘ :EB) Paﬁe 5 subpar (a) Line 7 = lettars transpnse,d
it t - .

NG JAPPE.
Be.puty Assistant Attornay Geﬂsra&
A G:E.V:i.l Di:vision ER




LA

DEPARTMENT OF STATE .

AGENCY FOR INTERNATIONAL DEVELGPMENT
. - WASHINGTON..O.8: 20583

‘Sgpxembgnli?,_]SZSf

- Mp, PHilip:G, Read:

~ Crystal Squave:
Building. §:

Robm- 1107

Washington,. D.C,. 20406

Dear Mr, Read::

This is. in response 0 your 1etter of Ju1y 23 proposing an amendmsnt to
FPR T7=9;1, Patents, and related to: Institutional Patent Agreements. ang:
certain inst1tutigns ‘having: techno1ogy trangfer programs.:

‘Ganaral circulation. was. provided to. procuremnt;.. Tegal-and -other offfces
that would. be: 1nv01ved, and-the foliaw1ng comments wera vaceived'

1. On page- 4, . "Institutional Patent Agraamant“ tha first “ané“ G
in. the. second Tine. of ‘the: second: "whereas™ does. not- sesm: tn
ba: tha*right wﬁrd Perhaps "an‘I was: fmtended,

- 2, The pert1nent cnntn&ct ofche has.-expressed. concarn about {lause - XITT,
Termihation (page: 153). and: doas-not agree with. g1v1ng the right.too
terminate: for: conventence: to botl-parties..

Sub;ect proposals was: otkerwisd: regarded- favurabw overel'n. and appmva&
was. recommended,

_ JoSeph4
Chief’ - .
Stpport Bivisdnn
-Office-oft Contract: Managament

32-635 O - 78 = 39




Umted Sta.tcs Department of the Interior

OFFICE OF THE SECRETARY
WASHIVGTON DiC 20248 -

Mr. Philip G: Read .
Direstor of Federal Peccurement Beg‘ule:tiona e
Fedaral- Supply: Servite

General Ssrvices Administration .

Crystal Squarve. #5, Room 10T

Washington',- D.C. 20406

Dea.r Phil 3

Enclcsad herein ara ecmenta :l.n reg}.y 1:0 your letter requlst of-

N J‘-ﬂ:r 23, 1975 ‘H'J.th respect ta a pz-opoaad Emeniment o Su'b- .

part 1-9.1, of. the- Federal .PJ:'Ocuremexit Regulat:i.bns-., The ccmments

" nave: hegn prepamd by patont. coiing l-wJ.thi

% Wﬁ.fz'e ‘oft the

-Solicitoz-, ss requested :Ln ytmr 1etter

S

e SOL.

Save: Energy and You Serve Americal
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OFF‘ICE QF THE SOLICITOR
WA’SHINQTGN 0/C.. 20940,

s}

Tos: - . :1A5515tant Dxrector for P:ncureme t i
. ’ offaea cf Management Servxﬂes

Frome ‘]Asszstant Smllcltor—Procurament i
- Division- of Geferal Law: '

Subject: Proposed Amendment to the Federal Procurement’
*_Regulatxons (FPR)--xnstltutmonal Ratent Agreament

This. is: zn respottse; to your request for comments reqardlnq
the above xaferanced p::oposgd FPR rev:.s.:.ﬂns- Lo

A major co cern about the propased provislons would be that
the Government should be assured to the greatest extent pos-
sible thdt' inventions are: promptly -and.: effectlvely put. into.
production and marketed if the Government .is: to.allow the
retention of principal-or exclusive rights: by eéucat;onal

or: nenprofit instituticns. Because such institutions do. not:
typically have production and marketing: facilities or estab=
lished: vommercial: channels, the risk thatuinventions. developed
under the proposed- lnstitutzonal patent. agreements: would not
be. successfully marketad is CDnSlderahly greater than in. the
case of a-commercial contracter. - To minimize. this risk under
the proposed . revzs;on, we suggest the follewing changes and
additiongs - ;

i Proposed section 1~9 lo?-é(:)(l)(n) should

©'set-a-definite time- Limit on:the exclusive

licenses, but with prov;sions for: allowing.

. the contracting officer to. extend the per:.od
U fopdnrindividual -contract if -he makes-a-

wabl”supported‘determination‘that;an gxt&nr

- Toisien-ist warrdnted,  The. . length  of-the.allow

'-Q_abla extension should lxkewxse be‘llmlted.

»‘Proposed sectlon 1-9 107~6(c)(1)(G) shoulﬁ'
give’'the: Govexhment more.discretion VL
~'cepting-individual contragts. or-grants. from: -
 tha’ operation: of .the agreement..’ The:Goverar. .. ..
- mant. should not have!+tpo: make.an afflrmatxve
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showing: regardlng the- "public zntarest“ in
‘order o except’ d cohtract, but should have: ...
distretionary authority to rewview each. conw
tract on. its. merits and elect whether. or
not to. place the: contract under the- agree=-
: ment.

sectlons ITI(k){ii) and ITII(c) (iii} of the:
nstandard irnstitutional patent agreerment®. ... .
. set out under section I-9,107-6{c) (2)
should define. what constitutes:a.dgcision™
" not to continue prosecution of-a: patent:
application. Inaction for a speczflﬂd
length of time:without: adeguate expla
should be deemed to:cconstitute:such a:
sion.

Section VI(a} of tha "stanaard.;nstz‘ )
patent dgrsement® should provide. that when 5
“the: agengy prescribes-a pariod: shorter: tham - /..
6 monthg  for the £iling. of.a.patent. applica~ .. . -
b . tion, this shortsr pericd shall and ne later
e T thand 30: dayss prior: o the runningof the. .
statutory period. As! presently worded,. the R
section might be construed as prov;d;nq that.
" the ‘shorter:period: could end no earlier than: .
---30: fayg before the end of the statutory B
Lper : R s g

115éction“11x{a} of5theL"standard»institutionat' S

L pEtent:agreement™: should provide that in de-
sgiding - whether to grant an extension on the.
ins€itutionts time for making its elegtion, .

“‘the-Government shall-consider whether tha ... .
statutory 1 year pariod is running. If thei. . :

_ period is running, no extension sheuld be

igranted which would delay- the.election: te

w;thtn B days of the end of the_statutory

. We also.notexthat the}“exceptional-circumstancesﬂﬂand'“special
situations"“language of current FER-provisions;are being used

as- justxflcatlnns £or ithe use:of institutidnal patent agreements.
We find. thisg: questlonable, since:such- language -has previously
been used only in specific¢ cases where it was determined to be
in the Gbverrnmernt!s.inteifest to: make an.exception:in order to
obtain resedrcn’ which-otherwise would not be done, It is not
clear that: tha.proposed. arrangement foru: .institutional patent
agreements fits'thisg- catagory,:Since the. proposal appears %o

be: of more benafit to. the institutions than.to the Governmenkt.

I
i
i
§

|
3
]

i
|

t
[:
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Giving' institutiona an advantage, hot enjoyed: By private con- - .
cerns, which are. geperally: in-a better posifion to assure siue-
cessfizl development and marketing, cannot’ be. just;fie&—unless it
‘is shown to be of special.benefit. t& the Government in.advancing:
" the development of: the technology. At present,. no' such: benefit

is apparent, and use of the "exceptiocnal clroumstances® and -
“sgec;al s;tuat;ons" 1anguage appears to ‘be un]uﬂtifled.
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THE LIBRARY OF CO\IGRESS

wASliNGTON r.\.e. nuo

Abnsusistrative Deparmii

Procuresment AND Suerey Do - September 13, 1976

Dear Mr. Ready

Your proposed amendment to the FPR's,. covering additional
provisions. for Institutionel Petent. Agreements with educetional
and- other nonprofit insbitutioms, has baen reviewed. No objections
are. noted.

" ee: John J. Kominski, Génersi Counsel
 Office of the Gensral Counsel

General Services Adminiztration:

M». Philip G. Raad

Director of Federal Frogurement, Regulaticns
Federal Supply Service

Washington, D.C. 20k0&
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- VETERANS: ADMiMBTR#\TIOM
DEPARTMENT OF: MEQICINE ARG Sunn:mn e
WASHINGTON, D:C, 2042¢:

Septenben-22, 1976 . . . iwwenar. .

" M. Philip G..Read .

Director of Federel. Procw:enent
Regulatians

Faderal: Supply. Service:

General Services Administration.

Grystal. Square; No. 3,. Réom. 1107

Hashiag:o o 408+

. Dear-HE Read;

He have: reviewed -and: concur in. the proposed: chidnge: to EFR I-9. I.
on the subjeot- of Instifurional Patent Agreements,. Attached: for: your:
information is:a copy of & memorandun: on: t}m Bub;]eet from; oux‘ agency )
patent r.-numel. o :

Enclosize: -

-

* Shoormiceran’s fall vames. VA e avmabor, and: secialicourity. muniber-osull:corees pondene
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SEP 15 1976+"

Deputy Director, Suppiy'_"rs-érvicg "(13«511)__"_:_" '
lA&sistau;,General Counsel (024) '~ . .. .71; -

.

}tbposed Révisiou to FPR Subpart 1-9.I“Pateﬁts .

1. This: 1s in response to your memorandum requcst of ’
Avgust 2, 1976, for comrents on. the proposzed revisicna to
the. Federal Procmremant Regutations, Subpart 1-9.1 Patentas,

2. The proposed reviainn, prepared by the Ad Hog . Subcom-
mittee on University Patent Policy,. would 'add subsection
() to 1-9.107-4(a). This new subsectlon would permit
Federal agencies to enter into. Institutional Patent .

. Agresments with.educationzl and. other nonprofit institu-
tions having a technology transfer program mesting the:
eriteria set forth In 1-9. 107(b) The revision would

. also retitie. 1-9,10726'to read, "Clauses for Domastie

Contracts (short form) and Iastitutional Patent Agreements"

and-add a new subsection (e¢) to 1~9.107-6 uiiich will. set:

ferth the patent- rights under Institutional’ Patent Agreements,

" ag well ag a new section: 1-9.10%~7..

3. This office has. reviewed the proposed revisions: and

we find no ebjection therete. Uss of the Institutional:
Patent Apreement dpproach with educational and. other
nonprofit imstitutions will be mew to this agoncy,. however,
not new to the Federal Governzient. Wa are aware of at
YTeast one other ageney which presently utilizas this
approach and, we believe, experiencse has shiovn thar the use
of such agreements can: fzcilitfate the process of determining
“ownershdy rights. and adoinistracien of any patemts.for
inventions emanating frowm resecarch efforts.: The agency
will not be divesting ftsz2lf of control over rights in
inventions, but allowing the.imstitutlons to adzinister
_patent. rights in accordance with an. Institutional Patent
Agreemant;, entered into: beforehand by the partiss.




'ﬁf “Wa: do fes), However,. tha: canrenc shguld‘ba sada- with
regard to.another matter.. - Freésently, a draft b1l entitled,
Narional Intellectual Property Act of 1976" is before the:
offien: of Management. and-Budget. foir spproval. The exact
effoet: thav enactimont of: the: BLLl would Have on tha:

propoged: vevigions: to: the FPR i3 not presantly lmotm. If.

- appears evident, hHowever, that if the bill is ultimately
enaoted; substantial changes. or mora likely, repeal. of the:.
FER ravisions wunder comgideration will. occuw. - The Bill. -
containg an entire chapter davoted to-allocetion of property
righta. in. inventions resulting from Federally-sponsered
research. and development.. No. distinetion io contained: fn
the: b1l regarding contractors with techmology transfex:
capabllitiea and: those: without such. capabilities and,
therefore; application-of the FPR revisions, once the bill
ia enaﬂted. would.not-be feasible.. Under the bill, .
allocation: of property rights: in irnventisns will be. -
bandled uniforaly as provided for in. the b;m regardlasu
oi therngtuze of the centraetar.

5. Ta:- summariza v hava no legal objection to the propossd'
_FPR revisions,. hawever, we do-rtealize that: enactent of o
. the: "Netional -Intellectuzal Property Act of 978" will:

effect. those revisions. Edactment of thet bLll, however; *

is mot expected: to' oveur: for qulte. some: tima and therefore,
wa. recommend cancurrenna ‘n’ ths FPR- changea at: this tdina..

JOHN. B, DE LEO




. General Servicsa Adninhtrn uh

Mr, Phﬂ.:lp G- kud
Director of. hdcruJL S
Procurement - Rnsulntim

Faderal Supply Sarvien

- Washington, D. B_. 20&06

Dear m-. ‘Read: -

This ia ia reply ‘to ymn' latte: of July 23, 1976 regurding a

prnposed rev:l.s:l.on tn Subpart 1—-9 1. ' "e I'he Panm Cana.'l. Company

has no objec.e:lon to proy

.. Sincerely.yours, .

‘Thomas M. Couatant.
L _.‘i’ecret‘gry, Panama Canal Company -
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URITED STATES
ENERG\" RESEARCH AND CEVELBPMENT Am.ﬂ!:‘.llSTPATlUN
WASHINGTON, D.C, 20548

L SEP 20 WS

tir. Philip G. hkead, Director:

Federal Frocurenent:Regulations ©
Generzl- Sarvices: Admin‘is-t-rat:icn .
Pederal” Supply Sarvice: B
kas‘:.mgton, 20406 R R B

Dear Mz, Raad-

This. is In-response: to. your letter- of July. 23, 1976 requssting. our visws,
including thoss of .our patent counsel, on. the proposed. revisicn to sLbnart
1=9.,1, Patents, ©f. the Federal Frccurerent Pegulatiohs,:=: -

We note that the prorosed: amendment: represents: the' effeorts of the-Uhiver--
sity Patent Policy Ad Hoc Sshcormittee of the Executive Stbconmittee of-
the Committee cn Government: Fatent Folicy to develcp a standard. Institu—
tional Patent Agreement {IPA) for use by all Government agencies and tnat
an ERDA representatwe particirated in the actual drafting of the propesed
text of the IFA. ' ke, therefore,.support the arproach taken: in the: pro-
posed: FPR Amendment; namely, that all.CGovernment agencz.es should have a
standard. text ¢overing: sgreements. with educationzl and other ronprofit
institutions which have’ an approved: technology transfer program, provided
the agreement has:the:requigite- flexibility to permit c’.evi‘ations.mere-
required by cur statutes. Based on our review of this apendment, it
sppears that the proposed IPA has this requisite flexibility in-that: the-
provisions permit .an agency to deviate on.a casev-by-case cont:ract s.u:ua-?
tion: or: where required by statute.

It should be emphasized, however, that ERDA has interpretad Section 9(d)
" of the Federal Nomnucliear Energy Research and Develorment Act of 1974
{P. L. 93-577) as not authorizing the Administrator or his éasidgnee to
autonatically waive, at. the-time of contracting, title to inventiohs te
nonprofit educational instituticns having an approved technolegy trans-
fer capability. Rather, ERDA on a case~-by~case- determinaticn is con-
sidering waiver requests by nenprofit educational institutions, applying
the critericn that the faet that the instituticn has an: aptroved tech-
nology transfer capability is not in and of itself justificatipn for the
grant of an advance walver. In our report tec Congress, this issue was
identified as one in which possible legislative clarification or modifi--
.cat:mn may need; to: be addressed.
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Furthermote, under the preposed mew saction 1=8.1U9-7, there are p:é-

visidns for negotiation of [£A's. Under. tho eoproach contained there=

in each institutien:is'recuired to sukmit certdin infdrmation to each
agericy with which- it desires to enter into an IFA. Ve would suppert
the establichment of an interagency groun which would. e the central
- Gevernnient contact for receiving and evaluating: thelwvaricous applica-
tions for epproval of an institutien's technoleosy. transfer progranm,
ERbA. presently in dts walver determinations takes- into -account- the:
fack of whether or not the requestor has &n existing:approved tech~
nolcgy transfer program with any other Covernrent sgancy, since wa:
‘have not established .a procedure or criteria for approvimg techrolog;
transfer. programs,

Jiith: respect- to the téxt of -the. proposed: amandmant, -We.have. some sug-
gestad. changes for your: ccnsideratwn, and e have naxcked Lp a: numer
of pagas’ to. reflect them,

e appreciate the opportum.ty £o: provme these con'nents. e

Smt:erely,

Poldcy: Development Branuh

: ngicha:d By V-hlte, c}uef
Divisi.on of Fr,ocurerrent

Emlosu:es i
Pertinent marked up pagas of
propesed. EFR Amendment




EAC AL

SEP1“13?9,

Mr, Philip G. Raad
Diractor of Fedaral
Procurement Regulations
. Faderal Supply Service
Genexal Services Adminiut:rat:l.on-
Washington, D.C.. 20406 .

Dear Mr. Reads .
Raferance your l.tttnr da.ted July 23 1976 coneerning

& proposed amendment to Subpaxt 1-9.1 Patanta. ‘of the
Fedaral Proeurament Ragulati.ons. -

The Dcpartment: of .Iuati.ce has no comant: on th.
propoud revision. : EEE ;

Sinceraly.
original slgmed by - - -

William H. O'Donoghue '@ ..
Chief, Adminiatrative Programs Section
Sacurity and Adminlgtrative Programa Staff.
Office of Mmagament and Flnance
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UNITED STATES DEPARTMENT OF AGRICULTURE

OFFICE OF THE SEGRETARY R
" WASHINGTON, D‘C 20250 A

. QFFICE OF QPERATIONS

SEP 21778

#r. Philip G. Read, Director
Federal Procurement Regulations
Federal Supply Service

General Services Adrrrinistrutfon
Washington, D.C. 20406 :

Dear Mr. Read:

This is in response to your letter of July 23, léfﬁ‘”éequéétiﬁﬁ'
- . ur-comments on-a proposal to amend the Federal Procurement
_Regulations with reference to Institutfonal Patent ﬁlgr‘eements._E

The proposed amendment should more expeditiously bring about
the utilization of technology developed under Government grants
“ang contracts by educational and other” non-prcf1t 1nst1tut10ns
Accordingly, we reccmmend implementatfon.

Sincereiy.

| g W Wg

E, ALVAREZ -
L Direetor W




“loly

5 DEPARTM ENT OF STATE

Wuhlngtun uc 20520

" September 15, 1976

. Mr. Philip G. Read
Director of Federal
Procurement Regulations
Crystal Square Bldg. 5
Room: 1107
Washington, D.C. 20406 .. .

Dear Mr.. Read:

This is in reply to. your 1etter of July 23 in which you :

'-requested the Department‘s views an the addition of

provisions ﬁealinq with xnstitutional Patenthgreaments

with educational and other nonprafit 1nstitutions. mhe

proposal-has been: circulated to 1nterested offices

'within the- Department and. they

no objections to the proposal.

have 1ndieated thay offer

-Sincerely:

Herry M. Hite

¢ Supply Managemant

Represantative:
Supply and Transportation
Division
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. Fee
it et

. August 25, 1976

2800

Gensral Services Administration
Fedezsl Supply Service
mhingm, D.C. 20406

Attn: Phtlip G. Read

RE: Innt.itut:l.oml Patm:
Agreements

M-mumtmmmmlutuofhly 23. 1976, thu
office reviewed the proposed amendment to Subpart 1-9.1 of ‘the Federal )
Procurmt Rsauhtiom- . :
'.!'hu ofﬁu cms w!.th t.hc pa-epoud mnh-nt.

stnccrdy, L

Contracting Offfcer =

/5
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) OFFICE OF THE SECRETARY oF TRANSPGRTATIGN-" ’
" WASHINGTON;. D.C. 20590

Noevember 1,;197&

Mr. . Philip—G. Read:

‘Director of Federal Procurement Regulatmons
- General Services Administration R
Washington, D.C. 20406

;DEar:Mr; Redd:

Lg in reply to. youxr’ letter of July 23, 1976,
requesting comments. on proposed coverage.in the. Federal
Procurement - Regulations {FPR): Subpart- 1-9.1, Patents,

.on Patent Agreements with educational: and: other nonprofit.
;ingtitutions having a‘technology transfar program meet;ng
ispec:l.f:l.ed cr:l.ter - SeO

The. concept of Inst'tutlonal Patent Agreements (IPAs)

is. acceptable, butiapplying such- agreements only . to. -
edincationals and nonprofit’ institutions. is not acceptable.
Edncational .and -nenprofit- institutions constitute’'a
minute: segment of -the ecenomy- engaged in research, while
pPrivate. industry. spurred by the profit motive constitutes
the: largest ‘xesearch, factor in.our economy . The Govern-—
ment: should. seek- the: broadést: market in order: to. obtaln
the: greatest. return. from: the tax: dollar. it invests, in~
resgarch., Theréfore, unless:the proposed FPR coverage:
on IPAs includes. on an ad-hoc basis,. application to - -
private industry as well as educaticnal and nonprofit .
.organ;zatlons, I oppose- the coverage, ae discriminatory
Cand not maxlmlzlng possible benefzts to ‘the Govarnment.

“131ncerely,

arnett M. Anceleitz
<Directer of Installaticns
S and Logzstlcs B

32-635 O - 18 - 40
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michigan technological university

’# houghton, michigan 48831 .

division o réssiareh
908/487-2225

Mr. Philip. G. Read

Director of Federal Procurement
Regulations

Federal Supply Service .
General Serviceés Administration
Washington, DC 20406

Dear Mr. Read:

This is in response to: your letter of August §, 1976 which N
solicits the views of my organization on the- amendment of
Federal Procuremeént Regulations to provide for Institutiomal
Patent Agreements. 'Michigan:Technologicel University is a - -
nen-profit educational institution which has an existing,
successful,: technology transfer program

Let me begin by strongly endorsing the pr1nc1p1e of Institu-'_'"
tional Patent. Agreements--it has been cur éxperience that -
everyone benefits from this rational approach to the problem
of putting into practical use and commerce- the inveritfons -and:
digcoveries madé ‘gt non-profit institdtions.  That the '“build -

- & better mousetrap. .:.." addge:is’ flatly untrue. has Iong: been
known: by those. of us facing; the practigal-challenge of insuring:
_that newly. developed technology:.is put to;work for the benefit
of mankind.  The misconception that eager licénsees will line
“up with fat royalty offers for any pateutable ‘invention has long
been espoused by many legislators and burealcridts who lack ex=--
perience: in buying-aid’selling technology; my -reeent -paper,
"Triggering Teéchnology Transfer" (copy enclosed), discusses
approaches and: challenges £o, technology transfer in practical
terms. . . : .

With this preface I I £o" some detailed eomments regarding
the proposed FPR Revision dated January 1976

3. (C)--releting to non-excluSLVe versus exclusive
licensing: Who is to: exerclse the judgment
as. to whether "the desired practical or come {
:mercial -application has not been achieved or
.is:not likely;to: be expaditiously achieved"”
through non 8 clusive i

3. (D)--alao relating to exclusive licensing Who
is to judge: what period: of timé will be .
necessary. to ''provide the incentive for
- bringing the invention,




3. (E)--relatinﬁ to: ruyalty charges: “Who is to :
decide "what is- reasonable under the :
c1rcumatancea"? o

3. (I)--asszgnments "to approved patent mﬂnagement ;
organizatiéna’ i What and where is the pro--
cedura for a patent management ° Drganizatlon
to. obtaln approval for a531gnment of inven--
tions?

3, (e} (2)--the Standard Instltutioﬁal Patent*Agreement:

- ¥.(e) specifies. that "the Govérnment may- du?licate
and disclose. Subject. Invention disclosures,'
_university objects to premature publicity w1th .
‘respeect: to’ invention disclosures- as:being inimical
to our interésts and’ the Government's- interest ifi-
obtalning, suithble patent coverage--at least until
‘after patent. applications have been: filed. Even’
in that’ cirdumstance, it’is often undesirable to

“pubkish’ invention disclesnre information. We. -
‘therefore recommend that paragrapha’ (e)-‘and ' (d) -
be: rawbrdad. to- make' public digclosure. of invention
“disglosure materials an'optionalmatter) depending
upon’ the- judgment of those who are: working ‘on
obta;ning patant protection for the inventlons

VI (b)~-contains cnereous. reporting requmrements
which tend; to negate the: value 'of the proposed -
_ pollcy For; instance; why is it necegsaxy ‘for
the A%ency to: have a’ copy of the patent” applicatlon
as filed, and why does: the Agency need a:copy e
the assignment from the inventor to the institution?
_-Unlike; Federal ‘agemcies,” the' universities do not
. have manpower available to. prepare. and submit ‘copies
‘of sensitive documents to. Federal ‘departments which
have neither the need-for such detail nor thespace
to store the applicationa and assignments. ' It should -
surely be sufficlent for the Agency to receive an
annual report listing the titles, Ffiling dates -and
. serial numbers.of all invention' 'disclosures: on which
patent appiicafions have been filed by the institution--
. with the' option of requesting copies of relevant dpou=-
‘ments, ag progased in' subparagraph’ (viLi)
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Subparagraph (iv) dis positively insulting. to

the umiversities. -Exhibit A confirms, with full
legal trappings, the legal responsibility which
-had already been established by legal agreement
and, in addition, confirmed by a statement re-
qulred in.each patent. speclfacation. 4§ ‘par .
paragraph VI, (b){iii)... Thie is bureaucraey” =~ -
carried to the Gltimate .extreme, and. Michigan.
Technological University strongly recommends

that the entire requireément of that subparagfaph
(iv),. tegether with Exhlblt A be deleted from® -
: the- proposed rev1slon

VII.--(lncorrectly labelad'VIII 'pJ 10 of the
draft): -Paragraph (a) 1nc1udes three alternatives;
presumably the word 'or" should follow. the sémicolon .
at the.end of subparagraphs (i) and’ (ii). Even with
the. addition of this alternative, we object to tha
speciflcation of fixed time perinds—-elght ménths
in. the first parvagraph.and, six monthsa in the! second.
In patent matters,. it is our experience that each
.specific case: must have decisions. of this kind made
- a8 a.result of clrcumstances which exist, umiguely,
for that particular case. We therefore: revomiend
that-stubparagraphs (i) and: (i1) be Tewritten to
generalize the elapsed time for foreign filings;
e.g. "foreign filings. shall be made at an: appropri-
ate date following .the £iling of a corresponding: U
application, so as to obtain suitable foralgn.
~_protection with a minlmum rlsk of’ premature disclo~
sure, ate. ' o )

XI. (b)-—specifles a period of five or eight years

for &n exclusive license. It is' our experlence that

.. thesw times are not long. .encugh te bring ‘many inven-
tiong to the marketplace and still assure a.Teturn
on the investment of the. exclusive licensee. We
recommend- that. these time periods be extanded to:

- eight years from the date of the first commercilal.
sale or ten years from the: date of the exclusiva’

.- license, -whichever: oeeurs firat--if we are to attract
o a. licensee to, make an investmerit in and market new
tactinology developed.under Federal. contract or grant

auspices.

1
H
H
i
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Addiriomal. comments which follew are related:to'paragraph: -
1-9,109-7, Negotiation of Institurional Patent Agreements’

several of the requirements :for- lnformaclon from the performzng
institution are of questionable- value . Paragraph ‘(a),:sub-
iperagraphs (B) and (9)(vii) request vague plans., intentions
.and descriptlons which are literally fmpossible to generalize
‘upen. It is our experience that each 1nvention ‘owned by the
University requires a separate .and distinetive 'game plan"

‘and marketing--strategy--as well as royalty schedules which
.mogt emphatically must be tailored to fit the particular
‘inventicen. For instance, Michigan Tech has just licensed

;a8 new proprietary development  (molded wood particle pallet
‘prceduction and products); the first licensee has obtained
jsutstantially better terms and larger éxclusive ‘production-
_territory than subsequent licensees will be offered. Product
icost is substantially dependent upon the geographical location
.of the production facility, and sales price 1s alsc dependent
‘upen the distance £rom the factory to the customer. Market
demand from reglon to region is also sharply different, sé

that annual minimums could not posseibly he the same for each
.licensee. Consequently, we submit that the simple existence
"of a patent and licensing program and the existence of licensees
. {perhaps some sample- license agreements might be f£iled with the
“Agency) is suitable evidence that an institution is capable of
‘effecting technology transfer wia the licensing route.

‘A final corment. coggerns theyuse of .the word "insuring"

.in paragraph (b)(iﬁi) and {(i¥) of the last section. OCur.ex-

. perience indicates that one can never insure that inventions

are promptiy fdentified and timely disclosed or that, conse-
‘quently, they can be evaluated for in¢lusion in the institueion’s
 program, We can demonstrate, of course, that our institution has
'procedures for the prompt identification and timely disclosure
and procedures for the evaluation for inclusion of inventicns

disclosed..... but, unfortunately, we can never insure that
inventions will alwa s be identified and disclosed. Perhaps
some more appropriate wvrding might be- subgtituted?

This lengthy dissection of the proposed FPR Revision is not
intended to imply that we are not in favor of the change.
Indeed, Michigan Technological University strongly supports

the principle which is embodied in. the changes--we have entered
into a2 similar agreement with the U.S. Departmert. of Health,
Education, and Welfare. It would be desirable, in our opinion,
to: make some medificatiens to the proposed Revision--as: indi-
cated by the remarks above.
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Thank you for:the -opportunity to-.comment on-the proposal.. i x':
I will be.pleased to elucidate upon .these remarks--either fo
clarification or for additional- emphasis--:.n the event that
you . fmd such ampllf cat:l.on des:.rable :

Slncerely,

: Evans .
TPE : mmo £ Research
Enc. '

cc:  Normam i, Latker,NIH
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' ffice of the Administrator

& I] B UNIVERSITY OF MINNESOTA  ratonts S
. ! TWIN CITIES | niversity- Sponsored Educational Matenals' o
! ; 332 Morrill Halt T
 Minneapolis, Minnesota 55468

! . . . '{512)3732092

October 7, 1975

Mr. Philip G. Read

Diractor of Federal Procurement Regulatlons
General Services Administration

Federal Supply Service

Washington, D.C. 20446

Dear Mr. Read

This letter is in response to your letter of ‘August 4, 1976
relatlve to Subpart 1-9.1 of the Federal Procurement Regulatlons_
and deals specifically with Institutional Patent Agreements
with educational and: other nor-profit institutiens having a’
technology transfer proqram meetlnq spec;fied crltexia.

We have carefully rev1ﬂwed the proposed FPR-revision and
advocate -its adoption. . It is- our opinion that the adoption
of Instltutlonal Patent Agreements on,a government—wxde basis
is definitely inm the public interest- as. ‘they” facilitate the
expeditious, transfer into public use of the results of gOVernment
sponsored ‘research. The adoptlon of this amendment’ ‘will ‘encourage
mare organizations to acquirxe a. technology transfer capablllty
because of the assurance presented: that all discoveries, either
government. ox’ ‘organization funded, will be availablé to carry
the load costw1se whlch such a, technology transfar program
entall R N ‘ :

Wlth respect to educatlonal 1nst1tutlons, ‘we belleve theyv"'
have a unlque capability not present where title passes to the
government in the avallability of the inventor to perform the
considerable scientific support that ls neceasary to: market
high technology 1nvent1ons. _“

—SinCErely;4 o

' oGy Willard' Fornell -~
“'Patent Administrator
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New York University

Office of Spansored Programs ’ . e i

15 Washington Mace, Apt. H-1
New York, N.Y. 10003
Telephone: (212) 508-2191

October 7, 1976

Mr. Philip G. Read
Division of Federal
Procurement Regulations
General Sarvices Admlnlstratlon T
Washington, D.C. 20406 ‘ o

Dear Mr, Read:

We have examined the proposed amendment to FPR subpart 1-9.1
regardlng provisions deallng with institutional patent agreements
with educational and other’ non- orofit institutions. I would like
to say ‘at the outset that we favor a uniform institutional patent
agreement between educatlonal institutiong and all federal agen01es
I think it is clear that the administrative burder to both the
agencies and the grantee'institutibns would be cthiderebly lessened.

The amendment as contalned inyour letter Gf August 3, 1876
meets with our approval; we. think that it will hélp to eliminate
many of the difficulties and objections to the present system of
case-by-case . 3ust1f1catlon of =& particular patent ‘clause in each.
grant. or contract. We’ have the follow;ng corments to: make-

Under section IX(f), "Admlnlstratlon of Inventlons } 1t Seems-
that the languadé- is unnecessarily constralnlng, partlcularly the
last phrasae beglnnlng,."In such .cases...”  The implication is that
preference wolild kg given t& organizations or individuals other o
than those listed in part (f). Thus, it appears that the regula-
tions require the grantee te act.in an unnecessarlly dlscrlmlnatory
manner. . } e ey : .

Under sectlon 1-9 109- 7(b) (5} the wordlng does not make clear
the evaluation crlterla for assessmng “an active and effective’
promotional program." This is of particular concern t¢ us since.

the Department of the Navy, for example, has interpreted technology-
transfer capability to mean- that the grantee must demonstrate
representative patents ‘and licenses in specific fields of technology.
(ONR memorandum of  February: 17, 1876; .ref: 6l0:JKP:decl). The HNavy's. :
interpretation thus clearly. favors -those organizations which have. |
already secured: patents. and licenses and effectively eliminates. the |
entry of other institutions. into the field of techndlogy transfer.
We would therefore recommend: that part 1-9.109- 7{b) {5} be worded to
read "Procedures for insuring an active and effective program: of
licensing and marketing. of inventions."

H
|
f
i
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We hope that you have found our comments usaeful; we are
hopeful that the present non-uniform, administratively complex,
and often discriminatory procedures will be amended. -Please be
assured of our willingness to be of any assistancge. =~ '

chfelytﬁouré, .

LLMV\M@QQM

Victor Medina
Asszistant Director
viM:kdo
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Cornell Umversxt"y

123 Day Hall, P:0. Box.D. H.
Tthaca, New York 14853

October B8, 19 5

Mr. Philip €. Read’

Directer of Federal Procureméant -
Regulations.

General Sexvices Adminietration

Federal Supply Service

Washington, D.C. 20406

i
I
i

Deat Mr. Reads

We have read with great interest the report of the University
Patent Policy ad-hoc sub-committee relating to the expé.ditious de=
velopuent of civilian use of Inventions resulting from. research

- fynded.by the federal govermnent. We have also reviewed: with'

care the proposed- revisions. to the federal: procurement regulations
which included a standard institutional patent agreament: fur genaral-
uses

We would. like to express-our suppott. of ‘the efforts:of tha
sub~committee and the prioposed FER gevislone: as well-as tha-IPA
itself. We trust that the followlng comments will be. taken in the
light of that geteval approval. Tihey ara offéred as constyuctive
eriticism:rather than opposition. '

By virtue of tha fact that the proposed revisilon: la: basically
the addition of a sub=~gection (6). to 1-9.107~4 (&) it is likely-
that the requirements it containe will be Iinterpreted. as baing:
inapplicable to: organizations:other than educational and non=

_ Profir operatlens, I suspact that thiz fs not the intent and that
fyrther changes: to:the FPR. should be considered,

Ag a case in point, I ra-fe':: to- section IV Minizmum-Rights
‘Acquired by the Goveroment subsectiot (¢}: Ag I understand the
sttuarion, the requirements that led to IV (c) are such that -they
should be generally appiicable.. As to the section itself, FER:
section.1+9,107~5 (&) sets.forth the obligations and the applicable.
clavses to be-usad: in, the event the agency head or Lils duly avtherized
designee may determine them-to be necessary,. It specifies- that the
license to: the-government shall inelude-the right of the gavernment.
to sub=license foreign governments: pursuant to any treaty- or-agreement
with such foreign- governments. Section IV (c). of the IPA. is.gsomewhat:
different in. that it requires actiom on the part.of the Institurion:
to request identification.of those cases in which obligations may exist,.
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The reference to Meéontract support and fnternational agreement and-
treaty" seems to us to be vague and we:are concerned- zbout the:ob= .
ligation that we must follow "such other directions of.the ageney.
as are deemed necessary by the agency t¢ comply with the terms of
any applicable internaticnal agreements.” We believe it should be
the obligation of the agency to advise the iInstitution ar the time:
of 'a proposed grant or contract of any such requirements, and' that
they should not be retroactive, Directions of the agency to which
we will be obligated should be clearly stated and understood.prior
to contract execution..

Section V (a) requires a complete technical disclosure for each
subject invention within six . months- after conception or first reduction
to practice and-section III-.(a) requires that such disclosure be
accompanied by the institution's election as to whether i1t wishes
to retain entire right, titlé and interest in the Invention. Assuming
the most faverable, but most unlikely situation in which thie institution
iz aware of an lnvention immediately upen conceptfon or first reduction
to. practice, this would mean that the decision as: to filing would
have to be made within six months at best, Our experience indicates
to 'us that this period is unrealistic-in terms of normal reporting: .
practices of inventore. coupled with.the time required for patent and
commercial evaluatdon. Selicitation of commercial interest, analysis.
of the-market, review of Indusatrial requlrements on obtaining approvals-
for new projects .usuwally take a considerably longer period.  What we
are suggesting here is not cmission of time frames but some added
flexibility to. the instituytion to make a thorough assessment possible.

With regard to section VIII which provides for assignment of
rights to the IPA holder from sub~contractors, we would like to. ses
some language added to eliminate this requirement if the sub-contractor
is itself an IPA holder. We assume that for the purposes of sectlon -VIIT
that the requivement ifg intended to apply to sub-contractors who are
net- aducaticnal or nmen=profit institutions. ’

While we understand the reasoning that led to the provisions of
section IX (£}, and we find. that these restrictions might at- times
lend force to our decisions in- such matters, it is our view that we
are in perhaps the best position to assess possible conflictg. It
i3 our Interpretation that these provisiona will npt restrdct the
institution £rom licensing- a current or former employee (or student)
or group of employees or an organization of which an employee i3 a
member if to do so would bring the.benéfits. of the invention promptly.
to the public. On this point we are referring to X (f} iii,

With regaxd to . "march im rights", it would be helpful if. it vera:
possible to develop more specific criteria although we recogrilze . this
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. f
may be nost diffieult, We' de;. howaver, suggest that the decisian.
on such matters be specified tu rest at the highest level within
a given agency. . : S

3

!

. L
Sincerely, S f

Thomas R..Rogers- !

:- Associate Vice-President . . i

for Research o - E

TRR/AK |

3
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FEHT GGI.LiNE.
BDLOHADU -
90551

oc:‘o_b'agi 7, 1976

" ¥r. Bhilip G.,Rekd

- Director . SR

", Fedeval Procu::emam: Ragulations

| Geneval. Services, Adnimstra:in -
Washington, D. G ) ‘20406

- Daar M#. Bead:

. The Colorado: Stata University administrative office foz patents -and -
in\'entions is-pleaged at the prospect of an. amendment to thé Faderal:
Procuvenent. Regulations of the Geperval Services: Adminiar.ration whitoh
‘would Initiate a: waiform. patent policy for all civilian agendies: who

i qualify. for.an institutional.patent agresment. Much of the difficulty
in administering inventions. at the wndversity would be elimitated: through

! an: instifutional: patent agreement of this, type enabling. a more; afficient

- and- sizable technolegy transfan: progra!u Lo avu.!.ve.

Wa: are it agreemene with the proposed FER- reviaton with thy' axceps-
ticn: of the terms .set forth in: Sectien TX(bY. Tha restriction- of five:
or elght years: placed- on the term: of extlysive licenseés would not- always:

- provide adequate time: for the. product to redch' the- combercfal msrbatplace-
or for the licensor. and' licensde to: recover costs and-a redsScnable: royalty..
There are exanples where this restriction could ba a-problem.. One would

. be an: invention offered. on: an exclusive-basis whers additiouval-resdareh.

" and. developnent was necessary to. bring the invention to a petentable and-

" marketable stage. Development work of this- type’ could: take ahy mumber.of

. years td. complete. A second. example-where this.restriction’ could be a’

. pretilém would accur should: ah wnduly long perdod of titie be tequited: for:

premarketing approval, l.e., nes drug: approval. - Often,. the.cime required

i for: mew: drug: approval could run as long as five:years:in :Ll:self.‘ A- moxa -

: favam’ble clause might read in parts . .

“ihy exalusive litense issued: by the: idstitution. under:a- U.8:. Patent

- ghall be for a- limited: period of time-and such peried shall not, unless:
otharwise apprewed by the Agency, axceed the life of the patent  (patent’
renewals excluded) or ten years, whichever is longest. Any exclusdve
license issued. by the institution for a nonpatented. invention shall be for
a limited period of timeé and such period shall not,.unless: othexwise' approvad
by thie Agency, exeeed-ten years from:the date: of the first commercial sale

- or use in- the United. States: of Amarica: of a ‘preduct: or process: embodying the.

hmancion i
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- & clause such 28 this would providé the imiversify and the licensee ...
with an opportunity to.recover all costs: incurred- in the da\.elupment—-
" patenting of an {nvention as well as recelve i rgasonable rdyalty inc -
The royalty income to the university would: be used. -to- support edun&‘:inna.-l: [
and research activities and provide an incentive to those faculty apd) o
staff members ..nvol'lmd in rescarch projests.’

The opportunity to comment on.the proposed. amendmant. to. the FPR. iz
a‘ppretv.ta.:ed and wa- leok Torward:to- the -possibility of participating In. )
an institutional patent agreement: with the Géneral Sarviees: Ad.uinistration.

Vary r.ru.‘!_.;r yours,

Adminis::ativa Asai t.

Te.c. R.J. Woodtow; President. ]
: Soclety: of Utlversity Patent. Adwdnistrators:
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" STOARE. CONNECTICUT 06268

THE-GRADUATE SCHOOL
" .. Rasgarch -Fourtdation

U-133:

iy St
Connecticut

October.5, 1976

Mr. Ehillp G. Read S

Director of Faderal Prqcurement Regulatlons
General Services Admlnlstratlon

Federal Supply Service

Hashingten, D, C. 20406

Dear !ir., read:

I wish to acknowledge your letter of August 3, seeking comment on proposed:
amendments te section 1-9. .L, FPR, which would establish an Institutional Patent
Agreement, Thelobjective is. excellent and I hope that you find sufficiently
enthusiastic. endorsement of the plan, -atid suffiCLently feyu - ereconcilable
1nstltut1onal requests, that 1t can bea adoned. :

The posture of the University of Connectlcut is deternlned 1arge1; by state
- statutes, attached. These statutes have been augmented by -guidelines of the
Board of Trustees and admipistrative procedures t¢ encourage invention disclosures.
The University has had since 1954 an agreement with Research COrpcratlon, which
‘axamines. 15~20 disclosures annually.

_Commerits
I, Scepe of Agreement

It iz implied that the University, when it is a subcontractor tc z prime
contract of a federal agency is bound only by its own statutes and regulations
regarding patents and licensing, . Is this a correct 1nterpretatlcn° Sectlcn
VIII does not réally answer the. question. - 2

II. Dgfinitions

Possibly include'"iﬁstitﬁtiop“. clarifying relationship to constituent
- schools, colleges, institutes and Agricultural Experiment Staticn.

IIZ. Allocation of Principal Rights

It is not clear whether the University may assign its rights to the inventor
when that perscn has been asscciated professionally with a government contract,
If the institution wishes to make such-assignmant, or alternatively an assignment
in the publie interest to a private corporation, is such permission to be granted
only upon application of the inventor or pepresentative of the przvate corporat;on
te the governmental agenay?

Are these questions presumed to be covered by the last sentence of
section III (a)?
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IV, .
it is not clear.under what ciroumstances the ‘ageney w;ll deternlne that
it is.or’is not.in the public interest to acquire licenses for states ‘and
domestic nunlclpal governnents. Presumably inventions made. without govern-
ment support would-be patented and licensed for'.sale or use by state .or -
mmicipal governments, and it is not difficult to.discern irrecencilable
institutional:policies concerning federally supported or non-federally
supported inventions,

I am also uneasy about the meaning of a "non-exclusive,. non-transferable
paid up licemse" for'the U.S5. government, and: the requirement that the in-
stitution "grant to responsible applicants, upon request of the govermment),

a license ... .". It is simply not clear whether the agreement gives. the
right to own, assign or license patents,-or whether the:zgency. retains-the ..
pight to order the issuance of a license (B) (b), "to fulflll public health
or safety needs, or for other publlc nurposes . -_-"3__ -

v, VI, VII
Ho comnient

S VILI..

is .a subcontract by institutions to a private contractor possible im
practice under provision of section VIII? If it iz implied by . therstatement:..
that the-institution "will seek direction" from-the agency; that. the agency
will compliy, perhaps it would be more expedient to eliminate. the eéntivé pro-- -

vision. ‘It is.mot: difficuit to imagine that the process:of ’seeking: direction™ -

might require an indrdinate period.of time, effectively ElDW1ng the accomplxsh~
ment of the purpese &f the ‘contract. -

IR (F) (D)
Does thisg prov:s;on p¥event ‘assignment of patent rights: fo the inventor?
" Is this section in conflict with last sentence of section III (a)’ See ‘also.
second pdragtaph of section X. . - o

XII.

Does thlS sectlon glve sneclal rzghta to- the agency concerning employées-'

paid in part by the Agricultural Experiment Statlon”

- Aggbeiaté -Dean

Attachment
HC:es - S e e
" ecer Hp, Norman Latkey:
¥r, Raymond Woodrow
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Copied from:  feneral Statutes of Conmecticut;. Revision ‘
of" 1958 and: the 1965 Supolenant: to. the: General: Statutes 3/20/6

L Segi _.-124 Resea.rch fnundanon.. De’ﬁmﬁmﬁs., ; A used: in

- seetions 10:125 to: 10.131, inclusive, “'university!” means The Univer-

sny of: Connectmut “bom*d” means: the board ef trustees of the um-'
it; :

the: faaulty or staff of theuniv erszty oF: the foundatmn, or- any other'_.

- omployee: thiergofs*invention!’ means any-inventioniorn d;scavery and:
shall:be divided into the following categories: A. Any invention con:

.- ceived:by-ona employee solely;-or by employ’ees JOmtly, B. anyinven-
m cancewed ¥ oné or more- employees Jomtly vmh -ON@: OF TOore-

_ mg!oyees, . (1949 Rcv.,-ﬁ '3 ;‘ .)

- See. 1@-125, Estabhshmnt andma.na.gement of: fonnda.txon. ’l‘he :
boaxwl -anthorized-to: establish and manage the-foundation-as pros
© vided:herein.: Tlhe foundation may, subject: to direetion, regulation ..
and-authorization or ratifieation: by the-board:. (1) Receive; solicit,
eenttact for-and collect, and-hold. in‘ separate’ custody for purposes:-
‘herein: expressod: or. Implied; endowments, -donations;. eompensamon :
andireimbyrsoment; in the form-of money-paid-or:promised; services;:
ma“tel‘:lals, cqmpment -o¢. any-other-things tangahle oT,; mt‘mmxble that

: th z '

dxssethatmn of méarnmtmn mlat@d 1o such antmtms, anrl far other '
'pilrpesa :ap_;woved hy the board and consmtcnt wﬂ'.h sectwns 10 :L”~i-.=' '

_trolied by the foundatxon, m or: to ventwns, d;scbv fes; ps,tent S
applications aud: patents;. .and to:charge thcrefor and eollcn d: to
incorporate. in funds. in the: cu%miy of-'v tl :

pm'm :
mﬁusnr 3 Ail

; 32-835 O -8 - 41



1638

._ :jChapear 165 : 'mm t:mmsm ox oammmnm _ 265

any.: mventmn, on- the foilm\

. mvsntmn_ - ca’tcgory A m any mstmme i wh_mh sneh mventmn ;s; '

eoncewml m tha course: of performance of’ customnw or nss;gned'_

' tmn emerges Fom: amy msemd:, deveiopment or-cther pz ogmm of

" the-university; or is-conceived or developad: whoily or partly at the
expense:of theuniversity; or-with-the aid.of its equipment, facilities
.or- personnek - In:caeli such-instance; the employee-inventor shall be
deemed to be obligated; by reason. of Jiis-employment: by.

- sity; to-disclose: Ius invention. fnlly aad promptiy to n authmmed' =

- executive ofithe umversny, to--assign 1o the- university: the. entire..

_right; title: and intevest.in.and to cach invention:in: eategory A to
. execute:instruments of assignment. to thateffeet; to execute: such_
- proper-patent-applications: on: such: invention as- a3 berequested:
by an:anthorized oxeoutive:of the tmiversity, and: to-give:all reason-.
-able:aid;in. the: prosecution of such patent applications and the pro-
* curement-of. patents:thereon;: (D) the university shall have:the rights
- defined: in: subsection (a) of tins seetwn wﬁh" spent zo mventmns..

ployee.or. employees: shail bn ebhgatcd as deﬁn i
{a); (o) thesuniversity shall-have ng: riglhit-tosn
‘0; except-as:may- b otherwige: provxded in:go

- -plied;. between: the university: or the: foundat
ot ﬂae,control of uwmxtmnm

Sec 1&127. Empiayaes :shia

who: coneeives-any: inveution. and discharges:
‘university as hersinbefore-providoed shiall beie d-to
‘aeods thatmay:-ho-dorived:Liom. the: asmgnnmnt, grant,‘hcens

. ' ixposal of ‘suchi-invention. - The-amonnt:of su
- deeds: shall’ be compntccl By, or-wit :
- reasomble prompiness: atter collecn
fmm -provteds:such: eosts and:;
Hto; thes pavticular invention: or- d{snovery. :
: t-tmnty par centoofl thc »nmonnt» of: s:mh ne; prwe’eds shallibe- pmd

: nf -and to place. -
i tl:e cubbody of the fmndatmn to the extent of snch 'ownersh:p, »

' pmneads. Dmh e'npiaynes-'

ek pros -
appx:ov_a_x} _o_f Ha hmud with !
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*’GG"- _ . I U\in.R-‘iiﬂc oF: cawxzmcua +i Title 10

an ﬂmplﬁyw who' mlely €0¥ mwd or-made: the mw,uuou, and.shall

- be paid-in-shares: to: twe: or: mote cmgiloyess: who jointly: made the.
~invention:in.such; ‘respective: prupomous ag ilie board maydetermine..
Thio board. in-its discration may, :mrcase ‘theamount by which any- .
- etuployee ov cmplo}eca may pm‘hcxpata in.such. net, procceds (19&9:

' Rav, 2 3281.): _

Sec.: 10~l28. Dzsag‘reemem" procedure. stafrreements as. to.
 ‘the-nllocation-of any-invention to-one-of sald-categories;:or as to the:
"obligations of any. employee or due _performanee. thorgof, or as to.
partm;patmn of dny: cmpleyee in net pr occeds; or.as.fo mghts or-obli-
- gations with: reference to:inventions-in-any catégory; shall be. dis-
_ pﬂsed of as-follows:. (a) By voluntary-arbitration of all olovant.
issues, if the disagreeing partios ‘approve and:agiee:to-be-bound by
. the decision upon: suck. arbitration; (b) by:compulsory- arbitration
ii that s provided for in any appuea.nie coniract.belween the dis-
'agxwmg parties;. (¢): by recourse.to courts-of appropriate: jurisdie-
“tienavithin the:state if: atbitration. cannot besresorted to. under enher :

Zsuhsegmon (a.) oL (b) of; tlns sectmn. (1949 Rev, X 3282)

Sec. 10429 Regxﬂa.tmns far aruitm.m)n. g 'I‘hc hoard is auther—-
-fo-establish and veg gulato, eqmiabiy in-the: pu m_-mterest such
es. as: the board deems necessary- for the. purposes.of such
.arbitration; and-t0:make contracts for compulsory: ar tration; iz the
name: af the nnwersmy or of the mundatmn, (1949 Y-, &3283 )

Sao, 1@*130 Enforcam‘ent of ragutanons. T}m board s anthor- -
ized t6-make and-enforce: regnlations to'govern the-operations of the .
university and the foundation in.aceerdance: with fhe: provisions. of
rsam‘-mns 10-124 to: 1&-131, mcluswe. (1&:4“9.Rev: S, 3284.) e

Sea. 10131 R:Lg ts-as 1‘.0 pmnusm' L. a.uthorslnp T_xe prmn-- .
sibne of :sections: 10124  to- 10-131,. inclusive; shall-not: entitle. the uni-
versity or the’ foundation to.elaim: any literary; artistic; musieal-or
othier product-of :anthorship sovered by actual or: potential copyright:
under: the. laws: of: the United -Staies; but.the university. and: the:

- fonndation: shall each. ba: guthorized: tG 1nalke: and: enmrce any eon: -
iract; express: or implied; whieli-it may. make w:th remrenee to any
'mh‘subzeet matter: - (1949 Row., §..3285:) - :
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- AMERICAN - PATENT L Aw": “ASSOCIATION -

sulrs-.:os:‘.zom-.mst-'én'sou:navtsiurcuwav.-Aumqmn,y.\. 203 - -

.~ Telephtna (103) 524680 -

August . 4, 1976

Me. P’hilii: G, Road: RRE :
Diractor:of Faderal ?rocuremanc Regulatimns :
General Sarvices: Administration

Fedéral, Supply:. Service

Washinsnon, D. c.- 20406

Daat M. Réadmj' e

We indeed are appraaiative ‘of tha oppcrtunity to. raview tha
Proppsed FER Revdsion,. It immsdiately will' be reﬁerred to: our:;
Comnittee. on Goversment: Patent  Poldcy for  study. and: rewiews.. Tha
. commlttee-will b asked' to: veport any rectmmendation: which- It

‘believas should be- made with: ‘Feapect. to: this. propoged revisfon:
to- che” Board .of Managars of. the: Assoclation, It is :he Board' that
takas aﬁtiou “on and’ adopts a pasitiou on: behalf of tha Assuciation~

L Ous Annunl ‘nesting is ‘sehedislad” £or. Octobe: 7. and’ 85 1976,

Thug,. it would be, on, October § that the: Bodrd of- thagers would.
| congddét: ahy:. régommendstion:- which-mey. be:nade. to.it: by tha: -afore~
. mentisned commirtee;. Promptly thereafter wa- will send’ you ouy viewe
on- thea proposal. Réalizing, of course, that these views will not
reach you by Qétobar § but necassarily a few days later, we trust N
that: you will.allow: us- those few addftional’ days-in order that a-
- proper: and: thoroygh' raview of the praposal may ba undentaken by
ouy - commiutae. : o

Sinceraly yaura. '

(Staff note.--The letter from the American Patent Law
Assoclatlon, to Philip G. Read, dated October 21, 1978,
commenting on the proposed Government-wide IPA has been

-printed in the testimony of Danald R. Dunner, hearing of
June 21, 1978.)
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Thie. Dniversity. of, GEorgia. /. Offtos-of -the: Fie Prasitant far Rasarch /. BOYS. : ‘Styidies Researoh:Oantar: /. Athons, Gavrota .

Octalior 5. 1976

Mr,  Philig: G. Read

Dirsotor-of: Procurement: Rasulaums
Federal. Supply. Service: '

General: Sexvices: Adminntratim .
Washing,ton, D.. C. . 20406 .

Deur: Mr. Ripd:

This: oppomm:,ty 0. present oy Videws: on- the pmpased Faderai ?-mcm~
ment Rogulations Anendment conca_ming patents. g;-owing out of fadervally~
supported university reseavchiis appreciatedc - W& ave:in: total: agm‘men@ :
with-the: principle of using: an Institutional Patent Agroumsit toi-administer
-this: impprtant: activity. . In fact, we :Strongly: recomend: guing- 2. step:
further. thair your proposal in requising all fedsral ageweles  to: operate:
undor. ong: Institucional- Patent’ Agresment, . Whens:.nécesSayy: additional legis«
lation:stiould be passed.to:permit this.  Adbinistrative:mpets: :Ehr the
mwersities and: the: Gn‘vamment wou&ﬂ‘ hn gmt:y rsdms

'ma Insrit;utmnu. Patent Ag:-zmnt foum: you propmm has' mm;y pnei‘eiva
features.. We would, however;. offer tha Following: comments:

(1) It is-a great:wa\sta:uf-effnm‘-tb-‘hw& to- renew. TP pﬁﬁodﬁtany.—
The 30+ day notice of cangellation provided is: entirvely: sufficient;. andiwe-
seg- ne:Tedson whateveyr: to- limit the:lifle. to-thres years:ox any other: specific.
perivd: of time.. ~THe: cost: of ma.d.nbainmg fiYes: for: governmental: and: ather-
documents ‘and -correspondence. is. already prokibitive; and IPA'y for successive:
increments: of time-wonld undoubtediy: add: to: this: burden.: This: is: especially.
trus: since it is highly probable. that successive agrsepents will differ; -
meking. it neeessary to- adninister-each: one:separately. for: the Iife:of: any
patents related: to. them: Therefors,.we: recommand. that: the agroement have no:
exp1ration da.te and that it be daangeﬂ onlx for eompaning mmona.

2y Im: Paraamphs IX(a): and (R thase ‘definitions: should ba Testated.. ©
te: inelude: only thoss: applications:or-uses: oft invertions: whifeh: ava: dévelopad:
. under Govexnment: fimding:in. thosa.cases: whare:inventions: liavs: Baen-eoncaived:.
and/ox: apphed prior tor such! fumii.ng invalvemenw.

{3} Paraga-aphs TLI{a}. and v{a) raqm.‘ra tﬁa tmwaz-sm" L0 nBe Y and’ -
nake. an, elaction whathey it will vetdin.right: and: tit1e. toran:invention:
within: s{x: manths after: its- concsption- or-fitst: reductions tos practice;  whichs.
evér occurs: ELrst-in:the: course of on unden the-contrapt,. ParsgyaphsVi{a)i:
-requites: the: Uiiversity. to-file- axpatent: applicacion:witiinysi®: months:affer:
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such glection.. It is our opinion that in a-university situation it is
‘mreasonable to expect that in all cases a.patent applivation can be filed
within 12 months - after the conception of the invention. Reduction to
practice can-be very time~consuming because of the possible lengthy delays
in funding and because- university priorities: are different from those in

- private industry. These provisions should -be changed' to’ allow the election
and the filing of patent lications within six months following the con-
ception: or reducuon to practice, whichever occurs: last.

{4) In Paragmph IV(a), the Government's license to a subject
invention should be for governmental purposes only rather than to "make,
use, and sell."

{5} It is understandable that the Goveynment shoudd have the right to
disclose; eventually, invention disclosures under the IPA {Paragraph V(c),
‘Page 8). However, provision should be made:te allow. the filing of a Y. S.
Patont Application prior to any such goverxnmental d:.sclosure.

{6} We recommend the changing of wording on Page 9 in Patagraph VII{b
to- specify that the. Grantee shall furnish promptly a copy of each U, S. Pate
Application with. data filing and serial nwumber, and shall gromgtlz, obtain an
deliver: a:.copy ‘to the Agency an assigmment form, etc. - The: information
reqm.red here can be: obtained only from the Patent Office and the I}nivers:.ty
repurt.mg is subgebt to the tzm:mg of that office. :

(7) Prov:.s:.on for the. axtens:l.cn of the permd of exclus:.v:.ty in .rare
cases: should be made.. . Lt .

[8-) : -Paragra‘.ph Ix'(cJ should specify that royal'ty-free-sa—les to 'r.he
Governtent shall be.provided for in -licenses, to be handled by licensees.
It would be completely unthinkable to try and have universities administer
.Toyalties: by: licensee:and by donsumer and rebate:to -the Government those
royalties on. Sales Lo, govermmental agencies..

st (8)  The IRA shonld provide in Paragraph IX{e) that licenses be made
sub;ect to’ the conditions of the royalty-free license to the Govexmment and
ot s.uh]ect to. the. cenditions of the IPA jtselfl, Any .specific. conditions .
which: need: to be provided for in:licenses in.order to meet the tewms of th‘e
IPA- should - be. stated briefly and coneisely in the IPA for-inclusion in
licenses: : Thus, the necessity of making the IPA-a-psrt of every licenmse
wouLd be a.voxd.ed, along with a. great. deal of paper work.

[‘10) The: prow.s:.nns of Paragraph Ix(f} are- contrary to puhlic policy
as: applied.in the Small-Business- Administration and-other. agencies of the.
Fedéral Government. and. the states. Individuals. are-encouraged to benefit
:fram-. the: application of: Federal funds.in. innumerable cases when the public

~-benafits in the-long run. Government-supported inventions. should not be-an
.. axception - to- this established. publie polmy. Lo .

Many thanks, again, for this appertmzty tn respund to the proposed

GSA Institutienal Agreemeﬂt.
rdia.lly, - B}

‘Robert C.. Anderson

BRA:ev
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PURDUE RESEARCH FOUNDAHON~

WEST ..muwlﬂ'ﬂ IO ANK ATIIT

*cvr;c\:-uwrursu:r»mnuiacuﬁﬂ!"" T

October. 6, 1976

Mx, Phil;p G. Raad. o

'Director of Federal chcurement
Regulations

Faderal Supply Servxees '
General Servicag: Admznxstratlan
Washington, D.. 20405 ;

Suhjectm ‘Proposed. Institutlonal Patent Agreemant
Dear. M. Read:. _ -
Coémmsnts. on: the proposed Agraemant: follew--”'*'

1. " Paragraph’ I stxpulatas-that "“THis. Agreement  shall nok

. apply to Subject Inventivns: in cdses where the' In-
sbitution is a subcontracter under: a prime contract."
We are’ unable te.reconcile this: statemsnt with: para-
graph. IItb). which states: that "Comtrast" means: any
contragt (agreément, grant, or other: arrangement) o
subcentract===" The Agreemeit should. ‘permit: tha- Ins

- stitution fo- retain rights to: invehtions: under sub=-
contractsg. . Such.a change: wonld encouzagﬂ Lntﬂr“ ’

© institutipnal rssearch.

2. Paragraphmv(c} stipulates:that "ThezInstituﬁian;ag:EQsﬂ
that the Government may duplicate: and: discloge. Subject.
Invention disclosures and subjsct to. Saction XI. .all
other reporis and parers furnished or'requirednto-be
‘furnished pursuant to. this Agreement,® At times: it
is- not possible teo license and/or evaluate: the foreigm
narket potential within the ohe-year requlramant ta. file.
& foreign counterpart “to a U.S. application. Sueh:
publication of the disolosure - as. stipulated: in! para--
graph. V{c}: would probibit £iling- in-most. foreign:
countries after’ the: one~year period:. A sdimilax situaw
tion:gould result: with respect to:paragraph. V{d). It
ig a poliecy of our Institution- to-encourage. publication:
but at times: such is. not feasible. until'a' complate:
analysis of the commexcial opportunitisg: is made: in
foreign: countries.
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~3-"W1th respect oy ‘paragraph’ IX(B) - stipulatlng that the:
© Tperiod of exclusxvity shall not exceed five (5) yearss
. frem- fifst commareial- sals or eight (8) years. frem the
- date;:of the gxelusive: license, .whichever occurs: [irst:.
.thaseighm~year:limitation,will ba. .a problem when ex—-
tensive: premarket clearange of a product or device. is
~required by the- gowvernment. . This. paracraph should be
modified to exclude: from the eight-yaar limitation  thak:

ffftxme required by the- governnent- for pramarkat qovernment

=fc1earancsm

I ¥ Paragraph IK(E?' Some- invantions have a very limited-
specialized-market although they could make significant
contributions. The publie could best be ssrved by
licensing: the technology to the -inventopr. Universitles:
are probalily more. concerned  than the government about
‘conflick of intersst.  Prudéent management: dictates that
the: Universitias be. able to- license. whére the use of
the. technology will be:maximized.. If this is: the "in=:
venter, then. such should be permztted without, first:
having. to:contact. a- nunber of companjes. For most . .
inventions,. the inventor would nok: have-tha! eapitai tou

. demslop tha-techtology.. . .

_Paragraph IX{£} showld be modified:te- permit liaenslng
_the' techriology. to the. invéntor withdat having: to obtain~

permission. from: the agency: when gogd. management dictates-

'1icensinq ‘to:the.inventor..’

The: Instltutlonal Agreement is the best approach to enhance
technolégy transfer.. The principle. ingredient in technology:
transfer. is the inventon. ‘Without his. dedicated effort, the
- inventioh-is: seldom successfully commercialized. By leaving

Ctitle with: the Institution,; the- inventnz retalns a vital
interest.

Very truly. yours,

: /;7j
C/

R aVlS, Patant Manager

: RLn/tp
cay - Nozitan: Latkar
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’ October 5 LEi?S

PA‘TEN‘I' ammcl-l. 06
Fhilip G. Read DHEW
Director-of- Faderal. Procurement Regula.tions s
Unitad States of America’ T OCT"!.S'\QTB
General Sarvices Administration. .
Faderal Supply Sarvice. :
Washirgton,. D.C. 20408

Daar Mp. Read:

Your  lettar of August 3, 1978 asked. for our comments
on the. propesed. FPR- Ravisien covering: Univemsity Patent
Policy prapared by the Ad Hoc- Subcommittes of tha
Comm:.ttee ‘on.Government Patent Policy. Bacause of “‘he
axigencies of time and communication problaems, I am-neot
able’ to give you an offisial position endorssd by the
members of the Soclety of University'Patent Administratons.
However, I have received. copias: of the comments submitted.
by & number of those members, aad: they have bsen used in
prepar.ms what. I have to-3ay in. the fellnwa.ng

Enclosed harewith is a .copy of my recent testimony.
before the House Subcommittes on Domestic and International
Planning- and Analysis. Towards the. latten- pare of that:
testimeny you will nete that' I Havse endoysad the concept
of an. Institutional Patent: Agr t With-r ble- and
minimum. requirements. The following comments- on the
proposed FPR Revision are, I believe, congistant with my:
prepared  testimony and alesp with later comments-duning*
the. haaring.

1. to add subssction () to 1-8.307-4 (a)

During the nearing alter the testimony Scussed above,
I took vigorous exception to making the IFA permissive. and
not mandatory (excapt ¢f course whera agency statutes do.
not permit it). Other .FPR's a&re mandatory,, why not- the. IPA?
We need -to go in the: direction of one govermment, not a:
multiplicity .of gavurnments. Exactly. the samng invention-
canh- De made: under 4. contract on grant from. any: ageneyy. 89

"it ahould be in the public¢ intarest that it 'be handled: the:

same- way.

Exactly the same comments. apply to-ile provision
that individual' comtracts. can.be:excluded: from . the IPA,.
There: ars: no guidedinus: given axcepr the. "publis: interegt!
later under 37(G), Consistent with what I said: in my-
testimony,. that IPAA should. have rassopable -and middmum:
provisions, let the university administan- the -inventions,
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and then érack down if something particularly unfortunate happens.
It is impossible to tell in advance of a contract what kind of
inventions will bé made, if any, so it is 1mp0551ble to *udge
whether the IPA should or should-not be applied.

3 (D)

T recommend deletion of the word "normally". Because of
“the fact that most irventions when they come out of a university’
are far from the point of commercial production and marketing, mest’
inventions must be licensed exclusively, albeit for a limited
period and even for a limited application, if the necessary
'investment is to be attracted.

I Scope of Agreement . . PR
.. Tt Is not «léar WN¥ the Agreement must explre .after three
years. There seems to be little gained, aznd a considerable amount’ -
of renEgotlatlon and change of refaerances w*ll be adced Termination
on 30 days notice is prov;ded in XIII.

The last pert of the first sentence would be deleted if
comments under 1 2bove are accepted.

I ob]ect v1gcrously to the second sentance and the pertinent
part of VIII with reégardfo subcontracter v*ghts. These
provisions completely overlook the equity of the inventors who are’
subcontractor employess as well as the dquity of 'the subcentractor
itself. The prime contractor has little or no eguity. If the
subcont*acLor has a valid IPA, it should get the same treatment
as in a prinme contract

IV Minimum nghts Acgulreé by the Government

{a) In place of the phrase 'make, use, and sSell" in the Jourth”
iine, a phrase "practice and have practiced" as contained in ASPR
7-302.23 would be much preferable.” For some inventions, potential
licensees could be greatly turned off by having to cdompete with
the Government in the marketing and sale of a product., :

(a) With regard to the extension of the license to state and
local governments, sea my testimony.’ They have ne equity. Administre-
tively, the problem 1s an impenetrable maze.

(b) B In the hearing after ny {estimeny I also referred to
the very serious concern, to the extent of r 'usal, of potential
licensee's to agree to license.othars if an "invention is required fop
use by governmental vegulations or as may be neeessary to fulfill
publlc health or safety needs, or for other public purposas stipulate
in the applicakle contrdct”., The problem is pot so much that
these are not worthy Teasons, but rather that the decision may he’
made at 2 low level and without full consideration -of all the
facts and éircumstances. Somé assurances should be given that

< the degision will bé madé at a-high level, with an OppGrtJnluy for
& hearing.




v Inventinn Idant;flcatzun, D;aclosures and Reports [

Research Curperatlon comnants are pert:nent here.'

vt F*llns of Domentic Fatent -Appiieations

Aga;n saa Resaarch Corporat;on aemmenta.

VII FLllqg of Fnrezgn Patant Applicatzons

Tha time periods need:to ba. flexibile.

yIIx Subcontracts

See last paragraph under I above, Subconiracrtor should have
tha same rights as it weuld have were it the prime: contractor.

IX Adminiatration of Inventiong in Which the Institutieon
Elects- te Retain Rights

{c) As 1ndlcatsd in the Rasearch Corperation letter, the
royalty refund requirement would put a great burden on the:universities.
A much prefersble procedure: in my way of ~thinking would be to -
ingorporate in any licanse a requirement that -no-royalty -is to
be includsd: in the-price: of an item sold to the Sovernment. or
for the Government's account.

(£} Stanford and Research Corpeoration: have Foth written
thoughtful comments on this gection. The Government's concern
is understandable. One sclution thaz ccours to me is:

(1.) Tb have the section applicable snly if the perscn or
ovganization is the gple or exclusive licenSes, since more than
one licensee should, be protection encugh,

(2,) To delatre the last sentence antirely. It is impossible
to prejudga what the circumstances should be for Agency approval.

_ (3,) The word "financer under {iii) needs better definition.
Obvipusly it can't mean stockholder.

4~ new 9.109-7 Negotiation of Imstitutional Patent Agresements

(a} (9). It would seem that a description of instztutlonal
patant. activities: during the past five years: would. suffica, and
eyen that will mot prove 4 great deal for many. institutions. A
ten year history as called for can be. a. very big. job.

() (2) A requirement that employees must assign to the
institution or its-dasignee- or the Sovernmant is: toor inflaxible.
It does. not allow for the unusual but occasicnal case where neither.
the.inatitution. nor the designee: nor thie: Government wants to
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prosecute & .patent appllcﬂtlcn, but -the. inventor. doas (many
university patent policies permit this). Exdetly the same
protection would'be provided by a clause stating MAgreements -with
employees reguiring them to assignh or 11cense as directed by

the institution any invention conceived, ...

I hope that the above comments will recaive your consdideration.
If we can provide any further 1nformatlon, or 1f d;acuss;on appears
desivable, please let ma know. g

‘Sincerelyyours; -

-uRé ond J Woodruu
-PrEgident o -

RIW/dh -

Enclosure

¢ - Norman: J. Latkar'
David ‘Eden . .
SUPA members (wie)




