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pricing oil in sony or some other currency basket; b am losy This attituede is a remnant of o ¢ of Uhitchions when the
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doing tod
I they were to make this big step amd densand pavments in
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dmrrcmlwm And that wouhf tend to inerease imtlation here Sum« nators didn’t Iike the p s the \I.-\;
in the U.5, cang were ki for amd diea N e, Lx
L Steed lost the dead, st it s completely jone o the e
How niwch shoutd the U, 8. rely on doprecistion c.’irha'h’a'ffai o™ aml Japanese. This is something that illlN other industr
solve Ite balancevol- !rmnnh problym? “mations weuld never alo.
Devaluntion is ically & way of buying time, I s r\nl a
final solution to a payiments jll“ll‘l‘"l 'I'hu [L 8. is no different What Kiind.of export paticy stoutd iha U, 8, heve?
front other countrics Nike Heitain, Mexico, or Purkey, If you Weneed a national expaet paliey te refurbish and
need 1o depreciate your currency becavse of inllation or  strengthen vur idustey, Thisngl fizend policy, we shouald
stimulate researeh aed developnwnt, Tovestment tax tredit.
st be wsed in g neaningful way,

vis i ta Buihd o pipeline G el
cand 1L E Steel gt the ventract for 3125

There aro no pluses Exgart inancing ebwiously T ta be improved, Our expor:
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N * forein countrivs, We have to develop r ¢ andd g
Confidenco ; -
out and sel) the stalf,
remains very fragile [N
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hatlonpl exporl policy?
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4 i
by other policies. Now the U5, does ot have any backup  phenomenon, Itwill B interrupted if we o ol year ir
palicy to go with depreciation of the dollar, spriculiural exports or A the rest of the warld sametinne

prows faster than the 118, Bot enerpy impects will be with .
So why doasn't the U, 5, hare Juc.h x policy lo reinforce the for rears. Wo van’t respand to these imparts in o
tollar? thruu;-h protectivnizon, bt o a positive way by
We can't ev re on the reasan why e dollar has boes fla i the workd marhets.
depreciating T am struck by the fact thatwhether you ook at oimpretition wili
speechies from the Treasury, the Paleral Reserve, or the drive to vxport.
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Live aspeet when walking about the w ss of 1he do .
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- TUE DRIVERSITY POSITION ON W.R. 8396

Section 1, Optimm Patcn: Pollcy = A Nntlonnl VlLuE_}nc )

ObJoctxves and Alternnt:ve Fnllctns.

To arrive at & proper Government j 4 pol\cy. ona must undurntnnd thc
impact that alterhative: palicivsiéan. Nive on variows objectives that can’
rcnsonnbly be expected teo be affected by patent policy. -We bulieve patent
pOIICy should be judged by its impacts o the [ollowing: (1) competition,
(2) innovation, (3) public health, {4) ecenomic growth and jabs, (5} foreign
eompetition,: (6) contracto¥’ part1c1pntlon,'ﬂnd {7} the administrative costs
entnlled by the pnl1cy. .

Hnny oE these anLctlves are 1ntcrrclntcd but ecach, we bcl\eve. needs
té' be clcarly understood, rccorntzed, ‘and “wéighed in airiving at’conclusions
concerning proper patent polxcy. We hope, thcreforc that we will be forgiven
if in places our discussian appedars repetitive, e e -

There appeatr tb'ﬁeFtﬁréé'ﬁajér'apﬁroachééﬂtd Governnent ‘patent policy.
Thcse are:

(13 Thc H.R. 8596 Appronth Under tth nppronch as a normal rule contractors
or grantecs wotld be allowed to ‘rétain “Eifle to inventions made wider Cha award
Bub)ecc to a Government license and “march-in' riphts. In individual cases,
agencies could wse deforred: dc:cxmxnatlon or othét mére réstriétive elauses.

(2} Strict Titlerin-the-Government. -Undér ERis’ approgel; as a condit{on
of receiving a Covernmeat research grant or contract, the contractor would
have to agrec: to transfer-rights in-all inventions madu:undrr the contract
to the Government. The Government, in turn, woild either dedicate the lnven-
tions to the public or license them-itsebf: -Assistant Attoruiy Géneral’
Shennefield in his testimony on December 20, 1977, before the Senate Sélect
Committee on Small Business stated thnt :hxq *is ;he pelicy preferred by
the Justice- Dep1rtment TR e L

{3) A cnsr-—hunw approach . Under this approach individual Ape es would
sélect the pdtuut cliause to-be used in -each gramt-or contract on a ca by~casce
basis, and agencies would alse in many cases delay the determination of whether
contractors would retain rxghts un:\l ‘afrer-iovestions have been ldentificd:
Depending ou the exact manner in which the pul1cv is framed there way or may ot
be presumptions in fivae of af agaiidc the tnkanh ‘of title by'tl fbovu¥nmunt. B
The ceeent ERDA  lealslation is an. exnmplc of ‘sach. an .'lppn\mh. It places the
prvsumpt:nn in favor of the Govermment's taking title, hut pives BRDA consid-
etable flexibility to decide othurwise dépeiding o’ baDA'n Luu!u1tlou ol variety

1-
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of factors. In reality, this type of approach, thch some, clulm,ruprvsvnt% a
middl Jground K
¢omsiderably’ depcnd'wg o
process.

belicve lt will’ IaCL11tate undvrstandkno of the 1ssuLs nnd tho cnn%lderntlﬂns
involved if one first compares in isolation the differences between the

H.R. 3596 ,approach and a title-in-the~Government Japproach. -Alter, Lhts

) nnlyze'yhethnr thL cnst-hy-casc apprnnch hag nny advan-
8596 ﬂpprnnch~(uh1ch .our
eyerunent . 1ppronch ).

Beforc bchnn1ng our
rccohnxzed by Go roment .
in-the Covurnmunt i;atcnt
on the basis of a_bgllcf
anticompetitive.  To the’ extent the ofhér anLLtLVLS ol
Government patent policy are considered, it is arpued that there is no avi-

" dence to support seme of the e¢ffects others cousider relevant such as the
impact of patent policy on innovatlon or centractor participation, It would
thus scem that Federal policy makers should support an H.R. 85396 approach
to patent policy-if the contention that H.R. 8596 approach is anticempetitive
can be shown cither to be wrong or questionable. We bLeliceve that it can -
reasonably be demonstrated that every other objective of Gavernment patent
polxcy w\ll h wore clcnrly,fosttred by an H.R 8596 npplnnil thau by L -

In our cntxmnt1nn a, tltle-ln -the-Govermeent policy would, on ,
campared to thc LR 8500 npproach
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However, haf-the classidal ‘dconomic “andlysis of com ition is baﬂcd M
of a static ‘ratherthan’ a dynnm\c model. thlc ‘stich nnnlystq 13 uaeful in’
many’ clrcumstances, ue questlnn “whother 1t 7#s the best madel ta use in

evaluating Covernment:patent policy. We belivve that the economic health of ¢
the nntxon, lonn 2rm gconomie growth, and the maiate
is much norc de'ndL t on stlmulatxng ChL introduction a
technolochs than“it-is on Ensurlng maxlmum COmthltloﬁ Ln the
and gsale of a g1vcn produc:

prndlcts and’
nnufacturc

With this in‘midd ) let’ us Eﬁbmiﬁe' rit cally ‘the argumont whlch
be based on the Stﬂth:mOdLl “thae a“t tlc-ln-th fovecnment’ PnliLy
promnte cumpct1t1on. ﬂle suppcﬁltlol :lj to undgrl:u this
is that oost Covernment edntractors ar ldrge; dominant “fiving and that 1€
they are atlowed to retaln rights ta 1HVLntlnns their dominanee wilt be
enhanced. )/ Rétention: Bf Mmarchsin® rights ace apfarently not. deemed sulfir
cient to. prevent this. Following this appro1Ch of course, ncecssitates alse
taking r1ghts from smaller firms and UﬂlULrhlELES that deal with®the Covcrnmcnt.
Rowever, itiis argued that’ since ‘these Exrms do d rels i¥ely small propnrtlon of
Governmeat’ contrﬂctlng, it is not uorth unrrytng nbou[ the fow 1nvvntlnna they
make as comparéd fo the'great number camlng out uf thc lurgv Eirms. 2/

1/ Ass1stant Attorncy General John Shcncf1c1d in ndvocattnn n t\tlc-ln
T pcarnnce'u[ Uoctmh(r 0, 19775 “bifore tl
Sclect COlifth on Smn[l busxncss, U, 87 Senate, stated, "1hu compu" ’
tive risk to the public in crnnsrcrrxng title. to the contractar may be ™
especially high wiere transfer carries a dannur of further untrvuthng
the already strong market posntlons of ‘miny Cuvcrnmun ontractors." -

2/ ¥or cxnmplo, Adm\rnl Rlckovar. a i o proponent nr the txrl “in~thel’
Covernment agpronéh, in his statement af December” 19, 1977, before the
Select Conmjtte on Small Husxnoqq 1tv 1n quoat1on\np the
wisdon of allowing cnutrnct Since larpe
cnrporat:nnq Act’ the major B ! ts, they wonld

be the Sues to benelit most [rom saslhi s practiéd " Later, he claims,

"Small business, far its owa advantape, should Be apainst a giveaway

patent policy, The vast proportion af Goveroment business poes to

Llarpe contractors... I{ the rights to Government financed inven=

tions are given away to contractors, the Goverument ftself will be

promoting the concentration of ¢conomis power in the hands of a few’
large conplomerates,"

3




. the firms.} .

wd i

" As an initial obsgrvnt1on,

se mote that a subﬁtnntxa] pultlnn of Goyerns,
mcnt R&D 15 conductcd by unxv 3

hvvn uhv .
Government prime contracts far ma]or systtmq dEVLlupmunt are awarded. ?n ﬁnjor'
corporat1ons; some of the work ig subcontiacted with the result thae aop
the new and 1nnovnt1vc ideas stem “from lower—tlcr Qubcontrng
extrnmcly unl:k'ly that dnmtuant firms rLcexvc ey
extramural _R&D budgut 1/

Ve also bciiév 1L likely that a substantlal portlnn nf Covvrnmvnt RED

that goes to firms that are dominant in commercial markets would be found Eo

be with major air frame and engine manwfacturers that dom;uutu boch. the Govern-—
ment and civilian imarkets, in this area. It ought, hawever, to be [airly, obv1ous
that whether or net the G
panies Lhc Lffects on ‘compe
be ncglxg1hlc Tndead we would note that unkil thL Justlcv nlpurrmont rUCLn{ly
tock action to end thxs, there was a polxcy erass- llttﬂslnﬂ thh:n thnt
industry which’ madc 1nvcnt10ns gcncrally avallable ’

1t10n in these capital 1ntcnstvu 1nduwtr:cs wi

Whatever may be the exact Histribﬁt1dn of the sourée of inventions made
under Government coptracts and grants, in the. .case of those inventions wade by
deminant’ Eirms one would fxnd that in thc vast mnjorxty ‘of cases those firms'
positions would not be affected vis—a-vis ‘other U.S.. firms by the dl:pnsxtlon
of rights 'in their 1nvent10ns. “Patents “would prnbably be found to be of mmnor
conscqucnce in Cthe maintenance of dominance in their industrics (alchnuph
in some cases they may have been an meortant factor in the carly growth of

1/ “The. NSF Surveys nf seienée Resources. Rcrlcu, NSF 71— 301 an. Xxv,
YFederal kunds for Reseaceh, DcVLlopmunt. and other cthcs[1c
Activities,” estimates that out of a total fedcra! hudf " for »
banic, applicd, and dcve!opmontal vxtramurnl FY 1977
of §17.428 bxklxon, 30X was purformcd by universities and, other i
nonindustrial perfo:mers. And in the.sulf areas of basid and e

applicd- resparch the, Lndustrlnl share was only around one-third, .
These statxitx:s do. not, ho ver, provxdc ¥ bruakdnuﬂ hutwuon T L
the types of 1ndustr1nl pcrformcrs, Lage vere . DA
small buqlncsscs A xece
Procurvmcnt Tolicy fimds, hat in FY 197$ 7.&2'nf.f_
to Lndthry Lvom mﬂjnr ﬂgvnclt weut, :o smnl] businuss, Hnwcvvr,_thla
study covers only prime contraces and’ dnoﬁ nat indicate, the pElCDn .
of prime contracts to large firms that were subcontractud to small i ms.
It would also seem wnlkely that abll of the nonsmakl business jndustvial ”
firms dominate or central a substantial shave of their commercial
warkets, lence, at n minimum around 5% of federal - vxtrﬂmurnl k\" LS LT
performed by small hup:ncss and, nlndua:lln! institutions. 1 it would
be most unlikely thinf dominant fxrm= nLtu1lly‘rvcolvu even Wulf of the”
totul h&h uxtrnmurul hndc 3 ) -
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cesi- Lo
rbsourggg" nnd wcll d:.w_lopcd markr.-r.mp, .-md d\str but\nu <y‘tr. will e o

po;u_l o, Thése ate the Factors !hat pn.w.-nt. ‘new fl.rmq feain & u.rmr. t
market #ad whiich prr.-vcnt smaller Ium-. from cfftctwcly €0l nd,
mcrcnsmg thc\r hnrr. of the market. '_ Ever Lf the an_rmum\t tnnk tithe
to inventions of dominant hrms, we believe that in mosr. enses ‘rhu [.—.c[m_-é
1isted above would prevent smalter firms from making any cfEoctive gae of
the inventions, the great bulk of which, in any case, are mers

improv"einent: n Lx1st1np, tL:hnolory controllc-d by thc. iaver

mnrkct, patent protcctmn may”be l:llc Onlv dcfr.-nsu thnt that
prevent larger [irms from’ und\_rl:ur.tl.np. ies m;nkcr:. WLthout
tection, larger fivms could, because of the’ advantages noted &
lmdercur.' any, market, dchloiﬂcd by the- smqll_qr I\rmg. .

‘fhere is another major shortcoming with the proposttion that taking "
title frem dominant firms will allow other Firms to use the inventioms - -
g0 a3 Lo increase competition. First, it scems likely that the number . .. o ..
eof inventions reported to the, Governm(.nt would duu-cnsc ir cnntrncturs
saw no advantnga to reportmn them, ! ‘sccond it isiwaglear jast how thcr
firms would learn of those. uwcntmm thnr. wure rcpnrtcd 'ly|uca1l)~ "
fovention reports come in ns scrnrntt. ws or addendmns £o Pro
reports. As far as we ard' aware ‘theré is no ﬁ)‘ﬁtL'l\lntll: puhll
reportr.d mvcncm'ts, per se; by thu .nvcrnmvnt, .-lnd cw_n 1! tl

nolopy trm\sfc.r of spuct(lc inve
avaitable is the NTIS pubhcatm
able for lu:onsmh. . Rovever, puhlu::llmu, unlvss it is cnmblnui mlh
other t:-chmque is net ronlly & pnrtlrulm'ly eviffective way nf AleFting
: mlcrcnl firiig: in inviat ions (evin 11 ane assumes sich
\ulhmlL uxchmwv r\}'l\t ). [ll Thivd s
) sing

approach .

II h'hllt- Wi
pn:vnt pnlu‘y, We Are ll'l nrrm-l\u'm with
Decembér 19, 1‘!77 statviewt o’ e ‘u-qmu- Holvct
Business that l'u'ra- eovporations. tite nunn-nmi-t"p:un\th That a
great new developmeats, but mingr improvements of deaipn features,"

5
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Me: would also haye the.readerinote:that even to the exten
taking, title from dominant-firms will-increase competition, the
of competition may turn out-to be., not >andmnu=.ﬁmn5m; but: foreipn
nnsnnnm=vwonnaaxnowﬂoﬂgn_ozm. ﬁ_wm is:discussed -inl somewhiat: pory
detail .in_subsection (5} belew., Finallyy at theirisk ofiscemingivepetdis J-vooon
tiovs, we remind the geader that the. forcgeingidiscussed the elfect of | o0 o
patent policy on a static model of.competition.: Ovir. thes long~run inne-: -
vation may .be -a major. factor influencing campetitions:i Aceordinglyy the <« s
discussion in. subsgctdion, (2. is., nuom..:. related no the! m:v.:.nn of: n_:m. iy :
subsection,.. & .- i . N .

Amv Hra uavunn ‘of Pitent

wo_ﬂn< ﬁ: uzscqnnuos

rnn us now nonupmnn nrn —Ev;nn an ﬁunn:n ﬂoﬂnnw on s==c<=”vo=. By
innovation we mean .the: ns=<rqwro= afsinventions:made: with: Goverament
support to comntycial products and procuesses, In line with our .._nnr.s_un
to consider.sepavately-each:iof the objectives:ofpatent pokicy, the |
following discussion attemphstto- isolate the innovation objective: from
the competition .objective.:; Accordinply; for - the.purpases of this sub=
section, we considev it irrelevant whether commercialization of -apgiven
invention is accowplished by one firm or Ecnnmvyc firms or by larpe
firms orsmall firmsyiInstead, our: analysis is intendeds booaddress:only.
whether the: chances: o€ p=<c=ﬁ—o=m being developed by n:we: will. be
mﬂ:n:nra‘OH awErapmSea v% one uvvﬂonns or. nzn cn:cﬂ.\ M
e .
un should Vn nwnunuw ==Anﬂmnaoa n:sn.assw w=<r:nr3=J n::p are; ﬂnﬂnnnqg i
under Government grants and contracts are: by-products. of the research: urnsn
supported.. : This is certainly.true of. almost all;university.ipventions
Similarly, very rarely docs. the. Covernment supports rescacceh ambodevelop
to the point whore a.given. product.intemlod: for thes eommere bal mavket hay
been: proven bhoth n..n_:.:.n.._:.w and econemic .i.:_ feasidble. so. that. private g
firms would view investment i the- _.,_..—s._h..oﬂ:_n...:.:_ marketing: of the- v—.o._:nn,, -
ag virtually risk-{ree. And even where @ Goveroment confracl does have
this objective, many of the inventions reported under that coutract may
still Le by~products of the research or may have potential uses in areas uot
being tested by the Govermment. In those cases where the Government is
supporting full development, U.R. 8596 would leave the agency with the
discretion to use a deferrud determination or ether more rustrictive patent
clause.

Nowever, in the great bulk of cases, WK, 8596 would result in apencies
nllowing contvactors to retain rights. In such cases will allowing con-
tractars to retain riphts more rmﬁeq-<=~w stimnlate innovation than a’ nrﬂ_rl

in-the~Covermuwnt policy? We believe the answer is clearly "Yes.
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Civen the fact that the vast majority 6§ Povwrnmont =stipported fivdat ioas
have not been.developed beyond the laboratory’ stape:imd will nor b throuph
Government support, it-should be ebviaus that substantial private |nvuﬁlmvnt
will be needed to.bring the invention:te'the market. -One estimaCe iade 7
several years ago was that the coest of bringing ansinvéntion to the market
entailed, on the' average,:about. 10.times the-cost 6f inventing it. 1/

: Expcrlcnce at many universities bearsithis out, “The amount’ of Goverument . .
. support actually invelved in'a grant-or series ol prants that lead to an

i invention i5 usually small in eomparison to:the.estimated eosts that lieen-
sees would have to invest to develap the invention ta the point of commereial
appticntion, Xt has also beun our e¢xperience that it is relatively rare for
2 firm to be willing to invest in the'development of.a wniversity inveiition
without being afforded some exclusivity. We would dring your attention to the
report of-the Ad loc: Subcammittee:on University Patent Policy (copy nttachtd)
which dcvelops more fully than we wxll in Cth pnpbr why this is thc case.

Sam11ar1y, in thc case: of inventions mndc d:rcc:ly bv sma11vr f\rms .
under Government contracts or subcontracts, we find: it-difficult to Lelieve:
that such firms: would normally be willinp to- ancst in thc futher dcvglopmcnt
of the invention without exclusive- rlghts. - .

In the case of larpcr firms the 1mpact of- thc Covnrnmnnt s ubtnxn\ng
patent riphts on their-inventions-on their willingness to invest in the
development of those inventions is less clear.: It is. certainly indisputable
that many Eirms, espeeially in certain industrics, would ot invest wlthout
exclusive rights, .and meither would any dther  firms with. the: possible’
exceptioniof certain foreign’ firms that eajoy state-supparted manopolics
-(having nothing to do with. patents) in their home marketsy - Ou the other hand o
there would urdoubtedly be some cases when larger firms: would work :their ¢ ;
inventiond even :without exclusive rights. ~ Minar improvements might get
integrated into on~poing product lincé.: And new products m\th bc dcvv!npcd
by lnrge; Eers uherc thc ma:ket potuntial was - clunr.

17 U7 Fanel an laventions and Inuovations, "Technolopical Iouovatinn?
Euvironment and-Management, pp. $-9 (GFO, Jan. 1%67).
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Our conclusion that leaving title in contractors is much more likely
to result in commercialization thaniis the Coverpment's taking title is.
supported by the data developed by Barbridpe Mouse, Inc. in its 1968 study.
For example, Barbridpe Nouse examiavd all. Goverument-suppected- inventions
patented in, 2957, and 1962, .: Of- all the-inventions: ucilized. dn this srowp,
they found:thaf the centractor held title to 203 apd the Government to 7.
In the teotal sample the Government held title to arpund. 272 of .the inven—
tions, Harbridge House also found, “Of all the factors patent rights and
prior. experience, show the stronpest- association with commcreial . utilizas
tien." The Harbridpe House.analysis imdicates that all other things gqual ;.
a firm with title is.about.twice. as:likely as a:firm without: vitle to
commercialize an invention.-. lt--can: also.-be documented that-in the over~
whelming number of instapges in.which universities have obtained licenses
for their dnventiocns. .an, apre:.ment couid only be consumated -on-an Lxclu 1ve
basis. ety b . . : !

1:‘. t.hus seems cle:n: th'\t the rcsult nf thc. Gnvr.rmnt-nt kud.p\nr t'l.l:'l.r: w111
be to deter investment {innovation) in. some cases, and-«fo have a.neutral M
¢ffect in others. The 'only question that remains is whether this might be
counterbalanced by. some.larger Lirws- using their patent.rights to-suppress
ov.-defer: the development. of inventtons that others might bave been. willing ..
to. develop -had the Governmenat held title. . We believe such fears.ave .
“largely unfounded .and that,.in any case, even if the Covernment -held titl
the likelihood of other firms developing most..inventions would small ..
Even if the Government held title in the: invention, it esn b
why other firms would be willing to invest; in th

Adnveation.without ...
exclusive.rights. For:the reaons previously discussed, it does not .
follow that. the taking of title [rom large, £ivms. will luad ather firms ta .
invest in the invention. . The large firm s€ill, has other .ulvtmtnrcs -
that would deter such iavestment. Jt weuld: segm that the Government .
would have to do more than merely take: title.” 1t would,:in tuen,. in
most cases have to granr -somecne. else an;exclusive license, But it could -
be asked what advantape therve is to. poin hrowpeh the, cost:and affore
of an exclusive licensing cffort as epposed to allowing the inventing: ...
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int(.nds te workfthc mw,nr,mn

thr.- t.xcl.unvu ‘ru'.hts

I: vould furterman APPEDL‘ th'il’. lf undr_r- anvil R BS‘}(; o

inventmg contra:tnr ohta
invedtion, :the "march-~in'
to runudy snch a 51tuntlon.

ns title with ‘the real” intent: not: to work” the
lghr.q 'l(.ft to: r.hu Goverament would b suffigicat?’

I-‘urL-'hc'r:unp = mthout p,er.r.mg toa: 'dr.-cply into- l:hc= Ven' more argane nubjcct
of ‘patent law, porise, we note that: Jl:st becatuse - a:fich lms a ot BRI
patent does nokl nucessnhly guaranteéd thatsothers willinot! be able tofwork
the 1nvent ion, « The-courts have diséretionsubether they will grait 1:1_;um:cwe
as opposed Lo fmom.c.-u-y relief. It is lnghly uilikely that the courts would™
grant "injunctive reli¢fsin the éase of. inventions thatinre critical to. pubhc
health, snfuty. or other national needs, where the patent owner is not -
working .the invention, Accordingly, even.aside f{rom Govermment ™ march-in
remedids it is unlike)y chat-a really eritical lnvc-ntlon cnuld be su]lpl
by a Govcrnmu £ contrnctor ot any ol:ht.r patc.nr. awneri. .

Moreover for nvnnety of prachcnl reasons; 1.t wmild bc a mnt.
- behr.-\'e r.hat a t'Lt!le )n—tlm‘-Gnvermnr nt. l1.cr.-nsm;,

previcusly i lc.—m ~the- Gnven\mcnt :\ppruach m\p_!lt ulunm.n:u thr.- neentive
{or many - prm\tu.-s and CONCTACLOrS: to Teporl: faventions. - In thecase™Nof the
university cemmun1ty it is thelprincipal Tnvestipator wha: normally starts,
the processimoving hy 1dem:1fymp, |.|w¢-nl:1ons.: Since public atmn. amd not - \
davestigatory many ace not
can ba avercone by aggres~
wduce reporting, wspecially by au .
apyam that of lers! mome” pnbnhl.tu.y affiaancial ‘reward
for the Fuventor. ““Suchi‘incentives’ to! thi mw-utnr art completoly lnst
when' I‘:!l(. ‘Caveranen ‘utoiﬁntica’l]y‘ takes titl “Within the Business
sector, a similar ‘déerease ‘in repnrtmg mu'l\t risult ;. altholigh
plnbably for differdot: rcasnns. o Beocid e

patents, are critical Lo the: carcms of wniversit
motivated ‘to veportiinventionsy 1/ However, thi

shve P!‘Ogl‘llmb &t ‘Ehe u\uvchl.ty to
active liceasing

1/ We would romind the reader that about two=thirds of the basie and
applicd extramural research supported by the Goverument ig per—
formed by universities and other nonprofit institutions.

B
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Second, the Government would. be faced withran:enormous! 1ncronsv
For cxample,: the Defvises-Depattment receives: some - 1500~2500- {uventionitirelon:
gurys a year from its:contractocs: :.In: the great bulk. of.theie: theseont ractor =
has the right vo clect rights, Et appears that they do so in about one-third
te one=half of. the:cagés and that DID:now examines those! \nvtntqnnw 1n L
contractors do not¢laim.riphts and File patentrapplidations an’
DOR's basis for fthng. as wé: undepstand it lis-theijpol
these inventions to military:proprams and DDD -l
royalty claims onssuch-inventions: ::Theysdo nat-andlyze thesevinventidns: for
commereial potentdial,’although-itrmiy well :ibesasafe assumption that if
cantractor did.net request rights-that:thecomucrétial potentigl is lowiss
There is, in.cffect, a strééning -process pérformoed-by:bOD'sucontrhelol’s as

well as those of other agencies, Under a titlezinsthe-Government: spproach

this serveening would not take place., Thus, under a title-in=the—Covecomenk
approach DOD would be- facedywith: domd :1500-2500-ioventions. a year-on whith:

& decision: vould have.tosbe'made,eoncerning ithe. fFiling.of: patentss + I{-DOD contiaved
to basesthat decisionssolel y-on:potent-ial mikitaby:applications ,»Ar: eught-tal -
be obvious that:patent applications=willenot:bé:fiked on: a' number o nvene
tions that have commercial potential buf not wilitary potential, Therefore,
if one is to honestly argue thart a citle-in-the-CGovermment approach will not
have negative impacts on innovation, one must be prepared to say that DOD

and other agencies must screen invention disclosures for commercial applica-
tion., However, that would require a substantial increase in agency staffs and
resources devoted Lo such tasks. To duplicate the efforts now undevtaken by
many contractors and a number of universities, the Goverument apencies would
have to be prepared to diseuss the inventions with various industrial experts,
to run patent scarches, and to waderrake a substancial amouar ol sophisticated
market and tcechnolopy analysis that is boyond their aowvmul wmissions and
eapabilities. It is unbikely that many agencics would bu willinn te expand
their stalfs to undertake such efferts, We think it cqually unlikely that

the Congress would provide them with the funds necessary teo undertake such

a propram. It is one thing to say that the Government should take title

gnd license inventions, and quite snotliex to obtain the stafl and Iunds Lo

do this effectively.

in worklund,:

.Fru*th:nllrd nvniw't future

Third, Covermaent licensing efforcs will bo hampered by the fact that
tho Government will aot have available te it the expurtise and knaw-how of
the inventor and the technical team ghat conceived the invention. Success{ul patent
licensing often requires transfer of more than a bhare vight in a patent,
Agrecments to provide technical assistance may be required whieh the
Govermnent could not offvr. Moveaver, in the case of many inventions
conlng from the larger Eivws, the lovention may sinply be an iwprovement
on existing teelnology contvolled by the inventing firm, lecause of the .
nxlﬁIFUtpnnf domlnuﬂb'ha;kg|uund patents ; ithe invention willibe ol no use”

to anyone bot the fnventing corporattun

Fourth, it is wot alvays obvious at the timélan invention -

is made that it will wltimately have commercial importance., In many
cases, it is the perseeverence of the inveatnsr o other techuical
persennel with the [lrw who foresee an fuvention's possibilities that
persuddes a company to po abead with develfopment . :

10
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We will ncxt discuss. the-dimpact .of alternative- patent -
policies in the, area of health-related inventions. -This -provadcs e
a clear case study, since one can.compare .tha - rcaults of DIEW'S .

- pre- 1068+ title- in-the-Government.oriented pol;cy with its cxponencc
since that time, when_ a morc tlLle—ln—the contractor oxlcntcd dpproach
was adopted, Cenak . . . :

{3 lmpacc of rateat Pollcv on thL Puhllc Hun]th.

A significant port1un of COVLrnanL R&D is devotid -to mudlCﬂI researchs -
DHEW, NSF,. the Duparteient of:Agriculture and to’a- lesser extent ‘olher aguncivs
such as DOD and the Velwrans Administration support extramural reseavch in
the medical life iscivnces. -Out-of such'rescarch new ‘compounds afe often
synthesized which may:have:pharmaceutical potential.’ Expericnce at NEH- “aud:
studies by the. Generals Accounting Office 2/ and- Harbiridpe Ho 37 ‘eloarty support
the conclusion that a titlg-in-the-Coverument’ patent poticy that “did nolmake -
an excuption for medical réstarch would endanper the public hunlth.' Hov;vur.'i-
proponents of & title-in-the-Government: approach have never suggested that o7

medical research be excepted: from-the policy. *Indited;, ¢ven' the ‘President's
Statement on Covernment Patent Policy unfortunately spuct!lcnl&y sLnglus out
health as an area in whlch LhL (ovurnanL should tnkL thlu '

The GAO and Hﬂrbr1dgc Hnu:; ruporcs noted.above’, wh\ch ety buqu IRy
on uxtunsive intevviews with Natiooal Institetes of Health grantues and
staff, concluded:that the pharmaceytical-industry woukd not veilize

1/ Over one~third. DE the decral R&D buﬂ?nl Ior bnstc regearek in FY: 1977
went for thee life seienceswhich inelwde midical amd related research,
Sce Report, sopra note 1, p. 24, Siwmilarly, one-thirvd of the federal
applicd research budget was devoted to the life scienews, ibid, p.29,
These percentages cover both iu-house and gxtramural resvareh, and the
exact percentages of extramural, leu seivnce oblipationa mny vary from
these fifures.

2/ GAD Report B-1640317(2), Adgust 1271968, "Prablem Arvas: Affeet ing L
Usefulness of husu!ts of Fovclnman-Spnnuo:Ld Rescarch in
Chum\st:y . . ; o

Ej qubl:dpu HousL, Inc.. Govurumunt PJLan Pol\cy ﬁtudy fnr thu FCST
Commitltew . on Cuvcxumvnt Pntunl Pollcy; May” 15. 196% Vol. 1], mee Lo
Parts I aod: 111, .- ool
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{4) .w_:...,.Hs_...._nn.om Patent ma:ns,oa mn‘o:aamn,b«o:nz,.n_:_ Johs,

the discussion in. mcwaennpo_. ANU on ;:Er._:c:. Hs w_._r seetion, (2} we.arpued
that innovation is better achieved under nzr IR, 8596 =11.::nr than- by, the -
Government nﬂWﬂ;ﬂ ticle to inventions. » have also noted that the innova-
tion precess, is a ﬂ_..:__r ingredient . in _=n5n..:_._::. competition., The.purpose.
of this m:_u»....nn_.u: is cprimarily.to na—::_ tze and explain,some axpects o
vhy innovation is essential for ‘cconomic prowth. It should. besebvious.th
without the ;nnoa:nnpas of agy vusa:nnm inte the econamy, cconomic. r_..ar.n__

and job cx—_aﬂm—o_.._ —._.OG_.H— come to an eventuzl halt: While people can disapree -
whether particular. technological innovations are pood -or-bad, we ___.:.__-n that
onyong would mnlo:m: argue that.a slew-down in. technological innovation:
would unot ﬂcms—n in slowcr ana:ospa hwcsnr..An s th mﬂ.rr"c: af RED
periormed in this nossﬂnw that is Govermment suppor ted has now reached uqo:am
nzo:ﬂrrﬂgm. :n:om. it is »:nmnmﬂbvpn n:mn Aa- n9<nn:£e:n vnncsn wapunw

Although we belicve the relationship between indovation and long-term
ﬁno=oamn m_".o..&: and. job ...xv.:,,mmos gre. msﬂEn_.qp: and,, r_.. .:.lou_:..

A wwmu cn?.:.n_:ns of. nassrﬂnn n—::.. : EE a.mor L.n...a.:v :_.:T:
study by John Flender, and Richard:Marse. Bf the MIT:Develepment- Yowndation,
Ine. M\ lend stronp suppozt Eo. n:c propos ition n:;n sales nn:rn: and.. job
,nnnwnuaﬁ oecurs more rapidly, in,innovative compani - maAL .
(dominant) cempanies, And even,morc mwmzr.npn.u:n“nc.ﬂ _.,—_Ha..‘omr.,.n,.o.m this

ent, U, 8,
(K TOY 5 PO

. x
.w.\ Technological Innovation: - Its Emvironsdont snd Manpa
on Invention, amd: lonpvation; . Az_ _:_.Tno: [H34]

2/ Joln O, EE..?.—. and r_n,::;_ m z.:.ﬁ.. The Role of Rew Technical
_.=:.3_2...;.. in the U.8. Eronomy, M.I. T’ Bevelopment: Foundation,
Inc., Cctober 1, §975. , ’

14



1284 ©

analysis is the fact that job ekpansion’at young (1.6, dnall) hiph tuchs’
nolegy companics was even moire spuctacular, 3/ These [indinps, lndlcﬂtp
that a patunt pnlxcy that would ducmph651zu ‘thie needs'of ‘smaller Fipms’
and cmphnstzu concurns uxth lnrg;r fitms could havc a nugntlvc impact

on job prans1o :

The pnanL1n1 harm’ that‘could accrue ' fEom dlscnuntlug the ne
be concerned with. 1nvuntlonﬁ “from nondomidant “firms is further umphd
by a study done by’ Gulman Rusearch Associates. An internatidnal pane

. of expuerts selectedithe 500 major inndvatiows thit were intreduced! \nLn
the market durlng 1953-73in the U0, U.K. npan W, Cer.,’ Ernnru. or
Cannda. OFf the 319 innovations produced by U S. 1ndudLr1us, b1 4
were produded by companles with ‘less than 100 employees. “Another 24% were
inLroduch by CQmPﬁ“lLS with 100 te 999 employeis. Y U :

ﬂ\cr;fore, to th Bxtent e are corruc: in assurt1nr, a3 we did ia
subsection (2) that the RWiR. 8596 appeoach ‘is much mote llkLly than -
& title-in-the-Government approach to: btlng about “innoviation, it is
indisputable that the H.R. 85%6 appreach is aiso mueh more likely to
encourage econom1c prouth and an uxpans:on.

T (5) Thb Impnct of Covetnmuit Batent Pol;cv on FOTLIPH Cnmput\tlnn.

fur dlscu581ou in subseetion (1) of the effuct of Govermment patent policy =
on compulition nllud‘d to the fact that title~in=the=-Goverament advocates may
have reached théiy conclusions through Lhd wise "af a-static rather than a :
‘dynaqu moditl of competition: “We think their analysis also dlmost’ toLnlly
ipnoves the: fact that the ULS, Lconomy ‘does not opurnLu in a vacum’
American industry ¥ in inereasing competition with'foreige corporations: in
high-technolofy areas, But a titldcinsthe-Government patent policy must
1ncv1Lahly work to the advantage of foreign firms at the expense of Nn;r1can
industry and lnbor.

i
L

3 e authors’ Eound that duting the 5 yeag’ pur\nd af 1969=7¢ “six maturi
companivs with combined sales of $3ﬁ billion in 1974 ux pur:vncud a -
net raiu of ouly 25,000 jobs, whereas the five youny, high lvchnnlnp
comp1n1cs with-combined salis of only §B57 m\ll\on hnd a nLL \ncrvaau
in ewployneat of 35, 000 Jobs,

15




The taking of title by the Coverament will cffectively provent .the
American inventing corputation from-obtaiving foreinm. pateat protection.
And without Covernment foreipn filinpa neo American:firm could pain any - .
exclusive rights in foreign markets. Bur historically the Geverament agencies
have had neither the incentive, the stafE. the budpet, . nor sufficient knowledpe
of market conditions .to fxle for forctnn patcn:a in nnythxng more than a small
number’ of cases. l/ L . i '
Secondly, iFthe' Covernment tnkcs tktlt to v.s. rtghts in :nventlons

and dedicates them, these. inventions are equally.available to fargipn

based firms that would export cnmmcrclal cmbndlmcnts ol these: inventions
_inte the U5 . } s St

If you combine these facts with the difference in the relationship
between business ‘and Covernment in certain foreign countries. as compared
“to relations in the U.5,; certain disturbing implications. arise, In .. ..
some foreipn countrics 1ndustry is highly socialistic and state controlicd. :
In others, major companies may enjoy state. subsidies and support. . The result.:
of nll this is that ‘the same invention that- U, 5. firms may not develoep
without the exclusivity afforded by patent rights:may' be; developed by .
Japanese, Gérmany; -or othér feveign: {irms that enjoy monopoly. advantages in
their hond markets through means quite apart fzom patents. .In turn these . .
products are exported inte the United States and displace Americar products. . ..
and American jobs. ’ : :
In short, given the difference in indusfry-Goveriment relations in many
of the technologically advanced  foreipn: countries as compared te the Uniged
States, a title-in-the—Covernment policy ‘is most. Likely te:faver foreign:.
companies., “We would emphasize that we 'in no way mean to dmply-that dhe. o
United States should abandou’ its antitrust policics. . Instead;-we buelicve.
_ that the existence of the antitrust remedies makes it extremely foolish
for the United States Govorament. to -fashion its patent policy. primarily
on hypothotical and we beliéve mistaken conceras about.the impact. that :
policy will have on comprtition within'the ‘United States whileignovisg .
the many adverse c¢ffects that a title~in-the~Goverment policy would have.
-lf, in a fow isolated cases leaving ‘title with Governnont contraactors . -
is found to be n chtrLbut\ng factor to acoursc of conduct, er a monnp--
oliscic postclon that isin vielation of the *antitrust-laws, then the;:
Goverunent should seek to'remidy suchoabuses through: antitrust laws,

ll Statistics by the Committce on Govcrnmcnt Tatent Polxcy show thnt
during the period of FY 197075 the Govermmeat filed for foreipn. ...
patents on an averape of 77 contractor inventions, and Lhe prupundurnncL
of these were by only twe apencics, DOE and RASA, This is approximately
one=-tenth the nuwber of contractor knvtutlun upon which the Qoverument
filed U.8§, patent, nppllcat\ons. ' '

16
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The existence of:the patitrust-rémedy would 'seem to lessan the need to. -
be concerned over-oceasional’ anticompetitive -situations thnt thunrct1c311y
might emcrnc Irum a t1t1e-1n-thcwcontrdC:or polxcy. »

(6) The Impnct g{ cnvurnmunt Pntunt Pﬂllcv on Cnntrnctnr Pn|t1c1pntlnn...

Thc issue of Uhethcr Guvernmcnt patcnt poltcy aifucts ‘the ullllnpntsn of
potential contractors te participate in Govermment R&D e(forts is again tied
in, to some extent, with théwargunents in.the previous subscct fons, Howeyver,
it also con-:tll:utes a sepatrate subject:and does represent an jmportant Aimpacet .
of Governmunt  patents policy.: -Apparently, this considenation has boeen. the :
primary one that has influenced the Defense Dupartment to adopt a title-in-thes
contractor orlentcd polzcy.

Bccﬂu»c of obvtouq dctrlantnk effect E) tltlL-xn Lh- Government. patent
policy could have en thematisnal defense.effore if, indeed, such.a policy
would have negative impacts on:conttactor participatian, tttlv-:n Lho—_‘.‘-
Government ‘adveocates:-have. generally gone to great. efforts -in their. prcxcntatlnna
to discountithis passibility.:. They often-claim that therve is o evidence to
pupport the contentiowithat’ tnkxng title will detersfirms feom pavticipation.
They will also ‘efiumeriate: various.advantages: to. taking Gevernment, contracts .
wltich they claim will lead. ftrms to aCCLp: Covernment work -regardless of the .
patent: terms, Lf s e

!I Asslscnnt Attorncy Ceneral Shcnefxnld made thn follou1nf 4tnt
in hisitestimony-of December 28, 1977, to the Select Comnittos
en Small Bu51ncss,_u S Senate: "We are not aware of qny convincing -
showing that exclusive rights in government=iingnced fovensions need. .
be granted £¢ contractors in order to induce. thum .to accept govern-
ment BAD contracts, which themscelves confer many-benc s boyond. ..
the simpleeontract. priced - Among these beoefits are. the dpportunity
to traing key persomnel, expand research Facilities,. develop know-how=-
all -with povirmnent - nld——and npply thL%v-nqsvts to further the.
tractors' dwhicommercial. objcctw(.':- Ticse tontracters may ala
govermmentodataand ‘know-how inaccessible to-their; computitor .
& result; ‘contractorsiparticipating “in: govclnmcnt—fundvd rcaunlch P
Profrans cnn-ngqu\rc a long aad ngﬂlflbant lend jover. their actunl or. i
potential competitors.

See,-dlso; the: test imon;

L Admiral. Rickover before the: sane commitlee
on Decueb 19,1937, - - p SomEL e : :
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‘Wo “one  denies thiat in:wany ‘instances @ firm.will. accept Coyernment wark
repardlessiof the :patent termsy often for the reasans piven: by title ;
Covernment advocates. However, there is ample evidunce tliat there- are nawnm
vhen vunnsn vno<nuro=u will affect the willingness of firms o accupt.
Governuent iresdarch anunnm ‘OF contrdcts e =DREW experience with) the. .
phari iceutical: wsnzanww in ¢onnection With its cancer chemetharapy )
dreg research program in the 1950's is a clear cut example of
firms refusing o tbﬁnynwﬁunn in Government programs without patent npﬂtnm._\
Harbridge House,"in tts 1968 study of Goverument: patent palicy,. epucluded
that thexe were a number of situations'in which a ;titlesin- the-Covernment
epproach would aflfect tontractor participation. They, of course, also
noted that in many- casus it would make no differeuce.  We.beliy e punurons
nn< rRment wﬁoncnrar=n officers and attorwney's: could provide aneedotal
@ wnosnn<om instances in which particular contracts would not have. be =
consumated” ﬂm the Govéroment had insisted on obgaining ciphts te -
inventions, ©1n m:unn the arpunents-of the n-n_r:~=an=¢1q:<rn=s.=n .
mdvocates Concerning contractor participation contradict;.actual eipe nw.snr..

A6 is discussed later in Section (2), many universities have found n:nn
concern over Government vmnr=w aowﬂow oﬁn in deturs v4~<nnr industry mﬂca
supporting university research in areas t:eq: related Covermnent work:is:
‘being performed. 1t scems obvious that’ those m;ﬂﬁ concérns ‘would arnn a
firm's willingness to do work for the Government that .parallels fts 1ﬂ~<anr
rescarch efforts. ﬁrwpr andoubtedly DOD would have little nwozrwr ﬁrnn_:h
prime contractors For major systems arcrwov5a5n>nc=nqarnn regardless of
patent terms,.the same could not be szid of wany poteatial mssro:nq.nnc_m
under those contracts. It should Hot be lost sifht ©f that whilé a major:
weapons. gystem may . not rnqr a nosscno~=~ counterpart, many o1 its subsystems:
or -components have . nazEnno—ap aunxcnm or are mzﬁnoce; “TsioNy z—nz purhaps
higher performance characteristics, of noaarqo~n~ items:  Theiv eodwercial
equivalents may be proprietary ov.covered by zunusnm. ‘Wi believe that o
would. be naive,to belicve that if the Defense Deparenent ann:avn:a to flow--
down a: title-in-the- roccﬂ: éat nﬂn: ¢ Ehrouy _humnrous nncn ah.unm

.c&m: ﬁ:

B w\_S‘pwum; n:n‘c::“p. Heath, Seyyice was n:qnna to anend its-regulation
cto allow comure ap gopeerns to utnin n~e=p st fuventions wade under
I, o_zrq no ncn nzr ::nnzrc:n_nnp —:;_.rqm




“that such.= pol1cy would ereate,
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The effuets of ‘the refusal of certain potential contractors to participate
in pnr:xculur conLrncts or subcontrncts would scem-to be the .following: .

I. Procurtmcut casts m1rht increase 1n cases whurL fxrms witn proprlv ary
interests refused toparticipate since the adtual contractars unuld prohnhlv
have to dﬂpllcﬂtb much of EhL-ftﬁLarCh alrendy erformud by the more advanced
noupaxtlcipnnts. : . . . R

2. The quality OE l:hu flnnl product mght. be lowur,'n purhnps unaccc.pt"
able rxsk in thL arena’ of’ m111tnry procurtmcnt.—-4 : oL

‘3] Governmnnt prncurumtnt m:ght chDmu 1ncrunslngly concun:rntud in
larger, moru dominant firms.' That is, if would stvem to.us thar larpe, dnmxnant
firms would be niore willing to-accept Government ‘awards. even without nunrantLLs
of patent rights than will small:and mid-sized [irms that have move need for
these rights to protect -and improve their position. As a vesult more and mere
Government work,-at’ the prime and subcontracter levely will be performed by
fewer ond fewer firms.

In summnry, thetc is absolutely no quLstlun that a title-in-thé=Govern-
ment policy would havy anp ndvgrsu affect on contractoer pnrttcxpnt\on. The
only real unkaewn is the precise pnramLtLrs of the ploblums in this area

(7) The COSt of Adminis ctering AltLrn1t1vc Patunt P01Lrius.

Somguhat rLlntud to thL cnntractnr pnrt:c:pntlon issue is thnt nf the
administrative costs .-md burduns entziled by alternative pnllc\tls.
It: should by obvipus that the 1,R. 8596 npprunch vould winimize sdmlntstr1t1ve
€osls Or bllrduns, sinece negotintious with cantrilctors and processing of waiver
requesks would be unnecessary, S1m11nrly, if the Goverament” mlapted a hard:
and .fast, take it or leave 1t, title-in- thc-cnuvrnmnnt policy; these-costs:
would also be minimized. Nowever, agsuning such a policy was combined with’
an active Goverwment Licemsing progrim, the adwinistrative costs would be
such higher than an H.R. 8596 type pélicy. {Sue our varlivr discussion in
subsection {2) en -innovation.) Tt seems fairly abvieus, however, that a
conplete take it or leave it tltlL—lﬂ-thL— yament policy’is not passidle,
The result u\ll be rcqupsts by umerous potent al COutln;tots ind subcontractors
for more liberal terms. Many of these requests will have to be considured
if Government proprams are to proceed on a timely basis. This, it -souss
¢lear that the taspayer will pay move for the administration el a title~in-
the-Government patent poliey than they will for the ndmln\st\nl:on of on
W.K. 8596 approach,

19
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A Comparison of tlu.- . R.‘Bi% Apprmch with th-- c-'!‘\l"'b\'"{,’l"p Apprn.-u-h.

Qur pn_c(,dm;', d!.scu-:smn hns bc('n hnuta-d ‘tar a comfiat iron ‘af e WOl H596 -
epproach with a title-in-the-Coverament npprnach to Goverieat rnt'unn pul:ry. o
He think that,discussion and-.analysis leads to-the cuncluaion ‘that ‘a-ticlu-
in-the-Govermment approach is a totally unrealistic way of - Fnruu:]nt:n;, a uni-
form Government .patent policy. . Converiely, therH.Ry 8596 approach i o ll.-.:nblu
one which would promote the.various oluucuvus that can be .inllvenced by
Government patent pul'l.cy. The question remaing whether g ¢asi-byse: :

approach weuld be supunor or -inferior to :an WL.R.: 8596 approsich. Miis seétion
is devoted to.this quustmn. and sy will® apain: considur the difterent: mp'u‘ts
af the .two. pulxcws in cach of .the seven: areas discussed:provivusiy. s Our

eonctusion is that the H.R. §596 upp:nnch 1s su]u.rmr ‘to a-ca

r=hy~case np]qr"‘oa'ch W

We would remmd the rLadur, as stated at th(. bemnmnp nf th'l"‘ ‘papur thdt e
the case-by-case .approach- can encompass’ d-tunber: of variariois: Tt mtght, :
as is curvently normally the cese, assume that spencics would sclect i
individual coges among title-in-the-Govermment, title-in-the-contracter, or,
deferred determination clawses. Or it could ‘assume that only delfurred’”
determination clavsus would be used.

it might have a presumption in favor of-title
in-the-contractor. - It might oz might not-be

Depending on how the palicy is stnr.;d

acecompanied by th

in~the-Covernmeént ar titless

2 nssumptlnl

that the Covernment.vould undertake to-licensu-inventions to which it }
obtained title. Whuere these deELnnces are- relevant to our ‘analysis, wo '
al:tumpt to account- for thum. : : : : R f

One” pmnt e, wou'ld nlso Uln[ﬂ\ﬂslze is thnt anewhao ndVﬂC.ICLS 9 eas v—hy—c'asu .
npprnarh presunabl v should have  the sch1l'1(. variation which die wiuld &
choese in mind. We would make the ebservation that. whilethe choice of -

one specific variation may help to mitigate what we might argue are the
adverse effects of a case-by-case, policy on*a speeifict objuctive
well turn pul to compound the, problem with respectsEo:another ob
in short, we caution that:.it is oot.appropriace.to.shift. from va
to variaztion depemling on the objective that is:being disvussed.’

(1) Administrative Costs.:. . A ease=by=case approach:would be sub-

ptantially meve costly to, administer than-the LR,

8596 approach, :

Apuncies .-

might liave to establish an internal! process to, decide which ¢laise to-place

in each grant or centract,

will have to be wsdertaken.

other than a title-in-the-coutractor clanse is proposed

Et can be t--qwt.rud that in numerous canus where
m';'l)tl
The nrn'ncu.u way even [ind themselves forenid to

negotiate subcontract provisions eveu.in cazes vheve the. prioe contractor ls
willing to accept. a_ title-insthe=Government ov defeered, dotermination”
clavsu. The Govermment will also have:to Pprocess. nuberous. requests. for
deferved detevininations that swould not have had te be. processed i the
contractor had been allowed cighta. it the time of contvacting, - Finally,
depending on which variation.of the case=by~care .|p'|no1ch wai ndolut\.d :

& Goverument licensing proguvam might be vequired, - L ; i
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have to operate sith- a hieavy bias-in:favor of Tedvingititle with thy edis
tractor.. In ¢ssence,. 2 case-by-case:approach. would have: toroperate as-a
title-in-the=Contractor approach. as.it applievd Lo medical: and relavial
research if it was not to have detrimental impact on the public health.
HWe thus sey no.advantage in-adopting a-case-by~case:approach-as’ apposed
to the H.R; 8596 approach vis-a-vis public:health:concecnsis/ Tndevd " winbes
truly liberally. administered, the. nrm_.:_. c..c:_.h bi most! :r...:- to’ _:. a....._._l
mentn]l to the public heakbth, :v ::: .

nuu _&gnd- (6) Economic Growthand H:=o<...:o:.

For - 1:4v0mum of;this mumnsmm—oz Wi aTe no_zv;:.n :_..nco m.._nnow» o?
economic gprowth. and-innovacion since . as:our previows analvsis indiecatudl:
the veonomic growth objective is basically a funciion of thé rate of
innovation,. :However,.in 1ind with dur: attempt tosconsdder siparalely:
each of the objectives of patent policy wo remind the readersthatvthe
follewing discussion attempts Lo isolate the innovation objeetive from
the competition abjective. : In-the final w:_umrnn_.o: welwi ] rx ___::.. s
in more dutail the: noana:n—o: nErn__.:E.. . S k

We Sﬂ.:.# .m: qz:,n_...... ‘gan am.nrn n?._n ?._n.:.___. _E:S_ m__::_Z bu .._...a:._:a to
glimulate the developrent of inventions -into few produéts: and processes,
The basie disagrecment is ever-hgow this<is bust done, ' We think-it is
fair to-state the supparters of:lik, 8596 would ..:.n..... Lhab -in somir ¢ases
innovation will eake place just.as quickly even ifran” inventing c.,_:.u.:of.:.
is mot'allowed to retaim rights.s On“the other band, wost-titti-in-thel
government. advagiates' recopnize that -there are cases? vhen .ws__.,,«q..:.m::.z_..: -
be fostered by leaving title:in avcontractors Howeveri® these oca
would also arpue- that in some cases innovation will:bismore Fikidy ta take
place if the Government retains title anduin’some cases dedicates or in™
others licenses the' inventiony And one woild have to concude that’dn som
cases ..rmm‘ad..m.__.n zc:. va ﬂn..._n.., SThae .f.m:::.._:.. ‘poes, n: telori n_r:. -._.r :

P

ia lighi of 3:. H.__n_.m. . . EL

There are unfortunatelyecertain problems S_..n make: ..:: u.,...____;_.._..__ —.,_...an
and rational 3::.091_ unworkabley -To put .._. E
difficult: Lo- v _LE.. :_..:. _...cc_..ws,._cn_. ag,

g

37 See Inttoduction to-Subsedtion {23 en'p.b; supras




1292

hie pridiction that taking title from contradtors would imprave thi chaneiss: o5

of innovatien,. Also, o think .the. sqame problem-of 1dvu:nfy1ng \ndtvndunl
casen discussed in the: forutgn comleltlon huctton mny b at work- hUIL.

The expn.ru.nm. of most pc.rsons m\mlv-d in tc.chnolop,.y tr.‘msfur is that -
the chances of a given invention being commercialized are conqldur"bly
eabanced if exclusivity is:;availables: We would vemind:the reader ol thu
1968 larbridge lousy {indings discussed carlier at pape.8.

We bulieve that a case-by-case approach would not inervase’ the chances
of innovation. Presumably ipnovation would oniy deercvase in cases where a
gontractor retained title and failed to use the patent and prevented others
from doing so. We fail. to understand how the: Gevernment :gouldl. predict sach
behavior either at the tine of contracting or affer an fnvuution was iden=
tified., 1f seems to us thar the Govurnmuu s march-:.n er,ht are the real.
remedy for such behavior. : cou

The Only ol:hu.' Vﬂrlatlon I‘.hc\t ml.rht bt. sur{:usl:(.d wuuld hu'[or thz.
Governmunt to defor a decision wntil it avnouncud: the existence of the-
invention and accepted effers, i.e. it established a licensing propram.
While in theory soch.2 solution may be attractive in reality it is wnwork=:.
able and has severe drawbacks which were discussed previously.  We do not
know why the Government should be- aony more successful than universities
in finding nonexclusive licensees. . Tf the Goveriment, theyrefore, offers
an exclusive license,. we wonder how. the Goverament. could be.any wore con=
fident that:its exelusive licensee will develop the ifnvention more quiekly
than an inventing. contractor:who makes the represuntation required onder
N.R. B596. . And if the Goverwment grants nonexclusive licenses, as. they
will be under strong pressure:to do, how do Government oflicers-kaow that
domln.‘mt firms. will. not offer to accept:sucli licensus simply to -
prevent a petential competitor from obtaining. an vxclusive license.. .In
point of fact, one .is. likely to fiad that only the large companies will:

_have the. stnff to keep track of inventions:being offLrod Enr license by
the Govervment.

Moreover, -an discussed previously, a poliey in which vights are not .
gusranteed to contractors at the outset eould haver the effect of decreas-
ing the number. of inventions reported to the -Bovernment.. We-belinve many
university investigators would soon learn that there.is no, particular
advantage to reporting and identifying inventions. since: about all they
will pet out of this is the ™honor" of having to hebp Govermmest aktor-
neys prepacve patent applications. Similarly a complicated and time
consuning deferred determination procedure is likely to discourage many
universitics from vequesting rights. We suepect that undey n easésliy-case
system the Covernment will bi' so busy making determinations in those cases
whery ¢ontractors and grantees are not discouraped [rom vequestiong vights
that the Coverument will have ne resources beft to do anything with iwven-
tien diselosures which are aot accowpanied by requests for rights,

23 ) e




We think a similar phenowenen would eccur:with some of the Goveromeats:
profit-making coatracaters and subcontractors. .There.is'a possibility

that some coutractors may decide-it-'is more in:their daterest to refrain
from disclosinp. inventions, and they may not report inventions in which - ..
they can anke a.reasonable case-that the inveation was outside the scope '
of the contra:!. Without :voluntary disclosure, as a practical

matter wve think.it unlikely that the-Government or others would be ﬂh[L
to recognize-that, particular patented products .sheuld be subject:

to royalty~free Governmunt licgnses and-mareh-in eights.-Only through
happenstance and expensive-litigation i3 the Covernpunt likely to
discover and establish its rights: for whatever worth that may: prnvp

to be, . Vi H

Apain, we are not dLnyinn that there might be a few cases under-a dn!urrtd;;,
determination app1onch in-which dguylﬂg -a contractLor: - o
rights will result in eurlier.-imnovation than would have buen thv' nsu. .
if the coantractor had obtained rightscunder the-H.R. 8596 approach.: We do-
not believe that such cases will oceur:often enough, however, . to- overcome .
the other problems cited above. In addition, one mast also. expect thar in
gome cases the Goverument will come to the wrong conclusion and deny con-
tractors ripghts in cases in which, if the truth weve only known:and: Uhe
future predictable,: it would. be. found: that. this dcn1n1 stymivd- the. furthur
dLvulopment of. thc Anvencion,

.

In summary, given the ovurwhu!m1ng EVIdanu thnt 1nnnvntlon iz fos Lurud
by exclusivity, -only with 20-20 hindsipht could the Governmment be:expected
to improve the odds in favor of-inpovation that leaviap rights.te. con=
tractors provides, And, even if the Covermment had some mapicul means of,
always reaching the proper determinabion,.tbe time consuming sl expansive
process would ‘likuly have a negative effect on the total-number of inven-. . .
tions xeported and the wxllxnnnuss of %omL 1nvcn:ann organizations-to

pursue rlshts. oty . . .

nlus, ve seem to be back where we.were during cur comparison-of the H.R.

8596 naud title=-in-the-Government. approachus. - That is, For wach of the six

objectives discussed so far, we find:the {.R:8596 apprnnch supurior to a
case~by-casy appreach. Thus the case for an approach other than H.R..:

8596 ence more- depends ou the conpetition. anuct1vu raud. further assumes
that thisobjective” xs ovurrxdxng. I N R AR [T

(7) Comnutttlnn.

He cnncludud in our ¢ﬂlllur comparison of t1t1L-1n thv-Cuvvrumvnt
! versus the R, 85906 approach, that the latter would veally promote
i competition move adeguately than the former,  The question-that mast .
I be vkamined now is whether.a case-by=case approach will do -
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an even better job by ensuring the use of the best approdch:in‘eacy =+
individual ;case.- We bélieveia reasonable way to approach.this is vo.:-
exanine the stypes of-situntions in which leaving title incontractor
might prove snticompetitive and thes to-examine whether it would he
reasonable Lo cipect that the -Government could prevent this:hy o cane="
by-case examination: This discussion will concentrate od sitvations
where the inventing contractor is.a larpe, deminant firmoor one:thiat
controls a substadtial share of its commercial markeos.. We assume chats
title—in-thesGovermment advocazes do not econsider. ft-anticoupetitive
for a smaller icompétitor to develop an invention’into. a praduct that
allows it to imerease its share of the market, -Presumably), that -
increases competition.

Leaving an:invention with a dominant ifirm-could arguably . lead to an .
anticompetitive result in certainvsitvations. - Onc situnCion would be
where thesfirmichoodes. bo suppress the invention . and notouse/ it oer .
license ‘others, . For reasonsidiscusséd previously; wetdo not: understand:
how theGoverument -could rdtionally “predict such bc.h:lvmr. Apain, marchs
in rl.ghts nppulr to be L'hc on!y answer Lo th1s.' : . R

A chond antxcompet1t1VL Effect might be'[hnt the larbL flrm wnuld dcvelop
the invention:se as:te furthersenhance-its. dominznce. However, for the

various reasons discussed- previously, it ean be doubted-that. viry many of.-

these inventions would actually be used by competitors even if they were
frecly availadle Lo them on a:nounexclus ive basis. There-is, of course,
littlic doubt that there would be cases when they would ‘use thems " One can-
cextninly hypoethenize sets of conditionsyuwhich.will somclimes .oecur,

whichiwould support this: :llowever, again,~while such cases may be identi-..

fiable with hindsight,:as-a practical -matter-it secms bighly unlikely
that Govermmear personnet codld fdentify these-situacions in advance,
Bocanse Gavernment: personnel will lack- the detailed knowledne o market
conditions, the various firms involved, the technology invalved, mnd .
alternative technologies that would be requived to excreise a meaningful

Judgment, it can be expocted.that case-byrcase decisions will be decided .

on the predilections of iidividual- decisions nakars. And cwiewill et
relist all thie other problems. that such ﬂxCON'tl)' :md vlonpated proges
would entail: The impossibility of n truly meaningful case-by=ense -
process supnests to us -that the Government-would bue better:advised- to
establish a policy that takes advantape of the fact that in most cases-
the . R. 8596 approach seems destined to prove beneficial,

‘One might argue that this problem could be aveidud if wader a casu=-hy-
casu nppumch, the Goverameint. took tnh--tn Lhe! fnveatdons ofdeninant,
firms and used " liceasiog propramt:” Bndertthis approagh, ione could
arpue o couldrcame out-ahead 1L you. ended: up piving anexclusive I
licease to a small “firn, < We will notireiterate the various problems”
and drawbacks to dGovermwent licensing that we have previously discussed.
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He would, however, note that the same persons wha advacate bitle-in«thv-.
Government orientvd pelicies, also seem Lo oppese the mranting of exelusivi
—wn.._..a...m v% n_E.nncrnssr:n rnn.._.;. ‘a8 a- f_nn qrﬁ.:..n. B

Another ovmrﬂ.::o: Z:.n :....nm to be _E:_ :.:._ one :Zn a.._w _x...s..:: to any.
sugfestion that under a ‘case-by=-case ...nu:.oun: the. Government nc:z istin-.
guish betweun its treatment of dominant and aovdominant firms {s -._..u,, C
flow could procurement officials and:program officers h_..a::_:s.. :,:n_. firms |
are "dominant"? A goodvpart -of antitrust law seems devoted simply to. . '
determining what is the relevant warket in any given casc i Me resokation
of this issue, on an after-the-fact hasis, during the course of antitrust

litipation may. take-years and requireidetailed analysis by vconomiyts and

othersi AU the time of contracting how could one possibly vven r:s: Ele

commerci2l markets to which would-be. fAaventions might sc:_,_m: Ak )
after ‘an invention‘is identified this may be an vqually. .:_t__on sible A
since the invention nay: have.muitiple potencial us
use is tied.closély into: an ongoing product-Line, one . is m..,:._n o, the . c..cvwra
of identifying' the relevant market .The administrative.nipht
so:f._ v.. onruﬂrm ocm_; to:be n...»._p:. ncvunn:”.

In acaanJ_.. i
increase thé competitiont n.r_.:.,nu-.ra aut om m:.r: inventions
in mnsn casus y.n sﬂ.mm_n.

is :wn::q acw_.o:m r._..rnzcw a: n.._mc E_....n.._nr _.__z:.s._n__ co:r._
_a:. ,..:r::. n___aﬂ

m_.n.rb_. wis-a-vis some .:Er_..nro:a_,5=0<.._npo= z_f:. c ._r.n_...a.:;_. ‘z.ﬂn:
paaaqmnwn_:m Ho=m term noavrn._.n ton-under- a dynamic. so_:..».‘om,. the vconomy.

n...ac:.m in wor.e.n prices to ﬂzr. oo__m:__:.w. f:nr. n:r. minis .._.._:
of a case~by~case approach that wus. truly des sipoed Eo abCenpt Lol ]
aceess the facts in each case would be cnormeus, these cosbs must be o
weighted against potentiel price decreases. Since in ‘our estimation the'
nombersof cases in‘which-a case-by—casviapproach is likely . to dncr se

competition and po A:,:_ Sower price aired. .‘o the LR, 8596

approach will be winiscule, these savings are highly unlikely to offset _..:...
higher administrative nOunw that _.:EE have (Lo be bovne by the taxpayers.

year u....nr.n ..__nnn

: ; ree o e e T L
_..m?.:.:.. oné Eo:. _.=nn n_._.._n W wr—r..ﬁ. nt seds Lo, v,. tr.;_;.i in n._:l.‘s,p.cn.u

contractor retaining n::.. thu eonsu
enoa:nn a better <..._.E. _:r_: its: _.:.::. .a:.r:r.:.:;.m or ::..v. r_.:__.. sor —.3.
the _:,::..




Summnrx "':"": 'f 

Wi believe it apparcat th.’ll cnn!’ul examination nf the un;mc[ of. nu.-r.. adve.;
patent policies on the various objcctIVLﬂ of Govurnment patent pnllcy slures
the M.R. 8596 approach to bé superior.te any: of. the. alternatives on-uvery
¢ount,” No doubt L1tlu-ln the~Government: advocatus would rejuct our analysis
of Lhe colanLU’.lon situation, but it-is doubtfu} that they will be propaced
to prov;du ‘any-regsonable analysis to-support-their rejection, lu any Ceist,
it is unclear why the competicion factor should bL duumcd 10 0nLUl|yh L
other fnctors we thL dhumerated,

Whllc with hxndu1pht onc could probnbly show thnt in somy slludt\nnq the .

various’ nhchtvas on balance would bust have heen served by, the Covernment

kLLp:.ng title) it-sdems clear that all 'evidence points Lo this being:the,
cese’ 'in only a smill-percentage of situations, some-of which, in any: caq;,
can be accounted for by the discretiod left in agencies.under N.R. 8596

to deviate ‘from the standard prov1ﬁtﬂns. More. importantly, while 20-20
hindsight may revdal individual sitwations im which- it would have bLueen
betler for the Government to hiave obrained title, our analysis has.shown - . .
the practicnl impossibility of rL.‘lson:\bly tdeatifying such cases in advance.

. 1f one examines carefully the varidus solutions.that tltlu-ln—thu—Covcrnmvnt

rdvocates often proffér to-mitifate the congcerns of-advecates of the LR,
8596 ayproach, one wlll find that ‘they presuppose. an ability in Goverument
officials to predict’a fature course of behaviar thatscould onty.reasonably.
be prud1ctud if ohe possessed a’wenith of knowledpe ahout sp;ctflr technoke
ogivs, induttiivs, firm eapabilities, aud other [actors that -is just not

available. And even to gain a fraction of the knowledge that would make:the
-decision~making process anything mere than a ritvalistic affivmation of the

decision-maker's predibéctivns woluld require such an enarmous Adwinintrative
cost as
be penerated by the indreased comthtthu thnt is %uppna;dly poing to
result from’ thc proccss. -

Ve, of cburse,f&o_nét'cluim'thnt'ﬁntunt“palicy is necessarily the dominaot
force in shaping any of the objectives. -Oveiall other factors will lave

& much preater influcnée od competition, -Fmovation, and ecconumic prowth
than will Goverament pitent’ policy. -We'de believe, however, that patent
pelicy will have a definite influence, for betier or worse, depending on
the policy, in cach of the areas we have discussed. While one cannat,
unfortinately, measure with any precision thee
An any of"the aveas {sive, ‘perhaps, :ulmuu trative costs, Ll one dofined
prLc\.mly how each policy wiad ‘to operate); we feut it would be foolish to,
ipnore the obviogs dirdction in Wiich patent policy can aflect: these 5
objoectives., The weipht of experiency and evidence strooply suppests that
H.R. 8596 represents the proper approach to Goveromest patent poliey.
There is virtually no reason te suppose that either a title-in-=the=
Govermment or case-by-case appreach would prove as benelicial.

o7

o pfbbnh!y'nffsuh any thnthctiCal savings:ta consumers that might . .

et magnitwde of the impact,
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Section 2, Considerations Affecting Gowernment -Falenv l‘ohcy as-it P.-n.mw
QpLClhanlv to lln:w-r-.n_un..- o

.

The um.\mrs:.r.y cOmmumLy 1s conc:.rm.cl m.th GDVLl’ﬂant pat_cnt pohcy fat unly
for the general reasons set forth -in Section . l; but.alse bccnus-.. af. gau_-
impact these pollcms can have on- uuu\-'l.l.‘slty Opunr.l.on'i. ©o

Hany unwu.rsxtu.s belu.\n. they h.wu an - oblmatmu as; puhllc uwtuutumq

to attempt to transform thy .ideas and kaowbudgpe developed at bhe.-university
ioto useful products and processes,. The universitivs also believe thatothe
licensing of their iaventions is a potential source of income. to sapport.
further rescarch and. pdycational activities. . Without Attémpting Lo-deaw. the:
line between where one motive starts.and the other wnds-the cliarsfactiof 4
the matter -is that*unless:a university is allowed to retain riphts:in-its
inventions in the great majority of cases private:industey will not invest
in the commercialization of:these inventions and most -universitivs would:have
little incentive to devote stafl and resources towards Loteresting industry
in pursuing the development of inventions. Our previous discussion has out-
lined some of the reasons for this..:And :thy reasons. for this arelwell-
developed in the 1975 Report of the Ad I6c Subcommittée on University Pateat
Policy, GCommittee on;Government Patent Policy, .FCST. -Likewise, wé-think:that
report.accurately describes the shortcomings of atturnativeiapproachds, Ta -
the interest of brevity, we .would refer you to that report rathér thin repeat
the various points.it-made. ;;The university community agvecs with thefoanalysis
in that report which was prepared by various expurls within:the,Govirnment. .

Covernment .- patent ppli_cy-c.':n also have a.very sipnifcant tmpact:on.ufforts
to obtain, industrial-support. for university research, Quite . apart  frow the -
licensing of .inventions, .the universily community is: vitally- lnLure:Lul in:
expanding the. contnhur.wns ofrindustry -to um.wn,uy researeh .-

However, it has been Lhu. experw £ thu universitics. thnL mm\y cnmpnnua
that mlght otherwise be lnlen_sr.ul :dAn supporting . n"wanh will:decline to-
do so if it.is found- thal the wniversity.investi or; s carvying on vebated
work under GOVerm.nt Spmlsorslnp in which the. Goverament, controls sthe .
disposition of any inventious. . While many Flams do:nob deaind the nsswnmunr_
of future inventions as 2 condition of suppor(, muony. at.a minimmm, want

_some sort of right of Eirst refusal fov a licensa. If:a company beliceves
that the university rights will be conlused and uncertain becanse of the i)
related Government work, typically it will hack of [ and support will not
be obtﬂinud. On the other hand, if the Govermment- n,l.ln"l wirbk 1y being-o;
done for an agency such as DHEW or: RSE with which the wniversity has .an
Institutional Tatent f\j‘_lk!“ll\\,ﬂt' ablowing: it; Lo _ml.un ciphl s, most coppanics
are satisfivd and wildl copsumate an apreement. to support university researvch
in which they are-interested. ; Thus, it should be well understood-that®
because such a large percentage of miversity rescarch is Govennment-s 1uhmnud 3
unless Covernment patent -policies provide: for cortainty ol rights insthe -
university, it will bu o wtremely difficule to achivve anywhere near total
amount of industry suppert far university resvaveh that would seem potens
tially achievadle,

2
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‘Finally, we be “that a tirles indthe=Covertinot ‘policy c.,anph.“.\y s
\gnor-.vs the equit u.s of the uaiversity community in inventiond mads by
university investigators. HRarely does the Covernment pay fufl g.‘lnry
of university favestipators. Overhdad eost s daresshiare by the™ unl.V ¥
sity. The facilitivs and libraries:in which ‘rescarch is “pur locmid "has
usually been payed for in whalecor in part throuph peivate sourées or
Stnte Im.—mcmp. 'i'hu u“ivu.r%'i.tl'.u , mnny of whlch ate statg quppnrud

tlu. (.n\ru'nnmunt in uluch ioventiond dre made l-oi '!.In‘
titleto: u:\wu‘_.lt.y inventions iste ‘ipnore tiic uqmty 1 thl- llnl.
and the States that 3upport them: © We su¢ no reason to WetTévd’ that’
universities, as.- publlc 1nst1.|‘.ut10ns Ace *NOt ag-cdpable 'Ll\c {‘.‘w(.-rumurit'-'
of obr.nmm;;.utxl;zatl.on ‘6f-these ‘inventions in 0 manner de :
protuct thelpublic interest.: Indeed, it is obvious i
univcrsil.y record iwith that of the Covernment ‘Liat ‘we drce much- nirin_ ‘capable”
of.securing ‘privatezinvestment in-the - L'urthu‘ dc.vulopm nt of ‘our mvc-nnons
thmw:s I:hc Cowrnmanc.. s . . :

Secl.:.on 3 Problum‘: wuh Llu- "Statu

The pruvmus nnalysts h':s u{plauud th
communitysbelivves LR, 8596 irepresents the
patent. anolicy. Wi were) however, also askud to provide comiials. on w'!n
any, . pra‘nlums we imight - forcf-ue 1f, 1nstv..1d of the nunnct.me_n: of M. E\. 3596 Llu.
gtatus:quo" owere: maintained, - - -

. There are:twolclasses of reasons wly -that sugpestion disturbs the
university community:: First' ) the current-"statdwiqua' is edgentially
o mixture.of-title=in-the-Goverument vricnted p umc’n’l-lup, ation and/e
the case-by-case. approach, as -represented by ‘ThePres ident' s Hémoraaduin.
and. Statement of Goverwment Patent Policy., Since owr previeus .m.lly-.l.s
has shown-Lhesesapproachesto be infurior o Lhe H. R, 8596 .lpprunch.
it scens dcs:rnhlc to change - the -sicuation. -In President Cartul
"Why not the best?" r Secondly | and erhlps moty impovtant Ly ;Ui
ingvitablethat without the Ln:lt'tnm-l‘.':
HoR+B596; - Govermmieit patént. polic
direction of a titlé-ii-the-Coverniment:orithte
ment ofcfurthérspicegmoenl ilegislation and beed
administrative fpursmmcl R S

- On=the Tirst point] two major: R&D: agencies, NARA .-md nm:. are L'Muntmlly
forced by their stalutes“to use a delerped determiialion approach, A niimbe i
of other apenciers “also hve "inLcrpruLed‘ v nn- e |hlmv H atutoes lD rt'q :
a title-in<the-Covermment orde e i
all or signifcant partions ‘ol thi s.

Departnent -of Agricwltore -and Taterior;, m1d therw dre nthx'rs.»-
one conelddes that #, R 8‘396 'uu\hm!u-s I.In. :\mpu‘ Approach to-
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pateant pul:cy. otte should nat. bu'sutlsf1cd to have sipnificant portians ﬁf
Government R&D activities gOVLrncd by ceunter -product1VL anis!n(\on. T

He nlso bt.lmvu. r.hn:. thc. President's Sr.al:urnvnt' on Covurnmon{ Pateng: ['n]:c)'. S
vhich is the other major documuent poverning currest policies, \-; siomeiudrat - B
averbalanced ia the direction of tivle-in-the-Covernmedt, Foclwxampldy we-
see little justification. foi section. l(n)(l.l.) whiclh-gstablishesra rule that
the Government - should -take title bo daventions resoltiop fromhealfh-relatud
vesearch, - As discussed: previously the experience'of DIEY cleatly:demonscrates
the folly in having drugs and other health-retated doventidns placed incthe of
public:domainy: We-alse believe (that iwhile secfion . i(a)(i}omay:be pactially:

‘correct , much depunds-on how this:section is interpreted. Weiwould agree

that if the.CGovernment ‘awards a contract to develop and-carry asproduct-all’
the vay to the commercial market place: tlial: the Goverament sheuld retaio:
contrnl aver the disposition of inventions made undez the contract; .<lowever, "
it is relatively rare for the Goverument to fund items that far, yet it seems
unclear whether section 1¢a}(1l) is meant te apply where the:contract :is to’
support:some: development but enly.at a relatively-early stage, ansdowhere
considerable private.investment will. st.1.11 ohvmusly be nuu.h ta briag any. ¥
product to the m‘.'kel : S s G d

Sccondly, -we _)udp_e Lh(. cu'ru.m. "':tnt.u" qu " to he airather precarious:one; -
and one that. leaves.-the.aétual policies yand:practicus of individual-apencies.:. -
subjuct to arbitrary changes.depending.on the whims of particulac:steategi=-
eally placud individuals: There has been o history both -beforiz and since Che:
promulgation of the President's Pnlicy of the Congress “inserting. titlevin=the-"
Covernment  orieited patent -provisions lo-wnjor R&D legpislation; often:at-the
eleventh boir.. The.NASA Act.is.a well-known vxample of thati ~andomore: ruLuntly,
the ERDA legislation . was: accomp.'mwd by ruatrictive. patent provisioas. . Indecd
it appunrs that: this legislation ds-uven being interpreted.to pub.the wiver— «
sities at a-disadvantage as:campared Lo industry in-obtaininpowaivers from: .
DOE., It appears Lo the uuivcrqity commumity that the ERDA provisionsqare: o oo
Likely to become the madel used in future ¢ffprts o i t patent provisions
in legislation vstablishing or reorganizidg REN program Such piecemeat: -
efforts are difficult:to prevent bicause they do.not-affeet all the apencies.
‘thure is often. nozone-with-an-interest .. -

Morvover, in the=case of sew:progran
in the program' whe can effectively peint out the problems that-will he:
created.  Aud, quite honestly, neithur the wiversities; industry; or-pursons
within Lhe (‘nvurnmcnt wha mipht beopposed to such develapnents: l\.lvu !.h:- -
Hme ond! um-rgy to cuusmntly'vr hrhl th\q b.n.Llu B P -

|
|
5
5
i



1300

It is our understanding that «thié concern “abnut ‘piecvinial ‘legislation
was one of the major facters that led thy Committee on Government Patent
Policy to prepare a draft bill in 1976. We think it is a very real concern.
We do not see hou more piecemeal lepistation can realistically be privented
unless the aLLmeL is made ‘through the mechanism of LK. 8596 o pot a
Government-vide poliey adupted.: While the passape of H/R. 8596 would not
pn_cludq. pursons from attt.mpt.ing' to pet pl'.ucv'mu-’ll provisions adeaptued,:
its passage would make it considerably.easivr to cambat sich 111ump:s
and would probably deter them, -Indeed, we believe that evens it tR.85%6 ult1mntL1y
fails to svcure passape,.a-vigorous:Excveutive Branch elfort to obtain
its passage would-have beneficial vffects. We feel.certain that such an effort
might at least educate ‘some Congressmen of the issues and facts. Based
on this,, some of-those Congressan mipght- prove witling in thd  future to help
combat piecemeal efforts to insert :1tle—tnLhL-CnVLrnmvnt prov;e;on .
in R&D leﬁlslatlon.: - B o w SRR i

It is.fairly obvious to-theruniversity community ‘thet ‘under thepresent -
circumstances many Exccutive Branch-officials whoe might otherwisc be inclined
to move their agencicsicleser to.an H.R. 8596 appreach dre-afraid to do’so
bueenuse of concern over Congressiomal reaction., Many Federal officials ate
simply not willing to risk the reaction of certain Senators or Representatives
that actively and vocally support a:titlewip~the-Govermment approach, Indeed,: "
it would appear to the university community that thetimidity with. ¢hich the.:
Administration: has handled the development of . its position on UiR:°§5%6 way
refleet ‘thesdsvery fearse. We note ‘that the Committeue an Govermment::Patunt
Policy recomndnded a bill substantidlly like H.R. 8596 late in 1976, Yet,
despite ‘the, overvhelming support of Lhe Government's-uxperts: in this area,
higher GovernuLnt.pnllcym1kLrs &ppuar hesitant’ tn.actlvgly recomiend that
the President support H.Rv 8596, IL seems obvious: that withouwt Lhe passage
of H.R.. 8590, the political climate will be such that it will siaply be
impossible- for the Executive Branch to formulate “an u[fuct1VL Covgrnant— o i
wide patent pol1cy. : E L . .

Related to thu préceding observation, the university cowmunity is con=
cernced -that even those agencics: vhoswe patent pallctcs are not. poveried by e . .
rostrictive -lepislation -and-that liave ndupt;d anunc policiuvs- which are now: .-
responsive to the needs of the university community cannet necessarily be.
counted upow to always follow such policies. For example, Uhe univevsity
community generally buelievds that DUEW, NSF, and DOD, amouog:thue agencies
not poverned by resttictive statutes have had the ‘most responsive wiversity oo ;
putuat poticivs. Yot in 1976, DOD suddealy aboiished theirv Yist of univers= H
sities with approved patent policies and, while s ave hopeful that DOD witl
adopt the Institutional Patent Agveement appeoach after the Federal Procure-
ment Regulation cevizions in this arves are issued, there is now a degree of

ceonfusion regarding DOD patent poliey as it pertains to wniversities.
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We would also’note that. nueither DHEW nof NSF have always bad patent-
policies and practices that were responsive or fully effeetive. While
nunerous persons within both of thase mcies have been supportiv
of their current IBA and waiver policies, it is alse fairly . apparent -
that withoui the purserverance, dedication, and understanding af a [
key individuals these agencics would nol have the palicies’ Lhey :..:......
noauw. my:._-p:_..:.. it teok initiative and leadvrship from within’ .

¢ buredueracy to obtain Lhe preperation and ..:_ou:...O: o L Report
Dn the Ad lNec Subcommitive on Univers u:__ ParLent _.o_.-nw by the . .
Commitiee on Government Pateat Policy in 1975, and its implementation |
in the Federal Procurement Repulations. Bul we cannot bu sanpuine
that such beadership and initidtive will always be present withih the
Federal bureaucracy. Changes in persomnel or in apency léaduekship
may lead to reversals of vo_.._.nv. that :are not based on a complote
understanding of the situstion, ._.,nnnnn_.sn:. we would prefioe that
Government paLent’ vo:ou‘_ =mm=_._;=m :. is mocsn_:. ...m..._:r: _:..._ b ..E.ugpmrrn
by law-and not by mer. E o

Finally, a decision to maintain the "status que” would seem in
couflict with the.declaration.of Congruss in the National _r.n_-.:nr. )
and Technolagy Policy, Organization, and’ v:on.._.u..m Act of Gwc it
that:

Myederal patent policics should be developed, based on
‘uniform v::w;_.rm which have as their oE...on_..c_. the
.ﬁ.nrmr:...:._.os of incentives for nrn:=onom.u_. inaavation and
the application of _u_".OnE._:Hru that will continue to assure 7
© the full use of _z..sr.mvnwn_. technology to surve:the ,v:v:n....

.._.__:n. W :1%.... the _a..nap:wm;nros to m_::._onn 1. z muwm ma ZF _.,_rzzm. - .
of nca:y:rsr _._:m Cougressional declavation. ] - -

32-635 O = 78 = 20
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- Mnrch 9, 1978

v D
i

Dr. Newton O. Cattcll Director '
Qffice of I‘cderz\l Rchtlonn .
Apsociution of Amexican: Umvernlties
Suite 730,. Oné ‘DuPoint Circle ™
Waschington, D..Cs 20036

Dear Dr. Cattcll

I have been very favo:-abiv 1mp1‘eﬂﬁcd by the' various documents w'hich
have been prepared in nuppmt of patent policics of univer Eft{ea hke Purdie:
I do not see how much more can be done an far as logical reasoning is conr,
cerned, :

The {inal #&eult neeins to be a politicdl deelsion,’ and I'am 'at’a logs to
know what to do about it. ) T .

We at Purdue and othcr Lmivcrsitxes kuow thi lmowlcd,;unblc puople
within NS¥ ol NIH undc* nta rd the pr oblcm, und ultlcs. and
are ﬂuppol ting our viows, We have becn told conhdz il L\.lly ‘that they, have
gone as {ar as thoy 'ean without jeopardizing thelr:own!positions.. Tha preb-
lem s at the top of both agencies, Who can roully influence the divector of
NSF and the- becrctz\ry of [IL.‘\\'? ' R SRR

- Tho detailed analysins of the univgralty position on HR 8596, prcp'u'ed
by the Soclety of Unlversity Patent Administrators, o truly outstanding., I
"puspect that no oua in a top position in ony of the Federal agencicw or in the
Congress will road it becauso of its length (32 papes~-draft dated 2-1-T8)
This is the paper prepared by Hownrd W. Bremer, President of the Soclety
of Univarcity Pateat Administrators and patent counuel {or the Wisconsin
Alunini Regenveh Foundation.

I havo the uneney focling &t the moment that our view will not be sup-
portod. it le irue that wo do have a few [nventiony concoived on Federal




e 168053

funds which cg.iuld 'i:rlng roy'i:slt'y income. is not ju.primary university func-
tlon to make Inventions, but wo'should'be pormitted to benefit when such
inventions are made. However, we can truthfully say that, unless universitics

‘{andiprivate busincss) are permitted to develop inventions through patents and.

H:cenbing--including exclusive licensea~~, the U, S. will {a}] further behind
Germany and Japan in new technology, and that society, will be the loser. .

Since 'r"cl-yﬁ

Fe N Audrcws -
Vico resident for
Rcrcmch, and-Dean

FNA:d

et

Cice to Senntor Birch Bayh

Senator Ricliard Gy Lugar
Dr- Arthur G, “Hdnsen o
34 Congrcssman Ihyd .Fxthla.n' :

Dr- R Loy Davia
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v ) AMER!CAN COUNCIL ON EDUCATION
. g o - ORE DUPONT CIRCLE

Hr. Stiart £, Efzénstat’

.Assistant to the President

for Domestic Affai rs 5. Poliey.

" The White House

Washington, D.C, 205(_)0

Dear Nr. Eizenstat: | :

WASHlNG‘rON,;D,/{:..?..oo_;u R

DIRECTR-DFFICE OF SCIEHCE & TECMINOGY PaLicy

FEB 23 197, Hﬂ‘n
mJ
@ (z(

Fchruary ”-I 1073u ﬂ(?

On behalf of thc hlgher educatlon community, we would 1like to convey our
vlews concerning’ the-awarding of ‘patent rights devcloped by colleges and universities

In the perfaormance: of  faderally funded rescarch.

Celleges and universities unanirmously Support HLR! :
Federal Research and Development Utilization Act of 1977 which parmits ‘the contractor

2596,

the Uniform

to retaln exctusive rights to inventions subject to a ngnexclusiva, nonstransferable,
irrevocablz paid up license in the government. \e flrmly belh,ve :hat the uniform

regutations provided for in the bill will bese achi

‘agélicy af' naknng inventions

available to the public. Wa urge your support 'of” this Tegiglation. " in“the.absance
of support for this prcpo;al the highér education community strongly favors' the
maintcnance of the existing federal policy parmitting diverse anlicies wfth‘m the
various federal agencies rather than vesting patent rights in the government or

estabhshlng a policy of deferred determinatiens.

The process of education at most colleges and universities embracas the
conduct of basic resgarch which may or may not develop a patentable item, The
occurrence of an invention during the course of the research is virtuaily always
Incidental to the main objectives of the research agreement and only in rare
Instances provides financial bensfits. &n invention, when it oceurs, is largely
attributable to the parsonal creativity of the Investigator buftressed by his
years.of prafessional training and ;xperncn:e. and to the scho!arly enurcnment

and research resources provided by the universicy.

‘_Slnce “such Invent!ons are genc.r'al'lv daveloped in performance of bnslc research.

they tend to bae cmbrynnlc in nature and, therefore, usually require substontial
Investment of private eisk capital for the furcher dcvclopr‘h_nt necessary to
tatroductlon inta the market. Accordingly, 1¢ university iaventions are to be used,’
-lastltutions must seek fo interest industrial concerns who have the ‘cormercial
capability the university lacks. Therefore, unicss the unlversity has the ability,
to grant exclusive |lcanses, it may be unable to attract the necassary risk capicail.
Mhen the government retains'title, the patents ara mada avaflable to atl comars on
a nonexciusive or aven royalty free basis. Thls is tantamount to “dedication' of
the Invention to the publie, In such cases, a commercial concern may often be

to make the product or

dissuaded From lavesting the necessary development effort

process uieful to the public.

At taw e Cs

[::.r: IRFRY
FF,B_E 11973

O PURINE URLTY
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.w.n:.,m_.n. E. Eizenstdt. Y

_n...n:a o_,_m Suc_ﬂ__._m _,.33 nnmaunnr H mcnnn_ ¢< mnannu_ ageng nm involve
nn:_nmnm of ‘the goverament ‘the “coRtractar,~and the. inventor
Invention §s made by an investigatof in an acadamie institution with the help o
Federat funds, rarely, if ever arc the Federal funds the sole or even the major
factor contributing to the invention. The insight of the invéstigator, derived
from his career working in a given field, is generally paramount. The unlversity
teself virtoatly always helps to finance the laborntories, equipment, and personnel
contributing ta the iavention.

Dur position is elaborated in-recent testimony submittad . to the Subcommitiee
on Monopoly and _»:Eooauen_n;o _»nn.c_n_nm of the Scnate Select noaa_nnon on Smali
Business, a copy of which is attached.

If you have any questions about sur position, we would be pleased to
discuss it with you at your convenieace, .

Cordially,
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Teleg"am

u-ubuu1=k17e'051e1/fa
1( Prtu n-1g )

i e Fde sy pancEvansTon . IL- 108 06+21 DISTR ESTROMs,
| PMS RONGRABUE GATLORG NELSCA - § .. o

1T 15 UUR YNUERBTANDBING Tnn'[ ADUiT!DML HEAHINGS QF Yaln . i
i SUBCUMMITIEE UN MOAGROLY »1lLL BE HELD CN JUNE 20 2% AnD 264 4978 AY H
WhIth TIME IPA MOLDERS wiil BE.- G!VtN THE OPFCRTUNITY TO TESTIFY, N
: ALTHUUGE WCRIHBESTERN UNIVEHSITY:DOES KGT WISH TO TESt1eyY, wE
H SyYPPGRT TrE CONCERT OF 4 GCVEKNMENI=RIDE IPA, A5 NGTICE IN THE GSA
j AMEMRMERTS Pupl ISHED In THE FEBRUARY 2 1978 FEGERAL REGISTER, AND i
H URGE YOUK COMMITYER TO FAVCRABLY REPORT ON ITS USE o8 &N EFFECTIVE :
i Tracakek mECRANLSR OF UNIVERSLITY UEVELOPED TEChNOLGGY, TRESE TYPES ]
H OF sGREEMENTS kg ESSENTIAL JF DISCOVERIES CF UNIVERSITY PERSCNNEY,
{ ARE TU vk DEVELCPEC AND MaDE AVAILABLE FOR TrE PUBLTCtS GENERAL USE
i RESPELTFULLY ¥
§ ‘UA¥IQ ®IanTéem VICE PRESIDENT FOR RESEARLH AND DEAN of SCIENCE ;

NOHTRWESTE RN UNIVERSITY

16124 EST

- MGHMCUMFP Mge i :

S48 (51}
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STANFORD. UNIVERSITY
SFANFORD, CALIFORNIA 54305

SPONSORED PROJECTS OFFICE

(415) 497-2883
GALVEZ HOUSE N

June’16; 1978

The Hencrable Gayloxrd Nelson -
Chairman, Monopoly and Anti-Competitive
Activity Subcommittee of the
Select Committee on Small Business
United States Senate
Washington, D. C. 20510

Dear Senator Nelson:

T am writing to you to express the strong lnterest w1th which
Stanford University is following the hearings’ of your Subcom-
mittee and to let you know of ocur very real congern over the

implications: for um.ve:s:.t:.es and celleges. of any recommendation
you may makey oo e . -

Qur v1ewp01nt audrecommendatlonsw1th regard to Government patent
policy are. essentlally identical’ te those made by Dr. Thomas
Jones, Vice President for ‘Research, -Massachussetts Institute

of Technology, in“his testimcny ‘on:May 23. .To avoid repetition

I will not write.-further on this matter except to:ilet you know
that we strongly endorse the recommendations made hy Dr. Jcnes

and urge,that you, and your Subcommittee give them your. favorable
consideration, - . ..

You sindéfelj, R

RO .. John B. Richey
g : Assigstant Direct®r
Sponsored Projects Office
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ViCE PRESIDENT FOR REGEARCH P.HONE: 307/760.5398

THE UNIVERSITY OF WYOMING

UMIWERSITY STATION, BOX 3335

- LARAMIE, WYOMING 82071

June 22, 1978

Senator Gaylord Nelson
United States Senate
Serate Office Building
Washington, 2. C. 20510

-Dear Senator' Nelsun
I have had an nppor’tumty to review the testimony of Dr. oo
Thomas F. Jones of M. 1. T. concerning the implementation -
of a unifarm, government—wide program of Institutional Patent
4 greemer\ts. SWe fully support Dr‘. Jones? posntzcn Tor the 7

principal- reason he cites, 1, .. not pecause of the poténtial’
financial:return (which is rh1mma1), but because of their value
-Vas e.ffectwe ins‘cr‘uments z’or‘ technology tnansfer‘. "o e :

- Thus, while we will be- unable to test'lfy befo‘r'e your Sub—
commﬂ:tee, piease record that the University of Wyoming
supports the concept of a government-wide [PA and urges
its favorable consideration,

Sincerely,

E. Gerald Meyver
Vice President for Research

ce: President Carlsen
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THE UNIVERSITY OF NEW MExmo"' ALBUQUERQUE, NEW MEXICO 87131°

ASSOCIATE PROVOST FOR RESEARCH
SCHOLES HALL 235 SOUTH
TELEPHONE 505; 277-5064

Juna 22, 1978

Serator Gaylord Neison, Chairman

Monopoly and Anticompetitive Activities
Subcommittee

Senate Smal¥l Business Committee -

Unitad. States Senate'ﬁ ’

Washington, D,C.7 205107

Dear Senator Nelscn.

I understand that your Manopoly and Anticompetltlve Antiv1ties
Suhcommittee intends to hold hearings during the letter part of Jume
and that interested parties will be afiforded an opportunity to tes-
tify before the Subcommittee regarding 1nstitutiona1 patent agree-
ments. Representatlves of The UniverSLty of Mew Mexico are not
available to appear before Your’ Subcommittee in this lnstance, how-
ever, may I take this means te advise you that T support the concept
of a government-wide IPA for research-oriented institutions of higher
educatien. Furcher, may I ask that your Subcommittee consider favor-
ably the use of the IPA as an effective mechanism that will enhance
the transfer of technology from univers1ty research te the users.

'Slncerely,

oseph V. Scaletci

Jys§:dt
cc! Benator Pete V., Domenici
Senator Harrison H. Schmits
Dr., Willian E. Davis, President, UNM
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Yale UIIIVCI Slty New Haven, Cam:ec ot 06520 i

GRANT AND CONTRACT ADMINISTRATION
168 Hall of Graduate Stwdies

June 14, 197$

The Heonorable Gaylord helson
221 Rayburn Senate Office Building
washington, D, C. 20510

Dear Senator iHelson: e

I understand. that the Subcomittee on Henopo'ly antl, !\nt1compet1-

tive Activities of the Commitiee on Small Business has scheduled -

continued hearings on government-wide institutional patent agree-
ments, They are to be held on June 20, 21 and 26

The purpose of this letter is to record Yale Un1vers1ty H support
for ‘the concept of a government-wide institutional patent agree-
dent. Such’ agreements represent ‘an important component of an i
efféctive university techno?ogy transfer pragram. .We hope that
the Subcommittee hearings will document the eff1c1enc1es ava11—,
able thruugh the IPA nechanasm, and will endgrse. inéorporation’’

. ..of the agreernent in the I"edera] Procurement Regu]atwns.

"'7"'5 ncere1y,
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DIV|SIDN OF RESEARCH DEVELOPMENT AND ADMINISTRATION
THARLIIT 119 COOLEY:MEMORTAL LABORATORY.~—NORTH CAMPUS
ANN ARBOR. MICHIGAN 48703

June 14 1978

Senator Gaylord Nelson
Chairman, Subcommittee on Monopoly
and Anticompetitive Activities
Select Committee on Smazll Business
Russell Office Building
Washlngtnn, D, C. 20310

Dear Senator Nelson-

I would 1like this opportunity to mak: _a few brlef comments ag- to your
stand congerning the‘r1ghts to those patents. Which resulted\from Federal ", |
Further these, comments are based on over two decades of experience
t a major ‘University; in addition, thereto, ‘there * -
haa been apprnximately ‘eight years of Federal’service. ‘During -this peried.
of approximately twenty-eight years,: \have worked. diréctly yith some thirteen
Federal patent policies

O_r experience for the last e1ght years conclusively proves to ug that .
the Institutional Patent Agreemen is by far the ‘most. effective and expedztious
methed of br].nging ampus technolugy to the public: Since 1970, we have bad
an Tnstdtitional Patént Agreement with thé Departmeht of Health Education,
and Welfare, and since 1974 with the Nationdl ScienceiFoundation.' At the.’
outset, industry was slow to cooperate in such programs; the tide is now
turaing in favor of general acceptance.--When -one -considers such, factors
as the limited period of exclusivity, plus the énormous output of funds,
such general acceptance is;emazing. - As evidence of the support of such
prograums, .we-responded immédiatély fo the announcement of IPA's in the
Federal Register of February 2, 1978, No action was taken on any of our
requests due to the action of thq General Services Administratiom to declare
a moratorivm for such requests for 120 days., I assume that such actionm was
taken in order that your Subcommlttée might have more time to review. and
caomment, After waiting-so many.years<for a uniform Federal policy, another
120 days is of little import.

In conclusinn, I would like to restate that the Institutlonal Patent
Agreement 1s most equitable; it places a high risk on industry for such a - 37+
limited period of exclusivity; yet, it is, while slowly but noticeably,
beconing more attractive. Hence, I respectively ask you to reconsider your
opposition to the Imstitutional Patent Agreement.

Slncerely yuu1?7
Associate Director . /

Jnseph J. keelgy

JIK:ew
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WISCONSIN ALUMNI RESEARCH FOUNDATION
POST OFFICE BOX 7385 - MADISON, WIS. 837067 . TELEFHONE {§08) 263-2500 ‘
June 22 1978 i

Senator Gaylord Nelson
United States Senate
The Capitol
‘Washington, D.C. 20510

Dear Senator Nelson:

Howard Bremer and I both wvery much appreclated the
opportunlty to speak for the Wisconsin Alumni Research
Foundation at the hearing before the Monopoly and Anti- .
competitive Activities Subcommittee, Senate Small Business
Conmittee on Tuesday. ‘T hope our presentation, as well as
those by Reséarch’ Corporatioh and University Patents Pro-- i
vided some uSeful inaights intd why we Pelieve' 1nst1tutlona
patent agreements are so valuable in hrlnglng the beneflts -
of University.research to.the publie.. e e e i

Wlth a schedule as busy as yours, we are partlcularly i
appre01at1ve ‘0f the chance to meet'with you in your:office !
in the afterncon. I hoPe we were abla tor clarlfy any- mig-" - :
understandings. If .there is any further 1nformatlon . that
WARF can. prOV1de,_please let -us know.--- - .

Agait, thank you for your con91deratlon..

Ar e VL P

Slncerely,”ﬁf"'

JRP/ecs
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Office of the Administrator *_ ", .

m UNIVERSITY OF MINNESQTA | Patents :
TWiIN CiTIES .{ University- Spunsured En‘ucatlunal Materlals

332 Morrilf Halt ="
100 Church Street S.E.
Minneapolis, Minnesota 55455

(612) 373.2092

Juwe 12, 1978 . - .- e D

The Honorable Senator Gaylord Nelson
221, Russell Senate Office Building
Wash;ngton, D. C. 20510

" Dear Senator Nelson."

ve sl

We have been informed that thie’Senate Small Business
Subcommittee under your chairmanship has scheduled hearings. -
for June 20:and: 21, 1978 on the subject of Un;verslty insti=-;
tutional: patent. agreements. This letter is written 1n support
of the 1nst1tut1onal patent agreement concept.

., The Unlvers1ty of ‘Minnesotd has-operated under an 1nst1tu-

tional patent’ agreement with the Department .of Health,-Education o

and Welfare for the past twenty-five years. . This agreement has

~ greatly fac111tated the availability for use by the pubklic of
.health-related inventions such as heart valves, antlarrhythmlc
drugs, bladder stimulators and artificidl glands.® Such agree-: :
ments make pessible important and necessary relationships with

manifacturers for the development of workable, medically acceptable;

‘elinical ‘embodiments of varxious inventions. The agreements enable
arrangements to be made for.the expendlture of . large amounts of
private capital (in the m;lllons of ‘dellaxrs in- ‘some caseés) that
would not. be forthcoming from elthex Government or from the ¢ .
Unlver51ty resources to brlng an inventlon to the polnt of: publlc a2
use. i s
o Carefully place& lnstltutlonal patent agreements permlt the
_management in the publicg’ lnterest Gf inventions that arise during
Government—funded research. ' We encourage your Subcommittee to-
lend its support to the Gevernment-w1de adoption of thls valuable
'patent management mechanlsm.‘ : . P :

very '.triiiaf yours,

~

a S
) L G.. Willard Fornell .
P T . Patent Administrator;

GEamke .
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~ PURDUE o
UNE\\/ ER\SlW&ncé OF THE VICE PRESIDENT FOR RESEARCH

ANEB DEAN OF THE GRADUATE 5CHOOL

Senatox Gaylord Nelson

Select Committee on Small: Business :

Subcommittee on Monopoly and i &
Anticompetitive Activities : - i

Russell Senate Office Building

.Washington, D.C., 20510

Dear Senator Nelson:

Although we do not wish to testify at hearlngs that we
understand will be held June 20, 21 and 26 rélativeto -~
Institutional Patent Agreements, we-would urge your
committee to-issue'a favorable Feport on thelr use.a4s. an
effective’ technology transfer mechanism of unlver51ty
developed technology.” The' Lngulatlons confained "in +the
February 2, 1978 Federal Régister amendlng the Federdl
Procurement Regulations :would serve to: expedite tech- i
nology” transfer making the results of xresearch.avdilable ;
to the publlc much soofier than would otherwise be avall—
able._ We have found such to be ‘the case with ‘those:
agenc1es where We . now have an Instltutlonal Patent Agree~

' X : t easier-to attract
risk; capltal for, evaluatlng and develo g technology de-
veloped by Unlver51t1es. - Witholt somé’ assurance of d 1i-
censeagreenent, :which . is inpossible withpout an Inst:.tu.t:.onal
i ratent Agrecment, companies will not cooperate in the ... i
i evaluatlon program. Furthermore, without some assurance of

i - protection angd exclusive’ llcenSlng a cmall business cannot

and W111 not 1nvest 1Ls 1i mlted caplt - ln new technology.

We support the concept of a QOVernment.Jlde Inojltutlonal
Patent Agreement because we believe such an approach will
maximize tuchnology transfer thereby benefiting the majority.

*Very -truly yours,

9N

F. N, Andrews -
c¢o: Senator Bilrch Bayh Vice President for Resedrch’
Senater Richard G. and Dean
Lugar
i ’ PR .
V ' &l ~"%  Graduate House East

R T 3 Suile 160 R
0 ‘\".:.’ Wost Lafayette, Indiana 47907
o '
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UNIVERSITY OF VIRGINIA
CHARLOTTENHLLE
22008
ASSOCIATE PROVOST FOR RESEARCH

MADISON HALL ~. _ .
B0y pa-8806 T S

16 .June 1978

. Senator Gaylord Nelson
-® Chairman
- U. 8. Benate Monopoly and Anticompetitive
“Activities Subcommittee of the
Select Committee on Small Business
Washington, D, G. 20510

Dear Senator Nelson: s

¥ understand that the Subcommittee will hold hearings
i on June 21, 22, 23 and 26 on the subject of government-
i wide Institutional Patent Agreements. The University of
i : Virginia will not be able:to be represented at: these ... . .-
B hearings but would.like: to:be .on-record as.supporting the
i concept of government-w;de IPA's and urges your . Subcommlttee
tc support the use of IPA's as an effective transfer
mechanism for university-developed technology.’ ‘We hope ~
that the regulations for government-wide IPA s of the GSA
wiil be implemented. d R

The University,of Virginia.has developed an .assertive
program.in the last five years to manage inventions by our ;
faculty and staff, 8o far some 83 inventions have been " !
“disclosed, '35 pateénts have issued and 12' licenseés have been -
negotlated ‘Royalty incdome, which has been modest ta date |
has supported additignal: research within the Unlversxty i
:and the admlnlstratlon of: th& patents program :

- Equally 1mportant and greater ln dullars is the
‘research ‘support  ($280, 000, Tast year) which' we have received
“from industries with Potentlal interests in “the technology
which might result, I emphasize that the research originates
“owith-gur faculty and traditionali.academic rights, such as
the right to publish, are maintained.. .Without the ;IPA we.
would be. hardpressed. to develop either this.source of Tes 2arch
;, support or royalty. income because of the uncértainty about
’ assignment of rights by, ‘the Federal” government and the -’ ;
- accompanylng unicértainty | ‘Bf industry abéut itg fiture -~ - |
" commercial position; ourt ability<to” help transform for use: g
2 hydthedpubllc the products of our researCh wnuld besgreatly
L reduced. oo : : ¢ 2 JEEEN o

i

.I hope that tth lnformatlon w111 be help
your SubcchLttee s investigationh,

Slncerely yours

‘Asidciate’ Provost for'ReSearch

ce: Mr. Carl B. Wootten
Executive Director
University of Virginia Alumnl
Patents Foundatlon
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Dean of Research. |- Corvallis, Oregon 87331 (508} 754-3437

May 22, 1978

The Honorable Senater Gaylord Nelsom:: . : P |
Chairman, 8élect Committee on Small Business A S !
Room 424 Russell Bullding ‘ S !
'Washington, D. C 20510

Dear Senator Nelson'

"As -patent: manager for' Oreégon State- Univer31ty I wish to
submit this letter for your. consideration in’ comnection’ with the May 22
and, 23 hearings of the Select Committee’ on Smell Businese regarding
patent policy of the executive department ‘on_research grarts and con-
tracts. .I should state at the outset that although I have had 23 years
of administrative ‘experience at wniversities;: I 'have only been involved
in the Oregon State University technology transfer program the past five
years. Further, my ‘éxperience has ‘dealt with domestically significant
| inventlons rather thai thosé of primary interest ‘to the mllitary.

- I understand you have requested that the Office of Menagement

and Budget ‘delay implementation of federal proeurement regulations that

"'wéuld permit iniversities'to ‘retain’ possesgion‘and” control of their
digcoveries that are financed in pari“or wholly by f&deral funds and
hence he encouraged to 11c2nse these’ dlscoveries to. private industry.
Upon query -of Senmator Packwood's office, T understand your concerns
about the proposed changes lie in a) the possibility of increasing
economic concentration among a few industries, b) the withholding of new
knowledge from society and c) the establishment of an excessmve give—
away governmeént activity.™ : ST

We are supportive of the proposed changes in federal procure- |
ment regulations. 1In apposition to your stated comcerns, we would place !
those concermg of the many people who over many years developed the ;
" proposed changes in ‘the federal regulations. Trom my own experiences
and from Comments and ertiﬂgs of others *“ these might be stated as
follows:
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Senator Gaylord Nelson ~2m ge  May 32 1978

. a) -the pateént system makes important essential’con- -
*‘tributfons “to our economic 'well-being,  and most « -
inventions arise-from research and development:
activities .which the - American people have gradually
chogen o support largely through tax~supported -
- federal programs (federal share 55%; 1ndustry share
:42/ other 3%y -

b) present restrictions dn extended rights pollcy
in federal grants and: contracts' present unbearable
risks inithe costly development: and inarkéting of-
many new technologies -so- that’ hoth regional’ and -
" nationmal companies avold the majority of promising
new. technologies because of insuffic1ent prospec-
tive returns and : 2

uc)f'present policies restrict the flow of new technologies
- into coumerce fromw succeéssful-university® technologyi”-
transfer programs- that. cooperatively develop’new |
technologles with fewly:-formed: small: businesses,
small- regional:companies as well:as large: carporations

. . A few examples will be cited as evidence that even our small
Oregon State University: technology transfer program'has beeh’ effective.“
We have-trecently negotiated: three license agreements with” small Oregon
companies (one a new:local: microbiological laboratory)” iavolving 1) a

special digital readout device for use in®teaching, 2)-a'mew ornamental -
pear variety and 3) ‘a totally new biological material for the control of "~

Crown Gall disease of nursery plants. The Crown Gall disease caused
over $l:million.in logses.to Oregon nurseries in:1968-1969 so the impor-
tance of this new techmology to the state and-region is-selféevidept;”“
All of these new technologies arcose from State—supported'feseerch 80 we
were able to:provide exclusive licenses for periods of time appropriate ERRNE
to the development needs of each technology o

We have had one’ 1mportant new- technology that was killed by

federal bureeucratic apathy in-patent counsel staffs of two-departments’

(U.S. Department of Gommerce and. the:U.8, Department of the Interior) -
that had participated in:support of the research over-séveral ‘years-in
cooperation with thé:State: of Oregon. : Eveén though the'combined federal
support of the research was less than.that contribufed by the ‘State of ™

Oregon, the federal policles were invoked: and the new technology was mot '~

developed ‘and marketed. The new technology wds an attefiuated strdin of ™
the Infectious Hematopoietic Necrosils Virus (IHVN) that causes devasta-
ting losses to hatchery fingérlings.of ‘salmonid fishes. As you know,
salwon growing in hatcheries for reléase into Pacific Northwest streams
and for use in aquaculture is big business. Vaecination of young fish
in the hatchery camn be readily accomplished before release. As in the
case of poliomyelitis in humans,a.killed virus vaccine (Salk type of

32-635 O = 78 w 21




1318

Senator -Gsy-lorr:i_-‘ Nelson : -3- - sMay 22;.:1978

polio vaccine) is effective but. less -so than .an. attenuated virus vaccine
(3abin type of polio vaceine),. In case .of  IHNV of salmon:the killed .
virus protects 75-80% of .the fishes but .attenuated. IHNV gives ..

95-100% protection. . A relatively new. .veterinary: biological company was
. willing to produce the attenuated.virus and. place it on the market.
However, they would have: to dnvest an .estimated $700,000 -to produce the
live vaccine. They estimated they would have to have :an-exglysive
license for six years after first sales of vaccine to recover costs. At
.the same time we had-a new technology which. improvedthe method--of
delivering the live attenuated, wvirus: that arose. in-the same cooperative
federal-state supported research. program,: .. The nmew method would: have
reduced the hazard of introducing the live.attenuated virus into-natural
streams. Extended rights on both, technologies: were neceasary. to :the
development of the attentuated.THNV..for market... Our requests: foT-
extended rights, though adequately argued and docnmented were both
denied by the two departments even though they knew we had a reputable
company poised with, a suitable license agreements to. assure developméent.
As a consequence, the attenuated. form of.this virus: is:not being de-
veloped; they are using the killed virus which is much ‘less:cestly to
produce, and the emerging field: of.fish health.has received a.major set
back at a time of.increased iaterest :m salmon fishes. for. human. food.

We are having. difficulty. generatlng interest -of- companies in
new technologies that.fhave developed in research:supported by’ federal -
sources. - Recently,: a.major Pacific.Northwesticorporation refused to

congider:an improvement . in firing method-of:furnaces.using wood fuels .-

because of the regtrictive policies of.the U.5. Department - of  Energy,-:
the source of support for the research in which the new method arose

ncumulative result of these exper:.ences we are. strongly"
supportive of the. proposed changes in; federal procurement regulations
that . would, ease‘ he;, transfer of:new.technologies:from federally sup-

ported research., In ouf. program we can: find no: evidence to.support! your
concerns that the proposed changes would restrict:flow of information: to -

the public or provide a "givé-away" to large corporations. In our
experlence, rthe exact opposite-ls: true; namely; that:predent policies

significantly. restrict technology. flow to:small as well-as large com—. &=

panies.of; primarily state. or-regiopal. significance as well as-large -
corporations with international activities. -Because.of the magnitude:
and diversity..of government research suppéri presentipolicies have a:

dampening effect. on operation.of the:patent.system-in:the U.,5. which- has

long heen recognized by. some-of..our. wisest of men nas 1mportant to- the
strength of “the American economy : T i o

;I({
Assistant Dean of Z:arch

JRS:SLN

i
i
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Dean.of Research

" Corvallis, Oregon 67331, (503) 754-3437

©ooeiduly - 2151978

Dr. Joshua Lederberg
Rockefeller University
York Avenue at 66th Street
New York, New York 10021

Dear Dr. Lederberg:

I read with interest the comments in Nature 274, July 6,
1978, wherein you had proposed to Senator Gaylord Nelson a Research Cor-
poration type federal ofganization for patents arising from govermment
type research. :

The arghments I find against wour suggestion include:

1. Research Corporation now sarves very well ia this
capacity, Patents with large potential income and
extensive licensing potential often flow to them both
from federaliy-supported and non-federally-supported
research.

2. A federal corporation as you propose would likely not
be interested in pushing inventicns with low poten-—
tial income or those of primarily state or regional
interest. ’

3. The university technology transfer programs are serv—
ing state and regional needs very well; many new small
companies are often originated and fregquently aided
by new technologies arising in university research.
0ften the new technologies are not patentable, or it
is not-necéssary to patent., Currently government
patent lawyers proceed to file on these techknologies
despite the lack of need for successful commerciali-
zation. There is no veason to expect them to do
differently in the organization you propose.
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Dr. Joshua Lederberg July 21, 1978

4. The last thing we need~1s another povernment cor-
peration with all the red itapeiinvolved and lack
of sensitivity to small business and regional needs
“especlally in a field so important to state and- R
reglonal economiec development as the current uni— e
versity technology transfer programs.

. 1 have been delighted with the liberalization of federal
rights to patents-extended to universitles and others by the proposed
changes originally announced in the Federal Register, vol. 43, no. 23,
Thursday, February 2, 1978, pages 4424-4427 and which went into effect
July 18, 1978, I think those proposals if.allowed to stand will make
a 31gn1ficant contribution to our economic system and, over the 1onger
term, to our balance of payments

Assistant Dean:of Research-
JRS:SLN

Copiés;fo:i_Senator Gaylord NelsonV/
. .Senator, Bob.. Packwood.
Mr. Bub Witeck
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CAMBRIDGE, MASSACHUSETTS 02139

THOMAS FJONES - 7i. °
VICE FRESIDENT FOR RESEARGEH

The Honorable Gaylord Nelson
Chairman, Subcommittee on Monopoly

and Anticompetitive ‘Betivities

Senate Select Committee on Small Business
221 Russell Senate Office: Bulldlng

Washlngton, L,

Dear Senator Nelson;

You will recall that in the testlmony whxch I presented
toe your committee on May 23 Inpointed out how the public is
served by the transfer of new technoloqy to the marketplace;y ™
and how this is facilitated by unlver51ty manaqement of patents.

The purpose of this letter is to brlng to your attention
an example of the Government bhenefiting to the extent of millions
of dellars under present patent policies.

In my testlmony I mentioned Dr, Jay Forrester's invention
of the magnetic core memory which played such a crucial part in
the computer technology of the 50's and 60's. I indicated that
this invention gave American computers a startling lead over
the rest of the world.

I have since found an additional part of the story which I
I felt you should know. i

The magnetic core memory is a significant example of bene-
fits to the Government by way of provisions which are a part
of eurrent policies: a royalty-free license to the Government
along with incentives to the institution at which the invention
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The Honorable Gaylord Nelson June 28, 1978.

o

‘occurred. Dr. Forrester had submitted a professional journal
paper before any work was done in industry in this area. How= |
ever, the organization managing Massachusetts Institute .of '
Technology's patents at that time thought there was little
economic future in the then-infant computer field. Delays
resulted, and a patent application was filed by an industrial
organization before the Forrester petent application. The en-
suing legal complexities led to vears of litigation before cne
cent was realized by M.I.T. Had M.I.T. not persevered in this
litigation, the Government, which did not have a license under
the industrial application and has used billions of bits of
computer memory, would undoubtedly have .paid many millions,of
dollars in royalties. At no expense to: the . Government, bu K
at substantial expense to M.I.T., the Forrester patent-wds;up-
held and the Government received the:full beneflt of fas royalty—
free license. S R ;

Had M.X.T. been unable to retain commercial righﬁs; there
would, of course, have been no motivation to enter the litiga-
tion whlch regulted in SaVlng the Government’ mllllons £ dollars

L it & project

Thomas F. Jones
Vice President for Research

TFJ:g
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i
|
!
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UTAH STATE UNIVERSITY - LOGAN, UTAH 84322

OFFICE OF THE PRESIDENT

GLEN L. TAGGART
PRESIDENT.

Juné 22, 1978

i
i
i
{
H

Senator Gaylord NeTson, Chairian
Subcommittee ‘on Monopoly and - -
= Anticompetitive Activities
-'221:Russell Senate Office Building:: o O A 7.
Washington, D. C. 20510 e Do i

,Dear Senator Ne1son

.. . nderstand that Inst1tut1una1 Patent Agreement holdefs’ will.be
. g1ven an npportun1ty to testify before, your subommittee on Jupe 20, ©
21 and 26, * Utah State Un1vers1ty daes not wish to test1fy, however,
“We SipporE the concept of A government:widé IPA, and we urge your sub-
committee to favorably report on its use as an effect1ve transfer |
mechanism-of- university developed technology. :

Sincerely yours,

GTen 1. Taggart
- President

GLT/bb . '

cc: Senator Jake Garn
Senator Orrin Hatch




Lt

THE B ’ T VICE PRESIDENT
UNVERSTY R 2‘:::::::‘Li:m
OF UTAH - ALT LAK ITY UTAH g412

80158

The Honorab]e Gay10rd NeTson
United States Senator ‘
221 Russell B]dg
Washington,’ D C 205]0

Dear Senator Ne]so

1 have been 1nformed that you are hon1ng hear1n95
regarding Institutional Patent Agreements. and: that
universities have been given an 0pportun1t3- 't

Though the - Un1ver51ty of Utah has notvrequested
permission to testify in your hearings, we support the
concept .of government-wide institutional patent agreéments
and urge your committee to favorably report on their
use as an-effective method of transferring techno]ogy
from the un1vers1ty to the pr1vate sector. .

I have read the_comments on the‘de31rabi1ity df
institutional patent agreements Tor universities submitted
before your committee by Dr. Thomas F. Jones, Vice President
for Research at the Massachusetts Inst1tute of Techno]ogy.
and wholeheartedTy support his position.® " ; e

: 'S1ncere1y yours, . ‘

':fW1]11am S : -
Vice President for Research
_‘Un1versxty of Utah : .

WSP:m
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.., Reprinted.fram Commerce America. Vol 2, No. 6.
‘U.S. Department of Cammerce

Governmen

Research
Spurs Private Prafis

seli-supparting five years from naw.” says Knox.

- Actudlly, iv's wot a very large program—about
$500.000 ansuinlly—halé “0f which gots into gotfing
foreign gaténl pmtectlon But it still must Support
itself,

ft . . FRC IR B i request: of ‘other . federal sgencies Wwho ssought as- -
A Tecent 520000 poyalty cheek received :ftom  sistance i -promoting (he use of their Inventions.
the drug firm of Merak & Company [or & new This led 10 the decision to make use of a long:
hepatitis vaccine was- the first major payoff of a  ignored Executive Order empowerlng the Secretary
new Commorcn Departmem technology. transier  of -Commerce. to reccive custody of foreign rights
prngmm The vaceine " was developed by ! to inventions that other federal agencles did not
5 seelt’ to protéct abroad, This provision had rarely -
search for the' Na\\lcmal :nsutums of Health (NIH}. - been invcked, and consequently the foreign rights
. With ‘tiiis_new prdgram,”Commerce's ‘Natlonal to much government-gencradd fesestch had- not
Technital Informition Service INTIS) Is trying 16 : been protected.  Thus, imuch ofithe commercial po-
intreduce government. inventions, with :commercial .. tential that these Inventions represented was being
applications to the marketplace ds part of the agen. ~ left undevdioped, or' was ‘belng exploited by forvign
ty's role of ing use of all lassified tech~ Arms without any benefit to the U.S.
nicel material generated hy government fumds. . . - ¥Dur first task was to demonstiate that these in-
NTIS Pirector William T. Knox savs “We din't Vehtions hed commereisl appeal” says NTIS
generate technology, but we iry to-see that it gets Deputy Dircetor Peter F. Urbach. “It was an open
used, Essentially, in our ‘taghinolgigy tramsler pro., guestion at the time, and there was a lot of skepti-
gram, we're Lying to'.thove inveatlors from i1.elsfii, even within our own ngency. We lel some
government Jaboratory mto Lhe pn\'nte ser.'lo foi ontracts to disinterested outzide firms, under which
commercial use” N = they evaluated & wide range of government patents
Unlike every other got‘emmem ngency N‘l'.lS and pitked out the ones that scomed to have the
has ‘to”stppoit 'itSeit ‘thrdugh its ‘ouim”effarts ond  most commercial potentisl, They prepared promo-
without any federal appropriation: Thus, it can’t . tional brochures and malled them to selecied pri-
afford to wait lnﬂeﬂnltely for a new program to ' vate organizations. The strong response told us
pay ils own way. "I expect this program to be fully  that the interest certainly was there.

sarticular pnograrn gol under way at lhe .
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“That led to a weekly newsletter—Gorernment
Tuventions- for' Licensing—which- lisls all: new gov.
ernment inventions; naw . patents . and -newly-flled
patent applications, with a notation- to indicate
which.ones- are belleved to-have- the greatest com-

..mereial potentinl, The. weckly. newsletter Hsts-the
2,500. new government inventions . produged .each
year. It now has several hundred. paid subscribers.

"Next we contacted other federal agencies nbout.
transferring. the foceign patent rights to thelr in- .
ventions to NTIS, We've already made agreements '

-along -these lines with-.the Naticnal Bureau, of .
Standards and Depariments of Interior,.Agriculs
ture. and HEW. Negotiations.are currently under
way with several other ageneles, including thc De-
_fense agenc:es whe are responsible. for the majn

"By obmin(ng lorelgn patenl protection on gov-
erhinent mventiuns NTIS and the originating
agency’ are’ able’ fo-offer V.5, busmessmcn world
rights to new goverament technology Instead of ©
just a U.B. license. Where no U.S. firm-Is Interested
i

explofting- the. techmology and foreign firms aro

Ly of the inventions d=veloped each yenr by tcdcral, .

interested, the U.S. Government receives a royalty
IromvithHe forelgn user instead:of having the gov.
ernment: technnlogy used abroad with no return bo -

hzol Imnsf""- ‘alist George Kud-.
ravgtz has-begun sounding out,the directors of fed-

eral research labs and asking them directly if they.

" says Kﬁd:jé\\getz

outstdndiig stecess sfories * to. date, CThe  Navy,
whic Had developed the' painit; was very helpfu'l m
promoting ‘it through a ’séminad at \he Naval”
Ship R&D Center in-Annagolis™’

invention had previously been Jescriied- In -gn -
article written by the Navy invéntors in'a techni- .
eal journal.'The fournal.-articie. however. did: not
lead to any industry interest, It toek the NTIS-

+ Navy seminar &nd-:extensive NTIS-prometion 1o

bring the new development to the attention of

:; UB. Industry. -As. a result of these NTIS efforts,
. sorme 16 U5, firms have now heen Heensed domes-
. lically te produce it. Since. the. Nayy -charges 13 .

royalties, on technology 1t dovalops, | these Mrms.
have ail gatten ro.vally -free llcense

Federal policy ‘on’ royalties varies l‘mm agency.
to agency. The license pn the NIH mvenncn Dr.

** Blumberg's hepatitfs \acclne for cxample had &

small royalty invelved.
Ol_hvu' promising inventions that NTIS js cur-
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lled Technoi Al-A-Glanco With

Every two weeks you gst a foldar fuil of
single sheet “NOTES" that.you can revigw
at-a-glance(see illustration.} Each NOTE
describes and illustiales’ the essentials’of-
an item of applied technology. Scan the
Iatest, ‘mest promlsing hardwase, tegh- "
niques and processes in moments. And
TECH NOTES tglls: you where to obldin:
turther information about any itam,

Unmatchad Sourcas

Contributers fnelude govermnment agencies
such as NASA, ERDA, NSF, NBS, NIH,

technology' news

Burcan of Mingy

KINS, YALE. PLUS potentially promable
Inventions from - govarnment- sources |n-
cluding licgnsing inforrnailon :

TECH NOTES Ara Selected For Commer-
clial Potdntial, And Ablllty To Improve Bnl

/
10t
I
[

tem Line Reaulls

] Computa .. 0 Englnearmg Lo o D Manufacturlng " [ Physical S¢iences
[ Electrol 'chnology - D) Lite. Sgiences - : *[] Materdals - [0 Testing and {nstrumantation

[m] Ensrgy CI Machlne - [ Ordnance [] ALL CATEGORIES bet _SE_?DG
NAME D o . L
OpEANIZATION T e TR

[ I - STATE o

m] Pleaséf more abom TECH NDTES ATISPRASY.
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LS. DEPARTMENT OF COMMERCE

slow release raie thai ex’iends anm(

i Barrac!es and cifier, marine growlh are af-
feclwery inhibited by a new long-asling antioul-
ing coating developed by tha U.S. Nawy. One
application of the polyrer, formed from orgaro-
tin compounds and-a vinyl resin, can kesp ship
nulls ang other submerged objects growth-free -
for up 105 years {se2 figure). This extended life -
is possible because the new formulations are
less subject to leaching by seawater.
= The polymers can be applied as .coatings or
transparent fims, as a syrup for impregnating
wood, or as-an integral -part of ferrocement or
concrete structures. The controfied and re-
duced leaching rate reduces poilution. n
- 1DE specific.-formutation can be tailored, for
desired, appiications, . but 2 typical coating is
made from & kydroxide of tributyl tin that is'in-
corporated into an acrylic polymer by esterifica-
tion. Cther polymers and cther organstins (or
‘mixtures thereof) can bé Uséd. Coatings of ali of
these formulations exhibit-a reduced leaching - -
rate bacause the tin is chem!caily bound within
the coating.

You can find owt more about this Govern-
ment-owned technology and licensing condi-
tions by requesting support package NTIS-iP-74-02
it includes the complete patent application, four
refated technical reports, cassettes of an oral
presentation, and glossy pholographs demon-
strating the fack of barnacle growth on fong-
submerged test platés. This package is avai-
able from NTIS for $125. Prepayment is fe-

. quired. Requests citing the support package
nrumber should be directed to:
National Technical Information Service
5285 Por! Royal Road
Springfield, VA 22161

Tiis Test Panel accurulated barnacles on the
unprotected {top) portion but not on the area
coated with crganotin polymer.

This dt o under the sp hig of tha L. 8. Nafther the United States Government nor any
peraon acting nn beha.'f of the United States Gowsmment assumes any h‘um‘my reswiting from the use of tha information
containgd In this dogumant, or warranls thet such use will ba frse from privately owned rights,

Wk CATEGORY A g C p E ¢ B! 4 X




1331 5

| RN =,j S j"-:. NTN'TH 0999
N‘BNanunalTechmcm Information Sarvice - - i SQIQCte d
opmmenoreomet - Pechnology

S Sof Licensing

Evaporating Waste Water:. .
Rotating disks dispose of septic tank effluent

regardless of clirnate, soil, or terrain,

" Rotating '
Disks

< Disk-Criva <

_ Elflaent From. .
~ Septic Tﬂr_lk

Spmning D;sks expose film of waste water to air to speed'evaporation Dlsk appara‘u= |s more
effective than an evapdration bed, and | requires far less area.

In many locations, sep‘tlc ‘fanks donot work
well. Either lhe soil contains too much clay to
allow waste water to seep through it or the
ground surface slopes loo steeply. In elther
case, offensive amt unhealthy waste waler
coifects on the surface. '

Now, researchers at the U.S. Envirenmental
Protection Agency have developed a compact
effective apparatus for disposing waste water in
such problem areas, The apparatus employs

- rotating disks partly immersed in a trough ol
waste water {see figure}. As each disk turns, it
carrias with it a film of waste water into the air,
where the film can evaporate.

The disk diameter ranges from 2 to 10 feet
{C.6 to 3 meters), depending on the septic tank

capacity. The disks rotate at 0.01 to 2.0
revolutions per mindte, depending on such
factors as the humidity and the volume of waste
water. Waier is pumped into the evaporation
trough from an equalization tank, which
receives the runoff from a seplic tank.

You can fing out mare about this Governmeni-
owned technology and licensing concliions by
requesling suppor! package NTN/SP-77/6999
which s avaifable from NTIS for 10 Pre-
payment is required. Requesis ciling the support
package number showd be directed to:

National Technical Information Service
5285 Port Roya! Road
Springfigid, VA 22161

NTH GATERORY AgC@E g6y 1 K
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Improved Production of Antlfolate

New procedures in synthesis
of methotrexate increase its output.

“Three Improvements in thé synthisis of thie
antifolale methotrexate increase the overall
yield from about 25 parcent to 40 or 50 percent.
These changes in the muldstep Piper-Mongom-
ery process are; (1) the selection of a pH value
that minimizes the formation of byproduct
pleridines, (2} the elimination of the previously-
used acetate buffer, and {3} the conversion of
sulfite acid addition sals to hydrochloride salt.

Methotrexale is. closely related -to both
aminopierin and folic acid. A 2,4.5,6- tetraamino-
pyrimidine sulfite js one 'slarting’ material;
it is usually produced in7the form -of the
bisulfite in an-acetate buifer. The modifisd syn-
thesis, developed by the U.S. Departmant of
Health, Education, and Welfare,” produces the
hydrochloride frem the blsulfite and’ eliminates
the acetate buffer utilized in earier processes.
Subsequently, a pteridine ring Is formed from
the pyrimidine_hydrochloride, using dihygroxy-
acelone at pH £.5 0.2 1o form the second fing.

This strict pH control, together with the use of

hydro¢hloride salt minls “the acetate butfer,
favors the formation of 2,4-diamino-6-hydroxy-
methylpteridine. .

© Bubseguéntly the 6-hydroxymethyl com-

- ‘pourd Is converted 1o the hydrobromide acid
“salt and reacted with 3 moles of a triphenyl
dibromaophosphorane, and phosphazine pro-

tecling groups are formed on the amine groups
of the pteridine ring as the G-hydroxymethyl

“group Is ransformed 1o 6-bromomethyl, a key

intermediate. ‘The prolecling phesphazine
groups are left on the primary amino groups to
discourage side reactions during subsequent
aikylation of the other major reactant, ethyl N-
{p-methylaminobenzoyl}L-glutamate.

Yeu can find out more about this Government-
owned technalogy and licensing conditions by
requesting support package NTN/SP-77/1000
which is avaflable from NTIS for $10 FPre-

. payment is required: Aeques!s citing the support

Ppackage number should be direcled to: .
National Technical fm’ormaﬂon Service
5285 Port Royal Boad

- .Springhield, VA 22161

This was unde’ the hip of the LS.

Nolther the Unlted Sigies Govarnment nor any

~person aoling an behaif of the Unltad Stafes Government assuntas any Hebiiity resulting from the vse of lha Informatien
contained ir this documen?, or warrents thet such use wiil-be free jrom privately owned rights,
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| More Protoln From Saﬂlower Seeds

New extraction process yields more

protein of higher quality for food addltlves:i '

After the oil has beeq pressed out of safflower

seeds. there is still a lot of proteln lest in them. A

new process developed at the:U.S . Department
of Agrlculture extracts such protein in- greater
concentrations (96 percent versus 90 percent
with previous methods) and Wwith less fat, tiber,
and ash

Additional ol - 15~ first exlracled from the
pressed safflower seeds by treating them with
hexane The seeds are then. driad and treated
with an alkalizer 1o create a juice. containing

. soluble protein and wuh an.acld to precipitate

the protein. The new progess differs from
previous processes In that low solvent and
drying temperatures are used, and a less-acid

prempltatlon is employed (gH = 5 mtead af 4
B R A

As a result, the extracted.protein ls more
suitable for humian consumiption” it is_rore
concantrated, cortains .a gréater varity of

"amino acids., and’is cleanst Moreovar, the

extract is more soliole in an acidic medium
siich as fruit Julce.. foams mare in batters and

. whipped toppings.. anc. has supennr baking
properties

You'can find out more abour i< Sovermnment-

" owned fechno!ogy and iﬁcensmg mnu‘n.'onu by
_requesting suppor! package
. which is avaiable kom NTS for 810 Pre

payment i§ required. Requests citing the sipport
package nuriber should oe d‘rec!éld i
" National Technicat inforeriation Service
"' 5285 Port Royal Road
. S,‘Jﬂ_ﬂgflﬂld VAP2161.

This document was preparad ynder tha ponac c;.l' j;hg [7X-3 : ] Nalther the Unlted States Government nor any
parson.zoling on behait of tha Uniied Stalea Gavernment sxauniea any tabillly resulting fram the uze-of m Jnforml!-'nn
..contained in this dncumml, of. mmnu that auelr uu whif bs fres frum p:lvqlely ownad rights. - = .
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Carboxylic acid solutions help {0 remove .
skin without wasnng ftesh in food-processing planis

ey cid in walér laogen ihe sklnsof
pears, grapeirait segrnems tomatdes, pota-

igchanical methods. The
carboxylrc acids (sUch as acelic, lauric. oF, oleic
acid) hardly altack'tha fiesh of fruus and vage-

tables under the skin, wasle is thereicre kept
_ low, and an’ anraclwe appearance is mafn-
fained.
In tests on lomalces fo % ng ‘ioss with car- r

. bowylic ‘acid was Gnly 4, percem By weight,

“whereas 12 percent was 10st with lye treatment *
— the isual dommercial melhcd for removing
peels. The tomistoes that had been freated with = . °
carboxylic acid wefe a Uhiform desp red alter -

tha loose skin was removed by & rubber-disk

-peeler, but the lye-treated tomaices were

marred by white vascular tissue, which had
been exposed because flesh had been eaten
away. ‘

028, carrols, and many, other frults arid vege- |
tab!es so ‘that 1he sklns,can hefemoved qumkly

d Advanlagns of Carboxylic-Acid .
.. Traah'rlanl Over Lye Treatmem

% Less Weight Loss
-#.Better Appearance -
» Low Temparatures

« Simple Waste Disposal - -

Uniike lye, carboxylic acid presents minimal
isposal problems In fact, waste from the car-
boxylic-acid treatment can be dried and used di-
“raclly’ as animal feed of_lerlilizer. The car-
bowylic-acid ‘technique was _developad by re-
,searchers at the"U.5. Deparlrnent of Aan:u]—
ture, '
=You can find out more abodt this Governmen!-
owned technology and ficensing condifions by
requesiing support package
which s available from NTIS for $10. Pre-
payment is required. Agquests ciling the support
package number shoukt be direcled to:
Wallona! Technlcal information Service
5285 Port Royal Road
Springligld. VA 22187

Thls documnnrwr propnfodunder ﬂu /

. nli’lEUE

porson acting on behall 5f thedinlted Statas Governmanl Assumes 4nY .'rebll.'ry vaspiting trom the use of the informatian
crmmfnud' in lhiu dunumenf of mrrunn thot such vza whil be Irse irom privately awned sphts.
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Encapsulating Chemlca!/Blological Materials,.;_; :

Agents can pe encapsulated for controlled release
by converting a seluble matrix to an inscluble.cne

Ctigmical” and bologlcal agents~can be

culture, In this process the, active agent”
dissolved in“a starch sclition, and then*thé
starch is made Mgoluble by “the addition of *
another- compound. The agent thus becomes
- surrpunded by an inscluble matrix: (see flow
diagram in figure). The compound that makes
the starch insoluble can be afy one of many.

~oxldative; pclwalent-metal-lon. or difunctional - .|~

coupling agents.
If the matrix and subsequent processing are
- properly chosen,-the encapsulation. shields the .
. agent against. fostiie anvironments, -makes it
. safer o handLe and. re19ase$
- surroundlng medium | at vlrtually any rate
- desired, Encapsulahon prevents highly volatile
- agents from evaporatlng and p!olects agents..
-against. d8cornp03ItLon from. exposure lo ultea-

process can bé uséd in gardeﬂs
release. pesllc:ides to* ‘attract” ant
repellams plant growth. regulator

<.Jzers; or they can be used to feidase’ odors and

“Havors. in dried . foods . when they are, recon:
stituted,
You caﬂ ﬂndo mot

owned technofogy and hcensmg conditions by
requesting support package NTN/SP77/1003
which is available from NTIS for $10. Fre-
paymeni is required. Requesis ciling the support
package nuniber should be directed to:

Nafional Technical Information Service

5285 Port Royal Road

Springlield, VA 22161

SNE A

- Diaporse or diskoiva e
chamical/blokg lcal i
agent in.aquecus
solutien ol pelyhydrexy
- pglymer xanthate (FPX). ———t

Reacl PPX witha -
coupling apent 1o &ntrap
shemical/piological - -

<7 Optlonai:
“Form secnnﬁ Insolubitizad

. ,malrlxlqanlrapc!\emicah‘
|- binlouical aaent turlhe:

encepsulalion . is needed for.. proteciion of

extra-slow release.

This document was prepered under the

hip of tha. U 5.-Q

ent Neither the Unlted Stataz Bovernment nor ary

 persen acllng on behelf ol the Uniied States
ined in this di 6 or

-fibiflty tram the uae.of the ﬂfarmef.'on

thet such use wiil ba free lrom: prJvamJy ownas  righis.
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Flameproof, Shrinkpicof WOoI

‘Properties of wool fibers are
improved in a single chemical proces:

Companson of Treated and Untrealed Wml Aiter Laundering

m-cresol

Untreated | 7 None

: ©Ama o R
Sample : R_eactantsi._ N : Shrln:kagg o | Af_te_rflame" ) _Ch_a‘r‘Length .
Treated | TBPA, TOI, - 36in.

43% - i

£ i e,
"28.7s. . .| - Totallyburned

TBPA = Tetrabromophthallc anhydnde
Dt = Tolylene 2,4- dusocyanate i

- Wool-can be ‘made flameproof and shrink-

¢ proof by a process in which the fibers are

"+ reacted sfmultaneously with a halogenated acid
anhydride ard an isocyanate In the presence of |

: cresol, The process, develpped by the U.S.
Depariment of Agriculture, is more economical®

and more efficient than older processes, in

which the flamepioofing arfid . shrinkproofing ™
were carrled ol i separate . operations.

Moreover, the new precess Is more -effective,

. conferring greater flame and shrmkagg resist- _'

ance than thie separate processes

“‘The new traafment can'be used on Wool in
virtually any form — flber, thfead, y&n, slivers,
‘fevings, knitted or woven goods,*anid felts. The,

wool' may be wh 16 o dyed. It'may be pure or
combined wnth oftier textile” fibers, such as
cottor, regenerated celllilose; ‘or animai halr.

" The process reagents actua\iy combine chem-
N Ically with the wadl, ard therefore the flame-
" proof and shrinkproof preperties endure through

many washings and drycleanlngs (see table).
‘You cen find cut ricre about this Government-

,'uwned rechnofogy and ficensing Cohditions by

'-’eQUE'Sﬁ‘ﬂQ SUD.DOH paclcage NTN/SP- 77/1004
. which_is available ffam NTIS “for $10. Pre-

.Daymenr is requu'ed Azquests’ eiting the support
package nurnber shouid be directed to™ "~
Mational Technical lnformanon Sevice

5285 Po Hoyal Road .

VA 22161

This n urndar the of the U.S.

Naither the Unlled Sfates Government nor any

- parson aclfnp on behel.’ af the United Siates Qovernment assumes any Habifity reaulting drom the use of the Information
coplained in this document; or warfanis that such use will be frée fram privately awned sights. -
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AGENCY Offlce ot Management nnd
udget. B

" ACTIO! Request, for pubﬂc _oom-
-oaments el .

.. BUMMARY: The .Oﬂice of Mmage- h
- ment’ and, Budgeb seekjng pu:rlﬁ Faene s

ats 8
policy regarding the dissemination.of
scientl.ﬁc and technical informatfon .
“which Yesulis from: Federal funds: The .;
' proposed polley 'would: (1)- Establish -

- “that scientific and technical informa.
tion which resulta from Federal funds ...

- ghall,. to the extemmsslh]e‘,‘ b made

. avallsble to’ 'the public, "{2)- regquire

. Bgeneles to select that method for IﬂB—

- seminaf iflc and cal in- E
formation which-is in.the best inter- ...
ests of both-ithe agency and the Gov. . ... -
emment; (3) require, with eertaln ex.

. _ce-ptlom. that sdentlﬁc and techalcal -

t
£
¢
i




Q251 ‘ST ATV AVASIUERL ‘ON .no 10A USION WESGH

[0 G5°6 82-FE-4 POTLA 1090Z-8L 00K 1T
unpang
I 'R RINIOIN T, SNV

.nQEEnEB qeipnyg puUE jUSUSTUEN JO
21O "UOISIAKT A21{0d SWMEAG TOMMILIGIUL

213 JWINCD 38814 “TIATME 5103 U] PAURHIng -

wnnaEuodsas poe sapy(od ) 0O HopNR
~JOJt JOYUNT 20T UCRDULOLRLE 42Y1RT '8

SA%D 08 JANAJID S8 THAMNY BT WY Lyt0]
999 FUAWANMDAY SILY, OG- SEI0T g
SN0 7 AR
Re 9Myunmp]) ajof Gl Jo SuojwmBdz
Buppuiq pue Bopud Sty Wi Ldulo) F
. ERANNQIAICASIS 5M[) 100 Lo
©) ATUSSIOMI §) §B SOUEDME LON3 ONesy ‘¢
SLIN
SU1 YANOI) H1qU[jPAT SIUAINI0R U0 S0l
348 0] Pags GMNTII0F USTIEIO[(E 500 Jtfy IL
8103 ‘TVUIa3,] 943 Of YSIqnd A[ukouy 'p
“sfsiq LRACON 2500 TINF
B ue oﬁn__ﬂ»ﬂ £l0der TEJ[UUDY) BYER 0
£l
~mafy DY JUAMLISAIP MRISPAL TI0Z] maafe
=l 9] o Hodod [T Yo dqiqnd
Uy 0§ JqEMRAE INSW DHE USAANL g
“PATTHIAT S U
9 £OU PUB aI0UA £JNUSD] PIT L0021 qaRe

J0 3P0} e QN ST PO MR B
TTEYE S0I8MW0Z) 1O JaavT

[RIRpag A1} PUe Zomade 91) Wioq Jo 1533901
483Q 373 U B MO[gm LOPSULIOU] TRIRIGI
nnﬂnﬂﬂmnw_e o —un.#uE R RIRG B

oy pum R
“00[eASP pITS [aTBess ROpUEN) ATIRIOPSF WO}
gl Gojyn UCHEMIOM) SIS  HU
~JUUTEESYTP JOf GRIOMION [RBpa] UEIGEIEd 0}
€] TG ST} JO S504INA atpy, DEOCIRT T

TOFPEIHI0 GLIN

uﬁﬂoan:uﬂuon:w_wwqgeﬁﬂg
-p0Id UOJETLION] [BI[WT33) JO 366 91F} MO
auredny A9uadt Sulnqifjuoco ay) 0f W00 -

..—E-E.EU [819pa g eq3 7O EHRUSE 12U30

Eng 0

.—n kY

~[AAap UM YaNEAL WOAF FITEI Yojgs U0[
AIICU] TRORINS YY) NI} 0} FONS 03E
-pdalddy oxe} ([Ny Logese pus JUAmITRdap

- GATINS3XS GITH TARHIQETOTS?Y AoNa0Y g

“FFINIDTIN Op 0 JEAINNT [YUOT)
e By} UT B 1 alsya 3dsoXs ‘UOPETLIOJUE
TEHUL3} FPEUTLRESID puUd YAMqnd ¢ wejals

agurdisque  MNeANd oy wodn ARa meYr '

JUBUIASACE) [RI9pa 3113 ‘81~ “OM J8[MAND
MO Jo -FUSEAGId I3 LI JUNSIRI0)
RIS U] [TUDTY

<0 3ty U] 3G 03 10U pHRITUCNSE 10 ANjME -

£q pMNDAI BB SEUN ‘UCIJSWHOR
1] Yons AURGUImasED pUs BNZRAQR ‘)
4upd Jo Mo (U] ) JoAcoat ©) Parlad aq.

ou_J0 3[1M 18 0% FOp vﬂuu_._asn
A M
SY¥W 07 FROLFTRNAAIo USTILIAAGS uu 326
-ung Yy SyUAmISIHE DAY
opouz |y ] TRIPpAL Eﬁ&sﬂ.
quatado  suem Aq D
.S_ﬁu PUE $H000I !ﬂE—S I3 audBIBoqam

Apnend ®
Puy w0 AQUIEAR UG FUITISILNDRETE
.oﬂ- SAXOPUT YSTAnd ‘DYIGH auy o) [QETTRAR
83081 Jo Fordod oRYE 0} readord Mzodac

e sy SLIN '9ININIE B0 o) JURNRMT (ASTE -

1911 Q'R0 81 9% UOpeuniopu; BuLIedU
-[8T3 pIS DIMNE]oE JO .
-E[p pue ey 1oy

B B YDA ‘307300 O JUAtHEIRIB AU .

JUIUWIAA0D FEIapaL Uy WG] SIqUTEAE

55 UOPSULIGHT TS3[UIp) jeem a=a Hﬂ:ﬁ-ﬁ

MBS JUBUIMAAE Teepad 9 £q
apui § YoM Wopuuuicyu) [Rojutiod) TV
“RO4N08

nnum UOSIERMOP] [¥aJIL03T, THLOTIBH oA.H
“BI0EUOdS I0 S01NANT

‘panes] 9pep g oy - 1 SPNE PUB Sjloded TRONN0) 41 BUTED

“UReS[p 0} poHlam Jfepdordde auy suyd
~1939p [TUUE Somadw pug Jusrptedep Yosd

5910-005-407 'B0S0g e o0 IO TOpmISe pu smusmymdap oty

uf DI 01

- “PIVRY] ndad 2 SY RRURLBACD Emupm

91} 207 10 £q DIUSHQNGA GORFILIONU] TEDNU

-angoauy Sy :E_oﬂh “PUEOIT JUIIACOA

TPAUFT - pUs TME0SA ANVMEPUN PUe Loddnd 0
AqEEs Aqalay e eapied FUMOMO] Y}  E0AMOFII JO JIMOWN JUEALELE § PIE WIS
IO prré suua Felepag Jeaf UiH punosSyong 1
iTnios TeuoR ‘SR MRpIATRY Jovtod : JR—— .
. 03 PaAU oyt YA ATHT 50
N P 5 (IO JUado[aAdp DU HoTE38 . r
-2l DRDUNJ ATBINpAY - oy SMmess- Cojs . . BININNSTIAVISE TNV - °
‘e 38yl : 40 BAVIE JHI O,

40D mb.oa.—uaha:ﬂnwnuu_on Apgod g -
- TOTEULICTT- 18P .. -

e, HOBHUHUDT -0

pue i53eU0 . OHNEvOIY/ mANER

Eﬁm- 108 ATNL JFRIT 5L DN HRISIOE]

STUIIPY #pALaa] uun BROD UeiITUIJop LT,
“F}I0da1 TRUTY

40 WIIW] JO HI0] GU] W B Mk TORTWAGE

~IT: Yons *AEJAAY. upsng spal o § ndews

“HBAMT Sy [0 FLLN OUL Ty

| BOMMIS HONDULO/E] [DOIYOAL TIUOHON L

WY

) wnunBuoﬂaa:ogS%snEE

Fmpadoad pUR TUGJIEMBa] gONe ansel ‘p
. POUEIQ0 3G Wed 10443 Yowa mon

“wody 10 garedald 7 0031 TSR Gows
70 mopdiindap JJUABIHONqN. # JNEANg O
"SACTE (%29 V) POFTIUBRE 783 26 oumdy
a1} 54 [[VYF EUOPEN{EAS YonT O pash o
07 TS0 1LY, “JUSILIBAOE 1) PIY Sowady
o3 JO MENOUT 199G Wy U] 8K Soui juy)

-I3paj oy NNEA gajgs’ UO[JeRoUT [811
-IMPI] PUe FRUlENY 0FHN0Y POTIYI TTe

sop |
~ATEY JURMIIOTAASD PUR ToTeatsd papun 116

~(£DJT0d JIUL) K10 PASOIOL]
INOLLVWHOINI  EMININTIIINE
‘38L6-968-Z0% ‘E0S0E ‘'L
‘T IUUEA, ORPNE PUE JuIIesE

~UBIAL JO SIIFIO UOKIALT Aofog |muay
| -BAR UOIEMLM] WY H ROUUIH

SLOVENDD

NOLLVIWHOINT UEHLUOd WO
‘20508

‘O'd UoIIUTUEE M moEma Soiod
UOHOWIOUI “a3png  puB

SE-pIUTII 5] “upa]
-1 87} j6 seE0dind oy JO UOITIUWHT B
'f Uduasized u] pauiy

-ap- il ‘wofpruilonty TEIULON (3% 0Y AqEod.

-de I8 WNATMA S0} 4G PIUSTIAHE FRMAR

:anﬂu Py g2jonod B (560 OF'0 9) VY

o JUF) ZopUm
aq 2 PaIMbaN. 20 PO YOREM PUR SIRIAHOT

- JUITRBUUEI JO SN0 313 03 PN

-qnE 3¢ PIOYE HUSNIKO) BEXHATY
“BL4T ‘9T $shBNY Aq

0 IV
*Juatr

$ 30 PR

SIS 0 YONWULIONE
“5[R JO SPOYITT BUMRIRS 8] STERIUAT G

‘Sofiod TRISPS POW 9803 *PASU NCIE
+ET JO FNEq AY3 UO 9PEUL Oq ‘N[ £q parmh
=3 SNALITI0 sTe[un ‘TBUS uuﬂouﬁ 31—.5
oadide 113

g0z2e’

pud papony

WIOJ] SIS, WMk WO[WOLOI] [ROMOUIY)
1% 03 Adde Orleing e f6 pausOerss
EANIssuedeal, puw gariod AU, 24605 B

D TERPWL 9yl WodJ SGENFAT
o TR UORSNLOID [WOlMsst BUS
SUA0F JO XIPT] TEIJUD0 § UFEJUFEUD
o) ‘GaouIen J0 JTeunredel ‘SojALeg

T ks 3
10§ FBHTTIEFUNAST hunuwa PUR JUBLDINDED

FIIUON .

8EET

TEIULUIAL [BUOTIBN. U1

| 2ImbaX (p) PUB SjTeG SIIAGON JH0-TING




e LA




1340

The changing
patent systems

In considering the proposals for
the reform of UK patent law,
deriving initially from the Banks
Cemmiftee Report in 1870, which
were adopted in partand
developed in the Government
Creen Paper in 1878, we can see
ar: intention to harmonise with the
strong currents flowing elsewhere

*Anyone critical of
fundamental features of
the old patent law will
look in vain for any far-
reaching differences
between the old and the
new.'

in Europe fot the fashioning of a
¢ommon system of patent law and
praclice. These currents began as
early as 1960 and are now
arproaching the point at which
thay will flow out into the open sea
on wiich inventors of the future

in Europe

+

by R S Crespi, Bsc, GPA,
Patents Controller, NRDC
will voyage. The British inventor

- will consequently find some

changes when operating within
the corifines of is own future
national patent law and on the
wider front envisaged in the
European system, but none which
that most adaptable species -
cannot readily adjust to.

Anyone critical of fundamental
fealures of the old patent law will
look in vain for any far-reaching
differences between the old and
the new, The legislators have
avoided introducing many truly
original concepls, and what we
will have in Eurege is an amalgam
in which Germanic influence is
much in evidence, although the
moderaling effect of British ideas
may well be very significant in
practice The siting of the .
European Patent Office in Munich
and the consequences for the
staffing of the Patent Office
Examining Divisions and Appeal
Boards may turn out to ke of
enormous impertance in influenc-
ing the practical character of
patent activily in our continent.
Publish and be damned ?

Among the changes indicated
above, [ would like to highlight
first an important practical point
which is ligely to concern
inventors, namely, the law
regarding publication. Itis not
untommon still to find inventors
for whom the question of patenting
their invention arises long after
they hava either publicly disclosed
their ideas or put them into
practical use in some way. This
phenomenan is not, of course,
restricted o inventors whose
primary interest is in the world of
learning but it occurs frequently
with inventors of this kind. Many
of these are surprised and dis-
mayed to find that prior publica-
tior of the invention in 2

scientific journal destroys
‘novelty' in the patent-law sense

and ruins their chances of
subsequéntly obtaining patent
protection, Total loss may have
been avoided if the journal in
gueslion was connected with a
Learned Society and the inventor
discovered the legal facts in ime
to file a British patént application
within the six-month period of
grace foliowing publication
allowed in the Learned Society
provisions of our preseni statute.
It is hard to console the
disappointed inventor.wheo did not
Ingw of this pitfall and regrettably
one must now report that, under
the new European laws which we
expect will come into operation

‘... under thenew
Eurcpeanlaws...
concessionsto the
impulsive publisher do
not exist.”

during the nexi few years, inese
concessions to the Impulsive
publisher do not exist. The rule of
novelty will be quite strictand a
patent application will be,
adjudged for novelty against the
so-called state of the art which
will jnclude ‘everything made
available to the Ipub}ic by means of
a writlen or oral deseription, by
use, or in any other way' priorto
the relevant date. The non-
prejudicial nature of disclosures
made without the inventor's
permission, or display at an
officially recognised exhibitien, or
disclosures made in a privileged
and eonfidential manner, wiil all
he preserved with cartain con-
ditions attached. The Learned
Society provisions will probably
disappear from British national
patentlaw,

Eurcpean developments

In addition to the present
individual national systems of
patentlaw which will continue to
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e o o this object. The coming into force
i he E:haﬂgﬁﬁg E?atcﬂt of the Cornmunity patent convern-

RN S Hon, however, will lake somewhat
SySdey S E_“ Eumge longer becausé it is of the essence
continuad of the thing that all nine slates of

the Comnmunity ralify it, There will
therefore be cerfaln transitional
rovisions which interlink the
.. European and Commminily patent
systems from a practical point
- of view. e
Options for the British inventor
e can Undersland theése matters
moreclearly by considering the
options open to the British
inventor, who will'as before atart
- with a basic application filed in the
Usited Kingdom Patent Office that
will be a springboard for further
atenting vy the national or

“exist, usually in modified form, o
there will be two new gﬁes of |
Evropean patent available to
inveniors : the European palent,
whichis the subjectofthe .
European patent convention

- 'L there willbetwonew.

Wy

wropean or Community routes or

2 combination of these, Within 12
months of filing his basic applica-
tion, an invenior wilt be able o
undartakie overseas patenting Ly
natjonal routes as iri the past,

_claiming priority under the

Internafional Gonventicn. :
Natipnal roules will, of course,
still be necessary:and ind=ed the
sole route lor obtaining pralection
in territories oulside the Eurepean
area, although at this point passing
mention shouid ke made of another
form of international patent
collaboratign which is alsoin
progress, namely, the Palent
Co-opetation Tréaly (PCT), which
concepiually is wider than Europe
and gould eventuall'y embrace the
European system within its scope.
i {he Evwropean route is chosen,

.. PRv s

" types of European patent
available to inventors...’

. SEPC} signed in Munich in Getober .
973, and the Community palent

dealt with in the Community patent
conveniion (CPC) signed in’ .
Luxembourg in Decernber 1875,
One might well ask why two such
systems have been created: In
continéntal Europe the concept of. .
a Community patent as 2 unitary
right having the same effect
througheut the Common Market
and supject to no nationalistic
barriershas been strongly.
mativated. To the prime movers of
the Europedan patent concept, the

. Buropean Patent Convention was
only a first stage, open in principle
to all states of the European
continent and effectiva in any state
which would signand ratify the
Convention. The-second stage
(CP%l was expected 1o follow
rapid g upon the fizst. EPC
prevides for-one patent-examining
and -granting system leading fo,
effectively, a bundle of 'naticnal’
patents in deségnated staies, Itis
only with the CPC that the truly
single patent, having the unitary
characler referred to.above,
emerges. :
1tis the declared intention of the
Governments of EEC states to
move sufficiently rapidly to enable
the first Convention (EPC) to enter
into force in the Spring of 1977,
thus aliowing the Eurcpean Patent
Office to receive patent
applications by the end of that
Eear‘ Tt is not niecessary for all

EC states to ratify it to achieve

pege 34




the Brilish inventor wil: be able,
once we.have ratified the
: iGonvenkion, to file his European
application in the British Patent
Office in London, which will act
as a branch office of the Europaan
Patent Cifice in Munich. English is
ona of the three offi¢ial languages
- which can beused for the
-specification and any proceedings

L relating te it Che tay starl witha

o seleztion of any of the states
whichare parlies to'the Conven-
tion; this selectionmustbe
designzated at the cutset and,

# cannotbe added fo later. Tt may

;. embrace dll nine stales of the.

o OUDUILY, - 5o e Ll
. Hthe ning are included in this way

.the applicant must male his choice

atthe outset whethisr he wishes to

-nen-payment of reneiwa
“whether he intends to obtaina

1842

bidin'a Furopean patent {iea

seleclively atalater s_la%?_ by)‘-
ees), or

unitary Comminity patent, In the
latter ¢case it will be understood
that conversion to a Community
patent can only be effected after
the Commiurnity patent corivention

- has come into operation.
" The best buy %

©On the question of cost, il is rather
early to attempt 4 definite state-

. meni, On present estimates itis
- considered thatif patent protection

isTequired in th¥ee or more”
European territories it shodld be
cheaper to proceed by the -
European route rather than the
individual national routes, The

‘The European route

involves therisk that in
proseciting the patent .

_.applications all the eqys

areinthe onebasket” -

European rout€ involves the risk” -

-that in prosecuting the patent

application all the'aggs are in the”
one basket. Many Inventorsand,

indeed, many industtial firms may ™

well not requiiré proteclion in
more than about three Eurcpean
territories and they may préfer to
use the traditional national routes
if the higher costs of maintenance
of the I‘ﬁl Community patentare
not warranted. The cheaper
option of selecting European
{erritories including part of the
EEC (perhaps only those in which

: manugclure_ of the invention will -
' 0Cgur) remains open but,

unforfunately, not for ever. The

“ ability %0 select only a pari of the

EEC where a European patent

+ IMAY TUN Was a Concession wrung
from the mo¥e rigorous and
‘thoroughgéing Europeans at the

Luxembourg ¢onvention and itis
limited to a transitional periad of
10 years, after whichitcanbe *
revoked by a qualified majorit
Zecision of the Counctl. It coul
kn revoked within the' 10
» by unanimous declsion.
F tabi
We neca
atentabilisy o
eyond the simple statemnent that
to be patentable an invention must

<1y liltle about

-be néw; mus! involve an inventive °

step, and must be susceptible of

¢ “industrial application, There is a

list of exclusionis from patent-

. -ability, and computer programs
and:methods of pregenting
" infdrmation are on'it. Chemical

inventors will probably fare

uropean patent bundle covaring "
" nine designaled states which can
be dreppad individually and

under European law

better under this law than under
the previous laws. S

- remains {6 be deen hoiw difficult
itvill be to Oblain a Eurcgean

patént, but one is allowed e

-.speculation that the new system

wili have to be made not tog
unattractive to inventorsif #isto
'...the new systerm will
have tobe made noitoo
uhdttractive to inventors
ifitistosurvive .
financially..:."

- -survive financially, especially in

its eatly years, and so some

. reasonable elament of optimism
- is permissible, The scope of the

patent will be determined by the

- - patent claims, which are to be

interpreted according to principles
somgwhere between, on'the one
hand, the current British tendency

" o be bound by the Emitation of the
literal wording used and, on the

other, the German pyactics of
liberaily extending thé words of the

claimto the inventive idea .
rupderlying them. - . .

Inventers who ate now engaged in

-wriling specifications--or, as I

would prefer, instructing their
patent agents to do the job for

‘them:—should bear:in mind that

the Eliropean system is now closer
than they might have expegted.

**Reforra of British patent law

The British Governmerit s being
urgéd atthe present timé to ratity
thé above-mentioned European
Patent Convenlions which it has

“glready signed.: It is clear that the

Covernmsnt will niot be satisfied

" simply %o introguce brieflegisla-

tion dealing with these European
matters but intends at the same:
time to ¢arry through the overhaul
of the whole of Brilish patent law
along the lines it announced a year
ago, This inevitably means delay,
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n E’umpe

ccmmued

because of tha manyolher. -
demands en Parliamentary time,
and we must expect ptofessmnal
prassuré on the Government tg =
increase, otherwise we shall lag
behird ourEuropean colieaghes
in becarning established:
practitioners and 1nlerprelers of -
the European system both for cur.
own benefit-and thatof major
ncn-European sources of .-
invention. - D

‘Tha most mterestmg -
proposed change in'the
new British law isthe ..
taking into conszderatwn
by the Examiner, inthe
prosecution stage of the
application, of the criters.
ion of inventiveness .-

The mostintaresting pmposed
crange in the new Sritish law is -
the taking into consideration by
the Examiner, it the prosecution
stage:nf the application, of the ... #
critexion of nvenliveniess, which .
in the pasi 18 has been unable to
challenge. This-will dispos = Df
many applications.of the type
whicii-pass throagh to pudication
on the strength of mere textual
noveity hut will not stand up o
real crificism and-this change -
should improve the reputation of
our patent system. Approval.of
this change Is of conrse subject to
the proviso that Examiners use
their new powar judiciously and
pay heed {o'reasonableargu- -
menisin! ‘supportof inventiveness, -
bearing in'mind thé care which our
Courtshiabitually take over this:: .
most difficult question to ‘avoid-
unduly subjective judgements.
The tighlening ug of the rules
regarding prior publication ha
been:mentioned above in the B
context of] Europea.n Taw. British, .

* that an invento¥, esuecmuy the

atert laW will alsd conform ftself::

bar to novelty iigf meral
ubiicarion- within the UK,
clore; but publicaiion anywhere

.. #sother countries have ane fora: «
- long fime. -

Dermise of the pmvxslonal
There are diher indications tog

academicinvenior, will have to
think his position ouil ratliermore

P carefully than in thepast and be

more pyepared fo resist the-
1emgglal1cn {orrushinto print wnh
his first results. These can often
amount to not rouch more than an -
interesting lead ag distinct from a; .

- quéntumn ol knowledge sufficient.;

10 provide an effective foundetion
of priority in relationto a patent-
akle invention. Thus the idez of the
provisional specification (lhe first- .

-+ stepin the patenting process)
* being permissibly. rather sketchy, .
- with & further 12 months to work 1t

.theidéaofthe . )
prowaional spectﬂcanon
. being ~erm1551b1y rather
sleetc] -, witha further
12mor thsto work it all
out before the complete .’
specification’has to he:
written, will certam]y

all out before the cqrnp!ete o
specifigation {a definifive’ ~
document) has lo be Written, will |
cerlainly not sirvive. Indead
according ta the.Governnient's
propdsals id bring gur fiational

patent o line with Europs:
iaw, the 1 be ng more pro-
visional ion

inthe old

COmMPpArg
inthat or app

. prem

- sortolequill

v .- one filed within the.preceding
.- lo that slandard and will reatasa.

year, but the preésent bemevolent
attitode to what a complels

- specification can fairly claim

based on ideas imperfectly
adumbrated in a proyisional
specificativi may undergs
transformation.
The disappearance of the pro-
visional specification system may
well be an ¢ccasion for .

* lamentation ¢h the part-of man

inventors, especially-those wi

< very limiled financial support,
++ because p10visional protection

has always been viewed as a

- relatively inexpensive way of

protecting onesell before atternpt-
ng lo negotiate with a more.
powertul potential partner or -
adversary. I personally do not
regard the passing away or
modification of this systéemas .
iragic, because ithas frequentiy
heen a temptation for seme toact .-
by in the beliel thal the
specification enablad

provisit
. one to empt 2 wide mcnopoly
onthe s of Telalively litle |

work and solid data. That was'
never-the purpase of the system,
which was designed, rzther, 1o

enable an inventor to establish his . -

priority for an invention already‘

" in baing and capable ofa clear:

formulation of iis esséntials, but .
still perhaps in need of perfecling
as to matlers of detail., | ™"

NRDC, as.a major user.of the |
patentsystem, conlinies 16 look
forward with interest to the next

. decade,in which there willbe -

much lo’excite and chatlenge its

.. advisers, on hoth the patenting

and hcensmgofmnts beforeany
Tilm is, reached l
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bleaddock CB, OBE; DSc. FlnstP, CEng, FIERE, FIEE; FRS
Chief Scientist, Dapartmentoflndustry

Whetheritis maasured in terms of the -
number ¢f people employed orthe -
annual turnover, research and

most other industriafised nations. About

.- 30% of all this nation’s scignce

Erlausn Maddock graduated with
first-class hanours in physics from the
YUniversity of Wales, Swansea in 1938
and during the wer yesrs wes engaged
inexplosivesresearch. In 1947 he Joined
the team set up to produce the British
atomic bamb, subsaquantly kolding
several important postsin nuclear -

waeapans Fesaarch, and was ewardad an

OBEin 1853. Dr Maddack joinéd'tlia
Atomic Weapons Aesearch

atAldermaston in 1955, later bacoming
Chief of Applied Physics and Assistant
Directar. In 1953 he startedworkon the
deteciion of nuctear explosions firadIn
spece and undergraund and was the
anshdalngatetuthuGeneva
confarance with the USA and the USSR
ontheabolition of nuclear tests; He'
directed this work untt} 1965, when he'
was loaned by the UK Atomis Energy -~
Autharity to the Ministry of Tachnology

to act as Deputy Controllarincharge of ..

the newly created Industry Divisians; he
whas appointed controller in 1957,

Dr Maddock was appointed Chief
Scientistof the Dapar{mantof'l’mde and
IndustryinFebruary 1971,

paga &

. graduates are engaged semewhere in

R & D, and a high proportion of
enginears are engaged in projectand

- developmentwark. - ..
" What. then, doesalnhisproduce7
- Whera dossitalllead ?

Some of itls devoted to developing 2
bettér understanding of the laws of
nature s¢ that the ways to locate and
process minerals, ta communicata by
electric’signa!s, to operate safely in
hazardous surroundings or to sustain

. health ete can be improved. Some of it

is motivated by poreintellectual
curiosity about the way-that nature has
assembled the Universe, the atem orthe
livingeell: Much-of itis aimed at
developing véry spacific designs and
techniquesgoncerned with nuclear - .
power, aircraft, computers or :
pharmaceutlcaWs Aliofit, however.
produces finvention’ either by chance -

. or by deliberation.

Invention in context

Qver half of all tha R &0 performed in
the UK is funded by the Government,
and thatincludes nearly all of the
rasearch done atour universities and

. spacial research centres, nearly'all of

the nuclear power.’a major part of -
aerospace and nearly half ofthe
electrontes industry: Government is
thersefore deéeply involved in'the
inventing business. Itis also involved in
amore remote'waywhh the inventions
which arise from privately fundad
research, whetherthisis by giant
industrial arganisations of by private
individuals tinkerinig round in the
family garage. Atany stage these
activities in both the pablicand'the
private sector can Jead to a rievy product,
pracess or techinique which could be
beneticial to trade, cause a new
industry te flourish arextend the
potential of existing products, There is
therefore a constant dialogue between
Governmentand industry, either directly
with companies or through the various

) B%iepg wec)
AhieTripd [/
il

Resasroh Associations, abaut the

inventions that are or may be appearing,’ ’

- Alas; the process of invention is onl
<1* development has becomEabwgmdusti’y - P e
¢ inthe United Kingdom. justas it has in.

small part of the total endeavourwhich

- leads'to a‘business or commarcial i:
' success. If the total invention phase

consumes ane unit of effort (research,
development and prototype -.: -
demonsiration), the phases that

follow {engineering design,-production
technelogy and management. quality
control, marketing, servicing, 81¢) will,
centainly consume five units and :
possibly as many'as ten. Thisis afagtor
so often overltioked by the enthusiastic

inveniar, who believes that when hehas"

successfuliy demonstrated his -
brainchild an the laboratory bench the
door to success and fortune has been
opaned. Those who pledge theirmoney
tothe exploitation ef technolegical
invention are exposing themselvesto a
two-fcld risk. Notonly are thers tha
normal business hazards—the

whimnsies of the market place. the
attituds of employees; the supply of
materials, the cost of barrowed roney,
termns of trade with overseas countries,
etc—hut thera are also the technological
risks. What problemis will emerge when
the successful iaboratory model is

+ scaled up taits full working size ? Will

there ke production problems ? Wil
materials problems emerge owing to
fatigue and creep 7 Will the apparent
market advantage be eroded as the

- technological problems emerge and are.

mastered, and will the product ba
rapidly supnrseded by a competitor
versionwithin a shorttime ? These
accumulated uncertainties can
frequently be daunting, particufarly if
there are less complex options
available 1o those who specialise in
roviding risk capital. This is where
NRDC has avaluable rola to play, |
The place of the Corporation .-
The laige Governmentinvolvement in -
R & D, the highcostof the ‘postR& D'
phaseand the added uncertainties of
technological risk make it necessary to
have an organisationwhich bridges the
gap between the researcher and the
ultimate usar—generally inindustry. Its
1ask is 10 seak out promising inventions
from both the Govesnment-funded

H
H
I+
!
]




sector and from private sources, and,
where appropriate, 10 launch these on,
thelrway to successful exploitation, it
is not the job of NRDC simply 1o derive

*.yastincome from sonte successiul
. invention ; its success rausibe

- measured by the.number and quai
of new products or téghniques that
have besn given a chance to flourish.
tn & particular cae, Success for NRDC
is achieved atthe po:mwhen industry "
itself decides to take the invention
further using its own fesources.
Although NRDC is'a public corporation,
it funcuions as a highly autanomous
body. It falls 16 Ministers 1o appoint

‘i is' not the job'ot NRDC
simply to derve vest income
from some successiu]
invention, ..

the Chairman and Board Members of
the Corporation and, because there are
public monies involved, 1o approve
certain kinds of activities and
expenditure. Butitis the Corporahon
itself that seeks out and evaluales
invéntions, makes the investment,
mpnitors progress and collects the
revenue, NRDC barrows its capital from

_ the Gavernment, butloans are repayable

at the end of thieir fixed term, or may be
repeid garlier if the cagh-flow situation
of the Corporation permits. Because
NRDC has to aifn 10 break even
financislly, inthe main it judges its -
projects interms uflhelrpmenllalior
ultimate commercial success, butin
marginal cases it may nevertheless,
decide 1o go 3head because there are
wider ‘nationa interest’ cansiderations.
In arder 13 ensure that their judgment
of the national interest is in ggneral
_accord with the views of Ministers and
“shat they are generally aware af
Savernment attitudes or'of maturing
pelicias; senior officers of the
Corporation maintain regu1ardlalogue
with Government Departrrents, and in

--particularwith the Depanmentof

- -pracess the Corporation and .

Industry. which is specifigally charged v

esponsibifity for the generaI
ofthe Corpora'uon including
“accountability 1o Parliament. By this -

Departments keep in step and a
complete clash of outlookis’
improbable but not. 1 musradd
impossiblé,

Where a pm;echscleaﬂy a\med ata

 national objective: eg strategic. .

i mdependence of overseas sUpphes er

stimulation of the growth or révival of
anindustry, this primarily is & matter for
the Government Departments 10
handie. But even here the Corporation
can be invited to play arole through the
provisions of Section 11 of the
Development of Inventions Act,
Ministers wishing to ulilise the
expertise of NRDC may request the
Corporation to undertake or manage
such a praject ; the Government
determines the broad course of action
and monilars progress and; because the
project would not normally be viable by

<L Oked

NRDC's commescial criteria the | ;-

. Department concerned would‘

underwiitg the exgenditurg.

- Because NRDC operates pnménly on

ihie basis of the commedcial viabilty of
Drclects ang Governmant Departments
deal with matters where the natisnal

ifiterest is dominant, the potential area

of overlap is minimised. There is an
ml:reasmgIendencyiorDepartmanlslo
examing any proposal made 1o them (or
genera‘edwnthmthem)to seeif they
fall elsarly in the ‘commercial’ province
of NRDC. In appropriate cases the
proposals are referred 1o the Corporation
orthepwposensaskedtomakea .
direct submission, IuseDEPanmentsm .
the plural, since there are many -

invalved, particularly the Deparlmem of ’

Industry. the Department of Healthyand
schaI Security. the Department of
Education and Science (including the
Research Councils), the Department of
the Evironment and the Denanrnent of

. Energy,

Somae recent changes

" latecent times Government-funded

applied research and development has
been placed on a ‘custemer—contracior’
pasis. This has had two effects on
NRDC. In1he'irst place, many of the:
Govemnment Iaborateries. and

ally the Industrial research
establishments of the former
Department of Trade and ndustry, have
been urged 1o estsblish adirect
dontractual reldtionshipwith

industry {including consultants) and to
do more o exploit their designs and
inventions. This has meant that for some
labaratories the automatic obllgahon (]
offerthe rights in all theirinventions 1o

. 'NRDC has been telaxad and the larger

‘A continuing reie for NEDC in

the queloprren' and

explmta’non of both public-
and privale-seclor inventions

- sgéms assuraed.’

laboratorias can, if they wish, now -
exploit by direct intéraction with
manufacturing companies orlhrough
*user gjubs”. Conversaly, NROC isno

‘longer compelled to deplay its resources
- trying to.explait everything offered ta it
.- from all-Government laboratories.

. Despwle theg:ealerfreedom allowed

- them; imost of the laboretories

concerned hiave elected to maintain
their relations with NRDC, although the

.. basis of the link may have been changed
by mutial agreement. The Research
“'Counciis’ and universities' linkswith

NADC have not been altered,

The second change arises through the
creation of the Reseatch Requirements
Boards. The Boards, which currently falt
within the control of the Department of
Industry, are all specifically instructed
10 consider the polential exploitation of
any field of research that they support.

. Projects are frequenily amended in such

2 way asto ensure a clase invalvement
of industry at a very early stage and
NRCE can be animpertant element
producing this involvernent. Within

the Department of Industry there is a
Committee of the Requirements Boards
Chairmen which is chaired by the!
Minister of State (Lord Beswick) and *
comgprises the Chairmen of all of the

.Department of Industry Research

Reguitements Boards and some senior
officials. The Chairman of NRDC, Sir
Frank Schon, is a member of this
Conimitteein order to ensure that there
Is a close relatipnship betwean the
work of the Carparation andthe
objectives of the Requirements Boards.
Acontinuingrale for NRDC in the
development and exploitation of both
public- and private-sector inventions
sgems assured. tmust, however,
remain flexible in its methods of
operation to meet changing
circumstances, and there is 2 joint
obligation on the Corporation and the
Government not only to maintzin butta
improve refations in areas of mutual
interest.
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R A E Walker, OBE, FCIPASecretar ol NRDC from.184810 1973 |

Inthe early shonths of the Sewnd World Wa 1_'was
ied t0 work at the Bodrd of Trade, the

f";ﬁ%“ﬁiéﬁ;‘f:ﬁ?ﬁgﬂ;‘: --Guvzrnment Depariment which was alfsst totahy '
Joined the Board of Trade, pro- concerned with the civilian side.of the natics's war
viding lor civil supplies ad 510 by contact
“';‘gﬁn":l“d“’““]“;"‘“““ﬁ" e otherwise engaged - they
During ]?;5 47 he mmaged the . MY s postwar future B
Dter Doparmental Reparatons “The detaxled nature a-id scope Of thesa ot
Seonring the slorabon st G UK's | 2DOVe all the optimism on which they svere found e
share of reparations plantand . Dever failed to amaze me. Thair full extent, however
machinery from Cermany. He vras yiot within my ken, and it was nét intil the erd of

Ronnie Walker spen the yéars
befare the Second Warild War -

wasactive inthesetting s ol © M War that 2 specific planning activity cfpartize.ir
{LRSDBE?;‘&.}" i?:fx:::gﬁf’m;ﬂ interest camié ta my nofice, nainaly, the Governuent's
s retirement las| year. Itis wartime copcern with thenation’s treatment of

impossible to summarise the inventive talent. While there wasa geperally hicid view
ralue ol }2?:&2‘!“ ﬁ:ﬁﬂﬁ:’; that the British were second th non€ in broducing new
thinveant e s bast kaowa ., iTventions, they were Lot, it was thought, gcod at
. "publicly is his scoop of : deve}opmg and puiting ithemto commercial use ; some
. Chrislopher Cockeralt'shoves-"  ramedy should be ectight & yeitify this snuanon.
cralt patentrights within M hours (o eern o vas,.in {act, sxpressed in 1943
the afterncon of 16tk April 1958, Dy the Scianiific Advisory Commitiee. This Committee
"gné"ﬁg;lwuﬁ:&a;ﬁi;hi o had recc])l-grme 2ded the emgbl:s;menll of the National
y a1, o Research Trust for ‘helding and exploiting in the
servicea to the Corparston. public interest palents which may be assigned to it by
the voluntary action of the.inventors or at the direction
of any fund oy institutior: by which the researches
leading to.thé inventions have been suppcned’
Thoughts of the 1943 Commitiee .
The Committee's view of the circumstances which had
led to this recommendation was expressed as fcl]ows
C(a) A larr%;e and growing number of patents Had -
resulted Irom researches carried on in umversmes
‘GoVernment research establishments, arid other
. institutions financed directly or mdlrectl from ;
charitable endowments or publi¢ fifn therto,
_there had in general been no mechanism io prnvlde
{for'the cormmercial dnveloFmem and explonatz of
‘such patents; although the Imperial Trust wes'h
. B : existence merely asalegal ermty' tg hold patents, but
y . by its chi rier was prevented from holdmg mechcal
. e Ll '.'patems

LT the Governmient's Steermg
Comumittee on Peit=War Employment
Tecommended that Governrent finance
should be made available “for the initial
< deveIOpment and testmg of new “
Inventicns...”"’ :
{6y Tt was enerally recogmised that agaderic bodies

- and publicly financed research organisations were not

“well fitied, either by experience or onlicok, to explcit
patents ansmg from ﬂzelr own researches Failure to
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_where it was obvious'

provide adeguate alernative machinery, however,
might.reswt in valuable patents being neglected or
exploited iir an undesirable mannet, oric theinequitable
treatment and conséquent discouragement of - -
individual research workers, many of whom mighthave
contributed to a particular inventioh though not '
themselves the inventors. There was, rnoreover, the
practical problem of determining 1he rights in the
results of researches carried outin co-Gperition
between workers supporied by publicfunds and
charitable endowments on the or.e hand and those'
eniployed by the research organisations of industry on
the other. > - ISP . o W
(c) Ethical cbiections wére felt by many peo%)le. .
including research workers themselves, tothe . -
exploitation for private advantage of patents resulling
from publicly of charifably financed researches, This
feeling was parlicularg strong in the medical field,

i at special.considerations
mightapply. - . o > .
(d). On tha other hand, the free and immediate
publication of ike results of such researches without
patenlprofection would often open the way 10 a range
of patents by commercial interesls, possibly foreign,
such as io block the further advance of résearch by the
original academic invemor in the field of his own
discovery. . - . L :
(e) Thesedifficuliies, partially practical, partially ethical,
and parﬁallgsychclogical.consﬁmtedadeﬁnite hind-
rancetsStechnoiogical development, notontyin the medi-
cal feld Theestablishment of abody chargedtotakeover
patents resulting from publichy financed résearches,
and to expleit them in the public interest, making-
awards wién these are apgropriate and are desired
by the inveniors, would do mmuch to pvercome these
difficulties; and in particular to remove the-suspicion
which many academic inventors feel lowards the -
patenting of scientifi¢ inventiens and discoveries.
In 1944, some months later, the Government's Steering
Commitiee on Post-War Employ:nent recommended
that Government finance should be made available for
'the initial de'velopment and testing of new inventions
where this is beyond the resources of the inventor and
appéars to Be in the naticnal interest’ and 'for testing
under factory conditions the results of research and
inveniions'’ B
The Government ai thal time was the National
Government headed by Winstor Churchill,

', .. the Bill was short and concise, and so
well drafted that the maih clauses have

- yemained on thé statute book

unchanged for 26 years.’ e

Podtwar preliminaries - :
By July 1945 a Labour Goverrment under Clement
tife'. o come imo.office, and its Ministers became
closely invelved in the consideration of these .,
grcposals. At the Filth Meeting of the Industrial, '
ub-Committee of a Cabinet Committee set up by the
Lord Presidan! of that time (Herhert Morrison) held on
‘Monday, 26th-November 1945,-a paper by the
Chancellor o the Exchequer (Hugh Dalion) was .
discussed which invited considaration of the proposal
to establish a National Research Trust [6r the purposes
Teferred lo above, After a discussion which is said to.
have taken some hours, the' Sub-Commitlee approved

.in principle proposals contained in-the Chancellor's

paperand inviled the President of the Board of Trade,
then Six Stafford Cripps, 0 arrange for them. 'to be

fnither considered in the light of the Sub-Commitiee’s
i sior. with a view to their ulimate’embodiment in

poirts ﬁ‘iéde by thig discussion
were recorded as follows: - et ”

(a) 'The ultimate success of an invention ought not ta -
be judsghed purely by the commercial profit which it
could show without reference 1o the general economic
advantage to the nation.' .
(b) 'The proposed National Research Trust ought to be
qgiven a wide financial discretion, While thers would be
a large number of cases in which patents wouldbe -
assigned to it free of cost, it might detract from the
Trust’s value lo industrial progress if i{ were
preciuded from accepting and exploiting patents on
which the assignes exXpecled a reasonable

commercia} return.’ .

(c) Tt was desirable 'to establish clearly the division of
functions between the Departments responsible for
research and those responsible for development
work. .. we would lose a very valuable distinction if
the Department of Scientific and Industrial Research
was expecled to assume responsibility for '
development work'. .

(d) 'The opportunity should be taken 1o draft a forward
Iooking and imaginative Bill dealing with the whole:
field ol patent law and the development of irdustrial
processes,” i . o ) c
These concepts had now to be reduced to practice, and
Cripps appointed an Inter-Departmental Comim.itiee 10
advise him on how the Trustshould be setupand, =~ .
operate. The Commitiee comprised 16 departmental
representatives ; they were ocaupied for iwo years’

in preparing a repert which proved to be a thorcugh
and painstaking effort jo produce practical propesals
1o meet the need identified by Ministers, - Coe
The Commitiee recommended that the proposed
organisation should be given a wide discretion in the
manner in-which it operated and that it should be
empowered: . o . .

(a) notonly o receive patents and patent rights
voluntarily zssigned toit; but to take the initlative in
acquiring such rights on appropriate commercial,
terms; : - o

(b) in developing patents and patent rights, nat only to
make use of Government research and development
agencies, butto place research and development

_ contracts with commercial organisations ;

(c) -in exploiting patents and patent rights, not anly to-
grant licences on suitable exclusive of hon-ex¢lisive
terms, bul in exceptional circumstances to forma hew
company, in whichit would hold the whele or the
'ma&orily\of the shares, for the purpose of producing
and disiributing a particular product: Lo

The Committee’ recommended that the Trust shonld be
incorporated by Statute with a title such as 'the National
Research and Development Corporation”. I should be
governed by a board of diractors appointed b'{ﬂﬂme
appropriate Minister (who miight be either the Lord
President or the President of the Board of Trade), the
board comprising a full-time managing'director, 3
part-time chairman, and not more than eight part-time
directors having financlal, commercial or sientific
experience. There should also he an advisory council
whose members, in additior 19 their collective
advisory functons, might be called on individually as
experis to advise on specific projects, The Trust
should receive a fixed grant from the Trezsury of, say,
£30 000 per annum for five years, for administrative

_expenses, and, for financing its pwf‘ems. should be-
.allowed to borrow up to, say, £ million over five years,

subject o a'ceiling for individual projects, - oo
Wilson succeeds Cripps. ;. .

Soon after the report Ead been presented to him,
Staffor & Cripps moved-from the Board of Trade lo
become first Minister of Economic Affairs, andit .
became the task ofhis sugeessor, Harold Wilson, to put
through Parliament the necessary legislation to bring
the corporation info being, This legislation 16 be
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. opportunity of making full use of them. As the House

foundeq on the Development of Inventions Bill which
followed closely the recommendations of the report, .
particularly the terms of reference to be laid down for
this new public corporation, Unlike much other -
legislation of the ime, the Bill was shorl and concise,..
and so wel? drafted that the main glauses have s
remaipad on the statute bock unchanged for 26 years.
The Bill was first introduced into the House of Lords
on 28th April 1948, By June it had reached the House of
Commons and, on the 11th of that month, Harold
Wilson, as President of the Board of Trade, movedits
Second Reading. He sajd;
‘The purpose of this Bill is lo enisurée thala full and
proper use is made of British inventions, especially
those which ¥ave been made In Government research
eslablishments or in organisations such as the - .
universilies; which are parily financed by Goveérnment
granls. [ think il is weli recognised, and g matter of no
conireversy at all, thal if we are to mainiain our
compelilive power in world markels, and also to
ﬁrowde a continually improving standard of living at
home, il is vital to keep up a contituous flow of iew
ideas into industry. of new praducts, of hew processes
for making oid products, and 6f new ideas generally,
1 Ieading to incréease d production. .
Iihink the whole worid will agree thal as e nalion this
country has been second o none in the production of
new ideas and of new Inventons. Butin the pastwe
have sometimes been slow to put thase ideas to full
use, or even, occasionally, neglectful of them
altogelher. often with very grave results,
The hisloric case of that, ¢f course, was the resuit of
Faraday s invesligations in the eariy parl of the las!
century, producing new and valuable varieties of glass
—investigations which were nol followed up
commercially, with the reésult that in the first world war
we found how great was our dependence on the
German cptical glass mdusng‘y, which had made full use
of Faraday's Investigations, That deficiency had to be
made good, and was made good oaly in the war iiseil
by the concerted effort and the skill of British science
,and British industry—indeed, in not one butin two
worid wars, . ' N
< In the Jas! thirty years {here has beer & very great
~. increase in the amoun! of scientific research work done
in Governmen! sponsored organisations, and aiso, as f
have said, in the uriversities .”."; i
It wag much considered before the war, and it was
considered during the war itself by the Scientific
Advisory Council, who concluded at that time thal an
organisation should be created, indépendentof . .
.. Government Depariments, which could take over
.inventions and discoveries arising from Government
_research and see that Brilish industry was given iha
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Knows, the problem was considered, again :
independently, by the Swan Comnitiee on patent law,
which made recommendations of 8 very similar kind:
‘The problem arises chiefly because inventions or
ideas coming from the laboralories or researchi. -,
stations ere not neces'sargj, oreven usuaily, in g form
in which they cah be used industrially, or in which they
can be sold as markelable products. Very olfen much
further experimeénial work is necessary; very oiten it
is necessary (o have a full scale working model, or
piiot plant, which if weuid not be‘appropriate to sel up,
and which the particular scientists In question would' .
not wish lo sel up, and would have no'technique for
setting up, in their own research unit, or in . :
Govermment Depariments or the unjversities . .,
There Is, of course, the preblem of the private
inventors or small firins who have worithwhile
inventions but are themselves without rescurces and
without experience {o undertake the development and
expioitation of them, Aithough the main reason and
Jjustification for this Bill relalés to inventions brought
out in Government esiablishments and universities,
the Bili does provide for dealing with problems
copnected with Government and private inventions.
It provides for the establishment! of 2 National
Research Devejopment Corporation, which will be an
independent body, subjeci oniy (o ?eneral directions
from the Board of Trade and lo conlrol on a number of
?em'ﬁc Issues, o which I will come in a momenl. Iis

irectors witl be chosen from men with expert” .
knowiedge and experience of bringing Inventions to
Iruition, because, as I have said, this is'a skilled and
speciallst job. The corporation will be charged with

e job of dealing in this way with the inventions .
handed vver te them, in the best inlerests of the pation
2s a whole. The Corporation will, of course, be
financed Inftially from Government funds, but our
Intention is thatin course oflime, and in not loo long &
time, it will be selfsupporling.' .
Subsequently, in the Commitiee stage on 30th Juna *
1948, an amendment requiring the Corporationto .
balance ils revenue azcount was rejected after
censiderable discussion, as was also an amendmentto -
reduce the Corporation's proposed horrowing powers
from £5million t© £2 million in the first instance.
Royal Assentwas given on 30th June 1948; there had
been no political gontroversy about the measure. The
progress throughi Parliament was notably rapid. .

The assembly of the first Board . .
By this time I had been transferred to the'small team in
the Board of Trade which, having seen the legislation
put through Parliament, had the task ef arranging for
-the setting up of the Corporatién, As'a professicnall:
%}:aﬁﬁed patent agent who for many. years prior to t%e
ar had been concerned on an intgrnational scale with
the patenting of inventions and their commercial
exa)flcitanon, the prospect was interesting and exciting.
It also representéd a significant change from m;

. Erévic»us involvement with-the obtaining of the United

ingdom's share of the industrial reparations which the
Allies were then exacting from Germany. -

*Meanwhile, a queue of expectant

inventors at the Board of Trade reached
considerable proportions. ..’

“*‘But the months went by and ne NRDC had besnsét up;

delay had occurred in the selection of Members for the
Corporation's Board. Meanwhile, a queue of expectant
inventors at the Board of Trade reached considerable
proportions, and the handling of them and their pa&ers
wag just one of my preccoupations, Critigism over the
delay was publicly expressed but, after the
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appoiniment in April 1948 of the Earl of Halsbury as: .-
Ad?riser {o the President on the setting up of the -
Corporation, and Managing Direclor designate;”
events moved quickly.” . :

The Corporation cime int6 baing on 28th Juns 1948 by
the appointment of : o
Sir Percy H Mills, Chairman (subsequently Lofd Mills,

now deceased) X
Lord Halsbury, Managing Director .- .00 - .
Professor P M S Blackett (subseéguently Lord Blackett,
now deceased) - . i R
Sir John Duncanson {now deceased) .- """
Sir Edward Hodgson (now degeased) .. - -
Mr W E P Jjohnson [

Sir Edward de Stein (now

deceased) .
and soon after ©. . Lone i
{subssguently Sir Charles Dodds,

Professor E C Dodds
now daceased)

‘Halsbury was a godsend.’

Ithought that Halsbury was a godsend. Both his father
and'his grandfather were lawyers and both had
scientific [sanings. His grandfather, the first Earl, was
three times Lord Chanéelior, author of that legat
classic, 'Halsbury's Laws of England’, and alsc a
Fellow of the Royal Society.

Our Halsbury, hawever, had staried his workinglife
atthe age of 17 as an accountat but furned to sclence
and ook his BSc 21 the University of London as an
external student, He gained first-class henours in
chemistry. From then onwards he turned 1o research
and development, working on soaps and fatty aleohels
with Lever Brothers, then with Firth Brown during the
War on special sleels required for jet turbine blades,
His acquaintance with law and his first-hand experience
of thi problems of res¢arch and development, and no
less his financial knowledge, were whol?y relevant to
the exercise of the Corporation's functions.

‘Mills was single minded in his - )
endeavours to-help British industry.’

Mills was also well chosen. At the oulsethe
pronounced a fundamental projosition: the -
Corporalicn would embark on no projects like the
notoricils groundnut scheme which the Colonial
Development Corporation had, set up somewhat
earligr, and which had met with disaster. In his view,
NRDC's jok-was te help Britisk industry, and he never
failed to pursue this as the keystone tothe
Corporation’s activities while he was in office as
Chairman.

Mills was single minded in his endeavours to help
British industry. This aim was consistently followed
during the War, when he was Centroller of Machine -
Tools, and after the War, when he was in charge of the
Ecenomic Sub-Commisston of the Control Commission
for Ceymany, I came into'contact with him in both these
jobs while he was evolving schemes forhelping the”
industries of this country. 1 still remember his caustic.
comment when at the first Corporation Board Meeting
he discovered that the pencils 1 had put round the
table were marked 'Made in Germany'..© = o0
in the years following the' War there'was a dearth of * '
office space in central London ; fébuilding of the -+ -
kombed areas had not caught up with the"demand.”
For six months, the Corporation was housed '+ :
1emgoranly by the Board of Trade ii IC House, -
Millbank. During that time I had 1o find otker '+ ** .
accommodation, The Ministry of Works decided that
it could not help, and the private estate agents had not:.
come up with anything suitable. [therefore decided to
‘walk the sireets and look for 'to let! boards. - - @~
One rainy afterncon, I found a regency.property -
which afforded the space we then thoughttobe™ -
adequate. [t was 1 Tilney Street, just ofi Bark Lane. .=+

32-635 C - 78 - 23

M -

Lord Halsbury
~NRDC's first Managing Director
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Repuledly Mrs Fitzherbert, George!\’ s mistress, had
lived there. but this scurrilovs assumption was - .+
disproved whesl: inlalei years, the'Corporation - i
exlended its offices to 2 Tilney Stréat; then tonumber 3, A
and [romthere to a house on the other side of the street !
whiéh we Were told had been built on the site of Mrs - [
Fitzherbart's town residence. Anna Nesgle, the :
actress; was said to have been an oceupant of namber 2.
The rent negotiated fornumber'l was 155 per’s uare
foo!, for numbper 2'was.30s per square foot, and?
number 3 was 38 a square foot. By the:time the:
Corporation’s offices-had been extended to Slanhope
Gate, round the corner, 65s per square i‘ool was the E
askmg price.

. other parts were somewhat squahd
continued : -but it alt had character:. .

i Tilney Streel, however, remamed the Corporation's
headouarters until 1965, 8¢me parts of the house were
elegant and a delight to the eye, other paris were-

Above . co somewhat squalid ; butif all had character. which i is so
Lerd Mifls - - R lacking in modem office hlocks and wasa few steps
—NRDC"s irst Chairman fmm Hyde Park, .

Right On 22nd Fabmary 1950, 1he Gory oranon held a bcarcl
1 Tilney Streg!. . . remained ) maeting for the first time innumber 1. ltwasthe =~ -7
Tﬂzﬁ?’%ﬂfﬁﬂﬂ s headquarters - eighth such meeting and, in the eight months that had

preceded it, the Carpo"auon had made substantial
Progress with its work. In retrospect, it is evident that
the pace of work genarally atthat ime.was greater than
a1 present, no.doubt alagacy. of wartime urgency. - .
L.ong hours and a six- or seven-day week were a normal
consequence of my involvement inthe Corporation’s
work, and some years went by before a fwe day week
bacame the norm. ..
Itis riot the concern of fiis amcle 1o narrale subsequem
events, but it intarests me to Tecallthat to start

. NRDC we borrowed £50 000.from the Board of Trade:"

The interesttate was 2%, and weé had nearly £20 000

1eft at the end of the financial year; There was trouble
with the Treasury for keeping it in the bank. They:
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- wamed it back andig isstie a fresh loan, NRDC has
“~gane some way i 25 years.In the financial year ended

—glslMarch 1974 it 10jal incomings were cver
£9.3 million, 18 tofal.oigdings were over £5.6 million,
and almost £2.5 million was spent on new projects .*

- A final; word ILis my, behe[ that lhe LCorporationisa
useful Cog in the country's complex apparatus for -
advancing innovatidn, and notan answer to all vf the

blems which emérge. in this field. In fact, thisisa
itaralion of what Harold Wilson said in 1948 Inhis. .
speech on'the Second Readmg referred i above:

o no! pretenu’ [ha! thizisa ma}orB}L’ Idonot--
pretend thal it will do'anyihing speclacuiar lo .!mprOVE' ;
the )fosmon of invenlions and discoveries and research. for rbe benem of rhe invenlors and lor our own people.
in this country, butf claim.that Atfils an froporiant gep | .Ana‘ ' although, this Bill must be considered and set

i our scientific and economic life. !t profects for !ga “agains! the géneral background ef the vast amount of
benefit not gnly of the inventdr Buf of the public of research undertaken by privale industry and the.
Greaeram the' resulls of inventions and discoveries, development of inventionsin private industries, in

in this couniry’in which wé have normally led the world public boards, in.Government Depar!ments and
butof wmch we have not always had Ihe fullest resuits. eisewbere it fulfils a necessary function,'




D N Xing, BSc, Fnst?
Coniroller, Exploitation Office, NRDC

Das King served with the Army in
EBurope and Palestine from 1842
until 1947 and then wentie sludy at
Queen's, Universily, Balfast, After
gradualing he spenl two years with
BX Plastics Ltd, and from 1953 until
1957 he was & geophysicist engaged
in oil expioration 1n the UK and the
Middle East. Following three years
as the European representative
of the US company SIE Electronics,
Mr King joined NRDC in 198Qas a
roup executive, later becoming
g!anager of the Scienlific Equipment
Group, In his presen! position, as
Coniroller of NRDC' s Exploitaton
ffice, he supervises lialson with .
sources of invention, licensing of
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Itis, perhaps, unfortunate that the
word “exploitation’ nowadays
carries some sinister undertones.

It sonjures up for some dn-emotive:
picture of resources being’
acquired for a seng and wfilised -
for undue profit, with little or no

this sense of the word NRDC cannot

i be accised of béing an imperialist -

ofinnovaticn, or atleast of being a
very forbidding tne, N
Exploitation, in the NRDC sense of -
the word, embraces a number of
interrelated activities, These -
include liaison with sources and
potential sources of inventions,
technical and commercial assess-

§ QP

ment of the cutput from these
sources, promotior: of those ideas
that appear to have promise and
the negotiation and monitoring of
licence agreements with British and
overseas companies, Exploitation
also includes finaneing the further
development of accepted inven-
tions and of ‘applied’ research
pregrammes that seem likaly to
preduce results that can be
licensed to industry. In this context,
the term 'Invention' is not restricted
to an idea that can be protected by
a patent. It covers all forms of
industrial or intellectual property
including copyright, design, know-
how and computer software.

Government sources

Any invention made in a Govern-
ment Establishment {eg a defence
establishment such as the Rayal
Radar Establishment or & civil
station such as the National Physical
Laboratory) must, with certain
axceptions, be offered to NRDC

on a 'first-refusal” bagis. The

fact that these sources are to an
extent ‘captive’ does not, however,
relieve the Corporation of a duty to
maintzain as close a relationship as
poassible with the programmes of
work being undertaken and the
individuals concernsd, The content
of tha research is the responsibility
of the Establishment and its
Department, ahd NRDC has no part
in the decisions concerning this,
unless it is invited to expressa

accepied inventions and the fnancing vieyv.Neverlheles_s. the Corporasion
of their further development, He also believes that earty awareness of

enjoys iravel, the lheatre and bridge.
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what is going on, and why, is more

L BelleTm) ares

L ReTemd | 47Y MY
... the Corporationno -
longer fully occupiesthe

‘privileged position itused .
- to enjoy as the nominated

‘channel forexploitation of |

- o . N
benefit for the original owner.In - Governmsit inventions.

likely than-otherwise to lead to |
successful exploitation of results

‘whier: the time comes.
.Awareness helps alse to bring

about working relationships be-
tweén the scientists who are
‘producing the results and the
NRDC executives whose job it will
be to promote them.

Reflecting the Rothschild customer—

contractor principle and the wish of
the Government to see its Estab-
lishments achieve greater direct
income, the Corperation no longer
fully eccupies the privileged
position it used to enjoy as the
norminated channel for expleitation
of Government inventions, Some
Establishments are now permitted
to neggetiate with NRDC about the
terms ¢n which inventions are
offered or to use other means of
exploitation.

There are some grounds for
weleoming this new policy. If
nothing else, it will reinforce the
need 1¢ assess realistically the
commercial value of inventions and
to coneantrate effort on those that
have significance and commercial
prospects. In the longer term,
there may &lsc be an effect on the
actual content of research pro-
grammes and an increasing
tendency io engage in work that
ab initio seems likely to produce
marketable results. Whether or not
this is a proper road for Establish-
ments ta follow is, of course, for th
Government to decide. i .

The Research Councils

The Research Councils (Science,
Medical, Social Sciemee, Agricul-
tural and Natural Environment)
spend considerable sums of money
in their awn laboratories and units
and-~particularly the Science
Research Council (SRCy—in the
universities, With the Ceungils as
suck, KRDC is in continual contact
by mezns of joint working parties,
NRDC membership of committess




and the like.
Al thee Conngils stipulate lhat
iaventions made by their em-
ployees and recipients of their
grants shall be offered 1o NRDC for
patenting and exploitation. The
Corporation is made awarg, by a
variety of means, of work that is
going.on, of grants awarded-and of
reports of progress. Itis then the
-, responsiplity, of NRDC to maintain
contact with the research and to
_take assignment, at the appropriate
time, of those resultsthat itcensiders
can be exgploited commercially.
1tis by no means universally
populay in university circles that
inventions made in the course of

1o

NRDC for encouraging new in-
ventions in other places, for
further development of inventions
that need itand for helping industry
develop lis own ideas, ltis, atthe
least, questionable that the
financial benefit of an invention
arising from public expenditure
should accrue solely to a company,
arbitrarily selected by an inventor,
or to individuals.

Apart from financial aspecis, there
is the broader consideration of
securing maxinum use. Te con-
sider an extrema case, a university
man may have good consultancy or
cther contacts with a local firm and
bé'able to transfer his resultsto it

‘Experience shows that
most problems are soluble
when there is sympathetic
discussion of initially :
divergent viewpoints and
interests,’

of disclosure of the essential
content of programs. In this |
relatively new ares, the
Corporation has not yet completely
evolved a means of sxploitation
that can be reconciled with the
understandable wish of authors to
use the software in a variety of

‘ways and 1o describe their resu]ts

1o industry and others,

research financed by, say, SRC
should be thus offered: The point of

: view has been strongly expressed
—and is still strongly expressed by
some—+that the invelvement of

- NRDC intibits university/industry
colieberation and hinders rather
than helps the unl!saﬂon ofresuhs .
by industry, - -
NRDC takes a different view. We
belisvs that when the expenditure
of public money in the universities
gives rise to commercially valuabie
Tesults, itis proper that some of the
finaricial benefit from their utilisa-
tien should flow back to the public
purse, through royalty payments,
Such income is then availableto .

_ manufacture and sale might

for manufacrure The trans[er may
be fast and it may be efficient;

speedily be effected. But the ques-
tions of the ability of that company
to meet even the UK market and
the need 1o seek overseas palenis
and overseas licensees might never
be raised and, if they are not, the
full potential of the nvention might
‘never be realised,

Toceonsidera further example. itis
not usually possible to protect
computer software by patents, The
value of software rests on copy-
right and it is imporiant, if that value
is to be realised, 1o maintain &
degres of confidentiality in respact

In the context of the Research
Councxls espe::lally there is an
ever~presen‘t néed {or.dialogue
between university people and
NRDC Experience shows 1hat most
problems are soluble when there is

’ . sympa1hehc discussion of initially

dwergem v1ewpomts ;nd interests,

Other sources

Unléss there has bean Research
Couricil or Government funding of
the research, there is no mandate

" onuniversily inventors to offer their

results to NRDC. Decisions as to

‘ patentmg and expleilation are

sclely for the universities to make.
Nevertheless the number of ideas
communicated to NRDC has in-

** creased steadily over the years 1o
“the point wheté the univeriities

have replaced Government ©
establishments as the main source
of the inventive inpat to NRDC.

" Thé emetgerice of thé niversities

as the major contributor.of ideas
prokably reflects in pant, changing

" circumstances in Government

research. It ceriainly reflects, and
indeed justifies, the view ol the

- Corporahon that it is necessary 10
maintain a conscious end con-

tinuous liaisen effort with the -
academic institulions, Because of
the number. of universities and
polytechnics-—lo szy nething of the
number of departmems and
faculties within thém—and because
of the other responsibilities of

" NRDC staff, this liaison effortis

unavoidably limited, whatever
direction or seleciive cmena may
be appliedigit, '

page 15
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-.In recognition of these limitations, a
‘number of laisén techniques, ;
'supp‘fementary to Visits by NRDC »

staff;are offen adopied. Symposia’

" are sopietimes-arranged at which
academic and NRDC stafi—anid
represemalwes frény industry
when appropriaté—-can exchange

“have been kind, encugh tovisit the
Corpcranon for discussions and we
" vrould warmly welcome visits from
more of them. Experimental use,
-on a contract basis, has besn made
of rial

X VLIS of the Umvers]ry.ofLeeds

" and CICL of Edinb,urgh—tha‘t,have
béen set up in many. universities, in
order to determine if these offices

-.could act lIocally for- NRDC
.encauragmg and progresm
business.-

Setting amde pnvate mventcrs the
“The input of ideas to’

. NRDC is great and our
wishistoseeit grow.’

) ‘majcrlty by fa- or ideas commumca-
tedto the' Corporanon come trom
" the universities, Govemment and
. the Research Councils. Other’
* sourcés include the Research
_Assoc&auons, some charitable
‘Organisations and Caminonweslth
and foréign oficial organisations.
Formal andinformal inks, which
" facilitate exchanges of mformanon, X
. advice'dnd expenence have been
- -made with many orthe overseas =
orgamsancms o ;

Selection and decision lakmg
Thé input of ideas to NRDC is great
and our wisk is to see it grow, ’

" Statistically it can bé shown that

--Poge 18

/many invenlions are made, some
achiave modest success Bt only a -

* very.few turniout to be of major

technjcal and cbmrnermal s1gmﬁ-' :
cance.' s
Havmg szud this, it is essenual lf
sufficient effort is to be aveilable
for those inventions that have
potential promise, to eXercise an
early judgment on whether to
aceapt o reject submissions,

*_situation with the inventor—and’ i
- sometimes, in confidence, with i

-Teastneble probability that a
. .licensee will be found and thatan
~adequate royalty income will be

‘During the lasttwo years
particularly, the NRDC
threshold of accéptance of
new ideas has de]lberately
been raised.

Decisions of this kmd can only be”

based on the'best information that™

is available or.can reasonably be - -
gathared and represent, athest, § -
balanee of facters. During the last

two years particilariy, the NRDC'- - ~ ’

threshold of aczeptance ofnew
ideas has delibarately béen raised
and the in-house portidlio weeded
of cases that have not fulfilled their
apparent early potential,

There are two consequences of
this policy of increased selectivity.

The first is in the general area of
'public relations’, Itis necessary, |
when declining a submission, to -
retain the confidende of the
inventor and to ensure thiat he'
respeats the reasons ol the |
decision, even though he may not
fully agree with thein. The same

inventormust not b deterred from

relurmng with'a possibly much
more significantidea in the future.

. The $econdi is that the polxcy mlght
increase the chances of an invention
being rejected o discarded too
ruthlessly or too s6on, Théréis no
autoriatic or mfalhble safeguard

- may-be. Depending onrits nature,
. ..the invention will be allocated to

- begin.

against this danger.Cne can only |
be gonscious of it ang rely on the |
Corporauon s mlemal ‘monitoring
and Teview sys‘tems andthe
agcumulaied, expenence of its
execufive staﬁ' .
-Accaeptance ofan mvenuon means
harNRDC, having assessed the i

others~"Has decided that thereisa’

achieved. It means also thél the
Corporation takes full respon-
sibility for seeking patent protec-
tion and for licensing, becoming

) ,w..u.gam

e
ooy e

i i e’

the legal owner of such rights,
including patent rights, as there

one of the seven technologically

.+ based groups within NRDC; where

it becemes the responsibility of an
individual executive V\_thSB- N
technizal background and.:
-knowledge ofthe indusiry ate
particularly Televant. The -
Corporation's Patents Department

" will take any patent actions that are
. necessary’and desirable, acting

in'coneert with the inventor and
the group executiva. The way is
then clear for exploitationte




‘The transition to Industry
There are many ways of arousing *
interest in ax inventon in manu-
facturers and users, The invenior
may well be agreeable 1o present-
ing papers at'confergnces or
providing articles for journals,
There is nc dearth of exhibitions
where prototypes or models may
be demonsirated. Inveations of
more popular interest can merit
mention in the daily Press, The
Corporation itself publishes this
Bulletin which, in non-Anniversaxy

-{ssues, fn_cludes information about
what {s currentiy availablafor . .,
licensing. About 12000 copies of
the magazine are cuculafed
throughott the world..

These are somewhat mech_anistic
ways of reaching potential
licensees and users. Also vitally
important are the many good -
relationships that NRDC executives
have built up over the years with
the psople in industry who make or
influence decisions. The value
of the accumulated knowledge of
lire capabilities, plans and limita-
fions of industry-that defives from
these personal contacts cannothbe .
overstated,’’
itis not mfrecluemly the ¢ase that an
invention is veryimmature ar.d
further developmem is needed
before jtis reasonably proven or
assumes a marketable form. .
Corporation finarice can be-made - -
available for this. The work can
often be'carried out at the inventive
source, if that sourceis agreeable:,
Alternatively a commercial 3
lehoratory, a Research Assdciation *
or, say, AERE Harwell, might be
considered a more suitable placa,
Cften—and this is usually to be

" preferrad—the development may
be undertaken by a designated
licensee company, with NRDC and,
the company sharing the cost
between them. Depending on the -
nature of the project, and his
avajlability, the Inventer may con-
nnue to make an:active contribution-

... the inventor may
continue to make an actlve
contributionasa ” s
consultant or otherwise.’

as a consuliant'or qtherwme. Wher_x
the development spend is sub-
stantial an arrangement willbs .
worked out that provades for the
Corporation to recover its spend
separately from iis royalty income.
Inany event the Corporation's

1900

. investment is usually unsecured |

recovery is dependent upon fmal
technical and commercial success.

Licensing policy

Licences granted by NRDC to
manufacturers carrbe exclusive,
semi-exclusive or.non-exclusive; it
depends on the circumstances

© suTrounding the particular prop- .

erty being lzcensed Ifalicensee
has o make a considerable ©. .
investment in developing an -
invention for the market, orin:
seiling up new production facilities,
itis reasonabie for him to seek

“exclusivity, particularly if the
« rharketis uncertain or limited.
" NRDC readily recogmses consxder- —

allons such asthese andis,
prepazed to grant exclusive X
licences if there are sensible
reasons for deing so, subject, in the
case of Government inventions, to
the approval of the relevant
Department. Whatever the kind of
licence, there will usually be pro- |
vision for a down payment, a

Toyalty on selling price and a ..

yearly minimum payment io en-

-, courage adeguate performance by
the licensee.

As a public corperation, the first
duty of NRDC is to British industry -
and inventions are offered in the
firstinstance to UK companies: In:

_the absence of UK interest, or if it”

¥

seems unhkely that British-based

‘licensees will be able to sansfy the

World market, overseas licensees ,

: wzll be sought. Many nion-British-

cofnpanies maintain 3 general:

- contact with NREXC and are anxious

1o keep aware of what is available
for licensing. Also, as has been
mentioned earlier, the Corparaticn
has formal and informal links with -
NRDC-type organisations in the
Commonwealth and in foreign
countries, and can use these links
to locate poiennal Heansees,
Sometimes it is possible to
encourage arrangemeants be-
iween British and overseas .
companies that are mutally bene-

. ficial. In fact the bulk of the ¢

Corporahon s licensing income
currently derives from overseas
licensees. £5.7 million of the
Corporation's Heence income of -
£1.2 millon for the year ended 31st
March 1874 wis accounted for by

" pverseas agreemems

Paymenls tu-inh'er'nlo'rs'
There is a standard revenue-
sharing arrangement for university

invent:ons, which applies to those
that are voluntarily oFered and
also 10 those which are ofiered
because of a Research Council
grant. The arrangement is simple
and provides for the university to
receiva 50% of the net income
after daducting certain NRDC
costs, mainly patent expenditure,
However, in recognition of the fact
that patent costs are likely to be

. greatest early inthe life of an

invention at the time when royalty
income is just starting 1o béild up,
the.arrangement provides for 8%

- of the cumulative gross to be paid
“to the niversity until such time as

there is a net iicome avaslable for

‘Hew much of the

.university share is passed
onto individual inventors

ig entirely a matter for the
university ...’

sharing. How much of the university
share is passed on to individual
inveniors s entirsly a matter for
the university and NRDC has no say
in this,

Government inventors and
inventors who are employed by

. Research Councils are gligibie for

awards, The amounts of such
awards are decided by a
Government committee or by the
Research Council, as the case may
be, and the payments are made by
NRDC

Licensing objectives

.The aims of the Corpcration in its
licensing activity are mixed.
Patenting costs are high and.
renewal fees for granted patents,
particularly if there have been
overseas filing programmes, are
ever rising. Added io thisisthe
cost of visiting inventors scatterad
throughout the UK te discass
inventicns that, in the event, may
not be aceepted or, if accepted,

* might faij to be licensed, There are
‘also expenses in connection with
- promotion of accepied cases by

way of exhibitions and visits to
potential licenseas, and the
preparation of legal agreements.

~ From time to time, legal actionis

taken against infringers,

* Al of these costs are Sorne by
..NRDC &nd a first objective,

therefore, is that licence income
overatl shall, at least, meet them.
This need reflects the Act of
Parliament that requlres NRDCto

" page 17
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. . . * NROCCincometa date
- - £24 360000

These figures Ao ot
inciude NROL investmeni
1T PIOIOCIS Wilh indusity -
n wmmmema’ eria!
ATOPEy 00,

belong ta me pr oraiion

- B Aulhorised expenditure X
Actual expenditire £3785000 . o
£3162000 . v R E

Iavestment in 188
exploitation project
currentat 315! March 1.9?#

£000

[lele)

50008

20003~ From 1957 owerds !hemm'ne : . :
. rosubsidiary companjesaf - . . .
the L‘owarenan 8 mc.'uded

30005~

3

2000

. [v] 1 1 1 1 L 1 ]
1950 51 52 53 5455 55 57 58 65 60 61 62 63 64 65 66 67.68 6970 71727374

Year ending Income from NEDC
palent holding
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canlinued

attempt to meat oulgmngs with |
inceme, Where revenue is shared,
as ie the case with university
inventions, the Corporalion has a
partcular duty to aflempt to :
maximise it income, . g
The Act of Parliament also enjoins
NRDC to actin the public interest! .

It remnains thetefors a primary duty -

of the Corporaticn to encourage
the manufacture and use of British’
inventions and lo provide help and
famhnes for this end.

Past, present and future. |
Much of the early effortinthe ., -
quarter century of the Corpora-

tion's iife was necessarily devoted -

to establishing feelings of trust and

of confidence in the minds of those -

with who it had to, or wanted

to, do business. i was a unique and |

fledgling organisation of unknown
capability and without a track
record. This was an uphil! task, that
will continue as fresh faces replace
the well known ones and as
sconomic and political pressures
and constraints change.
NRDC is now accepted nationally
as amain channel for effecting the
transfer to industry of the resulis of
research expenditure in the public
sector. Working relationships
have been established with
mandatory and voluntary sources
of inventions. There is in house at
NMRDC a rare cembination of

' patent, legal, technical and
commercial skills thai can deal
efficiently with most situations that
present themselves. The size of the
Corporation has been contained so

' that these skills can operate
effectively and there is apprecia- .

* tien that it is possible to be flexible
in the approach to any problem,
without sacrifice-of basic principles.
page 20
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Because of NRDC, many inventions
havé reached the market that
othérwise might not have done so,

. and these include some out-

standing successes in financial
terms. For several years now,
there has been a profit on revenue
acaount, due mainly to income

- from the exploitation of new ideas.

Looking forward, itis possible ta
discern shme areas in which the
Corporation willhave to adapt to a
changing eirvironment or in which
Tenewed effort will e needed. It
may be that the special position of
NRDC as the preferred exploiter
of the results of Government-
backed research will be forther

eroded. If 50, it will ba up to the .
Corporation to sell itsélf to the -
Establishments and demonstrate
the value to them of the services it
offers. Thare Is much to be done in-

‘“There is much to be done
in the universities to bring
home to individuals there
the'worth of the NRDC
facilities and the
availability of finance for

. orientated research and
-for developimeént.’

the universities to bring home to
individuals there the worth of the
NRDC facilities and the availability -
of finance for orientated research
and for development. There isan
ever-present nead to keep abréast
of changes on the industrial scene
and to maintain knowladgs of *
industry ‘s needs and capabilities, ..
There is a requirement continually
to re-examine the Corporation’s
structure and its methods of doing
business, especially the ways in
which its finance can be utilised .
effectively for the encouragement
angd development of new ideas.

In all this, NRDC will endeavour, as
it ias done in the past, toactasan
organisation in which realisthis..
tempered with sympathy, a
willingness 1o take risksand, above
all, a wish o get things done. L]




“Hoard Member and Ghisf Executive, = 00 ot o ol
:+ Depariment of Applied Science, NRDC : o v

The penicillin syndrome
NRDC was éstablished under an
Mct of Parliament called the
Development of Inveéntions Act. In
the discussions and deliberations by
the various committees that
considered the desirability of
sefting up the Cerporation, and also
in the debates in Parliament, it was
clearly hoped thatacademic’

_ research, particulatly inthe -
universities, would be a fruitful |
source of invention for NRDC,

‘Penicillin’ was at that time a very
recent happening, and was a classic
axample of a major commergially
valuable invention which had been
made in United Kingdom .
universities, but on which no patent -
protection was sought prior to the - -
existing information being mada
avaﬂab%e to the United States, and
whera subsequently the major
breakthroughs and inventions were .
made which led toits production in
bulk, These later inventions and the
associated knowhow gave American.
industry a dorninant position for |
some years in penicillin preduction,

This story has always ralsed strong
emoetions in some quarters but the
reality must be keptin perspective.
At that'timé it was probably doubtful
whether commercially effective -~
patent protection could have been-
obtained on the work done in the
UK. Also, the country was at war and
the public Interest was best served
by the rapid developinent by an ally
ora life-saving drug. Nevertheless,
it is cerfainly concelvable that some
form of commercial arrangement
beneficial to the UK could have been
entered into at that time,

Although penicillin was a unique
situation, representing, as it did,
such a major breakthrough in the
treatment of bacterial disease, there
were other earlier important
inventions made in the universities
but nefther patented nor exploited
in the UK.

pagad
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by Dr]C Galin, BhD, ARIG, FIBiol

At the béginning of April this’

_year, NRDC begana special

campaign within Brifish
universities and polytechnics

_to publicise its roleasa . ..

supporter of dedicated

-research and development.. It

is hoped that posters using the
theme '£1 million available’

that every researcherin - :
science and technology will

" receive, via his head of

department, a promotional

-leaflet to make sure thathe is

aware of {he availability of
financial support from the
Corporation. )

effortin directions determined by -
the poassibility of persenal financial -
reward through a share inan -
royalties received by NRDC from |
the successful commercial :
exploitation of thejr ideas. -

Inthe event, the views of the *
medical community as represeated, |
{or example, by the Medical |
Research Council and the British

- will be prominently displdyed  Medical Assosiation, changed,
. on university noticeboards and  recognising taat, with the

establishment of NRDG, profection - -~
and commercialisation of relavant
inventions weuld be underteken in'
the public interest rather thanonly .
-in the Interest, and tc the'solé - i
benefit, of individuals. Furthermore, ’
- the large mejority of university
research workers continued o .
pursue programmes of work which
alad 1o them primarily because,

Early reservations

Sconafter the Corperation was set
up, contact was made with all the
British universities in order to
publicise the Cerporation's
existence and its possible role in -
protecting, developing and.
exploiting inventicns arising from
their research. Naturally,in the
early days, NRDC’s financial
resources and expertise were
limited. Also it was by no means
universally accepted at that time

. that universities should concern

ap%eA ne
of theirscientific content ratter than
. :meirinvenuqr_l potential. e

A blossoming friendship - - B
Naturally, as NRDC's links with™
universities, heads of depariments,”
professors and individual réséarch
workers have become increasingly
established, and the expertise and.
ability of the Corporation to palent,

- develop and exploit mventions bas
become evident, individual
researchers or groups of
tesearchers have increasingly

themselves with either the conscious considered the possible commareial

making of inventions for whatever

utility of the results of their work

purpose or even with the protection  and Indeed, on occasions, have -

and subsecquent commercialisation
of inventions made inadvertently.
For instance, there were historical
and sirongly held ethical views by
the medical profession against the
patenting or the seeking of financial
rewards from inventlons in
pharmaceuticals etc. indeed sorme
upiversities honestly believed that
if the Corporation's activities were
given forinal Blessing and
encouragement, then many
rasearch workers would stop
basic research work and bend

all or the majority of their

decided to tackle work aimed at .
producing inveniions with potential
commercial use, Coes

Simultaneously, succas .
Governmenits have considersd how. .
at least a proportion of thelarge

sums orﬁ:ubhc_money thatsupgort |
research in the vniversittes might be
wsed in & more conscious way to
create information and technological
advances of value to the natio
economy. How, indeed, university
and indusiry might be encouraged

to work together mere closely,




Some of thisse objectives have been ™. ) C 1
i ) o * - gstablishments—and it continues to

achieved by changes ii, or
additions 1o,:some of the awards and
grants made by the research
counclis=:parucularly by the
Science Reséarch Council—and by
the appointment of industrial

Haison officers in many

universities with 2 remit to publicise
the university's expertise and, for .
instance, to increase the amount of
-contract research underfakenin |
universities on behalf of British

. industry, In ¢ther words, the % .
environment in which NRDC carries
outits work in the universitieshas |
been changing over the yearsas .
Governmeni has desired to involve
the universitiss increasingly in
contributing 1 the selution of the
couniry's ecenomic problems.

Itis important to )i.aoint out that the
Corporation's relationships with
the universitizs are at arm'slength,
insofar as jt has no auiomatic right
1o hear about inventions which may -
have been made or are in embryoe,
nor does it have any automaic
ownership of the rights in university
inventions such as it does have in
respect of mest inventions made in
Government research establish-
ments. The axception is where -
research council money is involved.
Here, although the councils
do not normally claim .
ownership of the inventive rights,
they have feltit appropriate to view
NRDC as the normal route by which
any invention arising from work
supporied by them should be .
atented, developed and explgited,
RDC hag found its relationships
with the research councils 1o be
particularly important and baneficial
and several of its host important
commercjal successes have arisen
frem work supported eitheT totally
or in part in the universities by, for
instance, the Medical or the
Agricultural Research Councils,
and commercial progress is now .
being made with items supported
by the ‘newer’ research coungils—
Science, Natural Environment and
Social Seience. . FRRES

NRDGC's track record

The scale of the Corporation's
involvement with university
inventions can be set out briefly as
follows. In the 28 years of NRDC's
exislence, it has considered 4500
inventiors [rom the wniversities and
has taken actlon, usually the filing of
patent protection, on more than a
third {1700). The numbér of these -
that have earned money br -
ultimately making the grade in
industrial terms is much smaller, ag"
would be eéxpecled—about 109, -
(165); but they have provideéda -
rogally income inexcessof - :

£15 million. The Corperation

now receives almost 400 inventions
a year froin universities—more

" Itmust be accepted that major :
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than it receives from Government

take an intarest in about one third
of these.

~The C_oryq'raﬁon shares with
; the universities and/pr their |
.inventors thesrevenue it recelves

from licensiny these inventions,
This is done on the basis of a
standard revenue-sharing - -
agreement under which, put

i briefly, net incomi is shared -

B0:50. To date, almbst £6 rillion:
has been paid out uader such
agreements; 7. 7 :

I : . :
Financial support - . .
Many inventions are in a sufficiently
recise form when brought to the
orporation’s attention to allow
patent protection to be sought
immediately and attempts at: |
exploitation to be sterted with
industry, Many, however, need -
further study, often by the original
inventing leam, and NRDC hias
money available to-support such
work in university laboralories.
Indeed, within two years ofits .
formation in 1949t was already
funding work in universities, eg on
elactronic computers at the .
University of Manchester andona

- possible production route to

acetylene from methane at Imperial
College inLondon. Since that time,
the Corporation hassupported
very many, and technically
diverse, projecisinthe -~ .
universities, Currently itis support-
ing about 80 such projects

‘invelving aforwaid financial

commitment of about £800 000,

inventions, in Industrial terms, de

- not arise very frequently in any

-.§ingle area of science or technology
and, of these, industry obviously

produces a significant proportion
itself. Nevertheless, ona -
statistical basis they doarise from.

: agademic research-and in the UK: -

NRDC has already had such & major
item with the cephalosporin group
of antibiotics which arose from joint
work between the University of-
Oxford and MRC workers, This
%rcup of compounds novw parallels
ihe semisynthetic penicilling.
worldwide boih in medical import-
ange and in sales value, which now
exceeds £200 million per annurm.

£]1 million available this yedr .
The Cerporation, therefors,
believes that it is justified to put
more effort behind seeking and
supporting inventive university
ideas of potential value to .
industry. To demonstrate this

" biliel its Board has recently.

decided to makeavailable up 1o’

~.£1 million in the twelve monthsup to

the end of Mardi 1978 for the
support of university ideas,
however speculative, which might -

- 'industrial property’

i lead to commercially valuable

advances in industry. This will

- represerl a very substantial 3
increase in the level of its supportin

universities should good ideas
arise in sufficient numbers to
justify this level of support.

“H is inevitable that the Corporation
will have o say.'no’ to many
propoesals because its money is not
availzble to support research for its

own =ake (wheraas research council

money is?. bui only if some

indusirially useful objective can be
“achieved and in such'a way that

NRDC can acquire some ’
atents,
knowhow, design, software, etc)
stch thatit can éntey into lcensing
arrangements with industrial’
comganies athome and, if

‘. necessary, abroad, under which it

ma{-hn_pe to recover its money and
make aprofit, : o

NRDC has now been proﬁ!hﬁle for
several years and primarily

~becanse of its success with

university/research council
invertions. It has the staff,
professional skills and financial
resources 1o handle much more
such work, but the majority of the
ideas must come from university

i 'workers themselves,

Pleasé do not hesitate to make -
contact by talaphone or letter il you
“think you have a useful idea. We
will be pleased to discuss it with
you prompily and suggest future
action, You can make contact with
anyone in the Corporation whom

" you may kKiow, or myseif, or with

Desmond King, Controlier of the
‘Corporaticn's Exploitation Cffice B
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Statement ¥.ih Respect to Certam _..n. ey nne._._:i&

N liica 0N Tanable expenditures (secton 4948), © 0 :

11} Dur-ng the yoar & you pay, or 1ncur & Libikty to pay for an

) Y on prrpigans

6 107 s pmpal communaticg mith any maabef o

By olbar gnainmint .__._n_.“ of #mplayee mhe My parkic patg H the 3_5..:__!. ot

) To iafiuence the outceme of -:- -uQn.zn v:o..n election, o 3 25_ on, drectly o‘ _:A

registration drve .

(2} As & grant te an grganization, othsr than g chan‘sbis, Sn
or (3) of kaction SO9(w) of the Coda . R S e e
(e} For shy purpote other than rehigious, jantihe, Mtarary or
pravantien of cryeity to chilkiren or animaty -
{2) tf any of quastians 1(#} through 1{e) it anvwared * 40-.. wers -__ a. -_ﬁ.
described in saction F. Past ¥ of the .:-.ando:-u

{3) With respect to part (1}d) of this question, if you answersd .43... na _ac -uv_-
secton F, Part ¥ of thy instructions? If “'Yes," attach the statement required for guch axceptan

B. Compenaation of Officers. Directors_and Trustwes for 1975 : R

Hame and Addrees - Soclsl wecurity - Trle

Compensatian

PER_STHEDULE ATTACHED

Tatal o
€. Compebiation o. v._.i :_n..-n -E n:.v.nw-- :... _.uunmoz_% ...-: :.n_:a-a in w -wu‘uw!nl 5::..25:3

Name and sadrass of ampley#sy paid mare than $30,000

Total nyniber of other employees paid over $30.000 =
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ggg_g ol u_—":uc:c,n Amaunt for 1978 (Sce nstruufions—nol JPPLisbie.
dations)

1 ‘D_Eun.n hxt wncome from Line Nunnv. Part |-,

H t.:r....:: nvettment return fram hne 6 or 7, Part X

3. Eotee the tugiar of ne 3 o

4 Entersumof. {a) Tan on investrmant ncopie tor 1974 trem Part 1

k)

(b} oM tax on unrelated business wncome toe (973 (Form $90-T)

8§ Dutnbutable smouni (hne Jlesa b &y . . . . . L L L L

€ Adjastments 10 Qstnbutsble 4moUnT (ie NStrucLont) .

7 gt hotabie 3=ci Al an ac vted {Lem S CILE ar ™ v sl ne Sla— 1142 a-4ar gn b 1. Paet XI :
Minimurm Investment Return for 1978:({0perating Faundations—>See 1strugtions)
1.Fa marat value aof assets not uled (OF Neld 1. ute) directly 1N Carryng Gut ..-32 PLIDOTAs:

. (8} Monthly average of sacurities &t fsir markes vélue . o I

[b) . Moothly. average of cash balsnces . . . i ...

{e) Fawr :§ valus of alt other axsats (see fétructions)

. .-E ._.on_ nbnn n_-‘. A_-

Jlnalid)ieestine2. . . . . . . . .

& Cash ceeriad heid 1or chantable sCtvihss—enter _ _\u@\."n_ lne 3 .:.nm

nr_nnw_.—-::lh .. PR PRI o

4 {8) OFgamALans (other 5-: ov.i.:i a:ﬁucg-. o..n!_.u-n after My 26, Sow anter 3\. )
<o () AH-Tpedetng foundations snter m* [T . P

T Qrgantrdiony fother than Sserating foundatidna) orawnized before May 27,1969, anterS 50% of tne § .. G 3T
Eﬁuﬁn o:_—_:v.:_n Distrsibutions.in 197X (See instructions) . L L e
> -

ta accamphth n:u:n.-

u ).__.5.__3- et amde for ue.n:n u.,o_-nou which #
e . 5.
4 Total quilibying « n.:auc.“oau warte
£ Spec al imstrucrans far Priat
te:Duted 10 one Gr more of ine
n_.‘n-_:u the appropr.ate boales):
(a3 {2 A church. Section 170(5)(LICAIG).
{63 7 A wehel, Sactian 170(b.41 (AN
{€) 7 A bospital. Section 170(by( 1 (AX(iD). i o
= A medical rétesrth organizat n apdrated in AnCton wth.a.Fasplal. Sectice I7R0Bat1IAIN
(#) T An organqation sparated fof tno benalit ol & C.ege Of UMty GANED OF Dperated Ly & no‘-;
mant und, Section 1760 (1A ).
th A Govarnmantsl unit. Secton 17000, (1 AN ).
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