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M. WATSON, TsVell that. 1S ]ust what our plan 15, to reduce 1t to
about .100,000, :

Senator O’MAHONL«.Y T say, can e Tiot do more “than. ‘chat2 Your
applications are coming in approximately at the rate.on the average,
- T would say, of about between 70,000 and 75,000 a year‘a

. Mr. Warsox,: Well, right now, closer to, 80 ,000,

" Senator O’MAHONDY . The latest i ‘cloger to 80 000 ?

Mr. WaTsoN. Yes. = ' ‘

~ Senator’ O’MAHONFY So I was ]ust gwmg an aver aﬂe for about
10 years, say. o =

Mr. Warsox. Yes

Senator O'Manoney. So that if-you cut Lhe backlog only by a,bout:
122,000, out of the 292,567 that you now lmve, thers Would still be an
accumulating backlog

What you aré aiming at, I a,ssume, is to take care of at least the
number Of new apphcatlons that come 1, and an add1t10na1 :munber
of those which are on file and not yet acted upon? = ° :

Mr. Warsow. That ig'right. For instance, our caleulation i is based
upon the continued receipt of applications at the rate of about 80,000,

Senator O’Manoney. And where would you begin on hzmdlmg the
backlog—first in first out or last in first out?

Mr. Wamson. Last.in first out. That is, we take ordmarlly ‘the
(‘Bpphcatmna up | in the order in which they are recelved in the Patent

fhice : '
- Senator O’MAHONEY Then that ‘would be first in° and first out.”

" Mr, Warson, First in and first out—that is right yes. . '
| Senator (’YMamoney. We do not want to d'opt +hat accounting
system of handling inventorjes in'the Patent Offi 6.

Mr. Warson. Well the ‘8-year plai involves & “considerablé eéx-

pansion in our examining corps. .In addition to the assumption that
we will receive a.pphcatlons at the Tate of approximately 80,000 & year,
we assume that each éxaminer will be able to dispose of them at the
average rate of 95 per year. And we make other assumptions.

The plan, we believe, involves the building up of the’ examining

corps at a poss1b1e rate, de ite the extreme difficulty of recruiting
examiners at this time. Industry, as everyone knows, is’ competmg
for young engineers Who ‘are the group from whom we must draw-
‘our examiners, and makes it very difficult, indeed, for us to secure
the services of an adequate number. However, with the aid of the
har associations—and 1 want to acknowledge at this tirme that the bar
associations, including:the American Patent Law Association, the pat-
- ent section of the American Bar’ Association, the local btate and city
associations—have been extremely cooperative and many of the youn
men whoin we have already succeeded in employing have been directe
to the Patent Office by those associations, obtammg the first informa-
tion which they receive as to the needs of the Patent Office from the
activities of members of thebar. .

1t involves the expansion of the exammmg 001 ps at a raté which we‘
believe to be feasible.,  We have represented to the Congress that dur-
ing the first year we can increase the corps by 300 examiners, and are
enga,o'ed in the effort to do that. ' On the strength of that representa-
Llon we Were given an approprlatlon of 2 m11110n n ‘lddltlon to’ that‘
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recommended by the Bureau of the Budget. And,we are 0‘01110' to
strive very, very mightily to fulfill ot underta.kmg in thy
Sepator O’ManoNgy, This raises the question that I put
the first. day, Mr o Vha,t were your® ‘fepresent
" {o the Bureau of the i inhe of' ethplo; es*
by which he bureay &h
M. WATSON Well, . ] ed-
should receive larger appropirations tharn thOSe Fecgmimended:
1, Senator O’MAHONFY You asked for more than the B a of’ the
udget gaveyou? ‘
Mr. Warsow. No, but we explamed the need for 8
'dollars more than we wer%;wen TR :

So I dvise | you
of he Budget and
the: Congress both have' qual ke at y
actually bélieve the needs of the : ‘
Mz Wazson. Yes. ~ Well, vo WlSh o agk cifically’ how ‘mich w Ve
asked for, W1th1n the Departm ht it ‘was $15 million, and thé recom-
mendation to the Bureau of the Budget : ‘Lhd to'the (‘ongress was fm
$12 tnillion.” '
. Senator O’MAHONEY. Wha longres
Mr VVATSON The Congress gave us §14° rmlhon treatmg'; gen-
erously ‘Actuilly, after makmcr & (:fueful ‘daloulation and an evahm{
tion of .our ability to recruit, exammms I thought that. it would be
advisable to’ sugrrest ‘that. we. be giveh only $14 mﬂhon, bés
looked to be. 1mp0551ble‘for us to ‘spend. ‘imore -tha ‘
- Senator O'MamoNgy. I undel nd that you are gomo bei‘me the_
Bureau of therBudget i o
. Mr, W’a N., 'ihat s ;

\\\\\

Howe%rér, iy ay I add that . nmtm , for' instance, thlS
8 -year. plan, to the' Dep‘utment of Co' merce. officials, Whose dutw, it
is to superwsa the activities of the Pa ent,Oﬂice, has c1e'11,ed in my

d, iet, the assurance this year thit. they
ur. recommendfltlon and may suorgest to the'

are Very receptwe
Bu 1 of the Budget,

b i
of more money than the Patent Office | h ived Ttis based
nimber of assumptlon' ' assumptions may not be couect
over the long' pull, but T'thin t for the first year or two our phn
of recruitment, our p]a,n to incre e'the‘staff to'a certain’ number, and
to. ma,mtam the operation of the Patent Offite as we Thave

opérated it’ recently Wlll be feasible, and that should it be recessaty,
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upon:the. ascertainment.of additional facts or, changes in conditions,
we shall be able to change the plan without, hg anyoue,
as; for:instance,: by;‘causmg ithe  separati uable lempldyecs
because: suddenly we: haveino, Work for themte do, or, suddenly askmg
fomnore employees than we. nowithmk-vwe need. . B

:-Boiat.the present. moment: we present, thi ‘
consldemtlon Xt calls for-theizeduction of the backl g the ye
tlie ;year 1957 by an amount of:10,000. apphcm{mn n 1908 by 20
in: addlision and for the next 3 years, 20,000 per year S Finallyt,
minating: - a tapering-oft period. in,; WInch the examining
reduced by attntlon, and not by mvoluntary separatlo Sy
haye an.examining.corps of about 850 men.. ...

. We.will then. pr,,bably receive about, 80 000 apphca on
and will dispose. of .80, ,000. applications ,a,year, and; we. wi
_backlog 01 100,000, whlch is necessary to enable. the, orkload
exammining. leISIODS to be properly distributed.,

With a lower backlog we would probably ha,ve £0 red
of divisions and effect further:separations and it, would ke
agement much more difficult, but.with that, backlog we believe that
we shall be able to do what T ﬁrst outlined, promptly advise: a,pphcants
of their rights and properly determine what the scope of their patents
shall-eventually be.

The second thought is the improvement in classifieation. mentioned:
frequently Vesterday as a necessity and generally regarded; as. the
sharpest, tool with which the patent examlner cait wolk m the process—
ing '0f patent applications. - i

.Our §-year plan contemplates the. buﬂdmo up.of the claSSIﬁcz}tlon
division:-0f the Patent -Office *1n such’ a. manner: that, within about,
6-years thelarge probleny of clasmﬁcatlon w111 have been accomphshed
so that is part’ of tHe '8year plat.’ * RS

It involves, I believe, the expansion of the clasmﬁcatlon examinersg
from: a present low figure of theoretically around 30, and actually 1
believe somewhere around 17, to a total'of 141, snd thena taperihg
off to a number which will be able t0 rec patent weekly as they
are published, and to c]assffy them and to,maintain.the, clasmﬁcatlon
current, e i ~

Now another step that we are taking to reduce 't nountmg ba,ck-
log is to permit those examiners who are well trained andg oughlv
qualified to act upon their own without supervision, to work. overtime.

We had some money last year madesavailable:by reason- of the: fact
that we could not secure recrnits, and therefore could not spend in
paying salaries our entire $if, 500 000 "appropriation, so that we
adopted an overtime program, which T may say was welcomed heartily:
by the examining staff, the GS-12:grade-examiners: particularly.
Those esaminers who came in on Saturdays voluntarily found:that
they-could: work s much more efficiently. on,Saturdays because of the
lack-of interruptions by attorneys, that: their: productive rites weie
increaged.” 'And ‘the overtime work ‘did’ riot’ result’'in penialty’ costs
to the Government, I 1hay say, becaiise they received no extra money’
suchas time and a half—they recewed heir.normal: rate of Temuwn-
eration -almost exastly.: i ierease
duction. And ‘thit pr ;
with the ap: roprmtlon that iwe lmve now ava.llabl '

So that }Saaturday work .will .be continued..on. a. regular, deﬁnlte '
schedule throughout the winter months, It is not carried through
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the heat of the: summer, but will be contlnued as a regular, deﬁmte:
program during the winter. ' - :
Then we have endeavored to smlpllfy our praotlce as much as
it can be simplified without sacrificing -the quality of: the:work..
Under the leadership of our executive examiner, Mr: Rosa, who is
seated in this room, and with thé close collaboration of the supervisory
. group, we evolved a number of expedients which would encourage
production by making’it untiecessary for the examiners to give their:
time and attention to  trivialities. - A number of expedients were
adopted to thatend. And I beheve that thls s1mp11ﬁeatlon has proven
to be very efféctive.” _
I haye here with me a copy of the order of our exeeutlve examlner,.
which ‘outlified to the examifiing eotps in -definite ‘terims all-of the
procedures which they were to follow in order to dispose of applica-
tions with greater expedition than had been customary in the Patent
Office for some tlme%ack I w111 oﬁer that for the record Wlthout
going into’it in detail. -
. Senator O'Manonsy. Tt wﬂl be recelved
(The 1nformat10n referred to isas follows )
U'\ITED STATES DI:PARTMENT OF COMMERCE,

PAiteENT OFFICE]
Februm'y 23 1955

) Mémorandum .

To':’ All Patent: Dxammers o

From: M. C. Rosa, Exeeutwe Exa_mme1 : ) '

Subject: Changes m practice and suggestmns to expedlte exammatmn of appli-
-cations.

'.I.‘he several changes *ine pmetlce ahd sthe suggeﬁt,lons presented herein are’for
the puipose of expediting the examination of applications by saving examiners’
time and reaching an éarly disposal. -A careful cotnisideration will make it obvious
that these changes and suggestlons ghould be used w1t11 dlSCl etlon o

CON'IEI\ TS

A Ploofreadmg of spemﬁeatlon
.. B. Statement of grounds of rejection in ﬁnel reJectlons B
-C. Final- refections on references not previously apphed
D Special appllcatlon of ‘ex' parte Quayle practice. - -
1. Merit rejection of claims to plural species.
.- Liatitude in. definition. of invention:
..G: Technical rejections, . e
-H. Early allowance of" c]alms e b
- L: Constructive critieigm, ;0 n 7 ¢
J Prewous aetlon by another exammer :

“!e'zr '

A PI\‘.OOFREADING- OF SPEOII‘ICATION

Object : e : ; :
To sa\e time m checlnng length}’ d1sclosures
Pmctwe P FREEERE T ST : : ; T

If the‘cdse is presented by ‘an ‘attorney or agent who ‘has: g 1eputat1on for
filing carefully .prepared applications. the examiner may. read the. specification
and check the drawings to.a degree necessary to gain a sufficient-understanding
and apprematmn of the invention claimed. While ma]o1 errors should be noted,
the examiner need not check for the presence of g1l minox errors,

Where the ‘application has- not been proofread, and thé examiner feels that
there is: a neéd:.for proofreading in ordexr-fo detect minor-errors,. the exammer
should inciude.a, paragraph similar te the followmg in his.action:

“Thig application has not been chécked to the extent necessary to determme
the presence of all minor errors. It is the respons;bﬂlty of apphcant to correct
any errors. Wthh may appear in’ the speelﬁcatlon or drawmgs e
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B. STATEMENT OF .GROUNDS OF REJECTION IN FINAL REJECTION

Object
To save time in making final rejections.

Practice

- Seetion 706.07 of the Manual requires that in the final:rejection any 0'1':0111:16[3
-of rejection should be reiterated and clearly developed.  As.only a small percent-
-age of final rejections are asppealed, it is deemed‘eXpedient to relax this require—
‘ment in the followmg circumstances.-

Where a previous Office: action containg a complete statement of a ground of
‘rejection, the final rejection may refer to_such a. statement and also should
include a rebuttal of any arguments raised in the applicant’s. response. If appeal
is taken in such a case, the examiner’s answer should contam a complete state-
ment of the examiner's posmon . o . .

€. FIKAL R'EJ'ECTIO'NS oN REFERENCES NOT I’REVIOUSLY APPLIED .. N

.O?Jject
To permit makmg an. eaxher final reJectmn

Practice . o

When the examiner citéy references showing “further state of the art,” the
pertinency of each such reference ghounld be stated briefly in the Office actmn
If in a subseguent Office action any such reference:is relied:upon for its previously
gtated pertinency in the rejection of any claim, the mere fact that such refer-
.enee has not been prevmusly 1el1ed upon w111 not pleelude the re.]eotlon bemo'
msade flnal

: D."‘SPECIAL APPLICATION OF EX PARTT QUAYIQE ‘PRA.CTICE
Object

To avoid-entry of minor techmcal grdunds of reJectmn in a’ ease whelem all
claims are patentable in- substance, and-where such grounds of rejection have not
been previously raised,

Practice

In such a cage instead of reJectmg the clalms, and thereby possibly pr ecludmg
a final disposal, the examiner should ob;]ect to the claims and at the sdime time
offer constructive suggestions for overcoming the criticisms. Sueh an action is
to be made in accordance with the Ez pa/rte Qua/yle plactme and a shortened
statﬂ’oory perlod should be set, - s . .

K. MERIT RDJECTION OF OLA‘IMS TO PLURAL SPEGII‘.S

‘Object ) )
"'Mo reduce the number of actmns 1n some apphcatmns clalmmd phnal Speexes

Pmctwe I ’

Wheré an application contang genenc c1a1ms and. clalms o i plnrahty of
species and the search of the generie elaimg develgps prior art which is pertinent
to all the claims, the examiner should treat all the claims on the merits. An
election of species may also be required. .

‘F.” LATITUDE IN DEFINITION OF TNVENTION

Object: : -
Allowance of cla1ms wh1ch sufﬁmently deﬁne the mventlon

Practice

‘When the examiner ig satisfied. that patentable novelty is disclosed and 1t is
apparent to the examiner that the claims are directed to such patentable subject
matter, he.should-allow claims which-define the patentable novelty with a reason-
able degree of pariicularity and distinctness. -Some latitude in the manner of ex-
pression and the apiness of terms should ‘be’ permitted even though the clann
Ianguage is not ag precise ag the examiner mlght des1re
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VORI 20 S0 @) PEOHNIOAL REJECTIONS -
Obj‘ect - RSt
To minimize or avoid tejections w lnch d¢-not addvance ithe: prosecution:- -+
Practwe

*The- primaly ‘objett! offithé! examination of: An:applieation ‘is.ito determme
whether or'riot the claims define o patentable advance over-the prior arti Intoo
Tiahy instances ‘this consideration isivelegated to a: secondaly position, while
Jundue emphasis is given to technical rejections. --Where a:major techmical re-
jection i proper‘(e. ‘g:;’agg ‘regation; lack of proper disclosure, undue: breadth),
guch rejection’ shoifld’ be stated with a full development of ithe: reasons rather
than by a mere ¢conclusion’ coupled with some ‘sterectyped expressioni: :

‘Certain techinical ‘rejections (e =8 negatwe limitations, indefiniteness)” should
not e made where the examiner recognizing :itheé:limitations: of thé English
language, is not aware of an improved mode of definition.

Particular atténtion is directed to 707:07 (g) MPPEP which'states’; “when there
exists a sound rejection on the basis of prior art which discloses the ‘heart’ of
the alleged inveniion (as distinguished from prior art which merely meéts thé
terms of the claim), secondary rejectionis on techiiedl grofinds otdmauly should
net be made » et

X . B EARLY, ALLOW.&NC};,or_ CLAIMS,

Object EEFLEE 5 e

To- expedlte 1eachmg an eaﬂy 1ssue
_Pmctwe L - . :

Where the exammel ig sat1sﬁed that the 1]1101 alt ha% beeu fully developed
and some of the claimg are clearly allowable, he should not delay the allowance
of such claims. The . practice of some examiners:of never .allowing a claim in
the early actions, when the aforementioned conditions exist, is a handicap to
attorneys or agents. An early allowsance of some claims is more condueive to
a-compromise or cancellation.of rejected claims. . 8uch practice is also:a hardship
on-the inventor, in his attempts to negotiate for the exploxtatlon of h1s iny entmn

I. CONSTRUU}.IVE CRITICISM

Ob;ect )
. To assmt apphcant in p1esent1ng clalms Whlch may be a]lowed

VPmctwe

‘When “an apphcatlon dlscloses patentable sub;ueci: mattet and if is apparent
from the claims and the applicant’s arguments that the ‘claims are inténded ‘to
be directed to such patentable subject matter, but the claims in their present
«form- cannot be allowed because of defects in formi or omission of a limitation,
the examiner should not stop with a bare objection or rejection of the claims.
The examiner’s action should be constructive in nature and when possﬂ:)le he
-should offér a definite suggestion for corveciion: -

If the eXxaminer is satisfied after the search has been completed that patentable
-subject matter has bheen disclosed and the record. indicates that the applicant
intends to claim such subject mitter, he may note in the Office dction that cértain
aspeets or features of the patentable invention have nof been claimed’ and that
if properly claimed such ¢laims raay be given favorable eonsuieratxon

7. PREVIOUS ACTION BY ANOTHER.EXAMINER
Object
To save time when an exammel acts ow an apphcatmn ple\ 1ously e\ﬂmmed by
another. . i :

Practice : :

. When an.examiner is: assigned £o aéton an:application: which: has 1ece1ved one
or ‘more ‘actions by some’ other-examiner;: fall faith--and: éredit- should be given
o the-'sea‘rch' and: action’ of the prévious -examiner-u'nless ‘thereiis a-clear error
‘in- the:previous action or knowledge of ‘'other prior:art. - Inigeneral the second
examiner should not take an entirély-new- approach to the case or attempt ‘to
reorient the point of viewof thelprevious:examiner,: or make u 'new search in
the mere hope of finding something.
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"‘Mr Wiirson: " Theil more re('-enﬂy, We 1ssued a- Commﬁsloner g order

which places tHose dpplica e be cted] upon

. by:the examineriii'a speclal’status 50, that they will be'taken up ahead

o1 ‘others, out of tiim, and:the’ prosecutlon tern 8 rapldly a8
possfble

DED : I’PLICATI.IONS

: Effecme J uly 11 1900, , and 11nt11 fur:the1 notice, ! apphcatmns whlch have
received at least.fwo . actions on:the merits .and which-have been submitted for
further consideration and actlon shall be treated as “spemal” cases and;acted
iipon forthwith, “Such apphcatmns shall retain’ “speelal” status thr oughout their
‘prosecution before the exammer This action i intended to reduce- the penods
dm ing which apphcatlons remain pending before the Office.

- Examiners are'reminded that first: congideration should-be given to mamtam»
mg the new. case date Wlthm 9 months in accordanee Wlth the notice of Decem-
be1 10 1934:

iiiernh e p e i et e e i el C‘Ommesswnw ofPa,teMs

Flmlly we have taken a 1esson f1 o the experience gained by Sat-
tirday ‘overtime work ‘and are hiow placing in efféct an ‘ordér which
will eliminate interviews on Fridays of oich week, “ Miuch ‘of the
business of the Patent Office, as you all know, is done by the interview
Tnethod, which is the best Way of accomplishing the public business,
in my opnuon But it is nevertheless the fact that the interview is
a disturbing influénce to many examiners who are riot'concerned. in
that interview at all.  'We had the testimony yesterday of one man
from the examining corps to the effect‘that he works in a room with
several others, and that when someone came in o interview ons of the
‘others, he was disturbed. That condition obtains largely throughout
the Patent Office examlmng dwlSlons because of the fact; tha.t they
‘have no privacy.

‘We-expect Wlthout inconveniends to ‘our chents Jou' mlght say olr
patrons, the inventors of the country; to- ehmmate +4he interview ‘on
‘Friday, and expect that to have material effect in increasing our pro-
‘daction;  Interviews will be freely granted forthe remaining days of
‘the workweek and will be granted on Frlday in the case of emergency

‘ DluPARTMDWT oF COM\IERCE, B

UNITI‘:D STATES PATENT OFFIGE
(SRS Washﬂwton, chober 11 1955

Effectwe November 18 1955 and untﬂ further notlce, the patent exammmg
divisions will be closed on. I‘ndavs to attomeys, agents, and the general public.
This action has been taken.to provide the examiniilg corps with at.least 1 day
per w eck on which to work without, 1nferrupt10ns and has been found neeessary
inview of the critical condition of the backlog. -
In particular cases where. undue hardshm 1:0 the: apphcant can: be c:hown,
eteephons to this order may be made by the Exeeutwe Examiner.
Ttis urged that interviews w1th exammms on other days be kept to a mlmmum
'both as to number and duratlon - _
: i ; s : ;aROBERT._G. WATSON, i
Commissioner of Palents,
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Senator O’MAHONEY May Leall your-attention, Mr. Cormmssmner
to the: testimony which was given to us yesterday with respect to: the
handling of problems or cases of interference by deposition only and
not. by the appearance before the examiners. of the- mdwldu&ls who
are giving the. testimony,

What 1s your opinion of the effect of that method upon the proper
handling of patent applications?.: . - ‘

Mr. Warsox. Very few applications are 1nv01ved in mterferences
If we were to require that the testimony be taken in the Patent Office,
it would involve a small increase in the staff, no doubt. It is a rather
small matter, when yon take into consideration the huge volume of
applications which we have at hand. The operation of the interfer-
ence procedure is'best'as it is now, I believe, and the rules now provide
that our Solicitor:or a member of the legal staff can go out where the
testimony is being taken and can'sit-with the counsel for the contesting
parties and: ‘make rulings, and that lias been dorie in 1 ‘or 2 instances
by our recently reswned_ Sollcltor It 8.8 practlce Whlch mwht be
enlar ed.

Sena,tor O’MAHONDY The thoufrht came o my mmd because of
'your statement just now that the - actme of holding mterwews is the
best way of conducting the public business, So I will request the staff
to check with your staff on the apphcatlon of that rule to the handhng‘
of interferences. . .

Mr. Warsox. I will be very glad to furmsh any mforma,tlon which

'the staff might wish to have. . -
‘ Ithink T should make reference to the effor t Whlch we are enga ged in
to mechanize our searching. operations and pass over that rather
rapidly by . saying that we are making the effort, but that the solution
of that problem.is not 1mmec11ate1y at hand It isa long term plO]:)-‘
0311;1011 & '

‘Within the space of 8 yeﬂrs T Would doubt that we. will h'we a
substantlal benefit resulting from that, effort. :I:may be mistaken,
but X .attended a conference & short time ago between manufacturers
of equipment, wire recorders, the manufacturers of the large machines,
brain machines, et cetera, and the group of examiners who are attempt-
Jing to devise codles: and cla551ﬁcat10n ‘data which. might be stored in
the. 1nechanical -device, upon a. magnetized wire... When :they were
explaining :their needs to .the. manufa.cturms I: asked them, that is,
‘the manufacturers, how soon they might-expect to build a machine to
‘accomplish the functions whiclt were laid down at the interview, and
they said that it would take a long time.

So that is the way .‘we stand at the moment. Bus someday, there
being a tremendous need: thronghout all Government for machines of
that character—the need is present—the problem will be licked some-
day, but in devising the 8-year plan I place no reliance upon help
to be obtained from mechanization, although counting upon consid-
‘erable help resulting from our program of reclassification,

"The reclassification of United States patents, wher. Eartlaﬂy commt-
pleted, will be helpful. And as the reclassification  effort proceeds,
those classes which have been- reclassified will-be much more useful
to the examiners working in the various arts;” i
_Then we come to an 1tem, the preservation of expemenced examiners,
and on page 20 of the pamphlet, there is a section which applies. And
on the f0]10w111g page: there is a chart which indicates those grades into



AMERICAN PATENT “SYSTEM 171

“which' ‘ptent: ‘eximiners are placed from’ the tlme of entry unt11 they

retu‘e, varying from. grade 5't0 grade 157

“Tni-the blocks you W:Lll see the humbérs of | exaphinets iil sach ﬂmde,
a,nd the average ages in' those grades in the’ ¢olumt- 1mmedla.te1y to
the right, and then again at the extreme right the number of exam-
iners ‘who' have left ea,ch of those’ crrades between J anuary 1, 1958
and September 16, 1955. - ‘

You will ‘observe: that 41 of our'GS 12 examiners left dmlng that
period, and also 80 of our grade 11 examiners. Those are the exam-
iners who aré well qualified by tr ammg and experlence 'md ma,turlty
to do the worlk of the Patent Office

“iSenator: O’MagONEY, Mii Co niigsioner; 100k1nor at ‘this ehart I
am remirded of ‘the miterial 's hlch We gathered from Your' Office.
G815 is not @ classification of’ examiners; is'it? ‘ That is the $12 060
grade.. That salary is not' paid to'éxaminers.  That is a superﬂsory
pOSltlon

‘Mr. Warson.: Yes: that is right. fer i

-~Senator O’MAHONFY And is that not tlue, also, of GS—léL‘Z o

S Mri Warsor.: Yes.! ' o

Senmtor O’MamONEY. So that‘ aetually the hlghest salary avallable
to'examiners i8'$9,205 of grade 132

Mr. Warso, Thatis Tight. "And thie examiners there are artlally
supervisory: “The grade 13 examiners are the asmstant chle s of the
Patent Office, 1°in each examining division. = "~

“We have recently established ‘o ‘grade of “specialist” mto Whmh cer-
tam éxaminers are moved fromy grade 12 to grade 13.. 4

‘Senator:O’Mamonuy. May T ask an emberrassmcr questlong

“Mr. Wisagon. You can always ask it. [Laughterb]

As the ]udcre sald yesberd&y, maybe he can answer i, and ma,ybe he
cannot

Senator O’MAHONEY TS it niot & Tact, tha.t Conwress, ' passmd the

‘ I{eclasmﬁeatlon Act, did ‘not include the Commisgioner of Patents
with other heads of bureaus and acrencles who Were ‘to be advanced
ingrade and salaryﬂ L

© Mr. WATE0N. “Are you taullfcmoF beout the I'ecenrtly dlscussed Execu—
tive pay Ll o
" Senator O’MAHONEY Tha.t ig rlght >

C Mo “TATSON That was an tnfortunate decurrence. That is’ per—
fectly trie. - Mahy heads of bureaus in the sevéral departments of
Government Were mentioned favorably, but the Commlssmner of Pa;t-
ents and his assistants were fiot mentioned.”

Senator O’MAHONEY VVell Somebod‘y fell down Mr Commls-
smner

W’ATSON I thmk that was a VeI‘y serlous matter and T trust
th‘lt you will look into it.
Tt 1s difficult. I honestly do not know what' the answer to thls is.
Thave had young men' come into iy office who were leaving to go into
industry, and  they say, “We see a bottleneck ahead. We cannot get
into grade 18. We are now GS-12. VVe have come 1nto that oTade
fairly rapidly.” That is trae. .-

“But it looks 48 though it would be 15'6r 20 yems 7 One of them
even said 20 years before he could see o p0351b111ty of advancmg to
another eradel s : . _ '
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Tt gwes them the idea that they had, better seel, employment elSe- ‘
where. It discourages those i in lower grades; ‘

For instance, we lost 80 competent men’ from grade 11 in that perlod
of time; and tha,t is eontrary 1o the. experlence of the past m large
pa,rt too ‘ 5

“Ttused to he thet fthe 'young man.svould come. 1nt0 the Pa.tent Oﬂ"lee
take his Taw degree while he was working in the:Office, and then he
Wovald leave. And the losses experlenced were largely from the lower
grades. _

But now, in order to. compete Wlth 1ndustry, we have made progress- .
through the lower grades rather rapid until grade 12 isreached:: . ;

Sothe young men will'stay; and the older men are; leamng,leth all
of their accumulated experience. : That is a serious handicap. e

Just how that is o betaken care.of, Ireally donot know. We have
not made a Governmentwide survey, but. that definitely 1s " Pe.tent
Ofﬁce problem.

I notice that in one of your letters you proposed the question, how to
improve examining procedures in order to reduce the. number of pat-
ents subsequently held invalid by the courts, with a view to 1mpart1ng
more certainty to therights granted inventors. ..

That, in part, has been already answered, but we could of course,
extend. the time which we allot to. ex&mmatlon, although -we ‘do not
allot any particular time-to an examiner on a. case; he is supposed -to
make a thorough examination of the.. -prior. art 1n every-instance;
buty as brought out: yesterddy by some witness whose name,I do not
immediately remember, we have this enormous load,. we. must make
some showing of production, and ‘we must, without saying: so, limit
the time which in exapmer can Spend m his exammetlon of the
casesplaced on his desk..

"We cantot do what mdustry does, and Whlch in my youncrel yeals
I did on many occasions, namely, take a patent or take an application
and gpend perhaps a, weel, perhaps 2. weeks, perhaps 3 weeks, or maybe
as long as 3 months, in examining every bit.of literature wherever. it
mlght be found which had been published on that. general. subject
matter. - And, as those who have gone throngh that procedure in this
room kriow, the validity search is a costly thing involving an examina-
tion of all published literature that.can be found anywhere. -

I have spent time in the stacks of the Congressional Library, omg
through it book by book, and in the Bureau of Standards lerary, and
through remote classes of patents in the Patent Office,.in the hope of
finding evidence which would tend to limit or invalidate.a patent.

We cannot, in the-ordinary course of business in the Patent Office,
permit the examiners to spend that much time on any case, but if we
had perhaps larger appropriations we could then permit the exam-
iners to do more of that type of work, and particularly in: examining
those applications which were of vital lmporta,nce

“Senator O'Mamoxey. I am sure you will agree, Mr. Com1mss1one1,
that the strongest . possﬂole argument in favor.of the classification sys-
tem, that is, improvement of fhe system which will reduce-the backlog
of patents, was made by Judge Hand yesterday when he told about the
judge sitting on the patent case, who finally interrupted the attorneys
to ask for a defimtion of the phrase that had been used upon:several
oceasions, saying, “1 am not quite clear as to what you mean by this
phrage, the pr1or_what is it yousay #”
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~:And the- attorneys said,.“The; prmr art:™: e (e el gl

i A0l hesaid, #1 thoucrht you mieant the 1)1101' roti?

- Soletus get that-out of the waysshallwe?. o 0. . ;
~Mr. WATSON Thepriorart.: That:is What we deal W1th and as, you

say, if we had 1t Well clasmﬁed We could do our Semrchmov much more

expedltlously

Now, then,:in addltlon to the p0s31b111ty of enlal (rmg the amount
of time made available to'exaniiners in their consideration of appli-
cations; there is a. possibility. of 1nereesmg the efﬁclency of the indi-
vidual éxaminers in other ways. .

Tliey areengaget:at.the present tlme, you mlght say, ing productmn-
hne opemtlon On each examiner’s desk there is placed quite a few
applications. ' And he, with an eye to promotion, sticks to his task
because- his promotlon A8in. part - dependent upon. the rate at which
he accomplishes his task. e does not have much opportunity be-
tween the hours of 8: 30 and 5 o ‘elock—pr a,ctlcally no opportunity—to
do research on his own behalf with the end-in view of i mlprovmg hls
own effectiveness. . .

‘We have done cer tain thmas in the Pa,tent Office. . We have 1n1t1ated
seminars in which the primary examiners, the heads of the various
divisions, have engaged for a period -of perhaps.2 years. They meet
in groups at-intervals.and dlscuss the1r mutual problems, which.is. a
way of self-education. :

~And then ‘we permit exammers, w1th the funds whlch We have at
our dlsposal for that purpose, to go outside of the Patent Office, to visit -
exhibitions of. note, Where many thmgs can be learned rather qulckly
by observation. i

We send examiners on occasmn ott to exaimine mvent}ons where the
nature :0f thé invention requires physical inspection for ful] under-
standing:-- But by and;large we have no program.which, if followed,
" would bI‘an‘ up: the level of effectiveness of the. eXamining corps. bv
ukllereasmg the ‘effectiveness of the individual, by educatmg him. fur-
ther

The examiners, I think, have been good: in.doing what. they can
toward their self- edueqtlon but I offer,asa matter-to be considered by
the committee, a proposal that this aspect of the situation be examined.
And it is to be determined whether or not some funds should be made
available! for the inereased -education of’ examlners, partleularly n
the artsin which they are engaged. . .

I noted. this further questlon which, I assume is reallv chrected to
the Patent Office, about the wisdom of dual appeals f1 om the re] eetlon
of applications. .

-Of course, the Patent Office has over it two courts Whlch Teview its
decisions. . There is the Court of Customs and Patent Appeals, which
receives:the direct appeal upon the record established in the Patent
Office, and the District Court of the United States for the District of
Columbw with the Court of Appeals above that court. The district
court entertams suits brourrht against the Commissioner of Patents,
seeking to direct the court: to authorlze him t6.issue patents in cases
in which he has refused to.do so.. =+ ..

- The information which I have acqulred smce reachlncr the Patent
Oﬂice is not full and complete; but I will give you what 1 have and you
can then determine the wisdom of the dual appeals.
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From the standpomt of the afirmances; 1. e., percentage of affirm-
ances’ of ‘the rulings of: the Patent Office, the. Court of Customs and
Pa,tent Appeals is "about on. the same level as the district:court.

+In other- words, the dissatisfied applicants going either way: hELVe
a.bout the same chance of:overturning the decision of the Patent Office.
Over a 10-year period the Court of Customs and Patent’ Appeals:in

I:iarte cases has affirmed the Patent Office in.79.9 percent of the ap-

eals and the district court of the United States in ex parte cases has
aﬁ"lrmed the Patent Office in'78.3 percent of the cases. . From.the stand-
point of the time which elapses from appeal to decision, about 1.year
in‘the Court of Customs and Patent Appeals-and about 2 years in the
dlstrlct eourt, the time cost to the Patent Office, that is the solicifor’s
time, is about the same. + In the Court of Customs and- Patent Appeals;
thasolicitor must prepare a brief which must be: prmted but ordlna,rlly
the briefs areshort and the expenseis not great.:.

‘There is the advantage in-favor of ‘the Court of Customs and Patent
Appeals; that its ‘decisions are’ publishéd “and - comprise precedents
which guids the Patent Office officials in their work. The dlstnct court

deGlSIOnS are unfortinately ordinarily not published. -

- "V Again, all of thejudges of the Court of Customs and Patent Appeals
partlclpate in-each decmon The court -follows its own:decisions as
precedenits, so'that there ‘ave clear guidelines to the Patent Office ve-
sulting from the rather consistent decisions of that court:": Whereas
%1% posztlon of the dvstrlct court is not s0 clem ly revealed to the Patent

ce.

“There: e 11umber of ]ud(res in the dlstrlct court: and as' the1r de—
cisions are not published ordinarily it is more difficult. for the Patent
Ofﬁce to agcertain just what' the district court really means to:say.

“However, the Court:'of Appeals of-the District-of Columbia does
pubhsh its decisions ‘and ‘those decisions are: largely: consistent with
one another overthe years. - So that there:can be g determination of

_ o ‘question of law by the Patent Office based upon’the declslons of
tha,t court.

“However; the Patent Office very seldom ‘ever appeals any decnsmns
of the distr it court to the Court of Appeals of the District of Colum-
bia.' The appeals dare taken by apphcants Who have been unsuccessiul
in the district court.

By and large the Court of Oustoms and Patent Ap ea,ls decldes

about two- th1rds of the cases which are taken out of the hands of the

Patent Office onappeal or by suit against the Commissioner, so that
it'is most authoritative in our work' 1n the Patent Oﬂme It prov1des
the better guideline.

“Those’ are facts gleaned by me from conversations W1th our sohcl—
tors and by memorandums which they have submitted to me,

I ‘believe that I should How conclude my statement. ‘There are
many addltlonal matters set ‘forth’ in the pamphlet, which I have
placed in'the recoid; which I- have not called to your attentlon, bu’c
'Wlnch are nontheless important.

“Senator’ O'MasoNEY. I observed Mr Commlssmnm that you Te-
ported a. large percentage, over 70- “percent. of affiriances “in “the
Court of: Customs ‘and Patént and: Appeals; "-'and in the dlstrlct court
‘of the ex parte deClSlOnS of the Pmtent Oiﬁce Rt ‘
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The testimony through these 2 days of shearing has been that in
the Supreme Court the “Tecord in_ infringement litigation seems to be
the reverse because patents are there frequently held mvahd Have
you any statistics on that?: : . , :

{ Discussion off the record. ) L ' :

- Senator O’MaHONEY. Mr. Comm1551oner, you ‘may proceed

- Mr. Warson. I have just about finished.” .- .

Senator O’MamoNEY. I know that Mr. Caplan and the staff have
been it conference with you and your staﬁ and perhaps he has ope or
two questions that he would like to ask. ‘ :

Mr. Carraw. Mr. Commissioner, possﬂoly thls questlon should_ be
addressed to M. Federico rather than to yourself, but at the request
of the subcommittee a study was made of the number of patents which
were adjudicated in the various courts and the holdmg of valldlty
-or invalidity or noninfringement in those cases.

- I'wonder if you had some comments as to the progress made an
compiling the statistics in that regard? ... .. -

Mr. Feprrrco. 1 was requested by the commlttee to eomplle some
data-on the record of patent suits in court-and preliminary tables
were made up giving the summations over the past 7 years.and that
is being refined into further tables and distributions of counting in
different ways and the addition of further data. : These tables: show
that during.the T years, 1948 to 1954, there werea total of about 3
thousand patenfs adjudicated by the courts.

There were about a thousand patents in: the- dlstrlct court and over
400 in the court of appeals.  Of course every ‘court of appeals decision
has a corresponding district court decision’so that does. hot add to
the total number of patents. The total nurber:adjudicated is in'the
neighborhood of a thousand.- -According to-the rate:of issuance:of
patents during the same period that means that a little dess: than
1 in 250 patents have been ‘adjudicated by either court. Durmg the
same perlod . there were only seven. patents 1nv01ved 1n SUItS ine the
Supreme Court of the United States. ...

(3oing to the results of the decisions; i it the court of ap eals where
there were 439 decisions, in these preliminary tables we d1 not, elimi-
nate duplication of cases that might be up 111 dlﬁerent years, and
thereis 4 little further datatobe added.:

There were 85, or 19 percent, where" the patent ‘or the clelms i~
volved were held valid and. infringed.. There were 269 or 61 percent
where the claims involved were held invalid. The remainder, about
19 percent, were: simply held not infringed, usually valid and not in-
fringed. So we have 61 percent of the paterits in the court of appeals
held invalid. ‘

"There were only seven cases in the Supreme Court durmg this pe-
riod most of which are well known. -Two of them involved holdmga
of validity and infringement and ‘the others were held itivalid.-

© Senator O’Mamoney. Do you have any figures on the incidence as
to time of these decisions? T asked that question because it was indi-
cated by Judge Hand for example, that the courts are tending to fol:
low’ the- Supreme Court-in these fow cases about the invalidity of
patents and. therefore it wotld seem that theré is'a possibility that the
distriet court and other courts in recent years—in the last 2 years. per-
haps—have been holding more patents invalid than before.

68832—56——I15
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- Do youhave any figures on that ? : S

- Mr, Feperico. They could be obtained. You can’t cut it down as
fine ds 2 years. It can beshown that say, over the preceding 10 or 15
years, the percentage of holdings of 1nva,11d1ty have been hlgher than
over the preceding period.

Senator O’Maroxry. The holdings of validity ?

Mr. Feorrico. The holdings of 1nvahd1ty—the percentawes wonld
be greater than during the precedmg period.

Senator O’Mamoney: Tt is your opinion based upon the facts before
you that more patents are now being held invalid than previously ¢

~Mr. Feozrico. No, "All T said was and:all T cotld say from the
ﬁgures would be this: The percentage of patents litigated, that are
held invalid is hlgher in recent tlmes than 1t has been in tlmes prevmus
to that, -

Senator O’MAHONEY. I asked the questlon 1mproper1y ’I‘hat is
what L meant.

M. F'eDERICO, The actual numbers va,ry from year toyear.

Senator O’'Mamonry. The ratio of invalidity is growing, - - .

Mr, Fenerico. Not necessarily growing. It has been higher durmg.
the recent years than in'the preceding.years. They fluctuate from
year to year because the numbers annually : are fairly sma,ll

. Senator O’Mazongy. ‘Thank you.

Mz, Feperico. In-addition to that the counsel requested that I take
the last 50 patents that were held invalid by the court of appeals and
look into the reasons and tabulate the causes for the holdmg of -
validity. - But I won’t go into detail at this t1me

:Senator ’Manonzy. That can be: filed. -

Mr. Frozgico:: That willbe filed. -

(The material referred to was subsequently supplied and appeara
as follows ) :

. ADJUDICATED PATENTS, 1948—54

’ ’l‘he followmg is purelyr a statistical report on the number of patents adjudi-
cated in the United States courts, and the nature of the adJudlcatmns, durmg
the 7 caléndar yedrs 1948 101954, 1ncluswe

A. NUMBER OF PATENTS A'DJUDIGATED ..

'I‘he number of patents adJudleated dunub thrs q-yeéar perlod in- eaeh of the'd -
categones of Umted States courts is given in the follomng table

TABI.E 1. -uNumber of adjudacatea! potem‘s 1948—54

Dlstrlet courts (estlmated) e e e _ .1, 000
Courts of, apppn]c: : R . - 429
Supreme - Court: SIS S M . ; = T

- The number adiodicated in the district courts has been est1mated m the man-
per which ‘will:be explained below, "~

- During this-Same 7-year period the number of! patents (1nc111dmg designg ‘but
excluding reizssnes) issued: wag 200,120, and hence the proportion of al patents:
which were adjudlcated in the dlstuct courts. was 1 in 290. The proportion of
patents adjudicated in the. courts of appea]s was 11in 677, The total number of
patents adjudicated in all the’ courts during’ this perlod wollld be only glightly-
greater than: the number adjudieated in the ‘district courts, since for each de-
cision of a court of appeals during thig period: there is-a ¢orresponding decision,
of a’digtrict -court during- the same period except.for those appeal decisions:oe-
currine so’ earltr in the ‘period that the digtrict court decigion was, before 1948,

Court of Gla1ms deelsions have not been mcluded m thxs study



CAMERICAN ‘PATENT ‘S§YSTEM 177
k B SOU'RCE OI' INFORMATION AND MANNER OF TAB'U'LATING :":'j- i

Al patent decisions of the courts which are published .are pubhshed in the
United States Patents Quarterly and hence this publication is the major source
.of the information concerning adjudicated patents. The pages of volumes 76
(January to March 1948) to 106 (July to September 1955) were gone over and
a slip made for each patent which wag adjudicated. in any court in a decision
dated during the T years of the study. Only those decisions which invelved a
question of vahmty or infringement of & patent were included.

The court in a patent infringement suit may make any one of several holdings
in connection with the patent; first, the patent may be held valid and mfrmged H

* mecond, the patent may be held mvahd the question of infringement in this
-gitnation being then of no consequence and third, the patent may be héld valid

* put Dot infringed. - These are the maJor types of holdings. However, any:‘ohe
of these three holdings may be made in connection with only some of the claims
of the patent mvolved since only gome of the claims of the patent may be-in

- issue; also, the court may make different holdings with respect to different claims

- of the same patent. The result is 4 variety of different types of decisions which
may be made with redpect to a patent, but in order to avoid complications the
h01d1ngs have been divided into three categones for the purpose of the tables
given here.

In the tables given in thisy report the headmg “Valid and infringed” includes
“the following: (@) The patent or the claims in suit were held valid and in-
“fringed, this includes the majority of the patents under this heading; (b) some

of the claims of the patent were held valid and infringed and other claims were
net infringed. In a féw cases, only the question of infringement was in issue
and these are also included in this eategory if the patent or the claims involved
~wera held infringed. . -In a few instances, about a dozen, some claims were held
- valid and infringed and -other claims of the same patent were held 1nvahd
: ThIS group iz also tabulated under the heading “Valid and. 1nfr1nged ”
f “+ The: heading  “Invalid” in.the tables include () those cases .in which the

’ _", patent or the: claims in suit were held invalid and -(b) those cdses in which

- ‘some claims of the patent were held invalid and. other claims were held. not
“.-infringed; those cases in which some claimsg were held invalid but other claims
-'of the ‘same patent were held vahd and mfrmged are included under the ﬁrst
: category.
" The headmg “Not mfrmged” in the tables includes (a,) those cases in whzch
the elaims in suit were held valid but mot infringed and (b) those eases in
- *which-the claims in suit were held not 1nfrmged with the guestion of validity
not détermined;'a véry small proportion of ‘¢ases in which the suit was dismissed
because- of misuge or some other eqmtable defense are also mcluded under the
heading “Not infringed.” :

B C.- TNITED STATES SUPREME. COURT

“During the T—year period: involved ‘there:were only 7 patents adjudicated in
! the United States Supréme ‘Court, 2 in- 1948, 3'In 1949, and 1 each in 1950 and
©1951.: Of these 7, 5 were:held invalid-and 2 valid’ and mfrmged although m 1
' of these 2 certain-claims were: also held 1nvahd = )

B ‘UNITED BTATEB GDURTS OF AJ.’PEALS

e Practlcally 311 of - the demsions of the United States courts of appeals

;- -patent .cases -are.published;. -and. hence: substantially . complete -data -concerning
«:the ,a,djudication_s_ by :the. courts of appeals can be obtained. . Two tables are
~.presented ;-in,one the data is -_ar.ranged by :years: and inthe other the:data is
+arranged: bv cirenits;.-The unit in these :tablesy as- well ag in-all the others,
;- is-the:patent, not the suit unless ‘otherwise: stated. - Many guits involve more
. than one: patent and: a: patent mightialso be dnvoelved in-several differernt -suits
at different:times and in different courts...The first table includes the number of
‘suits for each year, to indicate the relatmnshlp between the number of patents
and the number of suits. 'The firgt table gives 2 lines of totals, the first totals
are merely the sums of the numbers in each celumn and the second totals are
reduced by allowing for patents which appear 2 or more times, in different
years. In the table for the circuits a patent is counted just once even though’
it may have been adjudicated twice in the same circuit, and the 2 lines of tofals’
are, first, the sum of the numbers in the ¢columns, and, second, the total after an
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adnustment has been made to account for patents which appeared in more than

1 cncult N
- Tapte 2.—United States courts of appeals, 1948-54
_ . Totmemt - mvaia- .| Notinfringed
. umper: PR . s i N

Year of suits T o - T

L | ! or- . er- .| Per-

o Numbgr gent Number cent | Number cent
g s 13 265 car | eds 7 13.7
62 “ 12 10,4 40 | 64 16 16. 1
780 28 296 38:[. 487 17 21,8
8¢ 10§, 145 40 | 58,0 10 27.5
81 .. 4| 60 40 | 69,0 14 24,1
Ris ST el © 401638 11 14.3
541 7l 130 Lg7l- 685 10 8.6
449" 8| 10,2 a5 | el 88 19.6
429 77| 180 269 | 6T 83 19.3

¢ Bicluding patents counted mors than ofice. :

TaplE 3,—United States cqmts of appcwlsh,cwcmts v
- : Valid and - SRR

Lo ] ;; dnfringed .. Not infringed

.- Cieouit of SIS S
Percent Number |Percent| Number |Pereent
11.5 15,4
ey 2.1
ARG 7.5
37.0 130
36.7 13,3
16. 47 2L 5
190, . T
AR 0.8
24. 5 14,4
;2e. - 43,7

187
18.0:

1 Exc]udmg patents counted more tha.n once.
B UNITED,ST_ATJES:DIST-RIGT COURTS—PUBLISHED DECISIONS
< :Complete. .data - concerning .the:adjudications-in. the.-United States :district

'i.'courtS; cannot. be given from-the sources immediately. available: since: ot :all
: these .decigions are. .published. - This section 'is Hmited to publigshed district
court declgions and in the next section some.remarks are made and data given

concerning unpublished district court decigions,

It is estimated that about half.of the decisions of-the:district courts in patent
cases are pubhshed data for an add.ltwnal number, about one-sixth of the total
dedigions, in which' the district:court decision was mot:published but in which

:-there was an appeal and a decision on the appeal 'published, can be ‘obtained fiom

the decisions on appeal. The table of district court decigions given here includes

:'these two sources and is estimated as mcludmg about two-thirds of 4ll the dis-
.~ trict courts decisions. The: 1ucomp1eteness is not necessanly the same in each

:year-and the percentages .are not: necessarily the samie as they would be'if ‘all

' decigions were included.  The total number of patents listed were mvolved 1n
: '-'461 smts .'the (11strlet courts demsmns ave1 aging 1 5 patents per sum' ;
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PaBLE 4.—"UM$3¢Z Btates ‘d_/'sstrict-cowts——fPﬂbﬁshed ‘@ecisions 1._948:51; e

R Nuniber E‘fl}g‘lggg‘ <[ ¢ Invelid’ | -Notinfringed .
Year " of L : . i .
_: patents N R - ) - I

. ..| Number | Percent| Numher |Percent| Number \Percent |

sl 4l wd] ) sl 3 22 En

112 33 20,5 i . 20 17.8.

100 43 43.0 33 |- 3.0 24 240

105 28 R8T G5 6L 0 12 1L 4

112 31 27,7 L] 02.5 11 1.8

87 16 17.3 &7 85.5 15 17.2

i 25| 321 43 55.1 10 “12.8 -

893 216 | . 8L2 363 |- 52.4 14 | 164,

664 201 30.3 365, 53.6 108 16,2

l Excludlng patents oou.nted more than once,

F UNITED STATDS DISTRIC’I' COUB.TS—UVPUBLISHED DEGISIONS

The annual reports of the Admlmstratwe Du-ector of the United States.Courts’
gives some data concerning suits terminated by the district courts, arranged in
various categ ories, 1nc1udmg a category of patent suits. The following table.
give some data - eoneermng guits terminated by the district courts, arranged in
Thege reports .give the data by ﬁseal years and the table ig by ﬁscal years.

_ TABLE 5 —Umted States dwtmct cowts, 'patent smts termnated 1949—54

Patant snits a&ﬁgﬁﬁ:' By contested | Decisions

temjlmated -defanlt, ate. judgment |published

_Fiseal i;em{:aﬁ&_lm_'g Jane 30

374 252 121 7l
510 418 101 70
549 444 105 75
RS 433 125 7
529 424 105 82
532 422 110 a7
3,111 2,444 filig 442

The second.colimn gives the number of patent suits terminated. . The third
column gives the humber of suits which were terminated by -consent; by stipula- -
tion of the parties, by default, or in: some other manner not involving:an actual”
adjudication by the court.: The next column gives the number of suits -which -
were terminated by a judgment of the court after contest. It is noted from this
table that the proportion of patent suits terminated by-a contested. judgment is
only 21.4 pereent of the tofal number of patent suits terminated. This phenome-

. non-is not unique-in patent suits; from fhe same reports of the Administrative
Director for the same period it ¢an be calculated -that the percentage of private
civil actions involving a Federal guestion which were terminated by judgment:
after contest was:22.9 percent, and the total of all private civil actions so termi-
nated was 18.9 percent. ‘

From the humber of suits terminated by judginent it is possible to obtain an
estimate of the proportmn of district court desisions which are publishéd. The
last column of the table gives the number of patent suits for & years, which are
accounted for by published decisions of the district courts, the results of which
have been incorporated in the-table in the preceding-seetiou. The -unit-in-thig-
column is the suit, not the patent, and it is noted by comparing the last column -
giving the pubhshed decisions with the preceding column that only two-thirds of
the decisions of the distriet courts are accounted for by the published decisions.
As was stated in the preceding section thig two-thirds iz made up of half in which
thé decision itself of the district court was pubhshed and a farthér one-sixth.
in which the decision of the district court was not published but A decmmn in
an appeal on the same case has been published.’

A total of 664 adjudicated patents were tabulated from the pubhshed dmtnct f
court decisions for the years 1948 to 1954 ; since only two-thirds of the decigiong
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are publishied it may be'taken that approximately 996 patents were adjudicated
in the distriet courts during the 7-year penod The round number 1,000 is
" taken as the estimate,

By statute the clerks of the Unlted States d1str1ct courts are required to trang-
mit to the Patent Office a report of the filing of each patent suit and a further
report wheh the suit hasg been terminated. These reports are sent by the clerks
of district courty on printed fornis'and give the names of the parties, the patent
numbers of the patents involved, and certain other information. When the suit
i§ terminated the report gwes & br:ef gtatement of the nature of the termination,
These notices are pubhshed i the Official Gazette of the United States Patent
Office and should give another and more complete source of statistics on adjudi-
cated patents in the district courts. However, it has been found that the data
as ‘Teported is not sufficient to compile 1e11ab1e tables of adjudicated patents,

The volumes of the Officlal Gazette from January 1948 to the current one
were gone through and a slip iade for each suit terminated during the yéars
1948-54. which was not indicatéd as terminated by consent, stipulation, default,
or some similar manner. These slips were correlated with the published deci-
siong to remove those which represented published decisions. - The regidue should
then represent the unpublished distriet-court decisicms. From theé last two col-
umns of table 5, it'is seen that the unpublished decisions during the ¢ fiscal years
194054 amounted to 223. However, the notices of unpublished demsmns col-
tected during the same period amounted to 381. ‘It follows that a ' substantial
proportion’ of ‘these, over 40 percent, do not represent actual deécisions of the
courts, but must have been terminated by consent, stipulation, or somé similar
manner without the reports of the clerks of the courts to the Patent Office so
indicating, However, ‘a tabulation is made of these notices of unpublished
dlstrlct-court demswns to show further hmltathons . o

TABLE G—Notwes -of unpubhshed district- cowt deczsums, 1948—54

USSR, T Nutaber of | Perosnt of
Natl.ue ef_h_e]c'ln_ng reported o patents total
1, Valid and mtmnged ]ndgment for p]a.mtlff injunetion, ete . 262 41.9.
2 Imvalid . e diilis . 65 8.6
3.-Valid and not inirmged not indeinged_ ..o ool 43 BT
4 " Fudgment for defendant, dismissed, dlSmI.SSBd with pre}udzce, ete 279 43,7
Total______;____...‘..,-.._______.__; ___________________ e e T 639 100.0°

Asg 1ndleated by the preceding discussion, about. 270 of the patents listed in this
table ‘do rot represent adjudicated - patents-at all and need to be:eliminated.
The holdings listed in the fourth group were not complete enough to place them
in-either the Second or third. - Probably a large part of the fourth group and a
smaller part of the ﬁrst group represent the excess wh1ch should be e11m1nated

G COMPA‘RISON oF DISTRIOT OOURTS A'ND COU'R'J.‘S OF APPEALS

The totals data from seetwns D and T of thls report are listed here together
for a direct compamson of the deelslons of the dlSt]’.'lCt courts and of the courty
of appeals

TABLE 7—Dzstmct courts omd courts of a:ppewls

' Nugber Valid and infringed | . Dvalid . | Notinfringed
patents Number | Percent | Number | -Percent | Number | -Percent |
Distriet courts.__.- 664 ‘201 30,3 363 53.5 a] - 163
Ceu:rts of a_ppeals_. - 429

. 77_ 18,0 269 v 82T ..83 = 18,3

However, the dlstnct courts decisions are not complete as hag been explained.
Indications are that complete district courts data would show a higher per-
eentagd valid and 1nfr1nged and a lower percentage invalid.

A separate tabulation is made of oibly those district courts decisions which
have been appealed and in which a decision on the appeal has been published. The
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following -table. gives: in' the first.line the patents. adjudicated: by théidistrict
cotrts during the 7 years 1948-54 which have been appealed, and the gecond

" line gives the decigions of the courts of appeals on these same patents, The
court of appeals ﬁgures given in tables 8'and 9 are-not the same as the figures
in tables 2, 3,-and 7 since tables 8 and 9 do not mcl_ude court of appeals deecisions
in which the corresponding decisions of the district courts are dated before 1948
and include some court of appeals decizions rendered 111 1955 m connectlon w1th
d1str1ct court decmmns dated in 1954 or earher .

TABIE 8———Dwtﬂct oom'ts and coufrts of appeals

NuI.IleT Vﬂ]id and iniringed U D’!.VE-lid
P : — :
patents { wumber | Percent | Number | Percent
Distriet conrts. ... 428 145 ;wol a9 51,1 | 10
Courts of'appeals ______________ 428 76 17. 8 268 62.6 84 18,6

Another table is given indicating the relatxonshlp of the district eourt hold-
mas and the c¢ourt of appeals holdmgs

TABLL‘ 9. —D:stmct courts ﬁmd cowts o;f appeals

Holdings in distriet cou_rt_ -:, B :'I Holdings in'court;s of appeals ,'~
. “7 ] Numberof | Valid snd-| - : SN
Holding . . “patents infringed Invahd Not inf.rmged
145 { oo - - 57 8
g9 [ 3 206 8
AP § R

428 : vel - 268 T 84

The first line, “Valid and infringed,” indicates that 145 patents held valid and
infringed in the district courts were appealed, in the Courts of Appeals the
‘holdings on these same patents were 70 valid and infringed, 57 invalid, and 18
ot infringed, ete. Considered in another manner, of the 145 patents held walid
and infringed by the district courts and appealed, the courts of apbeals held
70 valid and infringed and reversed the district courts in connection with 75
patents, holding them invalid or not infringed ; the district court was reversed
in- 51.7 percent of the appealed cases in which the decision of the district court
wasg for the patentee. On the other hand the 283 patents in which the distriet
court had held against the patentee there were reversals in only 6 instances, the
other 277 instances being still against the patenfee; the courts of appeals re-
versed the district eourts in only 2 1 percent of the mstances of holdmgs agamst
the patentee.
" H, LONG TERM TABLES

Followmg are plesented 3 tables to gwe statisties over a longer - penod of
‘time than the 7 recent years considered in the preceding sections,

The first table gives merely the number of patent suits, obtained from the an-
nual reports of the Administrative Director of the United States Courts and pre-
cedmg reports of the Aftorney General. This. table goes as far back as such
data is available and is for fiscal years, the other tables being for calendar years,

The second long-term table iz a table of patents adjudicated in the Courts
of appeals, beginning with 1925, This table wds obtained by joining the 7-year
table presented in section 1) with some corresponding tabulations which had
been made some time ago. The third table is a table of patents adjudicated in
the Supreme Court, alse beginning with 1925. -
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TapLE 10.---Patent suits fled ond terminated in the United States distriot dourss

' Lo s | sadts et || S . |suits termi-
s : Suits termi- g o : Buits termmi- !

Euits filed nated after Yeéar Suits filed nated sfter
o P msted T : : Dated contest

370 333 8%

476 348 72

560 374 121

630 519 101

584 549 106

519 608 | 125

857 620 106

578 532: 110

- oo TasnR 11.~TUnidted States ooliris of appeal, 1925-55 "~
i Valid and infringed Invalld Not infringed

Year Number -

: o 7 L [of patents| Lt U] - VR .‘ - T

Number | Percent, _Numbgr  Percent | Number | Percent

31 81:3 87 374 3L- 31.3

44 36.7 43 38.3 32 27.5

56 30.4 41 0.3 45 3.7

73 49,9 56 347 41 24,1

41 34.8 a 38,1 38 a2

245 T 218 33.4 183 28.9

1 36.5 55 35.3 51 30.5

50 37.6 52 40.6 3l 25,8

410 28,9 35 43.8 41 204

23 16. 4 T63 | ds0 | 54 38.6

48 33.8 49 36,6 45 RN

223 a1 274 38.0 202 30.9

38 29.4 70 55.3 23 176

28 2.7 52 514 | 25 23.8

53 32,1 67 40,6 45 27.8

40 10.1 11¥ 65.0 58 27,3

40 20,8 109, B1.5 S.22.8

190 : ‘248 409 50.9 195 . 243

26 18.4 93 59.2 42 26.4

22 15,6 28 62.1 31 22.0

14 0.1 92 63.2 32 93.9

16 20.7 50 67.5 9 11.8

14 16.1 o4l 47.1 32 36.8

g2 | - 158 " 364 80, 146 24.2

8 1.8 18 67.6 14 20.6

10 23.3 26 65.1 7 18.3

1¢ 26.3 6 711 2 563

13 26.5 3 60.8 7 13.7

12 19, 4 40 64.5 10 16.1

53 20.2 169 64. 5 40 15,8

23 29,5 39 48.7 17 2L8

0] . 145 4 58,0 w9

4] - 8.9 40 60.0 14 |. 2.1

17 221 49 63,6 - 11 14.3

13:¢ 37 8.5 10 T8.h

61 18.2 204 60.7{ . -7L| o 2L
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“UTABLE 12 ~<Unitel States Supireme Oourt, 19255} - T

C ] Nombee | Valldand | o e | Mok | pe
Year - L of patents | infringed " In_vahfi irifringed .Rte.n?rtded.‘

| wasos|wnusen |

T patent held infringed in 1935 and invalid in 1937, counted only 0Once, 88 mva]ld, in totals
* 3 Some elaims also held invalid in 1 patent, _ . ; ) .

i Lo .‘:  FIPTY INVALID PATENTS

Wh1ch had been held invalid by a Unjted States court of appeals and the follow—
ing is a brief report of the study. It was requested that the grounds for the
various invalidity holdings be listed and that the prior-art references used by
the courts . -be compared with -those wused by the Patent - Oﬁ‘lce exammer to
determine when the courts used new evidence; ! -

¢ The patents were selected: by going through the Umted States Patents Quarter-
ly volumes. of patent decisions, beginning with the volume for .Tuly-—September
1955, and going backward until 50 patents (omitting design patents) held in-
valid by a court of appeals were accumulated. This number ended in the volume
_ for Jannary-March 1954, and hence there were 50 patents held invalid by a
court of appeals. over a perlod of abhout a year and three-quarters Durmg thm
'same period the Patent Office 1gsued nearky 60,000 patents.

Some of the decisions ¢f the court involyed more than one patent. There were
. 89 decisions, 33 involved 1 patent each, 4 mvolved 2 patents each, 1. 1nv01ved 4
patents, and 1 involved 5 patents. -

The :decisions "0f the courts of -appeals 1nva11datmg these 50 patents. -the
correspondmg decisiong - of -the district courts (in those cases in which the
distriet eourt decision had beén published}, and the files showing the prosecution.
in the Patent Office, were gone over to determine information relative to the

S5
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questlons asked. . Before discusging the grounds of invalidation some data will
-first be given concermng the patents themselves,

None of the 50 patents had been adjudlcated by a court of appeals in another
suit prior £o the one involved hére. - In fact in most of the cases the suit involved
was the only one which had been filéd on the patent. A few of the patents had
been inhvolved in other siitd in district eoufts. The average time from the grant
of the patent to the decéision of the court of appeals was 10 years 7.5 months,

Siz of the 50 patents had been involved in an interference in the Patent
Office. This is an unusually high proportmn gince normally only about 1 to 2
percent of apphcatmns ‘are involved in interference. In two instances there"
had been an appeal in the interference,

- Five of the 50 patents were involved in an appeal to the Board of Appeals in
the Patent Office from rejections by the examiner. Again thig is an abormally
high proportion, In 2 cages the Board had affirmed 2 rejection by the ex-
aminer of claimg not appearing in the patent and in 8 instances the Board
allowed claims which had been rejected by the examiner but the references
Iater used by the court were not before-the Board.

- It is- inferred from the dedisions of the courts that the subject matter of the
50 patents was in commercial use by the patentees in the majority of instances,
4nd that in less than 10 the subject matter was not in use by the patentee In
some instances commercial snceess was even shown. ’
. In 25 of the patents the patent as a whole or all of the claims of the paten’cs
were held invalid. Tn the other 22 patents the holding of invalidity went to only
part of the claims of the pa.tents in most of these only some of the claims of the
patents were in suit; but in'2 instanees: other claimg of the patents were found
valid énd infringed. . The claims of the 50 patents averaged 10.2 per patent, but
ranged from 5 patents with 2.claims each to 3 patents with more than 20 clalms-
each, : .
In six ingtances the Towér court had held the patent or the eclaims 1nv01ved
valid and. infringed, which demsmns were reversed on appeal (in 1 ease 1 Judge
-digsented from the reversal) and in-1 instance the lower court held the patent.
valid but not infringed while the court. of appeals held the patent invalid. Inm-
the remaining 43. patents the court of appeals affivmed the lower court.

- Ag'to-the grounds which the courts of appeals used for invalidating the patents
or the particular claims mvolved the followmg tabulation lists the speeific
grounds used H :

‘Grommd Alono' | With others | Total ;"

1. liack of mveniiwn or antleihation. ..ol .. oLl ) 34
. Prior public use: S famnl :
, Inopsrativeness
. Lack of disclésure..
Double patenting.

N g

0B e ersea

... . Total.
Gountedt.wirin s

The most eommon g'round was lack of mventwn or ant1c1pat10n Pr_ior. public
use as:a separate and distinct. ground for holding the patent invalid was nsed
in 7 patents although in each of these 7 :ithe first ground was also used. Inop—
erativeness .of the invention disclosed ;was used in the case of 3 patenis, in 1
instance 4% the sole ground and in 2 instances with the first ground, Lack of
disclosure in the specifications, 1. e.,; failure to comply with the statutory reguire-
ment . to give a complete disclosure, was used.as-a sole ground in 3. instances,
in 1 .6f which the-ground went to only some of the claims of the patent, the ofher
claims being held valid and infringed.  Double patenting, i. e., unpatentability
over a prior patent of the same.inventor; was used as the scle ground in one
case; this ground however going only to a few claims of the patent: (the prior
patent. of the same inventor in.this:instance had -expired before the time of
the decision and the patent involved had been pending.a long iime), In the
case of one reisdue, the claims were held invalid for lack of inadvertence (similar
claims had been . canceled during the prosecution of. the original patent) and
departure from the invention claimed in the original patent, this sround would
go-only to the new .claims of the reissue. In one instance the court of appeals
stated the ground for the invalidation of the claims as failure to define the
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‘invention ; the court. of appeals.reversed the district court’s holding that no
invention was-present but held. the claimg invalid nevertheless for failure Lo
~define the invention., The claims could be conmdered as lackmg mventlon or
being anticipated. by the prior art.. .. . .
The ground-eof lack of invention or ant1c1pat10n was used in. 43 of the 50
patents,.in 34 of these cases it was the sole ground, and in.9, other grounds
were also used. In praetically all of these 43 cases, except 2 or 8, the ground
.was lack of invention over the pmor art. ..In a few cases the courtuses the word
“ant1c1pat1on" wheré the forme1 is m fact meant the cases of actual ant1c1patlon
bemg very few.
It wag.agdertdinediin’ each case, as :Ear as possuble Whether tJJe prmr art refer—
ences used.by the court were the.same as or-different from the references whl,eh
. had been cited by the examiner and over which the paient was allowed. In three
cases the decisions of the eourt do not mention the references used and this faet
could not be determined. This leaves 40 patents. - These 40 may be divided as
“follows. In siX cases the patent wag held invalid over the same prior patents
which had been cited by the examiner and over which the ciaims were allowed
by the examiner. In 84 cases new references, which had not been cited by the
examiner in the Patent Office, were used or referred to by the court.
:In. the 84 cases in which new references werensed or-referred to by the court,
there is considerable variation-in the nature of {he mew references and the
-use made by: the court. These range from a great mass:of prior patents, publica-
tions, and uses on the one hand to the citation of only 1 or2 new patent references
-on.the other;-and from-the citatlon of new references directly .in point and of
-eongiderable: nnportance to the citation of new references of only subordinate
“yalue and-of net much importance. In 6.instances of the'34.the court made
Agispecific ipoint:of the fact that reférences: it used .were not-.considered-by the
Patent Office. “In 11 ¢thers all the references used by-the court werenew. Thus
in 17 of the 34 cases in which new references were used, the decision is directly
due to this fact: Inthe remaining 17 cases-the holding- Of invalidity may. or ‘may
not have been caused by the new references, in ‘some the new. reference or-refer-
-ences -do not: seem to-have been of much consequence while in others: they seem
_fo.have heen of major importance, an exaect division. could. only be made by
studymg the references and would involve questlons of opinion.

(See pp. 287-293 of appendix for résumé of recent Supreme Court
-dec1s1ons on patents prepa.red by Mr. P. J. Federico.)

! THE UNITED S'I‘A'I.‘ES PATENT OFFIGE
What It Is——-How It Functmns-mwnat It Needs
‘ (October 3, 1955—For 0fﬁc1al d1str1but10n)

.BASIB v LA.W EOR THE . ORGANIZATION AND FUNC’.[‘ION OF ‘THE UNITED STATES
. RETEEE PATERT OFFIOE

1 The Umted States Patent Office was estabhshed by an aet of Congress under
‘the provision of article T, section 8, paragraph 8, of the Constifution which
empowers Congress “to promote the progress of science and useful arts by
securing for limited times to auwthors and inventors the excluswe right to their
respective writings and discoveries,”
©IID In aceordance with title 35, section 1 of the United States Code the Patent
Oﬂiee comprises an office in the Department of Commerce.

. . III, The following personnél and fanctions are specifically prescnbed for the
"Patent Office by title 35 of the United States Code.

A. A Commigsioner of Patents who, in addition to many permlsswe author1t1es,
.has the following mandatory duties: . -

1, He shall supermtend ot ‘perform all duties requu‘ed by law respectmg
the’ grantmg and 1ssu1ng of patents and the registration of trademarks’ (35
UL 8. 0.6). . .

2, He'shall maintain a library (35U 86 8)
3, He'shall make ah anhual report to Congress (85 U. 8. 0. 14)
"4, He shall charge specified fees and deposit theé money 0 received in the
Treasury of the United States (35 U. 8. C. 41, 42).
. B, He shall cdause exdamination to be made of the appheatlons, notlfy the

.apphcants thereof, issue patents when applicants are found to be entitled thereto,
and reissue patents when preseribed condmons are. complied with (35 U. 8. C.
131, 132 251).
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i1 6::He shall'declare intérferences when in his opinion confiict is found-to exlst
between applications or between: appllcatlons and patents (85 U. 8. C.185).-

: 7, He'shall:transmit to the Gourt ‘of Customs and: Patent Appeals copies of
the necessary papers in appeals to that court and shall furmish: the court with
g 'he grounds of the Pitént Office deécizion in writitig (35 U. 8.6, 148) .

1118, He shall order certain inventions kept: secret when so advised by the Atomlc
Energy Commisgion orother specified officers!(35 U, 8. C'181y,

B! ‘One First Assistant Commissioner and two Assistant Gommlsswnels who

tghall: perform:such duties pertaining: to:the Office’ of the Gommmsroner as may
be asmgned to them hy the Commissioner (356 U. 8. C. 3).
- G Nine ‘Exaininers-in:Chief who' with''thie Comm1ss1oner and’ Assistant Gom-
mrssmners shall constitiite 4 ‘Board of Appesls (35 1. 8.°0'8, 7). ‘
"D ‘All othéf positions; Both professmnal and’ nonprofessmnal are’ estabhshed
b “the 'Comimissioner: pursuant to authorlty provided by ‘the statutes. '~

- The officials desrgnated under ‘itéms A, B, and 0 are. Presmlentral appomtees,
'. all other positions are i the classified servie . B

i The: Patent Ofﬁce is orgamzed in conformance Wlth law -to earry out 1ts statu-
tory duties: as shown:in:the ‘acecompanying chart.’” i

~HFour .levels. of::authority:-are:-evident.: The posxtmns in the top lme of the
orgamzatmn chart  represent. the- highest: level * of regponsibility in:the: Patent
“Office. | The Commisgioner of Patents is responsible-for:directing all :operations

+:0f . the: ‘Patent Office and- the' Asgistant ' Commissioners perform ‘such: dufies: as
‘may be assigned them by the Commissioner. - By statute, the Commissioner and
rAssistant -Commissioners ‘are members: of ‘the 'Board of -Appeals. ' One of ‘the
~AgSistant: Commrssmners aets for the Gomm1ss1oner m trademark appellate pro-
ceedmgs i d

= Pogitiong in ’e next lower level const1tute (1) the ﬁ1 st 11ne of d1rect10n of the
-operatmnal ‘cofponents 0f ‘the Patent: Office ‘organization ;- (2} members :of: the
rpatent tribunals provided by-law; (3):the chief law officer ; and (4} the director-
wate: of -the research .and: planmng staff. - Further details about the organlzatlon
of each of these.major components are considered below. « -

The Patent Examining Operation. comprises 66 Patent Examining DlVlSlons,
devoted to mechanical, electncal of chemicgl arts, organized so that 9 or more
divigions of :related art are grouped together “under a superwsory examiner,
Hach Patent Examining Division is made up of.a primary examiner, who is in
charge of the Diviston, an assistant c¢hief,-and'ad average of 10 assistant exam-
iners, The primary examiner’s time. is, devoted -almost entirely to supe1v1sory
dutiey and the assistant chief normally spends part of his fime supervising and
trammb Jjunior examiners;.:The:remaining -examiners spend all of their time
"examining applications. The degree of mdependence of their work and the
quantlt\y of their work. vary with ‘the- -eXperience* of the ‘exarainérs.! A new
examiner (in the GS-5 grade) haglittleror no experience, requires considerable
.ingtructiop and. supervlslon, and produces a, relatively small amount of effective
‘work. An examiner who has had, on the other hand, a background of yenis of
. experience, requires practically no instruetion or supervision, and produces ‘a
_relatively large amount of the effective work performed in the examining divigions.
“The Patent Examining Operation also includes the Classification: Group’ of five
.Clagsification Divisions and.a Classification Servrce Brauch, ‘g1l yndex a. clagsi-
" fication supervisor,

.. The Trademark Exemlmng Operatmn cons1sts of three ’I‘rademark Examlnmg
lesmns, organized similarly to the Patent Examining DlVlSlOllS, a Trademark
Glasmﬁcatmn and Search Division,. apd a Trademark Servme Branch.

* " The éxecutive office is headed " by an executive officer and comprises three
. Divigions, mlmely, Budget and Finance, Persounel, and General Serviees, each of
which, in turn, is ¢rganized in branches along functional lines ag indieated on
“the chart '1‘he head of each of these Divisions is résponsible to the executive
officer and, in turn, carries out his assigned function through the branch heads
who, together, constitute the major supervisory force in condueting the functions
,of the Executive Office; ' The head of the Budget and Fmance Divigion is also the
“budget officer of the Patent Office.

. The Board of Appeals consusts of the Commlsemner, the Asmstant Gomnus-
"sloners, nine ‘examiners-in-chief, and such pro tempore members as may be
assugned The Board hears and decides appeals from final rejections by the
‘patent examiners ‘denying the patentability of claims to 1nvent10n
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The Office of Interferences consists of the Board.of Patent Inferferences and.
the examiners of trademark. interferences.. 'They function under the direction of.
the Chief Examiner of Interferences to determine the respeetive rights of rival
claimanis for patents and certificates of registration of trademarks, respectively.

The Office of. the- Solicitor. - This Ofice which includes the Selicitor and the
law examiners, constitutes the legal staff of the Comm1ss1oner and has charge of
Patent Office litigation and mvestlgates and prepare§ opmmns on legal and
iegxslatlve matters.

The Office of Research and Planmn“ “This Ofﬁce Was estabhshed to gwe con-
tmuous study to applications of machines to Patent Office operations; particularly
in connection with mechanization of searclh, and to glve consideration to other
methodg of improving operatmns This orgamzatwn is headed by.a committee
consisting of three officials, one of whom ig the chairman, and operates through.
a.pumber. of task groups each of which congists of several employees who. are
temporarily assigned to engige in specific projects.

. It is possible. also, to analyze the organization of the Patent Oﬂiee in terms
of ity division of functmnal responsibilities. By the simplest distinction on
this basis, there is the examining funetion, on the one hand, snd the nonexamining
functions on the other. The latter are organized in the executive office, They
consist, in part, of administrative activities such as relate to.budgeting, account-
mg, personnel, procurement and supply, printing, and other staff and housekeep-
ing matters, and, in part to aetlwtles which-supported the examining system and
aiford necessaly se1V1ces to the pubhe anmllary to exammatmn -

THE EXAMI\TATION SYS"J,EM

" The examining functmne, Wlnch"a're th'e pnmary 'functlo'ns of the Patent Office,
are performed with the end in view of determining whether ¢r not a.patent
should be granted on a patent applieation or a certificate of reglstratmn gheuld
be issued on a trademark application. The requirement, that examinations be
conducted, is embodied in law and constitutes a fundamental characteristic -of
the operation of the Patent Office. Hxamination of pateni applications involves
examining prmted publications for disclosures of similar inventions which may
have been made in the past,. evaluatmg the gimilarities and differences between
the invéntions of the past (all prior- art) and the invention for which a patent
is sought, and, serutinizing the language in which the invention is being ¢laimed.
Theze pr1mary functions of the Patent Office are carried out by the examining
corps which is-divided -for the consideration.of patent and trademark apphca-
tions, respectwely, into the patent exammmg and . the trademark examunng
groups . e .
N . .'E‘ATENT EXAMINING OPERATION

Patent Office by gr on behalf of the inventor, The apphcatmn includes a complete
description’ of the invention, claims defining the invention, a drawing in each
case admitling of a drawing, an oath and a ﬁhng fee, and must comply Wlth
varlous formal requlrements
‘The 'general ‘course of exammatmn of a paten‘t applleatmn 1s shown m the
followmg simplified diagram.. . .
‘In brief, the appllcatlon papers after formal prehmmary processmg, reaeh the
exammer for action. After one or more actions by the examiner, requiring
response by the appheant and including Possibly. appellate procedure, 2. patent
1s ‘ultimately granted or refused on the application. ... ..
“Ta greater detail, apphcatmn papérs aré first recewed in the Correspondenee
and Mail ‘Branch,  The fes accompanying, the . apphcatlon is forwarded to the
Finange. Branch " The’ appheatwn papers. gie then transmitted. to the Applica-
tion Branch where they are éxamined for formal compliance with statutory re-
quirements for an application and a file. .wrapper. and the necessary index cards
are prepared. The drawings are examined by the Drafting Branch for quality
of-execution and any.assignments.are, made of record: by the. Asgigninent: Brafich,
The Manusenpt and:Lithographic Branch . malkes photoprints: of : the: drawings
for use in-the- examlnatlon brocedure and the entire application’ is miierafilmed:
The apphcatmn then -passed, through-a clagsification opération-which: 1-eelﬂta in
1ts ass1gnment tothe, appropnate one;of the 66. Examunng Divisions: [irer orn o
o -In the: Examining Division; the application is. -assigned to a-particular: sastant
-examme nd awaltsuts turn for- -consideration. -, ' When; theapplication: is: takér
up for action the examiner, after a study of the apphcatlon and its claims,
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gearches Thi prlor art; including Tnited States and’ forelgu patents Hied Titer-
ature, In an attempt to locate disclosures of ‘identical or similaT inventions ‘of
earher daté, The first action may result in a'ruling that all of the claims define
in proper terms inventions over the prior art, in which case all the claims aré
allowed. 'At the other extreme, it may be held that none of ‘the claims defines.
an invention over the prior art, im which case afl the claims are réjected. - Be-
~ tween these two extremes, some of the claims in an apphcatron may be allowed
and other claims in the same apphcatmn may be rejected.

If somé-or all of the claims in an applicdation are réjected, and the appllcant
contimies to bélieve that he is ‘entitled to receive a patent, he:mst ‘respond to
the letter of réjection within a definite period of tims, tgually 6 months from the
-Gate of the Office action. ~'The response may be an grgument’traversing the coi-
Tectness of the rejection ; an amendment changing the language of ‘the claims or
presenting new claims to ‘avoid the rejection; a cancellation of the rejected
tlaims ; or 4 combination of 2 or all- 3 of theke types of tegponse. If no response
is made within the statutory peuod the appheatmne ‘becomes’ abandoned by
operation of law, -

“An appledtion in which ‘a response hag beent made by an appheant ig ealled an
amended apphcatlon and awaits further action by the examiner. ' In his second
action, the examiner congiders the response, séavehes again for prior ‘art if neceg-
sary, and then finds all the claimg acceptable or ‘allowable: all the claims unac:
ceptable or rejeétable; or some claims allowable and ether claims“rejectable.
If some or all of the claims are réjected, the application dgain reqmres a response
from the applicant within the smtutory perlod if it is to remain in good standing

 before the Patent Office, :

The inierchange between the examiner and the apphcant continnes wuntil
the applicant ‘decides to' cease his efforts fo obtain a pafent and’ pe1m1ts the
dpplication to become abandoned; or the examiner finds all the claims in the
application to be allowable ; or the examiner finally rejects the application.

The appllcant hag the rlght to appeal to’'the Board of Appeals from a final
rejection arid, in the event that the decigsion of the Board of Appeials ig unfavor-
able to him, he hag the option of either appealing to the Court of Cristoms and
Patent Appenls under 35 United $tates Code 141 or filing a civil ‘action against
the Commissioner in the Unitéd States District Court for Distriet of Columbia
under 35 United ‘States Code 145. The decision of the distriet coéurt in the eivil
aétion may be appealed to the’ Unltec‘l States Court of Appeals, Dmtmct of
Columbia Cireuit.

When all the claimg present in an appheatmn are held t0 D& allowable ‘as the
regult of the regular examination or dppellaté procediird, the d@pplication is
“passed to issue” by the issuyance of a *notice of allowance.” The applieant
must then pay a final fee within the statutory period of 6 months following the
date of issuance of the notice of allowance in order to obtain his patent. The
Commlssmner niay also accept the final fee if’ pard within 1 year after the
terdiiiation of ‘the normal 6-month permd under 35 United States Code 151,
Upon payment of the final fee, the patent is prmted and the formal. grant of Lhe
patent is made to the 1nventor Nonpayment of the final.fee or nonacceptance
of a belated final fee. pald W1th1n the adchtlonal 1 year period results in forfeifure
of the application; -

In addition to the process just briefly described, the’ proseoutron f the apphca-
tion may involve other proceduies. The' a.pphcant may have casion to file a
petition to the Commissioner for any one of a variety of reaschs, including 2
request that the Commissioner review the formal requu‘ement imposed by ‘the
examiner, that he congider the appropriateness of an examiner’s action, or that
he Tevive in ‘ahandoned apphcatlon “An application may ‘also become involved
in an- interference with one or more ‘othet applications or an issued patent so
that it becomes necessaiy to determme the quest:lon of prlorlty of .11.1vent1on ’

TB,ADEMAB:K EXAMINING OPERATIO'N ‘_

’l‘he procedure mvolved in the reglstratmn of a trademark s 1n1t1ated by the
‘filing of an-‘application for registration in ‘the Patént' Oﬂice The application
papers, if found 'to' conform to-certain-formal -Tequiréments;: are forwarded to the -
examinerfor consideration. “Principal reglst‘ 3 apphcatmns, if:found to'be allow-
ilie Official Gazette Subject to-opposition. - Supplemental reg-
‘sire passed directly to‘isste and- ‘may be gubject’ to cancellation,
It reglstrat:lon is refused by the examiner, appeal may be taken to the Gomxms-
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sioner. The attached chart shows the flow of applications and major procedures
in the examination of applications for trademark registration.

To be eligible for registration, it is necessary that a mark be in use in commerce
which may Jawfully be regulated by Congress, guch a8 inferstate commerce, at the
* -time an application, is filed. ~

A’complete application for registration eomprlses. :

(2) A written application.

(b)) A dramng of ‘the mark, -

(¢) Five specimens or Facsimiles showmg the mark ag actually used in "
commerce. - .

(d) The required filing fee of $25

A trade-mark application, following its receipt in the Patent Office Correspond-
ence and Mail Branch, is forwarded to the Application Section of the Trademark

. HExamining. Operatmns A file Jacket is prepared and the application, if found

acceptable for examination, is given a serial number for purposés of identifica-
tion. A filing receipt is meailed to the applicant or to the applicant’s attorney; if
one has been appointed, and the appheatmn agsigned to the appropriate Examin-
" ing Divigion and placed on the examiner’s docket for examination. Applications
are examined in the order in which they are received, but upon a proper showing
by the applicant, and with the approval of the Gommlssmner, an application may
be taken up out of turn for examination.

A thorough search is made by the examiner te determine whether or not the
mark of the applicant conflicts with any priof registered mark. In the event that
it is found that the applicant’s mark is not entitled o registraion for any reason,
he is advised of the reasons therefor and given such information as may be heipful
in the further prosecution of thé application. The applicant hag 6 months within
which to respend to any action by the examiner, and failure to do so will result
in abandonment of the application. - After response by the applicant, the applica-
tion is reexamined or reconsidered; and if finally refused registration appeal may
be taken to the Commissioner.

" Principal register applications, upon being found to be allowable, are published
in the Official Gazeite and are subject to opposition. Any person who believes
that he will be damaged by the registration of the mark may oppose the same
within 80 days after publication.  If an op'posmon is filed, it is transmitted to
the Examiner of Trademark: TInterferences and is governed by the applicable
rules in contested or inter partes proceedings.

In the event that conflict is found to exisi between two principal register appli-
'catmns, an ' interference ‘may be- instituted fo determine which applicdnt is
entitled to register. Interferences may also be declared in appropriate instances
between an application and a prior registered mark.

THE EXAMINAT!ON oF APPLICATIONS FOR TRADEMARK REGISTRATION—
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If no notice of 0pp051t10n is ﬁled and no conflict found with’ other pending
applications, the application is passed to issue and the certificate of registration
{gsued in due course of business. Certificates are usua.lly 1ssued on the fourth
‘Tuesday following allowance of the applieation. :

Supplemental register marks are not subject to- opposition, and upon being
found to be allowable are passed directly to registration.

" Registrations are issued for -a term of 20 years and may be renewed for a like
‘term every 20 years provided the mark IS st111 m use im commerce which may
lawfully be regulated by Congress. .

Provisicn is made in the Trademark Act of 1946 for the caneellatlon of regls-
tratiéns under certain éircumstances. This proceeding is initiated by the filing
of a.petition under section 14 and is ‘governed by the applicable rules in inter
partes proceedings. Petitions to cancel supplemental register registrations may
be filed at any t1me, but petitions to cancel prihcipal register registrations must
‘be filed within 5 years of the date of issuance of the regisiration, unless it is
asserted that the registration sought to be*canceled wasg obtained fraudulently
or wad issued contrary to thé provisions of subsection (a), (b), or (¢) of section
"2, or section 4; or has been abandoned; or that the registered mark has become
the common descriptive name of the goods to whicéh the mark is applied. Peti-
tlong for cancellation of principal register registrations which are based on one
.or more of these enumerated grounds may be ﬁled after the 5 year statutory
period has elapsed.

. Registrations issued under the acts of 1881 and 1905 are entitled to the benefits
iof the Trademark Act of 1946 with the exceptl_on of eligibility for incontestable
‘status. An opportunity to seeure the latter advantage is available to owners
Jof such registrations by publication of the mark under the provisions of section
12 {(e). “The afidavit requesting pubhc‘atlon must specify the goods reeited in
the registration on which the mark is in use in coOMmmerce, and elalm the benefits
.of the 1946-act for the mark.

.. .A mark which has been registered on the prmmpal reguster for 5 years may
‘become eligible for “incontestable” status provided the conditiona preseribed by
gection 15 are satisfled and the owner of the registration files the aff:dawt
required by that section,

The- owner of a registration lssued under- the provisions- of the -1946 act,
or of a registration which has been published under section 12 {e}, is reguired
to file ‘within -the sixth year following the date of reglstmtlon or publication,
as the case may be, an affidavit showing that the mark is still in use, or, if
.not in use, an acceptahle excuse for nonuse. - If the affidavit is not filed within
the. time specified by statute, the reglstratmn Wlll be canceled by the
‘Commisgioner.

Provigions are also made for the suirender of reglstratmns by the owners;
',for the correction of registration certificates where.the error occurred through
the fault of the office or the apphcant and for the amendment of reglstratmns
‘under (:ertam cucumstances . ; ;

] THE. PATENT APPLICATION EXAMINING OPERATION

The condltmn of ‘work 'in the Patent Office, referrmg partlcula.rly ‘to the
'_1111mber of pendmg patent applications, depends upon the combined effect of a
‘num‘ber of influences. ' These influéncing faetors, in the main, are as follows-
T the! rate at which’ neW apphcatmns are received;

(2} the size of the examining force; ‘ o .
© (3) ‘the’ expenence and capability of the examiners; and ' .

-{4) the eomplemty of the inventions dlselosed in the apphcatmns
submitted.

88882—56—16
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) RECEIPTS

" The rate at Wthh new apphcatlons are ﬁled is generaliy refelred to as the
rate of receipts, This rate may be expressed:on a dally, Weekly, monthly,. or
annual bagis, but the last is the basis usuaily chosen,

The receipts are uncontrollable and unpredletable . 'I‘hey are: affected by
war and peace, prosperity and.recession, buf there is:no sccurate manner of
predicting future receipts.. -Any person may file an application and there-are
iI;elsélltweh;r few limitations and reqmrements as to When and how they may-be

le

‘Within the past 20 years the number of patent apphcatmns recelved yearly
ranged from a low of less than 44,000 in fiscal year 1943, to a high of almost
79,000 in fiscal year 1955. - From the previously mdlcated 44,000 level of 1948,
_recelpts rose to almost.78,000-in 1948, only 3 years later, and ‘then fell off to
60,000 during fiscal year 1952, . In each year sxnce then, successwely largel
number of applications have been received. :

A tabulatmn of the apphcatmns filed during the past 20 years follows

] Applwatwns for patents ﬁled ﬁscwl yem*s )
Year: S i Inventions Year—--conunued h Im)entwns

1986_ . 60, 140° 1946 _ : L 77,940
1987 e 64,161 | 10T L 77,779
1938 - 66, 536 1948 : N 73, 256
1989 oo oo 68, 561 A4 66, 172
1940 e e~ __Z 61,800 1950 --69,117
1941 .- 57,121 " 1951 R - 63 00T
1942 . - ol _l. 48,469 1952__ oLl G0, 200
1943___ o o ell__- 48,655 1958 e 70, 124
1944 __ , e 80,073 A9BA ol 5,077
045 i 59, 661 1955 _____ , 78,480
DISPOSALS

Hvery appllcatmn received in thé Patent Office is u1t1mately d1sposed of jn one
‘of two-ways. If it is found that the invention disclosed in the application satis-
fies the reqmrements of the law and is patentable sdbject matter, the application
resulis in the issuance of a patent. If it is found that the application does not
merit the issuance of a patent, or for some other reason the applicant ceages hig
efforts to obtain a patent, thé application becomes abandéned. The prosecution
of every application is finally concluded by patenting or abandonment. The
termination of the prosecition of an application is designated as-a disposal,
irrespective of the manner of termination, because the Patent Office will no
longer have to be concernéd with the examination of that appheatlon :

The amount of time required to dlSpose of an appllcatmn vaiies with'the natare’

of the invention, the skill and experience of the examiner, and the vigor of the
prosecution. An application which discloses a simple invention can be disposed
of In less time.than one which disclogés a complex invention; a skilled and expe-
rienced examiner takes less time to dispose of an apphcatlon than an inexperi-
enced examiner; 2 persistent inventor consumes Niore time in the proseeution
of his apphcatmn than an inventor who readily accepts claims of reasonable
scope or readily drops the prosecution and abandons his ‘application when no
patentable subject matter is presented, The relationghip between the experience
of the examiner and his disposals is graphically shown below In addmon to
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"the factors méntioned ‘above, there has been, over a large number of years, a

.. steady decline in the nuinber of disposals per examiner per year. This can be
. 4ttributed to the faect that,”from year to year, inventions tend to increase in

"-eomplexity,

‘and at the same time the field of search constantly enlarges, thus

-7 mgKing it necessary for the examiner to consume more time in disposing of a

o ‘;ypic._al application. '{I‘hese factors are charted visually as follows :
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BACKLOG

The term “backlog” means the total number of applications pending in the
Patent Office. This total includes those applications whieh are awaiting action
by examiners and those which await action by the applicant. The term “examni-
‘ners’ backlog” ig sometimes used to indicate the number of applications which are
awaiting action by the Patent Office. B

The size of the. baéklog is directly affected by the two items of receipts and
disposals discussed above. As the Office obviously cannot control the number of
apphcatmns received, the only practical solution for the large backlog 11es in
increasing the number of digposals,

The relatmnshlp among receipts, disposals, and backlog is pictorially repre-
sented in the following flowsheet, based upon the ﬁgures for the monih :of
April 1955. The total backlog ‘of applications consiste of the sum of the con-

tents of both tanks, those awaiting action by the Office and those awalting re-

sponse by the apphcant The total backlog is 1nc1eased by the mput of new

apphcatmns and iy decreased by the output of dlsposals .The examiners’ actions

are the prime mover in the entire operation since they produce the disposals,

elther d1rect1y by allowing an application or indirectly-by rejectmg an apphea—

tion which-later become abandened. The number ¢f examiners’ actions 1s, ‘of
. ¢course du-ectly related to the size of the examining corps

TI-IE IDEAL CONPITION OF WORK

+The Patent Ofﬁce should be in position to act promptly upon patent apphca-
tions submitted to it and this objective can obviousgly only be realized .when. the
'exammmg staff is sufficiently large to maintain the backlog relatively smdll,
It is necessary that there should bg o backlog ‘and it should not he négligible in
size. ; A reservoir. of work for the examiners should be maintainéd in order to
: prov:de opportunity to equalize their respective workloads. In a8 much as
each applicant has 6 months within which to reply to an Office action, it is in-
evitable that the backlog will include & smable _group of applications awaltmg
Tegponse by the applicant.

It has’ been: thought that the ideal backlog of the Patent. Oﬁice would ‘be
approxunately 100,000 pending applications for an examining staff comprifing
about 850 examiner assistants. - A backleg of this size would, it is believed,
regult in the transinission of an action from the Patent Office o’ an inventor
within less than 6 months and possibly within 3 monthg of the date of filing of a
new application or an amendment to a pending application. This ideal backlog
is not a hyypothetical or theoretical goal but is practical and attainable within
a relatively few years if the Patent Office is furnigshed with the necessary man-
power for a voncerted attack upon the present workload. Looking to the past,
for example, as shown in the tabilation of applications pending as of June 30 for
each year back to year 1934;, we-see that for several year§ the workload approxi-
mated 100,000 applications. ' The relationship between the size of the worklgad
and the average waiting time for Ofﬁce actmns on apphcatmns ig Illustrated in
the chart on page 197 e

Pgtent a,ppltcatwns peﬂdmg on June 30 of year mdzcatedl

. Awaiting S RN Awalting
Total A : : 'I‘otal

Year : action by Year O ) ‘action by
pending ? (o miner s Cpendingd | ominer s

112, 576 39,226 | 1045, 116, 981 61,801

1086, 335 31,620 {j 1946_. 157, 861 110, 386

104, 085 33, 540 (] 1947 202, 623 130.116

169, 735 - 38,321 || 1948_ _. 233,174 148, 184

116, 041 45,723 || 1940 ___ 232,171 140, 711

113, 277 42,215 {] 1950_. 219, 334 124,823

110, 743 44,902 || 1951._ 201,382 108, 956

104, 957 42,112 || 1952__ 185,084 96, 836

95,265 46,239 || 1953. . 182, 650 98, B78

91,429 39,052 || 1954 104, 620 116, 382

94, 157 46,208 [} 1985 e aeoo. 221 872 139, 031

! Does not include allowed applications and design applications.
¢ Beginning with 1948 includes applieations In preexamining processes,
2 Inelades cases in whieh office actions were suspended under rule 103.
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198 AMERICAN PATENT SYSTEM

A program for reducing’thie present backlog to 100,000 pending applicdtions is
graphically indicated in the attached chart, which chart will be consuiered in
the discussion of personnel reqmrements which ig to follow

NEEDS OF THE PATENT EX’AMINING OPERATION

PATENT EXAMINING DIVISION NEEDS

The need for more eLaminers ' .

: Reduction of the backlog cannot be accomphshed by an immediate opemtmn
of mere mechanical routine. Skilled examiners only ean be employed in {his
work. Except in very rare instanceg however, as when an examiner resigng and
later returns, the Patent Office does not hire examiners. It employs qualified .
men and women and, over & period of years, traing thém to be examiners. There
i8 no training school or training course where a student can be taught to-be an
-examiner g0 that he can enter the Patent Office as a fully effective employee.

It has already been shown that some time is reqmred to train a new examiner
and-several years elapse before he reaches his maximum effectiveness. Hence,
-even if it is possible to employ many additional prospective examiners—some
Time must pass before the capacity of I;he exammmg corps to dlspose of 1ts Work -
i¢ materially increased. B

The program for reduction of the backloo' which is presently contemplate
-takes into aceount not only the problem of tramlng ‘but the difficulties of recruit.
ment under present-day. conditions, - It-will be noted that a buildup of the exam-
{ning corps in 3 years froth an average of 610 examimer gsgistants to 1,050 :
-examiner assistanis in' 1958 is ‘planned. This ig an increase of 440 in the average

number of examiner agsistants. While such an enlargement indubitably requires™
‘many adjustments,.this scale of change in gize of the examining foree is not ' =

likely, under présent eonditions, to present inguperable problems. Unter the
__-comparatively adverse conditions which prevailed during the last period of per-:

i :#onnel expansion (fiscal years 194649, inclusive), the Office was able to recrit,”

-7 train, and integrate into the ewcamlmng operation 606 new examiners W1th a
- resulting increase of'856 in the average gize of the examining corps, - Lo
i .:'The backlog-reductmn program is planned. to span an-8-year period. Theo-"

retlcally, assuming the availability of more gnalified manpower and a-comien- -
surately larger appropriation, the objective of attaining an optmlum backlog
of about 100,000 pending applications could be achieved sooner. ~ We beliéve,”

Jhowever, that the charted plan for the- enlargement of. the examining staff con-- j": A
templates a rate of increase which is about the maximum posible under present’

conditions, partlcularly when - the extraordu_lary demand for young technical ::
;graduates is kept in mind. -Algo a faster rate of staff increase would tend to -

-disrupt operations and. ‘créate new and difficult problems. On the other hand,

-a'program of lesser magnitude would seem to be unrealisti¢ in that the cons1der-;'.
able pubhc demand for more expedltmus actwn by the Patent Ofﬁce Would not—' =
be-mef, T

cAbout’ 5 years of operatlon at the planned ‘maximum- staif level ag mdlcabed o

in the attached chart, would put the Patent Office in a condition Where reduction
-of personnél would be in order. Instead of mass involuntary separations, as
“would be necessary if a faster and greater enlargement of staff were experienced,
‘the reduction could be accomplished through attrition without disturbing effect.
By this process, the staff could be reasonably permitted to adjust to the size
thought to be necessary to hold the number of pendmg s.pphcatmns at an
<optimura. volume.

The fundamental assumptions in planning the aforedescribed examiner per-
-sonnel requirements are that new applications would be received at the rate -
of 8G,000 a year and that the average number of application disposals per exam-
‘iner could be sustained at 95, .

The need for an improved fob classaﬁaatw% amdl salary stmotwe

‘The Patent Office salaries are, of course, not those which are paid by industry,
-egpecially in the higher grades. If this situation eould be improved, it would
‘have a considerable effect in inducing eXaminers to become career employees,
of the Patent Office and not merely to regard the Patent Ofﬁce a8 a steppmg
-stone to better opportunities.

A recent survey has shown that the average examiner does not reach his full
potential in work output uniil he hasg had 8 years of experience in the Patent
Office. A newly appointed examiner, during his first year, turng out only 31 per-
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cent as much work as the experienced examiner in terms of application disposals. '
(See chart on p. 12,) 'This difference in production capability, from the stand-

point of cost per disposal (1954 salary rates), is represented by $62 per applica-

tion Gisposal by the experiencedl examiner as agalinst approximately $107 per ap-

plication disposal by the first-year examiner. This does not take into considera-

tion the appreciable costs involved in the replacement process, such as the cost of

recruiting the new examiner, trdining costs, the additional supervisory time

required, the cost in terms of the time of others who interrupt their own work,
to help the new man with his searches and other technical problems, and the

intangible cost in termg of work of poorer quality.

All this means that the loss of experienced .examiners through turnover is
extremely costly to the Patent Office from a work production and monetary stand-
pomt Yet the record shows a tendency for more and more expemeuced exam-
iners to leave the Office for other eniployment.

During fiscal year 1953, 47.5 percent of the patent examiner turnover occurred
in - grades GS-11 and GS—12 while during the fiscal year 1954, 60.8 percent
occurred in these grades, in comparison with only 9.7 percent in 1948. ‘When an
experienced examiner is replaced with a new man, the loss in production (i, e,
disposals) amounts to 69 percent durmg the ﬁrst year., In other words, the
separation of 100 experienced examiners results in the loss of 69 man-years of
production during the following year, if replacements are secured. During
the 8-year period required for the new examiners to reach their ultimate potential,
the total production loss amounts to 171 man-years for every 100 examiners.

The existing grade structure of the Patent Office offers little in the way of
promotional incentive for the examiner whe has reached GS8-12, due to the
extremely limited number of (8-13 positions available. Under present con-
ditions, few examiners can expect to advance beyond grade GS-12, and those
who do are, on the average, nearly 49 years old by the time they reach GS-13.
(See attached graph showing the distribution of examiners by age and grade.)
Thus, many examiners find themselves stymied from a promotional and salary
standpoint dJuring the very period that theu' :Eamlly finanecial responsibilities are
at their peak.

One factor which substantially 11m1ts promotmnal opportunity m the upper
grade levels of the examining corps is the low salary rate presently authorized
for the Commissioner of Patents, the Assistant Commissioners, and the head
of the patent examining operation, If it were pogsible to provide executive
galaries for the Commissioners, as recominended on page 207, the way would be
open for appropriate adJustments in the exammer position grade structure
correcting the above-descmbed conéhtwn ' .

The need for improved physical facilities -

Additional space—Before the Patent Office wag moved to Richmoend in 1942,
the area per employee in the Bxamining Divisions was approximately 150 square
feet, This space was so arranged that each assistant examiner bad his own
window for purposes of Hght and ventilation, and ‘the Chief of the Bxamining
Division, with proportionally greater space assigned, nsually had 2 windows.
As the Commerce Building is constructed, this meant that each asgsistant exam-
iner used office space equivalent to approximatély T feet of ontside wall length
and the Chief used twice that amount. In addition, partial partitions afforded
each examiner a degree of semiprivacy. 'With this arrangement, each examiner
was free to place his own desk in a position to meet his own needs or desires
and there was some measure of semiprivacy. This was found to be satisfactory
and provided each division with proper surroundings in which to work. as well
as the gpace needed for search files..

Within the Commerce Building, addltlonal space should he prov;ded S0 that
the Patent Offiee might - attain substantially the same working conditions as
obtained prior to 1942, and all of the Patent Office units should be located in the
north portion of the building.. -Most of the formherly eontinuous space which.
the Patent Office: occumed before its transfer to Richmond was broken up into
offices of various sizes during World War I1, . All space assigned to the examining
operation should he subdivided .in sueh a manner that it would afford each
‘examiner. assistant a semiprivate room. - Hach such room:should be at least
7 feet wide along the outside wall and should include a window, - The room:
asgigned to each primary examiner should be apprommately twice this size.

The condition of several examiners working in large rooms is not conducive to
.the most satisfactory work because of frequent disturbances and distractions. In
 doing their work it is frequently necessary for examiners to confer with each
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other or with the applicants or their attorneys. = Suitable gquarters should be
provided for conducting these conferences and-interviews so as to avoid disturbing
‘other examiners,

Furniture and eqmpment ~-There is an outstandmg need to refurnish the
examining divisions. Their present furniture and equipment consists of a
conglomeration of pieces accumulated over a number of years and is predomi-
nated by shoddy items of wartime eonstruction and castoffs and discards of
reduced or liquidated agencies which the Office was permitted fo obtain through
the surplus property distribution system. The newest and most modern itemns
in use comprizse special types of filing equipment which have been obtained
through new procurement under the search-file modernization program. On the
other hand, many items in use date back many years and were already old when
brought with the Patent Office to the Commerce Building in 1932,

New furnishings are needed to give the Examining Divisions an appearance
commensurate with the importance of the work earried on there; to:provide an
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atmosphere in which public business may be conducted - which does not engénder .
digdain for the Government representative; to engender pride rather than
embarrassment by the employees in the condition of their working environment
and thereby add to the stability of employment and obtain the other benefity of
this human factor affecting productivity ; to provide a greater degree-of functional
utility and flexibility in use of property than is now possible; and to achieve
the higher standard:o¢f outfitting comparable wiith what appears to prevail in
many other less.-venerabie bureads of this and other departments. | :

The most important need is for air-conditioning, preferably. a -centralized.
system but, in the alternative, individual room air-conditioners of modern degign
and adequate capacity. Very few Examining Divisions have been provided with
air-conditioners and some of these are old, noigy, and of inadequate capacity.
When working they do not properly cool the air-and they are so overloaded that
breakdowns are frequent. . The Commerce Building was the last large building
te be erecied without air-conditioning and, in recent years, much older buildings,
such as the Treasury Building, have been: air-conditioned. . By presemi-day
standards, air-conditioning is essential not-only for comfort but to-sustain the
efficiency of the worker, which otherwise is materially reduced because of the
discomfort of summer temperatures.. Finally, it is a source of irritation to
inventors and attorneys who come to Washington for a full day’s work in the
Patent Office to find that working in the Office is almost unbearable becauge of
h1gh temperature and huml(htsr s

) DESIGN E‘XAMINING NDEDS

Iﬂtmductwn

S Pegign examining preseuts umque problems of its own De51gns are generallv
more highly seasonal in nature than most inventions and, unless prompt action
can. be:given on apphcatxons filed, .their usefulnesg to inventors-and to the indus-
tries represented i is quite frequently lost. Thus, protection for many meritorious
design inventions is not gought, ag the mventors feel that if they must wait an
unduly great length of time for patents to issue, they are are of no value to them
and the very basic purpose of the patent statutes,r to promote the useful arts, ig
defeated. This is particularly true in the case of highly seasonal arts such as
costume jewelery, dresses, fabrlcs, and the Ilike. -In such arts prompi action
encourages filing of applications in: greater numbers, :

The need for more design examiners

At the present time, the design divisions have a staff of 14: examiner asmstants,
a backlog of 6,700 applications and the oldest dates for both new and amended
applieations awaiting action are over 7 monthg hehind. . The waiting period for
Office actions should not exceed 3 months on new and 2 months on amended appli-
cations in order to give the inventor and the public proper service. On this
basis of requirements, the design divisions neéd enough manpower to keep even
with receipts and to reduce the backlog within 1 or 2 years to such an extent
as to thereby reduce the waiting time for actions to no more than 3 months,
Toxr the past 3 years; new design apphcatlons have been filed at the rate of
5,600 per year. The ayerage disposal per examiner is now 310 applications per
year, so that it will require approximately 18 examiner assistants to dispose of
applications as fast as they come in, an increase of 4 examiners over the present
force, It can be computed that a backlog of 5,100 applications distributed among
18 examiners, will result in an . average waiting time of 3 months. In order to
keep even w1th receipts and reduce the backlog to 5,100, a further but temporary
inerease in the number of examiners is required. If the backlog is to be reduced
OVer a penod of 2 years, & temporary increase in force of 3, in addition to the
permanent increase of 4, would be needed. .. -
Thege (:Omputatwus are based on productlon rates of examiners of average
. ability and experience., A new design examiner, during the first vear of his
employment, can be expected to produce abont 50 percent as much as the average

'-expenenced examiner. In order to offset thiz diiferential in productivity with-
ol unuecessarily enlarging the examining staff to achieve the backlog reduction,
it would be necessary to utilize the services of experienced examiners on an over-
time basis. This, in effect, would augment the productwe eﬁort without over-
expanding the exammer fOrce .

The need for improved physical facilities -

- Additional ‘2pace~—At present, the design d1v1swns are loeated in the south
end. of the Commerce Building at a considerable distance from ‘most patent. ex-~
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smining divisions and in guarters which are, for the most part not’ pa1t1t10necl
into rooms. Thig is undesirable and meﬂiment The design division should
'be located within a reasonable-distance from other divisions and units of the
Office’ with which they have to deal frequently and they .should have regular
rooms to properly 1s01ate exammers fl()m each other and from the clencal and
typing section.: ° ;
‘With the present force in the present quarters, two of the examiners are not
provided with individual window space -and the clerical section is somewhat
crowded. If the examining force were énlarged a -corresponding increase in
floor space and windows would be requlred to prowde adequate Workmg con—
ditions, ;
At present the typing and clemcal sectmn ig located between the two de51gn
examining divisions and such a central'loeation of the clerical unit, with respect
to the total design examining force, should. be preserved. - .
- Purniture and equipment—The furnituré and equipment needs of. the demgn.
divisions: are, in general, the same as the needs of the patent examining divisions
and reference is made to the d1scuss10n of th1s subjéect on pa,ge 200. .

CLASSIFICATION NEEDS
Introduction : s

Classification is the system of organizing prmted d1sc10sures of 1nvent10ns '
particularly in issued patents into search class, each class being complete as tos
some restricted phase of the technical arts. The classification system may be
called the “finding” system for prior art, and the easé and perfection with which
the prior art may be uncovered is dependent upon the quality of the classification.
Since the Patent Office has about 7:million copies of United States: and foreign.
patents and other reference material, the subdivision between the various files-
must be'exceedingly fine otherwise the examiner would lose much time examin-.
ing patents the dlsclosures of Whleh dare only generally pertment to the inven--
tlon being searched,

*-The emphas1s on’ Cl&SSlﬁCﬂthIl may give the 1mpress1on that some patents are
uneclagsified, - Theie is no.'such thing as an unclassified United State patent.
The ‘problem: is how to improve and render more adequate our classification so
- that each’ patent will ‘be inc¢luded in a relatively small.and clearly defined group
so that valuable time will not be needlessly consumed in reading of patents the
disclosures of which are not closely relevant to the invention under considera-
tion. At the p1esent time the more than 2,700,000 United States’ patents’ are
classified in 307 main clagses and over 50,000 subclasses. - "A class, particularly
one not recently revised may consist of only a few subclasseés or, in the case of
each of two- thoroughly revised classes, may comprise more than a thousand sub-
clagses. One examining division may have asmg‘ned to it a portion only of a
single class. On theé other hand another examining division of the same size
may examine applications dlsclosmg mventlons which are classuﬁed in moré than
a dozen complete classes:

. With' the growth of the various’ arts,’ ‘classification’s at one time ‘adequate
beeome obsolete both by increase in the number of patents in each subclass as well
a8 by the appéarance of patents disclosing innovations unknown when the clas-
sifications were-originally set up. - A moderately active class should be reclassified
_ at least every 15 years while an active class such as carbon chemisiry should be
almost continuously worked upon.

. Unfortunately, the Patent Office due to itg backlog of’ patent apphcatlons has
never been able to spare 4. sufficlent ninmber of patent examinérs to adequately
accomplish the task of reclassification so that today most clagsifications reflect
the state of the art of several decades ago For example, radic recelvers and
transmitters were last classified ofﬁmally in'1912.

The result of this obsolescence in c¢lassification has been a major factor in
the steady drop in the productivity of examiners as revealed by the production
records over many years. The Wallace Clark report on the l’atent Office (1948
.30 (a)), concludes : : .
. “We believe that reclasmﬁcatwn of pnor ‘art i the mogt 1mportant néed in the_
Patent Office in that it affeets both the gquality and quantity of the patent examniin-
ing operation. No effort should be spared to find and place in th1s WOlk the ‘best
talent in the Office,”

The possibility of perfecting Some method of searching with the aid of ma-
chines cannot justify postponement of an accelerated program.of reclassification
since the patents which disclose any given subject matter must first be divided
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into groups as:a preliminary step in any mechanized searching plan.. Clasgsifi-
cation is a2 long step in this direction. This conclusion was also reached by the
-Bush committee’s report to the Secretary of Commerce (1954) which concluded

p-11):

““Et might be thought, offhand, that mechanizing would decrease the need for
-reclagsification. On the -other hand, the introduction of machinery involves
coding, and a basis for this is found in the system of classification. - The com-
mittee hence conclude that the:reclaggification program should be accelerated.”

" The report of the Committee on Patent Office Procedure made to Secretary

Herbert Hoover in 1926 sumsup the need for clagsification in these words (p. 44) :

“The fundamental tool of the patent examiner is an accurate and comprehensive

clasgification of all domestic and forelgn patents and scientific literature. With-

. .out thig tool, the work of the examiner is needlessly prolonged, insufficiently. and

.inaccurately done, and ltigation increased. .

“The lack of proper classification of patents is one of the most gerious obstacles
‘to the work of, the fechniical divisions,” -

The Wallice Olark Co. consultants estimated that 65 percent of the then
2,467,000 United States patents reqguired reclassification. - Updating these figures
to reﬁect 1ec1assxﬁcat10ns now compléted indicates that 62 percent of the 2 700,000
‘patents now require reclassification.

. D*;perlence indicates that foreign patents can be grouped into newly ereated
subclaf-',ses in about 10 percent of the time required to create subclasses of United
“Btates patents.. . -

. 'The present’ clasmﬁcatlon of demgn patents is moré or lesy uf a hodgepodge,
Lwith numercus ¢verlaps and m1sasmgnments and is sorely in need of reclassifica-
tion on a sound basis. Delay in this mattér will only further agzravate the
.already bad condition and make for, 1ncreased difficulty in conductlng searches
1nthede51gnarts S ; . . e

-Theneed for more czasmﬁcanon ema,mmers

The need for addltlonal 013351ﬁcat10n examiners to complete the 1ecla351ﬁcatlon
-of all patents réquiring’ revmlon in c1a531ﬁcat10n is hest shown graphleally in the
‘chart fdcing this page.” ™’

L PReforegoing chart is based upon the est:u:n ate thit 141 c1a351ﬁeat10n examinérs
would be required to modernize the classification of patents within a period of 6
years. An additional 5 Exaniiners would be required for about 3% years to

saccomplish the needed complete. recla.smﬁeatmn of design patents. . . - ..

More personnel:is needed, also, to enable the classification group to carry on
_other activities which are now eonducted.on a very limited scale relatwe_to Office
.heeds:and to provide for certain activities recommended to be cairied on by the
. elassification group. It is estimated that 20 examiners would be needed to pro-
“vide adequately for such current duties ag resolving jurisdictional dlsputes con-
‘cerning the assignment of applications for examination, réviewing. issues .of
‘patents for the propriéty and adequacy of cress—references, maintaining an alpha-
hetic index to the classification. of. patents, and answering inquiries regarding
‘clagdification, fields of search and related matters. Further personnel. requlre—
ments would.exisg if the classification group were to be responsible for and in 2
,(.Ondlt}.()n to elasmfy forelgn patents and perlodmal literature as received., This
‘activity would require 13 additional examiners, 6 translators, and 10 readers.
Enlargement of the staff of classification examiners in the number indicated above
“for-all.activities presently conducted and proposed would necessitate the employ-
‘ment of additional clerks for the -Serviece Branch of the. elassuﬁcatlon group.
About 35 more employees wonld be needed for this Branch, S .

T he need for an vm,proeed salwry structure’’

“The salaty stricture of the class&ﬁcatmn exammers is generally comparable to
“the malary structure of the patent exaniners and the need for readjustment is
‘just as great in the former as in the lattér. The need for an improved salary
structure in the patent examining operation has been covered above and reference
'is made to the discussion of thig subJect on page 199 Wh1ch is equally apphcable to
the clagsification operation. . o . e

The need for tmproved physical facilities
Additional space-~Reclassiffcation work faquires 2 high level of ‘concentration,
good light, and freedom from interruptions. This is further complicated by the

bulkinesg of storage files for patents Tequired to be at hand.  Unléss an examiner
_h"lS an alea of at least 100 sguare feet and an area of 50¢. square feet of 1mme—
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'

: dlately accessible ‘storage space; -his production: will be .adversely - affected
* Bimilarly, a clerk doing reclassification work needs at least 80 square feet of space
plus 40 square feet of storage space to handle the large volume of patent coplee
being worked on,

" If an'expanded reclassification program of the magpitude discussed above Were

“embarked -upon, the- area necessary +to house the -classification examiners and
their assistants and supervisors-would be 27,750 square feet and to house the
'elerlcal staff would be B, 500 square feet fora total of 36 250 square feet.

l\EnDs OF TRADEMARK EXAMINING OPERATION

. PERSONNEL NERDS

The tradermark exammmg operatmn presently eonsusts of 46 exammer posi-

tions of which 3% are examiner assistants agsigned in'8 examlmng divisions and
2 are classification éxaminers, This total force wh1ch is less than the number
employed 2 years. ago, is considered adeqguate, in view of recent simplification of
examining procedures, to cope with the pending backlog of applications,” With
‘the present foree, it shoilld be possible to reduce the number’ of applications
awa1tmg consideration by the examiner to the’ pomt Where actwn can be taken
in about 2 to 3 months of receipt in the Office.

) Reqmrements in connection with inter partes praetlee, however, must be ¢on-
sidered as ‘a separate matter. Marks sought to be registered on the Prinecipal
Register, established under the Trademark Act of 1946, are publishéd on allow-
ance by the examiner to give anyone who believes he Would be damagzed hy the
registration of the mark an opportunity to oppose its registration. Over 7 per-
cent of the pubhshed marks are opposed.’ Durmg the past year 1,182 oppositions
‘were fled. Proceedings in such cases and in other types of contested cases
(including interferences between pending applications, proceedings to cancel a
registration, and concurrent-use proceedings). entail consideration by trademark
examiners of interferences, In the past year over 1,500 inter partes proceedings
were instituted and the backlog increased by more than 100 to a total of 1,474
cazes pending June 80, 1955. In order to keep abreast of this work and reduce
,the time to dispose of contested cases, one adchtlonal examiner of interferences
is reqtured._ St e R L
I smem AND EQUIPMENT NEEns -

'_[‘he reqmrement “for additional 'space and need for {rproving the physmal
working environment previously expressed (1. 200) in eonneection with the patent
‘examining operation dpply with equal cogency ito ‘trademark examiners. Par-
‘ticular needs exist for expansion of the present search room- and increasing the
amount of space availablé fo the Trademark Service Branch. Enlargement of
the search room by 5,000 square feet would relieve the présent congestion of this
important area, Whlch is used both by examiners and the public for searching
trademarks, would contribute to increaked examiner eﬁiclency y and  would
provide space ‘needs for guite a few years m the future to aceommodlate about
16,000 néw. registrations annually.

More nearly adequite space’in the Servme Branch’ Would permlt the' arrange-
‘nient of constituent operating units to facilitate the flow and improve the handling:
-0of work. ' Because this space is also Used in part by the pubhc for inspection of
applications aud other files and records, erowding is a- nateridlly disturbing
and adverse-condition. ' A'desirable layout of the clerical opéritions, with appro-
-priate congideration given to the volume of pubhc traffie and expansmn in the:
¥ears to come in the volume of fecords and’ ﬁles, is estlmated to reqmre an addl—-
tional 7,000 square feet, as a minimum. . .-

More space would be needed. to accommodate an addltmual exam_mer of mter»
‘ferences, if action is taken- to meet this previously indieated. personnel requlre-
‘ment, and more nearly adequate space should be prevuled the Dresent examiners.
_and clerical staft,

‘The’ conditmn of furniture and eqmpment and needs of the trademark—exam—
ining operation are also, in general, the same ag those expressed for the patent
. examining operatmn (see p. 2003,

.+ NEEDS OF :OTHER ORGANIZATION - COMPONENTS OF: THE PATENT OFFIOE ;

'I‘he pree dmg port ‘of. thls paper cover the patent ‘and, trademark exam--
ining’ operatmns comprising ‘all‘the ordmary examining functions of the Patent
‘Office. " The néeds of the other cemponents of 'thé Office will be covered below-
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under the general categories of manpower needs; need for an improved salary
strueture, the need for addmonal space, and furmture and equlpment needs.

MANPOWER. NEEDS
Oﬁice of the Solicitor
A major program to reduce the backlog of pendmg apphcatlons 1:0 100, 000 cages
would necessarily add to the workload of the legal staff of the Patent Office so
that 1 additional law examiner would probably. be needed.

Board of Appeals :

© The Patent Act provides that when a patent examiner rejects an applieation
for patent the applicant may appeal to a Board of Appeals (35 U. 8. C. 184).
The number of appeals filed, hence, is related to the number of applications in
which claims are finally rejected by the patent examiners.. With enlargement
of the examining corps and intensification of effort to dispose of applications and
reduce the backlog, it is inevitable that the workload of the Board of Appeals
will inerease. In view of this and the large workioad now confronting the Board,

- it will be necessary to provide additional manpower on the Board of Appeals.

The Board of Appeals now comprises nine examiners in chief (the Commig-
sioner and Assistant Commissioners are also members of the Board of Appeals
but in practice their other duties prevent them from acting regularly in deciding
appeals) In view of the large volume of appeals, Congress authorized the Com-
migsioner of Patents (Pubhc Law 452, 8lgt Cong.) to augment the Board of

' Appeals

““Whenever the Gommlssmner COnS1ders it necessary ‘to mainiain the work
of the Board of Appeals current, he may desighate any patenf examiner of the
primary examiner grade or higher, having the requigite ability, to serve as exam-
iner in chief for periods not exceeding 6 months each. An examiner so designated
shall be qualified to act as a member of the Board of Appeals. Not more than
one such primary examiner shall be 2 member of the Board of A]}peals hearing
an appeal (35 U. 8. C. 7; Public Law 452, S1st Cong.).”

HExperience during the last § years has ghown that numerous and repeated
temporary designations must be made in order te even approach maintaining
the number of appeals on hand at a reasonable figure. The following tabulation
shows the number of patent appeals which were filed each calendar year during
the last 5 years, the number of appeals disposed of, the number of appeals on
hand at the beg1nnmg of each year, and the number of persons workmg on such
-appeal Work . .

. L i Appeals dispased of 1 :
. Op hand a$ | cola: ] - |, Hppeals dispose : ;
Year beginning 'A.Iﬁ})g&ﬂs : . e s Nugle)gr of
) of year i Dismissed Deeided Total -
a5 | .. sesrl gl L nem| a1t e
3 088 iesa ] 9gss 3 355 433 BT
T 8,405 © 5,352 2,457 2,778 8, 235 - 16,0
g2 - o 473 - 2, 258 - 2,259 © . 4,617 " 13.5
3,140 1. ... 4354 | 3,284 . 1, 777 4081 - 1LD
dos | T S I

- As wﬂl be geen from the table the appeald filed durmfr tlns permd averaged
4,586 per year and the appeals disposed of averaged 4,470 per year. The number
of men serving on patent-appeal work during this period averaged 14 per year.

With all mdleatlons being that the volume of appeals filed will increase, it will
‘be necessary to continue the practice of designating examiners to serve temporary
tours of duty on the Board of Appeals. While this measure ig highly desirable as
a means of adjusting manpower to take care of peak periods in fluciuating work-
Toad, it is felt that there should not be such a large oumber-of temporary mem-
bers, One reason is that these men are removed from their other duties, which
‘disadvantageously affects the work of examingtion in the division from which
they are drawn. It is, accordingly, proposed that the permarent members of the
"“Board of Appeals be increased by 3, raising the number from 9 to 12, .

Whl]e the data submitted ahove shows that 12 members are not sufficlent to
carry on the work of the Board of Appeals a membership of 12 permanent mem-
bers will reduce connderably the number of temporary members and will allow
for the possibility thiat when the task of reducing the backlog of applications
pending before the examiners is accomplished, the number of ‘appeals filed may




206 AMERICAN “PATENT SYSTEM |

decrease to such extent that 12 permanent members can carry the load.. -Since
the size of the Board of Appeals is fixed by statute, legislation will be necessary
to change the number as proposed. The relationship of such legislation to the
program of the President has not been ascertained. An increase in the Board to
12 members would also necessitate some mc‘rease in the number of omplovees
in the Service Branch of the Board. L . .

Board of Patent Interferences

Although the Board of Patent Interferences has been failing somewhat behmd

in its work, it appears that the presently officially designated staff of 8 examiners
of interferences and 1 patent interference examiner whose duties are principally
concerned with interlocutory matters might be sufficient to handle the workload
if all 9 spent full time.on patent interferences. This has not been the case within
the past several years because of temporary detailing of members to trademark
interference work, Board of Appeals and other ﬂpecml dutles

Offire of Pes'em“eh and Plunning’

This is a new componerit of Patent Oﬂiee orgammtlon set up to consohdate
'functions relating to methods development and planning for lmprovement of
‘operations and to carry on research relative to the use of machines in making
patent searches.” Personnel requirements for conducting these functions, go far as
can be determineéd on the basis of preliminary opérations to date, call for a plan-
ning group of 8 and an ultimate staff of 28 of which 15 would be assigned among 4
or § task groups engaged in specific studies; 3 would have relatively fixed and
continuing assignments in specialized management advisory ﬁ_elds_; 5 would be
technicians employed in operating and maintaining data processing and other
complexX equipment ; and 5 would make up the secretarial and clerical staff gerving
the planning group and technical staff,
* 'The space requirément of the Office of Resedarch and Planmng assocmted with
‘the full complement of personnel discussed would total 5,000 square feet. Of
‘this, 1,500 square feet would be used to accommodate mechamcal and electronic
equipment found suitable to utilize in patent sealchmg A8 equipment of this
type generates considerable heat, this space should be equipped with refrxgera-
tion, About 25 tons’ capamty is est1mated to be reqmred

Admzmstmttw smff, augilicry 'pateut services atd clericel oper ahows

* A’ considerable ‘number of dctivities are essential to support ‘the exammmg
‘operations which ére the statutory functions of the Patent Office. " These activ-
ities comprise the staff and housekeeping services, on the one hand; and .the
-aneillary. patent services on the other. The latter would be paltmulaﬂy af-
fected by ienlargement of the examiner staff and intensification of examining
effort -to dispose of pendlng abplications. ‘These infhiendes would be manifest
in vrorkload increase in such matters as the number of pieces of outgomg mail to
‘handle: corrections to drawings to be made; abandoned files t6 remove from
'examlmﬂg divisions; final fées to receive, aceount for and dep051t, patent grants
‘to prepare files to prepare for the prmter ‘patent copies to receive, dlStI‘lbllte

.and p]aee in storage for sale; search copies of patents to be placed in examiners’

‘Ales and it the search room for public reference ; the number of copies of patents
‘to withdraw from stock -and mail to customers or furnish to other users; the
‘volume ¢f photographic prints of documents prepared. on orders from attorneys
and others; the number of assignmenis of patents to record, ete. Additional
;personnel Would ‘be required to handle these -increases in work Whmh would have
an impact’on all-of the services branches, .. It is estimated. that 64 more employees
would be needed in this connection: The staff and administrative ser vices would
‘also-have additional personnel needs to cope with-the greater workloads gener-
-ated by new-employment and enlarged organlzatlon Probably another 40.or 80
mme would bc reqmred in these act1v1t1es [ S

THD NEED FOR AN IMPROVED SALARY STRUCTURE

The salaly of the ‘Commissioner’ of Patents, whwh is cmrently $14 800 is
thounght to be madequate in view of his many. responsibilities. A considerably
higher salary is thought to be Justified. Froi the standpoint of their vested
.responsibilities, the First Assistant Commissioner and the assistant commissioners
rank just below the Commissioner and their sdlaries should be fixed in proper
relationship, with the salaries. of the Commissioner,, .. .

Except for. fhe position of "Selicitor which. is class -in_grade GS—16 ‘the
highest grade that A career- employee can Rope to ‘attain within the compehtwe

3
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.gervice -in-the Patent. Office: is . G8-15, paying $11,610.a year. There are 12
posmons in th1s grade. A pmper salary structure for the following key posmons
in the Patent Office, recoghizing the relative degrees of technical and admlmstra-
t1ve respons1b111t1es of: guch- posmons should be promded . !

C'omrmssmner of Patents,
First Assistant Commiissioner of Patents
- Aggigtant commissioniers of patents (2).
. Head, patent examining operation..
Members, Board of Appeals (9 at present, 12 proposed).

:'In view of the statutory limit on the number of supergrade posmons, eongres-
-siongl action would be necessary to.accomplish these grade changes

THE NEED FOR ADDITIOl\AL SPAOE
) Sohmtw _______

. .The space reqmrements ‘of the Solicitor’s’ ‘Office, including an additional lgw
"examiner, would be 6 rooms, 1 for each member of the legal staff, plus 3 rooms for
- ‘the b or posmbly 6 members of the secretarial staff, . These rooms-should-all:-be

. located adjacent to each other and should also be adjacent to. the law library

of the Patent Office. "o order to provide for the expamsion reasonably to be

‘expected within a period of 10 or'15 years, the law library should have approxi-
- mately: 50:percent more: space than at present. ’I‘he Sohmtor if:8 Ofﬁce should be
-located convenlent to-the. Gommlssmner’s oﬂiees. : S :

Board of Appeals’ : :
© All the rooms asmgned to the Board “of. Appeals, mcludmg puvateloﬁiees,
hearing rooms, waiting rooms, Selvice Bianch, and Secretarial offices should
be located together for. most. efficient operation. .The private offices of the
Board members should be loeated iR pairs with & connecting room occupied
by two. gecretary-stenographers. The two-hearing rocms- shouvld .be-located
together with a.common waiting room, . -Suitably arranged space for the Board
of Appeals would require a-total-of about 13 000+ square feet :

Board of Patent Ime)rferefncea e A : :

.. At the present tlme, 6 exam ers of mterference work 2 na’ 1‘00m and 1.
works in the hearing room when. hearings dre ot being conducted In view
of the technical work performed and concentratwn requu‘ed the ‘intérference
.examiners should be provided private offices, Other facilities are needed to
carry ot the duties of the Board properly. These include a room of guitable
size for conducting’ final hearings; a room of similar size for the use of the
primary examiners-in conducting. interlocutory hearings; a reception room for
attorneys waiting for a hearing or interview’; a library; and, finally, a confer-

: ence room and a general-purpose room: for ﬁles, exhibits,. etc :

~Bervice functions for the Board.are performed by the Docket Blanch of
the General Serviees Division. In. view of .this. close relatwnshm, the gpace
~requirements of the: Docket Branch.are expresged here.. . Space-for 20. employees

-should. be provided .in . order to.prepare.the Docket Braneh .for a, maderate
.increase in. work,. The-head and assistant head of.this Branch - should each
have a. private: oﬂice -8 room .-should .be set asuie for mse by .attorneys’ who
have freguent.: occaszon .to study files. swhich are in. the custody : of the. Dot ket
‘Branch ; a file room is needed . for. eurrent files, exhibits, ete. :

These roomg . .chould ‘be loeated .close to each -other. for most eﬁiclent and

- convenient ‘operation -and be in close prox1m1ty 0 the Board of Patent Inter-

-'ferenceg : 'I‘he total . spaee reqmrement expr:essed hene amounts to. nearly 10,000

-square;le cat T HETEURERIRY :

' :Admmist

CA need for more space For ad: i) ve staff and serv1ee actnutles Would
-palallel the hecessary 1nc1eases in '1sonne1 for these aetlvltles éenerated
by expansion of the examining 0pe1at10ns Most of ‘the added iegiréments
"would be necessitated by expansion of the 11 branches comprising the General
‘Serwces Division, Whlch prowdes the supportmg material and auxiliary patent
“services. 'The ‘total space required by the Division, ewzcept f01 the’ =-'o1ent1ﬁc
“library and public search TOOM, amounts to 166, 45 souare feet. | T'his is 40,000
square feet mpTe" than ‘the plesentlv avallable space and’ would provide ‘not
only office room for wdditional émployees, ‘bat needs for conﬁerence “Toonis,
files and records, equipient layouts, ete., ‘a8 well, ‘and remedy the' existing
deficieneies in mdxwdual working-space conditions.

68832—56—17
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Enlirged space 1s'needed Tor the scientific lib¥ary’ and public search’ room
due to-a centinucus increase in- United Stated and foreign patenfs and acces-
" gions of books and periodicals, and greatly ‘enlargéd public uge of these collee-
tions, Important programs such as the translation and distribution of foreign
patents and on-site binding of patents and periodicals .cannot be fully developed
without the availability of necessary. space.. Rotatmn of abandoned and pat-
ented files within available space will obvmte the need for any increage for thig
purpose.

An increase of Space needed to cover requ 'ents of the sc1ent1ﬁc library
.and public search room for the next 20 years is shown as follows 1n comparlson
Cwith' present‘ condmons

[Squere feet] i

e

e
* Publicspace.
Staﬂ (work spacs mcluding equipment)

A otal ol 10;000! sdualre féet of-additibnal:space:would: provide-for:the rela-
tively small increase in personnsel of theiadministrative and staff activities that
would accompany substantial enlargement of the examining and related service
_operations.. Thig space would also provide for. long ex1st1ng needs for conference,
lecture, and trammg rooms to serve all d1v1310ns -

FURNITU’RE AND EQUTPMENT EEDS

'I‘here is need for-a comprehenswe progrs.m of furmture replacement ancl need
for ‘adequate air cond1t1on1ng At alllevels:: ~For iéxample, there-is no air’ condi-
tioning of hearing rooms;  the Tootg of ‘the Board: of Appeals, the rooms of the
Board of Patent Interferences, the supervisors’ officeg, fhe rooms oceupied by the
-administrative d1v1s1ons, General Services D1v1s1on, scientfic library, or search
‘room.. Moreover, in the Admlnistratwe and’ General Services Divisions there is
need For new and improved mechanical equlpment ‘and’ replacement of obsolete
_and worn-out mechanicéal eqtupment ‘There is general need for improved light-
ing, both of the overhead type and of the desk type, and rugs should be placed- on
the floors of the rooms oceupled by the hlgher oﬂimals of the Patent Oﬁice ’

: 'J.‘he Patent Ofﬁce expects to be housed in the Gommerce Bmldmg qn: w]:uch 1t is

"ho'w located and'it i is expected that, as the staﬁ mcreases, add1t10nal space m thls
“huiilding will be allotted fo the Oﬂ‘ice :
" "The history’ of’ the Paterit’ Office has beent one eharacterlzed by contmued growth
“through the years,” “An expanding economy;’ growitg population, and inéreasing
“research will reguire further expansion of the Patent Oﬂice ‘The-demand - for
"gpace Will inéréase with'the passing yéars and'the’ demand way ultimately excesd
the space limitdtions ‘of ‘the Qominerce Building and the' eonﬂletmg requirements
. of other agencies. If this gitudation should’ matenahze {t-would:become necessary
to formiuilate plans for a'building to houss the specmhzed funetions and operations
_of the Patent Office. " An architect dedigniated to work closely ‘with the Patent
“Office oficialy conld: design a building furmshmg ideal working con(htwns “Buch
a building should provide for a moderate increase in operations and be go' designed
and constructed as to permit of horizontal and/or vertical.expansion.so ag -to
: take care of eventual growth over 3 period of many years. Such a bu11d1ng
- ghould provide space of 4,000 to 4,500 dguare feet for each patent eéxamining
 divigion and, in addition to the reqtured space for supervisory, administrative,
. and cletical operations, shonld include space for a health center, cafeteria, snack
bars, information center, supply room, public building services (superintendent,
guards, carpenters, electricians, elevator operators, engineers, laborers, painters,
plumbers), telephone rooms, printing shop, carpenter” shop, publie stenographers,
-and eredit union office. Some of these facilities are presently maintained by the
Patent Office but most of them are now prowded centrally as part of the common
facxhtles of the Commerce Buﬂdmg P
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“In addition to the facilities mentioned above, a-new: buﬂdmg for -the Patent

- Office ghould include the following special facilities :

(1) An anditorium with & seating capacity equal to not. less than half the total

" number of employees of the Patent Office. This wonld permit all employees: to
" be addressed in ‘two meetings, jand would #lgo permiit all examiners to.meet

together and all nonexaminers together. : The auditorium- should be eqmpped

1 with film-prejection: facilities and a public-address system.

(2) An assembly room to accommodate meetings of 75 to 250 persons Sueh

" & room would be useful for, meetmgs requiring attendance of all primary ex-
‘‘aminers, meetings of 14 supervigor with all of hig examiners, showing of motion
. pictures of interest to 4 limited number of examiners, meetings of Patent Office

officials with outside representatives or groups, and lectures -to new examiners,
Such an assembly room should be equipped with film- pro:jectlon fa(:lhtles and
public-address system.

(3) Seminar and eonference ToOME 0 aecommodate small groups :Eor trammg,

-d1scussmns, and conferences.

/(4)- Axi exhibition:;hall so.that .the Patent Ofﬁce may permanently dlsplay

: 'inventlons of public interest, ag well as exhxbltmns of g temporary nature that
“may be set up for some partlcular purpose.’ At present, the Patent Office has no

facility of its own for presenting to its employees and to the public ona contmumg

Sor ipetiodic basis those new developments which:are of interest to all.::

() ‘A testing and demonstration laboratory. would: be-.a  highly.: des1rable

addltlon ‘to the Patent Office and is parti¢ularly needed by the chemical and

electrical examiners. Such a laboratory would permxt the ruhnivg of  rontine

7 tedts on basice concepts presented in patent applicationg in the ehemical-éomposi-
- tlon-field and.in the field of electrical -transmission: cireuits. - In: addition, this
:laboratory would provide. space suitable for:most. demonstranons of mventmns

by @pplicants.” ;
(6). A suite for visiting dignitaries would solve the problem of accommodatmg

" - vigitors from foreign countiies: while they are here to ‘study our patent. system,
-i-Also, periodically representatives'of the Generali Aceounting Office vigit this Office
Toin conJunetmn with an audit of the accounts and.need space in which to work.
" There are also other visiting groups and individuals to Whom Worklng quarters
. must be assigned. , :

Senator O’Mairoxsy. . There are man'y questlons that. 'WB Would like

ot 1:0 ask the Patent Office. I had hoped, for example, to have been
“able to go into the recent session at Berne in which you were present,
" Mr. Federico, and Commissioner Watson also, I think, in which you

were trying to lay out an agenda for future cons1derat10n The com-
mittee will be very much interested in the question of the relationship

“‘between. this country and. otheér countries, We want that problem
" clearly brought out, but it is impossible to.do so: now, so it will have
. to be postponed for a future date. But we sha.ll desn'e tor go 1nt0 that

very thoroughly. _
Thank you very much, g
Are there any other questmn 7 to be addressed_ to Commlssmner

Mr. BRUNIN;}A. Has \the Commlssmner completed his state.ment”
Senator O'Mamoxny. Yes. The full statement from which he

“‘gummarized has béen fled with the committes. Tt will'be part of
“our record. I am sure extra’ copies will be avaﬂable from the Pateni:
Oﬂ‘ice t0 anybody interested in asking for it. ' :

‘Mr. BruNinga. - You referred to the matter of ‘taking testlmony in

Kthe Patent Office i in. mterference proceedmgs Have there ‘been dny
such cages? R

Mr. Warsox. Not to my lmowled . "In the 1nstan"-’ : .
made reference, the testimony was taken elsewhere, but our So :
by special agreement of counsel for those parties, atteridéd’ wnd Faciki-
tated the talang of testimony, agreenient having been reachéd between
Tithe parties torthe effect that, in‘ the event of a dlspute between thﬁm,
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~his Tule'would bé effective. - Our former Solicitor is here at this table,
- who attended those hearings, and if you wish to go' further into it
I will ask permission of the chairman to Liave him make a statement.

Mr. Bruwinga. I think it would be a pretty good 1dea. Before he
" does it, there is just one other point. - -

) Senator O’ManmoxNEY. Mr, Bruninga, T am gomg to say w1th respect
“to that, owing to the pressure of time and my desire to have some
. other Witnesses who. have come to be heard, I.will ask you to have a
+private conference with the Solicitor and: T will ask the Solicitor to
file 2 statement with ‘respect to this matter Wlth the comrmttee Mr
Oommrssmner . vl

-+ You had another guestion,you wanted to ask .

Mr. Bruwinga. Noj that s all.

" (See'p. 328 of the appendlx for statement of Edwm L Reynolds
teehnlcel adweor, Umted States Court of Customs and Patent
.‘Appeals.) - ;

Sp nator : ’MAHONEY I think we-have a new WltnBSS here todey,
- whose testiniony will be of interest to all of us and will deal dlrectly
Wlth the problem before us. ,

This is Mr. Thoger G. Jungersen Who was the inventor and was
the litigant in the famous case of Jungersen v. Osthby a'nd Barton
“Qompany which was decided in the Supreme Court. It is’ cﬂ:ed at
335 United States.at page 560.

Mr. Jungersen, accompanied by his attorney, M. Elhott L. ]31sk1nd
~ig here to tell us'what the effect of that decision was upon the 1nventor_

~and X will be very glad'to ask these two' gentlemen to come forward
* now if they will,

Let me say firgt since you have just come into the room, that our
procedure here hasbeen to ask the witnesses so far as possible biiefly
to summarize the statemeénts they desire to make and then to amplify
in prepared papers which are filed with'the committee for futire study.

“We are particularly interésted of course in the effect upon the indi-
vidual inventor of thé patent systeni and that, of course, includes the
" decisions which are made by the courts. We must understand ‘what
“the effect is, if we are to find any remedy, it a remedy is necessary.
8o that if - you will be good enough with your attorney to summarize
“'the &ituation in“which you find yourself and the’ facts ag you have
found them, we will be very much indebted to you. :

Now you may proceed glvmg your name to the reporter

STATEMENT OF THOGER 6. JUNGERSEN INVENTOR ACCGMPANIED
Sl BY ELLIOTT L BISKIND I-IIS ATTORNEY i

Mr J U\TGERSDN My name is Thoger G. I ungersen I came to thls
eountry because of the American patent laws.. I believe they are.the
best in the world and those that have done more than anything else to
_advance what we- conslder the’ techmcal development of practlcally
everythma Y LN

‘Senator O’MAHONEY “Where did you come from 7

v o Mr, Jungersen.: Leame from: Denmark.. ; 2 .
- Sen_a,tor O’I\ﬂ[AHOVEY When ;dld you coin

Mz, JUNeﬁkeﬁN. ;I am, a.; e1t1zen How, - At that time, Lvas: not;; Df
*course. T was made a citizen during the war.

Senator O’MAHONDY Very good.

Praeread.
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-Mr, JoneersEN. T havebéen an inventor all my life and hivecrested
many things that have made jobs for many thousands of other péople.
I believe the incentive promised in the American patent system has
done more for United States development and 1nduetr1a1 progress'
than any other thing:in the world. s
- T believe that to agstre continued prowress e must' encourage inven-"

tions and protect them, too. But the protection part of it; is the short-:
coming of the courts here, in the United States.” In the pest the goal :
of inventors from all over the world was to patent and exploit their
new inventions here in the United States. . That was because of the
incentive ‘of a valid United States  patent. - But when: we find this
incentive is a one-way deal, it is just like a rubber chetk: that:is paid -
for good work that has a]ready been done, then T 'believe the respect
for the Government is deteriorating.  'We have on the one hand the.
laws'guiding the Patent Office, the laws made by the Congress, and on
thé other hand the 1nterpretat;lon of the courts, courts quite often:
which do not know what constitutes invention. . 'I‘hey might be great
experts on legal matters, but in virtually every patent case I have ever
had anything to'do with; whether they werein my favor oragainstme,
Thave found that our courts: generally make great érrors.’ Ithink.our-
judges should think twice before: overruhng the good work that is-
dene by our patent-examiners, who are outstanding experts in their’
* special field-and know a hundred times better than the courts What the'_
state of the art isin the particular art being dealt with. : :
- In my-case, that is like many others, I created somethmg neW, pre—-:
cision casting of metal... That 1s an entirely new industry. - There was:
not a single one-in’ that industry befére 1 started.. Now itdsa: $200#
million industry. employing more than 50,000 Amerlcans. .
- Senator O'MamonEyY; ‘What was the mdustry‘? e

Mr. JuxcerseN. Tt did not exist. ' ;

~Senator ’Mamoney. 'What is the’ 1nc1ustry you are’ ta,lkmg about?‘

- Mr. JunceerseN.. The industry is now known as:précision casting or-
investment casting, producing an entirely new product, precision cast~"
‘ings out of all kinds of alloys, ‘many of which: alloys we heretofore
could not fabricate by any means.

Senator O’Mamoney. And the issue before'the court had to do w1th
the paténtability:ef the oastmg device that you mvented9
T.JUNGERSEN. Yes: - : R
“Senator O'MawoNEY. T wented to get thls on the reeord so the un—‘
expert person would know what 1t was ell about e
My, JuweErsEN. Yes. o ¢ i B
“Benator O’MaxoNEY: My umierstandmcr i3 that yours is the case in
which the ‘court of appeals, with Judge Tland who testifiad: here yes
terday as'the presiding judge, ruled in:your faver,that the case was'
then appealed to the Supreme Court and the Supreme Court- overruled:
Judge Hand and the court: of appeals by a divided decision. In his
dlssent Justice Jackson made the rather caustic remark that:the only:
valid patents were- those Whlch had not reached the Supreme Coult
of the United States. : : gt

-Mr. Brskixp:: Mr. Chelrman may T mter}ect heleg The court of

appeals affirmed the: digtrict court” judge’s invalidating' the patents
but Judge Learned Hand dissented. But Mr. Justice T ackson, Mz, -
Justice Frankfurter and Mr. Justice Burton dissented, adoptmg
J udge Hand’s opinion as their own.
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. Mr, Justice J a.ckson also: Wrote the d1ssent1ng opmlon you Te-
ferred do.: :

~Senator. O’MAHONEY Thank you for malunw the correct statement'
of the. case.

Mr. JUNGERSEN. There were two cages ]omed ag-one in: - the: Supreme;
Court. - Onewas Ostby Barton v:Jungersen in the third cireuit.:-The
other was Jungérsen v. Baden in the second circuit.’ ' Those two cases
arenow up before the Supreme Céutt again, becauise the entire defense-
was based :en planned :previous evidence as to prior use.. . = :

~Sehator O'Manoney, We would liké to have: you now tell us a.looui;E
the personal- effects upon yourself of th1s deelslon end of the effect:
upon the:industry. :

- Mr. «JUNGERSEN. The: personel eﬂ?eet upon myself Would have been-
disastrous if I had no incore from. other countries. - :

- Senator. O’MAHONEY You were: speakmg about :mcome from other§
countries: o g : Gt okl

+ Mr. JUNGRRSEN,- Yes. e ‘ ‘ '

= Senator O’MaroNEY. Wa.s the patent regerded B vahd a,broad?

Mr; JuNeErsEN. Yes. Tt was regarded ag - valid dn: twenty~some '
other: countries, but the effect of ithe American decision here in.the’
Supreme Court:has been so Widely publicized by my: opponents that it"
has practlcally destroyed my:income from that invention all over the':
world. 1 have practically no'income. from :this-invention 'except .a
little from other countries where I am recognized as the original inven-
tor;-but oddly in countries. Where I had no petents :They are paying
me-a royalty just the same.: 'Were it not-for that: recognltlon and in--
come from foreign sources; I would be completely ruined. : :

Mr. Carran:: My recollection, Mr. Jungersen; is.before the. dec1310n't
of the Supreme Court you were recelvmg a substantlal 1ncome from
a wide number of licenses?

: Mr.: Junonesex. - I-don’t think it was so very much There were'a
large Tumber. of llcenses that is correct and I was on. the way “to: get
quite.a-little. . ; ol

M. CAPLAN, How many hcenses dld you have do you happen to'
remember'? iy

Mr. JoneerseEN. A little short-of & hundred : '

" Mr. Capraw, ‘Were these substantial jewelry manufaeturers'd .

Mr. JuneersEN. They were mostly jewelry manufacturers but also
various foundries. .- This was not just a jewelry item.- It vas useful

-for every other industry. ‘For exaniple, ‘our whole jet' development:
depends on this. We had the jet engines before but we: could-not
produce a practical and lasting jet en ne because they were burned
up in a short while when mide from the alloys we could fabricate at-
that time. -We also had some alloys we could use for gas turbines but
we could not fabricate them because of their hardness and brittleness.
Bt I could cast those alloys to finished dlmensmns, regardless of com-
plexity, right down to thousands of an inch.. '

Mr. Capran. In other words your patent was used not only for-
the manufacturer of jewelry but also used for aireraft manufacture.

“Mr. JuncerseN. Yes; it is used very extensively in aircraft manu-
facturing as well ag where small 1ntr10ate metel perts are used in most.
ot.her 1ndustr1es IERT _ :
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Mz, Carrax, And by reason. of the decision of the Supreme Court '
you are obtaining no income from that?

Mr. Juxerrsen, T have taught' a lot-of people, I started to get
royalty from it but then all of 1t stoppod after the decision which wag
widely publicized by my opponents... :

. Mr, Carran. Yourinvention is bemg usod now.

“Mr. Juneersew. It is being tsed to the extent of $200 niillion & yéar.
It gives employment to over 50,000 American people whlle I wounld
starveto death 1 Thad to live on'thisinvention. ©

~Senator O'Manoney, What partlcular activity do you measure by
the $200 million a year? ‘ :

Mr. JUNGIRSEN. That is practically in every mdustry where when -
we male small— :

- Senator O'MAHONEY. Is it the value of the product or s it the in-
come from the product? What does the $200 million measure?- '

My, JuxcerseN. Tt is the net annual sale of castings from preclsmn'
casting foundries excludmg all ]ewelry castlncr which. runs mto many ‘
additional millions. - i

~Benator ’MaroNEY. In other words you:f 1nvent10n is now belng ‘
used to produce at least $200 million worth of goods annually

 Mr. Juxerrsen. Yes, Not to speak about the industries that haye
been fostered.and have grown out.of that invention,  Like I said the -

jet developments, a lot of the radar work was done with this method

ere. We could do casting that they could not fabricate by any other
‘means and the courts found that with their-references they -could-do
exactly the same thing but that is absolutely in error, - There is no':
method or combination of methods that was known at the: tlme I
started that could produce similar produets. - ‘

-Senator O’'Manoxey. Thatis the story is it not, Mr.J unorersen? .

Mr. JuNeursEN. Yes, in short. Practically all of our larger con-
cerns just take the use of the invention and you cannot do anything
about it as Jong as the Government’s own courts extend a Wllhng hand -
to those who.destroy patents. . ;- - ‘

Senator O’Mamoxey. Let me ask your attorney a questlon Is it
Your opinion as a result of ‘your partic uYatlon in this case, that - any__
Jlegislation to affect cases of this kind should be adopted ? o

, Mr. JonarrsEN,  Very much. -, .

hSenator O’MAHONEY Tam askmg your attorney I know you feel :
. that way ’ )

Mr. Bsgrxo. 1 have some very definite 1deas I would hke o
answer it and I am afraid at some length. .

- Senator O’Mamonez. Lhad rather not have you go into great length
because 1 must call this meetmg to an adj ournment early in the
afternoon. ;

Mr, Bisginn. 1 will glve you a very short answer. May I how--
ever—I don’t know if thig is proper or not—offer in eVIdenoe an
articlé in the Wall Street Journal of November 30, 1954, which dis-
cusses this new 1ndustry Mr. Jungersen developed, but does not, men-
tion his name but discloses the extent to which the mdustry has grown,
$200 million. T think it might be useful to the committee. :

Senator O’Mamoney. Hand it to the roporter It Wﬂl be recelved
a.nd prmted_ in'the record_ : _ :
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(The document referred to'is as follows )

- FFrom the Wall Street, Journal Tuesday, November 30 1954]

Cosrs AND OLD CATHAY | ANCEENT WAX-PATTEBN | CASTING REVI‘.’ES CUT& PEN,
RAZOR PAR'I‘ Coers .

SA.LES MAY HIT §200 MELION N 1954, GOMPARED WITE $_2|: MILLIO‘T A DDGADE AQO
. : BUT APPLIGATIONS ARE LIMITED ’

(By Ray Vicker, staﬂf reported of: the Wall Street .T ournal)

Clrgseo~—~During the: Shang: Dyndsty in China (1766—1122 B. G, craftsmen
were making ornate jewel boxes and sword handles by packing wax patterns
tightly into sand, then melting the wax away.to leave a mold for metal,

‘Todny this ancient art, known as investment castmg, ig experiencing 4 revlval
Investment castings are being used as a cost cutter in making evervthmg from:
of top.of the new Watsrman peri to parts:for Sunbeain’s-electric razors and from
New Holland hay- baler gears: to Zenith-record changer. spindles, The procesg
is.also being used to accomphsh some. dn’:ﬁcult jobs w1th the extra-tough- metals
used in jet engines and.ih atomic euergy ’ -

Modern foundrymen use plasuc or mercmy as woll 2§ wax in the mold-makmg :
process. But the technique is the same. Ilot, Hquid wax or -plastic is. poured:,
into ‘a- die, or form, then cooled. - (Mercury i§: _frozen ) The resulting. pattern
i¢ then buried, or invested,. in. ceramie. Next, it is melted -out, leaving a cavity
in the ceramic which. conforms precisely to the objeet to be cast. Molten mefal’
ig poured ‘into the cavity to make the c¢dsting. “When it has cooled, the moldi
igbi ken to leave the part; Wthh usually needs 11tt1e further machmmg R

. A. RAPIB GROW'J.‘H

Gastmgs made with thig process are: ﬁndmg new: markets at such & fast chp':
~that the Investment Castlng Institute, & trade group headguartered here, predlcts .
a five-time expansion in the industry’s sales over the next decade. 'I‘h1s year’s
estimated $200 million sales compares with $75 million in 1948 and a slim $25 -
million 10 years age. Harry P, Dolan, executive secretary of the fnstitute; says ™
70 perceiit of ‘the 100 firms that now make up the mdustry have started makmg
these castingy since 1945,

- Invéstment casters emphasme, however, that mvestment castmg 1sn’t a cheap
process compared with conventional casting methods, Fifty cents worth of '
metal may sell for $50 when cast into'a Highly complex shapeé. So machining and’
assembly costs must be taken into consrderatmn 1o arrwe At anv conclusmn as:
to what aninvestment casting can:do:r -

-The best application, they say, is in. the mtrlcate parts of complex desﬂgn, or
in"a special alloy part nsed at critical wear pOmts of an assembly

Says one caster: “Wherever you have a part which Yequires a consrderable
amount of machmmg, 1nvestment castmt, probably could do the Job better ‘at
lower 0 acER R :

A hmltatlon of the process- It takes a lot of know-how to properly make
mvestment castmgs with close toierances I

A PBOBLEM A DAY

“Thrs 1sn’t a process that Just anybody can handle W1th very httle expemence "
says Jack Bean, plesrdent Michigan' Steel ‘Casting Co., Detroit. “When you
get into it you ﬁnd there ig a new techmcal problem every day Wthh must be
overcome:””

-But there are plenty of storles of rapld sales growth of the 1nvestment castmg
ﬁrms—concerns which average about 50 employees and. annual sales of $2 mil-
lion.  An investment easter in Milford, N. H. Hitchirer Manufacturing Oo.,
built & new plant 3 'years ago. Tt hag expanded ité f&ctory twice since to keep
up with sales, D.W. B. Kelley, sales manager, $ays. The last expansmn com- -
pleted in October, raised capacity by one-third.: ... .

A Chicago firm, Casting Engineers, Inc., startéd in the busmess in, 1947 ThlS
year, saley Wwill reach $1,250,000, accordmg to V. 8, Lazzara, premdent The
firm’s backlog is so Iarge it wﬂl take 4 to 6 months to'fill a1l the orders. :

Or take the case of & New York concern, Austenal Laboratories, ITne. Xt
controls patent rights on some investment processes and, in its own Microcast
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WAL

-division, makes. mvestment castings. .. That diyision-hag completed 9. expansmn
Pprograms since 1948 ;. sales have, trlpled durmg the’ same penod Yet, the ﬁrms
2 jnvestment castmg plants are operatmg around the elock 6 days a. weoek.
Fred L. Roberts, an Austenal oﬁicml says further plant expansion is bemg
planned,

. STRAPPING TOOL SAVINGS

-

A pat‘t for - strappmg tool used for 1ndustr1al packagmg, ﬂlustrates the

~-gavings investment- castings make possible: -..This ‘part - formerly .required. 15
machining .operations, -at a cost.of $3 per part.- Oasting Tngineers Now. pro-
vides an investment casting:so;cloge-to required tolerances. that:machining -ex-
pense hag been: reduced 70 percent.and the cost.of the part decreased: to $1.10.
- A-radar waveguard - for military . planes was. costing. $350 . when  processed
through many machining operations: Arwood Precision Gasting Corp.; Brooklyn,
N. Y., now is making a casting which sells for $25 and. is finished for another
$50 eaeh Another-Arwood part going into a watehman’s ciock replaces b ma-
chined parts and eliminates 30 machining operations. -

An indexing cam for:a Varitype machine originally Was fabrlcated by Jommg
17 stampings and a screw machine:part into 1 piece.- Ong investment- castmg
Dow -does the job with a weight reduction of 50 percent and a cost saving of
over 90 percent When Bell & 'Howell replaced 4 machinéd brass lelis plate on
a movie camera with an investment castmg, ofﬁclals report a: “proh1b1t1ve” dle
maintenanée cost was: eliminated. -

_Other advantagesbesides reduced machlmng of parts are clalmed by nroducers
of these eastmgs. For one, mtricate parts with many angles and contortions
can be cast in 1 operation and'id 1 piece. It isn’t unusual to find 1 1nvestment
Casting doing ‘the work of 2 dozen separate components,

" Besides eliminating many machmmg ‘and assembly. tasks, this may result in
more foolproof finighed produncts since it is axiomatic in engineering that “the
fewer the moving parts, the less chanee there is ¢f a bréakdown.” = .

Also, casters say they can make their eastings zo close to desired toleratices
and with such smooth surfaces that little subsequent Work is néeded before ﬂne
part goes into a product: -

“Increased use of very hard alloys pomts up another advantage—that of belng
able to produce parts which can’t be made in ahy other ways,” says James A,
Kearney, chief metallurgist at Crucible Steel Company of America’s Spaulding
works, Harrigson, N. J. He notes that many of these new materials, which are
beifntg uged in jet engine and atomic developments, are so hard they are almost
impossible to machine. $o parts can’t be made by conventional methods.

The ability to produce the impossible part is resulting in 4 definite swmg
away from forgings to investment castings in the jet-engine field, casters clajm.
A forging is hammered into shape by giant hammers, workmg from a. block of
roetal. . Then machine tools cut and grind the rough f01 gings into finished paris.
An investment casting comes out. close enough to finished dimensions. that
machining costs are ‘drastically cut, say foundrymen. .

" “oday the J-5T jet program is o dependent on investment castlngs that the
entire program would collspse were it not for these castings,” argues T, 0pera11
'Vl('_‘e presment and general mangger,- MISCO Premsmn (}astmg Co., Detroit;

O'D'NGL‘S TO POUNDS

“Most of the- tmbme blades used in jet alreraft now ave- made by mvestment
castings,” says R. L. Lerch, sales vice president of Haynes Stellite Co.,
Kokomo, Ind,, a Union Carbide division. Haynes Stelhte got into the field m
1042, .

Most investment castmgs range from s few ounced to aboit a pound ‘each.
Recent advances, however, hive considerably inereased-the mazimum,: -

“Castings of up.to 360 pounds have been made with the mercury process,”
says Irvin R. Kramer, vice presuient of Mercast Gorp in New York.

The revival of lost-wax casting is of recent 0r1g1n From its begmnmgs in'the
dawn of history, the lost-wax casting technique migrated through ancient BEypt
to: Gréece.: Then Homan jewelers -aind .manufacturers of surgmal mstruments
picked up the process in their trade,.

. Through the Dark Ages it was’ almost unknown Then Florentme artlsts of
the Renalssanee penod briefly re\nved it for their bronze work. Cellini uged the
process for the head of Medusa in his’ work, Pericles with the Head of Medusa:

A.I‘Ound the' turn. of the: century ‘the dental trade. began using the process. of
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‘casting dentures. | After World War I Austens.l pmneered use of the process for
making surgical fitfings. - The firm' developed an indusirial application in World
‘War II when the Air Force clamored for hard—to—make alrcraft Supereharger
parts. )

N | MATTER OF PRECISION

From this industrial begmnmg in 1941 the process found new markets in the
jet-engine field. As it has moved into various comraercial fields, there has been
A rapid influx of new firms into-the field—including some newcomers who promise-
mmuch more: for: thieir -castings than may actually be realized, according to one
old-line investment caster. He notes that while investment castmgs can be made
‘to cloge tolerances, no casting can take the place of all machining: -

‘Misco Precision is recommending that the industry adopt a code of tolerances
‘which indieates to manufacturers just what they may expect when it comes to
}_JI'GFISIOD in these castings. .

Their code: Plus or minus0.003 of an inch for castmgs under a quarter of an
mch thick: plus or minus- 0.004 for-those one-guarter to one-half inch thick;
and plus or minus 0.005 for those of one-half inc¢h to 1 inch thick. For each
hnear inch over: 1 inch the agdditional tolerance would be plus or minus 0.005.

" Mr. Biskrxp. To answer your question, as a result of my experience
in this case—I came into the case after the Supreme Court had
affirmed the invalidity of his patent, we are now attempting to set
aside that judgment on the ground that fraud had been practiced on
the court in the frial of that Infringement case,

As a result of my experience in ! this case and my study of patent -
¢ases—and incidentally of my reading of the Lyon v. Bausch & Lomb
case, an opinion which Judge Learned Hand wrote quite recently for
the unanimous Second Circuit Court of Appeals—I (fleel very strongly
that our courts should not be empowered to pass upon the invalidity
of a patent. I feel that our Patent Office should determine in the
first instance as a matter of fact whether-a patent is valid, sufficiently
galéi fi)r the issuance of a patent and that determination, I feel should

e fina s

A frer 11sten1ng to Commlssmner Watson thlS mormng I reahze tha,t
the time which a particular examiner can give to a case is so short that
at this moment, or rather as of today that would be an impossible
undertaking.: However, to do that requires of course that the Patent
Office be-greatly expanded and that the examination of applications
be much more thorough and it would réquire what I mlgl?t ‘call an
international patent clearinghouse because one of the prior patents
that-operated to invalidate Mr: Jungersen’s patent was an English
patent even though the English courts upheld the validity of Mr:
Jungersen’s patent in litigation in London and that prior English
patent was involved in that htlgatlon and Mr. Jungersen was success-
fulthere, nevertheless coming over here that same Enghsh pa,tent is
used to help invalidate Mr. Jungerseén’s patent, = -

It seéms to me with an international clearmghouse that the Patent
Oflice would know what prior patents or publications exist all over the
world, they could do'a much more thorough' job. The Patent Office
being a Government agency, administrative agency, with some quasi-
judicial powers, it seems to me that the same rule might apply that
a plies to other administrative agencies where the courts while not

obligated to accept facts found by those- aO'enmes do as a matter of
practme give the facts found great weight.’

I think Mr. Jungersen has quite properly pomted out that ‘the
eourts are not eqmpped to_determine sometimes the highly technical
nature of these patents. Tt is a situation today where the Govern-
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ment gives you with one tiand what it says is a valid 17 -year patent
or monopoly and then the Government comes along with the other
hand, with the judicial branch and says, oh, no, we gave. thlS to you,
bilt it is no ood, we are taking it away from’ you now.

Ag Mr, Jg ungersen has, a man has invested his life’s saving. Mr
Jungersen has spent in protecting his patents more money than he
ever received in royalties from that patent. The net result is he has
no patent and everybody in the country is benefiting from it.

T would like at this time to read you an extract of a speech made

‘by Mr. Joseph Robinson whom I saw in the room earlier this morning.

I don’t know whether he is here now. - He delivered this Speech before
the International Chamber of Commerce in Tokyo. :

Senator O'Masnmoxey. Is Mr. Roblnson in. the room? He can speak
for himself if he desires to. :

+ Mr. Ropinson.. I am quite- satisfied to yleld

‘Senator O'MaHoNEY. We can’t hear you, sir.

- Mr. Ropinson. Thank you, Mr, Chairman. I am: qu1te satlsﬁed to
yleld to Mr, Biskind unless you wish me to speak particularly. - :

Senator O’Mamongy. Very well. You may read the quotatmn

Mr. Brskinp. The quotation reads as follows:-

In view of the vast numbiér of patents now 1ssued and bemg issued through-
out the world and the enormous quantities of technical and scientifie’ writing

- that are cOnstantIy being published everywhere in thedé immense technological

times, it is now very difficult to obtain a patent and know for sure that the
patent is valid, that some court of the ecountry which granted the patent will

-not later declare the patent invalid for lack of invention. - Usually the invalida-

tion is bhaged upon a contention that the invention ig not new, that it was dis-

-«losed in a patent previonsly issued or in-an’article prevmusly published some-

where in the world, I rise to suggest that Patent Office practices especially
in leading industrial nations caich up with one great aspeet of real-estate law.

If there is doubt as to the title to your home, you can elect either to live with

that doubt or to banish it by having your title searched, cleared, and guaranteed.
‘Would it not be well {o establish a similar instrument of safety for the patent
grant? In these highly advanced technological timeg iz it not desirable that
the proceduares for obtaining a patent include steps within the patent that may
also be taken if one wishes to do so whereby the patent when granted is made
pafe against attack of invalidity unlesg fraud in obtaining a patent can be'shown?

- A patent iz a contract between a government granting it and the inventor. The
" government promising consideration of monetary fees and a full and free dedica-

tion of the invention to the public upon expiration of the patent to allow the
inventor the sole and exclusive right and prlvxlege to make, use, and sell it for

- the number of years stated in: thée patent.  Under existing intense.conditions,
.-the government entering into. the pafent. contract with the inventor too often

fhrough some sections of its courts breaches the. contract by throwmg oft the

" patent ag a nullity from inception for lack of invention.

In view of the prior art and so forth, the cost to the inventor: of this breach

-.i8 often enormous: and sometimes it is disastrous. - Frequently it ruins the in-

ventor's company and bankrupts those who have backed him -and the invention.

- Buch a breach operates another unfortunate result. It discourages industrial
development and the advaucement of the a.rts the very thmgs the patent system

is intended to: ‘promote.

I will sto there; the bala,nce 18 not pertment .
Senator ’MAHONEY As T understand your statement the patent

of Mr. Jungersen was upheld by the British courts.

Mr. Brsrind, That is correct.
Senator O’Mamoney. Although there had been a prev1ous patent in

. the same field, jssued to another inventor and this previots patént was

cited in the Supreme Court of the United States as one of the reasons
why the United States patént of Mr. Jungersen should be held invalid.
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Mr. Bisgixp:: T.-don’t know whether it was. referred to in the briefs

'{}but it wasreferred:toan the district-court trial.. . 1.

. Senator O'Mamoney. Wherever it was  cited; thls 111ustrates the

L irmgueness of the deﬁmtmn of an 1nvent1011 Whlch the-courts. must pass
s,..upon Cesn v

I want to make it clea,r that we are not at thls table ‘Lttemptmg to

rétry the case in the Supreme Ceurt

Mr. Biskrno. -Of:course not. - : '
- Senator O’Mimoney. But merely developmg fa.ets whleh have a

.‘-_bea,rmg upon ‘whether or-not Congress should amend the law with
- respéct to making the deﬁmtmn of an' 1nvent10n more deﬁmte a,nd

o4

certam than it now is. :

. Mr. Bisgrnn,. May. I add one thmg, M. 0ha11man9 Foe

Senator O’Mamoney. All right. '

Mr. Biszino. Judge Hand discusses: the hIStOI’y of the Supreme
Court’s feelings toward patents over the years, At one period it

~ péems to-have been one thing and then another:thing.. First the test

was néw. and-useful, “Then it became a test whether it was merely
mechanical :skill .or mechanical genius. : Then the test was the flash
of genius test. Now the test is: was it new and useful and was it

.-obvious to people skilled in the art.. It seems.to me that a distinction
- between mechanical skill and inventive genius is a distinction without
‘meaning and-the distinction today if that be the distinction of was
“this obvious to people skilled in the art, while a lot more helpful than
. {tihe pI('ieV1ous 1nterpretat10n, I thlnk st111 Ieaves a great deal to be
.- desire

- Senator: O’MAHONEY I thmk the issue thart you a:nd Mr. J ungersen

‘.'-5ra,1$e has been ‘clearly made and understandable to the committee.

Mr. Joxéersen, Is 1t possﬂole that I could add somethmg to my

" statement?. . -

Senator O’MAHONEY Yes Please do 1t 111 ertmg
Mr. JungerseXN.. This ig very short.

." Senator O’MAHONEY I know that but tlme is short too, at the
¢ moment.

"Mrx. ROBINSON Mr Oha,mna,n, may I auk whether you Would care

. .'for identification at:which these remarks were made

. Senator O'MapoNney. Yes. . -
Mr. Romrnsox.. The Intematlonal Chamber of Commerce met in

Tokyo last spring. It’has members from all parts of the world; Dur-

~ ing the course of the convention there was a patent discussion—pat-

. ents, trademarks, and copyrights—and T was asked to address the
: -;conventmn, which I.did, and the summary Mr. Biskind read to you was
.o hurriedly prepared: summary of what T stated’ at that time, ~

Senator O'MagoNey. We will be very glad to récéive an amphﬁed

* statement from you if you will be good enough to.submit it.

Mr. Rosmxson. I shall be very happy to do that, sir.
Senator O'Masmoney. Judge Arnold, W1H you returt o the’ sta,nd

. please?  As I indicated last evening, 1t is essential that I leave thls

.ing some time at thls sesslon

B the testlmony Wh1ch most of you WlSh to gne

evening for Wyoming, and therefore I am trying . to ﬁmsh thls hear—

T am quite willing to go throﬁgh Wlthout'IUnch it you gentlemen are
willing to do that, and T think that will facﬂltate the productlon of
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1 have the riaries of £he following witnesses whom T ShslT call upon
after Judge Arnold has made his statement.

Mr. Woodward of the Bell Telephone or the AT, & T. who has
spoken before W111 be cal]ed upon for any further comments he wishes
to make. - - :

Mr. Elwin A. Andrus. of Milwaulee Who has been' suggested by’
Senator Wiley, 2 member of this subcommittee.” Mr. Karl B. Lutz of
Pittsburgh, Pa. T understand he is a.ssocla,ted Wlth Mr. Brown. -~

‘M. Browx. A partner. :

Senator O’MazoNey. Mr. E, I Reynolds, chief techmce.l a.d\nser,-
United States Court of Customs and Patent Appeals. “There may be.
others but we will proceed with these at the present time. -

Judge Arnold, T'regret very much that you were niot here yesterday '
because during the testimony of one of the witnesses, Mr. Robertson,
there were several references to the work of the TNEC on Patents,
For example, Mr, Robertson testified—he is a patent attorney from
Chicago—with respect to a survey that had been made'of all Federal
.]udges with respect to these general problems.” He said—

# % % there were 15 mgmﬁcant rephes Of thege, 12 mentmned or eXpressly
attnbuted the trend *:* * (p. 188 ¥ ) )

that is, of the declslons— :

to -gomething ‘that might" be clasged ag- chssatisfactmn vnth ‘the Workmg of the
patent system at that time, * * ¥ ..

/There were three main groupmgs of the complamts that these ;;udgee made '
They cdn be classified, perhaps, roughly as (1) abuses of the patent system
sometimes with specific reference to TNEC, this report having followed that by a
few years; (2) unreasonable withholding of inventions from use; and (3) that :
not enough of thebenefit goes to inventors. (p 188). . .

“Then M. Robertson referrmg to the TNEC ls.sud

1 m1ght ‘say that it feerns to me that the first itém, the- abuse-s Lave fairly well'”
been taken care of by the act1v1t1es and sucaesses of the Department of Justme '
(p. 138) AT

At another pomt in the testlmony he referred am to TNEO ThlS
Was in response to an inquiry by Mr. Caplan, :

There conld be. g Tittle bit of o breakdown as to what some of the thmgs were,
mentioned #s abuses, but 1 think that they are well enotgh known, 80 it would not-
particularly add. As far as you could tell inost ‘of them were of the TNEG
variety which I thmk have been largely overcome (p. 141).- i :

‘ Then later on, again in. response to Mr. Ca,plan 3 quesfmn as followe, ’

As the 1esu1t 01’ the piablicity given to the antttrust abuses of patents m TNEG ’
and the Antitrust Divigion of the Department of Justice rathér vigorous enforde.
ment of the antitrust laws in the patent field, there has been an improvement in:
the antitrust. position yet the tendency of the courte has not- ehanged ‘How do-:
you explain? . .

Mr. RozerrsoN. The lower courts of couree etﬂl feel bound by the Supreme'_
Court and the Supreme CO'Lllt has not had 'VelY much chance to show What 1ts
current view ig. .

I suspect that the Jushces qmte likely have not realwed the extent to whleh :
the patent sygtem has been cleaned up (p. 141)..; : .

X recite that not to coach you-in your statement but merely to- let.x
y’ou know that in your absenice what T deém:tobe a. comphment of the
work of the TNEC on patents and the work of the Antitrust D1v151on
under your direction was paid to you yesterday afterncon,: - - .

N oW we wﬂl be very glad to hear from you, J udge Arnold




220 AMERICAN  PATENT -SYSTEM.

¢ - STATEMENT OF THURMAN ARNOLD—Resumed

\ Mr, THURMAN -ARNOLD. The remarks I miake T don’t belleve are.
going to be very helpful, because on most of the questions which I
am now considering, Thaving presented a paper elsewhere I ha,ve &
completely firm opinion.,

- T would state at the outset, however, tha.t the reason for the Artieti-
can courts’ changing attitude toward the patent §ystem, toward. the
validity of the patents, though it perhaps.may not be eonselously
formulated, is the industrial revolution of the 20th century.

It used to be that getting a patent is like finding a meedls in a
ha,ystack Only one man would find it and the rest would scatter
the hay in all directions and he would get the reward. Today .they
cut the hay up into sections and each man examines his section, and -
the man who doesn’t find the needle is doing exactly the same thing,
making the same contribution as the man .who does. That is an~
exaggeration, but I think something like that has occurred, u

In other words, we have discovered how to make inventions, and
industrialists of my acquaintance tell me that given the amount of
money they can invent almost anythirig, afiy ‘kind of a machine, or
do the same thing that a team did in the atomic-emergy field, I~
suppose the creative thinking in the discovery of ‘the atomic’ energg :
was based on Mr. Einstein, people like that, who never gol; any rewar
whatever and could not very well get a reward. X

“Industrial research has supplanted the 1nd1v1dua1 mventor a8 the
predommant force in the progress of scientific arts, 'In this situation
the protection of the individual inventor is impossible in basic research.

There are grave dangers in the power which can now be exercised by
a patent portfolio, One of theim 15 the fact that the laboratory is con-
stantly patenting improvements so that while the life.of one patent
may run out the life of .2 patent % ortfolio is perpetual The central
problem in my view which should be considered in a patent investiga- .
tion today is what limnits should be put upon the use of patent portfohos
by large corporations.

Senator O’Manonzey. J udge isn t that a general statement which
does not come to grips with the individual situation which is “por-
tra"yed by individual 1nventors, such as: Mr J ungersen, who testlﬁed
just a few minutes ago?” = o

‘Here is the case in which- an ex1st1no~ law passed b\;r Concrress and
S1gned by the President in.aceordance with the Constitution to Ccarry
out a constitutional power granted to Congress which, because that
has not made:a- sufﬁmently definite test to determine- 1nvent1veness,
has invited the ‘courts to-go all over thecircumference, so to speak;
changing tests from time to time. FHas not the time come for Con-
gress to enact the test which the courts must follow? =~ =~

Mr. Taurman Arworp. I think that 1s a completely 1mposs,1ble
task!~ I'think the evaluation— '

Senator O’MaHONEY. If 1t is nnpossﬂole for Congress 1‘5 must be 1m—
poesﬂ)le for the courts. -

“Mr., TRURMAN ARNOLD It is not 1mp0531b1e for the courts to declde
asquestion of speculative damages. It is not. impossible for the courts:
to decide the full, just, reasonable compensation which they ‘give. - -

Senator O'MaHoXzy. . But when the Judges in 1954 apply a test of

_ mventweness which is completely different from the test that was ap-
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lied in 1924, how can-you say that the Congress can’t do something?
%‘he,decision of the court is going to affect validity and the court must
interpret the law, not make the Jaw. . e L
My, Taurmax Arwoun, The attitude of the court toward the anti-
trust laws shifts and has shifted in my time and it would be utterly
“impossible for the courts to make any better statement on the anti-
trust laws than the general one found in the statute. I say the same
thing is true of the patent law. .. .. . - .- T
I %h'mk what Congress could do is change some Ianguage around
and that would be in effect a letter to the court saying you have been.
too tough on patents and let up a little bit, won’t you? I think that
might change the.attitude of the courts. The reason why I would
be opposed to that is the reason I have just been giving, the fact
that tﬁe individual inventors has become part of a team, that it has
become a question of protectiveness, something like a protective tarift
for American industry, .. .- .. ¢ : Sl

Senator O’Manoney. Must Congress stand idly by while this. de-
velopment of the research lab come about and allow the individual in-
ventor to come to the Patent Office and get his patent and then have
it knocked: out:after the corporation which owns the research. lab
has litigated the thing from the Patent Office to the Supreme Court?
. Mr. THURMAN ArNoLD, If the Supreme Court knocks.it out, pre-
sumably. it is right. ' e,
- Senator O’Manoxnry. But the Supreme Court must act on the law
and we are here to determine what we must do about the law. _
Mr. THURMAN Arworp. If you are here to make a new definition of
patentability I believe you will fail. . P
. (Digcussion off the record.) -~ . . . .. - ST
= Mr. Trorman Aryorp. I have no easy or ready solution for it,
the problem of the patent portfolio and also the patent pool by process
of cross licenses. 8n the one hand the patent gives-a lot of advantages
to the members who take advantage of it. On the other hand with
10,000 patents it would be too hard for a new person in the industry to
ick up all those patents from different sources. I think the prob-
em today is essentially the problem of Téconeiling our great corporate
research and the power which the patent laws now give them with our
ideas on monopoly and antitrust. And I am not going any further be-
cause (frou know how long I can talk on that, Senator. - ..
_And more specifically it seems to me that one of the significant
things that have been brou%ht before this meeting is the absence of
adjudicated patents. - People just don’t adjudicate them., You.get
enough of them and you get the same power as if you had an adjudi-
~cated patent. A very weak patent in-strong hands is pretty powerful.
. A very strong patent in weak hands is not worth anything. I think
there is a crying need for more adjudication of patents to clear up
this enormous clutter. I think specifically some lggislation‘ought to.
be passed making it easier to adjudicate them and my only suggestion
which T might on discussion. with somebody take back.. I .discussed
‘with Mr. Woodward and I have not coripletely made up my mind—
my0n1ysuggestion_. S L P R S
- Senafor O’Mamoney. Won’t you. say that Congress: ou%ht to do
something to throw a little weight in the balance on behalf of the good-
patent in weak hands so.as to.protect the inventor against the group

with many patents?
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*Mr. TrUrMaN ArNond: . T'have a suggestion that. “How good it-is T
don™t know. I think that ong of the reasons for the lack of adjudiea-
tion and the power of patent in strong hands isthe faet that patent
- litigation -is ‘so  tremehdously difficult.- I am not talking so much
about theexpense, = - o o e D

~But a ‘'man who goes-into-an industry and infringes a patent is
taking'an awful %amble; I 'would rhake it ¢gainst public policy for'a
contract to provide that the licensee could not contest the validity of
the patent. - Previously he could contest it at-any: time without givin
“up-hislicense and from the time it was declared -adjudicated he would

‘not-pay any more money. He might not get baeck the ‘money he

already paid: ‘So that he could with safety to his buisiness risk the

funds'which are necéssary to take on a patent license and it is my belief

- that we would: get rid of an enormous amount of these weak patents in
strong hands. I ‘
Now he takes an awful chance and when you- say-that the courts are
too tough on pateuts, you should muke a further study of the various
circuits. I am engaged in litigation where we think we may win or
lose the patent suit-on the doctrine of forum non ‘converiens, that is,
Whether it is tried here-or somewhere ¢lse.” 'So the validity -of that
patént may depend upon the ifiterpretation of the decision that the
coirrt makes ‘on’ forum non conveniens.. I would like to consider my

suggestion further. N ; . S

I 'have-discussed with Mr. Watson and he disagrées with me, what I
call the subpatent, the' patent application with all these claims, the ones

T'have'seen, the ones that have been before my court.. The same generic
~ claim will be stated in 25 sometimes 30 ways by which'the attorney in-.
- geniously tries to get more scope for his invention. "It has always
been ' my belief that the real problem, there is how much power he'is
going' to be given.” The question should be asked and discussed, the
precise’question of how much power, how much control of the industry.
It certainly is-a factorin the decisions. ¥ think the Supreme Court i
the satiie ‘term sustained a little bit'of ‘a patent on’a pinball machine
which seemed ‘to me utterly insignificant and decided’ the Marconi
¢ase and invalidated that patent. -~ * . S
~*T think it was the power in the one patent and the inconsequential
power in the other patent that decided them., "~ o S

_ Senator O'Mamoney. Is that in' the law ¢

ot in the law. TItshould be dis-

My, TaorMAN ArNorp: Noj it'is 1l
cussed. - It should beput inthe law: ™ .~ _ :
Senator O'Mamonwy. How can the court put it ihto the law or the
decision ? R S -
My, Tavrmax Arxorp. I would require the court to ask the attor:
fieys what sort of control the patent would give if it were declared
valid. - And they would say it is irrelevant. ¥ would like to ask the
question’ and take it into consideration, It would take a lot more
thought than I have given the matter to beable to draft you any kind
of u statute on that. ‘T suspect the patent bar smight not be entirely
enthusiastic.’ "~ -7 .00 T T a0 e S

Senator O’Manongy. I am inclined to believe from the little study
T have been able to give tothe question that there otight to be a power
in the Patent Office and in the courts to grant a patent for less than:
the whola'broad claim or multiplicity of claims that are ihade,
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Mr. THURMAN ARNoL. They do it and they don*t do' such a bad ]ob 4
although the opiniotis aren’t written in those terms: - ’
I Would like to have them written in those terms.” T do not thlnL‘
that it is a matter that-reflects on the Patent Office that 44 percent:
or whatever it is; being sustained by the court.” The Patent Office
hag-the first look at it and only expemence is gomg to tell what 18
gomg to ha (%)pen to that patent. :

Senator O’Masoney. I think it-is clear nobody can deny that Con—
gress has not supported the Patent Office in its expansion ss the art
n which. patents are issued has expanded in the 20th century. o

Judge ArxoLp. You could give them all the help in the world and
they nevertheléss would not know Whether this: was going to be a very

- Important patent or it was not. \

It is just a pure predlctlon I don’t mmd tha,t; the courts seoond-'
guess them. - ‘

‘Senator O’MAHONEY Ttis better to glve them the help than to have'
the backlog: : a

© Mr. THUEMAN A_R\TOLD I thoroughly agree w1th that yes.

‘The inventive picture and industrial picture has changed but we are
still talking about the patent system in the old terms. I think these-
cases should be decided on What I thmk s the real econormc ba,S1S¢
for the decision. - :

" Senator O’MamoxEY. Any que;stmns2 ' RERRREE ‘

~ Commissioner Watson. The position of J udge Arnold. ‘on many of
the points which-he has just mentioned has long ‘been known:to uie.
I in the past have not been convinced that the ]udge is correct in his
conclusions. As of now Thave not changed any of my views, so I think
perhaps we'better go on to obtain the opmlons of some other crentle--
men. 1 particularly believe—~—- . -

. Senator O'MazoNzY. The 1rres:Lst1ble foroe and the 1mmovable=
'ob ect. '

g}‘ommlssmner WATSON Jam afrmd it is such a cage. . '

- Mr. TeUurMAN. AgNorp, May I'say this, Senator, whether t-hlS pro-
tection to investment is necessary, it 1s a'good deal like the protective:
tariff argunment. T don’t think anybody can be completely opposed:
to any protective tariff. Complete free trade is utopian. ‘But at'the
same time you get more or less of a set attltude and debate never’
seems to change a,nybody s-opinion.

Commissioner WarsoN. This question of the power that yon men-
tioned yesterday and again today, whether or not the patent gives
the inventor too much power, the Constitution requires-that the in-
ventor be rewarded. The Patent Office—and I particularly confinethe
debate to those matters for which T am responsible at the inoment—
proceeds on the theory that if the inventor has made an inventien of
a certain:scope, or maybe a series of inventions which have all resulted
from a common endeavor, he should be rewarded and that the only way
of defining the scope of his invention is by -properly describing it in
the claims.” He maf have a simple invention of a type easily com-
prehended by one claim. He may have much more complicated in-
ventions and may have a whole series of inventions and he neéds a
certain series-of claimsg either in the same patent or ina semes of
different patetits, to protect him. SR .

Judge ARNOLD ‘I would a,gree

68832——56———18
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‘Commissioner ‘Watson, We had s little discussion yesterday of
the power which it gives a corporation or an 1nventor to hold pa.tents
covering thmﬁs which are not being used. ...

- And I think it is erroneous to say that those patents should not be
1ssued even though the inventor does not use them. I think that it
ismecessary to encourage research money which is locked up in a safe,
to come out and move us from here to there where we want to go, to say
that the fruits of the research shall be covered by. patent and if you
develop three inventions, A, B, and C, or D, E, and F, and A is better
than the others, nevertheless B G, D B, ‘and T shall be protected
and persons WhO own those patents shall not have-them infringed.

- I think if you say that gives the owner. of the patents too much
power, it i$ a mistake, 1t W111 be a dlscoumgement to those Who Wa,nt,

to risk their capital. .

- Senator O’MAHONTY. But Mr Comm1ssmner, should the’ patent
owner, which frequently sh ould be referred to by the impersonal pro--
noun “it” rather than the personal pronoun “he”, if the owner of the
patent uses these other patents, which he does not put into operation
in his production, but uses them for the purpose of extending the period
of limited monopoly, don’t you thmk somethmg ought to be done about
that? ... -

Commlss:loner WATSON Absolutely not.

Senator O’Mamonny. Then you think the limited perlod granted
by Congress in the Patent Act may be extended by .the action of the
inventor in securing other patents which he does. not ise exce.pt for.
that purpose.. .

- Commissioner WA'I‘SON There is no such thmg as extendmg a Mo~
nopoly by the use of 2 patents instead of 1. Each patent covers a sep-
arate invention and if & series of six patents are issued simultaneously;
or in any succession that you may want to indicate, the menopoly
of no one of those patents can be extended by any other.

Senator &’MamoNey. My memory then is failing me, it ‘there
haven’t been many instances in which by the clever use of claims-
and additional patents, the monopohstlc field has been extended in
time and extended in area. . ,

.Commissioner Warson. 1 would dlsagree about extensmn in time
and I would disagree about extension in area.. The patent within its
four corners determines the scope of the monopoly conferred upon the
inventor for his contribution to the advancement of the arts and any
other patent is a document Whlch is entirely distinet’ and: separate
from the first. one. -

Senator O’MAHONEY. You are ]ust dlsputmg the ex1stence of the
fact Assuming the existence of the fact, what would be your opinion?

5 Commissioner Warson. Assuming the. existence of what fact?.

* Senator O’Manoney. The fact that by various devices the holder
of a. patent. extends the period of his monopoly. :

. Commissioner Warson. I can’t ever assume. tha,t fact Lot

_.Judge: Arworp, Assume that A.T. & T.—and whether it is true or

_ Mr. TrHURMAN ARNorp. Assume that A. T, & T.—and whether it is
true or not I.don’t Imow—perfectly legitimateiy—we will leave out
the word clever devices—with its various research scientists, with its
donstant ability to make improvements on old patents which it already
has, assume that it has a perpetual monopoly on the art of communica-
tions—and I am not charging that as a state of the fa,cts, W}nch I
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think is quite possible. today——assumlng that——would you thmk there
should be any legislation? .
‘Commissioner WATsoN. Assummg that there were 1 telephone com-
pany and there weremot the 5,000 additional mdependents that, emst in
this .country.. :

‘Senator O’MAHONEY Assume that the telephone research in a,ny,
gwen field was protected by patents and as fast as they expire quite
Tegitimately - they were being improved on, so the net effect was to
continue in perpetuity or indefinitely A.T. & '[.’s control over the
technical process of communications, Would yoi thmk that would be,
a degirable situation? . . .

- ~Commissioner. Warson, 1 beheve that a Tesearch corporatlon using
its skill, obtaining the best advice it can and the highest quality o
science, and scientists, employmg a good patent staff, is entitled to a
monopoly of. those 1nvent10ns which. orlgmate m its researeh depart-
ment,

Senator O’MAHONEY What foree do you gwe to the W()I‘ds “imited
time” in the constitutional prov151on orantmg authorlty of Congress
to allow such a monopoly ? .

Commissioner WATsON, I glve full force and offect to the Words
“limited time.” Kach. patent 1sfor 17 yearsin the absence of an exten-
sion granted . j1_)‘;?,<3lﬁca,11y by Congress. . . ,

Senator O’'Mazoney. Then your p051t1on is merely thlS Lo

. Commissioner Warson. At the end of 17 years this patent is in the
pubho domain and anyone can use it. So there is no extension of a.
‘patent. It may become obsolete, either at the end of 17 years or even
at the end of 2 years and the patent.may no longer becoms effective.

‘Mr. TERUurMAN Arvorp, I think itis a very fair answer, Technically
-you are absolutely right. The difference between us is I am looking at
the patent pool or the patent portfolio, as the res we are-talking about.
1 get my answer that way.. You look at the individual patents and
you get your answer that way. I thmk We are both rlght and 1t gets
down to-an-economic question.; . v -

As the protection.of.investors 1s"a. pubhc pohcy questlon, is tha,t
promoted by that kind of protection of research and invention?

Mr. Capran. With the.deference of an employee to his former boss,
T would like to suggest Whether the answer to the portfolio or pool
‘problem, which you raise, is the tendency of the courts to hold patents
invalid—which touches men such as Mr. Jungersen in its force—or
a direct and frontal attack on the problem of pools and portfohos from
an: antitrust standpoint, toward which your own eﬁorts in the Antl-

trust Division were directed, .- :
udge Aryorp, I think it should be. approeohed from both a,ngles -

I don’t want to take up too much: time—stop me beeause T am liable:
‘to keep going-—but I think that the question of the size of. the ¢or-
‘poration should be considered very closely with its power to sue for.
“infringing and utilizing patents for more than its limited period;

I know oorporetlons that feel that. way. : Coca-Cola feels that it
-should not limit the ‘inventions it finances, vending: machines and
things of that kind, and Edsel Ford testified the same way. They were
not interested in-the use of the patents. Then Packard sald all we want
out.of our patents is to pay.the cost of the research and that is a real

uneetwn of pohcy and that is, the central pohcy
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“AS to the other ‘afigle, T think we should: force paterits into-adjudi--
cation and as to the questmn of deﬁnlng patents 4ny more close]y 2
I"give that oneup.:

HBenator O MAHONEY Perhaps it all boils dowi to the centra,l ques- .
tion of our times which is the relation of the individual to-the organi-:
zation ‘'of individusls: We have's Government which was founded
upon the theorythat the individial comes first;” The Constitution was .
written for the benefit 6f the peoples as individuals. ‘Because of the:
complexity of the modern world, forees have developed al-a very rapid”
vate:’ Tt makes no difference whether they are corporate organizations,-
managed by employees or Government organizations managed by
Government employees. - 'The great issue of our time is how to protect -
the individual citizen from- thé activity of orgamzatlons whicl llmlt—
fhe field in'which the individual miay act.. : ,

~The inventors 'who have ‘¢ome to s are complalmng hrgely i)
the ground that they cannot compete with the organizations, whet
they be corporate research institutions' or public research 1nst1tut1ons

And they feel that Congress shoilld so write the law as to set down -
the mdnndual c1t1zen from the actlvnby of orgambatlons Wthh hmlt-‘
monopoly. ‘ _

My THURMAN ARNOLD I thmk that'is the fssue. A]l I say is 1f ’
you are seeking a definite standard; instead “of getting lawyers -omn:
your staff, T'would get a crystal ball and. astronomers and two Swedes.

‘Senator O’Magonry. You remind me of the apoeryphal quotation.
attributed to a Patent Commissioner of some 75 years ago that the era.
of invention had -come to an end ‘and no more- inventions could be:
adopted. I don’t believe that the éra of Congress passmg Iaws; whlchr‘
the courts must follow has yet come to an end

" Any questions? " L R ' '
<1 think you have both- enhvened and 111umma,ted the Sltuatlon
: M1 VVoodward do you care to come mto the d1scussmn at thls pomt ?

VFURTHER STATEMENT OE WILLIAM R WOODWARD PATENT :
' o ATTORNEY NEWYORK CITY i

'-Mr VVOODWARD “Yes, I do.- T would Ilke o mentlon first, becmuse
I'think it’is the most 1mp0rtant thing that hias developed, that T was;
very much impressed with the explanatmn of the Patent Office of its:
need -for the performance of its function. T think the Patent Office,,
too; has a key position in the entive patent system and we will never:
realize the full ‘benefits of ‘the way our patent system has been de-
signed unless the Patent Office can function ‘according te, plan, = I
have not heard diny dissent from that and thersfore I will not, discuss
it-any further except te point ott that I'atd‘a member of one of the
Tocal patent law associations that is trying to help the Patent Office.
with a large committee of lawyers, some working for companies, some’
in private: ﬁrms, to see-what can be done to get prom1s1n0* men to join
the Patent Office examining staff.

T was somewhat 1mpressed Wwith T udO'e Haiid’s demre for'a fu_rther‘
elucldatmn of facts.  But I had the very distinct impression as I
thought about his presentation that wecannot prove the worth of any-
of our major freeinstitttions by purely statistical methods or inquiries:
designed at statistical compilations, I think most of us who try to
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évaluatéthe patent systém or.the- sepa,re.tlon of powersin our-Constity-
‘tion under which we operate look tothe judgment of history..- Ibelieve
souf reépresentatives in- Cofigress spend :a: gredt: deal of attention on
history. I know our President is a great reader of history..: In this
~matter of the patent system we must Todk:to industrial hlstory Liast
-yeary about. Christmastime, there appeared - a book called -American
Science and Invention. .Thds a wery excellent book.'.. I found a few
mmor errors initand I dOn’t want té vortich for'every. detall mmat,” It

; :1133 an amazing presentation.:| Very mformatwe to.me:although.L. have
e

Senator O’'MamonEy. Put the nambe of the atithor in-the record
©-Mr, Woopwarp. Tt is by Mitchell Wilson., Ttis full of illustrations
:that are designed. to give an authentic. flavor to. them.  -There are
~patent drawings, old engravings: reproduced, and it goes backto the
- early. colonial days and carries on to the present time; including the

development of nuclear energy.  I'would defy-anyone to réad the. stor'y

of Eli Whitney in there ot the careér of George Westinghouse or some
cof the other people who have contributed to  the development of our
‘technology and not get respeet for ‘ohe pa,tent system ag it operates
~and not-a feeling—-

Sena%or O’MAHONEY What dld Dh Whltney get out of t.he patent
~system ¢
: yMr WOODWARD I mean Dhas Howe Eli Whltney is. another ‘X~
“ample of a case like Mr. Jungersen, . In that.case it wasn't-adjudica-
“tion of invalidity that caused his difficulties.We-did not have the
“type of patent.system at that timeé that we have had since 1836. But
“his inability to collect from the people who used the cotton-gin inven-
~tion'is very much:because of the consideration of a factorlike: Mr.
- Arnold had in mind that people did not want to g'lve one man: power

over a very valuable invention.
:o Benator O’ManoNgy,. Who. was the otherﬂ—let me ask you What
Elias Howe.invented ! Tknow,but I want.you tosay.
—oMr, Woonwarp. The sewing ‘machine.. -¥ou wili see in that book
“another interesting. thing, There is an explanation of the difference
. wbetween ¥lias Howe's: nnehme and - the maohme later 1mproved by
: Smger ne
* Senator O’MAHONSY. Who o-ot the rewa,rd Howe or: Smger ]
- “Mr. Woonwar. Howe received the prmclpa,l rewards. - His patents
- were susbained finally. - Unfortunately it.came after many mere years
-of hardship than should have beern necessary. " But he was vindicated
~and he ‘did:get- the reward even. thouwh 113 was. somewhat la,te - M.
"Smger——- o ety
Senator: O’MAHONEY It was too late to en] oy 1{;
Mr. Woopwarp. No.» What I have in mind is that h1s ’Wl‘fe dled
-for lack of adequate medical care befors he got the fortune that he
:smade later, but he lived quite a while after that:: = . -
Senator O’Mamoney. That. illustrates’ -our-: problem We don
.Want any wives.of inventors dying for: lack of medical care, .
oo ‘Mr."Woopwarp. - I think you will find, though, that.if you take: th.‘ts
thmg as a whole and you lock at the story of Goodyear, o awill find
:that wé have:the facts. - 'We don’t-have them in statistical form. ' We
“have an impressive array of facts that can be evaluated. - Tt is mot

easy—I don’t think it will ever be easy for an inventor or a small
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company or-éver a big company to bring an important- and far-reach-
“ing ‘invention into acceptance and there will be troubles' and ¥ don’t
‘think we can ever devise a patent system that W111 reward people fully

and extremely quickly.

" Senator O’MAHONEY I take it your pomt is that the facts are here
~open to public mspeotlon which:demonstrate that the patent system
‘Vhas ‘worked and has been in'the public good, .
“: Mr. Woopwaxp. - Yes, : That is'the point.” * -

' Senator :O’MamoNey. But -our problem is how bo 1mprove that,
stem.

' syMr “Woobwarn, That is Tight. ~ -

Senator: O’MamoNeY. And you agree tha,t it should he 1mproved?

“Mr. Woopwarn. Yes. - T said for one thing we are:all agreed:that
the Patent Officeé tself has certain needs, tm sortant needs; immediate
~needs to perform its function as designed. I was somewhat interested
“in Mr. Robertson’s proposal to deal with this question: do we need
a8 many claims in patents to‘take care of all the eventualities that-
- maj come up after the patent:is issued? T also agree very much with
“him-that if:you:can make an improvement.in the practice on that

type of patent, which I understend is not the -average:patent:but .a
~fair number of them, that it is something that your main job to do

is to persuade the profession that you have 2 good way of dealing
-with the problem and that that'is something -which will have to be
- worked out by the people who are most famlhar ‘with the problem of
“how' patents should be obtained:® Tt is a technieal problem that T do
inot think is ready for any legislation for:some. time. - You: heard
- yesterday how Mr:. Beﬂey, for example, ‘said that type of complicated
“questions of practice is ‘dealt: with:in the American Bar Association
“gection ‘and T think consideration by that group 1s very helpful for
,that type of a problem.

[ Mr. Mayers brought out the problem of lonw pendency in the Pabent
Office and I would like to state that T: think eventually it would -be
I‘-'ide51rab1e to cut down the time in ‘which the applicant:has to answer
“in order that patents may issue more promptly and not catch people
“unawares that something they started to:.do is now covered by a
- patent that they had no way of knowing about.

On: the other hand. we had sormeone earlier here who said in’ the
“‘interest of the individual inventor then it might be desirable’ for him
“t0 be able to keep the patent from-issuihg too goon:” I-think perhaps:
-some compromise could be made that if we ever get to-the point when
~patents canbe issued very, very promptly, so that there Thight be x

danger of prejudicing some person who if the patent jssued: right
“away would still have to-wait 5 or'6-years to'get the invention com-
“mercialized and " the' term of "its' patents would ot ‘cover encugh
" period in the actual use of the invention, you might have some way
‘of having the patent:appear in*the normal quick- time, but' permit'a,

delay of the beginning:of the 17-year term upon a’showing that the

invention: is hotyet In use and that!if ‘would: be"desirable: to have
“the 17 'years begin after a delay of 3 years:or something like that.
- ‘That is ‘not .an important questlon now :becanse’ patents don’t ‘come
“out that fast; but I hope We see the day when we he,ve to- con31der that
& :;type of 2 problem L Bao
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Senator O’Mamoney. That would enable the research labs, both of
gi{ffate corporations and of the Government to put patents on the
olf. e a— D
Mr. Woopwarn. No. The invention would not necessarily go on
the shelf of course. But there are many reasons; as Mr, Ballard said,
why it is not possible to use inventions soon; sometimes the question
of setting up necessary facilities. In that case T think you might
even have a showing that you could not. " I doubt very much whether
very many people would use that. I B
~ Ithink it is much better to have the patent appear promptly any-
way. Then if there is a need for delaying, it'should take place after
the patent has come out and I don’t think in any event you should
extend the term. You should only get 17 years. I have made that
suggestion only as a way of not discouraging the spéeding up of patent
issuance because one or two people may find it desirable to delay
issuance, * 5 ' R T e
" Senator O’MamonEY. ‘We must bear in mind, must we not, that the
constitutional grant to Congress is one to promote and not to delay.”
Mr. Woopwarp. That is right. T only raise that because there was
some discussion by other people that it might be desirable to delay it.
I have no feeling myself that it should be delayed in any case. '
‘Senator O’Manowey. I understand. - -~ o ¢
Mr. Woopwaep. The discussion of adjudication that was proposed
by Judge Arneld; which he said he discussed with me. T think one
of the merits ig that if it were adopted it would reveal that weak pat-
ents are not used to colléét royalties as much as Mr; Arnold suspects.
I have not had time to consider that particular proposal very. care-
fully but I don’t see a basic objection.’ SRR e e
Senator O’MamoNEY. In your paper, which T hope you will submit
to the committee, I hope you will give congideration to the problem of
the strong patent in weak hands, R R AL
Mr. Woopwarp. That brings us really to the quéstion of the trial
courts and our judicial:system works fairly wéll and that it
is true you have to have some funds if you want to litigate-a’ case,
but I believe that with the type of professional assistance that is
available and the arrangements in our judicial system as to-costs and
everything else, T don’t believe that thereis a very large number of
strong patents that fail to get proper recognition because their owners
do not have the strength to carry them through, to go through with
them. T don’t believe that our judicial system 1s that difficult to raise
‘any problem there. I think there is probably moré to be said for Mr.
Bruninga’s idea that there should be some roving judges with par-
ticular experience in patent cages and I would Tike to add the 1dea
that perhaps those judges should not do only patent cases. -+
I think Judge Hand’s idea that you should not have specialized
- judges should apply there. They should handls other cases at times.
One of the benelf)Lts of that idea is that the judges are'a special branch
‘of our Government and a lot of things that. judges ethically cannot
discuss with attorneys who:practics before them they can discuss
‘among themselves, =~ T Do e
The presence of & body or a number of pecple with experience in the
type OF subject matter that comes up in patent cases would act as a
Jeaven in our Federal judiciary, and I would recommeiid it partieularly
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-to theUnited States Senate: to consider in its constitutional. functlon
‘of overseeing the appointment to the United .States ]udmlary to see
that that additional background Would be ava.llab]e n our Federa,l
courts iremodest proportion. ...

- :Onie final thing I would like to mentlon 1f there i still tlme 1 was

_1m yressed with Mr. Burns discussion .of. the, possible fax. benefits of

epletion gllowance in the case of patents. That is a little different
th&n the rapid amortization matter which was discussed before, In
the case of a patent, just like the case of an oil well you don’t know
when your.asset will start to produce. AsI mentioned on this ques-
tion of delay, it may be several years after the patent issues before it
becomes commercially profitable. :
Also the commerelal proﬁtablht.y may be cut off qulckly 10ng be—
re the patent expires, by obsolescence, a new thin coming along. it
lgna is going to hit
something and it will produce and you don’t know when suddenly

_.there won’t be any.more:0il, so that you can’t give a definite term or

particular period of years. which you should allow for depletlon So
.you have a percentage depletion instead. .

. I am not against-the principle of: ‘percentage depletlon One of the
mdvantages of it from the encouragement point of view is that you
can recover through percentage depletion more than your-original in-
-vestment in that particular asset and I think that.is another oint
where patents are:also:analogons because in many. cases vour basis,
your cost for a patent investment may be relatively small. It would
be hard to improve very much of a basis partlcularly in the.case of an
indiyidual inventor.who has put a lot of his effort.in it.and you
ghould recognize like in the oil case that the basis should be realfy a
kind ofa dlscovery value and there again the percentage:depletion idea
would be quite appropriate and I ]ust point.that.out asto how different
that is from the rapid amortization where you have a definite cash
baSIS and: you want. to write it off in a partlcular group of years

- Senator O’MAHONEY Thank you very much

Mr Lutz?

STATEMENT oF KARL B I.UTZ PATENT ATTORNEY
I PITTSBURGH PA,

M, L‘UTZ Mr Chalrman, for o %)atent ]awye,r to speak at thls time.
and place is very much like Daniel in the lion’s den when we sort of
have to-criticize some judges and we lawyers don’t 11ke to. do that;
‘we.might have to appear before the judge someday. .

Senator-O’Mamoxmy. The judges are not here We have only had
retlred judges so you areperfectly safe. .. .

Mer. Lotz However, ‘you -have  asked" for.- fra,nk opmlons, and
I will state mine.. Judge Arncld has indicated that the individual .
inventor is extmct We patent lawyers don’t believe that because we
‘meet him’ every day, and we are certainly in:sympathy with the pur-
.pose of this committee which is to help the individual inventor and
small-business man. I believe that the best way we can do.that is to
aake the patent grants as strong 'as possible; because.the individual
inventor: and: the .small concern often. can: build up on. a patent.
‘The large concern.may not need the, patent nearly asmuch. ‘We should
keep that in mmd all the time, that in strengthening the patent syst em
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we are hiélping primarily the small man. 8o far as the problem of the

patent portfolio and the pool, I think, Mr. Caplan has made a good

stiggestion——malke a frontdl attack on that from the antitrust ang]e or

some other angle. If we don’t like the big corporations building up
their portfolios let’s do something about that, but let’s not weaken-
patentstrying to get at the big fellow, because in domg 80 we'are domg

more harm to the little fellow. - -

Mr, Jungersen’s’ attorney made the sug estlon that- perhaps we
could make the examination in the Patent Office more final and con-
clusive. His remarks were very reminiscént of some hearings on ‘the-
Patent. Act of 1836, when that’ proposal was made. It was thought’
when the examination- system was introduced in the Patent Office:
that that would solve the problem; but as the Comimissioner has pointed
out, the Patent Office doés not have the time wnder modern conditions,
and ex erience has shown you-can’t do it-that way. You will stﬂI'
- have to%ave a final screening by the courts.

To Judge Hand’s suggestion about making patent procedure’ parallel
to copyrlght procedure, I think that is 0pp0s1te to what this committée-
ig trying to do-because -that would be weakening the patent’ grant:
He would give protection only for actual copying of ‘alimost the exact-
thing and anyone experienced in this fleld knows that would be -of-
lesser value and therefore it’ would be a Tesser mcentwe than 2 pa,tent :
grant giving a reasonable scope of protection. -

‘Incidentally that again would be turning the clock ba,ok bécduse
in the Patent Act of 1793 almost that same thing ‘was ‘done, patent”
procedure was quite parallel to copyright procedure and it was found
it did: not work.- Tt got into a very great mess, there was a lot-of
discussion about it: and that led to the act of 1836 thch mtroduced :
agdin the examination procedure. - -

Getting back to the attitude of the’ courts, I Would hke to say a’
worrd about that: “ That has been brought up several times. T think
all patent lawyers agree that the TNElgdld a'lot of good. - It exposed -
some bad situations from the antitrust angle that needed to be cor-
rected but unfortunately the backwash of that proceeding seem: to be:
just what I have said, the idea that we have to whittle down the:
patent grant in ordér’ to hit at these antitrust viclations. - Incidentally
we patent lawyers hold the hands of the individual inventor and the
sinall-businéss man and we can feel their pulse. - We know that they
were badly injured by the backwash of that TNEC proceeding:

They became very much dlscouraged Some of them went, out of
busmess entirely.

50 as T say we mst liave &’ proper attltude toward” pa,tents and,
give encourageraent to inventors and their backers. Congress, T be-
lieve, intended to do that in this new patent code which was recently
passed I believe that Judge Fand has expressed ‘the proper attitude:
toward that congressional “epactinent in his recent opinion in'the
Bausch & Lomb cases. T beliéve that if the courts are going to say
that Congress did not mean what it said, then maybe Conoress should
say it again in more deﬁmte language S :

T'thank you, . - - el L

.Senator O’MAHONEY Thank you very much Mr. Lutz AR

Mr Andrus2 o S .
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STATEMENT OF EL\VIN A ANDRUS MILWAUKEE WIS

Mr ANDRUs As I Jook at the patent laws, they must of neeessﬂ:y ;
deal equally with all inventors ‘whether they. work in, the attic by
themselves.or whether they work.in a corporate research laboratory, -
whether they are poor in worldly goods or r1ch by Worldly standards,_
or whether they are highly edueated or not,. - L

~-Senator O’Mamoney.. That is not the. prmmple of the 1neome tax

_Mr.: Axprus. That is all right. = But the patent law is not.-for a.
class a8 I look at it. Tt should be equal with. respect to all inventors..
in,order to encourage invention.... If there is any inequality under the.
gresent patent law I am sure it is not: from.any intent or. fault of

ongress.. . The . Pa,tent Act does. not- create any inequality.in it
If there is any, it is rather due to our.own confusion or. lack of under- .
standing in the interpretation.of the law by Jawyers and courts.. . .

Tt is my belief that “the million-dollaz laboratory” that you re-:
Terred to.in your opening. statement, ‘Senator, is not “usurping the
function of the garret inventor;” as. querled by you, I have noted in
my. practice.over: a. number.-of.years a-considerable increase. in the:

-number.of small .corporations being.formed, to go into business, and:
it seems to me that a larger proportion of the business 'of. the country
that: would be utilizing inventions is. be1n0‘ conducted today by COr-:
porations than by individuals. . ... .. -

-Senator:.O'Mamoney. That, of. course, raises the questmn of the'
small business man which is. constantly before Congress ’ ‘

 Mr."Axprus,, That is correct.:. ; -

+ Senator O’MaroneY. We! passed a reorgamzatlon act several years :
ago in which one of the provisions was to-abolish special committees..
One of the special committees that Congress use to establlsh was.
the Committee on Small Business.:. .

-‘Well, in spite.of the adoption of the Iaw and the abohtmn of small -
comlmttees as a rule of Congress, Congress lost no time in suspendm&
that rule and reestablishing the Small Business Committee in: both .
Houses. And when this administration began, -one of its first: acts
was to_abolish the Small Business: Administration, but it soon re-:
traced its steps and established a new Small Business Adminjstration. .
That I take it to be an illustration of the fact that there is an inherent -
demand in our society to protect the individual agalnst orga,mzatlons
and help him in competing with organizations. - . -

« Mr. Axprus. I shall come to that to some extent in my further state-
ment. But when you say that only about 47 percent, less than half——0o-

. rSenator-O’MaBoNEY. Don’t use you in.the persona,l sense,. because

I didn’t say that.

_Mr. Anprus. All right, Well when lt 1s sa,ld that only about 47 '
percent or less than haﬁ’ of the | atents are issuing today to individuals
- as distinguished from corporatmns, and thata larger percentage issued

to individuals in the years past, why should we not ask if 47 percent

«of the Nation’s commercial and manufa.cturlng business that utilizes

. inventions is being done by individuals today ? .-

If less than 47 percent of that is being done by 1nd1v1duels, then
the ratio with respect to patent assigriments is not out of hand. ;

Senator O’Mamoney. Of course, we should ask that question and 1t
is constantly being asked. Why there is such great concentration of
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ecotiomic” power dn . ‘a few: ha,nds, management by employees who
manage but do not own. -

' Mr, Axprus. 1 am not talkmg about the few hands, 1 am merely
talking about the: corpora.tlons as such There may be thousends of
sma,ll corporations; too. - : : Pl Dl

 Senator O'MamoNey. Thereare: i« :

“Mr, Awxprus. Many corporatlons in- my experlence are creeted by,

 inventors and risk capital getting together in order to start a new:
business. - Only by getting the:patents into the hands-of those doing
the busmess of the Nation:éan'it be expected that the inventions will
bé given an opportunity to become useful commercla]ly and thereby
to reward the inventors;” - -

=T for-one, Senator, ‘welcome the increase in pereentecre of patents
issuing to corporations:for that indicites a:better. functioning-of our
system -in’ moving inventions to the market. I wish the individual
inventors:could all:sell their inventions or:get them to.:the market. -
Usually today, getting to the market means 1ncorporat1ng, and: that i3
often done prior to'the issuance.of & patent. - Then 4 patent is issued
to the corporation: ' T suppdse you could study. the number. that are-
new: oorporatlons, soinehow or other, a,nd those that are old.- : ‘-I do. not
have any figures.:: I do not kniow. - e ;

+11 there 13 -any: problem-for- the 1nd1v1dnel mventor in connectmg
with venture capital I guess our friend Donn Bennett Who testlﬁed here
yesterda.y is fdst solvmg that problem to some extent: -

1 say, too, if 'we could command a better respeet for petents, as hes
been suggested here, venture- caplte.l would be. mors Wllhng‘ o enter
this field than it is today.: : -

{1 think the problem of all 1nventors Whether they be. in -wduel OF
corpora,te employees; lies-in the lack of respect for their productlon
I 1nvent10ns are not to be respected as property, there is no.sense in
the garret inventor starving himsgelf to death to make one and further-
more the corporate laboratory inventor would soon be out of a job, too.

- I consider .the patent system as the only ‘means.we have today for
compelhng competition .in - 1nvent1ng, in development and research.
It does just that.. Much of our progress.ig dependent upon ‘that. Very
.competition that is enforced by our patent system. . : .

.Senator O’Manmoxey. In other words, 1f the. patent system Were
ehohshed then there would be a lack of stimulant for invention. .. ..

Mr. Axvrus. That is my position, sir.- If others are free to cOpy -
the developments of anyone, private investment in research will not-
“be able to survive for long, except in those fields and for those bus1ness
units that are large enough to adequately protect certain things by
gecrecy.  Outside of that veil the investment in research would ha.ve
to come down to a low level.

: Senator O’Manoney. I take it you would not object to my 1nferr1ng
‘from your statement that-if the-patent is not respected not only in
the field of industry and in the market but in the courts, that the result
will be to increase the overa,ll monopoly of those Who may. establish
large research labs. | .

Mr. Axprus. 1would rather think thet a greater respect for petents
would benefit the: individual inventor to a larger extent tha,n perhaps
it benefits organized commeércial units.... - .

Sena.tor O MAHONEY at thought that 1s wha.t you were saymg
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«Mr. ANDRUS I want- to: call attention, however, to the faet that:in
 research labs the individual inventor ig the all important man just-
the same as the individusal ihventor is on the outside and if you start,
eurtailing by trying to say that because a research- lab makes a basic:
invention it shall not have the right to make any improvements as I
believe was suggested here, because of portfolio conditiens; then you're
curtailing:the: rlghts of: the 1nd1v1dua1 1nventor in the lab w1th respect

tohls]obtoo it -

»Senator O’MaHONEY: You are: not encouraglng the free enterprlser'
becanse the free enterpriser is:the dindividual whereas the employee
inventor in:a research lab is’ merely an-agent of the big organization?

Mr. Anprus. I regard the question of the field ‘'of invention to be-
the same, the questmn of the field of commercial endeavor ‘may be
dﬂferent If youtalk about the Individual inventor— ...~ ’

* Senator O’Mamoxey. I agreewith you, the field of 1nvent10n is the
same. L quite agree. But the-duty of Congress under the Constltu-
tion is to maintain liberty and opportumty for the individual.. ‘

Mr. Axorus. That is correct.” But-one of the advantages or- rather
good ‘sides of ‘our patent law in a sense is:that it apphes equally tor
all inventors ‘and:it is notiintended as a class legislation to -assist
antitrust laws or to assist other types of laws that relate to commerce
and industry but it; appliestothe inventor and thatis & very important
item and it should apply equally to them at all times. : ‘

Senator O’Mamoxzry.: You Would not deny that it ought to be writ-:

‘ten:in such” terms that it would be, if:that were possﬂole, an ald tO‘
those who would like to violate-the ‘antitrust: laws:: '

Mr. Awprus. The antitrust laws can apply- entlrely by themselves
to-whatever is desmed  best by Conigress to have them apply to. I
mlght get t6 a point there that I can answer a httle later easmr :

T will jumyp ahead for'amoment. it

“Sénator O’Marorry. T any sorry tc have mterrupted the contmulty
of your statement, Mr. Andrus.”

"My Axprus. I have that jn: ‘there, - As I look at the question of the
courts—T would like to come to that subject and T think I will cometo-
your’ pesition—if the courts fail to respect patents, 1t is the ‘same as

-failing to respect a law, " §

<A -Taw that hag’ falled of enforcement ultlmately becomes ohsre-
spected by :all.- Patents give that same impression to the public if
it is thoiight that the courts do not respect them: Then others, includ-
1ng corporate organizations and the public will not respeét thiem: :

The only way “of gotting a successtul operation of the patent system
is to have the courts follow the congressional intent and insist upon’
a high regard for the exclusive grant of the property 1'10'11'[' under the
patent

T am not conCerned with ‘those’ court ‘decisions of ‘corse that ﬁnd

~ direct anticipation as undér section 102, If direct anticipation of the
1nvent10n oceurs, if it is old, no patent should stand against that..
“But T am coticerned with two’ types-of court holdings and T think"
something can be done about them, . First, I take exception to ‘those’
court holdings that fail to treat the property right of the patent grant
with the same respéct as other forms' of property rlghts, such as those'f
based upon the patent to a mining ¢laim. &
Instead some ‘courts tréat a ‘patent grant for 4 “invention pretty
much as a monopoly ﬂf the odious character pr0h1b1ted by the anti-
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‘trust-laws and  éven: against jpublic: policy in‘some!instances: Such
confusion between a true property grant and a-monopoly enly serves
to undermine the very franmework of our American:way of life. . «ix

- Tt'is an anomaly. to me—and liere I come to the point you asked .a
moment ago—that our antitrust laws are for the: purpose of .main-
taining competition in the commercial world as I gather, to maintain

‘competition in the .commercial world in alliof its fields, and yet that
law is used to strike down!in'many instances; the patent grant and the
patent system which is the only means of maintaining competition in

the field of development and inventive effort. R T P

"+ The patent laws-are parallel to the antitrust laws in-their purpose
and function of maintaining competition, the one in the field of inven-
tion, the other in the field of commerce. -One should not conflict with
‘the other, and'I venture to suggest that ‘perhaps the former isthe more’ .

“iraportant to the survival of ‘our Nation in this troubled world. : ..

It is.an-anomaly algo in: my. opinion-that some of :the-courts have

‘gone to the - point of holding: certain types of patent operation as

sagainst public policy. oo i il ey T T B
For instance, if a manufacturer of a-staple commodity happensto

“Oown' & patent:on a:process of using the commodity and he tiies to en-
“force that patent againgtan infringer, the/courts have held that:to
‘enforce it would be -against publie policy becanse it -would ineffect
‘tend to give him = monopoly en the commodity. - That same pat-

sent,.3f it were in-the hands of XY Z:out liere who does not :«do a-thing

for:the public; who ;does not-make: anything: or sell:the public any-

‘thing, which not have attached-to it the so-called anti-public-policy

T I

“: I .say that Cengress-can and:ghould do something about some of
‘these things'and they should very substantially strengthen section

271 (d) of the-present law. - I don't have the wording of what I would
suggest at this moment but along the lines I have been discussing I

-think you-can find:room to strengthen section 271 {d}. . - SN

- Now the second:type of court decision that I frequently take ‘ex-

:ception to.is that invalidating patents.for Jack .of invention under

-section 103. B T e T

" o Every-time a ¢ourt hiolds the propertyright-of a patenttobe’invalid

for lack of invention, let us say, it is in effect giving-the public a
free ride’on somebody’s investment. Ttmay bethe investinentiof years
<of:work ‘on:the part of some:so-called attic inventor. - It' may be the
sinvestment of ‘hundreds:of sthousands ‘of : dollars. of 'stockholders’
mi)ney, paying for the time of expensive research personnel-and fa-

Ci ities. ;: Yoot gt cetogp g
I wwould like to question just:whatisthe issus of-the'lack of inven-

- tion under section 103. I have often wondered ‘whether it is'not
‘merely_ anexpresgion-as to quality ‘of the novelty wequired for pat-
entability. Regardless of how it should be considered; if the test of
patentability is held to be so high as only to be met'by that class of
myentions of such technical character that are understandable only

by a person ‘with 4" doctor’s' degrée’in science and not by a’layinan
suchi as weiare; ot by the: court, then e éan trithfully say that the
p&tgn}ﬁ; system. is merely for a class, merely for the genius or super-

seduca pacm g 0k




236 © - YAMERICAN “PATENT. SYSTEM-

I for one, believe that our: constitutional forefathers mtended the
ipatent system for the common man, to encourage the invention of

simple devices sometimes called: gadgets, if you pleasé; for the useful
rartsy - 'The smlphmty of the:invention, if it is actuelly novel should
rnot detract from its patentability.:

“Weshould not test the inventiveness of the s1mple dev1ce 111ustreted
“in Donn Benmett’s TV show, the Big TIdea, for instance by the skill
-of the scientific:man but rather by the skill of the common man, the
‘type of people who produce simple-devices, '

Our patent system was:intended by : Congress to functlon at alI
‘levels of education, :all-levels of economic effort and for all Ievels of
use: ~'The patent laws do'not distinguish in that regard today.

“Wedo not live by automation alone, but -we live by s1mp1e thmgs

. around ug. I can conceive of ‘patentable invention being: possible in
each level of civilization and in edch lével of life. ‘There is'no need
“ofincreasing ‘the requirement: of- patentablhty “with -each: advance
“of :intelligence: or of science as -a“whole': " We’ still ‘need  the simple
improvement in America and you W111 not get these from the gemus
“or: superintelligent .researcher. " -

“I think the patent system should: be made to functmn in- all levels
-fof our economy, in“all-levels of our:efforts-and: of our needs. It is
]U.St -as important tohave inventions‘in each one of those fields.. -

Senator ‘O'MamonEy. I think you-haye made a’very clear and
~impressive statement, Mr. Andrus, and T: hope that when you prepare
-an additional paper to gubmit to the committee; . you will make specifie
‘recommendations with-respect to the:standard; thé test which should
‘be applied and with respect to the definition so that the courts: may
“be guided as well.:;: As to this problem:of the. gadgeteer; all levels of
ssociety, I think; must be benefited by-the law andil think the common:

‘tan is the prmclpal ob]ectwe of our system and of: ‘our leglsla,tmn,
‘as it iz of ‘dur: Constitution. & =

Mr. Axorus. Ishall be: glad tor send thet stetement of ‘Some Tecom--
mendations, -specific recommendations. for. your 'study, they are not-
“niscessarily: recommendations- that: are prepared for’ ﬁnal actlon ine

* that sense. I have some very definite ideas.

:PWe'haveheen Workmg on some of them in Mllweukee in: our Patent:'
Law :Association. - 1+ :
~‘Senator O’MAHONEY.. We W111 be very hap to Teceive them

=~ *M¥. AwprUs. L will say this; however, that I am inclined to- agree
“with Thurman: Arnold. that by statute you cennot deﬁne 1nve~nj:10n

-much bétter than it is in-section108: :

I am not inclined to change that deﬁmtlon
- Sehator O’MAHONEY,. Ses What you can do.:

i My, ‘Axprus.-Yes; sir... « :

- Senator- (PMAHONEY. Thank yeu very much Mr Andrns

.7 We are most appreelatlve o

*. Mr. Reynolds? ''''

| STATEMENT OF E'.D'WIN L REYNOLDS CHIEF TECI-INIGAL ADVISER
" UNITED STATES GOURT OF CUSTOMS AND PATENT APPEALS

Mr Reenorps. T Would ]ust hke to sa,y a Word on . behalf of the
techmcal advisers to the courts. Mr. Bruninga nomma.ted them for
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oblivion: vesterday on the ground that they attempt to usurp’the

judicial function by deciding the cases.

- T think'any judge that wants someone else to dédide his cases won't
have any trouble in finding someone to do'it and coneceivably' might.
even find someone worse than a technical adviser for that purpose..

- I think there is a lot to be said for this idea that you'get a refresh-
ing approach to a case by a judge who is not steeped: in the-patent

i)].::LVV'.V FERREER { : 3 i LU . . : HEH L
1 But the approach would be more refreshing if he knows what he is

approaching and it is possible that the technical adviser might help

himowiththat, - oo e L e |
i+ Senator O’Mamoney., T wonder if you would care tomake any com~
‘ment on: the suggestion of Judge Hand that the Court of Patent Ap-

peals should be a revolving court rather than a court of judges and

‘experts who are devoted solely to that problem? . - SR
< UMr. Ruywoups. Iithink that i probably a good idea. I think you

get into a position where you can’t see the woods for the trees some-
times and it is advisable to get an outside approach, Thatisall T want
to say. '

Senator O'Mamowey, T did not want to eut you off.

Mr. Reywouns, That is all T have to say, Thank you, Senator.

- Mr. Capran, Did you have any comment on the suggestion that
interparty matters be heard by officials of the Patent Office who are
going to decide the cases? :

Mr. REynorps. It is much more expensive to the parties to require
them to come to Washington. _

There is a provision in the rules now whereby if the parties agree to
it, they can have someone from the Office attend the hearing antf act as
a hearing officer and that provision has only been invoked once or
twice,

So it is generally satisfactory as it is, _ _

‘Benator O'ManoNEy. Some tribunals with headguarters in 'Wash-

“ington have examiners who travel to where the litigants are.

Mr. Reyvorns. The practice is perrnissible now only where the

garties request it. Up to now it has only been requested once or twice.
So I think they get along pretty well without it. -
- Senator O’MaroNeY., We are all mentally hungry at this table and
through this room but T am afraid that physical hunger is overcoming
0{11' mental hunger and that the time has come to call this session to a
close. '

I don’t want to appear to be cutting off anybody who may wish to
make any presentation. So if there are any persons in the audience
who have hoped to say something to the committee at this session I
can only say now that you will have the future opportunity.

File your names with the clerk of the committee, tell the subject
upon which you wish to speak. If you can handle the subject by
preparing a paper, we will be very glad to have it. ,

d I am sure it will be much more effective when our minds have
been rested with = little of the physical relazation that nature provides
for us, and the food that we can get. .. . - o .

I think it is understood, is it not, that this was intended to be a

perfectly open hearing for all to present their suggestions?
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It was demgned to-develop ideas for the committee ltself inithe
conduct of its Investigation and the{indings of its-future agenda. The
“study is by ‘no.means over, - We think we are getting a lot of very
valuableimaterial and T hope that-everybody here and everybody who
has contributed to this hearing will carefully review what has been
- sald;and make that review the bas1s of such further suggestlons a8
My seem advisable.. -

We will announce the new hea.rlngs and the tlme :Eor them When
~the'stafl and the members-of the committee have had the opportumty
-to go overthe material thus far produced. . . -

I want to thank Commissioner Watson and Mr. I‘ederlco and all
~who have come here at our invitation; frankly many more came than
. we expected, when this opeir session was planned, 1 -think that it has
“been productive and we are most. grateful to all of you..

The committee is now-adjourned atthe call of the Chair.. :

: -:(Whereupon, st 1:45 p. m., the hearmg ad]ourned sub1ect to the
.‘call of the Chmr )




STATEMENT oF FRANE AFERN, Ji., PATENT ATTORNEY; LoOB ANGELES, CALIF.

‘I would like to make a suggestmn to your subcommitiee in respect to improving
the patent system. My suggestion is to have the Patent Office Board .of Appeals
responsible for the clagsification of patents.- Invention, in my. opinion, is purely
g matter of eclassifieation. .Thus, - when considering the patentamhty of an
invention, the prmcrps.l questlon concerns whether the inventien is like or unhke
the prior art. .-

“-I-think that I have read every article appearmg in the J ournal of the Pateni:'
Office Society regarding the classification of patents.” ¥ have found. that patents -
are not classified according to -rules of logic, as might be supposed, but: that
an -attempt -is made to. classify them according te the various rules of Jaw
promulgated by the courts. It naturally follows, due to the confused and con-
flicting opinions ‘of the courts, that the present patent “classification” is hope-
lessly confused. I know whereof I speak; because a little over a year ago I was
doing search work in Washington, . I. found thig type of work so futile (as a
search is never over) that I finally refused to do any more of. 1i: yet it eould be
very interesting.

i If the Board of Appeals were made responsible for the class1ﬁcat10n of patenf;s,
then the question of. invention could: become a problem in logie. It is even
possible, T believe, due to the development of symbolical logic, as distinguished
from-classical logie, that the question-of invention could become a matter of
matheéematics. However this may be, if the question of invention is.only made
aproblem in logie, a:great deal of -progress would be made.. In such an.event,
the courts would follow the rules developed in the Patent Office, rather than vice
veras ag the -situation-is now. This, I think, would tend to provide for the
patentee -the greater degree of certamty in regard to hlS rlghts that 1s now
desired.: .

- In.order; to make the idea I expressed workable, i e., the 1dea of having the'
Board of Appeals responsible for the classifieation of patents, so that the ques-
tion of invention could:be decided according to the rules of logic; it will"be
necessary: to-have the preamble or introductory clause of a claim definitely
considered as-a limitation thereof. -As the. law.stands now, the preamble is
gometimes considered a limitation, and sometimes it is not. This is one:of the
situations I had in mind when I mentioned the confused and conflicting opinions
of. the courts. : (See Doble Bngineering Co. v. Leeds and Northrup Co. (C. A, 1;
1948}, 134 F. 2d 78, 56 U, 8. P. Q. 426; Kropa v. Rebie (C. C. P. A;, 1951), 187
7. 2d 150, 83.U. 8. P, Q478 ; and the comment by Simon Broder, Perlpatetlc Pre-
amble,33J P.0. 8. 855.) s

The two cases c¢ifed above mentwn the conﬁlctmg epmmns rendered by the
eourts in regpect to the meaning to be given the preamble of a ¢laim.: In the
Doble case the Court of Appeals for the First Circnit decided that the preamble
ghould be considered a limitation, and. the opinion further states why it should
be so considered. In the Eropa case the Court of Customs-and Patent Appeals
reviewed a number of prior cases, and then stated a rule as to when the preamble
should be considered a-limitation, ahd-when it should not. The Board of Ap-
peals, incidentally, hag also expressly decided that the preamble is g limitation.
{See Bo parie Green (1947), (4 U. 8 P. Q. 272, See also the book by ElllS,

- Patent Claims, sec. 197,) - .

However, even though there is plenty of authorlty making the preamble a limi-
‘tation, thére are still many cases where this is not dene, apparently follov-ing the
-theory that broad claims are best. -I would recommend, therefore, that the mat-
ter be corrected by legislation, as by adding a sentence te¢ the second paragraph
of section 112 of the act of 1952. Such a sentence could read: “The introductory
elause of a cIann or. clalms shall be conmdered as.a 11m1tat10n thereof.” The

Tesb
68832 56——19
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advantages of doing this were briefly stated by Mr. Broder in his comment on
the Kropa case, cited above. . i
Two of the several advantages stated by Mr. Broder are very pertinent here:
First, making the preamble a limitation of a claim will tend to make the rights of
the patentee more certain, and second, it will greatly facilitate the classifica-
tion of patents. I have the thought in mind thag the Patent Office should require
patent solicitors to make the preamble meaningful, ‘so. that these advantages will
not be merely an abstraction, but an actual reality, I envison the scope of phs
preamble being determined by the scope .of. the class in which the invention
belongs, and I envision the scope of the class being determined t?y decigions of th.e
Board of Appeals. Thusthe Board would be the group responsible for the classi-
fication of patents. : . -
AN excellent example-of what I have in mind, that is, the use of the method
of ‘deciding the question of invention by means of classification, is.given by the
Minerals Separaiion case (242 U. 8. 261, 61 L. E4. 286): ‘In this case 30 prior art
patetits ‘weie cited by the defendant in his attempt to anticipate:the patent:in
suit. The Supreme Court distingnished the inventions-disclosed by these-patents
from that disclosed by the patent in suit by, first, dividing the prior art patents
into 2 ¢ldsses, and then, distinguishing the patent in -suit-from the patents
grouped within'the closer of the 2 classes, ~ - i 0 KR L
I think that theguestion of fact thus-decided by the Court, that is, as to the dis-
tiriction between the two clasges, should be held controlling:in regard :to:the
clagsification of patents. Alse, I ‘think:that this type of décision- should:be
extended to g1l other types or classes of:‘inventions, so that there would be-a
gieater degree of certainty as to the class in which dn invention belongs. This
would not be doing any more than bringing patent decisions within the doctrine
of stare decisis,-and thus more in accordance with the recognized theory of
Anglo-American jurisprudence. Sl
If the foregoing meefs with a favorable response, I would recommend that
section 9 6f the act of 1952 be revised by providing that “The Board of Appeals
may revise and majintain the clagsifieation ¥ * ¥, ete,’ or better, that “The
Board of Appeals shall maintain the classification *.* *, ete.”; and possibly
also by adding a sentence to the effect that “Patents shall be classified according
to the statement of the invention'set forth-in the introductory clause of the claim
or ‘claimg therefor.” - . o S e Do I
Another change I would fecommend is in regard to-section 100 (b). " This sec-
tion provides that a new use of a known process, machine, manufacture, ete,, is
patentable. Yet it has been construed to mean only that new uses of known
processes are patentable, and that new uses of khown machines and manufac-
tures, ete, are not. It seems to me that a new use'is in the nature of a discovery,
and: that as such it ghould be patentable, even though it relates to the new use
of a known machine or manufacture. Insofar-as I:am aware, this is-also the
prevailing opinion of the majority of ‘the patént profession. - It alzo seéems to be
the opinion-of the mythical man in the street who wantsa patent. B
. Finally, in view of the fact that I think the courts should follow the rules gov-
erning the method for déciding the question of invention as these rules.are to be
developed by the Patent Office, I would recommend that soie provision be made
for the Office to furnish expert witnesses for the guidance of the courts in this
respect. If this would be too expensive, two alternate possibilities wonld he:
{1) To permit any party involved in pdatent litigation-to take the ‘deposition of
an appropriate official in the Office for this purpose, or (2) to permit any party
to obtain an affidavit from such an official, which:affidavit would give informa-
tion relating to the clasgification of the patent in' suit, and distinguishing the
class thereof from related. classes:: Any.of these possibilities ‘could easily be
inclnded in section 282 of the act. : o R ST S
.. The idea I have in mind in making the ‘above recommendation is to bring ‘the
findings of fact made by the Patent Office more-in line with such findings made
by :other administrative -agencies when the same ave ‘made -subject to ‘judicial
.review, The guestion of invention is generally considered to be a guestion of
fact, It seems. to me that the courts should give just as much weight to the
findings of fact by-the Patent Office as they give to such findings by the other
agencies. Thus I think that the courts, when considering the issue of validity,
should treat the finding of patentability as conclusive when the same is-supported
by “substantial evidence” (within the meaning of this termas it iz used in
administrative law).: The purpose of this recommendation is to provide such
evidence for the use of the courts, and thus to make the presumption of validity
of a patent really mean something. .
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The nevvs reports descrlblng ‘the progress of yonr hearlngs report that I udge
Learned Hand has suggested that a “basic reorientation” of the patent. system
may be'in order; and that a’ studv should be made to determine whether patents
should be granted for only the more éxcellerit’ invéntions, or whether they should
be granted merely wpon. registration. Whlle I agree that a basic réorientation
is in.order, I do not think that e1i:he1- one Of the two alternatwes mentmned is
:sat1sfactory ‘both.are extremes. .

"My ‘experience in private’ praetxce has proved to me that the people Want
patents. They often want them for véry simple things, and they often want
thém with a passion, and I think that they should get them. Very fow 6f these
people come up with anything that could be considered an excellent invention,
yet they often ‘do” come up with something well worthwhile. If a very high
‘standard of inverntion were required, very few of our clients would obtain patents.
This would not only be unjust to them, and defeat the’ urge to do some original
thinking om their part, but Wwould also defeat the very purpose of the patent
gystem, which is to promote economie compet1t1on by protectlng the manufae-
tnrers of newly developed products,

¥, on the other hand, a very low standard of 1nvent10n were permitted, ag by
the use of a reg1stratlon gystem, the purpose of the patent system would again
be defeated. For in this case the rights of the paténtee would be even less cer-
tain than they are now. Conzequently, the valie of & patent in businegs vvould
{@rop.. This opinion ig, I think, borne out by the facts of the patent situation in
Turope. France has a reg13trat10n gystem, axid Germany has a rigid examina-
tion system. Other things being equal, the value of § Geérman patent 1s greater
than the value of a French patent.

Thus I want to conclude with an argument in favor of my suggestlon I thlnk
that the above will not only provide the basie reorientation required, but it will
not, like the two alternative proposald, ripset our whole theory. of patert law.
i would only make use of certain features already in the law. It would do
this by giving these features the authority of legislation. If they are énacted
T think that our patent system will really be a system. The only trouble with
it now is that it has. grown too big and needs. to be reorganized. What I have
suggested ig onl,v one means by which this may possﬂ)ly be done

'STATEﬁENT ox«"HamaY' C. ALBE'BTS, PATE'NT’ ATTORNEY, :CHIOAGO,:II.L :
THE PATENT STATUTES AND THETR INIQUITOTS INTERPI{ETATIONS

The patent statutes ‘and. the constitutional provision- from which- they stem
as a medium to promote the arts and sciences have just about run the.gamut
of ‘their original objective. - This js the inevitable result flowing from the highly
technical and absfract interpretations which the courts have: pursued in an un-
eonscious tendeney of finding patented inventions to'be 6ld or: ummpresmve bazed
upon technical: defenses. These technical defenses involve prior knowledge: and
uses, prior publications and prior art which' contributed: nothing to the defend-
ant’s appreciation except as an effective missile to: wipe- out the patent-grant.
Up to the time of suit' by the patentee for the alleged infringement of his patent;
the defendant in many 1nstances excluswely ut111zed the knowledge dlsclosed by
the patent in-suit.

-After a threat of suit or suit is actuallv ﬁled the defendant searches the pnor
art and scans the archives for an .effective defense Thig ig nsually: effective
in convinecing a court that there is nothlng new under the sun, and:also-that the
Patent Office grievously erred in the:issuance of the patent. The defense then
and there deals a lethal blow to our pateit system beeause the fundamental rule
that a patent is prima facie valid amounts to little more than unrealistic:ab-
stractions. - In fact,-the courts’ comparison of the patent in snit with: old and
uncormercialized prior art urged by a defendant constitutes nothing more than
an'abstraction:because thege prior art disclosures never confributed -anything
to the defendant’s alleged infringing practices; except t0 serve.as .a belated: tech-
nical defense. 'Neévertheless, the defendant undoubtedly received c¢oncrete sug-
zestions from the patentee or h1s patented d1sclosure, and thus reaped beneﬁts
therefrom o

On one hand; the defendant derlved an apprecmble advantage from the patented
disclosure and, therefore, the extent of ‘such aid or contribution to the defendant
gshould ‘be: the imeas.:n‘re of the scope of the/patent to that particular defendant.
This is a factual situation that can be accurately determined, and should be-the



242 AMERICAN . PATENT. SYSTEM

basis of the equitable prineciple upon which the presence or absence of patentable
utility (practieal novelty) should be measured in a given case. The equities of
the respective parties to the snit should be a vital basis of determining right from
wrong, Did this patent in suit aid the defendant and to what extent?

On the other band, the defendant’s reliance upon prior art which has found
‘no practical appeal in that industry or never before was considered to be of any
commercial value should under the eircumstances be considered and such should
be compelling in the refusal of attributing any particular significance thereto
as a defense upon the basis of an equitable estoppel because (1) the defendant
profited from the patented dis¢losure, and (2) never was spirred into hiz alleged
infringing practices by the prior art or knowledge now relied upon as a defense.
Consequently, the extent to which the plaintiff's patented development aided the
‘defendant and contributed to his advantage. should be the basis of determining
the presence of patentable novelty in a given situation.

Reagoning & step further, the lack of impression which the prior art made upon
the defendant or others in the field should dilute the effect thereof as an-inval-
dating defense, and the presence or absence of patentable invention factually de-
termined on this bagis. This would be 2 more certain and satisfactory determina-
tion than the abstractions being practiced by the courts in attempting to define
invention as distinguished from mere mechanical gkill in any given ease. This
‘would lend force and effect to the factual degree of utility any patent has con-
tributed to any industry or art and would constitute a much more realistic basis
upon which relief should be granted or demec’l in any particular equ1ty proceeding
charging. patent mfrmgement :

Thig analysis is genefated by the high regard the courts’ put upon an alleged

- confidential.disclosure usually verbally transmitted and depending entirely upen

the ability of the complainant to tell his story more vividly than the defendant.
An alleged confidential disclogure need not be novel or meet any particular re-
guirements as to originality, and yet one can receive such an alleged disclosure
in the ordinary course of business without having any awareness of an impend-
ing inference that the discloser expects that his equity therein shall be protected
by the invited receiver of the disclosure.

There is, howevér, some additional observations'in connection w1th the sugges-
tion of evaluating patent grants-on the basis of their actual and factual contribu-
tions to an industry or fo the public rather than upon an abstract comparison
with the archives or abstract paper records of the past. If thé courts can and
do give relfef to anyone who makes an unpatented disclosure to another in con-
fidence under the circumstances of the latter uding suech contribution without
making any - satisfactory arrangement with, the former (such:being termed a
breach of a confidential disclosure), then I must conclude, in order to be con-
sistent, that recovery on a patent grant should also be on-a bams of the eqmtms
involved in the contribution that assisted the infringer. -

One who breaches a-confidential disclosure ig legally bound to make retnbutmn
and account therefor even though what bas been disclosed is old and is open to
the rest of the world. This'has given use to many verbal charges of disclogures
having been made in confidence, and if the discloser iz especially adept or clever
at innuendoes he can:usually portray:a situation in & manner that colors the
taint of the user:or receiver of the so-called alleged confidential discloser. This
has happened and ig becoming-alarmingly the vogue in present litigation wherein

"the aliéged discloser may even have resorted to patent protection. and, feeling
that the latter is vulnerable, relies excluswely on the alleged: confidential. dis-
closure, which by some strange thinking is free from vulnerable onslaught even
if the content thereof ig as old as time’ 1tse1f

‘Consequently; the courts deal in abstractions in dec1d1ng the vahdlty of 8
patent and subject it to the most detailed and technieal serutiny, but-in the case
-of an unpatentable: concept which iz disclosed to a businessman on: vague terms
and should the businessman decide to-take a look and thereafter cannot get to-
gether with the discloser, be iz bound by a strict equitable doefrine to recognize
rights in an unpatented and-otherwise old concept while a patent grant covering
a novel .eoncept would be-subject to technical defenses unavailable as a defense
to -8 °gnit for ‘the alleged breach of a corfidential disclosure. -

~In the latter gitnation, the party who looks at something at'the: mv1tat10n of
the discloser, even though the concept proves not to be movel in-any respect, is
forever bound to either pay tribute ag long as he uses the concept (not merely
for 17 years) on the discloser’s otwn arbitrary terms or face expensive litigation
with: a doubtful outeome bazed upon the current approach. In a patent case,
the defendant ean - invalidate on. prior art, prior publications, and: prior uses
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gfarting froni the beginning of the world—even though:none of these.defenses
contributed ‘anything to the mfrmger 8 sum of knowledge in connecmon with
the mfrmg-mg practices.

" There ig mo justification for the 'dual standards m these two s1t11at10ns If
anything, a patent grant that has the stamp of-approval-of the Government
shiould be given more sacred protéction thax indefinite, vague, and loose proposals
that have been used as an instrument of confidential disclosures in trapping the
unthmkmg and inhocent who chance to examine such at the- request of . the dis-
cloger in the ordinary course of business. - This sort of -claim. is becoming in-
cregsingly popular because of the subtle vagaries 1nv01ved that appeal to shrewd
maneuvering.

Such 4 disclosure is less impressive from an equ1table standpmnt than the 51t-
yation which involved an issued patent .available for inspection from the Patent
Office records or is disclosed in the Official Patent Office Gazette or knowledge
acquired from a-patented device having the patent notice thereon and thus seen
in commerce. One who benefits from such patented -disclosures should be com-
mitted to an-equitablé estoppel to contest validity from -an equitable stand-
point with much more justification than the receiver of an alleged confidential
disclosure verbally trangmitted and coneerning which. there may be a bona ﬁde
dispute as to- the conditions under which’ such a disclosure wasg made.-

‘Mhe courts will not-consider -lack of novelty as a defense in such a so-called
éonfidential disclosure ‘wituation ; however, one who procures a patent and has
econvineed the Patent Office that patentabie novelty is involved in his disclosure
and goes to a substantial expense to procure a prima facie valid patent grant,
is sub}ected to the most extreme tesis to - establish patentable novelty all over
again with the defendant’s opportumty fo show lack of novelty from- dlsclosures
avaﬂable from the hegmnmg of time. :

It is no wonde1 that it is now an accepted saymg that “there -is nothmg new
under the sun.” This should be gualified by the exception, namely, an-alleged
confidential -disclosure of anything ‘new or-old go:long as the invited “dis-
closee” 'is:less adept at sensing the sighificance of the situation being created
by a shrewd discloser. It is high time that some consistelcy be resolved in
treating patented disclosures with much more reverence than guestionable unpat-
ented disclosures; and should the laiter be worthy of any legal protective cloak,

_then some standard of prerequisites ghould be enacted for making the terms of the
disclosure clear and unmistakable., These prerequisite requirements in making
an enforceable confidential disclosure should parallel the reqmrements for over-
cOmmg the statute of frands covering contracts.

Buch enforceable disclosures of unpatented matter- should requlre that the
terms thereof be reduced to writing and accepted before the disclosure. is made
and received; that if the discloser has procured a patent thereon, the latter.is
the gole remedy to be relied upon rather than the alleged confidential disclosure;
and that the alleged confidential digelosure shall-only ‘be effective up to the date
of filing a patent application thereon, since both rights should not be- exermsed
and only one enforced at the discretion of the discloser.

~“In -my humble. opinion, confidential disclosures should be COdlﬁed 80 "that
certam rigid requirements have to be met before the court may grant relief
thereon and thus restriet these to sitnations which are worthy and meritorioug—
ratherthan permit them to become a device for entrapping unthinking people who
-do not make it a practice to consuli a lawyer each -time they make a move in a
business venture. On the other hand, the patent 1aws-should be changed-to liber-
alize the conditions under which there should be a recovery for the patentee,
and thus give preference fo patent protection and less effect to unpatented dis-
clogures made to entrap the unthinking or the novice.. The time hag come for
the Federal Government te insure its own grants against iniquity, and protect
the public from impositions by subtle gestures -at the hands-of shrewd:oppor-
tunists under the guise of making the so-called confidential disclosures, -

STATL‘MIJNT oF ELWIN A. ANDR‘UB, PATENT ATTOBNEY, MILWAUKEE, _Wxs

“In Ty Opllllon it may be too early to fully appraide the workmg of {he' patent
‘Bystem under the new patent act of 1052 madé effective on January 1,71953.
The Supreme Court has not as yet settled the vital questions of mterpretation
‘of the new law, although many lower court demsmns have ténded to 1gn01'e the
clear leglslatwe mtent of the new aect.
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" Ag-I-stated at -the:conference, T believe that the Patent Aet must apply
equally to-all inventors whether they work alone ag in the “garret” or whether
they work in groups as in large research laboratories. It.is fhe individual
with the ‘“idea” that counts in the ﬁrst mstanee -He is the one- that must be
awarded to simulate invention.: ‘

“But & patent is not a directimonetary award. Tt only serves. to protect the
effort of the inventor or of his backer to develop and market the invention, and
it is from this marketing of the invention in competition with other inventions
that any monetary award finally. reaches the inventor.  Take away the award -
from the backer of the garret -inventor or of the research laboratory and all
inventors will be penalized.

There is 1o such distinetion in the field::of invention as between- the alleﬂ'ed
large and small inventor, ag exists in the field of :commerce between large and
small-business units. Since all ‘inventorz are individuals all inventors are: of
the ‘same ecategory.  The only difference -between the corporate emplovee in-
ventor and the so-called independent inventor is not-in size, but rather in having
or not having a backer ecapable of developing and marketing the invention.

Ad T pointed out at the conference; patents are our only means for enfore-
ing competition in the field of invention; just as the antitrust laws are a power-
ful means: for enforeing: comnetition in commerce. The two fields of law have
the same general purpose and it is'clear to me that of the two. patents provide
the greater public benefit. "Without competition in inventing there would
be no real prng'ress in new Drocesses and thmgs which are S0 essentlal to our
well being. .

- I repeat that it is anomalous that the antltrust laws are used to strike down
a system which enforces competition. Only by recognizing and respecting the
right of property in inventive ideas can we derive theé necessary public benefit
from our patent system. No real benefit to the pubhc results from stnkmg ‘down
the pronerty right of the patent. :

- In this regard it seems to-me that the: Supreme Court in its- decision of the
case of Great Allantic & Paoific Tea Oo..v. Bunermarkel Rquipment Corpora-
tion (340 U, 8. 147 71 Sup. Ct. 127; 95 L. Ba, 16287 U. 8. P. Q.-303) did more
harm to the public by reason of the pubhc 8 reaction towards patents generally,
than could possibly ‘have been done if the patent had been sustained and en-
forced. Tn fact, sustaining of the patent would not have deprived the publie
of anything it was not already getting throush the patenfee’s commercial en-
deavorsg, and probably would have resulted in the’ mfrmger ] mventmg of a better
device for the purpose.

. Tiberality in  invalidating - patents only ;zwes the thlef hlS freednm and

insofar as the public ean thén poach upon the patent property it justifies tres-

pass by all: - Under such 4 policy patents hecome:like an unenforced statute
disrespected by -all, and businesses that do not fear the cost of litigation tend
to det accordingly. The tendency under such eircumstances is for few patent
sale or lieense negotiations to net a patentee meore than the estlmated cost of

a lawsmit, quite regardiess of the commercial merits involved. !

' L1herahtv in upholding patents would correct these evils-and ‘wounld bring the
award to the inventor nearer to the true commercial value of the contribution.
'"The courts need never be concerned that the award will be greater than the
true commereial value since comvetition always fuhctions to level profits, A
conpetitive invention will arise if it iz worth while to- make it, and the more
tribute demanded by 4 patentee the more effort there will be toward makmg a
compet1t1ve invention. Only under a system wherein the property right to 111-
ventions {8 highly respected éan- inventors receive the nropet- awayd,

Since the award for an invention comes from the nublic in voting:in favor 01'
tl'us or that purchase, and so'long as we keep ‘open the channels of commermal

competition, no excessive award is possible to'a natentee, =

Today the conrts seem to be too liberal in invalidating patents The fault is
not with the Patent Office heing too lberal in grantimz‘ of pafents 1 feel
that the Patent Office with the many inventions coming before it in each field
of development has its fingers on the pulse of onr inventors and iy judeing each
art according to the level of invention necessary to encourage further inventjon.
The courfs with less than 1-out of every 250 natents coming hefore them. and
seldom with more than 1 in any given art, cannot judge as well as to the appro-

- priate 1&vel of invention to he applied. in a given caze. |

Some courts have expressed amazement at the nurber of patents being 1ssued
today, but entirely disregard the great expansion in-our population and in new
fields for inventive effort. We are issning today about the same number of pat-
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ents per.each 1,000 of our population as we igsued in the Civil: War period, and
vet there are today many new fields for inventive improvement that did not ‘exist
in the Civil War. o mention a few we might include the entire electrical gener-
ating, transmitting, and appliance field, including electronic controls, radio,
TV, telephone, lighting and power fields; the entire petroleum industry and the
resultmg internal-combustion engine arts and synthetic fields; the motor vehicle,
airplane, and related arts; the machinery field, including machine tools and
farm and road machinery; and many others.

Ag T stated at the conference, any tendency to apply a high standard of inven-
tion for pateniability under section 103 of the present law only resulis in remov-
ing the patent system from benefiting the public in those fields of improvement
of the gimple things by which we live. The patent gystem, to be of maximum
public benefit, should function at all levels of educatien for all levels of commer-
cial effort and all fields of the useful arts. If only the superintelligent can in-
vent, our system will no longer function for the common man, and we will soon
lose the public benefit of inventions in simplé things.

“he gtandard of invention set forth in section 103 is in my opinion the veéry
best that can be done, if the courts can be made to pay attention to its Aexibility.
Emphasis of the fact that the test in each instance is what would not be obvious
io the man of ordinary skill in thé particular art. This means that you should
not test the invention of a gadget guch asg in the A. & P. case, supra, by the
intelligence of a scientific man. Scientists just do not make gadget inventions
of. that type. And yet, such simple things have their place in our needs and
wantg, and their invention should be tested only by what would be obvmus
10 a man of ordinary stature in the art of dreaming up simple things. .

I feel that the courts have been sold the idea that patents are an un]ust
monopoly and against the public interest, and that as a result of this geperal
attitude they have come to strike down as obvious ahy invention they can under-
stand. In my opinion Gongress needs to act to reassert the public beneﬁt of
the patent system.

. I propose consideration of legislation such as the following »

1. Amend Section 103 by adding to the last sentence thereof, “or by the sml-
phe1ty of the step forward.”

2. Amend section. 271 (d) by inserting after *‘following” and before the
colon in line 5 the words “either alone or in combination with each other or
with other acis insuflicient by themselves to constitute a violation of law.”

_Algo add at the end of section 271 (d)} the following: “(4) derived revenue
from the sale of a staple article or commodity of commerce suitable for use
with or ag an element of the invention; (b) derived revenue from the sale of
patented or unpatenied apparatus or parts te be employed in carrying out a
patented process; {6). limited the usge for which a license is granted under the
patent; (7) refused to grant a license under the patent; (8) sought to control
and fix the terms of sale by a Heensee in competing with the patent owner under
the patent; (9) entered into a cross-licenging arrangement with one or more
competing patent owners; (10) refrained from enforcmg the patent against
another infringer or contributory infringer.”

3. Amend section 282 (2) by adding thereto the followmg “providing that no
party shall assert. any defense under Section 103 or part IL of this: title if:
(1) the infringement originated -or was derived from the patent or from the
commercial device or practice of the patentee under the patent and with. knowl-
edge of the patent, or (2) the invention hag heen utilized commercially by or
for the patentee, or (3) such party is or has been a licensee under the patent.”

Also insert a paragraph before the last paragraph of section 282 ag follows:

“Ap infringer subject to disability as provided in paragraph (2) if this Sec-
tion shall not .gain -benefit from any prior or subsequent holding of 1nva11d1ty
based upon the defense under Seetmn 103 of part 11 of thls T1t1e o :

STATDMENT or:. JOEN ALAN APPLEMAN, ATTORNEY, URBAN'A', TLL.

Those of us who deal in other phases .of the 1aw than- patent law regard thig
field as the stepchild of’ the legal profession.  We are, 1o be frank, ashamed
of the way in which it cperates. The purpose of the Iaw is to protect an inventor,
and to reward him for. his geniug; the result iz to thwart him at every twmn.

The inventor is deniéd protection if he logically and patiently develops an
invention, instead of discovering it by some lncky fluke. This is called the burst
of invenfive genius test, which was supposed to have been abandoned as g result
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of the last amendment. He is rebuffed if there are ‘any ideas’ remotely ‘similar
in the past, even thoigh the use he proposes is conipletely different than that
which has been developed previously, and even though his idea may have great
utility. Patent lawyers have had to develop devious wordings for claims in order
to produce some result for the client’s money, even though the resu]tmg patent
is so narrow ag to be worthless., :

© After the inventor receives a patent, the courte may - still strike it down.
If it has value, fly-by-nighters may form corporations to infringe and fold before
judgments are rendered, because there are no eriminal penalties attached and
the technical doctrines already developed {such as the doctrine of combination
patents) permif sharpshooters to milk the value from the 1nventlon developed
-by another, .

The prior amendment passed by Congress was supposed o have accomplished
much good in these respects, particularly since a new use was made patentable.
However, you still have the same bureaucrats administering the law. They are
presently consiruing it in such a. manner as to try to elimmate all of the good
proposed by the law. = =~

I would suggest that any new statute enacted be 80 cleay that ‘people of this
type eannot. destroy the good intended by Congress, May'l also suggest that
some steps be taken to introduce some new blood into that Bureau, and particu-
larly into top positions, where such new personnel will be able to formulate the
pohmes which are to be followed. . : )

STATEMENT OF G WRIGHT ARNOLD, PATENT ATTORNEY, SEATTLE WASH
B INTEODUCTION

(Proposed test is that of George thch Roberts (one of ‘defenders of Graham
Bell) set forth in his two-volume text, Patentablhty and Patent Interpretation)

The sole plea of thls testlmony, whlch igin addmon to the oral test1mony ‘sef
forth in above pages, is to have the Congress amend section 103 of the above-
identified act by supplying a standard test feor determining: patentable ‘novelty
by adding to said section 103 the heréin defined objective test in a second
paragraph to the subjective test of the first paragraph of said section. :

The objective test herein urged to be added to section 103 of the Patent Codi-
fication Act, is that of George Litch Roberts, Iisq., late of Boston, Mass., author
of the two—volume text, Patentability and Patent Interpretatmn which represents
a careful analysis of e,Il the Supreme Court patent cases—I181 of them—befors
the reguirement for the writ of certiorari in 1915, said study involving a period
of 25 years. The fest he deduced harmonized all the said cases of the Suprenie
Court except only three which are déemed anomalous and out of step with all

the others. No other ohjective test proposed has a two-volume analysis of the
Supreme Court cases by_which to learn of the test in every detail.

OUTLINE oF TESTIMONY

: I Proposed amendment to section 103 of 1952 Patent Godlﬁcatlon Act—sectmn
103 being set forth in toto, with amendment in italies.: - - .
II. Meaning of sub]ectwe and objective (new fuuctional relatmnshlp) test.
hA tUlélformlty of dec1s1on prowded by objective new functmnal relatlon-
shiptest. ... - : :
“B. Bubjective test defined. .
- L Objective test defined.
S TIT- Urgency of actlon by the Gongress to prowde umform standard of test
of patentable novelty. :
A, Record of Umted States Bupreme Court relatwe patent decigions, '
B. Authorities, including governinental and judictal reports, establishing
_need for and approval of objective test.
(1) National Patent Plauning Commission appointed by late Presn—
.dent Roosevelt, . . ‘
(2) ‘Indictment of Supreme Court’ by T ustlce J delison.
. .{3) Article of Hon. Clarence C. Galston in Aprit 1953 Federal Rules
. Dec1s1ons, volume 13, page 463.

’ IV List of cases in thch courts have applied the’ objective new funetional
relationship test, and expressly mentioned functional relationship between factors
of the invention ; in some cases in Federal courts, Judges have named Roberts’ test.

V. Answer to contentmns cr1tlc1z1ng objective test
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UVI0The Hapreme Colirt in’ decision prior “to- writ of ‘certiorari mever héld
patent claim void for lack of patentable invention except where no new functmnal
relationship was establishéd-—objective test harmonizes the cases.

VIIL: Patent Office, several Federal courts and lawyers, it is submltted greatly
desn'e an objective test, -

VIII. Importatce of- patent system—statements settmg forth valte of patent
system dand inventors to our country

IX GOnelusmn Lo

L PROP’OSED AMENDMENT TO SECTION 1¢3 OF 1952 PA'I.‘ENT CODIFIOATION A.G’I.‘—-
' SEGTION 103 BEING SET FORTH IN TOTO WITH A.MDNDMENTS IN ITALIOS s

Congress is most respectfuliy petltmned to add to sectmn 103 tlle following

amendment: - -

; “Independently of and apart from the above, a patent may be obtamed for an
mventlon and - patentable novelty sh_all be found therefor, whenever there is
. established a new functional relationship between any of the factors which are
required for rendering an invention.in.the industrial art practically operative.”
. With this amendment added, the complete section 103 would read as follows:

. “8E0. 103. CONDITIONS FOR PATENTARILITY ; NONOBVIOUS SUBJECT MATTER AND

NEW FUNCTIONAL RELATIONSHIP.—A. patent may not be obtained through the
invention is not identically disclosed or deseribed in the prior art set forth in
section 102 of thig title, if the differences hetween the subject matter sought to
be patented and that prior art are such that the subject matter as a whole would
have been obvious at the time the invention was made to a person having
ordinary skill in the art to which said. subject matter pertains.  Patentability
shall not be negatived by the manner in which the invention was made.

- Independently of and apart from the above, a patent may be oblgined for
an invention and patentadbie novelty sholl be found therefor, whenever there is
established @ mew - functionel relationship between any of the Factors which
are required Jor reﬂdermg an invention in the fbndust'rw,l art practically
operaiive.”

. With the sectmn thus Worded not a smgle change has been made in the first
paragraph now coustituting section 103. The second paragraph sets forth the
objective (new functional relationship) test which witness regpectfully petitions
to be added to the section. Thig amendment allows to the applicant the objective
or new functional relationship test and renders more certain the patent grant
when - it is established that there are new functional relationships existing
between the cooperating :factors. Such establishment shall render patentable
novelty finding mandatory so that the protection of the grant wil contmue
until ewdenee nulhﬁes the ﬁndmg of novelty .

II MEANING or SUBJTJCTIVE AND OBJECTIV’E (NEW F‘UNC’].‘IONAL RELATIONSHIP} TEST

A Uniformity o_‘f demswn promdecz by objective new funotwml relatwmth
- test .

. The Supreme Court in demsmns prior to Wr1t of certmran 1915 never held
patent claim void for lack of patentable invention except where no new functional
relatlonshxp was estabhshed Objective test harmomzes ihe cases.

B. Subjective test i - '
“ The test set forth by sectmn 108 tuins upon the pomt of Whether ‘the im-
provement of the application is “obvious’ or “nonobvious” in view of the prior
patents or state of the art. Such test is definitely subjeetive ; what is “obvious”
to one persom ig not obvious to another—all depends upon the knowledge or
experience of the party judging the merits of the improvement. If itbe ¢laimed
that the question of obviousness is addressed to “one skilled in the art,” then
one must imagine such a fetitious persén and then must imagine whether such
person would believe this particular improvement was obvious. In short, the
one judging must make two imagi’nings as a factual basiz for a judicial decision.
Ig it any wonder we have confusion in decisions between the Patent Office and
the courts? Ts it any Wonder that the 1ncent1ve to patent is bemg mgured?

O' Ob}ectave test: ¢ : ‘
" You ‘may ask what do we mean by the ob;lectlve test “in that eonnectmn
111ustrat1ons will be helpful, I will use an llustration by Mr George 1., Roberts,

author of the text. Suppose we have 12 men busily screwing on the lids of
shipping cases for machines being shipped out of a particular plant, and they
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are using hand serewdnvers Now, suppose -(he said}). .that T take @ bhrace and
bit and take out the bit and put in a screwdriver, and let ug assume that had
never been done before, and with the greater. efficiency resulting from the brace
that we can now reduce the number of men. from 12.to 3.. Would that . be a
patentable invention? And the answer was “No,” because there is no new
functional relationship between the:brace . and.the new screwdrwer tool - ag
compared to the function and relatlonshlp of-the brace and the- old bit. .

That is where this new functicnal relationship comes in, The old brace
gives the tool a rotary motion, and pressure downward, but it does the same
thing with the screwdriver tool that-it does with-the bit; and here it does not
malke any difference how much you may increase the efficiency of the operators.
That is simply applying what we already know, and it is not new m the sense
of being patentable as having niew functional relationship; =~

Now, let us take the illustration exemplified by the Bwrbed-wwe—fence case

(143 UT. 8. 275) There we have the case ‘of one barb in the prior art secuied
to the carrier wire by a single loop; that is, ‘it was pivotably seecured to the
wire ‘and-the point eotld be puished over to one side of the vertical as it was
only p1vo‘rably mounted. Inthe patent in- question, whieh‘ resulted in:ithe
barhed wire ag we ‘know -it, the inventor apphed the barbed wire to the carrier
wire by making a’ bearmg on-the carrier wire. ' That: is, he wrapped the- barh
2 times around the cairier wire whlch gave a' ‘supporting ~beari}1g'wh1ch held
the barb at 90° to the ecarrier wire—providing for 'no ‘turning-of thé barb
withotit bending ‘of the wire of the barb. Thereby, the inventor had sn effective
barb that resisted being turhed to one side so that it had a new: Tunctional
rélationship to the carrier wire, which the court held patentable :
" And T mright- way at tlis point, that Mr. Roberts in ‘making his analysig of
the cases: had no a priori definition w1th ‘which-to be: biaged in the ‘quest.: It
involved some 25 Fears for -analyzing all of the cgses before the Supreme Court
before we ‘had the requirements for ‘the - writ of ceftiora¥i. And all of-that
analysis is set out in the twmvolume text 50 that all concerned have a gulde
for applying the fest, -

- Now, you may ask, how does the new functwnal test apply in the- chemlcal
field? - In the chemical field let us take the case-of ‘the borated cotton.’ The
prior art showed cotton batting had beer used saturated with boric acid sotely,
but the borie acid on such cotton would erystallize; it tended to dry on the cotton
ahd form crystals as discrete particles which: Impau-ed its eﬁectweness or
eﬂicleney and irritated the sensitive tissues of a’‘wound, = '

On the other hand we alsd had cotton batting saturated with glycerine, ‘bt
the glycerine ‘was not 48 effective an antiséptic as boric ‘acid, so what' thig par-
ticular-inventor did wis to.combine the two, and-theb we had this situation:
“The glycerine prevented the borie acid from crystallizing, and thus weé bada
new functional relationghip and the greater antlseptlc propertles of boric acid
were made available. The patent was sustained.”

~Again, if carbon bisulfide renders a soybean base glue Water resmtant theu
we have a new functional relation between the factory of the composition, of
we have a nmew functional relation betweeén the factors if adding a eertain
chemical to a cellulose solution changés the ‘electrical charge from the anion
to the cation side of the molecule so that we ‘have tha! cellulose solution of the
same gign electncally as the spinerette through the opemng of which the solu-
tion is to pass-in forming a thread. Thus, we have like signs electrically between
the cellulose golution and the spinerette so that repulsmn exigts between them,
regulting in-the stopping of reductiom of the opemng by the drawing ouf of
impurities from the cellulose.

. If substituting one ‘atom in a chemical structure diagram for another dif-
rérent atom produces a new property for that eompound, then we have a new
functional relation between the elements or factors of that compound.

- N. B: new “functional relationship” refers to relatmnshlp between the “faetors
which are required for rendering an invention in the industrial art practieally
operative.” We. are not réferring to the function of the whole machine or
invention but te the “functional relatlonsmps between the factors, ete” The
purpose or object or use of an invention is more comnmoniy called the “result”
of the invenfion. Note well we are not using the term function here in the
sensge that in draftmg the claim the factors must not be claimed: merely . ‘func-
tionally.” . Thus it is Important to note that we are concerned with the inter-
aetwn or fu.nctmnal relatwnsmp of the factors as between themselves
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I, URGENCY. OF AGTION ‘BY THE CONGRESS TQ PROVIDE UNIFORM ‘STANDABRD OF TEST
QF PATDNTABLE NOVELTY = :/

A, Record of United States Su;oreme Court relative patem deoamofw -

The record of the Supreme Court is well summed ip by the declaration of ope

of its members, Justice Jackson, in the case of Jungerson V. Ostby &; Ba,rton Co:
(80 USPQ 36), in which he stated: .-
. “But I doubt that -the - remedy for such Patent Olﬁce passmn for grantmg‘
patents is an equally strong passion in this Court for striking them down so that
the only patent that is valid is one which- ﬁws Oourt has 'not be(m -able to _qet its
handson.” .. [Italics ours.], © .

Certamly such a severe mdlctment of one of the most democratlc pleees of

legislation in our laws cries out for correction by the Congress,

B. Authorities, including goverimental and mdwml reports, estabhshfmg need
for and a,pprowl of objective test

"If you please, this is no ordinary petltlon for an amendment to our patent laws
The confusion ag between the examiners in the Patent Office resulting in long
delays and large backlog of applications awaiting action, and between the Patent
Office and the several Federal courts, has reached a-magnitude; it iz submitted,
that irreparable damage can only be avoided by the taking of action by Congress
The situation has become a matier of national-defense concern. :

Our country represents only. about one-twelfth: of the hyman race; therefore,
militarily and eeconomieally, to maintain our liberty and-freedom we mist as a
nation live by reason of our collective superior knowledge over our foreign coms-
petitors and possible enemies. Therefore, our pressing mutual concern is to make
our patent gystem provide incentive to-inventors; algo our concern must be to
keep the cost down to induce inventors of small and large mieans to apply for
patents for their ideas which appear promiging, - The incdentive, it is respectfully
submitted, fto apply for patents is weakened by the lack of a standard and yni-
form test for determining patentable ndvelty.  This ig true irrespective of the
number of applications being filed presently. Such lack of a uniform. tést or
standard also augments the backlog of applications awaiting action. o

(1} National Patent lenmng Commission appointed by late President: Roose- ‘
velt—In the patent field what ig our greatest weakness? The National Patent
Planning Commission (appointed by the the late President Franklin D. Roose-
velt with Charles - F. Kettering, chief: englneer of General Motors as Ghalrman)‘
answered thia questlon ag follows:

- “The most serious weakness in' the present patent system is the lack of a uni-
form test or standard for determining whether the particular contribution of an
inventor merits the award of the patent grant. * ¥ * No other feature of onr law
is more destructive to the purpose of the patent system than this existing uncer-
tainty as to the validity of a patent" (Report of Natlonal Pla;unmg 00mm1ss1on,
1948). = d
{2) Iﬂd‘tctmeﬂt of Supreme C’owt by J’usmce Jac?cson mAnother gtriking plece
of evidence of our confusion in decision which is destructive of the inducement
to patent invention—all of this traceable to the Iack .of a standard or umniform
test of patentable ‘novelty=—is the -above-quoted statement of Justice Jackson
:Erom the cage of Jungersen v. 0siby & Barton Co. (80 USPQ 36).-

(3) Article of Hon. Clarence €. Galston in April 1958, Federal Rule_s Demsmms,
»otume 18, poge 463 —TFurthermore, the need for-a um‘form standard and test
for determining patentable novelty is emphasized by an-article by the Honorable
Clarence C. Galston, judge, United States distriet court; eastern district of New.
York, appearing in April 1958, Federal Rules Decisions, volume 13, page 463.
In that article Judge Galston mdkes clear how -great is his disappointmernt in -
the 1952 recodification of the patent law because it did not supply an objective
test for patentable novelty, - The judge states his opinion regarding section 103
and the difficulty of applying the rule of obviousness: as.set forth in that see-
tion in determining the patentability of a new development, He guotes Justice
Frankfurter in the Marconi case (320 U. 8. 1, 62), where he states:

- 4Tt is an old observation that.the tra1n1ng of Anglo-Amerlean judges: 111 ﬁt
them to discharge the duties cast’ upon them by patent 1eg1s1at10n "o

And goes on to observe:

. “Now after waiting years for a-new patent statute, sectwn 103 ‘of the new
act leaves these same American judges in the handicapped position referred to
by Justice Frankfurter.” After further digcussing the dificulties in-'applying
gection 108, the. judge. states “The conclugion-to.be drawn from -this foregoing
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analysm ig twofold : test of invention should be ob;ectwe, the presurmption  of
validity should be not mythical but real.”

Accordingly, it is manifest from these emment sources that the need for a
uniform standard “or test for patentable novelty is pressing. The National
Patent ' Planning Commission  urged - that  patentability shall be: determined
‘objectively” and-not “subjectively.” The objective test as deduced and ex-
pounded by George L. Roberts from the Supreme Court cases, after analysis
extending over a period of 25 years, was before the Commisgion, and go this was
the test which they had in'mind when they said patentability shall be determined
objectively. ' To incorporate the test deduced by George Litch Roberts, we have
only to add section 103 the amendment above set forth in 1tal1es at the begm.mng
of this paper.

IV. LIBT OF CASES IN WHICH COURTS HAVE A‘E‘_PLIED._T]-IE,OBJEOTIVE NEW FUNC‘I‘IONAL
RELATIONSHIP TEST, AND EXPRESSLY MENTIGNED FUNCTIONAY. RELATIONSHIP BE-
TWEEN FACTORS OF THE INVENTION ; IN TW'O CASES IN FEDEEAL COURTSH, JUDGES

* 'HAVE REFERRED TO THE OBJECTIVE NEW I‘UNGTIONAL RELATIONSHIP TEST

The Supreme Court apparently built wiser than they knew so far as expressing
then- test as objective; . Buf in no case, where there was new functional rela-
tionghip between the factors, did the Supreme Court, prior to 1915 (date of
write of certiorari requn'ement) hold a patent invalid,

The Supreme Court in cases eited and extracted below has expressly analyzed
the differences beiween elements of prior art and mventlon before the Court
and has used the term “functions” in so doing. . -

Moreover, the district court in Submarine Signel C’orp . Geneml Radio Co,
et al, (D. C, Mass., July 20, 1926) states that the test of invention is objective,
eriticizes the sub]ectwe test as impractical, and -states {citing with approval)
that the court has considered the unpublished notes of George L. Roberts Esq.
of the Suffolk bar. :

This Sabmarine S:gnal Corp case W111 be quoted - ﬁrst since 1t; is so dn'ectly
in.point..

Submarine Signal Corp. v. Genemz Radzo Go et al. (D. C. Mass,, July 20, 1926
14 F:-2d 178) (courts and other tribunals have adopted and cited thls case with
approval in other cases) :

HThe defendants rely prmcmally npon the Berggraf device as showmg an
anticipation of ‘the plaintiff’s invention. They -adopt- the conventional method
of. testing an invention, by contending that a person skilled in-the art, having
this device at hand, could produce the plaintiff’s apparatus by certain changes.
{That is, it would be “obvious”’—ingert ours). This conienfion shows the u_n-_
gatisfactory nature of the “gkilled mechanie” criterion of invention.

- %A test of invention may be either subjective or cbjeciive. We may determme
e1ther the novelty of an idea or the novelty of the result of this idea. The first
test is impractical. Psychology is mot yet so exact a science as to allow us to
claggify and arrange in order of importance the ideas of the human brain. Nor
does it assist us to substitute for the brain-of the patentee, whose idea we are
eriticizing, the brain of that imaginary person of the patent law,.the skilled
mechanic, The test is still that of the relative importance of ideas.

“George L. Roberts, Esq,, of the Suffolk bar, has considered’ this subject in
an: unpublished treatise which:I have been privileged fo study (treatise subse-
quently published). Xe shows that the true test of invention is the novelty of
the result, and that:this result miust be criticized by comparing it with the
machines, processes, or methods known before. The fest is an objective one.
If the result of an idea is a machine or process involving a new function or an
old function arrived at by new means, the embodiment of the idea is patentable,
In an 'exhausti‘ve: survey -of all the cases relating to the gquestion of patentable
novelty in the SBupreme Court of the United States, from the earliest times down
to 1915, Mr. Roberts has shown that the test above suggested is consistent w1th.
them: 41, with three.exceptions, which he regards as anomalous.” -

The above: speaks most clearly: and positively in favor of the objective test.
Since the objective fest has thus been so: positively endorsed in jodicial decisions,
it is moanifest that such test mugt have merit and should be embodied in the
statutory law in order that uniformity of decision may be developed.

-Justice GLIFFORD. Umon Paper Bag Machme Co v Murphy 97 U. S 120 125
{24 ‘L. Ed, 985} 2
~-“In -determining the questlon of mfrmgement the court: or jury, as the case
may be, are not to-judge about similarities or differences. by the names of things,
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but are.to look at the machines or their: several devices or.clements!in: the light
of what they do, or what office or function they perform, and how: they: perform
it, and to'find that one thing is substantially ‘the same as another, if it performs
substantxally the same function in substantlally the same way to:obtain the same
regult, always bearing in: find that-devices:in a patented machine are different
in the sense of -the patent iaw when they perform dxfferent functlons or -in a
: different way, or produce a substantially differentresult.”

e (How well. these. words: fit the analysis given relative the barbed—wme fence,,
i and the brace-and-bit screwdriver illustration given by witness.) :

_T'he above language of the-Supreme Court initesting for patentable: novelty Am
determ:mmg infringement was applied .in Hiler: Audeo C’orpomtmn Vo Gemmt
Radio Co. (26 F..(2d) 475,479 D. ¢, 1928).~

“Notw1ths1:and1ng the sl1g31t mechamcal dﬁerence An constructwn the two
devices perform the same function in the same way,:and accomplizh substantlally
jdentical resulis, The two cores in the defendant's impedance coupler are the
mechanical equivalents of the single core in plaintiff’s unit;”

“: % % The testimony shows that the iron portion of the core structure
between the coils of the defendant's unit function. as a magnetic: path * * w0

N. B—How Qourt is comparing funection of element by element, is not specu-
lating whether it-is “obvious” or whether it is “only mechamcal skill”? Who
knows, the boundaries of these subjective terms? No one, it seems clear.: :

Judge Brewgter endorsed the objective test explained above by Judge Lowell
in this manner:

“1 algo derive assistance from the learned opinion.of Judge Lowell in: Sub—
marine Signel Corp. v. General Radio Co. ((D. C.) 14-F. 2d 178, 181), wherein
he points out that the true test of invention ig the novelty of the result, and that
this result must be c¢riticized by comparing it with the machines, or processes,

or methods known before.. The test is on-objective one. ' If the resulf if an
idea iz a machine or process involving a-new function, or an old functlon
arrived at by new means, the emshodiment of the idea is patentable.”

~The court proceeds comparing and using term “funcmons >

Wright v. Yuengling . (156.0. 8. b7, 53)

“Wright’s only mventmn, then, was in the combmatmn of the cyhndneal gmde
with the trough shown in the Farrar patent, . Did fhis accomplish a new and
valuable result it is guite possible that a patent therefor might have been sius-
tained, but we do not find this to be the case. "The cylindrical guide performs
the same functions as in the prior patents: the trough in which the connecting
rod worlks in the ¥arrar patent, is practically the same as in thé Wright patent,
and the combination is a mere aggregation of their respective functions, if the
combination of the trough and cylindrical guide of -the Wright patent gives
greater lightness and sirength to the frame than the combination of the trough
and the flat guides of the Farrar patent, it is a mere matter of degree, a earry-
ing forward of an old-idea, a result; perhaps, somewhat more perfect than had
theretofore been attained, but not rising to the dlgmty of mventlon R A2

- Reckendorfer v. Faber (92U §. 847,8568) :

After comparing duty of lead and - the eraser of a pencil, the court stated
% % & Ho long as each elemedit performs. some old and well-known fufie-
tion, the result is not a patentable combmatlon but an aggregatmn of- ele-
mentg. * *- 7

“Not a new functlon or result is suggested by -the combmatlon i ques—
tion * # *1
. Grmneu Wmhmgton Mach/zfna Co, v. Johnson O’o (247 U. 8. 426,433 (1917))

“In Speciailty Mfg. Co. V. Fenton Metallic Mfg C’o (174 4. S 492 498),
the rule was again tersely gtated : :

“Where & combination of old devices produces a4 new regulf, such eombma-
tion is doubtless patentable; but, where the combination is not only of old ele-
‘ments but of old results, and no new function is evolved from:such combinsation,
it falls within the rulings of this Court in H cules . Vam Wormer (20 Wall 653

 368), ete. (citing cases).

“Applymg the rule thus authoritatively settled by thls Court, we think no
invention is shown in assembling these old elements for the purpose declared.

. No-new functions ‘evolved from this combination’; the new result, so far as one
is achieved, is only t;hat which arises from the well-known operatlon of each one
of the elements.” .

- Iimeoln Bugineering Co. v. Stewart-Warner Corp. (303 U. 8. 545, 549 ( 1930)
-« & % The mere aggregation of a number of old parts or elements which, in
the aggregation, perform or produce no new or different function or operation
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than that theretofore performed -or produced. by them is not patentable: inven-

© tion. And the 1mpr0vement of one part of an old combination gives no right
to claim that 1mprovement in combination with other old parts which perform
no new function in the combination. Though the respondent so—concedes, it
urges that in the combination of the Butler patent, the headed nipple performs
& new and different function from.that which it Has heretofore performed, in
other combmatmns, in that, when the coupleér is withdrawn. from the nipple, at
the end of the greasing operation, the rounded head of the nipple “cocks” the jaws
of the coupler for the next operation * * * Moreover, the argument ig ungound
since the-old art includes instances where the the head of ‘a nipple or ﬁttmg
performs a similar function when the chuck is disengaged from it.”

The proposed amendment to section 108 includes the mandatory feature so
that,  after an inventor has speit years developing and marketing his patent
‘inventmn he will not have his r1ghts lost to an infringer with the Court simply
Atating syve think the invention is within the skill of the art” or its equivalent,

or “is obvious,” or “does not nse to the d1gn1ty of an- 1nvention” or 4 11ke nebulous
astatement. :

s ANSWER TO CONTENTIONS UBITIOIZING OBJDCTIVE TES‘I‘

AL That the new. functmual relatmnshlp or obJectwe test is difficult to- apply
Seems without a substantial basis. ' ‘The chairman, Senator O’Mahoney, quickly
disposed of this contention by stating that he “had no difficulty in understandmg
the test.”

- How ¢an. one -claim that it-is-edsier to apply an. obvious test When the facts
are that the Patent Office ray find that it-is nonobvious and issue a- patent,-the
district court may hold:that:it:is obvionsy, the court of appeals may next hold
that it is not obvious, and ‘the 'Supreme Court may then hold that it iz obvious.
Certainly any such test which-is responsible for the present divergence and con-
fugion as the history and. aetual facts reveal, cannot be sald to- be an easy test
to apply accurately.

B. Occasionally it.is stated “not sure that obJectlve test ix the- solutmn G
other test was suggested deemed to be better. It is submitted that so long as
the objective test offers a great improvenient over the subJeetlve test and is the
only one proposed derived from judicial authority and is.the only one having a
pubhshed textbook fully settmg forth and applymg the test then Such ob_‘]ectmn
is 0utwe1ghed .

-Becond, .in substance, “The. proposal would require the Patent Office to grant
a patent and presumably.the: courts to sustain it if it involved .any new func-
tional relatmnshm, however minor or: insignificant it might be,” " No- example
of .any such minor or insignificant invention. was given. = "Wouild - the barb-wire
case be of such “minor” or “insignificant”’ character'? Here we have a sub:]ec—
tive approach in the questmn of :what is “minor” or “insignificant.”

If an inventor conceives & new functional: relationship- between the factors
required for rendering an invention in the industrial art practically: operative,
it is submitted it should be held patentably new. ' We have degrees of patent-
_ ability .at present and only based on wheéther samé ig obvious or not. There

are bound to be varying degrees of complexity in inventions. - What we want
is a test insuring as much certainty as possible.

The inereased advantages of the objective over the sub_]ectwe test it is sub-
mitted, well warrant its inclusion as suggested herein, :

C. Moreover, it is submitted, it is precisely where the change is smaIl ‘as may
be asserted nghtfully or wronofully in the barb-wire cage that the inventor needs
the approximation to 2 criterion for precise definition of a. patentable invention
as afforded by the objective test proposed, and thus 1nvent1ons of the mherent
order of the barb -wire case w111 be protected

VI THE SUPREME COURT IN DECISION PRIOR TO WRIT OF OERTIORARI NEVER HEL'D
‘PATENT CLAIM VOID FOR LACK OF PATENTABLE INVENTIGN ~EXCEPT WHERE!- NO
NEW FUNCTIONAL BELATIONSHIP WAS ESTABLISHED—{)BJ ECTIV'E TEST HABMONIZI‘S
- THI CASES

The followm«r paragraph supphes an assurance drawn from the hISf:OI‘;Y of the

. Supfeme Court patent determinations which constitute a most umque endorse-
ment of $aid test, .

“In view .of the fact that not a century has elapsed smee the I‘ederal courts

began to consider questions arising under patents for invention, and that in every

branch of law, much time and long experience are ordinarily required for the
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determmatlon of prmmples which are to:sefile its unifoim admlmstration, it
may be regarded as remarkable, not to say marvelous, that the Supreme Court
has never yet decided a patent clalm to be void for lack of patentable invention
in its subject maitter, except where no new functional relationship was estab-
lished by or between the things claimed. It is frue.that the reason from time
to ‘time assigned for denying patentability to the various alleged inventions in-
volved in the 181 cases cited as belonging fo this category, have not been explicitly
stated in the judicial opinions rendered thereon, to be grounded upon the absence
of any new functional relationship in the 'subject mafier claimed; but it is
manifest from careful analysis that the entire series of such cases may be satis-
factonly explained and harmonlzed by the application of such a test. They
were all decided within a period of 75 years, 18501915, and they serve to show
how successful the conservative attitude of the Supreme Court has been in pre-
serving the rights to genuine inventors, notwithstanding the’ diffictlties attending
the diserimination of the new from the old (Roberts Patentablhty and Patent
Interpretatlon, vol. I, p: 170) .

VII PATENT OFFIGE, '.L‘HE BEVERAL I'EDERAL CO'URTS A‘ND LAWYEEB IT 18 SUBM’ITTED,
GREA.TLY DESIRE AN OBJECTIVE TEST .

In order to eseape “the utter confusion dep;cted by Iustlce Fackson when he
states “* * * that the only patent that is valid is one 'which this court has not
‘been able to get its hahids on” (80 U.'S. P. Q. p. 38}, it is to be devoutly expected
that the courts will welcome a reliable test founded on logic and derived from
judicial suthority, namely the Supreme Court demsmns passed prior to the re-
quirement of a writ of certiorari,

It i8 stated that many of the Patent Oﬁice exammers already are using the
‘objective tést set forth by Mr. Roberts.

" Also we may still ‘trust That ‘stare decisis will contribute to- uniformity of
judieial determination when ecriterion s presented whick harmonizes the Supreme
Court decisions prior to requirement of writ of certiorari., As sSoon as the cer-
tamty and uniform justice of the rule is recognized then lawyers will know
when to submit applications for inventions, the Patent Office examiners will be
rélieved of the confusion incident to the test of obviousness and the eourts will
likewise have a guide for ‘their deliberations. Tt is submitted that the certainty
‘of the validity of a patent will create the incentive for applying for patents
and by the tule of survival of the fittest, the objective test will gradaally super-
sede the nonobvmus test or obvmus test set forth in the first paragraph of section
108. . . ‘

VI]I IMPORTA.NOE OF PATENT SYSTEM—STATEMENTS SET’I"ING FORTH VA'L'UE OF PATENT
" SYSTEM AND INYENTORS TO OUR CO'D'NTRY

“The great value of the United States vatent system is. umversally reeoamzed—
hased on the moest democratic legislation of cur laws. Other countries have even
more resources than do we, yet no other country has the high standard of 11V1ng
which exists in the Umted States ‘The patent system, in all our progress. is
glven great credit. :

A workman employed generally as a- mechamc who concelves an 1mprovement
while working at the bench of his employer is entitled to the patent for any
patentable improvement made by him.

The real defense cormmittee of our Congress is the Judiciary Committees of the
Senate and House having charge of patents. Hach of our soldiers must be
equipped to render him equal to ‘tnany thousands of the enemy and each of our
workers must have the machinery to out-produce our rivals if we are to main-
tain our freedom and standard of living. “We are but one- -twelfth of the popula—
tion of the world, and if we are to maintain our liberty and free_dom we in the
United States must suceed by our wits. It was the Sperry gyroscopic compass
which we loaned to the British fleet when their magnetic compasses failed which
‘enabled the fleet of our ally to reach the Falkland Islands and successfully sur-
prise and intercept the German fleet. In early Roman days inventions turned
the tide of battle. If was the “corvus” invention. which enabled the Romans
to defeat the Carthaginians who long, by their superior naval gkill, had crushed
the Roman fleets.  The corvus mventmn made the Romans victorious, thereby
changing the whole Mediterranean: history. Yes, in the present year of 1935
our very freedom and liberty demands a patent’ gyStem of the utmost efficiency
based on umforxmty of standard of grantmg and sustammg patents Inmden-
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tally, a patent is not a monopoly, any more.than the right. o exclude others from .

one’s automobile renders its ownership a monopoly (generally in offensive term)
This is the contention of Dean ngmore of Northwestern University,
The Supreme Court stated in T. 8. 'v. Dubilier’ GOHdGﬂS@T Comommon (289

U..8.178) «.

“An mveutor deprwes the pubhc of. nothmg it en,}oyed ‘before his dlscovery

" and gives somethmg of value to the commumty by addmg to the sum of human
. knowledge.” P - ;

Note well, the old saymg “Knowledge is power » L )

... The late President Franklin D. Roogevelt sald “Patents are the keys to our
‘technology ; techhology s the key to production ; productlon ig the Xey to victory.”
. Iam mdehted for the following to the statement of Josaph Rossman, former

. Patent Office examiner and presently a general. _practltmner when he very ‘well

stated in hearings ‘before.the House committee:

“The inventor ig our greatest and most v1tal natlonal resource 'He' Was a
vital agent in building éur present industrial economy in a region void of any
technical facilities when the colonists settled@ here, " He JeServes to be honored

cand. duly rewarded for his creative work which enriches. the public. welfare.
‘The inventor should be révoghized as a citizen of great importance hecause he is

a public benefactor, He ghould therefore be given an ¢pportunity to obtain his

due reward through his patents by making sure that proper. respect and a.dequate
Jegal ‘deration is: glven to his patent property. :

“In a recent editorial in (}hemxstry and Bngmeermg N'ews, .Tune 11, 1951 the
followmg very important statement iz made:

“ %= * The fast-approaching bottleneck of too fe“‘ smennsts and technologiuts
can well be the most efficient secret weapon possessed by Stalin and the Politburo.

" If the present trend is.not shortly reversed, our leadership in science and tech-

nology will disappear and will be supplanted by Russian domination in science
and technology for we can be dead sure that Russia ig straining every effort to
overcome our present lead, - Once our technical superiority is lost our political
liberty will be gone,’ .

- “If we are to prevail over the evil forces conspiring aga:mst our free—enterpmse
system and individual liberty, we must turn fo the inventfor to rescue us,. The
jnventor has liberated us from physical slavery, from .2 filthy precarious animal
existence to-the possibility of living a full and rich life. He has freed us from
the adverse forces of our physical environment so that we are no longer slaves
to natural foreces. The Inventor has given us our physical envireonment in which
the dignity of the human individual can rise to its utmost heights. Today the
inventor can also save usg from - logs of our individual Iiberty and freedom and
our American way of life by giving us the physical Iimplements to fight and over-

come our. enemies.  The inventor.ig our most precicus asset and savior against

the serfdom of communism. We mugt do everything possible to encourage and
help him or we will surely perish.”

Edwin R. Walton, Jr., former chairman of the patent commitiee of the Bar

Association of the Dlstrlct of Golumbla, stated before the Judiciary Committee
-of the House:
- “Y-am in agreement with the qtatement made or glven to your commlttee by
Mr. G. Wrzght Arnold, of Seattle, Wash., and therefore, suggest that at the end
of section 103 of the pendmg bill that tha following paragraph be added for the
reasons that he has urged: ‘“Whenever there ig established a new functional rela-
tmnshlp between any of the factors which are required for rendering an invention
in the use’ful arts practma]ly operatlve patentable novelty shall be found.’

zx OONCLUSION

Examples above were given of the apphcatlon of the obnectwe test' to definite
situations including chemical cases. Time and space do.not permit extending
such examples further; however, all of the situations developed by the 181
Supreme Court cases aualyzed by, Mr, Roberts and all set forth in his 2-volume
text amply illustrate, with.a judicial background, the application of the objective
new functional rélationship test, -

Let it be partlcularly noted that thlS ‘objective test of Mr. Roberts is the only
test submitted which is set forth in an extended analysis of the Supreme Court
caseé from which it was derived. Thus, all part1es—1awv ers, Patent Office offi-
cialg, and courts—have-a text to aid and assist them in applying the test if;
perchance, diffieulties. should .arige.. ,

' The law of life is well recogmzed partmularly in the moral ﬁeld that that
course that leads to life more abundant is right and that course Whlch leads to
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1ife less ‘apundant is wrong; by the same Tule, in ‘the legal field that principle ‘of
law which gives the greatest Justlce and the greatest certainty ‘and the greatest

‘uniformity of’ decision ig tight. - With all the smcemty ‘at my command, I trust
‘your committee will recommend to- Congress the passmg of the objectlve or new

funetional relationship test.” :

-i'PHe National Patent Plamming Cémmission, Gharles . Kettermg, chau'man,
in ftgi 1943 réport recommended “that patentability shall ‘be determined ob-
Jebtively: ™+ * ' That committee was referred to the text of Mri Roberts by

-the witness so’ that it was the:tést of Mr. Roberts’ text which was Tecommended.

::This. Judiciary Committee ig the real national-defense committee, because you
haVe it'in your power to recommend-the test for patentable novelty which is a
criterion derived from judicial ‘authority, the only test proposed that hag been
‘80 derived formally. Ouar workmen need the :best:of machines to enable them
1o turd ot a thousandfold more goods than rivals abroad to maintain our eco-
nomie life ; our soldiers need eqmpment to make them the equal of a thousandfold

‘of the'enemy-to preserve our liberties. ' Our very emstenee as a natmn is in large

measure dependent upon our patent system,

The meludmg of the:objective fest set forth in the above—des1red amendment
10 our laws, it is submitted, will definitely help restore the wholesome incentive
to the=patent system and"reduc'e the time required for consideration ‘of each
application, thereby reducing the backlog of cases awaiting aetion; and particu-
Jarly 'will such test supply a uniformity of decigion by the Patent Office and the
courts which will result in (o) ‘greater justice, by way of the elimjnation ofs the
present confusmn (b) umformlty of declswns, and (¢) conﬁdence in the patent

-lystem

Ag a matter of 1rrefutab1e logie, it is submltted that the objective test should
be incltided in the present proposed bill

With all humility and with ail earnestness, the witness most smcerely peti-
tions this committee to include the objective test as set forth herein. Xt is the
'ké'y to overcoming the confusion which now besets the patent system.

If::any question relative to the above arises which the commitiee or any
member of the ¢ommittee desires to-have answered, the witness will appreelate
the opportumty of seekmg the answer.

STATEMENT OF L A AUSTRIAN, CONSULTING ENGINEER, GHICAGO, Ir.
. ABOUT THE TRA.GEDY OF INVENTING

“The patent ” said once a philogopher, looking from the green tablecloth of
his writing desk through the stained window panes into an idealized ‘world,
“ig the reward to the inventor in the form of a monopo]y favoring him ex-
cluswely to make, nise, or sell his invention.®

" Replying to him, & sober patent lawyer, hnwever, gtated this excluswe
monopoly “to make, uge, or gell the invention” has, in accordance with the con-
stitutional provision under article 1, section 8, and "the United States Code, title
35, Patents, under the patent law now in effect since January 1, 1953, only the
mesning of “the right to exclude others from making, using, or selling the in-
vention.” In other words, the patentee hag to defend himself against infringe-
ments of hig mondpoly before the courts, and, in exchs.nge to expeect counter-

) charges a8 to the validity of his patent.

'And an even less optimistic man, a national economist, said that the paternt is

..an uleer in our social order, that hundreds of thousands of patents and similar
- monopolies are granted anpually in the whole world, and that only a really

negligible fraction thereof can be absorbed by national economies. Tt is,” he
pretended, “better to keep an invention secret for the purpose of maintaining
exclugive rights to new developments,’” alleging, probably, to the famoug art of
making - crucibles from platinum, inhérited as a family sécret for generations
by Heraeus; in Hanau on the Main, Germany. In another case of this kind, refer-

" ence is made to the secret method of gpeeding up vuleanization of tlres by

means of organic compotunds, the secret method now known of a research labora-
tory (compare the Journal of the Patent Office Somety, February 1955, pp. 80x).
" The idesl purpose of the patents for inventions is, without any doubt, the
progress of mankind, and the ideal and practical purpose of the United States

_-patent is the advancement of the inventor and our national economy. . Mostly,

the inventor wants to carry his invention into practice, and to convert it into
money. - Tn exceptional cases, he 'may dedicate his patent gratis to thé Nation,

68832—56-——20
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‘If the inventor fails in his monetary aims; the results w111 be not only destroyed
hopes, anger, emptied money bags, but also the reaction as to having also spent
great efforts of an ideal manner without success. It is. true that the Patent
Offices will have received their fees, and the patent attorneys taken their due
compengation, but it is always the inventor who bears the whole risk. .
~ The United States Patent Office in the Department of Commerce at Wash—
ington, D. C., carriey out a most admirable search as to the novelty and patent-
ability of aninvention during the examination of the patent application.. This
application for patent has to be aecompanied by.the so-called oath of inventor,
whose wording is worthwhile enough to be studied also by noninventors, execu-
tives, ete., interested: in patents or national economy, Qnly-the Umted States of
America and Canada demand :such an oath of inventorship.

. The prior art cited by.the examiner is of great importance. The filing fee for
a United States apphcatwn of patent. is extremely modest. -For this fee, the
applicant will receive the said results of the official search from patent publica-
tions, national or foreign, and from other literature, representing anteriorities of
his invention. Then the applicant will have to lmi{ his invention with respect
to the known art, or, in other words, he will have.to build up valid patent
claims, limiting hlS invention from. the prior art. Tn United.States patent claims,
however, 0ld and .new matter is carefully intermingled, net at random, as well
nnderstood, but according to the rules and practice of the United States Patent
Office. In Great Britain, Germany, and other countries having a prelimipnary
examination. of patent applications, the old -and the new:art are separated by
the words “charaecterized hy,” the novel doctrine according to the invention fol-
lowing these words. Compare the author’s article about patent claim simplifica-
tion in the J. P, O, 8., May 1847, page 877.- It ig hard fo understand:a British
patent claim, but it is, perhaps exclusively, a privilege of the patent lawyer to
understand-a United States patent claim. BDBesides, however, ‘United States
claims have the advantage fo be coordinated, while Britigh, German, ete., patent
claims are subordinate ones, subordinate with respect.to a principal claim.: The
exact mterpretatlon of a United States claim, but also of other countries’ patént
claimg, is the matter of the courts, as in the case of patent mfnngements Or the
validity of patents.

The final fee for Unifed States patents is equally very modest There arse no
apnuities. This advantage iz shared by -the Cabadian patent. In England,
Germany, and all the other countries of the world, there are, however, rising
annuities. and most patents expire after a few years for nonpayment of these
fees. Their objeet becomes “public domain.” The United States patent begins
to play not with the filing date, but with the granting of the patent, and the
whole period between these two dates is protected only by the general clause of
the first article of the law against illicit competition.

_ .England, Germany, the Netherlands; the. Scandmawan countmes, Austma,
and, as states of succession, or Czéchoslovakia, alse in Italy, T apan, a8 on the same
footing with Germany, have an examibation of the patent applications as.to nov-
elty and patentability. As to Russia, Ihave to exclude it from the domain of these

eonsiderations,

. France, the mother of modlern. patent Iaws and ph110sophy, oofether w1th Bel-
gium, Spain or Portugal, and other Latin countries of: Spanlsh or Portuguese
tongue, including also less developed countries, like Bulgaria or Turkey, leads
in field of patents granted without examination as to novelty -and patentability.
Such patents are, indeed, only granted sans garantie du Gouvernement, a sen-
tence, which we bashfully omit from our vocabulary. As a whole, it has to be
told, that the higher the technical civilization of a country, the better the patent
laws, and the better the patents granted after an ethlcal examination as to
riovelty and patentablllty .

" In I‘rance, or in Central and South Amerlca, the state acts s1mp1y as cash1er
-of the rising annunal fees. The interpretation of the patents granted is exclusive-
1y the matter of the courts. Yugoslavia, Switzerland, and a few other countries
supervise simply.by & formal examination the shape of the patents to be granted
Wxthout examination of.any further value.

Among three patent applications filed in the Umted States, or in England or
Germany, only one leads to the grant of a patent. The grandeur of thiz-country
comprises thus the selection of inventions, and, though in a negatwe manner,
the advancement .of this country, and of the inventor as victim, to glve: hirth to
a teghmcal and scientific level non plus ulira in this utilitarian manner. .

. It is, indeed, difficult to mvent but it is still more difficult to become a patentee
!_Ehe In0gh diﬁ‘lcult Jtask, is, however to carry .-a .patent into practice. Many
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patents may ‘have grgat ‘merits;. They may be-considered, perhaps; a8 fore-
runners of the solution of greater problems, and our speed is so high thg.t they
may seem to be antiguated after a few years. They may be even “dominated”
in advance by prior art protected still by patents in force. Very many worth-
while patents bave been buried for these réasons.on the famous “patent ceme-
tery,” to use & word Tinted by the German airplane builder, Professor Junkers.

And, besides, ‘we have to distinguish between the layman as inventor, and the
industrial inventor, or, better, the inventor employed by industry. It is pre-
tended that the former type of inventor ig becoming extinet (ep. J. P. O. 8, 1953,
pp. B8TY. Is this caused by the lack of individual geniug, or by-lack. of duties
from the part of the humban society? Are we still living in the period of the
primitive adoption of inventions according to Herbert Spencer, are we still sub-
‘jeet to the mean adaptation of inventions, as now during and after the war, or
are we still full of esteém'and devotion toward the creative genins, the layman
inventor, only that we do not know any more about him, because the hirelings of
the indusirial companies are t00 proud to recognize him, a man, perhaps, less well
educated than they, but independent like & generaliszimo? ]

- He is full of the flash of geniug, but of no material means, and hasg no friends,
1f he submits his inventions to indusiries, they will mostly reply to him that he
ghould submit his inventions to them * ** for the study by their engineering stafis,
without the ethical reserve of the patent offices, where applications are examined
under gecrecy. The staff of thege industries, however, comprises the hirelings,
whose scope it ig tormake inventions; to improve the level of the art * * #*, Buch
Jaymen inventory gerve to reduce the budget of research, to find the directions of
future development, and te use the layman inventor like a lemon to be squeezed
out, . and then thrown away. They pay well, these research and engineering
staffs say. I admire always the saintly foolishness of these laymen inventors,
their state of mind, which would have been regarded as saintly by the ancients:
foolishness; or sheepishness, their manner of confiding to others the destiny, in-
stead of magtering it themselves, or to renounce. I refer here to Antonio Paci-
notti, formerly a professor of physics at the University of Pisa, Italy, the inven-
tor:of the electromotor, whom Gramme, the Belgian, deprived of the fruits of his
Inventive-work. Themember of the research department of an industry does staff
work; he has the tools $o carry on, his employer has the means to do so, being
obliged to remain by a horse length in front of his competitors, here and abroad.
“Also expired- and:foreign. patents can become a bonanza to him, who does the
whole licking and-advettising to sell-new or improved goods. :

Az a result of the foregoing, it is allowed to state that the inventor, and I spea
here about the isclated layman inventor, begins as hunter of fortune, often under
2 kind of obsession; in-a state of mind not studied hitherto by psychiatrisis, to end,
finally, as a teacher of humanity, if he ig philosopher enough, or as a martyr of
mankind, He should end, at leasi, as a magister humanitatis, because we all
have to contribute to the progress of man in some manpner, - Often, inventors have
joined, forming associations, under the leadership of a selfish one, like the blind
<hoose a lame seeing man for guidance, In general, it has to-be told here, how-
ever, that, especially, the layman inventor increases, what Hegel calls the abso-
“lute Geist, the sum of all our knowledge, old and new, : :

There are exceptions, however, if the layman inventor has, what the Germans
«all the FilgerspitZengefushl, the sixth sense, coldness not disiurbed by senti-
wents, capacity to keep afar from monetary speculations, seeing, despite all,
only the financial advantage, i. e., to carry his inventions into practice, and to
manufacture a novel product. The most important man in an organization is,
‘however, the galesman, not the engineer, research man, or inventor. To sell
one's invention is the greatest art. - . : - .

I refer here, ag an example, to the infamous end of 2 company founded in this
country to. make money with the great Dane’s, Woldemar Paulsen’s, invention
-of magnetic recording and reproducing sound on & tape or wire. | )

Begides honor, there have to be money and luek favorable to the inventor
layman. The Austrian generalissimo, Count Montecuccoli, who defeated re-
‘peatedly the Turks, said that not military leadership, but, simply, the last bullet
fis-deciding, but, he said, this 1ast bullet has to be of gold. -

. And whatis luck?'i,;I,' cite here the poem of the Austrian poet, Nikolaus Lenau,
who “ended’ in- the-asylum. “Was ist das Glueck?” he asked, replying, “ein
ungeahni gebormer, und, kaum gegrueasi, verlorner, nie wiederkehrender Augen-’
'blic}{." So.let us hail, with Lenau, the arrival of good luck, born without fore-
‘boding. and disappearing as suddenly as born, without returning any more. Let
ws think that we bear in our own breast the destiny of ours, not in the stars.
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Bitt, in addition to the'foregoing, the fo]lowmg rules.may-be given to the 1nvent0r s
Not to:reveal, '‘without need, his-inventions to:anyone,. ‘hefore the patent has
been granted not to rely [ anyone to do the whole mventlve and, mtroductory
work alone. - .

“Hiough has already been told about the patent for mventmn Let us oW
speak about the so-called Wixor patent, or the model.of utility- (Gebraychsmus-
ter), originslly a German right of protection of technical inventions of  less
importance, later imitated by ..Japan. ~Arficle 1, paragraph 2, of the Ger-
.man Law -for. the protection :of Models of Ut111ty, 5A¥S “Novel ‘arrange-
ments, devmes, and: stractural- modlﬁcatlons -of articles of the daily use, tools,
etc., may be proteeted by ‘models of utﬂlty A8 to the duration, this law.says
that “the duration is of‘twice 8 years.”. . There.is po:examination: of apphcatwns
for models of - utlhty as tonovelty and protectlblhty, only:a- shght formal exami-
nation. This is no protectionfor a layman inventor's ideas, it is sutable, how-
ever, for a manufaciurer; a dealer of novelties, who wants to provide hig artleles
with: the letters G. M. —Mundus vuit deecipi, ergo declplatur This country. does:
not have the model of utility protection.

“We bave, however, the -design patent, eovermg excluswely aesthetu: features-

of an’ invention or novelty, and having only one claim. It ig bazed upon the
provigions of -the patent law concerning the patent for. invention. The duration
may be chosen as of 314, 7, or-14 years. ‘I think 1t ﬂoes serve only the mdustry,
too. I would never take out a design patent. !
: The French have & similar facility, the: “modale et dessm mdustnel - nearly
ag o0ld as Jacqguard’s loom, and as worth while to French inventive genius in. tex-
tile indusiry. The Germans have a primitive design patent, called Geschmacks-
muster, based on the old Law on Authorship of Models from the year 1874, 1t
has to-be regigtered with the courts.

The models and designs of, especially, most’ of the European eou.ntries cau be
reg'jstered internationally Wlth the ald of the Bureaux Intérnationaux Réunis,
in Berne, Switzerland, but the aim of this country is not'to adhere to any inter-
national union, to keep apart, exéept ag to the hernefit of the pricrity. of inventions
-and trademarks aceording to the Union-of Paris; of, T think; the year 1881 e(rually
under the adrministration of the Internatonal Bureaux in Berne, Switzerland. .

" We have here, however, the plant patent a feature umque only to the Umted
States.

* Despite all the noise made, and the conferences, ag to atormc energ;vr for n:uh-
tary purposes, and atomic fission, the "Afomie Energy 'Act of 1946 obhges {he -
layman inventor to keep his hands from these matters. B

" The trademark does not gerve the layman inventor. - It:is called, in French,
Marqgue de Fabrigue et de Commerce, i. e, mark of manufacture and of trade,
telling the buyer more'precisely,_ wherefrom. a good comes, as to manufacture,
or ag through trade. It is bound to an established factory or commercial enter-
prise;’ It may include “any word, symbol, or device, or a combination thereof,”
according to the Trademark Act of 1946. This: country hasg:alse, as the only
country of the world, the service mark. Trademarks may -be renewed, and their
original duration is of 20 years.  'The registmt}—ion of'a‘tradeinark in this country,
or, for example, Great Britain, Germany, ete., is the result of a very careful exami-
nation. A French trademark, however, for example, is registered without any
peliminary examination. While Emngland and America consider as to trade-
marks the 1mportanee of the common law, in other countries the law against
illieit eompetition is of importance, first of all as to the validity of trademarks:

The trademark does not replace a-patent protectlon For the Iayman 1nventor
it is worthless, as based on an existing trade. -

And the copyright? The copyright law of the year 1947, according to the
United States Code, title 17, copyrights, is, as well as the patent based on the
United States Constitution, 'article 1, section 8, according to which an “Author
or Inventor is given for limited Tlmes the exclusive Right to their respeetwo
Writings and Discoveries,” but the copyrlght does Tiot protect-ideas, only the
form. It may serve as a prima facie test (proof of first use); however, as to
priorities of authorships: It is well understood that alse -the other civilized
countries have copyright laws, perhaps, better, and ‘legs formal ones, than we.
There is a8 fo copyrights also another Internatlonal Umon that of Berne, buf
~we do not appertain to it.

Patents for invention fall within the domain of the so—called industrial prop-
erty (propriété industrielle), and for foreign patent applications the benefit of
the priority of I year from the date of the original patent applieation may be
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asgked by the American inventor: according to:the: already-mentioned. Union.of

Paris, whose adml.mstratlon is with the Bureaux Intematmnaux Réunis in
Beme, Switzerland. -

' This industrial property is; however, only a sectlon of the so-called mtellectual
property (propriété’ mtellectuelle), which comprises alse literature, especially,
the belleg-lettrés, music, art photography, etc and the laws regula.tmg the
protectlon thereof.

“'And how is it with selence? It ig w1thout any. proteetlon and the mdustrial
inventor, as well as the layman inventor ean use it, or, ideally, abuse it, for his
own advantage as te the possible application in mdustry - Applied science and
technology are the fields for patent application, not so. theoretical science. But,
-ag a whole, science ig “vogelfrel,” as the Germans say, 1. e., free like a bird, exempt
from piotection, available to the vile gragp of the mdustrlal or the layman
inventer.  : There are exceptions, however : The human body, and also that of the
animal, as the highest creations of our Lord, because medical science is without
the reach of the inventor, - -
~ Among about 7,000 -0or 8,000 chemical patent apphcatmns ﬁled 111 Germany
‘before this war, there were only very few to find the way into industrial practice.
Despite it, German: chemical technology was world dominating. But many
good patents in thig field were simply discarded in advance, for certain reasons.
I mention here the chrominm film, replacing the gilver film, or the eternal match.
They would have ruined existing factories with hundreds of millions invested
therein, If yow are inventing sotnething useful, take out a patent for it, and {ry
to carry it into practice, you are, from many points of view, like the visitor of
an Irish steeplechase, only that you print your ticket yourself, the ticket for a
great price, or for a blank, - There have to be very many blanks for one great
price. 1 speak here about the Jayman inventor, and not about the professional
inventor, not about beginners or charlatans.

. The light attracts many insects. They are to be burned. The mventwe light
attracts many parasites. These parasites may kill the inventor. Nobody should
turn to become a charlatan for the sake of riches from inventions. These riches
are as rare-as a rare bird. ' About 300 years ago, Montesquieun said: “La valeur,
<’est une occasion rare” (i. e, the value is a rare occasion}, ouly a rare b1rd bemg
of value. But there are too many rare birds.

The laws, the competition, and the national economy will govern, together
with the golden bullet and luck, the hope of riches from inventions or patents.
‘These hopes are slim, especially for the layman inventor. The laws, the com-
petition; and human nature take care of it that the inventors’ trees do not grow
uupumshed toward Hea.ven Lo

. STATEMEN'J.‘_ or WILTIAM R. BALLARD, PATENT ATTORNEY, NEW YoiE, N. Y.

{The statement is not presented as necessarily that of the National Assoclation of
Manufacturers, which has not taken a policy position on the particular points)

| THE HIGCH MORTALITY AMONG PA’I‘I‘.‘.NTS

= At the roundtable dizcussiong there were: expressmns of concern over the hlgh

‘percentage of patents invalidated by the courts.

To everyone who realizes the great benefits our patent system has brought to
our people, this is indeed a serious matter.. From the publie’s staudpomt patents
have no purpose at all unless theéy serve as an inducement to the improving of our
standard of living. When a patert’s chance of survival drops too low it ceases

" to be an inducement and the whole purpese. and benefit of the patent system
. is nullified,

The measures suggested in the aceompanying statement, entltled “Ag to
Defitiing “Invention,” would of course do something to reduce court findings
0f invalidity.  But the high death rate among patents is probably attributable
mainly to a.basic error that seems to have taken hold in recent yearg—namely,
the idea that eyery time we can destroy a patent the public is benefited. This
ig untrue, myopice, and dangerous ‘

This antlpatent attitude is shown not alone by ‘the high perceutage found
invalid in infringement suits but.in the eagerness of the courts.to find in-
validity even when it is not necessary to a disposition of the case in hand-—
this on the ground that the publie is inferested in knowing for sure whether the
patent is valid. The law expressly provides that a patent, once issued, shall be
presumed to be valid, and if the public interest required a court review of this
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presumption; then we should set up:a public bureau to test them all in court as
fast as they come:gut. . o T S . .

The antipatent attitude is also shown in Government antitrust cases where
(Government attorneys regularly ask for, and the courts usually decree, the de-
gtruction of the patents of the defendants. It makes little difference whether
the decrée calls for outright dedication -of the patents to the publie, .for free
Jicensing or for Heensing at royalties under court control. All of these effectivelly
destroy the commercial value of the patent for all practical purposes. - And thisg
destruction is perpetrated. quite without regard to the validity or invalidity of
the patents. The courts, including the Supreme Court, have uniformly held that
the patent right-is a property right, entitled to the same protection by law as
other . property. - Patent property is but one-of the.various kinds of property
that can be, and are, used in ways: that violate the antitrust laws. Yet patent
property is the only kind of property that anyone even thinks of * destroying
because of such unlawful nse. - Yet no one even bothers to explain why the
patents must be destroyed. Men may conspire to use-their- factories or. their
stocks of groceries in'a way violating the antitrust laws, and the court will decree
an end ‘of such conspiracy and such uge, but it will not decree destruction of
the fsictories or ¢f the groceries. Unlawful use of patents can be stopped without
destroying them just as in the case of misusé of other types of property.

- If a poll were taken of all our judges and of the lawyers of the Department of
Justice, no doubt almost all of them would agree that our patent system hag
contributed “importantly to our high standard of living in this country. Yet
most of them seem to think that this destruction of patents iz a benefit to.the
publie. - - L P : .
- The fact iy, that momentarily, the public may, in some cases, garner g benefit;
bit when it Qoes, the benefit is very like that which the public would gain if, after
one of these officials had received his monthly paycheck, the Treasurer should
take it back into the public funds upon some technicality.. The public would
momentarily be richer by the amount of the check, but how long conld the public
get the important service of these officialy if this practicé were common? The '
patent is the inventor's paycheck for having gerved-the public by producing
something to improve our standard of living, If-we want te keepour standard of
living the highest the world hag ever-kKnown, we had better go slow in snatching
back the inventors’ paychecks. o o
- -Actually the destruction of 4 patent is apt to be against public interest, rather
than a benefit even on & short-term basis. 'This is because (@) the protection
for the risk capital needed to get'a new thing in shape for manufacture and to get
it on the market disappears, and {b) the public loses the most valuable type of
competition there is, namely, the competition (between commercial rivals) in
improving the useful aris. Patents practically never put business competitors out
of business; they merely drive the competitors tp find some equally good, or
better improvement for their own products. . .

Whether, then, we are motivated by a sense of justice and fair dealing toward
our inventors whom we invite {by law) to work at improving our way of living,
or by pure self-interest in promoting our.own comfort, we should all be zealous
to see that our patent paychecks are honored.

Unfortunafely, this i3 something that legiglation can do little for: - It is a
guestion of educating people to see the whole picture and to take the long view,
However, it might well be that a forceful statement on the point from this com-
mittee would do much good. : o e : :

‘ o : +AS TO DEFINING “INVENTION" : .
At the roundtable discussions, October 10 to 12, a good deal wsis said as to the
need for a definition of “invention” as used in the patent law. T
"~ The idea was that if we had thig it would rectify both thé improper granting of
pat_e:tlts in the Patent Office and the improper invalidating of patents by the
courts, o : ‘ : ) o
" This idea is'about as 01d the the patent law itself. It is the obvious remedy
that occurs to everyone who has gotten far enough into the subject to sense the
difficulty in question. It would, beyond doubt, have been applied long ago except
for the one fact that invention eannot be defined; and on this all anthorities have
agreed. It iglike trying to define what constitntes “negligence.” What amounts
to invention oi to negligence in any given instance is, in the nature of the ease,
a matter of judgmet based npon the circumstances. And the variations in the
possible relevant circumstances are practically infinite, = -~ ' S
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- Phis’does not mean that the gitnation is entirely hopeless. There is a solution
wIneh I would like to suggest after statmg the problem s little more definitely.

+'Fo be'patentable a-thing must be new,’ useful and must hs.ve requ1red 1nven-
tion for its “d1scovery ”.

“Utility” gives us little or no trouble and may be passed over for the present.

v UNovelty™” iy practically 8 pure question. of fact. It iz gettled by- direct” com-
parlson of the thmg asserted to he new with things already known.: The only
difficulty here is tobe sure we have turned up all the related things that are
alréady:known. (There may be a modicum of judgment ifivolved in setting the
11m1tS of related things but a divergence'in views on this is not serious: ‘

The guestion: of invention does not arise until after we:have found novelty.
Assuming we have found novelty, one mist then compare the new -thing with
the old thingy and decide whetherthe jump from what wag old to what ig
new was such as to have reguired -invention rathér than the expeeted skill of
- an artisan. 'This is necessarily a matter of Judgment ‘But it is'a fairly easy
judgment to make provided the one deciding it is thoroughly fdmiliar with the
particular art to which the new thifig relates, its history, its ramifications, its
rate of recent development, and the habits of thought of those working in that
art. ~Ifthe one passing on the question dbes not have this familiarity with the
art—if he has only such knowledge as he may gather from a few hours with
‘gecond- Hand sources, a look at a few issued patents and the conﬁmtmg statements
of partisan advocates—his decision as to whether. the jump in questmn required
invention is little better than a shot in the darlk. .

That familiar group of negative expressions such as “there is no mventmn in

mere aggregatmn” or “in a reversal of parts” or “in a change of material,” ete,
dare of no help in making the decision; they are merely clichés which we use to
explain the decision to others after we have made it. None of them ever holds
if the one deciding is convineed the jump took invention. .
. If we had an omniscient oracle perfectly familiar with all the arts to Whom
we could refer the guestion of invention whenever it arose, our troubles would
be over. That, of course, weé cannot have, but we do have, readymade in the
Patent Office, a reasonable approach to. it or.we will have when we have given
that Office the men and equipment it needs. - We will have, say, 900 expert
examiners, each thoroughly familiar with one art or section of an art, and each
well qualified to distinguish invention from ordinary skill in that particular art.
No eourt, after a brief trial or after an hour’s argument on appeal; ean approach
the -qualifications of. this expert examiner for : dec1d1ng whether invention is
involved in a particular case. :

The courts must, of course, pass upon vahdlty and mfrmgement in patent suits.
After properly conducted trials, they are well qualified f0 say whether a thing
is new. or ig useful, whether it is being used by the defendant, whether there ia
fraud or an estopple involved, or.to pass upon priority as between two claimants;
but on the guestion of invention courts are bad second-guessers hecause they
practically never have, and cannot get, the intimate acquamtanee Wlth the par~
tienlar art necessary for a sound judgment on that questmn .

'The way out of the difficulty, then, it seems to me. is: -

Yirst, give the Patent Oﬁice a_ll it needs to do its job a8 Well as is humanly
possﬂﬂe and.

Seeond requlre the c0urts, onece they ‘have found novelty, to accept the Patent
Oﬂice ruhng a8 to invention except in the rare cases where it can be shown that
there was a ¢lear error in the Patent Office, or a clear abuse of discretion.

: This would be In line with exxstmg practice in other phases of legal procedure
and could he aecomphshed by a p10v1s10n of law or perhaps by a rule of Federal
procedure. -

At thig point someone will doubtless obJeet on the ground that the Jump from
the old to the new, which the court has to consider, is often-not the same jump
that the Patent Office consgidered in allowing the patent in question, as witnessed
by the fact that prior patents or publications not cited by the Patent Office are
frequently presen’ted to the court. To.one who has been an examiner in the
Patent Office this is not eonvincing. ' There may be a thousand or two earlier
patents in the art within which an application for patent-may fall. Obvionsly
the examiner cannot cite them all, but:it ig his duty to consider them all and te
select and cite those he considers to be nearest to the thing c¢laimed in the case be-
fore him. The fact that the defendant in a patent suit may select-different ones to
present to-the court to give the impression that he has found something the
exammer overlooked meang llttle or nothmg 1f the court llke the exammer, s’ull
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finds novelty -in ‘the thing.claimed. . As the .Court of -Appeals: of .the. Seventh
Cirenit said the case of Artmore: Co..¥. Dayless Mig. Co. (99.U. 8. P. Q. 306)-

1. ‘Defendants’ argumeut based Tupon these prior:art patents, not cited by the
Patent Office, is not convincing. It has been held, and we think with logie, that
it i3 as reasonable to conclude that a prior art patent not cited was considered
and-cast aside because not pertment as to: conclude that 1t was madvertently
overlooked.”

It is woerth noting, too, that onee the Patent Oﬁice is fully eqmpped to do its
Job there will be fewer and fewer .cases where it hag failed correctly to deter-
mine novelty because the examiners will have the time 'and equipment to make
complete search of the prior art. . This may mean somewhat fewer patents issued
but it certainly will mean fewer and fewer patents held inwvalid in 11t1gat10n.
And if will reduce the delay in:the processing of patent applicdtions.

. The overall effect would be to restore patents to their intended- place as a
powerful mdueement to the 1mpr0vement of our standard of hvmg :

STATEMENT OF LAWRENCE B. BIEBEL, PATENT A.TTORNEY, DATTON, OHIO

- I think it is the job of ‘all of us to see that our system contmues to: serve
the needs of the small inventor, Not only was that the original intention of the
system, but it is today the only effective way in which a small and independent
inventor may secure any substantial rights in the results of his creative thinking,

Some of the witnesses before the comm1ttee have testified to abuses which
take place;, and pérhaps leave the impression that fhe system as a whole is
abused and does not function for the henefit of the country’s economy. 1t seems
that thig might be likened to stories having news wvalue, An entire eity can
operate without a strike and without an acéident, and nothing of the tre-
mendous value of that operation will find its way into a newspaper; but if the
smallest plant has 'a strike or one person is kxlled such Jtems merlt front page
attention:

- It is my feelmg that the patent system in ity aggregaté is helpful, contributes
substantialiy the overall economy, and is thoroughly and basically important for
the benefit of all of us.  While the subjeet is too broad for comprehensive treat-
ment in g letter, I have the followmg thoughts partlcularly from the standpoint
of the small inventor. :

Let us assume for instance the case of the inventor of a device such as that
illustrated in the presentation made before this committes by Donn Bennett
comprising a children’s clothes hanger having a face which Changeg from a
frown to a smilé when clothes are hung upon it. Certainly thig is far from the
frontiers of seience .or engineering, but is nevertheless @ deviee’ that required
some thinking, and which hag a definite place and hence has value. ' If devices
sueh as this were to be branded as “gadgets” and if all gadgets were héld to be
outside the patent laws, then the inventor of such a device would have nothlng
whatever that he could sell beyond a mere idea.

It is not at all unheard of-‘for an-inventor to create somethmg Wh1ch is

not within the scope of protectmn afforded by the patenf-laws. An example
might be a new and ingenious system of doing business, which, however, is not
comprehended within the protection of dur 1aw. Where this'has occurred it be-
comes difficult to help thé inventor or to find any basis on-which he can estab-
lish a salable propeity- rlght -Qur usual'experience in such cases is that not
only does the inventor receive nothing; but the:idea ig fréquently -not used or
adopted by industry, even  though this:could be done without payment of any
royality or the like to the inventor. It seems that business prefers to -have
gsome property right or control over new developments, and that lackmg such
ideas themselves depreciate, -
- Tt seems to me, therefore, that 1t is 1mportant that we mamtam the functlon-
ing of our patent system not merely for the benefit of the pioneering type of de-
velopment; or that which flows from advanced research in physics-and chemistry,
" but also so that it will be alive and vital in the simple arts.” Thisg. does not
necessarily mean-that:a lower level of invention must be Técognized, but rather
that each inventiocn ‘be considered in the'light of: all of thie surrounding. ciremm-
stgances: rather . than:having a ﬁxed or arbltrary rule such as the “ﬂaSh of
genms » or “gadget” tests..

‘There: are several major diﬂicultles Wlth the Workmg of our system currently
and their impact is: particularly burdensome . to ' the - -small- inventor. : First;
there is the problem of long delay in the Patent Office. An average pendency
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of 4 years is too long, and placdes tog mich” uncertamty on “both ‘the inventor
and the. publie, who are unable to find out’ during this -period what the in-
ventor may be entitled .to claim in his patent. This condition is basic, and
cannot be remedied on a short-term basis. While: specidl action: can be given
under certain-circumstances, that does:not get to' the ‘real problem, which is
to bring all of the work of the Office up to a current levél so that anyone
making a search can do 80 W1th a reasonable expectatxon of ascertalmng the
true state of the art,.

‘This. committee is alrea.dy aware ef ‘the problem and of the key to the solu-
tion; namely, additional manpower. Thig is a fundamental consideration in
any plan to enable the Patent Office to functlon a8 it should for the beneﬂt
of inventors and industry. .

-In -addition, the problem of 1nva11d patents eertamly merlts attentlon If
some of the more extreme decisions of the courts were followed to their ultimate
point, large areas of inventive endeavor would be effectively closed  to the
granting. of - patents.: Fortunately, it seems to me, the Patent Office has not
adopted such extreme cases for itg guiding principles. If it had, those areas
would ‘be thrown open .te free copying, with the Tesulting tendency toward
lack of stimulusg to improve and-develop. the product through costly research
and engineering since the concern which would do so would -be merely handing
to its competitors the full benefits of such research, without any way to control
the developments or to protect it investment in them .

. The high mortahty rate of patents:coming before the: courts is recognlzed
and there are various ideas on how it could be improved. - There is no -doubt
that each application should receive more:careful study in the Patent- Office
and that all of the pertinent prior art should be. cited -and considered by the
examiner. - Here again the existing staff and facilities -of the Patent Office
are barely. sufficient. to do the required job. . -‘The -circumstances clearly call
for an expanded examining. staff 1mp1emented with modern facilities to make

an adequate gearch. Attention, of course, is bemg| given to this problem and it

will require continued study and plaoning, probably. for _years to come, teo
raise the level from its present marginal status to one which is -adeguate,

It is thought that this commitfee can be of SIgmﬂcant value to the. system
in the report which it renders, if it finds it injorder to endorse the broad
prmcmles served by the patent system. - There are some indications of a new
trend in.the decisions of the couris baged on the 1952 revised patent law, and
if this committee of Congress indicated its support back of the broad philosophy
of the system, that would be brought to the attention of the courts and would
‘have considerable value as supporting the prinéiples and underlying policy
behind the system, "It iz easier to see and evaluate the workings of the system
in the case of the small inventor than in othe:; SLtuatmns and happily the

-eomxmttee has directed 1ts attention in thls dlrectlon

STATEMENT oF A A_RNOLD BRA‘ND CHICA.GO, ILL

'D‘EBIGNATION OoF UBEFUL-ART DEVIC‘.EB AS GA'DGETS UNJ’U STIFIED—SIMPLE, NONﬁCmN—

TIFIG INVENTIONS MANY TIMES BENEFIT GOMMO'N PEOPLI’.‘. A8 MUGH IF WoT MOBE,
THAN WE’IGHTY SCIENTIFIC ADVANCES ; . !

Certam recent reasoning of the United States Supreme Gourt (Deeem‘ber 1950
and April 1951)--followed many times since by! Federal district and circuit
cour_ts of appeal--ig destroying valuable property rights in patents.

The so-called gadget decisions?® and their effeci—if they. continne to . be
:followed—wﬂl greatly puzzle patent law investigators at some future date. The
latter will not know-how to.explain why-——around the m1ddle of the 201:11

1Member American Bar Assoeiation, Chicago Bar Assoclation, IIIinois Btate Bar Asso-
¢lation, Ameriean JSudicature Seciety, Patent Law- Assoclation of Chicago, and vice -chalr-
man of intellectual and industrial: property section for Dallas, Tex., Apnl 1953 Inter-
Ameriean Bar Assoclation conference,

‘Bome of thly material was included in the transcript of an’oral report 'by author of his
committee to the Chieago Bar Assoclation as chairman of that association’s committee on
patents, trademarks, and trade practices (April 24, 1952 meeting of the association) the
trangeript was published In the Journal of the Patent Oﬂiee Society, June 1952, a4y,
wzg)rfa t A. & P. Tea Oo. v. Supermarket Equipment Corp. (340 U. 8. 147 (December
. . Orest Speoialty, a Inm-if,ed Pa,rtnera v. Tm er, &, ﬂ a. Topio Toys, et al. (341 1. 8.
912" (April 1951) }, Mp 967, | 4 (

i
I
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. Xt seems. fashmnable today not.to do anything. about little things.  That seems
the basis for the United States Supreme-Court’s liguidation of property rights,
it belittles patents that lack scientific merit as covering gadgets.

A supermarket. counter device savés countless-hours for millions of house-
wwes It eliminates bickering at the store counter-as to who owns what. Both
district and appellate United States courts extolled iis merits. But the Supreme
Conrt said it was. a gadget... I{ was-not. worthy of patent proteetmn Maybe
Supreme Court wives don’t frequently enough joust with their supermarket
neighbors. Or maybe they don’t come home-and: tell their J ustlce husbands the
facts of chaingtore Hfe. .. .

- This doctrine was. next extended to baby feeders A devme in which the lower

courts gaw real homely merit was brushed aside. 'The patent wag- invalidated
on the theory that it too was a gadget. - Even though the protecied device helped
miliong of frantic parents to get the morning porridge into the energy-producing
zones of their reluctant offsprivgs. .- The Court reversed without even discussing
the merits. Once having made the gadget statement it dldn’t even defend it
the next time. . It just “per curiamed.”
; ‘The Supreme Court: migreads the Constitution, - That Court now 1mp11es that
only great scientific contributions are patentable. It seems to proceed om ‘the
theory. that unless 1nvent10ns are: scmntnﬁc advances, patents therefor are
unworthy.

Qur Constltutlon-frammg forefathers couldnt have been thinking about sei-
entific advances only. They deliberately. specified protectmn for advances in
- science and the useful arts.® They didn't say “gr.” There ig no basis for regard-

ing seience and useful arts as alternative. Congress ig given power to protect
- both. If it does not.protect gadgets 1t abandons the common man. But this is

the century of the common man, :

Those forefathers well knew that the smople inventions are many tu:nes more
uaeful to more people. -As a matter of faet, most enJoy_ments of Revolutionary
days were not based on advances in “smence” as that term is understood today.
Most of the nseful arts of Gonstxtution—framing days would be gaduetary under
foday’s reaaonmg '

. “We won’t bother with it; if's too small” has cérept into many legal fields. In

1950, a Cook County grand jury wouldn’t look into Oak Park payroll scandals;
they said the matter was too trivial to worry about. Charged and countercharges
by different suburban factions regarding publicly paid village employees doing
private work were before the ;jury The latter asked that it not be bothered
further with the matter. The jurors reportedly regarded the offenses ag pétty.

Assumedly @dishonest public employees working on big private jobs would interest
the jury. "Buf when village truckdrivers are charged only with painting com-
mitteemen’s houses durirg regular public working hours, the matter was too
petty to evoke interest. It's geiting pretty bad when the degree or amount of
admittedly wrongdoing becomes the standard of grand-jury action.

This principle—crimes won't be punished ; rights won't be preserved and prop-
erty won't be protected, if too small—must be met headon. . If it’s not, it won’t be
only patent property that is Iiguidated as gadgetary. That critical front foot
along. the highway or beneath your neighbor’s 20-story-high: wall will be config:
cated because it’s too small to worry abhouf. Or a legal eaSement enjoyed by
but a few, will go by-by under the same reasoning. . .

Thus deplorable decay in valnes daily deepens for our profesmon—largely
because arbiters simply won't apprecxate the mherent drama and value of the
United States patent system. ‘

Hvery client, whether: of general or patent lawyer, ‘has mgmﬁcant stakes' in
that system. One great prineiple-is inherent therein. Only the -discoverer or
inventor-of an idea ean apply for a patent. -No one can sign a patent apphca-
tion but the inventor. Whether such inventor be rich-or poor, the system is a
shield between him and his employer. The idea that (fovernment must protect
the poor man agamst predatory mterests iz already taken care of in our patent

stem, - .

-SYSmall men—-—the eommon man——collect d1v1dends onIy 1f the cap1ta1 strueture
of the patent system is maintained ‘uniimpaired. Tf protectors of -the commion
man impose new ideas on thxs specle of property, all property Wﬂl ultlmately be
adversely affected: -

It shonld ggain be 1nsured that all chents, rlch or poor gadgeteers or 111-
steinian scientists, reap the reward of their countribution. to the ugefnl arts, no

L es shalI have the Power to promote thé' Progress of Sclenee and uaeful
ArtsT*h e* ng?Coishtuﬁon of the United States, art. I, see. 8
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matier how unscientific those arts may be;  Useful arts advances should enjoy
consfitutional protection no less because they have humble beginnings. Good
pvatents don’t always.come. from cloistered research Iaboratories.

The matrix.of .genius produces: chainstore counter. {rays and eh11c1-feed1ng
gtimmulators no Jess than atom: pombs, Each has its place. Who can say that
devices, simple though they may be, which condues to orderly purchase of daily
grocery reguirements or induce relnetant chlldren to eat their morning porridge,
are less important than atom bombs? ..

The demgnatmn of chaingtore counter devmes or baby feeders as gadgets hlgh-
lights invagion of good patent rights. The locale of mventlon employment should
not be the standard for judging patent validity.

The glory and respect accorded Bell and Edison should be equally bestowed on
him who gave us the safety pin and the hook and eye, or eons ago, with no labora-
tory and no science—by divine direction—started a fire and built a wheel.

Let Congress recapture the days when patent property was protected regardless
of how “unscientific” it was. Those days when courts did not limit “useful art”
protection to what laymen regard as “scientific.” ‘When the inventions of Edison
and Bell, great as they may have been, gave no more to “nseful arts” than did the

: 1nventor of the safety pm . .

STATEMEN‘I‘ oF DONALD Broww, an PRESIDENT AND PATENT COUVSEL, POLAROID
. CoRP., CAMBRIDGE 39, MaAsg.

Y have prepared the followmg statement ‘at Dr. Land's lequest and after con-
ference with him, I think that is fairly represents his vlews ad well as my own.

Polaroid Corp. was incorporated under the laws of the State of Delaware in
1937. Itz principal offices are at 730 Main Street, Cambridge, Mass. Tt oceu-
pies several buildings in Cambridge and Waltham, Mass,, and employs approx-
imately 1,100 persons. In 1954, its net sales were approximately $2314 million,

Ag of this date (October 1958), Polareid Corp. holds .439 unexpired United
States patents and, in addition, somewhat more than 150 pending United States
patent appllcatmns all but 11 of which relate to inventions made by employees
of the corporation in the conurse of their employment.

Of the issued United States patents owned by the corporation, approxnnately

200 were granted on inventions of its president, Hdwin . L.and. Most of Dr.
Land’s inventions have been in the fields of light polarization and photography,
and all of the principal products of the corporation embody basie inventions of
Dr, Land's and improvements thereon made by him and other company em-
ployees. Dr. Land has been not only president and chairman of the board of
directors of the corporation since its formation, but also director of research,
and hag personally ‘conducted and supervised the bu]k of the regearch. in the
light polarizer:and photographic fields.
" 'Bince its inception; the company hag mamtamed a’large research organization.
Ity research and engineering budget has always represented a large proportxon
of its annual outlay and will this year exceed $1% million. - This does not in-
clude’ the amount spent by the compny in obtammg and mamtalnmg its patent
structure,’ °

A brief hlstory of the development of the eorporatlon may be of Interest to the

committee. Dr. Land made his basic inventions in the light-polarizing field:nearly

* 30 years ago. ‘A pafent on ‘the first eommercially ‘practical, cheap, synthetic
light-polarizing material was izsued to him in 1934. Tn that year a license under
Dr. Land’s patents was granted to Eastman Kodak Co., and in 1935 a license was
granted to American Onptical Co. In 1937, negotlatmns for financing the husiness
started by Dr. Land culminated in: the formatlon of Polaroid Corp. under such’
conditions that Dr.: T.and retained voting contrel of the: new company, ‘and the
company was provided with funds sufficient to ﬁnance its expansmn and develop~
ment even through the difficult war period.

- The business of the company was limited almost: excluswely to 11ght~polar17mg
proclucts and related- optical devices until 1948, when- it introduced its Polareid
Land eamerag and flm. * These produets, the result of inventions by Dr. Land in
the photographic field, met with immediate-success, and the business of the
company has- expanded rapldly over' the past 6 years. At present, 85 to
90 percent of ity business is in the photographic field. It has been the practice
of the company o manufacture and sell:esgentially only products which it has
developed and protected by patents Ag a result, its products have been substan-
tlally noneompetitlve
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There Have heen occasional small infringdéments of its polarlzer patents ang;
until 1952, these were discontinted by the infringers upon notice.. In 1952, how-
ever, 4 larger infringement developed suit was brought and, in February 1956,
in an opinien by Judge: Sweeney in theé United States district court-in Massaehu—
setts, three of the company’s patents were sustained and found infringed, thus
terminating the'only serious mfrmgement 'I‘here have been no infringements of
the company’s patents in the photographic field,

The company obvicusly places great reliance’ upon its patents. Ity Husiness iy
very largely depetident upon ity patent structire, ahd it has from the outset
followed a vigorous patent policy of obtdining protection on all its commermal
products and, in addition, on such developments of- 1ts research group as may
possess potential commercial value. - |

It has been the policy of the' company to’ encourage it$ research personnel m
pure résearch, and, speakmg generally, the results of thig type of research are
not patented but afe made public through the contribitions of its research person-
nel to scientific publications. It is only where the results of such research have
a direct bearing upon present commigreial act1v1ty of the company or upon related
fields that patent protection is obtained. -

The company hag obtained many forelgn patents on its 1nvent10ns it the light
polarizer and photogmphlc fields and 1s actwely engaged in exploiting the forelgn
market,

We ‘think thers is no questlon but that Dr Land’s’ guceess in’ commerc1ahzm°'
and developing his inventions in light-polarizing materials was to a large extent
due to the patents cbtained on those inventions. We know that during the early
stages of the development some of the country’s largest, corporationg carefully
investigated Dr. Land’s patents. No fnancially responslble estabhshed manu-
facturer infringed on any of his patents, ..

We know also that the strength of the patent pleture was largely mstrumentai
in securing adequate capital to finance Polaroid Corp. under conditions which -
permitted Dr. Land to retain control of the new corporation, and we have no
guestion but that the strength of the company’s patent pieture. in the photo-
graphic field has over the past several years premitted the company to develop
that field and safely to spend large sumsg on research and engineering in this and
other-fields, Accordingly, we have no major criticism of the present patent sys-
tem, We like it, and we believe it to be basically sound. ‘We believe that any
fundamental change in the patent law would be dangerous, that it should not be
disturbed, but that, on the contrary, efforts should be made to strengthen thoge
who are now admlmstenng it, particularly through the provision. of inereased
facilities and personnel in the Patent Oﬂice In t];us connectmn we have a few
Suggestmns

-We believe. that the present shortage of Patent Oﬂice personnel makes 11: im-
possible for the examiners adequately to search the art if the work of the Office
is to be kept on a reascnably current footing.  For example, it is our common
practice, even in fields in which we are reagonably expert, to search the art before
introducing & new product commercially. - These:gearches, which are usually
limited to TUnmited States patents of the Iast 15 or.20 years, may average 4 to 5
days of 1 man’s time. An exhaustive literature search, such as we make if we
are charged with infringement of another’s patent, may run from 10 to 20 -days
of 1 man's time or even longer. 'As opposed to this, it is our understanding that
‘the Patent. Office examiners, on the average, can devote not more than one-half
day to the preparation of each Office action. It i3 not at all unugual for appli-
cations when. filed to be of such length that a careful consideration of the specifica-
tion and claims may take substantially more than half a day,; even though no
‘search is made. ‘We-do not believe that it is possible, even for a skilled examiner
familiar with the art, to make an adequate search and to consider a new speeifica-
tion or a fairly complete amendment within-a period of 3 or 4 hours. - -

We feel, therefore, that there is a tendency on the part of the examiners to base
actions; where possible, upon formal grounds and to-postpone actions on the
merits, and that this results in delay in the prosecution of the applications.. We
believe that it is to the best interests of the inventor, and -certainly to the best
interests of the public, that time spent in the prosecution of patent applications
be reduced to-a minimure. The individual inventor is particularly anxious to
know at the earliest possible date what protection he may expect to.obtain, and
he, therefore, anxiously awaits a comprehensive -first action.- Today. the first
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action may not be recewed until 14 to 18. months after. the application is filed,
and it may then be merely a requirement for division or some other formal action
which gives the applicant .very. little information with respect to the position of
his invention in the art.

We suggest that ‘a special ‘department be created “withiin the ‘Patent Office
_ having for its. purposé the. acquisition and clasgifieation of publications, par-

ticularly technical publications such, for example, as foreign technical journals,
house organs, theses. written: for advaneed degrees in universities, ete, and
that this department make available to the examining divisions the results
of its work. - We feel that today much of the technical literature is not searched
by the Patent. Office- examiners. -We know that our own searches invariably
develop references which we:believe are closer than those developed by the
Office. We think any appropriation directed to activities of this kind within
the Office would be well spent, ag would additional appropriations for enlarging
the examining staff and inducing experienced members of the staff to remain
swithin the Office, to the. end that the- work of the Oiﬁee may be made more
current and efiective. .-

‘We suggest, also, that. a brlef dlgest of the art. and of the positmn of the
patented - invention in the art be affixed to-the patent at the fime of issuance
© a8 an appendix or supplement much in the manner in:which ecited references
are now listed,: We think the addition .of the cited reference list was a step
in the right direction and conveys valuable informsation to workers in the art
‘We believe thai: patents may become a ‘more effective part of living scientific
literature if & more comprehengive- digest of the .art accompanies the printed
patent.. -Such an addition should also be of value to the court in a subsequent
infringement suit as indicating more clearly the position te which the Patent
Office thought the invention was entitled and, also, as mdlcatmg more acaurately
the scope of the search made by the Office examiners.

‘We feel that the cost. of patent. litigation and the delay 1nvar1ab1y incident
to the determination of pafent rights in the Federal courts are injuricus to
the public interest and to the rights:of the.individueal inventor and small corpo-
ration. A patent owner cannot expect a final adjudication. of his patent within
Tless than 8 or.4 years from the institution of suit, and he mugt usally anticipate
£xpenses in connection with the suit of the -order of $20,000 or more. For the
individual patentee seeking to establish a new: business. and who has:spent
considerable sums in research. and development which must. be recovered. from
profits . derived, from . the, sale of the mew. and patented product, such.delay
and. eXpense may constltute an insuperable barrier to successful commercializa-
tion of his invention. The infringer usually is saved the expense of research
Aand development. and.can, therefore, market:the infringing product at -a price
«destructive of the patentees busmess If he can do this with impunity for &
period of 3 or 4 years, the patentee’s:market is frequently destroyed.. :

We think the individual inventor and.small corporation suffer much more
severely from this situation than doees the established, large corporation. -More-
over, we have found.that. where the patent structure is .sound, the larger,
ﬁnanmally responsible and established competitors of the patentee are apt to
recognize his patents and that infringement is to be feared primarily from
the financidlly irrvesponsible, fly-bhy- -night operator who hopes to profit from his
infringement only during. the period in which the patentee .cannot obtain effec-
‘tive relief and: Wwhose activities are particularly destructive of the . patentee’s
market as they involve, usually, the offer for sale of inferior products.

We have no specific suggestions as to how this situation may be remedied.
“We are hopeful that improved effectiveness of the Patent Office search and
examination in connection with the prosecution of the application will result
in a greater reliance by the courts upon  the aclions of the Office with a
correspondmg strengthening of the presumption of wvalidity arising from the
issuance of the patent. Today it is practically impossible to secure a pre-
liminary injunction on an unadjudicated patent largely because a defendant
can almost always uncover pertinent art not developed by the Office during
‘the prosecution of the patent application, We think that if the Patent Office
gearch were effective to uncover the pertinent art and if infringement were
clear, the likelthood of .obtaining relief through preliminary injunction. wounld
be greatly increased.  We are hopeful also -that extension. of the pretrial con-
ference practice’ and wider use of relief through summary proceedings will
Tesult in quicker decisions in patent cages and reduetion of litigation costs.
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STA'IEMBNT of J OHN H, BRUNINGA PATENT A-r*romm, S’I‘ Lmns, Mo
| UNTTED §TATES PATERT LAWS -

First, (@) the practical problem of the inventor—his cost of obiaining the paient

{e) The filirg in the Patert Office of an applica_tion‘which is-adequate to comply
with-section 112-of 1953, gives:the:-applicant a:prima: facie: right to-a.patent, -if
it is new in the:sense provxded by seetion 103 whleh latter states the required
patentable novelty in the negative sénse, . i«

- (b} ‘While ‘the: inv entor may-file his .own appllcatlon Patent Oﬂﬁce rule 31
,he is: -generally - advised. by -the:Patent  Office toremploy an: attorney, and the
Patent Office: will-not aid himin the selection 'of :an-attormey. - -

+(g) The ‘cost -of employing an attorney is, however,-high under- the present
eeonomie conditions of a ‘patent attorney’s practice, W1t11 the: result that many
irventors.are discouraged from filing their apphcatwns )

(€) The first step taken by most-atforneys is tomake a prehmmary search
of the Patent Office records, but even that is by no means nominal, -and sach a
gearch, unless extended at greater expense, g not as adequate as can be done hy
the: Patent Office examiner who is already familiar VVlt]l the partlcular art
because of his contihual investigation in:that art. -

- (e) . Prior to 1910 and by Revised Statutes 4902 and as early as 1836, an mventor
himself cowld file; with:a fee ¢f 1§10, a caveat in the form ‘of a description and
& drawing, if ‘necessary, of his invention, and thgt gave him a record -date, if
sufficient to disclose the invention. .- The eaveat had a term of 1 yedr, but eculd
be renewed from-year to year. ' The disclosure  was placed in the- file of the
particular Patent Office division-in which the invention was classified. If another
party filed an application, the caveator was 'given: 3 months to file his application
and then an interference was instituted 'to determine the questlon of ‘priority
No search wag made by the Patent Ofﬁce nor 'was’ the ‘caveator grven the beneﬁt
of any search,

(f} The caveat’ statute wag-repealed 1o 1910 because itwas ngt’deemed work-
able. My experience from 1905 to 1909 was thatifiwas; workable to the -extent
covered by ‘Revised Statutes 4902, What ‘the examiner qid affer the filing of
another application, or before allowance of ‘that ‘other apphcatwn, was to search
the cavesats awd ‘then notify the caveator as noted ‘#bove.” One of the reasons
-for the repeal of Revised Statutes 4902 was that the inventor could protect himself
by preserving evidence; but surely that is not ag satisfactory as getting a record
date in the- Patent Oﬂ&ce ‘which’ cannot be d1sputed except for msuﬂicmney of
dxsclosure

() I ‘believe that sometlnng smple ‘should be:'promulgated, partrcularly to
cover simple inventions, in- ‘order to enable an inventor to protect his invention
by a record date. Xowever, this'need not belimited to simple inventions, because
mere complicated inventions can'beé presented by ‘the:inventor, for ‘he w111 on
- -acdeéotmt of his training, be-able'fo present aproper’ ‘diselogure,

“{R) Ibelieve the protection of the inventor can be accomplished by permitting
h1m to file a ‘deseription and a drawing, if necessdry, of ‘what he believes he has
invented. Revised Statutes 4902 did not require a’ typewntten description or a
‘drawing in ink. However, if what ig filed is not permanent, the present photo-
stating service of the Patent Office can remedy that'by placing in the file, photo-
‘stats of what is filed. © That can be readily included in the caveat filing fee,
as is now included the pmntln and photohthographmg of the desceription and
drawmgs when ‘a patent ig issued on’a regularly ﬁled appheatmn, and which
1s now included in thé final fee. -

“{#) Provide ‘that the examiner make s “Bearch of the ‘Patent Oﬂice Pecords
and Teéport to the invetitor what the examiner has fournd bearmg on’ what ‘ig
filed, citing’ patents and pubhcatmns Dy number and date, as is now done in the
case of regularly filed applieations. * That will endble the inventor to determine
whether he should ‘proceed with his invention and even to file an application,

“(7) X believé that the examiner should, however, g0 ‘further and suggest one
'or more claims to which he believes the inventor is entltled and also, if the
description should be amplified, to suggest amplifications. ~ The examiner ¢an
reachly 0 gtate; ‘giving particulars, T had personally done ‘that while I was an
examiner, where the'inventor filed' hig own application, and 'a number of patents
issued in such cases. 'Claims are now suggested by the examiner for common
subject matter to parties where thére appears to be an interference, so there is
nothing nnusueal in what I have said, see Patent Office rule 203 (b).

(%) If the above procedures are followed, T believe that the examiner assisting
the inventor can, in many cases, work a eaveat into form where it will be sufficient
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to form the ‘basis for ‘d ‘patent;s ~The final drawmgs for the patent"ean e made
by the Patent Office ‘draftsmien, and that is now provided for by Patent’ Office
rile 86, Am odth can alwdys be reqmred and the Patent Ofﬁce has ‘in’ the past
furmshed prmted forms for that’ purpose. : :
(I) ‘Of course, the above W111 mean addxtlonal Servmes by the Patent Oﬁiee,

apphcatlon filing fee, $30 atid which ndw eovers complete searchma ‘to -final
diepogal of the apphcahon before the : prlmary éxaminer.’ ‘No: caveat renewal
:provided for by Rewsed Statutes 4902 shou}.d be necessar'y ‘any more than Where
an -application ig filed: ;

i) ‘There are many sifiiple mveutlons ‘Wwhich” can ‘be- taken éate of in “thé
inanner “stated above,: fof mstance toys, gadgets,” aecessoues apphances shoe
lasts, shoes, ‘etec., all of which ‘may Tie short lived. T have examined gome’ciges
of the above nature and have encountered others in my practice; *An outstanding
case was the Stroud patent for fhe employment of a We1ghtmg material for
controlling oil and gas wells. . Stroud, who was an engineer, filed with-an
attomey [ descrlptwn and” even clanns whmh were mué¢h better than the apph—
' eatlon ‘prepared by the attorney.

(n) Whatever is’done from (h.) to' (k) the inventor will af all titmes be in
a pogition to submit his invention by a copy of the Patent Office records to a
prospective commercializer. Commercializers are now afraid, to tdke the .in-
vehtor's disclosure unless an application has been filed, or in the. alternative,
to reguire the inventor to stand on patent rights. That is because the decisions
on unpatented inventions have been rather severe against a commercializer,

(0) Moreover and most importantly, 4s I see it the inventor can build. up
his own businéss, if necessary, by shoestring metheds and many inventions
have been commercialized in that manper. I have had a number of outstandmg
examples in my practice to which I will later refer,

First, (B} the pmctwa,z problem. of the mventor—amnmermalwmg oF mmfke#mg

The inventor today will proceed: in-two ways,’ namely, He will ‘Btart by a ‘shoe-
string . method ‘and commercialize the”invention hlmself, or he will mterest ‘&
commercial organization.

‘Where the inventor hag: proceeded ‘himself to commermahze, T have had o
nuiber of ecases which bave grown ‘into substantial industries. " The Stim-
sonite reflector which. is how nsed on-every automiobile throughout the world
ag a tail light and also on bighways, was commercialized by J. C. Stimsgon
himgelf "and butlt’ up to asubstantid) busihess:’ The Sterling p1st0n molding
machine by Flamnang ‘atd Bowser wads Built up on ' a shoestring ‘and resulted
in the largest piston manufacturing company in the world. . The Baldor électrie
motor ‘was commercialized by Edwin Ballman #nd his friends, and is today a
good-sized company. The Valley battery charger was commercialized by Hdwin
Ballmah ‘and his friends, and had alarge sdle until the alternating carrent radio
came into use:: The Wirfs weatherstrip was commertialized by ‘Wirfs himself
#id; although it was one of those termporary devices which did ‘not have'a long
commercial life,” during its lifer Wirfs had a large bisiness. - The above ‘are
gome of the eases encountered m my practlce but thele a.re many others
1iKke it. .

Second, the pmblem of dea,lfmg mth orgamaerl mdustry . -

There are, Of course, cases where the inventor cannot build up- h1s busmess
‘on 9 shoestring -and.-in . guch -cases, of course, ‘he-has to:apply to organized
industry. . From the very nature.of the:cases, organized- industry 'is only itoo
happy--to ‘deal -with inventors because any patent rights.-musi be-based on: the
inventors’: “discoveries”: as: termed:in the Constitution. - Most-industrial -.con-
cerns have special departments dealing with such sitnations, and my :expérience
has been that they deal frankly with the inventors. Of '(30111'-se,-~iu many cases
their ‘files ghow that the subject matter is old and my experience with' the
) automobxle compames has been that they 1nform the mventors i such be
" the faet.. .

One of the obJectlons to dea.hngs Wlth orgamzed mdustry is! that they do: not
want to be in.the: pogition: ‘where it-is claimed that they hdve vsed unpatented
inventions disclosed to them, unless it is understood that the inventor muststand
upon his patent rights.. Some .of them will not deal at all unlesy an application
has-been filed, and in:such cases what T have said -with reference to:caveats will
be of importance. On-a-whole, however, if'the invention: is new and patentable;
the natural inclination of industry will be to deal with the invéntor and secure hig
patent rights.
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Another objection has been that industry files applicationg for, improvements,
hibited is in crude form and has to be placed in workable order so as to. be com-
‘That is only natural and even 1ud1spensab1e In most cages the invention ex-
mercially feasible. An old example of this was. .the Bell telephone which was
so crude that it would not operate beyond 2 miles, . It took the improvement of
Berliner with his transmitter to place-it in practical form. In the Bell case, how-
ever, it was the Béll patent which was sustained to practically cover the telephone,-
even though employing the Berliner improvement on the transmitter.

With reference to protection of unpatented inventions, I personally cannof see
how the inventor’s r1ghts can be covered by an act of Congress. The general law
is now overwhelmingly in favor of the. inventor, as will be seen by even the most
recent cases. The inventor’s rights are based upon guasgi-contract, viz, unjust
enrichment, which is determmed by State eourt demsmns unless there is dwer-
suty of cxtxzenship ‘ .

T?m‘d ‘the probzem of htgh mortality of ;aatents e

{“In my opinion ‘the trouble resides. mainly in the administration of Justlee by
.the courts in patent causes. There is, however, a difference in the status of the
application as prosecuted in and allowed by the Pateut Office, and in the status of
the resulting patent,; passed upon m the courts in an m.trlngement suit I will
treat this last part first.

In the Patent Office the examlner takes the’ ease 'as presented in the applleatlon
He then exaimines the prior patents and publications, United States and foreign.
He does not, however, generally consider the practical art, that is as practiced
in the mdustry, except as found in patents and publications. In rare cases a
proceeding ig filed by a third party under Patent Office Rule 292, to show that
the patent should not be granted in view of somethmg in. public use or on sale
in the United’ States, at present for more than 1 year prmr to the date of the
application ag filed.

" ‘While-afidavits are freqguently filed- as- ‘t0° the status of:the- practicalart, they
are all ex parte. -and not sabject to ¢ross-examination: and-are not, and cannot
thereforé, be given the weight.that would otherwise be the case That 1s a matter
I will treat further under sixth.

Additionally the Patent. Office does. not consider- the’ questlon of what wouid
be an mfrmgement except indirectly in interference proceedings, or where.a
compehtwe dev1ee is submltted to the. Patent Ofﬁce Which the appheant seeks to
cover.. :

In the drstrlct courts and m a well presented case, the practlcal art is. pre—
gented by, evidence, as well.as the status.of the patent.in.suit as related to the
prior art by. patents, pubhcatlone, and prior-and:public uses. . -All-this evidence
on both gides ig in. open court except Where deposmons are ﬁled but 1n all cages
‘there is cross-examination. .. . ..

On the question. of mfrmgement the accused thmg is presented and 1ts rela-
tion to the patent-is.shown pro and con, again by evidence sublect to crogs-es-
amination.- - The: :question then .is whether. the patent. can be construed :broad
enough to cover the accused thing and still be walid. Accordingly, before the
“court is a.question.whether. matter common to: the patent.and accused thing is

in the prior arf on the basiz of equivalency, on which there is also testimony.

¥réguently the court takes the position, and properly so, that if the common
gubject matter is in the prior art then on the contentlons of the plamtlff the
patent ghould-be held invalid.

+Oun-the basisiof the validity of: the patent both the courts and the’ Petent
Oﬂiee are controlled; or at least should be controlled, by section 103, viz: “*:* *
if the differences between:the sublect matter sought to be patented an’d the prior
art are sueh that the suhject matter ag a -whole would: have been obvious at the
time the invention was.made to a person havmo‘ ordmary skﬂl in the art to Which
sa1d matter pertaing” -

:'Here the Patent Office takes the position that the examiner iz in fact a person
havmg ordmary gkill in the art to which. the suhject matter pertame, -although
the examiner may not be fully skllled in the prectleal art The patent 1s granted

'_ on the above basis, -~ - o

+FWhen now the.patent is presented to the court and ina properly presented
case the partles produce ‘evidence subject to cross~examinat10n on ‘the questlon
of whether In view. ofithe prior-art, the subject matter of the patent, or subjeet
matter -common--to-the patent and accused’ device,: would: lor:wonld: not have
been. obvious to a person hevmg ordmary Slnll m the art to w}nch the subject
‘matter pertains. o oo :
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From the above it is gelf-evident that in a properly presented mfrmgement snit
the status beforé the court will be more fully eXplored than was- done in the
Patent Office, even if we leave out the presentation before the court of what was
in' the practical art, and consider only the patents and publications.. It is, there-
fore, to be expeeted that in a properly presented case the court may hold patents
invalid even over prior patents cited by the examiner.

Where the courts frequently err in peglecting what is pr0v1ded for in: sectmn
108, stated negatively, ig in. taking the court’s own view of what would or would
not he obvious to one having ordinary skill in the art to which the subject matter
pertains. If the court would decide the case on the evidence before it, the result
might be different in many cases. I Delieve that this tendenecy to err ean be
* taken care of by adding to section 281 a prowvision something like in section 145,
namely: “in such a cage the court shail determing the questions of validity and
infringement of the patent on the evidence before it.”

In géction 145 the court.decides the case “ﬂs the facts in the case may appear,”
although that provision does not appear in gection 146 .covering -interference
suits, as will be heréinafter. Jpointed out. In section 284 relating to damages, the
court is authorized to “receive expert téstimony as an aid to the determination
of dainages or of what royalty wouald be reasonable under the circumstances.” -

‘The dbove amendment to the statute does not, of course, prohibit the court
from’ drawmg on its own personal knowledge by taking judiclal notice of the art
as wag done in Brown et al. v. Piper (91 U, 8. 37), a patent cage, which is the
classical case on judicial notice cited in our hooks on evidence generaily.  How-
ever, the limitations given in Brown ¢t al v. Piper should be carefully observed by
the court and will be by counsel citing that case.

What T think is important is to have a patent case tued hy a dxstnct Judge
who has at least a geneéral knowledge of physics and chemistry such as taught
in a college ¢ourse. Physics courses lnclude the elements of mechanism, light,
heat, and electricity, while the course in chemistry includes elemental chemistry.
My experience has been that a judgé who has studied even elementary physics
-and chemistry, will be able, by the aid of evidence as to a particular:art, to de-
¢ide patent cases. There are many judges in a civeuit who are thus quahﬁed.
A particular judge can be Teadily called upon by a senior judge in the districy,
or by 4 senior circuit judge, to try patent cases. That was.done early in our
patent caseés where Judge Archhold {middle .district of Pennsylvania). wag
speemlly ‘assigned to try an eléctiic-motor’ cage; Westinghouse Blectric & Mfg.
Co. v, Roberts et al (125 F. 6 (E. D. Pa.))’ In a reeent case a judge fannhar
w1th adding machines was called upon to try.a particular case.: ...

“"M'he establishment of a Special patent. court of appeals will not solve the prob-
Iem bedatise civil rule 52 (a) specifically provides for the weight. 10 be given to
a dlstrlct court’s findings of fact because “due.regard shall be given to the op-
portunity’ of the trial court to judge of the eredibility of the witnesses.”' Ac-
cordingly, ‘ag stated in’ that' rule, the appellant must show that the District
Court’s findings of fact are “clearly erroneous.” . Nor, will the appointment of
technical experts to aid the cdourt solve the problem because We may finally
have a decision by the technical expert and not-by: the judge.’ "I beélieve with
Judge Hand, that if there is a special-patent court: of appeals 1t should be a
reveloving one s0.4s to get new blood into the court .

Fourth: (A7, cost of obiintilg pa/tents N

The cost of obtammg a patent to an ].nventor can be conmderably reduced by
a caveat procedure as noted under first {A). IHowever, thé cost can algo be re-
duced by a more efiicient’ prosecutmn of a regularly filed .application. . By that I
do not mean that the Patent Office personnel does not work eonsmentmusly, be-
" cause they do. They are simply pressed for time because of msuﬂicmnt examin-
ers; which deﬁcxency can be cured by moré examiners. However, there ‘should.
be: closer cooperatlon by the examiner with the attorney. or the inventbr.” That
is 1mp0rtant even where the inventor has an attorney’ who frequently is- not
skilled in the art, and more so where the inventor files lis own application. I
personally have found when I wag an examiner, that I could reduce my time on
2 ‘ease by ‘making suggestmns as'to the amendments to the speelﬁcanon and even.
ag to the cldims. I believe the examiner should do so, and, although that is
sometimes done, that s not the general Tule, It is only where' there are inter-
fering parties that the examiner even formulates the claims 'té a common sub-
ject matter. If there is close cooperation, I am confident. that the time that
the apphcation is pending and the expense ‘of prosecuting it will be 1educed both
to the Patent Office and to'the’inventor. [ = . .
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ST ‘the Gourt of Customs ‘whd Patent Appeals ‘the éxpense 1§ more than T deem
pecelsary. That '¢eurt not only requites’that the record, but that even the
briefghe ‘printed; ‘rile 26, when ‘that should not be’ necessary, or alternately re-
guire the inventor: to take alpauper’s way out.” Then the time for the argus
‘mentis- 45 ‘mindtes for the appellant and 30 minutes for the appellee, unless
otherwise ordered, rule 27, which is seéldom done.* ‘Finally the whole case is
decided ‘on‘the récdrd hefore the Patent Office and by the arguments ‘of the at-
torney on'ohe side and ‘the Patent Office’on the other side which takes a lot of
work and ingeniity by both. It can ‘réadily ‘be seen why the Patent Office
ghould be affirmed in'80 percent of the cases, when the case ig tned by argument
rather than by evidence. = -

~Slterrately by gection 1457inian’ ex parte case, and by ‘Heetion 146°in an inter
partes case, the evidence can be presented in open’coult, There, bfiefs nged not
be printed. Furthermore, ample time is -allowed for- argument at the coneclusion

Of: the trial ind freqriently the decision is réndered’ after the conclusmn of the

argument;The latter was doiié in a number of my cises: My ‘experience is.

thidt the ‘time ahd eXpense required for preparation ifor tr1al and the'trial itself
and the argument is less than réquired for dn appeal to the Court of Customs.
and Patent Appeals.” Furthermore, T have fourid that Stich a proceeding, where
the court sees ad well 48 hedrs the witnesses; is more satisfactory than trying

# cast on appeal where ‘the court neither sees nor heéars the witnesses; and

neithér ‘do the etammem ‘the Board of Appeals and the Gourt of Customs and.

Patent Appéals.” © -

The Commissioner stated that the percentage of’ Patent Office afﬁrmaneeq Was
‘ about 8( percent in the Court of Customs and Paient Appéals, and about 78.
percent in the District: Court for the District of Coluibia: However, that does,
1ot ‘méan witich ‘hecarise so much depends upon ‘the character of the” cage. It
might just 4§ well be said that -if ¥ou only haive 1 chance ‘out of § In either
court, you should not take any proceeding “at ail,’ “In my 'own personal’expe-~
riende out’of 18 éx parte cased which I tiied in the DlStI‘lCt Court’ ‘for the D1str1et
of ‘Columbia, T won':8 and lost §, but 1 of these was Teversed by the court of
appeals. . Of the 8 ¢tades which T lost in ‘the district dourt, ¥'took 4 to the court of'
appeals, and not'in ‘the 6ther 4'because of the weight' given to'the dec1s1ons of the
district court under ¢ivil rile 52 (a). However, in 8 inter partes ¢ases in the last
faw’ yeals, T lost 1 before the Court of Customs and Patent Appeals and won the-
other 2-ciiges before the d1str1et comt 1 at Bt Louwis’ and the other at Bouth Bend.

. The three wére Telated ‘Cases.

I am certainly® opposed to a reépeal of either sectlon 145 or sectmn 146 The
casés under those" statutes are really like a ‘trial in the distriet court in ap.
infringement ‘suit; which not only permits evidencé to be produced by both wides,
even by the Commlwsmner in ex parte .case§, but finally & favordable decision
gives a resulting patént a stahding much more effective than by the Pétent Office-
and by ‘the Court of Customs and Patent- Appeals based upon a Patent Office
record ‘and: not on: endence apart from- the record

Fowth (B) cost uf patem‘ litigation -

. Thie ‘present-‘cost-of ;patent litigation is’ mueh more than 1t should be because
of the extended time required for preparation for trial, perhaps ‘béforé a judge-
‘who has ne adequate knowledge of physics and: chemistry. That, however, can.
be taken eare of ag noted under Third. An experlenced judge is able to and
does freguently glve “his décision from the bench after the conclusion of ‘the trial
gnd ‘without requiring’ briéfs, and 1 have had such cases, not only in ex parte
cagés in ‘the Distriet Courrt of the Dlstrlct of Columb1a, but also in other district
courts in-infrifgement suits.

Tcday the ‘Gost of the” trial is actually reduced much more than prenouslm
namely, by pretnal ‘conferences and Iliberal rulings on interrogatories and par~
ticulars, - “That frequently regult§ in a settlément without a trial because the-
parties have been forced to lay the1r cards on the ‘table. I bhad one guch case
reeently C

T personally belleve, haged ‘on my experlenee, that whﬂe the cost of I1t1gat1on
fffécts the inventor more than it does the large corporatmns I wiiit to observe:
here ‘that thére is _notlnng @' large corporation shies afay from as much a8 a
suit by the 1nvento hlmself Who ‘inevitably will have the Eq,rn:npathsr of the court
and of the jury. T '

T beheve thdt ‘the nmber of appeald’ 18 il
sichiy of & ‘distFiet cdurt and T Have Had qu1te a'n_ )
not appealed because such was the case. h

' ally reduced by saund decr—
ber of ¢éses ‘where I have
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T ‘cost of appeal ‘car moreover be: reduced by reducing:the:cost of the record

“and of the ‘briefs.” That-is, ‘of ‘conrse, a matter for the Supreme. Court in the

" promulgation of it§ rule;
“still téquires abstraetmg of test1m0ny, amd’ the printing of-the -abstract; as well

T, ’however, want to observe that one.court of -appeals

a8 the briefs.: I cgn'see np reasoh why sueh abstracting should be required, since
the record g avallable and thé parties:ean be tied.down to what:they rely on

‘in the1r ‘briefs. Some, but not all, courts of appeals take that position. I can
‘‘gee ‘no ‘reason Wwhy, with oiir‘excellent typewriters -and duplicating machines,

the record or the briefs should be prinied any more than is required of.the print-
ing of exhibits, of Whlch most courts w1].1 permlt seven photostatm c0p1es to

be filed.
Fifth, adequacy of present CoUrts. -

~.. Thig 1§ ireally covered by Third- an& Flfth I am not m favor of a. patent‘

court of appeals ©Xcept as a Totating one as suggested. by Judge Hand., I am

“mot in favor of :experts to:advise the-district court, which experts are Dot su‘baeet

to cross-examination, The remedy is really in havmo' more district judges who

“eanigive more time to-a case, and:with.all, district. Judges who ‘have .a .general
~knowledge of :physics and:-chemistry, in .order to try the case thoroughly. X

‘have found: that/if:-that is done, not only will Justlce ‘be rendered but the fime- of

“the trial is: really cut down
. .'Simjh, administration

7 'the Putent: Oﬁ‘ice e : :
I believe that the admlmstratwn of the Patent Ofﬁce hag Heen ‘as eﬁic1ent as
conditions permit it." I have visited and had conferences with the examiners of

_.the British and German Patent Offices, and I believe that our examining corps
-as a whole is just as capable as in those Patent Offices. The drawbacks, as I see
.it, are.the following,

The Workmg cond1t10ns as to oﬂice space inthe: present bmldmg i not éven ‘as

"good as in the old building on Seventh Street where 1 WAag 'an exgniiner. The

examiners are now crowded desk to desk. There is, moréover, a lack of a gifli-

- cient. number of stenographers. In the offices of patent attorneys the first thing

we do is to prowde a separate room for an askistant and a separate stenographer.

Wealso have air condltlomng We find ‘that all of this pays.

The exanmining corps is insufficient in number, with the result that the work

. falls more .and more in arrears, The tendency, therefore, is to cut down on the

time which an individual examiner can put on cages. This means more of a
burden on the attorney and, while that may be somewhat excusable, it certainly

_ig disadvantageous to an inventor who attexipts to prosécute his own application.

The examiners'should be paid better salaries so that the Patent Office ¢an keéep
éxperienced examiners, as against the offers from outside asttorneys and patent
departments who out bid the Patent Office. - "'While the personnel go taken away

ig not lost because they. are usefully employed, it does affect the efficiency of the

Patént Office. The salaries should eer tainly be raised in the lower grades; in

‘any event, because it is'in the lower grades that the exammers leave the Patent
- Office.

‘The e1d551ﬁeat10n needs overhauling of the classes and eontmuously so beeause

of changes In the arts.

There should be an opportumty for an examiner to bécorme: aequamted Frith

the practical ‘arts; that is, as practiced outside. "The entrancé’sglary is Dow so

low that it only attracts college graduates who have not had much practical
experience. The examiners should, therefore, ‘be encouraged to periodically see

what, is going on in ‘the practical arts. They need not be compelled to do that
'becguse they will be eager to do go. THowever, they should not be required to go
-ouittside on their own time and eXpense, but on Patent Office time and expense.

1 know that some of the examiners ‘are experlenced in the praetlcal arts, but that

is by no means general.

"With reference to the'expenses of the Patent ‘Office, it must not be- overlooked

“that the Patént Office renders & pubhc service-as do the Bureau of Standards sod
“the Department of Agriculture, with no incomes from the outside. The-Patent:
~Office expienses Should not he limited to the aggregate of the filing fees, finall

fees, and other fees. I do not- believe that the present fees should be- mcreased

“:beeause weé still have garret and bageinent inveiitors. The: ‘eost of patent coples

is ‘entirely too high, ‘thus the cost is''25 cents per page irrespective of its-size.

Y find that in reproducmg patents for-a record, I can have a 1-page psitent printed:

for-less than 25 cents. * ‘On the other hand, {he Burean of Standards and Depart-.
‘ment, of Agriculture piblicatioriy of: conmderable size are either ‘distributed free:
or at low prices. The cost can possibly be taken care of by final fees based on the
gize of the specification and drawings,
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We should not’ resort to annual taxes. or annuifies. as in fore1gn countries.
Furthermore, no Workmg or commercialization should be required as in gome
“foreign couniries. - Great Britain had that practice, but finally cut it down to
-¢ompulsory Heenses. I do not believe we should require compulsory commer-
cialization or compulsory licenzes. - My. experience has been that if there is'a
patent of wtility, it will be practiced regardless. The fact is that our patent
system ag it now stands with no annual taxes or commert:lahzatmn or compulsory
- Heenses; has Worked for over a hundred years, and much better than in forexgn
eotmtrles o . L

.ADDI'I'[ONA‘L GOMMENT NO’I‘ II‘I'CLU]JDD, B'U‘T DISC'USSED A’I‘ THE CEONFEB.ENOE

(1) Deﬂmtw'n of what is putentadle or what i8 invention -

" 'Seetion 101 now enumerates the four classes of inventions - which may be
“patented, to which hds now been added plant: patents, section 161.
* Sectlon 100 contdins’ the definition of what is & process or method. and that
) “mventmn” is' synonymous with:“discovery.” :

- It ig difficult to define what is patentable apart:- from the above, because a
- patent musf be, based on whether the subject matter involved an invention, sec-
“fions 101 ‘and 103, Section 103 states that in the negative and that has always
been the Iaw, although the Supreme Court has changed its position a number
of times from Atiantic v. Brady (107 U. 8. 192), to Diamond v. Consolidated
{ (rubber tire case}, 220 U. 8. 428), and then back to recent cases of which an
- example is Jungersen v. Ostby & Barton Co. (335U, 8. 560}, on which Mr. Junger-
sen was heard. However, in Goodyear Co, v. ‘Ray-0-Vae Co. (321 U. 8. 218,
“involving & dry battery, the Supreme Court approved ity former decisions from
93 United States on. Judge Hand’s recént decision in Liyon v. Bausch & Lomb
. Optical Co. (224 F. (2d) 530), regards section 103 as restoring the law ag it
. existed prior to the unfavorable demsmn by the Supreme ‘Court; certiorari was
-denied December 5, 1955, . - .

‘We now have section 282 ‘which states : ) )

“A, patent shall be presumed valid. - The bu.rden of estabhshmg mva11d1ty of
a patent shall rest on a party asserting it.” -
~That means that the Patent Office déeision is recognized as prima fame correct
.agisa deeismn of a district eourt under civil rule 52-(8).

Perhaps we need an amendméent to séction 103, and it i mterestmg that the
‘heading as given in the pamphlet of the 1953 patent laws is:

Section 103. Conditions for patentabﬂ:ty, nonobvious snbject matter.”
However the statute then states in thé negative what is nonpatentable rather
fhan What is patentable. Perhaps section 103 can be amended by msertmg before
the first line thereof, the following: .. :
.. “A patent ihay be obtained If the différencés between ‘the subject matter sought
. to be patented and the prior art are such that tlie subject matter as a whole
-would not have been obvious at the time the invention was made to a person
“having ordinary skill in the art to which said subject matter pertains.” .

Judge Hand apparently took the statute as meaning just that, but sinee the
statute was enacted over 2 years ago, I believe 4 posmve statement Would at

.least help the situation. . .
.. What is stated in the part tﬁat I have Just quoted has reallv always been the
law and it is a2 perfectly natural law, and is even applied by the colrts of Great
- Britain and Germany whose demsmns T have studied.

In contradistinction to the negative statements in section 103 we had the
following sitaation before the enactment of section 112, lagt par agraph Before
that enactment,-d host of decisions of the Patent Office and of the courts rejécted
and. held invalid claims which were sdid to . be Hfunetional.” Seetion 103, last
parag'raph now positively states:

“An element in a claim for a combination may be expr essed a8 a meahs or step
for performmg a specified funection without the. recital of struac:ture, material, or
-acts in support- thereof, and such claim shall be construed to cover the corre-
sponding structure; materml or acts described: in the spemﬁcatmn and equiva-
‘lents thereof;  (R. §. 4888 ; 35 U. S. C., 1946 ed., 83.)" ... .

I believe an amendment to section 103 in the positive, together ‘with an amend—
ment to section 281, as I have suggested above, will do much to-clarify our patent
rlaws.. If the district judge decides the case on the evidence hefore him rather
than on his personal view, then civil rule 52 (a) with refervence to the weight of
1lie district court’s decision will really become effective,. All of that will not
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hamsbring a distriet coutt, nor an’y'high’er eourt. ~Perhaps .all this may not be
adequate but at 1east m my oplmon will go much toward solvmg the dlﬂicult
problems : :

(2) Inter ference proceedmgs i the Patent Omce A : - B

+Section 135 provides for the determination of priovity of ‘invention by the
Board of Interference Examiners, and section 23 p10v1des that the testlmony be
taken by deposition ; and that is the practice today. .=

While the testimony ¢an be filed in typewritfen form, the briefs must be_
prinied-if over 50 legal pages, Patent Office Rule 254. Thereafter, a final hearing
is had before the Board of Interference Examiners, buf the time is 1 hour unless
extended. Patent Office Rule 256, which. it 1'are1y is. Thereafter there is a
decigion.. .

-From the above 1t will be seen that the practme of the ‘Patent Office{s that ‘of

the digtrict courts before the enactment of the 1912 Federal rules. 'The Board:of
Interference. Examiners neither sees nor hears the witnesses, so that their
credibility can only be obtgined from dry print, and obviously the decision cannot
have the standing of a decision of the district court under civil rule 52 (a). 'I‘he-
procedure is not like the procedure in open court.,
"~ While the Commissioner said that testimony can be taken in the Patent Office,
but has.not been done, will this court vistalize what that means if one of the
interfering partles has hig withesses,on the Pacific coast? The Commissioner
further says that in one case the parties agreed to have the Solicitor accompany
them and rule upon the evidence.. Of course, then the Sol1e1t0r and not the
Board gees And hedrs-the witnesses. ..

. In-an: appeal to the Court of Customs and Patent Appeals, the case is on. the
record before the Patent Office and again on dry priit.  Heére again the record
as well as the brief'must be printed, and there is a short hearing of about an ‘hour,
rules 26 and 27. .. i

One of. the pariies may, however, pI‘OCeed to a district court under sectmn 146
In a two- party case the suit is filed against the prevallmg party where he ean be
gerved, but in: case of more than two partles, the case is tried;in the District Court
of the District of Columbia. Inall cages it is tried in open court where the district
judge iz -able to.see ag well as hear the witnesses, and o as to judge their
credibility. Section 146 does not have the provision ag has section 145; namely,
that the decision has as a basis “ag the facts may appear,” although Revised
Statutes 4915, which. covered: mter partes as \well as ex-parte proceedings, had
the above-quoted part. =

My rather recent experience in an mterference smt shows What happens W1th
the cumbersome practice of requiring 'an’ inventor in an interference to first pro-~
ceed before the Boardl of Interference BMxaminers. .Two cases. I -have in mind
involved the antomatic choke, which: finally reached:the courts in the following
cases: Jorgengen v, Bricson (General Motors v. Carter Carburetor Co.): (SLF:- 8.
614, D. C. E. D. Mo., affirmed 180 F. (2d) 180, C.-C:-A: 8) ;and-General . Mofors v..
Béndiv Avintion Corp (123: 1 805606, D, C: N, D Ind. ) ‘After-the first:case,.
which was decided adversely to the decision 6f the Patent. Office, thé second: case
was submitted to the Patent Office and ‘again decided againgt Jorgensen and
General Motors; hut that wis decided in favor of General Motors at' South Bend.
Bendix did not even appeal although a large company wu;h su.fﬁ(:lent funds,
Thére was donble eXpense in both cases.

In a parallel case involving the same antomatic choke but” Wlth speelﬁe cla1ms
directed to control.of the fuel valve, the Court of (}ustoms and Patent Appedls
affirmed :the Patent Office in Jorg'(mse% (General :Motors) v." Shaff (Bendiz):
{189'F.:(2d} 264).. Althongh the decisions in the eighth circuit were cited, page.
269, actually the device relied upon in Generad Motors v. Carier (81 F.-8. 614>,
was the: same ‘a5 before the Court of Customs and-Patent Appeals. Jundge
Swygert held that-Jorgensen had proved priority of the-specific device, as well::
a3 'of the broad subject matter, by the same device as before the Court of Customs:.
and Patent Appeals, and reversed: the'Patent Office- (128 F. 8. 508). - -

The above cases show the difference between a cage where the judge sees as
well as hears the witnesses,-and g case involving depositions and dry print. .If
one of the interfering parties in the-ahove cases would have been able to proceed
directly: under-section: 146 :(formeriy included: in; Revised: Statutes. 4915) ,: the;
expense of proceedmgs in the Patent Ofﬁve could have been wholly avmded -
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(3) A ‘Bowrd of Interference Ewem;mers’ decwwe should optwnazw De dwpemed
ith

I beheve that any party to an mtereference should be glven the optmn afte1 the:
institution of an interference and, if necessary, after preliminary motions w1th‘
reference. to patentability, to proceed direcily to a district court undér section
146. There certamly can be no halds}np to anybody in the exercise of ‘such an
optmn by any party. ‘Such an option is ‘already permitted by section 146 to pro--
ceed in the district court, rather than under section’ 144 to the Court of Gustoms
) and Patent Appeals .

Under 28 United Sfates ode, seetmn 1404 (47, under thé forum noi convemens'
doetrine, s, district court may in its dlseretlon transfer a case to another digtrict
for greater convenience of the parties. That: actually happened in the General
Motors-Bendiz case (123 F., 8., p. 507}, where the suit wasg originally fled in 8t.
Louis, but was transferred” by Judge Moore to South Benil, because Bendix
asserted that its withesses were located neay to South Bend than to 8t. Louis.:
The decisions a8 reported in United States Code Annotafed under ectmn. 1404

{(a) show that the conrts have been liberal i their transfers. =

Elveri in'a case where there are more than two parties, T believe & dxstmet eoml:
has: authoerity to transfer the case to another distriet court for-couvenience to all:
parties rather than’ requiring someone, say on the Pac1ﬁe coast, to bring hig
witnesses to Washlngton as now required by section 146. - Even in cases’ ‘where
all witnésges are not in or near one district, there is no reason why a’ ;;udge‘—
melected by a district eourt, where the sult iy ﬁled ghould not hear withegses in’
differént d1stmcts or why the genior ‘judge shonld not select a judge who can:
do.so. Itis qu1te usual for judges in other districts to sit'in Washinhgton: and’
California. Here again, 'of course, the answer to the problem is that there be
dufficient judges, Xt must be kept in mind that the expenses to litigants is mueh-
greater than the salsry of ‘a judge for the time spent by the judge. -

. The purposé of my recommendation is to save expenses. If an inveritor must’
ﬁrst g0 to the Board of Interference Hxdminers before proceedlng tinder: section
146, the expenses will be doubled: That was'dctually true in the General Motors-
-Carter and General Motors-Bendix eases. "1 'do nof say that it should be manda-
tory, but a party should have an option to proceeding directly to a distriet ‘court,

In a simple case, all parties may find that the Board of Interference Exammers
is the proper tribunal, particularly where the testimony can be stipulated. How--
ever, any party should have ‘the option of trying his case in-open court where
the court can see #s well as hear the witnessés: The expenses ef the w1nn1ng'
party can always be covered by taxmg the losmg party i

(4) P'roceedmge J‘ollowmg Patent O ﬁ‘ice dec@swns

In proceedings from the Patent Office decisions;, I will at thlS pomt not consmer
proceedings to the Court of Customs and Patent Appeals: submitted on the same
recofd; -but only those to the district courts undet sectwns 145 and 146 where,
evidence.can be produced in open:court: : ;1. ;

~As noted previously, while section 145 contains- the expressmn fgg the facts may
aDpear,” section 146 does not: - Both, however, should be strengthened 1n favor—
of-an inventor; and: ¥ suggest the followmg : :

‘In section 145.add : “In-such a case the- court shall determme the questlon of-‘
patxentablhty of:the subject matter on the evidence before it as a casé de nove,
by a preponderance of the ev1dence, glvmg due. consmex‘atlon to the deasmn‘
of .the-Patent Office.” . - - :

- In. section 146; by addmg' “In such a- case, the: eourt shall - determme the
questmn of priority of invention on the evidence before it as a case:de novo,.
by a preponderance.of: evldence g1v1ng due conmderatwn to the dec1s1on e—f the
Patent Offlce,” . - :

~The reasons: for such propose& amendments are ag’ follows ’l‘he eourts have--
generally held that a case under Revised- Statutes 4915, which theén ‘included
‘ex parte eases under:now-géction 1456 and inter partes cases under section 146,
iz a case de novo.. However, in:the distriet court under section 145, the Patent
Office has contintously contended. that inh an ex parte.case. the question:is one
of setting aside a-judgnent, that is having a gtatus superlor to that of a decision
of a district court under e¢ivil:rule 52 {(a). - The winning parte in an -interference:
proceeding under section:146 has: taken-the same-position. - 'In some eases the
courts have affirmed the Patent Office while others have not. . :

Of course, such a view places a burden on the real 1nventor beyond What is
contemplated by sound judicial procedure. It means that an ex parte decision
of the Patent Office and an interference decision in the Patent Office, both

f
¥
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without ev1dence, exeept by affidavits and by deposnnons, will. be. grven precedence
over-a proceeding in a ‘district court on evidence.in, .open. court subject to cross;
exammatlon and Whele the strict court has had an: opportumty to.see:as Well
a4 hear the Wltnesses, Whlle the Patent Office hag not_ had. that o;;)p()rtumtsr
other Words, thé invetitor is eut off from: presentmg hlS 1tnesses where- the
trier ¢an see and hear the withesses and then should be, pu;ushed tfor. it. :
- The basis of the cases applvmg such’a, strlet rule.of proof iz .M organ.v. D@mels
(53 [l 8. 120}, 'I‘hat case was, deelded before the change of the equlty rules
in 1912. prowdmg for testlmony in open court,’ In that.cage the tesnmony Was
submitted. to'the then circuit court “witliout any additional testimony”, page
122'; indeed the case had gone by appeal to the Supreme Court ‘of the Dlstnct
of Columbiz from a, deelsmn by the Patent Office,  Of ‘¢ourse, in.that case the
witnesses, in the second case were not before. a court whete. the trier .could
Jjudge their credibility, but the ‘then Supreme Court of the DlStllCt of Colunibia
and the dlstrlet court as well as the Supreme Court only had before 1t the sane

Radw Corp. v. Rodio Labs., (293 U. .8, 1), where agam “the. evrdence in the sult
was “word for word” that in the previous interference. However, there the
Supreme Court refers, to. the fact that fhe.evidence “must haye niore: . tha_n
dubious preponderauce" T
" The Patent Office still ingists upen relymg o M orgcm v. Da,mels and did so in
the General Motors cages on the auntomatic choke, Fortunately, our testlmony
was 8o thorough that ‘our evidence in that case even complied with the very
striet tule in Morgan v, Daniels (see 81 F. 8., p. 618, and 123 F. 8, . 516),
Aecordmgly, the district eourt and the court’ of appeals did not have to depart
from the stricg. rule of proof, | -

Tt is believed that ‘with the' amendments noted above to sectmns 145 and. 146,
the matter will be cleatred 80 that an inventor will really have. s day i in. eourt
rather than only hls day m the Patent Office. . T .

(5 ) An mvenior's status afnd patent: monopoly

There has beei §ome’ confusion as to an mventor ] status and what is called
“patent monopoly”, 30 I believe the: following ‘will'not be out’'of' place

A% to the constititional provision, arvticle I, gection 8, which ‘was quoted in
Senistor O'Mahonéy’s statement, page 1, of course the- Const1tut10n provides ‘that
primarily the inventor be rewarded for disclésing his invention, and the 1953
Patent Act provides that the application be by ‘the mventor, gection 111" except
in a speciil case, section 118, Others than the 'inventol ¢ah only olitain rlghts
by contraet with the inventor and, acemdmgly, section” 261 provides for an
assignment which had been prov1ded for in-the eaﬂyr patent’ scts, The' eourts
have, however, judicially protected the rights of an inveltor #3’is well illustrated
_in U. 8. v. Dubilier, (289 U, 8. 178). In the Patent Office 4§ ‘well s in the
courts, afl the- Pproceedings are- ‘based upon what’ the applicant for thé patent
has invented ‘a8 distingtished from the ‘prior art.’ Aeeordmgly the ‘assigree
reelh7 stands in-the place of a: quast agent for the inventor even‘though there
be an asmgnment The most the ‘assignee can 4o to show for:instance utlhty
by commercial aeceptanee of the invention. This should always be kept in mind
in considéering our patent System’ as dlStngulShed from the’ patent systems of
those countries in Whlch a corporatmn cau file: d1reet W1thout even mentmmng
the inventor, - :-

There has been mtich’ confusmn ag'to the' status Of a patent whleh is'a grant
and does 1ot censtltute ‘a monopoly, that was made ‘clear ‘in “fhie’ Dubilier ¢ase;
(289 U. §.'p.186), ‘However, a patent grant-is ‘sibject to the general laws,
including the antitrust laws, Stendard v. U. 8, (226 T. 8. 20; 49) The Supreme
Oourt has gone far in’ protectmg ‘the public dgaingt misuse; as to an applicant
and his assignee misleading the public during: the: pros&:utmn of the apphca-
tion: see Precision Instmment O’o . Automotwe ante%ame C‘o (324 U '8
806) y and decnsmns c1ted

. STATEMENT OF FRA.NK CAMPBELL PATENT -ATTORNEY, WASHINGTON, D, C

’ There {5 nothm“ Whmh could more effectlvely reheve cougestmn in the Patenf
Office and at the same time assure greater justice to the inventor than for Con:
gress to afﬁrmatwely deﬁne What shall constltute a patentable invention. The
followmg is suggested

(@) A cdse of patentabﬂlty ‘shall’ be deemed ‘Lo have Teen estabhshed When
the idea of doing the thing is new, and the device of the appheatmn achieves a
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new ‘and useful result which 1o single prior devxce is capable of produmng and

which result goes beyond mere increased excellenice of workmanghip.

" (b) A ecase of patentability shall alse be deemed to hdve been established whers
a new agsembly and relationship of parts accomplighes an cld result in a mark-
edly more facile, economical, and efficient way and especw.ﬁy where a marked
saung in timie or labor by the user resulis.

Provided, That the claim or'claims presented do not Téad wpon any prior uni-
tary: devme clearly define the invention sought to be patented, and d1st1ngmsh
the mvenhon from ‘each and évery unitary, prior. art, device or method in the
respects in which the invertion .accomplishes the gaid new and useful result or
accomplishes the ‘Said old regult in a more facile, economical, and efﬁelent way.

The following reagons are offered in support of the foregomg

1AL présent too miach latitude is left to the patent exdminer, “What one man
may eonsider to amouint to inverition another waves off as amounting to mere
meéchanical skill. “That the inventor is forn’ hetween a welter of conflicting
opinions is shown by the frequeney with which’ the Board of Appeals of the
Patent Office dlsagrees with the' examiner and the Court of Custoiiis and Patent
Appeals dlsagrees w1th the ‘Board of Appeals Some’ deﬁmte standard 1s h1gh1y
demrable

‘2. The’ exammers requently fail’ to give sufficient credlt to the conceptmn O
the “idea of duing the thing.” . Even where the prior. art shows no suggestion
by anyone of accomplishing the inventor’s end’ result the examiners frequently
reject by putting together a plurality of separate prioy patents (no one of which
accomplishey the end tesult) and saying that no invention is involved in com-
blmng the references.. Or that only mechanical glsill would be reqmred to com-

bine ‘the prior patents They forget that they are looking. dt the prior paients
with eyes instructed by the inventor’s work and teaching and they ¢onfusé the
ablﬁty to percelve ah analogy between the invention and the puor-art devices,
with the ability to créate the invention with only the' prior patents as a guide.

Further it has long been said that “You cannot patent an ideéa.” "Why not?
Assuming that an Edison is the first to-produce motion pictures by tpking photo-
graphs of moving objects in.rapid.succession in.a. given, order and at a given
speed, and,then Projecting said photographs in the same order at. substantially
the same speed, upon 4 screen; where does the invention 1lie? Wwith Tdison or
with any one of: the thousands of mechanics whe .eould - produee the necessary
machine, once the idea of doing the thing is suggested. . ..

If the- foregomg ‘suggested definition of what shali const1tute patentab1hty he
adopted -the. public could. lose. naothing, because the -public could continue to use .
all known. and. puor—art devlces .The patent would .impose a burden on the
public on]y When the publlc found the device of the'patent, to be so superior to
the prior-art. devices.that’ it (the pubhc) Would prefer to use the patentees
contribution to the art.

. Through the years .the courts have pomted Out how prone we are to faﬂ to
give proper credit to. the man. who first saw. the devme dn imagination, .
- Faries Mfy. Cé. v. Brown & Co. (121 Fed. 547) 1 *The eye that sees a thmg

. already embodied.in mechanical form gives little: credit. to the eye that first saw

it.in imagination, but the difference is just the difference hetween what is com-
mon observation and what eonstitutes the.act of creation. . The one 15 the eye of
inventive gening ; the other. of the looker-on. after the fact.”

Tnternational Tooth Crown Qo. v. Bichmond (80, Fed. 775) “Tt i3 not d1ﬁicult
after the fact; to show by argument how simple the accomplishment was, and by
aggregamng all the failures of others to point out the plain and easy road to suc-
cess, This is the wisdom after the event that often forfelts mventmn, and levels 1t
to the plane of mere mechanmal skill.

Tt should be.recognized that there are two classes of 1nvent10ns (1) Those ot
a ‘high degree of invention swhere the inventive act lies-in the conception of the
idea of doing the thing; and. (2) where the idea of doing the thing is old and the
invention resides in new assembly of parts, or the introdunetion-of new elements,
through which the old result is secured.-in a better or more facile or economical
way.

It is believed that the suggested ‘definiitién of patentabﬂlty would go a long way
toward solvmg the ploblem of congestmn in the Patent Office. Much of the time
of the examiners is comsumed in arguments over the question of 'invention
Yersus mechanical skill.  Purther greater justice to the inventor would result
atid the welfaré of the whole body of our people would be promoted. Just as no
one would plant an orchard and prune and spray.through a. creatlve period,
unless he could be assured that the frult would be hlS Wwhen the trees came into
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Jearing; so'no ane'will'undertike: the:greatiexpense aid laborof ‘developing new
‘things unless they: can-be: assured that the: result of thelr labors W111 not be tossed
Aside agnew, butlacking invention. {n: S

The necessity.for ‘adoption:by: the: Congress of some (ieﬁmte standard of
pate_ntablh_ty ig emphasized: by: the:decision of the ‘Jupreme Court:of the United
States:in. The Great. Atlantic and Pacific Tea Company. v. Supermarket. Houip-
ament  Corporation, -decided -December 4, 1950 (87 U. 8. P:- Q.:303).: - The- issue
there;wag the validity of United States Patent No. 2,242,408 to Turnham. ' 'The pat-
ent covered the now. well-known: arrangement,. 50 w1de}y used: in: self-service gro-
_cery,stores, where a counter. at the:eashier’s stand is extended toward oncoming
customers, to provide a counter space in advauce-of the:cashier’s position upoen

oy

. which the group of separate purchased. articles: of a .customer may be- deposited

wlule the customer waits:'for a preceding customer to be checked out, and wherein
an open-hottom pusher frame.ig so slidably related to both 'the main-cotnter and

- the. counter extension that when-the preceding customer moves on, the whole

group of articles.upon the counter.extension: may be drawn up to the cashier's
position, by the sliding of the frame, without the necessity for the second cus-

tomer to again pick up the packages. . Further the frame-is open at its front, so

that .after the packages have been drawn:before the cashier, the frame may

be returned to the counter extension there to receive the loose packages of a third

customer, while the packages of the second eustomer are bemg checked and
packaged

.. There were, threé. claims :in: the- patent The Patent Ofﬁce deemed 1ts
snbject matter -to be patentable, the two courts below had coneurred in holding
‘the claims to be valid and- it had been stlpulated by counsel that 1f vahd they
Had been infringed.. ...

. In the face of all. this the Supreme Coult held the elau:us to be mvahd
I quote one of the elaims . (Italics mine). : :

“8. A cashier’s counter for cash and car ry type of grocery CO]ILDI iging a porttrm
8paced from the caghier’s, stand.and -upen;which the merchandise -maybede-
posited and arranged @& hottomless frame on said poriion.and within which the
merchandise is deposited and arranged, means ‘whereby said frame is movable
on said counter.from said portion to a position adjecent the cashier's stand so
that the merchandise may thus be moved as a group to ¢ poml. where {4 may
e co%vementzy observed, counted, and registered by the cashier, said frame being
‘open. ¢t thé end adjacent the cashier’s stand and readily movable to be returned
over said. portion s0 as 1o receive -the merchandise of another customer whﬂe
the cashier is occupied with the previous group.” .

The d1stnct court had explicitly found that. eaeh element in thls dev1ce was
known to prior art, “However," it found, “the conception of a counter: with an
extension to receive a bottomless self-unloading tray with which to :push the
contents. of the, tray in from of the cashier was a deculedely novel feature and
constltutes a.pew and usefyl combination.” . .

The Supreme Court in ity decision dlsposed of the dlStI‘lCt court’s conelusmns

We need not. go 8 say that mventlon never can resuie in: mere
change of dlmensmns of an old device, but certainly it cannot be found in mere
elongation of a merchant's counter—a contrivance which, time. out of mind; has
been of whatever length suited the merchant’s needs. * * = What indicia of in-
‘vention chould the courts geek In a case where nothing tangible is new and
‘invention, if it exists at all, is only in bringing .cld elements together"” "

. To support ‘the foregoing the Court guoted:

" “Lincoln Bngineering Co. v. Stewart Warner G'm';p (303 U 8, 545 549 (37
USPQI 3}) : “The mere agglegatlon of a number.of oid parts or elements which,
in the ageregation, perform or produce no new or different function or operation
than that, theretofore performed or produced by them 1s not patentable
invention.’ ™' =
UAfter referrmg toa number of patents wh1ch the Court felt were totally 1ack-
inZ in invention the Court concluded its decision with, the following:.

.. “The patent involved in the’ present case belongs to this list of mcredlble patents
which the Patent Office bas spawned. The fact that a patent as flimey and:as
spuricus as this ohe has to be brought all the way to this Court to be declared
Invalid dramatically illusirates how far our, patent system. frequently departs
‘from thée constitutional standards which are supposed to govern.” '

.. From the foregoing paragraph it is clear that the Court completely m1ssed the
¢érux of the matter. Tt is apparently unwilling to give any credit whatever to the
eonceptmn of the 1dea of domg the thmg 'I'he real point iy not whether ihe
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'several elements employed were old; but whether the inventor had arranged them
in a new correlation, with the end result of producing a-néw:and useful ‘apparatus
which had never before existed as a mental concept in:the mind of any human
‘being: It is triie that counters are-old, and that pusher frames used in wholly
‘dissimilar devices are old, but that mere fact would not-teach the idea of asso-
—matmg with & main counter (cashier’s stand) and an extension courter disposed
in the @direction of olicoming customers, a pusher frame having a new rélation-
-ship to both ¢f said counter portions, ‘movable from one to the other and back
-again and so const'ructed as to move packages in one of its directiong of move-
ment but not.in othe other; - Thus it could be returned to its ﬁrst p0s.1t10n, lea¥ing
the packages infront of the cashier.

~-No one had ever though of suchan arrangement ‘Afa whole' it ‘was com-
.apletely new. It saved:-a tremendoiis amount of time for purchasers by extend-
[ing the self-gervice idea to the point where a customeér cotild not only’ serve him-
-self in gelecting his purchases but could (during time that would otherwise be
‘wasted in inerely waiting) place them in position to be guickly preseiited tb the
-cashier in spread-out condition, - It-is believed that this wis ihvention of a high
order of merit and yet the patent was thrown out becalseé of theé failure bof the
Court to give reasonable credit to the conception of the idea of doing the thing.
i In Frzmes Mfg. Co,-v. Brown & Co. (121 Fed. 547}, the Court sald: “The eye
. that sees 4 thing already embodied in mechanical foim give little c1ed1t to the
eye that first saw it in imagination,”

‘Initg decision the Supréme Court says that the Patent Office:*hag placed 4 host
'of gadgets under:-thé armor of patents<—gadgets ‘that obviously have had no
:place in the constitutional scher_ue of ‘advancing gelentific: knowledge FokEN_,

privilege of- exaetmg tolls from the public;” That statement would be tFue only
if the patent contamed a prowswn 1equ1r1ng the pubhc 1o purchase the pat-
erited device. :

“Bome time-ago:L: purchased ‘a gadget at g eost of 60 cenits, 'Its purpose s to
’mamtam a:gpare ‘automobile key in an accessihle place if the automobile owner
‘Jotks hig car with'the key inside. ‘The gadget consisty of o small box of o size
‘to hold and keep clean a spare key, the box belng strongly_ magnetlzed so that
At-will cling beneath an auto bumper ot other part’ whére the spare key will be
‘concealed but will be available to the car owiher, I &tépped overnmight at a
tourist eourt, on’a Jong £r¥ip. ‘When I wanted to ledve the next morning I found
that I had locked 1y regular key inside the car. I was far from a garage.
would readily have paid 10 times 69 cents for ahother key, until T remeémbered
the spare key in ‘the gadget. Did the ereator of the gadget exact a toll from
‘me? Upon the contrary, he 'had hot only made & ugetul device available to me
birt in presenting it to- me for- sale, he bad put into my mind the idea that it
would:be a desirable thmg fo do—to put a spare key -outgide the car body proper.
Incidentally, he had given jobs to many people m the makmg, advertising, and
‘marketing of the device. )

This Nation is now putting its automatlc maehmery and its know—how mto the
‘Trardsof - miany - othér nations: havmg groat denkity ‘of population and much
cheaper labor than e hive, How can the United States maintain its’ markets
~when those other nations get thto full produetlon‘? 1 do not pretend to know the
answer to that but T suggest that one way is to unleash the Ametican inventor.
The native ingenuity ‘which has been characteristic of this Nation since its in-
ception’is still with us and it can’still keep America dhead of the test of the
pack if given proper encouragement and protection, “At present fhe American
inventor -is discouraged. - With the Patent Office being requlred by Jjudicial
interpretations as to what is and what i3 not patentable, to impose rhore, and
‘more réstrictions upoh the grant of patents and with the strong possibility that
a- eourt ‘may-declare ‘hig patent jnvalid after long and expensive litigation, the
inventor has two strikes against him when he goes to bat. Just as no man will
-plant an’ orehda?d, prube, spray, and énltivate it 1Al it comes Into bearing
unless he cdnenjoy ‘the fruit fiom i, 50 no one with an ‘embro invention will
tundertake to bring a“hew device ‘to the marketahle stage if he must ridk having
‘others merely copy his. patterns and undersell h1m after he has 1ntroduced the
devme to the public. "'+

‘With automatmn 1n the oﬁ'ing the erymg need i ’ 01ng to be JObS and Jobs
and more jobs. :

tThere & another ggpect of the matter wfnch d attentmn That is that
'often evan after tlia: Patent E*rammer fnaliy determmes that'a patent may, be
granted ‘the ihventor is forced to accept claims so restricted to his speeifie con-
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struction that Hie’ goey out of the Patent Office W1th A’ patent which leavey the
door open to an infringer to use the heart of his idea, as long as such mfrmger
stays away from the patentee’s particular constructmn The patent exammer
is frequently constrained by court decigiong to so restrict the claims allowed.

Fifty years ago thé courts were declaring that in close cages the doubt was
to be resolved in favor of the inventor: Now we seem to have reversed that
concept and have concluded _that all doubts must be resolved against the in-
ventor. ‘Thig should not be. It is better to grant a patent in a doubtful case than
to deny oue, because if the claims are so phrased as to define something never .
before knoWn then the public suffers no loss. The public still ean use all that
was open to it before the grant of the patent. It‘is only when the claims define
a thing so much more desirable thdn known thingy that the public wants it
énough 'to pay for it, that anything gavoring of a toll upon the public comes into
exigtence If the inventor has introduced to the publie something so much
‘more desirable, then he is clearly entitled to such toll.

While it is a matter ‘6f secondary importance ‘I would point out that the
restoration 'of confidence upon - the ‘part of the inventor, which would come
within the adoption of a deﬁmte standard of patentablhty, Would aecom-
plish two important results.

1, It would quickly rvender the Patent Office gelf- eupportmg

2. It would enable thé Patent Offide to bring its work up to date w1thm 2 or
3 years by removing the principal bone of contention between the patent exam-
iners and the attorneys for the mventors, to w1t the presence or absence of
invention.

. The cost to the Patent Offica of processing”a” patent: apphcatwn would: be
greatly reduneed’ since agreements could be more qmekly reached upon the ques-
tmn of patentabxhty A ) )

zSTA.TEMENT OF" HERMAN Comv, INVENTOR, BALTIMORE MD
i THE SUGGESTED PLAN ... '

Regardmg ‘the 1dea, the plan is to encourage, protect, and assure adequate
reward for the independent inventor, and is ag follows :

. Trstly, incorporate the assistance of approved, aceredited colleges throughout
the country. In this plan, an mdependent individual invehtor could apply
‘with his idea or model where he will recewe praeucal advice, help and en-
'eouragement along the followmg liney :
. Thé college will process his ideg’ for its practlcamhty, and so forth, and the
mventor will receive advice on the next steps to take, as to lawyers, drawmgs,
and so forth and also receive help in negotiating a sale, so that he may be
Jassured of adequate protection and receive the reward to which ke may be

‘entitled. .

" For thisg g-uldance, 1 think there should be a contraet between the mventor and
the college, st1pu1at1ng a partbershipy in any remuneration that may be derived
from royalties or the sale of the patent, after expenses have been deducted.

" You asked me if I thought the Govérnment should subsidize this and I said
I did not believe it would be necessary. Don’t you think there may be founda-
tions that would finance any extra expense this would involve? If no funds
are forthcoming from foundations, then I do believe the Government should
subsidize the.idea. If a patent should prove successful, it not only may be
self-sustaining, but a souree of inecome for the college.

" DUnder such a plan, an.individual inventor will not be very far from a source
where he ean apply to at ng or very littls expense. e would be in good hands
and would be confident that he would receive proper treatment and remuneration

ag outlined. It may-have a tendency to increage the number of 1nd1v1dua1 in-

:dependent 1nventors and the pubhc would reap the benefit.

STAareMENT oF . T. COLLINS; IR., INVENTOR, PALATKA, Fra, .
. Hirst, to qualify myself fo comment:on this subject, I can say that although
I am not a patent attorney, I have filed and tried to prosecute a number of
applications through the Patent Office. I am t{echnieal director of one of the
larger paper companies and my hobby is the writing of patent and literature
reviews, Altogether, I have published at least 35 technical articles and bibli-
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ographles and.have prepared ‘many. others‘so that my: baekground in. the patent-
literature.of the pulp and paper mdustly is pr obably ag. extenswe as th t of any
other. ehemmal engmeer e :

Now,.as to. my various opmmns and suggestwns regardmg thls matter .

.1. Althought the. Patent Office rules say . that anyone ean handle their own
patent applications, I do not believe that laymen are given the same ccmmdera-
tion. as attorneys. .-1 have:been.told by patent . attorneys who have worked . in
the Patent Office that.such. appllcatmns are treated as a joke, rarely g'ranted ate.
. 2. The claim; of the Patent Office. that they employ competent engineers as

“examiners is a specious one.. My contact with this Office has comfmeed me that
ihese engineers are not experienced in the various.industries. and that it 1s
difficult to make them see the viewpoint of competent authorities in the field.

. 3. There.is. 2 considerable loss to technology.and knowledge due to the fact
that abandened and disallowed patents are, not publicized at.a later date, S8y
10 years after the date of apphcatmn Of. course the. applicant deserves some
proteetmn even though his application has been rejected. .

4.. Tt appears that the small inventor. with. 11m1ted funds is. af a great ihs-
advantage as compared with large corporatlons ‘with. a strong organization

" of patent attorneys. I do not recall the exact figures but there is allowed by
the courts an appreciable pereentage:of the patents appealed from the rulibgs
of the examiners. - This would indicate that of those that are not appéaled are
abandoned due to lack, of unds, disgust on the part of the mventors, ete, there
“must alse be many that should rightfully be granted. Ti.is-a ternble thing
that a Government bureau should have such power over the economic life or
death of an inventor without some sort of safeguard for the individual. .

5. Some system ghould be, devised to lay.patents out for exammatwn and
vmt1e1sm by the public for a few months before they are granted In this way
the Patent Office would be forced .to.inelude protests, pnor art, ete, in the
record and would be less liable to make a serious error im grantmg a patent
~without a proper survey: of prior art.  As-it-is, a patent.is granted to a large
concern with adequate funds to defend it and others in the field, without funds
but with basic rights, etc., may be foréed to gbaiidon their 1nvent1ons
... 6, It would also he fa1rer to require the Patent Office to give consideration to
prior art presented in protest againsi. patents. At the present time there is
ne way of assuring this, In fact, T have been told by atforneys that' the
-€xsminers resent material that makes them look mcompetent bemg called to
thezr attentmn, and can properly ignore it.

7. Some investigation. of the misuse of the Boykm Act :Eor certaln patent
applications should be made. - As an example, T wigh to cite the case in 105
. 8 P Q, pages 272 and following. Bergstroemm’l‘robeck are being allowed
$o use the Boykm Act to file a 1939 Swedish application in 1948 even though
‘the material was disclosed in United States patent applied for in 1943. In
other words, they are using this device (gnd being allowed to use it, even though
-1 have called it to. the attention of the Patent Office and Judge Worley of the
‘Court of Customs and Patent Appeals) to escape the fact of dedication and
‘double patenting, This is being done in the face of a complete file of protests
Aneluding literature i1 anslatwns ete.” 1 would say that this one case encompasses
J:uost of the faults one would find with the Patent Office.

A close 1nvest1gat10n would' probably show many things wrong with the patent
system 1 have never heard inventors voice anythmg biit condemnation and
Criticism of the Office.” Tn my own cage, I feel that of about 8 applications I
filed myself that were re:Jected only 1 was 1'1ghtfull§r rejected on pertment
Jrior art. . .

it appears: a]so that the Patent Office is m about ! 25—vear eyele,” i other
Fwords they are again patenting things’ that were patented ‘about 25 years ago
“without eiting the earlier patents as prior art. There are a nuinber of such
very promiinent cases in the paper industry patents such as green liguor clari-
fication and secondary causticizing, hot ‘stock refiriing,” semichemical lignor
Tecovery, vapor phase cooking, black liquor oxidation, two-stage cooking, ete.
After the new patents issue and we write the Patent Ofﬁce and call the prior
%1;% to”then' attentmn, they reply ““Fhank you for your interest in’ the Patent

ce.

CUIE 487t be hoped:that the work of your: eemmlttee Wlll 1emove the many
1nequa11t1es a,nd m]ustlees 1n the patent system :
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STATEMENT o FLOYD H Cm:ws PA‘IENT TATTORNREY AND PRESIDENT NEW YORK
PATENT Law ASSOCIATION NEW YORK, N, Y v

Tt seeins to me that’ from the essmn of October 10 the followmg tentatlve
eonelusmns may ‘be drawn
o 1. The patent laws are’ now servmg the smallllnventor well except for
* Y Qelays in the Patent Office, - N c

‘- 2. The small inventor his'a ermus marketmg problem: L

3. There is 4 need foi; malket place where th ndi dual inventor'may'
niarket hig'invéntions, .
" 4, This need has been ﬁlled in part by Don Bennett who' has glown that
the rieed exists dand that'a market place may be provided. -
' 5. Other organizations, such ‘as the Research Corp. dnd the Southwest Re-
search Institute, San Antomo Tex. (not mentlone(i yesterday) are also sup—
| Piying part of this need. = .
. 'Don Bennett did not tell his whole sbory yestel day He also prowdes a servu:e
for industry under which companies may have a ook at dll of the mventmns
which have been submitted to Mr. Bennett which may be of interest io those
.companies, I beheve that a number of inventiong have: been placed in this:
nanner.

. ‘Last summer 1 suggested to Mr. Bennett that he open i iarge inventor % fam

in Philadelphia where all of the inventions submitted to him would be on. dis-
play for an admisgion charge. This would provide a market place where indus--
‘try or those with venfure capital could come to find a new product Mr. Ben-
nett. appeared not to be interested in this suggestion at that thme, but it still.
seems to me to be a good idea, at least from the standpoing of the small inventor..

. Possibly such an inventor’s fair is something that could be established under
the small-business bureau of the Government, although I would hate to see public:
funds expended if a job which is as good or better could.be done privately..
-Of course, for a thorough job there should be more than one and pmbably gev.-
“eral such. fan‘s around the country.

Possibly Mr. Bennett would be 1nterested m undertakmg such a venture on a
rigk .basis if he were provided with some kind of a subsidy for the first year.
This could be justified historieally by the Government’s contr 1but10n to the Morse:
telegraph. Thére are probably other precedents ag well,

Perhaps some sort of a tax advantage might be prowded temporary to get
such a project underway, and probably with recoupment of the tax advantage
if the project was successful. .

It might be well worthwhile for the eomrmttee to call a consmerable number
of independeént inventors who have been successful and get from them step by
step the case hlstones of how they made a success of .their mventlous Thls

-marlet place
. STATEMENT oF HoN, LoeiN R. CEOucH, JacKsox, Miss. '~
"INVENTION AND DISCOVERY = ' :

The questmn mogt often asked when ‘one dlscusses patents and mventlon iss
whether or not the day of the individual inventor is not over; sinee tne man, with~
‘out funds perhaps, working alone, cannot keep pace with the research depart—-
ment of a giant corporation, drawing gifted young men from the best schools, with-
unlimited funds and equipment available. "And can a small or middle-sized busi-
ness hope to develop an 1nvent10n When the ﬁelds of technology are so Vast and
the machines so complex. -
©There is every mechanical and technologlcal reason to believe that the anawer
to both gquestion is “Yes.” The technieal fact is that the field is wide enoughy
‘for both and that, in theory at least, neitlier organizeéd research hor individual:
‘invention can take the place ofi'the other without dlsadvantage, because edach:
_has an’ ddvaniage over the other in the figld Where 1t is best The same thing is:
true of the large or middle-sized business, ;

‘Unfortunately, the legal trend for 2 decades has been' 1‘
gamyed tesearch and the BE eat husiness orgamyatwns : ’

‘Thé reason thig id traeis a techmcal one,  What we- ‘Srdinarily call “mventlon”
8 tWo things: invention and ‘dicovery: Literdlly, ‘difcovery is the proadest,
‘term and mcludes both and 1s use the patent section of‘thé 'Constitution.

‘favor of the or—-
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.. In the. Btatutes of 1836, Congress recogmzed the technical dlfference between
the two and the courts also mention it atf an early date. The Revised Statutes
of 1952 reemphagized it by digtinetly stating that invention means either inven-
tion or discovery. In the:abstract, the distinction is somewhat difficult, but,; by
looking at Edison’s phonograph whlch is an invention, and comparing it Wlth
-his incandescent lamp, which is a discovery, the difference becomes fairly clear.

‘We have all heard how Hdigon gave his layout man a sketch-of a cylinder
mounted on a frame so it could be turned.and would move ‘endwsiys ag it turned,
.a disk with a needle fastened to it was also mounted ‘on the frame, positioned
So that as the cylinder turned the point of the needle brushed agamst it. Edison
wound a sheet of tinfoil around the eylinder and turned it, fepeating “Mary had a
little lamb,” while he directed his voice at the disk. “He then reset the cylinder
and again turned it, this time the fieedle moved through the slot it had just made
in the tinfoil and the disk repeated the words of “Mary had s little lamb.”

Some who study invention believe that Edison formed 8 menta] picture 6f the
operations that had to be performed and then selected nmechanical’ elements which
‘could perform them.  But in whatever way his 1nind may have worked, mechani-
“gal analysig of his sketch and his model show that when he drew thé sketch he
‘had a mechanical plan resting on three mechanical theories, The first theory
‘was that thé waves in"the air cdused by the voice would sét up vibratiodsin the
disk which would pass t¢ the needle; second, that if the vibrating needle formed
a'stot, the vibrations would registér on thé slot, and, third, that if the needlepoint
‘agam passed ‘through the slot, the vibrations wotldd PAYS back to the dlSk which
‘would set up sound waves and s6 reproduce the voice. :

- Bdison had s large reséatch staff and priceless equipment; but he did not uge
elther It is evident that given his ability to form the mechanical plans he
"5]10Wed if ‘hig sketeh, hie ceuld have worked just ds well in-a blacksmith shop,
or even ih a garret. - Until he had completed his mechanical plan, no research or
experiment would: 41d him. When he had completed his plan only su:aple,
ordinary devices were needed to put it into effect.

- But, if we'look at the Bdisén invention of the electric light, we see somethmg
entxrely differenf, It had long been believed that an electric' resisting element,
Placed in a2’ glasg bulb, would produce a light. But ne one had been -able to
‘produce ‘one ‘which would work, chiefly ‘becausé no proper resisting -element
‘could be found, ‘Even Edison, the greatest inventor of them all, eculd not solve
this problem simply by mental reasoning; as with phonograph. He had to lse
-éxperiment and resedrch,  With the aid of his helpers and his equipment, he was
“able to form & filament of treated carbon.  “The phonograph and the light were
among the greatest creative work of Edisen, but ond nded not be ‘expert to see
“that ‘the téchmics ‘uted wére different.’ 'I‘echmcally, the phondgraph was an‘in-
vention and ‘the light was'a discovery, Kdison,’ the master, could work eqaallv
well with éither) But'there was only one'Edisen.  If our way of life 1s to move
ghead, we must use those whose creative gifts are less extraordinary.

Most of those less gifted cannot work well with both technics.” Geneially
those who work well with the inventing technique, work best alone, and are the
individual inventors. Those whose gifts lay along the line of creative research,
of eourse, work best where theé technic néeded is discovery. Sizeé they are both
needed, because both kinds of broblems must be ‘solved, the technical and legal
plc-blems are to see that a place is available for each. Generally the inventive
technic is necessary. for a mechanical device and:creative research the best way
to solve a nonmechanical problem, but this is not. always. true. For example,
A particular angle of blades on a steam turbine might. provide unexpected results

- and be discernible only by means of creative research.

In the teehnologleal field, as a practical.manner, the 1ntel est of the 1nd1v1dua1
inventor and thé smaller husiness are closely connected .As a practical example,
we might consider & modern plant for producing eleciric power from steam.
Qutsiders have overlooked it, but great. 1m]3rovements have taken place in such
plants within the last 20 years. .

To build such a plant, one munst, of course, have the huge bmlers steam tur-
hines, and electric, generators, A newspaperman who saw a plant under . con-
,Etl‘thlO‘ﬂ would .see.only these and ask how thére could be a place for a small
business here, or how an individual inventor conld work with such devices. .Of
course, & business firm which made these things would need heavy capital-and
larze production facilities. .Many of the mechanical problems involved. would
require organized research, As a matter of fact, it is desirable to have a pro-
ductive system which. does provide these things. - However, even such.complex
devices confain parts which are mechanical entities in themselves, and .which
can be designed by an individual inventor, and produced by a small-business man,
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Thé:men -who huild the plant know that, while the boilers; turbines; and élec
trie: generators are the ‘most spectacular part, they: are the smaller part of the
finished plant. To put these things:to work and keep: them. working, dozens:
of other devices must be provided. Because the large things could not be used
withont them, they are an essential part of the plant, The records of a buyving
agent would show that over 200 manufacturers sold their products to an average.
plant. Some of these products are as simple ag a band used to hold insulation
on a steam pipe. Many of them arelthe kingd of device most likely to result from
the invention:of .an individual:inventor,.who- might be -a-steamfitter or-electrical
worker .on-such - plants and. Whu:h eonld be produced by kS small, mdlwdually
operated: buslness

Surely it is. evident that to secure our best prowress We need the umted eftort
of: the large business, with its organized research, and -alsoe of the individual mn
ventor: and the smaller business, and it is plain: there is-a field.for-all....-" ..
+80 far as the inventions and their production is -concerned;:the: problem is: a.
legal one, and it must be admitted that.the answer ig-not an-easy one;: ...

In a general way, it is plain that uncertaln rules regarding va11d1ty of a.
patent in: infringement  suits would be. mueh more of: a burden on the small
business and the indiviqual inventor, .. -

--But,-even-worse, the tendency .of legal deelslons in the past 15 years has been
to find. . favor with the technic of creative research -gnd: to disfavor the tech=
nic.of mental invention; such as Wdison.used: in. his phonograph.: :8inee  the:
first technic ig the cne used-largely by the giant business with. its organized
research, the result is a turn of the: geales against the individual:-inventor and:the:
small business, because the: chief opportunities for both he*m the ﬁelds of the

-But we -can see ‘that the legal answer may not-be ag dlfﬁcult as one mlght
expect by lookmg agam at EﬂlSOIl’S mventmn of the phonograph and electrlc
Hght. :

¥V can- see that each of the three theoues wluch made aprhis eomplete plan

- for a.phonograph was a- mecharical: cause and a mechanieal: effect, that -ig, o

c¢ertain mechanical. thmg would operate m a certam manner and produce a cer—
tain: mechanical result;, -

~Jn:-patent law such a mechamcal actlon 1s called a mode of operatlon and the
definite result. it produces is called a functjon: - A -complete: theory; setting out:
a particular physical thing, and how it performs in a particularéway,-to &CCOm-"
plish ‘a-particular ‘physical result: {if ‘the theory proves’correct)y is-called’a
conception,  The greatest jurists have said mamyr times that:an. invention-was’
a.physical embodiment of & mental concepiion, -~ With this type of invention:{heén;
a.mechanical analysis which showed that:a- device congfained a mode of “opera-’
tion and function which:wag not-contained in any former device, would ®et up’
presumption that-the device: was a‘legal invention. The reeords show:that the
courts-did follow t]_us theory for over 100 Years before 1t was set asuie m the
Cuno:case,

~Looking at the electnc hght ‘a dlﬁerent legal techmc is! reqmred We cannot
make an analysis of the Hght and show -which ‘physical theories Edison ¢an be-
presumed to have used, or whether, in fact, he might have used any, We know
that it did require a great deal of resedréh and experiment to produce the lamp.
The guestion a court would have to answer would be whether or not this was
creative research which weit beyond what mlght have been expected nf a routme

-worker gkilled in the art.

There are no positive rules to show the plesence of creatlve rese r-ch as there
are to show the mentsl conception. Fere a .court must use indfinite evidence.
But it can consider. that former researchers. tried.and failed. It ¢an see that .
the research .was different in prineiple than former, rewearch.. It.can consider.

“how many experiments were itried and whether or not.the result might have:

been expected. It can consider how usefil the thing produced.is and how it met
a need long known. From ‘such evidence it can draw the conclusmn that more,
than skill in art was requ1red and 85O uphold the patent.. .
From what has been saiq, it is evident that if a court became confused and
tested a mental conceptlon by the rule needed. for creative research, it- might
ritle the patent for the phonograph invalid, or, conversely using the wrong test,
it might rule the patent for the electric light invalid.. Study of the records: has
convineed the writer this confusion does ex1st and causes many of: the. unce1ta1n
declsions which are go.troublegome to 1ndustry in eonnection with. pafent law.:

who maintaing a patent mvahd because 1t is too near to the prior art, be requlred
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to-plead sthat:-it!is neither.a.mental conception .oriequal.to creative research; by
alleging. the absence of; the. things rwhich:iwould-ghow elther 111 separate para-:
graphs, and mamtaln both:in order to preva1 [ i

The Somety of ‘the Plastles Industry, Inc s a natmnal 1 echmcal soc1ety and'
trade asyociation:composed:of members from all parts ‘of theicountry who manu-:
facture plastics materials or process them. It is composed of 900 company mem-
bersiand: consists of firms which are the: leadlng producers of iplastics' raw . ma-
terials :and plastics products:within the industry in the United States of America.:
One division:of:the-Society -of ‘the: Plastics Industry, Tné, is'the plastics:house-:
wares-division:~{ The-members-of this division ate manufacturers of such articles.
made from plastics:materialé-as bowls, bredad -boxes; butter dishes, éannister sets;
refrigerator:-boxes, sink:strainers; tumblers, wastebasket's,-and'the Tlike.

i/One of the biggest: problems- which: confronts the iindustry:is. that' of design.
piracy. As you can see from the examples of the products, it-i9 rare that a manu-:
factirer Gesigns or invents something that is really:new. -While it may be new
inithe plastics:field, it will:be so:similarito something already designed and pro-
duced from some.other material such as meétdl, ceramies;:or glass, that not even:
one design patent -ean.beiprocured. Nevertheless it may be new to the plastics
indugtry and it hag beeén necessary for some manufacturer te-develop by research:
and eéxperiment @ Afinished:product-made from onelor deveral plastics materials:
having the necessary physical characteristics which: are, ‘rigidity, reaction to:
high or -low temperdatiures, nonabsorbent as to odors’and theilike. In:short, the
applicdtion. of; some:plastic.material ‘to -this particilar use wmay have required-

" congiderable expenditure of time and money for research and development. .-

--UUnder.the presently existing patentilaws this manufacturer has no protection.
'I‘_here is nothing that in any.way deters the unethical -manufaeturer £rom waiting:
until an item.has been -launched successfully on the market-then buying a:half.
dozen of the items, a couple of which he turns over to his mold manufacturer to:
produce the necessary mold, and the others -of which'he turns over to his-sales-
man with-which to take orders from the: eustomers to Whom the or1g1na1 manu~
facturer-hassotd. . -

» O ecommunicating w1th your oiﬁce today we were mformed that the hearmgs
before the subcommittee will be held the first 3 days of this week but will prob-
ably be confined to patent problems from the standpoint of the inventor and that:
hearings will be continued next month on suggested -changes which will be of
interest to the manufacturer. If this is so we would appreeciate the cpportunity
of having some one from the industry appear before.your committee at some-
subsequent. hearing. In the meantime we are gefiing.in touch .with our own
coungel and with a4 number of our members in the plastics housewares industry
who. are interested in this problem-and hope to be able to ;present to you some~
spemﬁc reeommendatmns as to ehanges or. revmlons of the patent laws. S

STATEME’\TT OF'L DAVIbSdN, 'CONSUT,TING ENeINEER, NEW Yorx, N. Y.

I would respectfully like to register my thoughts based on 40 years of experlenee--
a8 an engineer-inventor. -

If patents are to stimuldte the startlng ‘of businésses baged on patents, it iz
necessary to provided stronger incentive for risk ecapital. ‘One way of doing this
to-the distinet advantage of ou¥ country and everyone concerned, is to éxtend
the 1ife of the patent from the present 17 yéars to about 25 years, |, ' .

" Also, suggest revision of the présent laws on court procedure 1nvolvmg patent.’
infringément. - Our present laws are too cumbersome, slow in obtaining results
and, what Iz most important, too expénsive t¢ protect the average inventor, =

Tt ig oy sincére belief: that the continited ‘and stustained economie ‘prosperity .
of thig countrv will depend in’ the not too dlstant future 011 new busmess ‘based
on'patents: ™ . ;

“Patents create wealth for the' country 1f the 1nvent10n 1s marketed If 1t .
not inarketed, it-does not treate wealth: ]

The mdwxdual who' inveiits ‘aind patents Liis inven! '_does 80 w1th his’ own'
titrie and at his-owi e¥pensel ‘and doeg npt use money that would through th&
regular ¢channels, be mogtly tax’ money
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The estahlishmg of businesses backed by patents has the potentla"i ‘of growmg
into large business and-provide the ‘growth'and idea stimulation: that will’ assure
this:country’s continued-industrial supremacy.. Without this stimulation; exist-
ing-large business’ ‘eventually ‘becomes stagnant—sgelf- satisfied—in &piteof the
present splurge of’ research that spends moneyr that Would normally be pald as
taxes; 4 nino ol

New busmess w1th new and lmproved products ig the healthlest form" of
busmess stlmulanon and competltlon as it means much more than only pnce
competition.

Extending the life of pa,tents makes more pract}.eal the obtalmng of risk capi-
tal, as the present patent life of 17 years iz not sufficient to attract this kind of
cap1ta1
~Our eountry’s continued indusfrial supremacy depends on progress in the
form of new and better and more economical industrial products, and I believe
our present patent system w1th suggestlons mentmned above, can accomphsh
thls end.

STATEMENT OE‘ Dr. LEE DE FOBEST INVENTOR, 1.08 AVGEI.ES, CALIF,

T Wlsh to’ urge upon the commlttee most emphatlcally the glarmcr lack of per—
sonnel in the Patent Office, especially among. fhe examiners. From my Tecent
éxperience inh ﬁhng patent apphcatmns, it is only too evident that the examiners
are too few and greatly overworked. This results in a deplorable -and costly
delay in the proper inspection of newly filed patent applications. The entire
system ‘of American industry which depends so largely on patent protection for
its proper. development suffers greatly on account of the lack of efficient personnel
fimong the Patent Office examiners.

“Whereas in the oid days I used to obtain patents w1t11m 6 months to 1 year
after filing, it is now approximately 3 yeaxs before my patent applications receive
even their first examination and criticism.

- The number of Ameriean inventors has enormously inereased and is continually
inereasing, but .Congress apparently has failed to recognize this fact and has
not taken adequate means. to obtain needed appropriations te enable the Patent
Office to properly expand its examiner personnel to meet the rising requirements.

Allow me to drge upon the committee most emphatically the need for taking
the necessary steps to -substantially inerease the number of qualified Patent
Office examiners. The commitiee ‘can confer no greater benefit to American
inventors and, therefore, to. American industry than to malke possible the im-
mediate and substantial increase in qualified Patent Office examiners.

S'I‘ATEMIN’T or P.J. FEDERICO, EXAMINER N CHII‘F UNI'I‘ED STATIZS PATENT
. OE‘FIGE ‘

PATENT wo. 2, 708 484 APRIL &, 1955 JORGENSEN & JORGF‘NSE‘T AgSIGNED TO GENERAL
MOTORS CORP FOR MECHANISM TOR CON‘J.ROLLIVG THE' STAR.TI\TG AND OPERATION or
INTERNAL COMBUSTION ENGINES ’

i 'I‘he above-ldennﬁed patent was pendmg 23 years, 2 months, and 27 days and
the chairman of the subcommittee has requested “‘a résumé settmg forth m
summary:fashion how this time was consnmed.” -

-The application involved was filed in the Patent Ofﬁce on Js_uuary 8 1932
The inventors were Peter J. Jorgensen and Clarence H. Jorgensen. At the time
of its filing, the application was assigned to the Wileolator Gompany of New
Jersey, The application wag later assigned to General Motors: ' Beginning with
March 30, 1934, it became involved in a series of 12 interferences with other
apphcations the last of which was terminated October 21, 1954. The tlme of
pendency s’ hence &hvmed as follows e

Years - |~ Months Days .

Ex parte Droseeution. 2. . . ARSI E o '8 ]
Interférences_..=. 0 PR ; -] c20 S8 ; 22
B 1 DA, S % .2 27

688325 f——22
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Bo parte pmsetmtwn -

"The ex parte prosecutmn prlor to the 1nte1ferenees took 2 years 2 months and
22 days. 'This was consumed by 2 actions by the examiner (each of which took
about 5 months to reach), the replies by the applicant, to these aetions (about
6 months each), and a further time until the interferences were declared. - After
the last 1nterferenee was over & further time of 5 months and 13 days was used
in a winding-up.action by the .examiner, a.reply by the applieant, the notice of
allowauce, the- payment of :the final :fee, and:the printing.and - 1ssmng of the
patent The total ex parte tlme can be dlvlded &8 follows H vy

CEx 'parté-time‘ o Srlb o Years | Months” | D;B«_i’i: g
Chargeabls t0 offico.... . T ]
Chargeable to applicent.... i) 2
T D R 2 g
Interferences

The interferences 1n whmh the apphcatlon was mvolved may be cons1de1‘ed
111 thrée groups,

‘On March 30, 1934, 5 mterferences Were declared mvolvmg the ¥, & I appllca-
tlon and applications of 7 other’ partles Subsequently, 4 other mterferences
growing out of these were declaréd between the J. & J. application and applica-
tions of 5 of the other parties.. The last 1 of thig group of 9 interrelated inter-
ferences was terminated December 23, 1940, which was 6 years, 8 monthg, and
23 days after the'declaration of the first. T.hese mterferences are 11sted as
follows .

Dec]ared BN Termmated 2t Pime

L Interference No. 68187 21 0 i Mar 30 1934 Mar 27 1939114 years 11 Months 27 days; -

2.. Intérference No. 88188._. ] T [ SRR Mar 25 10407 :5years 11 months 25 da;

3. Interference Mo, 68189 . - Do, .

4, Intérference No. 68190_ L : Do,

5. Interference No, 68101. 1 year % months 6 days.

6. Interference No. 71141 4 years 6 months I day.

7. Interference No, 71142, Dao.

8. Interference No. 71473 Y 1 year 7 mgnihs 27 days

9. Interference No,- 77410 .23, ‘1-year 4 months. -
Average per interferenc Loo| 4 ¥ears 5 days, o
Total elapsed tiine 6 years 8 months 23 days

‘While the total elapsed. time was 6 years: 8 months 23 days, .the.average
duration of the 9 interferences was 4 years 5 days.

Shortly before the termination of the last of the first group of interferences
another, interference was-declared on June. 4, 1940, -with an application owned
by Carter Carburetor. Corp and later another 1nterfelence was declared. with
another application (a reissue application) alsc. owned by.Carter Carburetor
Corp. These two interferences were tried and decided together in the Office. The
applicant lost both-interferences in the Office and filed civil actions under Revised
Statutes 4915 (now 35 U. &, (. 148) to review the Office decision, and the decision
of the district court in these actions was appealed to thé court of appeals,:  There
was an unsuccessful attempt to have the ‘Supreme Court review-the: decision.
This last step. was concluded October 9, 1950, .and the time from the declaration
of the first of these 2 interferences until the simultanecus termination of both in
the courts was: 10 years 4 months 5 days, - This time iz divided:as follows:

10. 'Iliftér'f_efenee‘No.. 78345 .. 11 I#!:arfegence No. 80733,

1. Declaration. June 4, 1940 . i o.lll TFeb. 12, 2043,
2, Office decision. . -| Dec. 26 1945 .. .| Deec. 26, 1945.
3. District court decision. .. .| Nov, 30, 1048 ___ - Do.

4.  Court of appeals decision. .- Jan, 28, 1850___.. " Do,

8. Certioreri denied by Suprem Oct. 9, "1950. . ...

Time from (1) to (2).
Time from (2} to {5).

5 years 6 months 22 day:

Do, - ... S
; - 2 years 10 months 14 days, ..
4 years 9 months 10 days. De. :
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-The dec1smns of the district court and .the court of appeals.in. these two
mterferenees were published, Jorgensen and Genéral Motors Corp. v. Hricson,
Henning. and Carter Carburetor Corp,. (81 . Supp. 614, 619, 80 U. 8. P. Q. 358
364 afirmed 180 F, 2 (d) 180,84 U, 8. P. Q. 178). .

Whﬂe the. two- mterferences last. mentioned. were pendmg in the court an-
other interference, the last one, was declared, on May 2, 1947. This was with
a patent owned Jby Bendix, which had. been issued on one of the applications
involved in the firgt group. of mtelferenees ‘This interference was decided by
the Office ‘and 2 civil action: was filed in the d1str1et court; The times involved
WereastIIOWS' e s

12, Tnterference. No: 82841 °

1 Decleration._..-_. . o emmm e e AR, 1047,
2. Office deciston L Ang. 23, 1051,
3. Dlstrlct court decision becotnes final Oct” 21, 1954,
- Time from (1) .60 (2:_ .| 4 years' 3. months 19 days
. Tlme irom (2) to, (3)__ <3 years 2 months,

Thm 1nterference was pendmg 7 years 5 months 19 days, _of whlch 4 years 8
months 19 days were in the Office and 8 yeéars 2 months, in the court.
" The decision of the district court in this case ‘was published, Generdl Motors
Corp. v. Bendiz Avietion Corp. et al. (123 F, Supp. 508, 102 U. 8, P, Q. 58).

The entire group of 12 interferences wag peﬂdi'ng 20 year’s 6 months 22 days;
of this time 12 years 7 months 12 days was in the Patent Office and 7 years 11
months 10 days was consumed by the eourt rewews

The. muzmp hc@ty of mterferences

Two unusual features are present in the pendeney of the I & J “applica-
tion. Ome is the multiplicity of interferences, and the other is the duratmn
of the interferences.. Both of these are outof the ordmary

“In‘1934 when the first of the interferences were declared; therg were 15 lnter-
ferences relating to'the same subject matter declared among a-number of appli-
cations of different parties; 5 of these involved the J. & J. application. Subse-
quently, about 80 more mterferences mainly growmg out of the first group,
were also declared The J ‘& J. application was party to 12 interferences
(omitting mention of one which was consolidated with 1 of the 12.) )

. Id 1984 interferences were ratlier freely declared by the examiiers. The
average number per year during the 4 fiseal yvears 1932-35 was 2,273, At this
timé, over 6 percent of patent applications filed beécame involved in interférences.
Shortly theredafter the niimber of interferénces declared began to decrease, dwe
to changes in procedure and also to &pecial efforts and training to avoid declaring
unnécessary interferences Whenever ‘posgible. "This decrease continued until a
new lower level wag reached. The number of mterferenees declared during
the 4 fiscal years 1952-55 averaged only 553 per year, and the number of patent
apphcatlons which became involved in interferences was about 114 percent

of patent appheatmns ﬁled These numbers are one-fourth of what they were
20 years earlier.

: Dumtwn of tnterferences

“TThe 12 interféréncas in whlch the J & J appheatmn was' mvolved averaged
4 years and . 26 days duratmn each not countmg Lhe t1me mvolved 111 court
reviews, |

For purposes of companson st)me figures eomplled about 10 years ‘ago with
respeet to interférences declared in 1939 and 1940 will be nsed, Some general
data ‘was compiled with respect to the 1,089 interferehcés declared during the
year following October 8, 1939, when some changes in the law affecting inter-
ferences took effect. More detalled data was eomplled with respeci: to the firsg
100 of these interferences, -

"The ‘dverage’ pendency in the Oﬂiee of the 1,089 consecutlve mterferences ‘way
1 year 1 month & days.’ The J. & J. apphcatlon 1nterferenees averaged 8. 71 times
this general’ average e

The first stage in an 1nte1ferenee after itig declared is the filing of prehmmargr
gtatements by thé parties. Thege are received and acknowledged by the Office
at which time the seécond. stage of the interference starts, "The average dura-
tmn of this first sta , for ‘the above mentmned 100 mterferences, WaS 83 days
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(Cil‘he average’ duratwn of the first: stage in ‘the 12°7% .- 1nterferenees W
ays.

- After-the: prehmmary statements are recelved"and app

- 155

roved each party ‘o aﬁ
mterferenee has an opportunity to: brlng ‘various motions te' disselve or to reform
the mterference ‘Such “motions’ are  brought in ‘about half the interférences.

The average time from- the' begmmng ‘of -the motion peériod’ to the resumption ‘of
proceedings aftér the motions were décided, in the Bl-of* the 100 Interferences in
which motions ‘were ‘brought, was 8 months and’ 8 ‘days, " Motions’ were - ‘brought
in all 12 of the'J. & J. interferenices and the average time for this stage (ex 1‘ dmg
appeals) was 17 months and 6 days (S

At the time when the motions. in the first group of interferences were deelded
an appeal to the Board of Appeals in the Patent Office from the decisions on.
motions in interférences wag. provided. Appeals were faken in-8 of the inter-
ferences and the duration of the appeal period ‘for these B aveérapgéd 27 months.
and 26 days. Such appeals ‘were aholished in the case of mterferences declared.
after October 8, 193¢..

After the motion stage is over. the ‘parties take the1r testimony and there is.
an oral hearing and'a decision. - Most inteferences are terminated before reach-
ing this stage. Of the 100 interferences mentioned, only 19 passed through. the-
testimony and hearing stage and the average duration of this period for these-
19 was'12 months and 21 days: Only the'last's of the 3. & J. ‘interferences went.
through the testimony and hearing st;age and the duratlcm for these 8 averaged‘
81 montlis and 21 days.”’ . . C o .

The above results are’ tabulated as fo ows

: :"A-verag'e'for 193040 ¢
. Interferences-

"2 months 23 days,

8 months 3 days.

-Appeal abolished. .
1 year 0 month 21 davs

Pre.llmmary statement stage
Motion stage. . _._._.
Appesls from motions 2 yeors.3 moxnths 26 days E
Testlmony and ﬁna.l hearmg szage_-- 2 years 7.months 21 days 3 cases)

The course of the mterferences mcluded numerous stlpulatmns fo’r exténsmns
of time, numerous requests for reconsideration of dec1smns, and a number of
pet1t1ons to the Commissioner. It should also be noted that a number of com-
pamon interférences going on at the same time tend to delay each other since-
effort is usdally made to keep them, going together and a delay in any one may
correspondingly delay the others, The office time ihvolved in the last inter-
ference, which was pending in the office 4 years, 3 months, and 19 days, can
be dwlded into 21 months and 26 days useéd by the office and 29 months, 28 days,.
uséd by the partiex. Of this latter time, 8 months, 6 days, was the tlme initially
get for performing variots acts.and 21 months, 17 days, represents extensionsg of
time reguested and granted = The' 10th’ interference was, pending in the office-
5 years, 6 months, and 22 days.  This time can e divided into 2 years, 7 months,
and 18 days used by the office, and 2 years, 11 months, and 4 ‘days used by the-
parties which included 16 months and 27 days of estensions of tmle

Reduction of delays

Request was also made for suggestions for Ieg1slatlve enactment Whereby suclL
delays mighit be reduced in the futare. =

Tt should first be noted thati the proseeutlon ‘of the appheatlon brldges a pe-
riod during which both administrative and legislative changes were made and.
that the c¢ase iz not an ordinary one by any standard. Greater care in_the-
initial declaration of intereference with gredt réeduction in the number of inter--
ferences instituted, and greater eontrol and strictness in permlttmg extensions
of time, obtain now than was the case 20 years ago. Alse, in 1989, a number
of changes in the statute were enacted, as 2 result of récommendations of the-
Temporary National Economic. Gommﬂ:tee and also. some adm1mstrat1ve ehanves
were made which tended to reéduce delays in mterferences e

‘The pringipal legislative change which ‘has been reeommended in the past
and which has not been enacted, which would have an effect on’ the timé is the-
goCalied 20-year bill.. 'This proposal prov1des that a patént will expire not mere
than 20 years after the date of the filing of the application, and henée if the ap-
pleation is pendmg a long timé the term of the patent will be correspondingly-
¢urtailed, The last proposal of this ‘natureé Which was bhefore Congress was.
H. R. 2631 of the 79%th Congress on which hearings were held in May and June-
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1945;- . ITowever, in.order to not penalize an applicant; for, delays, due solely-to
the oﬂice the bill prow.ded that delays durmg ‘the pendency of. the apphcatwn
not chargegable to the appllcant (as. dete1m1ned by the Commlssmner) Werse
not. to, be included in determining the curtallment of the term of the patent,
Such a limitation was also contalned in the bill 8. 2658 of the T6th. Congress
which passed the Senate on April 26, 1940, A provmlon such as that mentioned
would require an accounting to be made of ‘the time spént during the prosecution
so.that delays not chargeable to the applicart could be allowed for. This ac-
counting has not been made in cohinection wifh the J. & T. apphcatlon except
as:to certain parts of the progecution.. If the 20-year provisioh had been in effect
at the time the patént.wag granted the. term of the patent would have been cur-
‘ailed a substantial Hmount and the térm of the patent would have been con-
§iderably less than the ordindry 17-year térm. “Such a provision, aside from the
curtailment of the, term of patents pending an unusually long time, would also
have the effect of ehmmatmg numerous  delays since applicants. would be
anxious to have their patents issue as soon 4§ possﬂole 80 as mot to have the
termcurta11e¢ e s . R PP

STATEMENT OFP J I‘EDEBICO EXAMINER AN CHIEF PATD'NT OFFICE
v WASHINGTON DO

SUPRL‘ME COURT DECISION

The ehalrman of the ‘subcoinmittes bias mque&ted 7’ comparlson ‘of! the ﬁle
Tecord references with the references -uged’ by -the’ court in' counection with
patents recently héld invalid by the Supreme Court, similar ‘to tb.e companson
made in connection with decisfons of the courts of appeal. =~

Following ‘are notes onn the patents 1nvolved in the 10 most recent deelSsons
‘of the Supreme Court in’ which a patent was held invalid. The earliest of the
decisions is dated’ May 29, 1944 'and there have been none since April 23, 1951.
In all of these cases the patents had beern sustained in some other court.

1. Patent No. 1,537,593, May 12, 1925, G, Hgloff, for “Process for- cracking oil”;
‘held invalid in Un:lversal GIobe 0il Reﬁnmg Co. (322U. 8. 47L, 61 U. 8. P. Q.. 382
WIay 29, 1944},

" The Oou_rt of Appeals, for theé Soventi Circuit “hiad ‘held the’ patent not in-
fringed, without ruling on validity (58 U. 8, P. Q. 504, 1943), the district court
nad held the patent'invalidi the patent had been held valid and infringed by
the Court'of Appealy for the Third Circult in 1935 (26 U. 8. P. Q. 105).

~ The main reference used by the Supremé Court was & pitent to Dubhs
"(1,392,620) which had not been cited by thé examinér. ' Four other Uriited. States
patents are. ment;loned in the Supreme Court’s demsmn in a subsidiary manner;
none of thesge had been cited by the ekaminer. The patent file shows that
the examiner cited 11 United States patents and 1 foreign patent, -

o2 Pa_tent No. 1,877,504, Septernber ‘18,1932, Grebe and Sanford, for “Tieat-
ent of deep Wells”; claims 1, 5, 7, 8,9 held invalid in Dow Gﬁgmmﬁ Co., v.
Hawbzwton Oml Welz Oememmg Co. (824 U 8.321, 64 U. 8. P. Q 412 Mar, 5,
1945}, -

The ‘Court “or Appeals for the Sixth’ Gn'cult had held the patent mvahd (60
7. 8. P. Q, 90, 1948). The patent had been held valid and infringed by the Court
of Appeals for the Tenth ‘Cireuit in 1936 (28 U. 8. P. Q. 243). .

The decision of the Sup1 eme Court cited 11 United Stites patents and a prior
ise by anothérr company. * The main reference Liad not beén cited by the exanilner
and of the 10 other patents, nsed only collaberally, only 1 had been - cited by
the examiner.’ Fifteen patents and two pubhcatmns were cited during. the
prosecutmn of the, patent, -
<3, Patent No. 2,087,190, July 18, 1937 AR Gessler for “Prmtmg ink™ ; clau:as
3 and 10-13 held mvahd in Sinclair and Carroll Co., Tnel'v. Intev Gnemwu.z Corp.
(325 U. 8,327, 65U 8. P. Q.297, May 21,1945) ..

The patent had been held vahd and mfrmged by the Court of Appeals for the
“Beeond Circuit (62 U. 8. P. Q. 445, 1944,
© - 'The deeision of the ‘Suprenie Gou.rt mentions e United States patents, only 1
of which had been cited by the examiner, and 2 publications, which had rot
‘béen cited by the examingr.  The prosecution of the patent shows the citation of
13 United States patents, 3 foreign patents, and 3. publications.

" 4 Patent No. 1,687,510, October 16, 1928, M. “Piplkin, for “Dlectnc-Lamp bulb™;
held invalid in General Blectric Co. v. Jewel Incandoscent Lamp 0o, et al. (326
T. 8. 242, 67 U. 8. P. Q. 155, November 5, 1945).



‘ThHe Supreme Court’ affifmed the decmlon ‘of the Gourt of Appea.ls for the Third
Cu-cult (64 U, 8. P.'Q. 74, 1944) which held’ the patent ifivalid ~The patent had
been held valid and mfrmged by the Court of Appeals for the Second Circuit in
1988 (36 U. & P Q 214) and by the Court of Appeals for the Sixth Cncu1t
m 1936 (29 V. 8. P. Q. 59).

“The decigion of the Supreme Court cites twd United States patents, which
had been cited by the examiner, a domestic publication and séveral foreign
publications. The patent file shows the cltatlon of four Umted States patents
and no publications.’

5. Patent No. 2,158, 519 May 2, 1939 C P. Wa]ker, for “Means for measurmg
the location of obstructmns in wells” claimd 1, 18-15, 17 held invalid in Halli-
burton 0Qil Well Cementmg Co. v. Wal‘.ker et al. (329U 8.1, 71 U. 8. P. Q. 175,
Nov. 18, 1946)."

" . The patent had béen beld valid and mfringed by the Court of Appeals for
the Ninth Circuit (64 U. 8. P. Q. 278, 1944).

‘The Supreme Court held the claiing involved to be invalid because of their
‘form and not because of prior art. Im the court of appeals the main- réference
urged by the defendant, and over whi¢h the court held the claims valid, was a
patent which had been c1ted by the examiner.

6. Patent No. 2,200,532, May .14, 1940, V. S; Bond “for “Pacterial inoculant
for leguminous plants” ; ¢laims 1, 3—8, 23, 14 held” mvahd in Funk Bros, Seed (o.v.
Kalo Inoculant Co. (333 . 8. 127 76 U. 8. P. Q. 280, Feb. 16, 1948) .

Two judges dissented from thé decision of the majority of the Supreme Court.
The claims had been held-valid and infringed by the Court.of Appeals for the
Seventh Circuit (74 U, 8. P. Q. 1, 1947).

The ground of 1nva11cl1ty was essentw.lly that Only an unpatentable d1scovery
had been made. :

T.. Patent. No, 2,236, 38’7 ‘Mareh 25 1941 J. Wallace and W o Hand for
“Pergpiration’ 1nh1b1tmg eompos1t10n” H claims 1-6, 8-18, 15, 16 held invalid in
Mamdet Bros, Inc. v, Waellace (335 U. 8. 79 U. 8. P. Q. 220 Nov. 8, 1948).

" The elaims had been held valid and infringed by the:Court of Appeals for
the Seventh Circuit {76 U. 8. P. Q. 347 1947) and invalid by the Court of Appeals
for the Second Cireuit in 1948 (56 U. 8. . Q. 488) .

"~ The decision of the Supreme Court mtes 4 prior United States patents, only 1
of which had been cited by the examiner. The file of the patent showg that three
references had been cifed by the exammer 2 patents and 1 publtcatmn

" 8. Patent No. 2,118,468, May 24, 1038, T, G. Jungersen, for “Method of castmg
articles of infricate design and a product thereof” ; held invalid in Jungersen V.
‘Ostby and Barton Co. (335 U. 8. 560, 80 U. 8. P.'Q. 32 Jan. 8, 1949).

" Three judges dissented from the demsmn of the Supreme Court. Decisions
of two court of appeals were involved. “In the seecond. circuit the patent was
held invalid, affirming the distiict eourt, but one judge (Hand) dissented (76
T. 8. P. . 485, 1948). 1In the third e1rcu1t the district ecourt held claimg 14
valid and 1nfr1ngec1 and claims 5, 6 invalid (69 U, 8. P. Q. 862, 1946) ; the court
of appeals held the patent.not mfrmged without passing .on Valldlty (75 T. 8.
P. Q. 151, 1947). There algo had been 2 prior dlstrlct-court decisions holding
the patent valid and infringed, 1 in Pennsylvania in 1940 (44 U, 8. P. Q. 257)
and 1 in Maryland in 1939 (43 U, 8. P. Q. 448). Altogether- there were 19
different judges who passed on the patent; 9 found thé patent invalid, 7 thought:
the patent valid {1 in part), and 8 ruled on & question of infringement only. |
. As to the referehcés used, thé decision of thé Supreme Cowrt mentions 3
TUnited States patents, a BlltlSh patent of 1878, and 5 publications (these publica™
tions included the Hreyclopedia Britannica and a treatiseé on goldsmithing and.
seulpture by Benvenuto Cellini). The Br1t1=h patent and 1 of the 3 United
States patents had been ¢ited by the examiner; the pubhcatwns and 2 of the 3
United States patents had not been cited by the examiner. The file of the patent
shows the citation of 18 United States and 1 British patent.

0, Patent No. 2,242,408, May 20, 1941, E. D. Turnham, for “Merchandlse--
handler”; claims 4-6 held invalid in Tke Great Atlentic and Pdeific Tea Co.
v. Supermarket Egdipment Corp. (340 U, 8, 147, 87 U. §. P. Q 303, Dec, 4, 1950)
. The claims had been held valid and mfrmgecl by the Court of Appeals for the
Bixth Circuit {84 U. 8. P. Q. 209, 1950).

The decision -of the Supreme Court dbes not mentwn any spemﬂc references
The decision’ of the court of appeals, in sustammg the patent, states that 17 pat-
ents not cited by the examiner were introduced in evidence and analyzes 7 of
them. The file . of the patent shows the eitation of 5 patents



