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MORNING SESSION L

Ohaarman J oseph C. O’Mahoney, in his opemng statement sald that
. the hearings were. not: an investigation but s study in which ‘the
~~best: minds in the patent field are being.requested to contribute their
- suggestions for the modernization of the patent.system. The tentral
patent issue is the relation of the individual inventer:and the business
- eoncern; which puts inventions on the market. (2).* Thereare at least
six phases ‘to this problem: - First, the business problems of the in-
- ventor in-financing research, obtalmng patents and marketing inven-
“tions. . Becond; achlevmg a; sat1sfaetory working arrangement between
“industry and: iriventors to the benefit of the pubhc, the inventor, and
the producer.:: Third, the high percentage of patents’ held invalid.
. Fourth, the cost of obtammg patents and.of patent litigation. : Fifth,
sithe tlme consumed by the cottrts in réaching decisions. Slxth the ade—
quacy of the:administration of the Patent Office (8).. -

The chairman stated that GCommissioner of: Patents Robert 0 Wat-
wson and Mr. P J Federlco would coopera.te 1n the prehmmary Work
--0f thé committee (4:).:

0 Donn: ! Bennett,:: rector of The Bw Idea, Statlon WCAUHTV
;gPh;lladelphm, degeribed. the nature:of | ‘his television. program: Whlch
- gives the independent inventor.a chance to- demonstrate his. mventlon, '
. tell the story behind :it and:ask: for: help: in promoting-it.  In. 614
- years, 1;600.1nventorshave preserited:their ideas and of that number
L9t percent have sold their inventions, receiving from a’.few thousand
i:dollars: a year to, in 3: mstances, into the .millions.. T'welve thousand
eompanies have written in requesting information about the program

riAppromma.tely 36,000:iniventors have submitted:-their ideas (5).-

"William : G Brennen, representing: Jobn::W.:Anderson,: pre51dent
of the!National Patent Council, stated that his organizationis ah asso-
+.clation;of inventois; small résearch laboratories, and. corporations ‘who
~have.an: interest. in the ‘patent system..; Mr. Brennen émphasized.the
vlag-that exists between the time that a pa,tent application is filed and
-thetime thata patentis granted Thistends to: decrease the mcentlve
. the small inventor needs fo producs his work (6).

~ Alvin M. Marks, an-iniventor from Whitestone,: N: Y sta.ted that in
-, some cases it-is:not desirable to.rush a patent apphcatlon through the -
Patent Oﬂice because the mventor may ot be ready to ma.rket 1t and

1
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that we must leave to economie effect which patents are used and: which:
are not used and that one cannot; tell When he apphes for 3 patentl
whether it will winits way in the market. :

~Albert 1. Kegan;’ professorml lecturer on p&tents‘ in: Northwestern-’
Umversmy Law School, emphas1zed the difference between a patent and:
ah invention.  In hig opinion, every patent serves a- usefil purpose:
when it is printed by the Patent Office, Ilz)Jecausa it makes the knowledge:
dis¢loged in the patent available to the public. - Tf the: patent discloses’ -
an inferior invention; nevertheloss it renders a; 'service in ‘that it keeps-
other inventors from spending time and money reinventing the same-
subject matter, He agreed that steps should be taken to lessen the lag:
i pendency of patent applications n‘the Patent Office, ' < K

Hon. G. Fritz Lankam, representing the National Patent Councll '

and “formerly ‘chairman of the Iouse Conimittes on Patents;’ statedi
that his 95 years of seivicé on the Honge' Committee on Patents led:
him. to the conclusion that the prosperity of the country, mdustry, and.%
otherwise depends upon ‘the independent inventor (18). The impor:’
tant thing is to preserve and promote the incentive of the individual’
inventor. The incentive is‘being impaired by ‘reason of the fact that'
the inventor must wait'4 yea,rs to get final action on his'patent apphca-i
tion. . In’ response to a question from the chairman, he suggested that
larcrer appropriations be méde to the Paterit, Office’so that the backlog:
of pendlng apphc&tlons can be lessened. “The chairman pointed’ out’
that the salary of the Commlssmner of Patents is.not as great as the
heads of other bureaus in the. Government and that the highest’ civil--
service grade for patent examiners in the Patent, Office is grade
whereas other agencies. pay Thigher salaries for- comparable responsi-
bility. . Mr. Lanham stated that he thought the Patent Office should’
be mdependent of the Department Commerce (14). He further stated
that the incentive to. the small inventor must be mdintained and the,
funetions and operations of the Patent Office should not be impaired.

" Frank Iyman, an inventor of Baltimore, Md., stated that when’
companies adopt inventions they should st Teast i 1ssue invitations to'the
inventor to bid on manufacturmg items involving sich inventions (15),

Mr, Kegan stated that raising the salaries of Patent Office éxaminers:
would not prevent industry from ‘hiring Patent Office personnel.  He
recommended that. corporations maintaining patent departments
should adopt the pohcy of hiring men out of engineering school or law
school and tralmng thein themselves rather than taking men out of the
Patent Office. . The Commissioner of Patents stated that an arbitrary.
prohibition preventlng examiners from Ieewlng to seek private employ-
ment would make it difficult to recruit examiners in the fit st instance. "
e stated that the Germa,n Patent Office has no difficulty in inereasing :
its staff merely by announcing that positions are available and qualified
- applicants having proper educatmnal and industrial experience apply
(16), In Germany, the patent examiner hag prestige and.salary such
that there is no problem of recruitment. The Commlssmner stated:’
that the rmclpa,] dlﬁ‘iculty in retaining personnel in the United States :
Patent Sﬁice 1s in the higher.salary grades. When an examiner
reaches the GS-12. grade he finds it. dlfﬁcult to progress further, and
leaves the Patent Office in order to better himself.

“Herman Cohn, an inventor of Baltimore,. Md., wishes. to encourage
1nve.ntors by securmg the coopera.tlon of colleges (18) in furnishing




percent,

out tha;t:pi‘evﬁ.oué congressional iniquiry had established that 17 pe P
and 8%

- of applications for patents were: submitted, by.big, b
percent by individuals and small businesses (28): < . - .
~:Maurice W. Levy, patent. ttorney:: for. Hoflman-La
stated:that in the. pharmaceutical field . he: _had_ h_a_d, experien
imiversities; hospitals; clinies; and, research institutions, ineludiy
Résearch Corp. “When his company makes; expenditures of, mone
a mniversity: for:research, ir a majority.of cases:no. patents. e
from:the. collaborative work: - Mr. Levy emphasized that, there is no
distinetion in the Constitution between the independent inventor, little
business, andbig business (25). All have the same problems. . Tle
independent, inventor- frequently- has-nothing.to offer. . In years
of work, his company has yet to accept its first contribution:from an
independent inventor, because they have not been helpful.  In lines
other than pharmacentical he believes that:the same situation exists.
Dealing with these inventors takes up.considerable time and embar-
rassing situations arise when the company has already been working:
on the same project (26). o I

Hon. Thurman Arnold, former Assistant Attorney General in charge
of the Antitrust Division and member of the District of Columbia
Court of Appeéals; stated that the patent: law has, in some instances,
been greatly. abused in violation: of -the ‘fair iprineiples; of - American
democracy.: . ool o s 1L D Dok T e b
- Alvin’M, Marks pointed out that the individual creative mind creates,
inventions and further measures. are required to- foster creativity:
There are different types of inventions, such.as gadgets and others
which come. out of more subtle technical knowledge.. . Although indi-
viduals frequently accomplish their preparation for the latter type.of
inventions: by association with colleagues at institutions, nevertheless
the invention may :arise after the inventor is no longer associated with
such: groups.: Often much money must be: spent in research and.de<
velopment of complicated ideas and therefore the individual inventor
in nost ¢ases cannot use-the; fruits of his mind (29): . Simple patents
attract. capital ; complicated inventions do not. as readily attract risk
capital. . Tax benefits: should be. permitted:to the private inventor.to
enable him. to-enter inté venture capital expenditures.more readily:
Inventor finance corporations should be set up to.furnish a. partial
guarinty to private investors.  The Bureau of St4ndards might form
a Tlucleus for this purpose, also the National:Science Foundation, 3.
Judge. Arnold: referred to a statement by Dr,:Charles ‘T Ketterin,
before:the TNEC that it is hpessible. to separate out. the Lndiqjdua%
inventor in corporate group research (30).. Mr. Marks rejoined. that
it: was wrong to-operate in the iriventive field differently than in other
fields by rewarding only an.éntire laboratory, as distingunished from
the creative inventor. Judge Arneld: stated: that:the large ressarch
eorporations have such a high'level of téchnical resedarch-that thers is
no standard of invention outside the worl of the corporation. - i
.+;Jo . Baily Brown, patent attorney, Pittsburgh, recounted: that. for
meérly alarge part.of patent law practic

wes concerned. with the indi-

i

vidual inventors (31)-who came in with-little inventions made in their |

everyday experience but.that thisnolongeriprevailed; - The reagonfor
this, aecording, to Mr; Brown, is the,decisions, of tlie,Supreme. Court
hestile:to patents.. Some. ofithe.low How - the -Sw




‘by a neutral party:Once inventors understand the problems of in-
dustry in getting. inventions on the ‘market, they are usually" Teason-
:able and buginess arra.ngements .can. be negotla.ted (41). . ‘The thing
that. inventors lack is the method by which, their mventlons e be
~gotteninto.the hands of the public.:, _ITs hopes. that his program
‘may. turn out. to be.a yehicle by whlch this can be. dohe. . Most of
‘the ideéas submitted-to his organization are not_crackpot. ideas .
:Of 86,000 inventors who have submitted:ideas to M §=Bennett’s pro-

gram, more than: 14,000- were rejected. by, letter: .Of, the rer

‘ he remainder,
‘h6 has been able to .get: but. 10 percent, or. 1,600, on he air
years. Of that number, almost 500 mvenuons_ vé Found thei
Anto - the - market . place Some of}; these - have. bee
-successful 1 _ -
- Roy C. Hoﬁ:‘man, of the Product LIIC
rof Procurement and: Technical Assmi;ance :
1nterested primarily in

ministration; explained that. his division, is
products, processes, and new inventions. Tts purpose 1s‘_to elp’ the
small-business manufacturer to find a new product or, a ne ’
‘which will help/him. . Inventors alsoseek assistance in ﬁndmg ;
-facturer or dlstrlbutor {42)... Inyentions are Listed in a circilar 1
lished. periodically. which.goes to, small manufa.cturers througho
Unitéd: States. :: The ‘Administration also has. regional and b
offices which send inventors’ ideas to the W’ashmcrton o
?Eurpose of this service is to. keep the .small. manufact_‘
by filling up-his idle, plant caf,paclty Th e;.hwe been
-good results and many manufacturers
of new inventions .(44), . The subject of.
‘ing new businesses as dlstmgulshed from. oJd businesses t
ideas has come up anumber of times,  M; nufacturers fi
not ‘take: a new: product until.ther has a- dem
‘market potential. . Another problem. is p ent, atic
-that small-business firms are reluctant to take on patents because
become obsolete: during : the course of their manufa ‘whil
‘15 considerable life, left-in the patent.. Som of
.the Small Business Administration are impractical
but because of being a. G'rovernment-'abéncy,
‘everything, regardless of practicality
- Alvin ‘Marks pointed out that there is a ¢
“tions. which-requires a; great deal of capital
ssuccessful demonstration and which i m,
“invention publicized by Mr, Bennett, (45,
.G, Wright Arnold, patent attorney of Seattls, ¥
stimulation of 1nvent10n by the atent, system is necessal
‘maintain the lberties: and freegom... f this country
outnumbered by others hostile to our ort
“present patent system there is no uniform’ me
-determine patentability, : The Paten - Offic
‘ness which was; enacted i

~system wasthe lack-of a; mfor:m test oi* a
o contrlbutlon mexd pa.tent (46 .. The’




‘pany-maintains a- large research staff, the!independent or:individual
mventor has a function in certain phiases of its activities, . Oneillostra-
tion 18 & type:of pressure cockér which was developed by an outside

“inventor. My Beniiétt :offered’ other:instances of-assistance afforded

-independent inventers'by this-company:(58). Mr. Ballard: mentioned

- payments made by other companies to inventors.  ‘Mr. Schmeltz stated
that with respect to complex and highly ‘technical fields, individual

inventors are not particularly likely to beaware of the target at a given

~time of a research and developmental organization.’ He reviewed: the
story of the development-of the Aluminum:Co. from the inventions of

- Charles Martin Hall, while a student.at, Oberlin College (60). 'If the

“Patéent Office had attempted: to' adopt a standard-in awarding Hall a

. patentonthe bagis of whether there wag.a.possibility that:theassignee
of the patent might at some time have too much power, it would have
required a crystal ball becanse-there wasmo way of determining that
that particular basic application in years to come would serve as the
cornerstone of a new ingustry; ~Judge Arnold stated that patent attor-
neys draw up a patent claim to obtain as broad coverage as possible
everi though soie of the claims are not intended to-be exploited. The

~Commissioner 6f Patents remarked that some applications'for patents
Ful to 1,200 pages of specifications, 350-sheets of drawings, and several
hundred clalms: - However, siucli' applications are legally no differsent
from those submitted with, one ¢laim. -1t is impossible’ to' predict

“which of ‘these claims; 'in’ the future; will'be the ones upon which the

“patentees rely. ‘The Patent Office hag no facilities for forecasting the

‘cominercial future of an'idea (61). = "

-+ Mr, Levy mentioned that companies working in highly technological
-fields, such as pharmacenticals; do not require independent inventers
~to sign release forms such as Mr, Bennett mentioned, but welcome
~collaboration from the outside (62). = = I e
o Harold 8. Silver, 'Allis-Chalmers patent attorney, mentioned that
his company had acquired licenses on a number of inventionsof inde-
¢pendent, inventors and had paid two of these quite handsomely '&6‘3).
~(les S, Rieh; patent attorney of New York City, statéd that from
-his point of view the individual inventor has no other problems than
“thoss which the great corporation has so far as the patent statutes and
Patent Office are concerned.  Expenses and delay are economic prob-
:lems which he faces in other fields of life.” There @re four kinds of:
~inducement offered by the patent system : The {irst-is the inducemerit
+to'invent; the second, is'the inducement to disclose the invention, and
:this-is important: whether the:inventor is'using:only'1 of the 10'inven-
-tions which he discloses; the third, and most important, is the induce-
'ment: toinvest risk capital in developing:and commercializing inven-
‘tionsy the fourthy is the negative itducement—that others are given
ian.incentive to invent around a patent-which:hag been granted (64).
- Williard-C. Hayes; patent attorney of Washington, D. C., represent-
-ing:the:American Patent Law Association; stated that the plight of
" ithe individual inventor:is not asiserious as some people had testified.
~There is nothing fundamentally: wrong:with the patent laws today.
:Improvement ‘'of conditionsin: the Patent Office: would help thie indi-
-vidual:invéntor. :: More:important, liowever, 1§ a beiter thinking by
-the courts:in: sustainihig ‘patents that come before then.' How Con-
~gress-can remedy! thig srbuation is problematical: It is difficult 'if ot
_ 1mpossible to define invention (67). However, thé committes can



possible, yet. the Patent Office has only so much manpower available
‘to examine the applications. . The examiners are highly conscientious
‘and many. of them believe that they.cannot do the kirid-of work that
will turn out patents. of high quality until more time is available to do
4 thorough job.(88).: It is up-to Congress to say how good: patents
.sha.ll be and to furmsh the. money. to: achieve. that’ standard.

.. The: chairman inquired:of:Mr. Whitmore-whether the conclusmns
~were: to be drawn that:(1): patentsare hurriedly issued:-without suffi-
cient study, or that (2) because there is ot time and money enough to
‘make.a thorough examination; the work is delayed and the backlog
-piled: up.:. Mr, :Whitmore: rephed that: the: building up- of the back-
-log:is the resultiof: the: feeling. of ‘every examiner that he should do. A
-conscientious job rather-than a:superficial one. ' In:general,:the pres-
‘gure to:turh out: the avork rapldly isthard to resist. and the examlners
are doing the best they -cani. Itis a matter of degree whether or not
the:worl in' the Patent Office is so hasty that the courts:are right-and
the Patent Office wrong in turning out, patents: (90). . Whether a cer-
‘tain:claim: in.an-application defines: something’ petentable over: what
‘was previously known, when in reasonable- doubt; should be resolved
‘in favor. of the general public:rather than the inventor.. There is a
nieed: for. alertness that the patent system 1s belng opera,ted for the
‘public: good.: :

‘Mr. Ballard stated. that the patent System as mstltuted in the' law
- dioes not-overlook the; public good: -The adininistration of the patent
daw,due to human infirmities; sometimes has failed to: give; the public
the good it:ight- have: gotten. Thls result is also partly due to 1eck
.of equipment: and: men 91)i"

- My. :‘Wahl, president ‘of the Pa,tent Oﬁice Soemty, stated ‘that: the
eurrent; system of . classificationi:has beeri ini use for: the past 10 years
-(92)..:: Priorthereto. :the - classification - system. was based upon an
.alphabetlcal -arrangement. which .was: difficult to. understand.” Many
iof;the;classes in. the:Patent Office date back:50 years. S0 long as the
-classification system i$ defective; then: we will contmue to have a back-
Jdog.: 1 The tendeéney:is to put: all available men: on exemmmg apphce-
1:10ns rather:than classifyingipatents:; i .~

Mr. LaPointe, 4 niember of the Patent. Oﬂice Soelety, referred i:o the
Worklng condltlen:":'of examlners, speclﬁcally the Iack of spa.ce and
-lack.of privacy.:(98).: '

Congressman. Lanham stated that there has been 2 lack of under- '
,standmg on the part: of .Congress of the importance of the patent
systemn,:. He referred to:the fact that: prior: to the: Congressional Re-
.organlzatlon At there: were: separate .committées: on’ patents in the
House and. Senate. - The present systemi.does not. bring oiit the con-
.gressional-experts-in. the. Patent: Office -and- its. needs.:: The :Patent
:Office shonld bie inde endent of the Department of Cornmerce accord—
Jing to Mr, Lanham. é)ﬁ]:) o

V :C: Farrellyan 1nver1t0r of Washmgton, D C referred t0 2 weslk-
enmg of the moral fiber of the conntry:swhich: was evidenced: in in-
fringement of patents.... He suggested that theft-of ideas:should be a
penzﬁ offense (95).... Healso reforved to the necessity of:adequate pro- |
Leetion. against mfrmgement during the penderiey.of applications in -
the Patent Office and to the necessity for simplification.of the.system
of I‘ltlnﬂ’ patent clalms to; speed up prosecutlon and reducethe amount

P it ‘,‘:‘.‘;EA:,: Pl
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sgecret -the information' now ‘contained in patents :(107): iHe:nlso
fstatéiilj’that_‘ theft of patents-occurs-because of the: difficulty:of ‘enfore-
1ngt ey iinih o f~.;:§_ SERER ] e L e SR
i Bartholomew :Diggins, patent :attorney: of Washington, D.:C.y:re-
i¢alled an instance of ‘oppressive patent litigation where three complete
“trials-were:-conducted on'a patent ultimately held invalid.: Thereisa
‘tendency’ in the Patent Qffice toiturn: out applications. and the.Office
‘does not apply the sanie standard:of :invention now- applied by: the
scourts. - The:courts are too strict and:to some extent the Patent: Office
is too ‘lenient. A -standard of invention-somewhere in between:is
desirable. The decisions of the Supreme Court and:other: courts
~almost: eliminate: the matter:of patentability of mechanical combina-
“tons; yet-the ‘Patent :Office is issuing patents on mechanical combi-
nations daily:-(108).: ~As remedies, Mr, Diggins suggested that Con-
-gress -should: set. more definitely the standards of infringement to‘be
-applied by -both the Patent Office ‘and the courts: in the same way.
Cost of litigdation ‘can -be' reduced if trial courts were:more familiar
~with the subject matter-of patent litigation and were moré amenable
‘to'some of the summary - and preliminary procedures available under
the Rules of Civil: Procedure. - Mr. Diggins expressed doubt whether
there. should ‘be a:special patent: court. . Technically: trained judges
would be:of value; but-few members of the Patent: Bar ever become

Judges (109): 0

PTERNOON SESSION -

.- Hon. Learned Hand; retired chief judge of the United States Court
-of Appeals, Second Circuit {111), suggested a thoroughgoing exam-
“ination of how the present patent system works to the extent, for
sexample,-of compelling corporations maintaining: laboratories and. all
others to present, testimony as to how far the present system: contrib-
-utes to the underlying purposeof promoting the arts on which civiliza-
tion has come to depend for its very existence.. The first test of inven-
‘tion wag-that passed by Congress in 1790, namely, that a patent be:for
-an invention which was “new and useful.” TLater the Supreme Court
laid down:an additional standard: of invention: whethér a new com-
“bination was within the capacity:of a-man skilled in the:art ‘or of the
-ordinary skilledsartisan. - This s a difficult test to apply.  The judge
has. to' construct- imaginatively the figure of ‘the skilled -artisan and
then must endow the suppositions: artisan with an acquaintance of
all the existing: prior art (112). The decisions do 1ot offer much én-
lightenment in applying these tests: Investigation miay establish that
" speeialized regearch laboratories depend: for their existence, in:large
meagure, ol the grant of patents. - On the other hand, others contend
that slow, step by step improvement will oceur regardless of patent
‘protection and that the patent system should only encourage inventions
“which require genius, Judge Hand expressed doubt whether the latter
-view was correct for the reason that truly great inventors or great dis-
-coverers are like great artists: their inverntions come out and they are
not ‘appreciably moved by the fact that they get a patent monopoly.
- Judge Hand: also suggested a- distinction: betweeén -copyright  mo-
nopolies: and patent monopolies (114). Copyright prevents an in-
fringer from copying the verse, sonnet, or otheér subject of the copy-
right;:in other-words, from using the brain-of thé author.” This is

It [ S




best methods of collection’ thereof.: Representatives in the field eons’
sult - manufacturers, laboratories; and: inventors: to: develop question-:
naires to obtain information. Response to questionnaires has been;
good.: ‘Material has been -gathered on a’'small:scale - with the feeling
that in order to develop:methodology the foundation should:-approach:
.obtaining'information on a pilot basis:. Afterthe material is:gathered,’
‘the ‘stafl of the foundation will analyze it and come:to tentative:con=
-clustons (128). :The foundation has an advisory board and an execu-:
tive committee and uses the facilities of-other universities. . Under:
-questioningof the chairman, Dean Colclough:stated that studies deéal-
ing with the position of the:small inventor as related to the research
laboratory are imnplicit in several:of the projects but are not separates
therefrom: & el e sl ol e SRk Fropld N TN
“TLiawrence ‘Biebel, president: of :the  American Patent: Law “Associas;
tion, rémarking ‘on matters: raised by:Judge Hand, Teferred- to!the!
fact that great painters of former timés were subsidized by. the; court:
or a ‘wealthy family.’’ Today geniuges must: have support from:other-
gourees.” ‘This should not be’done on'a-subsidy basis, but rather on a;
more “satisfactory’ basis, ‘enabling ‘them o exploit their inventions:
themselves or license industry. The patentisystem:serves s most i<
portant and nseful purpose (129). "Mr; Biebel continued that most
‘patent:lawyers, from. their contacts ‘with inventors and: businessmen,
place congiderablg value on the property right acquired by-inventors,
The ‘difficultiesin ‘applying the test ‘of invention ‘in’the patent:field’
aré, not muech ‘greater than: applying’ similar tests in’ other branches’
~Jolin H. Bruninga, patent attorney, St. Louisy Mo:; stated: that' the'
- education of the exdmining corps of the Patent. Officeis now: coiisid-!
erably greater thian When he entered the’ Patent Officé in 1905 #: Hows
ever, the personnel is not' familiar with' the practical end of the indus<:
tiiés in which they' are examining -applications.. The Pateiit Offica
should send men into the field to be educated. With respe aterit!
litigation, special patent judges are not required; nor:are téchnie
advisers to the court necessary, but'a knowledge of physics and chem-
istry’is‘desirable (181):  The requirénient for good patent judges is
Tor goad lawyers, riot for teclinically éducatéd men. ~Fhe samé is true’
of the Interference Division of thie Patent Office; where-the personnel!
aretechnical meiy; but have riot had law practice;” With respedt topats'.
-e;it@lgﬂ-i—'%j‘rf,ﬂ the courts shonld:decide cases on‘the evidence and not o

7 : 'might be desirable to have one court of
patent’ appeals with' the proviso, which Judge Hand regarded as criti-
cal, that it should be a.rotating court, not a court of specialists’ (182) .
and judges should sit.oply for a limited period of time. - ‘With tespect
to the appointment of experts by the court; the bar did not'avail iigelf
of ‘this Tacility’ when ‘4’ rule of the southern district of New York so .
provided and the rule was subsequently: repealed:  Lawyers ‘were of
the belief that the experts were committed oné way or ‘the other,
Judges are at a disadvantage in attémpting to understand techinical’
subject matter, although the attorneys-offer’ assistance (188); but’
when' there is a controversy ‘of fact about the intricacies of technical’

- Fudise Hand ‘stated ‘that it o

subject matter, it is necessary to get Some sort of help. " 2
-Mr. Levy questioried Judge Hand about the analogy bétween copy-

right* and patent-inifringement actions;, "With regard tn ‘stimuilating’



would be.determined; as;now, by:the broadest seladmig.., VVlthm, that:
scope, if the court found that the mventive coneept: disclosed: had:been:;
used,ithen it would: indicate the validity of that scope of the patents.
Under .questioning: of the .committes counsel Mr. Iiio]eerteon ‘stated.;
that the abuses: to: which patents. haye-in the past been subject had
2 werystrong influence on. the eonrts in holding patents invalid: - The:
Supreme Court may not be aware of the extent to which the patent
system has been improved as the result of antitrust enforcement (141).
Ray M. Harris, patent adwser, Office of the Assistant Secretary of
Deéfense. fori Supply and Legistics, made reference to:the Irventions’
AwardsBoard whichiscovered by House bill 2883, now referred to the’
Senate’ Judiciary Committee. At the: present: time: thi -Department:
of Defense will .only pay an inventor under a valid -patent which is:
infringed, but-where the: inventor merely submits an idea, it cannot
render payment.- The bjll would remedy this situation (142). * Under:
questioning‘of the chairman and:the :Commissioner of- Patents, Mr.:
Harris bronght out-that the bill contemplates:an award to the inventor:
ratherthan g grant-of monopoly upon subnnssmm of an 1dea, Tegar dlessi
of the'question of invention (143)." ;
‘Jennings Bailey, Jr., patent attorney of Waslnngton D. O .
plamed the’ orgamzatmn and workings of the section-of patents; trade--
marks and ‘copyright law of the American Bar Association. This
section has & membership of over 1,500, - The work of this-section is
done byicommittees who prepare reports and resolutions and submit-
them to annual: meetmgs of the section ‘which are attended: by 100 to
250 members: (145). ' The method Whereby the section: iskes Tecom=
mendations to Congress was-described.” The opinions of ‘the- sectlong
are developed by the interchange of the: opinions of members. - How-'
ever, information from the publicis not-solicited except 1nsofar a§ the ‘
commlttees may investigate and make recommendations (146).:°
"My Biebel made a similar statément as to the method by whleh thef
Armnerican Patent La.w Assoelatlon arrlves at 1ts eonelusmns end reeom- 5
mendations (147) .1 E
~Mr:  Brennan made B 51m11ar statement for the Natlonal Patent;_’
Couneﬂ {148). / -
“Harry R Mayers pomted out that long pendeney of petent apphca— o
tions’in the Patent Office not. only inconveniences the applicant but”
also occasions dlfﬁculty for the manufacturer who wishes to ‘begin ‘to-
manufacture a new product ‘and who"does so today at’ considerable’
peril of finding'that after manufacture hds begun ‘he will be' confronted’
with the last mihnts Igsuance of a patent which' will oceasion h1m§
emibarrassment.. Thus, General - Electric Co.: recently marketed &'
hieugehold: app]lanee ‘which' required - investment of - several ‘million
dollairs in’ ‘equipment for- produetlon A month after thefirst item was
put-on ‘the market-advice was received from o ‘competitive concern, of’
the issuance to them of a patent which was alleged to be mfrmged‘
which had been pending approximately 4 yeéars. (iving'the Patent
Office additional personnel to reduce the backlog and-reduce the time.
of pendency of the average application ‘wds suggested.’ If the work
of ‘the Patent Office’ can ‘be brought veasonably under control, a pro--
posal ‘to rediice from 6 to 4 months the time within which the app].l-"
cant must respond to an action’ Tromy ‘the, Patent’ Office’ shiouild be '
sidered. * Mr. Mayers stated thit the’ r'o’posal for a 20-year bill se
sound (151" However, if a very:substantial’ portlon 0 20




“Another step taken to reduce the backlogis, s to permit those examiners
. who are well trained and thorou«rhly quahﬁed to Aact, upon thelr own
_without supervision, to work overtime. . ..

Under:the lea,dershlp of the executive examlner, Mr Rosa and Wlth
_collaboration of. the supervisory group,.the Patent Office: evolved a
number of expedients, which . encourage. productlon by, makmg it un-
. necessary.for the examiners to give their time.and attention to trivial-
-ities. (166)...In addition, the Patent Office has. placed those patent
apphca,tmns which have been twice acted upon by, the examinér in;a
- special status, so they will be.examined ahead.of others and the pros-
-ecution. termlnated as.rapidly as possible. .In addltlon the 1nterv1ew-
-ing of examiners on. Fmtgay has been restricted (169). . '

Under questioning of the chalrman, it was brought out that the con-
~dueting of: interviews. with. examiners. was one. of  the best ways of
. expediting prosecution of applications; whereasin 1nterference prac-
- tice, it is not; customary. to. ﬁ)ave Patent Office, representation at :the
‘taking .of testimony. . ‘This poses the advisability of havmg mterfer- ,
- ence: testimony taken before a Patent Office official. )

. Mechanization..of searchmg operation .is a. long- tex_'n prop051t1on _
Manufacturers of_equipment,_have, indicated that proper. machlnery
'Wlll take g long time'to develop. o s

. One. problem of the Patent; ﬁice is the pr ervatlon: f eXperlenced
_examiners.; Large numbers.of grades GS-192 and GS—ll examiners
have left the Patent. Office, (171) Grade GS-13.. examiners are as-
sistant chiefs in, the Patent. Office in. the .examining divisio
-partly in a supervisory.capacity.. ‘In a.recent executive pay bill, 311;1-
Ffortunately, the Commissioner of Patents was not adyanced in O'I'ade'
.and salary as.were heads of other branches.of the Government, :

. With regard to. improving . the valldlty of patents, because of the _

enormous vorkload, it is necessary, in effect, to. 11m1t the time Whlch

_the examiner. can. spend - the examination, of cases (172). : It is al-

_ways.impossible ito.conduct. the sort;, of search which an out51de at-
iconducts when, a, clientis; threatened with infringement . litlga,—

- 519) There is a. 11m1t to the. amount of 0uts1de resea,lch which' an

sexaminer ean-accomplish. and:still turn,out his ;egular work. . How-

" ever, the Patent Oﬁpce hag initiated seminars in which the primary

; examiners meet and disenss mutual problems Th Pate_ O

permits examiners to- go. outside the Patent. Office :

..of note and also on oceasions $o.inspect

.theinvention requires, physmal inspectio; der

Commmmoner suggested that the comm1ttee cons'der W

fﬁce _also

tlcula,rly inthe artsin which they are‘enga,ged ( 17 S

The Paterit. Office. has two, courts which review its dBCISIOIlS, the
Court of Customs and Patent Appeals and the District Court of
the “United. States: for the District .of Columbla, with the court of
"appeals above that court. From thé standpomt of affirmances of the
-rulingsof the Patent Oﬁice, both tribunals aré about on the same level
Over. a 10~year period the Court of Customs and Patent Appeals in
ex parte cases has affirmed the Patent Office in 79.9, percent of the
‘appeals, and the district court in ex parte cases has affirmed in 78.3
‘percent of the cases. "The time elapsed from filing appeal to decision
is about 1 year in the Court of Customs and Patent Appeals and about
‘9 years in the' dlstrlct court. The workload on the Sollcltor of the




f’mvahd "The mio&t’ coramon gmund for invalidation' of the paténts
“yvas Jack-of invention:or: antlelpatlon. “Prior public use:as a separate
and distinet’ ground’ for holding the patent, invalid ‘was used’ in‘seéven
‘patents;” a,lthough i éach! of these the-ground-of lack:of inverition
‘was also-used.’ Tnoperitiveriess of ‘the invention disclosed was aged
in'the case of ‘three patents.’ ‘Fiack' of dlselosure in the speelﬁcatlon
‘Was uged 3 the sole groynd in thiee instantes:: :
' With regard to whether the references velied upon by the exarminer
~were the same as those relied upon by the coutts, such a determmatlon
is ‘possible in the ¢ase of 40 patents. ‘Ot these. 40, in" 6 “cases the
‘patent was held invalid overthe same’ prior patents: Which had ‘been
cited by ‘the examiner.. Tn 34 ¢ages, new references which had not
‘been ‘cited by ‘the exaniiner were tged or referred to! by the court.
In 6 instances 'of the 84, the court 'made d specific point of the fact
‘that references it used were not' considered by the Patent Oﬂice In
* 11 others, all the references’ used by the ‘court weré new: *‘Thus, in
17 of the 34 cases in which new references were used, the decision is
directly due'to this. fact. In the remaining 17 cases the holding of
f'mval)ldlty may or may not have been eeused by’ the new references
(183 i
_ ( Upon. questioning by MI‘ Brumnga, the C mmlssmner stated” that
“he had no knowle ge of takmg of. testlmony in Patent Oﬂiee inter-
ference proeeedmas in' the Patent Office.’ Thers was one instance
, where, by stipulation, the testimony was taken elsewhere in the p1es-
ence of the Solicitor of the Patent-Office (209). :
Thoger G. Jungersen, an inventor, testified that he had been. ‘an
inventor all his life and came to the United States from Denmark in
1927 because of the incentive furnished by the United States” ‘patent
system ‘Mr, Jungersen’ eriticized the ‘tendency. of ‘courts in _passing
upon patent matters. to disregard the demsmns of patent examiners
“on technical subjects (211)." M T ungersen’s patent was held invalid
“in the decision of the United States Supreme Court 'in Jungersen v.
"Ostby & Barton, wherein Mr, Justice J ackson; Mr. Justice Fraik-
“furter, and, Mr. Justice Burton: dissented. " The “district court Had
originally held “the .pateiits” invalid and thé court of appeals had
-affirmed, with. Judge Learved Hand dlssentmg Prior;to the decision
“of ‘the Supreme Court the patent, had heei recrarded ag valid in‘ 20
-other countries, but’ the eﬂeet of the’ Amierican décision. has practically
“destroyed all of Jungersen’s income froinithat invention a}fl over the
‘world. ‘Prior to the decision of ‘invalidity, there were almost 100 li-
“censes igsued in the jewelry manufacturmg indpstry and other indis-
“tries. Jet engine development, gas turblnes, anid the aircraft manafac-
“turing industry, dsed. the patent (212).- The invention is now being
‘used to.the extent of $200 mﬂhon per ye'u' 1v1ncv employment to over
‘50,000 Americans (218)7

E111ott L. Biskind, attorney for Me. Ji ungersan, sta,ted that as a reé-
“sult of his experience in this litigation, he feels very strongly that
the courts should not be en sowered to pass upon the invalidity of a
patent.  The Patent Office should détermine in the first instance as a
‘matter of fact whethel ; 1’5 1s Vahd and tha,t determmatlon should be
final (216).

o Judge Thulman Arnold sta.ted the éason for the’ Amerlcen cotrts’

ehanglng attltude toward the'patent system aid the validity of pat-




tude of the courts toward the validity of patents, the TNEC did much:.
good in exposing bad situations from the antitrust angle-.* =Unf0_rtu"— 3
nately the backwash of that procesding seems to be the idea to whittle
down the patent grantin order to hit antitrust violations (230). '+The~
individual-inventors have:been-discouraged by the curfent tendency -
to hold patents invalid, and:many of them have ceased functioning.:
Congress intended: to éncourage patents in-adopting the fiew patent
code, but if the-courts say that Congress did not mean what it said,’
then perhaps Congress should say it again in more.definite Janguage. /
~Elwin A Andrus, patent attorney of Milwaukee, Wis,; stated ‘that:
the patent laws must of necessity deal - egnally. with all “inventors:
whether they work in the attic by themselves or in a corporate re-
search laboratory. There has been an increase in the number of small
corporations being formed to go into business utilizing inventions.
The use of corporations in ingustry is increasing and hence there
is an increase in the number of patents in the hands of corporations..
Many corporations are created by inventors and risk capital geiting
together in order to start a new business. If we could command a bet--
ter respect for patents, venture capital would be more willing to enter
into the field of promotion of inventions than it is today. If the
patent sytsem were abolished then there would be a lack of stimulant -
for invention, and private investment in research would not survive
for long, except in those fields and for those business units that were
large enough to adequately protect things by secrecy. In the research
laboratory, the individual inventor is the all-important man just the
same a8 the individual inventor is on the outside. If-you curtail the
rights which the research laboratory has in obtaining patents for im-
provements, because of portfolio conditions, then you are curtailing the
righ(ts of the individual inventor in the laboratory with respect to his
job (232). ’
! Mr. Andrus took exception to those court holdings that fail to treat
the property right of the patent grant with the same respect as other
forms of property right, such as those based upon the patent to a
mining claim. He regards it as anomalous that our antitrust Inws are
for the purpose of maintaining competition in the commercial world
and yet those laws are used to strike down in many instances the
patent grant and the patent system which is the only means.of main-
taining competition in the field of development and inventive effort
(234). Amother type of court decision with which he takes exception
is that invalidating patents for lack of invention. This is, in effect,
giving the public a free ride on somebody’s investment. It may be the
investment of years of work on the part of an attic inventor or it may
be the investment of hundreds of thousands of dollars of stockholders’
money for research personnel and facilities. Tf the test of patent-
ability is held so high as only to be met by that class of inventions of
such technical character that are understandable by a person with a
doctor’s degree in science and not by a layman, such as the patent
attorneys or the courts, then we can truthfully say that the patent
system is merely for a class, merely for the genius or super-educated
man. The patent system was intended by Congress to function at all
levels of education, all levels of economic effort, and at all levels of
use. By statute you cannot define invention better than the present



The Patent Oﬁice B rd of Appeals should Be responsmle for the classn‘lcatm :
of patents To make th1s ‘workable, it will. be' neeessary to have ‘the preamble
of a claim’ deﬁmtely cons1dered a8 a limitation thereof: * The: llmltatlen will tend
to make the rights of thié' patentee more’ ‘dertain and it will'greatly: facilitate the
classification of patents.: A new uge is in-the-nature of a-digcovery and. it.should-,
be patentable even though it relates to the new use of a known machme or manu-
facture., Provision should be made for the Patent Office to furnish expert wit-.
nesses. for the guidance of the courts to aid them in deciding questions of pat- ..
ity, . If this were to, be too expensive, then .proyigion ghould be, made to..
talke the depesmon of an appropriate official in the officé for thiy purpose or to
permit any party to obtain an afidavit from such an official. This ix"to Dring
the findings of fact made by the Patent Office. more dm line with: such ‘findings::
made: by other. admm1stratw gencles when the ame  Aare. made subJect t0 '
Judicial review. .o : PR B

Harm.' C. Alberts, pwtent mttomey, C?mca,go III The Pwt m S mt
Imqmtous 'Interpmemtwns (pp. 2411—243) AL
'I‘he ceourts find 1nvent10ns to be ‘old based, upon techmcal defenses where the
defendant 's reliandce. upon, the prior art has found no practlcal appeal in indusgtry
or were never before considered fo be of any comimercial value. Th
be no.compelling force in attributing any particular significance to thi
ag a defense because (1) the defendant profited from a patented d1sc10sure ‘and -
(2)- was never spurred into, his alleged mfmn"mg practices by the, prior. art or .
knowledge now relied upon as a defebse. Lack of impression which the prior .
art made upon the defendant or others in the field should, dilute the effect thereof
asg.an invalidating defense and the presence or absence of patentable invention :
factually determined on this basis iz a more certain sat1sfact01y determination
than the abstractions. bemg practlced by the courts in attempting to defing “inven-
tion.” This constitutés a much more ‘réalistic basls ipon whmh relief should
be:granted or denied in.any proceeding::éharging:. patent infringement: : The."
courts can, and do, give relief to anyone who makes an unpatented disclosure to
another:in confidence under circumstanees,of the. latter.using:such contributions
withoutmaking any satisfactory arrangement.with the former; such being termed ..
a breach. of. confidentizl disclosure. ;: To be consistent, recovery on a patent.should. -
also:be on the bas1s of. mequltles 1nvolved in: the,contmbutlo ;
infringer. | i ; .
There is no Jusnﬁcamon for the dual standards in; these two S1tu8.t10ns If any— K
thing,.a. patent grant should be given more protectlon than indefinite, ¥agne, and.,
loose proposals: that have been used as:an instrument of confidential, d1sclosures .

The patent laws shonld, be .changed. to-liberalize the conditiong nnder, which: there.. .

should be-a recovery:for,the patentee ;and. give preference.to. patent. protectmn-
and . less effect to.unpatented. digclosures; made. to- entrap the unthinking or-the-::
novice.. The law relatmg te: confidential diselosures, on the other hand, should.
be eodlﬁed 80 that certain, r1g1d 1equ1rements have. to be. met hefore, the eourt,.

Patents Are our only mesns for enforcmg competltwn in the’ ﬁeld of mventlon :
By recognizing and respecting the right of property in inventive ideas can we
derive the necesgary public beneﬁt from our patent system. The Supreme Court,,
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patents in thls few were simply discarded in advance; however, many were
shelved hecause they Would have ruined existing industries. =

Williem 12, Bazlard pa—teﬂt wt#o'rnr-‘y of Jockson Hemghts, N. Y “The High 'Mor-
tality: Among Patents (pp.. 259-260) .

- The courts have an antipatent attitude which tends to destroy the patent r1ght
despite the fact that the patent System has contributed importantly to our
standard of living. Degtruction-of the patent right is agamst public interest be-
cause it -discourages risk- capltal and -competition in improving useful arts;. The
solution to this problem is prlmarﬂy a questmn of edueanon rather than Of
legislation,

William R Ballard, patent attorney, of Jaeicson Hezghts, N T, As 1o Deﬁnmg
“Invention” (pp 260-262} .

‘Whether invention exists is a matter of judgment based upen the clreumstances
in each case, The court must decide whether a purported invention ig within |
the knowledge .of a4 man gkilled in the art although it can devote .only-a short

period of study to the question and must bage its decigion only upon the available =~

testimony. Mr. Ballard proposes first, to give the Patent Office all it needs.to:do
its job as well as is humanly possible, and, second, require the courts, once they .
have found novelty, to-accept the Patent Office ruling as to invention execept in the
rare:cases where it can-be .shown that there was-a- clear error in. the Pa.tent
Office, or a clear abuse of discretion. .

Wenell B. Barnes, Administrator, Smell Business Admzmstmtwn (p 361)

The Agency has furnished a report of the resulty of its cirmﬂars hstmg inven-
fiong:available for further development and production.

Lawrence Biebel, patem attorney, 'presadent Amerwan Patent Law Assocnatwn,
- Dayton, Ohw (pp. 262-263)

The pateut system contmhutes 10 the overall economy and is important for all
of ng.. It is important we maintain the patent system so that it will be alive and
vital in the simple arts. Each invention should be considéred in the light of
all of the surrounding ecircumstances. The delay is too long in the Patent
Office and the work should be'brought to a current fevel, Bach a.pplication:should
receive more study in the Patent Office.. All of the pertinent prior art should
be cited and congidered by the examiner. . The Patent Office staff and facilities
should be mocdernized and expanded to make an adequate search The eommlttee
should endorge the’ broad pr1nc1p1es gerved by the patent system L

A, Amold Brand, pa,tent attorney, C‘hwwgo, .- (pp 263—265}

Certain recent reasonmg -0f - the United: ‘Statds Supreme Court is- destroymg
valuable property rights in patents. The Suptreme Court -misreads:the Constitu-
tion. “That Courtimplies that only gredt -seientific contribitions are patentable
on the theory that -unless inventions-are. scientific: advanees, :patents therefor
are unworthy, ' Most of ‘the useful arts.of- Gonshtut:on—framlug days swould ‘he
gadgetary under today’s reasoning.. Thus: deplorable decay -in values ‘dajly
deepensi for ‘failure to‘appreciate the inherent:drama and:-value of the United
States patent system. Congresg should recapture the days When patent prop--
erty was protected- regardless of how ungcientific it mlght be, - -

Donmld Bf'own, vice presment a/nd poient coumel Polazrozd (Jo:rp " G’ambmdge,
' Ma,.s*s {(op. 265-967)

My, Brown prepared. his statement W1th Dr Edward H. Land premdent Mr
Brown presents the history of Polareid. Corp., its ;present. -gize, the fact that, as
of October 1955, it holds&39:;unexpired,-;U_nited:‘S,tates ‘patents,.and-more. than
150 pending United 8tates patents applications. : Its-business is very largely.de-
pendent upon its patent structure, and it.has from:the outset followed a vigorous
patent .policy. There is:no:question that Dr. Land's success in commercializing
and. developing his inventions in light polarizing . materials was to.a large-extent
due:ito thepatents-obtained on those inventions, . The:strength.of the patents was
largely insrumental in securing adequa—te‘_capita‘le to finanee Polaroid- Corp., and
the strength. of the company’s ipatent picture in the . photographic :fteld has per-
mitied the company to deveiop that field -and to:safely spend large sums on re-
search and engineering in this and. other fields, The presert shortage An Patent
Office personnel-makes it impossible for the examiners adequately. to search the
art-if the work of.fhe Office i8 t0 be kepti.on a reasonably current footlng -There
ina. tendency on the part of the -examiners to base:actions,. where :possible, npon
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transfer the case to another dlstrlet for greater.convenience of the parties. Mr.
Bruninga further suggests the following amendment . to section 145:

“In such a case the court shall determine the question of patentabmty of
the subject matter on the evidence before it ag a case. de novo, by a bre-
ponderance of the ev1de11ce, giving due consideration to the demsmn of . the
Patent Office.”

'and an amendment to sectlon 146 by adding

“Tn’ such a ease, the eourt shall determine the question of priority of
invention on the evidence before it as a case de novo, by a prepondelfmce
of evidence, giving due consideration to the decision of the Patent Office.”

The article ends with a comment on the inventor’s status and patent monopoly.

Frank Campbell, patent attorhey, Washington, D. . (pp. 277-281)

In order affirmatively to define what shall constitute a patextable mventwn :
{a) a case of. patentablhty ghall be deemed to have been established when the
idea of doing the thing is new, and the device of the application achieves a new
and useful resulf, which no single prior device is capable of producing and which
result goes beyond mere increased excellence of workmanship: (9) a ease of
patentability shall also be deemed to have been established where a new assembly
and relationship of parts accomplishes an old result in a markedly more faule,
economical, and efficient way, provided that the claims do not read upon any prior
unitary devme—cleaﬂy define the invention and distinguish the invention from
each and every unitary, prior art, device, or method. - It'is better to grant a patent
in a doubtful case than to deny one, because if the claims are so phrased-as fo
define something never before known, then the public suffers no loss. Restoration
of confidence upon the part of the inventor which would eome with the adoption
of a definite standard of patentability, would accomplish two -important results:
(1) It would quickly render the Patent Office self-supporting, and (2) it would
enable the Patent Office to bring its work up to date within 2 or 2 years by
removing the principal bone of contention between the exammers and the
attorneys, to wit, the presence or absence of invention. .

Herman Cohn, inventor, Ba,ztvfmore, M4, (p..281)

To encourage, protect, and assure adequate reward for the independent in- .
ventor, the assistance of colleges throughout the country .conld be invoked. An
individual inventor could disclose his idea to the college and the college process
the idea for its practicability, give advice, aid, and negotiate a gale. For this,
there should be a contract hetween the inventor and the college. If no funds are
forthcommg from foundatmns, the Government should subsidize this plan

T T C’ons Jr., Palethe, Fla. (p. 281—282)

Mr. Collins comments that the Patent Office does not treat laymen with:the
same consideration as attorneys. The Pafent Office examiners are not compe-
tent in the practical arts. We have a loss of knowledge becitise we do not
publish abandoned. or disallowed files. The small inventor with limited funds
is at a disadvantage as compared with large corporations: - He suggests that
some system should be devised to lay patents open for examination and criticism
by the Jublic for a few months before they dre granted. The Patent Office
should give consideration to prior art submitted to them by outside partles

Ployd H, Crews, patent attorney and president of the New York Patcmt Law Asso-
© cigtion, New York City (p. 283y -

The followmg tentative conclusions from the hearlngs of the subcommlttee
That the patent laws are now serving the small inventor well except for delays
in the Patent Office; that the small inventor-has a serious marketing problem’;
that there is a Heed for a market place where the individnal inventor may market
hIS_ invention ; that this need has been filled in part by. Donn Bennett and other
organizations, such as Research Corp. and Southwest Research Ingtitute, Mr.
Crews also,suggests that.an inventor fair be promoted.” He believes that such
a venture should be undertaken by private capital and that some kind of subsidy
ought to be provided for the first years. He also feels that a tax advantage ncught
be provided temporarlly to get such, a project underw&y

‘Hon, Logan . C’mudh Jac?cszm Missy Tnvention and chovefry (pp 283~286)

" “Ipventich” is two thmgs 1nvent10n and dlscovery Discovery is the broadest
terin and in¢ludes both and .ig used in the patent section of .the Constitution.

‘1he rewsed statutes of 1952 reemphasme that there is a dlﬁerence hetween these




interferences. Changes in procedure, special efforts, and training have avoided
unpecessary interferenees. The percentage of interferences declared during the
4 years 1952 to 1955 was about 0.5 percent of patent applications filed. At the
time when motions in the first group of interferences were filed and decided,
17 months and 6 days'had expired. Appeals were taken in 8 of the interferences
and the duration of the appeals perlod for these &, averaged 27 months and 26
days. . Such appeals were abolished in the case of interferences declared affer
October 8, 1939, In this case, 21 months, 17 days represents extensions of time
requested and granted. The. principal leglslauve change which has been recom-
mended in the past, and which has not been enacted, which would have an effect
on the Iapse of time in this case is the so-called 20—year bili, which would provide
that a patent will expire not. more than 20 years after the date of the filing of
the application, and if the application is pending a long time the term of the
patent will be correspondmgly curtaijled ; provided that delays during the pend-
ency of the application is not chargeable to the applicant were not to be included
in determmmg the curtailment of the term of the patent. Such an act and
provisions would have the effect of ehmmatmg numerous delays since applicants
would be anxious £o have their patents issue as soon as possible so as not to
have the term curtailed.

P. . Fedemco Braminer in Ofwef, Umted States Patent Offiee, Swpreme G’o'wrt
decisions (pp. 291-293)

‘Mr. Federico provides a coroparison of the file record references with the refer-
ences-used by the Supreme Court in. holding patents invalid from May 29,
1944, to April 23, 1951. In all of the cases ihe patents had been sustained in
some other. court. The first case involves patent No. 1,587,598, issued May 12,
1925, to Gustav Kglof ; the Seventh Cireuit Court of Appeals had held the patent
not infringed without ruling on validity; the district court had held the patent
invalid, and. the third cireuit had held the patent had been valid and infringed,
The main reference used by the Supreme Court was a patent. to Dubbs which had
not been cited by the examiner. Four other United States patents are mentioned
. in the Supreme Court’s decision but none had heen relied on by the examiner.

The second case involved patent 1,877,504, issued September 18, 1932 to Grebe
et al, The Court of Appeals for the Sixth Cireuit had held the patent invalid;
the Tenth Circuit. Court of Appeals had held the patent valid and infringed.. The
Supreme Court decision eited 11 United States patents and a prior use by ahother
company.  The main Teference had not been cited by the examiner and only
1 of the 10 other patents had been cited by the examiner.

The third case involved patent No. 2,087,190, issued July 18, 1937 to A B
Gessler, .The patent had been held valid and infringed by the Second Court of
Appedls. The decision of the Supreme Court mentions 4 United States patents,
only 1 of which had been cited by the examiner, and 2 pubhcatmns whleh had .
not been cited by the examiner. °

The fourth case involved patent No. 1,687,510, issuned October 16, 1928, to M.
Pipkin.. The Supreme Court affirmed the:decision of the Third Circnit Qourt
of Appeals which had held the patent invalid. The patent had been held valid
and infringed by the SBecond Circuit Court of Appeals and by the Sixth Circuit
Court of Appeals. The United States- Supreme Court decigsion cited 2 United
States patents which had been mted by the e\:amlner, a domestlc publlcatmn, and
sevel al foreign publications.

~The fifth case involved patent No. 2,156,519, issued May 2, 1939 to ¢ P. Walker.
The patent had been held valid and mfrmged by the Nmth Olrcult Court of
Appeals,- The Supreme Court held the claims involved to be mvalid because of
thelr form and not because of prior art,

The gixth ‘ease involved patent No. 2,200,532, issued May 14, 1940, to V. 8.
Bond. The claims had been held vahd and mfrmged by the Seventh Cireuit
Court of Appeals, The ground of invalidity was essentially that only an un-
patentable discovery had been made. -Two judges dissented from the decision
of the majority.

The seventh case mvolved patent Ne. 2,236,387, issued March 25, 1951 to J. H.
‘Walace. The claims had been held valid and infringed by the Seventh Circuit
Court of Appeals and invalid@ by the Seeond Circuit Court of Appeals. The
decision of the Rupreme Court cites 4 prior United States patents, only 1 of
whreh had been cited by the examiner,

The eighth case involved patent No. 2,118, 468, issued May 24, 1938, to T. G
Jungersen. The second circuit held the patent invalid, a.ﬂirmmg the district
court, but Judge Hand dissented. In the third ecircuit, the district court held



Gordon Hieschien, patent attorney, Upjohn Oo., Kalamazoo, Mich. (pp. 208-299)
. The courts frequently invalidate the broader generic claims and seldom in-
terpret such a. claim in a manner to save its validity. It would, therefore, seem
that subgeneric, or intermediate breadth, claims should be éncouraged, as these
might well stand as valid claims where broader, more generic, claims might be
thrown out by the courts., The Patent Office should allow. more claimsg of inter-
mediate scope by ehmmatmg some of the strmtly procedural praectices. Any
schedule of fees based on the number of claims in an ‘application would have
a:result opposite to that recommended, A substantial increase in the approprla-
tions for the Patent Office’ should be-made as.Soon as possible, . -Additional
moneys requlred for. the operatlon for the Patent Office should. be prowded by
direct appropriation. --An inereage in Patent Office fees Would d.lscourage many
mdwniuat inventors. from filing, patent apphcatmns . ,

Charles C. Jomes, inventor, Los Angeles, Calif.” (pp. 311—312)

" Mr. Jaines pomts ouf the numerous difficulties encountered by mventors and
the disadvantage under which they operate in dealing with large corporations,
If these difficulties. were remedled it is believed tbat inventors would resume
research a.ct1v1t1es w1th A new zest and add to our culture and cwmzatmn

Thoger G. Jwayevmen, @wmtw of Swm,mtt . J The Amemcem Pateﬂt System
(pp. 289-802) -

‘Formerly courts respected the Government’s obhaatlons in’ igsuing patents
and this created an incentive to gifted individuals to patent ideas in the United
States, thereby creating employment and prosperity. This incentive has been
impaired because patents are good only so long as they are not contested in the
courts and the expense of patent litigation iz excessive, thereby favoring the
large eor'poratmn The Patent Office is the world’s greatest gambling institu-
tion, in which the chances of winning are slim. By invalidating patents the
courts are destroying our only natural cheek upon industrial monopolies. Large
industries do not need patent protection.  Patents can be misused by, for exam-
ple, giant corporations taking out an abundance of patents covering minor détails.
In the case of the individual inventor it is often a matter of life or death to have
a valid patent so that a new product may be developed for marketing in sound
competition with large industries. Lack of respect for patents discourages risk
eapital, Mr. Yungersen suggests the following improvements: Firgt, a reali-
zation that the patent system is created for industrial progress and benefit of all
the people; second, our patent laws must be changed so that unserupulons indi-
viduals or firms are not encouraged and rewarded for their efforts to destroy
inventors’ property by litigation. The courts must be instructed not to invali-
date patents unless fraud has been committed and other grave errors have been
made in issuing the patent A patent once issued must be considered valid.
Even where a defendant in litigation produces evidence that the invention is
not absolutely new in the sense that it is not. published or generaily known to the
public, hie should receive a nonassignable license to continue to use only that
which he can prove beyond any doubt he used prior to the inventor’s applieation
since he did not contribute to indusirial progress. A time limit should be
placed upon actions seeking to declare a patent invalid. Infringers should not
be allowed to continue to exploit technically mcompetent judges, so that the
courts destroy progress as effectively as might an eriemy army.: Qur country
icanm:g: continue as a leader among natlo’ns W1thout encouragmg and protectmg
nventions.

Albert I, Kegcm pwtent attomey, O’?mcago I (pp 302~306)

Patents promote progress, As media for the d1ssem1na_t1on of information,
patents have proved guperior to other publications. In recent years the Patent
Office classifieation system has become inadequate to the task. A thorough
Investigation should be made to discover and appraise new technigues for
classifying all the valuable information in every patent, scieniific, and engi-
neering publication, and for.processing. this information to quickly cbtain all
the known knowledge available upon each specific new item under investigation.
Mr, Kegan recommmends extensive examination of the working of our laws re-
lating to plant patents in various partmulavs as the United Stafes is the only,
country to have any commercial experience with a plant patent system, . An ad
hoe committee of experts in horticulture, plant research, and patent. laW be
appointed to investigate amending the plant patent law to prevent the ox-
tinetion of patented varieties of plants.” The plant patent statute imposes a




galary structmes for the exammmg corhs of the Patent Office. Delay and costs
involved in obtaining and litigating patents should be reduced by reducing the
backlog. of pending applications and better clasgification, Delays in litigation
seenl to be less serious now than heretofore. e also feels that the Patent Office
céannoi’ and need not be self-sustaining, and any attempt to increase fees to the
point of rendering the Patent Oﬁice seli—sapportmg will stifle rather than st1mu-
late both invention and progress.’ " ;

George H. Lee, pateﬂt attomey, Oa}c R@dge, Tenn. {pD. 308—309)

. Mr. Lee suggests amendment of title 85, United States Code, sectmn 252, with
respect to intervening rights against reissue patents, The cmission of certain
wording. in. section 252 wag inadvertent and the present statute does not
codify prior case law. An example of the injustice that may result from the
present wording is ag follows: Due to an incomplete gearch on the.part of the
Patent Office, an original patent issies with a broad but invalid -claim. The
applicant would be entitled to & narrowed relssue after he learns of uncited prior
art and invalidity of his broad claim. . Meanwhilé, a-manufacturer may build:a
plant to carry out the patented process exactly as taught. in the patent and is
free to continue prachcmg tke invention, subsequent to:the’ grant ‘of the reissue
by virtue of the intervening rights which have acerued. - This is inequitable and
inconsistent with the historical purposes of the reissue laws and the intervening
rights doctrine. Mr: Lee suggests specifie- ehanges in the wording of section 252.

Carl.B. Lutz, patent attorney, P@f,tsbwgh Pa C’cmst@tutwnal Aspects of Patem
Law (pp .309-811)

Some errouneous ideas have been adva.nced relatwe to the patent clause of the
Constitution. - One is-the idea that the Constitation sets up a standard of inven-
tiow and-the other involves readirg the word “science” as’'part of the patent
clause of the Constitution. - In the first place, there is no standard of invention
written into the Constitution, and, in the second place, the Constitution does not
_gay that patents must serve the ends of science. The mere presence of the word

“inventor” in the clause implies there must be a standard of invention; however, -

Jistorically, the. facts do not support this view.. In 1789, the word “inventor’
meant nothing more than one who produces something new. An’ official utten-
.ance that could be interpreted as a standard of invention was a statement made
in England in 1774 that any material advance, ¢éall it an improvement or call it
a discovery, merited a patent. - A study of the history and background of the Con-
stitution should convince anyone that any standard of invention at that time was
a low one, - Inthe early thirties the idea emerged that patents are the ingtrument
of certain abuses by big business and that: the way to attack these abuses is to
attack patents. This philosophy is no doubt responsible for .the development
of an attitude of the Supremeé Court striking down substantially every patent
that comes before it: The new Patent Act of 1952 contains language which would
specifically countermand “flash of creative genius” decisions and other decisiong
unfavorable to patents and restore the patent system as it had previously existed.
If the courts decide to use the power left to them by Congress’in such a way as
to nullify the patent system, then Congress should take further action is may
be necessary under the power given it by the Constitution fully to restore the
patent incentive. Cong1 ess has full power to zet up a. standa.rd of mvenhon by
legisiaion, if needed. ;

_L A, MacEachmn, patent wttafmey, Des Mt}mes, Iowe {pD. 312—314)

Ouly a fairly weaithy individual can really afford the gamble .of attempting
to patent something with the uncertainty of the present law.  The definition of
“invention” incorporated iu ‘the 1952 codification of the patent laws, United
States Code, title 35, section 103, requires a purely subjective determination by
the administrative tribunal or. court called upon to deecide whether disputed
claims define a structure that a person skilled in the art could haveé devised
had he put his mind to: it.: A tough attitude on patenis aids the big research
organization with its almost unlimited resources. The author suggests sub-
stituting the verb “creates” for “invents” in United States Code, title 35, sec-
tion 101, Secondly, title 85, United States Code; section 103, should be amended
by striking the first sentence thereof, since it fosters subjective determination of
novelty. He also suggests additional standards of mventmn ami pomts out
advantages to adoptmn of such standards



ent Office was 2,000 man-years behind, and itis his belief that such a condition stiil
prevails, Thls workload could be overcome by employing either 100 additional
clagsification examiners for'a. period of 20 years or 200 classification examiners
for a period of 10 years. The time required for examination could be materially
reduced if the original examination was a complete and thorough one so that the
majority of the patent art would be cited in the first action. - The Patent Office
examining corps should receive greater remuneration to retain an experienced
and competent staff.. A beneficial effect toward patentability could be had if
there were a more liberal attitude in holding patents valid and & strict inter-
pretation with respect to infringement. Adequate patent protéction 1s neces-
sary so that small business and independent inventors will not hesitate to enter
into the manufacturing field, It is his belief that the couris appear to be ade-
quately eqmpped to try patent cases and have the privilege to consult experts
in the various technical flelds where it is necessary to assist the court in de-
termining only differences in construction. It is his conclusion that there is
nothing wrong with the Patent Office that more money, men, and space cannot
‘¢ure and that patents can be further strengthened by means of legislation.

Maeynord D, M eF arlane, inventor, Corone Del Mar, Calif. (pp. 324-326)

To protect one’s patents, litigation is a necessity, and to a small enterprise
a financial impossibility. The present patent system is not for the little man or
‘the individual inventor. A patent requires expensive litigation to enable the
owner to enforce the property rights of the patent grants. A proposal is ad-
vanced for improving the status of a United States patent by assuring its validity
:by virue of a complete Patent Office search and procedure. The grant of a patent
shall be proof of validity in all patent litigation. This proposal takes nothing
from the public but operates for the public benefit by improving the patent struc-
ture, simplifying patents. jurigprudence. and encouraging.inventors to dedicate
their inventions to the public at-the end of the limited life of the patent.

Foorman Mueller patent attorney and chairman of Na,twmzl G'ouncu of Patent
Law’ Associgtions, OWicage, Til. (Dp. 321—324) .

The small inventor would have no protection w1thout the patent system and
to abandon the patent system Would take us back to secrecy of progress and
cause a great reduction:in industrial progress. - In thelast 20 years the courts
have raised the gstandard of invention ;.it has been almost impossible for someone
backing the inventor:or a small business fo expect that patent protection will
.make his investment reasonably safe and gound. - If adequate.classification were
present: within the Patent Office, more references would be available and would
not show up only when a patent is litigated. My, Mueller points out the growth
.of ‘technical art, the number of patents issued between 1935 and 1955; the in-
‘crease in the number of engineering departments, of 1aboratories and.engineers,
and invention stimulated tremendously by the recent: two wars. . It is his feeling
that.Patent Office appropriations and expenditures for classifying this. mounting
‘mags-of technical material have not kept up with:the:times, and, coupled with
less experienced personnel, patents have issued without the quality of examina-
tion: which would inflnence o court to depend upon .the:validity of a grant as
.eourts once did. He also feels it important to consider the patent provisions
of the Atomic Energy:Act.:” There is an urgent. need:of wider: and. freer dis-
Semination:of technical information and for prompt, healthy patent prosecution
wherein the patent issues from the Patent Office with a better.examination: due
toup-to-date clagsiflcation and competent examining personnel. . A more realistic
viewpoint by the courts would provide earlier protection, Would permit. industry
to-release information earlier and provide patent protection.in relation to the
-mvestment capltal necessary to accomplish new d.lscovery or development

James M. Na,ylor, patcmt attorney, Sun Francisco, Calif. (p. 826)

A reagonable effort should be made to give greater sanction to the work of the
Patent Office in its examination and issuance of patenfs. Our patent_ system
would be immeasurably strengthened if we could cause, by. appropriate means,
the following words of Judge Orr, of the United States Court of Appeals for the
Ninth Circuit, te be unwersally adopted and réalistically applied. . Speaking in
Potterson Ballough Corp., et al. v, Mas&, et al, (201 ¥, 2d 408, 96 U.8. P. Q. 6208),
.Tudge Orr stated:: .

i “The presumption.created by the action of the Patent Oﬂﬁce 1s the result
; .'of the. expertness of an administrative body acting within specific fields and
can ‘be dvercome only by elear and convincing proof.”
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fused thinking about monopoly, we will be far along. the road. to overcoming.
current complaints about the operation of the. patent system. . . .. .
Dr. Estelle Ries, quthor, New York, ¥N. Y. (pp..831-836) o _ -‘
. Dr. Ries describes the -experiences undergone by an individual in_ventor, her
father, Eliag Ries, in obtaining patent protection.. There are {wo major types of
invention—a simple affair or noveity, readily produced, promoted, and adopted ;
the other, far more important, is highly original and fundamental, The 1at§er
inventions are ahead of their time and require the art to grow up to a point
where they ean be successfully used. They require an investment from sourees
other than the inventor before a praciical demonstration can pe had. It is com-
mon. knowledge and practice that people are ungcrupulous cnongh to infrl_nge’
patents. The inventor must get lawyers fo protect his property right. He must
wait & number of years, in many instances, to prove that bhe has gustained dam-
ages. by the infringement of his opponent. The patent system should be
strengthened by making it mandatory upon the courts to sustain patents. Ob-
jectors should be given g chance to protest before patents are granted. The pat-
ent should belong to the inventor for 17 years alter its actual utitization in indus-
try, so that royalties would be effective a total of 17 years, which is the intent
and spirit of a patent monopoly as granted., It is suggested that the inventor
be compensated whenever his invention is used by industry.even after itr 17th
year.. This would mean that manufacturers would not hold up purchase in antici-
pation of the expiration of the patent.. It would speed np progress and assure
just.compensation to the inventor, Only patents of value would come under the
new arrangement as nobody would want to use valueless patents anyway. A
sinall fee to cover the work of the Patent Office is reasonable, . The Baten{ Office
might better depend, perhaps, for its chief support upon fees deducted from profit
resulting from,comipercial disposal of the -invention.. One or two percent de-
ducted from the profit that manufacturers make on the use of inventions for the
17 years-of active life of &-patent would be & real resource to the Patent Office. .. It
would enable the Government to put the Patent Office staff on a far more substan--
tial basis. The Government could pay and maintain the most efficient experts to
bring.its work up to date. Such a tax might also be used as a source of sponsor-
ing regearch scholarships and other benefits to creative thinkers dnd inventors.
The Supreme Court, which does not know much of the subject matter of a patent
case, usually holds the patent to be invalid. - If the Patent Office would make a
more thorough examination before awarding a patent, it would reject large quan-
tities and issue fewer and better patents that would be far less subject to in-
fringement, inferferences; and other ills. - Court eosts to the inventor would be
reduced, , If larger.funds were avallable for the Patent Office, mote complete
investigations could be made before issuing a patent. It is one:thing to’ihvent
a'device, another to.obtain a: patent for it, and still anotlier to sell it. Powerfnl
corporations find it easy to cireumvent a poor inventor. This has been‘overloekid
in. present patent practice.. It would seem desirable to have one patent appegl
court instead of the present procedure. It is.suggested that there be a class of
patent engineers to whom an inventor might apply:for technical and market advice
before he ever approaches a patent attorney. This could eliminate many devices
which clutter up-the time and energy of patent attorneys, delay the work of the
Patent Office, and give rise to false hopes among would-be inventors. The patent
courts should be manned by persons educated in electricity, chemisiry, or other
‘seience specialties-as-well as in law. If judges cannot be found with this facility,
then. the courts should-have a judge and an engineer ag this work eannot be Hon.
estly or effectively performed by -either gkill alone, |~ - S :

Hon. Simon Rifking, attorney and former disiriot court' judge,-of New-¥iilk,
- N.¥., A Special Court For Patent Litigation? . The Danger of o Specialized
cJudictory (DD 886-838) . T Lo e T
(_._._Tudge:Rifkin_dA opposes the proposition that the judicial product of patent; -
litigation would be improved if the trials were conducted by judges specializing
in patent cases. He is opposed to patent courts with patent judges.” Tudge
Rifkind states that patent, law is part.and parcel of. the whole body. of our law:
that patent license agreements are essentially “contracts subject to the law of'
contracts; that infringemens are essentially trespasses subject to the law of
t__ox_'ts 5 _that_ paten_t rights are a'species of property rights; and that proof in patent.
Litigation. is subject to the laws of evidence. Changes in all these branches of.
tl_)e_law_have an effect. on the patent law &s-well.* Ofte ‘eannot segregate paient i



to the above effect be incorporated as part of each amendment; that a statement
giving the attorney’s field of search and the references cited to the applicant prior
to the filing of the application be contained in edch apphcatlon, or, alternatively,
a statement that the 1nventor desnred no seareh to be made pl‘lOI‘ to the ﬁlmg of
the appheatlon R I

Harold 8, S@Zoer, patent atiorney, Mtlwaukee, Wis. (p 347 )

There have been literally thousands of proper uses of the United States patent
system which have benefited the inventor, businessmen, and the general publie’
for each abuse of the patent-gystem. The inventor beneﬁts from paténts granted
on his inventions because hig ideas are protected from exploitation by others
and he gains increased recognition among his fellow workers. - The businessman
or corporation benefits because patents help pay the cost of development by
preventing others. from using the development without paying for it. The
general public benefits becanse patenty.are.an Inecentive to prowde better products
so that people can. have more.and.live better. s B

Preeman Smith, inventor; North Hollywood, Calif. (p 348)

The number of patenis appalls one. The number of patents that are uselese
dlso appalls one, However, many patents are good. Itissuggesteda geliolarship
he granted by the Government to, 1nd1v1dua1 1nventors to encourage them to
crédte. i :

»S'muel .B Sm@th pmtem e#tm’ney, Scm anmsco, Oa,hf (pp 348—349) ' . |

Independent inventors arve ready to pay additiona} feeg in the Patent Ofﬁce
if by 80 domg they can obtain guicker action in penditig mdtters, Gonmderatlon
should be given to the. poss1b111ty of encouraging risk capital in promoting inven-
tions. . Congress could aid in this respect by giving o bona’ fide investors im’
inventions additlonal tax benefits. The individual invenior is handicapped and.
the corporations are in an awkward _position when the independent inventor
submits Jnaterial without solicitation when theré is so much chance: that the
corporation is. worklng on inventicns similar to that presented.” The work of
the Patent Office is jammed by many applications which define invéntions not of
proved worth. Lack of foresrght on, the part of the mventor with respect ‘to’
the practical and ecornomic aspects of goods that the public will buy works
against him and is a far greater threat than even critical courts ready to hold
50, Many patents invalid.., An inventor loses ot many times hecause he demands'
too mmch money for his contribution. We should educate" the private inventor:
to the thought that patents are granted to promote progress, and that as such,
there are very few patents which remain importdnt for 17 years, Most patents
are superseded by alternatives prior to their expiration, unless they are funda- i
mental in‘character: - The private invénior would be helpéd a greit deal if our
Iaws in bringing declaratory. Judgment actions were amended.  The patent pro- :
fession could do a great deal for the mdnrldual mventor by generally dlscouragmg
ht;lgatlonn i s

C’yml A, Soans, 'yatent wttorney, C'h,wago IEZ (pp 349w350)

The present Patent. Office backlog cannof be reduced’ unless ‘the “‘Patent Ofﬁce
ig supplied with additional manpower and additional facilities which are so
_greatly needed. Mr. Soans states that he is well satisfied as far as the bagie
patent prmcrples are concerned; that Congress W]ll not depart from ifs tradi-
tional belief in the value of our patent system as an’ 1nsp1ratlon 4nd incentive.
to our-inventors in their efforts to promote the progress of science and the useful
arts. Patent reform should be delayed until there has been time to obtain the'
views of the Supreme O‘ourt on the recent codification of the patént statutes
and untll more experlence is garned in. the workmg of, the new statute.

E'mmett G. Stack, patent ettomey, Portlcmd Oreg (pp 350~351)

Conditions in the Patent Office have not improved over the years but have
gradually grown worse, especially in regard to the'delay in acting on applications.
This delay is detrimental to the inventor, who cannot afford to make an extensive
search and cannot sell his invention beforé hé has hig patent. ’I‘he corporation
makes an exhaustive search and knows’ exactly what to expect in the way ‘of
an allowance before it files ity appheatlon Further, it takes advantage of i avery’
delay allowed by the Patent Office in order to extend the monopoly many years
beyond the usuai 17, "A large: corporatlon éan 'also’ cha.rge ‘all patent ‘costd to’
the’ emense ‘of domg buginess. A ralse in fees would ‘ot make’ ‘any difference

D




publication should be found undesirable, so that the publie would have notice
of the pendency of patent applications delayed by this proceeding. Mr. Wood-
ward also proposes that Congress provide that no person shall be prevented by
estoppel or contract from showing that a patent for which he is licensed or a
patent which has been agsigbed by or to him is in fact invalid. He comments
that a strong patent in weak hands creates a posmon by which the owner may
raise money and hire specialized professional services to develop his valuable
property and enforce his property rights.

James Worsham, invenicor, Long Beach, Calif. (p. 360)

An outside business firm should survey the Patent Office to see if there ig any
undue delay occuring. If ik is practical and not too expensive, branch offices of
the Patent Office could be distribated around the country, to reduce the expense
of-personal interviews with examiners.
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AMERICAN PATENT SYSTEM

- - MONDAY, QOTOBER 10; 19556 .
UxTTED STATES SENATE,
- SorcoMmmiTTEE 0N PATENTS, TRADEMARES, AND - -

COPYRIGHTS OF THE. COMMITTEE 0N THE JUDICIARY, o
T C . Washington, D. C.
' The subeommlttee met pursuant to notlee, at 10:10. 2. m., in room
424, Senate Office Bulldmg, Senator J oseph C O’Mahoney (ohau-
man.of the subcommittee) presiding.

. Present : Senator O’Mahoney. ; P
- Also present: Robert C. Watson, Commlsswner, and P, J. Federleo,'
Examiner-in-Chief, United States Patent Office;. Julian:Caplan,
Counsel, and John Stedman, Associate Counsel Robert Kllgore, stafl
member, Judiciary Committee. -

‘Senator Q'ManonzEy. The subeommlttee W111 come: to order.:

. I believe that it.is best for me to open with a brlef statement to 1nd1--
cate the nature of the proceedings today. : -

This hearing is not an “investigation” in the ‘sense that Word has to
be used to describe a congressional search for scapegoats.: It is &
study in which the best minds in the patent field are being requested:
to contribute. thelr suggestlons for the modernlzetlon of the pa.tent
system:: - o !

yThe authorlty of eneouragm 1nventors by a,ppeellng to the proﬁt‘
motive was written into the Federal Constitution in 1787 by the wise
pioneers. of popular government They ranted to- Congress the
power— :
to promote the progress of science and useful ar ts by seeurmo‘ for lumted tlmes
to'authors and lnventors the exeluswe r1ghi: to the1r respeetlve ertmgs and dls-
coveries., - { :

The patent law, therefore, wasg 1ntended to stlmulete the’ eetwlty of
inventors who Were. gifted with the ability, the industry and the per-
ceptioh to prodiee works and ‘digcbveries which might never be under-:
talen if the author or inventor were without the protection of law to
shield -him from beeommof the v1ct1m of those who Would unsorupu-_
lously pirate his work, - " '

- The Congress did enact-such a’ Iaw, and excluswe rlghts for lumted
‘tlmes were granted to authors and inventors, -

“The questlon that now presents itself is whether the 1nd1v1due1 in-
ventel still enjoys the sort of protection the drafters of the Constitu-
tion had in mind. The Senate by its adoption of a special resolution
authorized, the Judiciary Committes to undertake what was ‘con-
ce1ved: to: be a- necessary study to deterrpme what changes should be
effected n the patent law 1f new front1ers are to be opened to the m-




oratory ursurping the functlon of the garret inventor; and, if not,
how can we bring the inventor down from the garret "and into the
living room and eventually into the- dlmnO' room, where he can plck
up the profit? The problem comes up in several Ways.

First, we find the practical business problem of the 1nvent0r in
ﬁnancmg the research he must undertake and his’ cost of obtaining
Ppatents and marketing inventions.

Second, is the problem of the dealings of orgamzed industry with
1nventors in order to achieve a sa.tlsfactory worklng arrangement
which can best convert the fruits of the inventor’s mind into mer-
chantable coramodities whose introduction into the market will benefit
the public, the inventor, and. the producer

‘Third, is the problem of high mortality of p&tents—the fact that
our courts so frequently hold patents invalid. What is its effect
upon the inventor and the manufacturer?: “What is the under]ylnﬂ‘
Teason-for this situation? What can be done to remedy it¥:

Fourth, is the cost of obtaining patents and of patent. 11t1tra,t1on
“What is the effect of these costs upon inventors and 1ndustry9 How
ean” they be reduced con31stent Wlth maintaining a. Sound patent
:system ¥~

Fifth, apa,rt from ﬁnan01a1 costs how adequa,te are our present
-eourt procedures both in ‘terms of the time it takes to reach. decisions
.and in terms of the correctness of those decisions?- Are our courts
‘equlpped to handle the: complex technical subjects involved in patent
litigation ; do they need. the benefit of consultation with independent
-experts, or do we need special courts to hear patent cases?

ixth, how adequate 15 Patent Office administration in terms of
‘the time it takes, the résults reached and the issuance of patents that
-our courts will enforce, Flow can this administration be improved
. o0 the advantage of the inventor, the businessman, and the general
public? Do we need more patent examiners? Do they need better
“working conditions so they can work more efficiently, and do they
need better salaries so the Patent Office does not loge them. to private
industry after they have been trained? Can Patent. Oﬂice procedure
be improved, especially with respeet to classification?

‘We cannot, of course, canvass all the problems in these 3 days Cori-
-sequently, such difficult problems as the relationship ‘of the patent
Jaw-to the antitrust laws and the overall problem of Government pat-
-ent policies will be left-until a later date. If we can cover.these pre-
liminary matters, we shall be.able to.have a better understanding. of
the nature of the roblem;, and: better able to- underta.ke the more
-detailed studies which will follow.:~

I think it appropriate fo add tha,t the commlttee sta,ﬁ mcludes
-among its members first, as the chief of staff, Mr. Julian Caplan of
‘San Francisco. Mr. Caplsm is a graduate of the University of Mich-
igan Law School. He was at one time a member of the staff of the
Depmrtmemt of Justice and is now an active practitioner of law in
the field of patents. :Mr. John Stedman, a graduate of ‘the Uni-
versity of Wisconsin Law School, a law teacher there in the patent
field, s associate: counsel. - Also, we have Mr. Robert Kﬂgora, Who
"has been a patent examiner, who is also-on our staff.

‘We have tried to select a staff of competent, objective people, whose

only interest is the interest of the committee; namely, to help us lay




-observe the rules of orderly procedure, everybody will have an oppor—
'tunlty to be heard.

T might also make the announcement that Mr. Bennett who wag the
first to be called to the table after the Commissioner and Mr. Federico,
has brought a film with him today, and will exhibit that film this
~afternoon at 2 o’clock. It is a film which he prepared in the pursuit
of his work as an agent for inventors.

Mz, Bennett, would you please make the announcement with respect
to exactly what this film is? I want it to be known, so,that we may
have to move up to the caucus room to. accommodo.te the audience.

STATEMENT OF DON BENNETT DIRECTOR, THE BIGr IDEA, STATION
WCAU-TV, PHILADELPHIA, PA.

Mr. BnNNETr Itisa pleasure, Mr. Chairman. Thisisa half hour '
film which it is proposed will be used, beginning very shortly, to fur-
ther the work of the independent 1nventor We have worked for
‘about 6 or 7 years now on this television program, known as The Big
Idea, which gives the little fellow a chance to demonstrate his inven-
tion and tell the story behind it.

At the end of his brief demonstration he i is given a chance at asklng
what he wants, If it is a million dollars to promote it, he asks for
that. If he wants manufacturing help, he asks for that. . If he wants
distribution or investors, whatever it may be, he asks for that,

In 6% years of this program, being’ sponsored by & Philadelphia
bank, the Philadelphia Savings Fund Society, there have been about
1 600 inventors presented, 4 a week, roughly. . And of that number,

percent have sold their 1nventlons, receiving from a few thousand
dol ars a year to, in 8 instances, into the nu]llons We hope now there
are several more coming along who will soon join that million-dollar
class. . In effect, it makes it plobably the million-dollar. ]aekpot pro-
'grem instead of the $64,000°0ne, .

It-is not our purpose; as producers of this program, 1o enter 1n, in
-any way, with the inventor for the proceeds of his invention... Once we .
'start him on his way and pass along the information that, comes_in,
it is up to others. Some 12,000 companies have written in, starting
with the foremost names in Amerloan mdustry. Once they are started
on théir way with those companies, through their own patent attorney
or legal coungel and that of the company, they deal for themselves. -

“We.-are there with a complete file on some 36,000 inventors, and
their inventions, for.anyone who wishes: to see them at any. time, to
‘investigate those. ﬁles And thls, again, has happened with many hun-
‘dreds of companies who have come to us to look through the various
_categories of inventions, to select those thlngs that they want. Tha.t is
the purpose of The Big Idea.

- Senator O’MAHONEY Mr. Bennett, so'that you may have full reoog-
"‘mtmn by the press, will you idéntify yourself, please?

.. Mz, BeNwerr. Yes. I am Don Bennett, president of Don Bennett
Produotlons, Inec., of Philadelphia.

- Senator O’MAHONEY And sub]ect of a recent a,rtrele m the Sa,tur-
fda‘y Evening Post? :

Mz, Bexnerr. It was written about the program yes

‘May I add one further fact? ~

Senator O’Masoney. Certainly.



Senator O'Manovey. May I ask you to repeat for the benefit of all
present what you consider to be the primary subject that ought to be
clarified? .

Myr. Brenxex. The pr1mary subject mwht be difficult to state, but
we feel that one of the primary subjects that should be considered
here is the lag that exists between the time that a patent application
is filed and the time that the final patent is granted. -

As we all know, everybody here probably knows it better than I
do, this period can amount to many years. For a small inventor who is
seeking the-security of the patent protection, this lag can be almost
fatal. We are very much concerned with it, and we are sure that
everyone here is. VVe feel this should be one of the primary points
of investigation.

‘Senator O’Mamoney. You feel that. Congress and the Executive
should do whatever they can to accelerate the examination and action

.b}{ thge Patent. Office upon which apphca.tmns which are filed with
them?

“Mr. BRENWEN. Qulte definitely. '

Senator O’Mamoxey. Does anybody Want to make any special com-
ment upen that sucrgestm}fﬂ h . . :

STATEMENT OF ALVIN M. MARKS WHITESTONE N Y.

L Mr. Margs. Mr. Chalrman, my expenence has been. that in some
cases, it is not desirable to rush a patent through. In many cases
you are not quite ready to market if. “Research and development is
going on. There is at the present time'a procedure for granting
priorities to those patents WhICh are: neede(fj for protectmn aﬂamst
infringement. "

Possibly such procedures should be studied to & greater extent, so
that the priority system cotild be developed to accelerate those patents
which require acceleration, and to leave those patents aside Whlch can
remain unissued for a while without harming anyone,: : -

Senator O’MamoNeY. Then your feeling is that the apphcatlon of
the inventor who does not want prompt actlon should under some
procedure, be withheld from actlon'i .

‘Mr. Margs, Thatis right. - o '

* Serator O’MAHONEY In other words, you Want to set up & prlorlty
for nonaction ? 5 s

Mr. Magrxs. Not qulte that. S

" As T understand it, there is at present a procedure for rushmg the
patent through if there is a danger of infringement. Itis called an

_ application to make special, and then the Patent Oftice con51ders i
more rapidly, as in one of my cases recently.

At other times X have been unhappy that the patent has been acted
on so quickly, because it was still being developed. To grant the
patent immediately under these circumstances would result in the
period of the actual commercial uge being cut down. .

Senator O’Mamoney. What is your résponse.to that Mr. Brennen,
to the suggestion of Mr. Marks that the system now aﬂ:'ords a_pro-
cedure for special treatment ?”

Mr. Brenxen: Well, all I can say to that is that speclal trea,tment
such as has been mentloned requzres extreme necessnty ‘ .




STATEMENT OF WILLIAM R. BALLARD REPRESENTING TI-IE
NATIONAL ASSOCIATION OF MANUFACTURERS

Mr BALLARD Mr Chalrman in pursuance of the invitation or the
request, I have filed with. the. counsel a very brief statement of What
seemed to me to be the controlling consideration.

Senator O’Mamoxey. You mean that you ﬁled it Wlth the com—
mittee; did you not? " -

. Mr. BALLARD I prepared it, and I think that T, ﬁled it, The in-
vitation suggested that.we do that I did prepare such a statement
Senator (PMamoxnny, Yes; we have such a statement here. - -

- Do you wish to have it entered i n the record at this point? -

. Mr, Barrarp, Tdonot care at all, sir. . That should accord Wlth your
own: procedire, - :

(The prepared sta.tement of Mr Ballerd is ag follows )

S’I‘ATEMENT BY WILLIAM H. BALLA‘RD ADVISER TG THE GOMMITTEE ON PATENTB
{OF THE NATIONAL Assocmrmn OF MANUFAGTUBE’RS

My name is Wllllam R.. Ballard 1 am adv1ser to the eomm1ttee on patents of
the National. Association of Manufacturers, a voluntary organization of over
20,000 manufacturers, 83 percent of whose members have less than 500 employees
weach. . This statement. is:filed on hehalf .of that- association in pursuance of
the request contained in the letter of Benator:0’Mahoney, dated September 29,
1955, setting times for miormal conferences on' the qmbgect of patents, trade—
marks, -and- copyrights. - :

The guiding star for any study intended. to 1mprove our: patent system must
it -seems- to me, be thé basic fact that the whole: plan, including the Patent
«Office itself, has been set up entirely for the benefit of the. publie, and :Eor no
«other pulpose—and in particular, not_for the benefit of inventors. .

“This . fact is clear frém' the-constitutional provision itself (art. 1, sec 8)
whleh authorizes Congress to grant patents. The single purpose there gtated
is to promote the progress of the ugeful arts. By useful arts ‘was meant the
things we use in our daily lives and our ways of doing things, all of which go to
make up what-we call today our standard.of living. . So the whole purpose
is to improve the standard. of living of our people by -offering an. inducemént
and reward to those willing and able to make the improvements.: . The period of
exclusive nght which we call a patent is mtended to be just that and: nothing
else, -

The pubhc s mterest in the matter is to get the 1mprovements made—as many
:as possible and as soon as- possible. -'Who makes thein, or how they are made,
is of litile importance. - The public is not even.concerned with who .owns -the.
patents, because, at most, a patent can only prevent others from practising the
‘invention for 17 years and this much the public has already conceded.

The increase in the number of inventions coming out of organized company:
regearch in.recent:years is not an evil, Many.of the most striking Improve-
ments in our standard of living could not have been achieved in any other way.
hegauee of the cost 1nvolved The more we can .get from. these sources, the
hetter

On the other hand it 1s an undeniable fact that many of the greatest single
advances.in the useful arts come, and have always come, from individual, or so-
called independent inventors, and it is certainly important, from the pubhes
viewpoint, that the inducement offered by our patent system ghonld be such as
to veach thesge 1nd1v1duals Otherwise we are quite certain not to get: all the
inventions possible, or as soon as possrble It is mainly m this area that there 1s
room for improvement. . -

There is nothing wrong with the substance of our patent Iaw The experience
of 160 years shows this beyond question. . The trouble is in its administration.
There is too much delay in getiing the patents issued.. Their vahdlty after
issuance is too often subject to question.: The cost of getting patents is per-
haps-too high. And. the cost of enforcing patents in the courts and the delay:
involved are certainly much. too.great. --Also, for the past 20 Years. or 80, we
have been suffering from m1sunderstand1ng about patents, in our courts and
elsewhere. ;



The difficulties in the Patent Office have been mentioned. They are
ones that bear heaviest ok the independent inventors, and the difficul-
ties of enforcing in the courts those patents, and-the delays, bear very
heavilyon the independent Inventor. o ' R

Theré is just one other thought which I might call the converse
of the thought I first mentioned that I would like to speak of. That
is this: When I say that the patent system was set-up entirely for
the benefit of the public, I would like to call attention also to the fact
that the Constitution in saying that patents should be issued to in-
ventors, pointed out that Congress 1s the one that promotes ‘the
progress of the sciences and the useful arts and not the inventor affer
he gets his patent. There is an immengse difference. L '

The Constitution itself says that Congress may promote the progress
of the useful arts by granting patents. And there is the crux of it.

After you invent and get your patent you merely have your pay
for doing what the public asked you to do, and you do not have to use
it, otherwise than you would if you got a-monetary reward. -

Senator O'Mamoxey. Your statement may be summarized that you
are for more and befter inventions and more rapidly than is now
possible? : ' ' o

Mr. BarLarp., Yes. ‘ . L
. Senator O'Mamoney. And that Congress should take some further
steps than has heretofore been taken to. promote the.mtilization.of
such patentsas areissued? : L o
© Mr. Barvarp., That T did not say, and I would not say it. Congress
does its chore when it provides for:the issuing of the patent, thereby
promoting the progress of the useful arts and of our standards of
living, because 1t has offered a reward to those willing and able to do
the work, After the inventor gets his patent that is merely his pay.
I do not think we should be concerned. with. forcing. him -into any
channel of development. or otherwise. It .would be a good. deal like
taking a paycheck of any other public servant and making him use that
money for the public benefit. He has rendered his service to the
public by his public service. . > : e

Senator O’MamoxNey. Does that mean.in your opinion the law is
now perfect, that it should not be changed or improved ?

Mr, Barrarn, The fundamental law needs no improvement in my
opinion, The administration of the law limps because of many things
that have already been mentioned. It is infhat field we find room for
improvement. Some of it is hard. Some of it is easy, relatively.

'The troubles in the Patent Office can be relatively easily reduced
v giving that office enough force and enough equipment to do-its job
as well ag humanly possible. I S

Senator O’Manoxey. Let me ask Mr. Federico, out of your experi- -
ence, what proportion of the patents that are issued by the: Patent
Office under the law provided by Congress ever find a useful market?

- Mr. Feperico. That is an extraerdinarily difficult question.. We do
not' get reports on. what inventions are used: So we do not know
exceptin individual cages.” o o .

From time to time, however, I have looked at estimates made by
variotis people and reports filed by different companies in different
proceedings—and tried to make an estimate. Various people have

stated different percentages. . -



or electrically is inferior to something already known, and whether
or not the invention shown in the patent is rendered obsolete qulckly _
by some succeeding invention, -

Senator O'MarroNey. You agree with Mr. Brennan that steps
should be taken to lessen the lag in actlon upon pa.tent a,pphcatmns
in the Patent Office? =~

Mr. Krean. Most emphatlcally, yes.

Senator O’M4imoney. Is there any other comme:r:ﬂ;2 ‘

Congressman Lanham, it is very pleasant for me to see you here,
gitting around this table. You were a Member of the Jouse and the
head of a similar committee years ago when Congress acted upon
lqeglsla.tlon aﬁectlncr this system I was the opposﬂ:e Member in the

enate . ‘

STATEMENT OF I-ION G. FRITZ LANHAM A FORMER REPRESENTA-
. TIVE IN CONGRESS FROM THE STATE OF TEXAS

Mr Laxmay. Mr. Chairman, it is very gratifying and it is very
pleasant for me to see you here. I appreciate your kind and gracious
statement, Mr. Chairman, and it brings to mind many happy expe-
riences I have hadin my assoclatlon with you in tryan’ to promote our
patent system.

I also represent the National Patent Councﬂ an orgamzatlon of
the smaller manufacturers interested in the promotlon and protec-
tion of our patent system. '

.My 25 years of service on the ‘House Committee on Patents led
me to the conclusion that the prosperity of our country, industrially,
and otherwzlse, has. depended upon the small 1nventor, the indepenident
inventor:

Let us bear in mind that most of the blg business of this country
started as small business. Not only is that true, but many . of the
big businesses of this country today are dependent upon the products
that are manufactured under patents held by small concerns, And I
(nte the automobile industry in particular,

The important thing is to preserve and promote the incentive of
the individual inventor, the small man in particular, because it is
this incentive which has led to inventions that have made our country
preeminent industrially and otherwise among the nations of the world.
That incentive must not be impaired.

It is bemg impaired today by reason of the fact that an inventor
has to wait 4 years to get final action upon his application. Because
of the backlog of applications; the research in the Patent Office is such
that he cannot afford such a delay in final action upon his discovery.

Bear in mind that the Appropriations Committees have in recent
legislation increased by $2 million the appropriation for the Patent
Office in order to get started on the elimination of this great backlog,
And it is contemplated that similar increases will be made from year
to ‘year until we get the system in such working order that patent
applications can be acted upon much more promptly :

go under the existing' circumstances the small mventor, the man of
small means, cannot, a,fford to wait 4 years. Ie has to seek other ﬁelds
of employment and endeavor in order to make a living. |




T think we must remember that most of the men who have invented
things of greatest use in this country have been individuals who started
ag little fellows. Thoras Edison; for instance, hoped from one-of
his early inventions to get as much as $2.000. He sold it for $40,000.
Neothing in- his educational background ‘or otherwxse forecast hlS
wonderful contributions to this country. :

Of course, that could be duphca,ted in many, ma,ny 1nstances of
small inventors.

" So the incentive to kee ‘our country ’Fl eemment armong: the na,tmns
in the world is of vast 1n1portance he incentive: to the-small i in-
ventor must be maintained. And I think:it:is:important also, in-
cidentally, Mr. Chairman, that we see.that other. legislative proposals
that are made, if they impair the functions and the operations of the
Tatent Oﬂice, should not be enacted: I think they should be very -
carefully scrutinized:” And I-think that perhaps there are some pend-
_ing along that line that deserve very careful study and consideration.

Senator O'Manmonzy. Does anybody want to comment on the com-
mients‘of Congressman Lanhem9 Itis ha,rd to cvet you fellows Worked
up mto any-sort of a debate. - TN

e STATEMENT OF FRANK HYMAN, INVENTOR

Mr HYMAN My name-is Frank Hyman, of Baltlmore, Md I hold
patents on safety dev1ces that keep gasohne t"lIlkS and volatlle tanks
from exploding.

T saved the Govornment over § mllhon pounds of brass durmg
the wap. - '

The thought that ¥ have in mmd is that when the 1nvent0rs sub-
mit their inventions and start to manufacture, the'companies should
have the courtesy to call on us at least to allow us to bid onr-these
units. There are certain- 1nstances where a ot of the fellows w1ll
bear me out on that. -

" These large organizations will 1ntegrate our product 1nto their
setup, ~ And if they called on. us we could save : them mllhons of
dollars, but they take it on their own.-

~ T'have a letter from a very prominent manufacturer statmfr that.
‘my item is very: good they are manufactunnc 1t and yet they do
not allow me to bid on my own produet.

Senator. O’Mamonzy. I do not quite understand what you mean.

Mr. Hymaw. 1 made the devicesthat went on the fighting tanks. It
is'a safety device that keeps the gasoline tank from exploding under
any condition. ‘The tank people are using it. And I never hear from
them, so far as calling : me in or askmg me to submlt blds on: that
particular item.” .

Se@nator O’MAHONBY You mean for the manufa,cture of the
item? . -

Mr, Hymawn, For the ma,nufacture of that partlcula.r 1tem S

-Senator O’'MamoNgY, Are you equ1pped to manufacture?

" Mr. Hymaxn. Yes; Lam. - - '

Senator -O’MarroNsy. Well, of course, it would be dlﬁiCI‘]t for
Congress to legislate on the sub_‘; ect of courtegy, as you first-suggested,
in the industrial and economic field. These thlngs pr oceed theoret1-
cally,at least on the basis of who knows whom.

Mr. Hyyan. Being a good Democrat, T might have lost out this
time. I do not know. [Laughter 1
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‘that & great.many:.of -the men andwomen whe- work in the: Govern-
ment.do o out of & devetion, to public.service rathe than a desire for
large compensatlon, and I am sure Mr.. Federlco knows: and has known
many. men in: the Patent- Office- durlng the long term he_has served
there who have had .opportunities to go mto 1ore- remuneratlve
employment outside: who hzwe not done 50 beea.use they want to remain
there, Am I right?.. GE G e D e v eyt e

Mr. FEpERICO: Y68, 31 o

Mr. Warsox. May T SRy e S

Senator O'MamoN®Y. Yes, Commlssmner Watson

“Mr. ' Warson. Any. arb1trary prohibitiori which would have the
eﬁ'ect of preventm% the:examiners from leavmg to seek private em-
ployment and thereby, improve their status in the world might have an
.effect; if pushed: to extremes, of making it-more difficult for us to
recrult examiners in, the ﬁrst ingtance, | " So that sub]ect should, bie
given. very. careful consideration. ‘

Senator O’MaHONEY." Isn’t it a fact, Mr Commlssmner, that under
the German system, at least at one tlme the German Government pur-
sued the % olicy almost of drafting competent people. to serve in the
Patent Office, %rouoht them from industry into the Patent Office?

Mr. Warsox._I am not sure of that, but T was recently in Munich
and I ascertained that there wasno dlﬁicu}ty whatsoever in enhancing
the staff of the German Patent Office. "All fhey have to do apparently
is to announce that there.are positions available in the patent. office
and: quahﬁed applicants hEW’lIlO' all the customary German degrees
_Elus 5 years’ industrial ex erience will apply,.and that apparently is

ecause of the fact that the level of industrial return to the worker
there is maintained below; the level of the patent office remuneration,
taking into consideration the fringe beneﬁts, the, retlrement benefits
and also the dignity of the office. :

In: Germany. & patent. examiner is quite 2 persona.cre in his com—
munlty and is highly regarded, . -

.. Senator O’Mauongy../ The Germans have a’ ver‘y hwh reputatlon for
thelr capacityin this field, haye. they not? - ...

Mr. Warson., Most. excellent '

- Senator O’ManoNey. And: they ha,ve &pphed as you descrlbe 1t
.thelr profit system to recruiting’ the highest type.of pateént exarminer.

. Mr. Watson., Well, they raige the money ang they pay the examin-
ers sufficiently well to have no problem of recruitment. . :

Senator O’Masmoxwy;: When the time. comes, for you to speak, I
gather:from what, youn have said, you will be speaklncr for blgger and
-better salaries for the Patent. Office? ..

A Mr. Watson. In certain. of the. grades Our prmclpal dlfﬁoulty
resades in the higher grades. The young man who enters is well paid,
I think, and makes progress for a number of years. . When he reaches
‘the. GS—12 grade—and there are more examiners in that grade by far
than in;any. other-grade—he finds it most difficult to progress further.
That is at the time When he is in.the greatest need of money. . He will

by that time, have acquired. a.wife and half a dozen chlldren and other
-expenses, paying for.a honse, and so on.

Those men are of very great value to the Patent Oﬂice Inasmuch
‘as they have had behind them years of experience, théir work can be
absolutely rehed upon They need very little supervlsmn ‘and 1f some




- Furthermore, it gives anybody in whatever -walk of life, a:chance,
no matter where they may: live in the country, from coast to coast, to
2o into. these particular accredited colleges that exist.and have them
help them with their patents; scientific, and then help them te obtain
patents through a lawyer.of their own: choosing;:.orperhaps a lawyer
that the: college wishes:to; say, “Thls $: the man,” “also help him to
market it. 0

One gentleman before.me, Mr; I—Iyman, eomplalned regerdlng a man-
ufacturer That isn’t a;Patent Office matter,.I know that, but this is
to some extent a small inventor’s business. T have an 1dea pertain:
ing to a patent that is very valuable and. it is-submitted before it is
patented, patent is pending, I know as an inventor of a. number of
patents, there.are so many ‘ways to get around it

' Lam not pointing out. General Motors. or Du.: Pont or; any other
orgamzatlon of that kind. Why have a chance to be remunerated:in
a manner that one should be?  But, you let: Johns:Hopkins University
apply for a patent for'yon and they. will: get recognition, and: they
won’t do it unless it has merit.

Therefore, if I were to sign-a statement: with' Johns Hopkins Uni-
versity or the Untversity of Maryland—I live in Baltimore, so they
would be the colleges: T would go to—their statement would say, “We
think this is worthy and we will work with you and when we are
ready, we: will work it out. - You will sign this statement. - Tf there
is'a royalty, itisona percentage basis after all expensesare deducted.”

+ Senator O’Mamoxry.. What would be the 1ncent1ve to umverSltles
and colleges to-establish such a cooperative research® -

Mr. Coun. The incentive would: be the very isame’ 1ncent1ve thet I
as an individual inventor have. - If they thinlk well of it ‘and’they
will be remunerated for whatever remuneration there will be, they will
recelve prob‘lbly on a 50—50 bams if they Want equal remunera.mon
meentlve

Yeou know tha,t a lot of unlvers1t1es are: endowed Wlth patents, or
thelr professors have patents in various'fields and are-remunerated,
and how many of the corporations demand signed staternents that any
of their employees woultf turn over: any patent they happen to patent,
Whﬂe they are in their organization® -

‘This is remuneration enough. - I think that is basic: T don’t see
where you need the Government in this,: Tt is just a matter of’ sugges-
- tion. T think every university would be glad toliave a chance to come
in‘on some of these patents-if they could You would solve your
problem of the small fniventor: - -

Senator O’MaroNgy. You are not maklnv any suwgeetlon

- Mr. Comn. Thisis my suggestion. I suggest that every. accrechted
college, or I would say every accredited: :

- Senator O’Mamoxry. You are making this reoommendatlon to a
committee of Congress. What lecns]amon do you thmk Congress
could pass to effect this objective?

Mzr. Comny. Well, if Congress wishes to, T Would say help the
eolleges and I don’t know what law it would take: =~

Senator O’Mamo~EY. That would mead a subsidy, would it not2
~ Mr. Conn. Yes. I am not particularly in favor of a subsidy. "I
think each college could take care of itself in that respect because they
would bé remunerated Tt is just a matter of presenting the picture




hel to thie 1ndep "*dent mventor m the area. out&de of Smclalre
fisld ‘of ‘inferest. =" i
.. Senator O’MANONEY, Thenk yeu ver’y mueh su-
““Mr. Woonwarp. ' Mr, Chairman.: :
Sena.tor O’MAHONEY Y es

STATEMENT OF WILI.IAM R. WOODWAR]} PATENT ATTORNEY ‘
o NEW YORK OITY '

MI' WOODWARD My name is Wﬂham R WoodwarrL s1r, and I Would-
like to say that these remarks prompt me to call attention to the fact
that, the Résearch Corp, in New York, which does have arrangements
with most universities for developlng ‘the-inventors’ inventions that
they may be submitted by members of the university staff on a kind
of a royalty—sharmg basis, does accept proposals from. mdependent
inventors for studying the invention and giving & little help. - If they
find that it has possibilities, they go ahead on a royalty-sharing basis.

~Senator O'MamoNEY, Are you not associated with the A.T. & T.¢

“ 'Mr. Woobwarp. Yes; I am.  But this particular remark was based
:Erom my study of the Research- Corp when T was workmg for the
Department of Justice. -

enator O’'MaHoNEY. Would you deﬁne that Research Cerp ¢

~ Mr. 'Woopwarn; It is known as the Research Corp, and it was estab-
lished by Frederick Cottrell with a grant of certain patent rwhts
which he obtained upon the development of the electrostatic precipi-
tator. Mr. Cottrell was a distinguished inventor and was very much
interested in promoting the development of inventions.. Im hig later
life he served as an expert to a number of Government departments
and'st all times was much interested in developing inventions,

T had the good fortune of meetmg him:shortly. before hlS death. i 1n
1940: '

The eorporatlon st111 runs the preclpltator ‘business on the one hand
but runs the considerable general patent development business along
thelines intended by Mr. Cottrell and his cofounders, - - .
. Senator O’Manoxey. Do you know Whether the eorporetlon is
represented here?

Mr. Woopwarn., I hswen’t heard of it, bemg represented I am very‘
Well acquainted with its counsel, : )

“Seriator O’ManoNTy. Mr. Palmer.

STATEMENT OF ARCHIE I PALMER NATIONAL RESEAROI-I
‘ ' COUNOIL o '

- Mr. PALMTER I am not representmg the Research Corp, Senator
I am with the National Research Council which, as you know, is an
mdependent organization here in Washington which aids Grovernment
industry, and, universities, as well as individual scientists. We have
been working in thisfield and have published a number of books and
artlcles on the sub]eet of nonprofit research and patent management.

.Research Corp. is a striking example of a nonprofit patent manage—
ment foundation ‘which alds inventors and universities and other-
honprofit organizations. Research Corp. was estgblished in 1912,
with the generous grant of the patent rights of Dr. Frederick Cottrell
a8 & nonprofit orgamza,tlon to promote and advance the sciences and to



periences I have had the opportunity to observe a good many of the
probléms’ involved in the development and.- ha.ndllnw of pa,tentable
discoveries and inventions..:

T have been interested and shall contmue to be interested throucrh
these days and on-beyond in what may develop in this field, because I
have a very strong feeling that behind it all is.the recogmtlon of the
rights and equ1t1es of the various parties concerned, and. .particularly
the inventor.. That is what in our.work at the. Natmnel Regearch
Council we have been endeavoring always to bring out for the benefit
of industry, Government, and the universities, how to recognize tha
rights of the inventor h1mself in his productwlty, and at the same
time to give him the necessary 1ncent1ve to contmue his inventive
produetivity..

Senator. ’MAHONEY Who are the other parties concerned? :

‘Mr. PaLmrk: The other parties concerned are naturally the em-
ployer-because he has certain rights and equltles in-the inventiom, and
then maybe-some third party. that may be aiding in financing the re-
search throigh :a. contract or grant. For instance, the Government
may be contracting with an 1nclustry or with a unwers1ty in a p1ece
.of research out of which the invertion grows.

- Senator O’Manoney. You spea,k - :

Mr. PaLmer.. And, of course, in the last analys1s it is the pubhe too
that. must:be cons1dered

- Senator: O’'Manoxsy. Like all. the rest of us you speak in terms of
,the individual: person. . You spedk .of the employer as .guch, - Fre-
quently the employer is Bt “he n but “1t Va eorporatlon Or an 1nst1tu— _
tion. - :

- M., PALMER By the same token the, mventor may not be a “he
It may be a team of workers in various disciplines partlelpatmg n &
research project as it is related. to. their fields:. .

- Senator O’Maponuy. That is right. - In other words, the orgamzed
aspect of the patent problem is one to which we musf glve a. lot of at-

. tention, don’t you think?:, :

- Mr, PALMER And the’ 1nte1rela,t10n of; the palmes not merely in
the. sense. of: 1ndLv1duals but. as pa,rtles to. the development a.nd evor
lution of a patent. . _

- Me. Laxaam.. T thlnk lt Would be 1nterest1ntr to know the percent—-
_ age of patent.applications that are made by mdnqduals, the percentage
made by small business and- the percentage made: by so-called. big
business. I think that would.bring te.the fore the fact that the great.
preponderance. of applications, are submitted by individuals. .

SP nator, O'Mamoney.. Yes, but how about the patentes?. - -

Mr. Lanuawm, Ifthe epphcatlon is submitted by an. 1nd1v1duel the
petent would go to the individual. What he would do from: the stand—
point: of getting compensation under that patent, after it is issued
might involve other people, but he becomes a patentee himself. . ..

Senator O’Manonsy. But how about the application which is ﬁled
under an obligation to make, an immediage assignment?..

Mr. Lanmam. Of eourse, it is impossible, I i imagine, to estlmate that
number,: but 1 do think it Would be helpful:to have the' mformatmn as
to those various proportions of personnel.. -

Senator O'Mamoney: You recogmze that there is that poss1b111ty of
asswnment do.you not?. L . o




institutional Tesearchs” We:dow't-have siich: ‘records) Pt ordindrity
when an invention is made by an employee of a corporation or:of an-
institution] under:obligation to’the’ corporatlon, the eppllcetlon W1]l
"be asswned tothe corporatlon or institution:.

The a.ss1gnment occurs some, time durln ‘the:; llfe ofthe apphca-
tion or shortly before the patent issues.: ‘Woare able to:tabulate rép-
resentative samples of the patents issued, showmg whether or not they
are assigned to corporations, and a table was- furnished to the com-
mittee with: a-chart ‘showing that- during recent years, say, durmg
the last 10.or 15 years; the number of patents issued:that are assigned
to corporations.aft the tlme oj: Issue everege a,bout 60 percent of the
total patents: .o

Mr. Lanaanm. Mr Ohmrman my 111qu1ry was prOmpted by the fact
that at.a congressional’ commlttee ‘Thearing in 1947 there was testimony
from the Patent:Office to the effect that 17 percent of the applications
for patents were submitted by big business and 83 percent by indi-
-viduals ‘and: small: business concerns, the far gredter number bemg
by individuals. Rerss)

Mr. Fzorrrco, This tabulation does not separate the types of cor-
porations because it would require investigating tens of thousands
of corporations, so'the present table merely shows:the proportion-of
patents assigned to corporations, but: there is availablé a study that
was made in 1938 for the preceding 17 yedrs, dividing the_corpora-
tions into categories, large and small and medium,- and showing the
number of patents assigned to each of those groups: - I.don’t have a
copy of that here. (Transcript, TNEC hea,rmgs, pt 3, p 1127 ) :
- Senator O'MamoNTy. Mr. Bennett.

- Mr., Bawyerr. This may further bear out ‘8 statement I made
-earher I -do not recall a single instance in_almost 500 inventions
‘sold through the efforts we are: mvolved in where a single invention
was turned down because it had not received its patent grant as'yet.

This record then indicates that some 60 percent are assigned: to, a
corporation at the time of issuance might be considered corroborative
ovidence that they make agreements that  the ‘patents’ shall pass
from the individuals to'the corporation at the time:of the issuance of
the [iatent This doesn’t alter the fact that individual inventors must

o all the primar work that must be done and get it across into the
hends of public knowledge and into the hands of those Who shall
‘decide whether they shall use it or not.

.. Senator O’Mazmongy. One of the thmgs we are trymg to develo

here is whether or not the inventor, the individual inventor, is suﬂ?
' “ciently protected by the present Iaw. T have no judgment about:the
_matter and your test1mony, Mr. Bennett, has been very illuminating,

: I'notice that Mr. Levy down the line has given indicaticn of a de-
gire’ to get into this dlscussmn, and hasn’t had the opportumty I
am gomg to bring him in now,

STATEMENT OF MAURIO‘E w. LEVY INVENTOR
3 HOFFMANN LA ROGI-IE INC:

M, LEVY My name is. Maurlce Levy, for the record p

I should like to address my remarks to what Mr. Cohn has sug-
gested and to the remarks of some.of the other gentlemen here,:. -
-.-My main experience has been in the pharmaceutlcal field, and there
we do have experience with un1vers1t1es, with hospitals, with cllmcs,




devoted his attentlon to other ﬁelds in whlch inventions and. d1seovery
arema.de‘3 e

Mr. Levy: Olear]y not at all I can merely add for whatever it is
Worth that I have spoken with people in: man‘t% ement and - in patent
fields in other industries, and 1 think they find—TI believe. they do,
although maybe L:am: Wrong—the game s1tuat10n to exist, that they do
not, get an overwhelming number of usefulideas. .

- At least they do not get those that they haven’t already been work—
ing on themselves, and a good bit of time is taken up considering these:
ideas, and. some very embarrassing situations arise; I must admit,
where so-called little fellows feel tHe. blcr corpm atlons Wﬂl eat them
u

pThe company I work for is a small one. I doubt the mdependent
inventor is taken-advantage of as much aspeople are prorue to believe.

Senator O’ManoNEy. Have you had any eXperience w1th the pos-
sible viclation of antitrust lawsin the patent ﬁeld? ' _

~'Mr. Livy. Not in the patent field." :

- Senator O’Maxionsy. T asked that questlon beca,use of the very ﬁne
1ntroduct10n you made to your statement, that the Constitution’ was
concerned’ primarily with the public good that: ig to say, the good
of the country, and not’ paltleularly with’ the -good of the inventor;
per se;-or' the user; per se, or the corporation, or “the manufacturer, or
the distributor, bt with the overall good 6f the: country. as -a whole,

T think: that-that statemient everybody would agree with, bt it, i 154
fact, is it' not; that theve have been obstacles raised betvveen the in<
ventor-and his invention ‘and the public ‘good -onvarious occasions#

Mr. Leyy. T belieye, sir, that that partlcular ‘qitestion ralsed has
been “looked:into_sevéral times im past, years: by Congress. " T-Tiave
had the pleasure of reéading some of the heal ngs. I d1d not have’ the
pleasure of attending them. :

I believe that there has been no majorlty oplnmn that the patent
laws have been abused in any such way. " If anything; T think the
thinking ‘of the country now'is that the patent laws have been per-
haps un]ustly accused of having. just’ such’ implications. - At least, the
n}ew Pthent Code of 1952 has sectlons Whlch seem to bear me: Out on
t at.: :
Senator O’MaHoNEY I notice a.t the other end of the table a for—
mer- Assistant Aittorney: General; former Head of the Antitrust Divi-
‘sion, former. member of* the DlStI’th of Co]umbla Court of Appeals
Judge Thurman: Arnold: :

VVould you care to make any comment on thls sub] ect?

STATEMENT OF HON THURMAN ARNOLD WASHINGTON D C

“Mr. TaurMan ArNorp. - I think it is an argument Whlch ¢an cro on
indefinitely. . I certainly would-not: agree to.a statement that the
patent law hasn’t been in the past and, to 5 lar ge extent, in the present
greatly abused in its: use,- perh‘lps some of it notin vlolatlon of the
(mtltrust laws as construed, but in vmlatlon of the :Ecur prmclples of
American democracy.. -

To explain that fulther Would reqmre a llttle preparatlon Teview.
of -cases where I:attacked - pqtents, and I don’t thmk it Would be
appropriate. just. at this; moment, : R NN F R .



- Sosinisuch an instanee; where we have complex.devices.developed
and cenceived by the human mind, very often a-lot-of. money must be
spent in-the research and development of them. . The individual inven-

tor is very offen unable to use the fruits. of his mind. in such. cases.
*  In my own:experience; I found that the simplest patents, which are
readily and commercially usable, can attract men of capital and be
successful.. Those. patents which might be even more valuable are
withheld because of the fact that no mechanism presently exists for
the ‘individual inventor te attract risk capital to the large ventures.
Such developments almost. always proceed from corporate groups
ivith which he affiliates himself. . . . . - ool Do s
To encourage the further development. along,those more subtle
technical lines we must suitably and surely reward inventors in that
more subtle and complex téchnology which can be of the greatest
benefit: to our Nation; to the end that we become not just a nation of
gadgeteers but a nation which' can harness. the .power of: the sun,
a nation which can use the fusion reaction of hydrogen, a nation that
can possibly. develop new forms of aircraft, and so forth. These are
the things that we should try to foster to the greatest benefit.of .ours
. selves, not- to the exclusion of the gadgets which are necessary for our
everyday amenities, but in addition to them, 1 A e

Y

In.connection with fostering basicresearch development and inven-
tions of:the more subtle and complex type the Government has been
kind and generous to corporations by offering them research  con-
tracts, Has been kind.and -generous to universities by offering them re-
search contracts, as for example in atomicenergy, radar,ete. 100 0

I know from my own experience.as an individual inventor, with
several worthy ideas, I believe, that the individual is quite unable to
receive help.from the Government. . T know it was within, the spirit
of the original grant from the Constitution which started the patent
system, that such a thing as direct (Government grants to inventors
was encompassed.  Ag a-precedent I might cite the case of Samuel

_ ‘lM_orse, for whom the Government put up the money for the telegraph

ine. e Toa e T o
- “Then, in those cases where private investment:should be .fostered,

‘tax benefits should be permitted to the private.inventor and. the in-
vestor in inventions to enable .them tfo.enter into.venture capital
expenditures more readily. - ... 0 Lo T

In addition to_that, possibly there could be some form of Govern-
ment, Inventor Finance Corporation set up. for worthy inventions:

‘One approach might be a partial guaranty of private investors who
would put up money for certain worthwhile developments. I know
this has been.done in international commerce where people have in-
vested in foreign countries, and they are guaranteed thelr return on
their money. Possibly something like that could be donein the field of .
worthwhile internal developmients. .- . @ -7 ... o L -

Senator ’Manonny. The Bureau of Standards, which is another
office in the Department of Commerce,; has been noted for great con
tributions it has made;to trade and industry by tests which have
been carried on by the experts who are employees of the Government.

. I throw out, firstly, whether the Burean of Standards, whether ity
work could be expanded to make it & useful instrument for. the
inventor,of the type we have been discussing, Mr:-Marks. | : =~
GEDERRRETS EGUIL 0sin Lriind




- ¥ am agreeing Wlth you:-that the individual should be rewarded. : T
don’t know.the-answer to thls thmg, but I theught 1t would be pertl—
nent to bring thisout.. -

*Senator O’MAHONEY Thank you very mueh -

The gentlemen on this side of:the table have heen: dlStlllU'U.lShed by
thelr silence thus far this morning. It is now a quarter after 12. I
announced that at 2 o’clock this:afternoon we would have the:session
at which Mr. Bennett’s film' would be ‘displayed, and it may be that
it would bé too late to wait-until after that for you gentlemen to make
your summary contrlbutmns Would: you care to: do it now befOIe
werecess?. o i

: This is not “speak now or: forever hold yom peace ? but is merely a,n
1nv1tat1on ; S

STATEMENT OF JO BAII.Y BROWN PATENT ATTORNEY
- ' PITTSBURG-H PA. R

_ Mr' BRO'WN My name:is Jo: Bally Brown, Plttsburgh Pa. If I
may be indulged, I would like to make a few generel remarks 1f it is
in order.” I 'was invited.to the meeting:

Senator: O’MagoNzy. Of course you were.. Come. around here sd
we can bear you better. -

Mr. Browx. I have been in patent practlce since 1912 contmuously; '
except for about a year and a half—

Senator O’MAHONEY. Your d1st1no uished . career has been Well
known '

- Mr: Browx. This is not.self-laudatory, but I 'wanted to pz eface wha.t
I wanted to say. During that time my firm has been contmuously in
litigation. . We have: represented many of the largest corporations
and we have represented many individual. mventors I think we
have represented about. as many plemmﬁs as defendants in petent
htlgatlen .

~This question of the 1nd_w1dua1 1nvent0r Whmh I assume is the order
Of the day primarily, T would like to say that back in the twenties and
even in the teens, because I go back to that, a very large part, of our
practice . was the individual inventor who: came off the stréet, as we
say, the metor man,; the garage mechamc, the: policemian, et cetere,_
who would come in with little inventions which they had made out of -
their experience, working with tools every. day, and they found some
better way of making a tool, or something like that.: :

I think: Mr. Lanhamn said ‘the same thing. I think the encoura.gmg
of the individual inventer is a very important thing. . That is one of
the things I think you have before you properly.. -

. I think with. the exception of lack of manpower, and so forth the
Patent Office has done an excellent job over the years. They have been
honest. - With all my- experience, I have never seen any crookedness
in the Patent Office or.anything T thouight was bad, nothing that was
disgraceful. We know there have been . few llttle mste,nees of that
kmd bt they were not things I had. to do. with.- :

Commg down to the individual inventor. from the teens and. the
tWGIltleS, when we had:lots of them, they-have almost disappeared-in
our office. It is very exceptional now when a man off the street comes
into our office and wants to file a patent application. - By exceptional
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"That, hurts, the. patent system, end hurts 1ndustry, and hurte ‘the
pubhe in effect:

T.don’t have a recommendetlon on that That isa personnel and
pohey problem. I think it ariges because the Supreme Court-tried to:
usurp the powers and province of Congress and to direct-an-ecohomic
reform that should ha,ve been made by law and not by ]udlelal-
decision. . g N .

Now, 51r, that is my oplmon ' ,

Senator O’MamoNEY. Before you leave that, Mr.. Brown I have
known a nuaber of ]udges who are not averse to havmg a. copyrlght-
of their writings. - : ;

" .~Mr; Broww. I he,ve heard of such statements e

- Senator O’MamoNEY. And on the Supreme. Court, too :

... Mr. BrowN. I have heard of such instances. ... .

Senator O’Magoxey. What is the difference between & eoPym oht
Whlch 18, granted under the same; prov1s1on ‘of the Constltutlon and a

atent?..-. .0 o
B t.Me. BROWN I don’t qulte see, the pertlnency of the questlon e

" Senator O’MamonEy. Let me put it this way, then. . You spoke
about.the objections of some. people to monopely and thelr feeling
thet since a; patent is a monopoly for.a limited time, it'is per se bady
since it is 2 monopoly. I see no difference between. the monopoly ofa
copyright and the monopoly of the patent.. .. .. - ’

hMr BROW‘\T They are both stetutory monopohes, I Wﬂl agree w1th
that. S b

Senator O’MAHO\TEY Then lsn’t the questwn releve.nt'd IR

‘Mr. Brown. I don’t know how to answer that question bece.use L
I don’t know what you have'in mind. I beheve in.both monopohes '
“I'believe in the patent monopoly. .

“Senator O’Mamoney.- You are com;})llmmng bec‘tuse the. Snpreme
Court has, as you have said, usurped the power:of Congress with re-

ect to patents But: T havé been endeavoring to point out to you that

Ee Supreme Court apparently has not usurped the power. of Con-
gress with respect to copyrights, but many o? the members have en-
joyed that monopoly, and 1 can see no reason: why a -person who is
making the argument that you are. makmO‘ should not pick up. that
suggestion. ;. . '

Mr. Browx. Fra,nkly, I know verV Tittle a.bout _copyri hts end I
don’t: pretend. to know much about, that field. It.is a di erent form
of monopoly. - 1t is not:based on invention. - It is based on writing
and. printing. and,’ publ:lshmg .But _this. question of invention. anc‘:l- ‘
the protection of invention was the. thing I thought we. were talking
about. here. . My thesls is that it 1s distinctly to the advantage of. the
Government of the United States and the economy of the: Umted_
States to encourage 1nvent10ns in all stages -and. partlcula,rly in the
individual.. . " TN AT ;

‘Now coming .back ng’ ourt, in one of thelr demsmns
they have. cast doubt, .on. whether. or not. there .can be a, patentable -
invention growm out.of. research. . If you pleage, Senator, suppose;
as I believe one’o % the gentlemen: spoke for. one of . the big. petroleum;
companies, there is a. problem, “for-example, of making higher octane
_gas, which isin great demand.. Suppose. they put their. researeh labora-
tory on it and spent millions of doila,rs, and they developed a ges bet—;




- Senator O’Mamowney::The committes will not stand. in' recess untﬂ
2 o’clock when it will assemble in room 318.

. (Whereupon, at 12: 30-p. m., the subcommlttee recessed t6 Tecon-
vene at 2 p. m. of the same da,y, in room 318 Selmte Oiﬁce Bulldmg )

AFTERNOON SESSION

(The: subcomlmttee reconvened in room 318 the caucus room, Sena,te
()ﬂice Building, at 2 p. m.). :

Senator O'Mamoxey. The hearing will come:to order

~Mr. Bennett, do you care to meke some. remarks before you put your :
'ﬁlm on? : P

‘Mr. BeNNETT. Thank you, sir: I would Jike to. -

- The film that you are about to see contains the demonstrations of
six inventions of inventors who have come from all over the country
to us. This program has four protected, but as yet unmarketed, in-
-ventions available’ for sale, and two as a result have prewously ap:
‘peared on a program, The Big Idea, and -were sold to industiy. And
‘because of the inferest of ¢olleges this morning in this subject, I am
glad that there is oné on there %or _you.to see, because it was through
1he interest of MIT that that one got on the market. . The other is
with a large company in Chicago.

The most, important thing I wish to bring out is. my feehng that
the inventor neéds, more than anything else, the services of whoever
will join together. to let his demonstration and display be known to the
;géneral’ Amerlcan public and to business and industry in America,
for in this manner will they buy the things, the fruits of his labor. = 1

Andso T am particularly pleased, because only Friday of last week
did T learn that industry in recognizing the wealth of ideas Jocked
‘within, the independent inventor, with a dozén companies or more
joining with the Thomas Alva Edlson Foundation to provide, at their
.expense, this program to be given to utilities and banks and instit-
tional concerns in every television market, in’ America, so that these
inventors will thus have a chance to display and demonstrate these
big ideas, the thought bemg that’ they Wlll sell. them o1 get’ What
ihey need from them. -

1 think we can run this’ progra,m now, and afterward 1:E there are
any questions, I would be happy to answer them. You "will notice a
few breaks, because I did not want to leave any commercials iri. . We
have taken those .out. and have clipped the ﬁ]m at that pomt to
Temove them.

Senator O MAHON‘.EY :You mlcrht ﬁll 111 the breeks yourself Mr
'Bennett ' o

Mr. BENNDTT Thank you, siv. . o _' '

(The film, The Big Tdeéa, was shown.) =~

Mr, Bex~err. The only additional thought is that Seeretery Weeks,
as have all of the guests who are appearing on subsequent programs,
made an additiona] 10-minute talk, which is offered to.schools and. to
universities around the couitry on the opportunities through inven-
tion and research, and opportunities in in ustry for young people at
2 later date. These 10-minute films go rlght m oon;unctlon with th1s
B0-minute film. " -

Senator O’Minoney. Mr. Bennett I think that Mr Capla,n Would
Iike to ask you a question or two,



When' we start these men on'theirway, or women, too, with this
Jpatent activity, they: follow throtigh. “Wefeel, through-the moral
and ethical action of the American Patent Law Association, they are
allserved well... ... o e e e e e
- Once they are on the program, they are then protected.. In'a rare
‘dage’ does’ it happen that a patent attorney has-advised an Inventor,
“Do not seek patents yet on this. Let uisget all prepared forit.” - And
if at that time it should prove, after appearance on the program, to
be worthwhile, and there is some deinand for it, then we will {ake
immiediate steps to go forwdrd with this, in which case we ask fora
letter of indemnification from that man’s attorney ¢overing that one
P I do not believe in 7 years that we have had more than 3 or 4 of those.
- My, Garraw. Do you find that as far as the receptiveness to accept-
‘ing invertions from the outside that there is in‘industry such a recep-
tiveness—do you find certain types of industry are more receptive

than othertypes? == & ot e SRR
. Mr. Bexxerr, T have found that-in industry, from:the smallest
‘man in business, with- maybe 20 employees ‘or” so, to the giantg of
American industry, that we have had reception, an interesting recep-
tion; from them. And T submit here for the record a list of names
that you might see and know. These-are photostats of letters from
corporations that have written in, as they must. - They may not call.
They have written us, giving us ‘evidence of their interest in this
-certain invention~—General Motors, Infernational Business Machines,,
American Viscose; Shell Development, Thompson Prodiuicts, Bendix
‘Aviation, Oakridge Laboratories, Carbide & Carbon Chemicals, Camp-
bell Soup, International Latex, Gulf Oil Corp., Texas Co., Westing-
‘hetse: Eleetric, Crown Cork &' Seal, B. F. Goodrich—tliese latters,
more and more and more, have piled up, 14,000, 15,000 high, from
all over the world on inventions such as you saw here. - e
-~ Two of thein, as indicated, were takeén up, one by the professors -
at MIT. -They:found the investment money in-Boston for it, - The
.other was taken up by the Allen Co. in Chicago. Xach found it out
through their representatives who saw The Big Idea. S
:"Mr. Capraxn.-1 heard the sentiment expressed this morning that in-
dependent’ invéntors from outside Teally cannet contribute anything
insofar as the probléms to which a number of large companies: are
seeking solution. _ : Lo
" Mr, Ben~NETT. That is not the case. You saw there one company
that had written to us and said: o R S
_Oan you find among your inventors someone who can provide for us 5. months
of activity in our plant? ~We are a:losing concern today only because we cannot.
keep our plant open and operating. We have dropped from 750 employees to 25,
a4 maintenance crew, because.5 months of the year this whole plant and. its
machinery ig idle. Find anything we can put in here,. We will put additional
plant space up; we will invest capital to keep thése people at work and this
plant working.:. =70 U7 o TR T T s e
. A'wheel manufacturer in Wisconsin said: - L
: ‘Find us a new brake among the inventors, - We are thinking down one line too
hard and too straight. Find us-an inventor who.can provide a brake that will -
stop a ton-and-a-half automobile, racing down a high-speed toll highway at 70
milés an hour, and gtop it within reason today, so as,to.-‘st_'op maiming peop}e,‘gm?.

for safety for the drivers..:: .1



and accessories of the house away, because we thmk that you mlght
walk out-with them.” .

"It puts the inventor on ‘his crua,rd Yet I know this is not the reason-
for. thls form at all. - : .

. Mr. Capran. It is Very generally used in 1ndustry today ‘

Mr. Buxmerr. It is, unfortunately, yes... I .think.it, Timits many .
types of the offerings tha,t a man would like to make to a large cor-
poration. If corporations could get together and make a simplified
form: that the layman could understand and read and feel secure by,
I think he would like it. And 1ndustry would find many more thmgs
coming into his hands. - .

Mr, Carran. I wonder if you could express for the recmd hererr
what type of form you are ta]kmg about that is used for submlssmn
of ideas. : .. :

Mr. BEN‘TETT All large corporatlons toda,y, and rlo‘htfully s0, be-
cause of this feeling among independent inventors, “The big company
will take my 1nvent10n,”.—because the big companies must protect
themselves from this attitude.of thé erring inventor, in this case;
they have come up. with forms several pages in length with much fine
print that says in effect, “If you wish to submit your invention to.
us we will be glad to see it, but only on the following terms. You
submit your invention at your own solicitation, not ours, We will
investigate it at our good time. Once we have investigated this,. and,
we find it is useful for us, we will be the judges of its merit. If on
the other hand, we are already working on something of a similar
nature, we w1sh to be released of any. responmbﬂlty aga,lnst ta,kmO’
yours, because we may be developing our own.’

These are sone of the things that have made the mdependent m—
ventor seemingly wary. It is unfortunate, because I know this is not
the case, actually, I'know it, because I have called upon big industry.
when inventors have said, “T need parts. I need pieces of electronic
gear, electronic tubes. I need this, that and the other thing.”

-~ T And I pick up the phone and talk to them. I have never talked to
them before And Y tell them that an inventor needs a hundred dollars -

worth of electrical equipment, and they give it to him without any.

question at all. I have never been turned down in several years of

gskmg help of this kind for an inventor. And they have all benefited
rom it

SoTlam sure that thlS comphcated form could be snnphﬁed and st111
remain a legal document for the company to protect itself with, but at
the same time to give some feeling of conﬁgence to the. mdependent
inventor,

Senator O’MAHONEY How are you gomg to 51mp11fy away the doubt
that an mventor may entertain when he reads on the form:

We reserve to ourselves the right to drop your invention in the event that we
are already working on one that is similar and better, .

How are you going to ehmmate the doubt in the mventor s mmd
when he sees such a provision in the document ?

. Mr. Bennerr. I think that there is only one way and that is to make
it a third-party document, so to speak. -As Isaid before, I find myself
in the third-party posﬂuon between two opposmg forces where I have
no ax to grmd with either one. AT . :



‘M. CAPLAN: Mr Benmett, of course, this committee will:be consid-
ering patent’ legislation.: Do- -you have any suggestions: to: the’ com-:
mittes as to’legislation that would improve the lot: of the inventor?.

‘Mr.  Bexnerr. Only ‘thist:That in this moerning’s “discussion: it
seemed that we all took the'attitude that the inventor is failing, ov
that his goods are not getting out on the market ; he is not given atten-
tion: biecatise of some problem Wlth the patent laws 1 do not feel:
this is entirely'the case.” -

The inventors, as it comes to me, feel peri’ectly secure that the thmg-
they have is being moved forward properly for them:  The thmg ‘
that they lack is the method by which it can be gotten into the public’s
hands some way, that is;. from that workshop-in the attic or the base--
ment ot the garage. 'There is ‘a tremendous abyss betweén that and.
the spot “where he finally sits down at a desk with:a man to start
talking about his invention in serious terms. - It is this abyss that
must: be gapped and bridged in some manner. That is why I hope
{)ha,of{ ‘this program may - turn. out 'to be the vehlcle by Whmh 1t canf

e done. .

I manufacturing concerns, 1ndustrlallsts the genera,l populatmn,
can see weekly displayed these:things in their living rooms across_
the Nation, it will mean much more to the inventors. - ;

So I feeliit is not so much a change in legislation from: the stand-
point of what the patent laws may further regulate—the inventor has
gotten his benefits or gets his benefits. from - that, I think—what he
needs beyond.-that:is the merchandising; the dlspls.y and the demon-:
stration, and the opportunity to sit: down and talk to the people

My Carran: That does not depend on leglsla,t1011g

- Mr. Bexxerr, Notiat all: - = ' :

© Mr. Stepmax, T assume, as a result of the pubhclty your programs
has received, that you have s great many submissions to you. - Do you
have any thoughts on the extent to- which the proportion of these
ideas that come in are what you would call big ideas, and to which:
extent they are merely crackpot ideas? There seems oftentimes to be
the suggestion that there may be some good ideas, but it is like locking
for a needls in the haystack. ' Is that the impression you get? . :

Mr. BeN~ETT. I recall one that we turned down only because we' .
thought it may have had tha,t connotatlon, that that connota.tlon,
might be placed on it: : )

A man came to me from New York one day Wearlng a pELlI' of glasses,
and he took out; of his pocket 4 little wire device, about 4 inches long,
with a mirror on the end of it, and he wound it around hls glasses and'
sa.ld “There is my mventlon ”

i1 sald “What isit?? o

He smd “Tt 1s 2 mirror so that you can see who is followmg yOu. ”‘
[Laughter ]

Well, T do not kriow, maybe he has people-following him.' “We did -
not a.ccept this, T rhight.add.: But people follow him, apparently. .

I find very few that do not somé place along the line have that seed
of thought that T can feel is worth while. Maybe it is because I love
inventors. - My father was- an inventor, a- very. fortunate one. He
never sold hlS invention.  He gave it away; but for about the follow-=
ing 15 years he:was awarded by that.company a very nice check every
single year. He was one of the fortunate ones. “Ile nesded no pro-
tectlon it turned out, because he dealt with a very fine company.



the Products List Clrcular " The primary purpose of this publica-
‘tion is to help the ‘small-business manufacturer find- a product or a
process which will help him to chvers1fy or to fill up idle lines in
his production facilities. = Inventions: deseribed in' the’ cireular are
offered by their.owners for commercial development. atid dlstnbutlon :
throucrh license, outright sale, or other agreements. -+~

AIthouo’h the ciréular was designed as an aid to the manufaeturer,
it does help the inventor as well, by helping to bridge the gap between
‘the man’ with an - invention and the manufacturer who is lookmg
‘for a product. - Asso emphatically pointed out by Mr. Bennett, spon-
.sor of the big-idea program, this is one of the mejor hurdles of an
_mventor today. .

“Of course; there is no. guaranty that-our cneula,rlzatlon of a de-
3’5(',1 iption of ah invention will result in findin production and market-
‘ing facilities forit.. We publicize its availability inthe circular, which
is d1str1buted to g national mailing list, and further eommumcatlon
1§/ 1eft to the! parties directly concerred.

We have about 40 field offices located in the major cities of the
United States. An inventor or patent owner can, submit & deserip-
tion of the imvéntion to his nearest SBA field office; where it is for-
W‘lrded to the Washington office for publication 'in the circular.

‘Mz, Coffman;’ ofie of the inventors: from this arvea who appeared
on the big-idea program last'year in Philadelphia, came to our agency
for assistance in locating 4 manufacturer to produce:.a foot-and-ankle
brace that he- had 1nvented for his little daughter who was erippled
as & result of infantile paralysis. ~His mventlon was listed in the
cireular. Mr, Coffmian reported that he was getting many inquiries
and “orders for hls orthopedlc 1nvent10n throuo'hout the ewstern
;Dmted Stateg = :

T certainly: was Impressed Wlth Mr. Bennett’s mov1e, the Bw Idea,
ffmd with his talk afterward, because 5o many things that he said are
‘the’ things’ that we are faemcr dmly in our operatlons here. m
VVashmorton s

W endeavor to help the manufacturer but we are not always suc-
cessful. ' Anotheér problem is to bring the inventor and munufaeturer
,together ‘They cannot always agree agto terms.

“Senator O’Mamoney. Have you had any results9

£ My, Horruan:- Y53 the large number, of i inquiries received about
the Products List Cirular from small concerns as well as mventors
IS a fair indication that it has partially résulted | in filling a need.’

Senator O'MakoNny. But have you succee“ ed in 1n0v1n0‘ an 1nven-
tlon into a-vacant plant? -

My Horraan. 'Yes; we have requested the ownels of iniventions
'WhO have listed their produets in the circular to report the inquiries
_they receive from interested firms. A conmdera,ble numniber of favor-
able reports have been received by the agency. However, since these
Téports are on a voluntary basis, and 'due to the short period of time
the program has been in. active existence, & judicious evaluatlon of 1ts
eﬂ'ectlveness cannot be made at this time.

- Senator Q'MamoNsy.: Would you bé good énough {6 see that a paper
is prepared by the Small‘ Business Admlmstratlon for the nse of the
committee, in the nature of a report, on what the 1esu1ts lnve been
and what additional 1esults mlght be obtamedﬁ i




- Mr. Carran. Do you find that is the-bull-of the work-that youdo?

Mr. Horrman. Well, no. I do not know, really... L would: mot
venture a guess on what percentage,. The question, is, what-is. good
and what is not. Someone has an idea, he has a patent on. it, and to
say that is not & good idea,and we cannot use it or put it:in.our GlI‘Cll].ELI‘,
is tantamount. to saying that it will never succeed.. That could have
been said of Thomas Edison at the tlme he. was Workmg on the electmc
Jdight. bulb. . :

Mz CAPLAN I d_ld not mean by “UadO’et” somethmg that was im-
practical. I meant something that is snnple, as dlstmgulshed from
something that is sclentlﬁca,lly complex. ...

M. HOFFMAN. We get across the board everyt.hlng There are, qulte
a few, I think, that are very simple. In fact, that makes it difficult
for us: Some of them are crackpot ideas, and we cannot use them., .

To reduce the number of inventions of "this type to a minimum, the
established policy is to accept only those inventions for listing in the
circular which are patented, or.for which: a patent apphcatmn has
been made at the Uriited, States Patent Office.

Mr. Maggs. My name is Alvin Marks, of Whitestone, N. Y. Mr
Bennett’s work in: connection. with the type.of inventions you demon-
strated only points up the necessity: for:something of:the same nature
for those inventions which do not fall within the readily commercla,l—
izable devices, such as simple devices which were shown today. |
_: Thereis & class of. iwention, s I tried to point out this mormng,
-that requires & great, deal of capital to.bring it up to the point of suc-
cessful demonstration, and they :are generally of the more complex
type,-which would: not necessa,rlly fall into the class1ﬁcat10n of Mr
Bennett’s inventors. - - ;

‘Mr. Bénnett is .doing a greaf: service . to those that fa,ll mthm hlS
classification who can reach the public.and. have an immediate market,
but the problem I tried to point up this morning is what is to be done
with those other:inventions. which are more.complex-and require a
great deal .of capital and a great deal more exploitation than would
-ordinarily be possible with the type of program- and type of explcu-
tation which Mr. Bennett is doing so- very.well. /"

Senator O’Mamonzy; - Thank yow sir.” 1. - o _
- T haye here, I think,. ;the list of the oentlemen WhO were seated
around the ta.ble this mornmg, when it was originally established who
werenot called, .upon, and who should now ha,ve thelr opportumty

Is Mr. Lawrence Biebel here? . o , _

. Mr. BrgsrL.. Yes; here. ‘ .

Senator O’MaHONEY: You Were one Now' let_me get 'the others:
And Mr. James Burns? - .. N . R e

. Mr, Burws, ‘Here.
~ Senator O’MamoNEy. And Mr Hayes?
. Mr. Haygs. Here.
. Senator _O’MAHONEY Mr Rlc-,h2 L
- Mr. Recm. Here.. . . R
- Senator O’'Mamoney. Mr.’-Silver?:._-
. Mr, Smver. Here,: T e
Senator O’Manoxey. Mr, Schmeltz?. -
- Mr. Scameurz., Here, ... - . ..
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proceeded on the basis of a protective security in.the form of a. patent
issued to them by the Federal Government. . The Commission, there-
“fore,’ recemmends.the enactment. of .a. declaration of  policy, that
_patentability shall be determined objectively.” . (P. 15, Report of the
%atlonal Patent. Plannmg ‘Commission, 1943.) -
-+ At the;present, time. it-seems incredible, but, the s1tue,t10n is sunply
that. the :test applied-by the Patent. Office, examiner ig: Is; the 1m-
-provement obvious? -The examiner has before him prior patents that
lpe has found by reason of classification, and over “here the. applicant,
and hehas te look -and.decide whether or not it is. obwous to do: W_ha,t
the applicant proposes in view of the prior art, ‘What.is obvious, it 1s
very manifest, depends upen what knowledge he has. . He. nust im-
-agine—they say he must imagine—one “skilled in: the art.” ~After he
imagines one skilled in the art he must imagine whether. or. not that
“particular: 1mw1nat1ve ﬁgure Would 58Ys “Thls partlcu]ar invention
-ig. obvions-

Well, here are two blts of 1ma.g1nat10n as the ba,ms for a ]udlclal
decision. That oceurs in the courts, as well:, ..o ... .
. Justice Jackson made.the statement, and it ha.s been quoted and
referred: to in, in Jungerson v. Osthy. & Barto ; (80 U P Q 36
{335 U. 8. 560)) : o :

“ Tt weuld not be difficult to cite many mstances of patents that have been
.wanted improperly,. I thmk and without the adequate test of. 1nvent10n by. the
_Patent Office.. , -/

e And, parenthetlcally, let me state that I WIll state thet the Petent
' -Oﬂice will come through in a bigger percentage of the: cases with:jus-
tification than. we have had: from the: gupreme Court in the last severa.l
years.
- To continue the statement of J ustice.J ackson VSIS PR FEES B

But I doubt that ‘the’ 1emedy for such’ Patent Ofﬁee pasmon for grantmg pat-
velits ig dil equally strong ‘passion’in this Court foristriking ‘them down, so that

the only patent that 1s Vahd is one whleh thig Court hasinot: been able. to get
,1ts Jiands on;, - :

(I Thig-was in: a man]_‘lty deCISlOn, mmd you an- lndmtment of .our

atent system. .. I think: that indictment should ever be remembered
llieceuse it behooves us to tale stepsto corréet it

After the passage of the recodification act, we: hed J udge Galston O:E
the district court, eastern district: of- Néw.: York stating: :

Now after Waltlng yeals for a new patent statute sectlon 108 ‘of* the new act
leaves the samme: American: judges in-the handicapped: position: referred to by
Justice Frankfurter; the: conclusion to. be .drawn from the. foregoing’ analysis
s twofold. | Tests of the. invention should. he. ob.‘leetwe A ,,the presumption
of vahdxt' s_hould be, not mythmai but real L R

In these matters we thevrefore come t0 a test Whlch I learned under
Oden Roberts at Harvard—and his:father was George L. Roberts, ope
of the defenders of Alexander Graham Bell, and for: 25, years
involved.in: writing his text, patentability and patent interpreta
‘based. on, the Umted States: éu reme, Gourt. decisions themselves “He
deduced a test which satisfied a]l of those cases prior to the, .0
certiorari, excepting three, and o:E those he said they are out of step -
w1th the unanimous grand procession of the rest. . ::.

: That, test is:the objective test; and it deals with ;neW functmna] re-
Iatlonshrps which I shall be very, glad to set, forth: in an article, in a
statement which I will present to’ this committee.

68532—56me?




derful means of getting patents allowed, because we come back to a
real basis for them and not a theoretical, bams, “Is it obvious#”

Senator. O'Mamonzy.. Has: this, functional definition survived thé
Supreme Court.of which Justice Jackson was speaking? =

Mr. G, WrienT ArNoiD.. In recent years they have not, they have

“not. undertaken, so far as I know, to give us any objective, test )
do not give us any—that.is:- the complamt of the bar. assoomtzon—any
objective test. Patents are knocked off, but with no suggestion as to
what we are to answer our, client.as to what is patentable. . . -

"~ We were given one test—it: mnst amount to a “fash of | genlus » If
a man came in and asked me, “Arnold is this patentable ? ?” .

‘And T said, “Well,. I think this is.a ﬂas of genms He w ould
ask me, “Are you crazy?”

One of the things that we are taught as lawyers in our freshman year
is that any role that you lay down as the rule for law. to.argue and
impress upon a court,if you are going to win your case you ha better
put-it.on the basis of a.rule that can be well understood. and . well -
ap lied‘and applied justly to all people. . : :

o we do not have any recognized test..

“We have had continually. the necessity to supply us, Wlth an answer
ds to what is a proper standard or test.

- Senator O’Manoney. Do you feel that Congress should a.ttempt to
define such a'test? .

‘Mr. G. WeicsT ARNOLD. Senator, Wlth all foree that I could Ppos-
c;]bly command, yes.. That to my. mind is the key to all of this trous
ble. It will help to clear up the backlog in the Office.

Here is an examiner, and here is thlS prior art.  He must stop a,nd
conmder and weigh. They have told me that they even call over other
examiners to ask them what they think, “Do you think it is obvious
to do what this applicant is dolng in view of thls _prior art#” They
cannot tell. . -

And the more consolenmous they are the move delay is involved.

““W¢ have some of the finest conscientious men in that. Patent Oﬁicé
that you will find anywhere.
. Senator. O’MAHONEY How, do. your assmna,tes feel a,bout thls
matter; I mean, this opinion that you are giving ¢ .

Mr, G, Wrierr Arvorp, In this audience here T hawe many, many
friends. It is a joy to be here with them, to renew old acquaintarices,

Senator O'Mamoxzey. Let-me call-upon.your friends who are in this

~audience and who agree w1th your suggestlon to rise. Let us see who
they are,

Vorce. Which snggestlonwwhat are wevotingon? .. oo

-Senator O’MamoNuy. Mr. Arnold. has suggested. tothis. commlttee
that it-is the function of the:Congress-of the: United States to:define
a test as to whether an invention is capable of being patented. I.asked
him how,_ his associate and colleagues felt about that suggestion. ~He
said-he-had many friends in the audience.. .So I wanted te determing
how many of his-friéndsin the audience hold.the same opinion that he
does with respect: to this recommendation that he makes to Congress
for leolslatlon on the deﬁmtlon Do you know what you are votmg
ont. . - I

~Mr: G, 'WR:[GHT ARNOLD We are not suggestmg thls ‘as, the test
We are suggesting this as an addition to section. 103 & L




standard, exeept how you feel about 1t You mlght have more skﬂl
one person might have another::

Senator O’MAHONEY, T have had many a student in my day in
school sy, “IfE T 3ust ha,d another professor, I Would have crotten
Iny ‘degiee.”

“Mr, G. WreHT ARNOLD What I should like to add to. sectlon 108 s
this: “Independently and apart from the above, that is, a‘patent may
be obtained for aninvention and patentability shall be found therefor
whenever: there is established a new. functional relatlonshlp betweell
any of the factors which are required for rendering an invention in
the industrial art practically operative.” And that, by the way, is
largely right out of the textbook which Mr. Roberts. had wr itten. In
the examples T gave you I do not believe there was any msurmountable
difficulty in understandlnw what a new functional relatlonslnp was. -

Senator O’Manoxey. Or that the flash of genius islacking,

Mr. G. WricET Arvorp. Exactly—the flash of genius is lacking.”
T have heard for some time that-the above test only substitutes one
set of terms’for another without changing the meaning. I most defi-
nitely disagréee. T submit there is no set of words, so far ag T’ know,
“that ‘connote the meaning of the objective. test set forth above. . Tt is
a test deduced from the §upreme Court, decisions by Mr.-Roberts. Tt
harmonizes the decisions where the patent was upheld with those
where the patent was held invalid—only- three remain- ‘out ‘'of  step.
No decision of ‘said décisions-held ‘o patent. invalid where there was

- a new functional relation between the elements of the claim.

(The following were subsequently Ieoelved and ordered prmted at
this point by the ‘chairman o

(}omment commumcated by Lo ! s Robertson w1th 1ep1y by Ml Amold

By Mr. Robertson: ' : ’

“The proposal by Mr. G. Wn"ht Arnold that Mr. Roberis’ test of ‘new func-
tional relationsghip’ be included in: a: way.that does not preclude finding inventive-
ness without. finding a.new functional relationship comes fanrly close to.over-
coming many objectiong toit. However, two _objections remain ahd I suspeet
that they account for the bar's failure to give sironger suppmt to this proposal
in spite of'the juniversal high regard: for its advoeste, -Oue is the: fear that; no
matter how hard. the language, tries to;avoid it, courts are:likely.to, at least
presume that there is no invention unless there is a new functional l‘elatl()nshlp ‘
I think such a presumption would be dangerous. The other .objection is that
periaps not every new functionsl relationship should be deemed-iiventive, 'Of
course, both of these objections are supercharged by a feeling-that, from a prac-

tical. standpoint, . we would: largely: be, substituting. one. set ofambiguous words
for anothel To exclude some thmgs Whlch seem nomnventlve from bemg held.

one must say that ‘thig’ functmnal relatlonsmp ig not new" because ‘the same
funetional” relationship has: occurred, before in thmgs too s1m1la1 Thus, we
wonld lose the; simplicity which. Mr, Arnold-envisicns., -Maybe our loss is:due: to
lack of an analytmal ability, Mr., Arnold, has. developed, but:a . definition would
‘seem’ £6 be, dangerous if it: would; give us this trouble, unless we apply it .s0
indisérintingtely that it fail§ to satisty our; perhaps subjective -idéds 'of what
‘should ‘be’ patentable;: Although ‘& tests needmg no-subjeetive: judgments 'in’ its
application wounld he: desirable if:it accomplished: the right: results, perhaps the
only possible way to evaluate it to decide whether or not. its results will be
correct to warrant its adoptmn involv es subneetwe Judomen P But evaluate it
before adoption we Jnust i ‘ ’ Sl
By Mr.! Arnold: SRITEE SRRV L d
“Ag to the two ObJECtIODS submltted by Mr Robertgon I subml that:-lhe_;h’a‘s
answere@ the same. Doth objections are _ls_ygerchargg@’.,mj:h, ‘gubjectiveness.’




~STATEMENT. OF: MR. - JAMES'F., BURNS, CHAIRMAN, NA_TIONAL
COUNSEL OF PATERT LAW ASSOGIATIONS .

Mr BURNS T will comment only brefly on, what seems to be the
ma] or topie today, nmmely, iaclhtatmcr the expl 2! of 1nvent10ns ‘
produced by independent inventors. = :

-One of the great problems is the gecuring of risk capltal If
$100 000 in risk capital is put. up to do the necessary development,
work and launch a new.enterprise based upon g new invention, the
enterprise must prove: exceedmo* successful if tha.t $100 000 1s ever
recouped

I think one thing that the, committee might dé Would oss1b1§r bé to
consider a lesser tax burden on risk capital spent in aid.of an inven-
tion,.that is, the explmtatmn of a new 1nvent1on, than 1s apphed-
otherwise.

L know that in the oil industry we have a lot of dry holes drllled‘
and if Ty memory serves me rightly, 1 think that there is a 27- percent.
depletion allowance to the oil industry. I would compare the develop-
ment of an invention with. the drilling of oil wells. We ha.ve dry
holes, too. We also bring in a gusher now and then.

. ‘Senator O'Mamoney. Butdoyou havea any depletion of brfctmpower‘a

Mr. Burxs. I recommend to the committee something in the nature
of depletion on risk capital- expended in the aid of the development
of inventions.

Senator: O’Manoxey., I did not’ mea.n to’ cut you short pardon
me, sir, ., - o

Mr Burns. Iunderstand '

_That is the sum and substance on that aspect of that toplc

" Senator O’ManoNEY." J ud%a e Arnold.

Mr, Taurman Arxorp. That is, a research 1eboretory would have
the same kind of depletion that an oil well would?

" Mr. Bugns. T do not think that here is any special clagsification
with respect to oil wells, .J udge. I would suppose that inventors and
inventive progress should have the same degree of stimulation that
they now have in the discovery of other resources. I think that the
development of our intellectual resources, and the production of intel-
lectual property, which is what flows from the stimulation of inven-
tions, is as important to the pub]lo good as the dlscovery of resources
in other avenues.

Mr, THURMAN. ARNOLD, I am 1mpressed W1th the suggestlon I had_
not thought of this before.

You would allow anybody who engaged in research W].'llch is neees-
sarily speculative; to have a tax advantage?

.. Mr. Borxs, I do not know that I get the s1gn1ﬁca,nce of the last

giact of your question, '\

THURMAN ARryod. Su pose that T engage in an 1ndustrla.1
-concern like General Motors, in a necessary lot of research, and we
will assume that they improve automobiles 1 1n various ways. "We will
assume that the Supreme Court, on which opinions differ, strike them
down as just not patentable.. Nevertheless, they have contributed a
great. deal. - Why would not your tax advantage - gp_ply equa]ly to
‘them, whether or not they produced patentable goods?

Mr. Burns. Well, of course, you can always get into seme.ntlcs,
Judge, and you have proved yourself quite an expert in that area. I
do not propose to write the legislation. I propose this as a matter for
study to be on the agenda of this committee, with the hope that better




Tt ignonsense toitréat the modern patent portfolio as.a-lot of little
separate invention here: 1s. no, economlc 3ust1ﬁeotlon in owmg to,
a-private;group -a: .

igal monopoly: over: seientific 1nformat1 n. A
et “Whlc'h dogs so’'is putting a-severe handicap on: itself. - It is in-
deed fortunate thei the development of atomié energy had to'be done:
by governments:and hence.escaped the restrictions of the patent pool.”
There is ho reason whatever:to allow such research. to be:menopolized:
in the future by patents on step by step improvements. :Inevery patent.
case the first; considération. in determining whether the patent should
be enforced is-the amourt of menoepoly. power. which that ‘patent,:
taken in connection with other patents, gives a great research to organi-:
zation: - T have no:quarrel with, the sub]ectlve stendard whlch must;
be used by the Patent Office:- : ‘

I believe that-it'is perfeetly proper to issue- patents 50 101'10’ as they. '
are later controlled by, courts, - But when: the issue is. brought before.
a court it must adjudicate not-only the invention that-has risen, beyond
the level of the art but also the amount of control Whlch i ;glves to
the organization which.ownsit: . :

* Inmy opinion in Honsanto: Ohemwal Oompa%y W Ooe, ertten When
Iwvas on-the Court of Appeals for the District.of Columbia, T said:

There 1s only ofie poss1ble ‘way todéeteérming the propet’ séope of protectlon
for'a single dlscovery that i to'examine the actual degree -of :control which the:
inventor hopes to gain by means of all of this claims takén ag 4, whole, over: com-;’
peting industry and.competing inventions %, * ¥, If an inventor acquires a patent
o1l 4 can opensr, the fact that others may not make this particular appliance will
eneourave the development of ‘other’ types of can openers and stimulafe inven-
tion, This furthers the constitutional purpose of the patent g'rant ‘On: the other:
hand,: if the:ean:opener patent :goes beyond-the: particular appliance and includes:
the method or process of openmg cans, 1t may easily become so_broad that others

purpose of the constitutional pr owsmn
¥ = & ®

The scope of 2 patent 18 not often (hscussed by eourts as i r oblem separate
from patentablhty Yet we submit thag this’ distinctionig: z:tctuallxr involved when'
colirts deny a:patent on a-“funetion’ ot a “result” or an ¥ideay’ and allow oné on
a:method oria process on an application .of a prmmple There is. no clear dis-
tinction between these opposing sets of words.. But it is apparent, from the results
of the decisions that when a eourt calls a claim functional it is simply’ saying
that the’ ‘elaim’ permits control which. will impede: sclence -and the ngeful’ arts.
Whern it says the claim: is a patentable method; it in. effect expresses:the: conclu-
sion; that. the. probable area -of control is not too: large, . 'We ‘are,..therefore,
asse1t1ng no. new pun(:lple here We are su:oply pomtlng ‘out,_that such con-
clusions cantiot be intelligently redched in our complex moderd technology with-
out expert evidence from men who know the industrial field and the probable
control: the dinventor  may reasdnably: expect or hls compet1t01s reasonably fear
from the. grant. of a functionaliclaim,, ... .

Ththat epinion;: Frwas: spea about multlple clalms in: smtﬂe
patentsy: The:.same: cons1derat10n should apply:to multiple patents
accutnulated by a grea,t industrial enterprise which hasthe power to
deminate the arts:: Mr. F. B:-Jewstt of the Bell: System in g memo-
randum set out his patent position as follows: i
# %k the patent position , to which' we had attamed Was such what- (sm) even
the' gutside ‘Holders of fundamental patents, essentially of interest: to them: in:
connection: with thé developmentiof radio: in- fields not. of! pnmary coneern . to
the Bell.:System, could not:, develop_;these fields W1th0ut qeeurmg nghts under
our patents y : .

.The opportumty to monopoh7e mdustrlal a,rt Was recogmzed by
Amerrcsm research. orcramzatlons overs quarter of 2 century Ao - s
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-Senator. O'Mamonry. Getting back to the question of the gadget
that Mr. Caplan raised, I have in mind now the invention shown on,
Mr. Bennet’s film of the, funny faces of the children which chan od.
from sour pusses to smiling pusses when the child hm1.g' up his or 1er
gabinents. . . ;

That, is the gadget pure a,nd sunple is it no‘f.2

Mr. Bewnerr, Yes, .

Senator O'MasoNey. Was. it pa,tented2 ' ' ST
Mr, BENND'IIT I cannot tell you whether the pa.tent was rrranted'

-Oor not; .

Senator O’MAHONEY Is it patentab}e@
Mr. Bexwerr, This I cannot tell you either. o
“Sengtor O'Mamoney. Does it promote science or the useful arts,2
. Mr. Krean. Mr, Senator—— . . R
Senator O’Manoney. Mr. Kegan. :
Mr. Keean. May 1 suggest. that the pubhca,tmn of the patent of
the funny face does promote the progress of useful arts in making
this knowledge available so any manufacturer can provide it for the
parents who want to buy it. Itisa questlon entlrely different from

“the nigrit of-the invehtion. -

Senator O'MaHoxEY. Of course, that was the pomt you made thls
mornmg, Mr.. Kegan, but the questmn here is: Is a device, a mere,
gadgetary device, patentable in the sense that the inventor will have .
an exclusive use for a limited period to that device? Your suggestion.
is that anybody. looking at Mr. Bennett’s film and seeing that funny
face may. build his own funny face and sell it without infringing
perha,ps That. is where the question of patentab111ty arises. )

STATEMENT OF FLOYD H, GREWS PATENT ATTORNEY
T NEW YORK CITY o

V[r CREWS My:name is Floyd H. Crews from New York Clty I
would like to say a word or two about this gadget business becanse I
think the discussion has gone off on the wrong foot so far as gadgets
are concerned. I would like to remind you of a few gadgets that have
been patented. * Oneis the cotton gin of Eli’ Whltney which-is nothing:

‘but-a row of nails-through a hoard.: :Another that comes to my ‘mind

is the telephone of Bell. In two respects it was a gadget. The last
step that ‘Bell took over the prior art was a half turn of a screW that
was the difference:between success and failure. !
 He couldn’t raise the money to put it on the- market It was' a toy
Nobody would have anything to do with it. ~ Another gadget was the:
radio oscillator of DeForest which was invented by moving a coil
one-half inch from here to here. - Again he couldn’t sell it because
nobody ‘would: have anything to-do with'it. We were talking about'
gadgets. We aré frequently “talking about:igreat: 1nvent10ns
Senator: (’Manoney. That ig-true. But the suggestlon wag made:
here that the inventor of certain types: of inventions which are called
gadgets find that their inventions are not patentzble and thﬂ.t 1s ones
of the difficulties confronted by an individual. 1nventor o
#Doiyou-feel that. there 1 such a condltlon2
=My Crews: Nojr noid o ey 7
- Senator: O’Manoney. Tha 'ugo’estlon has ‘been made to. us: i1
~Mr:/Ckews: No, T domot: -1 -feel that:thére has been some- d‘mder

of their being such a situation in view of the decisions of the Supreme



... The. difficulty arises in-the vague ideas and the ideas in connection
with which those, who have thém do not wish to have submitted to the
Patent:Office for, one, reason_or_another. in order to have them-

erystallized. | - o oo L L T e
" “As.to what difficulty there is in that area, only the experience of a
man like Mr. Bennett will really tend to reveal. Most corporations
today do and T think, Mr; Chairman, that until there is some common
‘meeting ground arranged will continue to say that they do.need. pro-
tection because the obligations that might arise are quite undeter-
‘mined in possible monetary value and quite undetermined in point of
duration, in point.of time. And for those prime reasons the corpo-
‘rations, In my. opinion, will continue to try to eliminaté those risks.
‘What form of meeting ground can be arrived at, I must say I am not.
prepared to suggest. Whether or not it would be,.Wﬁhmﬁ;the_fﬂh;q@dh
‘of this comimittee and of Congress, I cannot offer an opinion because
L:don’t have a concrete suggestion to offer in order to test as to whether
or.not 1t would be within the purview of this committee and ulti-
mately of the Congress, . Lo
M. Carpax. Well, Mr. Schmeltz, you are conneeted with a large
company which maintains a large research staff.” Do you feel there
is any funetion for the independent or individual inventor inmsofar
as the manufacture and fabrication and use of aluminum; is concerned ?
Mrx. Scamerrz. In iy opinion, there most certainly i5insofar as the
fabrication from aluminuin into congumer goods is concerned. :
" Mr. Carran. Do you have any illustrations of that? O
Mr. Scameraz. There is one that I can recall now.. I can point to
one 1llustration which 15 rather outstanding in our.experience. It con-
cerns a product that T am certain is known to at least some in the room.
It is the so-called. Wearever pressure cooker which when it made its
swpearance after. World War IT had an élliptical flexible lid made of
stainless steel. That development was the development of an inde-
pendent inventor who came to us prior to the end of the war. It was,
of course, an outstanding development insofar as its commercial pos-
sibility was concerned. We were happy to enter into an arrangeroent
with him, a license agreement that would. perinit 1is to exploit that
development after aluminum stopped flying throtugh the air. And as
a matter of fact, at that time we went so far as to loan him $100,000
in the way of advanced royalties. But I do wish to.say. that that is an
outstanding example and it is not the sort of occurrence that comes
along every day insofar as individual inventors are concerned. . :
" By the time of the agreement, the inventor had formed a.small com-
_pany ‘to which the patent was assigned, and. the company was the
‘Mr. Bexw~err. I have a further comment to make regarding the
‘service that Alcoa has provided for inventors, In one instance I Eriow
of an inventor who developed & new kind of solder. He wanted to
~work on 1t and Aleoa furnished him with bars and sheets of aluminum
‘he wanted. Unknowingly they were helpful to this inventor in that
respect. Since I speak only. as a lay person here as opposed to those
with legal minds and legal training I hope I did not: make a mis-
-statement when T said this miorning or indicated what I did apout that
_paper that I know this is the most necessary form that. T know most
.companies must have, I"wished to point.out that this has brought




#The- ene’ in-particular of consequence.in its. simplest expression L
beheve is simply that he discovered that cryolite would serve ag a
solvent for the refined aluminum oxide known as alumina at a tem-

perature lower than the melting point of the alumina so'that the re-
~sult‘and the molten bath:as it s called: could.be electrohzed and'
metalhc aluminum extracted in that fashion.

 Mr.: Warsox.: Should: the patent.examiner have: refused: the grant
of the patent because'at.some time there was a %)ossﬂolhty that the

. 21551 ee of the patent:might-have too much: power?
r.ScaMerTz.: I am afraid Mr. Commissioner, that had. the Patent
-Ofﬁce examiner: attempted to use.such a standard he would have
‘Tequired an unusual crystal ball into which to gaze in order to.know
when he was acting upon that particular basic application’ that in the
-years to.come it:wonld serye as the cornerstone of a new. mdustry
T don’t think he could have knownit. ... .
Mr. THURMAN ARNorb. Since that was ev1dent1y dlrected to me,
X think that I have not made my position clear as.to the scope of the
patent. If I may have a:moment I would like to .do.it.. A}fl ‘patent
- attorneys when they draw up a patent, claim, they widen and widen
the claim. . Thatis natural because they want to get as broad coverage
a8 possible, :
- And out of those numerous clmms comes What we, used to call
“blocking” and. “fencing” patents These claims if they are appmved
are not intended to be exploited.  They exploit the best ones here.
. Now, what is the roblem in deciding whether these numerous claims .
should be given by the Patent Office? " Usually they take them by
themselves and: determine their patentability. .
T suggest that the real issue is whether where you | have 25 clanns in
. @ patent, 24 of which the patentee does not intend to use, you are not
blocking the program of the art by allowing the suppression of 24 in-
~vention patents 1n order, to protect a single. 11;1'0{:&55.5. Where an ap-
plicant. intends. to suppress a competing method of manufacture the
control which that power gives.him should be closely scrutinized.
-~ Mr, WATSON The theory of operation within the four, Wa,lls of the
./Patent Office is that we attempt to reward the inventor. m a manner
commensurate with.his contribution.

: We do not count claims. . Actually each claim_ is Supposed to e

: patentably distinet, from any other claim and define an invertion -
~which is entirely separate'than that defined in any other clmm _

-There is no limit and there should be no limit in my opinion to the
tnumber of claims which are presented: In SOme *¢cases -one . claim s
-sufficient. In many applications which we receive there is a single

_claim presented and the inventor from the begmmng i qu1te content
“if he secures that.one; @ ..

On the other hand, we have apphcatlons Whlch come in contammg,
say, 1,200 pages of speclﬁcatmns 850, Sheets of drawmgs, and maybe

several hundred. claims. .

... ‘That case isno dlfferent n prmmple from the man Who submlts one
-claim. The man who submlts the: many has made that many dlﬁerent :
.«contributions, in his.opinion;

And in the event that the various: sub] ects descmbed in those sev-
“eral claims are found to-be new and useful and to involve the exercise
of. invention he is entltled to his patent and who can say which of those



Linour own: industry, theipharmaceutical industry, some:of the: mogt
-important:: mventlons thar. we have!: ha,ve ‘come; from 0111351de col-
-rlaborators e Bioee, §oae E it - BT

1 Enowiyour: assocmtefcounsel i fa.mlllar Swith arry Steenbock'l In
-,the vitamiin field; wehave had itin vitaminBitand in'pantothenicacid.

The carpet is: a.lways out even:for the ones who-don’t Have the tech-
x:nologlcal skills: : Most: cerporations feel that when: they have-to work
- with::those:inventors: they don’t know:their-reputation:  They don’t
‘know their background:: - They:feél: they: need some kind:of ‘protec-
-tion.Wé are dealingswith two kinds of inventors and we-are-also
~dealing-with. releases used usually Wlth one- type of 1ndependent
: 1nventor o :

Senator O’M.A.HONEY Now, Mr Sllver

STATEMENT 0F. HAROQLD §, SILVER ALLIS- CHALMERS MANUFAC
D ' TURING CO. MILWAUREE, WIS: e

Mr. SILVDR My name is. IIarold Sllver I am from Mﬂwaukee,
Wis. Iwould like to add my experience to that, of Mr. Schimeltz and
“Mr. Ballaid I am in corporate practice, have been for 23 years, and
in that 23 years we have been licensed tnder a number of inventions

-of independent, iniventors and at. ledst several—I have 2 m mmd es-’

'pecmlly—have been paid quite handsomely. .. "

1 was very much heartened .tlis afternoon to hear 2 man who has
had as much experience. with the independent inventor as Donn Ben-

‘nett must have had sy that he sees no need for any change in the

patent laws as far as the indépendent inventor is congerned.

" T'was also very much comforted to hear: Mr. Ballard say that any -
problem of the independent. 1nvent0r s merely a part of the prc oblem
of benefiting the general publ _ .

Senator O’"MaHONEY. An q

STATEMENT OF: MRS. l\TELLIE 0 FLETGHER WASHINGTON D G

y Mrs FLLTOHDR T would hke to ma,ke a. statement, please My name
“is Mrs. Nellie O. Fletcher,. ”W‘lshlngton, D, .C... My husband, William
A. Fletcher, is one of the pioneers in the atoric- energy: ﬁeld sir... He
filed his application. in the United States' Patent Office on. the con-
struction. and_destruction of matter.: 1 have to dismgree.with this
_gentleman and some others here today. that the day of the lone inventor .
fas ‘passed.” The lone inventor of, America still exists. I have said
aslong as T have breath in my.body I will fight for.them, for the pres-
fervatlon of their rights. Yes;:the backbone of our defense, One of
these great men ig here today, I.am happy. and deem it 2 privilege to
introduce to you Mr. William A. Fletcher. This is a wonderful oppor-
tunity to let you know him, and also to let you know he has not received
his rightful justice’from the United ‘States Patent Office.~In Cali-
fornia Mr. Fletcher was called the second:Steinmetz, since in the Dis-
trict of Columbia they have called him crackpot and about eyerything.
"My, Fletcher came to Washington in cofinéction with his patent appli-
‘cations befere the United Sta,tes Patent Office.” We had the pleasure
“of meeting through mutual’ friends, this’ frlend asked my lusband
“would he try and: help me. T had been injured in line of dity in the
“United. States Federal Govertiment here in the Distict of Columbia,
“Twas in much’ pal_ and suﬁermﬂ' and Very much handwa,pped so M1
T pgasgipgigt




‘connection. From- my ‘point of view as o private practitioner, the
individual inventor, it seems to me, has no other problems so far as
‘the patent statutes‘'and the Patent: Oﬁ‘ice are concemed than those
‘which the gréat corporation-has: :

- His-principal-problems of cotirse: are’ the same’ problems he Thas in
other fields in life, they are economm problems E‘cpense 1s always
& problem to many. -

Delay in the Patent Ofﬁce is a problem in some cases, althou h it

‘was made’ clear this morning: that delay is not- a,lwa,ys something
which he deplores. He very often seeks 1t to the best of his ability.
As one example it is almost Foutine in many offices always. to delay -
the payment of the final fee until a short time before it 1s due thus
adding 6 months approxlmately to the time durlng whlch an ‘applica~
- tion is kept pending.

CTFanindividual inventor wants hlS patent ina hur'fy, he.can usually
- getit with reasonable speed ; except for the delay caused by waiting
For office actions and even that can be overcome ‘by some methods of
practice, which we are all famlhar W1th making cases specla,] actmg
‘promptly and so on. :

Tt seems to me that it may help to draw the sentiments. that have
been expressed all together if T mention certain fundamental princi-
ples according to which the patent system is.supposed to operate and
does operate. ~ It is axiomatic, I think, to most members of the patent
bar that this incentive system, which is operated primarily for: the
public benefit, provides four kinds of inducement and the first in-
ducement is the inducement to invent. That is the one Whlch most
people think of first and usually exclusively.

But that, is not, enough apd that, to me is not the mam pomt in the
patent system.

The second kind of mducement is the mducement to dlsclose the
invention. I can’t help thinking of the remarks of Judge Arnold a
moment ago about the 10 1nvent10ns, all in the same field; only 1 of
"them being commerclally vseful and yet all 10 of them bemcr pat-
ented, whereby 1 of them is improved upon; if that other invention or

“the 9 other inventions had not been patented no one would know about
them and no-one would improve ipon them. =
* So all these disclosures which are brought out by the ex1stence of
the patent system serve to prevent the keeping secret of valuable
information and they also 'sérve to feed the knowledge of the art on
'whlch others build. Those are the two agpects of: disclosure. ¢ .
" “The third inducement, which to me-is the most important of all,
.is the inducement to 1nvest tisk capital at several different stages of
“this inventive process. - First of ‘all; the investment of risk Cﬂplt&].
in the development of an invention and in the obtaining of a patent
which is not a minor item these da,ys, and secondly, in commerclahz-
ing it and marketing it.- :

And: a fourth one which is very seldom thought of is what 15 called
.the negative inducement of the patent once a monopoly has been
aranteﬁ others are given an incentive to invent' around it and - fre-
quently come up with something better. -

I could not ‘help in llstemnor to Judge Arnold in Wondermg why
anyone has an objectlon to O’rantmg to an inventor gconomic power.

If we don’t give inventors through patents economic power, we
give them nothmg



STATEMENT ‘OF ‘WILLARD C.! HAYES, WASHINGTON D CE'WVICE
PRESIDENT AMERICAN PATENT LAW "A' SOCIA ‘

My Havis, 1 have nothing farther: to add to- what ha
Senator O’MAHONDY' You Weie one: of the ﬁlsb ca.lle '
to the tabléw i i o : Hil

Mr. Hayes. My name.is 3 ’\Ir W 1]1ard Hayes I A’ a prmctlcmcr*
attorney in‘ the city ‘6f Washington; D C T am a vice - premdent oz%‘
the ‘Americin Patent Law Associationi -7 b :

1 think that the plight of the: 1nd1v1dua1 mventm is- 110t 4% serious:
as sonie people who hive- testified here today swould' have ‘ug belicve,
It seems to'me that there 18 nothing” fundamentally wrong with the’
patent laws today PoSsﬂoly the thmcrs that have been spoften ofjvthe!
miprovement of ‘eonditions in'the. Patent Office will belp" the mdl—'f
vidual inventor. More important, however, I think is-a ‘better ati-
tude or a bettér’ complex ‘better thmkmo by the courts in- sustammg

atents which coriie * before thiem.” How this ‘committee, “how- this:
%011gless can ‘Temedy ‘that’ ‘situation;’ is ‘problematical. “We have’
recently had some decisions which seem’ to be poiiiting 'in'the ‘right’
direction,‘and the courts will perhaps seviously apply t the new pa,tent
law and sustain patents-on’the basis of the’ standard o:E mventmn-"
set, forth in section 108, .

Mr. CAprAx. Do yow thmk that 1s somethlno that is: susceptlble of
legisiation? . S

Mr. HAYDS‘= 1 think it would’ be very chﬁicult it not 1n1p0551bie to
define what:is an inyéntion and ‘what is not an.invention." That is
I actlcally an’ 1mp0551ble definition’ éxeapt perhaps by the ‘present
negative definition of invention. I think the work’of this coramittee,
however, can | ha,ve an 1mportant effect on the manner in Whlch courts

\Ir ‘Hayws, By -the expx&ssm of’ the commlttee ﬂnd Congress,
offered by some resolution on the subject or some further attempt to
liberalize ‘the ‘practice. T have nothing, formulated in mind but I-
think there is an opportunity for the 6ongress to get the Word outf-
to the courts that a more liberal attitude should be ta]a{en. S :
Mr. Carran, If you can think of any way that could be consider
other than legislation we would be happy to consider it. S
Senator, (’MazoNzy. Since you appear fo be the la w1tness I‘
wanted to venture d very brief summary of what seems to me ta be
the substance of the general testimony which was produced here ‘today.
No: 1, there séems to be'general agreement thit the Patent Office
itself can be made a more effective institution to serve the purposes
of the Constitution by PI‘OVIdlllU' the opportunity to the heads of the
Patent Office to prevent the loss of expert personhnel and. to 1nv1te;
new, ‘personne] of hlo*h quahﬁcatmns Do you agree. Wlth that'a
UMy, HAyes. Yes, : 1
© Senator O’MAHDNEY And secondly there seems’ o be a generalf
agreement that there is lacking a general understandable dehmtlon,
of whata pa,tentable standard should b e g
Do you ggree with that?" = & o §
Mr. Hayrs. T agree with | you but T &on’t‘know whether' it'is pos-’
sible to deﬁne a patentable 1nvent10n R L




Senator O'Mamoney, 1 tha.nk you for that comment, Mr. Kegan. I
am sure nobody here would disagree with you.

Certainly nobody on the committee. The United States has made
great progress, but it has not made sufficient progress to convince other
: natlons in the world thsit the time i§ here for world: ‘Peace, so we have
still a lot of work to do and much of it may be done in thls very field
of encouraging inventive genius.

If we can do that by law, we certainly hope to do it.

Commissioner Watson, as I have told you already, two representa-
tives of a patent employees association have asked to appear and I
have told them they could appear tomorrow morning at 10 o’clock.

Discussion off the record. )
enator O'Mamovey. Now are thele -any others here who expected to
be ealled. on today ¢

Mr. Biebel, who is now gone, was openmg g discussion which we
will have tomorrow. 1 might announce that Mr, DuMont of television
fame will be one of the witnesses who will appear here tomorrow.

I expect him to arrive at 10: 30,

Now, those of you who have not yet been heard will be called in
due course.as those who were called today.

May Iask you to indicate whether you would prefer to 20 back to
the Judiciary Committee or stay in this room if we are able to maintain
this room ? :

1 see a lot of affirmative nods around here that seem to prefer thls
Toom.

Mr. Caplan, have you any announcement to make ?

Mzr. CapLan. Only about Judge Hand.

Senator O’ManoNey. Judge Learned Hand will be here tomorrow:
afternoon.

The committee will stand in recess until tomorrow morning at 10
o’clock when it will reassemble in this room.

(Whereupon at 4: 45 p. m. the hearing was adjourned, to reconvene
" at 10 a. m., Sctober 11, 1965, )




'AMERICAN PATENT SYSTEM

TUESDAY, OCTOBER 11, 1955

.. Unrrep Syares SENATE,
SUBCO'\{MITTEE ON PATDNTS, TRADUMARES; AND -
~ CoPYRIGHTS OF THE COMMITTRE ON-THE T TDICIARY,
Washington, D. g.

The subcomnnttee met, pursuant to recess, at 10:15 a. m., in room
318, Senate Office. Building, Senator .J oseph C O’Mahoney (chfurman
of the ‘subcommittee) . pre31d1ng . o _ N _

Present: Senator O’Mahoney. ' s

Algo.present : Robert C, Watson Commlssmner, and P.J. Federlco,
Exarmner in Chief, United States Pa.tent Office’s Julian Caplan, coun-
sel; John Stedman, associate counsel, and Robert Kﬂgore, staff mem-
ber, Judiciary Commitfee.” .

Senator O'MamoNTY. We have three representatlves of the Patent
Office Society present with ustoday. These gentlemen are as the name
of their organization indicates, employees of the Patent, Oflice, They
desire. to make statements to the committee. =

I think it only proper to say for the record as I S&ld to Comm1ss10ner
Watson yesterday, when we discussed their appearance yesterday, it
was decided that they should appear here on annual leave and not by
grace ‘of the Patent, Office.

- They are.on. then' oWn: tlme and they hzwe the full protectlon of the
Bill of Rights, of fres speech

. That sugg ests to my mind that perhaps we could enliven: th1s hea.r—
Aing a little bit by: following somewhat different, procedure., I saw all
of these: patent -minds down here gathered at the reporters’ table a
moment ago. I walked down there and I said that I felt. that the
mlcrophones were misplaced. . We.should have had the mlcrophones
at that table early this morning so that we would have had an un-
restrained record as to that mstead of the hes1tet1n0‘ record. .that' we
!V1ew .

It Would ha,ve been a;n mterestmcr revelatlon, T am sure, of thoughts
with respect to this subject which have 1ot yet gotten into, the record.
Ihope to get them there... One way to bring thatabout, I want to gwe

warning now, I want to call the roll of the various organlzatlons Whlch ‘
are represented; here, in addition to the Patent, Office Society:

The American, Patent Law Assocmtlon the American Bar Associa-
tlon, patent section ; the National Assoemtmn of Ma facturers Iid
the National Patent Couneil. . . ' L
. T shall agk.t epresentatwes o:E ‘these: fou orga
course to tell the committee how they,re\ clr. their d _
.spect to, the pohcy recommendatlons which '_he. n'a‘yke to ns,

t10ns m due




As has'been indicated here; there is certainly no need to: give us.the
protéctionof the Bill of nghts because we operate- freely and. inde-
vendently within the Office and usually in' very close harmony with
the administration. .of  the. Ofﬁce We. do reserve. the uo’ht to differ
whenr and where necessary:- - -

- The Patent, Office’ Soclety is probably best known f01 the pubhca-
© tioh, the Jour nal of the Patent Office Society. This journal is a me-
dium of expression within the patent system and is a forum for the
presentation and’ discussion of.legal and techunical problems and is a
periodical through which all Who are mterested in the patent System
may work for a comimon end. R

he cirenlation of the journal, including the membershlp of the
society is probably now in excess of 4,000. :
. During 1947; the Patent Office found itself in a posfmon that is
strlklnorl 31m11ar to that of the present period, namely a seemingly
1rreve1 sible increase in the backlog..

A member of the society, a patent exammen dlscussed the sitnation
W 1th the Commissioner ; following that discussion he engaged in quite
a bit of research and he had analyzed the factors causing ‘the i inerease
in the backlog. . This work was published in the. ]ourn‘ml aftey it was
made available to the then Commissioner Kingsland.  His article
appears in the December 1947 issue of the ]ourna.l and becatise it ap-
pears to be especially applicable today and it complements particalarly
the first portion of the é)ommlssmner ‘s annual report of the past year,
we would like to offer that work in evidence before the committee.

" The.author of the work is with us today. ‘He iz Mr. Xarold 1Whﬂ:—
more sitting to my right, the immediate past president of the soclety.

I could have 1ntroduced Mr, Whitmore as Dr. Whitmore, since he
does hold. a degree, ]urls doctor, but in: the Patent Office: we have so
many men who have a degree in science and a degree in law, many
of them holding the J. D).,  that a doctor’s degree holds no partmular
reverence; and certainly . no. differentiation in pay or rank. . .

Senator O’Manoney. Have you ever made any attempt. to anal-
yze the reverence that is accorded to that title m other fields? -

Mr. WamL. I understand it is constantly on the decrease. I would
recommend that the committee take this opportum ty to hear from the
author of this article so that he could point out the pertlnency of his
article to the problem now before the committee.

‘Senator O’MauoNzy. Weé will be very glad to have the’ art1cle made
a part of the record and we will ask Dr. Wf}ntmore to swmmarize it.

(The document referred to 1s as follows:: ) : :

[Flom the .Toumal of the I’atent Oﬂice Somety, December 1947 VGI XXIX, No 12]
. “Wrm'r & Gor INTo *HE OFFICE LATELY Y’

By H. B. Whitmore?!

Al is a patent attorney. I am a patent examiner. In these younger days
~when Al and I were first 1ea1n1ng the Patent Office ropes together, a common
love .of weekend campfires bred in us a liking for forthright an(l gearching talk
“that has not lessened with the years,

Al was out at my home in Washington one eveniig Iast week With that
psendo-calm that foretells a coming storm, he inquired, “What has got into the
Patent Office? A hundred and fifty thousand cases awaiting action.. Two years
behind. .And some of the actions I’ve been getting lately !” . N .

1 Examiner, Division 48. .




- Al 160ked doubtful. “Later, I'm- sure these new.men:can;produce. . But as I
look back upon the years:when I was:in:the Office and recall how..I. kuew_ all the
answers in 3 months, had doubis a year later;.and .finally after several years
felt: that maybe I was. really: ibeginting- to.know. what I was: doing;: I realize
that not for some years: can thése: 400 or: 500 new members. of your 900-man
exammmg corps turn -out a large: quantity, ofs that; h1gh-grade work: upon; which
we Attorneys can rely.. Meanwhile, this deplorable delay- is.a heavy and burden-
some ‘drag upon inventors,:upon:attorneys, vpon-industry.®-..Jsnt there some—
thing that can be done now? . ¥
- “What, for example?” i1 HEEE T :

CWWell; to be frank: w1th you,: I understan& the exammers in 1941 were gettmg
out an average of over:9 . cases:a week per-man, while the. average in 1946 was
Jess than 7.+ L can’t help wonclerlntr somehow 1f the Patent Ofﬁce 1s lymg down
on the job,”

© Tt -does look that way, doesn’t 11:? The same questmn has troubled many of
us in the Office:Yet as'T look about me, I doubt whether examiners have ever
worked more consc:lentlously, eﬂectwely, or loyally Is: there a vahd answer: to
this paradox? .

“I have nsed several Weekends recently makmg up graphs from data. in; annual
reports of the Patent Office and elsewhere; just to see what light they might give
on: the eauses of:the drop.:.The graphs and other: information finally prowded
an answer whlch aIthough 1t 1S far from sxmple, seems both sound and
‘complete*” +

‘‘Some causes of what appears on the surface to be a dI'Op 1n productmn are
well recognized.: -Ag -you: know,;: difficult: wartime conditions and: division of the
-Office between Richmond and Washington until 1946 reduced efficiency. - Matters
drising -under: Public’ Law: 690 and. other war-born:legisldtion in many. casés
‘feguire added. time. ' The huge backlog itself causes:-added work;such ag picking
up forgotten-threads in eases notiseen in over 2 years, andt'making:longer inter-
ference searches, Assignment of: primary examiners to help reduce the backlog
of the Board: of Appeals, allowing:the-assistant primaries legs: time for:acting
‘on: casesy has reduced-the -output of-cases...:More recently; output:of the most
-experienced men-hag been: lowered: by the need for: aiding thé mew:examiners.
“Yet I heheve that all of these are mmor causes and that the maJor causes he
‘elsewhere,: K

““‘Begides those Just ment10ned at least seven factors wo1Led together to make
:the number of patents.and: the number of actlons per man per Week m 1946 and
1947 the lowest on record.;: .

- “The: first-four-of these namely, overerowdmg, 1ne}.per1enced exammers, in-
creasing volume of hterature to:besearched and increasing complexity of cases
are ‘easily: understood.- Thevlast three, the effect of.‘whic¢his: mot so readily
realized, are the contraction: ofi:the e\axmmng corps. during ‘the ‘war-: years, ‘the
extracrdinarily hlgh proportion-of new cases 1n the workload and the rlsmg nn-
portance of validity in‘recentyears:: i

“Let us look at the first one hrleﬂy As you know, examlmng of patent apphca-
tions 1s work:that-requires:intense concentration, freedom from noise and: dis-
traction. 8o long agthe: present erowded condition exists, go 10ng das néarly 40
Derfcent more pérsonnel occupy 20 percent’ less office space thin Before the. war,’
the noise and confusion inevitable when interviews and conferences:are prevalent
in overcrowded rooms will continue to make continuous work impossible.®

“The importance of the second factor is apparent from the faet that about
890 percent of the examining corps in 1941 had from 5 to 20 and more years of
e*zpemenee, Whﬂe today nearly 40 percent have been with us 1ess than 2 years

"3 4“When the Ofﬁee 18 behind in ity work, it 1s a continunal drag on the 1ndustries of the
'country " Annual Report of Patent Office to Secretary of Commerce 1927
4 Bee charts Nos. 1 and 27on p, 82. }
"5 8ee the followlng
8 Thig'is no new dlscovery . The-annual report of the Commlssmner"m 1925 stated:
“oThe examiners should not be se crowded fogether as at present. ILffective work eannot
be done in thig manner.”

v 10; 1_;54 Oct. 31, 1947

" Office spaee ocoupied .o
Number of employees therein. ...

1896377 square feet.;_.._ t5ﬁ.g17‘square feat;’

#!




enougli, dominant as this factor was in the 1946-47 period, I haye found no evi-
‘dence whatever that its important éffect.during; the last-quarter century hag ever
Do Mobiee i 5 e T s el g T T T
“T see what that-effect is; suppose we look first at the conrse in, the Patent
Office-of an average application for a patent. - Inmormal times, the normal course
is something-like this. . -An-application .is filed. . Some months later,. the ﬁ]__:sj:
Office action:is taken, probably rejecting as too.broad some, of the claims the in-
ventor has-made. Five or six months.later, the inventor, or the applicant as you
and I call him, files an amendment restricting the-scope of his elaims.. Some
months:after that, the Gffice rejects some claims as still too broad; but when the
applieant: narrows: further by a’second amendment: several -monthg. -after: the
second action by the Office, the (Office finally disposes of the case -¢ither. by
allowing the narrowed:claims and issuing a.patent,. or by finally. rejecting if
nothing patentable is found:-in the claims, whereupon. the application hecomes
abandoned.® Final disposal of the average case:follows itg filing by from. under
‘2 years, when the:Office is nearly current in:its work, to 4 years or even more
vears after filing under the present conditions® i- A few: cases are .concluded
earlier than at the third action, as you know, and many later; but in'general,
cases maturing to-the final disposal:stage hiave:averaged a-fraction over. three
actions involving widely varying amounts.of work. . - e
. . %The time needed:for-the first action because of the long search:involved may
be frerhaps: 8 hours, - The time for:the second is usually less, 4 or 5 hours for
‘example.” “The final’ action, whether it is-a’ final: rejection. or:-an allowance,
ugually takes little time if the same examiner has handled the case throughout
prosecution; often less:than an hour. . It iy self-evident that, as an:examiner’s
docket in a: relatively:difficult art:moves toward one exireme of all old cases ready
for final digposal or toward the: other extreme of all new cases, an output of
15 cases in the first situation-might well require less effort than an output:of
5 in the second. The extremes, of course, would rarely if ever be veached ; but
to realize -how widely the proportion:of. old: cases to new. cases in:the docket
can vary, consider the period 1940-43, which:includes the year. 1941 that you cited.
~ %Ag-a result of a high volume of. applications received during each of the
yvears 1937, 1988, 1939, and 1940, the: number: of -cases maturing for final disposal
in 1941 was large. - The volume of new applications was falling rapidly in that
year, however; and in late 1941 hi{ the lowest point in" & guarter century’”
The:cages handled in-1941,.therefore, included. am: exeeptionally-low proportion
of the:more time-consuming: first- actions: conmbined : with .4 high:: proportion: of
the §peedier: final:-actions. :/Fhe!inevitable ‘result was: a:notably high volume
of cases handled per man per week and, compared with the low number of appli-
-cations arriving,: a notably high-volume: cof patents issued. : The loss of experi-
enced examiners from 1941 on caused the total of actions per man to drop sharply ;
but the high relative volume of:patents issued, which always results when a
period of high volume.of new.applications is followed by a period of declining
volume, continued to be feltuntil-1243,-when exactly the reverse situation began
to appear.’:: - B L L A T T SO SO TR HRE SR PRIT R
- “In 1943, the curve of new applications turned upward. It has been rising
furiously ever since.. This means, of course, that the number of first actions
to be made now is .extraordinarily. high. At :the. same time, ‘the: number: of
cases-filed during the war years and: now maturing ig the lowest in 80 years.
The resulting’ abnormal proportion of new cases-to .old alone would be enough
:tosmake the ;average- time. per: case. abnormally. high. .. This abnormally high
‘average tinde per case s raised: even furtheyr; however, becauseithe huuge volume
of intervening new cases which: must be -acted upon before an -older one ig“again
reached -for action results in a spreading-out: effect, 'The applications received
.in a year, for example, mature over a much :longer pericd. . This further lowers
the proportion of cases -reached for:final:disposal and raises the propertion of
. new. cases™ . The. current: unprecedented backlog.with its resulting long delays,

1 Some 5 to 10 percent of final rejections are appedled. = - ' fe
. 1 Consequently, the patents issued in any given:year reflect not the number of applica-
tions filed in that same year, but rather. those: filed. over a. pericd. some- years, before.
The cloge conformity of the graphs of applicitions filed and of patents issued, meodified
by a 2- to 4-year offget, illustrates this. . . e e
15The volume sank even Iower in 1942 and 1943, . o .
4 This old-new ratio averaging nearly 3 to 1 in 1941 .and 1942, @ropped to about 1.3 to 1
by June 1947. Because of a current drive to get off at least one actlon:on new.cases, it
is‘mow about. 0.8 tol. .. ol . S T




“Perhaps this barrdge of eriticism arose partially as a result of the emphasis

within the Office:on more patents instead of on valid patents and as a result of:

the sad state of the presumption: of validity which followed upon the negleet of

guality that andesirably but inevitably resulted from this comtinuning émphasis

on quantity. Perhaps, on the contrary, it was mere coincidence. Whatever the
reason, there began to dppedar in the late thirties a feeling among examiners and

others that patents had better be improved, or else, The damage that too many

invelid patenis were doing to the patent system and to industry became widely
acknowledged. Directions were given in the Office to make first actions and

searches more thorough, even though it might take more time. It was indieated:

that if extra hours on the first action could reduce thé number of actions and the
total time needed to bring an apphcatlon to issue and produce a better patent,
the extra hours were in order.  The Jonger average time per action would result

in & lower seeming production of fewer actions per week; buf the actual produc~
tion, because of less tota.l tune per patent and more vahd patents, would ‘be

better.” - -
“It was about that time too that a member of the Board of Tmterference
Examiners said to me, ‘If I were back examining apphoatlons now, I'd pay a lot

more attention to whether the claims are definite enough, whether they fully'
eomply with R. 8. 4888. If examiners would pay more attentioh to what some -

of these vague claims we get really could mean, and maybe search a little longer

before saying the claims are patentable, a lot of claimg would not be allowed.

A Tot of interferences would neéver he get up. The proportion of valid patents
would be higher; and Office and inventors would all be saved a lot of work and
expense.’ A member of the Board of Appeals told me, ‘Examiners in their state-
ments ought to take time to explain a little more about the background of the
inventicn and the problem involved, and a little more about the reeogmzed

equivalents in their arts which they apparently know. of but seldom talke timeé’

to look up and’ put into the record. If they would do that; instead of assuming

that we on the Board are experts in arts we may never have seen or heard

of before, more final rejections would be affirmed and fewer bad paterits issued.”

“This type of approach, taking more time per action on each case but leading 0’

bettar patents and higher overall eﬂimency, wag approved and eneouraged Less

and less emphams was laid on quanfity. Quotas were seldom mentioned’; and in
1945, the Comimissioner issned a memoranduir which abolished quotas as a
criterion of performance because of their effect in emphasizing quantify rather’
than’ quality, and charged the primary examiners with responsmlhty for glvmg :

properly hdlanced consideration to both quality and gquantity.
“This geventli factor, this trend toward more thorough and more’ eﬂicfent
actions, lowered the number of actions or ‘seeming’ production even-while the

acedal production was being increased, It is'a factor which has had & b~

stdntial if not readily vigiblé effect.”

Als reaction to this was fast.” “Not in all cases,” he gaid. “Some of the actwns;
I get show that the get-’em-out-somehow spirit of the early thirties still exists,,
Yet most of my cases have been more carefully handled in recent years. Some’

recent actions which seemed not up to par were by examiners I did not know,

quite possibly some of them new in the Office. T beheve I agree with you that
thig last factor, even thoungh herd to measure, has in many cases and on the.

wholé been an important O, .
“No one alone of the dozen or so factors you have listed would explain the
drop in what you call ‘seermning’ production. But taken together, each cumula-

tive with all of the others—I begin to wonder whether the 1946-47 volume of
eases Per man may have been too high. Such a high velume may have indicated

that good searches, $0 essential to validity, were bemg dangerously skimyped.
“You discourage me, though. Are all these things going to keep on making
exam.mations take 1onger and l_o_nger, with backlog and delays. getting worse and

worse? Oris there a chance of getting back toward the 1941 situation you spoke.
of, when the number of patents issued and cases bandled was high, when back-_

log and delay were less than half what they are now?"’

“Thepre is not merely a chance: there is certainty. We are on.our way back
right now. We are slowly gettmg more space and more eXaminers, As the
Board is catching up on its docket and the number of primary examiners needed
there may soon be less, assistant prmmry exarminers may be able to put in more
time. examining apphcatwns Furthermore, because the mew examiners are

learning fast and need less help from other examiners as the months pass, the _

output of both 6ld and new examiners steddily lmproves
683832—5H6——9



and:-ander: present corditions, mamtenanee of a stan
restltsin any presumption of validity is'go ble \ ;
¥ Look back for a monient ft'the variou _uses of ‘the. drop m patents 1ssued
and in actions perman and judge What th ect will be aver the next,9.months.
Two bundred wholly ‘Hew men are due to arrive, if we can. find them, - Overs
crowding, until much ‘Wofé space is found, will "be. even. worse.. The latest
arrivals will still be in their ‘pericd’of Ini al low roducho The 11terature
to be searched will be steadily increasing.’ ) e
- “Other:factors, fortunately; are, slowly turmng in our fav T yet in. the I1ght
of the highly experienced examiners of 1041 compdred with the over 40 percent
Inexperienced examiners of 1947 and of the 1041 low proportion of time-consums-
ing new cases compared with the phenomenally hlgh proportion: of such cases
handled in 1946 and 1947, the Grop ih production is clearly Jjustified. In fact,
combined with the other causes still operating, these factors fully warrant your
guestioning ‘whether, under.-today’s conditions, even the existing number of
cases handled may be go high a8 to indicate that under pressure for increased
‘production,’ the searches so vital to good patents are being dangerously curtailed.”

“God help us if that happens,” Al interjected. “Do you know that an im-

¢reasing proportion of my work lately. has been defending ‘Some of my clients

against harassment by the holders of those very patents of the thirties you were
talking about? Patents are supposed to be for. inventions. When they are
granted on some trivial change in design just because the examiner was not
allowed time to do an honest and reasonably thorough job on the case, the
result is nothing but trouble*®

“Look at what happens when you con:tbme such handlng of apphcatlons with
the reasonable doubt doetrine. In the first. place, I.might say, where the rights
of 1 inveritor are to be balanced againgt the rights of 140 million other Ameri-
cans to whom the accrued fields of knowledge belong, I've never been able to see
why in the world reasonable doubts about what iz invention should he resolved
against the 140 million and in faver of the 1. When you give the applicant not
only the benefit of reasonable doubt but also the dubious benefit of an unreagon-
ably skimped search, it seems to me you are hoth defrauding fhe inventor and
making trouble for the other 140 mjllion. The progress of sc1ence and the arts.
ig not'advanced,. It is hampered.®:

“When I get 2 man a patent, 1 Want it to be not just a pretty paper that won'’t
be worth a dime in court, but a velid pefent. No, sir; the job of the’ Patent
Office is not just to get out.patents.. It.is to issue whd patents, for contributions
to the progress of science and the arts that are clearly invenfions. Issuing shaky
patents based upon sklmped searches 1s one Way ef cuttmg backlog I do not
want to.see..

“1 suppose there are ways ‘we! attorneys can help lighten ‘yotr 1oad, a.s by
eutting some of the fat out-of our specifications and ciaims,” by making & sincere
effort to advance the case as far as possible toward issug thh egch. amendment
we file; and in other ways that have been stated before. Provided, the examiners
take time to.do the same, that is; for let me tell you, nothing burns me Up more
than having an obvmusly superﬁmal and hasty action in reply to an amendment
I have really labored over.. Nothing, that is, except having: mted in the fotirth
action . a reference which a reasomnable search would: have turned up in the
beginning. But we were talking about what the Office, rather than the attornevs,
could .do to reduce-the backlog. Aren't there ways the Patent Oﬁice ct)uld in-
crease production withont damaging the resulting patentg®" " '

Within Jimits, yes. - Suppose wé look at-what ways thére might be. Basreally,
of courge, there are only three. : They are 'to increase the time of Work ‘to'in-
crease the pace of mental activity, theintensity of effort during the time Worked ;
and to eliminate from the eontent of Work done both needless duphca,tlon of

e The Office has seemed to be grovmg in thls respect The proporhon of applieatmns

abandoned which averaged below 80 percent from.1985 through-1944, rose to 32 percent
in 1945, 36 .percent in 1946, and 41 pereent in 1947. Tightening of Office standards of
inventions-and more thomugh work to prevent the isgsuance of such patents based upon
“gome trivial change in design” seems the most likely explanation.

‘18 “While the prhnary function of the Patent Office is to grant valid patents, an equally
important duty is to prevent the grant of invalid patents to delay and hamper Iegxtimate
industry,”” Annunal Report of the Commissioner, 1025,

.. 2. 0ne of the attorneys.who. urged -the publication of this material strongly contends
tha.t the number of ¢laims covered by -the first- filing-fee should be limiied to five, with 5
or more for esch additional. claim...The-load on the (Qfice, he coriténds, wonld thereby

sharply reduced, certain. oh:;ectlonable features of -the patent system as it exists wonild be
removed and the Worthwhﬂe objectives of the patent system-would-he betteraccomplished.




ting hard to:live with.": I-‘believe that no- substantial gain remaina t"o be ae-
complished here,

“The. third possibility of mcreasmg the number of cases per man beyond the
tncontrollable eyelié factors we were speaking of earher, 11es in’ elumnatmg need-
less-duplication of effort and- in ‘cutting’ corners.’

““The Commissioner welcomes eagerly any suggestmns along this line. "He
has already authorized certain procedural changes and pasged on to the ex-
aminers .those suggestmne found meritorious.  He has indicated- that he' plans
to continue his efforts in this respect. For the most part theé suggestions appear
to reflect improved practices already existing in-some  divisions but not in'all
Their total: effect will' be helpful, but probably will be small because most of
the examiners; by and large a highly intelligent and hard-working lot,:have
already eliminated -duplication and whittled away nonessentlal corners to the
point where few expendable corners are left.22>: ..

“Further, things which may heIp output at the moment but w111 unquestlonably
hampe1 the work of future examiners are oceurring; - Techniecal lectures to keep
examiners:in touch with current developments have been geverely curtailed.
Reading-and filing of: excerpts from:ecurrent: technical hterature, essentlal not
only . for the same: purposes as the lectures but alse for use in’searches-in
relation to future applications, are being skimped, Reading:and making notes
of pertinent disclosures on: patents received for hhng, a practice found immensely
helpful for shortening: searches in - ‘the past, -is ‘being discontinued by many
examiners for lack of time:- -Other: corner-cuttlng operatlons of hlghly debatable
wisdom are already’oceurring;

" “Beyond . thege,; can-actions per man- be further mcreased‘? Only by -cutting
dowxn:on the searches. Yet mstruet:ons have been clear not to reduce quallty
of-gearches. . What is the result?

“Tt iz theresult: ustal when peéople are: urged to travel -in two oppos1te ‘and
{rreconecilable directions; ~Where  the pressure poits, they go. "' To’ illusirate
current: thinking w1th1u the Oﬂice, let me quote a few comments I have he rd.
recently: ; -

My H, a0 conementlous assmtant pnmary'\ ‘I’d Iike to ifierease my output
of cases as he agks—but I've already done all I know how to do to mcrease it,
I gee tio:way of increasing it further, Tmiless validity doesn’t count.’

- “Mr. Ti, & P-5 examinér s ‘If they tell me I ought to zet olit ¢ight'cases a week,
I'll do it of course. But I'd hate to-buy a house with a title search no better
than thekind of ‘seareh that can'be made on my cases in‘the time’ they dllow.’

SMr. X, acprimary examiner:: ‘Whilé 1o one has- detually said so, it looks
to me-as though they-think that anyone who goes outside hig own d1v1510n even
if ‘he knows of places he should search, is doing too’ good : :

- “Mr, W, one of the many.miew men recently transferred fiom’ other Government
agencies: ‘From what I've geeii,“and the other hoys say, there ign’t an organi-
zation: in-Govérnment-anywhere that i doing a'finer ‘and better ‘balanced Joh.
‘What is all the wailing about? :

- %A miember of the Board of Appeals, after’ sendmg 4 cage back to the exammer
for rejection ‘on 4 substantial ground instead of on & techmcal ground: ‘He Just
wanted' to get off an action.’ ~And, ‘There are plenty of ingtances of reversmg
a rejection “on the referenceg mted” Wwhere weé' beheve that, if the examiner
had felt he could take time to look he would ha i ed added art whlch Would
shiow ‘hig refection correat,” = -

“Mr. B, another P-5 exammer-"Right: now, the Officé ‘Feminds mwe of the re-
sourceful lad who decided he could carry . cow: if he practiced on it évery.day
from the time it was a calf. When he found the load getting beyond him, he
decided to.cut a few corners. First the horns went; then a leg ; At lagt the Head ;
but he sudden]y realized it wagn’t 4 cow any longer Theé' Office has carried g
steadily increasing load of granting patents;  Welve eut off. the horns.: We're
trimming off a4, leg now, though maybe the patents will still be able to ‘stand up
with a 11tt1e bolstermg and: gentle handhng - But if we cut: searches fm'ther-—-
they just ‘won t ‘e patents any longer P

2An exception perhaps more apparent than renl ig thig., The mind of theindividual
ig.a:tool.  Like a complicated machine, it works in long:accustomed ways, .The efficiency
of its. pmcesses and - procedures often:ecan: be greatly improved runder: ihe guidance of
experts highly skilled in this field; but to: achieve a radieal re-forming of:mental processes
without- external- aid -is . for most minds so. difficnlt as to be nearly impossible. © Any
hope. that. mere pressure for inecreased volume of .oufput:would achiéve unaided such a
difficult. result as:this rather than the easier result of -curtailing' searches would seem
based upon Inadequate recognition of some of the most basie faets of human nature,




+“Thege comments. are typical, of many—hits of -smoke.. showmg the drift of: a
Wind not yet of gale fotce but well worth watchmg -
;"The situation in the Patent Office.as.I; see it is this.. Comparmg- what I have
ealled the Seeming productnon of -the past -year .with -the last: prewatr year of
1941, the administration found figures.shiowing a:sharp-drop:in:cases handled.
ZThe fact that all davorable. factorg, most.of thembeyond theicontrol :f the
Oﬂice, converged._ m the year. 1941 ‘the last.prewar.ormormal year which naturally
was, takengas, the ‘basis for.comparison, was not: appreclated Snmlarly, the:.fact
f i

superficial aétmns for the'pmpose of, presénfm a false front of accomphshment

but.in:realizing and pregenting the truth.:..
T “The blame for the present: condition: of our acklog lxes nelther 1n the opera-
tion-of the Oﬂiee not; in.the nature of the American patent. system. . It lies-entirely
‘in: the -past. delay, p()ssrbly not whelly -avoidable at the time; in expandmg our
staff. to, handle the tremendously: inereased -load.:; The condition .is-even now: in
;the proecess.ofrbeing cured, Perhaps 800: examiner: assistants ‘will: be needed to
£Aarry our current load,;. assummg no ;further increase in-the-rate of filing new
-applications .. How. many. examinerg we have-above;that: number Wlll largely
determine- +the rate at.which the backleg will.be eut down:; <o -

“What then lies ahead? The Patent Office basically-does not decuie the polr-
-cies; ;. These are decided. by. the.people throngh: their. agency .the Congress.- It is
th » Patent Office as. @ part. of the Department of Commerce to. present
he true picture of the alternatives,we faceand of their. effect: upon
dindustry, npon. the: patent gystem; pon Amenca 5 140 million citizens. =; -
hat; picture.is -this. . The Patent Office:now has a tremendons: backlog of
Tk that 1nvolvesgdeplora.ble ‘and; damagmg delgys. It- arose not through any
laxity of work, but through the delay in expandmg the examining corps--to
Jandle yastly, increaged. work §_-AS to. what shall be: done about 1t, there aretwo

“0ne zs to drop the qual V. of searches v1tlate agam the presumptron o:I!
validity, perhaps even, go.over; to.a,registration system, 1n order that the advan-
Tage of . qurck digposal of ou backlog may: be gamed

“If the people of this country want. to maintain the. advantages of the examma-
tion system, if they,, through their 1epresentatwes in Congress, realize. that the
present miess iy not a fault.of the system, but merely a.sick condition ariging from
Aa temporary shortage of ex'a ¢ ners in 1944—48 Wh1ch can be well on the way to a

mg in truth o, advance the progress of science and the arts"

Mr Wrreyorz, Dr Whitmore is s very urafam;lhar sound used only
m self-defense’in university, o1rclos.‘_ A
o’ thin ch comment, is. necessary on the article which-will
be'in the record.i. As I.read through it 1ast: night, the circumstances
with which®it dealt at:that time-are amazin Ely cloge to theé cireuni-
stances today. “Thé causes for the’ bao];_log, e tremendous pileup of
unfinished work, are almost 1dentloal A few of the Wartlme factors

K gﬂZ[n. the similar 1990 32 perrod of mtensely active technieal development applica—
tions averaged:about:80,000-per:pear, with-the number of examiner:assigtants averaging
not far from 600, . Allowirig for: inereasing. .complexity of ‘the work:and a correspondingly
increased foree: of classification examiners to -keep. the enormous masses: of -technical infor-
mation in shape for the most rapid and eflective searches possible; thig:fiziire for-exam
assrstants Beems adeouate to: keen the work eurrent onee th baeklog> is W!ped out

e




effort and those desirable but not wholly essential items which may be omitted
without appreciably increasing the possibility that the patent may be invalid.
“Can the time of work be increased, either wifhin or beyond the regular 40-
hour week? As in every large organization, there are some people who, while
they would never think of stealing the Government's money, would not hesitate
to ‘borrow’ a lttle time now .and then for eatching up on the morning news
or for strefching the lunch period to get in a little shopping.. The proportion is
not Jarge; -and since all supervisors are under. striet and coptinuing orders to
see that all employees put in their full 40 hours a’ week, it is believed that no
medsurable gain can be accomplistied in this direction. -, .. - . .. w0 n
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. “Beyond the 40-hour Wweek, overtime -work. is. a possibility. - However, the 48
hour week during the war when compared with the current shorter  workweek
does not seem to have produced a commensurate -gain in outpit, because of
slowed rate of work resulting from .greater fatigue or other-éauses. Further;
when the most experienced and.valuable.examiners. find that “ime-and-a-half’
pay for overtime work turns out to be considerably less than their regular hourly
rate, léss in fact than they would frequently have'to pay laborers for:doing
work thiey themselves would otherwise be doing at home, the resulting sénse of
unfairness might, not.. improve. either .morale- or production too much™ For .
these or perhaps other reasong, the administration of the QOffice has apparently:
felt it unwise to resort to overtime work as the solution of the-backlog probler,
A% to the gecond possibility, the intensity of effort, the mental pace of search-
ing, thinking, and writing.can be stepped.up within:limits, at least pending the
arrival of ehronic ulcers or heari failure.. ‘The continuous pressure in this di-
rection has already brought many examiners toward the state typified by the
remark of one examiner, ‘My wife says I've been so jittery lately that I'm get-

‘ hFor-ekﬁﬁipllé, fypieal official rates for the more experienced examiners, mogt of Whoil
have degrees both in science or engineering and in law, are as-follows: .. .0 ¢ ".0°
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:.;#The.third and fourth, factors: I mentioned, namely; increasing field. of search
and increasing complexity of both apphcatmns and patents, are. probably Irrever-
gible. ;i The fields of human knowledge will continue to expand, and, the propor-:
tion of complex cages may continue;to increase.. . But the: fifth. and sixth factors,
are already beginning to work with us instead of. against us.. . .

uThe fifth factor, you will recall, involves; the, slowed wmk and Iowered output
whleh results from the eontmumg study and research necessalry when examiners
have to.broaden .their work. to cover larger. and prevmusly unfamlhar fields.
When the examining COIPS. expands, of course, the opposite occurs i As Tew,
examiners become expert in- those. portions of the arts which, are b ansferred.
to them from.older éxaminers, ‘each one of the enlarged. corps of examiners will
be able to concentrate his Work in 2 smaller feld. He will be able to curtail
greatly both the amount of expanding study. and. Tesearch necessary .and the
average amount of tlme spent per cage, This faetor is just beg*mnmg to, mcrease
the average number of cages each man. ‘can handle®

“The sixth factor, the relative proportion of new cases and old is jUSt PaSSlﬂE,
its.-worst point, and very. soon will he operatmg in our favoer.. I said. earlier
that perhaps fewer than 30,000 patents will issne in 1948 pecause..of. the few
applications filed:in the war years. .Late in 1948 and in 1949, the graphs of.
past and present. trends indicate, there. will come a rapid rise in the number‘_
of patents issued, and.a lower proporticn .of new cases to be acted. upon.” The
graphs predict that the end of  the fiscal year 1949 may . find. the number of:
cases handled per. man-week automatlcally moving. on toward 8, and the number
of patents rising possibly to above 50,000, There will come, too, .a large decrease.
in the delay between the filing or amendment of a case. and the time if is- reached.
for action.” =~ -

“Doeg that mean that We attomeys may expect the backlcrr to. drOp imme-,
diately? = .- .

“Yes, and no. Past expenence suggests that if we were current in our work,.
a force of about 800 examiner. assistants handlmg the. present incoming. load.
would keep.us currént. With, 900, examiner agsistants, thevefore, we can start
ciitting down on. the baeklog.’

«“Tq see the effect on the backlog, notice first that a backloﬂ has two e.spects )
that of volume, and that of delay. Because 30 high a proportion of the cases
handled now are new cases and practically all new cases are ainended at least
once, the expected increage im number- of actions now will simply mean an.
equally increased number of receipts of amended cases 6 months from now.,
With receipts of new cases and amendments continuing durmg the intervening
period at their present rate, thiy may mean actually am increase in volume of
backlog a.year from now. Nat until these applications are finally disposed of,.
most often on the third action, will the volume of backlog drop steeply. ._Only
the delay will begin to decrease 1mmed1ate1y .Given then .a forece of 900 or,
more examiner assistants and space in which they can work, the delay aspect
of backlog will begin to decrease immediately: and the volume of backlog will
be dropping moderately by late 1948 and steeply a year later,

“The angwer to your question as to whether ‘somethmg can be done now’.
seems then to be this. If we wigh to maintain or improve the quality of actions
and have patents free from the criticism of the. past decade, we can c¢ut the
backlog deeply by 1950, or sooner if the number of examiners above. the 300
necessary to break even is somewhat increased. If, however, under the dlstress
of a eondition which by 12 months from now wxll be startmg to improve, we
frantically swing the emphasis back toward quantity as certain portents now.
suggest, we could cut the backlog somewhat sooner. But would the patent,
system survive another such attack as followed the similar swing toward_
quantlty and, inevitably, away from validity, back in.the early thirties?*

. “What do you mean when you say, ‘Certain portents suggest’?’ o
%7 mean that the symptoms of. the late twenties are reappearmg The

exhortations to increase output again show traces of an unrealistic and faintly
panicky intensity; always, of course, with, the proviso that the quality of the, -
action must not be reduced, an insistence which, Whlle unquestmnably wholly
gincere in motive, is oddly suggestwe of thsthng in the dark. The guestion
many examiners are agking is not whether reasonable guality is " desired, but.
whether, 1f an inereaged volume of. cases handled JIs insisted. upon at this time.

in Note. from chart 2 t.hat in 1932—33 after the new examiners dded m 1929—31 had1
gained experllience, the expanslcn ir number of exammers reeulted in an. mcrease 1n aetmns‘
Ter man-weel ’




1nev1tab1e beeause ‘of the longinterval between: the arrival of so:many: new
appllcatlons ever zince 1948 and:the arrival beginning in 1946 of enough new
examiners to handle them,” has thus brought about the worst possible situation,
with a fair probability that the fiscal year ending in June 1948, still . reflecting
‘the relatively low recexpts in 1943, 1944, and. 1845, :cay; well find. fewer: than
30,0 ‘patents 1ssued Th1s ‘sixth’ factor ‘hag hadran adverse effect. on seemlng
low production hever approached in the recent history of the Patent Office.” :

T Al looked leéss doubtfil now:: “Looks sound to mie. - But before you.go on to
‘the lagt factor, why do you say:‘seeming’low productmn? Compared. with. .the
9 actions per man-week and over 40,000: patents in 1841, isn’t 2 1946 production
of less than-7- actmns per mau—week and only 24000 patents actual loW pro-
"duétion’?” - ‘

ey answer that let me ask you a questwu The engmeermg college where
you studied ‘graduated only 50 men last year. Was:that low production?” .. .

“Tndeed not. - In-fact, the old schook-had the highest enrollment in its:history.
The’ only reason so few graduated. was the smail class-that:came:in-during the
‘war, . But-the freshman and sophomore classes »v"they re practleally sleepmg in
‘thepark.” S
- “Maybe ‘the: semor class that wﬂl graduate next year 1s small too‘?” .

“Yes, the same situation as the clagg of 1947 <o

“Very well. ' There's ‘your answer.-. Due to the unfortunate lag m bulldmg
up our staff to take care of the'increased load: and the resulting deplorable delay
in' reaching cases for action applications that:were filed in:the late war years
will average nearly 4 years before final disposal, instead of less than 2 years, as
has been the .cage in the/past,-and can be the: case again soon, perhaps even by
1049 or -1950-if encugh -examiners are available.. The:number of patents now
“eraduating’. depends not upén how many- applications . are being-filed now, -but
upon how -many ‘were ﬁled 3 and 4 years ago, the lowest number, as a mattel of
faet in25 years. - - S e

I summary -then, the nnmber of patents 1s low because the IlllmbEI of apph-
cations - now graduatmg iz low. The: number of actions is low: for:the reasons
we are discussing.: This low number: of patents:issued in the current year -and
‘this. low! current  number: of -actionsper:man, like the few: graduates:at.-your
schiool, ‘are what I mean-by ~seeming': production.;: But-the actual-production,
“the-smm total  of hard and-effecfive worl ithdat will show up:-in:higher: figures
ater-on; just as your graduatingiclasses 2 and-8: and.4-yéars hence 'will show the
hard work the professors are doing now}:has: néver, I helieve, been:higher.” .
*h“I‘?s’ee what you mearn: Now for the seventh faetor you mentwned’ :‘What is
-that i ‘ : RRES

HTEiE A hard one. to deﬁne, OF:; statlstlcally to evaluate Gall 1i: a cycle !
trend A trend toward 1ean1matmg the:dear- departed presumptlon of validity.
‘Angwing from emphasis- on-quantity toempliasis:on:-quality, - from: the: erate-
. maker’s: philosophy  to the :eabinetrmiaker’s philesophy. A trend from: the :philos-

-oph¥ that.enough: work :should:be put:into: examining applications:to: regult in
patents which probably, as a rule, if ©ot handled too roughly, will. when:liti- .
gdted have a fair chance of holding up; to the: philosophy that any: patént issuing
~from the-Office should ‘be:so eompetently gearched:and g6 clearly deﬁmtlve of an
unmistakable inverition.:that:litigation:1s seldom iever begun, -~

« “Do: you remember the ;gituation of-the: Patent. Office in the: late twentles‘?
A gndden pileup of cdses:beyond the capacity of the Office.to hahdle;resulting in
.long delays and a.backlog ithat 'wasn't reduced below: 100,000 until:19312: : And
-all throught thatperiod, the -driVes;.‘:th‘e‘-exhortations-, the quotas, the constant
‘pressure-to get-outmore-cases? :Not to et down:on the thoroughness, of .course,
‘but still,-soinehow, get out more. cases? Understaffed and: plagued by ai backlog
-that -never dropped far below 40,000, the: Office continuonusly emphasized quantlty,
nutik finally. in the late thirties; this: emphasis showed symptoms of :change.

2411 wag the years beginning:in:the late thirties that brought:savage attacks
on the patent system. The long-established presumption of validity-had.devel-
oped a marked anemia. Courts,.speakers,: writers. began.to intimate. that a
hlgher standard of patentablhty.should berestabhshed and an: ommous ‘ﬂash

15 Compare graphs of examiner, ass:stants (chart 2) and applicafions filed, (ehart 1.
‘18 The nuamber of patents issued is, of course, only that purt of the,cases. disposed of
which are published. ' In 1946, whes about 24,000 patents issued, fAnal sctions in 13,000
aflditional cases resulted in abandonment for a_total of some 37,000 final d1sp09als See
chart 1 graph showing total of aIl cases, ‘both allowed and abandoned




“The. thu‘d factor'is: the rapid lengthenmg of the:fiéld of:search which must
be’ made oniehch application as the yearsipass. : The:technical: publications; the
‘texts, thie handbooks upon which:we must rely’ so often for-the knowledge of
‘those skilled in the art multiply rapidly.:: The total of:patents granted increases
an averagd of 20 percent every 10 Fears.” : The-increased length of search.is often
far greater than/even this:20 percent would indicate, however; for.a high: propoz-
‘tion'of the applications now pending areiin active .arts wherein the number:of
‘patents-has 1ncreased not merely: by 20..percent;: but by 100 'nd 200 pereeut m
recent years.® H

“Closely related to this third factor is the fourth, Whl(.h 1nvolves the 1ncleasmg
proportion:of: ver'y compléx system ¢ases,: 1nv01v1ng theories; methods, functions,.
‘and system arrangements, Such-as. complicated:automatic mechanisms. and- con-
trols for modern . industrial machines. and.processes; wholly impossible to search
reliably by the good old orthodox method of scanning drawings. As applications,
‘they are difficult to examine::: As: patents, they are-difficult:to search, -This-in-
‘creased complexity, compoinded upon the greatly.increased number of patents
and publications that must be searched, is a:truly major.cause-for the decreased
number of cages that can be handled adegquately in a given time, Doesn't your
‘own work. as ‘an:attorney:show these same factors of .increasing difficulty 7 -

. “Definitely: yes. . In fact, I fear.that these same factors are going to keep.on
growing, that the work-involved in the.sort of examination of applications which
the American system has had.in:the past:may become, 50: great, 8o expensive,: that
we may’,have | 20] gn‘e up exammatlon as we know it, and adopt the regmtratmn
gystem.’ i
T You fear it don tia Iot of people thmk it would be a good thmg auyway?”
SHSome do; yes Although, personally, 1:can’t-see the- gsense in throwing the
burden of ‘opposing’ an-application. upon: thousands and thousands of engineers,
inventors, attorneys, and industrialists who already: have work enough of 'their
-own, when.a few. hundred men in Washington: charged with: this sole duty-can
put their. whole time on it, probably-at far:less cost.to the country.;;-But you have
told me about only 4 of those 7 factors you mentioned. . What about the others?”

“The. fifth one is the shrinkage in the:examining:corps during the war. E=x-
aminers, ag you know, in’ time become, specialists, eXperts in concentrated fields
of knowledge. - When nearly a.quarter of its specialists were:lost:.to the Offce dur-
ing the war period,’ the remaining force had to take over their work, reading
extensively to expand their own fields of knowledge, working .cautiously to avold
mistakes, often-in fields wholly unrelated. to.their .previous. woxk - From 194‘9
until 1946 this greatly slowed their work and lowered output.- :

“The sixth factor ddversely affecting-the nuntber of actions per week during the
194647 pefiod-involves the-proportion:of mew; cases to old in the docket of -cases
awaiting action by the Office; the proportion of newly filed applieations, in-which
the first search is to be made, to cases which, having been rejected by the: Office
and amended by the applicant one’or more times, are ready for the-action which
fma_lly dlsposes of the case by 1ssue of a patent 01 by abandonment . Cuuously

TAR extensive study by Mr M F Bailey, supervisory exnmmer of classiﬁcatnon in the
Patent Office, indieates that between the years 1925 and 1945, the number of ltems to be
search(-%d inc]udmg foreign and domestic patents and techmcal public&tions mcreased BT
per et

-8 Bee the followmg.

. Typicel'éxamples: General nature. = | Class | Subelass _l?matglﬁ 1947,

Electrical ore detecting. _ . _ccoocoe . 175 [ igg 1700 34T

- ‘Minarel oils, eracking, dlgestmg ‘ aeft 186 - 52 o126 665
Power shovels, ete. oo 214 40| - 130 238
Electron tube detectur apparatus. 250 e 707 1, 287
Carbon compounds, acyclic amine 260 3% L7 .66 117
Vehfcles, Irlctlon spring devlces---. 0 [ AR SRTTRRN: T AU | 2 S 423

? Qee chart No. 2. The graphs on this ehart, which were prepared hy the author for
thig article from official data collected by direction of the Commissioner, are correlated with
the graphs of chart No. 1 to permit guick comparison. As the length ‘of workweek varied
from as low s 39 hours to as high as 48 hours during the period studied, the actions per

man-week are all adjusted te.a 40-hour-week basls. The sharpest drops in cises handled
per-man-week appear in ‘1834 and 1942 both years in. which there was [:4 malked drop in
nuinber of exammet assistants, :

19 On chart No. see gr %’h showing ratic of old cases hundled to uew Hxeept for the
years: 1933, 1934, nnd 1942 when the number-of -examiners was declining, -the actions
‘graph’ follows closély the ¢li‘new-ratlo graph.




Some 3 hours later; he: said tHoughtfully; “Somebody. ought to tell us. these
things.” .- -Others-have sinee agreed -with Al.. Perhaps they are right.. ‘Perhaps
some of the, cond1t10ns, the changes, the curréni great dangers. to pafents and
the patent system, even though many are pmmarlly matters of office adminis-
tration,.so vitally affect all' who' are interested in- patents. that they should :bhe
more widely koown. and discussed. To those who like Al have wondered, the
pages which follow give the distilled conversational essence of that evening.

o FAL hundred and fifty thousand cases. awmtmg actlon, and 2 years behmd.
How did the Office get that way ¥ -

“To answer that, let’s go back to 1943. In that year the Office had only
39,000 ‘cases awailting aetion, was less than: 10 months behind in its work despite
a war-shmnk examining, stafﬁ New apphcatmns were coming in at a 44,000-a-
year rate. Barely more than 400 examiners were examining applications; but
the proportion of experienced exammers was hlgh and the backlog Was reduced‘
more than 5,000 cases that year.:

“Toward the end of the war, the picture changed Apphcatwns began flodding
in. With: the number of examiners still.falling, the annual rate .of filing appli-
cations rose to 50,000, to 60,000, to 70,000, and is now nearly double the 1943
rate. Is it’ surprlsmg that examiners just able to carry the 1943 load have -
Leen swamped hy an increasing load now arriving at nearly twice the 1943 rate?”

“But haven't you'inore examiners now? . Didn’t a 1ol of experienced men
retorn-after the war? And haven't a lot of new ones been.added ¥’ -

“Unfortundtely; only a handful of expemenced examiners came back e,fter
the war, Hven that gain wasg partly offset by the loss of other experienced men
who found income and working conditions elsewhere more: attractive. ' This loss
was recently slowed by estahhshment of ‘& betrer -galary clasgsification: for exam-
mers, and by general mlsmg of Government salarles £o: oftset partlally the rise
in the cost of living*

“As 10 new men there is real hope SOme 230 new examiners have been
added recently. Nemly all of these aré engifieers and scientists, untrained
in law ‘and patent matters. Much time will pass before: they can turn: out a high
volume of dependable worl; but to shorten the period of low production, the
Office is giving, in addition to an extended training course similar to that given
for so many years by Supervisor Wolcott and. others; 4 new. 7-day prehmmary
course, Thig covers'briefly the nature of patents and: the patent system, and the
basi¢ elements that make up:the :complete and :dependable examination of: ‘s
patent application throughout presecution.: New men now. go fo the. examining
divisions equipped with at least the voc-ibulary 4and. understandmg to give them
4 faster start in ahqmbmg Tapidly the skill which years of expérience will bring.
A few years frolu now, they will'pull their own weight. Today, they have almost
stopped our: backlog from growmg, but to actually reduce 1t still more examiners
are needed: ."; .-

“Aware of thls need Congress has authomzed the addltlon of some 200 more
examiners in 1948, Oan they be added? Highly. quahﬁed men willing to work
for thé salaries available have been hard to find.: Ufitil' more: adequate space-is
provided for the Patent Office;: room . for-expansion is nonexistent.. Given ades
quate space, funds, and personuel to.ntilize our full authorization of 900 examiner
assistants; and time enough to, brmg them nto fully eifectlve productmn, you wﬂl
see that backlog cut down » R ) . ;

2Advancement to upper grades has been’ aceelemted somewhat by’ brmgmg ‘the ‘exam-.
iner positions more closely inte line with the Federal Classifieation Act. To offset the
increase in: cost of living now reported:to be 63 percent above 1939, 1947 examiner galaries
in the professional grades P-2 through P-6 compare with 1839 as follows:

" Annual salary

Inerense

et “Pereent
Assistant examiner, P-2 5 g,
., Assgrinte examiner; P-

Examiner, P—{_____

'-Etammm Pﬁﬁ
"+ Primiary examiner, P—

T SRo®m-




What sort of diseussions do you have in these organizations, what
debates do you have, what disagreements do you bhave, if any. How
do you work out the recommendatmns that you want to make for the
patent law?

Now, gentlemen of the Patent Oﬂice Soclety, WhO is to be the first
speaker? .

Mr, Wasr, Mr. Chan'man

Senator O'Mamoney. Please start by glvm%;your name to the re-
porter and such information.about your work. in the Patent Oﬁice
as you care to.

STATEMENTS OF RICHARD WAHL HAROLD WHITMORE, AND
ARTHUR LA POINTE, PATENT OFFICE SOCIETY

Mr WAHL My name is Richard A, Wahl, and T am president this
year ‘of the Patent Office Society. I have been emploved in the Patent
Office for about 18 years, and T ain a native of Wyoming and a gradu-
ate of the University of Wyoming. I hzwe 3 bachelor of scmnce de-
gree from the college of engineering.”

" Senator O MAHONEY That matter of nativity is purely comcldental

Mr, Wane. I am also a member of the bar in the District of Colum-
bia, holding a bachelor of laws from George Washington University.
. Also present with me this morning are Mr. Harold Whitmore,
immediately to my right, who is the pa.st president of the society, and
Mr. Arthur LaPointe in the gray suit second to my right, who is
current vice president of the society.  As has been noted we are on
annual leave up here. . Personally I am on sick leave. I have under-
gone surgery ast week for a voice condition and I am under orders
to take voice rest. So I will be brief. The Patent Office Society is
an_organization devoted to the improvement of the patent system,
It has about 800 metmbers. The membership is composed of patent
examiners and heads and assistant hea,ds OE operatlng umts w1th1n
the Office. .

We feel then that the: members of the soclety are those who are
closest to a patent as it is being processed throu%il the Office and who
kno}v;v thg daily Work of the Oéce as.a pabent is being glven form a.nd
is shaped.

The patent exa.mmers are extremely famﬂlar W1th problems of
observing the prior art, making decisions as to what art shall be used,
what art is analogous and not analogous, and they also 1nd1v1dua11y
. are experts in a particular field of science.

All of the examiners are graduates of some science school and, in
addition, each examiner usually takes law and becomes a member of
‘the bar after he ig in the Office. '
"~ The examiners must know and apply legal declsmns and, Where :
there is no prior legal decision, they must act as pioneers. '

We feel that because of thm background, the society through its
menibership has much experlence and know how that cal be of Value
to thig'committes
_ Today we would like to present one example of a probable contrlbu-
tion and hope that in the future we may be permltted ‘o requested to
present other-such contributions.

Although the members of the society are employees of ‘the Office,
_ the society operates independently of the admmlstra.tlon of the Office.







Senator ’MaimoNEy. I.am surprised to find'so many patent lawyers:
and so many representatives of 1ndustry backing. away from this task
of writing a definition.

You speak in the same tongue as Mr. Robertson, my good friend
of many'years down at. the othersside of the table. .

T think Mr. Arnold comes more close to the area of those WhO are
' wﬂlm toundertake to try to do something, - .

ayes. 1'don’t know what a new functional relatlonshlp mlght
be I think Mr. Arnold has some very definite concepts in mind but
personally I have a little difficalty in grasping those. concepts

Senator O’Maroney. I.didn’t have. any dliﬁculty in grasping the
descrlpt;lon he made today between the barbed wire which was on a
pivot and would flop any way and the barb which stood vertical.or-
stood in'the spot in which it was placed to do-the job which it was-
intended to do. :

Mr, Hayms. That undoubted]y would be a patentable invention by
any of the classic standards or tests of “any of the cases but addlng’
this new one of putting all of our eggs in that particular basket will
not solve the problems in all other cases that arise.

Senator O’Manoney. At least then we agree that this definition of a L
standard of patentablhty is.an objective thought difficult to obtam .

Mr. Haves. Yes, sir,

Mr. G. Wraeter ArNowp,; And this was to be, Mr Senator, only one
addition to what we have and not the only one. ;

Senator O’Mamnonrey. Oh, yes. Then there seems to be complete‘
agreement—and this is pa,rt of the definition issue—complete agree-
ment that the courts have too great a tendeney to hold patents invalid.
Do you agree with that? .~ .. L e

Mr. Hayes. I most certainly ‘do. ' ' '

Senator O’MAnONEY. And ﬁnally there seems to be complete agree- -
ment that there is a great gap between the inventor and the marketing -
of his product which can be filled apparently only by some method
of attracting risk capital or some new method of advertising such as.
Mr. Bennett has devised to bring the inventor to the ]mowledge of the.
great public who constitute the market. . .

Mr, Hayrg, Yes, sir. S

Senator O’MAHONEY Mr. Ca.plan calls m atﬁentmn to the fact’
that the Small Busmess Admlnlstratlon has also d1splayed an interest
in this matter,

.. Now are there any other pomts that we have agreed upon today? ?

" Mr, Kégan? _
" Mr. KEGAN In c0n31der1ng the opportumﬁles for the individual in-
ventor under our patent system, I would like to throw out the sugges-
tion that a conmiparative law survey would show that the United States
patent system 1s more generous gnd gives anore: opportunities to the’
individual inventor than any patent system in the world and that the
Patent Codé of 1952, which we riow operate under, is the best of all
the patent laws that we have had in this country, and while T favor
very much the idea of improvement and of looking for areas of im-
provements, I think to give the perspective it ought to be recognized
that we are attemptmtr to improve what is; a.lready & yery excellent
system that has stood well over a hundred years of experierice. a,nd is
rather good agitis. e 7 ; .




“iSenator: O’Mamonny. I would suggest, Mr. Rich, that perhaps, the
;:questmn cannot-be-discussed ,conclusively: in generahtles, that much
~would. depend: upen. the. specific: aspects. of taking partlcula,r cases.
I understood Judge Arnold to be discussing. a. case. in,.which: there
.avere appended. to. the basic patent apphcatlons broader, claims which
.the ‘attorney .carefully. composed.. to. protect; - the .original, patent .so
as to prevent some other dis¢overer or 1nventor from commg along
swith somiething better. .-

-.-And I can conceive without. havmg lnd any case. Where a lawyer
-could:-enter into. the world. of - fantasy - w1th0ut havmg apphed any

-flash of genius at all state on paper 2, region of invention in his appli-

‘cation which if eranted: would erect;; a b‘wller aﬂunst F: futme In-
vertor, who was bona fde, <. B LT

That I think is what Judge Alnold had in mmd i :
© If a specific ease of that kind were to.come before you as. 1, patent

-examiner, I.venture to say.that you would. probably. find, if T stated
it correctly that the application was not: 2 pa,tentable apphcabmn
o Mr. Rrcm. Quite so0; Senator. '

Senator O’Mamoney. 1 think thfmt is What Judge Amold mediit
~when he spoke of the power.: In his absence.I have to speak for him.
1 can’t allow him to be defenseless here. . .: .

..; Mr., Ricm. I am sorry he is gone. But in, reply to your comment
Sen'vtor, the Patent-Office and the courts have an adequate means for
dealing with. the situation. ;which Judge Arnold mentioned.  The
obtaining of claims which are too broad is not to be laid at the door-

-step of’ the inventor but at the doorstep.of his attorney and he is
carrying out his funetion in_trying to:get.those claims. < The Patent

Office gives him a fine battle on the subject and in the end grants
claims which in its opinion are no broader than his invention. . .

. .Senator (¥Mamoney. Or., demes many clalms whlch are, not suf-

Afciently broad. ... . . : R : . .

* Mr: Ricu. Correct. : ‘ ) '

Senator O’MamoNzy, And if it crets mto court and the judge dis-
~agrees with the Patent Office they 1nva11date those claims as too broad.

One of Judge Arnold’s difficulties is that he has. dealt with so many
patents which have been invalid and his criticisms are just. . .

Mr. Rrcm. I would like to defend Judge Arnold. I thmk he has
done the patent system a great service perhaps unw1tt1ncrly He has
fought the great battle of the.misuse of patents, .

Senator O’MaHONEY. I think he, did that very Wlttmgly I was
‘chairman of the TNEC before which he waged the contest and I sat
right here in this place but not: before. this table and saw that battle

-develop. "And I have-only the orreatest admmatmn for J u_dtre Arnold
for what he accomplished. . . |
sMr. RrcH. And what he accomphshed n the. pa,tent system was 4
housecleamng which was long past due. That.1s Ieally about. all I

‘ have to say on this subject of the individualinventor. , .. _

Senator O’ManmonNeY. Any questmns Mr. Caplan? ‘

“Mr. Carran. Idon’t think so; .. ’

Senator (’Mamoney. We are gettlng along toward 5. oclock bt
- we are getting around to the bottom of the list of those who assembled
.around the table thls mormng L o :




- Fletcher started. to fight: the; Government: for :me; as: 1: had:no:one: to
defend me, and they were plarining to put me out of Government with-
out anything. Mr. Fletcher defended me when I could not defend my-

-self. ‘After they kneéw-he was fighting. the Government for;me; then

his troubles started, and he has since: had many battles. ~To date he
has- recelved no ]ustlce from his patents which are: bemg utilized in

- various.branches of Goverriment andiin the atomicenergy fields, - The
~Atomic; Energy Commission gave a press release to the public in this

-press release 'was subject matter from patent pending applications. of

_Mr. Fletcher’s that were before.the United Statés Patent Office; this
press release.is a public. document. -« The .dear blessed. Patent. Office
examiner who examined Mr, Fletcher's applications in the. United
States Patent Office, and who: liasg-since .passed on: to. the.Great Be-
yond, stated under oath on the stand before the Patent Board of the
Atomic Energy. Commlssmn, that My: Flétcher’s claims should have
been allowed. One gentleman. sits" hére today-who was one of the
examiners and knows. this is the truth. Mr. Fletcher has not been
treated fairly and he has never received any recognition not has he
received. one dime of compensation for his years of labor in these

‘highly sciéntific technical fields.

. He spent all his money and sacrlﬁced his health but I have stood

by him and prayed to the Heavenly Father that some day justice would
be rendered him. I think it is high time for you to hear Mr. Fletcher.
T am not the origitial inventor ; Mr. Fletcher is.

Senator O’Mamoney. We will be very glad to have you and Mr.
Fletcher prepare a statement to be submitted to the committee and we
will have members of the staff go into it in detail. T am glad yon
made- your-statement. But it is obvious that ‘this is not the place
“or the time to try out a case of this swmﬁcance, Mrs. Fletcher,

Mrs. Frercusr. We are not trying t the case. '

Senator O'Mamoxsy. I mean presentit. =~

- Mrs: Frercmer. They said: this morning’ that the day of the loxie
inventor has gone. They said that. It -has not. Our great men,

' elderIy men of years—who are not young in body but are young in
spirit. He isn’t young in body but is young in spirit. I still say
that a real inventor is not created in: colleges, he is born that’ way.
If you suppress him and suppress his mentality by the big manu-
facturers ‘which they are doin today in taking away the rights
of thiese men instead of helping them, Why not the Government be the
pohce power in protecting these: men?

 “ Senator O’Mamorey. T think the record heré’ today shows that
the gmall and’ independent inventor is not a thing of the past We
w111 be very glad to” 2o 1nto your case, Mrs Fletcher e

M. Rlchﬂ e

y STATEMENT OF G-II.ES S RICH PATENT ATTORNEY
o NEW YORK :CITY - R

Mr Rics. T am Glles S Rlch, of. New Yo1k C1ty 1 have
_been practicing patent law. since the great. depressmn began in 1929.
I have taught the subject to:some. extent since. about; 1937. . In lis-

tening to the testimony today my. mind has somewhat resembled a
bunch of Chinese firecrackers going . off one after another. My prob-
“lem is to come back to the topie under discussion, the individual in-
" ventor, and to say somethmo' which T hope will be useful Jn that



‘elaims, &; years-from: now or 6 months from now Wlll be, the ong upon
‘which! he: relies. ‘ '
“‘We in the Patent Oﬂice have 10 fa,cllltles for forecastlng the future
Acommercmlly and: we can only do.one thing; and that:isto. consider the
‘presentation of the mvento; and examme hlS apphcatlon accordmcr
to law. ot
“Senator O’MAHONEY The questmn 15 one of standa,rds and how are
W going (o set-up thestandards. - Mr.Kegan?-. f &
Mz, Kegax. I would-like toask Judge: Arnold WVhat Would be ac-
-complished if only the best species. were patentéd..and . the other 25
“were mot?. How long would a.competitor stay. in:business manufac-
turing the more expenslve or the: mferlor artlcle shown dn the other
95 claims oo L
M. THURMAN ARNOLD He Would only stay in busmess 1f he dlS-
eovered something new about.that. bl LI {
o My KEgan: Andhe could patent. that? oow. Lo
- Mr. Trurmay Axrorp;. Yes.  ‘Asstme the detergent could be made
out of 10 miterials: ~They tale. patents out on-10 and they intend-to
-manufacture only, withii1: material, » Someone comes-along: and-im-
provés material 9 so it-is betterthan material 1. - Lithink hehas made
a contribution, Tf that claim is sustained, he can’t manufacture- it.
That precise cage does arise frequently, I was reversed in ‘Special
Tguipment v, er, where the patent there!was a paring device. They
‘took part of 1t away. and got a patent on the whole thing and thew got
o patent on a 11tt1e. blt of a portlon of 1t Wh1ch they d1d not mtend to
use, "0
The. only purpose to Ofet a patent on the portlon of 1t was to keep
people out of the field from improving ‘and getting new machines.
Iindicated for that reason the patents Should be- rejected: and I was
" reversed by the Supreme Court in that particular case.. - i
‘Mr, Kecax. Ordinarily I have seen: it happen rather dlﬁ'erently
With' regard to your detergents the person ‘who takes: species No. 9
and improves it normilly has made an invention which he can’ patent.
That patent may be dominated by the pioneer atent which covered
the entire genus. “Then you have the situation where the first patentee
cannot manufacture the product without making a deal with the sub-
"'sequent inventor aind the subsequent inventor: cantot manufacture his
item without makinga deal with the original'inventor. In suchcir-
cumgstances businessmen cross- “license. and bring out the item and then
' they are accused of a conspiraey, of usitig the patents in an antItrust
mannér, It is éntirely practical for the parties to get together. -
Mr, THURMAN Aryorp. If they do malke such-a deal a patent: pool
is created ‘which may give a power to domiiiate industry. In such a
cage the antitrust laws are the only protectlon the pubhc has, if that
- power is used to éxclude comipetition.: o
-7 Mr. Lavy.: I should just like to. add a word or two to what Mr.
. Schmeltz has said and Mr. Bennett, because I think it might be well
" to recognize, as Mr. Schmeltzhas, when an independent inventor:comes
to'a corporation he can be classified as ‘working in a field that is hlghly
technological and one that is not. On the'one hand in the-field that is
highly- technological T think that Mr. Berinett ‘will find, and T would
like his opinion, that corpora.tmns do notengage in these very complex
“releases that'he spoke of, that there isin fact collabor: atlon and: L'kniow




“about an area of wariness on the part of the inventor rather than oeing
“eritical in any way of this necessary function of the paper.
* Mr, Barraro. May I supplement the instances that haye just been
given? The American Telephone & Telegraph Co. has a very large
.research department of its own and in my own experience they paid a
“half million dollars for a loading coil. . They paid about a half million
"dollars to a man named Grissinger for a repeater circuit. They
paid DeForest nearly $450,000 for something less than all of his
-rights in the vacuum tube. They paid a man named Lowenstein
‘exactly $200,000 for a patent on the negative grid and they paid $180,-
000 to a man named Day for some applications only of uncertain value. .
‘These were independent inventors who came to the company directly
-"and had no pull except the merit of their contributions. ' ‘
~Senator O’Manonsy. Thank you, sir. Any other questions for Mr.
‘Schmeltz? - o SRR :
©Mr., StEpMAN. Mr., Schmeltz, you emphasized that as.a.result of'the.
fabrication of aluminum there was real opportunity for independent.
inventors and a market as far as Alcoa are concerned. What about
other fields?  Would you distinguish those fields? ‘
" Myr. Scamrrrz. Yes, Mr. Stedman ; I tend to simply on the basis of
experience in respect of what was brought to our attention by the
independent individual inventor. Permit me to say this. In the more
complex and highly technical fields, it is not-particularly likely that
many individual inventors will be aware of the particular targets at
8 given time of a research or developmental organization. . What con-
tributions might be made in the event such knowledge is more wide-
spread would be wholly speculative. =~ o o o
‘Senator O’Mamoney., Mr. Commissioner, do you have any questions?
- Mr. Warson. I was writing down.oneto hand toyou. - ’ .
I think it would be appropriate to ask Mr. Schmeltz if he would tell
ug briefly how it was that the Alyminum Corp. carge into being and
the nature of the invention which gave rise to that corporation and
something about the man who made that invention, o ’
Mr. Scamzmrrz, Shall T, Mr. Chairman? © -
Senator O'Mamoxnex. Please do. RS — L
. Mr. ScamErTz. 1 think the story is quite well known to.most in the
room, Mr. Commissioner, but briefly, if, was this: Charles Martin Hall,
2 s,tu(zient at Oberlin College was enamored with the thought of some-
how managing to extract metallic aluminum from the ores with which
it is so tightly bound chemically. He made a true wood shop invention.
That was the setting of the invention. He filed a number of applica-
tiong, and after filing them he began to shop around for capital, . His.
roblem was no different from that of a man today seeking risk capital.
_%erh‘aps risk capital today is not quite so ready to be risked as it was
in those days, of that I cannot speak. ~~ =~ .
" In any event he did after a considerable period in the way of travels
‘and conferences and mterviews he did end in Pittsburgh and thers did.
‘succeed in interesting a group of men who. i part had the capital and
in part knew where additional capital could be obtained. )
 They did have enough faith to go ahead with it: Farly in the his-
tory of the company another patent was encountered. . That resulted.
_in considerable litigation which the company managed to survive but
"this"comg%ny’ nonetheless had its roots in the patentable inventions of
Charles Martin Hall. :
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Court’ partlcularly in the A& P cise’ Where' \Ir Juistice: Douglas

used the word “opdget” which has beenr rather’ odious'to patent
lawyers since and threw out the’ ‘hint thatino gadgets should - be-

a.tentable "There has been a problem aboutit. But I don’t think that

Eas arisen in the Patent Office because they have continued to be

aware of the fact that these things that are gadgets today; such-as

. the airplane when they first flew, the. ne\vspapers Would not even
report 1ts flight, are not gadgets tomorrow

My, Carnax How about, Mr Crews, assuming that it is novel how

" about that lttle device to encourage children to hang up their clothes.

That certainly is a useful art if Emybody has tried to teach children
to hang up, their clothes. Do you think that a thmo llke that should
be protected under the patent systein or not? - -

Mr. Crews. Judge Learned Hand has said the best test of patenta-
bility was the test of. history. If I were in the Patent Office, I - would
give the man a patent o1 1t Tf Iwere thé judge hearing ‘the case,
T would say if ‘it hag been put on: the market and has ﬁlled a need
that was not filled today, it is valid: "

Mr. G. WrigaT Arvors, I would hke to call attentmn ﬂo the fact
that we need a test for patentable novelty at the ‘tirie ‘the inventor
comes‘into the Office. “Weé ean’t wait and take the chance ashas been
suggested by the Honorable Thurman Arnold, thé:idea that we can
have somebody after a while if they see this becornmg very 1mportant
to be able to-choke it back to'certain boundariss.

“We cannotiwait and ‘see what the history of thatthing isi* We waint
to lnow Tight then whether we can tell the man’ Whether ‘this has
patentable quahtles "This’ subjectwe test doed not have that-because
one court afteranother can have its own views as to what is-subjective.

But the objective views overcome all those factors.

Senator O’Mamoxwy. Thank you very much. Let’s get back to
our small inventor and his relationship with-the:companies which can .

use the invention. Mr Schmeltz of the Alummum Compa.ny of
Amerma.lshere Penern et T g i RS

STATEMENT OF ANDREW I-I SC}IMELTZ,‘ ALUMINUM COMI’ANY OF

Mr SGHMELTZ Mr Cha,lrman I beheve that most corpora.tlons
today are quite sensitive:ip-all respects 45 CONCErNs, goodwﬂl and
ingofar as the individual invertor is. concerned that is an. aspect .of
goodwill: - It also, in some instances, carries;a promise of mutual profit
to both the individual inventor and the. corporation:.. There is an area
which has been: delineated by Mr. Bennett that.is a delicate one.
The:decisional law in regard. to matters submitted. raises: problems
that, as-Mr. Bennett has indicated; counsel -will try to'cut-off ‘by.
reason. of: these Jong two-page aorreements to -which.hé made refer-
ence... Let me say: that it:is. d1ﬂicult to: know Whether or: not such
agreements are fruly disconraging: .. ::

However, Mr: Bennett! does have somé persuaswe ev1dence n: thaf:=
respect. Most corporations:do-not like.today: to rebufl‘anyone or
even seem fo rebuff anyone who wishes to bring an: idea-te.the cor-
poration. .If the idea has been crystallized by using the patent system
and 1t is submltted in tha.t form, there is not a,ny partlcular dlﬂi0111ty
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_ "Aerr Jewett, a research director of the Bell System; ekplained

* # * money expended on properly organized and conducted reséarch and inven-
tion is probably the safest and most profitable money:. industry ‘handles; safest
because the very processes ‘émployed by such research are an almost absolute-,
guaranty against major technical failures in the ‘end producer: most proﬁtable )
because.the return on the investment in research cost is extfemely high both in
direet money return and in insurance of continued life to the industry. Jewett,
The Relatién’ of Research and Invention to: Eeonomlc Gondltwns (1939} 217
Pat. Off. Soc. 195, 199:200). )

Thus a great corpora,tlon may acqulre an unhmlted portfoho of
basic patents. The power of such a portfdlio is not dependent upon:
the eventual validity of these patents. It can continue in perpetuity
because of the ability of ‘the organization to eontrol research talent
and add new improvement patents to the old ones. It can bankrupt
independent enterprise which contests its patent position.: This-prob-
lem has never been squarely faced in the drafting of patent leglslatlon.

Senator O’MAHONEY. Tﬂat would requlre Tegislation. -

" Mr. TrurMAN ArNorp, What? : -

Senator O’Manongy. That would require Ieg1slat10n

Mr. Tuorman Arvorn. T had a decision which said it doesn’t under
a proper interpretation of patentability. Tt has never been followed.
Tt has not been reversed. You are saying that it would require legis-
lation to make my decision valid. ' I have not formulated the 1dea. very.
well but: I would be glad to do that. ‘

Senator (’Mamoney. I think you have formulated 1t very clearly
and you have put in the hands of the court and the examiner the power
to determine why if this idea is given the protection of a patent, in
spite of the law it is going to give: the man too much power and there-‘
fore we won’t grant 1t. - :

" Mr. TRurMAN ARnNowLp. Not quite tha,t

Senator O'MamoNey. Almost.

Mr. TrurMan ArNown. I have never seen a., patent where th"Lt is
true. What you do is start out with-

Senator O’ManoNey. Congress felt that the srma.shnmr of the at:omL
~was so powerful a discovery that the control over it shouid remain in
the Government, of the United States. :

That could have been done only by leglslatlon Concrress took the,
legislation and passed the legislation because it felt that there was too
much power in fissionable material to allow any individual or group
of individuals to malntaln ownershlp and control over this even for
a limited time. . -

" Mr. THORMAN ARNGLD Tha,t is true. -But I thmk that it was not.
invented individually and all the patents that T have ever seen show
this kind of a problem. Here is a détérgent that can be made out of
10 different materials, Material A is the’best material to make it..
And:they claim all 10 of them and: they don’t ever expect to use the 9.
inferior.ones but they: dre. gomt, to preve:nt someone: from. usmg the.
9 inferior ones. ;

..Suppose. they are all patentable The fellow sa,ys “Tha,t is what I
am. going to do, that is my purpose.” . They-say that gives you too much;
power over: the advance of the art and: the industry for you to h'we a
claim on each one of these. " You pick: the one that you think is the
best and that is your claim. That is the problem which we’ discussed
and faced: T don’t think the atomic, a thing like ‘that will: ever be 111-
vented under our patent law ‘which requires a’single inventor:: G




brains than mme mlo'ht contnbute to the 1mp1ementat1011 ‘ofthe legis-
lation,

Mr, THURMAN ARNOLD It struck me oﬁ'hand tha.t it was a good
1dea, that it would stimulate research, and not only st1mu1ate exploﬂ:&-
tion but would stimulate research, -

Senator O’Mamoxney, A tax incentive was promded dUI ing the war
for the construction of defense plants and for the irivestment of capi-
tal in the. productmn of various kinds that was deemed necéssary for
the war, and this incentive took the form of accelerated depreciation.

The investors of capital were allowed to write off their 1nv0mtment
in b years, instead of 20.

That ‘was based upon the. theory that the war Would be over in 5
years, that the production prebably would not be necessary longer,
and that, therefore, it would be justifiable to grant this accelera,ted
amortlzatlon L

The Office of Defense Mobilization Tast year or early thls year, I
have forgotten which, abandoned the pra.ctlce of granting any re-
quests for such accelerated amortization. * Less than 2 weeks ago, Mr:
Flemmmg announced the resumptlon of the practice in severa.l cate-
gories. In other categories it was completely cut off.

Now, I take it that that is oné sort of tax incentive that could be
provided for the investment of capital, in an attempt to develop a
new idea, and it would not make any difference whether the patent.
was eventually overthrown or not,

Mr, TuurMAN ArNown, I did mot think that you had gone far
enough with your idea. I thought that was a very good idea,. *

Mr. Caprax. While we have J udge Arnold here I WOndered if you
would caré to express any opinion %ased on judicial experience, and
experience in the Antitrust Division, as to the relative importance
from the standpoint of the mdependent inventor and small buginess of
the so-called gadget inventions as distinguished from the sclentlﬁc
advance which pushes back the frontiers. ' :

Mr. Trvrman Arxorn. I think that the gmdvet certa,mly ‘does no-
body any economic ha.rm, wheéther the man has a, baby carriage that
shows:a good deal more or’ less of mventlve ‘genius—It doeq not make
much difference.

Tn,other words, when you get a speclﬁc machlne, you are on the out-
side, you are on the rim of the wheel. It is the formula patent which
covers the hub—1it is the formula patent that will cover 2 or 8 feet out
to the rim. S0 that you could as an economi¢ matter lower your stand-
ards.of patentability as to the gadgets, but, it ‘is a wery dangerous
thing from the stan. oint of the donsumer 1o’ OWEr YOur s standards of
patentability in these formula matters.” = .~

As you at know, of course, when you are deahng w1th formu]as and

progesses, it: becomes very difficult to determing whethér yoii are gwmg
a.patent on an idea or.giving a patent on teg inical education.,
. Furthermore, the. patent may be part of a Portfolm of thousands of
other .patents. which control a yery. substantml portion of the’ entire
industrial field. ., In these situations the law should make a distinction
between a. smgle patent Held by an individual inventor and a patent.
portfolio large enongh and str ong:enough Testy 1ct the of com-
peﬁ’mve research., N g




Suech: subjectiveness i ‘the ‘basiz of alli-the eonfusion and :uncertainty:and in-
justice of which so much complaint is now moade. as evidenced .Uy the.criticigm
of the Naticnal Patent- Planning Commission, by Justice .‘Iackson and by others.
Relatwe his fear that the courts areé hkely to at least plesume ‘that there is
N6 invention unless there'is a new functional relationghip; this ig in faect -an
admission that the objcetive test will be favored by the courts. If this oceurs,
it is submitted, it will be becduse the objective test.is best since it will insure
greater. fairness, uniformity of decision, and therefore greater justice than the
subjective. test, all of wheih will create greatel incentive in the patent field.
“Relative to the other objection ‘that perhaps not every new functional rela-
tionship should - be deemed: invention’: If ‘the functional relationship is new
and is one which is required to:render an invention in the industrial:aris oper-
ative, then why-should it not be ‘held inventive’? Is not the inventor. entitied
to know how he stands even before he spends, years of his life and thounsands
of dollars of his ‘friends’- or ‘stockholders’ money? - At least he should know
that unless the funectional relationship is found to be other than new he can
rely upon his invention being held patentably new. . In short, he may rely. upon
the faet that no court will be able 1o upset his proteetlon and contribution by a
mere statement that ‘in the court’s opinion the contribution does hot rise to the.
dignity of a pateutahle invention,’ -or that ‘it is- obvmus, or that ‘it is merely
‘mechanical gkill’ such as ig the situation today. -
“I wish to correet the veférence relative to the support of the bar Vlany of

the leading patent firms are in favor of the obJectwe test, and many have stated

" they wonld not be against the objective test.

* - “Apprecigtion here is extended to Mr. Rohertson for hig kmdness in permlttmg
me to add this, reply t0 his letter "o B : . )

iSTATEMENT OF LAWRENCE. B.. BIEBEL PRESIDENT AMERICAN
: ‘PATENT TLAW. ASSOCIATION DAYTON O0HIO

 Mr, BIEBLL Mr Cha1rman my name. is Lawrence Biebel.

1 would like to direct my rem&rks to a little. different sub]ect than
we have passed on before, if it is permlsmble, because I think it is
important toward arrlvmg at our ob]ectlve of having valid pat-
ents issued. . .

In the ﬁrst place, part of: the functlon of the Patent Ofﬁce is to
thoroughly study the prior art that it has available, and it should
have that art, so that it can make an adequate search and only allow
patents. where they do- represent whatever test they.-apply, that is,
where they find that there is something which is a patentable inven-
tion present. The first thing they must, ~do i is to have access to that art.
The problem becomes Very complex and is gettmg more and more
involved year by year. - -

T used to be an examlner, and I have searched the art many tlmes
Since that time the number of patents has practically doubled. And
‘there is every reason to think that they will continue to greatly expand.

- Senator . 8’MAHONI}Y Mr.: Biebel, T wonder if. you. could-be here .
wtomorrowﬂ “You.are dealihg with a subject that we had genérally
expected to go into tomorrow and not teday. I wanted to exhaust,
if we could, this afternoon, the problem. of the relationship of the
inventor to the user and. to the protection. . If you would not mind
‘poisuponlng your discussion tintil later, T would appreclate 1t '

’ r. BepeL, Yes, sir. 7
" ‘Senator O'Manoney. Mr. Burns, :

Mr. Burxs., Without I-ehnqulshmg the rlght to speak on the toplc
rthat eomes up tomorrow.: '

“Senator O’MagoNey. Of ¢course not.’




AMEHRIUCAN FALLNL DY DLURLIVL

Senator O’MaHONEY. As o test ‘all right. - May I have you sta,nd'
and give your names to there orter, pleage? 0

“Where are your friends, Bf Arnold? - They were popplntr up all
over the place a moment ago. “May T hiave your name; please?

‘My. FiLETCHER. My name 1s W A Fletcher or Los Rngeles end
-“Washington, D: C.

- Mrs. FrercHER My name is T\Telhe O Fletcher of 1851 Columbm,
Road NW.;:Washington, D: C. -
~; {Those who had stood resurned thelr seets Yoo

“Mr. RoserTs0N. My name is Louis Robertson, of Chlcago I]l

I think there are probably a great many of us here who agree with
Mr, Arnold in theory, that it would be wonderful if Congress would
produce snch a definition. The reason so few areé getting up is that
- we think it probably is impossible to' get a satisfactory defnition.

Myr; G. WeicaT Arvorp. In answer to that, I ask if there are any
other definitions that have a two-volume tekt, Tike this test has behind
it. The test has two volumes of Mr. Roberts The covers on that
text, Senator, are worn white—tliey are worn off down to the card:
board on the copy in the Patent Office library. That shows how.
much it has been useéd. ‘One-half of the Office, practically, T am in-
formed .are using that test at the present time.

"Senator O’Mamoney. T wanted to ask, Mr. RobertSOn, if you have
no faith in Congress, in whom do you place your faith? = =

Mr. RDBDRJ.SON It is niot so much a lack of faith in’ Congress to be
able to do anything that can be done, but the bar association com-
mittees and individuals have worked on that problem for many, mary
hours; and they have not satisfied more than Lor2 of thelr co]leacruee
It is ]ust a terrifically difficult problem.. =~

“Senator, O’MaRONEY. Well that sounds better, and 1t Wﬂl read bet-
ter in the record, T am sure.

Mr. Woopwarp, If levity is pernnssﬂ)le here, we mlght say ‘that the
best thing that Congress could do Would be to reenaet seetlon 108, and
say, “We really mean thig”
Szenatm- O’MauoneY. We might put seétion’ 108 ‘in’. he record at
this point, Mr. Caplan, so that those who may réad’ the record Wlll
know what Mr. Woodward was talking’ about‘ 3 _

F(Sed 108 is as. follows ).,

o UNITED ATES: GODE.

TITLE 3 5 —PA I‘ENTB

§103. Conditions for patentablhty, nouobkus snb;ect ‘matter.: R

A patent may nothe obtdingd: though ‘the invention is not identically dlsclosed
or: déseribed as set forth:in section 102 of this title, if the differences between the
subject: matter sought to be patented ‘and- the prior art are such that the
Subject matter as a whole would: have been, obvmus at the time the mventlon
was made; to a° person having ordinary skill in the ‘art: o which' ‘said "Subject
matter pertains: Patentability shall not be negatived by the manner in'which the
inventi on'was: made.: (July 19, 1952;.¢h. 950, § 1; 66, Btat. 798:), i

* Senator O’MAHONEY J udge Arnoid, you look as though you wanted
tosay'something. " -

Mr. THU‘RMAN Arvorp. Mr. Chmrman, I Would be mclmed to agree
that there is no possﬂole way of doing this like- O'radmg papers in Iew
school. You give a man an Aora Bors €. Thers is not any such




"Senator O'MasoNEY. The committes W111 be Very glad to receive it.

‘Mr. G. Wrrcrt Axworp. Thank you. « - :

“To give it briefly, so that you W111 have the genera,l thought the old
gent]ema,n came into the officé one morning and he said, “A’rnold, you

kmnow that a.brace and a bif is-old. ‘Suppose that L am. at the head of a
department where we are shipping out instruments,-and I.require 12

‘men with hand screwdrivers to keep the lids goingi on these cases to

‘keep up with our output. - And suppose I think of the idea of taking

‘this screwdriver tool and putting it in the brace.. Now I can cut my

‘number of inen-down to three. It is so mueh more efﬁclent Would I

'be entitled toa patent?”

-~ 'Having been trained in his 0b3eetcwe test I sald “No I see no
new functional relationship betwen the: brace and. your new screw-
driver tool, and the brage and the old bit.” :

*  He said, “That is r1ght The brace is to give rotary motlon and

_pressure downwerd and 1t does 50 in both cases. Therefore there is

‘10’ new invention.” il . :

That is the negative of hlS test - ' ‘ :

~“Now we will go over to the p051t1ve of hlS test all ina sunple way,
so that the general idea can be had, which will be Worked out further
as I said, in the statement.

The- osmve of his test would be this: In the Barb ere case,
dec1ded by the United States Supreme Court, we had the case in
prior art, just one loop of the barb around the carrier wire, along with
the wire' spirally wound, to keep it from sliding along: - Therefore,
it was a pivotal mountmg A little experierice in the: western plains

-i}:)ells s how quickly that barb could be pushed. over and- the cow pass
}But along came the. real barb ‘wire, ‘where the barb: was wrapped'
twice around. the carrier wire and tliere was made-a bearing on.the
carrier wire.. They made 2 loops a,nd held that barb at 90°, and there

‘it could do business;

There you have 2 new funetlonel rela,tlonshlp between that carrier
wire and that barb. The barb is held upright.” It is not pivotally

-mounted. It is held rigid. . I think you see'at once that. we have anew

) functlonal relationship. Is that not true'? ST ot

Senator O'MaroNEy, Yes, ' 2

Mr. G. Wrtgerr Arxotn.: Thete is the 1dea of 1t
. And it applies in the chemical field in the same way.. .

‘We had the cotton-batten case, and with this I will close..

In the medical-cotton case'we had the old art which involved: glyc—

-‘erin on the cotton batten which became, stleky ‘We also had boric
acid which has very fine antiseptic properties, but that became crystal-

‘line and became discrete particles. So whern tha,t was put on the
wound you would have an irritating medium.

Along came the inventor in the case before the Supreme Court and
put the glyeerin and the bori¢ acid together, and the glycerin func-
tioned to prevent the boric acid from crystallizing. - Therefore we had
the benefit of the bor1e ELCld. n that realm, 2 DEW funetlon Whlch thus

© resulted.

With this I shall close I shall spell this out in furthel detaﬂ ,
- Tmight say that one-half of the Patent Office is- practlcally usmg this
: =th0ught today.” T ﬁnd that n 41 years of practlce it has been a won-




‘Senator O’MAHONEY Mr, VVeodward2

_'Mr. Woopwarp. Present.

- Senator O’MamonEY. ‘Mr. Arnold¥:

¢ Mr. ArworLp. Yes, sir; here.

- Senator. O’MAHONEY Very good. I understa.nd that you have COTe
all the way from Seattle, and you are anxious to leave? Am 1 rlght?
“ Mr. Arwoup, That is true.

Senator O'ManonEy. You know Whet we are trying to do, to have
sort of & summary mther than a full statement of the views of those
who participate.-

Mr. Arworp. I ha.ve your letter in Whlch you outhned that

Senator O’MAHONEY Al rlght, siry

STATEMENT OF G WRIGI{T ARNOLD PATENT ATTORNEY
SEATTLE WASH. -

\fIr G. WRIGHT ARNOLD Sena.tor O”\laheney, members of your
committee, and members of your staﬁ My pame 1s G Verht Alnold
-Seattle, ‘Wash.

i“F-have been in the prectlce of patent la.w for 41 oF 42 years, ever
since, in fact, I graduated from Harvard Law: School in 1913, In the
meentlme T have been serving on committees of the patent section of
the, American Bar Agsociation, onr the board of managers of the Amer-
ican'Patent Law Association, and on.the Advisory Committee of the
Patent Office. - And in all of these years we find there have been certam
matters that have involved and required attention. :

. I feel that in your proposition here, where you state you are seekmg
information whether the patent system continues successfully to stim-
ulate invention by guaranteeing the reward contemplated by the draft-
ers-of the Constltutlon I thlnk you strlke right to- the heart of thls _
Whole matber. =

Our country is only a small fractlon of the- human race. If we are
to maintain our liberties and our freedom, we have got to live and
oxist by reason of our wits. - Qur potential enemies greatly outnumber
us. One of our soldiers: must, be equal to'many thousands of the
enemy, if we are to prevail in any severe military: centreversy

- InWyoming, if you want to have your ranch surveyed you expect
the surveyor to use his chain or his tape, divided into units, and- you .
expect the carpenter, to build 4. house to use hls gage and that 1t is
divided into units of feet and inches. -

In the patent system, strange as it may seem; we do not heve & uni-
form standard for such measurements for determining patentability.
The Patent Office uses one test, the “obvious test;,” for example, which
has been dignified by statutory enactment in 1952 and the courts use
this same test as well as other tests.. So ‘we have. thls great diversity,

Until now the Patent Planning Commission, of - Whlch President
Roosevelt appointed Mr. Charles P Kettering chairman, stated the
most serious weakness in the present patent system as being the lack
of a uniform test or standard for determining whether-the particular
contribution of an inventor merits the award of the petent grant.” The
considered report of that Commission stated :

“It is inconsistent with sound national pohcy to continue to grant-
patents with existing uncertainty as to their validity, and unfair to the
inventors of this country and to manufacturers and investors who have




- Mr; Horrman.: We: Wlll be glad to do-that, Senator. : Your: com-
‘mittes will be:advised as s00n as we-are able t_o develop factml 1nf0r—
.thation enthe results obtained.. T

Senator O'Manonzy. Thank you very much.

‘Did you have any, questions to: addl ess to Mr Bennett?

Mr. Horrmaw. No;I.didnot., oo 0 i 3
- Senator O’MaHONEY. Does anybody else; around the table want to
ask any questions of Mr. Bennett?

r..Corn. My name is Herman Cohn, b small mventor, mdepend-
ent 1nvent0r Baltlmore, Md.: I, for one, have gained a,great deal
coming here, just knowmg Mr. Bennett 1 for.one will apply to hlm,
for I have an idea.

- X -wish to'do just that which he is doing, cooperating Wlth the smal?
,1nvent0rs I want to thank him very much.  And I want to thank
y;)u, too, for inviting me here, .. I hope that somethmg good W111 come
of it. :

Senator O’MAHONDY Tha,nk you Very much We appreclate your
coming, o L Do e
oI there anybody eIse? o Lo

Mr. Stepman. Mr. Hoffman, I noticed in both your comments and
Mr. Bennett’s comments that. except for the coffee mill, most of the
-emphasis has been upon inventors trying to find some .E_.‘,X_IL_StlIlO‘ manu-
facturer who will take on this job of production,..

Have either of you had any information, or: much. 1nf0rma,t1on o
:the part of the inventors to try to locate the capital to.open up con—
cerns: of their own and go into business by themselves rat 1er. than- to
find an existing manufacturer to take on the work? . -

Mr. Horryan. Yes. The subject of venture capital has come up
a number of times, the question of the inventor endeavoring to: get
funds with which to put his idea over... Many of them get stuck half
way in the middle of it. . They cannot pay the fee. . And if or. when
they develop a pilot model they only have the one that they have been
able to make themselves. They go out and they try to find. a- manu=
facturer. . The ‘manufacturer will not take it on until he.is sure that
there is some marlket potential. for it.. . They have to, demonstrate to
the manufacturer that there is.a potential. That is very difficult..

I noticed in this picture that finding a potential market is one of
the things that keeps the manufacturer back, and because of that he
is reluctant because he will not take part untll he is gure. that 1t is: &
good. idea and will really go.over,: ...

- There is another thing, since you brought thls and I meant to
mention it earlier; that is, we have encountered tlll)e .problem .of the
amortization of a patent that. has become obsolete. . Small business
firms are reluctant. to take on patents becanse when they become obso-
lete during the course of their manufacturing, and there is consider-
able life left.in the patent, they have to use the entire _patent period
of 17 years, or whatever the balance of the patent life is, to amortize
it; It becomes expensjve, partlcula,rly if the. pa,tent is.obsolete in 1ts

earlier years,
- We are not making any recommendatlons, but to allewa.te thls situ-
ation would of courserequire some revision of existing tax regulations,

Mr. Carran. Do you find, Mr; Hoffman, that there is & demand in,
1ndustry for the gadget type of 1nv»<.311’51l:>ng o _

Mr. HorruaN. We get many of them ; yes.




-1 feel that others -can have this same experience. Of the 85,000
or: 86,000:inventors who have come .our way we have rejected by letber,
T would. say, 12,000 to. 14,000, at least— robably. a little bit ‘more.
Nearly:50 percent of the remaining, rough%y 15,000, 16,000,.0r 17,000,
we have been able to.'get but 10-percent-or I, 600 on the air in 611/2
years, . Of that number. of 1,600 there are: almost 500. whose. inven-,
tions have found their way. into the market place, being manufactured
with some returns, from a few thousand do]lars . year up to- an 1n—
stance of 3 of them now millions. o

- T refer you. to Time magazine, of October. 10 I thmk 1t is. You
W111 find a 2-page spread: in there, an ad on this sule of ' company
in Hatboro, Pa., and on the other page of Time magazine is a list run-,
ning into 31 Stetes, I believe, 1 Territory, and 4 foreign countries.
This is the result of an invention that. came to. me in 1949... Two
ex-(I’s came in with a tin-can model of a coffeemaking machine and
said that it was a vending machine. They said, “We have put every-
thing that we have inito it.” - That meant their pay, that is, their dls-
charge pay from the service. :

-As a result. today they have .a . million-dollar- plant in Ha,tbom,
Pa They employ over 700 people... They did. $12 million gross earn:. .
ings last year. They.are-able'to take ads in:Time magazme NOW.: .

“This ‘was a matter of 6 years for these boys to do:this. This is
further illustrated by Dr. Erp Thomas, who came from New, Zealand:
to us.. He had a method for disposal of refuse and garbage. It was
a digestion. method by ‘which:the. refuse and garbage from:. the city.
could be utilized, mstead of putting it into'the sea. It wasput into.a
large unit, 60 feet in height and 20 feet in diameter. And in there it
- was ﬁnally digested to the pomt that 1t came out:as. fertlhzer, useful to
those nations: that requlre it.’

. This, too, is well on ‘its: Way now 1nto many thousands of dollals
of return to him. .. This man Worked 32 years.on this. before thls pro-;
gra.m opened the door for himi.: . -

Senator. O’Manonzy. Is Mr.: Hoffman in. the hall'e VVIH you 110{:;,
come: forward, please. - i .. :

Mr. Brown, you are 81tt1ng in the back of the ¥0oin ecram Pleasea
come forward to this table, siv. - That is.a Very smcere 1nv1tmt10n fm
youi to come forward to the table e

Mr. Brown. I epprecmte the mvﬂ;amon very mueh T thmk I
have dode my bit. . '

-.Senator O’MAHONEY You mlght Want to ask some questlon: befme
the day.is over. Sl s .

Is Mr. Arnold hereg Yl : Tl

Mr. Hoﬂ'ma,n, wﬂl you state for the record who you are a.nd Whom
you represent? _ . T .

STATEMENT OF ROY C. HOFFMAN, SMALL BUSINESSV o
ADMINISTRATION, WASHINGTON, D.C. .

Mr HOFI‘MA]N My name is Roy C. Hoﬁ'man I am w1th the Prod—
ucts Aggistance -Division of the Office of, Procurement aud Teehmcal
Assistance, Small Business Admmlstmtmn

-Our Division is interested:in produets, proeesses, new 1nvent10ns,
and new 1deas O:ne of -our functlons is the. pemodlc publlcatmu of




- A cornmittee, for instance; set up in‘some manner that would provide
4 single form by which all companies would stand.  ‘Maybe another
form 1s needed for other types of companies. - That could be a third-

arty form, so to speak, submitted either by the Patent Reference
}éerwce, ot by the Amerlcan Patent Law group—by someorie who is
4 disinterested party between both_, so that the inventor- would feel,
“Thls must be satisfactory on both sides; because it is Worklng n

- This, T think, would solve the problem;’ % '

Tt is simply because the dog offers to the cat that form or vice versa
that it is hiot accepted, I think.

Senator O’MAHONEY What is the cat gomg to’ oﬁer to the mouse,'
is the question. ‘

Mr. Carrax. Do you ﬁnd that once you get the two partles together,
the manufacturer and the inventor, that it is difficult to arrive at the
terms under which the agreement between them will be made?

‘Mr. Bexwerr. In 8 fow instances this has been the case.

We have found in. some instances, where the inventors, 1a,ck- :
1n% negotiating ability, let us say, have been too prone to refuse

st offer of something and have closed their mind and the door
to the sale of their invention because of that, but for the most part
we encourdge them to please, be receptive to it, to understand that
‘their invention is but 1 small cog or 1 small toothin the gear that makes
the whole thing work; that any company that takes on even the smallest
item may have to 1nvest $15,000, $20,000, $25,000, $30,000, $40,000, to
.get even the smallest invention launched these days and that they
must now share the thing that they have with that company or that
group, whether investor or manufacturing company, to provide the
wherewithal to get financing, manufacturing, engineering, design, dis-
tribution, merchandising, promotlon, advertising, and all of the other
things that go with it that they have failed to understand. -

Once they understand this we find it negotiated very. nicely. _

‘We have urged them not to try to maké a killing out of .one inven-
tion, but be Teasonable and understanding; that a manufacturing
company, if they make 6 to 8 percent profit, or 10 percent profit, that
that is a pretty substantial firm these days. ~And that the inventor
ca,nnot on that basis expect to make 90 percent himself on some device.

“So we have urged them to do that. And, as a matter of fact, we.
ha.ge ha((ii & helpful booklet tha,t should prob ably be reprmted I beheve,
and use

Some few years ago T read of a Mr. Gager, 1 beheve, of Greneral

Mills, who wrote a booklet on The Care and Feeding of an Idea, and
used as the idea the Bird’s Eye frozen food business, and stating how
many millions were involved in making this frozen food product and
how 8 company had to get behind them, that is, the man ‘Birdseye, to
develop it into the fullness that we know today And we know What
a tremendous industry it turned out to be. -
. This book was sort of an education to the inventor.  And every-
one who goes on my program gets one of these booklets, which is given
to him, because 1 asked the .company for reprints, and they put it
up in a nice little booklet form.  This teaches them that there are
others who must share with -them, who Wlll put thelr backs to the
thing, too, if they will let them ' ; .



" Weare searehmnr for that invention. We will find it, I am sure.

Ingersoll & Rand one of our foremost eompames ‘in the country,
-1nqu1red of us 2 years ago: o S

Can you find, as we have failed for several years to develop in our research
laboratory, a. way to turn our pneumatic riveting gun into’ an automatic nailing
machire?’ Can you find among your inventors a way by which’ our pneumatic
glun may drive naﬂs in ﬁoormg, sadmg, hoxes, Wal]mg, shlngles, and anything
else
We put one announcement on th1s progra.m, with fthe result tha.t we
had 1,500 inventors write in to us asking for the submission forms in
order to try their ideas on it. .. Of that number we had finally sifted it
down to about 342, as I recall, who sent in from goed ideas worked
out right through to preductlen drawings, in some cases complete, in
which several hundred dolars were spent. We submitted: these.

As a result of that some 10, we were finally notified, were kept: for
their review, Of that nnmber we were later notlﬁed that some six
were remaining. What happened to the six, T do not know. That
was notf, in our provinee. .. Once they had taken those that they thought
were useful to deal W1th the inventor and his ettorney, we did not
follow up beyond that.
© Mr. Capran. Do you handle the business negotletmne between in-
ventors and licensees. to any.: extentg What hes been your experlence
along that line? ' - .

Mr. Bex~ert. Well, T find myself ina very umque posﬂslon, I think.
You know, the inventor and the manufacturer is really the’ antlthesm
one to the other. Itishot and cold. : It iscat and dog:

I-find the inventor who says, “I. have heard a.ll my hfe that blg
compa,mes steal inventions.™ - -

:L'do not: believe this. "I know of’ no. msta,nce in Whlch thIS has
happened 1n my experience;:; .. ..

On the other hand; T-find rnanufa,cturmo eompe.mes, or then' repre—
sentatives, saying, “We - would like to k_now more about this, but how -
can we find ont about: it without getting involved: in.some way that
‘may. not provide us' with all of: the protectlon we requ1re as a
eompany 37 .

-i30 we. find ourselves in. the m1ddle We have no ax. o grlnd We .
talk to the inventor, and we slap him down and say; “Eook, will you
plea.se be reasonable about this?. You are trying: to get somethmg
across.’

We say to the manufacturer “You must cOme up: Wlth a reasonable

answer to this man’s needs.”
© . We have found ourselves where we can dea.l happﬂy between them
I think we have earned our. fzuth that the‘y have placed in us. We
contlnue to deserve it @
‘Once this has happened, and they ha,ve gotten tocrether through a
neutral party, we find things-work out smoothly.
~ T think oné of the greatest drawbacks to the aeceptence of. the
independent inventor’s accomplishments, is-the form. they have writ-
ten up many pages in lehgth that starts out by saying, “You sign
this, and once you sign -this' we thus feel suﬂic1ent1y protected and
we will talk to you about your invention.” -
- This is like mviting, a man to your home and’ seylng, “We would
: 1ove to-have you come in, but we have put all of- the accouterments




"Mz, Carrai. The thing " that impresses ‘e about the inventions
which you showed in your film was the simple: nature -of the articles
which were demonstrated. : Tt seems to me that there was:no pushing
back of the frontiers of science in these inventions. They rather were-
classified in what I would call the gadget clags.

Do you think there is a need of a patent system to protect ideas of

that type?
" Mr. BENNETT. Indeed T do; for I heard this’ mormng mentioned
that if we did not have the, transistors and the- iconoscope and the
_eyclotron and the H-bomb, that we would suffer greatly from those
Iosses. I-amsure thisis the case. -

Fortunately or unfortunately, we do not live by H- bombs or cyclo-
trons alone. We live by the food we eat, the cans that are sterilized
that the- food is placed 1n, the ma.chmery that made it possible to put
that. food in the cans; the automobile brake that we depress to stop-
a car; the train that r came to Washington on.  We live by all of the
thmos in our homes that are made by these people.

One large corporation said of a,llyof the appliances that, are in use
in the modern home today, with the exception of the garbage chsposal
they were provided by the 1ndependent inventors..

The further suggestion was made bﬁ this same corporatlon tha,t of
some 77,000 suggestions that came to them in a period of a year, some
foﬂgz—fthousand—odd 1nvent10ns or suggestlons were useful and were

aid for

P This, to me, indicates that the 11tt13 fellow . who prowd% the little
things that we see here, to teach.children to hang up clothes and
to male. them better citizens by that. little discipline—the man who
provides more heat for our dollar that we are spending, that is a
shrinking dollar these days, provides an important contribution to
that person who may earn $60 or $70 a week and, who by spendmg
30 cents for electricity, can find himself with $6 worth of fuel.

I believe that if we had only the cyclotrons and the H—bombs, we
would need no patent system at all.

The patent system, I think, is needed for the 11ttle fellow who pro-
vides these things that make our life easier, that give us more pleasure,
more use of our money, more time with our families, Otherwise, the
H-bomb—we could get a group of men together and provide for that
one big'idea, the transmtor or the H- bomb or the cyclotron that came
dunng that year’s period..

Mr. CapraN. In your work of trying to market lnventlons for
inventors, do you find it necessary that they have some sort of patent
protection in order to make # satzsfactory ﬁnanoml arrangement with
the manufacturers? , ‘ o

Mz, Benwerr. That is correct. . B

Inventors come to us sometimes with only an 1dea, in mlnd some-
times with it drawn on a piece of paper; sometimes with. the search .
completed ; sometimes with.the apphca,tlon in; sometlmes with the
patent in hand. "They come to us in all ways.

Our normal function, if it is not patented, is to send them 1mmed1—
ately to the Lawyers Reference Service that has been provided to
us in Philadelphia, and in other cities around the’ country, by the
American Patent Law Association that has alded U, for some - 5V2
years in guiding our activities. ‘ : L



ter chieaper; with higher octane, and so. forth; which has never been -
mede before, but maybe a thousand men have workedion’ ‘it; making:
experiments and trymg it ind 5o fofth somewhere m there there -
should be a way to protect that.. .

1 didwt’ understand ‘Mr. Arnold to say he ob]ected to that But
the Supreme Court has: cast great: doubt on whether there can be
invention that grows out of research, and partlcularly research of a

‘ number of men.

Senator O'Manoney: It is: very 1nte1est1n but opens up ‘A com-
pletely broader field than the one we have been discussing this morn-
ing. Judge Hand was invited to participate here because of the very
points which you are making: I think the committee would: be inter-
ested in having a discussion of the position that the Supreme Court
has taken, because this committee wants to know if there is not.some
way in which we may, by legislation, assist in obtaining a definition of
the discovery which will include & patent, so that patents cannot.be
invalidated when they are actually contributing to the progress of
science and the usefl: arts: Thet mlght requlre a deﬁmtmn of What
are useful ‘arts;

If ariybody is gomg to curtall the area Whlch the progress of science

_ and the useful arts is meant to cover, I thmk it ought to be the Con--
gress and not the members of: the courts: - _ -
Mr. Brown, That was my main thesis on tha,t sir. SRR
' May I angwer you on your suggestion. T don’t belleve you cen

deﬁne “imvention” by statute. T don’t believe it can be done. =
Senetor O’MAHONEY I am askmg the questlon not makmg a decl~

. SlOIl

-+ Mr; BROWN I dldn’t know Meybe you suggested that It I ‘may -
come down to saying sometling concrete; my' suggestion to you as to.
legislation, I don’t know of a,nythlng basic in the patent law at this
time that 1. would- recommend changing out of my experience. . I
would recommend and I strongly recommend that the Patent Oﬁiee
be adequately-financed and 1 understand that Congress has been very
generous with-the Patent Office durlng the past yeer It does need
Ilnanee and proper finance; . = -

The. only- other concrete’ suggestmn would- be thet Congress not
raise the fees of patent applications and patent prosecutions in-the’
Patent Office too high. I think some increase is justified and required.
It has been a long long time since there has been any, and we all know
the expense. But if the fees are made prohibitive, 1t-will: mean that
- the - earpenter, the blicklayer; and the policeman, and so forth, will
come'in and you will'say the costs will come to X dollars to even ﬁle the
eppheetlon and: 1t w111 cost you & good deal more.. It may squeeze
them: out..

‘One of these Gentlemen said a Whﬂe 2go, even a bad ‘patent amounts
to a pubhcetlon It is a teaching®to other people., It may be'a little
progress, but it helps. That collection of patents down there at the
United States Patent Office is one of the greatest storehouses. of in-
formation and technical 1nformet10n and. of advantage to the pubhe
of any library in the world in my opinion, = -

T have taken too much time, but I thank you for your petlence

- Senator O°Mxfroney: Thank you.- You have mede a yery mterestmo“
statement. - We thank you very much. -

(Dlscussmn off the record.)




I meéan there used to be dozéns or hundreds, now:there are 1 or 3 a
month.. They are very materially lessened:: .. - ......00 . 0. .,
The reason for that, I think, sir, is primarily the Supreme Court of
the United States, which hag-been hostile to patents, which has not
been intelligent in its decisions on .patent cases for something like
15 or 20 years.. _ co SRR T e T e
Of course, I know.you cannot really change that by legislation
and nobody can change it, but I think I may speak as a-meraber of the
bar with a good-deal of experience, that the fact, as one of the Justices
said, the only good patent in the country is one that the United States
Supreme Cotirt doesn’t have before it, has sifted down, and the result
has been that wé have to tell-the little man off the street who comes’in
with a little better serewdriver than the one he has been working
with or he has put a new form of claw on his hammer, the little things
that may be very important, we have to. tell him; “You are wasting
your money if you apply fora patent on it. We may be able to get 1t
through the Patent Office, but the courts will not sustain it, because
the theory of the United States Supreme Court has to be followed out
in thelower courts.™ - v = - Tl T e o
As the Honorable Learned Hand—I: don’t know. . whether he is
here or not, I saw his name on the list—said in 1 or 2 decisions, .. .
We cannot shut our eyes to what the Supreme Court of the United States is
saying about patents that are good and patents that are bad. . . . .: e
I am interpolating that I think he meant to say. ' ‘““Against our
an judgment we have to follow the Supreme Court of the United
tates.” o
- The result has been that we have had to tell corporations that if
possible they should not litigate their patents, stay out of litigation.
You cannot afford to put your patents into litigation if you can get any
benefit out of it without Iitigation. & -~ e T
That all sifts down to having to tell the man with some little ides
that probably it isn’t worthwhile for him to go on with his patent.
*“Another thing I think the Department of Justice, largely through
the work of Mr: Thurman Arnold, has done a tremendous disservice
to the patent system of the United States. The Department of Justice
ig generally regarded, I think—that is my opinion and'I have talked
to many of the best men in the country, and I don’t-see that it is
changed much at the present time—as having an approach: to patent
problems that feels that monopoly is odious and patents are monop-

olies and therefore patentsare odious.. = ol oo
. Tf there is anythmg it can do to keep big indusiry or-little indus-
try, for that matter, from enforcing a patent or working out a.con-
tract under which theywill make  some money by: patents, it is
against.it. - 'We have had to advise our clients time and:again that
when they were about to go into’ some: arrangements with another
company in which it would be to the interest of both companies and in
our opinion to the interest of the public, we have had to say, “Well,
if you go into it, you can expect to have these sharpshooters, some
of these Harvard Law School students, come down from the Depart-
ment: of Justice and take all your papers out-of your files-and call
for all your cerrespondence and .try to find ‘something: wrong with
what-you have done: ... ' o e e T




Mr. Marks. The Bureau of Standards, T-believe, would form. an
excellent nucleus for that.. . Possibly- also the Natlonal Seience Foun-:
dation ¢could be encouraged in - that “direction: ' ‘They could:: make
grants for students, graduate students;” and: so forth. Possﬂ}ly it
could: bé expanded t6 provide graiits 1o mventors as well '

Senator; O'Mamonzy. Judge Arnold. '
 Mr. TEHURMAN Axworp. 1 don’t entirely dlsa otee, but I do thmk
that the language of Mr. Kettering , testifying before the Temporary
Nationdl Economic Commiittee in 1938 s still true in that. it points
out the difficulty of the problem we are now discussing. .-

Mr. Kettering said, when he was bemg asked about Who 1nvented
what i in General Motors Laboratory -

You see, when you are working on an 1nvent10n—weﬂ we don't work on
Inventions; we try to solve some industrial problems: try 1:0 make a new plees
of apparatus Now, 'you never know ‘what inveéntions’are going to be - useful
and what ate not, because, as you come upon the problem, you cannot tell what
ig.important and what is not important, so we have-to kind of. study. the whole
thing on -the whole front. It may go.off. af that angle or this augle What we'
would, rather do is to try to reward the whole laboratory, to -keep the ip-
dividuals working tegethér. " ‘If you give the feward to s particular’ individual
for his particular invention, then he would be seécretive-about-the thing; so we try:
to reward the whole laboratory, if they. do good. . In other words,.if ke makes
some things that are valnable, we reward the laboratory, b_ecause one depart-
ment may make gn 1mportant contribution one year apd amnother department.
another year:; but then we, always gwe #: 11ttle paltmular bonus to the fellow
who did that job. Ve _

Ty other- WOI‘dS in modern 1nvent10n, to separate out the 1nd1v1dua1
1s, I think, beoom_'lng inereasingly dlfﬁcult

Mz, MARKS My I reply to that; sir? -

"'Senator O'Mazoney. You may Mr. Marks :

© Mr. Magrgs. I reitorate what I said before, and that 1s. that very
basm development must start in the mind of a ereative individual,
and to reward ‘an ‘entire laboratory, most of whom may be routine
workers, for the creative-efforts of 1 or 2 or 3 1nd1v1due.ls, T:think,
is not doinig justice to them and would not be- accepted in any other
field of endeavor. We wouldn’t reward the entire vaudeville troupe
for an outstanding performance of one individual. He usualIy com-
mands‘a greater salary than the rest of the players, ~ 1o

‘Tn: the same sense; we also possess in’the patent system a unique. .
method or medium for weeding out those people who have contributed:
and those people who have not contributed to society. The only way
to achieve a flow of contributions is to follow the thought of the orig-
inators of the patent system, and that is to hand501ne1y rewerd the.
people who are eapable of producing the results.

Mr. Trorman Arvorp. I would agree. I wouldn’t reward the.
entire laboratory with a patent, but I thlnk 1t is beeommo' very dlfﬁ—
cultto select theindividuals. =

One of the reasons is that the level of the art in large researoh cor-
porations upon which you are supposed to judge the fact is the secret.
level of the laboratory itself, Tt 1scustomary to compare an invention
which comes out of a Bell System with the art existing outside of the
Bell System, and there isn’t any’art existing outside’ of the Bell:
System that anybody knows anything about, a.nd therefore you ha,ve &
false standard of patentability. -

Within the Belll) System I would be very doubtful if you could re-
ward the individual.. _



. Mr. Langam. May I ingert an illuminating: incident. with. refer-
. ence to the little fellows. Several years ago I was asked by our for-
mer colleague, the Honorable Lindsay Warren,.to.speak an. Aviation
Day at the first of the historic annual pageants.held down.in North
Carolina. .- = .0 = 5 o T T T :

Down thére I.met the telegrapher who sent out the news with refer-
ence to the first successful flight of the Wright brothers. - He told me
only six papers in the United States carried it, but.innumerable tele-
grams and:telephone calls came in asking what. was the. matter with
that drunk telegrapher. 'They could not believe there had been a
successful flight. - 1t came from little people. Yet aviation today is
one of our leading industries. a ' o

. - STATEMENT OF ALVIN M. MARKS Resumed

Mzr. Margs. I would:like to make one comment. on the proceedings,
and that is that all inventions basically have to stem from some indi-
vidual creative mind.. ;No: matter how you obscure the situation by
referring to the cooperation of larger groups who may provide the
atmosphere or -equipment necessary to produce this invention, still
it is the individual creative mind that must be fostered to get the best
possible results from the creativity that is present among our people.

-'To that end we must lgrop_erly reward the individual inventor, and

just to provide him with a patent with which he is unable to proceed
further due to economic' circumstances of various sorts is, in my
opinion,.not gufficient. .. It requires further measures, which I shall
be glad to discusslater..: ..« . o T
-§enat0r O’Mamonzy. - We want to find out what suggested stand-
ards you have in mind. - Perhaps I might better ask you to prepare
a written statement upon that subject. SN Ce
- Mr.Margs. Yes;Iwillbegladto. . . . .. :
. Senator 'Maroxny. Did you bring a statement? | L
. Mr. Margs. No; I didn’t bring a statement, but I belisve I can
rather guickly summarize the points I have in mind.. .- S L
- Senator O’Mamoney. Please do. R :
Mr. Margs. First of all, there are several types of inventions. .. I
call one type the gadget invention, which is very necessary. The
safety pin, the zipper, and so forth and so on, all of those are very
necessary and can be developed by people of mechanical genins but of
little deep techmical knowledge. The other types come out of the
more subtle technical knowledge, and among those I might mention
the transistor, the photoelectric cell, nuclear energy devices, and so

are competent to deal with them, , .
i Even though these areas require deep preparation, nevertheless it
1s the individual who must accomplishisuch preparation and the indi-

forth; all of which require 4 vast technical preparation before people

vidual very often’ does accomplish such: preparation in’ association .
_ with colleagnes - and ‘other persons, at:colleges, institutions, corpora-:

tions, and so forth, yet nevertheless his contribution might come at a
time when he is no longer associated with any of these groups. His
accomplishment in the field of inyention might arise after many years
of experience with diverse fields, - Suddenly his mind might encom-
pass some new development which is born of his entirve past experience.




-anch: we: correlate much: of .our: inventive . research - with .such: insti-
CUEIONS: - o v b e i e T D
- We do considerable work with :Research Corp; which: has been
mentioned. I believe we must recognizé that in -dealing. with the
university. wé-deal at arm’s length,-4s we would with any other entity,
whether 1t be a corporation, a small business, or a big business. -
- It is. interested 1n using its tirne: profitably. . We:normally find
-that we have to make expenditures of money to a university, and
I would say in the vast majority:of cases, no patents come cut of that
collaborative work at all. I believe it s wishful thinking to engage
-in any plan whereby ‘a university would be expected out of its own
time, its own limited resources and facilities to work with so-called
mdividual or littlednventors, 0~ oy o0 0 o
Now I should. like to ask a question, and I hepe T.am not going to
be an iconoclast, but T have'somewhat of that reputation. = . =
Senator ’Mamoxsy. Sometimes I think an iconoclast has a pretty
: ﬁo()d position and duty to fulfill. . Maybe we. will stir something up
ers, .
-Mr. Levy. Thank you,sir.: . o0 00 i 000 T
..Ishould like toremind the group here thit we are dealing with what
‘the Constitutioni basically refersto as the.advance of the sciences and
the useful arts, and there.is nothing in'the Constitution and there is
nothing in our.laws: either; I believe, about a distinction between an
.independent inventor, a little business, a big business.... ... .-~ . .
.. - I.think the Congtitution is interested in the country, and it is: de-
signed:to have:benefits for all.;1 7 - R I

The Constitution speaks in terms:of a:system which will advance
:the sciences. and useful arts.in the country.. I believe very .often in
patent-studies we are:prone. to-‘go off into alleys with respect to
.the problems of a particular’ group, and isolate that from- the broader
problem..  I.do not believe there is an iota.of difference from a patent
-poinf of.view policywise between a little business and a big one,.not in
- this.country-at least.. ... .7 1l el ol e U b e

 They both haye the same:problems with their inventors, with other
‘corporations, with the Government and.with. the public, and the so-
-called little fellow in my experience at least—and. I don’t mean in any
.sense to belittle his efforts—frequently has nothing in fact to offer. .=
.. There isn’t a week that goesby:that we donot consider contributions
from a little fellow, the independent, inventor; and we would actually
Jike to take them. ..In 10 years of work we have yet to accept our first
~one because we have found them in fact not to be helpful, and I would
ike to suggest.that perhaps the whistle here hasbecome larger than the -
locomotive at times.when the.little fellow. so-called has been stressed
‘bg some of the speakers here. to-the exclusion of the broad problem of
advancing science:and useful arts to all of those engaged in industry
and individual efforts. B T I TLT PP
Senator O’MasONEY. Mr. Levy, your association is with Floffmann
Mr. Levy. I am now associated with them:" I am past chairman of
the American Drug Manufacturers Association Patent Group. and
%gst chairman of the American Pharmaceutical Manufacturers Patent
Group, (o o o R R A
Senator O’Miamonzy. Do you think your éxperience in the pharma- -
‘ceutical field woiild be similar to the experience of another person who




' Mr. Lavman. ‘On a rare occasion there will bé an assignment of an
‘application very' shortly after the application is submitted. ! It will
probably be impossible to determine accurately-the riumber -of: such
applications that are sponsored really by an organization, but I think
the information would be helpful assuming that a great: proportion
of the individuals who apply for patents apply-of their own accord,
‘and I believe you will find that igtrue. -~ 0 i o
Senator O’Mamongy. Mr. Commissioner, do you care to make any
~ Mr. Wanson. We have collected information which  does throw
Tlight on' that situation, not s much:particularly with respect to the
‘application when réceived. ‘We-have mo definite information as to
the number which are wholly owned by the inventor or those which
are owned by others, but' we do have: the ability to check and have.
checked to ascertain how many patents are issued to corporate bodies
‘and how majy are issued to individuals and how many:are-issued to a
person who is different than the inventor, in other words, some assign-
‘ments are made from person to person. A great majority are made
“from person to'corporation. = U oo o e e
We have charted it. -Mr. Federico has a chart peeking out from
his file here which I see, and which would indicate to you that about
60 pércent of the patents which issue are:issued to corporations: -
_ Senator O'MamoxNsy. I don’t know how many in the audience may
have comie from the Rocky Mountain States or other States in which
mineral discoveries have been made in the past and mineral patents
issued by the Department-of the Interior or the General Land Office,
but I am sure that everybody has heard about the grubstaker who
furnishes the groceries for the old prospector and who frequently
turns up with most of the profits when the discovery is made of gold,

silver, or lead, or other valuable material.” - L A
" The suggestion here developed is that there may be grubstakers in
the case of inventors, - - - : SR e R e e
Mr. Watsor. I would say the risks are equally great in both cases. -
 Senator ’Masoney. Do you think that anything should be writ-
ten into the law requiring a full diselosure of what the a.pgplic,a.nt-
for the patent is obliged to do with the patent when he gets it¢ -
. Mr, Wazson. I certainly do not. - That is a matter which goes to
the value of the contribution to the arts and the ability of ons man
to deal with another, and it is a matter of tremendous import, because
it involves the matter of free contract and option.: -~ =+ .7
Senator O’MaroNey. We are dealing here, Mr. Comhissioner, as
developed in the discussion with the representative of the National
Research Council, with the fact that the individual inventor is not
always dealing with s man per se; he i€ dealing with an organization,
Mr, Warson. That ig true. Many of the patentg which are issued
to the corporation, as shown by the little chart which we have pre-
pared, are issued for inventions which are made by individual in-
ventors and purchased, you might say,in the test-tube stage by those
corporations. - I think that is not a compléte reply to your guestion,
¢ Senator O’MamoNEy. Suppose we have Mr. Federico tell for the
record what the chart shows. - 7oy e L
- Mr. Feperrco. The committee asked the Patent Office if we had
records of the patent applications filed as & vésult of corporate or



aid  inventors. © Through these many.years the organization has
served many independent inventors as well as some 60 universities
and colleges throughout the country,- . . . . .. .0
Acceptance of the suggestion made by Mr. Cohn, that universities
be called upon to aid independent inventors in developing their inven-
tions, would place those institutions in an embarrassing posttion. Tt
would be asking them to undertake something -beyond:the -scope. of
their charters. Colleges - and universities. are primarily teachmg
bodies and do not have the personnel witli the requisite specialize
knowledge and experience to handle the intricate technical and com-
. mercial-aspects of patent development. . . ... . . ..o L
In order to avoid becoming involved in the complicated business of
patent management, 60 colleges. and. universities have entered into
patent-development agreements with' Research. Corp., whereby that
_nonprofit. foundation handles patentable discoveries and inventions in
their behalf, with full protection of the interests of both the inventors
and the public. .Others, for legal or.fiscal reasons, use the facilities
and personnel of separately incorporated patent-management founda-
tions, independent of but closely affiliated with the institutions, such
as the Wisconsin Alumni Research Foundation and the Rutgers Re-
search and Endowment Foundation. T T
I am certain that consultation with these nonprofit organizations,
as well as Research Corp., would be helpful to independent inventors.
They might also find it advisable to seek advice from National Re-
gearch Corp. and similar commercial organizations which .operate,in
thig field. - .. 7. o T
- Senator O’Maxoxty. Mr. Palmer, did you prepare a, paper for this
committes? . . Ll g
Mr. PatmEr; No, sir; I did not. I.came here merely as an observer
fromy the National Research Council, - I shall be glad to furnish you
a paper on this subject, and also one concerning Research Corp.. -
:_‘.'_.PS.enator O’MagonzEy.. I think it would be profitable if you would
do that and go into more detail than it wounld be desirable to do at
_the moment. May we ask you to do that and submit it to the commit-
tée at your convenience? . . - T e o
Mr. Pavysr. I shall be glad to do that. The assistant; counsel and
I have discussed. the matter on various occasions and I.can submit
something that might be helpful. B S
Senator O’Manorey. You were about to.make a_comment on the
general subject, were you not? S T o
Mr, Pavmer. 1 had no intention of making oneysir; but T-will say
this: For more than 25 years now, I have been concerned, as scientist
and as administrator, with problems of research and patent manage-
‘ment. - In 1933, with Dr. Karl T. Compton and Dr. Simon Flexner,
I assisted in organizing the patent-policy program of the National
Research Counecil and since 1946 have been director of .its office of .
patent-policy survey, making research studies and rendering advisory
service Lo universities, industry, and the Government on these problems,
During the past b years I have been Chairman of the Government
Patents Board and, as-head of that independent Grovernment agency,
have been responsible for establishing, coordinating, interpreting, and
administering: the patent policy of .the Government with respect to
inventions made by Government employees. . As a result of these ex-




dnd if it must be-done through the Government, I don’t know, not
- knowing how things are: done; I’ think: there should be a: place in
every college that will help a.man. -~ He doesn’t have to. go to college.
He doesn’t have to be 4 professor. " Heshould:be'a man on the street;
probably dlggm% and:‘he finds out- how to dig better: So: he:'goes
to the college in his city and says, “I have this”- -1t they' thlnk Well
of it, then they will go to work on it.

Senator O’'Manowzy. There is-a_gentleman in our company today
who may be willing to’ make ! contmbutlon after the suggestlon that
has been made here now, | - :

- Mr, Roger McLean; you have reg'lstered?

“Mr. MclLean. Yes,sir. - -

Senator O’MAHONEY:- You represent t.he Smclalr Cor}é do- you not 7

Mr. MGLEAN Yes am here beca,use Mr P C bencer could :
not be.:

Senator O’MAHONEY I understand Would you care. to comment
now upon the experience of your. corporation? :

- STATEMENT: OF ROGER MGLEAN SINCLAIR OIL GO

Mr. MCLEAN Yes, sir. . About 4 years ago. Slnclalr had some excess
capaelty in its new research laboratories. - Under Mr. Spencer’s guid-
ance they offered to miake available to any independent inventor the
facilities of the laboratory to test out any invention relating to im-
proved: petrolenm products or a use of a petroleum product. In
return all Sinclair asked for wag a.royalty- If?ree license, for its own
opera,tlons taking no part in the invention whatever.. :

- Senator O’MAHONEY In other words, it was the pla,n of Smclalr
to allow the inventor to take the patent?. 4 g ; :

" Mr. MoLeax. Yes, sir. ;

Senator O'Mawmonry. And to fix his royalty to a,ny nsers a,t all except

the Sinclair Corp: which had the royalty-free use as compensatlon for
-the testing facilities of the labora.tory ? o ;
. Mr, MoLreaw, That is right. .

In order for Sinclair to get the 11cense they had to carry out the
agreed plan of test work which involved the use of their. facilities; of
their staff, and was carried out at no cost whatever to.the inventor.

We had ‘some 6,000 inquiries about it. . We had 400 ideas suggested.
More than half of them were completely outside the _petroleum field.
About 30 came within the ambit of the plan, that is, related to an
improved petroleum product or the use of a petroleum: product,.

Two-thirds of those were excluded because they were not the sub-
ject of patent applications or patents.. All but three were excluded
on the ]ga,sm of 2 screening that indicated they didn’t make. sense.
Three were tested out. Two unsuccessfully The thlrd turned out to
be economically unsound.

The conclusion that we drew from it is that there is 110 mdependent
inventor really in need of help.in this particular area.

Theé second conclusion that was drawn from the examlnatlon of a
number of things that were submitted that were outside the scope of
the plan, out31 e of S1ncla1r s facilities to do anything about it, and
the humber of ingniries not followed by submission of ideas,. ObVlO'llSly—
because outsuie the, 500P8, of the. plan, was that there is. need for some
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wider opportumty were offered ‘to that young ‘man, that particular
group, conditions:in’ the Patent Office would be much improved.

Senator O’Mazoney. Thank you, Mr. Commissioner. We havenot
had too many spokesmenfrom. the category of the inventors as yet.
“There have been 1.0r.2: - Lhad called wpon; Mr.' Cohn and Mr. Marks.
to be prepared ‘to make some commmients. - Each one of them dld brleﬂy
T wonder if either of you would care now to proceed

STATEMENT OF MR, HERMAN COHN INVENTOR

.

Mr. Corn. Thank you, Senator

Firstly, I want to express my apprecmtlon for your takmor notlce
of the fact that the layman 1nventor, who 1 believe helped to build
this country, is involved here. - I happen to be in that category. I do
not represent any organized body of people. I am here, probably, to
hold the hands of people of my kind who have helped or invénted var- -
ioug items, because they enjoyed inventing or because they thought
they would be improving and helping their fellow citizens. ™

My purpose in being here is to'credte’ & national setup, ‘along the
line of Mr. Donn-Bennett here, to enicourage, protect, and insure an
adequate remuneratlon to anyone Who mey have an 1dea. Worthy of
lnventmg ' -

Perhaps T am the Tast one who Was mvrted here It ]ust came Satur—
da But I am here today— g

genator O'MatioNey. The mail was slow : SRR :

“Mr., Conn. Yes; I know. I'did, however, 1ntend to prepare a sta,te—
ment and'an artlcle onthis’ and have 1t here for presentetlon I dld not
heve time to prepare this, ‘ : ‘

Senator O’%lAHom You meg prepare 1t now T

*Mr. Coun. Bit I do have an i v

Senator O’MaxoNeY. (Good. : S St

Mr. Comn. I have an‘idea which T beheve is Worthy of oonmdera-
tion, that could be practical and also profitable, and. would help every
man in every wialk of life no matter where he lives in this country 1f
you will install such a system in‘évery ¢ollege in the country

For instance, I at this moment have two ideas that are very. good
basmelly sound, and are needed: : Othe, for instance, perta.lns to anon-
skid car, .do a.way with chams ‘And that doesn’t pertain to the tires
themselves. T happen to be‘in a position where I can carry it out or
not, I don’t need the remuneration altogether Weall Would hke to |
‘make as much as We can, just for the fun of it; probably,

I say, what for’? ‘I know how you have to ‘go about the process.of

patenting things. * It takes time and money and effort. I don’t know
‘how well I'will be protected or, be remunerated So I don’t feel 11ke
‘putting money into this. -
" This is the statement T wish to put in: the record and submlt it to
you after I have written it. I propose a system coordinated with
every. accredited college throughout the country;. Whereby there will
be setup a department in that college where any man in any walk of
life can go and present this idea, have it processed by a professor there
capable of processing the same, and if they think it is worthy, then
‘work with him with the understanding and the same idea that a large
‘number of large corporations have and ‘a 'lot of colleges have, as- I
“understand, where they will work hand-in hand én a’ royalty basis, -

Who knows? These very patents may be helpful in supportmg
these colleges that need help _




{.:Mr: Krcan. Senator . O'Mahoney, returning to the.question of
isalaries, I.feel strongly that the Patent, Office pay rate should.-approxi-
‘mate.that of any other arm. of the Government using people of equal
skill.: T favor that..; But-I.also recognize that it will not prevent the
wraiding -of i Patent: Office. personnel: which, has been characteristic of
the office for a great many years.... . .0 ;.o
.: Many lafkge corporations :and many law firms and individual law
" practitioners want the Federal Government to train their associates.
: And so they:allow the nien to be hired by the Patent Office... And after -
‘he has:-been trained from 1 to’3 or 5 years they come into the Patent
Office and hire the young man: @ *..° . . o
- -I-think it is  going to be impossible for Government to meet. that
-competition.. I:do not:care what you pay the patent examiner. The -
large corporation-or the busy patent lawyer will pay him a thousand
do(:-';1 ars a year, or $3,000 a year, more to get him to leave the Patent
. ce, T o . L
-~ It would help, I think, if some .of the large corporations, which
have rather extensive patént-departments, would adopt the policy that
they would hire their young men right out of engineering school
or right out.of law school, train them themselves, and move these men
up, rather than taking them out of the Patent Office and placing them
-ahead ix terms of promotion of some of those who come directly with
the corporation. . &= - . . o IR
Senator O’Mamoney. Is it not a common practice among some of
the larger corporations, particular in the field of engineering and
chemistry and the like, to communicate with all of the universities
and the training schools in the land and offer most attractive positions
in their establishments to the brightest men in every graduating class’
every year? C o . CoT

Mr. KpcaxN. Yes and no,- .Usually that is done. =~

Senator O’Magoxey. That is a good answer. L o

Mr. Kecaw. It is usually done with respect to the engineering grad-
uates, . It is. frequently done with respeet to our abler young law
students, law graduates, for general law work.. But very frequently
they feel that the patent law. work is specialized far beyond the elemen-
. tary engineering or the elementary law of a beginner. Theréfore,
they will either take one of these bright young men who has worked
as a chemical. engineer or other engineer for 5 years, and move him
into the patent department as a trainee, or they will bring in someone
from the Patent Office who is familiar with their patent procedures.
There is gome tendency, as you indicate, to train patent law personnet
from the ground up, but 1 think it could be developed .considerably
more. Certainly I know that the busy patent lawyer frequently feels
he doeg not have the time fo train an apprentice who is constantly
bothering him with, “What do I do next?” It is cheaper to let Mr.
‘Watson and Mr. ¥ederico train them, and then go in and take them
out of the Patent Office for whatever he has to pay to get them.

"So while I favor.an increase in salary, that alone will not, end the
problem.. Maybe it is a good thing that we have this turnover out of -
the Patent Office. . ' _ , o

Senator O’Maxionsy. I was prompted by Mr. Kegan’s remarks to
say that out of a long experlence with various departments and
bureaus of the Government, I can say without any qualification at all




T think the present situation is tending to demote rather than to -
- promote the useful arts in this country. - : P
Senator O’MaroxEY. What steps would you suggest, Congressman
Lanham? L . ' Co
Mr. Lanmanm. I would suggest several things. I would snggest,
in the first place, that these appropriations be made. They have been
started. That is, to eliminate as quickly as possible this enormous
backlog which arose very largely by reason of the war years when
examiners could get greater remuneration in private industry than
they could from the Government. It takes some time to train them
properly. That is a very important thing. _ _
Another thing, the lag of 4 years is stifling the very incentive that
is necessary to make the patent system. operate as it should for the
benefit -of this country. R C .
‘Benator O'Manoney. It occurs to me that it might be well to men-
tion at this point the fact that the salary of the Commissioner of
Patents is not as great as the salary of the heads of some other bureaus
in the Government. Commissioner Watson did not tell me that. I
looked it np for myself because the salary of the head of a bureau
governs the grades that the experts under the head rmay obtain,
Our search showed, for example, that the highest civil service grade
in the Patent Office for patent examiners in grade 13. You have
grades 12 and 13 in the Patent Office. ‘ o
"In the Burean of the Budget the lowest grade for budget examiners
is grade 14, and the highest 1s grade 15. In other words, the salaries
for patent examiners in the Pafent Office range from 37,040 to $9,360,
whereas the grades in the Budget Bureau range from $9,600 to $11,800.
And that disparity in payment, of course, is a handicap to the Patent
Office in obtaining the type of examiners that they want. =~ .. = -
I'have noticed for many years, as a member of the Appropriations
Committees, that it is almost always itevitable that the salaries in
new branches of the Government are beétter than the salaries in old
branches of the Government.  This is particularly interesting in
the field of patents, because under the Atomic Energy Commission
there is a patent adviser and a patent attorney, each of whom is in
grade 15, carrying a salary of from $10,800 to $11,800, I know of no
reason why that good salary should not be paid in. the Patent Office
as well as in the Atomic Energy Commission. A thousand dollarg
difference would make a good déal of difference in the Patent Office.
It will not make much difference in the Atomic Energy Commission
in getting any better grads. =~~~ . R
' Mr. Laxmam. I appreciate the force of that statement. There are
many people who believe, myself among them, that the Patent Office
ought to be an independent office of this Government. _
Senator O’Mamoney. By that do you mean that it ought to be
taken out of the Department of Commerce? _ T
Mr, Lanmam, Yes; I think it should. T think it should. be an
independent office. Let the Department of Commerce act upon the
commercial aspects of what is done with patents. A patent itself
ig not commerce. At any rate, I think that is a subject that is worthy
of very serious consideration, and it would help to obviate this dispar-
ity thatiyon mentioned. -~~~ U U




My own estimate would be. that not one-half of the patented in-
ventlons—somewhat less than one-half—are utilized commercially.

Senator O'Mimonuy. Mr. Ballard’s statement, it I may say so,
seems to mie to be based upoh the assumptmn that patents, once issued,,
are always used.

Mr. BALLARD May I speak to that, su'? By no means is that my
opinion.

T think Mr. Federico’s estimate is a Very generous one. You must

understand that a thing to be patented does not have to be the best in
its field. Itcanbe patentable without that.
"~ And the reason that many of the issued patents are not used is
because, generally, they are not good enough to compete with other
known alternatives—known already in the field of imndustry, You
will never be able to get into commerce all of the inventions pa,tented
And it would be a waste if we did it. '

Senator O'MamonEy. Please do not misunderstand me. My ques-
‘tion was not intended to raise the inference that I thought that Con-

ress should force the use of any patent. I gather from your words
%mt you got that impression.

Mr. Banoarp. Maybe I got it a little too strong, but I think that
we must leave to economic effect which patented 1nvent10ns go into
- use and which do not.

I have been working at patents now g little over 50 years. Dumng
. that time T have represented one of the largest corporations in.the
country. Presently I am patent. a,dVlser for the National Assoclatlon .
of Manufacturers.

* 1 recall an investigation showed that this compa,ny I speak of used
about one-half of its patented inventions.” And I regard that as a very
remarkable percentage of use.

You canriot tell when you take them out Whmh ones are gomg to be
the ones that win their way in the market.- ‘

Senator O’'Manoney. Is there any other person around the-tabla
WhO wants to comment upon thls situation, or anybody in the 1'oom2

STATEMENT oF ALBERT I, KEGAN, PATENT ATTORNEY
GHIGAGO IL, -

Mr. Kecay. I am professomal lecturer on pa,tents in the Law School
of Northwestern University. I would like to emphasize that there isa
difference between a patent and an invention.

_ The patent is the doecument published by the Patenit Office.

Mr. Federico has indicated that less than one-half of the inventions
are manufactired commercially. In my opinion every patent serves
a useful purpose the day it is printed by the Patent Office, because one
of the principal functions of the Patent Office is to make knowledge
shown in the patent available to all of the world. Xf the patent dis-
cloges an inferior mventlon, the grant and publication of it never-
theless is a real service. It keeps other inventors from spending their
time and their money in reinventing something already known, and,
so that a corporation. considering that approach could.locate the -
patentes, and find out Why 1ts eommerolal m‘mufacture ha,s not been
undertaken. -

So Congress does. promote rogress under the present statute by
issuing every patent that it does, Whether the patent mechanically

/




AJl of these things bear particularly heavily against the lone inventor and the
small business based on his inventions. The first two problems mentioned can
be easily eured by adequately staffing and equipping the Patent Office. The dif-
ficulties of patent enforcement for the little fellow is & much harder problem.
The ridiculous idea that. patents are somehow antisocial can only be met by
education. A patent is merely the agreed payment fo someohe whe hag served
the public by produeing an improvement in our standard of living. It is about
4s antisocial as the paycheck of any other public servant. The handicaps for
the Ione inventor can, however, easily be exaggerated. . :

The fact is that many 1nd1v1dua1 inventors have had great. financial success
and recognition with no backing except the merit of their inventions. From my
own experience I can recall that Pupin got a half million dollarg for his loading
coil; DeForest got nearly half a million for something less than full rights under
his vacuum-tube, patents ; Lowenstein got $200,000 for-his patent on the negative
grid; Grissenger got about a half million for his telephone repeater circuit
patents; and Day got $180,000 for his patent applications in the electrical field.
These sums were paid in each ease by a large and powerful corporation with
research laboratories of its own. Corporations today generally lean over. back-
ward in their efforfs to deal fairly with the individual inventor:

This committee may hear many stories by individual inventors about the
alleged unfair freaiment they have received. . But if must always be remem-
bered that every inventor iy obsessed. with the value and importance of his own
invention. He is seldom able to realize that industry may find other known-
things better for the intended purpose; and he ig géldom able to sense the limita-
tmns of his own patent, if he has one.. An 1nve11t10n does not have to be the
best thing in its field ipn order to be. patentable -

There are several coroliaries to the guldmg prmclple gwen at the begmm.ng.
of thisstatement, some of which it'may be well {o.note here:.

{a) Thefees pald by an applicant for a patent are in nopart a payment for his
patent He pays for his patent wholly by makmg and d1selosmg to the pubhc
a new improvement in the useful:arts. :

(%) Fees charged: apphcants for pateuts should not be expected to support
the Patent Offieé It is merely:the public’s: receiving oﬂice for mveutmns Whlch
the public wants.to acquire (as the patents expire).

#{e) The public, having 'invited inventors to: spend theu tlme and money to
1mpr0ve our standard of living, should be zealous:io. hener the paycheck . (the
patent) -given by it in return. .Or in the. words.of Chief Justice Marshall,
“The public yields nothing. which it has not agreed to yieid; and receives all
which it has contracted to: receive. : The full benefit- of the discovery, after its
enjoyment by the discoverer: for 14 (now 17); years, is preserved; and for his
excluswe emoyment of 1t durmg that tlme ‘the pubhc falth is pledged“ {6 Peters
217,.2

\Ir BALLARD I Would hke to just say thls, to take th1s out of the

heart of that very brief statement, I believe that the guiding star for
any inquiry intended to improve our patent system Is.the basic fact
that the whole plan, including the Patent Office itself, has been set up
solely for the benefit, of the public, and for no other purpose—not par-
ticularly - for the beneﬁt o:f the inventors, except m a very second-
ary sense.
" The purpose, and the mterest of the pubhc is to- get the mventlons
made as soon ag possible and as many as possible, and who makes them
or how they are made is of llttle mterest to the pubhc, pr0v1ded the
pubhc gets them, - -

Many of the mventmns that have most 1mpr0ved our sta,ndard. of
living have come out:of, the. big. laboratomes, and they could not have
ha pened any. other way. And i;hat is a,ll to the rrood because it
beneﬁts the public, " - =~

On the other hand, there are hundreds that come constantly
from the ininds of 1ndependent inventorg, and if we do not keep our
patent system such as to induee these men %o do their work, we are not
0"01ng to get a]l of the mvent;lons possﬂ)le and 48 5001 a8 posmble




What. I am talking about, in my original statement, are the 98
percent of the patents that probably cannot qualify for any. special
treatment. These people should not have to be.in dire straits in order
to be able to get their patent, processed in a reasonable amount of tims,
They should be able to come in, and in a very comparatively short time
get their protection. R o e : T
. As far as the people who wish to delay their patents, I-would rather
not comment on that at this time. - C B e

Senator O’MaxonEy, Mr. Bennett, it looks to me as if you wanted
to make a comment, = . ; R o
. My, Bexwerr. - I cannot think of a single inventor as an independent,
opposed to the corporate structure, wherein about 500 inventions that
have been sold, that T have somehow or other been involved in—I
cannot think of a single instance where the lack of the issuance of the
patent itself has withheld the sale or-held up the sale of that inde-
pendent inventor’s license. And, in many cases, I find that the com-
panies are rather pleased when they see what the application holds
in the way of claims, that they may further work on’it, if it is neces-
sary, if they are going to acquire or lease a patent, ' o

I think it has been very helpful in mahy cases that this delay has
been in effect—if you may call it a delay. . I know of noinstance where
it hag withheld thesale.” =~~~ &~~~ =70
.. Senator O’Mamoney. Mr:. Commissioner, do you care to ask any
questions at this point ? T et L

' Mr., Warson, Myr. Chairman, no. - I can make an.observation, based
upon my own experience as a practicing patent lawyer, to the effect;
that the needs of an inventor for the prompt issuance of a patent vary
from man to man, so that certain inventors will wish their patents to
issue promptly, because corporate:interests will not agree to invest
money. unless there is a rather definite assurance that a protective
patent will be forthcoming. - - : - .
My views in that respect differ somewhat. from Mr. Bennett’s,
~ On the other hand, there are many—and particularly the corporate
interests—who are.in position to. exploit their inventions with the
capital and équipment which they have, and they do not.require the
issuance of any patent to interest any other person. The patents
which they seek are useful for degansiVe purposes, and unless
and until a threatened infringement is in the offing they do not
need the patent. SRR L

_So we have various views as to the need for liberalizing what we

call- our petition-to-make-gpecial operation. - = R
T may say at this time we are giving that particular matter study
in the Patent Office, thinking that the examining. operation might
penefit, and particularly in view of the enormous backlog, if we were
less strict in the requirements for certain individuals to obtain pri-
ority of examination. Heretofore we have been rather strict, indeed,
in permitting anyone to have his application taken up in advance
of the applications of others and given special consideration. . That is
being given study at this time.. . I
Senator O'Mamoney., Mr. Federico, out of your 30 years’ experi-
ence, do you-wish to-ask any questions or make an observation with .
respect to this particular point? ... ~ - - .. .
Mr. Frperico. Noj; not at this time, Mr. Chairman,
Senator O’Manonuy. Mr, Ballard?



Mr. BENNETT. As of Eriday, I just learned that much of the work
that I know you are going to be doing here is going to be helped,
because the Thomas Alva Edison Founda.tmn, with a handful of a
dozen or more of the national manufacturing companies in the Na-
tion, is going to provide this program freely to individual television
‘markets all over the country. So, therefore, the inventor will have
a real opportunity now of talking weekly to some 32 millicn people.
Thls should help his work gr eatly

. Theank you, .

Senator ’MaHONEY. Very good. o Co

I shall not call on Commissioner Watson at. this time, becauqe he,
like the rest of us on this committee, is looking for facts. What our
conclusions may be will be the result of collaboration later on. If
legislation is needed, it will have to be the joint work of the legisla-
ture and the executlve, and it is our hope in conducting the. meeting
1in this way that we can promote the utmost cooperatlon throughout
the sessions between these two. branches of Government so that we
may haye speedy legislation for the 1mprovement of the patent sys-
tem, so far as it may be needed.
. Let me ask every person who is called to identify himself as he.
opens his summary of his point of view. T think it would be proper
for me to announce the names of two or three people so that you w1]1
‘be ready for your presentation,

- I am going to call on Mr. Brennen, Mr, W. C. Brennen, of the
National Patent Council; Mr. William R. Ballard, of the National
Association of Manufa,cturers and Mr. Herman Cohen, of Baltimore,
Md.; Mr, Alvin M. Marks Wh1testone, N. Y.; and Dr. Arohle Palmer,
of the National Research Councll _

‘Mzr. Brennan, will you start? o

STATEMENT OF WILLIAM C. BRENNEN, REPRESENTING JOHN W
. ANDERSON, PRESIDENT OF THE NATIONAL PATENT COUNCIL

Mr. Brennex, Mr, Chairman, my name is Wﬂham Brennen and,
I represent John W. Anderson, who is premdent of the Natlonal
-Patent Couneil:
_Maybe before I start—and I will make it very brief—I should say
that our organization is an assoclation of inventors, small research
Jaboratories, and corporations who have an interest in the patent
system. We are not fully prepared to make our statement at this time,
‘and we may submit a detailed one in writing later on, but we would
like to start out by saying that we feel that the purpose of this com-
mittes in the investigation of the patent system is very fine. Any-
'thmg that can be done to increase the incentive of the small inventor

15 completely in line with the purpose of our association, '

 For the purpose of discussion, as I said, I will make this brief. As
the first person speaking, I would like to call the committee’s atten-
tion to the lag that exists between the time that a patent a,pphcatlon is
submitted and the time that the patent is granted.

We feel that this peried, which can amount to many years in
some cases, has a tendency to decrease the incentive that the small
inventor needs to produce his work, . . ;



the facts on the table for all mterested in the contmued progress of
the arts and sciences to see..

I am very happy to be able to a,nnounce tha,t Commissioner Watson
has cooperated in the :fullest degree in the prelunmary work of the:
committee. -
 Commissioner Wa.tson, I supposed you are well known to all of
these who have gathered, but would you not stand and take a bow,.
so that all may see you, 1f any are not acquainted with you?
[Applause. ]

gzenator O’MAHONEY Mr. Federico, will you be good enough to
stand, too? . [Applause.] .

Our purpose in having these two gentlemen at the table is to put

them in a position of stmteo ic advantage, where they may question the - -

other witnesses who are to.come.to the Toundtable.

T hope I have made clear the plan that we intend to follow. It has
been my experience over a long number of years that if witnesses
in the field of expert importance are permitted to cross-examine one:
another, the committee is much more likely to get much mere infor-
mation than it would if it were to depend solely upon the cross-exam-
ination of its chairman or any of its members.  So, in a sense, we are
bringing all of you into the play that is being produced here today
as examiners who will let us sée what the conflicts may be in the think-
ing of all who are assembled here.

NOW,Mr Caplan, would you be good. enough to indicate those Whom
weshall invitetosit around the table in the first instance this morning #

Mr. Capran. Is Mr. Bennett, 1nventor representatlve, here? Wilk
‘you take a seat at the table?

. Is Mr. Herman Cohen present? Wﬂl you take a seat at the ta.ble2

Mr.:Marks, -7

"We also have some- 1epresentat1ves of tho Na.tlonal Patent Counoll _
here.” T wonderif they could be seated at thetable. .. :

~Clongressman Lanham, Mr. Brennan, . :

" Are: ‘there any.other inventors or inventor representatlvos present»
here today who would liketo take part in this discussion?

We also have some. representatlves of 1nd.ustr1al ororamzatlons here,
Is Mr, Levy present?: . SIS Co :

Mr: Lovy. Lamhere.. . - § e S

" Mr. Capran. Is Dr. Palmer here2 Will you take a seat ab the table.

Is the representative of the Small Business Admlmstratmn, Mr-
Hoﬁmm, present today ?: Would you join'the table.

Is Mr. Ballard present ? . Will you take.a seat at-the table. :

Are Mr. Schmeltz of the Aluminum Corporation of Amemoa,. M.
Silver, Colonel Toulmin, and Mr. Woodward present?. = 7.0
* - Ithink that we have almost filled up the seats. . -

‘. Senator O’MAHONEY Are there . any Volunteers for the three
vacancies? -

Mr. Capraw. Mr Rlch Mr Blebel of the Amerloan P&tent Law
-Association, and we also hwe Mr Hayes of the A_merlca,n Patent Law
Association.: - -

Senator O’MAHONEY Let me say that Whenever anythmg develops
at the table with which anybody-in the rest:of the room disagrees,
‘plea,se do not hes1tate to rise: and ask for recogmtlon So Iong as we



ventive genius of Americans in the modern era. The individual in
our time finds himself in a fleld of competition with foreign nations
and ingtitutional research laboratories which did not exist ag com-
petitors when the Constitution was drafted and the patent laws first
written.

This committee.has called to its assistance in these studies the offi-
cials of the United States Patent Office in the Department of Com-
merce. Commissioner Robert. C..Watson, who sits here at my right
hand, has kindly consented to be with us and to bring with him ex-

erts from the Patent Office like Mr.: P. J. Federico, Examinér in
%hiiaf, who is with us today, to launch the public opening of this

Itjgs approprigte for e to say that Mr, Federico began his services
in the Government, in:the Patent Office, ag'an‘assistant examiner,
more than 30 years ago and is now Kxaminer in Chief in that Office.
: “We shall: conduct these 8-day hearings:on .an informal basis by
group discussion and. interchange. of ideas.: We want each of you to
feel free to speak briefly on any of the topics to. be discussed to the
end that by free and open discussion the important problems in the
patent fisld may be brought out into.the open for morse detailed treat-
ment it the future, = 000 LT SR
© Let me-émphasize that we cannot actually solve any problems or
deal extensively with individual experiences and situations during
the 8 days at our disposal. - ‘The purpose of these meetings is:to bring
out some of the thinking and suggestions available as to the direction
this committee might take and how it'might proceed, and what to
look at in our efforts to suggest how eur patent system can more com-
pletely fulfill its constitutional purpose of promoting the progress of
getence and useful arts, . FRT R

As is obvious. from the scope of the problem and the number of
people attending, there is a lot more to talk about than we eould
possibly ‘handle adequately in. that time.. All of you have a great
many ideas on a great many-of the subjects we plan to discuss.  That
. is why-you are here. We would like:to get-every last word {from
every last one of you, but time simply does not permit that. - The
chief purpose of a public.hearing, of course, is to let the public know
what the problem is, and by outlining the nature of the problem to .
invite advice from the public which otherwise would not Ee secured.
You are all. invited. to file with the committee your full statements,
but.it will facilitate our progress if you will be good enough to sum-
marize the points you desire to make and if we take up in an orderly
faghion the problems which are to be discussed. . N PR

I know. you will understand, consequently, if it becomes necessary
to cut off discussion now and then so that we can proceed to another
subject. . Those of you -who have come with prepared formal state-
ments have the asurance that. they will appear in full in the printed
hearings: .- However, in. order to give everyonme an opportunity. to
enter into the free and. frank, informal, roundiable type of discussion
which we are planning for these 3:days, I hope you will-not read,; or:
attempt to read, formal statements. "~ . .o L

The central patent issue-seems to be that.of the relation:of the.
individual.inventor and.the business concern which puts: inventions.
on the market. Phrased in another way, is the million-dollar Jab-






to a corporatmn but would slow the initiative of the independent inventor, It
is subgested that cutting down. the time allowed for an attorney to answer from
6 months to.30 days would help the inventor a great deal. The need also emsts
for adeguate and competent personnel i in the Patent Oﬁice. ‘ . '

A. G. Thomas, inventor, Chatianoog®, Tenn. (pD. 351—355) : .

There should be some:way inventors can officially recoxd. their ideas w1thout
fear of piracy. The patent praetlces of many of pur large compames are withont
conscience.  Mr. Thomas suggests a number of plocedmes for 1mprov1ng the
Patent Ofice practlce and the patent system generally

C. H. 0. Van Pelt, iwdustmal econmmst and manayemem c(msulta%t Omcmnatu
Ohio (pp. 355—306)

" The greatest service Gongress conld do for 1nd1vxdua1 1nventors is to thft the
legal burden of. proof in the event of infringement from the patent owner to the’
infringer. The writer suggests the infringer would have to prove to some quasi--
judicial body in the Patent Office, or to the Iederal Trade Commission, that his
products do not infringe: the issued patent.  Patent infringements hurt the eco-
nomically weak., The Federal Trade Commission has the proper understanding
of husmess and the kind of procedure needed to protect the rights of inventors.
Technical assistance ‘that the Commisgion might need couild be made available
to thein by the Patent Office ot by a Teference to a technical master for a ruling. .
A small amount of asmstanee to 1nvent01s conld mamtmu the prmmpal source
of our industrial’ progress L

Jomes Watson, mvsmtor Wimttzer Owhf (pp 356—358)

Long delays in actmg on amendments are not, oniy expensive but unethlcal In
accepting the original digsclosure from the inventor, the Government has entered
intg a precontracinal agreement which placesipon it a eontlnulng obligation that.
is not fulfilled until the patent is issued or the application is rejected for real
and not; imagined reasons, = The time required for Patent Office actions can be
as 1mp0rtant to the inventor as the actions themselves. If the Patent Office
would give a prompt, factual responsge to the initial applieation, it would elimi-
nate the majority of amendments and .thereby greatly reduce the workload.
Inventols with limited capital never recover from their first attempt to obtain
a,patent. = The operations of the more tenacious ones are limited bhecause of the
delay in obtaining patents as the lack of a patent’ holds back interest of invest-
ment moneys and manufacturers, This resuits in a great reduction in the total
nimmber of new ideas that flow mto the public domain during the prodiictive years
of an inventive mmd Another loss 1s When new ideas he ‘in’ the- Patent Ofﬁce_
awsntmg 1ssue 7’

William, R, Woodward patent a.ttomevy, of Mzwmgmn, N J. (pp 308—360)

The entire design of the United States patent system is based on the principle:
that patent applications should ‘be thoroughly sereened by & -corps of expert
examiners sufficient in number and resourees to provide prompt action on- all’
applications and amendments thereto. Delay in action on patent applications.
produces manifold evilg: (e) it is d1scouragmg to some inventors amd their
assignees; (B) it creates hazards to a manufacturer of new or improved products,,
because he gets no prior notme of the pendercy of a patent apphcatmn which

manufacturer in a d1sadvantageous negotlatmg position if the patent has even
a colorable applicability to his product; (c¢) by postpomng the dafes when ‘patents
are granted it postpones the dates when patents expire, when the inventions of
the patents are dedicated 0. the public; and (d) the mountmg backlog creates’
pressure oh the Patent Oﬂice ‘to dlSpOSe of cases with a skimpy study of the
claims and prior art, resulfing in the issuance of an undue proportion of invalid.
patents, Items (b), (¢)y;-and: (d) may tend: to prejudice courts against.the
enforcement. of patents.. By enabhng the Patent, Office. to be. more careful and
thorough we . may:. Jindireetly. improve the. judicial. attitude toward. the patent
system, in, addition, to direct improvement of the administrative part.of the
system, .He proposes. that the Patent. Office backlog he reduced to normali. in.
5 or.6 years instead of the present proposed 8 years. ThlS would reqmre h1ghe1:
appropna.t]ons and more rapld expansion of the staff, with salary scale improve-,
ments awarded to the staff,  The apphcant’s time for response.to Patent Office.
actiony, now usually, 6. months, should be. reduced. to 4 months. .. The. counts of;
lnterference shoulfl, be,. pubhshed at the close of .the motlon peuod if ear11e1-




law from the rest of the law and the patent law should, not be at odds with
policies pursued by the general law. In such a climate the patent ystem_ may
not fare too well as sueh .conflicts, when they emerge, induce a pub__hc_eym_msq:l
about the law and a sense of injusticé. It ig his theme that g specialized _;|.ud1-
ciary would lead to decadence of the law and that no benefit would be obtained
from having a patent court. The members of a patent cou}'t could not be so
ommniscient as to possess specialized skill in chemistry, electrpulcs, me‘chamcs,' and
in. vast fields of discovery as yet uncharted. The expert in orgamnic chex:mstry
brings no special light to guide him in the decision of a problem re}atmg 'to
radio-activity. It is hig feeling that patent law presents no greater diffieulties
than other branches of the law. Patent litigation today is most frequently
met with i close assceiation with other branches of the Iaw such as unfair
competition, trademarks, confidential submissions, antitrust and corporate
reorganizations. It i his conclusion that if patent law has become 0 gsoteric
2 mystery that a man of reasonable intelligence cannot compreh.end it, then .
something has gone seriously wrong with the patent law. If that is so, and'he
does not hold this view, the cure lies in correcting the law and not in tinkering
with the beneh. . . AR _ ' e

George D. Riley, member of national legislative commitice, American Federation

_.of . Labor (p. 338) . : : I -

Labor presents an excellent cross-section of American ingetinity and has pro-
duced a full share of patentees and applications for patents. - Thus labor is
interested in what goes on in the field assigned to the Patent Office.  Mr. Riley
states that the Patent Office’s difficulties will not be solved by adding fees upon
fees ; the number of examiners in the Patent Office be increased; that their pay
scale be raised and that every effort must be made to place thé work of the
Patent Office on a more current basis as rapidly as it is feasible and practical.
Louis Robertson, putent aitorney, Chicago, ITl, (pp..339-345) _

Mr. Robertson suggests the filing of informal disclosures in the Patent Office
whereby the invenfor could obtain the same safety that he now obtains by filing
a patent application, assuming the disclosure.te be a complete disclesure of the
invention. .The inventor in.this. inexpensive manner would have a period to
investigate the marketability of his invention or to further improve the invention
hefore filing the relatively expensive patent application.: The-adding of new mat-
ter to pending patent applications should be allowed subject to the diseretion of
the Commissioner of Patents, thus. obviating the necessity of- filing substitute
applicatiens.. . It is proposed to permit the filing of patent applications more than:
1 year after a public use or published disclosure.: Protection of inventors from
unscrupulous practices of some- advertising atforneys reguires congressional
action. . A statute should he enacted to reduce the present rigidity of patent elaim
practice. Simplification of claim practice can take two major forms, namely,
style simplification and flexibility of interpretation.” It iz suggested that the law
provide a list of additive features to appear immediately preceding the elaims to’
aid in interpretation.-of: claims: : T R L
Murray Robinson, patent atiorney, Houston, Tew. (pD. 345-347) . .

Mr. Robinson has several suggestions for increasing, dissemination to the public
of the information disclosed in patents which. in his view should be-the prime
purpose of the patent systets. He proposes (1), an increase in the size of type
of patent specifications to. its former size;. (2} reduced cost of patent copies to
the former price of 10 cents each; (3) patent drawings to.be drawn to scale and
the specification to state the scale, the tolerances, the materials, and- other
know-how ; (4) patentees to notify the Patent Office. when 'a patented invention
has been put into vse and to place on file the details of the.design actually put in
use; (3) revise the Official Gazette to publish an abstract of each patent instead

~of a claim; (6) publish bound sets of classified patent abstracts; and (7) publish
bound selected . collections of patent specifications and drawings (but without
cipime). .. i RN, ol A P LR oS
Felie A, Russell, potent attorney of Washington, D. O: (p. 847)
Mr:. Rusgell proposes that the Patent Office make it a practice to send 1 ¢

‘

) i ) . oDy
of each Office action to the inventor and 1 to the attorney instead of -2 :copies to
- the attorney of record;.that the.attorney be compelled to send & copy of each
a_:m_e’nd;peqt-ﬂig'__gach:c‘asg to the inventor and. that a:statement by the attorney




Joscph N Paﬂce'r, mnemor, Bedford, Ve. (pp. 326-327}) - .

Mr, Parker suggests that the Government issie a patent for a nominal fee,
retain title to the patent, and issue licenses to use to all comers and then share
in the royalties with the inventor. .

Leslie A. Price, Jamestown, N. Y. (p. 327)

. Mr, Price suggests the simplification of the patent system and an immediate
issuance of a clearance certificate which would properly classify the invention at
the time of filing., If the invention is actually in use and so certified, it should
be promptly proceseed to a definite conclusion; otherwise it should be open to
‘use by anyone filing an application for use 3 months prior to such use. There
‘should be an effective liaison between the Patent Office and manufaeturers, pro-
ducers, and distributors, who should be promptly and continually notlﬁed about
‘new discoveries and inventions in their particular fields.

‘Helon Reils, St. Paul, Minn. (pp. 827-328)

The 4-year period of pendency of patent applications at th1s time makes our
patents obsolete before they are even formally approved. She suggests legisla-
tion to simplify patent appllcatlons, speed upu patent awards and also aid for the
little man to protect his ideas. -

-Bdwin L, Reyno!ds technical adviser, Umted Smtes C'om"t of C’ustoms and Patent
. Appeals, Waskingion, D. C. (p. 328}

Patent Office Rule 272 (b) contains a provisions that “By agreement of the
parties, provided the Commissioner consent, testimony may be taken before an
‘officer or officers of the Patent Office under such terms and conditions as:the
‘Commissioner may prescribe”” This has been in the rules since 1949 but -has
‘only-been inveked once. Both parties mnst agree to the procedure; the parties
must pay the expenses of the attending officer, and the rulings are advisory on.‘ly
Any provision. perinitting a hearing officer, to make binding rulings would require
a change in the law. Based on the author's experlence, it ig his belief that there
is no compelling necessity for such a change. .

Giles Rich, patent atiorney, New York, N, ¥. '(pp 328—331)

The new Patent Act of 1952 contains a basis for the amelioration of the antago-
nistie attitude of some courts toward patents. So far the only judge to see clearly
what was intended is Judge Learned Hand in his very recent opinion in Lyon

V. Bousch & Lombd (106 U, 8. P, Q. 1). - To carry cut the constitutional purpose,
patents could not be granted for every shadow of an idea and something more
than mere novelty and utility must exist to justify them, The requirement of
invention hag had o single, simple function, to prevent private monopoly taking
from the people even for a limited time the kind of improvements which would
be expected to come spontaneously from one gkilled in &n art presumed. to:be
familiar with all the prior art whenever required to effectuate a desired result.
dn codifying the reguirement for invention, the new law in section 103 is that
-a patent may not be obtained though the prior art fails to show the same thing
if the differences “would have been obvious at the time the invention was made
to a person having ordinary gkill in the art.” “At'the time the invention was
made” requires it to be adjudged without the benefit of hindsight wisdom. Fur-
thermore, the courts need no longer be concerned with- whether the invertion
was made by flash of genius or by sweat, in view of the new provision that
patentability shall not be negatived by the manner in which the invention was
made. This is a legislative decision that a temporary patent monopoly is jus-
tifiable and in accordance with public policy and the constitutional purpose: if
the subject matter is new, useful, and- unobvious. The'one who must judge is
still faced with some of the same old problems, and. in the final analysis his
judgment will be subjective, for it is nearly as impossible to appIy a yardstick
‘to “obvious™ as it was to apply it to “invention.” “Obviousness” is a question
to be determined in each case according to the level of development in the par-
‘ticular art involved; and, as before, from the viewpoint of the fictitions char-
acter in our field, the man having ordinary skill in the art, “nonobvicusness”
added to novelty brings pat_entabﬂi_ty_ into line with the basic distinetion be-
tween good and evil monopolies, assurmg the pecple freedom and hberty not only
in what they had before but also in what they have a nght to expect in the way
of spontaneous advances from those of ordinary skill in the art. If the courts
can be persuaded now to take the new law at face value and get over' their con-




[Abvin M. Marks, inventor, thtestone Long Istand, N. Y. (pp. 314-818)

The presumptlon of validity of a patent may be 1mproved by employing a more
thorough, ecomplete, and careful -examination and action by the Patent Office
staff, Extensive prior art bibliographies should he prepared and electronie
searching means provuled to assist in searching. He advocates setiing up a sys-
tem of pl‘lOI'ltleS in the examination of patent apphcatmns An inventor may
wish to delay issuance of a patent application because of workmg in a feld which
is & Iong way from being ready for commercialization. On the other hand, other
inventions may be ready for an immediate market when the application is filed
.and in such case the patent may have to issue quickly in order to be utilized.
Inventions may be classified into bagie invention and derived invention. Tunda-
‘mental inventions stem from a more or less complete knowledge of the particular
fields of physics, chemisiry, optics, and the like, whereas derived inventions,.
which are more often called gadgets, are such items as the safety pin, fountain
pens and pencils, and the like.  Unless there is a follow-through between the
-igsnance of the patent and its,subsequent development to a commercial stage; the .
incentive to invent can often turn into a burden upon the prolific inventor. . De-
rived . inventions:may. be successfully protecied with. small capital expenditure
and are relatively easy. to commercialize. However, fundamental inventions and
derived- inventions which are more complex-constitute a different story since
-they require. a highly competent technologist or scientist. . Obtaining risk cap-
Jital to test out such ideas before a market is established ig difficult, if nof.im-
Jpossible, and no economic data is available to prove that the 1nvent10n will make

a profit.’” Many times the inventor is not well eguipped to handle such situations
apd the inventor loses his reward. The independent professional inventor may
‘maintain his independence by the formation of his own company, where he would
“be freé to create without external contrql, but he can only do so if he is :willing'
to create a diversified group of inventions. Some of ‘these must be derived inven-
tions which have ready marketability so. that thé inventor is then free to de-
velop more complicated and fundamental inventions: Thisis a difficult road and
not likely to-be met: with-success-excépt under very:favored: eircungtinces.
‘The corporate or team inventor approach is-the one-most:conducive to obtaining
‘the best results from.the creative mind of the inventor:: Mr. Marks emphasizes
-that risk capital is needed in the perfection and development. of the.invention:to
-a. cornmercial stage and for the promotion and commercialization of the patent.
He suggests that the National Science Foundation, or other Government agency,
-be empowered to:negotiate contracts direetly with inventors and.provide them
:with risk capital:for their developments to the point. of commercialization, and
that:Congress provide additional risk capital by contraet.to introduce the: per-
fected invention and promote it. - Such grants.are presently made by the Gov-
ernment but only to corporate entities nsually for specific projects involving mili-
‘tary requirements, or for general investigation in:some basic scientific. field of
research and-not necessarily related to patentable inventions.: Such grants may
‘be made to the inventor with right to subcontract the necessary facilities from
.university or corporate laboratories. The economic return to the country from
‘even one invention of a fundamental nature would justify: the expenditure.
-Additional suggestions are the: S8I8C might be empowered to-aid the issunance of
‘low-cost. speculative stock to enablé the public to speculate upon the advance of
‘seience and invention and the: use of tax incentives-to.those who would place
their risk capital at the disposal of inventors, Creative individuals in universi-
ties and corperate laboratories are hampered by lack of freedom to give vent to
their imaginations and Iack of reward for accomphshment Improvement ean
‘be made for incentive plans in thege fields.

Jokn A, szau patent: attomey of Chwago, IZZ former Oommwmomr of
Patents. (pp. 3’19—321) .

The: reazon f01 the enormous Patent Office oacmog and the amoum, of t1me
involved in obtaining patents; lies.in the fact that the Patent Office has never
‘been able to catch up on the backlog, and the severe shortage of: Patent 'Office
examiners has caused the backlog to be increased. It is his belief that the ex-
ammmg corps should be substantially increased. He alzo states that if the ex-
-amining corps had proper and adequate working conditions. they could. increase
production from 10 te 15 percent and improve the quality of actions. - He sug-
gests that the Patent Office could be operated more advantageously and ef-
ﬂmenﬂy if it were a separate and independent agency and in'a separate build-
mg which ghould have the proper facilities and space for efficient operation. Dur-
ing his term as Commissioner of Patents the Olassuﬁcatmn Division of the Pat-




standard of inventiveness which is workable for utility inventions and design
patents. The design patent statute is not well adapted to the design problems
of industry. Adequate design searches cannot be made in the Patent Office
because the present classification system is not workable. It classifies design
patents by the function of the article of manufacture to which the ornamental
design is applied. Classification by artistic style is not workable either, since
categories embrace an infinitude of varieties of ornamentation.” As a resulf the
grant of a design parent hardly warrants any assumption that the design is new
or that the patent is valid. The Mazer v. Stein decision invites repeal of the
design patent statute, as copyright has many advantages over design patfent.
Copyright is quicker easier, and cheaper; the term of protection is longer, and
the right is easier to enforce. There is stubborn resistance to recognition of
copyrightability in clothing designs. Hence some will advocate that any statu-
utory endorsement of the Stein doctrine should contain a promso denying copy-
rightability to articles of clothing,

.The administration of our patent system may be 1mproved by the following
sug egtions:
© 'The presumptwn of validity to be attached to an issued patent must be com-
mensurate with the thoroughness of the search of the prior art made by the
examiner in acting upon the patent application. It is impossible for the examiner
to make an adequate search beeause the patents are ciassified- according to a
scheme which has been made obsolete by the enormous increase in.the number,
variety, and complexity of modern inventions. ['wo alternatives appear. Adopt
a registration system, or perfect an adeguate classification system by appropria-
tlon-of substantial sums to rmodernize the system and then to reclassify aill the
issued patents with the aid of automatic machinery., 'When in doubt, the Patent
Office always hag allowed a patent application. Patent plosecutmn is normally
ex. parte, and the patent examiner does not have the zeal to'deny patentability
which characterizes an.aecused infringer in.court, . A court passes upon a.patent
by hlndsxght Many inventions startingly novel in the mechanisms employed and
dramatic in the beneficial results obtained when the invention was made appear
obvious years later. . In practice, every patent is prima facie valid up to the cost
of litigating it. Sometlmes it promotes competition to strike down an. issbed
patent by court action, thereby making the invention freely available o all.
It rarely or never promotes competition to strike down a patent application in
the Patent Office.. Thug, Congress cannot unify the standards of mventweness
applied by. the Patent Office and by the courts.

The present intérference proceeding needs modelmzatmn or abohshment
They are unduly technical, time corsumning, and expensive. Interferénces are
usually settled by negotiation rather than by adjudication.. It scems desirable
to provide for arbifration, and to provide that the Patent Office shall enter
judgmient on the award of the arbitrator. A quantitative examination.of the
extent to which patents are actually being used to restrict opportunities is needed,
as compared with other devices. It would be advisable to poll indusiry.to
ascertain what measure of validity businessmen accord to an unlitigated patent
and to. what extent the high cost of patent litigation causes Businessmen to pay
patent royalties on patents which they believe to be invalid. The cost to
‘business and the wvalue of the techmque of, obtammg patents for defenswe
purposes shoul(i also be ascertamed :

La/wmnce Kfmg.slemd 'yatent attomey cmd J‘m mer Oomm@ssumer of Patemﬁs,
St. Louis, Ma. -(p. 807).

A thorough classification of prior art Would result ina great saving ih expense
and more assurance to patent.owners thaf their patents. have sounder validity,
Government fees in relation to the prosecutmn of applications should be deﬁmte,
with some reasonable inerease in filing and issuance fees, but the uncertainty of
specific charges for the number of sheets of drawings, pages of specification, and
number of claims should be eliminated. The removal of thig uncertainty will
ald the mdependent 1nventor to. ﬁnance lus developments and to protect hina.

Donald . Lane, Uommwszomr, Umtefi States Conrt ‘of Ola@ms of Wa.shmg-
ton, D, C. (pp: 307-308) =
The development of a practical clasmﬁcatmn system for persons wor]ﬂng ‘with
the patent system, persons engaged in research, and persons engaged in produc-
tion should be adopted and the results should be made freely available to the
public by the Patent Office. More worthwhile and valid patents would be only
one of the good results of such a prooram He suggests the need for adequate




claims 1 to 4 valid and infringed, and claims 5, 8, invalid; the court of appeals
held the patent not infringed without passing on validity. Two prior distriet
‘court decisions held the patent valid and infringed, 1 ih Penngylvania and 1 in
Maryland, The Supreme Court found the patent invalid, 3 judges dissenting.-
The decigion of the Supreme Court mentions 3 United States patents, a British
patent of 187G, and 5 publications. These publications included the Eneyelo:
pedia Britannica and a treatise on goldsmithing and sculpture by Benvenuto
Cellini. The publications and 2 of the 3 United States patents had not been cited
by the examiner. Nineteen different judges passed on the patent, 9 found the
patent invalid, 7 thought the patent valid (I in part), a.nd 8 ruled on a question
of infringement only.

© The ninth case involved patent No. 2,242 408, issued May 20, 1941, to E. D.

Turnham. The Bixth Circuit Court of Appeals had held the patent claims
to be valid and infringed. The Supreme Court invalidated the patent and
did not mention any specific reférences. The decision of the court of appeals,
in sustaining the patent, states that 17 patents not c1ted by the exammer were
1ntroduced in evidence and analyzed 7 of them.

‘The 10th case involved patent No. 2,465,266, igsued November 30, 1948, to
E. Nudelman. The patent was held vahd and mfrmged by the Seventh Cixcuit
Court of Appeals. The Supreme Court decigion is a -one sentence per curiam
decision which does hot mention any references.

Maw Fogiel, inventor, New York, N. Y. Revised Patent La/m N eeded (pp. 2905-204)

Due to the delay in patent prosecutmn, hazards are created in marketing
inventions. Very often the inventor, after having filed his application at the
Patent Office, submits hig invention fo firms who show a posgible interest. Many
firms who find' that the invention may be profitable proceed to manufacture it
without compensating the inventor in any way. The present law does not
permit the inventor, after his patent has issued, to recover damages from anyone
who previously manufactured the invention for gainful purpose without acquiring
legal rights from the inventor.. It is suggested the law be amended to permit
such recovery, which would be subject to the condition that the inventor had
previously warned the defendant of the pending action before the Patent Office
and such recovery be retroactive to the date the defendant received such notifi-
cation. Such a change in the law will probably render sufficient protection to
induce most patent applicants to make their inventions public. Mr. Fogiel states
that the courts’ standard of invention is foo high and that the h1gh cost of
bringing an infringer to trial and the small probability of recovering damages
from the infringer through court procedure does not justify the expenditure
of thé costs involved in the prosecution of such a case The courts’ actions
encourage 1nfrmgers : - Dt

‘Robert A. Greene, inventor, Daytona Beach, Fla. (p 294).

Mpr. Green proposes that the Government prosecute patent infringers 1nstead
of putting the whole burden.on the small inventor who can't aiford to do 80, -

Rwhmd J. Haoug, inventor, Nash/u,w N. H. (pp. 295-207)

" Mr. Haug comments on the problems in obtaining commercmhzatmn of in-
ventions. He cites his own problems in .this regard. It is his belief that a
patent claim, once granted, should be uncontestable. so that an .inventor may
proceed with his -invention without the fear of infringement. If is also his
suggestion that the Patent Office should have a larger staff and allow enough
pay for competent men who can judge new ideas in their proper light and rela-
tions. There should be no need of law suits to establish rightful claims and it
should be the work of a commission of experienced personnel to determine the
facts, their decmxons to be final, and it should be, 1llega1 not touse a patent once
issued. .

Roger 8. Hocw, patent wttomey, M@lwaukee, Ww (p 207)

An application is sufficiently clear if an examiner is able to aet upon it on
the merits and no obJeetlon of indefiniteness should be made without the per-
mission of a supervisory examiner or a simple traverse of such a rejection
should be referred to a supervisory examiner. Congress should establish that
the third paragraph of section 112 means what it s8ays, my amending that para-
graph by prefacmg it with the WOldS “Notw1thstandmg anythmg else m tlns
section contamed 7




two words by distinctly stating that mventmn means either invention' or dis:
covery, The distinction is somewhat difficult, but by looking at Edison’s phono-
graph, which is an invention, and comparing it with his incandescent lamp,
which is a discovery, the differer:ce becomes clearer, The writer then seeks
to set out the metes and bounds. of the terms “invention” and “discovery” by
the Hdison examples and other examples. Study of the records has convinced
the writer that confusion does exist in the use of terms and causes many of
the uncertain decisions which are troublesome to industry in connection with
patent law, The statute should require one who msaintaing a patent invalid
because it is too near to the prior art, be required to plead that it is neither a
mental conception or equal to creative research, hy alleging the absence of the
things which: would show either in separate paragraphs,. and maintain both in
order to prevail.

‘Williasn, T, Oruse, emecutwe vice. president, Somety of Plasiics Imdustry, ?\Tew
York, N, ¥. (p.-286)

One of the biggest problems that confronts the plastics industry is that of
design piracy. - Under present exigting patent law the manufacturer has no
adequate protection. It is Mr. Cruse's belief that changes in the law ought to be
enacted to rectify this wrong,

L. Davidson, consulting engineer, New York (DDp. 286—-287)

The life of a patent should be extended from the present 17 years to about 25
years. Revision of the present laws on court procedure involving patent infringe-
ment is suggested as it is. too expenswe to protect the average inventor under
the present laws. -

Dy Lee Dellorest, inventor of Los Angeles, G’ahf (p. 287)

There are too féw Patent Office examiners and they are greatly overworked
This results in delay in examination. Congress should recognize the increase
in the number of inventors and expand the Patent Office examining staff to meet
the rising requirements.

P. J. Federico, Bxaminer in Qhief, Uiited Stwtes Patent O]‘ﬁce, WasMngtan, D. C‘
(pp 287-201)

Patent No. 2,705,484, April 5, 1955. ;l' orgensen and. .T orgensen assigned to
General Motors Corp for “meehamsm for controlling the starting and operatmn
of internal eombustion engines,” was pending 23 years, 2 months, and 27 days.in
the Patent Office. At the. time of filing, the application was assigned to the
Wilcolator Company of New Jersey. The application was later assigned to
General Motors. The ex parte prosecution prior to the interferences took 2 years,
2 monthsg, and 22 days.. After the last interference was over, a further time
of 5-months and 13- days was used in a winding up action by the exammer, a
reply, notice of allowance, payment of the final'fee, and the printing and issuance
of the patent. On March 30, 1954, 5 interferences were declared involving the
above application and _applicants of % other parties. Subsequently, 4 other inter-
ferences growing out of these were declared between. the above applieation and
applicants of 5 of the other parties: The last one of this group of 9 interrelated
interferences wag terminated December-23, 1940, which was 6 years, 8 months,
and 23 days after the declaration of the first. Shortly before the end of the
last of the first group of interferences, another interference was declared on
June 4, 1940, with an application owned by Carter Carburetor Corp.. and later
another interference was deeclared with & reissue application, aléo owned by
Carter Carburetor. The-—applicant lost both interferenceg in the Office and
filed civil suits under what is now title 35, United Btates Code, section 146, to
review the: Office decision. The decision of the distriet court was appealed to
the court of appeals.  There was an unsuccessful attempt by the Supreme Court
:to review the decision: The last step was concluded October 9, 1950. The period
of time involved in thig litigation was 10 years, 4 month‘s, and 5 days. On
May 2, 1947, another interference had been declared with a patent owned by
‘Bendix, 'This interference was decided by the Office and the civil action filed
4n the district court which was pending 7 years, 5 months, and 19 days, The
-entire group of 12 interferences was pending 20 years,-6 months, and.22 days; of
thig time, 12 years, 7 months, and 12 days was in the Patent Office and T years,
11 months, and 10 .days were consumed by court reviews.. Two unusual features
are present here: one i3 the multiplicity of interferences, and the other is the
duration of the interferences. In 1934 interferences were rather freely declared
by the examiners. Over 6 percent of patent applications became involved in




formal grounds and to. postpone aetlons on the merits. This results in delay in
the prosecution of the applications, ' It is suggested that'a special department be
created within the Patent Office, havmg for its purpose the acquisition and classi-
fication of publications, particularly technical publications, for example, foreign
technical journals, house organs, theses written for.advanced degrees in universi-
ties, and that thig department make available to the examining divisions the
results of its work. Any appropriation directed to activities of this kind within
the Office would be.well spent, as well as would additional appropriations for
enlarging the examining staff and inducing expeuenced members of the staff to
remain within the Office. A brief digest of the art and of the.position of the
patented invention in the art should be affixed to the patent at the time of issu-
ance as an appendix or supplement much in the manner in which cited references
are now listed.” The cost of patent litigation and. the delay mvanably incident
to the determination of patent rights in the Tederal courts are injurious fo the
public interest and to the rights of the individual inventor and small corporation.
Tt is the $mall inventor and the small corporation that suffer  much more
severely from -thig situation than does the established large corporation, Dr.
Land and Mr. Brown are hopeful that the improved effectiveness of the Patent
Office -will result in a greater reliance by the couris upon the actions of the
Office with the corresponding strengthening of the presumption of validity arising
from the issuance of the patent. Extengion of pretrial conference practice and
wider-use of relief through summary proceedings W1].1 result in qmcker demsmns
in patent cases and a reduction of litigation eosts.

John A, Bruninge, pwtent a,ttomey o,f St me Mo.; Umted States Patent Laivs
(pp. 268-277) :

Wlth regard to reduction in' the’ cost of obtammg a patent Mr Bruninga
favors restoring a-practice of filing informal disclosures which existed from 1836
to 1910, whereby an inventor upon payment of A reasonable fee could file a
descnptmn and drawing of his invention in the Patent Office, thereby establishing
a record date, with the add1f.'10na1 provision that the examiner make a search and
report the search to the inventor together with one or more claims to which the
inventor might be entitled. The problem of high mortality of patents is due {o
the administration of justice by the courts. By reason of the différences in pro-
cedure, it is to be expected in a properly presented infringement guit the courts
vill hold patents invalid even over prior patents cited by the examiner, Where
the courts err is in taking their own view of what would or would not be obviong
to one having ordinary skill in. the art to which the subject matter pertaing.. Mr.

Bruninga proposes an amendment to title 85, seetmn 281 by adding a prowsmn,

similar to that in section 145, namely : :

“jin such a case the court shall determme the. questmns 01’ validity .and in-
. fringement of the patent on the evidence before it.” - :
Patent cases should be tried by judges who have at least a general knowledge of
physies and chemistry, such-as taught in colleges Ways are suggested in which
greater efficiency in patent prosecution may be achieved and for reduction of ex-
pense in the Court of Customns and Patent Appeals... Repealing either section 145
or section 146 is not favored. ‘With regard to reduction-of the cost of patent litiga-
tion, this ig particularly due to the lack of scientific knowledge by .the judges.
Cost also can be reduced by preirial conferences and liberal rulings on inter-
rogatories and particulars. Mr. Bruninga is not in favor of a patent court of
appeals, except'a rotating one as suggested by Judze Hand, ror ig he in favor of
experts to advise the distriet courts unless the experts are subject-to cross-
exammatmn With regard to Patent: Office administration, this 'his. been'as
efficient as -conditions permit. - The Workmg conditions of the Patent: Office
ean be improved and the number- of ‘eXaminers should be increased and theéir
salary scaled upward. Patent Office:clagsification needs overhauling, ‘The author
expands upon his suggestmn that ‘examinérs should obtaln practical:exXperience
in the arts: “He is not in'favor of an izerease in Patent Office fees nor-a resort
to annual taxes or annuities. ~Additional comments are as follows v 1t isg difficult
to find a definition as to what is patentable and what is an invention.. The author
suggests an amendment:of section 103 to phrase it in a positive rather than a
negative manner and an amendment to section 281, Interference practice shouid
be revised'so that those dee1d1ng interfeérences hear the witnesses; - Any péarty to
an interference should be given the option; after the start of an interference and
after prehmmary motions with reference to patentabﬂlty, to proceed directly to &
distriet -conrt under gection 146, - ‘Under title 28, Unitéd States Code, séction
1404’ (a) ; the forum non: conveniens statute, ‘the dlstnct court may in its: d1sc1et10n




and justifies trespass by all. Upholding patents would correct evils and bring the
award to the inventor nearer to the true commercial value of the contribution.
Today the courts seem to be too free in invalidating patents. The fault is not
with the Patent Office being too liberal in granting of patents. The Patent Office
has its fingers on the pulse of our inventors and is judging each art according to
the level of invention necegsary to encourage further invention. The courts, with

less than 1 out. of every 250 patents coming before them, and seldom. with more-.

than 1 in any glven art, eannot judge as well as to the appropriate level of inven-
tion to be dpplied in a glven case. Applymg too high a standard of invention pre-
vents benefiting the public in 1mpr0v1ng the SImple things by which we live; The
standard of invention set forth in section 103 is the best by reason of its flexibility.

The courts:have been $old :the idea that patents. are. an unjust monopoly-and:

against public interest. . As a result of this general attitude, they have come to
strike down as obvious any invention they can understand. Congress needs to

aet to reassert the public benefit of the patent system. Amendments to sections

108; 271.(d), and 282 are guggested by the author to attam his desu-ed result
Johi: Anen Appleﬂm, mttomey, Urbvena, Il (pp: 245-—246)

‘The purpose of the patent law should be to protect and to reward the 1nventor

for hig genius. However,, ‘the present result ig to thyart him at every furn.

The standard of invention test as used by the courts is too high. - It is suggested
that steps be taken to mtroduce new blood mto the Patent Oﬂice, partmularly 1ntor :

top posmons :
G Waight Arnold, patfmt attomey, of Semma Wa,sh (pp 246—255)

Mr. Arnold proposes an objective test of-invention asan: amendment to tltle 35 :
United States Code, section 103, by adding the followmg paragraph as a second B

paragraph. to. -section: 103+
“Independently of and apalt from the above a patent may be obtained for
. an invention and patentable novelty shall be found therefor,. whenever there
is. estabhshed a. new functmnal relatlonshm ‘between any of the factors

Which dre reqn_lred for rendermg an 1nvent10n in the 1ndustrlal art practieally"

" operative.”

The adoption of this new functmnal relatlonshlp test Would promote ‘uniformity -

of decisionsg on the validity of patents. by providing a uniform’ stindard on test-

of, patentabmty Action by Congress is urgent in view of the record of the

United States” Supreme Court rélative to patent decisions; the report of the Na-

tional Patent Planning Cominigsion, and opinions expressed by judges.. The -

Patent Office; Federal courts, and lawyers desire an objective test. It'is subm:s’
mitted that such a test will relieve the confusion incident to the test of 0bv1011s~ ]

ness and the courts w111 have a "uid

I A Austmwn ctmsultmg eﬂgme@r"
tpp-: 255—259) SRS

,,thelr dehberatmns

Hunidreds-of thousands of patents are granted annually in the world and only :

go, III Aboat the ngedy of Im;entmg :

a -negligible amoint ¢in he abgorbed: by national”economies,: “The purpose of
patents for inventions is the progress of mankmd i The-practical purposge of: the
United -States patent: is the ‘advancement of' the inventor :and: the hational:
economy. The inventor wants to carry his invention into practice and .convert

it into money. The United States Patent’ Office earries:ont a most-admirable

search ag to novelty and’ patentability of an:invention: during the examination’
of a patent application.” The priof: art cited-is of great importance; “The fese °
for a United States appheatmn is extrémely  modest. - Tt is hard to understand :

a‘British patent claim but i is excliigively" a ‘privilege of ‘the patent lawyer: to

undérstand-a ‘United States patent: claim. * In’ Englind;: Getmany, and- other-:

countries -of the world,” there are eradusted: ‘anniities as to patent fees and - .
most patents lapse after 2 few years for' nonpayment of thege fees: - The ‘higher

the technical civilization of a country; the better the patent laws and the better’

the patents granted after an ethical examination as to novelty and patentability: ™

In France or in Cenfral and South America, the: state. acts giraply as-a.cashier -

of the rising annual fees. The most difficult task is to carry. a patent into
practme Many patents’ may have great merits; however, they . may become
buried in the famous patent cemetery, The’ “gebrauehsmuster” or minor patent.

is but a patent for a model of utility which covers new arvangements, devices,

and structural modifications of articles of daily use. 'We do not have this type

of protection: ~ Thousands ‘of German chemical patent applications were filed.
There were: only a few that found their way into industrial practice. Many good




-definition in title 85 United. States;Gode, section.- 103 and that, deﬁm ;
tion-should not be. cha.nged (235)... ; -
. Edwin I, Reynolds, chief techmcal adviser; Umted States Oourt of{
Custom,s and Patent: Appeals, stated the. advantages of technical .ad~
visers| to-lay: judges .in -pointing out: to.the: judges. the. problems they :
are approaching... - With: respect to Patent Office; officials, :hearing. tes-.
timeny; in- interparties. cases; there is considerable expense requiring :
the: parties. ito travelito Washingten: . The, rules .now. provide that.
where the parties agree,they.can have. solmeone, from, the: Patent Office -
attend the: hearmcr and -aet a5 a. hearmg oﬂicer : Th1s.pr0v181011 has
been invoked onge: ort ice, (237 Yt si




ents is the industrial revolution: of the 20th century.. . Industry has
.discovered. how to. make. inventions by, industrial research dividing
.the field of research: into sections with each man. exa,mlmnw one par-
ticular. section. - The.. primary, questlon then becomes Whether the
patent, system aids by encouraging investments in obta,mmcr stich in-
.ventions. .. To a. certain extent,, it does, but to a very: mlnor ‘extent.
Opposed to this advantage is the fact that great corporations. finance
-research and get a portfolio of thonsands of patents which never run
‘out, (220). becduse of constant 1mprevements so that the life'of a patent
. portfolio never expires. ‘The individual inventor has become part of
a team and, the patent system has become g question of protectiveness,
.like a protective tariff; for American industry. = According to J udge
"Arnold, the, problem. todzty i3 essentially the problem of reeoneﬂmg
our great corporate research and the power which the patent laws now
.give them with our:ideas on monopoly and antltruet A very weak
patent in strong hands is powerful: (221), A strong patent In weak
Eands is not worth, enythlng . One of the reasons for the.lack of ad-
‘judication of patents and the power of patents in strong hands is the
.tact that patent litigation. is so tlemendously difficult as well ag ex-
pensive,  One who goes mto an mdustry and mfrrnges a patent IS
-taking.an awful gamble.

o udge Arnold suogested that it should be aga,mst pubhc pohcy
for a contract to provide that the licensee counld not contest the validity
of the patent. He also su%dested that with regard to.the “subpa,tent #
the patent application with a variety of claims stating the saie thing
in different ways, the real problem is how much power. the patentee
IS croincr 1o receive, how much contro] of the mdustrv should be
ed (229
.. The, O{gmmzssmner of-.Pa,tents sta,ted that’ conmderatlon of the
“amount, of power which the award of a patent gives an inventor is
‘not. in ‘accordance with Patent, Office practice.. The nimber of claims
'to which an “applicant, is entitled depends upon the invention which
‘he has made. Judge Arnold. suggested that the problem’ of port-
folios or groups;of patents should be approached both. from the stand-
_point of .antitrust. enforcement and also from the standpoint of the
_tendency. of courts to hold. _patents invalid when the.size of the pat-
_entee:should be considered. with its power to sue for mfrmgmg and
U.tl]lZlIlg patents for more than their limited period (223)..

. William R.. Woodward, patént attorney of New York City, referred
to the worth of the patent system in encouraging invention and the
hlstory of American. inventors .(226). The Patent Office needs as-
sistance to perform its function, according to. Mr, Woodward (228)

Karl B. Lutz, ‘patent attorney of Plttsburgh Pa., stated that con-
trary to the expression of a previous -withess, the individual inventor
is not extinet because the patent lawyers meet. the 1nd1v1dua1 inventor
every day.  The way to help theindividual inventor is to niake: petent
.grants as, strong as possible bécause the individual inventor and the
-small concern can offen build upon, a patent..  Large concerns do not
need’ patents nearly as much as small ones. Orlgma.lly patent, pro-
“cedure was _analogous_to copyrlght procedure but the system did not
work and in the Patent Act of 1836 the examination proeedure, which
is currently followed, was introduced. . However, it is necessary to
ha,ve 2 sereemngr of: petents by the, courts Wlth regard, to the atti-




“Patent Office 1s’ about the same. One advantage of the Court:of Cus-
Ytorns and Patent’ Appealsiis that its' décisions are'published and com-
prise precedents which guide the' Patent Office officials initheir work;
“whereas, unfortunately, the district:court'decisions:ordinarily are not
“published. “All of the judges'of the Court of :Customs and Patent: Ap-
" peals participate in‘each’decigion’ and the -eourt’ follows its own- deci-
“'sions ag precedents, so'that clear guidelines to the Patent Office result.
The position “of’ the ‘district ‘eourt-is not -so clearly: revealed. to-the
~Patent ‘Office.” The, Court-of Appeals for the District of Columbia
~ddes ‘publish its decisions wnd those decisions are largely ‘consistent
“with ‘one anothier gver the years:- The Court' of Customs and Patent
A%pea,ls decides’ about two-thitds of appeals from the Patent Office
CDUAT) it A ARSI R T RN DR
' ( Ux'zder*questioni'ng'-- of committee: counsel, it was brought that:Mr.
“Federico was requested to compile ‘some data 'on the record of patent
suits'in courts: : In'thé courts of appeal there weré 439 patent decisions
“in'the past 7 years. ° In 19 percent the claims involved were Leld valid
and infringed; in 61 percent the-claims were held invalid ; in 19 per-
~cént the claims were held not’infringed. TIn that period there were 7
-eases in‘the Supreme Court, in'2 of which: the patentsere-held valid
.and the remainder invalid. The percentdge of ‘patents held: invalid
“is higher in recent ‘times ‘than it hag- beén in previous times: (176).
“Mr. Federico presented:a paper on-adjudicated ‘paterits from 1948 to
‘1954, which is. printed in the record, showing the number of patents
“adjudicated in the Supreme Court, ‘the courts of appeals and the dis-
“trict courts, the' district court decisions being broken down ds to pub-
-lished and unpublished’ decisions.: Of the published decisiohs’ of the
district: courts, excludirig” patents counted -more than' once; during
the period 1948-54,-38.3 pércent of the: paténts were held valid ‘and
“infringed; 53,5 ‘percent were held invalid: and 16.2 percent were held
‘not infringed. *With'regard to the inpublished 'district court decisions
for'the same period, 41.0' percent: of patents were held valid 'and in-
fringed; 8.6-pércent were held invalid: 6.7 percent were held ‘hot in-
~fringed ; ahd in"43:7 ‘percent of the cases the décision was judgment
“for defendant,” dismissed ‘with' prejudice; ete., or in ‘other words not

3

‘adjudiented (176)-(181)

" A separate table shows that of 145 patents held valid and infringed
“by the district court, on appeal 70 ‘were held valid and infringed, 57
imyalid and 18 not infringed.  Of 219 paténts held invalid by the
district court, only 5 were'held valid and infringed on appeal, whereas
206 were held invalid and 8 not infringed.. Of 64 cases in which the
district’ court held the patent was not infringéd, on appeal in'1 case
_the court.of appeals held the patent valid and infringed, in 5.cases in-
valid and In 58 casesnot infringed. A separate table is also presented
showing the holdings of the United States courts of appeals over the
_long-term period of 1925-54. The material supplied by Mr. Federico
also shows the long-terii record of holdings. of validity and infringe-
‘ment in the United States Supreme Court from 1925-54. A survey
was also prepared showing, with respeet, to the most recent 50 pat-
-ents held invalid by the United States courts of appeals, the grounds
for the various invalidity holdings and the prior art references used
by the courts as compared with those used by the Patent Office exam-
inex to mine: when. the courts tise new evidence to:hold’ patents




is used upin the Patent Oiﬁce, 1t mlght be unfalr to put such a measure
intoeffect at thistime.

_Mr, Federico stated that the la.st b111 on thls sub]ect had a prowsmm
that ‘the tinie: consumed. by ‘the Patent Office’ would  not be included
in measuring the:20 years.” Mr. Mayers stated that if the bill had that
feature he doubted that Here any sound baSIS for opposmcr 1t (152) R

VVEDNESDAY OCTOB

-:Hon..Robert. C. Watson, Comnnssmne v-of Patents, prehmmarv toi
ihe main body- of his testimhony, mentioned: exhibits in-the lobby.of the
Department: of: Comerce showing how theiinventions of individual-
inventors have.matured into:the:establishment of-large: businesses.

~With regard to-the mounting backlog: of: pending: patent, applica~:
tlons, as of October 1, 1955, the:backlog compriséd 222,567 applica--
tiens. - The, tendency to mount ‘Thasieridured ginée. May: 1953;.. :To ‘copey:
with: the’ sitpation,the examining: staff must. be increased. - Timing: of
the.ihcrease ofithe stail has been: consldered and ai.8-year: plan for;the:
disposal of the backlog and its reduction: in:size-has: ;been:-adopted.
(162). 5 Arbacklogiof. 1(}0 ,000-applications: and an examining:staff: of
850, men would enable; an, 1nvent0]: ito receive a reply. from the Pa,te]m':i
~ Office to hisapplication within,a, permd of 3 or.4 months and to receive:
replies; to.amendments after rejection-within a similar period of; time. .
Applications are presently being filed at.a rate of closeto 80,000 a year..
The plan. involves;the building up of, the: examining. cOTPS, desplte the .
exireme dlﬁicultv of recrmtmg examiners, at thlS time: - However, the:
patent bar assoclations have been.cooperative in. assisting the. Patent
Office;in aequiring nesw: examiners (163 ). Durmg the ﬁrst year;, thefg ‘

oy

corps of exalniners, an.be.increased: by:300. . T
On the streno*th ofithe. representa.tmn that 1t could be so mcrea,sed .
an’ a.ppropmatlon of $2 million. was obtained from,Congress over that
recommended hy.the Bureau of the Budget.. .- The. Patent. Office asked:
for $15 million within the Commerce Department and ‘the recom- ;
mendation of the Bureau:of,the Budget to . Congress.was. $12 million.
Congress appropriated $14 million when 1t looked to be impossible for:
“the Patent, Office to spend .more than that amount. . The S-year plan
contemplates the, expendlture by, the Patent Ofﬁce of more money. than .
the Patent,Office i3 able to.receive from fees. It is based on a number.
of assumptions.. The: plan_calls for the reduction of the backlog the ,
first year (1957) by 10,000 applications;in, 1958, by 20,000 in add1t1011, ;
and for the next 3 years, 20,000 Jper year. . Fmally, the reduction’in.
backlog tapers off and the exa.mmmg corps igreduced by attrition, a.nd-,
not:by involuntary separations, and a.corps: of: abont. 850 men remains :
164) At this rate, the Patent Office will receive about. 80,000 applix,
oatlons per, year, will dlspose of a similar number, . and W111 have. a,
backlog:of 100,000, ;
‘With reorard to lmprovement in clasmﬁcatlon, the 8 year pla.n con- ;
templates the building up.of the Classification Division. of the Patent:
Office in:such a manner that within.about 6 years the large problem .
of classification will be accomplished. .. The plan involves the expan-
sion of the Classifieation Division from a present low fignre of theo-
letlcally around 30, and actually around 17, to a total of. 141 and.then’
a tapering off to.a number which will be able to.receive patents weekly
as,they are, published, and to, classify, them and to maintain the cla581- :

' -hca.tlon current.



mventlon, a test of: pla.olarlsm 48 opposed to the. Eres’ent—day t,est;‘_‘q'f;
mventlon in patent 1nir1ngement actlons mlght ©.-1ore =beneﬁcm1-
1234 bt
( Ml) Robertson questl ned J udae Hand abou .whether the standard
of inventiohwas changed by the enactment of section 103, of the Patent;
Codification Act.and whether a change.of the. standard of inventien,
was prejudicial to the rights of a defendant.who relied upon-a; higher:
standard of invention.. -Judge Hand referred to-his.opinion in Lyon.v..
Bausih o, Lowmb; wherethisissue was resolved in favor.of the patentee.:

Mz, Brunmga referred to the diffictdty  in- gettmg the. upreme;
Court.to:change its opinion: as to the: stamilrd -of-invention. He also-
referred-to- the matter of interference- plactlce in the Patent. Office:
(186). He stated that studies should be given to a proposal- that
one of the parties, instead of going through. the interference examiner
in;the: Patent Office, should: have ¢ the optlon to file suit, against the:.
other party in the district court. . This would speed up interferences. .
Mr. Brunings also recommended study of reinstitution of the “caveat’”
practice which. formerly prevailed in. the Patent Office and ‘enabled.
inventors to record the fact that they ;were.in the course of preparmg
a patent application- (137).. .

. Mzr. Robertson stated that in 1949 an, eﬂ:’ort was ma,de 1o determme
the underlying cause for. the trend of the courts toward holdlng pat-
ents ;invalid .and inquiries: were addressed to.all. Federal judges. by .
the chairman of one of the committees of the Patent Law Association::
of: Chlcago An analysis of 15 significant. replies showed  that, 12..
mentioned or expressly attributed the trend to dissatisfaction; with. .
working of the patent systern: at that.time. This suggests the possi-
bility that the best; way to remedy a trend in the courts against patents.
1 toimake the patent:system more popular. There .were three ma,m
groupings of the complaints that the judges: made:

-1::Abuses-of the patent. system, sometlmes Wlth spemﬁc 1eference
to the TNEC report ;. ; :

:.2. Unreasonable w1thh01d1ng of mventlons from use and

--8..Not enough benefit to iventors. == . .

With, respect; to. ‘abuses of patents,, the mater has been taken care.:
of by the activities and successes, of the Department of Justice. .All"
patent- lawyers. are. convmced that.-an unreasonable Wlthholdlng of,
Anventions from use is nonex:stent 1nsofar as. 1mporta:nt 1nvent10ns
are concertied. . This. lea,ves only the. matter,:of. relative benefit. to.,
inventors, but general opinion is that the patent system, is a fine. thing:
for the country and for inventors..; Its faults are two in, character,

‘1., The: ma.tter of too many p‘ttent bemg held. mva,hd In, recent
years: and ; ' : S

2, The matter of expensweness due to complemty of lltlgatlon .

Simplification of the amount, of work. in litigation is. necessa,ry
( 138). ‘Mr. Robertson, stated that. there,is no, sharp conflict, between
the interests of inventors and. the interests of the public. .

'Technological progress is far more. important than shght excesses
of the patent monopoly. ;obertson. suggested an amendment to.
the patent statutes Whlch ould to some extent reduce the. techni-
cahtl,es of claim’ practice, - If broad claims in pa,tents were held to be’
too broad, the court would still be free to, render justice according to,
whether an .invéntive concept disclosed in the patent, was . actua]ly
used by the defendant or not (1.59) The w dest .scope. of the patent




-different from’ the type of monopoly granted to inventors, where
protection is:afforded.in instances where the infringer was without.
the least recourse to what the patentee had done. Judge Hand stated
that there was not any constitutional difficulty in limiting the patent.
monopoly to instances where: it could-be shown that the defendant
:copied-what the inventor did... The burden might be:placed upon. the:
‘supposed infringer to show that he did not have recourse to the patent
-in ordet to do what he.did.. This approach might avoid a great deal of
the animosity that has surrounded: patents... Judge Iand stated. that.
:he: had net. found' much. synipathy with: his view but. believed  that.
study of it was worthwhile (114). - .. . . a0 0 e
- Under questioning by the chairman, Judge Hand stated that no.one
Jknows whether the patent system is promoting the .arts and sciences.
-Despite his long judicial experience, the judge is not afforded the.facts.
Fhe issue is approached by both sides with, passion but without -en-
- lightenment {116) and there isno available:information as to how. the
-gystem:in fact. influences the production of invention .(119).. Judge
Hand. stated that. it ‘was his opinion that the patent law has served
-a-useful ‘purpose (119}, and a great one, but if. cross-examined as. to-
-why, he did not know.. Judge Hand stated that in the second cireuit
-the judiges have been frank to admit.that within the last several years
‘the %upreme;Court has adopted a very much stiffer rule about what is.
invention, and this tendency has become more and more:fixed (119)..
The Commissioner of Patents referred to Judge Hand’s suggestion
that it was appropriate to study the operations of the patent system
as a whole to ascertain its true economic impact upon the economy of
the country.. Investigation by.the: Patent. Office. disclosed. that al-
-though: there were 14 prior investigations.of.the patent.system; there
was never.a really: complete one... The Pa,te‘ntm-F.oundation.ofééeorg,e-
Washington University is undertaking such:. an: investigation.. .-
. Adm..0. 8, Colclough, dean. of the faculty of George Washington.
University and acting director of the Patent, Trademark and:.Copy--
‘rights Foundation, stated that the foundation was organized.several
years ago, dedicated to a search for the facts in connection with the-
_o,}aer&tion_of=the: patent system. The:whole area of the patent monop-
.oly has been characterized by opinions.on. the one liand. condemning-
1it:as being restrictive upon progress.and on the other-hand claimiing
that, it. was the sole.basis. of:technological .and. industrial . progress:
(121). . The. foundation has.raised: funds. of approximately:$120,000-
from patent lawyers, large and small industries, researchilaboratories,.
etc:, on the basis of volunteer membersghip..; Judge Hand interrogated.
Dean Colelough as to. whether the: absence of .the power of subpena
;stands in the way of access to information. : Dean: Colclough replied
that so far he had gotten full cooperation: (122). Among the research.
-projects which. the foundation is undertaking are: Patent utilization
-to determine the extent.to.which . patents.are put.to .use:anditheir-
value to.the inventor and.industry, the: factors which-stimulate.and
.inhibit utilization of patents, the factors which account: for nonutiliza-
tion of patents; the .value:.of the patent in the United: States; ;the-
effect of patents on the creation and:growth of small industrialiunits;
the, licensing. of: American patents, trademarks,: and: techniques-in
foreign: countries (123); the public attitude toward: patents;trade
.marks, and. copyrights. ., Each of these projects is.now.in the:pilot.
phase to determine whether the information can be obtained and the-




sof:work required.: Mr:: Federico mentioned various vemedies:which
~might presently be available'to:theinventor in:the circumstances pre-
sented by Mr.! Farrell (98).: Xmsome countries there are criminal pro-
‘vigions for patent infringement but they are seldomresorted to.: ' Mr.
«Farrell: stated that: thererare toc many peopls seeking: Glovernment
aid in theform of tax consideration-and: disapproved of affording tax
-relief to inventors, s However, extension of the:life of patents:would
-be helpfil and would ‘not cost the-Government.-any:outlay- of: money
- or gpecial tax consideration (99). colv v v o Do i Gt
- Allen-B. DuMont,: president, DuMont Television:Corp.; stated-his
-experieficé. as an.individual inventor :prior to.affiliation. with: his-dor-
;poration. i The patent system.:hag.been instrumental in-bringing the
-country: to the position it occupies today. .. Twenty-five or thirty years
:ag0 many more: patents were:adjudicated than is true today and few
“patents were held:invalid. - 'The Patent Office should -issue fewer pat-
‘ents:-but patents that areissued should havevalue. - The Patent Office
should be given financial-support te reduce the:length:of:time that -
applications are pending. i-Long pendency -allows some: patentees to
‘get protection for a.longer period of time than they should have had
{100).."A colloguy between :Dr. DuMont. and the-Commissioner -of
‘Patents‘brought out that interferences between: applications ‘for the
same inventions delay issuance of patents (101). Dr. DuMont stated
‘that a company with a large group: of patents canput a-smaller com-
pany out: of business; ot because it-has:good patents: but simply by
suing on:patents and.losing-the suit:but incurring legal expenses of
Jarge sums of money -which:the defendant must:bear. : The Commis-
sioner of Patents remarked that this evil -was outside the: jurisdiction
of the Patent Office and that such-evil existed in other fields of litiga-
tion and did not justify the Patent Office in refusing patents to-a par-
teular corporation, large or smalli’: The chairman referred to. testi-
mony before the TNEGQ: of 4’ manufacturer of milk bottles in Texas
who was threatened- with: suit: for -infringement’ by the Hartford
Empire Co. unless he.agreed to.the price at which bottles were to be
sold. . The result of these threats wasg that he was driven out of busi-
ness, although he had a valid patent:(102): and facilities to build: a
new industry.in hig. own geographic area: - Dr..DuMont: summarized
‘his position as follows :- A révaluation of what a: patent is is necessary
so that a larger percentage of patents will be held valid. A stricter
interpretation ofp what an invention is would be useful (103). - :

Jo Baily Brown, patent attorney of: Pittsburgh; commented on the
fact that fewer patent. infringement. suits are tried today than for-
merly beeause there has been a deterioration of the value of patents as.
a result of decigions of the Supreme Court. :Clients are advised now
to sue on patents-only as a:last resort. - The Supreme Court has givén
an atmosphere of prejudice against patents in the minds:of district
judges which is affecting their judgment in trying patent cases (104).

-Mr. Brown, under the questioning of the chairman, brought out that
patent 1itigation is inevitably expensive and thaf because of uncef-
tainty of result very few -patent lawyers iake' cases on o -contingent
-basis. :He:stated that-he did not believe that there ‘was any statutory
change ‘which: would: cure: the ‘tendency toward invalidity, whichis

Pane

primarily psyehologicalisi: 1t v sioost i ol i TS
. Dr.. DuMont mentioned that: mltimately, if:'the present situation
continues, there will be a tendency not to file patents and to keep



{offer. ass1stance by: the expression:of. a. resolution: on the sub]ect or-a
- :Eurther attempt:to liberalize the practice; -

- "The chairman briefly summarized. the. day s; testlmony as: follows

1. There is general agreement that the: Patent .Office itself can. be
‘made a:more-efféctive mstitution: to serve the purpoeses: of the Con-
‘stitution by preventing. the.loss of. expert personnel and. 1nV1t1ng new
; personnel of high qualifications,. | ' :
i 2. There:is Incking a:sgeneral; underst.andable deﬁmtlon of what a
patenta,ble invention: should be, although:there is. agreement that. the
rcourts have too great'a tendency tohold patents mnvalrd.
-.1:8; Finally, there is:a great gap between the inventor. and the market-
‘ing of his product which can only be: filled. by some method of attract-
".:lncr I'ISk cap1ta1 or’ Some new. method of advertlsmg 1nvent10ns (68)
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Rlchard A Wahl pres1dent of the Patent Oﬂice Soclety, stated. that
_his organization is. devoted to the 1mpr0vement of the patent: system.
It has 800 members composed of patent examiners and other Patent

Office personnel, , The society operates independently of the admin-
.istration of the Patent. Office and rreserves the right to differ from the °
.administration of the Patent. Office when necessary. In-1947 the
- Patent Office found itself.in a posrmon similar to the present namely,

seemingly irreversible increase in the backlog of pending applications.

Mr. Hareld B, Whitmore, discussed this problem with. the- then. Com-

mlssmner of Patents and prepared an article in, the. December 1947
issue.of the Journal of the Patent Office Society ( 73). The article, en-

titled “What’s Got Into the Office. Lately 27, from volume. XXIX; No

12, ournal of the Patent. Office Soclety, December,l_%’? s reprmted :

in the committee hearings. (73)=(84). .‘
.. Harold B. Whltmore of the Patent Ofﬁce Soclety ated that the
“situation which prevalled at the time, of: the, ‘writing of his. azticle

was amazingly - close to.circumstances: oday . 'The Patent Office. BX-
:aminers do not necessarily have the same views as. the Commissioner

of, Patents.on these- sub]ects The present. Commissioner: has. been
.eager and conscientious in maklncr cha,nges for-improvement. of the
;adxmmstratlon within. the . metent Office; . The: Patent. Office-ig .in-
‘tended prlmarlly for the benefit. of the pubhc ot for.the benefit .of

inventors. ', No :1-year: agtion -can- produce 2 remedy or long-term
benefit but several years: will be required . (85)...-There is.a tremen-

dous: need : for. hetter classification .of patents.;; “The more: time :and
money spent, on classification; will be 1mmensely ‘helpfuliin-saving in
_otheri respects.. - Another:problem. is the: difficulty -which the - Patent
. Office. faces in holding its older and: more.experienced .examiners be-
+ cause of the: difficulty of advancing beyond GS-12 and:the-opportuni-
“ties offered by private industry: to examineis:who have reachied that
grade. /This: requires change:in the Classification -Aet - (87). +Ad to
.the; underlymg reason for the high mortality of patents; reduction in
;the, cost, of patent litigation and the improvement of: Patent :Office
, admxmstra.twn, fundament&lly the problemjls thisi: Applications.come

,inte; the Patent @fﬁce from nVentors Who nt; patents a8 qu1ckly as




. ) 'may be ‘and theti he must 1ma,gme whether or: not that figure
“would say that a particular invention’is “obvious.”. . Prof:-Oden
Roberts,“of Haivard ‘Law School, developed ‘an: ob]eotlve test :which
on whether the purpoerted invention involves a new functional
ship. "My A¥nold offered exa,mplos of:the practical: appli-
1 of ‘the' test which he-advocates.” The. other: tests which the
“cotirts ‘have cecasionally nsed in recent ‘years are not.practieal: (47).
Mr. Arn6ld submitted the'test of new functional relationship. as one
“fest of invention as distinguished: from the only such test (48).
- Judge ‘Arnold stated that: thele is no standsud of 1nventlon other
1 ubjective test (50Y.: - \
~James Buriis, patent attorney of Washmgton, C stdted tha,t
Hacilitating the exploitation of the inventions of 1ndependent in-
‘Ventors involves the problem of securing risk capital to:launch a new
enterpiise. *A’lésser tax burdei on such risk capital would aid inven-
: i ‘elief iy snmlar to the depletion allowance 111 tho

ustry :
1dge Arnold ralsed tho questlon of whether’ suoh depletlon allow-
¢e should be available to research laboritories (53), and inquired
“whether it should tiot. be' available. regardless of whether the. par-
“ticnlar research resulted’ in'a patentable invention. e stated tha.t
‘the'idea would' stlmula,te e aroh as well as stlmulatmg exploltatlon
;ofmventlon
» Under quostlomng of oommlttee counsel J udge Arnold sta,ted that
the oadget class of invention does nobody any economic harm and
‘hence i§ not of ‘gréat importance from an antitrust-violation stand-
‘point.” As.an economic matter, it ‘would be possible to lower the stand-
ard of patentablllty as to gadgets but it is a very dangerous thing
{from-the standpoint of the consumer to lower the standard of patent-
ability in “formula™ matters  and processes which: are of great tech-
nological importance and are developed by great research laboratories.
Judge Arnold furthér siated that he didnot see how the patent laws
Kcould be ohanged so that gadgets were: treated ‘differently from highly
scientific inventions (54). “He referred to instances where patent ap-
‘plications were filed on' 10 différent materials, of Whlch 9 were 1nfer10r,
'yet the patenteé obtained protectios on all (56) '
_..Floyd H. Crews, patent attorney of New York Clty, stated that
sma,ny inventions of great importance were really gadgets.. The Patent
‘Office continues to be aware of the fact that things that are gadgets
‘today are not gadgets tomorrow.. He stated that if he were making.
.a decision in the.Patent Office he would use the test of history as far
as. debermmmv patentability is ¢oncerned. If he were a judge passing
upon. the Va,hchty of the patent, he would give weight to the fact that
the 1nventor had put it on the market and ﬁlled a need that ‘Was not
‘,ﬁlle,d rior'to the invention (57).

 Andrew H., Schmeliz, ‘patent attomey for’ Alummum Compa.ny of
A_menca, referred to a prior objection to idea sibmission form agree-
_ments, which. corporations sometimes require of individual inventors
.who submit ideas to them, Most corporations are Sénsitive to public
_opinion and do not like to rebuff anyone, whio subniits ideas, but: diffi-
-culty arises in vague ideas which have no patentable basis: - Corpora-
‘tions will continue to try’to eliminate the risks of aocoptmg ideas when
“the’ obhgatlon they may ‘assuine is undetermmed - Although his: com-
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_'Court’s tendeney to hold patents invalid against their better judgment.
“Mr, Brown stated that the Antitrust Division of the Department of -
“Justice had done a disservice to the patent system by approaching pat-
ent problems with-a feeling that patents are monopoliés and: hence
patents are odious. ' Biisihess a.rrangements involving: patents: are

- hampered by the possﬂ)ﬂlty that investigators of the-Department: of
Justice will attach a wrong: ‘construction: to’ the: arrangements:; (32)}i
That is s ‘Personniel and policy problem 1t arises because the Supreme
Coirt Lias fried to usurp the provines of Congress.: Mr. Brown stated
that it is to the advantage of the Tnited Statss to. encourage inventions
in 4l stages. *The Supreme Court has cast doubt on whether there-can
be patentable inventions growing out of group' research (83).: Mr
Brown stated that he did mot think that a standard of invention could
be'‘defined by ‘statute. He recommended that: the Patent: Office’ be
adéquately financed and that an increase in' Patent Office fees would
squeeze the individual inventor out The Patent Ofﬁce 15 3 great store—
house of technical’ mformatlon ' :

£ AI"I‘ERNOON SESSION

~~Dénn‘ Bennett exh1b1ted a:film: entltled “The Big . Idea;” 'prehml«
narily explaining: that the film demonstrates 6 1nvent10ns, of - whick
4 are not yet marketed and 2 were sold to industry. One was purs
chaged through Massachusetts Institute of Technology:and the other
by 4 large company in Chicago (85)i- Under: questioning: of:.com-
mittée counsel,: Mr, Bennett stated that many:of the inventions: by
which the- general ‘public: lives: aré: not’ comphcated inventions;: buf
rather are of the gadget: class. Such inventions are of ‘great: benefit
to the public.’ The: complicated inventions: do-not need the: benefit
of & patent-system™to the same: extent {(36).: Invorder to market
inventions; ‘patent: protectlon ig'necessary to:arrive at a. satisfactory.
finandial arrangement with: nianufacturers. '*When: inventors who de
not have patent apg[lcatlons pending approach-Mr. Bennett; he refers
them to‘lawyers. - In only rare cases: Eo patent attorneys advise in-
ventors not ‘to-seek patent’ % rotection.: A1l types of: mdustry, from
the-smallest ‘to the lavgest; have been:receptive: to inventions. Con=
trery to a sentiment ‘expressed earlier in the hearings, the:independent
jnventor from outside big companies can' contribute to: the solution
of the problems to which large companies are seeking: solutions. . Mr:
Bennett-illustrated this point from: documents from his files' (37),

Whei oné cornpany announced:over:Mr. Bennett’s - program: that it
was seeking the solution to a‘problem, 1,500 inventors submitted ideas
and these were sifted down'to 342, which were submitted to the com-
pany. - ~Ten: 6f this humber were kept for subsequent rev1ew and the
numberwas éventually reduced to six. = -

My, Bennett ‘further stated that business necrotla.tlons between In-
ventors and manufacturers reguire reasonable - -concessions by both
gides. - The: 1dee—submlssmn form which many companies require in-
ventors to sign before they will consider ideas is harmful to negotia-
tigns. Unfortuna,tely, it is very generally used in industry today
and limits inany types of offermgs which inventors would:like to make
tolarge corporations (39):'-Mr. Bennett: thought that: complicated
forms used by companies could be simplified snd still:offer protection
to ma,nufacturers He suggested that a form of contract be prepared




technicdl - assistance to:the.inventor in; retiurn  for

financiakreturns on a royalty basis: (18). ., .. Claim Leas tenpoen
Roger McLean, representing the Sinclair Oil,Co,; related that under. .
the guidanceof F. C..Spencer, president,the company.offered to make
availableto any-independent inventor.the facilities of its laboratory:to
test.out any: invention relating.to, improved. petreleum produets.or a.,
use: of a, petrolerm. produet. in return for: a royalfy-free license for. .
Sinclair’s own.operations, ::There were 6,000 .inquiries and. 400.ideas;,
suggested, more -than. half completely: outside. the: petroleum. field. .
About -30 ideas came: within, the ambit.of the plan., . Two-thirds of..
those-were excluded hecause they were not: the gul &e_ctpf patent appli-
cations or patents.. All.but three were excluded. on. the basis of a:
sereening that. indicated that they: did. not. make sense. .. Three were
tested. out,. - T'wo were unsuccessful... The.third turned out to be eco-..
nomically unsound.. The conclusion drawn was that there is no inde-
pendent inventor really in need of help in this particular field. The .
second: conclusion was that. the. number of things submitted outside
the scope. of-the plan showed that there is need for some help of the
independent inventor outside the petroleum field (20).. - =
~William. R. Woodward, a. patent attorney, called attention to the
Research. Corp. in New York which has arrangements with universi-
ties for developing inventions that are submitted by members of the
university staffs on a royalty-sharing basis (21), @ PR
Dr. Archie Palmer, representing the National Research Couneil, a
foundation in Washington which aids Government, industry, and .
universities, stated. that his organization has been working in this
field and has published a number of books and articles on the subject
of nonprofit research managernent. Research Corp. is a striking ex- -
ample of this type of management. It has served many independent .
inventors as.well as a number of universities throughout the country...
However, according to Dr. Palmer, Mr. Cohn’s proposal would place.
universities in an embarragsing position since it would be asking them
to undertake things beyond the scope of their charter and teaching
purpose. Several of these universities have. themselves turned to .
Research Corp. for assistance. Others have organized separate re--
search corporations, such as those at Wisconsin and Rutgers (22).
Dr. Palmer pointed to the need for recognition of the rights and’
equities of the parties involved, particularly the.inventor, and that
the National Reseéarch Couneil, for the benefit of Government, indus-
try, and the universities, has endeavored to encourige recognition’
of the rights of the inventor in his productivity to give him the neces- -
sary incentive to continue his inventive productivity. The other"
parties concerned in the problem are the employer and third parties’
who have contractual relations therewith. .The third party may be
the Government contracting with an industry or university in research,
Mr. Lanhar called attention to the large percentage of patent ap:
plications which were filed by inventors without assignment (23).
Figures supplied by the Patent Office indicate that 60 percent of
atents are issued to corporations. Mr. Federico. stated.that the'
atent Office does not have records. of patent applications filed as a~
result of corporate or institutional research. Tabulations were made
of representative samples of patents, showing that in recent years
the number of patents assigned to corporations at the time of issue,
average sbout 60 percent 0% ‘the total.  Mr. Lanham further ‘pointed

participation in the .




research and development may be continuing while the apﬁlica,tion is
pending. He pointed out that there is a procedure for making appli-
cations special 1f there is danger of infringement. Mr. Brennen stated
that special treatment of applications was difficult to come by and that
the large percentage of patents could not qualify for such special treat-
ment;, The lag:in prosecution was of concern to.the many-who.could
not qualify for.special treatment, . . -~ oo e

Mr. Bennett replied that with respect to inventions that had been
sold as a result of his program, he could not think of a single instance
where the Iack of the'issuance of the patent itself had withheld the sale
of the invention. In many cases the purchasers are pleased that the
application is still pending s6that the application may be improved in
its coverage. N .

The Commissioner of Paténts stated that the needs of the inventor
for the prompt issuance of 8 patent vary from man to man. Certain
mventors wish their patents to issue promptly because purchasers will

s:not'agreedoinvest money unlessithere is:definite assurance thatia patent

-awill be forthcoming :(8).. On the other hand, other: interests obtain
+.patents only for defensive purposes and: do not: need prompt issuance,
:The Patent Office is giving study -to the liberalization: of petitions.to

~make:ppplications speeial 1 7tu T Tl e
< William Ry Ballard, representing the National Association of Manu-

- facturers,placed in therecord aformal statement.. -Thisstatement em-

- phasized that:the patent system, including the Patent Office itself; has
-’ heen set:up entirely. for the benefit of the public and:not for the benefit

. of inventors as such.": The purpose of the patent system-isto improve
. the stanidard of living of the Iieo]gle by-offering:a réward to those malk-

Ang improvements. - Thé pub!

ie:is not; coricerned ‘with -who:makes in-

-.ventions or who: owns them. . : The: number-of inventions:coming. out

of organized company research in recent:yearsis not.an-evil. - Many

wof the greatest:singlé advances-have come from the individnal inven-
“tor (9). ‘Mr. Ballard continued by stating that there 18 nothing wrong

with the substance of the patent Taw but the trouble is in its adrminis-

_tration. : There is toomuch delay ingetting patents issued; their valid-
- ity after-issuance. is too often: subject to-question, the cost:of gétting
. patents is'perliaps too high, the cost of enforecing patentsin the courts
- and: delays:involved are too-gredt; 'and -we have been suffering from

misunderstanding: about patents:in-the courts and elsewhere. :-The
first two problems mentioned: can be cured: by adéquately staffing and

" equipping: the Patent Office. . Many individual inventors have 'had
- great finaneial success and:corporations generally lean over:backward

In their efforts to deal: fairly: with:the individual:inventor.:: Mr.; Bal-

“i1lard’s ‘statement also.Yeferred to the fees:charged: by ithe: Patent Office

-and the necéssity of honoring patents which' have been:issued:. ((10)
-1+ In-higroralistatement; Mr.: Ballard -called: attention to ‘the factithat

~the Constitution in saying that patents should: be issued:to inventors,
- pointed out-that Congress is ithe one thatipromotes the progress-of .

-science iand useful arts and not'the inventor after he gets:the patenit.

The public should not be concerned with forcing the inventor-into any

:«chiannel of development of: the inventionorotherwisei s« .

P, J. Federicoof:the Patent Office stated that it was extraordinarily

- difficult to: estimate: what propertion of patents that-are issued: by:the

Patent Office ever find a useful market (11). Mr. Ballard mentioned
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