June 23, 1983 ¢ e
Y
To: Jim Wolbarsht
Trom: Tip Parker ‘3"'

Subject: Computer Order

Ihénks for your note on the computer order. In addition to the two
Kaypro machines and printer that you have recorded for us, we need one
twelve inch monitor for tﬁe_secretary. The Xayprc screen is too small
for extensive editing work.

In addition, after reviewing'the'ﬁanual for the Kaypro word processor,
Perfect}ﬁritér, I am convinced,thaf(ﬂord Star would: be a better package.

" Word Star has three levels of help built into the software package, the
‘greatest'lével of help constantly océupies about half of the screeﬁ,

and allows the opefator to get advice on how to perform functions without
_affecting the text. The lowesﬁ level of help uses no screen space at all
during_normal operations. Since operator training and turnover are factors,

I'm sure that the built-in help feature will be important. Will you ¢

o

please procure a Word Star package with the eguipment.
2 T ; T g ULp
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The Reagan Administration has consistently supported the
concept of contractor ownership of inventions made with Federal:
support and endorsed legislation to achieve it. When the
Schmitt Bill (S. 1657) became stalled in the last session of
Congress, the Department of Commerce initiated the February 18,
1983 Presidential Memorandum on Government Patent Policy. The
Memorandum dirécts agencies, to the extent permitted by law; to
allow nearly all R&D contractors to own inventions under

policies that are the same or substantially the same as those

applied to the small business and nonprofit organizations under
P.L. 96-517. Implementation of the Memorandum, as intended, is
being frustrated by the patent staffs at DOD, NASA, and Energy
through their control of Part 27, Patent, Data and Cobyrights
of the new Government-wide Federal Acguisition Regulation
(FARj. FAR is scheduled to replace all existing patent
regulations on September 30, 1983 and would thereby be the only
vehicle implementing the President's Memorandum.
Notﬁithstanding the President's Memorandum, the FAR regulations
have béen drafted to allow contractor ownership but under
golicies substantially different than those extended to small
Businesses and nonprofit organizations under P.L. 96-517.
Incredibly, the clear ownership under the current practices of
some agencies would be severely'clouded by conditions included
in the proposed FAR. For instance under FAR, contractors must

report an invention within 6 months from its conception (which
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is undefined), and elect rights and file a patent application
within 6 months thereafter or be subject to loss of ownership.
if the prescribed actions are not taken within the allotted
periods. The spector of loss of ownership as a penalty for
late reporting, electing or filing has no precedent in present
regulations. Small business and universities were able to
eliminate a similar provision in the development of regulations
implementing P.L. 96-517 through vigorous opposition. A number
of similar conditions in which performers other than small
business and universities are treated in a more restrictivé
manner are discussed in the attached comments on FAR. 'Withoﬁt
an indication of private sector concern, no organized procesé 
for objective review of the regulations can emerge to force
corrective action.

In addition to the problems in the patent section, Part 27
of FAR includes a first attempt to prescribe a government-wide
policy on ownership of technical data made or submitted in
performance of government contracts. In most part, the section
on technical data implements the policies of DOD, NASA and DOE
to retain government ownership of technical data generated in
"the performance of such contracts. Since this policy is now
being extended to all other agencies for the first time, and in
light of the February 18, 1983 Presidential Memorandum
endorsing contractor ownership of inventions, it appears thét

this is the correct time to raise the appropriateness of a
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general principle of government ownership of technical data.

Consistency with the February 18, 1983 Presidential Mémorandum

suggests a reversal of such presumption of ownership in

technical data.

This could be accomplished by protecting the government's
interest as it is under the new patent policy, by negotiating
the rights agencies need to perform their mission at the time
of contracting. .

Contractor ownership of technical data (subject to
appropriate license rights in the agency) cduld serve at least
the following purposes:

a. It would place control of the data in the hands of U.S.
companies to.the exclusion of foreign competition. <Clearly
this is a better choice than permitting foreign competition
the free access they have under present policy. 7

b, It would dampen the flow of sensitive buf unclassified data
to the extent it had an identifiable commercial potentiai._
P.L. 97-219 which establishes a Small Business Innovation

Research program (SBIR} in all agencies having research

programs over a designated amount provides for just such

ownership in small businesses functioning under this Act. It
would be well to begin discussion on extending this concept to
other contract performers.

Also attached is a short presentation whiéh supports the
éoncept of contractor ownership of government funding
inventions as an important aspect of meeting foreign

competition.

Attachments




U5, DEPARTMENT OF COMMERCE _
S " co, Office of Strategic Resources : R
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N : o To: Joe Clark

From; Norm Latker

This is what we would like you to
discuss with the NASA people. If
f you have guestions, call me.

|

|




— _ - Washington, O.C. 20230 T
(202) 377-1884 i

June 14, 1983

MEMORANDUM FOR: D. Bruce Merrifield
’ Assistant Secretary
Productivity, Technology and Innovatlon

~ FROM: - Norman J._Latkergg
. Director
Office of Federal Technology Management POllCY

THROUGH: Eg1ls Mllbergs
Director
Office of Productivity, Technology and
Innovation

SUBJECT: Draft System Plan for Managing Technology in Federal
Agen01es .

We would like to discuss the status of our draft systems plan
(copy attached).

It seems to us that implementation of a system plan similar to
ours would be a timely and appropriate response to OSTP's
Packard Report and the Business-Higher Education Report
recommendations to expand government laboratory collaboration
_ with industry. The main aspect of our plan is the -
- _7..establishment of focal points at laboratories with the
"?authorlty to make "deals" with industry to fund the continued
“~“development of new products and processes they have evaluated
under constraint analyses to have commercial potential. The
laboratory authorities would include at least the ability to
initiate RDLP's, seek venture capital, enter into collaborative
research projects, share royalties with inventors and grant
patent licenses or assign invention ownership rights as a gquid
pro quo for private sector guarantees to develop, participate
in or contribute resources to further development. :
Organizations with technology transfer experience are
supporting our continued development and implementation of the
plan but are asking how it will be done. One of the strong
messages we have also been getting is that laboratory
technology transfer offices are being severely hampered in
making "deals" by headguarters clearance procedures; We think
this is the "micro-management" problem addressed in the Packard_
~and the Energy Research Advisory Board Reports. :

While the government in general has some of the authorities to
make a "deal" an identified body of laboratory people with an
assignment to management simply does not exist. We have been
proceeding on the assumption that the focus would emerge by
persuading patent operations to coordinate with the new




laboratory technology transfer offices designated under
Stevenson-Wydler. It seems clear that Commerce does not have
~either the assignment or authority to make this happen. This
. is being complicated by resistance from some patent - ‘
.. operations. Further, there is no, or vague, authority in the
/ government to initiate RDLP's, seek venture capital, share
royalties with inventors or enter into laboratory-industry’
joint ventures. So given even that coordination between these

offices could be accomplished, we would still need to clarlfy
their tools of operatlon.

We would like to discuss various approaches and resources,

necessary to speed implementation of a finally devised systems
plan. Clearly we would want to touch on:

a) Involving OSTP on our side including use of the FCCSFT o

: Committee. _ : : .?

b) Gaining an approprlate assignment or authority from :
the Cabinet Council.

C) Necessary legislative and/or admlnlstratlve

S initiatives.

d) Additional staff resources.

e) Resistance from patent operations.

f) Training new personnel for focus positions.

q) Appropriate involvement of NTIS llcen51ng program in
the final systems plan.

h) The Research Corporation proposal as it touches on
.laboratories. .

‘We would appreciate some time on your calendar in the near

\b//future.

cc: Jack Wllllams
L.anse Eelke:
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ey UNITED STATES DEPARTMEMF EDMME_R_CE
R Es ¢ | The Assistant Secretary for Productivity, -
Technology and Innovation '
Washington, 0.C. 20230 -

(202) 377-1984

June 14, 1983

MEMORANDUM FOR: D. Bruce Merrifield
Assistant Secretary
Productivity, Technology and Innovation

FROM: - Norman J. Latker@?
Director
~Office of Federal Technology Management Pollcy

THROUGH : Egils Milbergs
Director
Office of Productivity, Technology and
Innovation

SUBJECT: Draft System Plan for Managing Technology in Federal
Agencies

We would like to discuss the status of our draft systems plan
{copy attached).

It seems to us that implementation of a system plan similar to
ours would be a timely and appropriate response to OSTP's
Packard Report and the Business-Higher Education Report
recommendations to expand government laboratory collaboration
with industry. The main aspect of our plan is the
establishment of focal points at laboratories with the
authority to make "deals" with industry to fund the continued
development of new products and processes they have evaluated
under constraint analyses to have commercial potential. The
laboratory authorities would include at least the ability to
initiate RDLP's, seek venture capital, enter into collaborative
research projects, share royalties with inventors and grant
patent licenses or assign invention ownership rights as a quid
pro guo for private sector guarantees to develop, participate
in or contribute resources to further development.
Organizations with technology transfer experience are
supporting our continued development and implementation of the
plan but are asking how it will be done. One of the strong
messages we have also been getting is that laboratory
technology transfer offices are being severely hampered in
making "deals" by headguarters clearance procedures. We think
this is the "micro-management" problem addressed in the Packard
and the Energy Research Advisory Board Reports. :

While the government in general has some of the authorities to
make a "deal" an identified body of laboratory people with an
assignment to management simply does not exist. We have been
proceeding on the assumption that the focus would emerge by
persuading patent operations to coordinate with the new
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laboratory technology transfer offices designated under
Stevenson-Wydler. It seems clear that Commerce does not have
either the assignment or authority to make this happen. This
is being complicated by resistance from some patent - '
operations. Further, there is no, or vague, authority in the
government to initiate RDLP's, seek venture capital, share
royalties with inventors or enter into laboratory-industry
joint ventures. So given even that coordination between these
offices could be accomplished, we would still need to clarify
their tools of operation. _

We would like to discuss various approaches and resources,
necessary to speed implementation of a finally devised systems
plan. Clearly we would want to touch on:

a) Involving OSTP on our side including use of the FCCSFT
Committee.

b) Gaining an appropriate assignment or authorlty from
the Cabinet Council,

C) Necessary legislative and/or administrative

. initiatives.
d) Additional staff resources.
e) Resistance from patent operations.
£) Training new personnel for focus positions.
S g) Appropriate involvement of NTIS licensing program in
7 the final systems plan.
h) The Research Corporation proposal as it touches on

laboratories.

We would appreciate some time on your calendar in the near
future.

cc: Jack Williams
Lanse Felker



U.S. DEPARTMENT OF COMMERCE

June 10, 1983 T

To : D. Bruce Merrifield

THRU: Egils Milbergs

From: Norm Latker

? SUBJECT: Question posed by the Japanese
: to ITA (attached)

. Here it is! All the evidence we
will ever need on why we need to
vigorously implement the President's
memo.

Clearly the Japanese gquestion to
ITA, on the appropriateness of our
patent policy is prompted by their
fear of being cut off from their
free ride on technology.

We need to move on to doing the
same with our membership technical
data in the FAR.

Attachment | o *;  é

cc: J. Williams
N. Latker
T. Parker
R. Ellert

TRANSMITTAL FOMRM CO-62A (1047}
PREJCKIBED BY DAQ X14-3 UECCMM-OC TRIRPFST
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GOJ Part II

Question Né. 3 (Concerning title to the results obtained

through Government-subsidized research and development) :

"All the technological results based on research and
development, commissioned by our country's Government, belong
to the State, and as their implementation is without
discrimination, within.or outside the country, and it is
non-monopolistic, they can be implemented by a plural number

of persons.

{1) As can be seen in the Memorandum, 'Government Patent

" Policy,' which President Reagan announced in February of this

year, tﬂe U.S5. is moving in the direction or recognizing the
commissioﬁed enterpriseﬁ' ownership of patents, based on
Government-subsidized researéh and development. How does the
U.S. Government intend to coordinate this with the.State's
public role? Are there no'critiéisms from other enterprises,

which did not receive the commission?"
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INCREASE THE RATE OF PRIVATE SECTOR COMMERCIALIZATION
‘ OF INVENTIONS GENERATED BY
FEDERAL LABORATORIES AND CONTRACTORS

ISSUES.
1. Describe the system that has been designed to increase the

number of licensed patents. How is it being marketed to other
agencies? -

The system we have developed has these major features:

- Coordination of agency technology transfer offices
established under the Stevenson-Wydler Act, and agency
Patent Staffs through the full invention-evaluation-
protection-transfer cycle. 1In most agencies transfer
offices are not involved until after patenting decisions
are made, and have no responsibility for the final
transaction of a transfer if it includes patent licensing.

- A two or more stage evaluation process to economically
identify inventions with significant commercial potential
prior to decisions on the degree of protection needed. 1In
most agencies today, commercial potential is not considered
in the protection decision. This has severely diluted the
attractiveness of the Government's patent portfollo to
industry. .

- Lowest cost protection of the Government's procurement
interest in inventions where there is not commercial
potential.

- More equitable treatment for inventors, including a
- significant share of royalties as an incentive to keep the
employee involved in the process.

The system is not being marketed so much as it is being tested
by asking informed people at all levels of the agencies for

- their evaluations. An objective of the system is opening up
all evaluations and decisions to broader management views, .
information, and lnterests than the patent attorneys who
dominate the process.

The ultimate goal of the system is to create identifiable
focuses at laboratories who can "deal" conclusively with
industry on continuing private development of laboratory ideas
and inventions determined to have a commercial potential..




We believe that implementation of the systems plan would go a
long way toward resolving a number of problems identified in
the Packard Report. Consideration should be given to
implementation of the plan through the Federal Coordinating
Council on Science, Engineering and Technology, the Cabinet
Council or possibly the son of Schmitt-Ertel.

2. What is the nature of OMB concerns with the draft
regulations? What is the outlook for ultimate approval? What
additional support_is needed to obtain approval?

At the senior levels of OMB, there appears to be little
concern~--that is the problem. Within the Office of Federal
Procurement Policy (an OMB component) there is no understanding
of the economic or international trade issues involved. Our
proposals are resisted by the patent counsels of DOD, NASA, and
Energy--the parties that P.L. 96-517, OMB Circular A-124, and .
the President's Memorandum were designed to direct. These.
patent counsels are being allowed to determine their agencies'
position on patent issues without senior policy level review.
Since OFPP's primary concern is to produce the new Federal
Acquisition Regulation, they need agency support, and they tend
to view the patent policy issue as a dispute with three major
procurement agencies on one side, and an agency with little
procurement activity on the other. If the decisions are made
at this level, we will lose. We are reqguesting a meeting with
Acting Deputy Secretary Mossinghoff to discuss and decide on
the best alternatives to get the dec¢ision made at the
appropriate policy level,

3. Briefly discuss the major findings of the recently
completed analysis of federal agency patent practices.

The rules, regulations, and procedures of the agencies with the
most significant R&D budgets were reviewed to see how they had
implemented P.L. 96-517 and OMB Circular A-124. We found that
Agriculture, Commerce, Energy, HHS, HUD, Interior,
Trnasportation, EPA, NASA, and NSF all took timely and
appropriate action to implement the statute and circular.

DOD implemented the preliminary OMB guidance which surfaced a
great deal of adverse comment from universities and small
business, especially directed to the reporting reguirement
designed by DOD. They have not yet implemented the Circular
which was issued on February 10, 1983 and responses to
recommendations made by the public.




4. Discuss major provisions of the new legislation and outlook

for introduction and enactment.

The BSenate Committee on Commerce, Science and Transportation
with technical assistance being provided by OPTI is moving as
reqguested, toward re-introduction of S. 1657 as it was passed

~out of Committee in the last session with only the following

changes being considered:

a. The drafting of implementing regulatlons being
assigned to DOC rather than OFPP.

b. The addition of changes negotiated with other
committees during the last session, and

c. An assignment to Commerce to issue guidelines on
criteria and methods for protection of
Government-owned inventions.

The climate in the Senate is good and improving. The House is
gquestionable because of Congressman Kastenmeier's traditional
opposition to contractor-ownership legislation. However, the
Science and Technology Committee has c¢learly recognized the
problems of the Ertel bill and now appears to be follow1ng the
Senate lead in developlng their bill.




UNITED STATES DEPARTMENT OF COMMERCE
The Assistant Secretary for Productivity,
Technology and lnnovation -

Washington. D.C. 20230

(202) 377-1984

June 8, 1983

MEMORANDUM FOR: D. Bruce Merrifield
Assistant Secretary
Productivity, Technology and Innovation

FROM: Norman J. Latker ﬁQQ__ﬂ

Director
Office of Federal Technology Management Policy

THROUGH: Egils Milbergs
birector
Office of Productivity, Technology
and Innovation

SUBJECT: | Agency compliance with Public Law 96-517 and
OMB Circular A-124

OMB Circular A-124 instructs Commerce to monitor agency
regulations and procedures for consistency with P.L. 96-517
and the Circular. On September 16, 1982, we requested the
agencies to send us coples of their implementing
instructions. Attached is our review of the information they
provided. :

All of the agencies primarily affected by the Act and Circular
took adeguate and timely actions, except the Department of
Defense which did not respond to our request. We have since
learned that the Defense Acguisition Regulation (DAR) was
updated to include the interim small business and nonprofit
invention ownership policies of OMB Bulletin 81-22. DOD staff
reports that the standard clause will be incorporated in the
DAR. The timing is not clear but the DOD staff indicates that
the changes have been approved. The verbal report is that
when changed, the DAR will be identical to OMB Circular

A-124. We will review the documents for you when they are
available.

The attached report summarizes what each agency has done. The
report completes action on one of our milestones--Milestone d
in the OPTI book and Milestone 5 in the Departmental SPO
system. We have been asked by Don Sowle to send a report of

our activities to OFPP, and I propose to 1nclude the attached
as part of that report.

cc: J. Williams




ANALYSIS OF AGENCY IMPLEMENTATION.OF
OMB CIRCULAR A-124

Prepared by:

Office of Government Patent Policqy
U.5. Department of Commerce

May 27, 1983

OMB Circular A-124 establishes Government-wide policies and
procedures for implementing Public Law 96-517, which allows
small business and nonprofit organizations to own inventions
that result from Federally funded research and development..
The Circular directs the Department of Commerce to monitor
agency regulations and procedures for consistency with the Act
and the Circular.

On September 16, 1982, this office sent a letter to each of the
agencies with significant research and development programs,
reqguesting copies of their implementing regulations,
instructions, and patent clauses. This report is a compllatlon
of the information provided in response to our letter.

DEPARTMENT OF AGRICULTURE

Department Notice 5000-18, dated December 1, 1982, transmitted
A~124 to component agencies. :

DEPARTMENT OF COMMERCE

Contract Information Notice (CIN) No. 82-3, dated March 15,
1982, transmitted A-124 to component agenices. It also
included a standard clause, based on the A-124 clause, but
including the appropriate Commerce specific modifications, as
allowed by A-124.

DEPARTMENT OF ENERGY

For procurement contracts, DOE PR 9-9.1, dated March 31, 1982,
transmitted a DOE developed clause to all component agencies.
The clause is nearly the same as the one specified by A-124,
but gives contractors 6 months to make an initial invention
report, instead of the standard 2 months.

For assistance awards, DOE Financial Assistance Rules, 10 CFR
Part 600, published in the Federal Register on October 5, 1982,
conveys a DOE revised standard clause to all components and the -
public. This clause, has the standard 2 month reporting
reguirement.
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DEPARTMENT OF HEALTH AND HUMAN SERVICES

For procurement contracts, a letter to all procurement :
officials, dated April 19, 1982, conveyed a copy of A-124 and
the standard clause. It also conveyed a clause with
appropriate HHS specific modificatons, as allowed by A-124.

For assistance, there were several notices and memoranda within
NIH that called attention to A-124, and changed the terms of
the Institutional Patent Agreements to conform with A-124.

On July 15, 1982, A Federal Register notice extended 96-517 to
all HHS funded inventions made after July 1, 1981.

DEPARTMENT OF HOUSING AND URBAN DEVELOPMENT

Office Instruction 82-1l, dated December 10, 1982, conveyed
A-124 to all assistance and procurement officials, and included
a patent clause modified to meet specific HUD regquirements, as

- allowed by A-124.

DEPARTMENT OF THE INTERIOR

Interior Procurement Memorandum {(IPM-1ll), dated March 11, 1982,
conveyed A-124 and the standard clause, with instructions for
modifying it to meet specific DOI needs, as allowed by the
Circular. The memorandum applies to both procurement and
assistance awards. :

DEPARTMENT OF TRANSPORTATiON
Informal communication during the first week of March,
instructed all DOT procurement offices to 1ncorporate the
standard clause in A- 124. -

ENVIRONMENTAL PROTECTION AGENCY

Procurement Information Notice 82-36, datedfMaY 28, 1982,

incorporated A-124 by reference, and conveyed a clause modified

to meet EPA specific reguirements, as allowed by the Circular.
.NATIONAL,AERONAUTICS AND SPACE ADMINISTRATION'
Procurement Regulation Directive No. 82-3, dated June 25, 1982,
incorporated the provisions of A-124 and a NASA specific patent
clause into the basic agency procurement regulations.
NATIONAL SCIENCE FOUNDATION
45 CFR Part 650, publiShed in the Federal Register on August

30, 1982, applies the policies and clause, with suitable
modifications, to both assistance and procurement activities.
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RESPONSE NOT RECEIVED FROM

DEPARTMENT OF DEFENSE

While the Department of Defense did not respond to our reguest,
it is known that the Defense Acquisition Regulation (DAR)
included the provisions of the OMB Bulletin 81-22, which
contained preliminary guidance to the agencies for implementing
the Act. The DAR was not updated to reflect the final policies
and clause based on A-124 by the spring of 1983.

Further, our office received indications in 1983 that in at

least one major case, the Navy was not complying with the
intent of the Act. ' :
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:'5" ! %"‘.‘ UNITED STATES DEPARTMENT OF COMMERCE
g & | The Assistant Secretary for Productivity,

% ¢ | Technology and Innovation

ol
I
Stargs of

Washington, D.C. 20230
(202) 377-1984

June 6, 1983

Dr. Jerome Smith

Technical Directorx

Office of Naval Research

800 N. Quincy St., Room 907 .
Arlington, VA 22217

Dear Dr., Smith

We enjoyed our meeting on May 17 and w0uld like to contlnue the_
~exchange of ideas.

We have long maintained that the promise of invention ownership
would create in government contractors the incentives necessary
for timely protection of all inventions of importance to both o
the contractor and the government. If our premise is correct,
penalties for untimely reporting that threaten the contractor's
ownership seem unnecessarily adversarlal, partlcularly if ba'ed
on something so unverifiable as conceptlon.

You challenged this on the basis that the 1ncent1ve of
contractor ownership may not be sufficient to assure reportlng
where the invention has only a potential for military use. You
suggested that in such a situation the contractor has little
need to report since it would not bear any responsibility for
infringement losses if a later government purchase was
successfully challenged by a third party patentholder.

Further, you suggested that the contractor-inventor also has
little 1ncent1ve to disclose.

Clearly both you and we should be interested in the protection
of only those inventions having potential for government and/or
public use. At the time of invention the market for an '
invention cannot be conclusively predicted. However, even in
those few instances where a contractor might judge--an invention
to only have a potential U.S. government market, we believe it .
will have as strong an interest in establishing a patent
position to cut-off potential claims against the government .as
the government itself. This is . in addition to the fact that
the contractor has contractually agreed to report such an’
invention. This interest is fueled by at least:

o The possibility that the government will require the

contractor to identify the government for patent
infringement losses in any future contract it enters into
for supply of the invention to the government. (As noted,
it would be rare that a contractor could conclusively




< determine the éxtent of a potential market at the time of
invention). :

o} Recovery of costs it incurs for reportlng and flllng patent
~applications on the invention.

o) The desirability of establishing itself as the inventing
" organization in the eyes of the government for the purpose
of future procurement _

o The'possibility the invention can be s6l1d for foreign
military application or might later find a commercial use.’

While contractor incentives to protect potentially useful
military inventions seem strong, after talking with you, we are
less certain about the contractor-inventor's incentive to
report in a purely defensive situation. Given this
uncertainty, we suggest as one possibility a cash payment to
the inventor on the filing of a patent application similar to
the payments used in some Navy laboratories to stimulate .
reporting. The proposed FAR provision 27.301-2(d) (1) of
threatening the contractor with loss of ownership if its
inventor does not report within an arbitarily determined time
period is not in our view a substitute for a properly designed
incentive system. Further we believe that this provision will
be viewed as a contradiction of your goal of a cooperative
contractor-gdovérnment program for identifying potentially - R
useful military inventions. : S o

Under any circumstances the FAR provision is not an appropriate
government-wide policy as it is clearly designed to respond to
your belief that contractor ownership is not sufficient to -
trigger reporting of inventions that have only military
application and no likelihood of commercial use. Much R&D
funded by the civil agencies is to produce technologles for
private sector use, where. certalnty of tltle is necessary to
achieve the objectlve. ' :

Sincerely,

.. Norman J. Latker
Director’ e
-Qffice of Federal Technology
Management Policy

bee: _Mllbergs
‘Ellert

Parker o ' I o '-ﬁf-,
Chron~/// L . ' - Y




UNITED STATES DEPARTMENT OF CDMMEBCE_
The Assistant Secretary for Productivity,

Technology and Innovation
Washington. D.C. 20230

(202) 377-1984

June 6, 1983

Memorandum for: Dr. David T. Mowry
o Program Manager
Center for the Utilization of
Federal Technology

From: | .- Norman J. Latker Aﬂjzﬂ”f—#ﬁ—*

Director
Office of Federal Technology
Management Policy

Subject: L Depaitment of Commerce Biennial Report

Jack asked me to respond to your Memorandum of May 24, 1983.
We concur that the respon51b111ty for clearances and '

development of policy guidance in the final report under _"_ e

Section 11 (e) and 5 (&) of P.L. 96-480 is in the Office of
Federal Technology Management Policy, OPTI with the further
understanding that editing of the report submitted by Marge
King will be completed by NTIS. I understand that it is not
clear if the compilation forwarded to my office will be on disk
or xeroxed directly from Ms. King's report. If on disk, we
will plan to either input corrections and policy statements
into your system or have you transfer the disk to a compatable
system here.

I would appreciate knoWing the scheduled due dates of materialsf?
from Ms. King and anticipated completion date of editing and
transferral to my office. :

Thank you for the a551stance.

Merrifield
Milbergs
Williams
. Caponio

CC3

G W




UNITED STATES DEPARTMEI\I"' OF CBMM_ERCE
Nationa) Technical Infurmatlon Service

5285-Port Roval Road -

Springfield, Virginia 22161 -

May 24, 1983

MEMORANDUM TO: Dr. Jack Williams

1%;91 Director
Office of Productivity, Technology
and Innovation:.. -

SUBJECT: Departﬁéﬁt of Commerce Biennial Report

In reviewing some files, I noted the attached memo of November

19, 1982 from Bruce Merrifield to Joe Caponio regarding imple-

mentation of the Department's responsibilities under Section 11
(e) and 5 (d) of P.L. 96- 480 and our response.

I see that we should have sent you a copy of the Commerce com-
pilation for your files. This is attached.

The 5 (d) report is due to PTI on October 1 and Marge King,

under contract with NTIS, is working on a draft which is now
scheduled for completion about the end of June. We had planned

to coordinate on policy guidance with you as directed, and get

an edited final version to Bruce Merrifield as scheduled by

October 1. However, Norm Latker has indicated orally that his
office, rather than NTIS, should assume responsibility for edit-
ing, clearances and preparing the final report for the Secretary's
transmittal to the President and the Congress.

If this change meets your approval and that of Bruce and Egils,
we will phase out our activity in July at the end of the infor-
mation gatherlng draft stage.

David T. Mowry

Program Manager

Center for the Utililzation
of Federal Technology

Attachments

cc: B. Merrifield.
E. Milbergs
N. Latker
J. Caponio
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MEMORANDUM FOR: D. Brice Merrifield -
" Assistant Secretary for Product1v1ty,
Technology, and Innovatlon

SUBJECT: 'Implementatlon of the Department's
' ' -Responsibilities for Reports Under _
Sections 11(e) and 5(d) of P.L., 96-480

We are pleased to comply with the request in your memorandum _ )
of November 12 that NTIS accept the responsibility for two S {0
reports under P,L. 96-480: (a) the integrated Department of : .l
Commerce report to be addressed to you, and (b) the inter-
agency summary to be submitted by the Secretary to the
President and the Congress ‘

The due. date in P.L. 96-480 for report (a) was November 1,

1982 and we have received timely input from only one Commerce'
bureau (NOAA) We will make a findal call for missing

Commerce bureau reports immediately and propose January 15

as a target for the 1ntegrated DoC report to you.

The October 1, 1983 deadline for report (b) should present

no difficulty on schedule. Since the request from Secretary
Baldrige to other Cabinet officers and agency heads suggested
agency submission to your office by November 1, 1982, we
request that these be forwarded to NTIS promptly S0 that we
can follow up on any deflclen01es ‘

I have asked Dave Mowry, Program Manager, Applied Technology
and Patents, who is managing the CUFT program, to be respon-
sible for these reports. He will ask Jack Williams for
copies of pertinent background files and assistance with any
policy and procedures clearance required by OPTI and the
Office of the Secretary. His telephone number is 487-4838.

@‘\ _} QQK_/QQM
oseph F. Caponio S%&“Q

Acting Director




UNITEDR STAH:S DEPARTMENT OF CDMMERCE
The Assistant bt.cretary for Productivity, .
Technolcgu and Innovation: o

© Washingron, [3.C :DE 30

12021 377-1984

MEMORANDUM FOR Joseph B, Caponlo

Acting Director '
National Technlcal Informatlon Serv1ce
From: . D Bruce Merrlfleld ﬁ;

' Assistant Secretary for dfﬁ
Product1v1ty, Technology and Innovatlon

Subjectﬁ Implementatlon of the Department S
Regponsibilities for Reports Under:
Sections 1l (e) arnd 5{d) of P.L. $6-480

This memorandum requests that NTIS assume responsibility under

the Stevenson-Wydler Technology Innovation Act of 1980 for o
preparation of (1) DoC's biennial report under Section li(e) and -
(2) the report to the Pre51dent and Congress requ1red by Sectlon.
5(d). ‘ .

Section '11(e) "Agency Reporting -- Fach Federal agency
"which operates or directs one or more Federal

laboratories shall prepare biennially-a report’

summarizing the activities performed by that agency and

its Federal laboratorles pursuant to-the provisions of
~ this section . . .

With respect to Section 1l{e) NTIS should gather information
from all relevant DoC units and prepare the combined DoC report
for submission to me by December 1, 1982 (see attachment for -
report outline), if possible. That report should include the
technology transfer activities of NBS, NOAA, NTIA, NTIS, and
MBDA, and the activities of any other appropriate DoC units.
Additionally, NTIS should be prepared to assist my office in
responding to GAO and other requests for information on DoC
implementation of Section 11 activities. Finally, NTIS should
maintain a file of copies of all, blennlal reports submltted to
DoC by other Federal agenc1es. ‘ : .

Section 5(d) “Report -- The Secretary shall prepare
and submit to the President and Congress, within 3
years after the date of enactment of this Act, a report
on the progress, findings and conclusions of activities
conducted: pursuant to Sections 5, 6, 8, 11, 12, and 13
of this Act and recommendations Eor 90551b1e o
modlflcatlons thereof."

i g
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With respect to Section 5(d) NTIS should assume responsibility:
for preparing the required report. That report should be
submitted to me.by October 1, 1983, and should include the
relevant activities of other Federal agencies.

I have asked Jack Williams, Director of OPTI's Technology and

- Innovation Division, to provide any policy guidance that you may
request in preparing the above cited reports. His telephone
number is 377-1091. ' - '

Attachment

e, e et -
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U.S. DEPARTMENT OF COMMERCE

June 2, 1983

Robert G. Dederick
Knick Knickerbocker
D. Bruce Merrifield
: _ : Egils Milbergs

i ‘ Jack Williams

i Tip Parker

F:om; | Norm Latker ﬁ?/'

" The attached is a timely article which
characterizes the turf fight between the
¢ DOD and OFPP on the responsibility for
l drafting the Federal Acguisition
! Regulation (FAR). We are clearly caught
in the middle. Our position has been that
the Department of Commerce should lay the
ground rules in formulating Part 27 on
patents, copyrights and technical data. I
think that we are now being forced into a
position of justifying that role. That
justification can be supported by the
cross cut roles given to the Department of
Labor for the Davis-Bacon provisions of
contracts and the Department of Justice
for the c¢ivil rights portion of contracts,
tc. '

sAttachment.
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§ *‘f ‘%“ UNITED STATES DEPARTMENT OF CIDMMEHCE
'c,’ The Assistant Secretary for Productl\r:ty, :
* Technology and Innovation :
Washington, D.C. 20230

(202) 377-1584

May 18, 18983

Honorable Alv1n W. Trlvelplece
Director -
Office of Energy Research

U.S. Department of Energy
Washington, D.C. 20585

Dear Dr., Trivelpiece:

The combination of advanced technology and haste resulted in an
unfortunate error recently. You received a letter from our
Office referring to the Department of Transportation. The
infamous computer needed more human attention than it
received. We, the humans involved, apologlze.

Marge King was identified as the person to contact with
additional information. Her telephone number is 840-1311.

Thank you for your assistance in providing useful information
to the Executive Office and the Congress on implementation of
the Stevenson~Wydler Blll.

Sincerély,
T Pukin
"T. J. Parker, III

cc: Dave Mowry, CUFT




Dr. Leo Young

Director for Research and Technlcal
Information

Office of the Under Secretary of Defense

Research and Engineering

U.S. Department ¢f Defense

Washington, D.C. 20301

Dr. Alexander J. Morin

Director of Research Initiation
and Improvement : :

National Science Foundation
1800 G Street, N.W. :

Washington, D.C. 20550 -

Honorable Alv1n W. Trivelpiece
Director

Office of Energy Research

U.S. Department of Energy
Washington,‘D.C. 20585

Ms. Margaret E. Couraln

Chairman

'NOAA Technology Innovatlon Working Group
Environmental Data and Information Service
U.S. Department of Commerce

Washington} ﬁ.C. 20235

Mr. R. Max Peterson

Chief :

U.S. Forest Serv1ce _

U.S. bepartment of Agriculture
Washington, D.C. 20013

Mr. Robert F. Allnutt

Acting Associate Administrator for

External Relations

National Aeronautics and Space Admlnlstratlon
Washington, D.C. 20546

Mr. Richard N. Smith

Associate Director

Fish and Wildlife Service

U.S5. Department of the Interior
Washington, D.C. 20240 °

Mr. Alfonso B. Linhares

Director

Office of Technology and Plannlng
- Assistance

J.5. Department of Transportatlon
Washington, D. C. 20590 :

—mre




Honorable Robert C. Horton
Director

Bureau of Mines

U.S. Department of the Interior
2401 E Street, N.W.

Washington, D.C. 20241

Dr. Courtney Riordan |
Acting Assistant Administrator
for Research and Development

U.S. Environmental Protection_Agency :

AWashington, D.C. 20460 N

Honorable E. S. Savas _

Assistant Secretary for Policy
Development and Research

~ Department of Housing and Urban
Development ' :

Washington, D.C. 20410

Dr. Terrence B. Kinney, Jr.
Administrator

Agricultural Research Service
U.S. Department of Agriculture
302A Administration Building
Washington, D.C. 20250




UNITED STATES DEPARTMENT OF I.DMMERCE
The Assistant Secretary for Productivity, '
Technology and Innovation

Washington. D.C. 20230
(202) 377-1884

May 18, 1983

MEMORANDUM FOR:  Robert G. Dederick
' Under Secretary for Economic Affairs

FROM: Egils Milbergs
' ~ Director
Office of Productivity Technology and
Innovation
THROUGH: - Bruce Merrifield/@/

Assistant Secretary
Productivity, Technology and Innovatlon

SUBJECT: Meeting with Jay Keyworth

Bruce, Norm Latker and I had a very fruitful meetlng w1th32_
Jay Keyworth, -the PreSLdent $ Science Adv1sor today.- _ _'.‘- it

In part, Jay Keyworth.lndlcated_that: 

o The White House will be establishing a commission on
: 1ndustr1al competitiveness soon. _ ‘ : ' o

o He is willing to testify at the June 29 Mathias -
" hearing on antitrust. We will inform the Hill of that .
fact through Barry Beringer. , o o

o He wants DOC to prepare issue decision memos for the
Cabinet Council on:

1) Cooperative Research Ventures
2)  LRDP's | R
-3) . Rationalization of declining industries. -
o The White House strongly suppbrts re-introduction of =

. contractor ownership legislation and they will call
. Senator Slade Gorton advising him that such
leglslatlon is a high Admlnlstratlon priority.

o  That organlzatlonal and employee/lnventor 1ncent1ves
' need to be created to trigger 1ndustry government
laboratory. cooperatlon. .




We left a copy of our proposed system for managing and
transferring patentable technology from government laboratories

with Dr. Keyworth and explained that it attempts to address the
incentive questlon.

TR

PPI:NLatker:vt:5/18/83
cc: Merrifield
' Milbergs
Latke

:
ChronL///%ﬂy\/////ﬂ
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UNITED STATES DEPARTMENT OF COMMERCE -
The Assistant Secretary for Productivity, o
Technology and Innovation '

Washington. G.C. 20230

{202) 377-1884
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May 17, 1983

Memorandum for: Egils Milbergs

From: Norm Latker

Subject: Weekly Activity Report for Week Ending May 11

1. Attended the American Patent Law Association Conference and
met with the Government Patent Law University-Industry
Relations and Executive Committees. Briefed them on our
progress with the implementation of the President's
memorandum and reintroduction of contractor-ownership
legislation. The Executive Committee promised the
Association's active support. :

2. The Federal Laboratory Consortium Spring Symposium was held
in White River Junction, Vermont, May 10-12. The theme was
"Technology Transfer: A National ‘Asset". Interaction with
ORTA representatives and Agency level people concerned with
technology transfer confirmed a general interest in the
role of patent licensing in Federal Laboratory Technology
Transfer. Dr. Thomas Kramer, Staff Director of the House
Science and Technology Subcommittee on Science, Research
and Technology stressed the need to marry patent licensing
to technology transfer efforts in his Keynote Speech. He,
also indicated that a uniform patent policy across Federal
agencies granting title to contractors is a desirable goal
and anticipates legislation from the Science and Technology
Committee this session of Congress. Dr. Kramer expressed
skepticism on how enthusiastically the Stevenson/Wydler Act
is being implemented. We have discussed our activities at
length with him and members of his staff on other
occasions. His remarks on patent licensing and overall
technology management reflect our interaction and he noted
OPTI's activities in his comments. ORTA and Agency level
representatives expressed an interest in continued
discussion of the draft Proposed System for Managing and
Transferring Patentable Technology developed by this Office.




THE SECRETARY OF COW]MERCE
Washington, D.C. 20230 :

MAY 16 1983

'MEMORANDUM FOR David A. Stockman, Director
Office of Management and Budget

SUBJECT: Government Patent Policy and the Federal

Acquisition Regulation (FAR) ,
Implementation of the President's February 18 memorandum
permitting nearly all contractors to own inventions that
result from Federal R&D funding is being frustrated by the
patent attorneys of DOD, NASA, and DOE. These individuals
have controlled the drafting of implementing regulations to
the exclusion of all other interested agencies. The pending
publication of the new Federal Acqu151t10n Regulation (FAR)
has brought this issue to a head.

We have tried to work with OFPP staff to avoid this - L
situation, but without success. We. belatedly were able - ‘
to review FAR Part 27 (which deals with patents) through.
intervention by GSA. Our review makes clear that the :
situation is serious. - ' :

- The President's memorandum directed agencies to extend, ‘ i

.. the degree permltted by law, the same or substantially the R S
same policies of invention ownership to all contractors that = . %
Pub. L. No. 96-517 provides to small businesses and nonprofit
organizations. OMB Circular A-124 is the policy statement
for implementation of the law, and Commerce is assigned lead
agency responsibility for guiding its implementation.

Commerce requested the Presidential Memorandum in an attempt
to redirect the drafting of Part 27. BAs of May 6, the
provisions of Part 27, in the proposed new FAR, which apply
to large and intermediate size businesses are so different
~from those applied to small businesses that there will be
legitimate charges of unjustified discrimination. No attempt
has been made to make all terms the same or substantially the
same as those in OMB Circular A-124. Rather, Part 27 as
drafted, perpetuates the adversarial and counter productive
patent practlces of some of the Federal agencies that the
President's memorandum was intended to correct. : : i

Incredibly, the clear ownership retained by contractors under
the current practices of some agencies would be severely
clouded by conditions included in the proposed FAR. Further,
provisions applicable to small businesses and nonprofit
organizations under CMB Clrcular - 124 have been adversely
altered - : - :




/- Just after the Presidential memorandum was signed, we provided

OFPP with our recommendations for supplementing A-124 and
correcting the FAR. After a period of inaction,. by OFPP,
Guy . Fiske sent our proposals to  Jqe Wright on 2pril 7
{Attachment B). We are now told that OFPP is considering a
Federal Register notice separate from the FAR publication
requesting public comment on our proposals for supplementing’
A-124 and on the position taken by the DOD, NASA, and DOE
patent attorneys. Since the FAR is intended to govern agency
actions and contract terms after it is published, we do not
believe the patent portion should be released until the pollcy
issues are resolved.

1 recommend that you take three actions:

1. Delete the patent portion of Part 27 before the FAR is
. published in the next few weeks.

2. Circulate to the Federal agencies the Commerce drafted
supplement to A-124 for policy level review. This is S
designed to surface all—legltlmate reasons for treating--.-
large and intermediate size firms differently from small .
businesses and nonprofit organizations. Only by using
A-124 as the base, can there be assurance that all
contractors are treated as similarly as possible.

Sign the attached memorandum to the agencies confirming
DoC's lead agency role (Attachment A). We can then do a
proper job of serving OMB., 1In return, we will provide you
with balanced evaluations of the comments on the draft

* A-124 supplement as well.as evaluations of other proposed
agency regulations relating to patents. : . _

Please advise me of how we can be of help.

fslgned

@CC&B" \/_?(fdruja//77f% 5///

Secretary of Commerce




U.S. DEPARTMENT OF COMMERCE

May 16, 1983

Egils/Bruce

From: Norm Latker

As you may recall, we commented
on this case to HHS. The reference

to me was unsolicited.

TRANIMIYTAL FORM CO-82A (10+47)
PREICRIBED BY DAC 2143

USCOMN.OC 1221-#87
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§ 3% | UNITED STATES DEPARTMENT OF COMMERCE
" % s | The Assistant Secretary for Productivity,
K & Technology and Innovation
Srares of

Washington, D.C. 20230
(202) 377-198B4

MaY 1 6 1983

Mr. Allan Beres _
Assistant Administrator for
Acquisition Policy

General Services Administration

Washington, D.C. 20405

Dear Mr. Beres:

On April 5, GSA issued Federal Procurement Regulations
Temporary Regulation 69, to implement President Reagan's
February 18 Memorandum on Government Patent Policy. The
Memorandum directed agencies to extend, to the degree permltted
by law, the same or substantially the same policies of
invention ownership to all contractors that Pub. L. 96-517
provides to small businesses and nonprofit organizations.

OMB Circular A-124 is the policy statement for implementing
Pub. L. 96-517. fThus, the President's statement requires
"agencies to extend the same, or substantially the same standard
patent clause specified in A-124 to all contractors.

Unfortunately, Temporary Regulation 69 does not mention this
clause or allow agencies to use it., Rather, it requires
agencies to use an old clause with provisions the President's
memorandum was intended to discontinue., The old clause
requires contractors to report inventions and make ownership . _ ;
elections within six months after conception. This is in . - i
direct contradiction of Pub. L. 96-517. The Senate report on '
the Act states: : ‘

"The committee is concerned that standard Federal S
Procurement Regulations and Defense Acquisition Requlations
provisions may force premature decisions, and may literally
require the reporting of inventions within times that are
not consistent with normal operational practices and _
capabilities. For example, current regquirements to report
invention, within six months after they are 'made' could
lead to forfeiture of rights in numerous inventions if
literally applied. Many .inventions are not actually
recognized as useful inventions for long periods after .
their technical 'conception'.®

There are other major features of the clause regquired by the
Temporary Regulation that are directly counter to the policies
the President endorsed. I strongly regquest that you either:




1. Rescind Temporary Regulation 69 and work with Commerce and
the other agencies bound by the Federal Procurement
Regulations to create a suitable replacement, or

. 3

2. Amend the Temporary Regulation to at least allow use of a

clause based on the one prov1ded in A- 124.

My preference, of course, is for the first. 1If you accept it,
the needs of agencies involved should not be dominated by
Defense, Energy, and NASA--agencies that have their own
policies and statutes that relate to patent ownership.

We need prompt action. The Secretary of Commerce has already -
instructed Departmental units to use a single standard clause,
based on A-124, in all R&D funding actions. NSF has done the
same, and other agencies are taklng similar actions. Allowing
the Temporary Regulation to remain as it is w1ll create an
embarrassment to the Admlnlstratlon. :

Slncerely,

D. Bruce Merrifield

/2
OPTT:TP:vt: 5/‘12/83W
cc: Merrifield : -
: Milbergs )

Latker

__Chron




UNITED STATES DEPARTMENT OF C.OMMERCE
The Assistant Secretary for Prnducmwty, B
Technology and Innovation

Washington, B.C. 20230

(202) 377-1984

May 12, 1983

Ms. Marlinda Menashe

Research Associate

Center for Urban Economic Development
University of Illinois at Chicago Circle
Box 4348 ' -

Chicago, Illinois- 60680

Dear Marlinda,

Thank you for a good meeting on Monday. It would probably be
helpful to you if. I conflrm three statements I made at the
meeting. :

1. If you can find out what happened as a result of the Frye
meetings and maybe one or two other brokering or
intermediary efforts, that will meet the requirement for a
technique. ' :

2. While we are concerned about transferring technology to
small businesses and other levels of government, that is a
subset of the major question of transferring out of the
labs to U.S. users. If there is a conflict between the _
major question and the subset, go with the major guestion.

3. The guestion of financing new startups and other innovators_
is an important one, but it can absorb a great deal of your
time. Many others are looking at tax policy, direct :
assistance, and other schemes, but few are looking at the . -
basic questions of transfer. I'd concentrate on the things .
where you have something special to offer. '

For what they may be worth, here are a few more ideas, some of
which I mentioned yesterday. '

L. I have found it useful to differentiate between what I call -
"hard" technology transfers that involve protected property
rights from "soft" transfers that include information,
technical assistance, contacts, advice, etc. You may find
the list of transfer problems is more managable if you make
the division. For example, the issue of Federal evaluation
of new ideas will probably apply more to hard technology,
while the cases where a broker can be most useful for soft
transfers. : ‘




There is not much general understanding of the kind of
transfers that are of direct use to State and local
yovernments. If your notes can be used to provide a -
clearer idea of what this is, you would be providing a true
service. Do they want advice on buying computers and
snowplows, do they want ideas of use to local industries of
economic devlopment planning, do they still want grafetti
removers and pothole patches, or what do they find useful?
Are the labs a good source because of unique capabilities,
is there more trust of the labs than consultants, or is it
that for free, the price is right? ' :

The guestion of different types and steps of evaluation
techniques is probably the most important single question
you can consider. Bob Levi's explanation of how the
Battelle and ITRI evaluations differed bedcause they were
looking for different things was interesting. If you can
come up with any wild ideas, toss them in. For example, if
it is true that some products require as much imagination
after the orlglnal invention as the invention itself
required, would it make any sense to consider an incentive
system that rewards evaluators for their really good 1deas
on how to use an invention?

Try not to trip youselves with the word "system." 1In the
sense that there is a free enterprise system or an
intergovernmental system, there can be said to be a
technology transfer system. But technology transfer will
never be anything analogous to what Ma Bell built, with a
finite number of system nodes and controlled interfaces.
The problem can come when you discuss the idea of brokers.
Some can react as Dick Ivins did, thinking that you are

striving for a truly designed system——whlch I don't thlnk
you mean, . :

The concept of brokers is valuable. I see them as line
concentrators with acceptance and trust of the groups they
sexve, who can reduce vague desires to concise guestions y
for the ORTAs. The brokers may be particularly helpful in
soft technology transfers, but might also uncover useful
patents in a lab. The brokers, as non-Feds, could have
agreements of confidentiality with their constituents. .
They might, for example, search the world of adhesives for
a number of firms or users, who would remain unnamed until

a match with a lab is found. The brokers might be able to -

get over the strange dog act sooner than is now done. The
brokers could also keep records to show that there were no-
anti-trust v1olat10ns resulting from thelr operatlons




- 3 -

Your April 21 invitation letter came on May 5. If you include
"Room 4816", mail may get to me a little faster. This one

‘probably went to the Patent Office in Virginia first. Thanks
again for a good meeting. Let me know if there is any way I -

can be of help. .

Sincerely,

;222?5 éﬁ%baﬂé%/

" Thornton Parker
Office of Federal Technology Policy




Technology and Innovation
Washington. ©.C. 20230

(2021 377-1984

May 12, 1983

Memorandum for: Egils Milbergs
From: Tip Parker fﬁ“_

'Subject: Meétihg with the ﬁhiversity of Illinois Grantee

- On May 2, I attended a meeting with the University of Illinois
team working on the OPYI/EDA technology transfer grant. The
meeting was also attended by the project Resource Committee
(list attached). At about the mid-point in the project, the
purpose of the meeting was to review what has been done, and
get advice on what to do. '

The meeting was well run. They have developed a list of
technology transfer problems that can restrict the flow from
Federal labs to the private sector. Some of the problems, like
the financing of new ventures and management skills of new.
businesses, are beyond the scope of the grant, and will not be.
studied. : '

As we had hoped, they have identified the problem of
identifying the potential commercial value of new technology as
a key problem. They plan to learn more and report on
technigques that can be used for the evaluation step.

They also have identified a role of need broker, that could be
played by trade associations, state and local government .
interest groups, and other non-Federal organizations. Serving
as line concentrators, these brokers would help small
businesses, governmental units, or others clarify what sort of
technological information or assistance they need, and then
approach the PFederal labs in an efficient search for specific
things. This would ease the problem of the labs in the time
consuming chore of helplng people figure out what they are
rally looking for.

At the meeting, I talked with Sherman Dudly of Georgia
Tech--our other grantee. He said that one result of that

" project is a concensus among the technology centers that they
need a form or coordination and communication that is not

UNITED STATES DEPARTMENT OF € DMMERCE
The Assistant Secretary for Productivity, =




-2 -

funded or operated by the Feds. This is a major shift. It is
also consistent with our hopes of finding a way to communicate
OPTI information and ideas to the centers and the public,
without controlling an organization or instrument to do it.

At this stage, it looks as if both grants are going to do just
about what was hoped for them. Attached is a copy of my letter
to the Illinois team about the meeting. : - '

Attachment

cc: Jerry Duskin
Norm Latker
Elizabeth Robertson
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Mr. Lawrence J. Udell

National Congress of Inventor Organizations
United Engineering Center

345 East 47 Street

New York, New York 10017

Dear Mr. Udell:
Thank you for your letter regarding Mr. Joseph Allen.

The Office of Productivity, Technology and Innovation has begun the process of
hiring Mr. Allen. There are certain statutory requirements that must be met.

Our Office of Personnel has been asked to expedite the process as much as
possible. . L ;

Sincerely,

Guy W, Fiske

Guy W. Fiske

333526s
cc: ES,D/S,SEC,HR,ADMIN

Retyped ExSec/4/29/83/dv
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May 3, 1983

Memorandum:for: D. Bruce Merrifield
Thru: Egils Milbergs

From: Norm Latker ﬁ/jl——-

Subjeot: Proposed System for Managing Patented Technology and
the Five Year Plan

1

The memo that Camponio sent to yvou is the second round of
comments from NTIS/CUFT on our evolving draft of a plan to
improve the management of inventions that come primarily from
Federal employees working in Government labs. Developing this
draft was one of our SPOs. We are now testing it with the
agencies and others. So far, virtually all comments have been
positive and helpful. We hear that the Department of Energy is
at least considering adopting it in some form.

If Commerce wants to continue with this effort, it should
surely be part of the five year plan. It will take several
years of hard effort to develop some of the components, like
Government-wide incentives for inventors and labs, a workable
scheme for evaluating the commercial potential of inventions
and proper coordination between agency patent staffs and
technology transfer offices.

The outcome of the May 18 meeting between you and Keyworth will
have a lot to do with how we proceed. I suggest that we defer

decisions on how to represent the project in the five year plan
until there is agreement with OSTP on the role we can or should

play.




UNITED STATES DEPARTMENT OF COMMERCE}
The Assistant Secretary for Productivity, :
Technology and Innovation
Washington, 0.C. 20230

(2021 377-:1984

Dr. J. Richard Crout

Director

Office of Medical Applications of
Research

National Institutes of Health
Department of Health and Human Serv1ces
Bethesda, Maryland 20205

Dear Dr. Crout:

We understand that your biennial report summarizing the
Department of Health and Human Services technology transfer
activities under Section 11 of the Technology Innovation Act
of 1980 (P.L. 96-480), is nearly complete. Margery H. KJng
is in the process of preparing the aggregate interagency
report which the Secretary of Commerce will submit to the
Congress. Section 5(d) of this law requires that by
October 1, 1983, a report be submitted detailing the status
of implementation of Sections 5, 6, 8, 11, 12, and 13 . of the"
Act. ' '

The purpose of this letter is to apprise you of the report
development schedule and the fact that King may contact you,
or a designated representative, to discuss your submission
to update information on Section 11 and collect information
for any activities that may relate to Sections 6, 9, and-
13. The draft report is scheduled for completion by _
July 1. It will be reviewed by the Department of Commerce
and all source agencies by Septerber 1.

I @?preqiate your assistance in this effort.

Sincerely,

D. Bruce Merrifield

'DBracken:vt:4/25/83 o
c¢: Merrifield

Milbergs
Chron (PP) V?/,/
Subject (PP)
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UNITED STATES DEPARTMENT OF G,UMMEIECE
The Assistant Secretary for Prnductlmty, '
Technology and Innovation

Washington, B.C. 20230

(202) 377-1984

e

way 31983

. Dr. Alexander J. Morin

Director of Research Initiation
and Improvement

National Science Foundation

1800 G Street, N.W,

Washington, D.C. 20550

Dear Dr. Morin:

Your biennial report summarizing the Department of
Transportation's technology transféer activities under
Section 11 of the Technology Innovation Act of 1980 (P.L:.
96-480), transmitted on November 15, 1982, has been
received. Section 5 (d} of this law requires that by

. October 1, 1983, a report be submitted by the Department of
Commerce detailing the status of implementation of Sections
5, 6, 8, 11, 12, and 13 of the Act.

Marge King may contact you to discuss your submission to
update information on Section 1l. 1If you have information.
for any activities that may relate to Sections 6, 9, and 13
please advise her at that time. The draft report is
‘scheduled for completion by July 1. It will be reviewed by
the Department of Commerce and all source agencies by
September 1. .. -

I appreciate your assistance in this effort.

Sincerely, .

D. Bruce Merrifield'

DBracken vt 4/25/83
cc: | Merrifield
: Milbergs .
Chron (PP) e~
Subject (PP)
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The Assistant Secretary for Pruductwtty.

Technology and Innovation
Washington. 0.C. 20230

{202) 377-1984

mAY 8 1983

Dr. Leo Young

Director for Research and Technical
Information

Office of the Under Secretary of Defense

Research and Engineering

U.S5. Department of Defense

Washington, D.C, 20301

Dear Dr. Young:

Your biennial report summarizing the Department of
Transportation's technology transfer activities under
Section 11 of the Technology Innovation Act of 1980 (P.L.
96-480) , transmitted on November 15, 1982, has been
received. Section 5 (d) of this law reguires that by
October 1, 1983, a report be submitted by the Department of
Commerce detailing the status of 1mplementat10n of Sections
5, 6, 8, 11, 12, and 13 of the Act. _

Marge King may contact you to discuss your submission to
update information on Section 11. If you have information
for any activities that may relate to Sections 6, 9, and 13
please advise her at that time. The draft report is
scheduled for completion by July 1. It will be reviewed by
the Department of Commerce and all source agenc1es by
September 1.

I appreciate your assistance in this effort.

- 7 T Sincerely,

:D. Bruce Merrifield -

DBracken;vt:4/25,/83 0

cc: Merrifield
Milbergs - :
Chron (PP)”/// .
Subject (PP)
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:;, e g The Assistant Secretary for Prnductlwty, oo
ER o Technology and Innovation .

Srares of Washington. ©.C; 20230
{(202) 377-1984.

MAY 31983

Ms. Margaret E. Courain

Chairman

NOAA Technology Innovation Working Group
Environmental Data and Information Service
U.S. Department of Commerce

Washington, D.C. 20235

Dear Ms. Courain:

Your biennial report summarizing the Department of
Transportation's technology transfer activities under
Section 11 of the Technology Innovation Act of 1980 (P.L.
96-480) , transmitted on November 15, 1982, has been
received. Section 5 (d) of this law reguires that by
October 1, 1983, a report be submitted by the Department of
Commerce detailing the status of implementation of Sections
5, 6, 8, 11, 12, and 13 of the Act.

Marge King may contact you to discuss your submission to
update information on Section 1l1l. If you have information
for any activities that may relate to Sections 6, 9, and 13
please advise her at that time. The draft report is :
scheduled for completion by July 1. It will be reviewed by
the Department of Commerce and all source agen01es by
September 1. .

I apprec1ate your assistance in this effort..

Sincerelyy,

D. Bruce Merrifield

DBracken:vt:4/25/83{z”
cct Merrifield
Milbergs
Chron (PP) “—
Subject (PP}
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UNITED STATES DEPARTMENT OF COMMERCE
The Assistant Secretary for Productivity,
Technology and Innovation

Washington, D.C. 20230

{202) 377-1984

MY 8 1983

Mr. Robert F. Allnutt
Acting Associate Administrator for
External Relations
National Aeronautics and Space Administration
Washington, D.C. 20546 .

Dear Mr. Allnut:

Your biennial report summarizing the Department of
Transportation's technology transfer activities under
Section 11 of the Technology Innovation Act of 1980 (P.L.
96-480), transmitted on November 15, 1982, has been
received. Section 5 {d) of this law reguires that by
October 1, 1983, a report be submitted by the Department of
Commerce detailing the status of implementation of Sections
5, 6, 8, 11, 12, and 13 of the Act. ' '

Marge King may contact you to discuss your submission to
update information on Section 1l. If you have information
for any activities that may relate to Sections 6, 9, and 13
please advise her at that time. The draft report is
scheduled for completion by July 1. It will be reviewed by
the Department of Commerce and all source agencies by
September 1.

I appreciate your assistance in this effort.

- Sincerely,

- D. Bruce Merrifield

DBracken:vt:4/25/83

cct Merrifield
Milbergs )
Chron (PP) o
Subject (PP)
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The Assistant Secretary for Productﬂwty,

Technology and Innovation
Vizshingion. D.C. 20230 :

(202! 377-1984

MAY 8 1983

. Mr. Richard N. Smith

Associate Director N

Fish and Wildlife Service

U.S. Department ¢f the Interior
Washington, D.C. 20240

Dear Mr. Smith:

Your biennizl report summarizing the Department of
Transportation's technology transfer activities undér
Section 11 of the Technology Innovation Act of 1980 (P.L.
86-480), transmitted on November 15, 1882, has been
_received. Section 5 (d) of this law reguires that by
October 1, 1983, a report be submitted by the Department of
Commerce detailing the status of implementation cof Sections
5, 6, 8, 11, 12, and 13 of the Act.

Marge King may contact you to discuss your submission to
update information on Section 11, 1If you have information .
for any activities that may relate to Sections 6, 9, and 13
please advise her at that time. The draft report is '
scheduled for completion by July 1. It will be reviewed by
the Department of Commerce and all source agencies by
September 1. ‘ _

1 appreciate your assistance in this effort.

Sincerely,

D. Bruce Merrifield

DBracken:vt:4/25/83 "
cc: Merrifield
Milbergs
Chron  (PP) &
Subject (PP).

"W.mz Vi Hme
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"-‘; | UNITED STATES DEPARTMENT OF COMMERCE
1 The Assistant Secretary for Productivity, i

G i Technology and Innovation
wesnington. D.C. 20230

1202) 377-1884

AY 31983

Mr. Alfonso B. Linhares
Director
ffice of Technology and Planning
Assistance
U.S5. Department of Transportation
Washington, D.C. 20590

Dear Mr. Linhares:

Your biennial report summarizing the Department of
Transportation's technology transfer activities under
Section ll.0f the Technology Innovation Act of 1980 (P.L, . o
96-480), transmitted on November 15, 1982, has been _ - IR
received. Section 5 (d) of this law reguires that by :
October 1, 1983, a report be submitted by the Department of
Commerce detailing the status of implementation of Sections o
5, 6, 8, 11, 12, and 13 of the Act. ” ' o e

Marge King may contact you to discuss your submission to
update information on Section 11. If you have information
for any activities that may relate to Sections 6, 9, and 13
please advise her at that time. The draft report is ‘
scheduled for completion by July 1. It will be reviewed by
the Department of Commerce and all source agencies by
September 1.

I zppreciate yoﬁr assistance in this effort.

Sincerely,

D. Bruce Merrifield

nBracken:vt:4/25/83
cC: Merrifield

Milbergs
Chron (PP) e
Subject (PP)
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g l‘:r‘ - The Assistant Secretarv?pr Productivity,
k3 : Technology and Innovation
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wesnngion, D.C. 26230
202) 377-1884

MAY 3 1983

Dr. Courtney Riordan
Acting Assistant Administrator
for Research and Development
U.8. Environmental Protection Agency
Weshington, D.C. 20460 S

Dear Dr. Riordan:

Your biennial report ‘summarizing the Department of
Transportation's technology transfer activities under
Section 11 of the Technology Innovation Act of 1880 (P.L.
96-480), transmitted on November 15, 1982, has been |
received Section 5 {(d) of this law reguires that by
October 1, 1983, a report be submitted by the Department of
Commerce detailing the status of implementation of Sectlon
5, 6, 8, 11, 12, and 13 of the aAct.

Marge King may contact you to discuss your submission to
update information on Section 1ll. If you have information
for any activities that may relate to Sections 6, 9, and 13
please advise her at that time. The draft report is
scheduled for completion by July 1. It will be reviewed by
the Department of Commerce ané all source agencies by
September 1.

I appreciate your assistance in this effort.

Sincerely,

D. Bruce Merrifield

Bracken:vit:4/ 25/83<ﬁ\
cc: Merrifield
Milbergs
Chron (PP) &
Subject (PP)
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UNITED STATES DEPARTMENT OF CDMMERCE
The Assistant Secretary for Procluctwlty‘,

Technelogy :and Innovatian
Washingron. D C. 20230

(202) 377-1984

MAY. 9 1983

Dr. Terréence B. Kinney, Jr.
Administrator

BAgricultural Research Service
U.S. Department of Agriculture
3027 Administration Building
Washington, D.C. 20250

Dear Dr. Kinney: - S E,:_. :é

Your biennial report summarizing the Department of
Transportation's technology transfer activities under
Section 11 of the Technology Innovation Act of 1980 (P.L.
96-480), transmitted on November 15, 1982, has been
received. Section 5 {(d) of this law reguires that by
October 1, 1983, a report be submitted by the Department of
Commerce detalllng the status of implementation of Sections
5, 6, 8,:11, 12, and 13 of the Act.

Marge King may contact you to discuss your submission to
update information on Section 11. If you have information
for any activities that may relate to Sections 6, 9, and "13
please advise her at that time. The draft report is
scheduled for completion by July 1. It will be reviewed by
the Department of Commerce and all source agenc1es by

September 1.

I appreciate your assistance in this effort.

Sincerely, -

D. Bruce Mez:ifield

DBracken:vt:4/25/83‘<ﬁ7 -
cc: Merrifield .
Milbergs _ -
Chron (PP)

- Subject (PP)

bee: Dr, Michael J. Pallansch
Research Technology Applications Coordinator -
Agrlcultural Research Service, Room 27, Bldg 005, BARC West

Vi v




UNITED STATES DEPARTMENT OF CDMHIERCE,‘ .

5 D= § The Assistant Secretary for Productivity, = -
%o~ o Technology and Innovation

Washington. D.C. 20230

(2021 377-1884

T

waY 31983

Mr. R. Max Peterson

Chief

U.S. Forest Service

U.S. Department of Agriculture
Washington, D.C. 20013

Deér Mr, Peterson:

s Your biennial report summarizing the Department of

' e Transportation's technology transfer activities under
Section 11 of the Technology Innovation Act of 1980 (P.L.
96-480), transmitted on November 15, 1982, has been
received. Section 5 (d) of this law requires that by :
October 1, 1983, a report be submitted by the Department of
Commerce detailing the status of 1mp1ementat10n of Sectlons
5, 6, 8, 11, 12, and 13 of the Act.

Marge King may contact you to discuss your submission to
update information on Section 11. If you have information
for any activities that may relate to Sections 6, 9, and 13
please advise her at that time. The draft report is -
scheduled for completion by July 1. It will be reviewed by
the Department of Commerce and all source agencies by
September l.

’[I apprec1ate your assistance in this effort.

‘ Slncerely,.

- D. Bruce Merrifield
DBracken:vt: 4/25/83@‘
cc: - Merrifield
Milbergs -
Chron (PP)’//”'
Subject (PP)
bcc: Mr., Hal Marx
© U.S, Forest Service
. Room 4206 South Building
14th. & Constitution Ave., NW
Washington, D.C. 20250
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* Honorable E. S. Savas
-Assistant Secretary for Policy

Department of Housing and Urban

"96-480), transmitted on November 15, 1982, has been

update information on Section l1l. If you have information

1 appreciate your assistance in.this effort.

The Assistant Secretary for Productivity, b
o Technology and Innovation . ) Lk
Waznington, D C.. 20230 ' S

. ",« . : :
§ i, ?.‘. UNITED STATES DEPARTMENT OF COMMERCE = -
£

2021 377-1984

i
J

WAy 81983

Development and Research

Development ~ .
Washington, D.C.. 20410

Dear Dr. Savas:

Your biennial report summarizing the Department of
Trancportation's technology transfer activities under
Section 11 of the Technolegy Innovation &ct of 1980 (P.L.

received. BSection 5 (d) of this law reguires that by
Octcber 1, 1983, a report be submitted by the Department of
Commerce detailing the status of 1mplementat10n of Sections
5, 6, 8, 11, 12, and 13 of the Act.

Marge King,may contact you to discuss your submission to

for any activities that may relate to Sections 6, 9, and 13
please advise her at that time. The draft report is
scheduled for completion by July 1. ‘It will be reviewed by
the Department of Commerce and all source agenc1es by
September 1.

. LSincefely,

D. Bruce Merrifield

DBracken:vté4/25/83€3c
cc: Merrifield
Milkergs
Chron (PP)
Subject. (PP)




UNITED STATES DEPAHTMENT Of' COMMERCE |
The Assistant Secretary for Productivity, Sy
Technology and Innovation B

washingion. D.C. 20230

(2C02) 277-1884

MAY 81983

Honorable Robert C. Horton
Director

. Bureau of Mines
.U.8. Department of the Interior
2401 E Street, N.W.
Washington, D.C. 20241

‘Dear Mr. Horton:

W Your biennial report summarizing the Department of

N Transportation's technology transfer activities under
Section 11 of the Technology Innovation Act of 1980 (P.L.

" 96-480) , transmitted on November 15, 1982, has been
received. Section 5 (d) of this law requires that by
October 1, 1983, a report be submitted by the Department of
Commerce detailing the status of implementation of Sections
5, 6, 8, 11, 12, and 13 of the Act.

‘Marge King may contact you to discuss your submission to

update information on Section 11. If you have information :
for any activities that may relate to Sections 6, 9, and 13 SR
please advise her at that time. The draft report is U
scheduled for completion by July 1. It will be reviewed by L
the Department of Commerce and all scource agencies by S

September 1.

I apprec1ate your ass;stance in thls effort.

Slncerely,

D. Bruce Merrifield

DBracken:vt:4/25/83

cec: Merrifield
Milbergs _
Chron (PP) =
Ssubject (PF)
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Technology and innovation
Washington, 0.C. 20230

t20233711984'

war 31983

Honorable A1v1n W. Trlvelplece
Director

Office of Energy Research

U.S. Department of Energy
Washlngton, b. C. 20585

Dear Dr. Trlvelplece- '@ 

Your biennial report summar121ng the Department of
Transportation's technology transfer activities under
Section 11 of the Technology Innovation Act of 1880 (P.L.
96-480) , transmitted on November 15, 1982, has been
received. Section 5 {(d) of this law requires that by
October 1, 1983, a report be submitted by the Department of -

Commerce detalllng the status of lmplementatlon of Sectlon
5, 6, 8, ll 12, and 13 of the Act.

Marge Klng may contact you-to dlscuss'your submission to
update information on Section 1l. If you have information -
for any activities that may relate to Sections 6, 9, and 13
please advise her at that time. The draft report is .
scheduled for completion by July 1. It will be rev1ewed by .
the Department of Commerce ‘and all source agenc1es by

September l._

T apprec;ate your assistance in this-effort;f

Sincerely; S

D;.Bruce Merrifield-

DBracken vt 4/25/83
ccs Merrlfleld
' Mllber%st _
chron: (P
Subject (PP)"’/
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UNITED STATES DEPARTMENT OF COMMERCE

53 é;; The Assistant Secretary for Productivity,.
o i Technology and innovation - ' e
Washington. D.C, 20230

(202) 377-1984

May 3, 1983

Professor Benjamin M. Friedman
Littauer Center 127

Harvard University

Cambridge, Mass. 02138

Dear Professor Friedman:

Here is the next step in my guest for an explanation of the
relationship between total debt outstanding and the GNP. Your
criticism of the previous version was most helpful and I would
appreciate any comments you care to make on this.

-Sincerely,

_f;?g;b //fiaxé&,

T. J. Parker -
Office of Federal Technology Policy

Attachment
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UNITED STATES DEPARTRAENT OF COMMERECE
The Assistant Secretary for Productnuty,
Technolegy and Innovation

Vizshoogres 0.2 20230

(222 277-7884

May 2, 1983

MEMORANDUM FOR: Egils Milbergs

From: Norm Latker Fijlf”—

Subject: Weekly Activity Report for Federal Technology Pollcy

for the Week of April 25 - April 28

' On April 15, GSA published interim instructions to the

agencies for implementing the President's memorandum on
patent ownership. The instructions were .not coordinated
with us. We believe them to be inconsistent with the
President's memorandum. The announcement solicits comments
by May 15 for consideration in developing final _
regulations. We are preparing comments for a Departmental
response. :

The Secretary signed letters of appreciation to Bruce
Merrifield and six others responsible for obtaining the
Presidential Memorandum. .

Parker has completed another version of his paper on debt.
It gives a better explanation of how the relationship of
interest rates on long and short term Treasury obllgatlons
works as a leading indicator.

Spoke at the Aerospace Industry Association's Annual
Meeting. Discussed Commerce's position on the
implementation of the President's Memorandum and on
applying the concept of contractor ownership to the ideas
depicted in technical data generated at federal expense.

Met with Dcn Gandner, the Patent Counsel for the Department
of the Intericr. He is very anxious to work with Commerce:
toward the commercialization of Interior inventions. He
needs our help in meking.commercizlization a priority 1ssue
at Interior. We have volunteered to do whatever we can.

Met with a core group of agency technology transfer
officers to determine what needs to be done to enhance
technology transfer out cf their zgencies. The most
important messace seemed to be the need to come up with




~common principles for technology transfer that all agencies

will adhere to. It was also clear that the patent
operations of most agencies were not well integrated with
their agency technology transfer offices. We are revising
techncology management paper on the basis of some of the
discussion at the meeting.

Met with Steve Metallis of the new Senate Subcommittee on
Patents, Copyrights and Trademarks. Most of the discussion
involved responding to positions that the patent counsel
from DOE has publicly taken on the implementation of the
President's Memorandum. :

Met with B1ll McCluskey of the Senate Committee on
Commerce, -Science and Transportation. He is urging the
Committee to reintroduce a Schmitt-like bill in this '

.sesgion. There appears to be some need to convince Senator

Gorton, the Chairman of the Subcommittee hav1ng
jurisdiction that this is & high priority in the
Administration. A number of associations have advised him
of their support in reintroducing the bill.

Met with Deputy Secretary Fiske in order to smooth the way
for some actions that the Department needs to take. He

agreed to the following:

a. Preparation of a letter from the Secretary to OMB
asking that all regulations implementing- the
President's February 18 memo be coordinated with _
Commerce. This authority is necessary if we are to
have a meaningful lead-agency role.

b. That we initiate a White House call to Senator Slade
Gorton, of Washington asking for reintroduction of the
contractor ownership legislation that died in the last
session.

C. We start clearance through the executive agencies of
the same bill as an Administration initiative.

' d. . That the Deputy Secretary follow-up his Zpril 15

letter to Joe Wright with a telephone call emphasizing.
the 1mportance of extending the OMB Circular A-124 to
all contract performers.




o

The Assistant Secretary for Productivity,

Technology and Innovation
V.zsk ~groa, O.C. 20230

(232 377-1984

May 2, 1983

Memorandum for: Egils Milbergs
.From: Norm Latker N¥7::;

: Subject: GSA Implementation of the President's Memorandum on
Patent Policy

We need you to call Chris DeMuth as soon as possible to aid us
in withdrawing or amending a Federal Procurement Regulation
issued by GSA on April 15. The points that you need to make to
DeMuth are as follows: . '

o} We are the office responsible for initiation of the
President's Memorandum on patent pollcy.

o' The regulatlon was neither cleared by us or. any other
policy office in the civilian agencies.

.Q The regulation deviates from the intent and wording of
the President's Memorandum.

o It was issued by Phil Read as one of his last actions
before being a551gned to otner dutles.

o] Read indicated that it was drafted-by the patent
counsels of NASA and DOE. They have both publicly
opposed implementation of the Pre51dent 5 Memorandum
as intended. :

o The regulation establishés a number of unnecessary
burdens on contractors that are inconsistent with
normal business practices. This acts as a
disincentive to commercialization as well as raising
the cost of administration.

‘0 . 'Leaving the regulation in place confuses our ability:
to implement the President's Memorandum on a uniform
basis and undermines the appearance that we are the
lead agency and in control.

e /%/w@a .

UNITED STATES DEPARTMENT OF COMMERCE




April 29, 1983

Forecast of OPTI Activities
May 1 through June 15

I: Product1v1ty, Technology and Innovation

A.

" Policy environment: Develop a long-term pollcy

framework to support productivity improvement and
technologlcal innovation by removing: barrlers and

creatlng private sector incentives.

Key Events

- ; May 10-12 - International Productivity Symposium

in Tokyo, Japan. This is a "world class" event
under the auspices of the Japanese Government and
_the patronage of the OECD (Egils Milbergs plans
to attent). :

- June 1-3 - Buropean Association of National
Productivity Centers (EANPC) meeting on Quality
of Working Life, in Dusseldorf, Germany (DOL .
representative may attend).

- June 14-16 - White House Conference on
Productivity (WHCP) pre-conference meeting on
Capital Investment, in Durham, North Carolina.

- Early June - Technical Adviséry Committee
(members represent the National: Alliance of
Business, Private Sector Initiatives Council, .
Human Resources Development Council, and OPTI)
meetlng on "Job Search Clubs" progect.

Research Development, and Technologlcal Innovatlon.

Develop and provide technigues to facilitate
innovative research ventures among private flrms,
unlver51t1es, and government agencies.

hey Bvents

- - May 13 - Conference on the New Cllmate for J01nt

Research.

Communlcatlon and education: Increase business

awareness of productivity improvement opportunities
through dissemination of technical analyses, best
practice know-how, and 1nformat10n on government
policies and incentives.




Key Events

- June 1, 2, 3 - National Advisory Council on
Continuing Education meeting in Omaha, Nebraska’
(Egils Milbergs, Presidential Appointee to the
Council w1ll attend} .

Technology transfer: Increase business use of
government funded technology and technical 1nformat10n
developed in government laboratories and through
support of universities, nonprofit organizations,
small businesses and other private sector entities.

Policy Issues

- GSA has issued interim instructions to the civil
agencies for implementing the President's Patent
Policy Memorandum that we believe is inconsistent
with the memorandum.

Key Events

- May 2 - Meeting of the Resource Committee for
the University of Illinois's grant on technology
transfer. Parker will attend in Chlcago.

- May 10-12 - Federal Laboratory Consortium meeting
in Vermont. Bracken will attend to brief FLC on
our proposed system for managing Government-owned
technology.

- May 11-13 - American Patent Law Association

conference in San Francisco. Latker will attend
to brief subcommittee on contractor ownership and
new legislation.

- May 18 - Merrifield meeting with Keyworth on
strengthening authorities for technology transfer
focuses at Federal laboratories. :

- During the period, we will have one or more

meeting with DOD to devise a new Government
policy on technlcal data.




UNITED STATES DEPARTMENT OF COMMERCE
The Assistant Secretary for Pr‘oductnnby,

Technology and Innovation
Washington. D.C..20230

STATES ot ¥

{202) 377-1984

Memorandum for: Bruce Merrifield

From: Norm Latker

Subject: Patent Policy Meeting with Guy Fiske, April 29

Here are the major points we want to cover during the 3:00 PM
meeting with Guy Fiske on Friday, April 29.

Explain the linkage between foreign competition,
innovation, and Government invention.

- Explain how the major parts of our SPO fit into a cohesive
strategy, with the first step being contractor ownership.

- The policies we are promoting (including the President’s
memorandum) involve major chances for some agencies. We:
are meeting strong resistance from the agencies with: the
largest staffs of patent attorneys.

- We lack the authority to impose the changes, and access to
an objective, policy level forum to explain the issues.

- The DOD tactic is similar to the one they used to cohtrol
the strategic resources program. The solution may also be
moving the issue to a forum they don't control.

- "We.want:

- An open, policy level review.of our posed A-124
Supplement. _

- An open, policy level review of any proposed Federal .
 Acguisition Regulation provision on patents and data.

- White House involvement 1n supporting contractor
aownershlp leglslatlon.

- We are asking for-

- An indication of how hard Commerce wants to push the
issue and 1s willing to support us. :




;- A call from Fiske to Joe Wright, enforcing the need to.
act on our recommendation to circulate our draft A-124

. Bupplement, with us to consolidate

- A high level call to Slade Gorton,
legislation to be reintroducted.

the comments.'

asklng for

- An agreement on how we can reduce communication time
to Fiske in the few cases when we may need rapid

support.
- A possible call to GSA to expedite
: March 15, 1983 FPR 1ssuance on the
the President's memo.

We do not expect Mossinghoff to attend. 1If
need your assistance in keeping the meeting

.cc: E. Milbergs

changing the _
implementation of

he does, we may
on the agends.




UNITED STATES DEPARTMENT OF COMMER_{:E _
The Assistant Secretary for Pr‘uductr\nty, T

Technology and Innovation
Vvzsnir gion. 0.C. 20230

(e22) Z77-1984 .

april 28, 1983

Memorandum for: D. Bruce Merrifield

From: Norm Latker /yjisz’f

Subject: Patent Policy Legislation

BAs you will recall, we were reguested by Senator Gorton by the
attached letter to aid his staff with some legislative
initiatives. The reguest was based on the desire to introduce
a revised 8. 1657 in this session of Congress. (S. 1657 was
the government patent policy bill that died in the last
session).

I have been advised that the revised bill we handed to the
committee staff (and to a few others in confidence) is being
circulated widely. While I think the bill substantially
reflects the Administration's position on S. 1657, those who
opposed the bill in last session might raise problems about the
informal manner in which the new bill was generated.

I don't think we should be embarrassed as we are clearly
adherlng to Admlnlstratlon policy as will be evident in a full
review process. -

Attachment

cc: Milbergs
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February 24, 1983

r. Bruce Merrifield

Assistant Secretary for Productivity,
Technology and Innovation

Room 4824

Department of Commerce

Washington, :D.C. 20230

Dear Dr. Mefrifield:

As Chairman of the Subcommittee on Science, Technology:
and Space, ‘I have directed my staff to produce specific
legislative initiatives dealing with technological innovation.
I would appreciate the assistance of your office in providing
my staff with the technical assistance they require.

Thank YOu for your cooperation.

Slncerely,

AT -

SLADE_GORTON :
United States Senator
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ety UNITED STATES DEPARTMENT OF COMMERCE
o 1“:,",'?- - The Assistant Sccretary for Productivity,

A # Technology and Innovation | '

Vi.-sbagton, D.C 20230

(222 377.1884

MAR 8 1983

Honorable Slade Gorton

Chairman, Subcommittee on Science,
Technology and Space

United States Senate

‘Washington, D.C. 20510

Dear Mr. Chairman, .

Thank you for your recent note; and please count on us
to help you in any way we can. Needless to say, this
area is the top priority of our office, and one of the
top priorities of the Department of Commerce.

Also, I have attached some material you may find of
interest. ' i

-

Sincerely,

D. Bruce Merrifield

Enclosures

Dwea.
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8 § UNITED STATES DEPARTMENT OF COMBERCE
] ~ =¢ The Assistant Secretary for Productivity,
1:“0‘97_4 o Technology and Innovation
TES

Voger ngion, D.C 20230

1202 377-1584

April 28, 1983

.Executive Assistant to

the President

" University of €alifornia

721 University Hall.
2200  University Avenue
Berkeley, CA. 94720
Dear Sir or Madam:

Our office would like very much to obtain a copy of

the Report of the University-Industry Relations Project,

dated October 1, 1982. If there is a charge for this

report, please send the invoice with the report,

Thank you- for your assistance. .

Sincerely,

L&,

V. E. Turner o
- Office of Technology Policy




ies of (this report can be obtained from the f)ffic_e of the Ex'.ecuti_ve
i:fi‘setant tCo}che President, University of California, 721 University
Hall, 2200 University Avenue, Berkeley, California 94720. Copies of

the Executive Summary and the Summary of the: University-Industry .

Survey are also available.
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U.S. DEPARTMENT QF COMMERCE .
Office of Strategic Resources

Zpril 26, 1983 o

Ta. Dr. Jerry Smith
Technical Director

From; Norm Latker _
Director, Federal Technology Policy

I think it might be to our mutual
benefit to discuss the attached :
further., I will call in the next’ l
few days. . : ' §

Attachment




i E UNITED STATES DEPARTMENT OF COMMERCE
>=' < | The Assistant Secretary for Productivity,

Technology and fnnovation
Weshingien. 0.C 20230

1202l 377-1884

MEMORANDUM FOR: . Jim Tozzi
Trom: Norman Latker

Sviject: April 7, 1963 Meeting on Implementatlon cf the
President's February 18 Memorandum

The major issue of the April 7 meeting involved the time that a
contractor must report an invention to the Government. DOD
szid they want to preserve their thirty vear o0ld rule that
inventions must be reported within six months after

conception. We don't think this is consistent with either the
letter or the intent of the President's memorandum.

You &greed that it would result in forced reporting of concepts

by contractors before the utility of ideas has been
Sdetermined. We believe these kinds of reports are the
feedstock for unnecessary patent applications filed by a few
acencies. During FY 1870-76, DOD filed on 32 percent of these
klndQ of cases. This sort of filing contributed to-a DOD -
portfolio of 17632 patents, of which only 1.6 percent had been
llccnseo by 1876. In contrast, mazjor universities, operating.
under 2-124, are reported to be licensing 40 percent of their

portfolios.

h U

DOD contends: that this kind of reporting and filing cuts off
clzims against the Government. The only true measure of
gvoided claims is the number of competing applications for an
invention handled by the Patent Office. We understand the
Pztent Office data indicates that Federzl azgencies are involved
in & miniscular number of such competitions. }
DOD indicates they do not intend to use a forfeiture-
orovision. We beWieve thet 2 forfeiture prov151or is reguired
oy the President's stzfement a2s it is included in Pub. L.
©6~517. Without 1t, z firm need not report an invention to
orotect ‘its ownership, and the reporting reguirement will not

- [
work &s intended to protect the Government's interest unless
ctaer pena¢tie= are 1”yosed. I1f{ some other penalty is imposed
irn ccnjunction with the six month rule, it will be used for the
ridiculous purpose of prematurely collecting information about
unmevalivatea ldezes., '

-

D
eromo

m
n

thea of enforcement that DOD would continue, involves
igevion of contractors' records including lcb noteoooku,
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and withholding payments. In principle, we can not dlsagree
with this in cases where there is clear reason to suspect
nonperformance. But we do not believe that such an adversarial
technigue should be used as a normal way of doing business. A
principle of A-124 is to provide incentives to cause actions,
rather than provide for audit-like investigations and the
accompanying conflicts with the contractors whom we zre trying
to encourzge to bring new inventions into the marketplace.

I d4id not want to make an issue of A-124 implementation at the
meeting, but GAO is completing a survey of acency compliance,
and has foumnd that some components of DOD, particularly Havy,
have not implemented the Circular. At least one university is
_considering legal action against the Navy on this issue.

We understand that most of the civil agencies other than NASA
and Energy accept A-124 as the starting point for 1mplement1ng
the President's memorandum. They do not want unnecessary
reperting to overburden their modest staffs, and they do not
want avcidable disputes with their contractors.

Cur basic objective is to allow firms to treat inventions
developed with Government funding just as they would treat
inventions they have funded. This means clear title and no
hassles. The university experience has already shown that thdis
approach is most likely to lead to commercial use.

- One last p01n;——DOD insists that the PreSLdent s memo does not
reguire the use of the clause from A-124 but only adherence to
P.L. 96-517. This gives them the authority, so they say, to
use the six month from conception test for reporting. They
have failed to take into consideration the legislative history
for P.L. 96-517 found on page 27 of Senate Report 96-480.

"The commlttee is concerned that standard Federal

. Procurement Regulatlons and Defense Acgusition
Regulaticons provisions may force premature
decisions, and may literally reguire the :
reporting of inventions within times that are not
consistent with normal operationzl practices zand
capabilities. For example, current reguirements
to report inventions, within six months after,
they are 'maae' could lead to forfeiture of
rights in numerocus inventions if literally
zpplied. Many inventions are not actually
recognized as useful inventions for long periods
zfter their technical ‘conception'.”
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APR 2 11983

Mr. Jesse E. Lasken

Assistant to the General Counsel
National Scilence Foundation

1800 G Street, N.W.

Washington, D.C. 20550

Dear Mr. Lasken:

Thank you for your assistance in preparing President Reagan's
February 18, 1983, Memorandum on Government Patent Policy.

This statement constitutes a major step toward accelerating the
private commercialization of Government supported inventions.

The President's statement bhas to be implemented throughout
Government, and we will be counting on your help in this
important endeavor.

Keep up the good work.

Sincerely,

Malcolm Baldrige

Secretary of Commerce

cc: Director, NSF
GC, NSF
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The Deputy Secretary

TO: | x| The Secretarv

Date: MﬁRz 5 ]983 .

DECISION MEMORANDUM

LERI—,

LG

From: Under Secretary feor Economic Affairs

Egils'MilbergS/OPTI/37741581.

Subject: Presidential Memorandum con Gevernment Patent
Policy - Recognition of Employees

Prepared by:

Loy i
n,mmuhmwuu WL 4

Outgcing: - Letters of appreciation are to staff who developed
and promoted a Presidential Memorandum which _

supports an SPO. The President signed the.
memorandum on February 18. Also, a memo of support
to Assistant Secretary for Productivity, Technology

4 ;
e _ and Innovatlon
Pub L. 96-517 allows small pusinesses and nonproflt_

Rackground:
' organizations including universities to cwn
inventions that result from Federally funded R&D, soO

long as the Government retains free use rights.
After the law was enacted, OMB developed Circular

A-124 which tells agencies how the law is to be
The Cirtcular includes a standard -

implemented.
patent clause for use in all R&D contracts, grants,
and cooperative agreements with small businesses and

£
x
2
i

nonproflts.

About a year ago, Commerce was assigned the job of
leading the Government-wide.implementation of the
law and circular. We were-also asked by OMB to help

extend the policy of private sector ownership to all

other R&D performers - most of whom are large or
1ntermed;ate size contractors. When it -became clear

<t

APR 2 1 1983

\ | - 333 21 7 Malcoim Baldrige

! Control No.
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CLEARED BY CLEARED BY

CLEARED BY CLEARED BY

\\ PREPARED 8Y CLEARED BY
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that the Administration-supported Schmitt Bill would not
pass, we developed, and with OSTP and Office of Federal
Procurement Policy help, promoted a Presidential Memorandum
that goes as far toward the desired goal as can be done
administratively. There are some NASA and Energy statutory
restraints. '

The Presidential Memorandum was signed on February 18 (copy
attached). This was an important step toward more private
‘commercialization of research and development. With the
Government funding a large portion of the Nation's research
to meet agency requirements, it is important that the
public benefit as much as possible from such research
results. A firm will be much more inclined to invest in
the development, production, and marketing of an invention
it owns than in an invention to which a Federal agency has
taken title or where the title to the invention is
uncertaln.

The xdea of the Presidential Memorandum and the
perserverence to obtain it came from career staff. Four
Commerce employees are largely responsible--Norm Latker,
Robert Ellert, Joseph Clark, and Thornton Parker. They
were assisted by Jesse Lasken of the NSF and Denis Prager
of OSTP. Attached is a letter of appreciation for your
signature and a list of addressees to whom it will go.

Outside of Commerce, there will be resistance to full
implementation of the President's Statement. I am
attaching a memo from you to Bruce Merrifield indicating
your'support. Frankly, our intent is to show the memo. to
officials in other Federal agencies to Put some pressure on
them for more support for this program. :

I recommend that you sign the attached letters of
;ecognltlon. _ Xﬁgﬂ

Approve éggﬂ&% Disapprove

Approve with changes ' ' T,




. THE WHITE HOUSE
WASHINGTON
February 18, 1983

MEMORANDUM TO THE HEADS OF EXECUTIVE DEPARTMENTS AND AGENCIES

SUBJECT: - 'GOVERNMENT PATENT POLICY

To the extent permitted by law, agency policy with respect ©o

the disposition of any invention made in the performance oi a

federally-funded research and development contract, grant or
cooperative agreement award shall be the same or substantially
the same as applied to small business firms and nonprofit
organizations under Chapter 38 of Title 35 of the United
States Code. ' : :

In awards not subject to Chapter 38 of Title 35 of the
United States Code, any ¢i the rights of the Government or
obligationes oif the performer &escribed in 35 U.S.C. 202-204

may be waived or comitted if the agency determines (1) that the

interests of the United States and the general public will be
better served therebhy as, for example, where this is necessary
to cbtain a uniquely or highly cualified performer; or (2)
that the award involves co-sporsored, cost sharing, or joint
veniture research and developmenit, and the performer, co-
sponsor or joint ventu~-:r is making substantial contribution
of funds, facilities or equipment to the work performed under

the award.

In adaition, agencies should protect the confidentiality of.
invention disclosure, patent applications and .utilizaticn

~reports required in performance or in conseguence of awards to

the extent permitted by 35 U.S.C. 205 or other apprlicable
laws. L . o '

(9 Ry



THE WHITE HOUSE

Office of the Press Secretary

For Immediate Release ' ._ February 18, 1983

FACT SHEET

President Reagan has today signed a Memorandum to the heads of
executive departments and agencies directing, to the extent
permitted by law, a revision of the current policy with
respect to rights in inventions made during performance of
Government research and development contracts, grants or
cooperative agreements. This Memorandum directs the agencies
to adopt and implement the same or substantially the same
policies for all R&D contractors as those set forth in

Public Law 96-517 (Chapter 38 of Title 35 of the United States
Code) for small businesses and nonprofit organizations, It is
intended to achleve more unlform and effectlve Government-wide
policies. .
Inventions developed under Government support constitute a
valuable national resource. With appropriate incentives, many
of these inventions will be further developed commercially by
the private sector. The new products and processes that
result will improve the productivity .0of the U.S. economy,
create new jobs, and improve the position of the U.S. in world
trade. The policy establlshed by the Memorandum is designed
“to provide such incentives. )

Experience has shown that in most 1nstances, allowing
inventing organlzatlons to retain title to inventions made”"
with Federal support is the best incentive to obtain the risk
capital necessary to develop technological innovations. The
.1ew policy provides that, with limited exceptions, the
inventing organizations may retain title to the invention,
subject to license rights in the Government which will enable’
the Government to use the invention in its own programs. The"
Government will also normally retain the right to "march-in"
and require licensing when the inventing organization fails to
pursue development of the invention. In addition, the
Department of Justice will develop an appropriate safeguard
against anticompetitive retentions of title by organizations
not subject to Public Law 96-517. .

To the extent permitted by law, this Memorandum i$é applicable
to all statutory programs including those that provide that
inventions be made available to the public. Those agencies,
such as National Aeronautics and Space Administration and the
Department of Energy, which continue to operate under statutes




which are inconsistent in respects with the Memorandum, are
expected to make maximum use of the flexibility available to
them to comply with the provisions and spirit of the
Memorandum. '

In order to promote uniformity, President Reagan has also
asked the Director of the Office of Science and Technology
Policy through the Federal Coordinating Council for Science,
Engineering and Technology to evaluate the effectiveness of
the implementation of the Memorandum and make recommenda-
tions for revision or modification of the Memorandum, OMB
Circular A-124, the Federal Acquisition Regulation, or agency
regulations, policies, or practices. The agencies will also
provide the Council with data on the disposition and utili-
zation of inventions resulting from their programs and on
their use of patent rights clauses, exceptions and waiver
authorities. ' ' : ‘

EEEREE
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Honorable D. Bruce Merrifield
Assistant Secretary for Productivity
Technology and Innovation
Department of Commerce
Washington, D.C. 20230

Dear Bruce,

On February 18, 1983, the President issued his Memorandum on
Government Patent Policy. This statement is a major step
toward improving the conditions for the private
commeércialization of Government supported inventions. You and
your staff had a big hand in the preparation and approval of
the Memorandum. Well done.

In establishing a clear policy for the ownership of inventions
by R&D performers, the President's statement aids in removing a
long-standing barrier to the use of new technology. The policy
is a simple but powerful incentive for translating inventions
into new business opportunities and new jobs.

Steps are being taken to implement the President's Memorandum
within Commerce, and I am counting on you to press for rapid
“and effective implementation Government-wide.

Sincerely, -
Mas

Secretary of Commerce




Dr. Joseph E. Clark

Research and Development Administrator

Office of Productivity, Technology and
Innovation '

U.S. Department of Commerce

Addressees: Washington, D.C. 20230

-1 _
h Clark /‘/ ]
Dr. Joseph E. ar ' . P : ,
Senior Policy Analyst Jf‘*'cébek’ Ao
Office of Science and Technology Policy S BT e %/?&&Q{
New Executive Office Building £mw Sof 15 Uenerpcrae 1e
Reom—S04-1 -
Washington, D.C. 20500 dkﬂgﬂi ﬁiﬁﬁﬂwng

Leg .

Dr. Denis J. Prager

Assistant Director

Office of Science and Technology Policy
New Executive Office Building, €feamx Soif
Roocm—5813¢

Washington, D.C. 20500

Mr. Jesse E. Lasken

Assistant to the General Counsel
National Science Foundation
GEf4ee—afebhe—Gomera oot
1800 G Street, N.W.

Washington, D.C. 20550

Mr. Robert Ellert
Assigtant General Counsel for
Economic Affairs
U.S. Department of Commerce
Room 4019
Nﬁif& 4th & Constltutlon Avenue, N.W.
o ashlngton, D.C. 20230
/,
Mr., Norman ‘J. Latker ‘
DlrectorfﬂFg&eral Tecg?olocy Policy = N
: O uctlvit Teghnology.and’ lnnovatlon
,,aw‘eﬁ’\-sf“-ﬁﬁ“ﬁ g SEERS T vapud, NaW.
Washlngton, D.C. 20230

Mr. Thornton J. Parker, III
Senior Management Analyst
&& Offlce £ Productivity, Technology and Innovation
fRs Coﬁs 1538 Avenue, N.W.
Washington, D.C. 20230

it
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Mr. Nerman J. Latker

Director, Federal Technology Policy

Office of Productivity, Technology and Innovation
Department of Commerce '
Washington, D.C. 20230

Dear 'Mr. Latker:

Thank you for your assistance in preparing President Reagan's
February 18, 1983, Memorandum on Government Patent Policy.

This statement constitutes a major step toward accelerating the
private commercialization of Government supported inventions.
The President's statement has to be implemented throughout
Government, and we will be counting on your help in this
important endeavor. ' '

- Keep up the good work.

Sincerely,

Malcolm Baldrige

Secretary of Commerce




UNITED STATES DEPARTMENT OF COMMERCE
The Assistant Secretary for Productivity,
Technology and Innovation

Washington, D.C. 20230

(202) 377-1984

April 20, 1983

MEMORANDUM FOR: Bruce Merrifield
FROM: Norman Latker

SUBJECT: Presidential Memo on Government Patent Policy

The attached correspondence concurs in our recommendation that
OPTI staff brief the Deputy Secretary on actions that need to
be taken to implement the President's memorandum. This should
be done as soon as possible to achieve what we need from OMB.

When the briefing is scheduled we need to advise the Deputy
Secretary's Office who will attend. They have asked that
either you or Egils attend the briefing as well as a
representative from Mr. Dederick's office. I volunteered Fred
Knickerbocker whom they accepted. Jack Williams also wants to
attend. : : '

Please advise of any changes or other participants and whether
you or Egils will participate. If you attend, I will target
the earliest date on your calendar for the briefing.

Attachment
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From:

for conuractors or reduce the certainty of ownershlp.

The Sec.ctar}' X | The Depury Secretary

Dare: - LenoT Then

DECISION MEMORANDUM

Under Secretary-for Economic Affairs

Prepared by: Norman J._Latker/OPTI/B??—QGSB
Subject: Presidential Memorandum on Government Patent Policy

Outgoing:

A memeorandum from you to Joe Wright providing recommendations to
OMB for implementing the OPTI developed memorandum on Government
Patent Policy, signed by the President on February 18. The
President's Memorandum directs agencies to allow all R&D

contractors to own inventions developed with Federal funds.

Backgrounds:

We need Joe Wright's help in the patent area. OMB will have to

- act if there is to be proper implementation of the President's

Februarv 18 Msmorandum on Patent Policy. That memorandun,
prepared by OPTI, directs agenciés to allow nearly . all firms to
own inventions that result from Federal R&D funding under the

"policies already applied to small businesses and universities.

The policy is designed to promote innovation and private sector
use of the latest technelogies. A team of procurement and
patent specialists of DoD, NaSA, GSA, and Energy is developing a
new Federal Acguisition Regulation, which Office of Federal
Procurement Policy tells us will serve as the implementation of
the President's Memorandum. We understand that this team
intends to add terms and conditions' to procurement contracts
that "are different from those applied to smzll business and
universities. The differences would create unnecessary burdens

Control Neo = o . ' : ' . \
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The memorencum to [0z ¥right transmite two recommencations:

L. . » supplement 0 Circular A-12¢ thzt covers zll ceontractors,
wrnich we feel should be circulztec tO the agencies for
formal comment. ' ‘

2. A dreit memc Irem OMB to the aoencieé telling them now to
implement the Preszicent's Memorancum culckly :

;oliqwcc up by & pnone call from vou to Jce

It snovldé zls0o be

srignt, telling hin thzt we are concerned zbout OFPP's
reilvctence to advise the agenciles, incﬁuding those involved with
the Federal Accuisiticn Recgulation exercise, that implementation
of tne Presiaent's memorandéum should folliow OMB Civcular A-124,

I would like an cpoortunity for the xey =tn:f members to brwef
vou anc explain wnet i1s involved.

Recommengation: : S o

1.

I recommend that yocu schedule & briefing by OPTI staif

Appfove: f l@ Dicsapprove

I reccommena that you sign tne attached memo to Joe Wright.
N D . 7
Approve: Myt) Disacprove: acprove with changes:

. Approve with changes:




THE'DEPUTY SECRETARY CF COMMERCE

zshingzon, BC. 20220

132 APP 1883
M ORANDUM FOR Joseph R. Wright S E
Deputy Director ' ' S
Cffice of Manzgement aﬂd Buoget
Subject:\ Implementation of the ?residential Memorandum
_ on Government Patent Policy~
Implenentatlon cf the Februarv 18 Presidenti Memorandum . on

Patent Policy needs your attentlon (copy att achea). We
understand that a team of procurement ané patent specialists
drafting the new Federal Accuisition Regulation is trying to _
dilute the President's policy. The purpese of the policy is to
provide incentives for commercial use of the newest Government
funded technologies for the benefit of economy. The
President's Februdry 18 decision is an extension of the policy
already applied to small businesses and non-profit’
organizations.

The policy reserves a free use license for the Goveérnment, so
‘the concerns of the procurement community are provided for. -
The terms and conditions of centractor ownership, however, are
issues for which Commerce ig responsible, both by its mission
and as the lead agency for OMB Circular A-124 The Circular
establishes clear conditions for invention ownerchlp by small
businesses and nonprofit organizations. 1In spite of this, we
find the Cffice of Federzl ZFrocurement Doiwcy entertzining whe
notion: that cifferent and more severe conditions should apply .
to the contractors covered by the President's Memo.

Attached is a draft supplement to A-124. It tells agenc1es how
to extend the Circular to all applicable contractors. I
recommend that you have this draff circulated to all agencies
for policy level review and comment as scon as possible. If
you agree, Commerce will provide you with a balaznced analysis
0f the comments and recommendations for supplementing A-124.
Since issuing the supplement will take time, we alsoc enclose a
drzft memo for OMB to send to the agencies giving them three
choices for speedy implementation of the President's Memorandun
in the interim. o




UNITED STATES DEPARTMENT OF COMMERCE
The Assistant Secretary for Productivity,
Technology and Innovation

Washngton, D.C. 20230

(2021 377-1584

APR 1 9 1983

Honorable George A. Keyworth, II
Director

Office of Science and Technology Policy
Washington, D.C. 20500

Dear Jay,

Let's get together soon to discuss some proposals to improve
the flow of technology from the Federal labs to the private
sector. The contributions of the labs are being guestioned
from a number of sources, and we have some suggestions for
improving the situation. The DOE labs are a primary concern.

Perhaps you will have your secretary check out a time with my
secretary. ‘

Sincerely,

s

D. Bruce-Me;rifield

NLatker:vt:4/13/83
bece: 'Merrifield
Milbergs
Parker
' Chronbf”€;4é
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‘April 19, 1983

MEMORANDUM FOR: Egils Milbergs

From: Norm Latkerﬂ&q—"“""i

Subject: Weekly Activity Report for Federal Technology Policy
for the Week of April 11 - April 15

1. The Secretary signed a memo to Commerce components
directing use of our standard patent clause in Rg&D
contracts and grants. This makes the Department one of the
first to implement the President's memorandum.

2. Guy Fiske signed the memo to Joe Wright (OMB) transmitting
our recommendations for Government-wide implementation.
Fiske also agreed to a briefing which we are arranging.

3. Lanse Felker and I spent two days with Research Corporation
in Tucson, Arizona. The meeting was very rewarding to both
groups. We have worked out an outline for a proposed
cooperative agreement between the organizations aimed at
enhancing the technology transfer capability of both
universities and federal laboratories through an awareness
program. While training in patent licensing will be
undertaken, other technigues to facilitate transfer will
also be stressed. These technigues will include increased
use of start-ups involving government funded investigators,
limited partnerships and private funding prior to the
making of an invention.

4. We understand that a number of organizations have
approached Senator Gorton about introducing a contractor
ownership bill patterned after S. 1659 (Schmitt). There is
no clear indication of his intention yet. - ‘ '




UNITED STATES DEPARTMENT OF COMMERCE
The Assistant Secretary for Productivity,

Technology and Innovation
Washington, D.C. 20230

(202) 377-1884

April 19, 1983

Memorandum for: Jim Wolbarsht
: /-
From: Norm Latker Ajlf’—

Subject: I&L Needs of Division

1.

As reguested in your memo, our needs are itemized below:

Name. Since our responsibilities have expanded to include
policies for the management of Federal technology, the name
"Office of Government Patent Policy" is no longer
appropriate. We have proposed "Federal Technology Policy
Division," and Egils has approved, but Phil and Bruce have
held it up. )

Proper listing in classified section of DOC telephone

book. The new name should be included in the telephone
book that is to be printed in June. Our work involves many
individuals outside of Commerce, so0 a proper listing in the
book and with the 1nformat10n operators is essential.

Space. We need contiguous space for me, Tip, Darcia, and
Virginia as soon as possible. The space should be
expandable for Joe Allen and a sixth person.

Joe Allen. We need to expedite the employment process for
Joe Allen in order to use his abilities to influence the
course of legislation this summer . : :

Telephones. I want retain 0659 and Tip should retain
0660--neither on a rotary. Additional numbers are needed
for Darcia and a fourth for Joe. All should be switchable
to ring on our desks or Virginia's, and should be connected
by intercom.

Selectric Typewriter. Virginia needs a worklng selectric
typewriter w1thout Memery capablllty. :

ComEuters., The office needs at least two personal
computers. One nmust have a 45 cps printer, the second must
be a portable. The two must have software and disc
compatibility, and be able to produce discs for printing on
another system with a letter quality printer.

Furniture. We need 2 executive desk chairs, an executive
credenza and 3 matching bookcases.




UNITED STATES DEPARTMENT OF COMMERCE
The Assistant Secretary for Pruductivity,
Technology and Innovation

Washington, D.C. 20230

(202) 377-1284

April 13, 1983

The purpose of this letter is to invite you to an informal
meeting to discuss a number of topics of importance to the
Offices of Research and Technology Assessment (ORTA's)
established by the Stevenson-Wydler Act of 1980. The
Administration must soon report to Congress on its
implementation of Stevenson-Wydler. Further, it is possible
that Congress may hold hearings to consider the need for
legislation to strengthen technology transfer activities within
agencies. You were recommended as a knowledgeable person who
should participate in discussing the following items:

o) definition of technology transfer;

o) enhancement of ORTA responsibilities to expedite
technology transfer (the attached draft systems plan
could serve as the basis of discussion); and

o] use of limited partnerships by ORTA's.

We will meet on April 26 at 10:00 a.m. in Room B841l, Department
of Commerce, l4th and Constitution Avenue, N.W., Washington,

D.C. Darcia Bracken will contact you to confirm your
attendance.

Sincerely,

Jack Williams

Deputy Director

Office of Productivity,
Technology & Innovation

Attachment

DBracken:vt:3/13/83:Wang #1444B £1445B%
‘cc: Williams S

Bracken

Subject

Chron

Parker

*Merged mailing 1isty




-Wang # 1474B & 1475B

M~ Margaret M. McNamara

.1l Underwater Systems Center
cyqe 0702, Bldg. 80T

New London, CT 06320

Mr. Clifford E. Lanham
-Harry Diamond Laboratory
Code DELHD-TT

2800 Powder Mill Road
Adelphi, MD 20783

Mr. Donald Jared

Oak Ridge National Laboratory
TU/C

P.O. Box X

Oak Ridge, TN 37830

Mr. Ray Whitten

Chief, Terrestrial Applications
Office

CODE LGT-1

400 Maryland Avenue, SW

Washington, D.C. 20546

- Mr. Robert Steideman
Forest Products Laboratory
ning & Applications

, Box 5130

waison, WI 53705

Mr. Jerome Bortman
Naval Air Development
Code 7012

Warminster, PA 18974

Mr. Eugene Stark
Los Alamos National Laboratory

Industry Liaison QOfficer
MS A~185

Los Alamos, NM 87545

Mr. Aubry D. Smith

Jet Propulson Laboratory
4800 Oak Grove Drive -
JPL-Mail Stop 180-801
Pasadena, CA 91109

Mr. Jim Wyckoff

National Bureau of Standards
Room A402 Admin. Building
Washington, D.C. 20234

Mr. Howard Silverstein ‘

Deputy Assistant General Counsel f01
Patents ;

Room 2328, South Building

Research and Operations Division

Office of General Counsel

U.S. Department of Agriculture

Washington, D.C. 20250

Mr. Howard Deeley

Patent Counsel

C-15

Department of Transportation
400 - 7th Street, 5.W.
Washington, D.C. 20590

Mr. Theodore J. Maher

Program Leader

Local Government

Natural Resources and Rural
Development

Washington, D.C. 20250

Dr. David Mowry
National Technical Information Serv,
Room 8R

5285 Port Royval Road
Springfield, VA 22161




UrHTED STATES DEK\M- UT OF OMIMERCE

The Assistant Secretary for Productivity,
Techinology and Innovation

Wistungton. D.C 20230
(202) 377-1884 aV{u /4 ézf

Honorable Edward N. Brandt, Jr.
Assistant Secretary for Health
Department of Health and Human Services
Washington, D.C. 20201

Dear Dbr. Brandt:

Thank you for your letter of February 28 on the status of the
NIH submission under Stevenson-Wydler. 1 was pleased with your
statement of the longstanding commitment of the Department of
Health and Human Services to technology transfer. Because of
this experience I would particularly value your comments on the
attached proposal for improving the transfer of technology from
all government laboratories to the private sector.

If you have any guestions about the proposal, Norman Latker of
my staff will be happy to answer them. His telephone number is

377-0659.

Sincerely,

D. Bruce Merrifield

Attachment

OPTI:vt:3/31/82

bce: Merrifield
Milbergs
Chron
Subject
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ABSTRACT OF SECRETARIAL CORRESPONDENCE

TO: % The Secretarvy _ The Deputy Secretary

Date: APR 11 1gg§
DECISION MEMORANDUM

From: Under Secretary for Economic Atfairs RGp
Frepared by: Rorman-dl Latker/OPTI/377-0659
Subject: LoC Patent Policy

Cutgoing: This memorandum for your signature provides
interim guidelines for LoC components to follow in
implementing a recent Presidential Memorandum
leaving ownershlp of inventions with organlzatlons
receiving government Kk&D funalng.

Backgrouna: Un february 1§, the Fresident signed a memorandum
{attached) to the agencies establishing a New Patent
Policy which directs them to allow nearly all
organizations receiving government R&D funding to
own any resulting inventions. 7The memorandum was a
Commerce initiative intended to maximize the
benetits ot Federal investment in research and
nevelopment. We believe the Department should be
among the first to implement it and we will urge
other agencies to follow our example. -

The Cffice of the General Counsel would prepare a
complete update of Department Administrative Order
208-14, "Department of Commerce Patent Policy for
Contracts and Grants" when formal guidance is
received trom CMB. Briefly, this DAO prescribes
policies, procedures, and clauses relating to.

Centrel No.- 333171

I/
o

FREFPARED BY CLEARED BY CLEARED BY CLEARED BY CLEARED BY CLEARED BY
- |SURNAME AND. ’

ORGANFZATIONH\DBMerrifield AGC/ER | Exec Sec - Admin _ GC D/S

ped)

INITIALS AND

DATE ’ﬂpﬂ 8 1983

o B W
11 APR 1983

. USCONMM.DC 1L20-PRD




_.'2 -

inventions made in the course of or under a contract or
subcontract enterea into with or for the benefit of the
government, where the purpose 1is the conduct of
experimental, devélopmental, or research work.

The interim memo, which will be superéseded by the revised
DAC, will assure immediate implementation of the NKew Fatent
Policy. ' -

The attached interim Standard Fatent Clause as reqguired by
F.L. 96-517, {(patent amendments of 19&0) provides that the
licensing of patents acquired by small businesses and
nonprofit organizations is restricted to firms that agree
to manufacture any resulting products in the United States
that will be =0ld in the U.S. The Standarad Patent Clause,
however, does not extend this restriction to non-small
business and profit firms because it is not regquired by law
and would dailuté title to inventions, interfere with
international cross-licensing agreements, and would be
difficult to apply to U.S. firms with foreign subsidiaries.

m_wma

-signed . .
Approve aignse Disaprrove Approve with changes

Let's Discuss




THE SECRETARY OF COMMERCE
Washington, D.C. 20230

PR 15 1983
MEMORANDUM FOR Secretarial Officers
" Heads of Operating Units
Subject: Presidential Memorandum on Government Patent

Policy

On February 18, the President signed a memorandum that
instructs agencies to allow nearly all recipients of Federal
research and development funding to own the inventions they
make. The memorandum, which extends statutory invention
ownership rights ¢of small businesses and non-profit
organpizations to all other grantees and contractors, is the
direct result of a Commerce initiative.

The President's memorandum is expected to have a significant
effect on the economic growth and international competitiveness
of the country. Since the Federal Government is a principal
source of R&D funds, it is vital that American industry has
certainty of ownership to the resulting technologies that can
be the basis for competitive products and new Jjobs.

I want Commerce to be the first agency to implement the
President's memorandum. All procurement contracts, grants, and
cooperative agreements that fund R&D activities awarded atter
the date of this memorandum will include the attached standard
patent rights clause, except where a determination is approved
by the Assistant Secretary for Administration that one or more
of the following three conditions prevails:

(1) when the funding agreement is for the‘operation of a
Government-owned research or pro@uction facility; or

(2) 1in exceptional circumstances when determined by the
agency that restriction or elimination of the right to
retain title to any subject invention will better
promote the policy. and objectives of Chapter 38 of
Title 35 of the United States Code; or

(3) when determined by a Government duthority, which is

authorized by statute or executive order to conduct
foreign intelligence or counterintelligence




activities, that the restriction or elimination of the
right to retain title to any subject invention is
necessary to protect the security of such activities.

. This.memérandum will be superseded upon issuance of the revised
DAO 208-14. - |

Sisned
Secretary of Commerce

Attachment;' Standard Patent Clauée




a. Definitions.

March 18, 19583

Patent Rights - Standatd Clause

(1)

(2)

(3}

(4)

(5)

(6)

"Invention” means any invention or daiscovery which is

or may be patentable or otherwise protectable under
Title 35 of the United States Code (USC).

"Subject Invention" means any invention of the
Contractor conceived or first actually reduced to
practice in the pertformance of work under this
contract.

"Practical Application" means to manufacture in -the
case of a composition or product, to practice in the
case ¢f a process or method, or to cperate in the case
of a machine or system; and, in each case, under such

conditions as to establish that the invention is being.

utilized and that its benefits are, to the extent
permitted by law or Government regulaticns, available

-to the public on reasonable terms.

"Made" when used in relation to any invention means
the conception or first actual reduction to practice
of such invention.

"Small Business Firm" means a small business concern
as defined in Section 2 of Public Law 85-536 (15 USC
632) and implementing regulations of the Administrator
of the Small Business Administration. For the purpose
of this clause, the size standards for small businecss
concerns involved in Government procurement contained
in 13 CFk 121.3-8, and in subcontracting contalned in
13 CER 121.3-12, will be used.

"Nonprofit Organization” means a university or other
institution of higher education or an organization of
the type described in section 501{c) (3) of the
Internal ERevenue Code of 1¢54 (26 USC 501 (c¢)) and
exempt from taxation under section 501 (a) ot the
Internzl Revenue Code (26 USC 501(a)) or any nonprofit
scientitic or eoucational organization qUallflEQ under
a state nonprofit organization statute.

b. Allocation of Principal Kights.  The Contractor may retain

the entire right, title, and interest throughout the world
to each subject invention subject to the provisions of this




clause and 35 USC 203. With respect to any subject
invention in which the Contractor retains title, the
Federal Government shall have a non-exclusive,
non-transferable, irrevocable, paid-up license to practlce
or have practiceé for or on behalf of the United States the
subject invention throughout the world. '

Invention Disclosure, Election of Title and Filing of
Patent Applications by Contractor.

(1) Ihe Contractor will disclose each subject 1nvent10n to
the Federal agency within two months after the
inventor discloses it in writing to Contracteor
personnel responsible for patent matters. 7Uhe
disclosure to the agency shall be in the form of a

- written report and shall identify the contract under
which the invention was made and the inventor(s). It
shall be sufficiently complete in technical detail to
convey a clear understanding, to the extent known at
the time of the disclosure, of the nature, purpose,
operation, and the physical, chemical, biclogiecal or
electrical characteristics,. ¢cf the invention. The
disclosure shall also identify any publication, on

.sale or public use of the invention and whether a
manuscript describing the invention has been submitted.
for publication and, if so, whether it has been
accepted for publication at the time of disclosure.
In addition, after disclosure to the agency, the
Contractor will promptly notify the agency of the
acceptance of any manuscript describing the invention
for publication or of any on sale or public use
planned by the Contractor.

(2) The Contractor will elect in writing whether or not to
retain title to any such invention by notifying the
Federal agency within twelve months ¢f disclosure of -
the Contractor; provided that in any case where
publication, on sale or public use has initiated the
one year statutory period wherein valid patent
protection can still be obtained in the United States,
the period for election of title may be shortened by
the agency to a date that is no more than 60 days
prior to the end of the statutory period.

(3} The Contractor will file its initial patent
application on an elected invention within two years
after election or, if earlier, prior to the end of any
statutory perioa wherein valié patent protection .can
be obtained in the United States after a publication,
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on Sale, or public use. The Contractor will file
patent applications in additional countries within
either ten months of the corresponding initial patent
application or six months from the date permission is
granted by the Commissioner of Patents and Trademarks
to file foreign patent applications where such flling
has been prohibited by a Secrecy Order.

Requests for extension of the time for disclosure to
the agency, election, and filing may, at the
discretion of the funding Federal agency, be granted.

d. Conditions when the Government May Obtain Title.

The Contractor wiil convey to the Federal agency, upocn
written request, title to any subject invention:

(1)

If the Contractor fails to disclose or elect the
subject inventicon within the times specified in c.
above, or elects not to retain title.

In those countries in which the Contractor fails to
file patent applications within the times specified in _
c. above, provided, however, that if the Contractor
has filed a patnnt application in a country after the
times specified in c. above, but prior to its receipt
of the written request of the Federal agency, the
Contractor shall continue to retain title in that
country.

In any country in which the Contractor decides not to
continue the prosecution of any application for, to
pay the maintenance fees on, or defend in a . _
reexamination or cpposition proceedlng on, a patent on
a subjnct invention.

e. Minimum Rights to Contractor.

(1)

The Contractor will retain a non-exclusive,
royalty~-free license throughout the world in each
subiject invention to which the Government obtains
title except if the Contractor fails to disclose the

‘subject invention within the times sgpecified in

c. above. The Contractor's license extends to its
domestic subsidiaries and affiliates, if any, within
the corporate  structure of which the Contractor is a
part and includes the right to grant sublicenses of
the same scope to the extent the Contractor was
legally obligated to do so at the time the contract
was awarded. ‘The license is transferable only with
the approval of the funding Federal agency except when
trancferred to the successor of the part of the
Contractor's business to which the invention pertains.




(2)

(3)

The Contractor's domestic license may be revoked or

‘modified by the funding Federal agency to the extent

necessary to achieve expeditious practical application
of the subject invention pursuant to an application
for an exclusive license submitted in accordance with
applicable provisions in 41 CFR Part 101-4. This
license will not be revoked in that field of use or
the geographical areas in which the Contractor has
achieved practical application and continues to make
the benefits of the invention reasonably accessible to
the public. The license in any foreign country may be
revoked or modified at the discretion of the funding
Federal .agency to the extent the contractor, its
licensees, or its domestic subsidiaries or affiliates
have failed to achieve practical application in that
foreign country.

Before revocation or modification of the license, the

funding Federal agency will furnish the Contractor a
written notice of its intention to revoke or modify
the license, and the Contractor will be allowed thirty

~days {or such other time.as may be authorized by the

funding Federal agency for good cause shown by the
Contractor) after the notice to show cause why the
license should not be revoked or modified. The :
Contractor has the right to appeal, in accordance with
applicable regulations in the Federal regulations

- concerning the licensing of Government-owned

inventions, any decision concerning the revocation or
modification of its license.

f. Contractor Action to Protect the Government's Interest.

(1)

@)

The Contractor'agrees to execute or-to'have executed
and promptly deliver to the Federal agency all
instruments necessary to:

{i) Establish or confirm the rights the Government
has throughout the world in those subject
inventions for which the Contractor elects to
retain title, and

(ii1) Convey title to the Federal agency when
"~ requested under - -d. above, and to enable the
Government to obtain patent protection
throughout the world in that subject invention.

The Contractor agrees to require, by written
agreement, its employees, other than cleriecal and
non~technical employees, to disclose promptly in
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writing to personnel identified as responsible for the
administration of patent matters and in a format
suggested by the Contractor each subject invention

' made under this.contract in order that the Contractor .

can comply with the disclosure provisions of c. above,
and to execute all papers necessary to file patent
applications on subject inventions and to establish -
the Government's rights in the subject inventions.

The disclosure format should require, as a minimum,
the information required by subparagraph c. (1)

above. The Contractor shall instruct such employees
through the employee agreements or other suitable
educational programs on the importance of reporting
inventions in sufficient time to permit the filing of
patent applications prior to U.S. or foreign statutory
bars. . :

The Contractor will notify the Federal agency of any

‘decision not to continue prosecution of a patent

application, pay maintenance fees, or defend in a
reexamination or opposition proceeding on a patent; in
any country, not less than thirty daye before the
expiration of the response period reguired by the
relevant patent office.

The Contractor agrees to include, within the -
specification of any United States patent application
and any patent issuing thereon covering a subject
invention the following statement, "This invention was
made with Government support under (identify the
contract) awarded by the (Federal agency). The
Government has certain rights in this invention."

Subcontracts. -

(L)

The Contractor will include this clause, suitably
modified to identify the parties, in all subcontracts,
regardless of tier for experimental, developmentzl or
research work. The subcontractor will retain all
rights provided for the Contractor in this clause, and
the Contractor will not, as part of the consideration
for awarding the subcontract, obtain rights in the
subcontractor's subject inventions.

In the case of subcontracts, at any tier, when the
prime award with the Federal agency was a contract
{but not a grant or cooperative agreement), the
agency, subcontractor, and the Contractor agree that
the mutual obligations of the parties created by this
clause constitute a contract between the subcontractor
and the Federal agency with respect to those matters:
covered by this clause. . '
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Reportlng on Utilization of Subject Inventions. The
Contractor agrees to submit on request periodic reports no
more freguently than annually on the utilization of a
subject invention or on efforts at obtaining such
utilization that are being made by the Contractor or 1ts
licensees or assignees. Such reports shall include
information regarding the status of development, date of
first commercial sale or use, gross royalties received by
the Contractor, and such other data and information as the
agency may reasonably specify. The Contractor also agrees
to provide additional reports as may be requested by the
agency in connection with any march-in proceeding
undertaken by the agency in accordance with paragraph j. of
this clause. To the extent data or information supplied
under this section is considered by the Contractor, its
licensee or assignee to be privileged and confidential and
is so marked, the agency agrees that, to the extent
permitted by 35 USC 202 (c) (5}, it will not disclose such
information to persons outside the Government.

Preference for United States Industry. Notwithstanding any
other provision of this clause, the Contractor, if it is a
small business firm or an nonprofit organization, agrees
that neither it nor any assignee will grant to any person
the exclusive right to use or sell any subject invention 1n
the United States unless such person agrees that any o

products embodying the subject invention or produced

through the use of the subject invention will be
manufactured substantially in the United States. However,
in individual cases, the reguirement for such an agreement
may be waived by the Federal agency upon a showing by the
Contractor or its assignee that reasonable but unsuccessful
efforts have been made to grant licenses on similar terms
to potential licensees that would be likely to manufacture
substantially in the United States or that under the
circumstances domestic manufacture is not commerically
feasible. '

March-in Rights. The Contractor agrees that with respect

to any subject invention in which it has acguired title,
the Federal agency has the right in accordance with the

" procedures in OMB Circular A-124 (and agency fequlations

at ) to require the Contractor, an assignee or
exclusive licensee of a subject invention to grant a
non-exclusive, partially exclusive, or exclusive license in

any field of use to a responsible applicant or applicants,

upon terms that are reasconable under the circumstances, and
if the Contractor, assignee, or exclusive licensee refuses
such a reguest, the Federal agency has the right to grant

- such a license itself if the Federal agency determines that:




(4)
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Such action 1s necessary because the Contractor or
assignee has not taken, or is not expected to take
within a reasonable time, effective steps to achieve
practical application of the subject invention in such,

" field of use.

Such action is necessary to alleviate health dr'safety
needs which are not reasonably satisfied by the
Contractor, assignee, or their licensees;

Such action is necessary to meet reguirements for
public use specified by Federal regqulations and such
requirements are not reasonably satisfied by the
Contractor, assignee, or licensees; or

Such action 1s necessary because the agréement
reguired by paragraph i. of this clause has not been
obtained -or waived or because a licensee of the

-exclusive right to use or sell any subject invention

in the United States is in breach of such agreement.

Special Provisions for Contracts with Nonprofit

QOrganizations: If the Contractor is a nonprofit

organization, it agrees that:

(1)

Rights to a subject invention in the United States may
not be assigned without the approval of the Federal
agency, except where such assignment is made to an
organization which has as one of its primary functions
the management of inventions and which is not, itself,
engaged in or does not hold a substantial interest in
other organizations engaged in the manufacture or sale
of products or the use of processes that might utilize
the invention or be in competition with embodiments of

the invention (provided that such assignee will be

subject to the same provisions as the Contractor);

The Contractor may not grant exclusive licenses under
United States patents or patent applications in
subject inventions to persons other than small
business firms for a perlod in excess of the

earlier of: :

(i) Flve vears from first commercial Sale or use of
the invention; or

(1i) Eight years from the date of the exclusive
license excepting that time before regulatory
agencies necessary to obtain premarket .
clearance, unless on a case-by-case basis, the
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Federal agency approves a longer exclusive .
license. 1If exclusive field of use licenses are
granted, commercial sale or use in cne field of
use will not be deemed commercial sale or use as
to other fields of use, and a first commercial
‘sale or use with respect to a product of the -
invention will not be deemed to end the
exclusive period to different subseguent
products covered by the invention.

(3} The Contractdr will share any royalties collected on a
subject-ipVention with the inventor; and

{4) The balance of any royalties or income earned by the
Contractor with respect to subject inventions, after
rayment of expenses {(inclucing payments tc inventors)
incidental to the administration of subject
inventions, will be utilized for the support of
scientitic research or education.

Communications. Un matters relating to this clause-contact

is kugene J. Pawlikowski, Patent Counsel, Office of the
General Counsel, Herbert C. hoover Bu1ld1ng, Washlngton,
b.C. 2z0Z30. :
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DECISION MEMORANDUM

From: Under Secretary for Economic Affairs

Prepared by: Norman J. Latker/OPTI/377-0659

Subject: Presidential Memorandum on Government Patent Policy

Outgoing: . !
A memorandum from you to Joe Wright providing recommendations to
OMB for implementing the OPTI developed memorandum on Government
Patent Policy, signed by the President on February 18. The

President's Memorandum directs agencies to allow all R&D
contractors to own inventions developed with Federal funds.

Background-

We need Joe erght s help in the patent area. OMB will have to
‘act if there is to be proper implementation of the President's
February 18 Memorandum on Patent Policy. That memorandum,
prepared by OPTI, directs agencies to allow nearly all firms to
own inventions that result from Federal R&D funding under the
policies already applied to small businesses and universities.

The policy is designed to promote innovation and private sector
use of the latest technologies. A team of procurement and
patent specialists of DoD, NASA, GSA, and Energy is developing a
new Federal Acguisition Regulation, which Office of Federal
Procurement Policy tells us will serve as the implementation of ]
the President's Memorandum. We understand that this team
intends to add terms and conditions to procurement contracts
that are different from those applied to small business and
universities. The differences would create unnecessary burdens
for contractors or reduce the certainty of ownership.

Control No.
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The memorandum to Joe Wright transmits two recommendations:

i. A supplement to Circular A-124 that covers &all contractors, 5
which we feel should be circulated té the agencies Lor
formal comment.

2. A draft memc from OMB toc the agencies telling tnem how to
1mplement the president's Memorandum guickly.

It should also be followed up by a phone call from you to Joe

Wright, telling him that we are concerned about OFPP's

reluctance to advise the agencies, lncludlng those involvead w1th

the Federal Accuisition Regqulation exercise, that implementation

cof tne President's memorancdum should foliow OMB Circular A-1Z4.

I would like an opportunity for the key staff members to brief

you ana explain what is involved. _ |

Recommendation:
1. I recommend that you schedule a briefing by OPTI statf.
Approve: J{ﬂ% Dlsépprove: : aApprove with changes:

2. I recommena that you sign the attached memo to Joe Wright.

Approve:_lnig' Disapprove: Approve with changes:




THE DEPUTY SECRETARY" OF COMMERCE
Washington, D.C. 20230

13 4PR 1983

MEMORANDUM FOR Joseph R. Wright
Deputy Director
Office of Management and Budget

Subject: Implementation of the Presidential Memoranaum
on Government Patent Policy

Implementation of the February 18 Presidential Memorandum on
Patent Policy needs your attention (copy attached). We
understand that a team of procurement and patent specialists
drafting the new Federal Acquisition Regulation is trying to
dilute the President's policy. The purpose of the policy is to
provide incentives for commercial use of the newest Government
funded technologies for the bhenefit of economy. The
President's February 18 decision is an extension of the policy
already applied to small businesses and non-profit’
organizations. '

The policy reserves a free use license for the Government, so
the concerns of the procurement community are provided for.
The terms and conditions of contractor ownership, however, are
issues for which Commerce is responsible, both by its mission
and as the lead agency for OMB Circular A-124. The Circular
establishes clear conditions for invention ownership by small
businesses and nonprofit organizations. In spite of this, we
find the Office of Federal Procurement Policy entertaining the.
notion that different and more severe conditions should apply
to the contractors covered by the President's Memo. '

Attached is a draft supplement to A-124. It tells agencies how
to extend the Circular to all applicable contractors. I
recommend that you have this draft circulated to all agencies
for policy level review and comment as soon as possible. If
you agree, Commerce will provide you with a balanced analysis
of the comments and-recommendations for supplementing A-124.

Since issuing the supplément will take time, we also enclose a
draft memo for OMB to send to the agencies giving them three

choices for speedy implementation of the President's Memorandun
in the interim.

Guy WRiskg
Guy W. Fiske

Attachments
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THE WHITE H E ATTACIMENT A

WASHINGTON
February 18, 1983

MEMORANDUM TO THE KEEADS OF EXECUTIVE DEPARTMENTS AND' AGENCIES

SUBJECT: - "GOVERNMENT PATENT POLICY

To the extent permitted by law, agency policy with resaect ple}

the disposition of any invention made in the performance oI a
federally-funded research and development contract, grant or
cooperative agreement award shall be the same or subshantwally

the same as applied to small business firms and nonprofit !
organizations under Chapter 38 of Title 35 of the United \
States Code. %

Tn awards not sukject to Chapter 38 of Title 35 of the

Urnited States Code, any of the rights of the Govsrnment or
obligations of the performer described in 35 U.S.C. 202-204
may be waived or omitted iF the agency determines {1) that the
interests of the United States and the general public will be
better served thereby as, for example, where this is necassary
to cbtain a uniquely or highlv gualified performexr; or (2)
that the award involves co- sporsored, cost sharing, or joint
venture rasearch and deve10pneng, and the performer, co-
SPORSOr or joint ventu~-:r is mqklng substantial CODtI’OUthﬂ
of funds, Lac111tles or equipment to the work performed under
the award, '

Ir addition, agencies should protect the confidentiality of.
invention disclosure, patent applications andlutiliiaticn
reports réguired in performance or in conseguence of awards o
ihe extent permltted by 35 U.S.C. 205 or other aprlicable

aws.

(;JM @%W
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THE WHITE HOUSE

Office of the Press Secretary

For Immediate Release : February 18, 1983

FACT SHEET

President Reagan has today signed a Memorandum to the heads of
executive departments and agencies directing, to the extent
permitted by law, a revision of the current policy with
respect to rights in inventions made during performance of
Government research and development contracts, grants or
cooperative agreements. This Memorandum directs the agencies
to adopt and implement the same or substantially the same
policies for all R&D contractors as those set forth in

Public Law 96-517 (Chapter 38 of Title 35 of the United States
Code) for small businesses and nonprofit organizations. It is
intended to achieve more uniform and effective Government-wide
policies. :

Inventions developed under Government support constitute a
valuable national resource. With appropriate incentives, many
of these inventions will be further developed commercially by
the private sector. The new products and processes that
result will improve the productivity of the U.S. economy,
create new jobs, and improve the position of the U.S. in world
trade. The policy establlshed by the Memorandum is designed
"to provide such lncentlves. '

Experience has shown that, in most instances, allowing
inventing organizations.to-retain title- to inventions made™-
with Federal support is the best incentive to obtain the risk
_capital necessary to develop technological innovations.  The
new policy provides that, with limited exceptions, the '
inventing organizations may retain title to the invention,
subject to license rights in the Government which will enable
the Government to use the invention in its own programs. The
Government will also normally retain the right to "march-in"
and reguire licensing when the inventing organization fails to
pursue development of the invention. In addition, the
Department of Justice will develop an appropriate safeguard
against anticompetitive retentions of title by organizations
not subject to Publiec Law 96-517.

To the extent permitted by law, this Memorandum is applicable
to all statutory programs including those that provide that
inventions be made available to the publie. Those agencies,
such as National Aeronautics and Space Administration and the
Department of Energy, which continue to operate under statutes




which are inconsistent in respects with the Memorandum, are
expected to make maximum use of the flexibility available to

them to comply with the provisions and spirit of the
Memorandum. ‘

In order to promote uniformity, President Reagan has also
asked the Director of the Office of Science and Technoloegy
Policy through the Federal Coordinating Council for Science,
Engineering and Technology to evaluate the effectiveness of
the implementation of the Memorandum and make recommenda-
tions for revision or modification of the Memorandum, -OMB
Circular A-124, the Federal Acguisition Regulation, or agency
regulations, policies, or practices. The agencies will also
provide the Council with data on the disposition and utili-
zation of inventions resulting from their programs and on
their use of patent rights clauses, exceptions and waiver
authorities. ' o

£ 04 3 & £ 8 #




ATTACIRMENT B

DRAFT

OMB Memorandum to the Agencies
Subject: Ownership of Government Funded Inventions

on rebruary 18, the President signed a memorandum that
emphasizes the Administration's policy of allowing private
sector organizations to own inventions that result from
Government funded research and development, The policy is to
use the incentives of the patent system to promote private
sector use of new technologies for improved economic health and
international competitiveness.

The Presidential Memorandum and accompanying Fact Sheet are
attached. Together, they require agencies to extend as far as
legally possible, the right of invention ownership to all
contractors and grantees that P. L. 96-517 provides to small
businesses and non-profit organizations.

OMB Circular No. A-124 provides peclicies to the agencies for

e implementing P.L. 96-517. The Circular will be supplemented to

'\Q;; reflect the Presidential Memorandum, but it will take time for
the necessary agency and public reviews. It is important that
the benefits of the Presidential Memorandum begin to flow to
the economy as soon as possible.  In the interim, agencies
should use the present A-124 standard patent clause or the
title in the contractor clause of either the rFederal
Procurement Regulations or Defense Acquisition Regulation in
all instruments that fund research and development act1v1t1es
in the prlvate sector,




ATTACIZAERT C
DRAFT

L]

OBM Circular a-124, Transmittal Memorandum 1

Tc The Heads of Executive Departments and Establishments

SUBJECT: Extension of Circular A-124 Provisions to All Recipients
of rFederal Research and Development Funding :

1. Purpose
This Transmittal Memorandum provides policies, procedures and
guidelines for the extension of the Circular provisions to all
recipients of Federal research and development grants,
contracts, and cooperative agreements.

2. Background

Circular No. A-124 implements Chapter 38 of Title 35 of the
U.S. Code (P.L. 96-517), an Act that gives small businesses
and non-profit organizations the rignt to own 'inventions they
produce while performing under Federal research and
development funding. Early experience with the Act,
particularly by universities, indicates that the goal of
greater private sector development and use of these inventions
is being achieved,

On February 18, 1983, the President issued a memorandum to the
heads of agencies on Government Patent Policy. A copy of the
memorandum and its accompanying Fact Sheet is attached. The
memorandum reguires agencies to apply the policies of 35
U.S.C. 38 to all other Federal R&D recipients, in addition to
' small businesses and non-profit organizations. '

3. Policy and Scope
The Presidential Memorandum indicates:

"To the extent permitted by law, agency policy with
respect to the disposition of any. invention made in the
performance of a federally-funded research and development
contract, grant, or cooperative agreement shall be the
same or substantially the same as applied to small
business firms and nonprofit organizations under Chapter
38 of Title 35 of the United States Code" '

Except as noted below, agencies shall apply the provisions
of this Circular, including the standard patent clause
(Attachment A) to all research and development contracts,
grants, and cooperative agreements awarded, extended, or
renewed after . In addition, agencies are
encouraged to extend the Clrcular provisions to current
R&D performers




Agencies are specifically advised tnat Chapter 38 and tnis
Circular should be considered as consistent with statutes
whose criteria for disposition of federally funded
inventions is limited to a provision of the kind that
requires inventions or patents to be made avallable to the
public. ' '

Exceptions

All provisions of the Circular which apply to both small
business firms and nonprofit organizations shall apply to all
other recipients of research and development contracts,
grants, and cooperative agreements with the follow1ng
exceptions:

ad.

The Circular specifies effective dates of July 1, 1981 and
March 1, 1982 for application to small business firms and
nonprofit organizations., This extension to all other
classes of R&D recipients takes effect on - and
no earlier dates are relevant.

Any rights of the Government or obligations of the
performer described in 35 U.S.C. 202-204 may be waived or
omitted in awards to other than small business firms or
nonprofit organizations if the agency determines (i) that
the interests of the United States and the general public
will be better served thereby as, for example, where this
is necessary to obtain a uniquely or highly qualified
performer, or (ii) that the award involves cosponsored,
cost shared, or joint venture research and development and
the performer, cosponsor or joint venturer is making a
substantial contribution of funds, facilities or eqULPment'
to the work performed under the award.

The following exception, which shall apply to recipients
other than small business firms and nonprofit
organizations is added to Part 7a of the Circular:

(4) When a statute does not permit the terms and
conditions of the standard clause, agencies shall
make the minimum changes necessary to comply with
the statutes, using whatever latitude or
discretion allowed by the statute to achieve
maximum possible con51stency with the standard
clause.

Part 7 b(l) of the Circular requires a copy of a
justification for exceptional circumstance determinations
to be sent to the Comptroller General and the Chief
Counsel of advocacy of the Small Business aAdministration.
For awards to other than small business firms or nonprofit
organizations, the determination is required, but copies
need not be sent to the Comptroller General, or the Small
Business Administration, :
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e. For organizations other than small business firms and
nonprofit organizations the right of the Government
described in 35 USC 202-204 will be supplemented by an
appropriate safeguard to be developed by the bepartment of
Justice against anti-competitive retentions of title. The
safeguard to be developed is incorporated inte this
Transmittal Memorandum by reference and will exercised in .
accordance with the procedures established in Part 13 of
the Circular.

f. Notwithstanding Part 17 of the Circular and Part b. of the
standard patent clause (Attachment A), this Transmittal
Memorandum does not take precedence over existing
regulations, but agencies shall implement it by the
effective date through appropriate admlnlstratlve or
regulatory actlons

g. Part i of the standard patent rights clause dealing with
preference for United States industry does not apply to
recipients other than small business firms and nonprofit
organizations. '

h. 1In applying the exceptional circumstances provision of
Part 7 a(2) of the Circular, agencies should interpret the
statutory objective at 35 U.S.C. 200 relating to the
promotion of free competition as encompassing inventions
of all recipients of Federal R&D funding.

In extending the provisions of the Circular for small business
firms and nonprofit organizations to all other recipients of
R&D funding, agencies shall obtain approval from the
Administrator, Office of Federal Procurement Policy, before
making additional exceptions. Requests for exception
approvals should include the reason why an exception is
requested, the language the agency proposes to substitute for
language in the Circular or standard patent clause, and an
explanation of what will happen if the exception is not made.

Lead Agency Designation

The designation of the Department of Commerce as lead agency
to assist the Office of Federal Procurement Policy is extended
to include this Transmittal Memorandum.

Inquiries
All guestions or inquiries should be submitted to the Office

of Management and Budget, Office of Federal Procurement
pPolicy, telephone number (202) 395-6810.,
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§ & % | UNITED STATES DEPARTMENT OF COMMERCE
g %= g | The Assistant Secretary for Productivity,

%~ & | Technology and Innovation

Sres 07’

Washington. £.C. 20230
(2021.377-1984

April 6, 1983

Memorandum for George A. ?Keyworth, IT

Subject:'_Proposed FCCSET Committee on Intellectual Property
. for'. Innovatlon and Technology Transfer :

I endorse Bruce Merrifield's March 24 memo to you asking for
early approval of the proposed Committee. After considering -
other alternatives, we have concluded that the Committee is
needed now to resolve a number of pressing government-wide
issues. Bruce is the one to head 1t

~ An immediate need is to oversee 1mplementatlon of the
President's Memorandum on patent policy. FCCSET's
responsibilities in this area are clearly stated in the fact
sheet accompanying the President's Memorandum. Only -
involvement by the policy level officials of the agenc1es _
responsible for implementing the President's program will brlng
into line all staff_spec1allsts in the agencies involved.

Without the Committee, there is no efficient means of dlrect
access to these policy off1c1als.

But the real uses of.the Committee are far broader. There

are, for example, no government-wide policies on the rights

of contractors to technical data or trade secrets. We need

‘a forum of informed science policy cofficials to consider the

need for such a policy and to recommend its content if a need -
exists. This issue will arise soon in relation to the new

Federal Acquisition Regulation and should not be resolved

solely by procurement spe01allsts. o

In addition, Commerce is working on ways to improve the _
transfer and commercialization of results that come from the
Federal laboratories--an issue of immediate concern to OSTP.
Bruce will shortly be contacting you about our proposals, and
we need a forum for orderly consideration of them as well as
alternatlves. :

As a measure of our concern, forming thlS Commlttee is one of
Secretary Baldrlge 5 prlorlty objectlves. S

_Doug- Pewitt




£ ..., % | UNITED STATES DEPARTLIENT OF COMMERCE
’=, N The As<astant Scerctary for Pr‘miurztivn,y.
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MF\R_z.‘; 1983

Memorandum for George A Keyworth, II, Director,
: ' Offlce of Science and Technology Pollcy

Subject: Charter_of Committee on Intellectual Propetr ty
« for Innovation and TechnologyfTransfer

Some time ago, we prov1dea your office with a draft charter for'
the new Committee on Intellectual Property (copy attached).

‘The membership would be pollcy level oft1c1als from nineteen
: departments and agenC1es. :

Tnere appear to be some.problems in implementing the _

~ President's February 18 memorandum on patent policy which you
“helped us obtain. As you know, the Fact Sheet that asccompanies
the memorandum asks you to evaluate the effectiveness of its
implementation through 'the Federal Coordinating Council for
Science, Engineering and Technolegy. I think we neea the

‘Committee now. Will you please approve the Charter &S soon as
possible or adv1se me of any delay.

'D. Bruce Merrifield
.'Attachmeht

AN
OPTI TP:vt: 3/21/8
bce: MerrlflelaVﬁﬂ;ttachment
_ Milbergs w/attachment
Chron w/o attachment
subject ‘w/attachment




CHARTER OF.COMMITTEE ON INTELLECTUAL PROPERTY
FOR INNOVATION AND TECHNOLOGY TRANSFER

of the

FEDERAL COORDINATING COUNCIL FOR SCIENCE, ENGINEERING,
AND TECHNOLOGY o : '

Establishment

Issues related to intellectual property, ranglng from
commercial utilization of the results of federally-funded R&D
programs to federal policies affecting private sector R&D
constitute a set of problems that cut across many Departments
~and agencies of the Executives Branch. To ensure that the
economic, scientific, technological and administrative
policies of the Executive Branch effectively address these
issues, it is desirable to establish an interagency mechanism
for the formulation of policy. Therefore,; a Commitiee on
Intellectual Property for Innovation and Technology Transfer
is hereby established by the Federal Coordinating Council for
Science, Engineering, and Technology (FCCSET). The Federal
Coordinating Council for Science, Engineering, and Technology
was established by 42 U.S5.C. 6651. Under Reorganization Plan
Number 1 of 1977, it has been established by the Executive
Office of the President under the Chairmanship of the Director
of the Office of Science and Technology Policy.

Purpose

This Committee is concerned with establishment, maintenance,
licensing, disposal and infringement of intellectual property
rights in ideas, writings, computer programs, inventions and
technical data created in performance of or affected by
government programs and policies. Intellectual property
rights for the purpose of Committee consideration, include .
patents, copyrights, trademarks, trade secrets or other legal
means of affordlng proprietorship in a person or the
government _ _ -

The Committee addresses policy issues related to_intellectual
property and makes reconmendatlons which will:

a)_ Stimulate prlvate sector commercialization of ideas
and inventions resulting from government programs
while safeguarding the government s operational needs.

b)  Provide for unlform, government-wide policies,
regulations and practices based on continuing review
of executlve pollcles and leglslatlon.




c) Encourage effective use of resources for the
management of intellectual pnoperty matters and
_utlllzatlon of R&D results.

d) Aid the Department of Commerce in effectuatlng the
_1mplementat10n of government-wide intellectual. '
property. :

Members and Chairperson

The Chairperson of the Committee on Intellectual Property for
Innovation and Technology Transfer shall be the Assistant
Secretary of Commerce. for Productivity Technology, and
Innovation. The Executive Secretary shall be appointed by the
Chairperson. Membership of the Committee shall be drawn from
the subcabinet or other Senior Policy officials who are o
qualified to address intellectual property, innovation, and.
technology transfer issues from these agencies having.
significant research and development programs or private
sector policy roles. Members shall be nominated by their
respective agencies subject to approval by FCCSET. In
addition, as deemed necessary by the Committee Chairperson and
with the concurrence of the members of the FCCSET, or at the
reguest of the Chairperson of the FCCSET, additional members .
or observers may be appointed to provide specific expertise.
The Commlttee 1ncludes representatlon fr0m-

.Department of Ag;lculture
'Department of CommerCe'
.Départmenﬁ_of Defenée-.
Départmént-of Education
Department of‘Enefgy
.Department of Health aﬁd Human.Ser§icés
Departmen£ of'thé Interior.
Departﬁent'¢f:3ustiée.
Départmeﬁt of_State

Department of‘TransporFatiqn
Envirdnmental_Protéétion Agency

General Services Administration




Administrative'ProviSions

ﬁational Aeronautics and Space Administration
National Science Foundation _

Office of Federal Procurement Policy/OMB (Ex.offioio)
Office of Science aod Techhology Policy (Ex_Officio)
Patent and Tradgmatk Office | | |
Smail'Business'ﬁdministration'

Veterans Administration

. aj

b)

c)

_d)

The Commlttee will report to the FCCSET through the
Chairperson of that body.

Meetings of the Committee shall be called as deemed
appropriate by the Committee Chairperson or at the regquest
of the FCCSET. At least two meetings of the full
Committee should be held each year to serve as a forum for
the identification of problem areas and for the discussion
and exchange of relevant program information and for the
evaluation of the programs undertaken by the Committee..

Special studies, analyses and recommendations may be
initiated by the Committee. As necessary, ad hoc
subcommittees or working groups with participation not
restricted to Committee members may be formed to assist
the Committee in its work.

Staff support shall be obtained in the same manner as
specified in Section 3 above. Committee members will
assign such working staff as requested by the Committee
Chairperson and as is necessary and feasible for the 7
conduct of Committee activities and the achievement of its
purpose. The agencies shall pay for direct and incidental
costs arlslng from the part1c1pat10n of their members and
staff in Commlttee activities.,

Reporting

The Conmittee will submit a report on its activities annually

as indicated above after the first 12 months of its ‘ :
existence. These reports will be reviewed and assessed by the
FCCSET. . - |




Compensation

All members will be full-time Federal employees who -are
allowed reimbursement for travel expenses by their agencies
plus per diem for subsistence while serving away from their

‘duty stations in accordance with Standard Government Travel
Regulatlons. :

' Duratlon

The Committee shall contlnue as descrlbed hereln unless-
dlsestabllshed by FCCSET.

Determlnatlon

I hereby determine that the formation of the Committee on
Intellectual Property for Innovation and Technology Transfer
is in the public interest in connection with the performance
of duties imposed on the Executive Branch by law, and that
such duties can best be performed through the adv1ce and
counsel of such a group.

‘Date: ' approved:

George A. Keyworth II:
Chairman, Federal Coordinating

- Council for Science, Engineering
" and Technology '




| U.S. DEPARTMENT OF COMMERCE

MAR 31 1983

To : Mike Baver .
Associate Deputy Secretary

. . _ F
From: Rob'ert' .G.'-' Dederick féé.b
Under Secretary for Economic Affairs.

In respcnée to your March 28 note here

is a recommended letter.. Bruce Merrifield

has also signed off.

cc: Dr. Merrifield
Mr. Milbergs
Vl_(r. Latker qglfo

TRANSHETTAL FOMM CO-I1A [10-87} : . . -
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" &’ | Technology and Innovation ' : '
%TES o Washington, D.C. 20230

202y 377-1884
April 11, 1983

MEMORANDUM FOR: Jim Tozzi
From: Norman Latker ﬂ@?"’"’—

Subject: April 7,_1983 Meeting on Impleméntation of the
Pre51dent s February 18 Memorandum

The major issue of the 2pril 7 meetlng involved the time that a
contractor must report an invention to the Government. DOD
said they want to preserve their thirty yvear old rule. that
inventions must be reported within six months after

conception. We don't think this is consistent with either the
letter or the intent of the President's memorandum.

You agreed that it would result in forced reporting of concepts
by contractors before the utility of ideas has been

determined. We believe these kinds of reports are the
feedstock for unnecessary patent applications filed by a few
agencies, During FY 1970-76, DOD filed on 32 percent of these
kinds of cases. This sort of filing contributed to-a DOD
portfolio of 17632 patents, of which only 1.6 percent had been
licensed by 1976. 1In contrast, major universities, operating
under A-~124, are reported to be licensing 40 percent of their
~portfolios. -

~DOD contends that this kind of reporting and filing cuts off
claims against the Government. The only true measure of
avoided claims is the number of competing applications £for an
inventicn handled by the Patent Office. We understand the
Patent Office data indicates that Federal agencies are lnvolved
in a miniscular number of such competltlons.

DOD indicates they do not intend to use a forfelture

provision. We believe that a forfeiture provision is reculred
by the President's statement as it i1s included in Pub. L.

" 96~517. Without it, a firm need not report an invention to
protect its ownership, and the reporting reguirement will not
work as intended to protect the Government's interest unless
other penalties are imposed. If some other penalty is imposed
~“in conjunction with the six month rule, it will be used for the

- ridiculous purpose of prematurely collectlng information about
unevaluated ideas.

The method of enforcement that DOD would continue, involves
investigation of contractors' records including lab notebooks,
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and withholding payments. In principle, we can not disagree
with this in cases where there is clear reason to suspect
nonperformance. But we do not believe that such an adversarial
technigue should be used as a normal way of doing business. A
principle of A-124 is to provide incentives to cause actions,
rather than provide for zudit-like investigations and the
accompanying conflicts with the contractors whom we are trying
to encourage to bring new inventions intc the marketplace.

I did not want to make an issue of A-124 implementation at the
meeting, but GAO is completing a survey of agency compliance,
and has found that some components of DOD, particularly Nawvy,
have not implemented the Circular. At least one university is
considering legal action against the Navy on this issue.

We understand that most of the civil agencies other than NASA
and Energy accept A-124 as the starting point for implementing
the President's memorandum. They do not want unnecessary
reporting to overburden their modest staffs, and they do not
want avocidable disputes with their contractors.

Our basic objective is to allow firms to treat inventions
developed with Government funding just as they would treat
inventions they have funded. This means c¢lear title and no
hassles. The university experience has already shown that this
approach is most likely to lead to commercial use.

One last point--DOD insists that the President's memo does not
reguire the use of the clause from A-124 but only adherence to
P.L. 96-517. This gives them the authority, so they say, to
use the six month from conception test for reporting. They
have failed to take into consideration the legislative history
for P.L. 96-517 found on page 27 of Senate Report 96-480.

"The committee is concerned that standard Federal

. Procurement Regulations and Defense Acqusition
Regulations provisions may force premature
decisions, and may literally require the
reporting of inventions within times that are not
consistent with normal operational practices and
capabilities. For example, current requirements
£o report inventions, within six months after
they are 'made' could lead to forfeiture of
rights in numerous inventions if literally
applied. Many inventions are not actually
recognized as useful inventions for long periods
after their technical 'conception'."”



UNITED STATES DEPARTMENT OF COMMERCE
The Assistant Secretary for Productivity,
Technology and Innovation

Washington, 0.C. 20230

(2021 377-1984

April 13, 1983

MEMORANDUM FOR: Egils Milbergs
Fof ' _
From: Norm Latker_‘ﬁﬂ

Subject: Weekly Activity Report for Federal Technology Pollcy
: for the Week of Aprll 4 - April 8

1. Resolved questions about the Standard Patent Clause we are
proposing for use by Commerce for all R&D contractors and
grantees with Kim White of the General Counsel's office.

2. Fiske signed memo to Keyworth, supporting Mr. Merrifield's
request for approval of the Intellectual Property Committee
charter. This is the first of four packages for action by
the Secretary/Deputy to be 51gned. It did not go through
ExSec. '

3. Merit pay appraisal plans were completed for Latker,
Parker, and Bracken.

4. A first draft of the OPTI strateglc objectives for FY 1985
- was prepared

5. Met with executive group of Small Business Association
(NCII) on a number of problems that they are concerned with.

6. Met with Steve Fluger, Senate Commerce Committee, on the
legislative history of Section 6 of the Stevenson-Wydler
Act. He agrees that one of the section's primary
objectives is the establishment of technology transfer
capabilities of universities.

7. Met with two Eisenhower Fellows from the Phillipines and
Egypt on<technology transfer problems.

8. Met with.-Jim Tozzi, OMB and representatives from DOD and
NASA on the implementation of the President's February 18
memo. DOD and NASA are moving toward implementing the memo
in a direction clearly not intended. We are taking a
number of actions to intervene. :




UNITED STATES DEPARTMENT OF COMMERCE
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April 6, 1983

MEMORANDUM FOR: Egils Milbergs
foc
From: Norm Latker i:F?

Subject: Weekly Activity Report for Federal Technology Policy
- for the Week of March 28~April 1

1. Centinued to herd our flock of patent policy memos through
the system. We hope that some may be signed by the
Secretary/Deputy Secretary this week.

2. Dlscussed with Bill Batt (Labor) coordination between their
grantee at Georgia State and the OPTI grantee at Georgla
Tech.

3. Met with Jim T0221, Information and Regulatory Affaits, OMB
on the implementation of the President's memorandum of
patent policy. He agreed to help with reluctant agencies.

4. Met with Marge King, the contractor for initial preparation
of the Secretary's report to Congress on the
Stevenson-Wydler Act. Advised her of our policy objectlves.

5. Prepared a letter for Deputy Secretary Fiske to Jay
Keyworth asking that the OSTP Committee on Patents and
Innovation be. activated as soon as possible. It recommends
that Dr. Merrifield chair the committee. '
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g :T ?"“ UNITED STATES DEPARTMENT OF COMMERCE
'% b s | The Assistant Secretary for Pruductl\nty.

kY ) & Technology and Innovation

Washington, D.C. 20230
(202) 377-1984 '

April 1, 1983

Mr. Michael W. Bloomer

Executive Director _
American Patent Law Association, Inc.
Suite 203 .

2001 Jefferson Davis Highway
Arlington, VA 22202

Dear Mike, -

Pursuant to our recent conversation, I want to extend whatever
assistance my office can provide in the APLA's consideration of
collaborative university and private sector relationships.

This is an area of primary concern to us as the lead agency for
implementation of P.L. 96-517. We, of course, are advocates of
continuing and improving unlver31ty and private sector
relations.

I believe your recently formed University/Industry Committee is
an excellent step and would like to be considered for
membership on the Committee.

Enclosed is a copy of the Science article vou discussed with
Darc1a. E—

Best Regards,

' ' Norm Latker

Director
Federal Technology Policy

EnCiOSU.re
OPTI:DB:vt:4/1/83

cc: Subject
Chron
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Forecast of OPTI Activities
April 1 through May 15

A. Policy environment: Develop a long-term policy framework
to support productivity improvement and technological
innovation by removing barriers and creatlng private
sector incentives.

0 Key Events

- Conference Board meeting on R&D issues, including
priorities and the Government role, April 19-20.

- Milbergs and Johnson site visit to Interfirm
Productivity Measurement Site in Trenton, N.J.,
April 20. "

- DOC Productivﬁty Steering Groﬁp meeting, April 28.

- First meetingfin Washington of participants in
WBSI Teleconférence project, April 28-29.

o TImportant Upcomlng Issues

- April 25 BLS Report on Product1v1ty for the first
guarter of 1983 (we expect continued issues).

- Several 1mportant policy issues related to contractor
ownership of patents and OPTI's role ln resolving’
them will emerge for decision,

B. Research, Development, and Technological Innovation:
Develop and provide! techniques to facilitate innovative
research ventures among private firms, universities, and
government agencies, :

o Key Events
- Complete and submit ITP Project Plan--SPO #2.

- Complete and submit Outreach Plan (Public Affairs)

- Negotiate revised Policy SPO (#5) with the Office
of Program Planning. '

~ Assist EDA in awarding a grant for 4 regiocnal
conférences. d




R

-  Ho1d conference on Joint Research, May 13.

Communication and Education: Increase business awareness
of productivity improvement opportunities through
dissemination of technical analyses, best practice
know-how, and information on government policies and
1ncent1ves.

o Key Events

- Ninth Annual American Metric Council meeting,
Arlington, Virginia, co-sponsored by Commerce.
Guy Fiske will be the keynote speaker, April 25-26.

- Further metric meetings include:

April 7 National Machine Tool Builders Association
April 12 Edison Electric Institute

- April 27 Aerospace Sector Committee

- May 17 Transport of Radiation Materials

- A permanent OMP Director is projected to arrive during
- this peried,

- National Metric Week is May 8-14,

- :The revised Federal Standard 376A, Preferred Metric
_Units for General Use by the Federal Government
will be issued.

- National Association of Business Conference, Pittsburg,
Milbergs seminar leader, April 4-6.

~ New Jersey Board of Industry anlerade, Milbergs to
lead seminar, April 21,

Technology transfer: = Increase business use of government
funded technology and technical information developed

in government laboratories and through support of universities,
nonprofit organizations, small. businesses and other

prlvate sector entitiles,

- Continued efforts to implement Presidential Memorandum
on Patent Policy, government-wide and within Commerce.

Strategic information and analysis: Develop a comprehensive

data base and system of analysis to support competitive
assessment, policy analysis, and Industrial Technology
Partnershlp efforts,

. _
= Assjist EDA In awarding a grant or cooperative
agreement for data acquisition,
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UNITED STATES DEPARTMENT CF COMMERCE
The Assistant Secretary for Productivity,
Technology and Innovation

Washington. ©.C. 20230

(202) 377-1884

MAR 291983

Honorable Edward 'N. Brandt, Jr.
Assistant Secretary for Health
Department of Health and Human Serv1ces
Washlngton, D.C. 20201

Dear Dr. Brandt:

On February 4, 1983, you published a notice in the
Federal Register entitled "Reguest for Exclusive License."
(48 Fed. Reg. 5313) The notice asked for public comment on
whether the public interest would be served by extending the
exclusive license that Bristol-Myers currently has to further
develop an invention discovered under a National Cancer
Institute grant. A petition to extend this license has been
filed by Research Corporation.

While I have no opinion on or knowledge of the merits of
Research Corporation's petition, I urge you in deciding this
matter to consider the Administration's efforts to provide
incentives for the development of government-funded
inventions by domestic industry. On February 18, the
President issued a Memorandum in furtherance of this policy.
This Memorandum, which applies to new inventions, establishes
more uniform and effective government-wide policies for
disposition of rights to government-funded inventions. The
policy which the Memorandum establishes is explained in part
by the following statement from the Fact Sheet accompanying
the Memorandum: -

"Inventions developed under government support constitute
a valuable national resource. With appropriate
incentives, many of these inventions will be further
developed commercially by the private sector. The hew

- products and processes that result will improve the
productivity of the U.S. economy, create new jobs, and
improve the position of the U.S. in world trade. The
pelicy established by the Memorandum is designed to
provide such incentives.

"Experience has shown that, in most instances, allowing -
inventing organizations to retain title to inventions
made with federal support is the best incentive to obtain
the risk capital necessary to develop technological
1nnovat10ns." ,




-2 -

I understand that the policies of the Public Health Service
and the National Institutes of Health have long recognized the
importance of exclusive licenses in furthering the public
health and in assuring the development of government-funded
inventions. The concerns that led to your policies and the
President's February 18 Memorandum have important economic
conseguences. It is critical to our efforts that federal
patent policy be administered in such a way as to promote,
rather than hinder, further research and development by the
private sector, thus freeing government funds for other
purposes. o

If T or my staff can be of any assistance to you in
deciding this matter, please contact me.

Sincerely,

D. Bruce Merrifield

OPTI:NL:vt:3/25/83

co: Merrifield.
Milbergs
Subject

Chron&//{f
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March 28, 1983

MEMORRNDUM FOR: Hgils Milbergs

From: Norm FLaltker

Subject: Weekly Activity Report for Federal Technology Policy

1.

for the Week of March 21-25

Met with Dr. Merrifield, Dave Mowry, Phil Gocdman and
yoursgelf on enhancing the quality of the reports to CUFT.
Tt was ageeed that we will continue to develop an
evaluation system in conjunction to the technology

management system we have devised for the federal
“laboratories. In additlon, it was agrecd tbhat Dr.

Merrifield should begin advocating the marsagement systen at
dppropriate opportunities.

Mot with Dr. Merpifield on sltatus of division assignments,

i

et wiih Ralph Segman, Depactment of agriculture on
]

technoleogy transfer problems.  Advised hiwm of division

aciiviiines,

Completed saries of letters intended to promote
implementation of the President's patent policy as
understood by Commetce.

Virginia Turner moved from a temporary assignment in the
Office of Strategic Resources to become cur secretary.

Mot with Project Leader of the University ol Ellinois grant
on improving technology transfer from goverument
lLaboratories, :

OPTI:TP:vE:3/28/83

cey

Latker
Parker
Cheon ¢
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The Assistant Secretary for Productivity,
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Memorandum for George A. Keyworth, II, Director,
Office of Science and Technology Policy

Subject: Charter of Committee on Intellectual Property
: for Innovation and Technology Transfer

Some time ago, we provided your office with a draft charter for
the new Committee on Intellectual Property (copy attached).

The membership would be policy level officials from nineteen
departments and agencies,

There appear to be some problems in implementing the
President's February 18 memorandum on patent policy which you
helped us obtain. As you know, the Fact Sheet that accompanies
the memorandum asks you to evaluate the effectiveness of its
implementation through the Federal Coordinating Council for
Science, Engineering and Technology. I think we need the
Committee now. Will you please approve the Charter as socon as
possible or advise me of any delay. '

D. Bruce Merrifield

O~
Attachment (b%f;‘

OPTI:TP;vt:3/21/83

becc: Merrifield w/attachment
Milbes%g“w/attachment
Chronw¥y /o attachment
Subject w/attachment




UNITED STATES DEPARTMENT OF COMMERCE
The Assistant Secretary for Productivity,

Technolegy and Innovation
Washington. D.C. 20230

(202) 377-1884

March 21, 1983

MEMORANDUM FOR: Egils Milbergs
From: Norm Latkér_

Subject: Weekly Activity Report fer Federal Technology Policy
for the Week of March 14-18

1. Met with the Patent Counsels for the Department of
Transportation and the Department of Agriculture. Commerce
has assumed their support in using the patent clause of OMB
Circular A-124 as the starting point for implementing the
President's Memo on Patent Policy. They also were
supportive of an interagency committee of patent counsels
from non-mission agencies for the purpose of simplifying
procedures and optimizing technology transfer,

2. Met with Jack Williams, Lanse Falker and Ted Maher from the
Department of Agriculture on technology transfer and
limited partnership problems. Ted will be looking into
setting up a group who would serve as the core for
interagency advocacy of limited partnerships and technology
transfers.

3. Spoke to George Stadler, Research Corp. We are both
enthusiastic about the prospect of Research Corp. acting as
a focus for selected limited partnerships and as an
instructor of technology transfer officers at universities
and national laboratories.

4, Met with Marilyn Wagner, Assistant General Counsel for
Adminisctration on expediting implementation of the
President's memo at Commerce. She indicated her full
support for speedy implementation of our proposed patent
clause,

5. Completed a series of letters and memos aimed at
implementation of the President's memo.

a. Citation memo to Secretary declares victory.
Includes, for his signature:

- Letters of recognltlon to six staff members 1n
Commerce, OSTP, and NSF.




- Memo to Merrifield showing support for continued
efforts Government-wide. This to be circulated
outside with request to support implementation.

Internal memo from Secretary to Commerce components
directing them to implement the President's Memorandum
guickly, while the formal Departmental Order is being
revised to convey a new Standard Patent Clause for use
in all R&D contracts, grants, and cooperative
agreements,

Memo from Fiske to Joe Wright (OMB)--(SBO). ConveYs:

- Memo from OMB to the agencies telling them how to
implement the President's Memorandum guickly.

- Draft supplement to OMB Circular A-124, which
would extend the present patent clause for small
businesses and nonprofit organizations, to all
contractors with very few exceptions. Expands
DoC lead agency responsibility. (Resistence is
anticipated on both counts).

Memo from Merrifield to Keyworth re-transmiting the
draft charter for the Committee, and asks for speedy

~approval. (SBO)

At the request of the Senate Committee on Science and
Technology, completed the first draft of a bill to allow
all recipients of Federal R&D funding to own any resulting
inventions. This is a replacement of the Schmitt Bill
which died in the last session.

OPTI:TP:vt:3/21/83
Latker
Parker .

cc:

_-Chronv”,




UNITED STATES DEPARTMENT OF COMMERCE
The Assistant Secretary for Productivity,
Technelogy and innovation -

Washington. D.C. 20230

12021 377-1884

March 21, 1983

Memorandum for: David T. Mowry, Program Manager
Center for the Utilization of Federal
Technology

From: Norman Latker

Subject: Your Comments on our Technology Management System
Proposal ; :

Thank you for the thoughtful comments on our proposed system.
The background material and statistics are particularly
valuable. I am pleased that you agree with the general
direction that we are trying to go.

The employee ownership issue is a knotty one as you observe.

We only intend for employees to take title to inventions that
the Government decides not to protect for commercial reasons.
If the inventors do not try to find commercial uses for these
inventions, nobody will. Further, if employees know that their
agencies will not just cream the most valuable inventions off,
and destroy the value of the rest, they will have a stronger
incentive to report. We need to get more views on this, but we
feel that inventors are often treated less than fairly by some
agencies. Since the system must start with them, we feel that
they deserve more attention than they have received in the
past. I agree with you about increasing their share of the
royvalties.

TP:vt:3/21/83
cc: Milbergs -
Chro
" Subject
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March 21, 1983

Memorandum for: David T. Mowry, Program Manager
Center for the Utilization of Federal
Technology

From: Norman Latker

Subject: Your Comments on our Technology Management System
Proposal :

Thank you for the thoughtful comments on our proposed system.
The background material and statistics are particularly
valuable. I am pleased that you agree with the general
direction that we are trying to go.

The employee ownership issue 1s a knotty one as you observe.

We only intend for employees to take title to inventicns that
the Government decides not to protect for commercial reasons.
If the inventors do not try to find commercial uses for these
inventions, nobedy will. Further, if employees know that their
agencies will not just cream the most valuable inventions off,
and destroy the value of the rest, they will have a stronger
incentive to report. We need to get more views on this, but we
feel that inventors are often treated less than fairly by some
agencies. Since the system must start with them, we feel that
they deserve more attention than they have received in the
past. I agree with you about increasing their share of the
royalties. :

TP:vt:3/21/83

cc: Milbergs
Chron
Subject w™




UNITED STATES DEPAI’-‘ITMEI\If OF CONMIMEERCE

National Technical Information Service
5285 Port Roval Road
Springfield, Virginia 22161

March 11, 1983

MEMORANDUM TO: Norman Latker
Director, Office of Patent Policy
Of fice of Productivity, Technology
and Innovation

SUBJECT: Proposed System for Managing and
Transferring Patentable Technology

We appreciate the opportunity to review and comment on the subject
draft. You and Tip Parker have come up with a very thought provok-
ing plan. We certainly support the effort to achieve greater
interagency uniformity, greater licensing effectiveness and lower
overall cost. We have some general comments in several areas

which you may want to consider while fine tuning the proposed
system.

1. For procurement oriented agencies (DOD and NASA) total patent-
ing costs are a small fraction of 1% of the R&D budget and
management justifies the few millions they spend on defensive
filing by projected avoidance of royalties they could incur
if they did not have either title or a free license. Going
to the Commissioner's unexamined mini-patent idea might be a
good idea even if it saves the PTO and the agencies only a
million or two annually and this seems to be acceptable to
DOD.

We feel the major problem in these agencies is one of omission.
Since commercial potential per se is not a justification for
filing, many employee inventions are not selected for filing,
and the chance to offer industry the incentive of exclusive
licensing is lost. Concurrently, the Government loses the
opportunity of documenting commercial payout based on its R&D.

2. Yor the industry/commerce oriented agencies (USDA, Interior,
HHS, Commerce, DOT, etc.). The main problem appears to be
dwindling budgets, a shift away from applied research that
produces the most patents, a declining number of good inven-
tions filed (now less than 130 annually for this group) and
a lack of a large enough critical mass to justify an aggres-
sive and professional patent management effort. DOE with 120
applications a year may feel they have adequate inventory for
an effective independent program.

For this group of agencies we feel greater centralization of
invention management at NTIS plus greater involvement of the
agency technology transfer people in disclosure selection
(as you have suggested) is the best approach. A centralized
self-funding group is the logical place to develop an NRDC
type operation if this is later decided to be deSLrable.
Some of the reasons follow:




2.

There is need for critical mass and patient money lead time
in a licensing program. I attach a February 9, 1981 New York
Times write-up about the Research Corporation (RC) program
and a comparison of their program and ours for three recent
years., It took some 30 years for RC to reach a sustainable
level of operations in the black. The NRDC patent licensing
royalties in England did not reach breakeven for 17 years at
the $2.5 million level, but then grew to $35 million in the
next ten years.

University Patents which spun off from the University of
Illinois in 1971 were still in the red on licensing in 1980
($437,000 revenues against $923,198 expenses with 10 employees)
despite virtual subsidies through IBM advance royalties in
recent years. :

We have very few hard numbers on independent university pro-
grams and would welcome any data you have or can get. The
1978 SUPA survey did not address costs. With the exception

of WARF, MIT, Stanford and a few others we get the impression
that 80% have expenses greater than revenues, probably because
they have not yet hit the lucky 1-in-100 success that supports
all profitable licensing programs. NTIS has reached breakeven
in seven years, but only because one of ninety licenses
granted became a winner in less than six years. A more
diverse support base is still needed for stability.

Since agency budget officers and OMB are not noted for patient
money over such long lead times, we strongly recommend more
concentration of promotion and licensing rather than fragment-
ing the effort.

Invention disclosure evaluation is not inexpensive, but we
certainly agree that it does need to be done professionally,
and on the basis of commercial potential, not just on the
basis of patentability. Since employee disclosures are
usually filed prior to comparative tests against commercial
products on a performance/cost or efficacy/safety basis,
evaluation at this stage is extremely difficult. The RC
costs appear to average about $1,000 per disclosure. Our
costs over the years for patent application evaluations by
contractors such as IITRI were in the $250-1,000 range,
depending on depth of evaluation. At NBS, the Office of
Energy Related Inventions (OERI) has screened over 18,000
invention disclosures over a seven year period. The end
result is to recommend about 2% for R&D funding by DOE. 1In
a typical recent year, about 2,000 disclosures are received
and 1,000 immediately rejected as trivial, illiterate, or
nonsensical proposals of perpetual motion, antigravity machines
and the like. One thousand enter a technical screening per=~
formed by hundreds of expert consultants under contract at
costs averaging $460. Eighty disclosures survive screening
and go to an in-depth technical plus commercial evaluation
averaging $2,400. These costs include both in-house and
contract expense. . .




In 1970-76 Government employee disclosures averaged 2,628
annually, and contractor disclosure averaged 6,150. Title
to two thirds of contractor inventions was neither requested
by the contractor because of lack of commercial interest nor
filed by the Government because of lack of evaluation.
Assuming disclosures in 1983 would be only half of this
level, it is still a $4 million expense, whether done by
contract or in-house. In industry these judgements are made
by sales and development people in constant contact with

the pertinent marketplace. Segmented up-to-~date commercial
expertise is only rarely available inside the Government.

Experiments in evaluation quality conducted by NTIS involving
various contractors (Battelle, IITRI, etc.) showed very poor
correlation in blind tests when rating the same group of
applications. Because of this we went to a direct mail and
direct contact system getting the application rated by prospec-
tive industry licensees who will do this only if it is on a
non-confidential basis and after the patent application is
filed. We frequently have a licensee signed up before we make
expensive foreign filing decisions. This is the best way to
evaluate but of course cannot be used to evaluate disclosures
prior to filing. TFor this the OERI group could be used for
employee disclosure evaluation. NTIS would like to consider
evaluating and limited filing from other agencies in 1984 and
thereafter to the extent it can be funded by royalty income.

For invention management, our past experience in NTIS and CUFT
with technology transfer people in various agencies, indicates
their commercial judgement capability and competence is quite
uneven. It would range from poor (or non-existent) at HHS,

to fair at USDA and Interior, to good (or at least extensive)
at NASA. They would need to learn or acquire skills in intel-
lectual property evaluation and management. To get experienced
help they would have to rely on contractors or on hiring

from industry, which GS pay scales limit to young, relatively
inexperienced types or retirees with pensions.

Emplovyee lnventor ownership of patents may seem attractive,

but R&D management will consider that it creates an intolerable
conflict of interest and loss of productivity in achieving
their mission of solving technical problems. Small business ¥
and independent inventors would resist this subsidized compe-
tition. To our knowledge, few if any private sector organiza-
tions, including non-profits, permit this and with large scale
grants and funding it has been getting rarer in universities.
Most inventions are now developed by team efforts requiring
massive capital investments. Loner inventors preserve secrecy
and decrease communications, morale, and cooperation with co-
workers. We favor greater rewards, e.g. higher than our 15%
and $25,000 limits, and this seems to be the trend in insti~
tutes, universities, and, in Europe, even in private companies.
Mbreover, OPM would certainly have to approve any compensation
to Government employees, direct or indirect. Patent rights to
inventors may be more a question of R&D and employee compensa-
tion policy than patent policy.




4.

In summary, we think your concept of bringing the technology trans-
fer and patent licensing departments closer together throughout

the Government is excellent. It is right in line with the Energy
Research Advisory Board report issued a few months ago (summary
attached). This faults DOE patent policy as being too restrictive
for effective technology transfer to industry. We believe an
exclusive license is the best incentive we can offer to industry
and would like to maximize the number of good employee inventions
available for llceHSLng.

L MW

avid T. Mowry

Program Manager

Center for the Utilization
of Federal Technology

Attachments

cc: E. Milbergs, OPTI
J. Williams, OPTI
T. Parker, OPTI
J. Caponio, NTIS
G. Kudravetz, NTIS
D. Campion, NTIS
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COMPARIS(N OF PATENT LICENSING PROGRAMS

Research Corporation : NTIS Office of G&emmt Inventions & Patents
Invention Administration Staff 1981 1980 1979 Staff 1982 1981 1980
Management & Adninistration 5 4 2 Professional 2.5 3 3
Evaluation 4 5 6 Clerical 2 3 3
Licensing 5 5 5
Clerical Support . NA NA NA .
Operating Costs $2.0M S1.8M $1.0M Program Funding a/ $300K $540K $700K
Royalties Received a/ $6 .6M $5.1M $4.0M Royalties Received d/ S156K $S69K $22K
Disclosures Screened b/ 355 374 384 Applications Screened b/ 130 150 167
U.S. Patent Applications Filed 30 36 27 Inventions Foreign Filed 25 11 17
Patent Licenses Granted 18 21 NA Patent Licenses Granted c/ 27 20 10
a/ Royalties in 1976 to 1978 period ranged from a/ 1983 funding is $500K with $865 planned for 1984.
$1.3 to $2.0 million. . B/ Excludes Army and Air Force.
b/ From 80 to 100 colleges and universities submit c/ About 50% involved foreign rights.

disclosures anmmually. d/ Royalties estimated at $700 for 1983.
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James Stacy Coles, left, president, and Willard Marcy at Research Corporation with a molecular model of vitamin 81

.

Selling Academics’ Patents

By BARNABY J. FEDER

As American companies accelerate
" their efforts to acquire and develop
new technology, academic research is
drawing increasing attention.

That trend has meant a new era at
the Research Corporation, the small,
unobtrusive nonprofit foundation that
has been trying to market the work of
academics to industry for almost seven
decades.

The foundation, called the *‘grand-
daddy in the field"” by one of its com-
petitors, patents inventions presented
1o it by resecarchers at more than 280

- universities and nonprofit laboratories.
1t then tries to license them, usually to
large companies, for further develop-
men! and commercialization,

Based in New York, the {foundation,
which says it has seldom publicized its
transactions because it does not want a
“high profile among attic inventors,”

administers some 560 inventions and
200 licenses.

“We try o persande peopie in the in
dustrial community that we have g new
idea that is going 10 die aborning if they
do not invest,” said James S. Coles,
who feft the presidency of Bowdoin Col-
lege to beceme head of the foundation
in 1968.

Those comipames signing licensing
agreements in recent months with the
foundation include the Warner-Lam-
bert Company, for a new cancer detec-
tion technique; Hoechst of West Gor-
many, for two sex hormone-buased at-
tractants for moths, and {TT Rayonier,
for water treatient (echnoiopy

What attracts these companies is not

-80 much the chance to save o new idea

&s the knowledge that the products of
academic research occcasionally pay
off handsomely in the marketplace if
properly nurtured. Core memories for
computers, basic laser techuotogy,
synthetic penicillin and gene splicing

technology all sprang from basic re-
search at universities and nonprofit in-
stitutinns.

“All commercial companies have to
be conscious of what is going on in aca-
dentic research today,” said Dr. Zola
Horovitz, vice president in charge of
biological and pharmaceutical re-
search and development at E R,
Squibb and Sons Inc. "*We can no longer
deitall oursetves.”’ ‘

Growth Expected

Although most major companies
have minimal stakes in academic re-
search today — 3 percent of Squibb’s
current development work is based on
academic research — Dr, Horovitz ex-
pects the figures to grow.

The major reason is that regulations
controlling government-supported re-
search have been altered in recent
years to encourage comrercialization.
1 addition, academic awareness of the

Continued on Page D5
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commercial potential of research Is
growing. .

The Research Corporation, which
tries to market medical and chemical
products as well as an assortment of
electronic and mechanical inventions,
is not alone in its niche of the tech-
nology development world, Several
universities, including such major re-
search-oriented institutions as the Mas-
sachusetts Institute of Technology and
the California Institute of Technalogy,

- operale their own patent and Heensing
offices,

And University Patents Inc., a pub-
licly traded offshoot of the patenting
program at the Urbapa.Champaign
campus of the University of Illingis, ex-
ciusively represents 10 universities, as
well as the AMC Cancer Research Cen-
ter and Hospital of Lakewood, Colo.,
from its offices in Norwalk, Conn,

The Research Corporation was
created in 1912 by a& University of Cali-
fornia chemist, Frederick Gardner
Cotirell, inventor of the electrostatic
precipitator. He established the foun-
dation to develop the precipitator afier
he had been unsuccessful in efforts to
denate the patent for the air pollution
control device io any institution that
would commercialize it and use the
proceeds to support research.

within a decade, the precipitator
husiness was supporting a research
grant program, A change in tax laws in

1954 forced the foundation to divest it-
self of the precipitator business, but the,
sell-off provided the foundation with a
350 million endowment. (The divested
business, Research-Cottrell Inc., today
produces & variety of poilution control
equipment.) :

That endowment was supplemented
by earnings from the administration of
other donated patents, such as those
covering the synthesis of vitamin Bl,
and more recently by royalties shared
with inventors and its client universi-
ties when one of the inventions sub-
mitted to it is successfully patented,
ticensed, and marketed.

1t is not an arrangement that leaves
the foundation with money to burn, Al-
though the foundation has donated %8

“fafllion ‘to nearly 4,000 academic and -

ronprofit research projects over the
decades, including 52.89 million in the
year ending last Oct. 31, it hivs been eat-
ing into its endowment during the last
decade.

‘The financial picture became espe-
cially bleak after 1976 because few

' -Description,

‘di-N-oxides}
. Burn ointment. :-

- Skaletal imaging agonts (f
cauticals) for.diagnosing ho

commercially valuabie patents came
in during the late 1950's, and older pat-
ents lapsed (patents run 17 years), As &
result, the invention "administration
program has not only failed to produce
grant money since then, but has not
paid for itself.

Critics say such problems stem from
the foundation’s fow-key operating
style. Willard Marcy, a former re-
search executive at the Amstar Corpo-
ration, who is the foundation’s vice
president in charge of invention admin-
istration, conceded that the foundation
may not have been aggressive enough
in marketing itself and {ts wares during
the 1950's, bu¢ he contends that the
sitpation was rectified during the fol-
lowing decade.

Citing increased royaities, and pro-
jections that the invention administra-
tion program will move back into the
black this year, he szid: **Vhat vou are
seeing today is the result of a more ag-
gressive approach. The upgrade is just

1849 A process for growing sesd tortithat
does not require hand detasseling'y
cplants -
1951  The maser-taser concept
1860  Tetrahedral anvil prass used 1o
dustrial diamonds’ .
1965 ' “Animal feed supplemants (quin

The New York Tlmes / Feb, 3, 1681

Whuatever the operating style, mar-
rying academic research and business
needs is difficuit. Like the Research
Corporation, University Patents and

. maost um'versit? DIOSTA[NS are Cur-
rent Y%&%;MWY

aré 5pa .

“THE-1GR6ST tommon problem is that
academic researchers are frequently
oblivicus to the potential coramercial

value of their work, patent administra- ... .

torg say. Intent on publishing their re-
sults in academic journals, they often
fail to develop and file patent applica-
tions first, o

What many do not realize, it is said,
is that publication In any publicly
available document, no matter how ob-
scure, eliminates the chance of obtain-
ing overseas patent protection and
starts a4 one-year clock runring on the
period in which they may claim United
Statesrights. ‘

Without a patent, an invention is dif-
ficuit to license becauge it can easily be
d if it turns out to be protitable.




