AN INTRODUCTION TO USET

WHAT IS USET?

- University 'Scienca,_ Engineering & Technology, 'Inc.,
(USET) is a service company engaged in promoting the develop-
ment of patented  and patentable new inventions and the

commercial exploitation of these through licensing programs.

In its role as the patent service and licensing agent for the
inventor or owner of new technologies, USET arranges, on

their behalf, for commercial organizations to undertake

research and development, manufacturing, and marketing of
such new technologies. USET's services include assistance in
locating and identification of new inventions through on~gite
liaison with inventors by its patent staff, the evaluation of
the economic and - technical merit of the new inventions,
arranging for the filing and prosecution of patents covering
such inventions where approprlate, and llcen51ng and adminis-
tering the patents. USET's principal sources of technology
are research universities and government laboratorles, both

foreign and domestic.

USET'S BACKGROUND

USET was formed through the acquisition of University
Technology Company (UTC) and the technology transfer assets
of University Patents, Inc. (UPI). These two organizations
represented twelve universities and two government labora-
tories at the time of acquisition. In all but a few ex~
ceptions, USET has the right of first refusal with respect to
any of the technology generated by its client's research

activity. The combined annual budget for research of USET's

clients exceeds $800,000,000.

Through UTC and UPI, USET has acquired a royalty inter-

'est in several substantial technologies currently under

development by corporate licensees, both in the United States
and abroad. :

_ Since July, 1988, USET's headquarters have been located
in Westport, Connecticut, with a Washington, D.C. liaison

office. In addition, Technology Information Center (TIC), a

development stage subsidiary company, is located in Houston,
Texas. TIC is developing a technology transfer data base.

. PROFESSIONAL STAFF

‘USET'e staff includes professionals in many .aspects of
science and engineering, including electrical engineering,

~materials science, immunology, genetic engineering, nuclear

engineering, chemistry and life sciences. In addition,
several of its staff are attorneys with experience in both
contract and patent law., USET's professional staff of 10
people 1s augmented by four full-time, on- campus representa-
tlves at major unlver51t1es.




CLIENT LIST

University of Colorado

. University of Illinois

New York University

University of Pennsylvania

Princeton University

University of Rhode Island

Medical College of Pennsylvania

New Jersey Institute of Technology
British Technology Group

Institut National de la Recherche Agronomlque
‘University of Maryland

Kansas State University

University of Iowa

Georgia Institute of Technology
University of Connecticut

“Smithsonian Institute
GKSS~Forschungszentrum Geesthacht GMBH
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| R%f , Washmgton.DG 20230

14 DEC 1987 -

Honorable Richard E. Lyng
- Sécretary of Agriculture
Washington, D, C. 20250

'Dear chk-

Oon March 18, 1987, thls Department publlshed in the Egdg;al
Begister regulations which set out the patent clauses to be
used in funding agreements with small business firms and
nonprofit organizations, 37 CFR Part 401 (enclosed) The
authority for these regulations is contained in Title 335,
Section 206 of the United States Code (enclosed)

The patent clauses contalned in these regulatlons allow small

business firms and nonprofit organizations to take title to any

- inventiong arising under a funding agreement. These clauses
ease technology transfer as set out in Executlve Order 12591.

Subsectlon 401.1(e) of the regulations states that they shall
take precedence over any other inconsistent regulations dealing
with ownership of inventions made by small business and '
nonprofit organizations. .Thus, where patent clauses set out in
- the Federal Acquisition Regulation (FAR) are inconsistent with
the 37 CFR Part 401 patent clauses for small business firms and
nonprofzt organlzatlons, the latter clauses must be used.

Accordingly, your agency should use the patent clauses for o
small business firms and nonprofit organizations as set out .in
37 CFR Part 40l1.  These clauses take precedence over the
inconsistent clauses in the FAR.

Sincerely,

sl
Secretary of Commerce -

Enclosures




. MEETING: UTC/USET/Technology Liaison Officers

TIME:  3:00 p m.
DATE: Sunday, February 28, 1988 |
PLACE:  Mr. Norm Latker s Suite at Hyatt Islandla Hotel

| PRIOR TO: SUPA COnference

AGENDA ITEMS
-Introductlon'
1) Introductlon of Ind1v1duaIS"

2) Introduction of USET and USET Goals/Programs )
- ‘Lines of Communication

- 3) Discussion of UTC Process
' a) = Review steps of process from predlsclosure to post
1lcen51ng.

4) COncept/Implementatlon of USET Electronlc Data base

Marketlng Process. ' o o | ~ Everyorne

5) ‘FormS/Tools USed/Needed
- = "Form"-letters _
- UTC TLO Office Management Software
- UTC Conpany Database
- Disclosure Forms
- Evaluation Form
- USET Dbatabase Input Form
6) Evaluation of Invention Dlsclosures
- Prior to Input to USET Database
- = During Marketing .
7) Activities Undertaken
- by TILO - dlsclosure/llcen51ng
- by LE =~ disclosure/licensing
8) Patenting - Timing and Costs
©9)  Termination of Marketing and Informlng TLO and Inventor
-10) Expansion of USET -
- Services to University
- Regionalization of Activities
" 11) Use of External Assistance
-~ Lawyers/Legal Advice
. = Consultants
12) Other Itenms

ollow-up[Actlon Items




. UTC DISCLOSURE PROCESS

I. PRE-DISCLOSURE
%  TALKS AT DEPARTMENT MEETINGS
*  CONGRATULATIONS LETTERS TO PI’S OF GRANT AWARDS
*  ONE-ON-ONE WITH "PROMISING" INVENTOR FACULTY
IT. DISCLOSURE PREPARATIONS
*  REVIEW INVENTION IN PERSON WITH INVENTOR
*  PREVENT DISCLOSURE IF NOT COMPLETE
* ' EXPLAIN DISCLOSURE AND MARKETING PROCESS
*  HELP FACULTY COMPLETE DISCLOSURE FORM
IIT. DISCLOSURE RECEIPT
* .DRAFT:EXECUTIVE SUMMARY
*  ASSIGN KEYWORDS (WITH INVENTOR)
*  FORWARD TO UTC
* DISCUSS STRATEGY (MARKETING/PATENT OPINION) WITH
LICENSING EXECUTIVE ASSIGNED BY UTC
IV. FOLLOW-UP ACTIONS
*  PREPARE TECHNICAL PACKAGE
*+ FILE GOVERNMENT REPORTS AS APPLICABLE
+ RESPOND TO TECHNICAL INQUIRIES FROM UTC
+  ARRANGE CORPORATE VISITS AS NECESSARY
% ASSIST IN PREPARATION OF DEVELOPMENT PROPOSALS
'+ MONITOR PROGRESS OF DEVELOPMENT.CONTRACTS

* CHECK INVENTOR TO DEFINE ANY PUBLICATION DATES




UTC MARKETING PROCESS

I. RECEIPT OF DISCLOSURE

* IN-HOUSE SCREENING FOR:
* COMPLETENESS AND REDUCTION TO PRACTICE

* MARKETING STRATEGIES AND FIELDS OF USE

* ASSIGNMENT TO A LICENSING EXECUTIVE
IT. MARKETING SEQUENCE |
* SCREEN DATABASE WITH KEYWORDS FOR CONTACTS

*  MARKET SEARCH FOR ADDITIONAL COMPANIES (S&P, ETC.)

*  CONTACT BY TELEPHONE TO DESCRIBE INVENTION
% SEND EXECUTIVE SUMMARY AND CDA
*  FOLLOW-UP FOR INTEREST
*+  SEND TECHNICAL PACKAGE ON RECEIPT OF CDA
+  FOLLOW-UP FOR INTEREST
% ARRANGE TECHNICAL/LICENSiNG_MEETING AT UNIVERSITY
% SEND OUTLINE OF OPTION AGREEMENT PRIOR TO MEETING
#  SEND DRAFT AGREEMENT

*  FINALIZE AND COLLECT OPTION FEE AND RESEARCH-FEE

III. POST OPTION SEQUENCE

*  MONITOR (WITH TLO) PROGRESS OF DEVELOPMENT

*  INITIATE PATENT PROCESS*¥

%  FINALIZE LICENSE AGREEMENT PRIOR TO END OF OPTION
IV. POST LICENSE ACTIONS

#  MONITOR PERFORMANCE AND ROYALTY PAYMENTS

* THIS STEP COULD COME AT ANY TIME, DEPENDING UPON CIRCUMSTANCES




‘ Wsshmgton D.C. 20230 .
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14 DEC 1887 °

'Honorable'kichard E. Lyng
. Secretary of Agriculture
~ Washington, D. C. 20250

. Dear Dicki

on March 18, 1987, thls Department published in the Eggg;a;
g;gtg; regulations which set out the patent clauses to be
used in funding agreements with small business firms and
nonprofit organizations, 37 CFR Part 401 (enclosed). The
authority for these regulations is contained in Title 35,
Section 206 of the United States Code (enclosed) :

The patent clauses contained in these regulations allow small _
business firms and nonprofit organizations to take title to any
inventions arising under a funding agreement. These clauses"
ease technology transfer as set out in Executive Order 12591.

Subsection 401.1{e) of the regulations states that they shall

take precedence over any other inconsistent regulations dealing
with ownership of inventions made by small business and R
nonprofit organizations. Thus, where patent clauses set out in .
the Federal Acquisition Regulation (FAR) are inconsistent with

the 37 CFR Part 401 patent clauses for small business firms and
.nonprofit organizations, the latter clauses must be used._'

Accordingly, your agency should use . the patent clauses for

small business firms and nonprofit organizations ‘as set out in
37 CFR Part 401. These clauses take precedence over the '
1noon313tent clauses in the FAR. : _

Sincerely,‘

'Iﬁ : A
Secretary of Commerce _

Enclosures




ﬁ VERSITY TECHNDLDBY © CB@.BAW@N

South Square Corporate Centre Suite 210
. 3710 University Drive Durham, North Carolina 27707
(919) 493-0101

Jamary 28, 1988

MEMORANIUM

TO: Dr. Iewell Harmison
FROM: Carl B. Wcoottaen

RE: UTC Marketing Procedures

As we discussed by telephoné on the 24th, this is written to give you some of the
details on how the marketing ope]:atlon is done at UTC. 1In general, the sequence
would go as follows:

1. The TIO and the campus would prepare documentation of the imwvention, includ-
ing an Executive Summary and a Technical Package which we would use to get
the initial interest of the targeted industry.

2. The documentation is sent to UTC where a Licensing Executive most familiar
with the technical area involved is assigned to the case.

3. The key words assigned to the invention at the university are reviewed by
the Licensing Executive, and are then matched against the potential corpo-
rate clients. As an example, I'm enclosing one page of an invention from
Maryland showing how they come up on the computer.

4, The next step is to call the contacts listed at the target companies to con-
firm that the key word that they gave us was a match with the technolegy and
to discuss, in nonconfidential temms, the concept and basis of the inven-
tion.

5. Assuming continued interest, an Executive Summary and two Confidential Dis-
.closure Agreenents are sent to the company for their review. Once the Con~
fidential Agreement is signed, a Technical Package containing all of the
details of the invention is then forwarded to the company.

6. Assuming review of the Technical Package is positive, a meeting is set up at
the unversity with both the technical and business people from the company
to discuss and detail the further technical work required and the basis of

the Cption Agreement.




7. AnOptlonAgreementlsdraftedarﬂforwardedtotlm negotlated and the
work is commenced.

Tt usually takes 3-12 months to complete the necessary work at the university
laboratory to prove that the lab model can be expanded to the prototype stage, at
which time the License Agreement is negotiated and the company takes over for devel-
opment and commercialization. =

I'm sure that with our expanded data base we will want to medify this procedure,
buat that gives you a feel for how it is done presently.

Sincerely,
Car] B. Wootten
President

CBi/ce
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071

7 University Technology Corporation . 01/26/1988 _

: . Durham, N.C. (USR) _ 1.
02-86~019 . Assigned CBW  Select Companies "~ Select Companies
Deter. Of Microbial Sens. To Antibiotics Use AIT-F10 to Process

|- @ 7 X 3841303 DIAGNOSTIC TEST KITS & REAGEN’IS
4 . 8 X 3841333 (ULTURE-BASED TESTS : 4
H 9 X 38413331 ANTIBIOTIC SENSITIVITY TESTS
5 18 1 X : . Cambridge BicScience Oorporatlon
[ No. 2 X Isolab Incorporated
6Comps 3X_-___PallBloSupport ' & o
|lPound 4 X Behring Diagnostics ' Behrens, Fritz
7 5 X . Comnaught Iaboratories Cockrane, Dr. W.
I &% Seward Laboratory Crawford, Graham L.
8 ~ 7X . Difco Iaboratories Dermody, Dr. W. Chris
I '8 X Behring Institut = - Dr. Zwisier
.9 X Canbridge Research lab. - Kamentsky, Louis A. 9
I 10 X Diaghon Corporation '~ Iandon, Dr. John B
10 -~ 11 X Clinical Science Inc. - ILehnus, Gary ﬂ)




- ':"Dear Norm‘.

©2/24/1988 11:33  CUORUM INTERMATIONAL INC. . 10785030 P.0L-

wwmsm TECHNOLOGY emmmw "
- South Square Corporate Centre ~ Suite 210

37?0 Umversrty Drive - Durham, North Caroima 27707
(919) 493-01071 - o

o Hf
‘%m

FACSIMXLE TRANQMlSSION
i fmm
UNIVERSITYTEQMIQGYG)RPDRATIW

3710 University Drive, Suite 210
' __Mham, Nort;h_ Oarplma 2’_7707

' mm S _-Febméry 24, 198.8
S i Yorsen Lamr fu’rm/ L é;wc\
FAXI‘I&X_)_.:' USA (301) 733-.0212 74;’ /71 { //; v ]4)1 Ut X 14%”&/]
o ..:John Amaser e Wy om [, e <
BXNrUsA (919 490-1414 1
Aame '”Mr Nonran I.atker

If RE . San .Dlego Maemﬁ " .. Qﬁ el 691490( 2 fo

Follauirey is a Mmozarxit.nn ihat has been faxed to all the ‘I’I_o’s along ws.th the
Draft Agenda, Please ga.ve ma a ca_ll if you have any qumstions or oonmxts

: ‘Smmemly‘,

John A F‘rasm, . =

lbcemtwe Vice Pms;.dent

'JAF A | o .

PIFMF Nrﬂ'TW MR Nnrmn wvm J.I'MEDJ.AI‘ELY umN 'I‘RAN"-{MT‘-‘.C:TON

W

'IRANSMITI'.B\K: HEAUER.PI.US 2 PAGLS -




92241988 11:40  OUORUM INTERNATIONAL INC. 1276503p F.83

éﬁﬁ%ﬁ?&ﬂ@ﬁﬁ&@&ﬁﬁf@’ T2 LM -:ccwta%fﬂi?QEMHNﬂNE&ﬁ?Aﬁ1Hﬁiﬂﬂﬂ? :
South Square Corporate Centre Suite 210 -,
3710 University Drive  Durham, North Carofina 27707 -
 (9719) 493- oror -

- Pebruary 24, 1988

M0: Dr. Charles Goodwm
.. Dr. Robert Kyle

. Mr, Wayne Swann- . -

e Mm Julie Watsm

| FROM: _Jdm A, F.raser

FE _ "San m.ego Meetm;

Itmmmplaas.metonwmeywtothemeetmgmtlmedmtheattamedsmet
I’leasemtethechangemtlmm 3:00 p.m, meﬂlnaedto;mmreattherecep—
hon area slmrt.ly hefore 3 00 te lcx:ata My, I.atker's suite.

- Ve are 'cakmq advarrtaqe aF mmm at‘tprﬁ\m ﬁarPA 0 c.:et toqether to discuas a
L-anga of items as well as having people swap' emenemes

Mr Norm I.atker mll attem on behalf of USEI‘ tc:gether w:.th UIC personnel. :
I lor.:k forwam to nmtm; thh all cf you J.n .:d.ﬂ Dxego.-

_ John A Fraser :
: Ebcecutn.ve Vme Pres;dant_

J’AF:’pv o

TOTAL P.@3



| B2/24-1988 11:33  QUORUM INTERNATIONAL INC..  {@v@Se3@ P.@2

o bhetnq um/uszmedmology Liaison Officers
_'._I‘inia::_- __300pm.. _ o
nau - Sumay, Februaryzs, 1988 R |
Place: M. Nonn I.atker’a Suit:e at Hyatt Islamia mtel
Prmr'Ib SUPAcmtm o .' SR
' 1)’ | Introductlm of Ind:.vidua:ls i

- 2) Int.roductlm of USET and USET Goals/Prograns

- Lines of Comminication L . ' |
3) 'uiscusslon Or VIl Process |

a)  Review steps of pmcess £rom pred;.sclosum to post lmensing
4) c:onc:e;:t/Inplane.ntatlm of U’SEI‘ Electronic Data base :

Harketirg M coms;

5) Foms/*Ibols Uaeq/Neaded
S = rormtt letters B
. .-U!ICTIOOfficeMamgment sofmme .
= UTC Cempany Database
- Disclosure Forms -
~ Byaluation Foxm :
' —USEI‘DatabaaeImoutEbmf
6) EBEvaluaticn of Imvention Disclosures
' -Pnortolrprtmmmtaba% '
J = Daring Marketing - _
7y Activities Undertaken .
S =y TIO - d.l.scloauxe/llcensim
- by IE = d:.sclos.tre/lmensmg
8) Patelnting Tmmg and Costs - ' Co
9) Termination of Marketing and Informmg 'I’Lo and Inventor
10) Use of BExternal Assistance - . -
- ;Lawyem/mgal Advme
: 11)‘ otmr Itsm's




st uckire for detabase: C: \DﬁASE\INVENTS.uBF ,-,'max = (VT NUM, THX
“Nusber of data recordsy 3 _ _
- Date of Tdst update 1 16726787
er’ld field Naae Type  Width  Dec
FATNUN . Character
TITLE c‘h’arac*t'er
CTAVERTT  Nueeric
INVENTZ Wuneric
INVENTS  ‘Numeric 18 o
- INVENT4 ‘Numeric : . o ey e
CETALIT Character &4 <-'———fl_#vm'-b:t- ruse J/MMW J-/ herded
WPPLAUN  Character 19 <—— Wf ' S
-9 APPLOATE  Character = § €——— .
§ OPLINTE  Oharscter  § <—— dalt jml?M-f’ rnmﬁd-
{t ATTYS  Character 86 &—— _
12 ASSIGNEE  ‘Character
- 13 KEYWDY Chiaracter
14 ¥EYMD2 - Tharacter
15 KEYWDI  Character
-t KEYHDA Character ‘
17 KEYWDS Character 46/
f8 STASE Charscter 8 €——— S¥a
19 NOTES  Meao 1§ <— /MU{
26 INVTCLASS (Character & €—
21 INTLCLASS Character  6f€— Maﬁoui c&wf»am
22 USCLASS  Character 4 <————
23 SRCHFLD:  Character éﬂ(—-—-—-—'
74 CONTACT  Character . 68— W
.. .75 TERMS -Character 22§€———
25 GUNMARY  Character 73 <—
27 OPINIONt  Character 24§ <S——
.28 OPINIONZ Character 248 €—— SocenZis s’
¥ Total # 1955 won

i m*tntum# fpm micxi_

o m&Zf fe! aaaa

METHODS B I B
FEATRES .'r&ueqsum
CoMPONENTS  BRCKGROWND ALT
OPERATION - ?CLMMS e,




