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Marc¢h 10, 1988

Dr. Loweall T. Harmison o - - o
8000 Westpark Drive’ . . o j
McLean, Virginia 22102 _ - _ - |

Re: Marketing Patent and COpyright Expertise and
Providing Engineering Services in Virginia

Dear Lowell.

Enclosod for your informatlon are memoranda discusmlng |
the above two subjects in detail. Below is a nutshell : o i
explanation of each topic. _ ' e

Easentially, the U.S. patent law and the regulations o \
of the U.5. Patent and Trademark Office do not permit a L i
corporation to employ or otherwise exercise control over

attorneys (or patent agents) who are prosecuting applications

for patants on inventions or ragistration of trademarks bafore

the Office. USET, however, could provide advice to parties

regarding technelogy and inventions, condudt surveys of prior

art and trademark searches, prepare drafts of applications for

patants and applications for registration of trademarks and

drawings for each, These latter documants would have to be

reviewed, revised as appropriate, and submitted to the Patent

and Trademark Office by an indepenent patent or trademark
practitioner who represents, and is paid by, the inventor or

the trademark owner. USET could recommend to its clients -

qualified practioners with whom it is familiar; it cannot,

however, employ attorneys or otherwise pay feas to; or receive

tees from, attorneys to prosecute patent or trademark

applications for its ¢lients.

The Office of the Register of Copyrights has no
rastrictions regarding who may file ah application to registﬂr
a copyright or a riqht in a mask work for a semiconduetor
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chip. Registration of a copyright or a mask work ig a s;mpi
procedure that does not involve an sxamination. There is no
reason USET cannot prepare and file copyright and mask work
raegistration applications for its clients, or simply supply the
client with the appropriate forms and instructions.

‘With regard to engineering, Virqinia requires that
those who provide engineering services in the Commonwealth be
licensed there, Since you are licensed in Maryland, which has
the same gualifications as Virginia, it would not be difficult
for you to obtain a licenase in virginia. Virginia does require
that corporations that provide engineering services in the '
Commonwealth be professional corporations with at least two
thirds of the outstanding shares owned by engineers who are
licensed in Virginia, The professional corporation must be
licensed by the Virginia Board of Architects, Professional
Engineers, Land surveyors and Certified Landscape Architects.
Unlicensed corporations may not use the term "engineering" in . 5
their names. _ _ e

We have arranged for the 1ncorporation and licensing
of a professional engineering corporation in Virginia. If you
need assistance in this area or have any questions regarding
either of the two nemoranda, please call me.

Sincerely,}
W
“Roger A.

lain

Enclosures
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MEMORANDUM

To:  Roger A. Klein
FROM:  Alica 7. Zalik
| DATés February 24, 1988
RE: - ﬁSET: Profeasional Enginée:ing Services in Virginia

This ﬁéﬁorﬁﬁdﬁm dutliﬁeé'thézféQﬁirémenﬁd fér;a
cbrporation to practica*ﬁngineeriﬁg in_Virgiﬁia. I ﬁﬁdefatand
that the servicas would be provided by Dr. Lowell Harmison, who.
is licansed to practica engineering in Maryland.

Dr., Harmison can apply for an engineering license in _'”

'Virginia by andorsamont since he ia already licensed in a

jurisdiction with requirements that do not conflict with

Virginia's and that do have similar standards of education and-f'

‘experience. Once Dr. Harmison is licensed in Virginia, he can

. providﬁ_engineerinq gervices in tha_étate on a regular basis,

signiﬁq all plans, drawings and specifications using hias name
and 11canae numbex and his seal. _

If USET wants to form a profesaional corporation in
Virginia, it can do so by filing Articles of Incorporation with
the sécretary_ot Staﬁe_tor the Commonwealth of Virginia, aleng E
with the fee of ten doilérs plus a tax baséd on ﬁhe value of |
stock isaued. The Articles must expreasly provide that'aﬁ

least 2/3 of the total number of shares of stock outstanding at
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any time muat be owncd by individuals licensed to practice
enginaering in Virginia, that cumulative VQting is prohibited,
and that unlicensad_individuals will not_have-a voioa or
standing in any matter affedting_tho practice ofioﬁgineoring.oy.
the oorporation. At least one direotor”of the corporation must
be 1icenaed as an enginoer in Virginia and must dQVote
"substantially full tiwe" to the corporation s business in
order to ensura effective supervision of the services
rohdared. Performanco-of engineering services as a pfincipal
or employee of a professional service corperation dces not
limit an anginoer's personal liability for the services
‘provided, although the corporation mﬁy ihdemnify the engineer
for judgménts aQainst him. |

_Onc¢e the professional service oorporation is
incorporated in Virginia, it must be registered with the
Virginia State Board of Architects, Profassional_ﬂngineers,
Land Surveyors and Certified Landscape Architects before it can
begin_o:fering angineering services under its name. A copy of
the corporation's charter, lts Articles of Incorporation and
Bylawsa, inoiudiﬁq the limitationé discussed above, notarisz by
the Secretary or Treasuraer of the corporatioﬁ nust be:aubmittad
to tho Beard, aiong with a list of'tho shareholders and a list
of the individuals, with their license numbers, who will be |
providing the engineering services. The Board requires petween

six to oight weeks to process and application for authoriz&tion; _




MAR-21-'82 13:54 ID:HOWREY » SIMON WASDC — TEL NO:202-383-7455 HEE2 P17 . -

whahithe.ﬁrofesaional cofporitian is authorizﬁd by th‘f5”
Board, it ‘may use 1ts name in the title hblock of any drawings, :
plans or specizicationa along with- its numbar and seal. The
=1icensed engineer in responsible charge of the projact also .
must sign the documents. The corporation also can advertise ::

its engineering servicas.

" A.T.2Z.
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MEMORANDUM

TO: Roger A. Klein

FROM:  Alice T. Zalik

DATE: February 29, 1988 | | |

RE: USET == Marketing Patent and ﬁopyfight BXpértiﬁe

This'meﬁoranduﬁ'discuSsgs U.s. and virginia laws that |
would apply ﬁd tha marketing_of'patént; copyright and trademéfﬁ
sexvices, including legal répresnhtation béfaré the.ﬁ S. patenﬁ“fk
and Trademark Office and Office of the Ragister of chyrights.-2.
The memorandum also outlines the requlatxons of the Patent and :f-
Trademark Office that w°u1d apply to the marketing of such |

sarvicea._

REQUIREMENTS TO PRAGTICE BEFORE THE U.S. PATENT AND TRADEMARK .
OFFICE AND THE OFFICE OF THE REGISTER OF COFYRIGHTS

Section 33 of Title 35 of the United States Code |
provides for imposition of'a'fing_of sidoé upon anyone who is . 
not recéqniied by the Patent and Trademark Office but who holds
himself out, or permits someone else to hold him out, as being'
abla to practice beforae the Offica or as qualified to prepare n
or prosecutc patent applications. The Otfice's regulations
provide thaﬁ, to be registered to proéecute patgnt
applicatibhs, an attorney or other person.must have an

undergraduate degfae, or some'equivalent_experiénce, in
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' mathematics, physios, enqinearznq, chemistry or biology mnd | |
: must pasa an axamination. (A patent attorney can represant a ;f .
client in court and before other qovernment aqencieg‘ A patent3“
aqant can represant a c¢lient only bafore the Patent and §:_ _
Trademark ottico.) The Office asaigns a registration number eai}
eaoh ragistered patent attorney or patent agent and that m.zx'al:.mf".:=
- must appaar on all documents filed on behalt of a client». L

Trademark applications, on the other hand, can pe prosecuted f;".
only by trademark owners or their attorneyé. An attornev noed'.-
not have passed an examinat;on or he regzstered to represent a
client in a trademark matter betore the office. ‘

- There are no ragulations governing who may £ila
oopyriqht applications with the Register of Copyrlghts.; R
Undoubtedly, this is because one does not need to regisoer afij
work with the Register of Copyrights to have copyright | -
Protacﬁion and there is no “examination" of an application fo%j
registration of a work as there is of'an épplication for a
patent or for registration of a trademark. Most copyrith .
owners fill in the simple form and pay the $10 fee themselves,
following the directions supplied by the Register's office. -

~ Any £irm that prosecutes patents before the Patent and‘
Tradamark office, therefora, must be certain that the _ ' |
individuals performing the services are registered w;tﬁ'tﬁo;o_;

0ffice and that they comply with all of the ethical St#ndafGEJT_'
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established in the regulationa, Those who-prosecute tradeﬁark 1
applications befora the office must be attorneys, but need not'
comply with additional requirements establzshad by the Office.';

No specific qualificatiqns nust be metrby thosa filzng B
copyright applications on behaif'of.clléhﬁs;

REGULATIONS OF 'I.'HE PA'I‘ENT AND TRADBMARK OFFICE

Advertising by Those Authorlzed to Practice Before the Office -

Sectian 10.33 of Title 37 of the Code of Fedaral
Regulations prohibits "a practitioner," i. e.y one who
prosecutes patent and trademark applications before the foice;‘;_
‘from goliciting proressional employmant "for pecuniary gain," o
directly from anyone not a relative ar an existing client,
"under cmrcumstances avidencinq undua Lnfluence, intimzdat;on, ;.-
or.overrgaohing.“ This regulation”dpes not prohibit the use qf
circulars or other advartisinq distribﬁted generally to personé_'
who might find such services useful, as, for example, those N
attending a sciance show or those who subscrxbe to a science
magaéing, but requires great care when sending letters or
airculars'diractly to individuals known to be carfying out a
particular research project., The Patent and Trademark Offide
would regard a direct approach to a neophyte inventor as a
violation of the régulation, but not a direct approth to an

inventor who already haS'séveral paéants._ The orficé‘of
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Enrollmant and Discipline makes its determ;nationS'
case-by-caso. | | | |

The raqulations prohibit a practrtionar from qzvinq
anythinq of value to other persons for recommending the
practitioner's aarvices, except that a practitioner can pay a
fee to advartising aqencies and carriers or not-for-profit
lawyer referral services. _Examples ot acceptable genergl _
advertising media are telephone dirﬁétbries, legal directories, fi
nawrpapérs, maéaained, nrwaletters, radié and television. In
aﬁy_advartiaing; direct or qeneral,rthe:namg'of at least one

practitioner respensible for the content must be listed.

Formation of Partnerships or Professional Corgorations

Section 10, 35(b) allows a practitioner to state or

lmply that he practices in a partnership or other orqanrzation

'when that ig trua. Section 10.48 prohibits a Qractitioner or a

firm of gractitionars from sharing egal fees with a
non- ractitione r, except in particular circumstances not.

present here. ectian 10.49 Erohibits a gractmtioner from

forming a gartnergn p with a_non- pract tioner if anx of the
activities of the bartnerahip consists of the practice _of

. patent, trademark, or other law before the office. (The latter |

section applies to patent agents, but not to patent attorneya, ;

since any duly 1icensed attorney can practmce trademark law _;r[.'
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befora the 6f£ice aﬁd, thereforé,-gbul& ndtlbe oénsiéered a_.
non-practitionar y | | _ o
Section 10. 55(;) prohibits a practitioner. axcept with ;

full disclosura to tha ¢client, from accepting compensation from*ﬁ
someona other than the client for the services performed for o
the client or_grom accepting any.thinqiof value related to theiis'
prdctitioher's rﬁp:esentation of or employment by the cliant.i?i
Subﬁectidn_tbi.prohibits the practitioner from allowing anyonéﬁi.
who recommends, employs, or pays the practitioner to render o
legal services fdr a third party to influence the

| practitionar 8 judgment regarding those services. And _
subsaction {(c) prohibits a practitioner from practicing with ort
in the farm of a profassional corporation if any ‘
non-practitioner has control over the practitioner in the
exercise ot the latter's professional judgment. :

Thesa provisions prohibit ownership of a proressional ?*‘

corporation offering patent and trademark services by anyone i
.other that patent and trademark practitionars. The regulationsf'
are. intanded to entura that practitidﬁérs'reprasent only the. J:;
interests ot their clients, the inventors and trademark owners;
“and that they cannot be influencad in any way by third L
parties. The regulations also are intended to prevent an
enployee of a company that is not the owner of an in§énti0n.

from prosaduting the patent application for that inventien. A'i
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practitioner wha worked for a compeny would not be vieWed as
independent ot the company for which he worked and, therefore,:e'

: hie employment would be a conflict of 1nterest.

VIRGINIA LAW GOVERNING PATENT, COPYRIGHT AND TRADEHARK PRACTICE

Who May,Practice Law in virgini

_ Section 8442 of the Code of Virginia authorizes only
thoae who are duly licensed by the state to prectice law Yin o
this state." Practice before the Patent and Trademark o:fice.
ot before the office of the Regieter 6£ CaPYrights does not
constitute practicing lew in Virginia since even non-lawyers -
can prosecute petent, trademark and copyright applications. _
Nonetheleas, section 54-42.1 of the Code allows non-:eeident .
. 1awyérs whe prad;iee before sither Offiee to be admitted te the
ﬁiréinia'State Bar for the 1imiﬁed purpoee of pradticinq .
petent, trademark and copyright law. Those who avazl
themselves of this provision may not hold themeelves out as N
being authorized to practice law in Virginla generally. The ;2.[
law'would.appear.to have been enaeted to raise :evenue, eince.j
an anhuei fae wes charged, The fea was-eiiminated in 1983. )
The Bar ﬁey wieh to retain the provieicn.in order to Jgive the'_
impreSsion that one must be a member of the virglnia State Bar
to practice before the Petent and Trademark Office since it in

‘located in Virqinia. There is no requirement, however, that_e¢, B
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| lawyer be a member of the Virginia State Bar in order to

praotico betore the Patent and Trademark Otfioe or before the

Office of the Register of COpyriqhts.

Advertising

Sections 54=78 through 5498311 of the Code érohibit

attorneys fron soliciting professicnal employment directly or

through another. Advertising in such. thinqe as tolephono
directories or professional directories and the like, io
permiesible. while different etatee impose different

standards, moet prohibit eo-oalled "ambulance chesinq," i.e.,

- MAR- 21—‘88 13: 49 ID:HDNREY__* SIMON WASDC  TEIL- ND:282*383—7455' _ﬂBEI.E Pig . oo

direct eolicitation or businass from individuale who are not in

a polition to make a reasoned ohoice._

Formetion of a Professional Corporetion

Under Virqinia law, profeesional corporations can be |

liceneed to practice law generally and must be so licensed

before rendering any professional services, Shareholders ina’

prcfessional corporation in Virginia renderinq legal services,

inoludinq patent proseoution eervicee, must be licensed to

praotice law in Virqinia or some other juriediotion .The name -

of a profeeeionel corporation can include the designation P.C.

_or_"Prcfeesional Corporotion" but the designation is not

required{_ If the designation P.c.'or "Profeesionel
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Cofporationﬁ ig ﬁot'used, the hame muSt.indiude'the term
"corporation,“_"inoorporated," "company" or "1im1ted" or tna
appropriata abbreviation for one such term. |

| | Tha remainder of the requiroments for formation of a
professional corporation are the same as those for formation of

a ragular corporation under virginia law with a few critical

exceptions. Non-lioensed individuals may not own stock in a

professional oorgoration\that grovides logal services: All
Directors of a professional corporation offering legal services
must be licensed to practice law. These exceptions, coupled

with the ?atent_Ana Trademark office's prohibition againét.
sharing 1eqa1 fees with non-praotitiohers, would prevent Any'
payment arranqement between a profesaional corporation offer;ng
patent and tradamark prosecution sarvioes and a

non—praotitionar or an outside orgnnization.

 MARKETING PATENT AND TRADEMARK EXPERTISE

- Limitations on Marketinq Methods
A profas sional service oorporatlon offering patent and

trademark pronecution services would be able to place
advertisements in telephone direotorios, professional
directories, magazines and nawspapers the readership of which
would include those with an interest in technology. Solioiting
‘business directly from individuals would be inconsistent with

the law governing solicitations in virginia which is more
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strict than the rggulatzons of the Patent and Trademark :
Offica._ Violating either the regulations or tha law can rasult'
in disciplinary action, including the suspansiﬂn or revocatzon- S
o: an attornay or a professional corporation's reqistration or ' ”
licensa. _ | _ | | )
Nb.othar person 6r crganizaﬁibn.would bé.peﬁmitteﬁ;
fér a_feévor_other'consider#tion; to sdliéit business for a
patent'attorﬁay or firm 6r to advertise the availability of
patent prosecution sarvices with the intent of referring |
potential cliants to a partigular attorney-or firm. Violation -
of either the Patent and Trademark Offica 8 requlations or the
law of Virginia in this regard also can result in suspension or -
revocation ot an attorney or a professional sexrvice |

corporation's reqiatration or lxcenso._=

| .'c0N¢LﬁsIoN_‘

The 6ﬂly way in which a corporatien, not itself a
professional corporation owned by licensed, registered
practitioners, can provide for the prosacution of patents is 1£‘;'
the invention which is the subject of a patent appllcation
belongs to the corpora:ion. Underx U.s._patent law, that woulde 

requira that the corporation be the employer of the inventor at -

the time the invention was made. It would seen, then, that thé;

most appropriate arrangement between USET and the inventor of &
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assignment of the rights to the invention or an exclusive

marketable product'would be for USET to provide the inVentor

'with a namee of sovornl competent patant firme or attorneys

from which the inventor could select a representativo. USET
might provido money to the inventor to pay for prosecution of a -e

atent application for the invention in exchange for aither

1ioeneo_witn a_provieion allowing USET to sublicense. USET
also could provide eeefoh services that wonid determine prior
art related to the invention, $0 long as it did not give leqal
advice on the patentability of the invention in light of the
prior art. |
If USET is acquiring an unregistered trademark as part' j?

of a buliness, USET'S own attorney or one of its choice can L |

proaecute a trademark application. 1In other cases, USET could
arranqc ror trademark searches or could set up a company that
performs trademark searches and scans the Offioial Journal,
state trademark_and_corporate regiatretion £ilings, and
telephone direotories_for marks similar to those of clients.
CQnductinq:tradomark eoarohes is'not'fegérded as practicing
befor the Patent an& Tradamark Office. Suoh a oorporetion‘also

might aaaist husinesses in devising trademarks and in obtainingi

| drawinqs of their mark suitable for submission with a trademark

application. _ S
As mentioned before, a oopyright application need not -":':' %

be filed by an attornay since there is not "prosecution"
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involved in fegiéterihq a copyright. ‘There wouldlbe'no |
prohibitidn against a corporation filing applicatiéns on behalf
of copyright owners, but advertising ﬁduld_hava to be'carerully.
worded ahd.fees made reasonable in order_ts)AVOid running atoul
of state and federal consumer protection and unfair trade |

practiée'lgws;




