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L [(3) the term “made’”, when used in relation fo any inven-
" tion, medns the conc:eptlon or ﬁrst actuaI reductlon to pract1ce
_ of such 1nvent10n ]

CONTRIBUTIONS AWARDS

SEC 306 (a) Subject to'the provisions of this sectlon the Admm-
‘1strator is authorized; upon his own initiative ‘or upon appllcatlon
‘of any person; to make a ‘monetary ‘award, “in such amount and

upon such terms as he ghall’ determine to be warranted, to any -

person [(as defined by section 805)] for any scientific or techmcal
contribution to the Administration which is determined by the Ad-
_ministrator to have significant value in the conduct of aeronautical
and space activities.- Each application’ made for any such award
shall be referred to6 [the Inventions and Contributions Board estab-
lished undersection 305 of this Act.J an Inventions and Contribu-
tioris Board which shall be established by the Administrator within
the Administration. Such Board shall accord to each such applicant
an opportunity for hearing upon siuch apphcatlon, and shall trans-
mit to the Administrator its re¢commendation as to the terms of the
award, if any, to be made t6 such applicant for such ‘contribution.
In determmlng the termis dand condltlons of any award the Admm—
istrator:shall take into account— - :
(1} the value of the contrlbutlon to the United States

(2) the aggregate ‘amount of any sums which have been ex-
- pended by the apphcant for the development of such contrlbu- .
S tlon v ‘
(3) the amount of any compensatlon (other than salary ‘re-
- ceived for services rendered as-an officer or employee of the
Government) prevxously received by the applicant for or on ac-

" count of the use of such contribution by the United States; and
{(4) such’ other factors as the Admlmstrator shall determme

“to be materlal :

L
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SECTION 6 OF THE ACT OF JULY 7 1960

1KY

AN ACT To encourage and st1rnulate the productlon and conservation of coal in the
-United . States through résearch and development by: ‘duthorizing the Secretary of
the Interior to contract for coal research and for other purposes P

[SEC 6.-No research ehall be carried out contracted for, spon-
sored, cosponsored, or authorized under authorlty of . this "Act,
unless all information, uses, products, processes, patents, and other
developments resultmg from such research will (with. such excep-
tions and limitations, if any, as the Secretary may find to be neces-
sary in the interest of national defense) be.available to the general

public. Wherever in the estimation of the Secretary the purposes of
thls Act would be furthered. through the use of patented processes
or equipment, the Secretary is authorized to enter into such agree-
merits as he deems necessary for the acqu1sztlon or use of such pat-
ents on reasonable terms and cond1t1ons ] o s
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such invention shall be the excluswe property of the United States,
and if such invention is patentable a patent therefor. shall be
issued to the United States upon application made by the Adminis-
trator, unless the 'Administrator -waives all or any part. of the
rights, of the ‘United States to such invention in conformity ‘with
the provisions of subsection (f) of this section. .-

“[(b) Each contract entered into by the Admlmstrator w1th any
party for the performance of any work shall contain effective provi-
sions under which such party shall furnish promptly to the Admin-
istrator a writtéen report containing full and complete technical in-
formation concerning any 1nvent1on 'discovery; improvement, or in-
novation which may be made'in the performance of any such work.

.L(©?! No patent. may be issued to any applicant other than the.
‘ Admlmstrator for any invention which appears to the Commission-
er of Patents to have significant utility in the conduct of aeronauti--
cal and space activities unless the applicant files with the Commis- .
gioner, ‘with the application or within thirty days after request
: therefor by the Commissioner, a written statement executed under

oath setting forth the full facts coricerning the circumstances
under which such invention was made and stating the relationship
(if any) of such invention to the performance of any work under
any. contract of the Administration. Copies of each such statement
and the application to which it relates shall be transmltted forth-
with by the Commissioner to the’ Admlmstrator .

[(d)! Upon any application as to which any such statement has
been transmitted to the Administrator, the Commissioner may, if
the invention is patentable, issue a patent to the ‘applicant unless
the Administrator, within ninety days after receipt of such applica-
tion and statement, requests that such patent be issued to him on
behalf of the United States. If, within such time, the Administrator
files such a request with the Commissmner the Commissioner shall

- transmit notice thereof to the: appllcant and shall issue such
patent to the Administrator unless the applicant within thirty days
after receipt of such notice requests a hearing before a Board of
Patent Interferences on the question whether the Administrator is
entitled under this section to receive-such patent. The Board may
hear and determine, in accordance with rules and procedures es-
tablished for: 1nterference cases, the question.so presented, and its
determination shall be subject to-appeal by the applicant or by the
Administrator to the Court of Customs and Patent Appeals in ac-’
cordance with procedures: governing appeals from decisions of ‘the
Board of Patent Interferences in-other proceedings. -

[{e)t Whenever any ‘patent: has been issued to any appllcant in
conformlty with subsection (d), and the Administrator thereafter
has reason to believe that the statement filed by the applicant in
connection therewith contained any false representation of any ma-
terial fact, the Administrator within five years after the date of is-
suance of such patent.may file with the Commissioner a request for
the transfer to the Administrator of title to-such patent on the rec-
ords .of the Commissioner. Notice of any:such-request shall be
transmitted by the Commissioner to the owner of record of such
patent, and title to such patent shall be so transferred to the Ad-
ministrator unless: within thirty days after receipt of such: notice
such owner of record requests a hearmg before a Board of Patent

1These subsections: continue in' effect with respect to ‘certain apphcatmns for patents filed or

requested to be filed before the first day of the seventh month begmnmg after the date of
~ enactment of this Act,
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. Administration, without reimbursement, aeronaumcal and

.- space vehicles, and supplies and equlpment other than admln-
“....istrative supphes or,equipment;.

-(7) to appoint, such advisory commlttees as may be appropn-
ate for purposes of consultation and advise to the Administra-

0 fign in the performance of its functions;

(8). to .establish _within the Admmlstratlcn such offices and

A "procedures as may be approprlate to provide for the greatest

possible coordination of its activities under this Acét'with relat-

. .ed scientific. and other activities being carried on by ‘other

public and private agencies and organizations;_
.. .. (9).to obtain services as authorized by section 3109 of tltle 5,
Umted States Code, but at rates for individuals not to exceed

" the per diem rate, equwalent to the rate for G-18;

(10) when :determined by the Administrator to be’ 'necessary,

L and subject to .such’ security .invéstigations as he may deter-

7 mine to be, appropriate, ‘to .émploy aliens" without regard to

' - statutory _provigions prohlbltmg payment of compensatlon to

aliens; .,
C AT to prov1de by concessmn, Wlthout regard to sectlon 321 of

. .the Act of June 30, 1932 (47 Stat. 412; 40 US.C. 308b), on such
- :terms as the Admlmstrator may deem to be appropriate and to

- be necessary ‘to protect the" -concessioner against loss of hig in-
‘vestment in- property (bt not anticipated profits) resulting
from. the. Administration’s discretionary. acts and decisiotis, for

- ..the construction, maintenancé, and operation of all manner of -

facilities and equlpment for visitors to the several installations
" .ofithe Administration and, in connection therewith, to provide
8ervices incident .to the dlssemmatlon of. 1nf0rmat10n concern-
ing its activities to such visitors, without charge or with a rea-
sonable charge therefor (with this authority being in addition
to any other authority which the Administration may have to
provide facilities, equipment, and services for visitors.to its in-
. stallations). A concession agreement under this paragraph may
~_be negotiated with any qiialified proposer following due consid-

.. eration of all proposals received after reasonable public notice
. of the intention;to contract. The concessioner shall be afforded

a reasonable opportumty to. make a profit commensurate with
. the capital invested and the obhgatlons assumed, and the con-
sideration paid by him for the concession shall be based on the
probable value. of such opportunity and not on maximizing rev-
..enue to the United States. Each concession. -agreement - shall
. specify the manner in which the concessioner’s records are to
be maintained, and shall provide for access to any such records
by the Admlnlstratlon ‘and the Comptroller General of the
y Unlted States for a perlod of five years after the close .of the

business year to which such records relate: A concessioner may
.. be ‘accorded a possessory interest, consisting of all incidents-of
: ownershlp except legal . title (Whl(‘:h shall ‘vest in. the Unijted

. States),-in any structure, fixture, or improvement he constructs

" or locates upon land owned by the United States; and, with the-
- approval of the Administration, such’ possessory interest may
', be assigned, transferred, encumbered, or relinquished by him,
... and, unless. otherwise prov1ded by . contract shall not. be extin- .
-gu;shed,by the expiration or other termmatlon ~of the. conces-
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NATIONAL AERONAUTICS AND SPACE ADMIN ISTRATION e
- ACT OF 1958 ‘

T e * Lk iy * —:_'.*

TITLE II—COORDINATION OF AERONAUTICAL AND SPACE
ACTIVITIES

# * ® : * * * . %

FUNCTIONS OF THE ADMINISTRATION

-Sec. 203. (a) The Admlnlstratlon in order to carry out the pur-
pose ‘of this Act, shall—
. (1) plan d1rect and conduct aeronautlcal and space act1v1-
Cties;
: (2) arrange for part1c1patlon by the scientific communlty in
" plahning scientific' méasurements and observations to be made’
through use of aeronautical and space vehicles, 'and conduct or
- arrange “for ‘the’ conduct of such measurements and observa--'
- -tions; and '

{8): provide for the w1dest practlcable and appropr1ate dis-
‘gsemination of 1nformat10n concernlng its act1v1t1es and the re-
. giilts thereof: : ;
(b)1) The Admlnlstratlon shall, to the extent of - approprlated

funds, initiate, support, and carry out such research, development,
demonstratlon and other ‘related activities in- ground propulsion -
technologies-as are provided for in-sections 4 through 10 of the
Electric and Hybrid Vehlcle Research Development and DemOn--'
stration Act of 1976. - '
(2) The Administration shall 1n1t1ate support, and. carry out such
regearch, development,’ demonstratlons and other related activities
in solar heatmg and cooling technolog1es {to the extent that furds-
are appropriated therefor) as are provided for in‘sections's, §; and 9
of the Solar Heating and Cooling Demonstration Act of. 1974
(c) In the performance of 1ts funct1ons the Admlmstratlon 1s au-‘ _
thorized— : ‘
o (1) to ‘make, promulgate, issue, rescmd and amend rules and :
- regulations govérning' the manner of its operatlons and- the ex-"
" ercise of the powers vested in it by law:

(2) to appoirit and fix' the“compensation of such ofﬁcers and
“‘employees as ‘may ‘be necessary to carry out- such” functions.
~Such officers and employees ghall bé appointed in. accordance
" with the civil-service laws and their compensation fixed in ac-" "

‘cordance with the Classification Act of 1949, except that'(A) to
the extent the Administrator deems such action necessary’to -
the discharge of his responsibilities, he may appoint not more
than four hundred and twenty-five of the scientifie, engineer--
ing, and administrative personnel of the Administration with-
out regard to such laws, and may fix the compensation of such
personnel not in excess of the highest rate of grade 18 of the
General Schedule of the Classification Act of 1949, as amended




(b) The Commissioner may waive the payment of any fee for any
service or material related to trademarks or other marks in connec-
-tion with an occasional request made by d department or agency of
the Government, or any officer thereof. The Indian: Arts and Crafis
Board will not be charged any fee to register Government trade-
marks of genuineness and- quality for Indian products or for prod-
ucts of partzcular Ind:an trr,bes and groups

 SECTION 10: OF THE ACT OF JUNE 29 1935

AN ACT'To prov1de for résearch into basic laws and principles relatmg to agrlcul—
ture and to provide for the further development of cooperative agricultural exten-
sion work -and the more complete endowment and support of ]and-grant colleges

* % o o * ® N

" SEc. 10 “(a) In order to’ carry out further research on utlhzatlon
and associated problems in connection with the development and
application of present, new, and.extended uses of agricultural com-
modities and products thereof authorized by section 1 of this title,
and to disseminate information relative thereto, and in addition to
all other appropriations authorized by. this tltle, there is hereby au-
thorized to be appropriated the following sums: - .

(1) $3,000,000 for the fiscal year end1ng June}30 194'7 and

each subsequent fiscal year, . . ;

(2) An additional $3,000, 000 for the fisca year endmg June
._30 1948, and esch subsequent fiscal year. .

@) An ‘additional . $3,000,000 for the ﬁscal year endlng June
-30 1949, and each subsequent fiscal year. .

(4) An additional’ $3,000,000 for the fiscal. year end1n ,June

- 80,.1950,.and each subsequent fiscal year. . .
' (5) ‘An’ additional $3,000,000 for the ﬁscal year endlng June
~ 30, 1951, and each. subsequent fiscal year.: .. ...
(6) In addition’to the foregoing, such. add1t1onal funds begm—
"ning with the fiscal year ending June 80, 1952 and thereafter
as the Congress may deem necessary.

“The Secretary of Agriculture, in accordance W1th such regula—
tions as he deems necessary, and when in his judgment the work to
be performed will be carried out more effectively, more rapidly, or
at less cost-than if performed by the Department of Agriculture,
may. enter into contracts with such public or.private.organizations
or individuals as he may find qualified to carry on work under.this
section without regard.to the provisions of .section 3709, Revised
- Statutes, and with respect to such: contracts he may. make ‘advance
progress or other payments without regard to the previsions of sec-
tion 3648, Revised Statutes. Contracts hereunder may be made. for
work to contmue not. more than four. years from the date. of any
stch contract. Notw1thstand1ng the: provisions_of section -5.of the
Act of June 20, 1874, as amended (31 U.8.C. 713), any- unexpended
balances of approprlatlons properly. -obligated by contracting -with
an’ organization as provided.in this. subsection may .remain upon
the books of the Treasury for not more than five fiscal years before
being catried to.the surplus fund and covered into the Treasury.
Research authonzed under this subsection shall be conducted so far
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request therefor by the Commlssmner of Patents (unless the Com—
mission advises the Commissioner of Patents that its rights have
been determined and that’ accordmgly no statement is necessary) a
statement under oath setting forth the. full facts. surroundmg the
makmg or conception. of the invention or, dlscovery descrlbed in the
application and whether the invention. or discovery, was made. or
conceived in the course of or under .any contract, subcontract, or
'arrangement entered intd with or for the beueﬁt of . the. Commxs—
sion, regardless of whether the contract, subcontract, or arrange-
ment involved the expenditure of funds by the Commlsswn “The
Commissioner of Patents'shall as soon as the application is other-
wise in condition for allowance forward coples of the apphcatlon
and the statement to the Conimission. ; i

[The Commissioner of Patents: may: proceed Wlth the apphcatlon
and issue the patent to the applicant (if the invention or discovery
is otherwise patentable) unless:the:Commission, within 90 days
after receipt of copies of the application and statement directs the
Commissioner of Paténts’to issue theé’ patent:to the COmrmssmn Gf
the ‘invention ‘or ‘dicovery is otherwise patentable) to be held by
the Commission as ‘the'agent of and on behalf of the United States.

EIf the Commission files such ‘a direction with the Commissioner
of Patents, and if ‘the apphcant s statement ‘claims, and' the appli-
cant still beheves, that the invention or dlscovery was not made or
conceived'in the course 'of or'under any contract, subcontract or ar-.
rangement enteréd ‘into with ‘or for the benefit of the’ Commlssmnf
entitling ‘the 'Cominisgion to” the title ‘to’ the -application or the
patent the applicant may, within 30 days after notification of the
filing “of such* a direction, request a hearing before a Board of
Patent-Interferences. The Board shall have the power to hear and
determine ‘whether the Commission was- entitled to the direction
filed with the Commissioner of Patents. The Board shall ‘follow the
rules and procedures established for interference casés.and an’
appeal may be taken by either the apphcant or the “Comi ssion
from’ the final order of the Board ‘to the Court “of" Custo 1S ‘and
Patent Appeals in accordance ‘with the procedures governmg the
appeals from the Board of Patent Interferences. |

LIf the statement filed by“the applicant should thereafter ‘be
found to contain false material statements any notification by the
Commission that it has no objections to the issuance of -a-patent to
the applicant shall not be deeméd in any respect to constitute a
waiver of the provisions of this section.or of any applicable civil or
criminal statute, and the Commission may have the title-to the
patent transferred to the Commission on the records. of .the Com-
missioner of Patents in.accordance with the provisions of this sec--
tion. A determination of rights by the Commission. pursuant to. a..
contractual provision or. other arrangement prior to the request: of
the Commissioner -of Patents for the statement, shall be final in-
the ‘absence of false. material. statements or, nond1sclosure of materl-::é
al facts by' the appllcant ] oot S 4
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SECTION 5. OF THE CONSUMER PRODUCT SAFETY ACT .

- PRODUCT AT

.SEC5(a'* *. *‘_

TY INFORMATION AND RESEARCH

* TR

[(d) Whenever the Federal contrlbutlon for any 1nformat10n re-i
search, or development activity authorized by this Act is more than
minimal, the Commission shall include in any contract, grant, or
other arrangement for such activity, provisions effective to insure .
that' the rights to all information,.uses, processes, patents, and:
other developments resulting from that. act1v1ty will be made avail- .
able to the public without charge on a'nonexclusive basis. Nothing-
in this subsection shall be construed to deprive any person of any .
right 'with he may have had prior to entering into any arrange--
ment referred to in this subsectlon to any patent patent apphca— :
t10n or 1nvent10n] . ) e et

SECTION 501 OF THE I‘EDERAL MINE SAFETY AN D HEALTH ..

AC’I‘ OF 1977
ATV . RESEARCE
Skc. 501. (a) * .

(c) In carrying out the provisions for research, demonstrations,
experiments, studies, training, and education under this" section
and sections 301(b) and 502(a) of this Act, the Secretary of the Inte-
rior and the Secretary of Health, Educatmn, and Welfare in coordi-
nation with the Secretary may enter into contracts with, and make
grants. to, public andprivate agencies and’ orgamzatmns ‘and indi-
viduals. [No ‘research,’ demonstrations, or experiments shall be
carried out;: contracted for, sponsored, cosponsored, or authorized
under authorlty of ‘this Act -utiless all information, uses, products, -
processes; patents, and other developments resultmg from such re-
search, -demonstrations, ‘or experiments will ‘(with such exception:
and. hmltatmn ‘if any, as the Secretary of the Interior or the Secre-
tary' of Health ‘Education; and ‘Welfare in “eoordination with the
Secretary may find to be’ necessary ih the pubhc 1nterest) be availa-
ble to the genera.l public: ] ; : .

SEc 106 (a) * o

* * * * * * *
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_'a‘rrutlhzatlon of the mven-

essary to’ accomphsh sub
L Ction;

[G) The Admlmstrator shall provide an annual perm notlce to
the public.in the Federal Register, or other appropriate publica-
tion, of the right to have a heéaring’ ovided by subsection (h)(7)
of’ thIS section, and ‘of the availabi of 'the records of determlna-
tions provided in this section, . : -

[(}) The Adm1mstrat01 sha

necessary steps to protect any 1nv
Unlted States holds t1tle and to b

ventions.] : -
(1) The Adrnlmstratlon shall be conSIdered a defense agency' of

the United States for the purpose. of chapter 17, of t1tle 35 of the

United States Co . N R
[(m) As'used in thls sectlonu—- o

' 'Whether patented

“[(5), the ‘term o any pe I

“tract with or on’ behalf of the Admmlstratlon

[n) Within twelve | ths after the date’ of the. enactment of
this’Act, the' Administrator with the partlclpatlon of the. Attorney
Genéral, the “Secretary of Commerce, and other officials .as the
Presnient may designate, shall 'b’mlt to the Président and. the.ap-
propriate congressional’ committess a report concerning the appli-
cability of existing patent p01101es ‘affecting the programs. under
this ‘Act, along with his recommendations for amendments or addi-
tions to the statutory patent policy, including his. recommendatlons
on mandatory licensing, which he deems adv1sable for carrymg out
the. purposes of this Act.] o ;

STRATION
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(g’)(l) E *:
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E(D) the extent to which such waiver-is-a reasonable -and nec-
essary incentive to call forth private:risk capital for the devel-
opment and commercialization of the invention; and -

[(2) the extent to-which the plans; mtentlons ‘and ‘ability of
the contractor or inventor will obtaln expedrtlous commerc1a1—
. -ization of such. invention. " .

[(f) Whenever title: to..an- 1nvent1on is” vested in the United
States, there may be reserved to the: contractor or inventor—:

L[(1).a:revocable or irrevocable nonexclusive, paid-up license
f01 the practice of the invention throughout the world; and

o . [(2).the rights to such- invention in’any foreign country

-..where the United ‘States has elected not to secure patent rights
and the contractor elects to do so, subject to the rights set

-..forth..in_paragraphs (2), :(8), (6), and:-(7) of:subsection: (h): Pro-

+ vided, That when spec1fically requested by the: Administration

and three years after igsuanice. of such-a patent,the contractor
shall submrt the report specrfled m subsectlon (h)(l) of thls sec-
tion..;:

[(g)(l) Subject to paragraph (2) of- th1s subsectmn, the Admmls-
trator shall determine and promulgate regulations specifying’ the
terms and .conditions upon. which licéenses may. be granted 1n any
invention to which-title is yvested in the:United-States:: ‘

L) Pursuant to paragraph (1):of this subsection; the Adm1n1s-
trator may grant exclusive or partially .exclusive licenses i in.any in-
vention only if, after notlce and opportumty for hearlng, 1t is deter-
mlned that—

[[(A) the. mterest.: .of the Umted States and the general
public will best be served by the: proposed license,:in view of

. the applicant’s intentions, plans, ahd-ability to br1ng the inven-
tion to-the point of practical or -commercial applications; -

- |IB) the desired - practical -or commercial -applications have
not been achieved, or: are not -likely ‘expeditiously ‘to be
achieved, under . any.-nonexclusive license which has been

~.. granted, or which may be granted, on-the invention;

LL(C) exclusive or partially exclusive licensing is a reasonable
and. necessary incentive-to call forth risk:capital and expenses
to bring the .invention to the p01nt of practlcal or commerc1a1
applications; and . .

[(D) the proposed terms and scope of exclus1v1ty are not sub-
stantially greater than necessary to. provide the. incentive for
bringing the invention to-the.point of practical or commercial
applications and to permit the 11censee to recoup the costs and
a reagonable profit thereon:.

Prov;ded That, the Admmlstrator shall not grant such excluswe or
partlaHy excluswe license if he determines that.the grant of such
license will tend substantially to lessen competition or:result in
undue concentration in.any -section, of the country in any line of
commerce to which the technology to be licensed relates. The Ad-
ministration shall maintain a publicly. available, perlodlcally up-
dated record of determinations to grant such licenses.: - ::

.L[(h) Each waiver: of rights or grant of -an exclusive or partlally
excluswe license .shall-contain such terms and conditions as ‘the
Administrator may determine to be appropriate for the production
of the interests of the United States and the general pubhc, 1nclud-
ing provisions for the following: - : :
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in:such. orders-and decrees as.it shall determine to be:required to
carry: into effect-fully’ the: provisions of this subsection.! Process:of
the district court for any :judicial: district in-any action.instituted
under this subsection may be served in any other judicial district of
the United’States by the United: States marshal thereof Whenéver
it~appears to the court in:which any-such action is.pending that
other. parties should: be: brought before the court-in such action; the
court may cause-such other parties to be summoned from. any Jlldl-
cial distrlct of the Umted States ] o

THE FEDERAL NONNUCLEAR RESEARCH AND i
" “DEVELOPMENT ACT-OF 1974 |

% . Do .,_.:,,_g_ N BT CIFTE I PO

PATENT POLICY

SEC 9 [(a) Whenever any 1nvent10n is made or concewed in’ the
course of or'under any-contract of the Administration, other than-
nuclear ‘energy:research, development, and demonstration pursu-

ant to the Atomic Energy Act of 1954 (42 U.S.C. 2011 et seq.} and
the Administrator determines that— . ‘

L (1) the person who made the invention was employed or as-
signed to perform research, development, or demonstration
work and the invention is related to the work he was employed
or assigned to perform, or that it was within the scope of his
employment duties, whether or not'it ‘was made during work-
ing hours, or with a contribution by the Government of the use
of :Government facilities; equipment, materials, allocated funds,
information ‘proprietary to:the Governiient, or services of Gov-
ernment employees during working hours; or .

[(2) the person who made the invention was not employed or
assigned to perform research, development, or demonstration

...work, but the invention is neverthe]ess related to the contract

or to the work or duties he was employed or assigned to per--

form, and was made during working hours, or with a contribu--

tion from the. Government of . the sort referred to in clause (1)...
title to such invention shall vest in the United States, and if pat-
ents on - such 1nvent1on are issued they shall be. issued to the.
United States, unless in particular circumstances:the Administra--
tor waives all or any part of the rlghts of the United States to such-
invention in conformity with the provisions of this section. S

_[(b) Each contract entered . into by the Administration with anyj
person shall contain effective. provisions under which such person
shall furnish promptly to the Administration a written report-con-
taining . full and.complete. techmcal information concerning any ‘in-
ventlon dlscovery, improvement, or 1nnovat10n whlch may be made :
in the course of.or under such contract . :

L(c) Under such regulations in conformxty W1th the: prov1smns of -
thls section as the Administrator shall prescribe, the:Administrator-
may waive, all or any part of the rlghts of the United States under.
this section: with. respect. to any invention or class: of.inventions
made or. whlch may be made by any person or class of persons. in,
the course of or undér any contract of the Administration if he .de-:
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A “transmission: program” -is ‘a body of material: that;-asian-ag- -
- gregate, has been produced for the sole purpose of transmlssmn to‘-"
the publicin sequence-and as a-unit.. -~ ..

To. “transmit” a_performance or : d1sp1ay is to commumcate it by‘-
any. device [or. process whereby. images.:: or- .sounds -are recelved
beyond the place from which-they are sent. -

The-“United. ‘States”;. when. used: in a geographmal sense, com-
prises the, several. States, the District of Columbia and the -Com-
monwealth of Puerto Rico, and the organized terrltorles under the
_]urlsdlctlon of the United States Government. - ‘

A useful_artlcle is -an article having ‘an mtrlnsm utilitarian ‘
functlon that.is not merely to portray the appearance of the article
or -to -convey information. An article that 1s normally apart of a
useful article is considered a useful article”.

‘The. author’s . “widow” or . ‘“‘widower” is the authors survwmg-E
spouse under the law of the author’s domi¢ile at the time of his or
her. death, whether or not the spouse has later; remarrled -

A “work of the United States Government” is a-work prepared
by-.an officer or employee .of the United. States Government as’ part
of that person’s. official - dutles i o S EAE ERR

A “work.made for hire” is— . - . T : -

(1) a work. prepared: by an: employee w1th1n the scope of hlS:f-

or her employment;.or.-

- (2).a work specially ordered or commlssmned for Use :as a -

. contrlbutm_n to.a.collective work, as a part of a'motion :picture:
or other audiovisual work, as a -translation, as a supplemen-
tary work, as a compilation,.as an instructional text, as:a test;

. .as angwer material for a test; orias an.atlas, if the parties-ex-

pressly agree in a written instrument signed by them that the:
work shall be considered: a:work, made for; hire.- For. the pur-

. pose of the: foregoing sentence, a “supplementary work” is. a

work .prepared for. publication:as a ‘secondary adjunct to a

work by another author.for:the. -purpose of introdueing;.con-
cluding, 111ustrat1ng, explaining, revising, commenting upon, or
. .assisting .in the use of the other work, such as forewords, after-

.words, pictorial, illustrations, - maps, charts; tables, editorial

_notes, musical .arrangements, answer material for :tests,  hib-

.. liographies, . appendizxes; : and indexes, and :an. “ingtructional

.. text” is-a:literary,.pictorial, or graphic work: prepared for pub-
lication and with the purpese of use in systernatlc 1nstruct1ona1
act1v1t1es : o

At ‘computer program s a set of statements or mstructtons to be'»'::-

used directly. or mdtrectly m a. computer n order to brmg about‘-'a-":;
certam result _

§117 Scope of excluswe r:ghts Use in conjunctlon w:th comput-"
ers and similar mforlmatlon systems'.: " -

[Notwithstanding the provisions of section 106'through 116 and
118; this title does not afford to the owner of | pyrrght in a work
any greater or lesser rights with respect to the 1ge’ of the work in
conjunction “with automatic systems capable of storlng, processing,. .
retrieving, or transferring information, or in conjunction with any -

similar device, machine, or process, than those afforded to works
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nated, or. arranged in such:a:way. that the: resultmg onrk ‘agial
whole constitutes an original work of authorsh1p The: term “fcompi-"
lation” includes collective works.

“Copies” are material objects, other than phonorecords, in which
a work is fixed by any method-now known or later developed, arnd
from which the work can be perceived, reproduced, or otherwise
communicated; either- d1rect1y oF ‘with thé aid’ of &' machine or
device. The term “copies™ includes the materialobject, other than
phonorecord, in which the work is first fixed.

“Copyright: owner”, . with -respect:to .any-one. of the “exclusive
rights comprlsed inia c0pyr1ght refers to the owner:of zthat Apartlcu-'i
lar right. .. 2 3

A work.is * created” when 1t is fixed in a- copy or phonoreco g :
the first time; where a:work is prepared over:.a ‘period of time; the::
portion: of it: that has' been-fixed at any particular time:constitutes
the work as ofithat time, and where the work has been’ prepared in
different-versions, .each version:constitutes a separate work:

A “derivative work' -isa’ work béged upon ‘orie ‘or more: preex1st-'
ing. works, such as' a-translation, musical: arrangement dramatiza-
tion, fictlonahzatlon, -motions plcture -version, sound: recording; &rt -
reproductlon ‘abridgiment, : condénsation, - or~any: othér form in’
which a.work may: be recast; transformed or adapted. ‘A work: con= -
sisting of - editorial: Fevisions, annotations; elaborations, ‘or - othe#:
mod1flcat10ns which;: 85 a: whole represent an or1g1na1 work of au- -
thorshlp‘ a"f._‘:derlvatlve work” : '

A Ydeviee”  machine”, or “iproces
veloped.

To “display” a work means to show a copy of it, either directly or
by means of a film: slide; televigioti”iriiage, or any “dther device or

process or, in the case of a motion picture or other audiovisual
work, to show individual images nonsequentially.

A work is “fixed” in a tangible medium of expression when its,
embodiment in a copy or phonorecord, by or under the’ authorlty of
the author, is sufficiently permanent:or: stable-to permit it to be
perceived, reproduced, or otherwise communicated: for a period of -
more;.than . transitory::duration. ‘A work cons1st1ng of sounds,
images, or both, that are being: transmitted; is. “fixed” for purposes ‘-
of t}llns title, if a fixation : of the work is belng made 31multaneously
wit, 1t ‘ ‘ J

s.one now known or later'-‘de-""

uch as” are 111ustrat1ve and not

; diga work prepared by two or moré: authors with =
the mtentwn that their contributions be: merged 1nto 1nseparab1e,
or interdependent parts-of a,unitary whole.: i: 3
“Literary: works’-ate works, -other:than: audlowsual Works TexLT
pressed.in. words; umbers;-or other verbal-or numerical symbols or i
indicia; regardless:of -the-nature of the>material ‘objects, such’ as
books, perlodlcals manuscripts; phonorécords, film, tapes, dlsks or
cards, in which they are embodied. T
“Motion . pietures’™ are- audiovisual:works' consisting of a’series of
related images. wh1ch when shownin:succession, impart an- 1mpres-
sion -of motion,: together ‘with ‘accompanying sounds; if any.:
To “perform” a work means to recite, render, play, dance, oF act-“- ‘
it, either:directly or by means of-any- device o ‘process or,’in’ the_z )
case ‘of :a motion:. picture or :other. audiovisual work; -to show its"*
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SECTION 12 'OF THE ELECTRIC AND HYBRID VEHICLE RE:

‘SEARCH DEVELOPMENT AND DEMONSTRATION ACT OF
1976

SEC 12 PATENTS ] o o ‘

[Section 9. of the Federal Nonnuclear Energy Research and De—
velopment Act of 1974 (42 U.S.C..5908) shall apply to any contract
(including any agsignment,’ substltutmn of parties, or subcontract
therettider), entered into, made, ot 1ssued by the Adrmmstrator
pursuant to, sectlon 8 of thls Act ] . .

b SECTION 112 OF THE ACT OF- JUNE o

AN ACT: To authonze approprlatmns to the Energy Research arrd Development Ad
ministration in accordance with section 261 of the Atomic Energy-Act of 1954, as
- amended,:section 305 of-the Energy Reéorganization Act of 1974, and section 16 of
‘the Federal Nonnuclear Energy Research ‘and Development Act of 1974, and for
" othier purposes. ey il . o :

* * *, * * * -7 *

TITLE I-NONNUCLEAR PROGRAMS

Sec. 112. (a) * * *

R T R LT TR R N T Y s SRV RT. T B USRI L ISR,

4{d)(1) Grants, agreements or contracts under -this séction:may be
made to-individuals, locdl nonprofit ‘organizations and:institutions;
State :and: local -agencies, Indian-tribes -and- small-businesses. The
Administration shall-develop simplified procedures w1th respect to
application for support under this section. : 'A

(2) Each grant, agreement or contract under thls sectlon [shall
be governed by the: provisions- of ‘section .9 of :the: Federal Nonnu-
clear Energy: Research ‘and-Development Act:of:1974 :and] :shall
contain-effective ‘provisions: under which .the:-:Administration::shall
receive:a full written report of activities:supported in’ whole or: m
part by funds made available:by.the :Administration; and . i

(8) In .determining: the -allocation of funds among apphcants for
support under: thlS sectmn the Admlmstrator may take 1nto c0n51d-
eratlon e e
(A) the potentlal for energy savmgs or energy production THE
<:(B).the type: of fuel:saved or produced : i

{(C): the potential impact-on local .or regional energy or env1-
ronmental problems; and

(D) such other criteria as the Administrator finds necessary
to achieve the purposes of this Act or the purposes of the Fed-
EB?L Nonnuclear Energy Research and Development Act of -
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._:ECTION 12 OF THE ACT OF FEBRUARY 14, 1903

BUREAUS IN DEPARTMENT

SEc 12 The followmg named bureaus, admmlstratmns, serwces,
offices, and programs-of -the-public services; and .all.that pertains
thereto, shall be under-the Jurlsdlctmn and sub_]ect to the control of
the Secretary of Commerce P . A

(a $ * *
B [(e) Pat.e.r.l,t, Office;] -, ..
= * AR T PR ko Lk *

- '.SEC;I‘ION‘S‘;OF?THE ACT OF 'APRIL 5 1‘94}: :

An ‘Act Authonzmg the constructlon and operatlon of demonstratlon plants to pro-
duce synthetic liquid fuels from coal; 0il shales, agricultural and forestry prod-
.ucts, atid other substénces, in order to aid thé prosecution’ of the war, to conserve

‘and increase the oil resources of the Nation, an'd-for,cther pur.poses.

sr * & % . '*' -* T

[SEC 3. The Secretary of the’ Interlor is authorlzed to grant, on
such terms as he may consider approprlate but subject to section
207 of the Federal Property and Administrative Services Act of
1949, licenses under patent rights acquired under this. Act: Pro-
vzded ‘That such licenses are consistent with the ‘férms of the
agreements by which such patent rights are acqulred No patent

- acquired by the Secretary of the Interior under this Act shall pre-
vent any citizen of the United’ States, or corporation created under
the laws of the United States or any State_thereof, from using’ any
invention, discovery, or process covered by such patent or restrict
such use by any such citizen or corporation, or, be the basis of any
clalr:lll ‘against any such person or ccrporatmn :on account of such
use.y .. . . SR

' RESOURCES CONSERVATION AND RECOVERY ACT OF 1076

SEc 8001 (a) GENERAL\ AUTHORITY =%

e LR * . o

(¢); AuTHORITIES, —(1) In carrylng ‘out subsectlon (a).of. :thlS sectlon
respectmg ‘solid Waste Tesearch, stud1es, ‘development, and demon-
stratlon, except as otherw1se spec1ﬁca11y P: ov1ded in sectlon
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§408. Relattonshtp to:other-laws -

Nothtng in this chapter creates’ any immunities. or defense' to ac-
tions. under the antttrust lows. . . S ‘

§409 Authortty of Federal agenctes

“(a) Agenczes ‘may apply for, ‘obtain, matntatn and protect patent
rightsin’ the United States and in foretgn countries on any inven:
tion in which the Government has an interést in’ order to promote
the use of inventions having significant commercial potenttal or
otherwtse advance the notional interest, . . e

“(b) Agericies may ‘license federally owned patent rtghts o' t rms

and conditions consistent with subchapier 111, '

(c) Agencies may transfer’ _patent rights to other agenctes and
accept them' from other agencies, in hole or in part without regard
to the Federal Property and Administrative Seivices Act of 1949 (40
US.C. 471),

(d) Agencies may withhold publication or rélease of information
?tlscgosmg any tnventton long enough for patent applteattons to be

ile

(el AgenCtes may promote ltcenszng of .. federally owned patent
rights by making markel surveys,acquiring: technical tnformatton
or otherwise:enhancing the marketability of the inventions: -

.- i{f):Agencies.may. enter into contracts necessary and approprtate to
: accompltsh the purposes of: this. section. :

§ 410. Resp ities of the Secretar" of Commerce

(a) The Commtsstoner of Patents wtll—“. e ‘
(1) consult ‘with. other: agencies . about dreas of scierice " and
f_technology with. pot_enttal -for. commeretal development J

: -thortty given. by section 409. . RERES T ‘
s no{3) evaluate inventions. ref _red by agenczes to tdenttfy..
.,wttb_, sthe: greatest. commerctal;potentzal and.to- prornote thetr
public use;
- () help agencies seek and maintain patents in the Untted
States and in foretgn eountrtes by paytng' fees and costs and" by
: other Teans;.: ; Lo e : L
vt olB). develop: and manage a Government wtde program, wtth ap-
: proprtate private sector parttczpatton to stimulate transfer fo
the private sector of potentiolly valiiable federally-oined tech:

nology through dtssemtnatton of tnformatton about the technol

ederally—owned paten rtghts-:‘ that are
saveilable for: ltcens;ng‘: nd, v -

(7) seven years after the date of enaetment of tkts Act submtt
- -to.the President and. Congress:a:report.describing the operdation
of this chapter.and containing, recommendations;. if any,.for:fur-
ther amendments to promote tndustnal tnnovatto in: the

United States:: - -

i approprtated o ther ormmissioner- of'
Patents such-sums.as-may-be necessary:to-enable. the: Commtss.toner
to carry out responsibilities under this section. = t.is wrovisy yoira

§ 411, Definitions
As used in this chapter—
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S UBCHAPTER HI—LICENSING OF FEDERALLY" OWNED
: IN VEN TIONS s T

§400 Covered mventwns “

“"This subchapter’ appltes to the l:censmg of all fedemlly owned
patent rights,” including licenses or sublicenses granted or’ requtred
to be granted by the Government under section 387 *However, 1t doés
not apply to licenses establzshed by the other sectzons of subchapter
I'of this chapter. .

§401. Exclusive or partmll_; exclusive licenses .

() An’agency may grant exclusive or partzally excluswe domestzc
licenses under federally owned patent righis not automatzcally li-
censed under section’ 384 only if, dfter public notice and opportunzty
for filing written objections, it determines’ that— "

1) the desired. practical opplication. is not ltkely to be

“achieved iinder a'nonexclusive license; and

(2) the scope of proposed excluswzty Ls not greater than rea-
sonably necessary.” '

(b) An agency may grant excluswe or partzally excluswe forezgn
licenses ‘under ‘federally owned patent rights after publtc hotice and
opportunity for. filing written objections and -after ‘determining
whether the ‘interests of the' Government or of Unzted States mdus—
try in foréign commeice will be enhariced. -

{(c) An agency will not grant a license under’ thzs ‘section. if it de-
términes that such a grant would’ create or mamtam' sztuatwn in-
consistent with the antitrust-lows.

(d) Agencies will maintain perzodtcally updated records of” deter-
minations ‘to grant exclusive ‘or partlally excluswe ltcenses These
records will 'be publicly available: :

§402: Minimum Government rights .

* Each license’ granted ‘urider section 40] will 'contam such terms
and conditions as the agency finds appropriate to protect the inter-
ests ‘of the Government o,nd the publzc mcludmg provzstons reserv-
mg to the Government: :

(1) The Tight to

- the use of the inve e

U (2 A royalty-free; worldwide right to practzce the mventton or

* Rave it practiced for the Government, and
(3) The rzght to' livénse State and local govemments o prac—
tice the invention or have it practiced. for them if the agency de-
~ termines that. reservatzon of thts rtght would serve the natzonal

o mterest o

§403 Mareh-m rzghts o e

{a) The Government will have the right to terminate any. hcense
granted under section 401 in whole or in part, but only—.
(1) if the licensee “has not taken and is not expected to take
,tlmely and effective action to achieve practical applzcatzon of
o 'the invention in each of the fields of use affected
" (2) if necessary to protect national security} i ' '
(3} if necessary to meet requzrements for publzc use specnﬁed
by Federal regulatton - L . o

equtre from the ltcensee wrttten reports on
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-ment. to practtce the lnuentmn or have zt practzced for the Gov-
ernment. :
(3) If the agency ﬁnds Lnsufﬁczent interest in an invention to
~Justify exercising its rights under paragraph (1).of this section,
it may permit the employee-inventor to- receive any or all of
those rights, subject to the Government’s rights:-as described in
paragraph. (2} of this section.. Howéver;. nothing in this para-
. graph will prevent the agency from publzshmg the moentlon or

otherwise dedicating il to the public. " .

(4) If the agency determines that natzonal securzty mlght be
.. impaired if the employee-inventor were to.receive rights in an
invention under paragraphs (2) or (3) of this sectzon the Govern-

- ment will acquire all-rights in the invention.” e
(&) The Government will ‘claim no rights ander this Act in
any employee- anentzon not covered by paragraphs (I) or (2) of

- this section: . -

(6} Noththstandmg paragraph (1) of this' sectzon an- agency
may enter into agreements providing for appropriate allocation
-of rights in inventions that result-from. research:or development
to which other parties have substantially contrtbuted
. §394. Presumptions B '

(o) There will be & rebiittable presumptwn ‘that an “employee in-
vention falls within the criteria of section 383(1)'if it was made by a
Federal employee who is employed or assigned to— . .

(1) invent, improve, .or perfect any art, machme manufacture
or composition of matter;

* () conduct oF perform research or development work;”

(8 supervise, direct; coordinate, or review federally sponsored :
or supported resedarch or development workior '

(4) act as ligison among agencies or individudls engaged in
“the work specified in’ paragraphs (I) (2) orl (3) of thzs sabsec-
tion.

“(B) There will be a rebuttable’ presumptzon that ani’ anentzon falls
within the criteria of sectzon .?93(2) Lf ;t was maole by any other Fed:
eral employee. . . _ R

§395. Review of agency determmatwns

Agency determinations under sectzons 3.92 and 3.93 wlll be re—
vlewed wheneper—"-*" ' B
' (1) the agency determmes not to acq

ventlon or-
C(BYan aggrlevecl employee mventor requésts a Feview.

Standards and procediires for this revlew wall be prescrzbed in the

regulatlons issued. under sectzon 399 Lo

4_ al rlghts in n_ln—

§396‘ Reasszgnment of nghts

If an’ agency ﬁnds ‘on’ the basis of ‘rieti evzdence that it has ac-
quired rights'in:an invention greater than those'to which the Gov-
ernient was entitled under the criteria of-settion 393, it-will grant
the employ é—moentor such rlght ' may be necessary to correct the
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“{c)-Whenever under:this section dn: agency:requires.a ‘contractor. o
grant: a: license or sublicense; it ‘may specify :reasonable terms, ‘in-
cluding the royalties:to be. charged if any; the duration of the. Ii-
" cense. or: sublzcense ‘the: scope of excluswlty, and ‘the. ﬁelds of use to
becovered:: = ‘ x LeEr

§388. Devidtion and watver

(a) An agency may deviate from the allocation’ of atent rzghts in
contract inventions provided for: in..any.. stand,’arg patent rights
clause established under section:390 ac?utrmg more orfewer rights
in: the inventions, to further the agency’s mission and the:public:in-
terest. It may so deviate on a-class basis only in accordance with
regulations issued eéither under section. 390 or, -unless prohibited by
those'regulations, by-the agency. Case-by-case deviations miist:be au-
thorized by the head of the agency or-his' deszgnee, and descrtbed in
the Federal Register.

(b} The national security and antitrust march-i Ln rxghts reserved
by sections 387(a)(2) 387(a)(4) ancl 387(c) may not be wawed under
any circumstances.” .-

(lC) Rzghts reserved by sectzons 5’84 and 5’3?’(a)(1) may be wawed
only: -

(I) in contracts tnvolvtng cosponsored, costshartng, or: Jomt-

. venture research or development to which:the contractor.makes
a substantiol contrtbutto of funds faczltttes, technology, or
"-.-:,equtpment, or' .. U
o B (8) iR contracts: wzth A contractor whose partlclpatzon is-neces-
B ‘sary ‘for:the successful- accomplishment:of -the agency’s mission
bnt cannot-be obtained under the staridard patent rights: clause

§38.9 Transfer of nghts‘ ; o contractor emptoyees N

“The contractor’s: employee inventor may receive some. or all of the
contractors rights:ynder this.subchapter'with the permission of the
contractor and the approval of the responsibie-agency.. The corre:
sponding obligations of the contractor under this. subchapter then
unll becomne obltgattons of the employee anentor"

§390 Regulatwns an :tandard patent nghts clause

(@) The: Office of Federal’ Procurement. Poltcy will: dzrect the issu:
ance of regulations:to: implement this title: The-regulations will es
tablish-a standard: pdtert right clause-or clauses, to.be zncladed m
each -Federal contract except as provided in section-388.: ey

(b)) Such.regulations shall:provide payment to the: Government for
Federal funding:of research:and development activities:through the
sharing of royalties and/or reveniies-with the contractor..Such regu-
lations shall provide, to ‘the extent: appropriate, -a standard-contrac-
tual clause to be'included in-all Federal: research ancl development
contracts o

(¢) Such regulations may allow the agency t waive: all or part of
the payment setforth-insubsection (a) of:thissection at the time of
contracting or at the request of the contractor where the agency de-
termines that—= o < vyns ¢
(1) the: probable admtntstratwe costs ‘are ltkely to be greater
han the expected amoant of payment, or S

s .
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achieve public use of the invention; but no such lzst shall® be re:
quired for contract inventions on which the contractor did not eléet
to file any patent application. During such four and one-half year
period the contractor shall hold temporary title to the contract in-
vention, subject to the rights of the Government provided elsewhere
in this Act. Each field will be described with sufficient particular-
ity to allow the Government to identify those-fields of use not en-
com assed by the described field. Upon the ftlmg of such -a‘complet:

ist, or at the end of the four and one-half yéar period, whichever
zs earlter the Government will acquire from the contractor title to
all Untted States patents on such inventions. Neither the contractor
nior any sublicensee may market or use commercially any product or
process embodying the patented invention, except ‘urider the nonex-
clusive license granted pursuant to section 385, unless the contractor
has described o field of use which embraces. the- -product or process
and has reported the field of use to the responsible agency pursuant
to this section; but failure to file-a.field of use list.prior to-market-
ing or prior to using commerczally any product or process embodying
an invention shall be excused if such fatlure resulted from madver—
tance, mistake, or excusable neglect.”

(b) ff such contractor has filed a Untted States patent applzcutton
within a reagsonable time after it has-disclosed an invention under
section 382(b)(1) it will receive an excluswe license in éach described
field of use, with the exclusive right to sublicense, undeér. each
United States patent or patent applicatton transferred to the Gov-
ernment under subsection () of this section 384. However, its license
will be subject to the Government’s. mtnzmum rights under sectwn
386 and march:in rights under section 387.

() The contre clor automattcally will acquire” y'operatton of law
the rzght to recewe an excliisive license, pursuant to subsectwn (b) of
this section in each described field. of use, ninety, days after it pro-
sponsible.agency with o description of such fields of use
pursuan subsection (o) except thdt it will not {acquire the right
to receive. an exclusive license in any. field of use as to' wthich the
dgency hotifies the contractor within the ninety-day. perwd that tt
has made a determination under subsection (d) of this section, =

(). Thetontractor -:will :noti acquire: an -exclusive:license. intany
ﬁeld of use if the responsible agency determines that the: contrac-
tors possession, of such a license— :

NG ArR. ugency le ermznatton un ubsection () of e
will include written’ reasons for the d’etermmatton ) The ntractor
may appeal the determination to the .United States’ urt'of Cus-

toms and Patent Appeals wzthm szxty days‘ after the contrdctor ‘has
been 'notified of the determination. That court w 1l ‘have excluswe
Jjurisdiction to deterniine the matter de rovo dand to’ afﬁrm reverse,
or modify the agency determination, specifically including’ authortty
to require that the contractor recewe any exclusive license. provzded
for by this section. . L s ,

NEN 10t business

ton ' quire "tit 7 pention. in each’ forezgn
country it lists under section 382(6)(2) in which it -ftles a patent ap-
plzcatwn wtthtn a reasonable tzm 'iunless the agency determ,tnes
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to 145 of this title, with respect to-any decision adverse to the pat-
entability of any ortgmal or proposed amended or; new cla;m of the
patent ‘ . . S L

§307 Certafwate of patentabtltty, \unpatentabzhty,
Aation . e :

(a) Ina reexammatzon proceedmg under thzs chapter when ‘the
time for appeal has expired -or any-appeal proceeding has terminal-
ed, the Commissioner.will issue and-publish a certificate canceling
any claim of the patent finally determined 'to be unpatentable, con-
firming .any.claim of -the patent- determined. to :be patentable, and
incorporating in the patent any proposed amended or new clalm de-
termmed to be patentable.: ‘ Lo SREE

~(b)-Any proposed amended or new clazm determmed to be patent—
able and incorporated into-a pdtent following: & reexamination pro-
ceeding will have the same effect as .that specified in:section-252.0f
this title for reissued pafents on the right of any person who. made,
purchased, or used anything patented by sich proposed amended or
new claim, or who made substantial preparation: for the same; prior
tovissudnce of a certszate under the provzszons of subsection (a) of'
thzs sectzon v - o s '

and c'laim cancé_t_-

Séc.' ) i B
| SUBCHAPTER 'i;coNTRALo'j?"INVENTIoNs{

See. 382. Contract inventions; reporting. ... .., ;
Sec. 388. Allocation of nght.s'wsrnall businessés a a
Sec. - 384." Allocation of rights--—other eontractors

Sec.. 385,  Contractor license. ... e

See. 386. Minimum. Governinen’t ri
Sec’ 987 March-in‘rights. 1}
Sec. 388 Deviation and waiver. =
See:, 389. . Transfer of rights to, contractor employees
Sec. :3.90 Regu ations and standard  patent. raghts claus

rofit organizations

See:- 5’.91 Employe rwentzo
Sec.” 399, Reporting of inventions
Sec- 398, Criferia for the allocatwn of rzgh
Sec:: 394, Presumptions: = <
Sec.: 395.. Review of:agency- determmano ;
Sec, $96. Reassign. ent of rig his..
Sec.” $97. .Incéntive aivar program
Sec. 298 Incomie sharmg from patént Ticenses.
Sec. 399. Regulations.

- SUBCHAPTER HI—LICENSING, OF FEDERA

Sec 400, Covered inventions:
Seci 401 Excluswe o partmlly excluswe.lzcenses
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emergency’ and :5ix ‘months théreafter.: The ‘Commissioher may re-
scind any:order;upon notification by -the heads of the .departments
and the chief officers of the agencies who caused the order to be
issued that the ‘publication or disclosure of the “invention is no
longer deemed detrimental to the national security.

§188 Rules and regulatlons, delegatlon of power V'.‘

"The* Atomlc Energy Comrmssmn" the Secretary of a defense de-
partment; the chief officer: of any other, depat tment or agency of
the Government desighatéd by the President a
the’ United' States, and”thie” [Secretary’
sioner of Patenis. and - Trademarks, may sé
regula‘tlons to enable the respectwe departm nt ‘or : gency ‘to ca ry
out the pr0v151ons of thls chapter and may d egate ny power con-

e p B :
congisting of patents o printed- publtcatwns which that person be-
lievés ‘to have a_béaring on’the patentabzhty of ary'claim of & par
ticular patent If the person: explatns in writing 'the pertinency and
manner of applytng stech: prtor ‘art-to_at least one claim of the
patent; 'the" citation 'of stch ‘prior art: and the explanatton theérecf
will “become “a ‘part of the offic 1 ¢ At the written:
request of the person citing the ill be
excluded from the patent ﬁl' ‘and 'kept

Any person’ at any ttme may’ ftl a:request fo eexamzna on by'
the Uffice of any claim of a patent on the’ baszs"of ‘any p 2
cited undeér the ‘provisions of ‘section ‘301 of this-title. The request
must be in‘writing and must bé acconpanied by puyment ‘of & reexa-’
mination fee establishéd by the' Commissioner of Pdtents prrsuant
to the provisions of section 41- of this title’ The’"’r‘equest must set’
forth the pertinency and manner of applying cited prior art to every‘
claim for which ‘reexaminationis requested. Unless the requesting
person'is the oiwner of the patent, the Commissioner promptly wzll-
send a copy of the request to the owner of record of the patent '

§303 Determmatwn of issue by Commtss:oner

() Within three months fotlowtng the filing’ of o request for roexs
amination ‘under the provisions of section 302 of this title, the Com-

N
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copy of the specificdtions an drawmgs for all ?patents referred to m
that notice: withott ¢harge. .=

(f) Fees will be adjusted by the Commzssmner to achzeve the levels
of recovery specified in’ this section; However, no putent application
processingfee-or fee: for mainlaining a patent m force lel be ad
Justed more than-once-every: three:years: - e

:(g)Nofee established by the: ‘Commissioner under thzs sectzon wzll
take effect prior to sixty days following notice in the Federal Regzs-
ter. P

.....

[§42 Payment of patent fees; return of excess, amounts o

LAlL: patent fees: shall be’paid ‘to the: ‘Commiissioner who;, except
as*provided in:sections 361(b) and 376(b) of this title, shall deposit
the' same in'the Treagury ‘of the United:States in such- manner as
the Secretary of the Treasury-directs; and the Commissioner may
i'efuﬁd any sum pald by mlstake or m excess of the fee requlred by
qW ‘ .

§42 Patentfa”d,..-z. demark Office. fundi

* (@) All feesfor services performed by or materzals furmshed by the
Patent ‘and Trademark: Office will -be payable to the Commissioner:

(B)All fees paid to- the Commissioner-and ‘all-appropridtions for
defraying the costs . of ‘the activities of -the Patent-and: Trademark
Office will be credited o the Patent and Trademark Office Appro-
przatwn Aceount in'the Treasury-of the United States; the provi:
sions of section 725e of title 31, Unlted States: Code; noththstand
ing.
:(¢) Reveniiies from fees will-be‘available to. the: Commzsswner of
Patents toedrry ‘oul,” to. the extent provided for in. approprmtwn
Acté “the aetivities: of the Patent and Trademark: Ofﬁce s

(d) The: Commzsszoner may refund any fee paid by mzstake or: any
amount paid th excess of that required. :

§-{ 54 Con ents and term of pa en

Every patent’ “shall ‘tontain a short title of*the
grant to thie“patentee, his § ‘or’assigns, for the ter
teen ‘years,” subject to thé payment of [Issue] ‘fees 8 ided for
in this title, of the rlght to ‘exclude otliers from making: Using, of
selling the: dinvention throlighout the United States, reférring to the
specification Yor the particulars thereof. A copy of the specification
and drawmgs shall ‘be anhexed to the patent and be'a part thereof _

of seven-
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' [§ 41. Patent fees

“'E(a) The Commissioner shall charge the: foﬂowmg fees

0 10-0n: fihng each applicationfor ‘an’original patent, except in
des1gn ‘cases, '$65; in addition onfiling or ‘onpresentation at -any
other time, $10 for each :claim ‘in" independent -form: which is in
excess ‘of 'ong;- and $2 for each claim (whether independent or de-
pendent) which s in ‘excess of ten:For the: ‘purpose of computing
fees,“a*multiple ‘dependent ‘claim as referred 4o in' section 112 of
‘this title“or-any clairh depending therefrom shall'be considered as
separate “dependent " ‘¢claims+in “accordance " with “the  number of
claims to which reference is made. Errors in’ payment of the:addi-
tional fees: may be rectlﬁed m accordance w1th regulatlons -of the
Commlssmner SHEE

‘[2:Fort 1ssu1ng each orlgmal or reissue patent except in de31gn
cases; -$100; in addition; $10-for :each page (or portion: thereof) of
speclficatlon as prlnted and $2 for each sheet of drawmg

= I3, In‘designi cises:: i '

~[a:On filing each: demgn apphcatm =$2O I R T T

'[b. On issuing each design . patent ‘For:: three years and s1x
months, $10; for seven years,; $20; and for fourteen years, $30. - g
[4. On filing each application:for the reissue of-a: ‘patent; $65 in
dditio’n on: filingor-on presentation’ at any ‘other’ time; $10 for
each elaim in -independent form' which is:in‘excess of the humber of
independent ¢laims. of ‘the ‘original patent; ‘and $2 for each claim
(whether independent or’dependent) which' is in excess ‘of ten and
also in-excess of the number of claitns of the<original patent Errors
in:paymentof ‘the additional fees may <be rectlﬂed in" accordance
with regulations:of the. Commlssmner

[5. On filing each disclaimer; $15; T TR

[6. On appeal.for the first t1me frorn the examiner to the Board
of Appeals, $50 in addltlon, on fllmg a brief in support of the
appeal, $5

val of an abandoned appli-
cation for a patent or for ‘the delayed payment of the fee for issuing
each patent, §15.

;8 $Fgr certificate under section 255 or under section 256 of this
title, $1 i} -

[9. As available and if in’ prm 3 For 'ncertlfied prlnted cople' of
specifications and drawings-of ‘patents: (except ‘design:-patents), 50
cents per-copy; for design patents; 20 cents per:copy; the Conirhis-
sioner may establish:a ‘chargé not to exceed $1:per-copy for patents
inexcess:of twenty-five: ‘pages of* drawmgs and specifications- and
for: plant-patents: ‘printed ih’colory‘special’rates for libraries-speci-
fied in section 18 of this"title, $50 for patetits-issued in one'year.
The ' Commissioner: may, ‘without : :charge, ‘provide -applicants with
copies of'specifications and drawmgs of'j atents When referred to'f{ p
a notice under section 132; 55 e

[10. For recording® every fasmgnment agreement oF other paper
relating to the property in a patent or application, $20; where the
document relates to more than one patent or apphcatlon, $3 for
each additional item. ... - s :
E1l. For each certlficate $1
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L) The Secrétary “of Commerce may vest:in himself -the .func-
tions of the Patent and Trademark Office and its officers and em-
ployees gpecified: in this title ‘and may from time to: tlme authonze
then ‘performance by any other officer or employes:] -

“[(¢)] () The-[Secretary of Commerce] Commzsswner is author—‘
izéd to fix thie 'per annum’rate of basic compensation of edch exam-
iner-in-chief in the Patent and Trademark Office at not in excess of
the maximum scheduled rate provided for positions in grade 17 of
the General Schedule of the Classification: Act-of 1949, as amended.

*, ®, ®, * * ® ®

§ 6. Duties of Commissioner

(a) The" Commlssmner[, under the d1rect10n of the Secretary of
Commerce,} shall superintend or perform all duties required by
law respecting the granting.and issuing.of patents and the registra-
tion of trademarks; shall have the authority to ¢arry oh-studies
"~ and programs regardmg domestic 'and international patent and
trademark law; and shall have charge of property belonging to the
Patent and Trademark Office. He may[, subject to the approval of
the Secretary. of Commerce,] . establish regulatlons, not inconsist-
ent with. law, for’ the conduct of proceedmgs in the Patent and
Trademark Office, . L

“(b). The” Commlssmner[ ,-under ‘the” d1rect1on of the Secretary ‘of
Commerce ,] ‘miay, in"coordination with the Department of State,
carry on programs and studies cooperatively with foreign patent of-
fices and international intergovernmental organizations,: or. may
authorize such programs and studies to be carried.on, in, connection
with the’ performance of dutles stated if subse 'n (a) of thls sec:
tlon ! '

© The Commlssmner[ under the direct the Secretary of
Commerce 1 may, with the concurrénce of t ecretary of State,
transfer funds appropuated to the Patent and’Trademark- Ofﬁce
not to exceed $100,000 in any year, to the' Department of State for
the purpose of making special payments to international intergov-
ernmental organizations for studies and programs for'advarncing in-
ternational codperation ¢oncerning:patents; trademarks, and relat-
ed -matters. These special /payments: may’ be-in: addition to sany:
other payments or':contributions ite: the:international: organization
and:shall: not be subject-to any:limitations-imposed by ‘law on‘the
amounts of such other: payments or contrlbutlons by the Govern—
ment of the United:States. - . L

~{d) The:Commissioner|[; under the dlrectzon of the secretary of
Commerce;J may, #with ‘the' concurrénce of the :Seéretary of State;
allocate funds appropriated.to-the Patent Office; to the Department
of State for the- purpose-of payment of the share on the- part.of the
United-States 'to~the working:¢apital fund.-established -under the
Patent Cooperation Tredty. ‘Contributions to cover the share on the -
part of the United States of. any operating deficits of the.Interna-
tional Bureau-under the Patent Cooperation Treaty shall be-includ-.
ed in the annual budget of the Patent-Officeé -and may be trans-
ferred by the Commissioner[, under.the direction -of the Secretary
of- Commerce;] . to.thé Department. of State for:the. purpose of
making payments thereof to the International Bureau. ;
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It has been. sald that an. 1ndependent Patent.Office ;would have :
only =@ small ac ) s illusory. Setting up an. i :
penden office. with..i n dmmlstratlve hierarchy,’ Wthh ‘must, ;-
make. lable. the facilities and services:that-are now. being jpro..
vided’ by the Departmen _.of Co‘ will be a. very.:costly oper- ..

! mj‘,, -
ation. I speak from someé experience because the Committee on
Government:Operations -has:been:called;upon: to.create:numerous
mdependent agenc1es and offlces over the years Many of these

tion they: requlred substantlal extra xpendltui'es
Taking the Patent: Office outﬂof ommerce will ‘not necessari
enhance its efficiency or improve its services: to: the ‘basitiess col
munity -and - the "public: This’ shift miay: tequire a* reahgnment ‘of
procedures which could ‘as:well be done-withiti:the Departrent of.
Commerce.: Inevitably, -any reorganlzatlon Teqires - ‘*temporary -
slowdown:in: operatlons ahd procedires tintil-the new rganizati ;
has:been put into ‘effeet and had jts shakedown® crulse This could
take:months‘or even:years and ‘could: have;at:the very-least;a tem-
porary: deleterious effect: on' Patent ‘Office services.-
Lrcannot :see . how the:creation -of :ah mtiependent agency will #
essarily add to the amount of’ fundlng availgble to "the" Pat’ent i
Office or bring about an increase in the number of patent examin-
ers. The doubts about the need for-larger ‘approptiations will exist
whether or not the Patent Office is in Commerce or outside. The
budget will'still have to'go through the Office 6f’ Management and
Budget 'and be subject to the Administration’s overali pohcy and,’_‘
will“still Have to run ‘the gauntlet of the '
tees and 'of the Congress.. B ;
Basically; our objective L Ticrease roductwlty in the Un ed
States and 'make ‘ourselves more competltlve with the technological
inventiveness and ingenuity of foréign’ nations. Certainly this is an
urgent matter ‘which needs serious’ attentlon and’ attack. "But’ a1
moval of the Patent ‘Officé from the gen_ y'in .
housed would only “be cosmetic and “in*o
causes of the problem: Let s undertakéth chfﬁcu_lt steps that are
neéded but not fool ourSelves and ’the A_'_ ' '

. I agre ,wholeheartedly with theestablishment of 4
policy: that:-encourages-the: developmient and :productiol
products, that will reward those who take risks, atid that'will
spires:increaséd: econfidence dn ‘our’ économy My ‘totmments' above
deal.only. with the very:special 1ssue hf governmenbfunded re-
search and-developmentractivities. =* « =
The+Federal ‘government:has - th equivalen f a f‘idumary re-"-""-
sponsibility to thetaxpayers of 'thig countsy: Property acquired
with public funds should’belong to the publict Dewatlons from that-
fundamental principle should be allowed only where a compelling
justification can be shown and Wwhere the voice‘df the public can be
heard in protest. This legislation stands that principle on its head.
by automatically conveying title or: the exclusive Fight to use public
propérty g private entities"and’ lacing ‘thé burden on’ the’ Federal
government to demoristrate that a rétrieval of those rights is in the -
public interest. s

JACK BROOKS.
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" that this orgamzatlonal realignment will result in any increase in
efficiency in the operations of the Patent Office or in any increase
in productivity in U.S. industrial output. On the other hand, there
is every reason to believe it will result in increased expenditures
and further fragmentation of government management. Also, its
inclusion: in:this bill iraises a serious jurisdictional problem as gov-
ernment reorganizations are matters W1th1n the Jur1sd1ct10n of the
Comrmttee on Government Operatlons SETIPEIRTIORT . :

COMPETITION vs MONOPOL :

_____ gnmg t1t1e or. auto-_
‘matic .exclusive . -Heensing. rights :to .government- contractors - and -
grantees will  regult in:.greater. productivity. In fact, the opposite-.
result may occur. By granting an exclusive license to the developer .
of a.government-funded’ patent, the number of potential producers
and marketers may be substantially restricted: Open competition
has:long been the basic element: of .our. economic system. Providing °
patent rights inherently grants a-type of monopoly privilege. Such -
privileges .can be justified when a private individual.or -entity has-
risked ‘considerable sums on:the-research and development of the -
product,..costs »which the developer should .be .able. to..recapture .
upon; commercialization. A quite different situation exists, however, -
when the financial risk has been borne by the. taxpayer. In that .
case,.the Justlflcatlon for the grantlng of ant1-compet1t1ve patent.i
rlght..-, does not ex1st S . oy

"Proponents of :this ‘leglslatwn allege that assi

! RIS

o UNIFORMITY OF PATENT POLICIES

_ The propo-":

form1ty in patent policy -is
, i1 forrmty 18, in all probablhty,
cost of giving’ av i

T
nents of this legls, tion argi
badly needed. I would :
desirable, but not g
cefises in public prop

“Furthersis this" ve un1form1ty 111 patent
policy.’ ‘This bill will estabhsh three different, licies: for: handling"
government-funded patents. The apphcab_l i¢ N
mined by the nature of the patent ot the bhc ey yod but rather by
the nature and §ize of the contractor or gra, One policy; 1gns
automatic title to the contract invention where the contractor is a,
small businéss or nonprofit organization; another policy asmgnsl;”{
automatlc exclugive licenses to other contractors and a third; pohc'y' :
provides critéria for grantmg excluswe or partially exclusive 1i:
censes in alI other caseg Where is the un1f0rm1ty' this le 1s1at1011"

" ederal government FEs . the'”
cost ‘of research and development in the U.S. to the tunéof $30 bil-
lion a year. Under this legislation, the percentage of government-
funded research may become even greater. It would make no sense
for a company to spend its own money on the research and devel-
opment of new products and technology when the government will
carry the costs and bear the risk for them. It is an entrepreneur’s
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that no additional costs would be 1ncurred as.a resuIt of: enactment
of this legislation. . i

~Finally the 'PTO would’ be reQulred to T f"rt regularly on the ‘
status of a computerized data’retrieval system. Since the PTO is al-
ready planning to study and- evaluate® the feasibility of such. a
system, it is assumed that any significant costs incurred as a result
of analyzing or implementing such a system would not be a direct
result of the legislation. Consequently, no cost has been estlmated
for this provision. . .

7. Estimate’ Comparlson The Commlssmner of Patents has estl-
mated that approximately 1, 000 to’ 3,000 ‘requests for reexamina-
tions would be made’ annually, requiring from 25 to 100 additional
staff members, at a cost, of between $1 million and $4.5 million an-
nually. CBO estlmates approximately 500 applications will be proc-
essed- beglnnmg in fiscal year 1981 because a later date of enact-
ment is assumed.

‘8. Previous CBO: estlmate On February 27, 1980 the Congres-.
sional ' Budget Office prepared a cost estlmate for 5. 1679, the
Patent Law  Amendments of 1979, as ordered reported by the
Senate Coinmittee ‘on the Judiciary on February 19, 1980. The. costs
of S. 1679 and the costs attributed to reexamination in this hill are
the same, with adjustments assumed for date of enactment.

On December 4, 1979, CBO prepared a cost estimiate on S. 414,
the University and. Small Bugiriess Patent Procedures Act, as or-
dered reported by the Senate Committée on the Judiciary on No-
vember 20, 1979. The CBO estimated. that. no significant cost would
be incuired by the government if a uniform patent procedure for
small businesses and nonprofit organiZsdtions: performing.’ govern--
ment-supported research and development were established. -

9. Estimate prepared by: Mary’ Maginniss. - _

-10! Estimate approved by: C. G. Nuckols (for James L Blum, As .
s1stant D1rector for Budget Analysm) S o S

INFLATIONARY IMPACT STATEMENT P

H.R. 6933 will have no forseeable inflationary lmpact on prlces
or costs 1n the operatmn of the natmnal economy, -

. COMMITTEE VOTE

HR 6933 was approved by the Commlttee on the JudlClary on_'v;
August 20 1980 by a vome vote , .
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-tunated to-be $1.4. mllhon in fiscal year 1982, increasing to $2 5
million by fiscal year 1985. It is assumed, however that. the full
amount required:by the PTO for salaries and ‘expenses would be re-
covered by fees set at the beginning of the fiscal year and adjusted
annually for inflation and anticipated workload. It is assumed that
fees would be included with the request for reexaminationand:re-
flected as a reimbursable to.the. agency, resultmg in a net outlay of
:around zero in each fiscal year..: ... i TR I

‘Rewsmn of fee structure p

H.R. 6933 would restructure the current fee structure for patents
and trademarks. Currently, ithe .PTO recovers approximately .20
percent of the cost-of processing patents and approximately. 30 per-
cent of the cost of issuing. trademarks ’I‘hese fees dre depomted in
the general fund of the Treasury. - :

The bill. would allow the PTO. to recover-up to. 25 percent of the
average processing costs and 25 percent of the maintenance costs
for patents, the latter fee collected in four installments over the
life of the patent. In addition,-the P'TO would be allowed to recover
a maximum of 50 percent of the cost of issuing trademarks. All
fees for patents and trademarks could be adjusted no-more than
once every three years and would be credited to the PTO as.a reim-
‘bursable to the agency, rather than as a revenue to the.Treasury.

Tt is assumed: that the revised fee structure for trademarks would
be implemented early in the second quarter of fiscal year 1981;'and
for patents beginning in fiscal year 1982. It is assumed’that ‘the
agency costs for processing patents and trademarks from which re-
covery could be made would be approximately $84 million in’fiscal
year, 1982, 1ncreasm%1to approximately $109.million by fiscal-year
1985, Tt is assumed that an average recovery rate of 25 and 50. per-
cent, .adjusted every third:year, .would be.established for processing
fees for patents and :for. trademarks; respectlvely Patent mainte-
nance fees would be collected three times in a patent’s life—around
the fourth, eighth, and twelfth year. Since the first payment would
go}: ke, made untll ﬁscal year 1986 it is not reﬂected 111 the table

elow. . .7 Yoo S i

A s

Exlslmg fee structure—Eshmated revenues» RV
o Paledts H i
Traderna:ks -

Total

o2

s

"-*Trademarks S
Tﬂtal

Net tudget lmpact

b Marnlenance 1ees would be cclfected;beglnnln if
estlmaied for processing..
-2 The current fee slruclure fur ﬂale
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advice of its own counsel the Commlttee concluded that state reme-
( ction are not 11m'ted by th1s blll .

Over31ght of the Patent and Trademark Office is -;the responmblh-
ty of the Committee on the Jud101ary ‘During the First Session-of:
the 96th Congress:the:subcommittee on:Courts;:Civil- L1bert1es and*
the - Administration:: of: Justice  held - hearings entitled, - "
Oversight on the Patent, Trademark and Copyright Systems‘-- ey
have ‘been publishedas serial :No.: 15;: Ninety-sixth Congress: The
Committee and its subcemmlttee mtend to contlnue th1s oversig | P
into .the next Congress:-: -0 ; !

No:oversight: statement has been recelved from ‘the
on Government Operations regarding H.R. 6933. L

In vagard o dlance 2058)B) of rule X1 of the House of Repre-:.
sentatwes, H. R 6933 creates no new budget authonty

P EVES ST SO e NI

o STATEMENT OF THE BUDGET COMMI'ITEE I

No statement on.- H R. 6933 has been recelved from £] he Cemmlt-
tee.on. the Budget _

D"cas»rbf'?rria"'tﬁe:sm___ N A
It is estimated that there will be no additional.costs to the
United States due to the ‘provisions of H.R. 6933. As the statement

of the Congressional Budget Office indicates, there will be a.substan-:
t1a1 savmgs to.the United States as.a. result Q he leglslatlon

: STATEMEN'I‘ OF- HE CONGRESSIONAL BUDGET OFFICE

Washmgton DC August 28 1.980

Hon. PETER W. RODINO, I,
Chairman, Committee on the Jud’:czary,
US.. House ;of Representatives; :Washington;: D.C. : DTN

DEaRrMgz. CHATRMAN: Pursuant:té Section’ 40301 the Congres- =
sional Budget Act of 1974, the Congressional Budget Office has pre- "
pared the attached cost estnnate for H R 6933 a b111 to amend the
patent and trademark laws:: B

Should the Committee so desn‘e, we would be pleased te prov1de:;
further detalls ‘on this’ estnnat = '

2 BIH tltle A bﬂl to amend the patent and trademark laws
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Subsection (b) authorlzes the appropriation to.the Secretary. of
Commerce of ‘such sums as thereafter may bé" necessary to enable
the Secretary to carry out respons1b111t1es under this sectlon

Sectwn 411 Defmztwns

= Sgetion” 411 sets out ‘the’ defmltlon for purpcses of’ the Act i
the ‘terms “ Agency,” “Responsible agency,” “antitrust laws,” “con-f
tract " “contractor,” “Fedéral employee,” “ invention,” “made,
nonproﬁt organization,” “patent rights, practlcal apphcatwn

“gmall business,” “state,” ”local ” and “wﬂl M

i1

. CONFORMING PATENT POLIC

Sect1on '7 amends or repeals parts of other acts a5 pecessary to .
implement the provisions of new chapter-.38 of title 35, United:
Stateu Code. Acts amended ¢ or repeaIed in part are:
#'Title.T, WU:8.C-427(): i - S T
- . Title 7, UB.C: 16?4(a) s :
...~ The Federal Coal Mine Health and Safety act of 1969 ,
'-The National Traffic and Motor :Vehicle Safety Act of 966
The:National Science Foundation Act of 1950 &
-The. Atomic' Energy Act-of:1954, -. « =
~+ - The:National Aeronautics'and: Space Act of 1958
. ...Thé Coal Research'and Development Act of 1960
-zt -'The Helium“Act Ameéndments of 1960 :
.-+ The Arms Controliand Disarmament Act of 1961
.The Appalachian Regional Development Act of - 1965
- The Federal Nonnuclear Energy Research and Development o
Act of 1974. T e w
The Tennessee. Valley Authorlty Act of 1933 B
The Congumer Product Safety Act .
‘itle 30, U.S.C.828: =it

heElectric: and szbrld Veh1cle Research Develop’ en |
nd Demonstration: Act of 1976 '
Pubhc Law:95-39:-. _

{(a) s  t

gions of the b111 “and: the conformmg technlcal_ ,
effect upon enactment. Nevertheless these fees need not be set’'to ™
recover thelevels’ spemfied “in’ the blli 25 percerit “recovery. for”_.
patent" processing - and “full ‘recovery “for 'fowdlng‘_materlals and™”
gervices in patent and trademark® cases) until 'the: fir
first fiscal- yéar beginning-one ‘calehdar year’ after ‘énac
will:provide at:least a yeéar-to détérmine the amounts a
of fees needed.

Subsection:8(b) pr0v1des that the' reexamihation pr0v1510ns of th
bill-take'effect six: months ‘aftef “enactment -and “apply to" pa T
then in force or issued thereafter. R
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Sectwn 404. Regulations

" Section. 404 makes the Offlce of Federal Procurement Pohcy Te-
sponSIble for directing the issuance of regulations specifying the
terms and conditions upon which - federally-owned patent rights
may.be licensed. Agencies-are permitted to deviate from such regu-
Iations on a class basis unless prohlblted he. Ofﬁce of .Federal
Procurement Pohcy ERTPE I :

Subchlapter IV——Mlscellaneou‘

Sectzon 405 Patent enforcemen suu‘s and nght of mterventzon g

»Suhsection 405(4) provides for" enforcement of an exclusive hcense

nder the chapter by an exclusive licensee without the riecessity of
joining “the United States or any other exclusive licensee as a
party. The intention is to make the exclusive license the functional
equivalent of title within the specified fields of use. However, the
Attorney General ‘and the agency that granted the license must be
given prompt notice of the suit ‘and served cop1es of papers as
though they were partles to.the suit.

Subsection (b) requires ‘the responsible agency ‘to notify all of its
exclusive licensées of any suit by an exclugive licensee, the Govern-

ment; or another person.'One intention of section 405 is to provide
for the adjudication of the infringement and validity of a Govern-
ment-owned patent subject to 'this Act without the necess1ty of the
United States appearing before the court.as a party s

Sectwn 406 Background rights

"Background ‘Tights” refer to patent r1ghts on non—contract 1n-f
ventions, those inventions which did not result from’ federally‘
funded research but which may relate to the work ‘object of a fund-
ing agreement. The committee does not" contemplate that funding
agreements may require the contractor to license such invention
(not developed with Federal furds) to third partles Moreover reten-
tion “of background rights by Federal agencies, is not, considered by
your committee to be consistent with the intent of this bill. = -

Thé problem of “background rights” has seriously disadvantaged
certain businesses, primarily small businesses, which. bid" on gov-:
ernment research and development contracts. Background rights
refer 'to patent rlghts on non-coiitract iniventiorns, those inventions
which did not result ‘from’ federally funded research, but which
may relate to the work object of a fundmg agreement. Background
rights constitute valuable property to many businesses, particular-
ly-to small firms; however, sorie agenc1es have routmely and un-
necessarily requlred that contractors sign away their exclusive
rights to background inventions ‘a$ a cost of doihg business with
the ‘Goverriment. The retention of background rights by Federal
agencies must be curbed unless such use is clearly _]ustlfled by a
natlonal need : : I :

Section 40?’ Notzce hearmg, and Judzczal review

‘Subsection” (a)' requirés that dgency determinations under sec-
tions 382, 387(a) and 387(c), and 403, must have written reasons and
be preceded by pubhc notice and an opportumty for a. hearmg in




18

Sectr,on #95. Review of agency determinations L

" Section 395 prov1des for the review of . Federal agency determma-
t1ons regarding the respective rights of the Government &nd a Fed-
eral employee-inventor in situations in which the agency deter-
mines not to acquire’all ‘rights:in-an -invention or wheére an ag-
grieved employee-inventor requests review. The review:is.{o be con-
ducted accordmg to regulations 1ssued under. sectmn 399 R

Section 396. Reasszgnment of rr,ghts

~ Section -396 establishes a r1ght in the Government to adjust ‘the
rights acquired from a Federal employee—mventor on the basis of
ev1dence that the granting of greater rights to.the employee-mven-
tor 18 necessary to carrect an 1nequ1table allocat1on of r1ghts

‘Section 397 Incentive' cwadrds ] program

" Stbsection (). prov1des Federal agenc1es the r1ght to estabhsh an
1ncent1ve awatds program which is intended to monetarily recog-
nize Federal employee inventors, stimulate innovative creativeness,
‘and encourage dis¢losures of inventions which in turn will enhance
‘the possibility of ut1hzat1on through the Federal 11cens1ng program
established under. subchapter L. .-

Subsection (b) ééts forth the critéria for makmg an award

Subsection (¢), (d),. and.(e) estabhsh the procedures for. makmg
awards of different amounts.. . . -

Subsection .(f) provides. that acceptance\o a. cash reward constl-
tutes.an agreement by the employee-inventor that-any use.by the
Goveriment, of an invention for which an award is made does. not
form the basis of a further.claim of. any nature against- the Govern—
ment by the recipient, his heirs, or.assigns. .. .
_...Subsection (g) requires that’ an award should be’ paid. fron
fund of appropr1at10n of the agency pr1mar1ly beneflttmg.-

Sect:on 398 Income sharzng from patent lzcenses

Sectlon 398 ‘authorizes. Federal ‘agencies to share 1ncome from 1i-
censmg the. Governiment’s . patent rights w1th the employee-mven—
tor . .f'.r:‘.é.l'_" s : - i

Section 399. Regulations

Subsection (a) makes, the Secretary . of Commerce respons1ble for
issuinig regulations to implément, subchapter IL...

Subsection (b) provides. thaf’ determmatmn concernmg a; Federal
empIOyee §_promotion of the employee’s invention is subject. to reg-
ulations to be prescribed. by the Secretary of Commerce with the
concurrence of the Office of Government Ethics and the Attorney
General. The intention. is. to ensure that.a Federal employee will
not be prohibited from promoting his own 1nvent1on 1f cons1stent
w1th conflict of 1nterests regulatlons e L e il ;

H

Subchapter III—-Llcensmg of Federally Owned Inventlons

Sectmn 400 Couered mventzons ' 5

Section 400 provides that subchapter III apphes to all federally~
owned patent rights, including licenses or sublicenses granted or
required to be granted by the Government under section 387, upon
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- Subgection (¢) enables an agency -to spec1fy ‘reasonable hcensmg
terms whenever, in ‘exercise’ of :its march-in rlghts, it requlres a
contractor to grant a hcense or subhcense .

Section. 388. Deviation and waiver ..

~Section 388 permits Federal agencies; to further an a ency’ 8 mis-
sion and the public interest, todeviate from any stan(glard patent
rights clause. issued ‘under - sectlon 390 acqu1r1ng more or fewer
rights to a contract invention.: .

Subsection (a) authorizes dewatlons e1ther on @ class ba31s in ac-
cordance with regulations to be issued under gection 390, or, unless
prohibited: by those regulations, under regulations jssued by an
agency itself: Case-by-case deviations-are permitted when author-
izeéd:by the head of an agency or a designeg, and deseribed in the
Federal Register. Thée: Committee - intends ‘that agencies normally
will not deviate and especially so in- respect of contracts dealing
with the development of defenge related technology.

‘Subsection. (b) forbids: waiver under any circumstances of the na-
tional security and antitrust march-in rights reserved by sections
387(a)(2), 387(a)(4), and 387(c).

Subsection (c)-forbids waiver of rights reserved by sections 384(a),
and 887(a)(1), (1)-in contracts involving co-sponsored, costsharing, or
joint venture: research-to-which the:Contractor makes a substant1al'
contrzlbutmn of funds, technology; facilitiés, or’ ‘equipment; or (2) in
contracts with a contractor whose: part1c1pat10n 1is necessary for the
successful accomplishment of an agency miséion and sich contraet’
cannot be obtained under the standard-patent r1ghts clause ’

Section 389. Transfer of rights to contractor. employees

Sect1on 389 authorized ‘a contractor’s . employee inventor to - re-
ceive some or:all of the ‘contractor’s rights to“a contract invention
if the responsible agency and the contractor approve. The corre-
sponding obligations' of the:contractor’ under subchapter I then
become the obligations of the employee,” .

Section 590, Regulations and standard patent nghts clau,se

Subsection - -390(a) requlres the' Office of ‘Federal Procurement
Pollcy to direct the issuance of regulations implementing sub-
chapter I, mcludmg the estabhshment of a standard patent rlg‘htS
clause or clauses; .

Subsections (b), () and () requlre a sharing of the royaltles and/
or revenues with the Government to'pay the Government for Fed-
eral funding of'research:and development. Regulations to be devel— _
oped may permlt wawer of some or’ all of thls payment

Subchapter II-——Inventlons of Federal Employees

Section 391 Employee mventwns h

Section 391 defines * employee 1nvent1ons as 1nvent10ns made by-.
»Federal employees : : . ‘ :

Section \?.92 Reportmg of mventzons

Section 392(a) requires that a. Federal employee report to the em-
plquee s-.agency all inventions made whlle an employee of that .

- -
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national security circumstances of which it has- become aware since
the time-of ‘contracting that might how require it to deny the'con-
tractor an exclusive license in' a particular field’of use. The con-
tractor should hot be dénied an exclusive license solély on the:basis
of facts that were known or reasohably foreseeable by the agency
at'the time of contracting, the agency normally will deviate from
the standard: patent rights clause so that the contractor will know
at that time that it will not receive an exclusive license to practlce
a forthcoming 1nvent1on in-a‘particular field of use.

The:antitrust provision of subsection (d)(2) and 81m11ar prowsmns
throughout: the bill aré inténded to ehcoimpass -existing judicial in-
terpretations of ‘activities -prohibited ' by ‘the -antitrust laws. This.
provision does not authorize each agency to create its own body of
antitrust law or policy.; but in'applying this provision each agency
has the authority,: subject to“court review; to determine whether
questionable - conduct -does or does’ not Vlolate ex1st1ng antltrust
laws as judicially interpreted. ~ - _

Subsection (e) provides that, Whenever an -ggency deterrmnes '
that ‘a contractor will not receive an exclusive license in any field
of ‘use,*it must include in its determination written reasons, and-
that- the contractor has thé right of appeal de nove:to the United.
States Court of Customs and Patent Appeals ‘within sixty days
after the determination is issued. the Court of Customs and Patent
Appeals is given exclusive jurisdiction to-affirm, reverse, or modify
the’ agency" determination. The burden of proof rests with the:
agency: Specifically included is the authority for the court to order.
the responsﬂ)le agency to issue an excluswe 11cense to the contrac—
tor. o
" Subsection ® perm1ts the contractor to obtam tltle to any "con:’
tract’ invention®in' any ‘foreign’'country in“which the contractor
agrees to file & patent”application, unless the responsible agency
determines that the national interest would be’ affectéd adversely,
which -should not occur except-in ‘extiaordinary circumstances. -
-However, title will be subject to' the Governmént minimum rights
under section 386 and march-in rights undersection 387, If the con-
‘tractor does not file & patent’ apphcatlon within a reasonable time,
theri the Government may acqulre t1t1e to: patents on the contract
invention. .

Section 385. Contractor lzcense

Subsection 385 automatmally grants a. nonexcluswe, royalty free
license to. each contractor complying with subsection {b) of section
382 to practice the contract invention in all. countries in which it
neither receives title under subsection (a) of section 383 nor has an
, excluswe license under subséction (b) of section 384. This nonexclu-
sive contractor license may be revoked by the Government only to
the extent’ necessary o grant an exclusive licenge. under’ sub-
chapter III. If is expected that, so long as thé contractor is pursu-
ing commerc1a11zat10n of the invention under its nonexclusive li-
cense, there would be ho occasion to 'grant an exclusive license,
and, therefore, no need to revoke the contractor’s non- “exclusive 11-
cense. It is also expected that the contractor’s license to practice”
the invention shall include the right to grant sublicenses of the
same scope, and-on reasonable terms and conditions, to subsidiaries
and affiliates within the corporate structure of the contractor’s or-
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Subchapter I—Contract Inventlons

Sectwn 382. "Contract mventwns reporting

.-Section 382 defines “contract inventions” and sets forth a cori-
tractor’s tesponsibility. W1th regard to a contract 1nvent10n '

Subsection {a) defines “contract 1nvent10ns “inventions made
in the course of or under Federal contracts.”

Subsection (b) requires that all contractors provxde the respons1-
ble Federal agency with timely reports on each contract invention
-containing sufficient technical information to inform the Govern-
ment as to the nature of the invention and a list of each country, if
any;:in which the contractor elects to file a patent application. -

The Government-is prohibited from-publishing or releasing these
reports until the earlier of one year from receipt of the invention
disclosure or the contractor has had a reasonable time to file a
patent application; the Government. also must withhold such infor-
mation from other records or reports. The temporary prohibition
on publishing or releaging contractor reports or information is nec-
essary in order to avoid the possible forfeiture of patent protection
in some countries. Subsection (c) provides that the responsible
agency may deprive a contractor who unreasonably fails to file the
reports required by subsection (b) of any or all of the rights if oth-
erwise would have under subchapter I pertaining to the contract
1nvent10n for which such report has been unreasonably withheld.

Section. 983, Allocatwn of rzghts“-Small busmesses and nonprofzt
‘organizations .

Subsection (a) provides for the acquxsmon of tltle to contract in-
. ventions by contractors which are either a small business or a non-
profit organization: They would acquire title in each country listed
under section (b)}2) of section 382 inh which theyfiled a patent ap-
plication within'a reasonable time; their-title would be subject to
the Government’s minimum’ rlghts under sectlon 386 and to march-
"in rights:under section 387.

Subsection (b) provides for acquisition of tltle to contract inven-
tions by the Government in each country in which a small business
or nonprofit organization:eleets not to file a .patent application or
fails to file within a reasonable time.

Section’ 384 Allocatzon of rtghts—Other contractors

Sibsection (a) provides that a contractor that is not a small bu51-
ness or nonprofit -organization will-have four and one-half ‘years
from the filing of an invention report under section 382(b) to select
cne or more- fields of use which it intends to commercialize or oth-
erwise achieve public use under an’ exclusive license; an example of
such is making the invention available to others for licensing on
reasonable terms and conditions. During the four and one-half year
period the contractor  will have témporary title to the lnventlon
subject to the Goverhment’s right under the Act.

Contractors are encouraged to file field of use lists from time to
time, and not wait until the end of the 4% year period. Each filing
will be separately reviewed, and title to the patents in question will
not pass to the Government until the filing of the final field of use
list, or 4% years, whichever is earlier.
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. relates to the actual processihig of ‘patent applications and the ag-
- gregate fees for. an apphcatmn effect the spemﬁed 25 percent recov-
" ery rate.::
: uubsectmn 41(b) would treat demgn patent processmg fees dlffer-
ently than fees for ‘other types of patents.' Since the costs to the
1Office :of processing design patent applications are significantly
:lower and maintenance fees will not be imposed, design patent ap-
‘plicants would ‘be charged-fees ‘equal-in ‘aggregate to 50 percent of
_ .the estimated cost of processing such-an® apphcatmn
:-Bubsection 41((:) requires ‘the paymernt of maintenance fees three
“tifes in a patent’s’ life=—six months prior to the fourth, ‘eighth and
twelfth anniversaries of the:patent’s seventeéen-year term ‘Ag re-
‘quired by the Paris Convention for the Protection of -Industrial
Property, subsection 41(c) permits late payment during a six-month
grace period. Failure to pay an apphcable rhainteihiance fee by the
-end of the grace period would result in expxratlon of the patent on
~the date the grace period ends.”

-Subsection 41(c) also requires the Secretary to estabhsh malnte-
nance fees at levels that recover 30 percent of the costs to the
~Office for the year:in which such maintenance fees are received of
processing all applications for patents other than design patents,
-from filing through disposition by issuanee or: abandonment by the
fifteenth year following enactment of the Act.

Subsection 41(d) requires the Secretary’ to estabhsh fees for-all
other patent-related services and materials at levels which will re-
cover the full costs to the Office ‘of ‘perfofining thoge*sérvicés or
providing those materials. Fees would“be adjusted as costs vary.
Subsection 41(d), however, would maintain the existing subsection
41(a)9) fee of $50 for providing ‘a depository library with uncerti-
fied printed copies of the spec1flcatlons and dra\mngs for all patents
issued in 4 year. :

Subsection 41(e) allows the Commissioner to Wwaive any fée for a
service or ‘product provided to a government agency. This authorlty
'now is provided in existing subsection’ 41(c). :

-Subsection 41(f) limits the adjustment of patent apphcat1on proc-
eessing fees and maintenance fees to once every three years. "

Subsection 41(g) imposes a notlce requlrement on effectlve date
of hew or adjusted fées,

"CREDITING OF FEE REVENUE TO THE PTO APPROPRIATION ACCOUNT

Section 3-of this bill would amend sect1on 41 of t1t1e 35 Umted
States Code, by completely rewrltlng it :

:Sectzon 42. Patent and Trademark Offtce fundmg

‘Subsection 42(a) makes all fees for Patent and Trademark Ofﬁce
services and materials payable to-the Cormmissioner of Patents and .
Trademarks.-This provision is carried over from' existing section 42.

. Subsection  42(h) requires all fee revenues-and all Patent and
Trademark Office appropriations to be credited to the Patent and
Trademark Office’ Appropriation Account-in the Treasury of - the
- United . States. At present, Patent and- ‘Trademark Office fee rev-
enues are deposited in the general fund of the Treasury and are
unavaﬂable for d1rectly fundmg PTO act1v1t1es o : '
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the Board of Appeals Adverse final dec151ons on. reexammatmn by .-
the Board of Appeals or by the Commissioner could be appealed to
the U.S. Court of Customsg and Patent Appeals or de novo review of
the reexamination decision could.be sought in the Umted States
District Court for the District of Columbia. :

Section 307. Certaﬁcate of patentabzltty, unpatentabzlzty, and clmm"‘
. cancellation

Sectwn 307(a) requlres the Comlmssmner at the conclusmn of
-reexamination to cancel any . patent claim found to be: unpatenta- -
ble, confirm any patent claim found tobe patentable, and. add any .
amended or new claims found to be- patentable . .

Subsection 307(b) provides intervening. rlghts similar to ‘those -
provided by.patent law section 252 with respect to reissued patents.
Thus, s person practicing a patented.invention would not be con-
sidered an infringer, for the period between issuance of an invalid
patent and its conversmn through reexamination to a valid patent.

It ordinarily is in the interests of both parties to. expedite the dis-
position of patent litigation.. A ‘party discovering new prior art on
which ‘reexamination might be conducted ordinarily will reveal it .
promptly to the patent owner. If he does not, the court may exer-
cise its. equ1ty power by allowing the patent owner fo request reex-
amination later in the trial, or precluding the party from relying
on such prior art or by other approprlate measures. o

ADMINSTRATIVE FEE SETTING -

Sectlon ¥ of the bill would restructure and modernize completely
section 41 of title 35, Umted States Code—the basm fee provision of
the patent laws. ,

The committee recogmzes that the PTO, in 1ssu1ng patents and
reglstermg trademarks, performs a mgmﬁcant public service in im-
plementing the Federal patent and trademark laws and also con-
fers benefit on private persons who seek to protect their intellectu-
‘al property. The Committee, therefore, supports the premise that
patent applicants and those seeking to register trademarks should
bear a significant share of the cost of operating the PTQO by the
payment of fees. However, the Committee has made certain’amend-
ments to the formula wh1ch empowers the Commissioher to set
these fees. Certain costs of operating the PTO confer no direct "
benefit on applicants but rather go to meet the responsibility of the. .
Federal Government to have a PTOQ in order. to execute the.law.
For example, the cost of executive direction and administration of
the office, including the Office of the Commissioner and certain
agency offices involved with public information, legislation, inter- -
national affairs and technology assessment. Mamtammg the public
search room confers a general public benefit, as does the mainte-
nance of the patent files in depository 11brar1es The contribution to .
the World Intellectual Property Organization relative to the Patent
Cooperation Treaty is ‘a treaty obligation. These costs should be
paid for entirely from appropriated funds

‘The committee inserted the word “actual” in this legislation to
describe those costs which should be assumed 50 percent. by. appli-
cants. Patent apphcants should bear through the payment of fees,
25 percent in ‘processing’ of fees, and 25 percent in maintenance
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In developing the amendment to thIS section; it.. Should be noted
that the subcommittee worked closely with the Science and Tech-
nology Committee, and it is particularly grateful to members of
that Committee for their contributions. = .

Flnally, sections 9 and.10. of the bill, as: reported by ‘the subcom-
mittee, reflect amendments which are designed to respond to-the
cr1t1c1sm of witnesses who argued both that the Patent Office ought
to. be independent of the Department of Commerce and that the
present search files of the Office fall to effectlvely utlhze modern
computer technology . _ .

SECTION B__.‘__SECTION ANALYSIS
REEXAMINATION

‘Section 1 of the bill would add seven ‘new sections to the patent
laws to establish a patent reexamination system. These seven new
sections would constltute chapter 30 of title 35 of the Umted States
Code. . : Ly

Section 301 Cztatzon of prwr art

Section 301 provides statutory authonty for the c1tat10n to the
Patent and Trademark Office (PTO) of prior art consisting of pat-
ents or printed publications which a person believes to have a bear-.
ing on the patentability of any claim of a particular patent. Section
301 Would make clear that a citation of prior art is not to be in-
cluded in the official file on a patent unless the citer submits a
written statement as to the pertinency and applicability ‘to the
patent. Section 301 also would require.the PTO to keep the 1dent1ty
of the citer. of prior art confidential if: the citer so requests in writ-
ing. Without the conﬁdentlahty prowszon, competitors of a patent
owner might be reluctant to cite prlor art to the PTO. . .

Section 902.-Request for reexamination -

Section 302 provides authorlty for any person to seek reexamma—
tion by the PTO on the basis of the patents and printed publica-
tions cited under section 301. Such a person need not be the one
who cited prior art under gection 301. The ‘person could even be the
patentee.

Section 302 re 1res that the. person seekmg reexammatlon pay
a fee established by the Secretary. Under section 2 of this bill, the
Secretary would be required to establish a fee to recover the est1- .
mated average cost of a reexamination proceedlng Thus, those who
request reexamination would pay for it. t

Section 302 ‘requires the Commissioner to send a copy of the. re-

quest promptly to the patent owner, ds shown by the records of the . .

Office. The patent owner would have to see that his owuerslnp and
current address ‘are recorded properly S0 that the request Is. not
sent to a prevmus owner. .. L o -

Sectmn 908. Determmatzon of issue by Commzsszoner

“Subsection 303(a) requires’ “the’ Commlssmner to - determlne if a'
substantial new question of patentablhty is raised .in connection
with“any claims of the patent against which a patent or printed
publication is crted and to order reexammatlon upon a positive de- .
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will permit:efficient resolution -of .questions.-about the validity of
issued patents without recourse to expensive and lengthy infringe-
ment litigation. This,‘in turhi, will promote: industrial innovation by
assuring the kind of certainty about: patent:validity Whlch is & nec-
essary ingredient of sound investment. decisions. :

‘The cost incurred -in défensive patent - litigation sometimes
reaches. $250,000 .for - each party, an impossible burden for many
smaller firms, The result is'a chilling effect on those: businesses
and - independent. inventors who -have repeatedly demonstrated
their ability to successfully ihnovate and develop new products. A
new patent reexamination.procedure is needed to permlt the owner
of a patent to. have the validity of his patent tested in the Patent
office where the most expert opinions exist:and at a' much rediced
cost. Patent office reexamination will greatly: reduce, if:not end,
the threat of legal costs being.used .to ‘‘blackmail” such holders
into allowing patent lnfrlngements or belng forced to llcense the1r
patents for nominal. fees. . ICTSTONS

The reexamination ‘of issue patents could be conducted Wlth a
fraction of the time and cost of formal legal ‘proceedings and-would
help restore confidence in the effectiveness of our patent system.
- Fhe bill does not. provide for a stay-of court proceedings. It is.be-
lieved by -the commitfee that stay provigions are unnecessary. in
that such power. already: resides with the Court to prevent: costly
pretrial 'maneuvering which attempts:to circumvent the reexamin-
ation procedure, It is-anticipated that. these measures provide a
useful. and necessary alternative for: challengers :and for patent
owners to.test the vahdlty of United States patents 1n an- effiment
and relatively inexpensive manner.

Sections 2 through 5 of H.R. 6933 provide for. a new- fee structure
for the patent office. At the present time: patent’ examination fees
are. established by statute;-last revised in: 1967. When enacted, the
present fee'.structure provided revenues which:met. 67 percent .of
the costs of operating the Patent Office. Inflation has niow reduced
the impact. of those fees to the point where they generate only 27
percent of the funding necessary tothe operation of the office.

Atsthe present time patent fees average about $239 per apphca—
tion.5

H.R. 6933 would entu-ely rewse ‘the fee structure Tt grants the
Comnussmner the power to .establish -fees. As introduced, the bill
provided that the fee-level would he revised yearly to generate 60.
percent of the revenue .needed to operate the office. However, the
subcommittee-amended the bill to reduce that level to 50 percent.
This was in response particularly to.criticism from:' small business
and ‘individual inventors that:the fees would place too great a
burden on those groups.

In order further to soften the impact on small busmess and 1nd1—
vidual inventors, the fees‘are to be paid in:four installments over
the life of the patent. This system, known as maintenance fees, is -
in use in most advanced industrial nations and has the advantage
of deferring payment untﬂ the 1nvent10n begms to return revenue‘:
to the 1nventor S _ .

] Testirrit;nzyt of Honorable “Sidnejr‘l)'ierncnd,. Cmnmissiongr of Patén.ta, April '23, 1980—p. 50.




appear to be improving, There has been an espec1a11y s1gn1ficant
decline in total U.S. expenditures for research and development, as
measured in constant dollars since 1970.% Since the primary means
of improving productivity lies in the creation of new technologies,
the decline 1n expenditures for research and development is espe-
cially significant to the health of the overall economy.. :
Testimony presented to the Subcommittes on Courts, Civil Liber-
ties and the Administration of Justice also indicates that the Fed-
eral Government is bearing an ever increasing share of the burden
of financing basic research and development.¢ This means that the
effective commercialization of government financed research is be-
coming an ever more.important issue for those who are concerned
with industrial innovation. The patent policies governing the utili-
zation of government funded reseach will become even more imnpor-
tant when the research expected to flow out of recent Congression-
al enactments such as the Energy Secunty Act of 19805 begins to
produce usable new technologies. It is highly likely that the fuel
which powers our automobiles and the. boilers which heat our
homies will owe part of their chemical composition or mechanical
operation to- patented research developed in part by government
funds. At the preserit time UU.S. companies desiring to use govern-
ment funded research to develop new products and processes must
confront:a -bewildering array of 26-different sets-of agency regula-
tions governing their rights to use such research. This bureaucratic
confusion d1scourages efﬁcwnt use of taxPayer ﬁnanced Tesearch’
and deveIOpment

HISTORY OF THE BILL

The crisis in US productlwty and the governmental role in it
has not goné unnoticed, however. In-May of 1978 the President
called for a major policy review of industrial innovation as the key
to increased productivity in the United States. This White Fouse
call to action resulted in the création of an advisory Committee of
‘more than 150 senior representatives from the industrial, public in-
terest, labor, scientific, and academic communities. The WOrk of the
Adwsory Committee was overseen by a cabinet level coordinating
committee ‘chaired by the Secretary of Commerce. The Committee
‘studied all the areas in which federal government policy impacts
onh product1v1ty and innovation in the private sector. These fields of
inquiry included: ‘economic and trade policy; environmental, health
and safety regulations; anti-trust enforcement; federal procurement
policies, and federal patent and information p011c1es ~

When the advisory committee issued its 300 page report last
year a key segment contained recommendatlons on government
patent policy. These recommendations, in turn, were. received by
the President, and formed the basis of a major legislative proposal
which was conveyed to the Congress. Special emphasis was placed
on the role of the patent system and the patent policy regarding
government funded research in promoting -industrial innovation.
These patent related recommendations were forwarded to the Com-

8 Science Indicators, National Science Board, 1976, pp. 108-115.

4 Testimony of Pindaros Roy Vagelos, M.D., hefore the subcominitiee on Courts, Civil Liberties
and the Administration of Justice April 15, 1380, transcript p. 14,
5P.L.96-294.




