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 AMENDING THE PATENT AND TRADEMARK LAWS"

. SEPTEMBER 9, 1980—0rdered to be orjnwd-'

Mr KASTENMEIER, from the Commlttee on the J udlclary,
submltted the followmg

REPORT

[To accompany H R. 6933]

. [Includmg cost estunate and comparlson of the Congresswnal Budget Office]

“"The ‘Committee on the Judmlary to whom was referred the bill
"(H.R. 6933) entitled: “To amend the patent and trademark laws”,
having considered the same, report favorably thereon with amend-
‘ments and recommend that the bill as. amended do pass.

- The amendment to the text of the bill is a complete substltute
therefor and appears in italic type in the reported bill.

" The title of the b111 is amended to reflect the amendment to- the
":text of the blll

STATEMENT

THE NEED FOR THE LEGISLATION

Many analysts of ‘the U.S. economy have warned that the roots
'of the current recession lie in a longer term economic malaise
“which ‘arises out of a failure of American industry to keep pace
with the increased productivity of foreign competitors.l .
According to ‘the Committee for. Economic Development “the
slowing of productivity lmprovement during the past few years par-
allels the dlscouragmg decline in the rate of investment in plant
and equipment.” 2 The rate of investment as a proportion of GNP
‘has averaged about one half the rate for France and Germany and
about one thlrd the rate for Japan. Further, the 51tuat10n does not

E) Report of the’ Pres:dent’s adv:sory Commlttee on Industnaf Innovatmn Sept 1979.. .
"2 8timulating Technological Proigress A statement by the Research and Pollcy Comrmttee of
he CommTttee for Economlc Development, Jan. 1980 pp 2-1, -5 .
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mlttee on the Judlmary and are embodled in H. R 6933 and H R
3806 :

1H: R 6933 has three maJor thrusts F1rst it strengthens mvestor
conﬁdence in the‘certainty of: patent rights by creating a system‘of
administrative reexamination:-of. doubtful - patents. -Secondly; it
strengthens the financial resources of the Patent Office to provide
fast-and accurate processing of:patent applications- by revising the
fee structure of the Office. Finally, the existing. melange of 26 dif-
ferent:- agency policies on vesting-of patent rights in government
funded‘research is replacéd by a:single, uniform hational policy de-
signed to cut'down on bureaucracy and:encourage:privaté industry

. to-utilize government funded: inventions through: the tofimitment

of the:risk: capital necessary to develop such 1nvent10ns to the pomt

.of commercial-application::

"H.R. 3806 embodies:another : recornrnendatmn of the Adv1sory
Commlttee and the President. It grants-jurisdiction over appeals in
patent cases to a single court of appeals—ending the current legal

_ confusion created by 11-different ‘appellate forums, all generating

different: interpretations of the patent law. The new court will doa
great deal to improve investors’ confidence in‘paténted technology:

.In ‘addition to the three broad-areas already outlined, H.R. 6933
addresses the. special meeds of Universities and ‘small businesses
when they attempt to deal ‘with patent issueg ariging out of govern-
ment. contracts. Both:-of these groups lack the resources to cope

“with-the bewildering regulatory and bureaucratic problems’ associ-

ated with' transfer of patent rights pursuant to“government con-
tracts; and the university sector: 111 partlcular is an 1mportant link
to the private sector.

<The Subcommittee on -Courts, CIVII L1bertles and the Adm1n1stra-
tion of:Justice held seven-days of hearings on H.R.76933 and- relat-
ed patent-law proposals. In all,” over thirty withiesses fromy Govern-
ment, the private-Bar; 1ndustry, education, small business, and the
Judlclary ‘offered testlmony ‘on ' the:vdrious legislative proposals
before: the subcommittee.-Hearings were followed by ‘four-days of
markup, during ‘which H.R. 3806; creating a new Couit of Appeals
for the Federal Circuit, H:R:" 6933, containing reforms in patent
policy and procedures, and HLR. 6934 clarifying the law of copy-
right of computer programs; were reported favorably. Each bill was

‘reported unanimously. The unanimous votes, particularly on H.R.

6933, were cast only after careful examination of the législation in
hght of the criticisms made during the hearings and after consulta-
tion with members; of: the Committée on:Science and Technology,
which shares jurisdictional ‘interest. Diring’the course of markup
H.R. 6933 was amended substantially to: respond to cr1t1c1sms
ralsed durmg the hearmg

i

'SUMMARY ‘OF THE BILL

“HR. 6933 as amended addresses four major issues. Sectlon 1
prov1des for a system of admmlstratwe ‘teexamination of patents
within the patent office. This new procedure will permit any party:
to petition the patent office to review the efficacy of a patent, sub-
sequent to its issuance, on the basis of new informéation about pre-
existing technology which may have escaped review at the time of
the initial examination of the patent application. Reexamination.
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" Should the’ 1nvent10n prove to have 1o “comimercial’ value, the ‘in-
ventor has the optlon of perm1tt1ng the patent to' Iapse thus av01d-
ing all further fees.-

Section 6 of H.R. 6933 prowdes for a umform pohcy governlng
. the disposition of patent rights in government funded research.

This would replace the 26 differént agéncy policies now in effect.-
There are two-patent policies provided in’ this section. Non-profit
research institutions -and small busihesses are given preferential
treatment. The legislation establishes a presumption that owner-
ship of all patent rights in government funded research will vest in’
any contractor who is a non-profit research institution or a small
business. This portion of H.R. 6933 substantially incorporates legis-
lation separately introduced, H.R. 2414 (8. 414), entitled the Uni-
versity, Small Business Patent: Policy Act:

Large businesses are governed by.a separate policy.. They receive
excliisive licenses for specific uses they intend to commmercialize. As
with small business and universities, here too the presumptlon lies
with the granting of exclusive rights'to the Contractor.

Critics of the bill testified that it would be impossible for a ‘con:
tractor to determine in good faith his ability to commercialize in a
particular field of use at the time of disclosure of the invention.
~ As a result'and for the purposes of foreign patent rights, the sub-

committee approved an amendment which grants temporary title
toa“contractor for up to four and one half years before requiring
him to specify his fields of use. This provides for more flexibility
for the contractor whlle at the same time protectmg the taxpaymg

public because:
1. The' government, not the’ contractor, will obtain ownershlp

"-of patent rights to contract inventions.

© " 2. The government will' permit ', contractors to obtain - exclu-

“'give licenses but only for fields of use in Whlch they 1ntend to_

commercialize a patented invention.
3. The government has the right to deny the transfer of ex- -
clusive rights for any field of use within 90 days of the contrac-
i torls dlsclosure of a field or flelds of use he 1ntends to commert-
cialize.
" “4, Public interest antitrust and nat1ona1 security standards

" are to be applied by the government in making such determl-

nation whether to deny an exclusive license.

From a contractor point of view, the amendment offers many of
the advantages of patent ownershlp, including full title abroad and
the right to sublicense domestically. . - _
From ‘an innovation point of view, the requirement that exclu-
sive licenses be limited to specified fields of use that the contractor
intends to commercialize should prevent 51tt1ng on- technology, and
spur innovation, -

Some’ contractors, partlcularly in the defense area, “will lose some_
rights which 'they presently receive through full waiver. However,
the overwhelming number of contractors will receive faster, more
efficient treatment under these provisions.. For example, delays in-
acting on patent right Walver ‘requests, which now take on the
‘average 4 year and a half in agencies like the Department of -
Energy, will be eliminated. Contractors will know their rights with
certainty within 90 days of identifying a’ speclflc field of use under
a patént to'a government financed invention. :
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termination. Further it would permlt the Commissioner- to initiate

reexamination without a request ipon ‘a deterrhination that a sub-
stantial new question of patentability is raised by patents or publi-
cations discovered by him or cited under the provisions of section
. 301. This authority to initiate reexamifiation without a request’is
not intended to abrogate ih any way the right of the United States
to sue to cancel a patent obtained by fraudulent means. .

This “substantial new question” requirement would protect pat-
entees from having to respond to, or participate in unjustified reex-
aminations. Further, it would act:to-bar reconsideration of any ar-

gument already decided by the Office, whether durmg the orlglnal"

" examination or an earlier reexamination. -

“SBubsection” 303(b) require§ that the Commlssmners defermina-
tion be‘recorded in the file of the patent and a copy promptly sent
to the patent owner and the person requesting the reexamination:

Subsection  303(c) 'makes final and nonappealable a decision by :

the Comrnissioner not ‘to conduct reeéxamiination. In such’ a case,
however, a portion of the reexamination fee could be returned.
No one would be deprived of any: legal right by a denial by the

Commissioner of a- request-for reexamlnatlon A party to a reexa-

mination proceeding collld still argue in any subsequent litigation

that the PTO erred and that the patent is 1nva11d on. the baSlS of

the cited prior art.

Section §04. Reexammatzon order by Commzsszoner _

Section 304 specifies the initial steps to be taken where the Com-
missioner determines that reexamination should be ordered. Upon
issuance ‘of a- determination ordering reexamination, the patent
owner would: be given the opportunity to file a statement with the
Office and, if he wishes, to propose an amendment to the specifica-
tion or claims of his patent as well as a new ¢laim or claims in re-
sponse to the Commissioner’s determination. The patent owner
would be required to serve a copy of any such statement and any

proposed amendment on the person requesting reexamination, who

would be permitted to file & réply’ w1th the Office, with service re-
_ qulred on the patent owner.

Sectzon 905, Conduct of reexammatwn proceedmgs

Section’ 305 govérns the conduct of the actual reexamination pro-
ceedmg Section 305 specifies that after the initial exchange per-
mitted under section 304, the PTO will utilize the same procedures
it uses ‘for the initial examination of patent applications under
patent law. sections 132 and 133. The patent owner could propose
an amendment to his patent specification or claims, as well as pro-
pose a new -..im or claims, to distinguish ‘his invention from the
prior art cited under section 301. However, the bill would prohibit
the Commissioner from granting during reexamination any amend-
ed or new claim that enlarges thé scope of a claim of the original

patent. Also, the bill would require reexamination to be pmmptly_.

handled, so as to make it as helpful as possible.
. Sectzon 306’ Appeal

ORI
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. fees, the:cost: of the patent examiners and their, clerical support as
-well as quahty review, appeals, mterferences, and patent printing
including internal PTO printing costs. Also, “actual’ is intended to
. exclude-from such costs the acquisition or replacement .of equip-
.ment where such acquisition or replacemént -involves substantial
- capital outlays. Such expenditures would be paid from the Patent
‘and Trademark Office’s appropriastion. The cost.of data and docu-
ment retrieval systems; however; to-the extent that these expendi-
tures goes toward  the reclassification of the patent search file,
~should be borne: .50 percent by the-public. These are the actual
.eosts of processing. patent applications, an act1v1ty whlch confers
;certam direct benefits on private persons. -

. The committee notes that the PTO furnishes to the pubhc COpleS
__of issued patents for.a fee. The costs to the. PTO.-of such coples-
.should be charged to apphcants :

~- The trademark examiners and their cler1cal support the trial
and appeal process, and trademark printing should be paid for to

. ..the. izsttent of 50 percent by apphcants for the reglstratlon of trade-
. -mar

Some .of the cost of operatlng the PTO confers no d1rect benefit
to:the general public, but rather-goes to providing services.to- pri-
“vate parties. The cost of. customer:services such as providing copies
shoiild be recovered 100 percent in fees. Also, in the patent process
draftlng and assrgnments should be self supportmg :

ILLUSTRATIVE EXAMPLE OF. PTO RECOVERY POLICY-—BASED oN FISCAL
'YEAR. 1981 BUDGET" RER Lo

L Government 100 percent ‘Commissioner (1nc1udes Ofﬂce of In-
. formation Services); Office of Legislation and Internationai Affairs;
Management plannlng, Administrative - services; Automatlc data
.processing; and Search room. :
. II. Government 50 percent/users 50, percent Exammatlon—pro-
fessional staff: Quality review; Clerical force;' Appeals; Interfer-
ences; Patent prlntlng, Solicitor; Data and document retrieval; pub-
Ilcatlon services; Examination of trademarks; Trademark tr1aI and
-appeal; and Trademark printing..

TII." Users’ 100 percent: Customer serv1ces, draftmg, and asmgn—
ment.

Section 41. Patent fees”

.Subsection 41(a) authorizes the Secretary of Commerce to set. fees
admlnlstratlvely for processing a patent application, for maintain-
ing a patent in force and for prov1d1ng alI other patent serv1ces
and materials.

-, Subsection 41(b). requires- the Secretary of Commerce to establish
_fees for .processing patent: applications, from filing to. dispoesition by
issuance or abandonment;-equal in aggregate to 25 percent of the
estimated-average cost of actually processing an application. As fee
revenues -and costs.. change, the Secretary would  adjust fees to
achieve the.specified recovery. rate once every three years..These
fees are those of the type now specified in -paragraphs 1, 2, 3, and 6
of existing subsection-41(a) of the patent laws. The Secretary would
have authority to eliminate or change the amounts of any of the
present fees and establish others, so long as a fee charged directly

67-245 ¢ - 80 - 2
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Subsection 42(c) makeg fee. revenues credited to the PTO Appro-
_priation Account available to the Secretary of Commerce to carry
out the activities of the Patent and Trademark Office. Budgetary
- control is maintained since the PTO would continue to receive ap-

~ propriations and the use of fee revenues Would be hmlted “to the
extent provided for in an appropriations Acts.” .

* Subsection 42(d) authorizes the Secretary to refund an fee pald
by mistake or any account paid in excess of that requlre .This au-
'thorlty is found in ex1st1ng sectlon 42. _

TECHNICAL AMENDMENT

Sectlon 4 of the b111 is a technlcal amendment to sectlon 154 of
the ‘patent : laws necessatated by creatlon of the malntenance fee
system : : Lo o5

TRADEMARK FEES °

Sectlon 5 of the b111 amends ex1st1ng sectlon 31 of the Trademark
_ A_ct of 1946 as amended (15 U.8.C. 1113) to modermze the trade-
“mark fee system. The present statutory fees specified in this sec-

tionwould be'replaced 11)3 fees estabhshed by the Secretary. :

Sectzon 31 “Fees

‘Subsection 31(a) perrnlts the Secretary to ehmlnate or: Vary some
present fees and to establish others, Fees for trademark examina-
tion ‘and processing, as well as for products and services ‘provided
in, connection with trademarks, would be required to-recover 50
percent: of all costs of these- products and services. Fees:could be
changed only once every three.years. -

- Subsection (b) permits the. Commissioner to ‘waive the payment of
any fee in connection' with an occasional request from another gov-
ernment. agency, and provides that no fee shall be charged to the
Indian Arts and Crafts Board to register government trademarks of
genuineness and quality for Indian products or for products of par-
ticular Indlan trlbes and groups .

GOVERNMENT PATENT POLICY

Section 6 of the bill amends title 35 of the Unlted States Code by
adding after chapter 37 a new chapter 38, entitled‘the-Government
Patent Policy Act of 1980, to establish a umform federal -system for
the commercialization and allocation of rights in inventions result-
ing. from federally sponsored - or supported research and develop-

. ment. Chapter 38 is divided into four' subchapters which together
‘add th1rty-0ne new sections to t1t1e 35, .

Section: 5’81 Title

‘Section 381 . prowdes for the chapter to be known as the Govern-
ment Patent Pohcy Act of 1980 : L _
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Commercialization .or marketing of products:or:processes em-
: bodymg an invention may initially be accomplished by a‘contractor
prior fo:reporting his field: of use selection to-the.Government,
which is a prerequisite to obtaining an exclusive license under sec-:
tion 384(b) and (c), if the contractor elects to initially. commercialize
or market such products or processes pursuant to the non-exclusive
license provisions of section 385. Upon the ‘contractor thereafter:
filing the field of use list or lists for such processes or products;
such non-exclusive license shall become an-exclusive license for the,
selected fields of use upon the expiration of the 90-day .period pro-
vided in subsection (¢) unless the Government notifies-the contrac-:
tor within such 90-day permd of a contrary determmatmn made

under subsection (d); - S

. Siibgection (b) prov1des for the contractor to receive an excluswe.
license in each described field of use if it fields a United states

patent .application within a reasonable time. The- contractor’s. li-

cense is subject to the Government’s minumum r1ghts under sec--

" tion'386 and march-in rights under section. 387. .

: Subsectlon (c) profides that the contractor Wlll automatlcally ac:
guire an exclusive license for each described field of use by oper- -
ation of law ninety days after providing the responsible agency

- with the field of use report required by subsection (a) of section 384 .

unless the agency earlier notifies the contractor of a contrary de--

termination under subsection (d) of this section. with respect-to
such field of uge. In that case, the contractor would ‘acquire-an ex--
clusive license by operation of law.in all other selected fields of use;..
if.any. The: Committee believes that expedition. and predictability

are two essential ingredients of achieving commercialization of .

Government, funded inventions and therefore intends that-the 90-

day period be a maximum time not subject to extensmn even: by

consent of the Contractor. Also for this reason, it is the Commit-.
tee’s intent that there be a prsumption in favor of the contractor
receiving such excluswe license, and -the Committee intends that.
confractors shall receive such exclusive 11censes except in the most
extraordinary of circumstances.- :

Subsection (d) sets forth the: ba51s for an agency determmatlon-f
that a. contractor will not receive an excluswe hcense in a selected
field of use. -

The contractor will not acquire an. excluswe hcense in.:
~any field of use if the reésponsible agency determines that
- the ‘contractor’s™ possession -of such license: (1) ‘would
- impair national security; or (2) would create’ or maintain a

‘gituation 1ncon51stent with the antltrust laws

Subsectlon (b) is 1ntended to be permlsswe and is not 1ntended to .
result in the creation of special sections or the hiring of additional
persontiel for its administration. An agency. is not required to un-
dertake any determination, perhaps preferring except in extraordi-
nary cases, to await actual experience under the exclusive license
to see Whether ciréumstances then justify exercise of a march-in
right reserved by section 387. Further, to reduce administrative.
burdens and to increase the security. of the contractor in its knowl-
edge that it will receive exclusive rights in the invention, the scope
of the agencys inquiry underlying this determination is limited.
The agency’s review should focus on those unforseen antitrust and
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gamzatmn and to existing licensees who the contractor is obhgated
to license or to assure freedom from 1nfr1ngement 11ab111ty

 Section 386. Minimum Government rights- -

Subsection (a) sets forth the minimum rights the Government
has in every contract invention, unless waived under the authonty
of section 388. These minimum rlghs included:: .. . s

M “The right to require- from the contractor: wrltten reportS'
on the use of the invention if patented; ..

. (2) A royalty-free worldwide license to practlce the 1nvent10n '
_or have it practiced for the Government; and

(3) The . right to license or, sublicense: ‘state and local govern— _

. ments to practice the invention.or have it practiced for them,
if the agency determines at the time of .contracting that acqui-
sition of this right. would serve the national interest.”

Subsectlon (b) requires that whenever the Government has: rights
in a contract invention, notice to that effect shall be included in.:
each United States patent apphcatmn and patent on the 1nvent10n

Sec. 387, March-in rights. -

Section 387 sets. forth the basis on Wthh the. responsuble agency
may terminate the contractor’s title or exclusive rights with re-
spect to one or more fields of use in any patent-on a:contract in- -
vention; may.require the contractor to grant appropriate license or -
,subhcense to .responsible applicants; or, 1f necessary, may grant
such licenses or sublicenges itself.

Subsection (a) sets forth the grounds for exercise- of the Govern—
ment’s march-in rights:

(1) If the contractor has not taken and i§ not expected to -
.take timely and effective: action: to achieve practical applica-
o tﬁ)n of the 1nvent10n in ‘one or- more. of the fields of use Select-'
edy
@I necessary to protect the natmnal securlty, : ' ;
. (8) If necessary to meet requirements for. public use spemfied
. by Federal regulation;
 "(4) If continuation of the contractor’s righits in’ the invention
~would create or mamtam a 31tuat10n mconmstent with the
' ‘antltrust laws; or . . .
.~ (5).If the contractor has falled to comp]y w1th the reportmg,'
: .requlrements of this Act w1th respect to such invention. - -
The Government may march in only in‘a field of use which gives

rise to one or more of the situations described in the above five .

paragraphs. The fact that a contractor’s behavior does not give rise -
to such a situation with respect to some fields of use will not- pre-
vent the Government from marching in in another field of use.

This section is intended to continue existing practice and the
Committee intends that agencies continue to use the march-in pro-
visions in as a restrained and judicious manner as in the past. :
- Subsection (b) permits the responsible agency to exercise its
march-in rights either on its own initiative-or-in response to'a peti-
tion from an interested person justifying such action:*Agency fail-~
ure to initiate a march-in_proceeding in response.to a-petition is.=
not a determination appealable to the" United States Court of Cus- .
toms and Patent Appeals under secti 407 e
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agency. The Government'ie'.proh'ihitell frotn publi'eh.in’g or releasing
thesé reports until the earlier of one year after their receipt or the
final dlsposﬂ:lon of rights under this subchapter

Sectzon 893, Crzterza for the allocatwn of Fights

 Section 893 establishes the critéria for allocation of invention
rights between the Governmeiit ‘and its employee-inventor. Basical-
ly, the allocation depends upon the relationship of the invention to
the employee’s work and the use of Government resources.

“Paragraph (1) provides for Government acquisition of all inven-
tion rights if the invention bears a direct relation to the duties of
the employee—mventor or was made m consequence of the employ—
ee’s employment. '

Paragraph (2) provides that where the invention nelther bears a
direct relation to the employees duties nor was made in conse-
“‘quence of the employee’s employment, but was rmade with a contrr—
bution of Federal résources, the employee may recéive all rights in
the invention subject to a nonexclusive royalty-free worldwide li-

‘cense to the Government to practice the invention or have it prac-
ticed for the Government as well as to sublicense’ State, local, or
foreign governments 1f acquisition of thls r1ght would serve the ha-

_ t1onal interest.

“ Paragraph (3) permits‘the Government to waive to the employee
its rights under paragraph (1) of this section , subject tothe Gov-
ernment license described in paragraph (2)of tl'llS section,

Paragraph {4) requires ‘the Government to acquire all rights in
any-invention if the national security might be impaired should
‘the employee-inventor receive rights to it, notw1thstand1ng the pro—
v1smns of paragraphs (2} or:(3) of this section.
“i: Paragraph’ (5) enititles an-emiployee-inventor to all r1ghts 1n ‘an
1nvent1on ‘made by the employee not.covered by’ paragraphs (1) (2)
or (3) of this section. . . .. ..

Paragraph (6) permlts the Government to enter 1nto agreements
-alloeating rights in inventions résulting from research and develop-
‘ment to ‘which other parties have ‘contributed substantially, not—
withstanding paragraph (1) of this section.

Sectmn 394. Presumpltions

-’Sectiofi: 304 - establishes  rebuttable - presumptwns for the appl1ca—
thh of the criteria set forth in section 393.

‘Subsection (4) séts out employee dutiés. which’ estabhsh a rebutta-
ble presumiption that an invention falls within the criteria of | para-
graph (1) of section 393. Thus, for ‘example, if ‘an employee is as-
signed to conduct research and development work, it is. presumed
tha:i the Government will have the r1ght to t1tle in any mventlon
made:- : '
Subsectmn (b) estabhshes a rebuttable presumptmn that an' in-
vention made by an employee whose duties fall outside those listed
in paragraph (a) of this ‘section falls within the ‘criteria of para-
graph (2) of section 393, reserving to the employee title to an em-
ployee invention sub]ect to certaln hcense rlghts in the Govern-
ment i o : :

67-2950:~ 80 - 3
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or after exercise of the march-in provisions:' However 1t does ‘not
apply to licenses estabhshed by the other sections of subchapter I

Sectwn 401 Excluswe or partzally excluswe hcenses

Sectlon 401 ‘sets’ out'terms and:conditions under which a Federal
agency may grant an exclusive or partially exclusive license. _

Subsection (a) provides that an exclusive or partially exclusive
domestic license not automatically granted under section 384 may
be granted only after public nétice and opportunity for filing writ-
ten cbjections and only if the responsible agency determines that
such licensing. is necessary to achieve practical application of the.
invention and that the scope of proposed excluswlty is not greater
than reasonably necessary.

* Subsection {b) provides that an ‘exclusive or partlally excluswe
foreign license may be granted only after public notice and oppor-
tunity for filing written  objections and after a determination
whether the interests of the overnment or.of United States indus-
try in- foreign commerce will be enhanced..

“Subsection (c) prohibits the granting of a hoense under this sec-
tion if the responsible agency determines  that the grant would
create or maintdin a situation inconsistent. Wlth the antitrust laws.

‘Subsection (d) requires Federal agencies to maintain publicly
available, periodically updated records of the1r, determmatlons to
grant excluswe or partlally exclusive. hcenses ST L

Sectwn .,’:02 Mmtmum Government rights-

Sectlon 402 sets forth the minimum rights the Government is to
have in every exclusive. or partially exclusive 11cense. These mini-
mum mghts include: _

(1) “The right to require from the 11censee wrltten reports on-'

e the use of the invention; :

7 42) A royalty-free, worldwide r1ght to; practlce the mvent1on,

" or have it practiced for the Government; and.

" (3)The right to license State and local to. pract1ce the inven-
tion or have it practiced for them if the agency determines
that reservatlon_of this nght would serve the natlonal mterest ”

Sectzon 403 March in rzghts

“Section 403 sets forth the’ ba31s o which’ the respons1ble agency.'l
may terminate an exclusive or partially exclusive license. -
Subsectmn (a) sets forth the grounds for such termijnation, ~ ..
- (1) “If the licensee has not taken and is not expected to take
" txmely and effective’ action to ach1eve practmal apphcatlon of :
- the invention in-the fields of use affected; L .
“-(2) If necessary to protect national securlty, '
7 () If necessary to meet requirements for publlc use spec1ﬂed :
by Federal regulation; .
“"(4) Continuation of licensee’s’ mghts in the invention would
i:reate or maintain a 51tuat10n 1ncon31stent w1th the antltrust ‘
aws; or ;
- (5) If the 11censee has falled to comply with the terms of the
icense.” ;
Subsectlon by permlts the responsuble agency to . exermse its.
march-in rights either on its own initiative or in response to a peti-
tion from an interested person.
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Whlch the" Unlted States, any agency, and any 1nterested person
may partmlpate

Subsection (b) permits the Umted States or an adversely affected
participant to appeal a subsection (a) determination to the United-
States Court of Customs and. Patent Appeals within sixty-days
after it is issued. The Court .of Customs and Patent Appeals-is
given exclusive Jurlsdlctlon to determme the matter de novo, af-
firming, reversing, or. modifying .the. agency determmatmn,; The
burden of proof shall rest with the agency. - Py

Section 408. Relatwnsth to other laws

Section 408 is intended to remove any 1mp11catlon that the act
provides.immunity. from the antifrust laws.. . - :

Section 409: Authorzty of Federal agenc;es i

Subsections (a), (), (c), (d), (e), and (O set forth the authonty of
Federal agencies to protect patent rights.at-home and abroad in—
“any invention in.which the Government -has.an interest-in order
to promote the use of inventions having srgmﬁcant commercial po-
tential or otherwise advance the national interest’—to license fed-
erally-owned patent rights; to transfer patent rights to and accept
transfers of patent.rights from .other agencies without regard to
the property transfer procedures required by.the -Federal Property
and Administrative Services Act of:1949 (40 U.S.C. 471); to with-
hold publication ‘or release of informstion disclosing any invention
long enough for -patent applications .to be filed; to promote the li-
censing . of -federally-owned: patent rights; and to enter 1nto con—
tracts to accomplish the purpose of this section. T .

Section 410. Responsrbzlttzes of the Secretary of Commerce

Section 410 provides the authorities necessary for ‘the: Depart—
ment of Commerce. effectively to assist.other Federal-agencies ad-
ministér  the. licensing of federally-owned inventions.. “Paragraph
(aX2) authorizes the Secretary of Commerce: to- coordinaté a:pro-
gram to help agencies carry out their authorities tinder section 409.

Paragraph (a)6).authorizes the Secretary. to-publish notices of all
federally-owned patent rights available for licensing.

Paragraph (a)3) authorizes the Secretary to evaluate inventions
referred to it by Federal agencies in order to 1dent1fy those. inven-
tions with the greatest commercial potential. - '

Paragraph (a)5) :authorizes the Secretary: to.develop. and manage
a government-wide program, with private sector participation, to -
stimulate transfer to the private:rsector of potentially valuable fed-
erally-owned’ technology through the__dlssemmatlon of 1nformat10n- .
“about'the technology. Rt

Paragraph (a)4d) authorlzes the. Secretary to asmst the Federal :
agencies in seeking and maintaining patent protect1on in any coun- <
try, including the payment of fees and costs. . .-

Para a-%'reph (a)(l) -authorizes the Secretary to. consult w1th the‘..
Federal agencies about areas. of science-and technology w1th com- -
‘mercial potential.”

Paragraph (a}7) requires. the Secretary, seven: years after the
date of enactment of the Act, to report on 1ts operatlve effect to the
Congress ' VAT 2 (RO




Subsectlon 8(c) prov1des ‘that. the authorlty to credlt—fee revenues -
to the Office’s Appropriation Account take effect as of the first day
of the first fiscal year beginning .one-calendar year after enact-
ment. Thus, at least one year would be available to obtain needed
admmlstratlve approval‘and-implement: an ‘appropriate accounting
system.; However, until -section 3 takes effect, the: :Secretary, in -
order:to-pay. reexamination costs;may-credit the ‘Patentand Trade- -
Office Appropnatmn Account Wlth the revenue from: collect- :
ed reexamination fees.- :
i Sugse tion 8&(d). contlnues ex1st1ng fees unt11 new fees- are estab--sf
]_She e i L
Subsection %e) prowdes that mamtenance fees shall not be apph-
lc:ble to; patents apphed for prlor to the day of enactment of thls
ct A
Subsection 8(f) prowdes that sectmns 6 and ’7 of th1s blll Whlch
establish a uniform patent policy:and-make-necessary conforming
amendments to ex1st1ng 1aws take_effect six_months after enact-
ment.:; & Vo

STUDY OF THE PATENT TRADEMARK, _AND COPYRIGHT SYSTEMS /

Section (a) pr0v1des that on or before.July 1 1981 Ithe CompKol—

ler General will: report-to’ ‘the Corigress and’ the Prosident with, re- ,
spect to the Patent and Trademark Office, the Copyright Office,
and the Copyright Royalty Tr1buna1 w1th a v1ew toward the desxr-
ability of of mergingthemi. -

COMPUTERIZATION OF THE _PATENT SEARCH FILE

Subsectlon 10(a) requires- the Comm1ss1on
Trademarks-to réport to the :Congress; within six months ofthe of--
fective date of the Act, on computerized data and retrieval state of
the art systers for all’ aspects of operations of -the Office.. ~
Subsection (b) requires the Commissioner to submit additional re- -
ports to the Congress ery six months until such a plan is fully
.1mp1emente' . i

CREATION OF AN INDEPENDENT PATEN Ve

Section 11 creates the: Patent. and Trademark 0ff1ce ag:
pendent_agency, - separate from the Department of': Commerce, of
whlch it isnow.a part. : ; L

COPYRIGHTABILITY OF COMPUTER PROGRAMS

Section 12 crabodies the yéconmendations of th Commlssmn
new Techmnological Uses of Copyrighted Works with respect to clac?7
fying the law of copyright of computer software.

During, the, cotitse  of Committee consideration the question wal%
raised as to whether the bill would restrict remedies for protectio }
of computer software under state law, especially unfair competition] -
and trade secret laws. The Committee consulted the Copyright
Office for its opinion as to whether section 801 of :the:1976 Copy-\
right Act in any way pre:empted.these and other: forms of state law..
protectlon for computer software. On the bas1s of this advice and!
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- 8. Bill status As ordered reported by the House Comnnttee 011
: the Judiciary on August 20, 1980.

- 4, Bill ‘purpose:. The bill would establish ‘the" Patent and Trade-
Timark ‘fice (PTO) as an independent agency, removing it from the
-Departmient of Commerce (DOC). It would provide for a system' of
~administrative reexaminations, establish a new fee structure, and
“ereate a uniform g’ov‘e’rnment-'policy? regarding -patent rights. H.R.

6933 would require the General Accountirig Office (GAO) to report
on the desirability of merging the PTO with the Copyright Office
and the Copyright Royalty Tribunal. The PTO: would also be re-
quired to report every ‘six months on’ the progréss being made to-
“wards implementation of a c0mputerlzed ‘datéa and retrieval system.
Finally, FLR. 6933 repeals ssction 117 of the 1976 Copyrlght Act to
clarify copyright laws regarding’ computer programs.

5. Cost estimate: The table below reflects the budget impact re-

sulting from a‘change: proposed by H R 6933 in ‘the class1ficat10n of
‘the fees recewed by the PTO

[By ftsca! years, in rnlllaons of dullais]

1981 192 o 1983 1884 1985

Revenue réduction..:

18’ By u3 248

- Net spending Teduction: s i .l RTINS S : Ll 0 ST
sEstimated authorization Ievel TR R SRS N SIS P70 0256 1316
. Estimated:outiays...... i 20 Y T YT
-_02. =09 . —13. . —B8

4 Té‘hei costs of th1s b111 fall pr1mar11y Wlthln budget subfunctlon
7 :
N Basm of estlmate For purposes of this’ estlmate 1t is assumed
-;that this bill will be enacted around 0ctober 1 1980 S

‘ exammatzon of patents

-/ H:R:'6938 ‘would: allow any’ party to- petltlon the PTO to Teexa-
mine a patent for validity. The cost of reexamination would bé paid
by the party based on a fee structure established by the Commis-
sioner of Patents. 1t is anticipated that the number of patent appli-
-cations for reexaminations will be limited by the ¢ost involved and
the poteritial for commercial development. Based on rates currently
available in foreign countries for similar procedures, as well as-es-
timates provided by.the PTO, it is estimated that the number of
appeals will be approx1mate1y 500 in fiscal year 1981, 1ncrea51ng to
2,000 by 1982, and remain relatively stable thereafter.

Although the bill does not specifically authorize funding for th1s
purpose, it is assumed that additional staff will be requlred to
handle the reexamination procedures. Based on PTO data, it is esti-
‘mated that the average cost per employee, 1nclud1ng overhead and
benefits, would be . approximately $40,000 in fiscdl year 1981, As-
suming : approximately. 30 hours per reexamination, plus -clerical
support, it is estimated that approximately 55 appeals could be re-
viewed:annually ‘by-a professional-staff member. It 'is estimated
that the cost of this procedure would be approximately $0.4 million
in fiscal year 1981, which reflects six months’ activity. Costs are es-

67-295 0 ~ 80 ~ %
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Govemment patent polzcy

federally sponsored or supported research and . development The
bill' would allow contractors from smiall businesses and non-profit
institutions to acquire title to inventions resultmg from govern-
ment funded research. Other contractors could receive exclusive li-
cénses for specific’ uses. The bill directs the Office of Federal Pro-
curement Policy (OFPP) to issue regulations to, 1mplement these
policy changes. According to the OFPP the cost of revising existing
regulations would.be minimal. It is estimated - implementation of
these’changes in the various federal agencies, including training,
would cost approximately $650,000 in fiscal year 1981, Outlays are
estlmated to be 90 percent the first year and 10 percent the second
year. A
H.R. 6933 would revise the criteria for. allocation of mventmn
rights between the federal government and émployees who produce
inventions. To stimulate innovation, the bill would establish an in-
centive cash awards program to federal employee-inventors. The
award are to be paid from funds.from royalities or agency- appro-
pnatlons, consequently, it is estimated that this provision, would
result in no additional cost to the government

-“The bill also authorizes federal agenéiés to share. 1ncome from 11-_
censing the. governtent’s patent rights with the émployee-inven-
tor. It is not possible at this time to estimate the extent to which
royalties W111 be generated or shared with employee-mventors

Establish.an: mdepenant PTO

H.R. 6933 would ‘create an mdependent PTO ‘which is currently
an agency within DOC. Based on data prov1ded by the PTO, it is
estimated that the net addltlonal cost of this reorganization would.
be approximately $130,000 in fiscal year 1981, Adjusted for infla-
tion, it is estimated that the cost would mcrease to approximately
$190 000 by fiscal year 1985 ’

GAO Study

The GAO estimates that the cost of analyzmg the fea51b111ty of-‘
merging the PTO with the Copyright Office and the Copyright Roy-
alty Tr1buna1 would be approx1rnate1y $250 000 1n ﬁscal year 1981

Other -

The bill would repeal section 117 of the 1976 Copyrlght Act
which disclaims any intent to modify. the pre-existing copyright law
for computer programs. This has the effect of clearly applying the
1976 law to computer programs, which is not expected to have a
cost impact upon the federal government.

In addition, H.R. 6933 outlines the responsibilities of the Secre-
: tary of Commerce to assist agencies and others in promoting access
- to patent information. Currently these activities are being per-
- formed by the National Technical Information Service (NTIS), cre-
ated in 1970. The President is requesting approximately $740,000
for these activities in fiscal year 1981, which is about the same
level of funding in the current fiscal year. The bill would authorize
the appropriation of such sums as may be necessary for these activ-
ities. Since current law authorizes these activities it is estimated




DISSENTING VIEWS OF HONORABLE JACK BROOKS o

The major problem I have w1th HR 6933 SEE that 1t vwlates a
basic provision of the unwritten contract between the citizens of
this country and their government; namely,.that what the govern-
ment acquires through the expenditure of its citizens’ taxes, the
government owns. Assigning automatic patent rights and exclisive
licenses to companies or organlzatlons for inventions developed &t
government: expense is a’ pure glveaway of - rlghts that properly
belong to the people. :

The argument is'made by’ proponents of the bill that 1t WIH spur
productivity, a goal that is both: necesdary and desirable if the”
United States is to regain its position in the world economy. But
that argument ignores the fact that the Federal Government is al- -
ready paying half the costs of research and development in the
United: States at -an annual cost of $3¢ billion. No companies or-
nonprofit - organizations that I know of have been’turning down -
that money because they are not now recelvmg automatic patent
and -exclusive licensing rights. So unless it is the intent of thé sup-
porters: of H.R. 6933 that the govérnment greatly ‘increase this al-
ready enormous public investment in research and'development, I
fail to see how enactment of the blll Wﬂl Iead to 1ncreased produc-
tion. £

It is also argued that th1s 1eg151at10n Wlll increase competition in
industry and thereby spur. production: But again the connection is
hard to establish. Under current practice, inventions, hew products
and technological -advances' devéloped” under - government con-
tracts—unless awarded to a specific contractor under existing per-
missible arrangements—are available to all. That approach would
seem to offer far greater potential for increased competltlon and
productivity than handmg over exclusive tights to one company. In
the latter case the company m1ght even choose’ to reduce produc-
tion Wwith the aim of increasing its profits. ' ;

I'do not overlook or underestimate the 1mportance of patents in
developing  and “Maintaining ‘a thriving economy. My concern is
siraply the role of the government and the rights of the people in
the’ patent process. “When a- private company risks its own money
to-develop new products and procedures it déseives and receives
the profits that may result. There. should not be a_different stand-
ard applied when it is’the governmeht that risks the taxpayers’
money. The rewards of successful research and developmént con-
ducted at government expense should go to all the people.

Another provision of this bill that I strongly oppose is the remov-
al of the Patent Office from the Department of Commerce. and its
estabhshment 4as an 1ndependent ofﬁce I have seen no ev1dence;_,.




dream it he 8 successﬁi’ giveg '—hlghly proﬁt~ ,
able ‘metiopoly  rights over the - pro ct; “and, if "he fails; well, h ;
. hasn't lost anythmg There ig stmply’ Aot sufﬁment ev1dence to'sup— '
portithé. creation of ‘another 'welfare fund :
whlch can g 'ly serve as a chsmcent" '

T ne: pohcr v O
“and development shou d ‘be determined on the ‘basis of what:is in:
the; best interest of the public: They should not be:legislated to par-

-~ allel.-the. policies; and- practices .followed by commercial establish- -
ments.-To do, this . would change the direction of Federal research -
and development from a:process of; intellectual and technological
innovation for. the general.welfare .of. the .people to one which -em- .
_phasizes . profit incentive underlying ;commercialization. in the .
- marketplace. When. a grant or .contract determination forresearch.
.-development,. includes- an.; automatic concession -of. exclusive
r1ghts to commercialize any resulting invention, technological inno-
vation will be: of concern to-the contractor only to the extent it con-
tributes to the productmn of a. profitable product Lo e

REIMBURSEMENT PROVISIONS INSUFFICIENT

While there are ons in the bill for recovery of government—
funded research and development costs in certain instances, the ex- -
ceptions for ‘reimbursement have a féndency to render the provi: .
sions’ meaningless. Section 390(c)(2) permits exemptions. from reim-
bursement where -the. Federal government’s. contribution , to :the
technology as. licensed or utilized is insubstantial compared with
‘private’ mvestment made or to'be made. The private investment
“to.} is highly speculatwe at, best. Any good accountant
should Bé able to show that the government §: investment is- mini-
mal compared to what the marketer ‘expects”’ to spend. :

Section 390(c)(4) permits waiver of reimbursement where the gov—
ernment funding: of the technology with the contractor is less than
$1 million, a clearly arbitrary exclusion. ,

Section 330(c)(5) permits feregomg payment ‘when 1t would place
the contractor at a competitive disadvantage or would stifie com-
mercial utilization of the technology. How repayment of research
and..development: costs. would, place ‘a contractor:at-a! compet1t1ve
disadvantage iis .not. quite clear where an: excluswe ,-11cense pre~
cludes competition.,

Subsectlen 6. permlts exemptzon from payment when 1t is other-
wise- m the best, . interest .of..the government and the general '
| public.” It is hard to imagine a taxpayer who, ‘having. funded the
| cost .and borne:the risk.of the research and develepment of & prod—
| uct, would conclude that it is in his best interests- not to be reim-..
bursed from the preceeds accrulng to the contractor e

ND -‘(ENDENT PATEN OFFICE .

: n":_Offlce out of ‘the. De-
nmerce, where, it has been :for .many .years..This,
‘;alctmn WIH reqmre more funds and wﬂl not . provide ,the. beneﬁts

lelaimed. : :
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CHANGES IN: EXISTING LAW MabE BY: THE BILL As REPORTED

In comphance W1th clause 3 of Rule XIII - “of the Rules of the
House of Representatives, changes in existing law made by the bill,
as reported, are shown 'as follows (existing law. proposed to be omit-
ted. is enclosed in black brackets, new matter is printed in:italics,
ex1st1ng IaW 1n whlch no change. is proposed is shown in roman)

TI'I‘LE 35 UNITED STATES COI)E

.* ._‘-“.‘. ¥ ._:5“;:__*_ . - * TS

—-ESTABLISHMENT _ OFFICERS,
FUNCTIONS,

%

& LT _-L'*' ®

§ 1 Establlshment

[The Patent and Trademark Office shall contlnue a8 dn office i in’
the Department of Commerce, where records, books, drawmgs
specifications, and other papers and things pertammg to patents
and to trademark registrations shall be kept and preserved except
as othervnse prov1ded by law.] '

§1 Establzshment

“The Patent and. Trademark Ofﬁce referred to in thzs chapter ‘as’
the “Office,” shall be an independent agency, where records, books,
drawings, specifications, and other papers and things pertaining to
patents. and to trademark registrations shall be kept and preserved,
except as: otherwzse pro 'Lded by law -

§3 Offlcers and employees

*(a)There shall bein the Patent and Trademark Office a Commls-
sioner iof Patents- and ! Trademarks, “a::Deputy. Commissioner, .two
Aggsistant Ccommissioners, and not more: than fifteen examiners-in-
chief. ' The Deputy Commissioner; or, in the evént of a vacanecy in
that ‘office, the Assistant Commissioner senior:.in date of appoint-
ment shall fill the office of Commissioner during .a vacancy in that
office: until ;the Commissioner is appointed and takes office. The
Commissioner of: Patents-and Trademarks, the Deputy Commission-
er; and the AssistantiCommissioners: ‘shall be -appointed by the
President, by and withithe advice and consent of the Senate. [The
Secretary of:Commerce, upon the nomination of the Commissioner,
in accordance with law shall-appoint-all other officers and-employ—
ees.] The Commissioner shall be the:Chief Officer of the Office and
shall be d person knowledgeable in patent and trademark matters.
The Commissioner shall be ‘appointed. for a-fixed term of six years
and shall be removable from office by the President for good cause.
The Commissioner shall appomt all other ofﬁcers and employees of
the Office. SRS

§7-285 0 ~ B0 - 5
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§17. Board of Appeals

The examiners-in-chief:-shall be 'persons of: competent legal
knowledge and scientific ability, ‘who shall be appointed. under the
classified - civil service.-The Commissioner;.the deputy commission-
er, the assistant  commissioners, and the examiners-in-chief shall
constitute a-Board of Appeals, which on written appeal of the ap-
plicant, shall review adverse “decisions of examiners upon-applica-

‘tions for patents. Each appeal shall be herd by at-least three mem:
bers of the Board of Appeals; the members hearing such appeal to
be designated by the Commlssmner The Board of Appeals has sole
power:to grant rehearings. . -

Whenever-the Commissioner- cons1ders it necessary to malntam
the work of the Board of Appeals current, he may designate any
patent examiner -of the primary examiner grade or higher;-having
the requisite ability, to serve as examiner-in-chief for periods not
‘exceeding six months- each. An examiner so designated :shall be
qualified. to act as a member of the Board of ‘Appeals. Not more
than one such primary examiner shall be a member of the Board of
Appeals hearing an .appeal.: The [Secretary of Commerce] Com-
missioner-is.authorized to fix the per annum rate of basic compen-
sation’ of each -designated -examiner-in-chief in. the Patent and
Trademark-Office at not in excess. of the maximum scheduled rate
provided. for positions in grade:16 of the: General Schedule of the
Classification. -Act of 1949, -as amended. The per annum. rate:of
basic- compensation of: each-designated .examiner-in-chief shall - be
-adjusted;-at the close of the period.for which he was designated to
act as'examiner-in-chief, to the per-annum rate of basic compensa-
_tion which he would have been recewmg at the close of such perlod
1f such demgnatmn had not been made R

CHAPTER 3—PRACTICE BEFORE PATENT AND
' TRADEMARK OFFICE :

§31 _‘R gulatlons for agents and attorneys

- The: ,Commlssmner[, subJect to-the ‘approval . of the Secretary of
Commerce,]: may- -prescribe: regulations: governing' the recognition
and conduct.of agents, attorneys, or. other persons representing ap-
plicants ‘or- other: parties-before-the Patent- and Trademark .Office
and-may require .them, before being recognized. as: ‘representatives
of applicants or other persons, to:show that they are of good moral
character and reputation and are- possessed:of. the necessary: quall-'
fications to render. to: appllcants or-other: persons . valuable:service,
advice, and assistance in the presentation or, prosecut1on of thelr
apphcatlons or other busmess before the- Offlce i L

' CHAPTER 4—PATENT FEES* "+

Sec. -
41. Patent fees.
42, Payment of patent fees; return of excess ameunts.
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.[(®):The Commissioner ‘may-establish .charges for.copies of rec-
ords publications, or services furmshed by the Patent and Trade-
rhark Office; not-specified above.: 32

[(c) The. fees prescribed by or under thls sectmn shall apply to
any - other.:Government - department or agency, .or..officer thereof,
except that the Commissioner may waive the payment of any fee
for.:services or materials in cases of occasional or incidental .re-
quests by a Government department-or.agency, or. offlcer thereof ]

8§ 41. Patent fees

(a) The Commissiorier of Patents will establish’ fees for the proc-
essing: of .an -application for o patent, from filing through.disposi-
tion by issuance or abandonment, for maintaining a patent.in force,
and_for.providing all. other-services and materials related to pat-
]e‘nts No fee wtll be establtshed for mamtamtng a desagn patent in

orce:

) By the ﬁrst day of the ﬁrst ﬁscal year begmnmg on or after
one calendar year after enactment of this Act, fees for the actual
processing of .an application for a patent, other than for a design
patent, from filing through disposition:by.issuance or-abandonment,
will recover.in aggregate:25 percentum. of: the estimated average cost
to. the Office of such. processing: By the first day.of the first fiscal
year beginning:on. or after.one calendar year: after enactiment, fees
for the processing of an application for a design patent; from ftlmg
through disposition by issuance or-abandonment; will recover in ag-
~gregate:50 per centum.of the estimated average cost fo the Ofﬁce of
such processing.

(¢} By the fifteenth fiscal year following the. date of- enactment of
thzs JAct; fees for maintaining patents in force will recover 25.per
centum of the estimated. cost:to the.Office, for the year in which
such-maintenance fees-are received, of the actual. processing all-ap-
plications for-patents, other ‘than:for design:patents,”from filing
through disposition by issuance or abandonment. Fees for maintain-
ing a patent in force will be due three years and six months, seven
-years and six months, and eleven years and six months after the
grant of.the patent.:Unléss payment:of the :applicable mainténance
fee is received in the Patent and Trademark Office on or before the
date the fee is due or within a grace period of six months thereafter,
the patent will expire as of the end of such grace period. The Com-
- missioner may require the payment of a surcharge as a condition of
accepting within.such six-month:grace period the late payment of an
applicable maintenance fee.

(d) By the first day of -the first. fiscal year beginning on or after
one calendar year after enactment, fees for all other services or ma-
terials related to patents will recover the:estimated average' cost.ito
the Office of .performing the service or furnishing the material..The
yearly fee for. provadmg a ltbrary specified in section.l3. of this. title
with uncertified. printed copies of. the speczﬁcattons and drawmgs

for ?lé' ﬁatents issued. in that year. will be. $.5 ;

' sional. r'mctdental regisest made by.a departmeat or ‘agency. of the
Government, or any offtcer thereof. The Commissioner may provide
any appltcant issued a notice under section 132 of this title with a
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. CHAPTER 17—SECRECY OF CERTAIN INVENTIONS:AND -
" FILING APPLICATIONS IN FOREIGN COUNTRY

¥oorek o T E o w0k ESETes IS T O R

§181. Seerecy of certain inventions and withholding of patent
Whenever publication or disclosure by the grant of a patent on
an invention in which: the: Government has:a:property interest
might, in_the opinion . of the head of the interested Government
agency, be detrimental to the national security, the Commissionier
upon_ being so notified shall order that the invention be kept secret
and shall withhold the grant of a patent therefor under the ‘condi-
tlons set forth hereinafter, . _
Whernever the pubh(;atmn or d1sclosure of an mventmn by the
grantlng of a patent, i whlch the Government does not have a
property interest, mlght ‘in the oplmon of ‘the Commissioner, be
detrimental to the national security, he shall make the appllcatmn
for patent in which such invention is disclosed available for' inspec-
" tion to the Atomic Energy Commission, the Secretary of Defense,
and the chief:officer.of any other department .or.agency, of the Gov-
ernment des1gnated by. the Pre51dent as.a defense agency of the
United States. :
Each individual to whom the application is disclosed shall sign a
- dated acknowledgment thereof, which acknowledgment shall be en-
tered in the file of the apphcatlon If,-in the opinion.of the Atomic.
Energy Commission, the Secretary of a Defense Department, or-the
chief officer of another departmeént or ‘agency so designated, the
© publication. or. disclosure of the invention by the granting of a
patent therefor would be detrimental to the national security, the
Atomic Energy Commission, the Secretary of ‘& Defense Depart-
ment, or.such other chief officer:shall notify the Commissioner and
the Comm1ssxoner shall.order that the invention be kept secret and
shall withhold the grant of a patent for.such period as the national
interest requires, and notify the applicant thereof. Upon proper.
showing by the head of the department or agency who caused the
secrecy order to be issued that the examination of the application
might jeopardize .the national : 1nterest the Commissioner shall.
thereupon. maintain the application :in a sealed condition .and
notify the applicant. thereof The owner of an application which has
been placed under a secrecy order shall have [a right to appeal
from the order to the Secretary of Commerce] ¢! right to appeal
from the order.under rules prescnbed.’ by the Commtsszoner under
rules; prescnbed by him. .

An_invention shall’ not be ordered kept secret and the grant of a
patent withheld for a period of more than one yesdr. The Commis-
sioner shall renew.the order at the end thereof, or at the end of
any renewal period, for additional periods of one year upon notifi-.
cation by the head of the department or the chief officer of the
agency who caused the order to be issued that an affirmative deter-
mination has been made that the national interest continues so to
require.. An. order in effect, or issued, during a time when the
United States is at war, shall remain in effect for the duration of
hostilities and one year:following cessation of hostilities. An order
in_effect, or issued, during a national emergency declared by the
Pres1dent shall remain in effect for the duration of the national
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missioner will determine whether a substantial new question of pat-
entability affecting any-claim of the patent concerned is raised by
the request, with or without consideration of other patents or print-
ed publications. On_his own initiative, and at any time, the Com-
" missioner may deteimine whether a substantial new question of pat-
entability is raised by patents and publications discovered by hzm or
cr,ted under the provisions-of section 301 of this title.
~+(b) A record of the Commissioner’s determination under subsectwn
(a) of this section will be placed in-the official file of the patent,
and- a:copy prompitly will be given. or mailed to:the owner of record
of .the patent'and to the person réquesting reexamination, if any. =
() A-determination by the -Commissioner pursuant to subsection
{a} of this section that no substantial new question of patentability
has been raised-will-be final-and nonappealable. Upon such a deter-
mination;: the Commissioner may refund-a portion of the reexamma-
twn fee required under section 02 of: this tztle S

Reexammutwn order by C’ommtssmner
o]

fina- determination .made  under .the. provzszons of subsectwn
303(&) of -this title, the Commissioner finds that a substantial new
guestion of patentabzlzty affecting any claim of a patent is raised,
the determination will include an order for reexamination of the
patent for resolution of the question. The patent owner will be given
a reasonable period, not less than two months from the date a copy
of the determiination is given.or mailed to' him, within-which he
may file a statement on such question, including any amendment to
his patent and new claim or claims he may wish to propose, for con-
sideration in the reexamination. If the patent owner files such a
statement, he promptly will serve a-copy of it on the person who has
requested reexamination under the provisions of section 302 of this
title. Within a period of two months from the date of service, that
. person may file and have considered in the reexamination a:reply to
any statement filed by the patent owner. That person promptly will
serve on the patént owner:a copy of any reply filed.

§ 305, Conduct of. reexammatwn proceedmys

_ After the times for ﬁlmg the statement and reply provzded for by
section 304 of this title have expired, reexamination will be conduct-
ed according to the procedures established for initial éxamination
under the provisions of sections 132 and 133. of this title. In any.
‘reexamination proceeding under this chapter; the patent owner will
be permitted to propose any amendment to his patent and a new
claim or. claims thereto;. in. order to.distinguish the invention as
claimed from the prior art cited under the provisions of section 301
of this title, or in response to a decision adverse to the patentability
of a claim of a patent. No proposed amended or. new claim enlarg-
ing the scope of a claim of the patent will be permztted g reexa-
‘mination proceeding under this chapter. All reexamination proceed-
ings under this section, including any appeal to the Board of Ap:
peals, will be conducted with spectal dispatch. wzthm the Ofﬁce L

§ 206. Appeal e

The ‘paterit’ olonier involved th' & reéxamination proceedmg under
this chapter may appeal under the provisions-of: section- 134 of -this.
-, title, and may seek court review under-the provzszons of ‘sections L{l
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] .‘lthmum Government rxghts TRt
2 .March-m rights. . . .

SUBCHAPTER I V—MISCELLANEOUS Sl

. Patent enforce wenit sutts and "ht of i znterventmn -

. Backgrotind rights. - : '

" Notice,” hearing, and judicial remew -

; .- Relefionship to other laws. -

Sec. 409, Authority.o lf Federal.agencies. -

Sec. 410, Responsibilities of ¢ the Secretary of' Commerce ______
p Deﬁnzz‘.wns :

SEC 281.- This’ chapter wtll be known as the "Government Patent
Polzcy Act of1980” : S T _ .

S UBCHAPTER I —CON TRA CT IN VEN TI ONS

§3827 Contract znventwns, reportmg

“'ta) This title appl:es 1o “contract invenlions”, whtch in thzs Act

are inventions made in the course of or under Federal contracts.
(b) Every .contractor. will provide- the’ responszble agency with
tzmely written reports on each contract invention containing: '
" (1) o'tomprehensive technical dr,sclosure of the invention, and
“(2) a list of each country, if any, in which_the contractor
 eledts to file a patent application on the invention;

. The Governnient neither wzf 1 publish nor release these reports until
the contractor or the Government has had a reasonable time to file
patent applications or one year has passed since receipt of the disclo:
sure required by subsection (bX1) of.this section, whichever is earlier,
the Governnient. also wzll so withhold such dtsclos re from other re-

T4y .
unreasonably failed to’ file reports os requzred by sitbsection (b) of
this section as to ‘a contract invention, the contractor may be de:
prived of uny or all the rights it otherwzse would hav nder thzs
subchapter pertamzng to such contract mventzon

§383 Allocatmn r rzghts—-small busmesses and nonprofzt orgamza-
‘tions-: :

{a) A_contractor that is a small b _ rganizo-
tion will acquire title to its” “contract invention in each.country it
lists ‘under section 382BX2) in which ‘it files a “patent_application
wzthm a reasonable time. However, title will be subject to the Gov-
nent's mii 3r,ghts under’ sectzon 386 and march -in, rzghts

,,(b) ; the right to acguzre tztle”'to ‘any
patent on a contract invention in eack country'in which the contrac-
tor’ elects not o, ﬁle a patent applzcatton or fazls to ﬁle wzthm a

§ 384 Allocatzon of 'rzghts—other i:'ontractors

. {a} A contractor that is not a small buszness or\a nonprofil orgam-
zatzon shall ‘provide to the réspongsible. agency, . th_)m four and one-
half years from, the filing under"sectmn $82(b) of . report dtsclosmg
a’tontract invention, a list or lists. of each field of use_in which the
contractor intends to commiercialize ‘the invention or otherwise
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that: the: national -interest would -bé: affected -adversely..-Hoiever,
title will-be subject to the Government’s mihimum: rights Under;sec-
tion 386 and march-in rights under. section. 387.:The Government
will-have ‘the right \tosacquire title to any patent-on-a contract.in-
vention in each country in which the contractor elects not-to. file a
patent application or fails to file within q reasonable time. .

§ 385.. Contractor license . .

Any contractor -that complaes wzth sectwn 382(11) automattcally
will receive by operation-of law nonexclusive, royalty-free licenses to
practice the coniract. invention: in all:countries where it does not re-
ceive title'under section 383-or 884-and in: all fields of usé in the
United-States in-which it does not hold an-exclusive license under
section 384 These nonexclusive licenses may ‘be revoked- only -to- the
extent necessary to.allow the Government.to grant excluswe lzcenses
under subchapter I11. . .

§386‘ Mmzmum Govemme:’ft nghts

(a) The Government will have the followmg mmzmum rzghts in
any:contract invention: . SRR

(1) the right to requtre from the contractor wntten reports on
‘the.use of the invention,. if patented;: P
: ~(2) @ -royalty-free: orldwide right-or: lzcense to practzce the in-
s verition or havesit piacticed for.the Government; and: - -

{(3) the right to license or sublicense State and local govern-
menis:to practice the invention: or-have it practwed for them, if
‘the. dgency: determines-at: the time of contracting that acquzst—
. tion of this right would-serve the national interest: i

(b) Whenever the Government has rights in_any. mventwn under
this title, each United States' patent applzcatwn ‘and patent on the
invention will-include:-a statement that the invention was midade
with. Government sponsorship:or: support and that the. Government
has: rzghts in the patent Y o

§387 March-in nghts '

(@) In any field of use, the Government may wholly or partly ter-
minate the contractor’s title or exclusive rights'in any patent on' a
contract. invenition, may require the contractor/to:grant appropriate
licenses or sublicenses o responsible applicants; ory if nécessary, may.
grant.such licenses or. subltcenses ztself The Govemment may take
such actions only—: .. ; : :
wety v (o the contractor has not taken and is\not expected t take
timely' and effective-action to. achieve practical: apphcatwn of
the invention: in:.one or-more:of the selected: f;elds)of use; .
< aeA2)if necessary fo pratect-the national security;
s (d) if necessary . to-meet requirements for publzc use: spec:ﬁed
by Federal regulation;

U)-if continuation: of the contractor’s.rights-in-the mventwn
. would create or-maintain a sztuatwn znconszstent u.nth he antz-
- trustdaws; or: . o - o

(5) if the contractor has fazled to comply wtth the reportmg

- requirements'of this Aet-with respect.to-such ihvention.

(b) These march-in rights::may. be ‘exercised: by the: ,respon'sibie
agency on its own initintive or on a petition from an interested
person justifying such action.
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(2) the Federal Government’s contribution to thetechnology as
l;censed or utilized is insubstantial compared wr,th prwate in-
‘ -Uestment made or:to.be made in techhology; or. -+
-i(3).the contractor-is.a small: busmess educatzonal znstztutwn,
‘or wonprofit-organization; or . .
il the total Government. fundmg of the technology wtth the
-=~contractor isless than $1,000,000: or. - ..
i) the payment would place the- contractor at a. competltwe
dr,sadvantage or would stzﬂe commerczal utzl;zatwn of the dech-
‘nology, orw :
~i(6) it s otherwzse in the best mterest of the Government and
~the-general-public.”

(d) Such regulations: shall be promulgated wzthm twelve months
of enactment of this section. Uniil they become effective; each agency
shall obtain_payment on behalf of the Federal Government for its
research and development activities on a contract-by-contract -basis

S

Ln ', ‘manner conszstent unth the provzszons of thzs sectwn

S UBCHAPTER II —;IN VEN TI ONS OF FEDERAL EMPLOYEES

§ 391, Employee mvent:ons

.This. .subchapter  applies to .employment. znvenuons whlch in
thzs Act are mventwns made by Federal employees ‘ .

§392 Reporting of lnvenhons

(@) Federal employees will ﬁle tzmely written reports on'uny inven-
tions they make. Such.reports will be made to.the employee’s. agency
and will contain complete technical znformatwn concerning the in-
vention. The Government neither will publish nor release a report
until there has been o reasonable time to file patent applications or
until one vear has hpassed since the final disposition of rights under
this subchapter, whichever is earlier.”

(B),If the.responsible agency determines that the employee- mventor
unreasonably has, failed to.file a report ds required by subsection (a)
of this section, the employee may be deprived of any or all of the
rights he otherwise would have under thzs subchapter

§393. Criteria for. allocation of rrghts ‘,

The r’;edsponstble agency “will determine the raghts of the Govern-
ment, and of Federal employee-inventors .in any inventions made by
employee—znventors through the use of the following criterig:. .

(1) If .the invention bears a direct relation to. the. duties of the
employee—mventor ‘or was made in consequence “of his. employ-
ment, the Government will acquire all rights in .the invention.

(%) If the invention neither bears a direct relation to the
duties of the employee-inventor nor Wwas made in conseguence of
.. his. employment, but was.made with .o contribution from. Feder-

. -al_funds, facilities, equipment, materigls, or. information. hot
... generally available to the public, or from services of other Fed:
... eral employees.. Om. ofﬁcr,al duty, the employee-inventor, will re-
" ceive all rights in the invention, except as provided in para-

graph (4) of this section. However these rights will be subject to

a nonexclusive, rovalty-free worldwide license to the Govern-
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8§ 397 Ineentwe awards program

(a) Agencies may monetartly reward dand otherwtse recognize em-
ployee-tnventors as an incentive to promote employee inventions and
the production and disclosure of employee inventions. For this pur:
pose agencies may make awards under the Federal incentive awards
system (5 U.S.C. ch. 45, 10 U.S.C..ch. 57 and melementlng regula-
tions).as. modzﬁed by this. section. . - .. -
- (b) The amountof an award for an invention wall be based on—

(1) the extent to which the invention advances the state of the

art;
(2) the scope of applzcatwn of the invention; s
. ,(&:‘»’) the value of the invention to. the Government or the publzc
.an . _
(4).th xtent to whmh the invention. has come into public use.
(e) ‘Awards for an znventlon-of up. to $10,000. may be made by. the
head of an agency. .. ‘ -

(d) Awards of over $10 00 ‘bist less thanf$35 _000‘may Z:e made by
the head-of an agency to .

(1) civilian employees, with the approval, of he Offzee f Per—
..-sonnel Management; ... .. ... B
(2). members. of the. Armed ‘Forces 'wzt ‘
: ,Secretary of Defense; . ... R '
(3) members. of the. Unzted States Coast ‘Guard. when not oper—
ating as a service in the Nauy, with the. approval of the Secre-
tary of Transportation, .. .. ..
- (4) members.of the Cornmi,sswned Corps of' the' Unlted States
Puyblic Health Service, with the approval of the Secretary of
Health and. Human. Serwces,,and g

. (9 members of the Commissioned. Corps of the Natzonal Oce—
“anic and Atmospheric Adm;nzstratwn with the approval of . the
Secretary of Commerce.

(e} Awards of more than $35,000 may be made 4o employee-inven®
tors .by the Pres;dentx upon_ recommendation . of the.. head of an

ency. . \ .

23 Acceptanee of o cash’ award., under ¢
agreement that any Government use of an anentwng._for which. the
award 1s made forms. no. basis for. further. claims ga:nst the Gov-
ernment by the recipient, his heirs, or his assigns..

(8)-Any cash award or expense for, honorary, recog r.t;o_n of ¢ an em-
ployee inventor will be. paid from the fund o approprzatr.on of the
agency receunng the _mvent:on K} pnmary beneﬁt

In addztwn to awards as prov;ded in section 397, ’an agency may
share income received from any patent ltcense with the employee--
inventor. : ey ;

§399; Regulationis: = - oW

{a) The. C’ommls Loner of Patents shall zssue regulatzons to zmple—'
ment this.title; . ; e

“(b) Any determmatwn of an appozntmg ofﬁczal und 7 su ) ectzon
208(b) of title 18, United States Code, that relates to promotion of an
employee invention by the employee-inventor will be subject to regu-
lations prescribed by the Secretary of Commerce with concurrence of
the Office of Government Ethics and the Attorney General.
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(4) if the continuation of the licensee’s.rights in the irivention
.would create or-maintain a siluation mconsastent wtth the anti-
frust laws; or.

. ) if the lzcensee has fatled to comply wtth the terrns of the
icense.

(b). These  march-in_rights may be exerczsed by the responszble

agency or, Lts own ‘initiative or, on a petttton from an. mterested

person Justtfjnng such actwn R AT .

§404. Regulatwns I

The Office.of Federal Procurement—,Pochy wzll direct th issuance
of regulations specifying the terms.and conditions upon which feder-
ally owned patent rights may be licensed. An agency may deviate
from such regulations on a class’ baszs_ unless prohzbzted’ by the
Ofﬁce of Federal Proourem,ent Poltcy L _ _ -

S UBCHAPTER g V—MISCELLANEO US. .

§405 I-':’atent enforcement smts and‘ rtght of tnterventwn R

(@) Any exclusive licensee under this chapter may enforce’ Lts ex-
cluswe rights underthe licensed patent by bringing suit without
Joining the United States or any-other exclusive ‘licensee as'& party:
Houwever, the licenisee will give prompt - ‘notice of - the suit, or; of any
suit ftled against it respecting-the patent; to-the Attorney General
and the agency that granted the.license, .and all parties, will serve
copies of papers on the Attorney General and the respo ble ,qgency
as though they were parties to the suit. = ' ‘

(b)) When: the responsibleragency:is mformed of any suit ﬁlecl by

an exclusive ‘licensee;: by the: Governmen o by, any other person re-
specting @ patent: sub_]ect to the: provisions of this chapter, it prompt-
ly will give notice to all its licensees under the ‘patent: ‘Any exclusive
licen'see ‘iwill be ‘entitled ‘to intervene as-a’ ‘party in" ‘sueh’ a suit in
which:the validity or scope of the'licerisé pdtent is; oF.i§ ltkely to be,
plnced in issue.

o

&j-Ba,Icground rlghts

Nothmg contained in thts chapter wtll be construecl\t o!eprwe the
owner of any background pnten' “or of 'rights: under-sich a patent

;-‘(a) Agenojf cletermmatwns ‘under eecttonsi-%?gé 337la),'and 38?(0)
and 403 will be made after public notice and opportunity for a:hear-
ing in‘whichthe United:States, tny-ggency; or any interested person

b

may partzczpate, and wzll tnclude wrttten redsons: for the determmo:—

(B The> Umted StateSs or any parttczpant that may be adversely af-
fected ‘by:an agency determination covered by subsection (@) of this
section: may appeat the determination to the United States Court of
Customs and Patent Appeals within sixty days after: the determina-
tion is:issued.: Phat:courtrwill -have exelusive _]urzsdzctton to “deter-
mine -the ‘matter: de novo: and'-to“afftrm reverse, or modt' - the
agency determination. ; R -
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(1) “Agency’ 'means an “executive agency.” of the Federal Gov-
ernment, as defined by section 105 of title 5, United States
Code, and the military departments defined by section 102 of
title 5, United States Code. “Responsible agency” means the
i ageney whick 1s party.to a contract. for. the performance of re-
searchior development, has received patent rights from: another.

“agency, .or has:administrative-- jurisdiction over an employee:
inventor. The Tennessee Valley Authority shall not be.consid:
ered an “agency” for the purposes of this chapter;” and this
chapter shall not apply to its patent rights, contracts, and em-
Dployees.

(%) “Antitrust laws” means the laws included within the defi-
nition of the term “Aniitrust laws” in section 1 of the Clayton
Act (15 US.C. 19), as amended.

(3) “Contract” means any Federal contract, cooperative agree-
ment, or grant that provides for performanca .of research or de-
velopment substantially funded by the Government. It covers

. any assignment, substifution of parties, or subcontract of the

.. _same type under such a.contract. It does not cover Federal price
. .or purchase. supports or-Federal loans or loan guarantees.

““member of the uniformed services.

(4) “Contractor’” means any, person other than.an agency that
is a party to a contract.
() “Federal employee” means any civil service employee as
° defined in section 2105 of tttle 5, Umted States Code, and any

5 ) “Invention means any invention that is or may be patent—

. . 4sectzon F91.

“able’ under the laws of ‘the United Stdtes. “Contract invention”
is defmed by sectton 382 “Employee tnventton” is def“ ned by

WZx ‘Made” wheh: used in relation” 1o - any mventton "means
‘conceived or first actually reduoed to praettce G
“(8) ,‘Nonproﬁt ‘organization” r'neans universities and: other in-
stitul ns of higher education or'an ‘organization of the type de-
“scribed in section 501(c)$) of the Internal Revenue Code of 1954

© (26 U.S.C. 501(c)) dnd exempt from taxation under section 501{a)

of the Internal Revenue Code (26 U.S.C. 501(a)) or any nonprofit
scientific or educational organization qualified under a State
) »,,_nonpr ofit organization statute.

UL Q) “Patent ‘rights” ‘means: patents and patent licenses ‘and
subltcenses ) _ ,

(10) “Practical application” means manufacture of a ma-
chine, composition, or product, or practice of a process or
-system; -under.conditions which establish. that the invention is
being worked and its benefits are qvailable to the publtc on rea-
sonable terms..

«(I1)-58Small business’ means.a small business concern, as de-
f' ned in section 2 of Public Law 85-536 (15 U.8.C. 632) and im-
Dplementing regulations of the Administrator of the Srhall Busi-
ness Administration. .

(1Y “State"‘_nwans a State or temtory of the United States,
‘the ‘District of Columbia, or the Commonwedalth of Puerto Ric

' “Local” refers'to-any domestzc county, m_nwtpalzty, of ther
" governimental entity. v

(13} “Will”, exce, pt as the context otherwise reguires, has the
same meaning as “shall’.
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8004(d), the Administrator may ‘make grants to:or -enter ‘into: con-
tracts: (including. centracts -for constructlon) w1th pubhc, agenc1es
and authorities or private persons.

(2) Contracts for research, development, or demonstrations’ or for
both (including contracts for construction) shall be made in accord-
ance: with and subject to the limitations provided with' respect to
research contracts of the military deépartients in title 10, United
States Code, séction 2353, éxcept that the determination, approval
and certxﬁcatum requlred thereby shall be made by the ‘Adminis-
trator.”"

[(3) Any invention made or concelved i the course ‘of or ‘under;
any contract under this Act shall be subject to section 9 of the Fed-
eral Nonnuclear Energy Research-and Development Act of 1974 to
the same extent and in the same manner as inventions made or
conceived in the course of contracts under such Act, except that in
applying such section, ‘the Etivironmental Protection ‘Agency ghall
be substituted for the Energy Research and Development Adminis-
tratlon -and- the awords -“‘solid waste” shall ‘be subshtuted for the
word ‘enérgy’"where-appropriate.] - 1

*(4) Forcarrying ‘out the purpose of thls “Act: the Admlmstrator
inay detail personiel of the Environmental: Protectlon ‘Agenc ‘to
agencies eligible for assistance under this section. .

* ® * * ¥ * ) £

PHLTSCALE DEMONSTRATMON FACLITIN !

SEC.; 8004.(a) AUTHORITY. — _
Tk * ‘* * & *

(c) Cost SHARING.—Wherever practicable, in constructing, operat-
ing; or providing financial assistance under-this. subtitle:to a :full-
scale” demonstration: facility, the Administrator ‘shall- endeavor. to.
enter into-agreements and make other: -arrangements. forl maximum’
practicableccost sharing with: other. Federal, State, and local agen—
c1es, private persons, or any:combination: thereof ;

-(2): The:Administrator: shall enter into: arrangements Wherever
practlcable -and: desirable, :to-provide -monitoring of full-scale-solid
waste facilities(whether or mot;constructed or operated :under this
Act): for purposes:of. ‘obtaining information ¢oncerning thé-perform-
ance; ahd other aspects; of'such facilities. Where: the Administrator
provides only:monitoring :and’evaluation: instruments :or -pérsonnel
(or both) or: funds for such instruments or personnel and: provides
no-other financial assistance. t6 a: facility, [not. withstanding sec-
tion 8001(cX3),] title to any invention made or conceived of in'the.
course: of :developing; construeting,-or operating such facility shall
not be required to vest in:the United States and patents respecting
%léch invention: shall not:be :required .to be 1ssued to the United

ates. o : i
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Guidelines- 1mplement1ng thls ‘sectio
full opportunity:for pub11c ‘comment.

T

* *

ATER: RESEARCH AN D
DEVELOPMENT ACT OF 19'78

[Sec. 408 ~With respect to patent pohcy and to the def1n1t10n of
title, to,-and: licénsing .of inventions:made:or conceived-in the course =
-of, or under any contract or grant pursuant to this Act, and’ not-
wlthstandmg -any -other: provigion: of: law;: the’' Secretary shall be
governed: by the;provisions of -sections 9 and-10:of the Federal Non=:
nuclear: Energy, Research, and:Development: Act: of::1974 ‘(Public *
Law :93-577; 88. Stat.. 1887, 1891; 42 U.S:C. -5908, :5909): - Provided
however, That. subsections (1) -and:(n):of .section 9: of ‘such Act shall::
not apply to-this-Act: Provided «further, however, That, subject to
the. patent. policyof sectioni.408;: all resedrch:-or’ development ‘cons ¢
tracted: for, sponsored; cosponsored;-or authorized- undeér authority "
of . this: Act shall be-provided ih:such manner:that all:information; -
data;-and. knowhow -regardless:of their nature or mediums; result-: »
ing: from such- research and::development:will (with such exceptmns
and limitations,: if :any,~as :the Secretary: may -find 1o be: necessary
in the interest of national defense) be usefully:available for: prat
tice:by.the general: public congonant-with the purposesof thisA

As used in this t1tle, the followmg termiis and the1r varlant forins
mean; the following: - P :
An-*anofiymous Work
of which no natural person is 1dent1ﬁed iga S
“Audiovisual works' are works' that consist of a senes of relate

--machmes, or-devices such as projectors; Vlewers,‘“or electromc
equipment, together with accompanymg sounds, if any, regardless i
of the: nature .of the material ob_]ects, 'f ' I

which:the. works are’ embodled

: giL

United :States ‘at :any:time- before the ddteof: deposn; “that’ the Li-~
brary.of: Gongress gdeterminesto-be:most: ‘sultablet for#its: purposes.:

A person’s. -‘‘children” . are:that person’s-ifnmediate offspring,”
whether:legitimate ornot;-and any: children egally adopted:byithat
person.

A “collective work! is:.a.worky stich: perlod1cal isstie; antliolo-
gY, 0] encyclopedia; in -which: aznimber:'of cohtributions; constitut- -
ing separate.and: mdependent*works 1n'themselves, are’ assembled Gt
into.a collective whole,: - : x '

A, “compﬂatmn s a. work formed by: the collectmn and assem:
bling of. preex1st1ng :materials or of-data-that-aré selected; coordi: - -
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images:in‘any: sequence or to make the sounds accompanymg it au-
dible.::: =
“Phonorecords are mater1al ob_}ects in wh1ch Sounds other than'
" those: accompanying 'a motion picture “or ‘other- audiovisual ‘work,
are fixed by any method: now: knowri or:later déveloped, ‘and: frorn
which the sounds can be perceived; reproduced; or othérwise com:
municated, either dire‘ctly or with'the aid-of a machirie or device.
The term phonorecords mcludes the matenal-‘- ob;ect 111 wh1ch the
sounds are first fixed.' ;
“Pictorial, graphic, and sculptural works 1nclude two- d1mens1on-~
al-and three-dimensional works of fine, graphm and- -applied art,
photographs, prints:-and art’ reproductmns ‘maps, globes,’ chartsf-f
technical - drawings, diagranig, and models.-Such worky shall -in- -
clude works of artistic craftsmanship insofar as their form but hot
their mechanical or utilitarian-aspects are concérned; the design of
a useful articlé, as.defined in: this section, shall be con51dered apie-
torial, graphic;ier: sculptural work only if, and- only ‘to ‘the extent:
that,- such design - incorporates pictorial, graph1c, ‘of ‘sculptural fea- ,
tures thatcan be idéntified separately ‘from::and-are capable of €x: "
isting independently of, the utilitarian aspects of the article: '+112
A “pseudonymous work” is a work on the ‘topies or: phonorecords
of-which the: author:is'identified -under a‘fictitious name.
“Publication” is the distribution of copies or phonorecords of a
work:to the public by sale'or other transfer of ownership; or by
rental;lease, or:lending.-The offering to distribute copies or phono-
reCOrds to.asgroup of ‘persons for purposes of further distribution,
public rperformance;or public - display; * consitutes publication. A
publie: performance or d1splay of a work does not of itself constitute
publication:: : . :
To perform or display a: work pubhcly ‘means—"
(1) to perforin’or display it at-a*place open to- the’ publzc -Of at
any place where a- substanmal number of ‘persons’ ouitside of a

dlsplay of ‘the work to a: place spec1ﬁed by clause (1) or to the
< .publie, ‘by:‘means -of any ‘device-or" Process whether the mem-
'bers-of the public eapable-of receiving the- performance or’ dis-
play receive :it:in‘the same place’ or in separate places and at
- the same time or at different times.” ' o
“Sound recordings” are works that result from the f1xatlon of a
series ‘of -musical;- spoken, ‘or: ‘other sounds, but not including the
soundsaccompanying ‘a motion pi¢ture or other audiovigual work;
. regardless of the nature of the material objects, such-'as disks; ™
tapes, or other phonorecords, in which they are embodied.

‘State” includes the District of Columbia and the Common-
wealth. of Puerto Rico, and any:territories+to- Whlch th1s t1tle ig =
made applicable by an Act of- Congress

A “transfer of copyright ownership” is an assxgnment mortgage
exclusive license; “or ‘any other conveyance; alienation, or hypothe-.
cation of a copyright or; of an "Of the exclusive rights comprised in
a copyright, whether or not it is’ l1m1ted in ‘time. or place of effect
but ‘not mcludmg a nonexcluswe l1cense - e e
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. under the law; whether title 17 6r the commion: law.or statutes of &
State; in"effect;on-December 31,:1977, as' held ‘applicable: and con-
strued by a court in'an’ act1on brought under this title.] 7 :

Comp jer programs

Notwtthstandmg the prowszons of 8106 it is not an mfrmgement
for the: owner:of a copy of & compiter: program to'make or authorize
the making of another:copy or adaptatwn of that computer program
provided:

(1) that such a new copy or. adaptatwn is crea,ted as an essen-
tial step in the utilization of the computer program in conjunc-
tionwith a machinegnd that it-isused in no:other manner, or

(2) that such. new-copy-or adaptation is for archival purposes

only and that all archival copies are destroved in the event that
continued possession -of the computer program should cease to
be rightful.

Any exact copies prepared in accordance with the provisions of
this section may be leased, sold, or otherwise transferred, along with
the copy. from which- such copies were prepared, .only as. part of the
lease, sale, or other transfer of all rights in:the program. Adapta:
tions so prepared may be transferred only wzth the authorzzatwn of
the copyright owner. : : ; .

) SECTION 302 OF THE APPALACHIAN REGIONAL
' DEVELOPMENT ACT OF 1965

RANTS FOR ADMINISTRATIVE EXPENSES OF LOCAL DEVELOPMENT
DISTRICTS AND FOR RESEARCH AND DEMONSTRATION PROJECTS

S EEy

SEC 302 fa).*.* *

[(e) N o part ‘of any appropriated funds Thay be expended pursu-
ant to ‘authorization given by this Act involving any s¢ientific or
technologlcal research or development activity unless such expendi- -
ture is ‘conditioned upon provisions effective to insure that all in-
formation, copyrights, uses, processes, patents, and other develop-
ments’ resultmg from that act1v1ty will be made freely available to
the general public.' Nothing contained in this subsection shall de-
prive the owner of any background patent relating to any such ac-’
tivity, without ‘his consent, of any right which that owner may’
have under ‘that patent: Whenever: any information, copyright, use,
process, patent or development resulting from any- such résearch or
development “activity ‘conducted in’ whole or in'part with -appropri-"
atéd fiinds expended under authorizatio “of this’ Act is withheld or
disposed of"- by any person, organization, or'agehcy in ontraventlon:
of the provisions of this subsection, the ‘Attorney General ‘shall 'in-
stitute,’ upon-his own motion’ or upén request made’ by’ any' person
havmg knowledge of pertinent facts;, an action for the énforcement
of ‘the' provigions of this subgectior in" the district court of the
United ‘States’ for ‘any judicial district in which’ any ‘defendant re-”
sides, ‘18 found, ‘or has a place ‘of biisiness.. Such' court ‘shall’ have
_]urlsd1ct1on to hear and determine such action, and to enter there-
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termmes that the interests- of ‘the United: Statés and the general
‘public will-best be:served by such waiver: The ‘Administration shall
maintain -a .publicly: ravailable; ' periodically updated ' récord of
i waiver déterminations: In: mak,lng such: determlnatmns the Admm—
istrator shall: have the:following objectives: :
[(1) Making the benefits of the:energy research develop—
~.::ment, and:demonstration :program: ‘widely avaﬂable to the
pubhc in:the shortest practicable time. . :
: LE(2). Promotlng the commermal ut1l1zat10n of such 1nven~
—;tlons il i
(3} Encouragmg partlc1pat10nrby prlvate persons in the Ad-
; -m1n1strat10n ] energy research‘ development?- and demonstra-
- tion pregram.: i : 5 L
i (CE Fostermg compet1t1on and, preventmg undue market
coricentration: or' the creation lor: ma1ntenance of other' 51tua-
tions inconsistent with:the antitrust laws: =@ 1 - ‘
. (d)-In: détermining whether: a waiver-to: the eontractor at the
time of contracting will best serve the interests of theé United
States: and :the:general public;: the Adm1n1strator shall spec1ﬁcally
:'mclude as considerationg— i1
1 [ the. extent to: which the part1c1pat10n of: the contractor
wxll expedite ‘the attainment of the purposes of the ‘program,;
« s :f(2). the  extent to which :a: waiver of all of any part of such
o+ -, rights:in-any or:all fields of technology is needed to secure the
-+ participation: of the particular contractor; :

L(3) the extent to which the contractor’s commerclal p051t10n
may -expedite  utilization:: of the research development and
demenstratmn program results; - -

i [€4) the .extent ‘to: which the Government has contrlbuted to
the field of technology to be funded under the contract;
.1 . [(B) the purpose and nature of the contract, 1nclud1ng the in-
- tended use of the results developed thereunder S
- :[[(6) the extent: to which ‘the contractor: has made ‘o will
make substantial investment of finanecial résouides ‘or technol-
. ogy developed at the contractor’s private expense which will di-
. rectly benefit the work to be performed under the contract;

[(7)-the extent.-to which the field of techndlogy to he funded

under the contract has been developed at the contractor s pri-

-vate expensep: -

-7 o L8)-the: extent to Whlch the Government mtends 1o further
'develop to the’ polnt of commerc1al ut1l1zatlon the results ef the
.. contract-effort; : .

[(9) the extent to wh1ch the contract obJectlves are- con-
«.--cerned with the public health, public: safety, or public welfare;
= “[(0) the likely effect .of the Walver on’ compet1t1on and
fmarket concentration; and

< nnt LAY in the-case of a nonprofit educat1onal institution, the
o extent to which such institution has a technology’ transfer ca-
pability and program, approved by the Administrator as belng
consistent with the applicable policies. of this section. : '

:[(e) In determining whether a waiver to thé contractor or inven-
tor of rights to-an identified invention:will best serve the intérests
of the United® States -and the general public; the Administrator
shall specifically include as considerations paragraphs 4) through
(11) of subsection (d) as applied to the invention and— 7+

E
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- [(1) Per10d1c written reports at reasonable, 1ntervals, and
“when’ spe(:lﬁcally requested by the Adminigtration, on, the com-
de or is. intended. to :be made of the

agency) and States .and domestlc ‘municipal
uinless the_Adml"lstrator determl‘ es_t_hat 1t;’would ’not |

- government pu ant to’ any, xisting or future treaty or. agree—_ :
““ment’if thé’ Administrator determines it would be in the na: .
._tional interest to acquire this right. .. '
n in:thé United States of the rlghts to the.
“-inveéntion in any country in which the contr ci: R
an application for patent within such. tim

tlon shall determine. .

'[(5)'The right in the Admmlstrator gr tmg

of a nonexcluswe "excluswe or, pa tlally‘exCIu ive license:to a

“urider ‘the c1rcumstances, (A)tot
“required for public use by gove
may bé necessary ‘to fulfill health, safety
{C) for such other purposes as may be stlpulated i
"ble'agreément, | . .

“[(6) The r1ght in~ thé “Administrator 16
waiver or license in whole or in part. unless. the cxplent “of the
“wdiver or license demonstrates to the sat1sfact10n of. the Ad-

gy ',iie,e_d" QOI‘
| the 'applica—

“‘onable time thereafter is. expected to take siich steps, neces-
. sary to accomphsh substantial utilization of the invention:’

(T ‘The' right in the Administrator, commngencing . three years
“after the’grant 'of a license and four years after a waiver is.ef:
“factive'as to an invention, to réguire the granting of a nonex- .
“clusiveor partially exclusive license to a responsible apphca'nt .
‘of-applicants, upon terms reasonable under the. circumstances,
“and-in’ appropriate c1rcumstances to terminate the waiver o

“license ity whole or in part followmg a. hearing upon. . ‘notice, ..
';"thereof to' the public; upon a petition. by an interested person
‘justifying such héaring— = ©
[(A) if the Administrator determmes upon rev1ew 0
such material as he deems relevant, and after the recipi-
ent of the waiver or license, or other interestéd person, has
had the opportunity to provide such relevant and material
information. as; the. Administrator may require, that such
waiver or license has tended :substantially to lessen compe-
tition or to result in undue concentration in any section of
the country in any line of commerce to which the technol:

ogy relates; or
LB unless the rec:1p1ent of the waiver or llcense demon-;;
strates to the satisfaction of the Administrator at such
hearing that he has taken effective steps, or within a rea-
sonable time thereafter is expected to take such steps, nec-
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(4) For purposes of this section, patents, including any inventions
for which a waiver 'was made by the Administrator [under section
9 of this Act], and technology resulting from the demonstration fa-
cility, shall be treated as project assets of siich facility. The guaran-
tee agreement shall include such detailed terms and conditions as
the Administrator deems appropriate to protect the interests of the
United States in the case of default and to have available all the
patents and technology necessary for any person selected, includ-
ing, but not limited to the Administrator; to complete: and operate,
the defaulting project. Furthermore, the guarantee ‘agréement shall”
contain a provision' specifying that patents, technology, and" otherf
proprietary rights which are necessary for the completion or oper-
ation of the demonstration facility shall be available to the United
States and its designees on'equitable terms, including due consider-
ation to the amount of the United States default payments. Inven-
tions made or concewed in the course of or under ‘such guarantee,
title to: which is vested in the United States under this Act, shall °
not be treated as project assets of such facility for disposal purposes
under this subsection, unless the Administrator determines in writ-
1ng that 1t is in the best 1nterests of the Unlted States to do 80,

B ES S T : % .

[(r) Inventmns made or concelved i the course of or under a
guarantee authorized by the section shall be subject to the title and
waiver requirements and conditions of:section 9 of this Act.]

& * * * * Tk *

SECTION 5 OF THE TENNESSEE VALLEY AUTHORIZATION
LACT OF 1933

SEC, 5. The hoard i hereby. authorized— -
(a IR g,

(i) To request the as51stance and adv1ce of any officer, agent OF
employee of any executive department or of any independent office. -
of the United States, to enable the ‘Corporation the better to carry,
its powers successfully, and as far as practicable shall utilize'
rvices of such officers, agents, and employees, and the Presi- -
I hall if in his opinion, the public interest, service, Or:economy. -
so’require, direct that.such assistance, adwce, and service be:ren-
dered to the Corporation, and any:individual that may be by the.

Presxdent ‘directed to render. such’ .assistnee, | advice, and -service .-

shall be thereafter subject to the crders, rules; ;and . regulatlons of -
the board: [Provided, That any invention or discovery made by
virtue of and incidental to such service by an employee of the Gov-
ernment of the United States serving under this section, or by any
employee of the Corporation, together with any patents which may
be granted thereon, shall be the sole and exclusive property, of the
Corporation; Whlch is hereby authorized to: grant such licenses
thereunder as shall .be authorized- by the: board: Provided further,

That the board may pay to such inventor such sum from the
income from sale of licehses as it may deem proper]: -

* * ® ® * * *
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[© Whenever the Federal contribution for any research or de-
velopment dctivity” authorized ‘by ‘this Act encouraging motor vehi-
cle' safety'is more than ‘minimal, the Secretary shall include in any.
contract; grant, or other ‘arrangement for such research or develop-
ment’ activity,’ .provisions ‘effective to ihsure that all information,
uses, ‘processes, patents, and . other developments resulting from
that activity will be 'made freely and fully available to the’ general‘
public. -Nothing héréin shall ‘be construed to deprive the owner of
3ny'- background patent of any r1ght which he may have thereu' g

! arrangement executed pursuant
to this" Act which relates to scientific research shall contain provi-
sions governing the d1sposxt10n of inventions produced thereunder in.
a manner calculated to. protect the public interest.and the equities of
the 1nd1v1dua1 or _organlzatlon vnth which’ thi ontract or. other\

authorize the Foundatmn to enter 1nto any contractual or other r-
rangement inconsistent Wlth any prowsmn of law, affecting . the is-
suancé or use of patents. = " -
"KLY No officer or employee of the Foundatmn s a.ll acqulr
retain, or transfer any rights, under the patent laws of the United:
States or otherwise, in any invention which he may make or pro-.
duc connection  with -performing his assigned activities and-
which ‘is dlrectly ‘related to the subject matter thereof: Provided, :
howev this subsection shall not be construed to prevent any .
officer or mponee of the Foundation from executing any apphca-:
tion for.patent on any such invention for the purpose of assigning:
the same to thé ‘Government or its nominee in accordance with .
such rules and regulatlons as the D1rector may estabhsh ] B

'j f'SECTION 152 oF THE ATOMIC ENERGY ACT OF 1954

[SEC 152: INVENTIONS MADE ok ‘CONCEIVED DURING COMMISSION"
CoNTrRACTS.—Any invention or discovery, useful in the production
or utlhzatlon of gpecial nuclear material or atomic energy, made or -
conceived in ‘the course -of or under' any' contract, 'siibcontract, ‘or
arrangement’ entered into with or for the benefit of the: Commls-f ’
sion, regardless of whether 'the contract, subcontract, or arrange-.-
ment involved the expenditure of funds by ‘the* Commlssmn shall
be vested in;:and be’the: property’ of, the Commission, except that
the Commission may waive its claim to any ‘such invention or dis-"
covery under such circumstances as the-Commission may deem ap-
propriate, consistent with the policy of this section. No patent for
any invention or discovery, useful in the production or utilization
of special nuclear material or atomic energy, shall be issued unless
the applicant files w1th the application, or within thirty days after




SECTION 31 OF THE TRADEMARKACT OF 1946 -

31 Fees and charges

- Fa) The. followmg fees shall be pald to the Patent and Trade-
. mark Office under this-Act:

[1.-On filing each orlglnal appllcatlon for reglstratlon of a mark
in each class, $35. .

[2. On filmg each apphcatlon for renewal in each class, $25 and
on filing each application for renewal in each class after expiration
of the registration, an additional fee of $5.

[3. On filing an- affidavit under section 8(a):or: section 8(b) for
each class, $10.
.[4 0On ﬁllng each petltxon for. the rev1va1 of an abandoned apph-
_catlon 315, :

-[5. On fﬂlng opposmon or- apphcatlon for cancellatmn for each
class, $25

[6. On appeal from the examiner in charge of the registration of
_'gé%rks to the Trademark Tr1 and Appeal Board for each class,
T For issuance of a’new certific cate 'of ‘registration’ followmg
change of ownersh1p of ‘a~mark or correctmn of a reglstrant s rms-

VL8 For certificate o_f correction 'of reglstrant s'mista
gment after registration, $15. :
719, For certifying 'in‘any case; $1:
[10. For filing each d1scla1mer after registration,
" [1L: For printed copy of registered mark, 2 _ .
[12. For recording every ass1gnment agreement; or’ other paper
telating to the property in'a registration or application, ‘$20; where
the document relates to more than one apphcatmn‘ or registration,
$3:forseqch additional item.’ - ;
[13. On filing notice of claim’ of ben fit of thlS 7
beipublished under section 12(c). hereof, $10. :
L[(®) The Commissioner ‘may egtablish cha_
ords, ‘publicatioiis, 'or services furnlshed by the Patent and Trade—
riiark’ Office; not- spec1fied above o

& or'amend-

: 15,

ct' for a"_r_nark to

- f Patents wzll estab ish fees for the lemg
and - processmg of an-application ‘for the registration of a trademark
or'other-mark and for all other services performed by and materials
furnished by the Patent and Trademark’ Office related to trade-
mdrks-and other marks. Fees will be set and adjusted by the Com-
missioner to “récovér in aggregate /8 per’ Ce ntum of the estimated
average ‘¢ost to’'thé office of such processing. Fees for all other serv-
ices or materials related to trademarks and other marks will recover
the estimdted average cost to the office of performing the service or
furnishing the material. ‘However, no-fee for the filing or processing
of dn ‘upplication for the registration of a_trademark or other mark
or for the reriewal or ‘tssignment of a trademark or other mark will
be ddjusted more than once every 8 years. No fee established under
this section will take’ effect przor to szxty days followmg notzce m
the Federal Regzster
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as practicable at laboratories of the Department of Agrlculture
Projects conducted under contract with public and private agencies
shall be supplemental to and coordinated with research of these
laboratories. [Any contracts made pursuant to this authority shall
- contain requirements making the results of research and investiga-
tions available to the public through dedication, assignment to the
Government or such other means  as the Secretary shail deter- :
mlne i

SECTION 205 OF THE AGRICULTURAL MARKETING ACT OF
© 1946 o

Sec. 205, (a) In carrying out the provisions of title I of this Act,
the Secretary of Agriculture may .cooperate with other branches of
the Government, State agencies, private research organizations,
purchasing. and consuming organizations, boards of trade, cham-
bers -of commerce, other associations of business.or trade organiza-
tions, transportation and storage agencies and organizations,. or
other persons or corporations engaged in the production, transpor-
tation, storing, processing, marketing, and distribution of agricul-
tural products whether operating in one or more jurisdictions. The

" Secretary of Agriculture shall have.authority to enter into con-
tracts and agreements under the terms of regulations promulgated
by him with States and agencies of States, private firms, institu-
tions,. and individuals for the purpose of conducting research and -
service work, making and compiling reports and surveys, and car-
rying out other functions relating thereto when in his judgment
the services or functions to be performed will be earried out more
effectively, more rapidly, or at less cost than if performed by the
Department of Agriculture. Contracts hereunder may be made for
work to be performed:within a period not more. than four ‘years
from the date of ‘any such contract, and advance, progress, or other
payments may be madé. The provisions of section 3648 (31 U..S. C.,
-sec. 529) and section 3709.(41 U, 8. C,, sec. 5) of the Revised Stat:
utes shall not be apphcable to contracts or agreements made under
the authority of this section. Any unexpended balances of appropri-
-ations’ obligated by contracts as authorized by this section may,
notwithstanding the provisions of section.5 of the Act of June 20,
1874, as amended (31 U. 8. C,, sec. 713), remain upon the books of

~the Treasury for not more than five. ﬁscal years before. being car-
ried to the surplus fund and covered into the Treasury. [Any con-
tract made pursuant to this section shall contain requirements
making the result of such, research and investigations available to
the. public by such means as the Secretary of Agrlculture shall de-
termine. -]- . :




75

- and (B) to the extent the Admlnlstrator deems such actlon nec-
“essary to recruit specially qualified scientific. and enginnering
talent, he may establish the entrance grade for scientific and
*_englneerlng personnel without ‘previous service in-the Federal
“(Government at a level up to two grades higher than the grade
provided for such personnel under the General Schedule estab-
lished by the Clas51flcat1on Act of 1949, and fix their compen-
sation accordingly; :
.. (8) to acquire (by ‘purchase, lease, ‘condemnation, or other-
wise), construct, improve, repair, operate and mamtam labora-
. tories, research and ‘testing sites and facilities, aeronatuical
‘and space vehicles, quarters and related accominodations for
- employees and dependents of employees of the Administration,
and such other real and personal property (including patents)
' or'any intereést therein, as the Administration deems necessary
within and outside the continiental United States; to acquire by
lease or otherwise, through the Administrator of General Serv-
ices, buildings or parts of buildings in the District of Columbia
. for the use of the Administration for a period not to exceed ten
'years' without regard to the Act of March 8, 1877 (40 U.S.C. 34);
“'to lease to others such real and personal property, to sell and
- ‘otherwise . disposé of real and personal property [(including
- patents ‘and rights thereunder)] in accordance with the provi-
" sions-of the Federal ‘Property and Administrative Services Act
~of 1949, as amended. (40 U.S.C. 471 et seq.); and to provide by
contract or otherwise for cafeterias and other necessary facili-
" -ties for the welfare of employees of the Administration at its

* installations and purchase and maintain equipment therefor;

. {4) to’ accept unconditional gifts “or donations of ‘services,
mgiley, or property, real personal or mixed, tang1b1e or intan-
gible; -

AB) “without regard to section 3648 of the Revised Statutes, as
“amended (31 U.S.C.-529), to enter ‘into and perfofm such con-
tracts, leases, cooperatwe agreements, or other transactions as
©may be- -necessary in the’'conduct of its work and on suc¢h terms
“-as 1t ' may deem’ appropriate, with“any agency or instrumentali-
Lty of the United States, or with any State, Territory, or posses-
- sion, or with any political subdivision thereof or with any

" - person,-firm, association, corporation, or educational  institu-
¥ tion. To the maximum: extent practlcable and consistent with

‘the'accomplishment of the purposé' of this Act, such contracts,

leases, dgreements, and other transactions shall be -allocated
by the Administrator in'a manner which will enable small-
‘busmess conicerns to participate equitably and proportmnately
" in‘the conduct of the work of-the Adm1n15trat10n,

<+ (6)to -use, with their consent, the services, equ1pment per-
“donnel; and facilities of Federal -and ‘other agencies  with or
without reimbursement, and on a similar basis to cooperate
with other pubhc and private agencies and instrumentalities in
the use ‘of services, equipment, and facilities. Each department
and ‘agency- of”- the ‘Federal Government shall cooperate fully
with the Administration in making its services, eéqiipment,

‘personnel, ‘and facilities ‘available to the Admmlstratlon and
-any such department or agency is authorized, notw1thstand1ng ‘
~any other provision of law, t6 transfer to or to'receive from the
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?':smn and may not be’ taken for pubhc usé w1thout just compen-
sation;

12y with the’ approval of the Pres1dent to enter into coopera-

© tive'agreements under which members’ of the Army, Navy, Air
“Force, and Marine Corps may be detailed by the appropriate
Secretary for services in the performance of functions under
this Act to the same extent as that to which they might be
lawfully assigned in the Department of Defense; ’

(13) (A) to consider, ascertain, adjust, determme, settle, and
pay,-on behalf of the United States, in full satisfaction thereof,
-any ‘claim for $25,000 ‘or less against the United States for

“bodily injury, death, or damage to or loss of real or personal
property resulting from the conduct of the Administration’s
functions as specified in subsection (a) of this section; where
such' ' claim is presented to the Administration in ‘writing -
within two years after the acc1dent or mmdent out of WhICh TR
“the claim arises; and ' '

(B) if-the Administation considers that a clalm in excess of
$5,000 is meritorious and would otherwise be covered by this
‘paragraph, to report the facts and c1rcumstances thereof to the
Congress for its consideration; and

(14) to provide effective contractual provzszons for* reporting
the ‘results of the activities of the Administration, including
full and complete’ ‘technical reporting of any innovation made
in-the course of or under any contract of the Administration.

- (d) For the purposes of chapter 17 of title 35 of the United States
Code the Administration shall be conszdered a defense agency of the

Umted States o . o _
__*:.‘ L T ‘:- ® *:,"_ T

' TITLE III—-MISCELLANEO_US ‘
:*: - * £ * Skt

[PROPERTY RIGHTS IN INVENTIONS :

[SEC 305 (a). Whenever any invention is made in the perform-
ance-of -any.work under any contract of the Admmmtratmn, and
. the Administrator determines that— :

L[(1} the person who -made the invention was employed oT ‘as-
signed to perform research, development, or exploration work
and the invention is related to the work he was employed or
assigned to perform, or that it was within thé scope of his em-
ployment duties, ‘whether or not it was made during working

<. hours, or with a contribution by the Governinent of the use of
Government. facilities, equipment, materials, allocated funds,-
. information proprietary to the Government, or services of Gov-
ernment employees. durmg ‘working hours;or = -

[(2) the person who made the invention was not’ employed or

: a551gned to perform research,  development, or exploration :

.- work, but the invention is nevertheless related to the contract,

or to the work or-duties he was employed or-assigned to per-
- form;. and was made -during working hours; or. with a contribu-

“tion from the Government of the sort referred to in clause (1),
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jInterferences ‘on the’ questlon whether any ‘such false representa—

“tion was contained in such staterient. Such. question shall be heard
and determined, and determination thereof shall be subject to
review, in the manner prescribed by subsection (d) for questions
arising thereunder. No requést made by the Administrator under
this subsection for the transfer of title to any patent, and no. pros-
_ecution for the violation of any criminal statute, shall be barred by
.any failure of the Administrator to make a request-under subsec-
“tion (d) for the issuance of such patent to him, or by any notice pre-
viously given by the Administrator stating that he had no objection
to the issuance of such patent to the applicant therefor. . :

'[{f) Under such regulations in conformity with this subsectlon as
‘the Administrator shall prescribe, he may waive all or any part of
‘the rights of the United States under this section with respect to
‘any_invention or class of 1nvent1ons made or which may be: made
by any person or class of persons in the performance of any work
reéquired by any contract of the Administration if the Administra-
for determines that the. .interests of the United States will be
" served thereby. Any such waiver may be made upon such terms
and under such conditions as the Administrator. shall determine to
‘be required for the protectlon of the interests of the United States.
Each such waiver made with réespect to any invention shall be sub-
ject to the reservation by the Administrator of an irrevocable, non-
exclusive, nontransferrable, royalty-free license for the:practice of
stich invention throughout the world by or on behalf of the United
States or any foreign government pursuant to any treaty or agree-
ment with the United States. Each proposal for.any waiver under
this subsection shall be réferred to-an Inventions and Contributions
Board which shall be established by the Administrator within the
Administration. Such Board shall accord to each interested party
an opportudity for hearing, and shall transmit to the Administra-
tor its findings of fact with respect to such proposal and its recom-
~mendations for action to be taken with respect thereto.

- [{® The Administrator shall determine, and promulgate regula-
tions specifying the terms and conditions upon which licenses will
be granted by the Administration for the practice by any person
{other than an agency of the United States) of any:invention for
xévtlrntch the Administrator holds a patent on behalf of the United

ates. . .

. L. The Admlnlstrator is authorlzed to take all sultable and

necessary steps.to protect :any invention .or discovery to-which he
has title, and to require that contractors or persons who retain title
to. 1nvent10ns or discoveries under this section protect the inven-
tions or discoveries-to whxch the Admlnlstratlon has or may ac-
quire a license of ‘use;
" [G) The Administration shall be ‘considered a defense agency of
the United States for the purpose of chapter 17 of tltle 35 of the
Umted States Code. - :

[(]) Asused in this section— - T

“L(1)-the term “‘pérson”’ means any 1nd1v1duaI partnershlp,
»corporatlon association, institution; or other entlty, o
[(2)-the ‘term “contract” medns any actual or proposed con-
tract, agreement;’ understandmg, or othre arrangement and in-
cludes any assignment,’ ‘gubstitution of parties, or subcontract
executed or entered into thereunder; and
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SECTION 4 OF THE HELIUM ACT AMENDMENTS OF 1960

Sec. 4. The Secretary is authorized to maintain and operate
helium production and purification plants together with facilities
and accessories thereto; to acquire, store, transport, sell, and con-
serve helium, helium-bearing natural gas, and helium-gas mix-
tures, to conduct exploration for and production of helium on and
fromn the lands acquired, leased, or reserved; and to conduct or con-
tract with public or private parties for experimentation and re-
search to discover helium supplies and to improve processes and
methods of helium production, purification, transportation, liquefa-
cation, storage, and utilization: [Provided, however, That all re-
search contracted for, sponsored, cosponsored, or authorized under
authority of this Act shall be provided for in such a manner that

all information, uses, products, processes, patents and other devel-.

opments. resulting from such research developed by Government
expenditure will (with such exceptions and limitations, if any, as
the Secretary may find to be necessary in the interest of national
defense) be available to the general public: And provided further,
That nothing contained herein shall be construed as to deprive the
owner of any background patent relating thereto to such rights as
he may have thereunder]

SECTION 32 OF THE ARMS CONTROL AND DISARMAMENT
oo ACT .

[rATENTS

~I[Sec. 32. All research within the United States contracted for, .

sponsared, cosponsored, or authorized under authority of this Act,
shall be provided for in such manner that all information as to
uses, products, processes, patents, and other developments resulting
“from such research developed by Government expenditure will
{(with such exceptions and limitations, if any, as the Director may
find to be necessary in the public interest) be available to the gen-
eral public. This subsection shall not be so construed as to deprive
the owner of any background patent relating thereto of such rights
as he may have thereunder.] -
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