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AMENDMENT

{Clanf;qng patent fitle ownerskip under the Advancnd Tec}molegy Pragram)

Secnm 28(3)(11) of ehe National Institate of Standards and Technology Aci (15 U.S.C.
278n((11)} is amended by adding thereta e following new subsection (D):

"‘{ﬂ)(D) Nething in this paragraph shall be construed to tale precedence over the
application of Section 202 (2) and {b) of title 35 of the Unitzd States Code to
imellectual property conceived or first acually reduced to practice i the eourse of
projects awanded under this Prograre by United States universities and nonprofie
indepandant vesearch organizations qualifying under such Section, provided that
such aniversity of nonprofit independent research organization shall grant 1o one
or mare United States busingsses participating on a project, by license or
Assipnment, or an Option thereto, in any intsllectual property made jointly or
solely by iz employees, sn exclusive Tight o practice or have practiced the
j,in:éliﬁ:mal property in any feld of use, on terms that are reasonable under. the
ﬂmumstancﬁ including reasorable compensation 10 the university or nonprofic
independent research prganization and a reasousble plan to cowmercialize the
inmﬂectual propary.”
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ANALYSIS: . .
The 1991 Amendments to the Advanoed Technology Program (ATP) (PL. 102-245)
added 2 Ifimvisim to the enabling Iegislation for the ATP (the U.S. Trade and
Cﬂ:ﬁi}ﬁﬁﬁfeness Act of 1988, ¥.L. 100-418) requiring titde 1o pateniable inventions to be
heid by cotnpanies incorporated in the United Stawes. The: jatent of this provision was to
SEEWT !hat patented moehnology developed wnder the Program wonld not come poder the
control of fare: gn corporations. The Arpendmem was silent on the disposition of patent
titde for universities and nonprofit organizations which, under the original enahling
statots, were entitled 10 otain patent itle as provided by laws and regulasdons applicable
to Federal Assiztapce Frograms, nasoely, Public Law $6-517, the Presidential
Mcmamn&um on Government Patent Policy Dated February 18, 1983, Public Law 98-
620, 37 CER 401 and DOC regulations governing patents.

Recognizing the overall interest of Congress in establishing the ATP as a program 1o
foster rapid commercialization of advanced technology with minimal government
mtrumdm ihis amendment will clarify a tresoment of ismellectual property developed by
mwersmas and nonprofit independent research organizations authorized to partcipaie
undex the ngram which is comsistent with Congressional perspective that the goals of
the ATP progeam will more likely be achieved by indnswrial panicipanis receiving a
preference: for commercial rights 1o inteliectual property developed by nonprofit
panici;im:k. While this amendment rosintzing stamory consistency with other federally
funded programs by clarifying ihe applicability of Public Law 96-517 (Bayh-Dole) for
inventions made by universities and nonprofit independent research organizations, it also
armogmzps a primary Congressional interest in facilitating effective commetcialivation by

“ong or m indnstrial companies participating under the Program.

F. 24
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UNIVERSITIES, PATENT RIGHTS,
AND THE ADVANCED TECHNOLOGY PROGRAM

In 1930, Congress epacted Public Law 26-517, the Bayh-Dolke Act. This legislatan
permitied nosprofit isstitutons, inclading universides, o retaln dtle to patentabls inventions
developed is whole or in part with financial support from the Federal government. The

© legislation was designad 1o permit thesg inventions to be licensed directly by the inventicg,

orgamzation tw the indusirial sector in antcipadion of more guickly inwodoeing new products’
and now jobs into the national econowy. Price to 1980, the govermment retaived rights to any’
imeliecial property arising from federally funded research and provided, at best, geperally.
nonexelosive Bosnses o industry. As 2 result, the tnnovative discoveries of the academic
commnity stmply sat on the shelf. By 167§, the Federal government owned 28,000 paterus.
and only 5% had ever been lcensed m industry. There was just no inceative for private
industry o invest in these new pateated. wchaological discoveries. _

The Beyh-Dole Act has been tremendously successful in changing that picture. Tt
provided the incentive for creative minds within the university comrounity 10 bridge the gap
berween academia and indusery. Inventors were encoursged to stay involved during the
cmacial early stages of the trapsformaton process from innovadon io wsefnl pacdoct.
Thousands of new prodacts have been patented, licensed and commercialized under it
rovisions. Encouraged by the suceess of Baybh-Dole, Congress in 1984 passed sthe Federal

echnology Transfer Act (Eublic Law No. 99-5(72} to prompt federa! laborataries o enter inte
cooperative resesrch priects with private indusiry and to promote cormmercial development
of the laboratories’ wechnology through licensing. Further, in 1988, Coagress moved
encourage sreater industry participation by establishing the Advenced Technology Pro ‘
{"ATP") (Public Law No, 100-418). The Advanced Technology Program provided for direct
federal assistance 1o buginesses or joint venrres {comprised of collaboraring businesses,
universities and independent research orgamizations) to develop new and promising |
technologies for commercial use. During the last decade, Congress bas involved the Federal
governioent, universities, independent tesearch orgarizations, federsl laboratories and
mndusiry in @ common effort i develop new technology in order ro bolsier the position of he
United States in the world economy, The thrust throughout this period has been to provids -
ingentives Tor cooperation apang all of those insfturions capable of making a contribution.

In. 1991, Congress amended the Advanced Technology Pro by passing the
American Preeminence Act (Pablic Law 102-243). A major forus of the 1991 amendments
was ta himit the benefits any foreign entity could receive under the Program. In so doing,
Congrass utilized the word “company” and among other things stated that "title to any
intelectosl property [patents] arising from assistance provided in this secpon shall vest in 2
comga_ny or companies incorpotated in the United Suates,” 15 U.5.C. §278n(d)11) Law. Co-
ap. Supp. 1993), In imerpreting the amendraents, NIST has tajkcn the position that the word
"company” means & “for-profit” business and thereby has prohibited nooprofit instimiions
participating in subsequent ATP projects from holding ttle w their ows inventons. While
vecognizing that the ATP is aimed »f industry-led projects, nothing i the ATP legisiative
hisrory suggests that Congress intended to deviate from Bayh-Dole and deprive universities
and other nokprofii research ofganizations from the right 1o retain ownership of their

Intelsctoal property. There is only the single use of the word "company” in relation to patent

owaership, seized upon by NIST.

According to0 Websier's, the term "company” 18 not restricred to for-profit

. organizations, On the contrary, 2 company 18 defined as a "group associated for some -

purpose.”  Webster's New World Dictionary 283 (3nd e 1988). Clearly, universities which

. &g duly incorporated and registercd o do businesy ax vorporations are “companies.” Just as
.1 clearly, an interpretation that wonld include privase incorporated umiversinas, but excludes
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 state chartered institutions makes no sense, and neither does the NIST interpretation which, if
applisd throughout the amendments, would exclode participation by forcign businesses
because they are companies, but would allow participatidn by fordigr universitics becwuss
they sre nof companies. Additionally, while NIST reads the requirement, of T7.5. company -
ownerskip 2s all-incinsive, it may just as well be resd as inchisive only of compenias in the
traditional sanse, but exclusive of aniversities and nonprofit orgamizations which were known |
to be subject to Bayh-Dole. i

T s A

Perhaps of greager importance than the selective application of NIST's definition is the
fact that 6t diroetly contravenes Section 210 of the 35 US.C. (Bayh-Dole) which siaies that
Bayh-Dele shall "rake precedence over any furare Act unless that Act specifically cites this }
Act and provides that it shall take precedence over this Act.” Since Bayh-Dole appliesio sny
granl, comtract, Oof cooperative agreement for the performance of experimental, :
developmental, or nessarch work funded in whaole or in pari by the Federal Government and ;
NISTs own definition of 2n ATP “award” is "Federal financial asststance made under a grant

. or cooperarive agresment” (15 CHFR Part 2052 {33}, surely Bayh-Dole should be applied to the
- ATP, unless Congressional intent % the conirary was clearly expressed. We believe thizis a
threshokd not properly met by 2 highly debarable Agency nterpretation. It is well-established
that the rules of stamtory interpretation are to give harmenious effect 1o all acts on 9 subject
where reasonably possible. Baines v, the City of Danvills, Virginig, 337 F.24d 579, 580-591
(4h Cir. 1964). '

Further, a vepezl by implicaton may be fuuad only if “(1) provisions in two acts are in
frreconcilable conflict or (2} it is clear that an earlier act was intended 0 be replaced by a2
subsequent act cowmpletely covering the same subject.” Qovl of Virgin Islands v, Mills, 935
F.2d 591 (3zd Cix. 1991). Mereover, "in cither case, the inteation of the legislature to repeal
most be clear and manifese. Posados v, Narl Ciry Bank, 296 1.5, 497, 503 (1936); and

v n L 456 1.5 441 468 (1982). See alsq, Uns 5 v. Bzmed
- 837 F.24 933 (10th Cir. 1988); Radranover v, Touche Ross & Co., 425 U §. 148 (1976); and
- Muoller v. Injan, 928 F 2d 207 (6th Gir. 1991). Such clear intert is surely not present'in this
case. '

Qver the streanons objections of the university community, NIST issned fingl ATP
rules implemendng its nerpretadon i carly 1994, The application of the interpreiation to
the 1993, 1994, and 1995 ATP solicitations has bad a chilling effect on ueiversity |
participation,- It has resulicd in soroe universities not participating, mereby depriving indusiry” !
of essential base technology. Other universitics have withheld use of certain technology or
participated only where the Hkelihood of invention is low. Despite the obvious taxpayer
berefit from combining ATP funding with other fodoral assistance programs, nniversites
have been disconraged from atempting 16 do 50 becausc of the irreconcifeble nconsistency
between Bayh-Dols and the ATP rules on parent ownership, ‘

While the ATP was meant o encourage indusiry-led research and development, @
Congress clemly mmtended to penpit industry o enhst rhe pardeipation of nonprofits and
universities. The pelicy objective hay been 10 hagmess all resources to promoetwe the
development of new technology and its commercialization. Under the incentives of Bayh-
Dole, the wmiversities have demonstrated rremendons creativity in developing new and useful
wchnologies and in working with private industry to commercialize it, wimess the growth of
ihe bio-technology indusmy. The unfortunale choice of words in the 1991 Amendment cadling |
ints queston the applicahbility of Bayb-Dole should be immediarely rectified. It iy surely in | |

_. the natienal interest o st any further 10ss of partcipation by this conntry’s world class:
- priversities and to pravide U.S. indastry with an opporinity to access the most advanced. |
- technciogy the undversities have to offer. S
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