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WASHINGTON TECHHOLCOY n

- ‘Bad News. Battery Charges_

"Bm‘tﬂy Charges

By Lucy Reilly _
SENIOR STAFF WAITER '

jmuary's Rose Garden cela-
bration launchmg the U.5.
Advanced Batery Consortium is
hecoaing a hotlow wictory foc
e Bush adnvinistedtion with the
grawing realizalinn that the
evem violated White House pal-
icy w help smaller compa-
nies—and at the vary Icast
bypasses federal taw.,

The $260 million consortice
unites the Department of Ener-

8y, General Motocs, Ford,:

1 Chayster and the: Blocuic Power
" - Rescarch Initte in developing
w - sdvanced bawery 1echnologies
" -for eléctric vehicles nnder the
-governmemt™s  Coopesative
" Resesrch and Development
“ - Ayresment {CRADAY progran:.
7L Hewever, any company. other

- -than EPRI of the Big Three

- : “aulomakers thal participates ie
© . the USABL must first, 10

"oy veoehee any DeE funding, rclin- -

qpish imellectw property rights
10 any developmenis arising o
L . rontinued on page 9
. mmmd'ﬁmn
of: DoE-lunded mmml: said
lechmbw transfer capeats, -
- DOE will then provide fund-
: mg t‘or conducting research on
 eleckic vehicles—and walve the
- exclsive rights iy Ihe Lonsor-

. Thusif jl'lh"membﬂ'spamc.-.

Iimuhllnd sechaical.
That, the: expents added, vio-
tates the intent of a CRADA,
cressed by Congress in 1989, and
the provisions of 1ke decade-old
Bayh-Dode Act, which stipulaes
that smalt bosinesses and non-
profit oeganizavlons should
receive preicsential ircabment
froun all fedezal ageacits con-
cerning 7ighs surrosnding
inventions developed u:mugh

ipating in the consoninm “male

& commercial breakthrough on

- mew batieries, USABC geis it for

* nothing.” said coe technology -~ -
bansfes igslder. The Big Thiee -

woddrcq:allﬂle hcneﬁ!s,bolh

“It'sa
terrible
precedent.
It’s cherry-
picking the
winners.”

panics and nrganizations, DoE
elfectively elisinates all incen-
tive for an Javerioc ko commor-
cialize an efforl® with fhe
USABC—s contradiction of 3
highly publicized memomadum

" tsswed 3 yeae ago by Encegy Sec-

mmlm%m
s junt & lerzible peccodent,”

* aaid Lita Nelsen, associsie dirce-

sor of i Massachuscns Insiinne
of Tecbnulogy Technotogy

- Licensing Ofice and presideat

of the Associuion of Usiversity

Techm:!asy Managess. “IU's -

cheary-picking the winners. As
saon 28 1t looks good, somebody
will come after it”

Technology wansfer expens

R e

e

atuibule the earrent sitation to
legal wrangling by aitoeneys
from both DoE and 1he Big
Tiree, whe appear 10 have swept
aside previous panicipation
regolaticns in an ¢ffor 1o push
1he deal thaough quickiy

“It was a fawyer's special”
ostensibly designed to centealize
ownership in the consoctinm o
bring prompl commerciatization
of the echnologics, said one
insider. Yer the majoxity of inno-
vative designs ane eapecied Lo
kail from smaller businessas,
now being wamnsd againsl pastic-
ipation in the USABC by many
federal and peivaty iech-transier
specialists who believe the only
beneficiaries wiil be EPRE and
the Big Thres,

Following divection fram 1,
Michael Davis, DoE assisiam
secretary for conservadon and
renewable encrgy, the USABC
recenily requested approval Trom
the Commeres Department (o
devinte from existing U,S. laws
based on Yexceplional circum-
stances,” said Commercs Under
Secrewary of Technotogy Dr.
Robert White on Jan. 15. Whie
did nat the requsst.

. “DoE hag concluded that smatl
businesses and noaprofit organi-
zations shoukl be precluded from
owning all the rights in their
mventions relating (o advanced
bavery rescarch funded by the
department,” White wrate in his
answer 1o DoE.

"The deicrminasion relies upon

centralized decision-making,
. ignoces the needs of small busi-

nesses and mowprofic organiza-
rions and romoves any incentives
for them o1 theiv employees w0

© work with USABC,” he added.

The Smail Business Adminis-

tration also wrole a lsiier 10

.DOE, which noted the unfzir
- treaumenl by DoE and the man-

agers of the USABC, compozed
of scnior - personnel from
Chrysler, Food and GM, -

When anpeanced last (alf, the

‘gansortium was well received

and regarded as one of the first

© pajor nitiatlves lying together

indusiry and govemmend. Fond-
ing for the program is w be
shured equatly, with DoE giving
S130 millioa over Kive yoars uind
industry comaniied W mach il

bkl
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Undar Secretary for Techno
US Department of Commence

- Washington, D.C, 20230
Becember 4, 1991

~ Deaf Mr. Under Sacretary,

‘Wa understand you have conoems abiut the inteliectual property provisions
contained in the Cooperative Agraement betwesn USABC and the US
Govermment, with particular reference to the application of the Bayh-Dole
: ons. Perhaps the following information will assist you to understand why
the USABC ccngiders that g Patent Walver and Statoment of Exceptional
 Clroumgtances are essentia! prerequisites o our being able to use the DOE
* Netiona! Laboratories in the uﬁmnead battery resesrch efiort now commencing,

The USABC Is dedicated 10 the early commerciaiization of advanced battery
‘technology and sstablishment of & North American manutactuting capabifity for
electrc vehicle traction batteries. The Calllomia retuirement for 2er0 smission
vehicles in the near future forces the USABC 1o focus on an aggressive
timetable and an approsch which exclides the purely theoretical In favorofa
product development engineering approach, leading t¢ production of

 marketable batterles in & finite perivd of ime, The employmeant of significant
reasarch funds of the USABC's automotive pariners is done with the

- gxpeciation they will obtsin a compeiltive ativantage over forsign sutomotive
‘producers who are conducting thelr own aggressive research efforts, and are
not contributors o the USABC or participants in the US nationa! strategy.

- VYarious participants inthe‘pm{‘cm have various business interests which csuse
" them to join togather in pursutt of the national goal. The automolive pantners
) North American sources of traction battaries &t compatitive
prices. They do not wani 1o pay royalties on balteries developed with their .
_ resaarch funds, There Is an expeciation that other Original Equipment
- Manufacturers (OEM) who may wish 10 purchass and use the develo -
© o batieries will have to pay & royally 1o 6o so. The participating electric ulllities
. tesire to echigve, &5 & result of their invesiment, a profetred position in
L hmw%)éuﬂuture importanos 10 their industry, such as load feveling. Free = =
S ding pudle utilities, ke free fding sitomotive companies, should net benefit - .
. mtthe same time or on the same tenms as ose companies contribute directivte
.7 -the consortium. Battery companies wish {0 expand their business imothe = .~
- potentially profitable EV market, and those who contribute cost share, aswelias -~

e Ohiyslet o Fond + Gonaral MoK, ommeeee

13139885386 | 02-26-82 021 668M

i



rres -t fun f iy L=t cw LIS I I T 5 T I

[ RV ST Y e

FEB.2§ '82 15:84 FROM ELECTRIC VEHICLE

Gy UNITED

PROG TO B4475@32 Pnas.aaa}nas |

STATES
ADVANCED
BATTERY
CONSORTIUM

miruckamndkm 36 and their nise also ¢ to obtain soms
protection molrmmpﬂ% position n.ﬁmlmmmmam

The Natienal Laboratoriss have developed technology, indluding some
tachnology coverad by patents, which is of inlerast to USABC, ?uﬂmu
usetul for research tosting, and qualified people whose tatents could
benefit the project, However, the Nationa! Laborstories are encumbered with
rules and procedures which, if they cannot bo moderated, make them
unatirective business partnars. Preferential access by the USABC 4o the /df
toahmlo%y devaeleped with it funds and under its ment might not be
assured if the inboratory and/or it nmplomu wers ovmership of that
technoiogy under Bayh-Dole. The labs heve legal, contractual and
ah“osnPhical preforences for publication which ara inconsistent with the SRR AT - ¢
“;0:50 (- %als as outlined above. The FOIA and other disciosure polities are o iy
a m. . . ' : W Lo

Thess are not merely theoretical concemns. A potential commereial
subcontractor of great importance to the USABG refused fo allow its betteries o
be fested at the DOE National Laboratories because it did not befiove s

- background technology could or would be effactively protected there. Another

- potentlal subcontrastor has weioad concom over jeakage by non-tiscrationery

eonsing of technology developed at Netional Laborétories fo toreign

competiiors in the non-automotive battery businegs. One laboratory, opsiated
by a university, offered the USABC "Supplemental CRADA Terms® raquiring
publication of ‘research without significant Gimitations and stated this
roquirement was not negotiable. An empicyee of a national laboratory, who
pwns & patent, is offering to loense his technology to the USABC or other
subsontractors, We undarstand ownership of this patent may have been
pbtained through Bayh-Dole's under previous government funded work at the
Laboratory. Tha BC is not critica] of this siuation, but on the pther hand is |
not willing to see labs and thelr smployess oblaln positions in the techn e
davelopad at USABC 10 use that technology, or which would not assure the
tachnoiogy would be protected for the benafit of North American Industry. o

mu miﬁ: mm:.pgm % Involved 10 ngktgg'::h' ""rg?eg |
_ ns aAmMong U e p era e
of this gort.  If the laboratories can be relieved from some of thelr more
burdensome resirictions it seoms olear they will be able to participate more
- .Mnlyinmmmﬁl:ﬂona. if net, it Is pogsidbie their role oould be Emitedto
.+ {esting some of the bafteries, i.e., those batteries not contalning sensitive .~ .~
T propristary bapkground technology. In order {0 apoommodate s concernand ..
. -the policies which underlie Bayh-Dole, the Cooperative Agreement eawards te.
- the &ABG exciusive rights to foraground inventions for vehicle uses, subjecttc -

Chrysier « Ford « Gonr MOloR someres

13132865385
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~ the rights of the Bayh-Dole benuficiaries to receive alties produced, and
: hh%%m:ﬁmb«mwﬂuﬂbﬂ?&hﬁ.

PAGE B84/ 805 | /-

R mmmmmwrmmmmmlmmmm
E net be tutally unrestricted were the following: ' o
e A it of the financial strategy Is 10 incentivize cost shart
. % The “irade -Jhwhummmﬁmﬁ

.with developers would be very imited, ally In the cass of small -
businessas or univergities, if those potential subcontractors el Gould ' T
gialm ownership of any daveliopmaents produced, due 10 the appt of ' S

yhDois) In orter o accommodate tiks concem and the s which _

by Bayh-Dole, the Cooperative Agreement awards 10 the USABC | |
ership of foreground inventions, subjest to the tights of the Bayh-Dole
shiciaries to receive any royelties protuced. | - |

¢ Anothar key Biretegy is to enable the struciuring of an aversll Toyalty |
schema to meet the competitive and other goals of the various participants
described above. Beth business and fegal teasons support this strategy.

~+ A related matter is the need for faimness and balance in the arangements

© made with the varloug participants, Commerclal ootnpanies would be

unwilling to suboontract with thé USABC on reasonable sommercial terms,

it they were awara the nailonal isboratoriet were able to eontract on
concessioniry terms required by law or govemmant policy.

+ The government requires recoupment of its investment. Royalties on sales b
based on the iorotground technology to non participants provide & source- L
of incoma 10 fund that recoupment. -

s . Fundarmental faimass for all parileipants must be assured, inorderto avold -
- digincentive to “the brightest and best”™ whom we wish o aftract to this
%rgr]:ct. in this complicated transaction, the USABC Management
mitiee is the only place where all s will be heard and any
unfelmess remedisd. Although the DOE reprssentiatives 1o the -
 Management Commities do not vole, the Cooperative Agrasment provides
. that gny digagreement about & major proprammatic issue which reaults in
: a fallure of consensus may be taken to the Assistant Secrotary of Energy
e gl Tuct b eviewed and aparoed by The Gomaonats |
T : -] . . ang. v ' 11| PO
o -D&:pénidpagoninthemmemum-onm%BO'me" provatoef oL
7 UGAEC subcontracts and program plans essures adequate review ofthe  ~
. arangements achisved through arms length negotiation,
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o Duuumumohnon. of the resment, the USABC proposed to
simply take titte o ali foreground mntiom‘;’ln order te controt thelr disp

, not the income therefrom). DOE Patent Counsel considered the
profection of UBABC's concerns a5 outiined abova could be sccommodiated
‘without stripping from Bayh-Dole beneficluries so much of the rights they would *
otherwise oblain, The Cooperative Agresment was therafore carefully drawn to
mmmrm&sgﬁ%ol: baneﬁg:ﬂmum ﬂamgsb;mmﬂom mn-mwmnﬁv:‘; :
appliostions oxon lrm%m those really necessary to
carry oul the plan of oo alization of the technology being puraued by the
USABC, Moreover, the Cogperative Agrsement pravide for retention of
exclusiva rights by the Bayh-Dole bensficiaries (in spite of USABC sxciusive

 Hghts) assures thalr right to #cense fees and royalties flowing not only
from non-sutomctive uses, bit even from automotive uses Fcensed to OEM
ether than USABC panners. | | -

We bolisve some coricerns abaut the arrangements under which we are

operating woulkl be alleviated i paople understood more of the details of the

- various arrangements. The USA Coopérative Agreement does not

: mda the negotiation of CRADA or cther appropriaie agreements with the

nal Laboratories. it is Rkely that when subcontracts are conciuded with the

batiery researchers and the national laboratoties, some of the concems which

. are now specuiative will disappaar. We have alroady seen that result during
' discussions at some of tha laboratories. :

We weicome your interest In the success of the USABC and this very important
national project. We hope to enjoy Lour cortinued support, and 2 that end will

PAGE .25 pes

consider any request for additional information you need 1o satisty a lar
Gonoern of respond fo & partioular congtuent, - panic _
| | Yourstraly, |
' FronkE. Jamemsoh =
Becretary, USABC .
oo: Ken Bakor -
Bob Davis R
John Brogan
Jack Guy -
John Waliace
4
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