.amendment will be stated.

i

November 26, 1980
Mr. STEVENS. Mr. President, I cer-

" tainly join with the majority leader in

urging Members of the Semate to pax
their personal respects to one of the
greatest. Americans of all time who is in"
the Capitol today. L hope that we will
all gccord him the courfesy that he is
fustly due.

RECESS FOR 10 MINUTES

Mr. ROBERT C. BYRD. Mr. Pmsident..
E ask unanimeus consent that the recess
extend for 10 minutes.

There being o objection, the Sena.te-
gt 3:49 pum., recessed untif 2-59 pm.;
wherenpon, the -Senate reassembled
when called to order by the Eresicﬂng
Officer (MY, SARBANES).

M:. DOLE.Mc. President, Lsuggest the

‘ahgence of & quorum..

The PRESIDING OFFICER. The clerk
will call the roll.

The legisiztive clerk proceeded tor call
the roll.

¥r. ROBERT C. BYRD. Mr. Presl-
dent, I ask unanimous. cansent that the
arder for the quorum eall be rescinded.

The PRESIDING: OFFICER. Without
objectiomn, it 5 so erderedt.

ORDER FOR RECESS FOR 30
MINUTES
Mr._ ROBERT C. B¥RD. Mr. Prési--
dent, since asn order has already beerr
entered for the Senate to proceed to the
consideration of H.R. §93% for not to
exceed § minutes, I ask unanimous con-
sent that, upon the disposition. of that

.measure, the Chair declars & recess for
30 minutes.

The PRESIDING OFFICER. Without
ubiection. it & so ordered.

P’ATEN'I'AND TRADEMARK LAWS
AMENDMENTS
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Strike ont aIl after the en=sctlng clause
and insert in llew thereof the following:
“That title 35 of the United States Code;
entitled ‘Patents’, is amended by adding after
chapter 29 the following new chapter30:
“Chapter 30—PRICR ART CITATION TO
OFFICE AND REEXAMINATION OF
PATENTS

“'Sec.

‘301, Citation.of prior art.

“302. Request for reexamination.

303 Det,ermj.natlon. of” issue by Chronis-
sloner;

“304. Eeexamintibn ordsr By Commissioner,

“304. Canduct of reexamination proceedings:

'304. Appeal.

“307. Certiffcativr o patentaBility, unpat- -
entability, and clginy camceiIstlon.

““I 3Gk Citatian of priaz arte

“ Ryry mmﬁmﬂmmaycmm the
Ofce b writing: sric ermsisting of
petents or printed publicstioms which thak

person: hefleves tos Bave & besring om the
mtabultv af any ciainr of a. particular
patent, If the pecsomr explains in writing the
pertinency eyt manner of applying such
prior art tor at lesst.one ciaine of the patenty

‘the citation of such proe art aud the ef-

_planstton therest wil¥ becoms o pmrt of the
ofictal file of tire patett. AL the writtem rew
guest of the persom: citing the prior pit, his
or her !dentity will be excluded from the

- pwbtent feand Rept confidemtial.

Mr. ROBERT C. BYRD: Mr. President,

T asik unanimous consent that the Com-
mittee on the Judiciary he discharged

‘from turther consideration of H.R. §933.

The PRESIDING QFFICER. Without
objection, it is so ordered. -

The bill will he stated by title:

The legislative clerk read as follows:

. A bill (H.R. 6933} to smend the patent
and trademark laws.

The Senate proceedéd to consider the

UP AMBENDMENT NQ, 1778

{Purpose: To add the University and Small -

Business Patent Procedures Act to the

bilk)

Mr, DOLE, I send tothe desk on behalf
of the distinguished Senator from Indi-

ana (Mr, BayH) and myself an amend--

- ment in the nature of & substitute and
~ask for its immediate consideration. )
The

The PRESIDING  OFFICER.

The legislative clerk read as follows:

;. The Senator from Indlana (Mr. BavH), for -
himself and Mr. DOLE, proposes an unprinted
+-Bmendment numbered 1778, -

Mr. DOLFE. I ask unanimous consent
that further reading of the amendment
be dispensed with.

- The PRESIDING QFFICER. Wlthout
°bJEct:0n it is so ordered.

“The amendment is as follows: -

“§ 302. Request for reexaminatiom

“Ang person at any tima may file a-request .

far reexaminatinpn by the Ofice of anyg claime
of & patent on the bBasis of any prior art
cited under the pravisions of section 301 of
this title. The request must be in writing and

must be accompanied by paviment of.a re- -

examinatlion fee established by the Commis.
sloner af Patents pursuant to the provisions
of” section 41 off this title. The request must
get forth the pertinency and manner of ap-
plying cited prior-art to every clalm for which
reexamination ls requested. Unless the re-
questing person Is the owner of the patent,
the Commissioner promptly will send a Ccopy
of the request to the owner of record of the
patent, -

“§ 303. Determination ur lesue by Com-

missloner

“fa} Within three months following the
fillng of & request for reexaminatton under
the provisions of section 302 of the title, the
Commissioner will determine whethera sub-
stantial new questlon of patentability affect-
fng any clainr of the patent concerned 1s
ralsed by the request; with or without con-
sideration of other patents or printed pubr-
lications. On his own initiative, and any time,
the Commissiotier may determine whether
a substantial new guestlon of patentability
15 raised by patents and publications dis-
covered by hinr or cited under the provisions
of section 301 of this title

“(b) A record. of the Commisstoner’s de-
terminatlon under subsectlon. {a). of this
section will be placed in ths officlal file of
the patent, and a copy promptly will be given.
or mailed to the owner of record.of the pat-
ent ard to the person requestlng reex:xmlna.—
tlon, if any.

“{c) & detetmlnat.ion by the- Commissionex:

- pursuant to subsection. (a). of this sectlon

that no substantial new guestion of patenta--

,bility has been ralsed will be final and non- -

appealable. Upon such a determlnation, the

Commissioner may refund. 2 portlen of the

reexamination fae required under section
302 of this title.

“§304. Recxamination order by Commis-
sloner

“If, In a determination made under the

‘provisions of subsection 303(a) of this title, -

the Commissluper finds that a subsgrantial
new gquestion af patentability affecting any

‘ clalm of a patent is ralsed, the determinatlon

Cwill include an order for reexamination of
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the patent for resolution of the questdon. The
patent owner will be given ® reasonable pe-
rtod;, not less thano two tonths from the date
@ copy of the determination s given or
malled to him, within which he may file a
statement. on such guestion, including any -
amendment to his patent and new claim or
claims he may wish to propose, for considera-
tiom im the reexaminsation. If the patent

" cwner files such a statement, he promptly

will serve & copy of it onr the personx who has
requested reexamipatiom under the pro-
wisiers of sectlomn 302 of this title, Within a
period of two months from the date of serv-
ice, that persen: may file and have considered
tr the reexamination e mply to any state-
ment. filed by the pateni. owner. That per-
sorr promptly will serve om tire pnt.mt;awner.-
&.capy of ang reply filad.

“F 3OF comrurt:ofranmmwumrpmedmga

+ “After tiie-times ftr Ming the statement
and regly prgvided for; by secttom 304 of this
t'tt.lq have expired, reexamirmation wil be con-
ducted sccording to the procedures éstab-
ished for initial examitiatior under the pro-
visions of sections 132 amd 33 of this title.
In any reexamination proceeding under this
chapter, the patent owner will be permitted
to propose any amendroent to his patent and
& new cilainr or claiins thereto, in order to
distinguish the mventionr a5 clalmed from
the- prior- &1t cited under the provisions of
section 30T of this title, or Inr response to a
decision adverse to the patentaidlity of a
claim of a patent. No proposed amemded or
new clainr enlarging the scope of a clafim of
the patent will be permitted in a reexamina-

“ttorr proceeding under this chapter. All re-

 examinationr proceedings urider this sectiom,

IncTading- any appeal t&r the Board of Ap-
peels, wilT be conducted” with special dis-
patelr withiny the Cffice

¥ 306 Appeal.

“Tke- patent awner L‘m'olved. in a reexam-
lnation proceeding under this chapter may
appeai under the provisions of section 134 of
this title, and mey seek cours review under
the provisions of sectlonsg 141l to 1456 of this
title; with respect ta- any deciston adverse
to the patentability of any orlginal or pro-
posed amended or new claim of the patent.
*§ 307. Certificate of patentability, anpat-

entablllty, and ¢laim cancellatlon

“(a) In a reexamination pruceeding under
this chapter, when the time for appeal has
expired or any appeal proceeding has termi-
nated, the Commissioner will Issue and pub-
Ush a certificate cancsling any claim of the
patent finally determined to Be unpatent-
able, confirming any claim of the patent de-
termuined to be patentable, and Incorporat-
Ing in the patent any propcsed amended or
new clalm determined to be patentable. -

“(b} Any propecsed amended or new claim
determined to be patentable and incorpo-
rated” Into a patent following a reexamina-
tlon proceeding will have the same effect as
that specified In sectlon 252 of this title for
reissued patents on the right of any person
who made, purchased, or used anything

. patented by such proposed’ amended’ or hiew

claim, or who made substantial preparation
for the same, prior te issuance of a certificate .
under the provisions of subaectlon (a} of
this sectlon.".

8ec. 2. Section 41 0! title 35, Unlted States
Code, 1s amended to read as follows:
“% 41 Patent fees

“{a) The Commissioner of Patents will -

establish fees for the processing of an appli--

catien for a patent, from filing through dls- . '

position by lIssuance or abandonment, for

maintaining a patent in force, and for pro-
viding all other services and materlals re-
lated to patents. Na fee will be established
for maintaining a design patent tn force.

- "{b) By the Arst day of the frst fiscal

- year beglnnlng on ar after one calendar year-
-after enactment of this Act, fees for the




|
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actual processing of an application for a
patent, other than for a design Datent, frem
fillng through disposition by !ssuance er
abandonment, will recover in =ggregate 25

per centum of the estimated sverage cost to-

the Office of such processing. By the Arst
day of the first fiscal year beginning on or
“after one calendar year after enactment, f2es
for the processing of an application for a
design patent, from fling through dispost-
tion by issuance or abandonment, wtll re-
cover in apgregate E0 per cenium of the
estimated average cost to the Office of such
processing. } .

“(c) By the fifteenth fiscal year following

the date of enactment of this Act, fees for
maintaining patents in force will recover 25
per centum of the estimated cost to the
Office, for the year in which such mainte-
nance fees are received, of the actual process-
ing all aprlications for patents, other than
for design patents, from filng through dispo-
sitlon by lssuance or sbandonment. Fees for
maintaining a patent in force will be due
three years and slx months, seven years and
six months, and eleven years end six months
after the grant of the patent. Unless pay-
ment of the applicable maintenance fee is
recelved in the Patent and Trademark Office
on or before the date the fee fs due or within
& grace perlod of six months thereafter, the
patent will expire as of the end of such grace
perlod. The Commissioner may require the
payment of a surcharge as a condition of ac-
cepting within such six-month grace period
the late payment of an applicable mainte-
nance fee, -
. "(d) By the frst day of the first filscal
year beginning on or after one calendar year
after enactment, fees for all other services or
materlals related to patents will recover the
estimated average cost to the Office of per-
‘forming the service or furnishing the ma-
terial, The yearly fee for providing a library
specified in section 18 of this title with un-
certified printed copies of the speclfications
and drawings for all patents issued in that
year will be 850, ’ :
(e} The Commissioner may waive the
payment of any fee for any service or ma-
terial related to patents in connection with
an occasional or incldental request made by
& department or agency of the Government,
or sny officer thereof. The Commlissioner
may provide any aprlcant issued g notice
under section 132 of this tltle with a copy
of the specifications and drawings for all
patents referred to in that notlce without
charge. - R .

““(f) Peee will ' be adjusted by the Commis~
sloner to achleve the levels of recovery speci-

. fied in this section; however, no patent ap-

plication processing fee or fee for maintain<
ing & patent in force will be adjusted miore
than once every three years.

"{g) No fee established by the Commis-
sioner under this section will take effect
prior to sixty days followlng notice In the

Bec. 3. Sectlon 42 of Utle 35, United States
Code, 18 amended to read as follows: -
“§ 42. Patent. and Trademark Offfee funding

. “(a) All fees for services performed. Ly or

. materials furnished by the Patent and Trade-
- mark Office will be payable to the Commis-

sioner. N . f
“{b) All fees paid to the Commissioner

--and all appropristlons for defraying the

~co8ts Of the activitles of the Patent and
‘Trademark Office will be credited to the
Patent Office Appropriation Actount in the
Treasury of the United States, the provisions
.of sectlon 725e of title 31, United States

. Code, notwithstanding.

“{c) Revenues from fees will be available

" --to the Commissioner of Patents to carry out,
- to the extent provided for In eppropriation

Acts, the activities of the Patent and Trade-
mark Office, ’
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“(d) The Commissloner may refund any
fee paid by mistake or any amount pald in
excess of that reguired.”,

Sec. 4, Section 154 of title 35, United States
Code, is amended by deleting the word
“issue’’.

Sze. 5. Sectlon 31 of the Trademark Act
of 1946, as amended (15 U.S.C. 1113), 18
amended to read as follows:

"5 31, Fees

“(a} The Commissioner of Patents will
establish fees for the filling and progessing
of an-spplication for the registration of a
trademark or other mark and for &1l other
services performed by and materials fur-
nished by the Patent and Trademark Office
related to trademarks and other marks.
Fees wlll be set and adjusted by the Com-

missioner to recover in aggregate 50 per.

centum of the estlmated average cost to
the Office of such processing. Fees for all
other gervices or materials related to trade-
marks and other marks will recover the estl-
mated average cost to the Office of perform-
ing the service or furnishing the material.
However, no fee for the filing or processing of
an application for the registration of a
trademark or other mark or for the renewal
or sssignment of a trademark or other mark
will be adjusted more than once every 3
years. No fee established under this sectlon
will take effect prior to sixty days foilowing
natice in the Federal Register.

“{b) The Commissloner may waive the

payment of any fee for any service or mate-
rial reiated to trademarks or other marks in
connectlon with an occaslonal request made
by a department or agency of the Govern-
ment, or any oificer thereof. The Indian Arts
and Crafts Board will not be charged any
fee to register Government trademarks of
genuineness and quality for Indian products
of particular Indian tribes and groups.”,
Sgc.-8. (a) Title 35 of the United States

Code, entitled "Patents”, ls amended by

adding after chapter 37 the following new

chapter 38: -

#Chapter 38-PATENT RIGHTS IN INVEN-
TIONS MADE WITH FEDERAL ASSIST-
ANCE

"Sez, " :

“200. Policy and objective.,

201, Definitions.

»202, Disposition of rights.

*203. March-in rights. ST

“204, Preference for United States industry.

*205, Confidentiality. .

*208. Uniform ciauses and regulaticns,

t207. Domestic and forelgn protection of fed-

owned inventions.

*208. Regulations governing Federal 7nc'ens-‘

. - ing. ) R .
“209, Restrictions on lcensing of federally
“  owned Inventions. )

“210. Precedence of chapter, .
“211. Relationship to antitrust laws,

“*4.200. -Pollcy and objective ,

‘It 1 the policy and objective of the Con-
gress to.use the patent system to promiote the
utilization of inventions arising from fed-

_erally supported research or development; to~
" spcourage maximum particlpation of small

‘business firms in federally supported re-

-8earch and development efforts; to promote -
collaboration betweent commercial concerns’

and nonprofit organizations, including uni-
versities; to ensure that inventions made

- by nonprofit organizations and small busi-
~ness irms are used in s manner to promots
free competition and enterprise; to promotse
‘the commercialization and public avatlabll- -
- ity of inventions made in the United States
- by Unlited States industry and Iabor; to en-
sure that the Government obtains sufficlent -
- rights in federally supported inventions to -

meet the needs of the Government and pro-
teet the public agalnst nonuse or unreason-~
able use of inventions; and to minimize the

costs of administering policles fn this area.

- any subject Invention will better
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*4 201. Definitions

“aAs used {n this chapter—

“(a) The term Federal agency’ means any
executive agency as defined in section 105 of
title 5, United States Cede, and the mllitary
departments as defined by section 102 of title
5, United States Code.

“(b) The term ‘funding agreement’ means
any contract, grant, or cooperative agreeinent
entered Into between any Iederal agency,
other than the Tennessee Valley Authority,
and any contractor for the performance of
experimental, developmental, or research
work funded In whole ar in part by the Fed-
eral Government. Such term includes any
assigninent, substitution of parties, or sub-
contract of any type entered into for the per-
formance of experimental, developmental, or
research work under & funding agreement 28
herein defined. :

"“{c) The term ‘contractor’ means any per-
son, small buslness firm, or nonprefit

organization that is a party to a funding

angreement. .

“{d} The term ‘Invention’ mesns any in-
ventlon or discovery which ts or may be pat-
entable or otherwise protectable under this
title.

“{e} The term ‘subject Inventlon' means
any invention of the contractor concelved or
first actually reduced to practice In the pers
formence of work under & funding agree-
ment. . .

"{f) The term ‘practical sapplication’
means to manufacture In the case of & com-~
position or product, to practice in the case
of a process or method, or to operate in the
case of & machine or system: and, in each

case, under such cendltions as to establiigh .

that the Invention is belng utilized and that
1ts benefits are to the extent permitted by
law or Government regulations available to
the public on reasornable terms.

*(g} The term ‘'made' when used in re-
latlon to any invention means the concep-
tion ¢r first actual reduction to practice of
such lnvention,

“{h) The term ‘small business irm’ means
a small business concern as defined &t seg-
tion 2 of Public Law 85538 (15 U.8.C. 632)
and implementing regulations of the Ad-
mintstrator of the Small Business Adminis-
tration. ’

“{1} The term ‘nonprofit organization'
means universities and other institutions of
higher education or an organization of the
type described in section 501{c)(3) of the
Internal Revenue Code of 1954 (26 U.S.C.
§01(c)) and exem>pt from taxation under
section 501 (a) of the Internal Revenue Code
(26 US.C. 501(s)) or any nmonprofit scien=
tific or educationsl corganlzation gqualified
under a Btate nonprofit organization statute,

“§°202. Disposition of rights
(8} Each nonprofit organization or small

- business firm may, within a reascnsble time
_after disclosure as. required by paragraph

(¢){1) of thigz section, elect to retain titie
to any subject invention: Piovided, -how-

ever, That & funding agreement may pro- .

vide otherwise (1) when the funding agree-

‘ment i8 for the cperation of a Government-

cwned research or producfion facility, (it)
In exceptional clrcumstances when it is de-

‘terminsd by the agency that restriction or

elimination of the right to retain title to
Promote
the policy and objectives of this chapter ar

- (i) when It is determined by a Govern-

wment sguthority which s authorized by stat-
ute or Executive order to conduct Torelgn

-intellizence or counterintelligence activities

that the restriction or elimination of the

.right to retain title to any subject invention

s pecessary to protect the security of such

‘activities. The rights of the nonorofit Orgas
nization or small business firm shall be sub- -
_fect to the provistons of paragraph (c) of . -
" this section and the other provisions of this
-chapter. : .




i

FREED

R

_ovember 20, 2980

#(b} {1y Any determination under (i1) of
ph (a) of this' section shell be L
writing and accompanied by a written state-
ment of facts justifying the determination:
Acopy of each such determination and jus-
sfication shall’ Be sent to- the Compiroller
gemeral of the United States withimr thirty
days after the award of the applicable fund-
ing agreement. In the case of determinations
spplicable to funding agreements withr small
pusiness firms coples shall alko be-sent to the
¢hief Counsel for Advocacy of the Small
Business Administratiom ~ . .
“{3) Ir the- Comptroller GeneraF believes
that any pattern of deterodnations by =
Pederal agency is contrary: to the policy and
objectives: of " this- chapter or that amr agen-
cy's policles or practices sre. stherwise not
fir corformance wittr thiw cfmpter, the Comp-
tzailer General shall so aivides the hesd of
the agency. The head of the agency shall
sdyvise the Comptroller Generst e writing
withiz one hundred and twenty days of
whnat action, if any,; the agency has taken or
to taker with respect to the matters
raized by the Comptroiler General. ’

“(3) At least once esch year, the Cnmp-'

troller General shall transmit a report to
she Committees o the Judiaiary of the San-
ate: and House off Representatives: on the
nsnuer in which: this chapter. ts being tmple-
mented: by the agemcels and! O much other
aspects of Government- patent: policies and
practices withr vespect: to federally funded
mventlions as. the Comptroller General he-
lleves appropriate,

“1g) Each funding s&greement. with & small
Bbusiness: firm or nonproflt organization shall
© contaln appropriate prasistons, o effectuata
the following: .

“t1) A requirement. that the contractor
dlsclose each subject lnvention to the Federal
agency withinr & reasonable time after it 1s
.made and that the Federal Government may
receive title to any: subject Inventlon not
reported to it within such time. .

“12) A requirement that the coptractor
make an electiom to retain title tor any sub-
ject invention within a reasonable time after
disclosure and that the Federal Government
may recefve title to any subject luvention In
which the contractor does not elect to retaln
rights or falls to elect rights within such
time.

"(3) Arequirement that a contractor elect-
mg- rights fAle patént applications within
ressonable times and that the Federal Gove
ernment may recelve title to any subject
iaventions in the United States- or other
eountrles in which the contractor has not
fled patent applicatlons on the subject in-
vention within such times: '

“(4y With respect to any invention In
which the contrdictor elects rights, the Fed-
eral agency shall have & nonexclusive, non-
transferable, Irrevocable, palid-up license to

practice or have practiced for or on behalf

of the United States any subject invention
throughout the world, and may, If pravided

in the funding agreement, have additional

. rights to sublicense any forelgn government
or international organlzation pursuant to
any existlng or future treaty or agreement.

“(5) The right of the Federal cgency to
require perfodic. reporting on the utilization
ar efforts at obtaining utllizatlon that are

" helng made by the contractor or his lcensees

or assignees: Provided, That any such infor- -

matlon may be treated by the Federal agency
&S commerclaj and financial iInformatlon ob-
talned from a person and privileged and con-

-. fidentia] and not subjlect to disclosure under
of the Unlted Siates

Sectlon 552 of title 5
Code, ’ i

“{6) An obiigation on the part of the con-
tractop, In the event & United States patent

application i1s filed by or on its hehalf or by -

any asslgnee of the contracior, to Include

within the spectfication of such appilcatlon’
- 30d any patent issulng thereon, a statement
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specifying that the invention was mede with
Government support and” that the Govern-
ment has certaln rights in the inventlom

“(7) In the case of & nonprofit organiza-
tion, (A) a prohibition upormr the assignment
of rights to a subject invention In the United
Htaten without the approval of the Federal
8gency, except where such assignment I
made to an organization which has as one
of its primary functions the mansgement of

Inventions and which is not, itselr, engaged.

imr or doer not hold & substantial tnterest tn

other organizations engaged in the manufac- .

ture or- sale: of products or the use of proc~
esges that mdght utilleze the inventfon or be
A competitionr with embodiments of the in-
ventiorr (provided that' such asaignee shall
e subject to- ther same provisions ag the
contracter); (BP = prokibition agsinat the
granting off exclustve Icenses unter Uhkited

Rates- Patents: or Patent Applications in &'

subjeer invention By the contractor to- per~
sons other tharmr smsll business frme for 8
peried In excess: of the- earlier of” flve years
from first commercial sale Or us of the in-
ventlowr or elght years from the date of the
exciusive llcense excepting that time hefors
regulatory agencies necessary to obtain pre-
matket clearalice. unless, on 4 c¢sse-hy-case
Dasiy;,. the Federal agency sapproves s longer
exciusive lfvenze IF exciusiver fleidt of use -
censes-are granted; commercial sale or-use in
one fisid of use sHAIT rut be déemed €om-
mercial sale ar use as to: other ffelds of use
and & first. commercial. sale or use with re-
spect to & product of the inovention shall not
be deemed. to- end the exclusive period to
different subsequent products covered by the
inventinre: (@) @ requirement that the con-
tractor share royalties with the inventory and
D) & requirement thag the balance of any
royaltles or mmcome earned by the contrace-
tor withr respect to subject inventlons, after
payment of expenges (ncluding payments to
inventars) ineidental to the administration
of subject Inventioms. be utilized for the
support of sctentific research oreducation.

"“(8) The requirements of sectlons 203 and -

204 of this chapter. - .
“{d) I a contractor does not elect to re-
tain title to & subject Inventlon In cases

_8ubject to thls gectlon, the Federal agency

may consider and after consultation with the
contractor grant requests for retention of
rights by the inventor subject to the pro-
vislon of thls Act and regulstions promul-
gated hereunder_ . -

“{e). In any case when a Federal employee
i= a coinventar of any Invention made under
2 funding agreement. with 8 nonprofit orga=
nization or small business firm, the Pederal

" sgency employing such eoinventor is author-

1zed to transfer or assign whatever rights 1t
may acquire In the aublect inventlon from
its employee to the contractor subject to the
conditions set forth in this chapter. .

“{f).(1) No funding sgreement with a
small business firm or nonprofit organtzation
shall contain a provision allowing a Federal
agency ta require the llcensing to third par-
ties of inventions owned. by the contractor
that are-not subject inventlons unless such

- provislon has been approved by the head of

the sgency and a written justification has
been, signed by the head of the agency. Any
Zuch pravision shall clearly state whether

—the licensing may be required in connectlon -

with the practice of. a subject inventlon, a
Epecifically fdentified work cbject, or both.
The head of the agency may not delegate the
autharity ta approve provislons or slgn justl-
fications required by this paragraph. .
“(2) A Federal agency shall not require
the licensing of third partles- under any
such provision unless the head of the agency
determines that the use of the invention by
others 1s necessary for the practice of a sub-
Ject invention or for the use of a work oh-

-lect of the funding agreement and that such”
action 18 necessary to achleve the practical

applicatlon of the subject invention or work
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object. Any suclhr determination shell be on
“the record after an opportunity for an agen-
€Y hearing. Any asction commenced for Ju-
diclal review of such determinatiom shall be
brought within aixty days after nctification
of such determination. )
“§203. March-In rights -

"With respect to any subject invention in
which a smail business firm or nonprofit or-
ganlzation has acquired title under this
chapter; the Federsl agency under whose
funding agreement. the subject invantion
waa mada shall 'eve the right, in accordance
witlr such procedures as:are provided In reg-
ulations: promulgated Nersunder to require
the contractar, an assignee or exchusive li-
censeg Of & subject inventlon: to grant a
monexclusive, partially exclusive, or exclu=
sive license in any fleld: of use to a respons-
ihle gpplicantor applicants, upon terms thaft
are ressonable: under-the circumstances, and -

»

it ther contractor: assigmee, orr exclusive W= - -

censeg refused. guch request, to grant such w
Mcenses itself, it the Federnl agency deter-
mines that such— .

“(a) action {8 riecessary because the con-
tractor or assignee has. not taken, ar is not
axpected to take within a reasonahle time.
eflectiver steps. ta. achleve practlcal applica-
tirm of the: subjact invention frr such fleld
of use; : S -

() sction is necessary to slleviate health
or safety Needs which aTe not reasohably .
satisfied by the contractor, assignee; or their
licensees; . '

“(¢) actlonm 1B: necegsary to meet require-
ments for public use specified by Federal
regulations and auch requirements are nob
reasonably satisfled by the contractor, age
" signes, or licensees; or .

“{dy saction I8 necessary because the
agreement required by section 204 has no¥
been obtained or walved or because a licen-
see of the exclusive right to use or sell any,

- subject invention. in the United States 1s In
Wreach of its agreement obtalbed pursuant
to section 204.
*§ 204. Preference for United States industry

“Notwithstanding any other provision of
this chapter, no small business firm or non-
profit organizatiod which recelves title ta
any subject Invention and ne assignee of any:
such small business firm or ponproflt organl-
gzation shall grant to any person the exclusive
right to use or sell any subject invention in
the United States unless such person agrees
that any products embodying the subject in~
vention or produced through the use of tha

- gubject Invention will be manufactured sub-.
stantially in tHe United States, However, In
individual cases, the requirement for such an

~agreement Mmay Be walved By the Federal
agency under whose funding agreement the
invention was made upon & showing by the
small business firm, nonprofit organlzation,
or assignee that reasonable but unsuccessful

‘effcrts have been made to grant licenses on
sfofilar terms to potential licensees that
would be likely to manufacture substantially
in the United States or that under the cir-
cumstances domestlc manufacture Is not
ecommertlally fegsible. - = .

“4 205. Confidentiality

-“Federal agencles #re auhorlzed ta with-
hold from dlsclosure to the public Informa-
tion disclosing any fnvention in which the
Federal " Governpment owns or may own a
right, title, or {nterest (including a nonex- -
‘elusive license) for a reasonahle time in order
for a patent application to be filed. Further-
more, Fedaral agencles shall not be required
to release copies of eny docwnent which Is
part of an application for patent filed with .

the United States Patent and Trademark: ™~

Offtce or with any forelgn patent office,
**§ 204. Unlform clauses and regulations

*“The Oifice of Federal Procurement Polley,
after receiving recommendations of the Office
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of Science and Technolegy Polley, mey issue
regulations which may be made applicable
to Federal agencies Implementing the pro-
visions of sections 202 through 204 of this
chapter and the Office of Federal Procure-
ment Polley shall establish standard funding
ggreement provisions required under this
chapler, ,

=5 207. Domestle and foreign protection of

federally owned lnventions

“Each Federal agency 1s authorized to-—

“{1} apply for, obiain, and meintsin pat-
ents or other forms of protéction In the
United States and In forelgn countries on
inventions in which the Federal Governmen
owns 8 right, title, or interesi; .

“(2) grant nonexclusive, exclusive, or
partially exclusive licenses under federally
ovwned patent applications, patents, or other
forms of protection obtained, royalty-free or
for royalties or other considerstlon, and on
such terms and conditions, Including the
grant to the llicensee of the right of enforce-
ment pursuant to the provisions of chapter
20 of this title as determined sppropriate
in the public interest;

“(8) undertake all other suitable and

necessary steps to protect and admlinister -

rights to federally owned inventions on be-
halt of the Federal Government either di-
rectly or through contract; and -
“(4) transler custody and administration,
in whole or In part, to ancther Federal
agency, of the right, title, or interest in any
{federally owned invention.
“§ 208. Regulations governing - Federal
licensing : .
“The Administrator of General! Services s
suthorized to promulgate regulations specl-
fying the terms and condltlons upon which
any federally owned Inventlon, other than
inventlons owned hy¥ the Tennessee Valley
Authority, may be Hcensed om a nonexclu-
sive, partlally exclusive, or exclusive basls,

“§ 209. Restrictlons on licensing of federally
: owned inventions

“(a) No Federal agency shall-grant any
license under & petent or patent application
on a federally owned invention unless the
person requesting the license has supplied
the agency with a plan for -development
and/or marketing of the invention, except
that any such plan may be treated by the
Federsl agency as commercial and financial
information obtained from & person and
privileged and confidential and not subject
to disclosure undexr sectlon 552 of title 5 of
the United States Code. - : .

“(b) A PFederal agency shall normally
grant the right to use or sell any federnlly
owned invention in the United Btates only

" to & licensee that agrees that any products

embodylng the invention or produced
through the wuse of the invention will be
manufsctured substantially in the United

*{e) (1) Each Federal agency. may grant
exclusive or partlally exclusivé . llcenses in
any Invention covered by a federally owned
domestle patent or patent appllcation oniy
if, after public notice and.opportanaity for
filing written objections, it "is determined
that— . -

*(A) the Interests of the Federal Govern-

" ment end the public will best be served by

‘the proposed license, ln view of the appli-
cant's intentlons, plans, and ability to bring

the inventlon to practical application or.

otherwise promaote the invention’s utilization

. by the public; .

*“(B) the desired practicsl application has

. not been achleved, or is not likely expedi-

tiously to be achieved, under gny nonexclu-
sive license which has been granted, or which
may be granted, on the invention;

censing 13 & reasonsable and necessary incen-

... tive to call forth the investment of risk capi-
tal and expenditures to bring the invention

-
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to practleal application or otherwise pro-
mote the invention’s utilization by the pub-
lg; and

(D} the proposed terms and scope of ex-
clusivity are not greater than reasonably
necessary to provide the incentive for bring-
ing the invention to practical application or
otherwise promote the Invention’s utilization
by the publie. -

*(2) A Federal agency shall not grant such
excluslve or partially exclusive llcense under
paragraph (1) of this subsection if it deter-
mines that the grant of such license will tend
substantialiy to lessen competition or result
in undue concentration in any section of the
country in any llne of commerce to which
the technology to be licensed relates, or to
create or mamntain other situstions lncon-
slstent with the antltrust laws.

“(3) First preference In the exclusive or
partially exclusive licensing of federally
owned inventions shall go to small buslness
firms submitting plans that are determined
by the agency to be within the capabllities
of the firms and equally likely, if executed,
to bring the invention to practical applica-
tion es any plans submitted by applicants
that are not small business firms,

“{d) After consideration of whether the
interests of the Federal Government or
United States industry In forelgn comrmerce
will be enhanced. any Federal sgency may
grant exclusive or partially exclusive licenses
in any inventton covered by a foreign patent
appilcation or patent, after public notice and
opportunliy for filing written cbjections, ex-
cept that a Federal agency shall not grant
such exclusive or partially exclusive license
if 1t determines that the grant of such li-
cense will tend substantially to lessen com-
petitlon or result in undue concentration in
any section of the United States in any line
of commerce to which the technology to be
licensed relates, or to create or maintaln other
sltuations inconsistent with antitrust laws.

“(e} The Federal agency shall maintain
& record of determinations to grant exclusive
or partlally exclusive licenses. . :

“(f) Any grant of & license shall contain
such terms and conditions as the Federal
agency determines appropriate for the pro-
tection of the interests of the Federal Gov-
ernment and the publie, including provisions

. for the following:

“{1) periodic reporting on the utilization
or efforts at obtalning utllization that are
belng made by the licensee with particular
reference to the plan submitted: Provided,
That any such information may be {reated
by the Federal agency as commercial and
finantial information obtained from a per-

son and privileged and confidential and not -

subject to disclosure under section 552 of
Title 5 of the United States Code;

(2) the right of the Federal agency to
terminate such license in whole or in part if
it determines that the licenses is not exe-
cuting the plan submitted with its request
for a license and the licenaee cannot other-
wise demonstrate to the satisfaction of the
Federal agency that it has taken or can he-
expected to take within & reasonable tlme,
effective steps to achleve practical applica-
tion of the invention; ~ -

“{3) the right of the Federsl sgency to’
terminate such license In whole or in part
1f the licensee is In breach of an agreement’
obtained pursuant to paragraph (b) of this
sectlon; and .

“(4) the right of the Federal sgency to .’
-terminate the license in whole or in part if -

the agency determines that such action is°
necessary to meet requirements for public
use specified by Federal regulations issued

after the date of the license and such res:.

guirements are not reasonably patisfied by

“(C) exclusive or partially exclusive l- - the lcensee. .

“¢ 210. Precedence of chapter

.. “{a) This chapter shall take precedence
over any other Act which would require &

-
L

" Government Patent Policy issued on August -
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disposttion of rights in subject inventions
of small business firms or nonprofit orga-
nizations contractors in a manner that 1s
inconsistent with this chapter, Including
but neot necessarily imited to the following:

*{1) sectlon 10(a) of the Act of June 29,
1935, as added by title I of the Act of
August 14, 1946 (7 U.S.C. 427i(a); 60 Stat.
1085); -

"“(2) section 205{a) of the Act of Au-
gust 14, 1948 (7 U.S.C. 1624(a); 60 Stat.
1080) ¢ : .

“(3} section 501{¢) of the Federal Mine
Safety and Health Aet of 1977 (30 U.B.0.
851(c); B3 Stat. T42); .

‘“(4) section 106({c) of the Nationsal Traffic
and Motor Vehicle Safety” Act of 1068 (15
U.B5.C. 1395(c); 80 Btat. 721); - -

“(6) section 12 of the Natlonal Sclence
Foundation Act of 1850 (42 U.S.LC. 1871(a);
82 Stat. 360); - -

"{6) sectlon 152 of the Atomlc Energy Act
of 1854 (42 U.B.C. 2182; 6B Btat. 943);

“(7) sectlon 305 of the National Aeronau-
tics and Space Act of 1958 (42 U.8.C. 24b67);

"{8) section § of the Coal Research Devel-
opment Act of 1860 (30 U.3.C. 668; T4 Stat.
337): .

*{9) section 4 of the Hellum Act Amend-
ments of 1960 (50 U.S.C. 167b; 74 Stat. 820);

“(10) sectlon 32 of the Arms Control and
Disarmament Act of 1861 (22 U.B.C. 2572;
75 Stat. 634);

*{11) subsection (e) of section 302 of the
Appalachian Regional! Development Act of
1965 (40 U.S.C. App. 302(e); 79 Stat. 5);

“(12) section 9 of the Federsl Nonnuclear
Energy Research and Development Act of
1974 (42 U.8.C. 5901; 88 Stat. 1576);

“(13) section 5(d) of the Consumer Prod-
uct Safety Act (16 U.B.C. 2054(d); 86 Stat.
1211y;

“(14) section 8§ of the Act of April 6, 1944
(30 7.5.C. 323; 58 Stat. 191);

“{15) section 8091(¢}{3) of the Solid
Waste Disposal Act {42 U.B.C. 6981{c); 90
Stat. 2829); . - co-

“(18) section 219 of the Forelgn Assistance
Act of 1961 (22 U.B.C. 2178; 83 Stat. 808);

“(17) section 427(b) of the Federal Mine
Health and Safety Act of 1877 (30 USB.C.
837(b); B6 Btat. 165); -

“{18) section 306(d) of the Surface Min«
ing and Reclamation Act of 1977 (30 UB.C.
1226(d); 81 Stat. 455); .-

“(18} section 21(d) of the Federal Fire

Prevention and Control Act of 1974 (15 U.B.C.
2218(d); 83 Stat. 1548);
_*%(20) section 6{b) of the Solar Photo-’
voltale Energy Research ‘Development and
Demonstration Act of 1978 (432 USB.C. 5586
(b); 92 Stat. 2518); . ' o

"{21) section 12 of the Native Latex Com- .
mercialization . and Economiec Development
Act of 1878 (T U.B.C. 178(]); 82 Stat. 2533).
and :

“(22) section 408 of the Water Resources
and Development Act of 1978 (42 UB.C, 7878;
92 Stat. 1360). The Act creating this chap-
ter shall be construed to take precedence
over any future ‘Act unless that Act spe-

cifieally cites this Act and provides that it ..

shall take precedence over this Act. ..

" "“(b) Nothing in this chapter is intended

to alter the effect of the laws cited in parsa-
graph (a} of this section or any other laws

with respect to the disposition of rights In 7]

inventions made In the performance of fund- -~
- ing agreements with persons other than non- .
profit organizations or small business firms. i

“(c) Nothing in this chapter ia intended -:

to imit the suthority of agencles to agree
to the disposition of rights in inventions -
made in the performance of work under. .’

funding agreements with persons other than - ]

nonprofit organizations or small business
firms 1n accordance with the Statement of

23, 1971 (36 Fed. Reg. 16887), agency regur -
lations, or other applicable regulations or to
otherwise limit the authority of agencies 1o -
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altow such persons to retaln ownership of
inventions. Any disposition of rights in in-
ventions made in accordance with the State-
ment or implementing regulations; including
gny disposition’ occurring before enactment
of this section, are hereby authorlzed.

“(d) Nothing in this chapter shall be
construed to require the disclosure of In-
telligence sources or methods or 0 other-
wise affect the authority granted to .the
Directer of Central Intelligence by statute
or Executive order for the protection of
intelllgence sources or methods.

_“§ 211, Relatlonship to antitrust laws

“Nothing in this chapter shall be deemed

‘to convey to any persofi immuuity from

civil or criminal lability, or to create any
defenses to actions, under any antitrust
law.". . v .
{b) The table of chapteras for title 35,
United States Code, 13 amended by adding
immediately after the item relating to chap-
ter 37 the following: ~
38, Patent rights in inventions made with
. Federal assistance.”,
" Sec. 7. Amendments to Other Acts—The
following Acgts are amended as follows:
{a) Section 166 of the Atomic Energy Act
of 1954 (42 USB.C. 2186; ¢8 Stat. B47) is

_amended by deleting the words “held by

the Commisslon or”, ~ *
(b) The Natlonal Aercnautics and Space

-Act of 1958 18 amended by repealing para-

graph (g) of sectlon 305 (42 U.S.C. 2457(g);
72 Stat. 436). -

{¢) The Federal "Nonnuclear Energy Re-
search and Development Act of 1574 s
amended by repealing paragraphs (g}, (h),
and (i) of section 9 (42 US.C. 3908 (g}, (h),
and (1); 88 Stat. 1889-1891).

8ec. B. (a) Sectlons 2, 4, and 5 of this
Act will take effect upon enactment.

(b} Section I of this Act will take effect
on the first day of the seventh month be-

ginning atter its enac¢tment and will apply’

to patents in force as of that date or ls-
sued thereafter. LT -

{c} Section 3 of this Act will take effect
on the first day of the flrst fiscal year be-
glnning on or after one celendar year after
enactment, However, untll sectlon 3 takes
effect, the Commissloner may credit the
Fatent and Trademark Office approptiation
account itn - the Treasury of the Unlted
States with the revenues from collected re-
examination fees, which will be avallable
te pay the costs to the Office of reexamina-
tlon proceedings.

(d) Any fee In effect as of the date of
enactment of thls Act will remaln fn effect
until a corresponding fee established under
section 41 of title 35, Unlted States Code,

© or sectfon 1113 of title 15, United States

Cede, takes effect.
(e} Fees for malntalning a patent in force
will noet be applicable to patents epplled for

“prior to the date of ensctment of this Act.

(f} Sectlons 6 and T of this Act will take
effect on the first day of the seventh month
beginning after 1ts ensctment. Implementing
regulations may be Issued earller.

" {g) Sections 8 and 9 will fake effect on
the date of enactment of this Act. ’

Sec. 9. The Commissioner of Patents and
‘Trademarks shall report to Congress, within
2 years after the effective date of this Act,
4 plan to ldentlly, and !f necessary develop

- or have developed, computerized data and
. retrieval systems equlvalent to the Iatest’

state of the art which can be appiled to ail
aspects of the operation of the Patent and
Trademark Office, and particularly to the
patent search file, the patent classification

aystem, and the trademark search file. The.
- report shail specify the cost ¢f lmplement-
- ing the plan, how rapldly the plan can be
. Implemented by the Patent and Trademark

Office, without regard to funding which s
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or which may be available for this purpose
in the future. - .
Sgc. 10, (a) Sectlon 101 of title 17 of the
United States Code is amended to add at
the end thereof the following new language:
“A ‘computer program’ is a set of state-

“ments or instructlons to be used directly or

indlrectly in a computer Mn order {o bring
about a certaln resuls.”.

(b) Section 117 of title 17 of the Unlted
States Code is amended to read as follows:
“g 117. Limitations on exclusive rights: Com-
N _ puter programs

“Notwithstanding the provislons of sece

tion 106, it is not an !nfringement for the .

owner of a copy of a computer program o
mske or asuthorize the making of another
copy orkdaptation of that computer program
provided: )

“(1) that such & new copy br adaptation .

- 1 created as an essentlal step in the utiliza-

tion of the computer program in conjunc-
tion with & machine and that it 18 used in
no other manner, or _ :

“(2} that such’new copy or adaptation
ig for archival purpouses only and that all
archival coptes are destroyed In the event
that continued possession of the computer
program should cease to be rightful. -

“Any exact coples prepared-in accordance
with the provisions of this section may be
leased, s0ld, or otherwise transferred;y along
with the copy from which such copfes were
prepared, only as part of the lease, sale, or
other transfer of all rights in the program.
Adaptations so prepsared may be transferred
only with the authorization of the copyright
owner.”, -, :
. -Amend the title g0 as to read: “A bill to
amend the patent and trademark laws.".

The PRESIDING OFFICER. The ques~
tion is on agreeing to the amendment.

The amendment was agreed {o.

- The PRESIDING OFFICER. If there
be no further amendment to be proposed,
the question is on the engrossment of the
amendment and the third reading of the
bill. :

The amendment was ordered to be en-
grossed and the bill to be read a third
time. :

@& Mr. BAYH. Mr. President, there has
been no more troubling {ssue before this
Congress than the disturbing slump in
American innovation and productivity.
This trend strikes at the very heart of
our economy and leads to a loss of jobs, a

weakening of the dollar,-and a poor,

balance of trade, )
There are many cpmplex reasons-for
this unhealthy trend, yet virtually every
expert who has testified before the Con-
gress has mentioned the weaknesses in
our present patent laws as a significant
contributor to the problem. The amend-
ment that I am offering to the House~

passed bill, H.R. 6833, represents an im--

portant step in solving this patent
problem. T T e
- The amendment that I am offering
represents in essence the patent policy
incorporated in S. 414, which was over-
whelmingly passed by the Senate after
being unanimously reported out of the
Senate Judiclary Cominittee.

This new policy will make federally

‘supported research. and development

more productive by allowing the private
sector to develop many lnventions now

‘1eft gathering dust on the shelves of Gov-

ernment, agencles, This ratent policy re-
vision will give small businesses and

-universities conducting research and de-
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velopment for the Government the in-
centive to develop and market the inven-
tions that they make while fully protect-
ing the rights of the Government and the
public. This concept has received wide
support from both sides of the aisle be-
cause of the overwhelming evidence of
the present inefficiencies in the present
patent policies. The full legislative his-
tory of this provision is found in the
" Senate Judiclary Comimittee report on
8. 414 (96-4380) which fully spells out the
intent of the Congress and specifies how
this patent policy is to be implemented.
Section 210{c¢) 18 intended to make
clear that the disposition of rights in in-
ventions fo contractors not covered by

by the President's statement on Govern-

ment patént policy and implementing

agency regulations. Implementing regu-
lations and policles granting ownership
rights to such contractors are not in-
tended to be adversely affected by enact-
ment of this act; and dispositions pursu-
ant to such statements and implement-
ing regulations prior to enactment of this
act are expressly authorized by this act,
" The other provisions of the present
amendment will allow the Patent and
Trademark COffice {0 reexamine issued
patents. This concept was unanimously
supported by the Senate when it passed
my bill, S. 2446. The present reexamina-
tion procedure Is that passed by the
House, which is essentially the same as
that already passed by the Senate.
Reexamination will allow patent hold-
ers and challengers to avoid the present
costs and delays of patent litigation. The
American Patent Law Association tes-
tified to the Judiciary Committee that
patent litigation can cost both parties
$250,000 and take years to.settle. Quite
obviously, this sum is beyond the means
of many patent holders, particularly
small businesses and independent in-
ventors, and is a sizable burden to any
business. Patent reexamination will also
reduce the burden on our overworked
courts by drawing on the expertise of the
Patent and Trademark Office for an es-
timated $1,000 to $1,500 per case. Reex-
amination has been endorsed by the
American Bar Association and the Amer-
*jcan Patent Law Association and Is a

much needed improvement in our pres-

ent system that will strengthen the
" American patent system. R
The Senate Judiciary Committee and
the Appropriations Committee have been
concerned about the continued under-
‘funding of the Patent Office. The amend-
ment that I am offering includes the first

. Increase in patent and trademark fees
In 15 years. The lahguage Is that already

approved by the House.
The House provision Ineludes a system
of maintenance fees so that a patent

holder can spread out his payments over .
. & number of years, I believe that the :

Senate should accept this concept with
the provision that patent holders be per-

sonally notified through the mail shortly . '

‘before thelr payments.are due. I fear
that unless this is done small business
patent holders or Independent inventors
“might inadvertently miss a deadline and

_ thereby permit their patent to lapse. Sa:

this act shall. continue to be governed -

B4

Py
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with this one minor addition in the leg-

iedntive history of the fee provision, I -

rece:mmend that it be acceptied. There
should also be provisions made in the
implementing regulations of the Patent

‘and Tradamark Office to extend the

deadline if a patent holder should in-
adveriently miss payment through no
fault of their own.

Few would argue that trademark fee
adjustments are not needed. They have
not been Increased for years. Rather
than merely increasing feés, this bill ties
them to recovering an established per-
centage of average estimated costs, with-
out any feeling or control. Unguestion-
ably, support for fee increzses based on
a percentage of cost recovery waned
dramatically when the language creating
8 Patent and Trademark Office inde-
pendent of the Department of Com-
merce, an action I actively sought, was
deleted from this legislation. In any case,
this open-ended structure should not ‘be
construed as a “blank check.”

Today, conditions in the trademark of-

fice are nothing short of a national dis- -

grace and although remedies are being
sought, we are far from realizing an ef-
ficiently run operation. Some estimate
that, in 5 vears, the length of time it
takes to receive a regisiration may
stretch from over 2 years to a deplorable
T vears. Reasonably, this period should
not exceed 1 year. Furthermore, when

" registrations are issued, they are fre-

quently mailed to the wrong company,
much of the Office's official cerrespond-
ence is handled in longhand due to a
shortage of clerk typists and the statu-
torily required publication of the official

gazette, when it does occur, is months-

behind and has resulted in an inordinate
backlog, It will cost a great deal of money
to straighten out this disastrous mess
and increased fees will help. However, I

. am certain that it is not the intent of

my colleagues that American businesses
and individuals be forced to pay the cost
of past management errors in the Patent
and Trademark Office (PTO) and the
Department of Commerce. Additionzlly,
while there is no provision in this leg-
islation to prohibit the commingling of
patent and trademark fees revenues to

offset expenditures of the PTO, 1£ is the”

intent of this body that they be kept
separate,

Of even more serious import to U.8.

trademark owners is the impact on fees
that will result should the Senate ratify

the Trademark Registration. Treaty This *
‘treaty, as it substantially Teduces for

foreign nationals to file, makes it easler
for them to present their :applications

for processing. Cost of trademark opera-

tions within the PTO cannot help but
soar and hacklog will certainly be mag-

‘nified. The number of oppositions will in-
“crease and printing costs will be much
higher. Because this legislation does not
" take this possibility into account and
. bases the fees which American businesses

must pay on ageregate costs, I have con-

.. fidence that Congress will examine this
_-new trademark fee structure when it
.-considers the impact on the PTO of the
. treaty to insure that American trade-
-mark owners, both individuals and busi-
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er=es 40 not subsidize the costs of
heir foreign competitors.

The Congress should exercise an over-
sight of the implementing resulations as
this increase in patent and tradermark
fees goes into effect to insure that it
does not have a negative impaet on in-
dependent inventors and small busi-
‘nesses. It is not the intent of the Senate
that fees should be ralsed to the point
that these important sources of jnnova-
tion are discouraged or prohibited from
filing patent and trademark applications
by their financial limitations. Tt would
be counterproductive to the patent and
trademark system if this concern were
not carefully weighed by the Patent and
Trademark Office.

As required by the Regulat.ory Flexi-
bility Act (Public Law 96-354) and the
present act (H.R. 6933), the Patent and
Trademark Office is required to adopt
regulations for the patent fees of section

41(a) of this act that will refiect the

ahility of small entities to pay such
charges. Considerzation must be given to
several tiers of processing, fillng, and
maintenance charges.

My amendment will also authorize &
2-year study of the feasibility of com-~
puterizing many of the operations of
the Patent and Trademark Office, The
Judiciary Committee has been very con-
cerned with reports it has received about
missing patent files and the uncertainty
of many issued U.8. patents. Computer-
ization should significantly modernize
the operations of the Office and this
study will be very important in determine
ing how hest to proceed.

Finally, Mr. President, this amend-

ment clarifies the 1976 Copyright Act as

it is related to the ability to ebtain copy-
rights on computer software. This lan-
guage reflects that proposed by the Com-
mission on New Technological Uses of
Coepyrighted Works and is supported by
the Copyright Office. :

This amendment represents s satis-

factory compromise between the posi-
tions of the Senate and the House. This
bill will be a significant step forward not
only for the paient system, but for
Amenca.n Innovation and productivity. 1
urge 'my colleagues to join .with me in
g;xpporti.ng t.h.ls vita.lly important legisla-~
on.e
< Mr. DOLE. Mr. President, the present
patent policy generally encourages re-
tention by the Government of rights to
inventions it sponsored. This policy has
resulted In a reluctance by universities
and Industry to invest the necessary
funds for the development and market-
ing of Inventions emanating from fed-

erally funded research. This is under-

standable in view of the fact that the
development process is not only risky but
expensive, and estimated to cost 10 times
the cost of the initial research.

" By obstructing patent rights and in-
novations, the Government increases
the factor of uncertalnty In an atready
uncertain area, that of technology end

‘result. By denying the modicum of pro-

tection that the granting of patent
rights for a limited period of time would

~afford, the Government removes the in-

centive that would stimulate the private

“sector to develop and market inventi_ons.
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IMPACT OF FRUTRAL POLICY

The effect of this pelicy is twofold,
Learing on the consumer as well as on
the economy in general. In both cases,
the public is the victim. When large
amounts of taxpavers’ money are di-
rected to the research field, the public
expects and deserves to reap the benefit
of its investment in the form of prod- .
ucts available for its consimption. When
this fails to materizlize, it is obvious that
the Government has rensged “on  its
promise, This is evidenced by the fact
that, of the 23,000 inventions funded by
the Government, only about 5 percent
have been used.

The damaging impact of the Federal
patent policy on the economy s dra-
matic. That we have lost cur leadership
role to Japan in the fields of electronics
and shipbuilding is no accident. With-
out short-term exclusive rights, small’
firms cannot take the risk of bringing
innovations to the commercial market,
but large foreign firms can and are do-
ing so, with ideas gleaned from U.S.-
funded research. That the richest Na~
tion on Earth has a trade deflcit with
Japan amounting to $13 billion leaves’
room for reflection, when one considers
the fact that Japan has no natural re-
sources onr her mainland. Our annual
growth is 3 percent a§ opposed to 8 per-
cent In Japan. Our newly established
ties with China make the People’s Re-~
public a candidate for emulation of the
Japanese example, with a population of
800 million people, through the poten-
tial use of U.S. technology to which its
access s now guaranteed, China could
become a most formidable competitor.

"The development of technological {n-
novation by Government and industry in
countries such as Japan and Germany,
is a contributing factor in their domi~ -
nance of world trade.

WHAT ‘IS5 THE ANSWER?

Protectlonism is not what I am advo--
cating. Such a theory would be counter-
productive and one I do not adhere to on
general principles, What I am rather
suggesting is that the answer to forelgn

competition les neither in an increase of *

export subsidies, nor In an increase of

. tariffs, but in an increase in productivity.

I believe that the protection that patent
rights for a limited amount of time would

-guarantee to American husiness would he

8 giant step toward providing incentxves
for greater productivity,

Our economy is one which has a.lways .
run on America's innovative geniys: This
resource must not be allowed to waste
awsy on account of unnecessary delays
and redtape, Complex rules and regula-
tions devised by Federal agencles are
detrimental to stimulating productivity.
and enterprise. They are particularly

- harmful to small business from which,

traditionally, innovative, snd creative

“programs have emanated. In‘the field of -
.medical innovation, the obstruction of .

-patent rights by Federal agencies is an -
extremely serious problem. Indeed, when *

medieal " inventions offering potential

‘cures for diseases are withheld; 1t is the -
very lives of Americens which are at- .
fected. o

.The almost adversarial “relationship
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w exists between business and

4 *

o
téh'oa:e;;ment must be replaced by a true

and genuine partnership in which the
Government will act as impresario in
pringing industry and universities to-
ther with new fields of knowledge, and
their practical implementation.
PATENT POLICY

The amendment that I am COSpOnSOr=~
represents the patent policy incor-
rated in 8. 414, which was 6verwhelm-
fngly passed by the Senate after being

" gnanimously reported out of the Senate

Judictary Committee.

This new policy will result in an in-

crease in productivity by allowing the
private sector to develop many inven-
tions now left on the shelves of Governs-
ment agencies, Small businesses and uni-
versities that conduct research and de-
velopment for the Government will now

_have the incentive to develop and market

the inventions that they create.
THE PATENT TRADEMARE OFFICE
An estimated 2 to 28 percent of the
search flles are missing in each patent
subclass. Therefore, when patent exam-

© jners are searching these files, when

seeking prior patents and relevant ma-
terials, in order to determine whether or
not to grant a patent, some of the nec-
essary materials are missing. The failure
of the patent examiner to cite all of the
relevant materlals and patents in his re-
port can be used to challenge the pat-
ent's validity In court.

If the Patent and Trademark Office is
‘to meet 1ts responsibilities to the patent
applicant for prompt issuarnce and still
insure that all of the relevant materials
‘have been considered, the PTO must be
given the authority to reexamine pat-
ents.

PATENT P.KEXA&!INATION‘

'As drafted, H.R. 6933 allows a person
who wanted to challenge an Issued
patent on the basis of prior art or print-

" ed publications they would file a request

with the PTO along with the fee and
the evidence that is relevant to patent
challenge. The patent holder would be
inforthed of the challenge and would re-
celve a copy of any cited materlal being

used to question his patent, Within 90

days of receipt of this request, the Com-
missioner of the PTO would issue an
initial decision. The patent holder
would have the right to appeal the Com-
missioner’s decislon if the patent was
Invalidated.

Under HR. 6233 the courts would

- "have the option of accepting patent va-

Hdity cases.
The other prmrlsions of this amend-

. ment will result In an increase in patent

and trademark fees. These fees have not
been increased_for 15 years.
Tradematrk fees have not been n-

- ereased for years. This bill will tie the

increase in fees to the recovery of an es-’
tablished percentage of average esti-.

. mated cost, without any feeling of con- ’
“{rol.

Congress must exercise oversight of
the implementing regulation since this.
increase In patent and trademark fees.
goes Into effect to insure that it does not

- have a negative impact on Independent

inventors and small businesses.

‘agreed to. 5 LT
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Additionally, this amendment will
clarify the 1976 Copyright Act as it per-
tained to the ability to obtain copyrights
on computer software. This language re-
flects that proposed by the Commission
on New Technological Uses of Copy-
righted Works and Is supported hy the
Copyright Office.

Mr. President, this amendment is an
acceptable compromise bétween the ver-
sions offered by the Senate and the
House. It is a hope of the Senator from
Kansas that this legislation will be a
significant step forward for American
innovation and productlivity. I urge my
colleagues to support this necessary piece =
of legislation. .
" The PRESIDING- OFFICER The hill
having been read the third time, the
question is, Shall it pass?

The bill (H.R. 6933) as amended was
passed.

Mr. DOLE. Mr. President. I move to
reconsider the vote by which the bill
passed.

S 14767

when called to order by the Presiding Of-
ficer (Mr. BOREN),
The PRESIDING OFFICER. The

Chair in his capacity as the Senator’

from Oklahoma suggests the absence of
& quorum.

The clerk will call the roll.

The assistant legislative clerk pro-
ceeded to call the roll. -

Mr. ROBERT C. EYRD. Mr. President,
I ask unanimous consent that the order
for the quorum call be rescinded.

The PRESIDING OFFICER. Without
objection, it is so ordered.

'UNANIMOUS-CONSENT AGREEMENT';"'

Mr. ROBERTC BYRD. Mr. President,

the parties-who have been princlpally

engaged in s pegotiations with respect
.to the superl’und bill have made consid-
erable progress. They need several hours
tomorrew jn which to continue those
negotiations.

In order to accommoda.te certain Sen-

Mr. ROBERT C. BYRD. I move to lay" ators, one in particular who will not be

that motion on the table.
The motion to lay on f.he table _was

R

RECESS FOR 30 MINUTES
The PRESIDING OFFICER. Pursuant

_to the previous order, the Senate new

stands in recess for 30 minutes,

Thereupon, at 3:06 p.m., the Senate
recessed for 30 minutes; whereupon, at
3:36 p.m., it reassembled when called to
order by the Presiding Officer (Mr. Sar-
BANES).

Mr. RIEGLE. Mr, Presxdent 1 suggest
the absence of a quorum,

The PRESIDING OFFICER. The clerk

will call the roll.

The legistative clerk proceeded to call
the roll.

Mr. ROBERT C. BYRI). Mr. President,
I ask unanimous consent that the order
for the quorum call be rescinded.

The PRESIDING OFFICER. Without
objection, it is so ordered.

Mr. ROBERT C. BYRD. Mr. Pre51dent
what is the pending questmn before the
Senate?

The PRESIDING OFFICER The mo-
tion to proceed to the gonsideration of
S. 14380,

RECESS UNTIL 4:30 P.M.

Mr. ROBERT €. BYRD. Mr. President,
I am informed that the parties are still
negotiating and need a little more time.

- Therefore, I ask unanimous consent that

the Senate stand in recess until 4:30 p.m.
‘today.

There being ho objection, the Senzate,
at 4:04 pam., recessed until 4:30 p.m.;
whereupon, the Senate reassembled when

called to order by the Presidmg Officer
- (Mr. Levin). B

RECESS FOR 15 MINUTES
" Mr. ROBERT C. BYRD. Mr. Presldent,

‘I ask unanimous consent that the Sen-
b completed r,hat we are hoping to get
There being no objection, the Senate,.

ate stand in recess for 15 minutes,

.at. 4:30:30 p.m., recessed until 4:45:30
p.m.; whereupan, the Senate reassembled

here Saturday and who wishes to be here

when action is taken on the superfund -

legislation, I ask unanimous c¢onsent

that further action on the pending mo- -
“tion be delayed until Monday, following

the orders for the recognition of the two
leaders or their designees.

Mr. BAKER. Mr. President, reserving

the right to object, and I will not object,

indeed, I will join the majority leader

in his request.
1, too, believe substant1al progress has
been made I would like to say that I

believe enough progress has been made ©

to predict that there will be a successful
outcome, at least I hope so. Because I
feel the parties are close enough to-
gether now, a great deal will be gained
by trying to complete consideration of
this measure yet in this session of Con-
gress.

. It is my understa.ndmg of the request
made by the majority leader that fur-
ther consideration of the motion would
simply be suspended until next Monday,
at which time all the parties would be
left in the status quo exactly where they
were when we discontinued considera-
tion of that motion this morning,

I ask the Chair if that understanding
is correct and if the Chair will confirm
that understanding. :

- The PRESIDING OFFICER The Sen-
ator is correct.

Mr. BAXER. Mr. President, then 1 -

certainly have no objection. I thank the
‘majority leader for his good offices in
working out this arrangement,

The PRESIDING OFFICER. Is there :

objection? Wlthout ob;ection. it ls so
ordered. .
The galleries will be in order.

Mr. ROBERT C. BYRD. Mr. Pre'si- :
. -dent, will the, Chair please get order in =
.- the galleries? The Senate is still in ses--

‘sion and will be in session for a while.

While I have the floor, I want to take . .
this occasion to'say that the Senate will. - .-

be In Saturday, also, because there is
work to do, unless all the work can be.

done prior to Saturday.

At this time, I hope that the EDA
legislation can be brought up. The dis- "
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