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Dear Mr. Braun:

e

“ﬁttachéd i$'the Finsl Report o* Tavn-rorcc #1 of Study Froup #5

which we respectfully suvbnit will provide some n2w and practical

sr’solutions for the allocaticn of government contract patent rights.

‘May I tak%e this opportunity to thank each of the members of Tasic
Force #1 for their conscicntious, diligent and ObJQCtIVL efforts.

in arriving at the conclusions set forth therein. It has been a
great plecsure to me to gexrve with all of them and I have l="“ned_

a great.deal Irom the various viewpoinis and expertise of the
Cmenvers of this widely-based group. Ve are especielly grateful
to Mr. Norman J. Latker of HEW who labored over numerous drafts

of the report. Vhile it h'q not been possible to resclve some :
oi the details of the probliems which wa discussed, I believe the
report reflccts the generzl cencensus on the more imporitant "

items. It 2lso enumerates a few 0'1the other features_whlch

stlll raohlre spccxfzc recoluulon.

~

.The prxmary mi: ion of the CO”WISS’OH and the Task Pcrge is to

provide recomrendations to Congress for possible legizlation,

Cwhich may invoelve exreénsive hearings with resulitant Iorw—iime o
‘delay. 7The majority of the Task Force believes that the queotion‘~"
of allocaticn of patent rithS'under "overnment contractis is.a
long-standing-cre which ‘has nct been isfactorily reaolvea by

Tthe two Pre&iden*ial';rmorawﬂa on Govcrrqont: atent Policy or. hy

oothe pilecemenl patent legl siution. prev1cusly pro"‘ded by the L
. Congress. . ¥e also have been very aware of the vast differences =
between such. ota*ementc-or legislation. and the specifs fic 1np1u~,f
_mentatyons Lhereoi bv the nany go»crnment aﬂenc1es whlch nave




_V,been glven w1de dlecretlon or only very broad pollcy crlterla
-~ Even different departments in the same agenicy have had quite
-dlfferent pOllCleS and procedures ' : J L

We have attempted to prov1de a much more 51mp11f1ed and equ1tab1e
‘procedure and policy for resolving such guestions at the more
appropriate times when maximum relevant informatioh is avallableg-
~to both the Government and its contractors. We have been o _

cognizant of the attempts by Congress and the. Executive to reduce
government red tapeé and have attempted to ,provide neans. ‘which we
- believe will save .a great deal of preeenuly—wasted effort in

.negotiation and admlnlstratlon Contr“ctor part1c1pat10n_-n R&D
-eontracting 1s encouraged E

,_We respect*uTIy subm1+ that the essentlal feat"res of the recom—'
mended policies and procedures could just as well be implemented
by Executive Order under existing powers and legislation. Much -
earlier and more efficient and uniform administration could be

. provided with considerable manpower and tax savings, We recommend}
that a copy of-this report be forwarded to the Committee on '
Government Patent Policy under the Federal Council for Science and

. Technology for consideration. We also submit that any such

solutions cannot be reached soclely by consultation between the-

- various executive agencies,:but must-include resolution cof the
practical considerations encountered by industry in 1ts atteﬂpts
to serve the Government and publlc interests.

Ve recommend a general-pollcy vhlch would utlleze a 51ng1e
government~-wide Patent Rights RGD contract clause. It would provide
"exclusive commercial rights" in contract ‘inventions for a period
of three years after issuance of a patent thereon to the R&D -
"contractor, while providing the Government a non-exclusive,
drrevocable, royalty-free, worldwide license for all federal |

- governnent purposes. Such action would provide ease of adminis-

.- tration of patent matters at the time of contracting. It should
~also provide for nmore w1despread ‘and effective. contractor -
participation in government R&D contr?cts,'eqneC1ally by the
.portions of 1ndustr; having large commercial investment, patent

. interests, and expertise in the related field, who could best

- provide the Government's needs. “The. contractor would be granted

. the initial period of . exclu31v1ty, since he would generally be the
-entity mosi likely to utilize, or license, the invention to provide

*'new productis for public use. In order to maximize competition in =
. the. commercial markets and . the broadest possible utilization, of

4fthe invéntions, the Government would have the right, after the . -
Sinitial exclu31ve period, to acquire, or require, such addltlonal

rights for itself or for othoxs as, would be necessary und equit— ,5-.sgj'7ﬁ

Af]able

,ﬂﬂe_believedthat_thervastdnegotietiondeﬁfort5ndWﬂwasted'both~iﬁ~the7jifjf}.7
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'_faGovernmnnt and in 1ndnstry in dec1d1ng the dlSpOSltlon of patent _
. ..rights at the time of contracting could be eliminated. Much more . .-
“realistic effort could be expended on a greatly reduced scale by F””

- consideration of_patcnt rights when the real interests of the
Government, the Contractor, and.the*public are better defined
with respect to a relatively few specific inventions of real

" public interest. Such a solution would be much superior to

- resolution of patent rights on an uninformed basis of supposedly_

relevant broad technical fields or agency ,nissions prior to the
time of contracting. It also always offers an acceptable degree

" of patent protection to the Contractor at the time of contracting.

Z'InStead of ‘resolution of patent”righfs according to the discretibn':
-of the individual agencies, we believe that issues arising under

- the general policies should be-settled by an unbiased Board of

Review comprising a permanent chairman and secretary, and expert

. members selected from a panel representing government, the public
-and industry. In unusual circumstancecs, preliminary appeal could

be made to the Board by an agency bel*eving that a special
“situation is involved in a paltlcular contract. It is contemplated

- that no blanket deviations should be aunthorized by the Board.

‘Prospéctive licensees under government contract inventions also

oowould-chave the right of appeal to the Board in the event they. vere

‘unable to negotiate suitable licenses with the contractor under
‘government contract inventions.  Prospective conuractors could
appeal unreasonable Agency actlons or demands

The Task Force has differing views on whether "exclu51ve comrerc1a1
" rights" to the contractor should involve "title" in contract o
-inventions or "exclusive license and sublicense rights". to the

_ contractor, all subject to the Government's license for govern~

mental purposes. We recommend the solution of such details by~
‘_the Congress, or the Executive, depending upon. the specific
‘means in whlch our Iecommendatlons mlght be - 1mp1emented

- We also submlt herew1th a Mlnorlty Report subn1tted by James E.
'Denny, Esq., a member of the Task Force, who belleves the present

government patent policy should be adeguate. Mr. Denny's report:

- comments favorably on some of the features, including the Review

- Board, of the Majority Report, while questioning the desirability =

- of 'other features. ‘He concludes by stating that he considers

. the MaJOrlty polzcy to be. an alternatlve he could support

 &3We are not forwardlng herew1th the nunerous background 1tems

* listed -in Appendix-A since Study Groupj; #6 alrcady has this: _7_'f V¢”




endix'g-wﬁich'ln 14des‘
_ nt importance whlch
- may a551st in evaluatlnv our report AR - S

- IR Task Force #1 can be of further a551stance, please do not
:-rﬁhe51tate to call upon us. .. o -

Very truly yours

ofw;zw

J. L._Whittaker'
~Chairman.

ee: Members of Task Force #1
G. D. O'Brien, Esq.
0. A, Neumann, Esq.

- Leonard Rawicz, Esq.




REPORT BY TASK FORCE 0. 1 o srum GROUP* 0. 6.0F 'IHE ca*wssxw 0\' GOVERN\E\'I‘
PROCURL\EN’I’ ON THE ALLOCA.T‘O“ CF RIG‘TS 0 mm"rm\s MADE TN THE. PrRrom\ f‘NCE
OF GOVE‘%.\: ENT RESE.\R(H AND Dm:mp\ﬁ:\'r cox'rmcrs AND GRANTS

' P-THE TASK FORCE AND ITS ASSIG\}FVT

The Task Force was a551gned to conﬁlder the Droblems 1nV01V1ng '
allocation of rights to inventions made in the performance of govcrn-' o
ment research and develorment contracts and grants. (The terws 'rights
to invcnticns" or. ”1nveﬂuicn Tights' should be understocd to inciude
"patent rights' when patent applications or patents are involved.

Further, the terms “'contract(s)" or “conzraftOI(s]" should be under- .
stood to-bereinafter include, respnct1ve1), "gr“nt(s)” and ”grantcc(b)“) .

- The membership of the Task Porce con51sts of 1n11V1duals choscn
for their patent expertise from government, industry, universities
and the privete bar. In an cffort ro obtain an 0b1eCt1VC vxﬁu,'-
" each represcntative was requesteu to present his ovn views and not
‘tbose of hlS employer. - -

BACKGROUND V‘TFPI\LS

During the deliberation of issuss presented to the Task Force
it took into consideration a nusber of factors, including the
~expericence of its membership, President Kennedy's and Nixen's

. Statement of Patent Pelicy and the experiences thercunder, -existing
- - Tegislation, [xccutive and Lunur0551onal hearings and reports,
~ regulations of the Exccutive,and ‘hearings and investigations of
this Commissicn and other private groups. A bibliography listing
" an extensive amount of literature generated by. the debate oveér. allo-”
catlon of 1nvent10n IthtS 1s attached as APPENDIK A :

i INI‘RODUf‘I‘IC\f “'D msromf

: The rapld increase of governmeﬂt fhnded research and de»cIOp-'t-
G oo Ument since-the end of World War II to. the level of 15 billicn.
c4 e dollars in fiscal year 1971 has fociised ‘attention upon the auequacv
oo - of government p011c1es governing the d15p051t10n of inventions. made
'”3by*contractors in. performance of governncnt contracts.--
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~During the early stages of the expansion of.government-sponsored
research.and'development those departments and agencies of the
- Executive most affected issued regulations maklng dispositicn of.
inventions between themselves and their contractors. In the naln,
- such policies provided for either (a) a first option to title in.
the contractor with a royalty-free license to.the government for
‘JHgovernwﬂntal purposes or (o) title in the department or agency
- with a nonexclusive license to the contractor for commercial use.
The former policy was best exem pllfled in the Department of Defense
- patent regulations., The Department of Defepse has stated that_th;s_“
- policy satisfied their nceds since it gave the government as a.

- minimum the world-wide right to utilize all-De paru.cnt tunided inven-.’

tions for governmental pur“oscs " The latter policy was best exempli-

fied in the patent regulations of departments and agencies whose
research and dp\elopment mission is directed toward generatlng results N
© that n1gh‘ be useful in. the civilian econcry .

'As the issue surroundnng the allocatlon of invention r1gth

. .becare more prenounced, the Congress acted.to provide statutory

guidence. This guidance. toek the form of individual statutes which
" covered inventions evolving from a portion of or an entire depart-

~.. ment or agency's rescarch and development program.

S The language of tne sta tutcs reveals no c01515tent intent on
: the part of Congress to provide a unifcra government patent policy.
" To the ccqtra*v the statutes provide in some instances for title
©-in the governnent and in other instances-direct the department or -
agency to take into consideration the equities of the contractor.
_ An attempt to moderate the controversy revolving around the -
different statutory and regulatory patent policies eventually
- resulted in President Xernedy's Cctober 10, 1963 Memorandun and
" Statement of Government Patent Policy. This Statement was the
first effort by the Executive Branch to resolve the allocation of
- invention rights issue on a2 government-wide basis. President .
“Kennedy's Statcment is ba ased on the aasurptlon that no single
- disposition cof cwnership could accommodate the different missions
- of the various government agencies. -Thus, the Statement indicated
as one of its cbjectives, ". . . . a government-wide policy (subject
to statute) on the dispesiticn of inventions made under govermment -
- contracts reflecting common nrlnc1ples and objectives, to the
‘extent consistent with the missions of the _respective agencics., "

- (Underlining and parentacticul clause a2aded,) ALLordinslv' the -

T Btatewent left to the varicus. uCP‘rtMCntb and “agencies ‘thevdeter- -
- mination as to whether their prxor L\lStlng policies were COﬂblbtcnt
_.thh the 1ntcnt ot the Statement. : _




... On August 23 1971 Prca1ucnt Nixon 1ssucd a rev1sed Ihnmrandum
. and Statement of Covernmbnt Patent Policy. The reviscd Statement .
 left unaltered the basic principles. on the allocation of invention -

rights set forth ‘in Pfésident Kennedy's 1963 Statement. However, = _

the revised Statement does provide for additional authority in the =
departments and agencies (not otherwise restrained by. statute) to.

- grant exclusive-rights to contractors in identified. inventicns to

'+ which The government has either retained 2 first. option.to title -

or has already taken title. 7his auuhority'hus been previously

exercised by some of the departments and agenC1es upon a’ contractor’s.
- petition for title at the time of identifidation. of the inventicn

or through the granting of exclusive llcenses 1o 1nterestﬂd dﬁveloper
under governmcnt -owned patents. : . - . :

>

: As of this date, th» departments and agencies have the authorlty
. under the revised Presidential Statement or “under statute to take
‘ title or license in the government; delay determination of cwnership
i~ until identification of the invention; or grant exclusive licenses =
- under government-cwned patents. Since issuance of President Kennedy's
+ . ‘Statement,-most of the departments and agencies have been increasingly
. utilizing various combinatiens of these mechanisms of dispositicn.
A contract clause reserving title to the povernment is generally
- utilized when the contract relates to certain technical fields or
.missions and less often under other specified cenditions. Cnly in
- the sbsence of  such fields or conditions and providing the contractor
' can establish spec1ai owrertlag,_‘d,LILtlbu, patent position, etc.
~does the government utilize a contract clause permitting the contractor
.~ a first option to title to inventions which may arise in performance
of the contract. (Clauses which defer determination until ldcqtltlcaulon
of the invention are generally used when .neither the CIltCrla for
-a title or llcense clause are clearly met."

Notwithstanding the issuance of the 1963 "ennedv Statement
of Government Patent Policy, Congress continued to provide guide-
- lines in the form of individual statutes as new research programs
' were initiated. -The Task Force is of the opinion that President
- Nixon's revised- Stater ent w:ll probably not. detur 51m11ar statutory
enactnﬂnts.

(Fbr further det 11 concernlng the- hlstorlcal development of .
~government patent policy prior to President Nixon's revised Stathuent
.see "Remarks of James E. Denny Before the Intellectual Property - N
nghts Semlnar bmlthsonlan Instltutlon Aprll 7y 1971 " %PPE\DIY B ) -

m«wsls OF CURRENT comm S ENT PATENT P 'IC"' f o

The Task Force after rev1cw1na the d1ffe1ent statutoqy and S
regulatory patent policies under which the depaftments and agenc1es -
H"cpc:atc was CrltlLJl of a nUTber of aspocts of the pOllLlCS -




overall irpact. The Task Forco belzevo; that some ot these cr1t1c1ams
would be inherent to any gCV“IﬂPOHt-WldO policy which perﬂlts
' '-'wng‘rﬂ“ or an'mdnlduul uv..pa.x tment or agency to establish dIlLI/OI'
. implement policies for such department or agency different from.
[ - other departrent or agency policies. The follom1nc were con41dcred
Tto be the most Lrportan+ areas of concern:

LR z.1. The ex1st1ng patchvork of statutory and reﬂulatory
' = policies under which the departments and agencies now
_“~operate does not afford government contractors, who deal
. with multiple aoparthants and agenC1b;, the degree of -
- predictability of ownership-of resulting inventions. and -
-~ the ease of administration one could rea501ab1v expect .
..o~ when dealing with a single entity such as the Federal
- Government. In addition to the difficulties encountered
..+ in mastering the muItipllhluv of different department
' - - and agency policies, the administrative burden now imposed
on the contr ctor to establlsn his Cqultl&b in. inventions
- ‘that have resulted or will result frcm his govermment-
o+ . . . sponsored research is out of proportion to the total
- . nunber of econcmically significant inventions
-generated. It is further noted that the burden on
"+ the contractor to establish these equities also
' creates an adninistrative burden on the govern-
. ment-to-review the contractor's position. The Task
- Force believes that a goverument patent policy sheould -
. - 'provide for predictability and ease of administration
RN - on the part of both the contractor and the govnrndcnt
' ' wherever possible.

2. The Harbridge Housc. Study on Government Patent
- Policy indicated that in certain situations the retention
of exclusive commercial rights in the contractor ''will,
on balance, promote utilization better than acquisition
o of title b) Government'. It is axiomatic that those
o departments and agencies that retain title tc all inven-
- - tions generated by their programs for dedication or non-
. exclusive licensing, by policy decision or through stdtutory
- direction, dre precluded frcém identifying those inventions
.- .~best retained by.the contractor. The Task Force believes =~
.. that a government patent policy should encourage comnercial
'* - .= .utilization of government-funded inventions. It was also.
.77 onoted, however, that any policy should contain prOV1q10n5
v - which "would preclude anticempetitive consequences which -
L7 may result from an excessive perloa of etclu>1v1ty in-a"
- ‘contractor. .

.3, Under. present p011c1es the Task Forcc belleves ’
}'thcre are:instances in-which' the COntrdctor knowing

‘he will be unable to retain ‘exclusive cmrncrc1a1 rlbhts
“to- inventions quncrqtcd under a proposed contract, will S
P refuse to part1c+patc in a government program becausc of-__. _
S Ji.ooToos o0t Djeopardy to his privateliy finunced comnercial position.. ot

N
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"Hence, a new advance in the art generated in performance of a

. government~funded contract which will not be owned by the: invent-
" ing contractor could eevere]y undernine that contractor's back~
- ground position. - The Task Force believes that it is in the .
- national interest that governmeni patent policy encourage maxlmum
- partlclpailon of- all 1ndustry in govcrnnent pronrams. -

g4. The Task Force hab found no_persua51ve reason why.the
- technical field or mission of a department or agency progra ,
. should be an overriding factor, as exists under present’ pollc1es,
~.in.dictating the disposition of inventions, whether that dis- °
- position be by title or license in the government. - The dis-
. position of ownership based only on technical field or mission
- necessarily eliriinates counsideration of significant equities of
~either the public or the contractor. . Further, 1nvent10ns'
"resulting from research in a partlcular field or nmission do not
necess arily have any reiation t0O such techhical field or nission,
o may have nuch - broader appiication, as nas been the case in .
many instances. o ST

5. The different exlstlnU statutory and rngulatory p011c1es

.- result in different dlsp051t1on of inventions within a single
field of technology. In practice, President Yennedy's Statement
‘has not brought about a uniform disposition of such inventions,
due to differing department or. agency interpretation of its
language. The Task Force- belleves that this situation will
continue under President Nixon's Statement, since the revised
Statcment is not SpQC1f1cally alned at overcomlng thlq problem

o 6. iany of the factorr-ldentlfleu in the Pr051dent1al Statements
‘as influencing utilization, participation and competition have
little relevance prior to invention identification, and are of .
gquaestionable benefit in making determination at the time of - '

" making a contract. Furthermore, a number of these factors do’
" not become relevant until some attempt has been made to undertaxe
the exploitation of the invention conmerc1a11y.

_'I‘ASK FORCE CHOICE OF DIRE CTIO\* S L

Rather than concur in seﬂarate department or . agency pollcles or

-a uniform goveruﬂent patent policy providing for different dlSpOSltlon‘;:.
- of: 1nvent10ns,'aepend1ng or technical field, mission, or case circum-
‘stances, as exemplified by the President's revised Statement on

Government Patent Policy, the Task Force determined to explore the

. possibility of formulating a uniform government patent policy which
~.would make a single disposition of inveniion rights in all instances
.- As discussed above, tne Task Force believes that any uniform
'~_government patent policy providing for. a. single dlspoeltlon of
“rinvention rights should maximize to the extent possible: -

o “ygtilization" of the 1nvent10ns resultlng frOm government-
'-eTunded resea rch, SR

:"Contractor "pqrtlcipqtlon"fln government programs*

":“Euse of AdﬂlleurathH"_On the part of both the government'

- and the contractor; and

.“ff"Competltlon in the markctplace"




With these goals in mind, and with thé'e%pectatiod'that'the policy would
* resolve. 4 nuat >er of SeD"I‘d.tC.IV m‘v-,m'{ and related issues, the Task Io-‘-cc con-
bldered and agreea on. the folloulng 1n makln its proposal '

'-_1."The Task Force agrees as dld the Pre51dnnt' Coﬂmls--"
~~sion on the patent system in its November 17, 1966, report,
' that a patent system stimulates the investnent of additional
... capital for the further development and marketing of products u51nv an
~invention by giving the patent owner the right, for a _
linited pericd, to exclude others frcm --- or license =~ = .
-others for --- naLan, using, or selllng the invented =
'.{product or process. :

2. A unlform government patent- p011cy resulu*rr in govern- Lo .
-ment ownership of inventicns made in perfornance of its ' '
contracts for dedication to the public, or the granting of -
i - ... only ron-exclusive licenses,-whethev-such ownership is based
.o . ‘on a technical field or mission or otherwise, hould 1ccessar11}
o c eliminate the stimulus envisioned by Lhe patent qu?em.

3. Under such a policy, there is a prospect in scme cases

‘that the market potential of an invention and other means

of property protcction will not’adcauately serve tc encourage
- the investment of risk capital for development when not
~'financed by the government. The resca rch investment in

such inventions will to a larre extent be lost ‘to the

puollc.

4. It was therefere zgreed that any uniform policy
- recommended must provide for exclusive cormercial rights
-in the inventing organizaticn or another developer in.
those inventicns which weuld not otherwise be utilized.
(It should be understood that the term "exclusive commercial
rights'' includes either title to the invention or an
exclusive license thereunder.) The Task Force agrees -
~ that exclusivity could be prOV1dcd in the fol‘ow1nc two R ot
wayst . _ T

. ‘Granting cormercial exclusivity at the time
T of contracting to all inventions to be generated
ca A | perfonnance of such- contracts; or : -

A b. Granting connotc:al'cxc1u51v1tv selectively

- - after identi fication of the inventions on the
basis of evidence that development may not:

_procecd without such coxclusivity. (For the
purposes.of this discussion, this mechanism-

- shall be referred to as a deterrcd dcterﬂ1n—“
ation policy, and should be understood to
includc a governmment exclusive IJLLnSC policy

~now possitle under President Nixon's revised
Statement where not OLhLTWlSO nevatcd by statute

or agency pollcy ) ' o




- '§5.. The Task Force recognizes that under a deferred deter-~ -

- mination policy the noq<1b111tw of maximizing ‘'ccmpetition’ .
- exists, since exclusive comercial rights will only be . :
granted when it is shown that exclusivity is the determlnlng o

factor in bringing the invention to the marketplace.

R However, even assuming that the governmment could Lorréctly

identify all inventions requiring exclusivity, albeit a -
remote possibility, it is the opinion of the Task Force .
that a deferred policy has and will negatively affect _
contractor "participaticn’ in govermment programs, “'utili- -
zation" of the results of such programs, and "ease of -
administration" on the part of both the government and the
contractor as anp11f1ed by the folthlno.'

_ a. The uncertainty of ownershlp involved in a -
. deferred determinaticn policy would discourage
at least some contractors from participating in
government programs. Most certainly a contractor .
whose privately financed backgrcund position
‘would be jeopardized by newly generated inventions
- which he might not necessarlly own imust think -
- seriously before taking a contract which intends
~ to capitalize on his baakgrcunu position.
‘Refusal to participate in this situation will
probably ﬂ“C“SSltute the govermnent contract with
‘a less quallfled Contractor or not centract
at all.

b. The lorg proces:zng nerlods 1.berent in a
deferrcd detemmination policy would in some
cases delay prompt utilization of government -
inventions, since a participating contractor
would wish to establish his. rights prior to"
investing his risk capital. Utilization would
also be adverscly affected by the administrative
burden of petitioning the government for exclu-

- sive commercial rights and the prcbable require-

- ment that the contractor file patent applicatiens

. to protect the property - rights during the petition
period. Faced with these tasks, the part1c1pat1ng
contractor will have little interest in inven-

- tions that appear oconomlcally narglnal on flrst

f;reV1ew._g

_ Flnally, tne T1¢k FO‘CL agreed that the -
],1ncreascd adninistrative costs to both the: contractor
-and the govermment for the drafting, s ubm1551cn,

- and review of petitions on a casc-by-case basis -

- would be out of propertion to the result to be
-~ achieved through 1nplemeatat10n of @ deferred
L dctcrmlnatlon pOllC) o T A
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6. In light of thc dcf1c1enc1es inhéerent 1n a deferred
_'determlnatlon policy, the Task Force agreed that a policy
.of granting exclusive commercial rights to the contractor-

at the time of contracting to all inventions generated

in.performance of govermaent contracts was the single
means of maximizing "utilization' without generating -

adverse conditions for "participation.'™ In addition to _
these advantages, a policy which makes disposition at the -
time of contracting offers the opportunity for maximum
“ease of administration’. The Task Force did note,

. however, that "ease of aamlnlstratloq” under such a

policy would be proportional to the deqree of follow-up

“or "march-in" rights rcserved to the governmment, but

under no circaenstances would such a_pollcy crﬂauc the

~level of adninistrative difficulties now encountered

by d*par;m,nts and agencies in the defer1ed dﬂtennlnatlon o

- portlons of thel: p011c1es._

7. NotW1thstand1ng ‘the advantages to be galned through
a wmiform policy of granting exclusive commercial rights:

~at the time of contracting to all inventions generated,

-

the Task Force was of the opinicn that such a policy
could adversely affect "cCompetition' in the marketplace
if such exclusivity were to remain in the contractor for

. the full period of the patent grant in all cases. In
~order to avoid this coenseqguence, the Task Force agreed .

that rights must be reserved to the government uader
such a policy which would epable it to assure aguainst
individual abuse of the privileges retaincd by the

.contractor. These "march-in" rights would insure that

a contractor's exclusivity would extend only over a
period justified by the contractor's equities and the

‘public’s need for CCWpCtltlon in the marnctplace.,-

8. The Task Force agreed that the benefits to be dCerCd
through a policy of. disposition at the time of contracting

outweigh the need for ideal conditions to generate “competi- -

“tion'", which mav not be maximized since some exclusive

commercial rights would remain with the contractor to a

- greater extent than under a deferred determination policy.

Thus, the Task Force believes that a policy of disposi- .-~
tion at the time of contracting will positively effect

" utilization of govermment- funded inventions and part1c1- o
~‘pation of centractors thereby -increasing the nation's '
‘potential to cuploy labor and raising the level of 1tb 

. exports. Jurther , maximization of plltlLlp!tlDH will L
Jincrease the government's ability to Focus public {unds_f__.

on the kinds of . rescarch and dcvclopmcnt which have

~high, long-run social value, but is risky and. not shafply
~reflected In proflt ODpOftUﬂlthb for a sponsoring private
'-bu51ncss firm.. Slncc 1t cannot be prcdxctcd wlth any o




':'accuracy how - Lompﬂtltore hlll moet the introducticn of-
“a new product made under cxc1u51wcly held p1tcnt r1ghts,.
o it cannot be determined m‘xCJ]CI‘ .uuy.Ltht.u.t.d.t..Luu of \uux
“-a policy will result in any decrease in cowpetltlon.
Of much greater s:gnzflcance are. the rights reserved to .
- the government under such a policy to assure against indi-
~viduzl abuse. of the privileges retained by the contractor,
and: the knowledge that the contractor remains sub;ect
to. the prOY151015 of the antitrust lans._,

-i-‘smopsrs OF TASK FORCE PROPGSAL ? :

" Based on the above analysis the Task Force d*af
propo:al set forth below, which provides for a unlfonu patent pollcy o
making a single dlsp051t10n of invention rights in most 1nstances-
I“plewentatlﬂn of this proposal envisions repeal of all incensis-.
tent statutory provisions. -

" The proposal prOVldCS contrac tors a guarantee at tne time of
contracting of a first option to the exclusive commercial rights
" to 4ll inventions renefated in performance of governmeni- funded
research., Upon exercising the option, such rights in the contractor
are subject to.a royalty- free none\clu51Vg 11ccn<e to the govern-
ment for Federal Gevernmmental purposes throughout the world. - Failure
. 1o exercise the OpL-On recults in. such rlghub enuring to the
"government

The guarantee of an option “111 be e\tcndcd to universities
and other nonprofit organizaticuns only after govermment review of
the adequacy of their organizaticnil patent hanagement capa apility.
‘While it can be etngLed_that most conmercial concerns will have
an established procedure for identifying, renmorting, and adninister-
- ing inventions, the same capabilities camiot be presumed to exist
at all universities and nonprofit organizations. = Therefore, it was
conCluded that the public interest.is better served by retention of
such rights in the government in situations vhere the university
or nonprofit organi:ation has.no patent administration capabiiity

Where the option has been eterc1sed and a U. S. patent applii--
cation filed, the prcposal contemplates. that contractors retain the
exclusive conre;ulal rights during the peried from patent filing
. to three ycars after issuance of a patent. If a contractor has
- not brought the invention to the marketplace within the time from
- patent filing to three years after patent issuance, such rights
may he revoked amd vested in the government. - if thc contractor

~ -should succeed in commercializationsof the invention during thls}f

. guarantecd period, the exclusive comnerciil rights vest in the contrstorff,f-f-
. “for the full peried of the patent grant, subject to the possibility - S
- that the governmont 1y rcqu11 noncyclus;ve 1;ccn51ng of the U. §




S ment” for such licensing will be deteémmined by a Government
" Patent Review Board on: petition of any: 1ntnrcotcd party after a

“-terms a nonexclusive license under. such invention. The board

: ?patcnts aftcr the guaranteed perlod Has pas;ed The reduire%f

- "-Pgntractcnr hoidi ng ti tlu to &"a}r’ in 1L &.u'L.Luu ol ade 1n pL.I IUH'IJ.HCE,' of a _Z_‘ R
government contract has- refused to grant: ‘entirely or cn aCchtable

- making its dctermination and setting the terms of | the license, if-T' |
. any, will take into. c0n51derat1on the equ1t1es of the 1nd1v1dual case.ri

The proposal envisions thqt the’ perlod of guarantned exc1u51v1ty
coupled with the possibility of continued éxclusivity for the life _'_
- of the patent, will creste an-incentive for: p‘“t¢cznﬂtloq in goverﬂ-*--
© ment programs and the earliest possible utiliz ation of inventions
generated by such pregrams. The guuranteed period further rac0ﬁn17es
the contractors' bacx*rourd equities which are presumed to be present -
in all cases.. In aud1t¢on the preposal places: commercial develop- .

ment of the inventicn in the hagﬁ% GL the party most likely to auccmyllsh.i B

- that task and provides the incentive for the investment of risk

- capital required to bring it Lo.the_murketplaye which has been . L

~estimated on the order of 10 to l:vhen compared to the cost of -
'naking the inventicn, The reversion of rights to the government
in the event the contractor fails to COhhch1a1ihe the invention =
provides greater assurance of utllluatlon ot qovernm nt-funded .
“inventions. : :

The creatica of the Government Patent Review Board assures the
“puhlic that the guaranteed period ef exclusivity will not be cxtended
unjustifiably. The existence of the Board will encourage both the:

- contractor and a prospective licensce of a government-funded invention
to negotiate acceptable terms and thﬁreby avoid going to the Board
to settle differences. In general, it is presuscd that if the con-
tractor had made sigmificant private investment in the development
and utilization of the invention and the inventicn was available

. to the public in reasonable quantities.and prices it could expect

to prevail in a distute brought. to the Board. On the other hand,

the larger the govermment investment in bringing the invention to

. the point of utilization, the less likely thc contractor could
_"Justlfy continued cowncrulal exc1u51V1ty

The Board by the nature of thc pollcy, hould need to consxder
' only econOﬂlcally significant inventionsin which there was a serious
interest and controversy.. Further, the invention will have been

- identificd rather than’ hynothctlcal and the econcmic and 1nvestncnt

'*'r;tlve cr1ter1a and be suchct to JUdlClal review.

f_data avallable to the board uould h rcallbtlc and current.

L The governmont locnc1c9 would prov1dc the Board w1th relevant

B 1nfonn1t10n TOg 1rd1ng their role ‘in the development of the invention

~'in question,” lhey would also provide the Board with the appropriate
~-public interest and mission considerations which they believe should -
~affect the Beard's decision. “ilowever; the Board will make its =

~decisions on the record and will be gu1dcd by statutory or aJmlnlstra— ““ﬂ




o of the small nusber-of inventions which are known to have been- dcvelopedﬂ

" ‘The number of such inventions becomes even smaller if the additional -
. ‘cost of promotional activities in orlnclng the inventien to the market- -
“place is undertaken by the governnent It was agréed that under the
”,Clrcwnstances the eoultles in' favor of 1eav1nn exclu51v1tv “for any -
- pericd in the contractor to this small:number of inventions -are 1ess
-~ _than the usual situation in which the co1tracto; contributes his"
- risk capital to bring the inventicn to the marketplace. A close
- gnalysis of such inventions. indicates'that their continued d=velop-
. ment at’ 5overﬁrent expense would genczall" teauire additicnal funds -
“from follow-on contr acts. However, ncre.follc. ~-on.contracts.are
~ deemed approgr¢due the peried of time over which such an invention
- is conceived and brought to the marketnlace would generally exhaust
‘the guarantecd rerlod of exc1u31V1uv thus precludlng a w1ndfall
_.to the contracuor. o

“In draftlnp the prOpOSal thh Task Foxce took particular note

for the commercial marketplace: substantially at. governmﬂnt expense

Notw1th tandlvg the view that a contractor Wlll ordlnarll}

exhaust his guaranteed period of exclusivity if develcpment for -

the commercial marhhtplace 1s undariaken SLDS.dﬂLlaﬁ_ at gu\*rnMVnt‘
expense, the preposal provides to the Board the. *1qnt to substitute
a patent clause at the time of contracting vhich leaves to the

fgovcrnm nt the first opticn to exclusive com“crc1al rights in 1nven-‘;
“tions which are the primary chject of the centract. The Board would
- exercise this right upon a a department o* AGENCy request mxic prior

to contract which is accompanicd by a showing that such depariment .

.~ -or agency intended to develeop substant 1allv at 1ts expense an. 1uent1f+ud '
v::product or process for use b} the gerﬂral puallc..

It should be noted that the prooosal contemplates that exclusive

 title to all foreign patents will vest in the contractor for the

full temn of the patent grant if the. contractor complies with the
conditicns of the proposzl. .

£ k k% Kk & % K & ﬁ" *:' £ ko xR & %

PROPOSED POLICY FOR TIE ALLOCATION OF RIGHTS To.mvsezrzous
MADE UNDER GOVERMMENT R & D _CONTRACTS
1, POLICY

.-;f A. With ‘the: exception set forth in S(A)(B) below contractors

. shall be guaranteed at the time of contracting a first option-to the-

exclusive commercial: rights in 311 inventions made in performance

o+ of government-funded contracts.  (The term. "excluslve commercial-
.rights" should be understood to- 1nc1ude either txtle to the VT
“invention or an exclusive license thereto with the. EXCcptlon that . o
- as the term relates to forcign patents or patent appllcatlons E
”fg'it means tltld ERETH s : S




-'ﬁilguarantee or the Prxnc1ples of thlS pollcy shall be rePLaled‘ Tf.ff:

' B.;'Any statutory prov191ons which ‘aré 11conalstcnt with ‘such

. C. Thc guarantee of exclusxve c0mmcrc1al rights wxll be‘f;
ffextended tO unlver51tics and otner nonproflt organlzaLlons cnly

~after government review of the adaquacy of’ those organlzatlons
_.patent mavaaement capanllltles.x I :

. D.= The governme nt nay 1ater revoke-such rights in a contractor
“after fallure of the c01tractor to meet coqdltlons as herelnaftbr "
qprovided : . = . : sl

- E Exclusive cc~ﬂerc1a1 rights in a contractor will be
T sub3ect to a world-wide, royalty-free, norevclu51ve 1Lcense in
' the governmcnt for Federal Goverﬁr=nt purposgs.

F. After a Sp&leled perlod of time, contractors ‘who have .

" retained ezclu51ve commercial rights may, on petition of any
interested party, be required by a Govern*ent Patent Review Bogrd
-to grant licenses under U.S. paten w1th ter“s -

: that are- reasonable und;r the c1rcu1stances. o

N

2. DISCLOSU , ELECTTON AND REPCRTS

‘Each invention made in performance of a government-funded
~contract will be disclosed to the government with an indication of
contractor 5 elect‘o1 ko acquire etcluszve cormercial rights. -

'_ AQ' Election to Acquire-Exclusive Comme:cial_Rﬁghts' ‘

"Election by the Contractor would include agreement to -
file a patent applircation covering the invention in the
United States Patent Office within a specified period of.

~time. Patent Cffice procedures will be established to assure
proper affixation of the letter "G" or other appropriate .-
‘designation on all such patent applicaticns and patents
issued thereon. Election and filing would guarantee.
éxclusiva commercial rights in the contractor for a period
sgtarting from filing until three years after issuance of a
patent. Under special c¢ircumstances disclosed by the.
contractor, the agency head may extend the period as deemed
.aPProPrlate : ' T - '

.- ¢B.. Electlon Hot to Acquxre Exclusive ConmerC1a1 nghts

S - Election not ‘to acquire the exclusive'commerc1al rights
o will result in such rights vesting in the" government for.

f”1d13posithx1as it sces fit as set forth in Paragraph
'f'4 D. hcreaiter ' SIS SRR g




3. ”COVTINUI NG RT HTS

. Thc contractor shall promptlf adv1se the agency upon

_-iSSuance of any U. S. patent covering: an invention to which

“he acquired exclusive commercial: rlghts ‘- During the three

- year period after Lssuance of a. patent ‘the  contrdctor wxll

" submit, upon the agency's reguest reports setting forth
progress made toward commercial utilization. Ti after 7
three years from patent. issuance utilization has not -been =
-achieved, the agency may take steps to revoke the exclusive
‘commercial rxghts unless satisfactory cv1qence is prescnted
that the time for ubllxzatlon shall be; extended.

Whenover utilizetion has ‘been ‘achieved by the ‘contractor

“within the time agreed upon by the ‘agency, the exclusive conmercial

rights will continue in the contractor for the life of any patent(s)
claiming the lnvcntlon, SUbJECt to. the provxsxons set. forth in

-paragraphs 4 and 5 ‘below.

. &,  CONTRACTOR LICENSING

A, Three yvears after issuance of ‘a patent claiming an invention 1n

 uh1ch a contractor has elected to accuire: exclusive commercial rights,
the contractor may be required to grant non-exclusive licenses-

under such patent by the Government Patent Review Board under -

* conditions set forth in paragraph 5 below.

B. Contractor shall have the right to sublicense-others on

"an exclusive or non-exclusive basis under any terms he deems
~ approprlate,.beJect only 'to existing laws and chc requ1rgn;nts

of the Governmgnt Patent Rev1cw Board

C. If the contractor permlts utlllzaﬁlon to. cease,; the
agency may require the contractor to grant.an exclusive or non-
exclusive license to responsible app11caﬁts on cerms Lhat are
reasonable under the c1rcumstances.

Upon a contractor s electlon not to retm.n the exclu¢1ve

7commerc1a1 rights, or after "an elcctlon to retaln such rlghts
. and- subsequent revocation by the agency for failure to meet ‘the’
f}condltlons of this proposal, the contractor shall be granted a.
. revocable, non- exclusxvc, *oyalty -free-license -under the invention.
~“Such license. ‘shall be revoked upou notice to the contractor of the
... intent of an agency to grant -an exclusive ILCﬁnse, subject to thc
" “right of the contractor to make- appllcatlon to the Government’

Patent Review’ Board for'a 11cense under terms and COndlthﬂS that

“are reaconable under the cxrcnmstances."




-GOV‘“W?--‘ :;_.r Pwr«z'r Evrnw 1‘oam)".

'-fqu,‘ General

. fl) _The Board will ""“"Slst of .z"fu.l.a—tlmc‘bnalr an and
zQﬂzExecutlve Seeretary: and 'a. panel of’ 20 members, any four of whlchgj”'
- may be chosen by the Chairman to-'sit on speczflcd cases. The

* Board will meet upon the call of the Chairman to comsider: and:u -

" rule upon the issues.arising under: the operation of this pollcy'ﬁ'f

. The Chairmqn and-two members W111 constltute & qu01um.j? L

2y Its decisions shall be subJect “to Judlclal review by
-:Un1ted States DlStllCt Court for tl Dlstvlct of Columbla..

N (3; The Board shall have the power to review requeqis by

. agencies to substitute a paitent clause which leaves to fhe_-

" agency -the first option to cexclusive commercial righis in
“inventions which are the primary object of the contract. 'The
Board shall exercisc this right only upon agency requests made .

prior to contract which are sccompanied by a-showing that such
agency intends to develop substantially at .government expense an
1dent1fled pr oduct Oor process. for use. by the" geaeral public.

(4) The Board shall have the power to review on peti tion of -

- any interested party the refusal of a contractor holding exclusive :

conmercial rights to any invention made in performance of a '

goverrnent contract to grant entlrely or on acceptable tGIPS
a- 11cenbp Lnder such inve ntlon i

(a) Such pﬁtltlon may be flled at any time after the con-
‘tractor has elected to acquire such’ Tights and has filed a
kpatent aupllcatloa on quch 1nvent10n ' '

T - 6) At any time after the perlod set for utilization by an
" agency has expired, the Board may require the granting of non-
oo - exclusive licenses under U.-S. patents or patent applications..
[ .- with terms it deems appropriate on the basis of: - o

{a) The failure of the cohtzmbtor fobshow Cause'why such
license should not be granted; . _ ' _ : .
f(b) The factors contalned in paragraph 5 B below

B. Board Rev1ew of Refusal to Grant Llcenses

N R ~The Board shall take 1nto con51derat10n, in addltlon to fhe'u"

i ;f”r'*”" ?arguments of the- parties, at least the following factors in _ _
~ono. 0 making its determination to require licensing of an 1nveatlon j=l-*
ade in- pcrformance 01 ‘- govoxnmcnt Lontrwgt

s (l) A(hiuving tho ea11105t placticqblc utili/atlon 01
'Sakovernment-a ssistoed iuventionﬁ in. commexclal practlcc

: S(2Y anouraging thxou"h the n01ma1 incentives of" the RS
. patent. system, private lﬂVCbLMOHt 1n the commer01a1 1eallzat10n e
a;'of governmentqaaslstcd 1nvcnt10ns e : S R e o AT




‘;stemmlng fronm prlvate ownershlp of,: patgnts on: such 1nvent10ns,

(3) Footorlnp efTCﬂtlve c0mpnt3f10n in. tho conmerc:al dovelop—ﬂ 
j nnt and c?plnttatlon oi govcrnmcnt—a551 Led 1nvan10as, : e

- (4) Assurlng agaln t non utlllzauloﬂ of governmcnt 3951bted
inventions and. exces sive c¢harges for use of’such inventions :

"t (5) ‘Balancing the re11tlve OquthS of the publlc,_the
" inventor and the patent owner or developer in the: specific .
. government-assisted invention, measured by the investment -
. necessary to bring the 1nvent10n to the point. of commer01a1

'fappllcatlon ThlS would: 1nclude the followlng, - 2

(a) The relatlvc contr:butlon .of ‘the. governnent and the
contractorgln bringing the 1nvent10n to the marketplace

ﬁ(b) The m1ss1on of the Prowrdm fundlng the contrdct EaRE
'frOmﬁwhich the 1nvcnt10n arose; S S

o -(c) The type of 1nvent10n and the na"nltude of the
~~problem it solves; Al ,

(d) Th> scope of the patcnt cTaims, .
_(e) The contractor's backglound poslhlon |
'(f)-The"governnLnt s fundlng of background teohnologv-

:  (g)'The_scoDe of the market and the success of the
Qontractor in neetlng it; - :

(h)-Thr profit muxgln in relatlon to other 51m11ar
inventioas; and :

“ (i) The fe 51b111tv and llke*y bene 1ts'of COmpetitioh_
'~ in the market’ served S o :

e, Fovelgn Rights - -
The Board's jurisdiction in requ:.“lnrr the grantlng of a non-

o~

exclusive license shall eéxtend: conly to licenses under U.3. patents. .

Nothing herein shall: be construed to- e\teud that Juxlsdlctzon
,to foreign putents : : .

;D. Backﬂround R*ght“

. The Board's 3ur19q1ct10n in requlrlng the grant of a non-
exclusive license shall extend to only those inventions made in’
performance of government- funded contracts. Nothing herein Shall
- be construed to extend that jurisdiction to data or other
f 1nveni*ons made at prlvate ehpcnse o R :

'TTE“ AgenCY Cooperatlon

: The depe rtments 1qd 1genc1e= of the Exocutlve qhall prov1de
;'to the Board whatever aid and 1nformat10n it deems necessary to
-accompllsh 1ts a551gned dutles.-f L RIS




= .jpoWer 'to review an agency deculon in- 1mplenent1ng L

The Board. on Detltion of contractor"‘ghqll hav

:J‘m
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nder which such cc1tractor is aggrxevcd LR

J;:G Iﬂtetventlon,é

| All interested partles, lncludlng any agency of the U S.

‘Government, shall’ have the rlght to lntervene in any proceedlng
“before the Board. - _ L ey : -

%  ' *  R i: B ® & *** * * % .:-* _. E I

RAMIFICATIONS OF TMPLEMENTATION OF PR’OPOSAL' R

Implewnntat*on of the proposal hlll serve to nltlcaue or resolve

- a mmber of related issues generated by present allocation-of-rights
policigs. Some of the more 1xpcrtant areas that hould be afiucted by
'-q-the proposal are as follows: AR : _

A The Employed Inventor

Permlttlno contractors a guar’tnten at the time of contrqcting,
~to a flrst option to the exclusive commercial rlnh*s in all
~inventions generated in performance of: thull'ﬁOYC?ﬁﬂOﬂt iunded
]redearch places the contruactor in a better pOalthH to -accomo-
‘date the equities of lhis employed luventors through uward prosrans
-if the contractor deems such programs advantageous to his.needs.

B. Scope of the License Retained by the Covernment

Present policies provide that the non-exclusive license retained
by the Federal Covernment include state and domestic municipal
govermmients unless the agency head determines that this would -
not be in the public interest. The scope of the license retained .
- by the governmient under . the proposal <D°c1£1call} excludes _
- state and demestic municipal governments. It was the opinion
...~ of the Task Force that to expand the scope of the license to
v state and domestic municipal governments would be tantamount . -
- to retalnlng exclusive cor mcrc1al Tights in the govermnment
~.1in situaticns where the market for the 1nvant10n would be subhtan-
~tially federal, state and municiral programs.  Inventions directed .
~“to solution of saline water and educational problems would
fall within this category. To extend the scope of the license.
. retained by the government. to-include state and domestic NUHILIPJI
. governments: would tierefore -defeat the: purpose of the propOsdl
-as it relates ‘to such inventions.. To pemmit the agency head
~ to determine the scope of the license retained by the governmcnt

"5”;at the time of contract1ng was not decmod practlcal 'since the




L

';l_type of imvention that u111 cvolxc Froma’ Tesearch and
. ~~development contract cannot be. accurately prc&cteﬁﬂlﬂcu-
- Purther, the Review Board assures that competition will-

5;51gn1£1cant aﬂd dcmandcd oy thv CQUl»lCS ox ‘the puu;;;.
.JlfC Uhlverblty and. V on- Proflt Organlzatlons

R As noted p*ev1ously, thc proposal extends the guarantee
~.of an option to exclusive commercial rights to universities
©-and non-profit organizations after government review. of
. the adequacy of the eir patent ranagCTent capablllty With
“such optien, universities and nen-profii-organizations are .
~in-a better positicn to license industrial concerns as an

ultime tely exist for such inventions if CC“FOﬂlcally

incentive to use their risk capital In bringing the results .. .

. of university and non- proi*t organization reseurch-to the
- marketplace. Without the ablllty to transfer exclusive

commercial rights to industry,. universities and non-profit

- organizations have feund it difficult to overceme the "mot-

invented-here" syndrame. - (Sce Harbridge House Report ‘and

"7”jthe August 12, 1960, GAQO Report, "Problem Arcas Affectlng
'_‘Usefulﬁqu of Res u1t¢ cf Government-Sponsored Research in

Medicinal Chcm1<try” } The Task Force considers this an

- important matter since approximately 25% of.the governmmnt's
-research and development budget is expended through contracts

with univcrsities and ron-profit organizations.

D. DCflniulOQ of "Conceived" and "First Actually Reduced to Practice

7 Present p011c1es stlpulate'that'any invention "conceived' or

"first actvally reduced to practice” in performance of a
government-finded research and developrent contract be
disposed of in accordance with the contract provisions

+ ~~under which it arose. Any invention so conceived or first
- actually rcduced to practice affords to the government

at least a royalty-frec nonexclusive license. The precise

- definitions 05 "conceived or "first actually reduced to
- practice', therefore, are important as-they are determina-.

tive of th¢ Tights in the government or the contractor.

" The proposal contemplates that it will similarly speak .
_only to those inventions conceived cr first chually reduced

.~ to practice in performance of government-funded research and.

- development contracts. [n order to resolve any present

problems with the terms "conceived" or “first actuallY_reduced'_.__',z,

_fffto practice’, it is suggested that any patent rights clause
outilized in 1npleTcnt1ng the provosal 1nCIUue the follovlng

deflnltlons.

(1) "Conceived” means a‘disclosure.in a form
which would cpable somcone skilled in the art-
“towhich the invention pertains to make and use
- the invention w1thout the use of. furthcr

1nvent1ve eff01t L : :




'q3ut111*ed to 1mp*Cuen~ its proposal: @ .

. grant of licenses to.only those inventions conceived or.

' governmcnt contracts._._.

__"and Development Contracts’ in InventionsConceived and I‘rst
- Actually Reduced to Practlce at Prlvate Expense e : e

_~?r1gbts the govermment obtains throuch its research and-.
-developrent contracts to inventiens conceived and first

-to eliminate this uncertainty,. the 1asx'Forc¢'rbcemnend:

"It is the opinion of the Task IorCﬂ thﬂt any backeround

.

;3(2) "Fzrst actua]ly reduced to pract1c€'rmans a ahccossful

- ~test of the invention in a simulated environment, or- -
-~ in an environment similar, to the one in which it w111~
";{be used for a phrpo se fov whlch 1t was 1ntcnded ’

E.: nghts 0bta1ncd by Lhe Governmmnt Througn Its Rcsea”ch

'A great deal of uncerta1nty has been generatcd by ALP Inc:*”
U. S. 156-USPQ 647, as this case: appears 'to extend’ Lheh

actually rcduced to practice at private expense. In oxder .

‘that the following language be added ‘to any patent clause :

Q) Nothlnb contained in this patﬂnt rlnhts
‘clause or construed therefrom shall be dLC"bi
to grant to the government any rights in any
invention which is neither conceived nor first
actually reduced to practice in the course of
- or under this contract. Iowever, this shall
- not deprive the ncverﬁh,nh of any rights to
- which the goverm.cat may be entitled under other
- clauscs in this contract, under othex CDHerCtS,
or by statute; and - ¢

(2) That in those situations in which the govern-
ment wishes to acquire rights in an- invention
which 1s neither conceived nor first actually
reduced to practice under a government contract,
this be done through a scparate expresscd
_-prov151on of ‘the contract.

patent rights clause ne gotlated as provided by (2) above . C
~speak only to inventions in existence and identified at R

the time of contracting and.that any rights acquired by the

governrent to such inventions. rctlect the contributions to.

-be made -by thc government toward 1its. enhancement, testing,

or development. 1t should be noted that the pxopObal limits

_the Patent Roview Board's jurisdiction in requiring the

.first. actually reduced to prautlce in. performance of
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';-pdtent applications but first actually reduced to practice in per-

- .contractor, subject to a royalty—‘ree.-non~exclu°1ve llcense to the
‘government. = The Task ‘Force rejects  this suzgestion, ‘as it does. not
;propcrly take 1nto consideration: the contribution of “the govexnment'
~in first reducing thé invention to’ practice in all cases. ' It is ~
- recommended by the Task Forcé that: this type of invention be brought
- to the attention of the agency funding: the ,broposed contract tunder
-+ . whieh such invention may be reduced to pra actice at the. time of con-
. traecting so that the cqultles .of- both: phrtles may be considered‘in
L maklng a disposition. The Task Force Ieels that this problem has.
" 'been further mitigated by the proposal in that the contractor w111 o
- 'at very least retain his option to exclusive commercial rights
- unless otherwise negotiated 'at the time of contracting. = :

. Fu Invengions ‘Coneeived and Patented at Prlx \te Ex ;pensc But Reduood

conceived at private expense and which are identified by patents’ Lor tils

— 2

formance of a government- funded contract remain the. property of . thec'} 

[ ' L RS LA : '
James L. Nhittaker,.Esq:,'Chairman

- { '_ - 'Patent Opera ious, RCA Corporation [
E Norman J. Lafhcr, qu ' 'f ‘c tﬁ:1"W1111am'0' Quesenberry, ESq'_
Chief, Patent Branch, BAL - - - - .Departmental Patent Director
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"John C. Green, Esq.. L. Lee Humphries, Fsq. L
Research Staff CoE _ "Aerospace and Systems Group
PIC Research Institute L - North American Rockwell Corp
James E. Denny, Esq.. | ' : .'gﬁ~ Mi'les F. Ryan; Esq. L
- Director, Office of Government " Attorney, Antitrust DlVlSlon
- Inventions and Patents = . ° . . Department of Justice '
United States Patent Off: cef S - : ' : .
‘R. Tenﬁy JO']"]SOD, Esq_ e 7 kk .JOG-]. DaVidOW,- ES_q. (Alternate)
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- Civil Aeronautics Board . 7w . Department of Justice
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'"“;report but they dld not vote for or agalnst the tot11 1eport

M, James - E Denny has flled a Mlnorlty Report attached hereto.
V“Messrs Ryan and Dav1cow participated in the- dellbcr tions of the

Task Force, and many of their suggestlons are reflectied in - the magorlty-

'Gerald D. o'Brlen, Esq- - S
f:aConsultant to Study Group NO"G':'

0. A eumann, Esq
;m;'sExecutlve Secretary - ' o
”['_FCST Commlttco -on Government Patent Pollcy
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