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2 Federal Register /: Viol,:62; No. 52/ \;&dﬂj{asﬁa“y‘.‘Mﬁiéh"‘l&;"19'87"7--:'Ru}es and Regulations

DEPAR?ME!}IT_QF COMMERCE :
Office of the Assistant Secretary for.
Productivity, Techaology-and '~
“innovation . L
. 37 CFR Part 401 |
' IDocket No. 41278-70061

Rights to inventions Made by o
‘Nonprofit Organizations and Small -
Business Firms ' o

- AGENCY: Assistant Secretary for .
Productivity, Technology an

- acrion: Final rile.

" SUMMARY: Public Law 98-620 amended
~ Chapter 18 of Title 35, United States
Code, dealinig with patentrightsin -
" inventions made with Federal funding
by nonprofit erganizations and small - -
business firms. It also reassigned
" responsibility for the promulgation of .
régulations implementing 35 U.5.C, 202
through 204 and the establishment of
standard funding agreement provisions
from the Office of Mangement and
‘Budget {OMB) to the Secretary of
Cormmnerce. This rule makes final the -
interim final rule published in the -
_Federal Register on july 14,1986, ard .
“ " incorporates minor changes as a result .
of comments received on the interim-. ..
final rule. . T
EFFECTIVE DATE: April 17, 1987, -
"FOR FURTHER INFORMATION CONTACT: .
. Mr. Norman Latker, Director, Federal:
“Technology Management Policy:. ... :.
Division, Office of Productivity; .+
+ Technology and Innovation, U.5..
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Washington, DC 20230: Phone: 202-377= -
SUPPLEMENTARY INFORMATION: =
- Background . - .

Public Law 98-820 amended Chapter .
18 of Title 35, United States Code;and "+
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Secretary of Commerce. Thé Secretary
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- gl The ma"’h o ISR - T I
855 hich, altho ciosely related rg:gédures in §§ 4016 and 401 a1 Slj'ﬂ R inventions that are consistent w1th . law or government e gula hons, RN (4) When the funding agreement
T T Pl‘OlectW he planned and commlttEd B to any march-in oF appeat i - - @ - Chapter 18 and this part. . . available to the public on reasonable ~." " includes the operationof the - - : .

et 198?‘ - | e Ommd?; eogemment-funded applieglig{mder a funding agl‘eemg“é‘ "1 (g) This'partis not intended fo apPIY terms. - government-owned, contraetor-operated :

..: 'D B for Pr "d”ct""ty S actwttie:n% doges not diminish or dlstl‘ﬂct g:ﬁ;cect to Chapter 18 of Tlﬂ; ?5,of thlS“ R . to arrangements under which nonproﬁt {f) The term “made” when used in - !famhty of the Department of Energy Coend
3 Assjsmmsecrﬁaf{wmmn l pm]e{t:he erformance ®, o o the tlated aiter the offecti® 5 twas o - organizations, small business firms, or: relation to any invention means the- primarily dedicated to that Depa:tment s
5 Technoloiy anl I;’art 401 of Chﬂpter v Of - ?mmntwn% made in performance of the - m;rt oven if the funding agreemen = L others are Allowei to uas sovormment.
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id-no dj At the rEqUGSt of the contractor.f a i technical assistance provided to users °f . (@) The term “small business firm”~ - agreement limitations under this Sl
S ‘t;;ou regulations. An example of sucgl a [d]n agreement for the operation @ o ; - those facilities, whether oma- = means a small business concernas: ;- subparagraph on the contractor's right to-_‘ :
 PART 401—HIGHTS 10 INVENT!ON : f:’?ed Tut separate projects wouldbe 2, fun 1fngment-ov.'wried facility which i8 1:: - "4 reimbursable or nonreimbursable basls. - defined at section 2-of Pub. L. 85-536.(15 elect title to a subject invention are - . .
:ﬂ?ADE NPROFIT MALL e rg%vemment sponsore pm]e%t hggllﬂ?ﬁc g‘f)f‘::t on the effective datedotf 'ilhrli?:ﬁ’lae. L] Tf};:ﬂl:“;} i ?150 x&ot 1n§enged to 3PP1y fo - 'U.8.C. 632} and implementing hgnted to inventions occurring under the'

) TIONS AND S biectives to expan ] . om 113 amende 01 g & emenis nnaer wiich sponsors - regulatxons of the Adm]nlstratcr Qf the above two p!'OgI‘&Il’lS .

. ORGANESAFIRMS UNDE - resg amt};gd;ng in a field and & 6}05913_’ - shall be pl‘mm? rgqulre by §§ 401. a3 reimburse the gavernment or facility . ©  Small Business Administration. For the' (b} When: an agency exercises the
Bys‘NSNMENT GRANTS, CONTRACTS' unl ?2?1 industry sponsored project - 7 thep m‘élli agency determines that one of 4 contractor for tl}e contractor_emplﬂyee's purpose of this part, the size standards - = exceptions at § 401.3(a)(2] or (3), it shall .

' GggECOOPERATtVE AGHEEMENTS ’f ?nng as its objectives the application.. unlesiceptlons at 35 U.8.C. 202(a)(1) of tmu;lm performing work for the sponsor, - for small business concerns involved.in- . use the standard clause at § 401.14{a) "°
A o ?suoh new knowledge t0 develop- . thee h (iv) § 402 3[31{3] through {iv} o ?FC da_irrangements are not considered " goyernment procurement and -+ with only such modifications as are
VBec, : o o Dsable new technology: The time througam is applicable and will be {w] R U%ﬂcmg a%r eements” asdefined at 35 - guhcontracting at 13 CFR 121.5 will be » necessary to address the eéxceptional -

© A Scope. o A lationship in conducting the two ntal | thlsl 4. i the exception at § 401, 3[33 Wl -5.C. 201(b} and § 401.2(a) of this part.  g0g. : . circumstances or concerng which led'to
401 z De{lm;ltohres?’ﬁﬂdard Cla‘mes at rem <ects and the use of nEW furr;dam;noe & glteerrnmed to be applicable. 1 7% §401.2 Definitions. o (1) The term “nonprofit organization”  the use of the exception. For example; if
0L e - lI:n ]wledge from one in the perform . i g 3 reement will be 131'011'113t YT g As uged in this part— = = means universities and other msntutlons - the justification relates to a particular -
-§401.14. Balg of eXGeptlonB : 0 re not anortant - fynding a8 lude the pro\nsmns RO T m ' w . of higher education or an organizﬂtion of field of use or market, the clause m'xght
. 4014 cantractor app i of clauses. - of the other & + v entlons rest .. amended to inc RTINS I (a) The term “funding agreernent i g ) ]
4015 Maodification an 1:3:;?:;}1!% N determlnams since most in b % required by § 401.3(c)- - o MB SR means any contract, grant, or - . the type described in section 501{c)(3) of be modified along lines similar to those
© 3018 Exercise of l:::;r;fere ce. " - on a knowledge base bt‘iléts:gmg efforts. () This regulation supersede.s > .. il cooperative agreement entered into the Internal Revenue Code of 1954 (28 stcﬂbed in § 401.14(b). In any event,-
4.7 Smaﬂrggzjﬂn utilization of smb!"-"t . ..numerous independen ears, Should such Gircular A-124 and d shall take deahng between any Federal agency, other than. U-S.C. 501(c} and exempt from taxation e clause should provide the contractor -
4018 Repo " extending over many.y by the. g dence over any regulations iy the Tennessee Valley Authority, and under section 501{a) of the Internal with an opportunity fo receive greater
m";“:g:wn of rights by contractor ' an invention be claimed S’be e, ;_ Pl"etgeu wnership of inventions ma eby - any contractor for the performanceof - Revenue Code (26 U.S.C.501(g)) orany - rights in accordance with the proceduree
40l gempi,yee inventor. - ) o performing orgamzat;on tgt 5o nsored W 1l businesses and nonproﬁt ot _' _ experimental, developmental, or L nonprofif scientific or educational S at § 401.15. When an agency. }ueoﬁes R
: 401 10 . Government asslgm'ﬂem o o f' product of non-governine 4 by the Y sme i-ations which are inconsiste i research work funded in whole orin . _organization qualified under a state © - and exercises the exception at B
o ontractor of rights I invention e research and be challenged by able o orgam g regulation will be follm:ve . part by the Federal govetnment, Thig - - nonprofit organization statute. - §401.3(a}(2) and uses an alternative -
being reportal with it. This reg nto .
O goveﬂlﬂlelllt empiﬂYee : - gponsoring aﬂene¥ a: ae;fb)ect i b y all agencies pending ax;lerr;fltl:)ethls * term also includes any assignment, : Chm The ten}i'I:Ct:Ihapteti: 11?” ﬁem::i - 'provision in the funding agreement on
“401.11  Appeals back mmd patenl nghis . .tothe govemme a appeal ahIe : regulations to conio d 35.. substitution of parties, or subcontract. of * Chapter 18 of Title 35 of the Ugit
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: resed! nt. Notwﬁhstandtng the' “ght . firms and nenpro ofit Ofgamzatwtn £t ""s - Ao OM 1 Register for publication. -under a funding agreement; provided {2] In exceptional circumstances when ‘authorized or reqmred elsewhere in thls .
g‘;‘;irsgr;rih grganizations to acoept urcesf - ‘executed-after the effeetlv: ‘12;::1 % nt . Federal thﬁg:zvent an agency’ has tlhat in the case of a variety of plant the ~itis (_letennlnetli_ by the agency ?hf’.t L part.
‘ p lemental funding from’ ‘other 8OUFCes. - part, except for a funding a3 1o (B In rime funding agreemen s -date of determination (as defined in- - .~ ~restriction or elimination of the right t_o: (d) When a fundmg agreement.
suppe jose of exp‘“ad‘m‘g OF mOIe, ' made pnmanly for educational- . ’..° de- _guistanding pri tain patent ﬂow-dow -section 41{d) of the Plant Variety " - - retain title to'any subject invention will: mvolvas a series of separate task orders.-_- :
: - for the iurrfswely accomplishing the . purposes. Certain gections also: PF{ P77 thatdonot. con it “Protection Act; 7 U.8.C. 2401(d}} must - better promote the policy and objectives - - an agency may apply the exceptions- at '
TR mmpmhe hjgctives of the, governmen . puidance for the admlmstratmg Ot enthe -:- provisions. consfl also occur during the penod of contract  of Chapter 18 of Title 35 of the Umted " § 401.3(a){2) or{3) to individual task:
R res;s‘:gmg 1:1'0]93‘: 1 is clear that'the: : %un ding agreemen!tls whtcthlgri c:or danc . eaxiher Ofﬁf:tfohs (OMB Cireular A-124 . performance L _ States Code;or:
Lo 8P ‘pfthese date-of this'par ¢ Ppolicy regu :
i 1L ownetship provisions -.-gffective

a regelatmns would rema:é i?%iﬁfme
T any invention *conceiv

E z?r(ually reduced to praettce in .

fi it Separa g

S aeooontmgf r the. tw0 funids used 0

. support the. project m t‘ms case’isnota-

rmining factor
de{% To: thg extent that @ non

government sponsor estabhshed a

"2 {e) The term “praotlcal apphoatlon
1_.meens to manufacture in the case of a_
‘ composition of product; to'practice in: -
the case of a process or.method, orto’ s
‘operate.in the cage of a maohme or v
. 1 system; and, in each case, under such -
% conditions as to'establish thatthe - ©
Invention is being utilized and that its -
benefxts are, to' the extent’ perm:tted by

‘" orders, and it may structure the contract :
- so that modified patent rights provisionsg -

-*-will apply to the task order even though
--the clauses at either § 401.14(a} or [b} "
:-are applicable to the remainder of the
work. Agencies are authorized to
negottate such modified provisions thh
- reapect to task orders added to a

funding agreement after lts initial .
award '

or OMB Bulletm g1-22): the agency shell

hip,
with 35 Uk S.C. 912 no scholars P te actlon o enSLll‘e tha

ther - '
hip, training grant, 0T & E
ff?ll:l?l‘llsg ai;reement made by'a Federal

. ¥
- agency pnmarﬁy to.an awardee for

; cational purposes wi
eggmsmn giving. the Federal agenc

" tights te: mventtons made by the
_ awardee. _ : :

*(3) When it is determmed by a
government authority which ig-
- authorized by statute or executive order
to conduct foreign intelligence or
conntennte]hgence activities that the:
--yestriction of elimination of-the nght 10
“rétain title to any subject inventionis

- necessary to protect the secunty to such .
- actwmee, or-
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! {e) _Before utlhzlng an Of_ tlle .

if not iqconsistén't withi.the " -

= Bgencies may use

to the con

&N exception is applicable. In cases :

ractor by registeredor. - ..
" when § 401.3(a)(2) is used, the ‘-

{a) In accordance with 35 U,8.C: -~ - certified mail, -

= ren | A e-reduired
s . ST mnay alse:modify .
) o (b) Agencies shoyld complete: . .
(D - : N T ted ‘ s, oL Cmplete: ;. - provide for the diy
. -202(b)(4) a contractor has the right Toean.. 7 '(5) Fact-finding should be G&mlg:::'c.l-' : Paragraph (), Commumcahqns",' atthe . gontractor of th;11 :re'
++ . determination shall also include an- = . administrative review of a . within 45 working days frontlm;tzbr_s - ﬁnd- of the clauses a¢ §40124by . .- internationon organts :ﬁl oo Vermment or
i 'a:alysis justifying the deteminﬂigqn-' * . determination to use[‘)lll?lf)’f tg:-ﬁugﬁ @it the ageﬂcl’t_m“e“'e"’- the contractor’ ool cs;‘ﬁ:ﬁfxgt? entral point.of ti"o'r_ltact‘for-f- " (e} If the funding agreemént 'inv'o'lvesf : cility,
_ ; -5 JUSHLY L - Wi : . . . e - L L alonsonmattersrea"tig fo idadnmrde 3 e R A
: analysis should address with - exceptions at § 401.3(a ;... written notice. T > | 3 oo 519 . performance OvVer an extended pe R B B
' 'sr;:f:ificitg how the altemnate provisions * - "L believes that 2 to the (6) When fa“"f‘“d‘“gﬂ}iﬁsabgﬁzy or . @ dlause. Additiona] Tog ctions on . time, gyoh ao {oe typical funding - % (hyif the contract is for the operation,
* will better achieve the objectives set determination is ex?her con}’tlliaryh ter or  conducted, the head of ehégr BEYAR commum}tlsaluons may also be.includeg I agreement for the Operation of a 01 & government-owpeq facitity, .- -
forth in 35 U.8.C. 200. A copy of each it policies and objectives céf_t st(i:or?%y the . designee shall base his t(;fé'r "iany " pa{:;:e;ggaz (. U government-owne d facili y. the ) - 8gencies may add the'followi'ng.at the
determination, statem;:nltl %f fac(t)s;‘;ag. : t:o'nstitutlfs an ablﬁsﬁ) ;’g : lt;‘;;ese ction . onthe fatf‘-tsio‘lggéé“g; the contractot, italin egd f::;’;z ?aagdr;ﬂigﬂ the the - Tollowing language may also pe added: gi;g'loi f[al]'agraph' (f).of the clanse gt
: ; lysis shall be pr agency. Paragrap © argument submi S A0t 14w Asesinthe . O . B Mfa): o
applicable, analy e Ll to be followed s other information clauses at § 13 with. e The erightto . .. S
provided to the contractor or itha - Specifies the pmcgd;lr encies fasuch . agency Ofﬂ-c{altﬂ&ri:engecord. In cases. . - ﬂp'xircun'iate§ tﬁh: ‘:;tt]: t'hiosefu M%f; agroementto . (5) The oatractor shall establish ang « -
prospective cor&t{ractm;igggt ‘:; | oy con‘%}?_:g)::;gm %f such a claim by mfthe E:ldgix}l{:ci finding, the agency . - - agreement. For exallj'nplecq"s;nﬁzgltgu -OF international -, - . - ma‘ima?}], e and effe"ti"e-pl‘ﬂﬂedzﬂés'ﬁ'
e . Hon: to the cont ] ST s el gpages, eRRRT R L S S e -~ .referred.for PR G MUY BeE i ¥ gz R ; . ensure that sy ject inventipni mutly’
~-:-gg:3fli’(::ttli?:; contractor Of-itstll'lights:—t_"' w2+ the conﬂactﬁ*‘lﬁ.n not ‘:ieeil: ;i(xil; ihl -+ head or the gﬂslﬁﬂﬂﬂ_ E’?fgﬁﬁ%?g%é. _ Eggi%ggt;eglzﬂﬁq by t-greglt, ’_d AT T " 0.0¢ entered-nto identified and‘} 1y diggher 218 Promply
determination of the - - : basis for wit olding or r for | those facts that have be PR G T by "grantee,” gng - -
: ":,I:g:;%iﬂ:eunder 35U.8.C. z02(b){d} and oo 0 ke funrt%mg agreemeé‘;r";;‘?" " clearly erroneous, but must explicitly.-
el B2 P 4 ) : o : ding”pe Ormance un .
=’ 7§ 401.4 of this part. ‘BUSDETH

tion and indicate the basis: 1 CPUacting officer” by graa officer.”
: R ) L i@ - state the rejection and 7 e

P (f)Except for detemina}:i_(ﬁls ;l:;d&l‘;; "7 - award. Pending final resclution of the

: . . Lalso ol

{77 §.401.3(a)(3), the agency shall also -

stbmit a description of the Procedures. i the
epeiid it use. ‘Pt ! Goniracting officer so that the contracting
finding. The agency . : Ea?gci";}gl on :;3 “t;e" ,‘E‘e‘fherﬂ!_ﬁg_énéy"’ ofcer oo valuate and determine their
; ig with " for the contrary finding. : cP.aced either by the =~ ST VEmesg, SRR
PTERE a belssued‘_Nlth-,_k_ : emayhearoral. o S 4 : S
. b jetermination, - gﬁzlmatggtcggﬁzc;r?v%ion propOEEd,bY;-.r_. ._ head OSHteagﬁg%gﬁi-ﬁnding provided.. He d r%i::ﬁa‘fot;‘};égi . -§4016 Exerg:!se-of march-in rights;.
B Ao 70 eafi' 'eﬂl-"sié fothe fho gge“ﬂyi however, should the final.- - 'tal:at the contragtor or contractof's « - fh ency, .. o on i : (a) The following Procedures shal]:
7 fatement cghfa(g‘siiﬂiz‘ sght within 30. - decision be in favor of the 'Contmctnghiziﬂ- attorney or representative is Pl‘esent:artld ' {d) When.the agency head or duly . datec the am Coavo o .0 . BOVEmn the exerciss of the march.in:
R :,Se,cretarygth award of the funding .~ the funding agreement will be imade  givenan opportunity to make arguments Authorized designee determines at fhe .~ () Agencies may add additional "~ - rights of the agencies get forthin3g -
 agieoment 0 whch thy peran Coles retronctive ty he eifostive dmie of e, ond rebutial The o b b et ] time cosomttaciing with a small Slparagraphs to paragraph (1) of thy < usa 20 2nd paragraph () of the, .-
- agreem ief Counsel .- ive to the effective date o _ . igniee shail be in usiness. irmor'non : : Gﬂuses_at§401,14to : - clause at 401.1q, - Ot the e
© or Advavesy ofthe Sm CthEf .‘CO‘;I;SP" gtfgiictg’e e?ament . A e : head'm"tﬂ'leuielefgrable to the contractor.: at it would be-in'th%rsgttig:‘:ialmianm contractor to do one 01:'3 g:g:g t};i:h e - (b} Whenever ap ag ives
 Adminiosaty Oii;};ﬁ sﬂ::]jg;zl;;ement I{Ib][ﬁ Agl(;ohtractOE mayappeala - - alrll:iil'l"lifx:clﬁde an explanation of the basis O 8cquire the right ¢ subhcens:enfs;gisgtn‘ - following: -+ T S otthe ©. . infermation that it be%ec::f?;‘r‘flgllg#‘
fﬂd@{ﬁlmﬁﬁ%“s‘ﬁé‘“-ﬁm' lthe ~~  determination by pmv‘i'dli:}g 30 ::rt::llcmg " of the decision. The decision 'Ofc{h S ithin Eovernments orinfernaiona] . . ) Provide a report Prior to the cloge- -~ warrant the eXercise of march-in rights
oot o Commers bl o i oceives o copy of  agency o deigns ook g on i | SSisatons pruuant b mont 8" subjéct feing agtecment liting ol -~ before initating any marchan
e D i cp s e e ety S, SRR
of determinations fs comﬁﬁsirstghﬂ;@l"bf suc}ﬁongr time as an agency may - - therﬁ':afi;;s from the date the ageney Paragraph'(h) of the clau?ié ate §e :Ilgl?li s - (2) Provide, UPon request, the filing - informél%vﬁﬁez'l:r %g:laé:)omn‘:ndtrgf?uegt_ :
policles apd_ol_)]ectw;:;?mme withthis  gpecify in its regulations. The ifically ‘erei\lre% the contractor's written notice: | g0 o5 AR A ate, serial number and title; a"copygof.‘ . the contractor a3 wejp ag iﬁfoﬁ;'x;;onqm .
otherwise not in.con 11l so-advise. - tractor's netice should specifically by tor adversely affected bya - Thig L e Datons & plication, arbS : copy of . relevant to 5, Vel as ir ior
ter, the Secretary shall so advise contre is for the appeal A contractor p is section mav. at 8 license will ingjyda. e:right of the. .. - PPlication; and patent ntlo the matter, In the abserice of
chapter, th ency concerned and *  jdentify the basis i:or e appe 4 ’ dbv.the . determination under this section m; 'y at 8overnment to sublicense-fore; 0 ... -Dumberand isgye date for any subject any comments from the contractgy
e ator of the Office'of. . - (2) The appeal shall be decided by the any time within sixty days after the - s, their nationaly, ang cavention in any country in whigh ... | Within 30 days, the agency may, atits...
Federal Prooun pmtp"lidyh“d" © " hoad of the agency 'mrbyh"slher‘t“}i."' . determination is issued, file a petition in tions, pursuany t5 fhe gontractor has applied forpatents, - . discretion, Proceed with the procedupas ..
' FEdeml'pm'(mrEn;nf.‘:trilve actions: - < designee who is at a level ﬂh?vet‘-l ei[f. ‘ '..ﬂfe United States Claims Court.":"hl‘;%: s o aties or internationa]l e o . (3] Provide perigdic tbutno more. . below. If a comment is recéiﬁediﬁitﬁgg -
mommend’c?rtrlfe Comptroller General . . person who made the Vine digpute over. - shall oee jurisdiction to determine L e frequently than annual) lstings of 3 - 20 days, or later if the agangy nae. P
- (g To qssclisStatés to accomplish his.or - the notice raises agemﬁmed O?Ehe"‘  appeal on the record-and to affx_rx;;. - U subject Inventions which--were'disciosed__= ‘initiated the Pi'ﬂcédures'bélow, then'the
o gﬁ_ﬂz,};ﬁﬁ:ibilities under 35 U.8.C. 202, the mater::}liga&:;:;;nh:e :}?allun' dertake, . reverse;--remagd;dort rg;g:il:lfgt_:;l of the' ould be‘=cbmp1eted'-" : -lt;;_’._%i agenc.ty during the period covered - agency s_?&!all, within 0 days afior -
o 1l hat enters into.any « agency or : inding. - " _appropriate, the deter e licable ex ... Oy the report, Lo e 7 receives & comment; either initiate the
each Federal agency that entetg nt : refer the matter for, fact-finding. < - . FRREOPEE N PPlicable exigh (8) If the contract ig ; ith &) ' dures bel s
: th nonprofit.. .. .~ or . p Il be conductedin  ° Federal agency. _ R onal agre t i o OPTACE ig wit anonprofit ' procedures belgyw of notify the . . .
organizations of small bus et ac) Factfinding shall be conducted in . iHtori : . Bgreements Organization arid.ig. om af y A oy e
Pl ol e missbel Sl LS e T e SRR,
o Congral meowida o ok ' - Such procedures shall | lauses. S o r WAL et g followina .y "~ Pursue nformatin 1€ Dasis of .
?1111: Comptroller General, _pm}hde.,th:l,— i ngﬁiﬁiea??; practicable and be Vca ) Agencies should complete the' - including mifitapy = 07 sgg;;:i‘fﬂg??gfgégeioliloiz;ng erllhbe . the available .ﬂ-l_formqng.n:‘: B
euthoried reprosentative the tofel . gonsistont withprinciplesof -~ - @ As aragraph (g)(2) of the clauses : [agreen o B toweapong. . . Sibsth at§donlaqa)y T O of the Xc) & mardh-in progee dirig shallbe .
. authorized representative the total ... fundamental fairness. The procedures .. S 40124 in accordance with their own: Jdevelo Sontand.py -The aboye .~ 771 340114(a): oo Initiated by the '83uance of a written . .-
npmber of pﬁme agreements ente?‘f@.“_ o hould.-afford the contractor-the ' . at.'§_ ]iEEible'- goVérniﬂEﬁt-wide : 8 g t mtended tbﬂpply'tof b ".-.]' (3} After_.-paymem Df'paten.tin_g costs, . not]ce by {he ggency;m the__contra cfor' e
. " into with small business firms or et sl ortunity to appear with counsel, - ;oor ﬁF;Pt; s such as-the Federal - - treqtleg or other ﬂgreemeﬂtsftha't-am;m. = lt‘i‘:ensi'r'lg casts, payments to inventors, and . and its assigniog or equusixfe__lieenseg_._ag':‘
. nonprofil erganizatons that contﬂmglﬂ.ra ‘ gggmit documentary evidence: prosent:. rAeggu?s;?iﬁﬁ Regulation. In grants and- ?:F;!'Pn.t_he dateio the award byt - 2 o ?:ﬂg‘t‘iz‘if;‘f’g;db‘;gg:li;‘?ﬁ?‘t*l,'"' o T .atplt,lhqagnle‘a?id ifknown to the agency, .. .
. . ) is part or-under ’ ; ; ma-ag: . H) 1 ARy e ichare » isted Al ord but . S ad ininistratior : ot iftventions, the, - " stati apiown to the agen
2 po%:fl;l:} Tl‘gclll.ltl?ll?lg‘ii; 41:; ;?Lsaggrﬁscal"" ar - witnesses.and ;gg}f;tﬁg;lﬁk ff;,fg;ﬁbéd? - -cooperative agreements [and.in s re not hst‘ed--_ﬁ.ltema_uvely,,. - - - balance of ﬂny;mypl-ties_er-ingo me eared... . TUng that the agency is considering . -
ST b Lireular -2 e the agency-ma n: ' 7 7 7 wlanceo : do
."..” beginning with October 1, _

- :the exercise of mar,

isit L / sn‘bstantially simﬁar-. “° and retai- d b
A S Cquisiti A ; ot e g dined | y or dy
; available at cost to the contractor upon - agencies wi shing ?g ;{;I‘?l‘; -3}?32%; o l"ﬂ;]gtpage rela_tl._ng the gqye_mmem_.g S figgal year ori suby; ot OF
A f this section, - a prospective contractor maY_be itis " request. .The.requirement for a ' to alt conir. acfdrsié's Foee g S-,t_u,spe‘clf;c !‘.r;eatlesp_r ch§?‘= : ;ié!y 8UCCEssSOr cap
exceptions in § 401.3(a) o e 0 R required by an agency tq C‘?mfy thatitis transcribed record may be waived .by ! 4 e cont rmay. do ot éI’é: iDpiled - fa_gregments 1de_11pﬁed ‘f’!sewhem;iﬂ thi gmmm.;m, up t Amoun 2
“the agency shall prepare a f - either a small business fimiora tent of the contractor an cont and delete the o - funding agreement, The langnage ma; Fenoent of the budget of the faciiity for that
gt o oo o organization. If the agency has ~ mutual agreem Lo 10 b6 Performed by oot (€ HE Words | algy b mermans oo Taake clear that the * - fiscal year, shall bg sed by the.contractor
‘facts supporting the.?:et:pn}[r}llatmn. that - :1;;% n to question the status of ﬁl'e’ D .th?sg';}?:%fficia} conducting the fact- c . Of%e;‘;éﬁfédh%ﬁ;fz%ﬁjfgus{m?F" Gl n‘gcl;ts grim't_ed to the oreign gove e 23‘1?2’;:&'; rngz:;:t};' g'i!evgt}i);t;!?em, an_ah,' Y !
the conditions identified in the nt of - prospective contractor as a sma IR - X hall prepare,or adopt written. from paragiuct 0! 1t organiza fon.  and jts nationals or an ooy THm S istent with e ressarch an
; ist. A separate statement of - pros - : rotestin - finding shall prepare. or adopt wrif the . ' Paragiap 0g)(1). Also, Hihg' o' anizat] o et - velopment mission and objectives of g
lexceptﬁor{l%ﬂsag)ar;}d foe each accords ﬁmg‘??ég}; ;22'9' it . findings of fact and rasismit the’?dt!glpﬂjr i unding fSereement ig a‘grant.op - o ond oy b . facility, ‘ncluding activitieg that increage the |
facts shall be p tances accor‘dance wi s, ftmay b e agency or designee pr ding €ooperative Agreement, parac licensing potentia] of other inventiong of pr. |
‘exceptional circums t that in -+ questions nonprofit status, tor o' after the conclusion of the fact-firiding * - may be deleted. When pither pars. S/0) intorat d by the app! facility. If the balance exceeg five percent, .
. approprate cises a single determingtion, ~ Toquis e e i st - 2tor the conclusion of I ecommended. .. OLlenT Baregrabhs (g) (2} 5y par . MeTIatonal agreem gt por prc 75 Porcent of the exe ‘
T dpopiae Gasesa?‘mdﬁ agreement . . furnish euicirioe i AR, :-d'ec'ision‘A'GOPY of the findings of fact - deléted ' IR S e 181ve lig
c ek N ; " - o ‘ . 3 e i t
: ma(:{ applzlt)(::c?r?ttg:ts issué%i ugnrder itor”’ a8 a nonprofit org_épggailén SRR d recominended decigion shall be sent .
?;1 mf;l ¥u;ding agreement to which such-. © §401.4" Contractor'appeals of exceptions

288 aboye five percent

timely disclosed and gha)] ..

Ch-mﬁghts The i :.
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_.evidence relating to the utilization or.
_efforts at obtaining utilization that are . :
- being made by the contractor, its-. :
" assignee, or licensees shall be closed tu .
. the public; including potential licensees. -

‘I accordance with 35 U.5.C. 202[c}{bk -

" finding shail prepare or adopt written :
o findings of fact and transmit them to.the’
.. head of the agency or designee promptly.

7 _proceeding along with-a recommended
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notlce shall state. the reasons for, the L
proposed march-in in terms sufficient.to
* put the contractor on notice of the facts -

upon which the action would be based. -
and shall specily the field or fields of
use in which the agency is conmden_ng

requiring licensing. The notice shall’ -

advise the coniractor (assignee or .-

exclusive licensee) of its rights, as set -
- forth in this section and in any

supplemental agency regulations. The,

" determination to exercise march-in.

rights shall be made by the head of the.
agency or his or her designee,

{d) Within 30 days after the receipt of :

the written notice of march-in; the -

" contractor {assignee or exclusive -

licensee] may submit in person, in . -
writing, or through a fepresentative,-

" information or argument in opposition to.

the proposed march-in, including any.

_ additional specific information which
. raises a genuine dispute over the

material facts upon which the march-in
is based. if the information presented
raises a genuine dispute over the -
material facts, the head of the agency or
designee shall undertake or refer the
matter to another cfficial for fact-

fmdlng
" . {e) Fact- ﬁndmg shall be conducted in. " -
'accordance with the procedures .

. "established by the agency. Such
" procedures shall be as informal as. .
¢ ‘practicable and be consistent with -

" principles of fundamental fairness. The:
.. precedures should afford the contractor:
" .- the opportunity to appear with.counsel;
submit documentary evidence, present-.. :
. witnesses and confront sach persons as. .
... the agency may present. A transcribed -

.- record shall be made and shallbe = . .-

- available at cost to the contractor upon -

request. The requirement fora .

. transcribed record may be waived by.

- mmutnal agreement of the: contractor and ..
- the agency. Any portion of the march-in =
" proceeding, including a fact-finding .

hearing that involves testimony or

agencies shall not disclose .any such -

- information obtained during a march-ln '

proceeding to persons outside the

. government except when such release i i
"~ authorized by the contractor [assrgnee

or licensee). o
() The cfficial eonductmg the fact-

after the conclusion of the fact-finding.

deterrnmatmn A copy: of the findmgsb_

.- 200 shall also be considered. In cases

abeyance pending the exhaustion of-
.. -appealsor petitlons fi Ied under 35S
" 203(2).

. term ‘exclusive licensee” includes a
- partially exclusive licenisee.

- supplementat procedures not:.
inconsistent with this part for th
,ccnduct of march -in. proceedmgs i

fact shall be sent to the contraet_o_r o
(assignee or exclusive licensee) by .-
registered or certified mail. The .
contractor {assignee.or exclusive

will be given 30 days to submit written -

arguments to the head of the agency or. .-

designee; and, upon request by the
contractor oral arguments will be held

_. before the agency head or designee that .

will make the fina! determination.

{g) In cases in which fact-finding has-

been conducted, the head of the agency
or designee shall bage his or her :
determination on the facts found,
together with any other information and "

" written or oral arguments submitted by -
. the contractor {assignee or exclusive .

-, licensee) and agenicy representatives;
-and any other information in the -
‘administrative record. The consistency

of the exercise of march-in rights with
the policy and objectives of 35 U.S.C. -

referred for fact-finding, the head of the
agency or designee may reject only

those facts that have been found to be
. clearly erroneous, but must explicitly . -
state the rejection and indicate the basis’
for the contrary finding. Written notice -
of the determination whether march-in =

* rights will be exercised shall be made . -~
by the head of the agency or designes - .. &
.- and sent to the coniractor (assignee of
- exclusive licensee) by certified or -

- registered mail within 80 days after the.".

- gompletion of fact-finding or 90 days s
** after oral arguments, whichever is later,

or the proceedings will be deemed to

_have been terminated and thereafter no

-‘march-in based on the facts and reasons.
-upon which the proceeding was mltiated' -
< may be exercised: - '

{h) An agency may, at any time; -

“terminate a march-in proceeding if it is’
-satisfied that it does not wish to
: exercise march-in rights.

(1} The procedures of this Part shall -

""" algo apply to the exercise of march-in
rights against inventors receiving title f6°
" "subject inventions under 35 U.S.C. 202((1}'

and, for that purpose, the term

“contractor™ as used in this section shall.
_ be deemed to include the inventor. - ‘

{3} An agency determination. .

unfavorable to the contractor [asmgnee

or exclusive licensee) shall be heldirr

(k) For puirposes -of this section” the

(1) Agencies are authorized to'i xssue

- feasible, in the: format that the.. - .
e contractor normally prepares it for 1ts, L

§401.7. Small Business. Preference :

{a) Paragraph (k}{4) of the cIauses. ar
§ 401.14 Implements the small business:

. . preference requirement of 55 U.S.C.
licensee). and agency representatives: .

202{c}{7){D). Contractors are expectedto
use efforts that are reasonable under the
gircumsiances to attract small business-
licensees. They are also expected to gwe
small business firms that meet the
standard outlined in the clause a

preference over other applicants for - = -

licenses, What constitutes reasonable. -
efforts to attract small business

licensees will vary with the Ce
circumstances and the naturse, duratlon,

and expense of efforts needed to bring-
the invention to the market. Paragraph
(k)(4) is not intended, for example, to -

. prevent nonprofit organizations from- -

providing larger firms with a right-of-

. first refusal or other options in :
Jinventions that relate to research bemg

supported under long-term or other, -

-, arrangements with larger companies.

Under such circumstances it would not -
be resonable to seek and to give a.

_ preference to small business licensees. -
{b) Small business firms that believe a-

nonprofit organization is not meeting its -
obligations under the clause may report”
their concerns to the Secretary. To the-
extent deemed appropriate, the
Secretary will andertake informal -
investigation of the concern, and, if

~appropriate, enter into discussions or

negotiations with the nonprofit
organization to the end of improving its -
efforts in meeting its obligations under "

~ the clause. However, inno event wlll the '

Secretary intervene in ongoing

negotiations or contractor decisions ‘"

concerning the licensing of a specxﬁc

“subject invention. All the above -

" investigations, discussions, and’ - -0
. mnegotiations of the Secretary will be 1n o
 coordination with other interested-~ .
. agencies, including the Small Busmess o
* ' Administration; and in the case of a 7 3

‘contract for the operation of a

| government-owned, contractor eperated
.. research or production facility, the

Secretary will coordinate with the

* agency responsible for the facility prior- . . 4
07" to any discussions or negotlatmns w:th SRR
.. the contractor :

'401 8. Bepgrting on utiliza!lon of. subject ES
““inventions. | " S

% (a) Paragraph (h) of the clauses at
§ 401.14 and iis counterpart in the clause
at Attachment A to-OMB Circular A<124 .

receive periodic reports from the: .

Agencies exercising this right should -
‘accept such information, to the extent

* . 202(d), will impose upeonthe inventor at_
“least those conditions that.would, apply

"’ to a small business firm contractor .

?- under paragraphs (d)(1) and (3); [f}{4]

: (h] [1] and {]} of the clause at

-undet a fundmg agreement with a small
‘business firm.ar nonprefit organization. .
“and the Federal agency empleymg such .
"co-inventor transfers or'reassigns. the
“right it has acquired.in the subject
- inventiof from its employee to the:

‘gsubject ¢ the same conditions.as apply
* to the contractor under the patent rights, .
...clause of its funding agreement. _
Agencies may add additional cond:tmns*
. as long as they are consistent w1th 35 -
1L S C. 201—206 -

- §4011v Appeafs

* “gtandard clause' means the:clauge:

i § 401.14 of this part and the clauses®.
:  previously prescribed by either OMB:

-7 Circular A~124.or OMB Bulletin 81—22. s

provides that agencies have the mght to- o

contractor on utilization: of mventlons Gty
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any forms or standard questionnaires .
that are adopted by an agency for this:-
purpose must comply with the .~ -
requirements of the Paperwork

Reduction Act. Copies shall be sent to
*_the Secretary.

(b) In accordance with 35 U S.C. 202[c] g

(5) and the terms of the clauses at

§ 401.14, agencies shall not disclose such

information 1o persons outside the

" government. Contractors will continue. " -
" to provide confidential markings to help- -
- prevent. madvertent release outsuie the
agency. - Dl

- § 4018 Eetontlan of Haghts by Contractor R
- Empioyea lnventor.. . :

Agengcies which allow an employee/
inventor of the contraclor to retain

' rights to 4 subject invention made under

a funding agreément with & small’
business firm or nonprofit m'gamzatmn
contractor, as authorized by 35 U.S.C..

In any case when a Federal emp}oyee
3H’ co—mventor of. any'invention'made’”

contractor as authorized by 35 11.8: G
202(e), the assignment will be made

(a} As used in thls section, _the term

" (b} Theagency official initially

" authorized to take any of the foliowing-
actions shall provide the contractor with
a-written statement of the basis for hia "
" or her action at the time the actionis. ..
. taken, inclading any relevantfacts that o
B were rehed upon in taking the: aetlon

(1) A refusal to grant:an extension

- under. paragraph (c][d] of the standard g
"+ .clauses. -

own internal purposes. The prescriptien_ L
of forms should be avoided. However, -

- . paragraph (i) of the standard clauses.

. the factual and Iegal basis forthe-- ;-
. actions and its consistency with the ...
policy and ob;ecnves of 35 U.S.C. 2.00—
208,

i+ -actions described in paragraph:(b). _of
. this section are subject to appeal under .-
- the Contract Dispute Act; the procedures_--'
_under the Act will satisfy the

(2) A request for a conveyance of liﬂe
under paragraph {d) of the standard
clauses. .

(3} A refusal to grant & wewe,r under

(4) A refusal to-approve an- -
assignment under paragraph (k]{l] of the
standard clauses. -

(5) A refusal to grant an ex!ensmn of
the exclusive license period under: -~
paragraph [k}{2} of the clauses

{c) Each agency shall establish’ and

the head of the agency or designee. -
Review at this level shall consider.bqth

{d) Appeals procedures estabhahed

.- under.paragraph (c] of this section shall
~ include administrative due process

- procedures and standards for fact- - _
- finding at least comparable to those set -
: forth'in § 401.6 {e) through (g) whenever -
*‘there is a dispute as to the factual basis

for an agency request-for a conveyance -
of title-under paragraph {d) of the

“(e) To the extent thaf any of the

_::requlrements of paragraphs [c] and'( [d]
-of this section.

'§401.12 ' Licensing of Beekground Patent :

H;ghts to Third Parties.

owned by the contractor that are not -
subject inventions unless such provision

"+ " has.heen approved by the agency head” .
2w and a written justification has been: ‘
; -signed by the agency head. Any such . -
~provision will clearly state whether the :
.licensing may be required in connection
with the practice of a subject invention, -
a specifically identified work object, or -
" both. The agency head may not deiegate '
‘the’ authnnty to approve gsuch provisions' -
- or to sign'the justification requzred for
3 -'such provisions.

(b} A Federal agency wrl] not reqmre
the lmensmg of third parties under any.

‘. such provision unless the agency head
! determines that the'use of the invention -
by others is necessary for the practice of

a'subject invention or for the use of'a -

publish procedures under which any.of .
. the agency-actions listed in paragraph -
" (b) of this section may be appealed to

e} A fundmg agreement wrth a smal] oy
* business firm or-a domestic nonprofit -
organization will not contain a 'provisien
" allowing a Federal agency to require the
. licensing to third parties of inventions -

. frorit object of the funding agreement."” '
and that such action is necessary to'. =+

achieve practical application of the -

" after an opportunity for ah agency-
hearing. The contractor shall be given®

. prompt notification of the determmatmn

- by certified or registered mail: Any -

" . action commenced for judicial review of

.- - such determination shall be brought
" prescribed by either:OMB Circular, A— e

- 124 or OMB Bulletin 81-22. -

within sixty days after notlfzeatlon of:
such determlnatlon

§ 401.13: Adminlstra!lon of Paiem Rights
-Clauses..

than one agency, at the request of tha

" contractor er-on their own initiative the :

agencies shall designate one agency as
- responsible for administration of the
- rights of the government in- the
invention.
(b) Agencnes shall promptly grant
unless there is & significant reason riot :

under paragraph (k}(2) of the clauses
prescribed by either OMB Circular A~

124 or OMB Bulletin 81-22 inasmuch’ es‘ T

35 U.8.C. 202{c)(7} has since been -

* the duration of exclusive licenses. |
' Similarly, unless there is a mgmﬁcant
“organization to an orgamzat:on which

" management of inventions when a -
© ' request for approval has been. .

' necessitated under paragraph {k}(1) of '

" ‘the clauses prescribed by either OMB.

Circular A~124 or OMB Bulletin 81—22
~'because the patent management . o
gtganization is engaged-in or hmds a-
substantial interest in other

or sale of products or the use of -

" processes that might utilize the

_invention or be in competition with
embodiments of the invention. As

- amended, 35 U.S.C. 202(c)(7) oo longer

" contains this limitation. The policy of
" this subsection should also be follewed
* in connection with similar approvals :

* .that may be required under Insntutmnal

Patent’ Agreements, other patent rights .

“18 of Title 35, United States.Code.
{c] The President’s Patent Policy -

"..- Memorandum of February- 18, 1983,
.. -siates that agencies should protect the
- confidentiality of invention disclosure, -

. patent appllcanons, and utilization :

 reports required in performance orin. -

" consequence of awards to'the extent-
permitted by 35-U.8.C. 205 or ether
‘ apphcable laws, The followmg

- gsubject invention or work object. Any R
“such determination will be on the recqrd

fa)in the event a subject mventzon is
made under fiinding agreements of more-

to, a request by a nonprofit organlzatmn_ -

R d’ inate the limitaiit on.
standard clausg, including'any dlspute ;. amended fo eliminate the limitatio :

"o " as.to whetheror not.an’ mventmn 3a-
subject invention, -

* reason not to, agencies shall prompily. L
"approve an assignment by a nonprofit. .- ..

has as one of itg primary functions the -

* organizations engaged in the rnanfactur Y

clauges, or waivers that predate Chapter
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- acquired title, the Federel agency has the, "~
% right in ‘eccordance with the procedures in 37+
++..CFR 401.6 and any supplemental regulatlons

. of the agency to require the contractor; an,

" * health or safety needs which are not’

: ‘agreement réquired by paragraph (i) of thls

- because d licensee of the exclusive right to
use or sell any subject invention in the Umted._ )
" States is in breach of such agreement;: - - 75

L collected on.a subject invention-with the - -,
.. inventor, including Federal employee 6O~ .
S .inventors [when the agency deems it .
o -appropnate] when the subject invention is’

" - 'nsdigned'in accordance. mth 35 U. S C zcz[e] ‘
- and 37 CFR 40110, i
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. ;excluswe right to use or sell ANy sub]ect PR

. inventions in the United States unless such-

- person agrees that-any products embodymg
" . 'the subject invention or produced through the .
“~lise of the subject invention will be "~ '
manufactured substantially in the United " -7
+- States. Howéver, in individual cases. the . -
requirement for such an agreement may be .

- waived.by the Federal agency upon a ‘
.showing by the contractor or its assignee that.

reasonable but. unsuccessful efforts have' .-

"~ been made to grant licenses on similar terms
"’ to potential licensees that would be likely to
" manufactire substantially in the Umted ;
~ %Btates or that under the circumstances. .
*“2r domestic manufacture is not commencally
- feasible.

" (j) March-in Rights :
The contractor agrees that with respect to "

any subject invention in which it has

assignee or exclusive licensee of a subject

. ‘invention o grant a nonexclusive, partlally

" exclusive, or exclusive license in any field of .

.. uge to & responsible applicant or applicants,.

~.upon terms that are reasonable under the - °

- gircumstances, and if the contrattor, :

.assignee; or exclusive licensee tefuses such &

":request the Federal agency has the right to -~

" -grant such a license itself if the Federal ...

‘agency determines that: .

{1) Such action is necer,sary becauae the )

field of use.
(2) Such action is necessary te allev:ate

reasonably satisfied by the contractor,
assignee or their licensees;
(3)-Such action is necessary to meet

*requirements for public use specified by

.+ Federal regulations and such requirements -

:.- are,noi reasonably satisfied by the - -
<contractor, asmgnee or licensees;or . ;.-

{4) Such ac¢tion is riecessary because the:

clause has not been obtained or waived or

(k) Special Provisions for coniracts w:th
Nonprofat organizations. :
i the contractor is a nonprofit - -

orgamzatwn. it grees that: :
(1) Rights toa subject invention in the

", United States may not be assigned w1thout

the approval of the Federal agency, except

" where such assignment is made toan .. ‘

organization which has as one of its pnmary o
2 funetions the management of inventions, .

- - provided that-such assignee will be sub]ect to_
--.. the same-provisions as the contraclor; |

- {2} The contracter will.share royalties.

'{3)'The balance of any royalues or mccme
eamed by-the contractor with respedt'to:

:«suh]ect mventmns. after paymem of expenses

.- (including payments to inventors) incidential

- “to the admiinisiration of subject inventions, .*
- will be utilized for the support of sc:entlﬁc
‘research or ‘education; and

(4) 1t will'make efforts that'ace reasonable;

-under the circumstances to attract licensees-.
of subject invention that.aré small business .-
.- firma and that it-will give a preferencetoa . -
.- small business firm when licensinga subject
.. invention if the confractor determines that. -

the small business firm has a planor - =
“proposal for marketing the invention. whlch if
*rexecuted; is equally as likely to bring the- :
+.invention to practical application as any.~ .
--plans or proposals from applicants that are.

~ not small business firms; provided, that the
. -coniractor is also satisfied that the small |

" business firm has the capability and
‘resources to carry out its plan or proposal.’
The decision whether to give a preference in- -
.any specific case will be at the discretion of
“the contractor. However, the contractor =

‘agrees that the Secretary may review the
- gontractor's licensing program and decisions
" regarding ‘small business applicarits, and the
- contractor will negoliate changes toits

- licensing policies, procedures, or practices..

with the Secretary when the Secretary’s -« -
review discloses that the contractor could

" take reasonable steps to implement miore
~effectively the reqirements of this paragraph )
M. ,
o [1] Comminnication -

. [Complete Accordmg to Instruchons at -

“'" “gontractor or assignee has not taken, or is.not . 401 5(b))
* expected to take within a reasonable time. LA
. reffective steps to achieve practical - SO

- application of the sub;ect invention m:such B (DOE) detérmines to use alternative-.

. pravisions under § 401.3(a)(4), the:” " -
- .-standard clause at §401.14(a), above, '
" ‘shall be used with the followmg T
-/ modifications unless a subst:tute ciause

is drafted by DOE: :
{1) The title of thé c]ause shall be

- changed.to read as follows: Patent
Rights to Nonproﬁt DOE Fa0111ty
“Operators |

(2} Add an “{A)" after “(1)" in

. paragraph (c)(1) and add subparagraplis -
= (BY and (C) to paragraph {c][l] as .
- follows:

;. {B)1f the subject mventmn occurred u.nder o

_ activities funded by the naval nuclear .

. prapulsion or weapons related programs of :
. DOE, then the provisions of this :

subparagraph (c){1){B) will apply in'lieu of

" paragrdaphs (c){2) and (3). In such-cases the
_ “contractor agrees to assign-the government -~
- the entire right, title, and interest thereto. ..« -

throughout the world in and to the subject -
invention exgept to the extent that rights are
retained by the contractor through a-gréater -

" rights détermination or under paragraph (e);

below. Theé contractor, or an employee--

" inventor, with authorization of the contractoi.f
- may subit.a fequest for greater rights-at the

time the invention is disclosed or within a -

..~ -reaspnable time thereafter. DOE will process
- such a request in accordance with procedures
" &t37.CFR 401.15. Each determination of -

greater rights will be subject to paragraphs

'(h}~{k) of this clause and such additional -
~-conditions, if any, deemed to be appropnate
- by the Department of Energy

- will apply in lieu of paragraphs. {c](2} and {3):.
- The contractor statement will be deemed
. conclusive unless, withih 60 days. thereafter,
- the Contracting Officer disagrees in wntmg. e

" imminent; unless the agency plans_ to ﬁle g

. However, if the agency subscquently

-+ title and elects to proceed with the -

- patent application under government
. ownership, it shall reimburse the'. . .- . 0
-contractor for the cost of preparing and R

¢ filing the patent application,. ... - -

-~ which ongmaﬂy Ted the agency o I B
" invoke an exception under §40L. 3{&] arer_’ L

.- originally, unless it has been hcensed

. {C).At the time an invention is dlsclosed in _i :

- -iaccordance with (c)[{1){A) above, or within 0
‘days thereafter, the contractor will submita..’
“written statement ag to whether or not the
invention occurred under a naval nuclear = -
- propulsion-or weapons-related program of lhe S
- -Deprartiment of Energy. If this-statement is not -

filed within this time, subparagraph {c){(1)(B)-

in which case the determination of the
Contracting Officer will be deemed

.conclusive uiiless the contractor files a'clain -
‘under the Contract Disputes Act within 80 -
- days after the Contracting Officer’s
:determination. Pending resolution of the

matter, the invention will be subject to

-subparagraph [c){1){B).

(3) Paragraph (k}(3) of the clause w:ll . .

5 ‘be rnod;ﬁed as prescnbed at § 401.5(g).
.§ 401, 15 Deferred determlnations

(a) This section applies to requests for-

greater mghts in subject mventxons made:f'

- by contractors when deferred.-- e
.- determination provisions were mcluded RS
* -in the funding agreement because:one of .- "

the exceptions at § 401.3(a) was applied, .
except that the Department of Energy i i -

_. . authorized to process deferred ,
" determinations either in accordance

with-its'waiver regulations or this :

{b) Wheo the Department of Eners‘y ) o section, A contractor requesting greater

rights should include with its request :

- information on its plans and mtentxons
‘to bring the invention to pragtical
- appl:catlon Within 90 days after

receiving a request and supporting

. information, or sooner if a statutory bar .
" {0 patenting is imminent, the agency

should seek to make.a determmatmn In -
any event, if a bar to patenting is - ‘

on its own, it shall authorize the " °

contractor to file a patent apphcatlon S

pending a determination by the agency.

- Such a filing shall normally. be at the .

contractor's own risk and expense.

T

ules-and Regulations .. ,.,,és's:;a;

T
Promote the policies-and -
_ob;ectwes of 35-U.5.C: 200 than W
.-, "gontractor ownershm of the invention
. Moreover, if the. :agency is.concerned -

- tithe-inthe contractorwith: addltlonal
: __;_,condmons imposed upon the -
_“contractor's use-of the invention for -
* -guch apphcatmns OF: w1th expanded

refuses to allow the contractor to retaio’ TR X

{b] ¥ the circumstances of concems L

not applicable to the aciual subject'

invention or.are no longer valid. because.if RS
- of subsequent events, the agency should
-allow the contractor to retain‘title to-the

inverition-on the same conditions’ as:
. would have applied if the standard-
clause af § 401.14(a) had been used:

{c) If paragraph (b) is not applicable

: - the agency shall make its determmauon I,

P govemment hcensc nghta in: such
apphcatmnsl e

- contractcr to:retain tithé to'a: sublect?
-mventlon orto restnct or condmon its"

“-'only. about. specific uses.or: apphcatlons
~-of theinvention;:it:shall -consider: leavmgi g

- by:thé head of the’ agency;:shall be -
- “appealable‘by the contractor:to an - *

-+ -agency.official at 4 level:above the

‘ K-_‘-person who made the detenmnatmn.
“This. appeal shall be: sub]ect to, the

_procedures apphcable tc appeais under
§ 401 11 of this. part. - SR

: ::-3§ 401 16 Submlss:ons and Inquirles.

- All submissions or inquiries should be

dlrected to Federal Technology i
:-_Management Policy Division, telephorie |
- number 202-377-0659, Room H4837, U.S,"
o _Department of Commerce, -Washlnatcn,
.DG20230. . g
- *[FR Dog. 87-5618 Filed 3-17-67; 8; 45 am]
BILLING CODE 3510-18-M _ _

¢ (d}-A: deterrmha.hon-nqt to allow ¢

title with .conditions. d1ffer1ng from those
‘in the'clause.at § 401.14{a); unless made

P




