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agency of potentially patentable Some understanding of the relative
findlngs before taking certain actions; importance of the Act can be
including submission of a manuscript for determined from the amount of research
publication. Agencies favoring this and development funding impacted.
requirement indicate it is necessary to Based on fiscal year 1980's rate of
assure protection offoreign patent Government R&Dfundiilg of small
rights, particularly when national business, universities, and non-profit
security interests are involved. Others organizations, the Act covers the
indicate that a prenotifiiiation disposition of the invention results from
requirement would be a disincentive to approximately 1;2 billion dollar,S ofg

rimt

the filing of patents intended by the Act and, contract awards to small business
and to timely reporting bf reseach and approximately sbillion dollars to
results. Comments are encouraged on universities and non-profit '
these and other considerations raised by organizations, The 5 billion dollars
this provision. Where possible, revised utilized by uni1!ersities and non-profits
language Snggesting imjlrovements and covers approximately 65% of the total
the rationale for proposed changes is cost of all the bastc research conducted
invited. Comments are due by . in the U.S· This large investment,
September 1.'1981. -' coupled for the first time with the
ADDRESSES: Send comments to Mr, Fred' incentive of invention ownership in
H. Dietrich, Associate Administrator, small businesses, non-profits and
Office of Federal Procurement Policy, universities across all Government
726Jackson place, N,W" Washiilgton, research and development programs,
D.C. 20503. could initiate a significant increase in

FOR FURTHER INFORMATIONCONTAeT: the commercialization of inventions
[contracts) Mr. Fred H. Dietricil, [202), resulting from these programs.
395--6

810,

[.Grants and Cooperative Under lbe Act, The offiCe of Federal
Agreements) Mr. GeraldA. Fill, [202) Procurement policy [OFPP) is
395-3070, ' . responsible for issuance of the
DonaldE.snwla,regulatiOnS implementing, sections 202-
Administrator. 204 after consultation with the office of
Bulletin No, 81.:22 Science and Technology Policy [OSTP).In order to expedite the drafting of these

June 30, 19~1. regulations and obtain the advice.
of

To the heads of executive departments agency personnel familiar with patent
and establishments. mailers, OFPPrelied on an interagency

Subject: patent"...,.,Sm
all

Business FirinSconunittee for a preliminary draft of the
and Non-Profit Organizations ' implementing reg

u1ations
for sections

1. purpose. This Bulletin provides 202-204.This cQmmille
e

was formed;
'. ii).terimpolicies, procedures and tl)J:ough an invitation to all deparunents

guidelines withrespe
ctlo

inventions and agencies affected by the Actio
, 'mll

de

by small businesS firms, non-profit participate in the drafting of regulations
organizations and universities under for both the Government patent policY
funding agreements (contracts, grants or and licensing provisions of tlie Act
cooperative agreements) wilb Federal Regulations implementing lbe

. agencies where a purpose is to perform licensing provisions under theAct are
,experimental, developmental, or avall able from the Office ,ofAcquisition
research work. ' Policy, General Services Administration,
-2. Authority. This Bulletin is issued Washington, D.C. 20405. This Bulletin'

,pursuant to authority contained ill Pub., "and the funding agreement clauses of
L. 96-517, ::The Patent and Trademark Part so represent a reflection of many of
Amendments of 1980." the vieWS expressed by the council oil

3. Background. After many years.of Government Regulations [COGRJ and
publlc debate on means to enhance lbe ' other,interested groups.
utilization of the results of Governmimt 4. Policy. This Bulletin takes effect on '
funded research, the last Congress July 1. 1981, and will be applicable 1<,;',,11
enacted Pub. L. 9&'-517, "The Patent and funding agreements yvithsmall business
Trademark Amendments of 1980." firms and non-profit organizations
Sections 202-204of the Act give executed on or after that date which are
universities, non-profit organizations'" to be performed within the United
and small businesS a first rightofrefusal StateS; This Bulletin may also be made
to title in inventions they have made in applicable by mutual agreementlo'any
,performance of Government grants and subject inventions which are "made"on,
contractssjlbject to some limited or after July 1. 1981, in the performance
exceptions. In creating this right to offundiilg agreements'which were
ownershiPi the Act abolishes' ,awarded prior to July 1, 1981, to small' "
approximately 26 conflicting statutory business firms or non-profit
and administrative policies. -,-, orgallizations, unless prohibitedbyl'w.
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SUMMARY: This Bulletin. i_sauedpursuant
c to the authoritycontained in pub. L. 96­

517. sets forth policies'procedures and 'a
standard clause for Executive Branch
agency use with regard to inyentions
made by small businesS firms and non­
profit organiiations anduniversitles
under funding agreements (contracts!
grants and cooperative agreement~)'
with Fe_defl;ll agencies where a: purpos,e
is to perform experiIJ;lental,
'developmental arid research work.

OnDecember 12, 1980,CongreSS
passed Public Law 96-517 governing the
distribut\on,of rights in inventions m~de
by.smaU businesS firms and non-profit
organizations under funding agreem~nt~
with Federal agencies. " ".

congresS provided that this Act takes'
precedence over any other,J\ct$ wbiclt
would require'a disl1osition'of rights nl.
subject inventions' of small, businesS
firms or no'n-profit organizations itl.- Ii '
manner inconsistent wlth the new Act:
Additionally,the new Act will take,
precedence .over-any future, Act unless'
the future Act cites the new'Act and
provides-that it-will take precedence.
This Bulletin takes effect on July 1, 1981, '
and wiil be applicableto,ail funding
agreements with small bu.sines's firms ­
and non-profit organizations axe_cuted
on or after that date. Th'e px:ovisionS-'of,
this BuUelinmay also be made -applic~ble\lymutual agreement to any'
subject inventions which are-"mad

e"
on

uQ"after July 1,,1981,in the performance
of funding' agre~ments which 'were
awarded prior to July 1; 1981,to small
businesS finns-or noh-profit
organizations. unless prohibited by law.

Comtnenters' views are-encouraged.
Attention to those- commenting on the, .
regulations is specifically invited-,to
iss,!es related to Seeton B[vi) of.the
regulations.- As now',written, this' ­
provision allowS ligencies to insert-a
provision to reporting requirements that·
would require prenoti~ica\iOnto the' '

--------- -

OFFICE OF MANAGEMENT AND

'I3UDGET
Olfice of Federal procurE!ment Polley

[Bulletin 81-22]
Patents; small Firms and Non-Profit

Organizations
AGENCV: Office of Federal Procurement
policy, Office of Management and

, Budget.
ACTION: OMBBulletin on patents
affecting small business' firms and non­
profit organizations is being published
as interim final policY 'coverage effe-cUve
July 1, 1981,and for public comment. A
final OMB Circular will be, issued on or
before December 31,1981,'
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ThEPcontractorwill' retain anon­
exclusive/royalty-free license

. throughout the world in each subject
inv~tion to which the Government
obtains title except-if the contractor
fails to disclose the subject' invention
within the times specified in c above.
This license extends to 'and is revocable
and transferable, as specified 'inPart
5b(2) of this Bulletin.

f. Contractor Action to Protect
Government's Interest.

(1) The·contractor agrees to execute
or to have executed and promptly
deliver to the Federal agency all
instruments necessary to: , .

(i) Establish or confirm the rights the
Government has throughout the world in
those subject inventions for-which the
contractor retains title, and

(ii) Convey title to the Federal agency
when requested under (d) above and to
enable the Government to obtain patent'
protection throughout the world in that
subject invention.

(2) The contractor agrees to require; .
by written 'agreeme-nt,' its employees, '
other than clerical and non-technical
employees, to disclose promptly in'
writing to personnel identified· as
responsible for the administration of
patent matters and in a format ,"
suggested by the contractor each subject
invention made under this'contract in '
order that the.contractor can comply
with the disclosure provisions of c ,

. above and to execute 'all papers
necessary to' file patent applications on
subject inventions and to establish'the
Government's rights' in the subject ._.__,_
inventions. The disclosure format should ;
require. as a minimum, the iriformation
requested by subparagraph c(4J above.
The contractor shall instruct such '
employees through the employee
agreements or other suitable
educational programs o'n the importance
of reporting inventions in sufficient time ­
to permit the filing of patent
,applications prior to U;S. or foreign
statutory- bars.' ,

(3) The contractor will.notify the'
---Federal agency of any decision,notto
- continue prosecution of a patent,.- ;
" application~, pay .maint~nance fees. or
defend in a reexamination or opposition
proceeding on a patent. in-any,countiy,':-'
not less than thirty days before the
expiration of the response period
required by the tha relevant patenl
office. '

[4) The contractor agrees-to inClude,
within the specification'of. any United
States patent application and any patent
issuing .thereon cov~ring,a 's.ubject "
invention, the following statement, "This
invention -was made with Government
support under (identify the contract)

Trademarks to.file' foreign 'patent
applications when such filing was
prohibited for security reasons.

(2) Notwithstanding the 'requirements
of subparagraph c[l) above: .'

(i) Disclosure to the agency shall he -:
made immediately after contractor
personnel responsible for the ,
administration of patent matters become

.aware of any manuscript describing the'
invention accepted for publication, or,
any publtcation.on sale or public use' of. ,
such invention; and

'[ii] In any case where publication, or
sale or public use has initiated the one
year statutory period wherein valid­
patent protection can still be obtained-in

. the United States, the period for election
. of title and filing of a United States
patent application may be shortened by
the agency to a date .that is no more
than 45 days prior to the end of the
statutory.period.

(3) Requests for exlention of the time
for disclosure to the agency, election
and filing. where reasonable, will­
normally be granted.

(4) The disclosure to.the agency shall
be in the form of a written report and
shall identify the contract under which
the invention was made and-the
Inventorfs]. It shall be sufficiently
complete in technical detail-to convey a
clear understanding of the nature, .
purpose, operation. and, to the extent
known, the physical, chemical,
biological or electrical characteristics "of
the invention. The report shall also
identify any publicaticn.on.sale or
public use of the invention 'and whether
.8 manuscript .deecribing the invention' '
has been submitted for publication and .
accepted atthe time of disclosure.' '

d. Forfeiture of Title.
·(1) The contractor will convey to the

Federal agency, upon written request,
-' tiJle to·any'subject invention:

(i) If tha contractor fail's to disclose or
elect the subject invention withip. the
times specified in c above. or elects not~'
to retain title.

(ii) In thos.e countries in which the
contractor fails to file patent ,
'\Ppllcatlonswithin the iimes specified
-in c above; provided, however, that if
the contractor has filed a patent
application in a COWltry after ,the tiines
specified in c above but prior tO'its
receipt of-the written request of the' '
Federal agency. the contractor shall
continue to retain'title in that country;'or

(iii).In any country in wWchtha
contractor decides not to 'continue, the
prosecution of any application ,fbr,to
pay the'm'aintenance'fees'on.,or defend
in"a reexamination.or bpposition

_proceeding on, a'patent on a subject
invention. .

e. Minimum Rights to Contractor.' .
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operate in the case.ofa machine or,
system; and.Jn each case.runder such
conditions as to establish that the <

invention is being utilized and that its " '
benefits are. to the extent permitted by .
law or Government regulations. -"
available to the public on reasonable
terms. .-, ", '

(4) "Made" when used in relation to .'
any invention means the conception' or
first actual reduction to practice of such
invention. '

, (5) "Small Business Firm" means a
small business concern as defined at
Section 2 of Public Law 85-536 (15 USC
632)and implementing regulationsof the
Administrator of the Small Business
Administration. For the purpose of this
clause. the.size standard for small
business concerns involved in _
Government procurement, contained in
13 CFli 121.3-8.'and in subcontracting,
contained in 13 CFR 121.3-12,will be
used.

(6) "Non-profit Organization" means
universities and other institutions of
higher education of ail'organization of
the type described in section 501(cJ(3) of
the Internal Revenue Code of 1954 (26 .
USC 501a) or any non-profit scientific or
educational organization qualified tinder
astate non-profit organization statute.

b. Allocotion ofPrincipal Rights.
The contractor may retain theentire

right. title, sod interest throughout the
world to each subject invention subject
)0 the provisions of this clause. With' ,
respect to any subject invention hi ,
which the contractor retains title, the _
Federal Government shallhave a non­
exclusive. non-transferable. irrevocable.
paid-up license to practice or have "
practiced for or on behalf of the Uniled
States anyeubjectInventlon throughout
the world for which the contractor has
elected to retain title.

c. Invention Disclosure, Election' of, '
Title and Filing ofPotentApplicafidns
by Contractor.

(1) After a subject inveniion has been
,disclosed in writing by the inventor(s) to
contractor personnel responsible for the

,administration of patent matters. the
contractor wjl1:

(iJ Disclose. such invention to the
Fedaral agency within six months:

(ii) Elect whether or not to retain title
10 any such inveniion by notifying the .
Federal agency within twelve months of
disclosure to the contractor;

(iii) File its initial patent application
on an 'elected invention within two
years after election; and

(iy) File,patent applications in -
additional countries within either'ten
months of the corres'p'onding initial._
patent application, or six months ,from
the date a limmse'is granted 'by the
Commissioner of Patents and , '-'
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Fe era egis e .' .'. . . , '. . .

decision conce~ning:the revocation or -. -with-:the-leadagency to establish'
the invention' is submitted Ion pu;bl~cation-, ,," l' standard utilization reporting.
without assurances of confidentiah~. or [c) modification of its icense. ,'requirements. To the extent such data ~r
the invention is otherwise made avadable to (3) Subcontracts. - _. , ." , Information supplied by the-contr.ac.~or 15

. (i) Paragraph. (g) of the Patentjtights t
the public. clause of Part sc of-this Bulletip.requires .''-considered by the contrac.t?~.,or 1 S d

. ddi h been bl I','ce'nse or' assignee, to be privileged a.nWhen the above. a ition as . that the Patent Rights clause.eulta y.
made to the clause of Part so, parsgraph modified' to identify the parties, be confidential and is: so marked agem;aes
(0)(2) should be deleted. included in all sUDcontracts with small should not. to the extent permitted b~ 35

(2) Minimum rights to contracto~. . business firms and non-profit USC 202(c)(5),.disclose such informatIOn
. (i) Paragraph (e) of the Patent:R~ghts organizations for experimental, to persons outside the Government. .

clause of Part Bespecifies the mu:umum developmental, or research work to be (6) Additional Administrative
rights retained by the contractor In performed in the United States. For Requirements. To the extent not,
subject inventions. When the Federal subcontracts, regardless of tier, with required by other provisions of the dd
Government acquires title to a rep~rted other than asmall business firm or non- funding agreement. agencies maya
subject invention, the contrac~or WIll . . profit organization. paragraph (g) additional subparagraphs to paragraph
retain a revocable, nonexclusIve, provides a blank space.to be completed (f) of the Patent.Rights clause in PartSe
royalty-free license throug~out the 'by agencies with their oW?- or apphca?le, to require the contractor to do one or
world in the subject Invention- !he _ ,_ Government-wide regulation!,; such as - more' of the following:
contractor's license ·extends to .lts ." the FPR or DAR identifying the (i)'Provide periodic (but ':O.Ulore '1

'6domestic subsidiaries and affihates.lf--; "appropriate.clause for such frequently than-annually)1IShngs of a 1
_', any, within the corporate structure of -subcontracts. . subject inventions required ~o be ,

which the contractor is a party. and (ii) Contractors will not use their . disclosed during the period covered by
-tncludes the right to ,grant subhcensell ~f ~bility to award subcontrafts ~s "the report; , ,
the same scope to -the extent the . economic leverage to acquire rights for "(ii) Provide a'mport prior ~o ~e close-
contractor was legally obligated to do so themselves in the inventions resulting .out of a funding agreement hatmgall
at the time the contract was awar~e~. from subcontracts. ' --.": «. subject [riventtons: -
The license is-transferableonly With the (4) publication or release of Invention. . (iii) Provide notification of all

. approval of the funding Federal agency. disclosures. '.' subcontracts for experimental. '-
.sxcept when transferred to the . (i) The publication of information . developmental or ,research work» sod
successor of that party of~e. disclosing an invention by any Pliart~. [iv] Provide. upon request, the fiimg
contractor's business to which the, before the filing of a patent app qatlon- date, serial number, andtitle; a copy .of
invention. pertains. .' . -"' may create a bar to a valid patent. th!e patent application; and. patent..

(it) The contractor's .d?~estic license Where the contractor intends to fi!e number and issue date for any soblect .
may be revoked ormodlfledby the patent applications. the agencY.WIII use invention in any county in which the ..
funding'Federal agencies (0 .~e extent reasonabie efforts to comply With soy contract has applied for patents. ."
necessary to achieve exped1tiO~S .' written request to restrict its publication . c. Clause for,Funding.Agreements~'

P
ractical application of the sU?Je~t .' of informatlondisclosingthe inv.ention· (Small Business Finns'and Non-Profit

invention pursuant to an a?plic~tion for .: for a reasonable period'of.time~'morder Organizations) : '. , '
an exclusive license subml~ted?, . '. to protect the patent rights in the' . (1)Patent Rights (Small Bus~ess
accordance with (cite applIcatIOn . .invention. The contractor must specify. . Firms or Noncprofit Orgamzati.one), [July

he . Ii 'ng '. the reports and documents to be '. , I thsuch
__portio,! of t e n~w !CenSl . I b "restricted and the period within.which . -1981). The following c a~seWI .
...regulations};·Thlsl1Cense.Wll not e will b fil d modifications and tailoring as ar~ ': .:

revoked in that field ol'-u~e or the _ the·patent application . e e;) a.uthorized elsewhere in thois. J3~letm ' ..
i . h h the (ii) As provided in 35US~ 205, f "'- ments

geographica areas m W IC . ~- Federal agencies are authorized tc. '. win-be used in all unUll-lg,agre~, ' .. ' .
ontractor has achieved practical h hl with small business firms a?:~,l},p~:proflt

~pplication and continues to make the, withhold from dilsclosure to t ;.p~ 1C. org'anizations uJ;lle.ss.the fl1nqlng': , ' ' .
benefl'ts of the I'nvent,'onreaso.nablY,.. '. information disc osing any su Jec . th f the

hi h th F d I agreement falls WI m one 0 , ... : ~,,',
'accessl'hle to the public. The hcense In invention in w:c e e era b d· t 5b(1)(1l)

b k d or Government owns or may own a right, . exceptions descri e m par. .... :,'
any foreign country may e revo e .
m
. od,'fied at the discretion of the fundmg litle, or interest (including a: . Patent Rights

t th nonexclusive license) for a reasonable - :p'
Federal agency to the e','ten. e " . time in order for patent application to,be (Small Business Firms or Noil-prollt.-" '

. contractor. its Ucensees, or Its d~mestic . d I . e Oraonizations) (July 1981) ' ..
subsidiaries or affiliat~s ..h~ve.falled,:to filed. Furthermore', Fe era agenCIes ar ' a

.. achieve'p'ractical apP~lcationm that not-required to release copies,oiany, a. Definitions. '.;
. document which is part of an: ' ' (1) '''Inventioll'' means a:Q.Y mvent;ion-

for~.l?n country. r r modlfica,tion application for patent filed WIth the: or discovery which is 0'\may be '
(m) Before revoca Idr" 0 F d 'h', United States Patent and Trademark patentable Or oiherwise protectable " ',',

of the licepse. th~ fun ng e era.. Office or with soy foreign patent offi.~e;- under Title 35 of the United States Gode
'-agency Will. furm~h theco'.'tractor a ke.· (5) Reporting on UtiiizationofSublect -(USC). .

written nohce of Its mtenJI: to re;~ct()r' Inventions. Paragraph h of the:Patent,:' (2) "Subject Invention" m~ans _~y ..-
or modify the lice~se, an "(e.~on h' ", .' Rights clause Part 5c of this'Blllletin" ,;", invention'of the contractor co,?c~~vedor

. will be aHowed thirty dar or db .th provides that agencies have the righttll fII'st actuaHy reduced to practi.ce m the ..
other time as may be aut OI"lze , Y... : receive periodic reports from ,the '.. ".' k d thi
funding Federal agency for~oo.~caus contractor on ~tilization of ~nventio~g. " performance of WOI' 'un er· 5 - ,

shown by the contractohr).atherl' a 'e Agencies shall obtain suchlnformatio.n... contract. . t. t hoW cause w y e lcenS . ' H 't·· , ' (3) -,'Practical Application"-mean~ ,0,
nohee 0 s , d dir 'd The _" from their contractors.. ow-ever, Q,.. ' ",~ manufacture iIf-the case of a." '.. . '
should not be revok~, -or mo. Ie .~m.' . ", ensure uniformity in the .nature"of:th~, t

.. .contractor ha~ the:r~ght tol~~PN~I, ortitfii ~ periodic reporting requi:ed}JY t~,e.-:,' '.";, ",' GthOamcPaoss~~f:0prr~~~~~~~ :e~~~d,I~~ ,~~
" accordance ~lth (CIteapP

l
tP l"P '" ,''' various agencies,.agenmes shall-work

of the new bcenslIl,g regu a Ions, ,any
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6. Proposed LeadAgency Designation.
As an option-for assurance of' -
coordinated and consistent
implementation of35 USC 200-206 and

'2 this Bulletin, -conslderatton i$' being
". given to establishing a lead agency to

.c!rry out collaboration of the-following'
. ftlrictions with all affected agencies: ..,

a. Coordinate, exchange and report
information;

b. Evaluate the effectiveness of the
Act and this OMB Bulletlnandwhether
legislative .Or.regulatoryimprovements '
need to be made; .

"c. RevlewImplamantatlon of the Act
and a:~vi.~e, when and where '
Government economies and efficiencies
maybe realized- ',.

d. Aid in the development and
coordination of a-national policy on

Innovatton, .' each Executive agency affected by the
e. Convene; asnecessary, policy and-procedure contained in this

conferencesjworkshcps to .asstst ", HulletiI'lwill be accepteduotil . , , .'
agencies', untversltles'and.small '. -" '. SepteintJer.-1;,"J,981.'Send-comments to

_ business in implementirig 35 USC 200- Mr. Fred H'Dietrich, 726Jackson Place.
206; and . '" 'tv. W.,Wtishington, D.C.20503.

f.Perform such other duties and,' 9. Information Contact: [Contracts]
responsibilities to carry out the goals Mr. Fred.HcDtetrioh, (202) 395.,6810.
and objectivesof35 USC 200-206., [Crants and Cooperative Agreements)

Agency comments are encouraged, .Mr. Gerald A. Fill. (202) 395-3070..
regardirig.thelead.agency concept. 10.Sunset Date. This Bulletlnwill

7: ActionRequirements.Each . ; expire on December31.1981. unless:
Executive Branch agency. shall revise its replaced by an OMB Circular on an
regulations concerning patents in earlier.date.. '
compliance withthe policy and . DonaldE.Sowle.
procedure set forthin this Bulletin. Such . Administrator.
revisions e-hall not be jnore restrictive' or David-A, Stockman.
burdensome than the .proyiaiuns of this Director.
Bulletin. ~>, • ,(FRDoC. 81.-19709 Filed 7-1-81;-8:4.5 am]

8.AgeI!cy Comments. Comments from BIUIN(i~CODE311D-01:"M

\

.\:l


