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#301. Citation of prior art.

- the owner of the patent, t,

Tab A

o ¢ . . - . . -, -

. "Be it enacted by the Senate and House of Representatives of the

" United States of America in. Congress assembled, That title 85 of the
‘United States Code, entitled ‘‘Patents”, is amended by adding after

" chapter 29 the following new chapter 30: - . o :

“CHAPTER 30—PRIOR ART CITATIONS TO OFFICE AND
_ REEXAMINATION OF PATENTS. . )

“302. Request for reexamination.

-4303.. Determination of issue by Commissioner.

“304. Reexamination order by Commissioner.

- 4305, Condiict of reexamination proceedings.
oL ¥306. Appeal. - L G .
© 807, Certificate of patentability, unpatentability, and.claim cancellation.

. “§301. Citation of prior art - -

“Any person at any time may cite to the Office in writing prior art

particular patent. If the person explains in writing the pertinency
and manner of applying such prior art to at least one claim of the
patent, the citation of such prior art and the explanation thereof will

- become a part of the official file of the patent. At the written request
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. consisting of patents or printed -publications which -that person
believes to have. a bearing on the patentability of any claim of a -

of the person citing the prior art, his or her identity will be excluded

from the patent file and kept confidential. * -

" “§302. Request for reexamination

“Any person at any time may file a request for reexamination by

‘the Office of any claim of a patent on the basis of any prior art cited

" under-the provisions of section 301 of this title. The request must be

.. in-writing and must be accompanied by payment of a reexamination
.- fee-established by. the Comrmissioner of Patents pursuant to the
- provisions of section 41 of this title. The request must set forth the

- pertinency and manner of applying cited prior art to every claim for

which reexamination is requested. Unless the requesting person is

he Commissioner promptly will send a copy

" . of the request to the owneér of--rec_:_o;_d of the patent.
_ “§303. Determination of issue by Commissioner

“(a) Within three months following the filing of a request for

- reexamination under the provisions of section 302 of this title, the

- 85 USC 302.
Fee.

Post, p. 30117

35 USC 303,

Commissioner will determine whether a substantial new question of

" . patentability affecting any claim of the patent concerned is raised by

the request, with or without consideration of other patentsor printed -

- publications. On his own initiative, and any time, the Commissioner

may determine whether a substantial new question of patentability is

79-132.0 - 8O (357)
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" Record.

- raised by patents and pubhcatlons dlSCOVGI‘Qd by him or c1ted under

" theprovisions of section 301 of this title.:

“(b) A record of the Commissioner’s determination’ under subsecs

" tion (a) of this section will be placed in ‘the official file of the patent;

and a copy promptly will be given or mailed to the owner of record of

- the patent and to the person requesting reexamination, if any.

: Refund. " '

35 USC304. -

Filing _per.io'd.

“(c) A determination by the Commissioner pursuant to subsection
(a) of this section that no substantial new question of patentability
has been raised will be' final and nonappealable. Upon such a
determination, the Commissioner may refund a portion of the reex-

. amination fee required under section 302 of this title.

“§ 304. Reexamination order by Commissioner

- “If, in a determination made under the provisions of subsectlon
303(a) of this title, the Commissioner finds that a substantial new
question of patentability affecting any e¢laim of a patent is raised, the -
determination will include an order for reexamination of the patent

for resolution of the question. The patent owner will be given a
' reasonable period, not less than two months from the date a copy of

the determination is given or mailed to him, within which he may file

'A .. astatement on such question, including any amendment to his patent
-and new claim or claims he may wish to propose, for consideration in

the reexamination. If the patent owner files such a statement, he

~promptly will serve a copy .of it on the person who has requested _: E

. reexamination under the provisions of section 302 of this title. W, ithin

- ‘a -period of two months from the date of service, that person-may file

and have considered in the reexamination a reply to any statement

- filed by the patent .owner. That person promptly W111 serve on the
- patent owner a-copy of any reply filed. '

35 USC 305.

35 USC 132, 133.

:.' “§305, Conduct of reexamination proceedmgs e

) ”After the times for filing the statement and reply prov1ded for by’
section 304 of this title have expired, reexamination will be conducted
according to the procedures established for initial examination under

.the provisions of sections 132 and 133 of this title: In any reexamina-
- tion proceeding under-this chapter, the patent owner will be permit-
-ted to propose any amendment to his- patent and a new claim or
-claims thereto, in order to distinguish the invention as claimed from -
the prior art cited under'the provisions of section 301 of this title, or

“ - in response to a decision adverse to thé: patentabﬂlty :of a claim of a

‘patent. No proposed amended or new claim enlarging the scope of a .

. claim of the patent will be permitted in a reexamination proceeding

'35 USC 306.

35 USC 134.

35 USC 141-145.

35 USC 307.

‘under this chapter. All reexamination proceedings under this section,

including any appeal to the Board of Appeals, Wﬂl be conducted w1th

. special dispatch within the Office.
_ “§306. Appeal ' o

' “Thé patent owner 1nvoIved ina reexammatmn proceedlng under

- this chapter may appeal under the provisions of section 134 of this
-title, and may-seek court review under the provisions of sections 141..
‘to 145 of this title, with respect to any-decision adverse to the
. paieniablhty of any orlgmal or proposed amended or new clalm of the
_- paten ‘

“§307. Certifi mle of patentabllxty, unpatentablllty, and claim can-

cellation

“{a) In a reexamination proceedmcy under this chapter, when the
tlme for appeal has expxred or any appeal proceeding has termmated




PUBLIC LAW 96-517—DEC. 12, 1980 o4 STAT. 3017 |

the Commissioner will issue and publish a certificate canceling any

_be‘?atentahle_. S

(b) Any proposed amended or new claim 'deter.'min:ed' to be patent-

“-able and incorporatéed 'into a patent following-a reexamination

<. proceeding will have the samie effect as that, specified in section 252 of

- this title for reissued patents on theé right of any person who made,
.- purchased, or used anything patented by such. proposed amended or
... new.claim, or who made substantial preparation for the same, prior -
.. to issuance of a certificate under the provisions of subsection {(a} of ..

this section.”. - :

““claim of the patent finally determined to be unpatentable; confirming -
“any claim of the patent determined to be patentable, and incorporat-
_ing in the patent any proposed amended or new claim determined to

35 USC 252, . -

Skc. 2. Section 41 of title 85, United States Code, is amended toread - . -

as follows:

541, Patent fees = .

“(a) The Commissioner of Patents will establish fees for the

. .processing of an application for a patent, from filing through disposi:
" -tion by issuance or abandonment, for maintaining a patent in force,

- and for providing all other services and materials related to patents.

- No fee will be established for maintaining a design patent in force.

" “(b) By the first day of the first fiscal year beginning on or after one

“calendar year after enactment of this Act, fees for the actual
- -processing of an application for a patent, other than for a design
- patent, from filing through disposition by issuance or abandenment;

will recover in aggregate 25 pér centum of the estimated average cost
to the Office of such processing: By the first day of the first fiscal year

. beginning on or after one calendar year after enactment, fees for the
- 'processing of an application for a design patent, from filing through -
. disposition by issuance or abandonment, will récover in aggregate 50
‘per centum of the estimated average cost to the Office of such
processing, :

" 85 USC4L.

“(c) By the fifteenth fiscal year following the date of enacﬁme.ntﬂof Lo

.. this Act, fees for maintaining patents in force will recover 25 per -
* centum of the estimated cost to the Office, for the year in which such -
-~ maintenance fees are received, of the actual processing all applica- ~ *
-~ tions for patents, other than for design patents, from filing through - -
. disposition : by issuance or abandonment. Fees.for maintaining a -

patent in force will be due three years and six: months, seven years

" ~and six months, and eleven years and six months after the grant of -
‘the patent. Unless payment of. the applicable maintenance fee is

. +'received in the Patent and Trademark Office on or before the date the -
- fee is due or within a grace period of six months thereafter, the patent:

will expire as of the end of such grace period. The Commissioner may

maintenance fee. - _ — RS .
" '(d) By the first day of the first fiscal year beginning on or after one

. calendar year after enactment, fees for all other services or materials

related to-patents will recover the estimated average ‘cost to' the

‘Office of performing the service or furnishing the material. The
. yearly fee for providing a library specified in section 13 of this title
- with uncertified printed copies of the specifications and drawings for

all patents issued in that year will be $50. :

- “(e) The Commissioner may waive the payment of any fee for any
service or material related to patents in connection with an occa-
sional or incidental request made by a department or agency of the

" require the payment of a surcharge as a condition of accepting within
. such six-month grace period the late payment ‘of ‘an applicable

‘85 USC13.

Waiver.
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Government, or any ofﬁcer thereof. The Commissioner may provxde
any applicant issued a-notice under section 132 of this title with a

- copy -of the specifications and drawmgs for all patents referred toin .
that notice without charge. : v
wo o “Yf) Fees will.be adjusted by the Commlssmner to achleve the Ievels '
.of recovery specified in this section; however, no patent application

L processing fee or fee for maintaining a patent in force will be adjusted

Notice. =

: more than once every three years..

“(g) No fee established by the Commlssmner under: thls sectmn will

s ~take effect _prmr to sucty days followmg notice in the Federal- :

o : Register.”.

B USC4z.

" defraying ‘the costs of the activities. of the Patent and Trademark °

. Sec. 3. Sectwn 42 of tltIe 35 Umted States Code, is amended to read o
. asfollows: '

_ “§ 42, Patent and Trademark Office fundmg

' “(a) All fees for services performed by or materials furmshed by the :
: Patent and Trademark Office will be. payable to the Commissioner.’

“(b) All fees paid to the Commissioner and all appropriations for

- Office will be credited to the Patent and Trademark Office Appropri-

“"ation Account in the Treasury of the United States, the provisions of

B . sectmn 725e of title 81; Tnited States Code, notw1thstandmg

- Refund. o '

S “(e) Revenues from fees will be available to the Commissioner of . 3
S i__',Patents to:carry. out; to theextent provided for in approprlatlon Acts,
. the activities of the Patent and Trademark Office. '
. “(d) The Commissionier may refund any fe¢ paid by mlstake or any.
. amount paid inexcess of that required.”.

.Sec. 4. Section’ 154 of tltle 35; Umted States Code is amended by

' '; - deleting the word “issue”

Skc. 5. Section 31 of the Trademark Act of 1946 as amended (15_

U.SC.1113),1s amended toread as follows
_“§31. Fees '

S “(a) The Comrmssmner of Patents W111 estabhsh fees for' the filing. '
;. ~and processing of an application for the registration of a trademark -

- ."_or other mark and for all other services performed by and materials

.- furnished by the Patént and Trademark Office related to trademarks. -
. -and other marks. Fees will be set and adjusted by the Commissioner -
- +.to recover in aggregate 50 per centum of the'estimated average costto . -
- :the Office of such processing. Fees for ail other services or materials
" related to trademarks and other marks will recover the estimated .

“.-material. However, rio fee for the filing or processing of an applica-’
- tion for the registration of a trademark ‘or other mark or for the ..
‘renewal or assignment of a trademark or other mark will be adjusted
- --more. than once every three years. No fee established under this
- section will take effect prior to sixty days foIlowmg notice in. the L
- Federal Register, . "~ K
-~ “(b) The Commissioner may waive the payment of any fee for any. -
... service or material related to trademarks or other marks in connec- -
‘tion with an-occasional request made by a department or agency of
-the Government, or any officer thereof. The Indian Arts and Crafts -
- ‘Board will not be charged any fee to register Government trademarks -
of genuineness and quality for Indlan products or for’ products of =
- particular Indian tribes and groups.”

" Notice, -

Waiver.

- Indian -prqducts,

.. exception.

average cost to the Office of performing the service or furnishing the

Sec. 6. (a) Title 35 of the United States Code, entitled “Patents”, is
amended by addmg after chapter 37 the following new chapter 38

et )
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. “CHAPTER 38—PATENT RIGHTS IN INVENTIONS MADE
.. . WITHFEDERAL ASSISTANCE - =~

B ”ggg: Policy and objective.
“201. Definitions. i .
- %202, Disposition of rights,
#203. March-in rights. S o
“204. Preference for United States industry.
“2(15, Confidentiality. I B
“206, Uniform ¢lauses and regulations; o
“207. Domestic and foreign protection of federally owned invehtions.
. “208. Reguliations governing Federal licensing. . "+ . =
%209, Restrictions on licensing of federally owned inventions; .
“210. Precedence of chapter: -~ R .
4211, Relationship to antitrust laws, -0
- *“§200, Policy and objective . R
-+ “It’is the policy and objective of the Congress to use the patent
system to promote the utilization of inventions arising from federally
supported research or development; to encourage maximum particl- -
pation of small business firms in federally supported research and
_ . .-development efforts; to promote collaboration between commercial
e “7 . - poncerns and nonprofit -organizations, including universities; to
o ~ensure. that inventions made by nonprofit organizations and small -
- business firms are used in a manner to promote free competition and
- enterprise; to promote the commercialization and publi¢-availability
‘of inventions made inh the United States by United States industry
~and labor; to ensure that the Government obtains sufficient rights in=
federally supported inventions to meet the needs of the Government
“and protect the public against nonuse or unreasonable use of inven-
. “tions; and to minimize the ¢osts of administering policiesin thisarea. = .
%8201, Definitions. = . BRI ©. 85 USC 201
“Asused in this chapter— N I '
- *Ya) The term ‘Federal agency’ means any executive agency as
defined in section 105 of title 5, United States Code,and the -
- . military departments as defined by section 102 of title 5, United
-~ StatesCode. -~ o T T o
"~ “(b) The term ‘funding agreement’ means any contract, grant,
.-or cooperative ‘agreement . entered into between -any Federal -
-agency, other than the Tennegsee Valley Authority, and an
- contractor for the performance of experimental, developmental,
.+ or research. work funded in whole or in part by the Federal
.- Government. Such term includes any assignment, substitution of
' parties, or subcontract of any type entered into for the perform-
-ance of experimental, developmental, or research work undera
.. funding agreement asherein defined.” 0 "o s U
"¢ “(c) The term ‘contractor’ means any person, small business
~firm, or nonprofit -organization that 1is a party to a funding
- .. . agreement. TR S ST
_ . ‘d) The term ‘invention’ means any invention or discovery
.-r.}rl}_aict}_lﬂis or-may be patentable or otherwise protectable under
istitle. .~ .. o o R
- “(e) The term ‘subject invention’ means any invention of the -
-contractor conceived or first actually reduced to practice in the .
ey e ... performance of work under a funding agreement. =~ -
N B i [3 b > 3 r
: . - . “tf) The term ‘practical application’ means to manufacture in
the case of a composition or product, to practice in the case of a
process or method, or to operate in the case of a machine or
system; and, in each case, under such conditions as to establish

'35 USC 200,

o,
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- . Funding o
. agreement.

““thatthe invention is being utilized and that its benefits are to the
extent permitted by law.or Government regulations available to
the public on reasonable terms. - : : o .

- *Yg) The term ‘made’ when used in relation to any.invention.
Jinvention. . T
“th) The term ‘small business firm’ means & small business
concern as defined at section 2 of Public Law 85-536. (15 U.S.C.

- 632) and implementing regulations of the Administrator of the

Small Business Administration.. -~ & : SRR .
. (i) The term ‘nonprofit organization’ means universities and ..
- gther institutions of higher education or an organization of the
type described in section 501(c)(3) of the Internal Revenue Code of- .
1954 (26 1.8.C, 501(c)) and exempt from taxation under section .
501(a) of the Internal Revenue Code (26 U.S.C. 501(a})} or any

.. nonprofit scientific or educational organization qualified under a

means the conception or first actual reduction to practiceof such

S Stgteinonproﬁt organization statute,
“§202. Disposition of rights- -

. “(a). Each nonprofit organization or small business firm may,

within a.reasonable time after disclosure as required by paragraph- -
“{eX1) of this section, elect to retain title to any subject invention: -
. ~‘Provided, however, That a funding agreement may provide otherwise-’
: (i) when the funding agreement is for the operation of a Government-
" owned: research or production facility, (i), in exceptional circum-

stances when it is determined by. the agency that restriction or’

_.elimination of the right to retain title to any subject invention will
... better promote the policy and objectives of this chapter or (iii) when it
7 is determined by a Government authority which is authorized by .

‘Written .
determination.

Copy to

) Comptroll'er__

-, General. . . =
Copy to SBA.

" Contrary agency |
determinations. -

statute or Executive order to conduct foreign intelligence or counter- -
intelligence activities that the restriction or elimination of the right

" to retain title to any subject invention is necessary to protect the

security of such activities. The rights of the nonprofit organization or

““small business firm shall be subject to the provisions of par_agraph {c).

of this section and the other provisions of this chapter.

© - "(b)(1) Any determination under (ii) of paragraph (a} of this.section -
. shall be in writing and accompanied by a written statement of facts .- -
* justifying the determination:. A copy of each such determination and = -
Justification shall be seént to the Comptroller General of the United @ -

States within thirty days after the award of the applicable funding

-agreement. In the case of ‘determinations applicable to funding-
- agreements with small business firms copies shall also be sent to.the
.Chief Counsel for ‘Advocacy of the Small Business Administration, -

- 42 If the Comptroller General believes that any pattern of .
determinations by a Federal agency is contrary to the policy and - -
-objectives of this chapter or that an agency’s policies or practices are

.~ otherwise not in conformance with this chapter, the Comptroller
_General shall so advise the head of the agency. The head of the. .

-..agency shall advise the Comptroller General in writing within one

. "hundred and twenty days of what action, if any, the agency has taken .

" Report'to™
_congressional’
committees.

" or plans to take with respect to the matters raised by the Comptroller

General. o .

. .. "“(3).At least.once each year, the .Comp'tlroller General'shall trans-

mit a report t¢ the Committees on: the Judiciary of the Senate and

.House of Representatives-on the manner in which this chapter is

being implemented by -the agencies and on such other aspects of

‘Government patent policies and practices with respect to federally -
- funded inventions as the Comptroller General believes appropriate.
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- “Yc) Each funding agreement with a small business firm or non- . ‘Funding
profit organization shall contain appropriate provisions to effectuate- agreement
the foHo_wing: . : _. requiréments.
+ “{1) A requirement that the contractor disclose each subject
invention to the Federal agency within a reasonable time after it
is made and that the Federal Government may receive title to
" ‘any .suthject invention not reported to it within such time, -
S M2y A requirement that the contractor make an election to
. “retain title to any subject invention within a reasonable time
after disclosure and that the Federal Government may receive .
- title to any subject invention in which the contractor does not
. electto retain rights or fails to elect rights within such time.
" #(3) A requirement that a contractor electing rights file patent.
applications within reasonable times and that the Federal Gov-
ernment may receive title to any subject inventions in the
1 United States or other countries in which the contractor has not .
- filed patent applications on the subject invention within such
- times, ' ' . S : . '
“(4) With respect to any invention in which the contractor- -
elects rights, the Federal agency shall have a nonexclusive, -
- nontransferable, irrevocable, paid-up license to practice or have
- practiced for or on behalf of the United States any subject
-.. invention throughout the world, and may,. if provided in the
- funding agreement, have additional rights to sublicense any
foreign government or international organization. pursuant to'
-.-any existing or future treaty or agreement. —— ]
© "5} The right of thé Federal agency to require pericdic
reporting on the utilization or efforts at obtaining utilization
that are being made by the contractor or his licensees or
assignees: Provided, That any such information may be treated -
" by the Federal agency as commercial and financial information -
" obtained from a person and privileged and confidential and not .
-+ . subject ‘to disclosure under section 552 of title 5 of the United
- States Code. R o : s
*(6) An obligation on the part of the contractor, in the event a
_ United States patent application is filed by or on its behalf or by
- any assignee of the contractor, to include within the specification
of such application ahd any patent issuing thereon, a state-
. -ment specifying that the invention was made with Government
:-support and that the Government has. certain rights in the -
~invention.- = . o S
“*{7) In the case of a nonprofit organization, (A) a prohibition
upon’ the assignment of rights to a subject invention in the -
~United States without the approval of the Federal agency, except
where such-assigriment is made to an organization which has as -
one of its primary functions the management of inventions and
which is not, itself, engaged in or does not hold a substantial
interest in other organizations engaged in the manufacture or
sale of products or the use of processes that might utilize the
" invention or be in competition with embodiments of the inven-
- -tion (provided that such assignee shall be subject to the same:
. provisions as the contractor); (B) a prohibition against the grant-
.-~ ing of exclusive licenses under United States Patents or Patent
. - - <. -Applications in a subject invention by the contractor to persons
( : o : . -other than small business firms for a period in excess of the
R . . - - earlier of ﬁve_ years from first commercial sale or use of the
“invention or eight years from the date of the exclusive license
‘excepting that time before regulatory agencies necessary to
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Rights,
- -retention. = -

.Rights', transfer
or assignment.

obtain premarket clearance unless, on a case-by-case basis, the

- Federal agency approves a longer exclusive license. If exclusive
- field of use licenses are granted, comimercial sale or use in one

field of use shall not be deemed commercial sale or use as to other

" fields-of use, and a first commercial sale or use with respect to a
. product of the invention shall not be-deemed to end the exclusive
‘period to different subseguent products covered by the invention;
(C) a requirement that the contractor share royalties with the

~ ‘inventor; and (D) a requirement that the balance of any royalties
-or income earned by the contractor with respect to subject

. “inventions, after payment of expenses. (including payments to.”’
*inventors} incidental to the administration-of subject inventions,
. ‘be utilized for the support of scientific research or.education. ..
;0 Y8y The requirements of sections 208 and 204 of this chapter.
- %d) . If \a. contractor does not elect to retain title to a subject
~invention in cases subject to this section, the Federal agency may
consider and after consultation with the contractor grant requests for- -

retention of rights by the inventor subject to the provisions of this Act
and regulations promulgated hereunder, L : '

_“{e) In any case when a Federal employee is a coinventor of any -
-invention made under g funding agreement with a nonprofit organi-

zation or small business firm, the Federal ageney employing such

- - coinventor is authorized to transfer or assign whatever rights it may

Third-party ..
- licensing, .
-prohibition. -

- acquire in the subject invention from its employee to the contractor :
~.subject to the conditions set forth in this chapter. =~ . = .
(1) No funding agreement with a small business firm or non-

" profit organization shall contain:a provision.allowing a Federal -
- agency to require the licensing to third parties of inventions owned

'+ by the contractor that are not subject inventions unless such provi-
_~sion_has beenr approved by the head of thé agency and a written .

Jjustification has been signed by the head of the agency. Any such -

provision shall clearly state whether the licensing may be required in

- .connection. with the practice of a subject invention, a specifically

" identified work object, or both. The head of the agency may not

~.delegate the authority to approve provisions or sign justifications a

L reguired by this paragraph. -

- - such determination.
- “8203. March-in rights _ o
_"“With respect to any subject invention in which a small business

1 85USC203.

(2) ‘A Federal agency shall not require the licensing of third - .-
~parties under any such provision unless the head of the agency . -
- determines that the use of the invention by others is hecessary for the .|
-practice of a subject invention or for the use of a work object of the |

. 'funding agreement and that such action is necessary to achieve the

~ practical application of the subject invention or work object. Any .
‘'such determination shall be on'the record after an opportunity foran

- ._agency_heaymg. Any action commenced for judicial review of such
- . determination shall be brought within sixty days after notification of

firm or nonprofit organization has acquired title under this chapter,

. the Federal agency under whose. funding agreement the subject
invention was made shall have the right, in accordance with such

.- procedures as are provided in regulations promuigated hereunder to .
... require the contractor, an assignee or exclusive licensee of a subject =~
o invention to grant a nonexclusive, partially exclusive, or exclusive

':_ _license in any field of use to a responsible applicant or applicants,

upon terms that are reasonable under the circumstances, and if the

. contractor, assignee; or exclusive licensee refuses such request, to
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grant such a lcense itself, if the Federal agency determines that . ¥
o such— o : . : B

“{a) action is necessary because the contractor or assignee has |
not taken, or is not expected to take within a redsonable time,

- effective steps to achieve practical application of the. subject
invention in such field of use; - R PR
““(b) action is necessary to alleviate health or safety needs
" which are not reasonably satisfied by the contractor, assignee, or
‘their licensees; - - . - R e -

“(¢) action is. necessary to meet requirements for public use -~
specified by Federal regulations and such requirements are 1ot
reasonably satisfied by the contractor, assignee, or licensees; or.

© o (d) action is necessary because the agreement required by
- section 204 has not been obtained or waived or because a licensee
‘of the exclusive right to use or sell any subject invention in the
. United States is in breach of its agreement obtained pursuant to
“section 204. : . ’ .

- “§204. Preference for United States industry 35 US_C'204_. :

o "Notwithstanding any other provision of this chapter, no small
“‘business firm or nonprofit organization which receives title to any
" subject invention and no assignee of any such small business firm or : .
" nonprofit organization shall grant to any person the exclusive right IR
- ‘to.use or sell any subject inverition in the United States unless such ' B
" perspn agrees that any products embodying the subject invention or
- produced through the use of the subject invention will be manufac-
sturéd substantially in the United States. However, in individual Waiver. .
_-cases, the requirement for such an agreement may be waived by the
" Federal agency under whose funding agreement the invention was -
‘made upon a showing by the small business firm, nonprofit organiza-
- ‘tion, or assignee that reasonable but unsuccessful efforts have been
- .. made to grant licenses on similar terms to potential licensees that
~would be likely to manufacture substantially in the United States or:
“that under the circumstances domestic manufacture is not commer-
cially feasible. - CeL B
“§205. Confidentiality .= N _ RN
“Federal agencies are authorized to'withhold from disclosure to the .
public information disclosing any invention in which the Federal
- Government owns or may own a right, title, or interest (including a -
~nonexclusive license) for a reasonable-time in order for a patent
" application to be. filed. Furthermore, Federal agencies shall not be
~required to release copies of any document which is part of an
-application for patent filed with the United States Patent and
Trademark Office or with any foreign patent office. -

35 USC.205. .~

“§206. Uniform clauses and regulations ST T 35USC 206,

“The Office of Federal Procurement Policy, after receiving recom-
_ “mendations of the Office of Science and Technology Policy, may issue
.7+ regulations which may be made applicable to Federal agencies
J - iimplementing the provisions of sections 202 through 204 of this
-chapter and the Office of Federal Procurement Policy shall establish
- standard funding agreement provisions required under this chapter.
( : ' “§ 207. thmestic and foreign protection of federally owned inven- 35 USC 207,
Fnee : : ions - o _ _ B

“Each Federal agency is authorized to—




| 94STAT.3024 ~  PUBLIC LAW 96-517—DEC. 12, 1980

35 UUSC 281 ot
seq. :

35 USC 208.

“(1) apply. for, obtain, and maintain patents or other forms of

protection ‘in’ the Umted States and in foreign countnes on.
inventions in which the Federal Government owns a right, tltIe,- :

or mterest

“(2) grant nonexclusive; excluswe, or partially . excluswe_

‘ hcenses under federally owned patent applications, patents, or
_ other forms of protection obtained, royalty-free or for royalties or-
" other: congideration, and on such terms and conditions, including

~ the grant to the licensee of the right of enforcement pursuantfo -
the provisions of chapter 29 of this title as determmed appropn— _

_ ate in.the public interest;

“(3) undertake all other suitable and necessary steps to protect -

~and administer rights to federally owned inventions on behalf of

“the Federal Government either directly or through contract;and

*(4) transfer custody and administration, in whole or in part to

. another Federal agency, of the right, tztle, or mterest in any'_ .'

. federally owned invention.
“§ 208, Regulations governing Federal hcensmg

“The Administrator of General Services is authorized to promul-

" "gate regulations spemfymg the terms and conditions upon which any

© 35USC 209,

Develop_menf or

marketing plan.

. Manufacture in
Us. R

. federally owned invertion, other than inventions owned by the
Tennessee - Valley Authonty, may be hcensed on a nonexcluswe, _
partxally exclusive, or exclusive basis.

45209, Restr:ctmns on: llcensmg of federally owned mventlons :

“(a) No Federal agency shall grant any license under a patent or

. patent application on a federally owned invention unless the person . -

requesting the license has supplied the agency with a plan for . -
"~ development and/or marketing of the invention, except that any
~such plan may be treated by the Federal agency as commercial and

financial information obtained from a person and privileged and

“confidential and not subject to disclosure under section 552 of title 5 -
of the United States Code. P
- “(b) A Federal agency shall normally grant the right to use 6r seIl N
. any federally owned invention in the United States only to a licensee

that agrees that any products embodying the invention or produced

- through the use of the invention W111 be manufactured substantlally :
‘inthe United States. = - '

“c)1) Each Federal- agency may grant exclusive or part1a11y

" exclusive licensés in any invention covered by a federally owned
‘domestic patent or patent application only if, after public notice and
-opportumty for filing written objections, it is determined that— - -

- *(A) the interests of the Federal Government and the public
- will best be served by the proposed license, in view of the

applicant’s intentions, plans, and ability to bring the invention to - .
practical application or otherw1se promote the lnventmn s utili- -

- zation by the public;

(B) the desired practical apphcatmn has not been achieved, or .-

-~ 1s not likely ex peditiously to be achieved, under any nonexclusive
_license which has been granted or which may be granted on the

7\ invention;
- H(0) exclusive or partxally excluswe hcensmg isa reasonable

© and necessary incentive to call forth the investment of risk
- --capital and-expenditures to bring the invention to practical
application or otherwise promote the mventlons utxhzatlon by
‘the pubhc and . .
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“(D) the proposed terms and scope of exclusivity are not
greater than reasonably necessary to provide the incentive for
. bringing the invention to practical application or otherwise
promote the invention’s utilization by the public. T
“(2) A Federal agency shall not grant such exclusive or partially  Antitrust
exclusive license under paragraph (1) of this subsection if it deter- factors.
" mines that the grant of such license will tend substantially to lessen -
. ..competition or result in undue concentration in any section of the
- country in any line of commerce to which the technology to be
. -licensed relates, or to create or maintain other situations inconsistent
_with the antitrust laws. S S . SRR -
-+ *(8) First preference in the exclusive or partially exclusive licens- Small business -
ing of federally owned inventions shall go tosmall business firms preference. .
submitting plans that are determined by the agency to be within the ' :
‘capabilities of the firms and equally likely, if executed, to-bring the
*invention to practical application as any plans submiited by appli-
: -cants that are not small business firms. '
W ooofd) After consideration of whether the interests of the Federal Antitrust
* . Government or United States industry in foreign commerce will be factors.
"~ enhanced, any Federal agency may grani exclusive or partially
exclusive licenses in any invention covered by a foreign patent
. application or patent, after public notice and opportunity for filing
written objections, except that a Federal agency shall not grant such
" exclusive or partially exclusive license if it determines that the grant..
-of such license will tend substantially to lessen competition or resalt
- sin-undue concentration in-any section of the United States in any line-
-of eommerce to which the technology to be licensed relates, or to
“.create or maintain other situations inconsistent with antitrust laws. L
- *(e) The Federal agency shall maintain a record of determinations Record. .
to grant exclusive or partially exclusive licenses. L o
“(f) Any grant of a license shall contain such terms and conditions Terms and
- as the Federal agency determines appropriate for the protection of conditions. .-
the interests of the Federal Government and the public, including .
- provisions for the following: ' : S :
(1) periodic reporting on the utilization or efforts at obtaining
utilization that are being made by the licensee with particular
_reference to the plan submitted: Provided, That any such infor- -
mation may be treated by the Federal agency as commercial and -
_financial information obtained from a person and privileged and
.- confidential and not subject to disclosure under section 552 of
* title 5 of the United States Code; ' ' ' :
. “(2) the right of the Federal agency to terminate such license in
. whole or in part if it determines that the licensee is not executing
the plan submitted with its request for a license and the licensee
. cannot otherwise demonstrate to the satisfaction of the Federal
- agency that. it has taken or can be expected to take within a
reasonable time, effective steps to achieve practical application
of the invention; ) o : ' .
-~ “(3) the right of the Federal agency to terminate such license in
_whole or in part if the licensee is in breach of an agreement
" “obtained pursuant to paragraph (b) of this section; and -~ :
“(4) the right of the Federal agency to terminate the license in -
‘whole or in part if the agency determines that such action is
necessary to meet requirements for public use specified by
Federal regulations issued after the date of the license and such.
requurements are not reasonably satisfied by the licensee. :

e
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¢ BHUSC210. “§210, Precedence of chapter

“/(a) This chapter shall take. precedence over any ether Act which

. would require a disposition of rights in subject inventions of small .3
L busmess firms or nonprofit organizations contractors in 'a manner . 3.

- that is inconsistent with this chapter, 1nclud1ng but not necessarﬂy
- limited to the following:

" 91 Stat. 1320.

64 Stat. 154.

68 Stat. 944,

“(1)ysection 10{a) of the Act of June 29, 1935, as added by title I
- ‘of the Act of August 14, 1946 (7 U.S. C. 4271(&) ‘60 Stat.. 1085);
T H(2) section- 205(a) of the Act of August 14 1946 (7 USC B

'1624(a) 60 Stat. 1090);

“(3) section 501(c) of the Federal Mine Safety and Health Act of i

1977 (30 U.8.C. 951(c); 83 Stat. 742);

“(4) section 106(c) of the National Traffic and Motor Vehlcle-l ¥

" Safety Act of 1966 (15 U.S.C 1395(c): 80 Stat, 721);

- 4(5) section 12 of the National Smence Fcundatlen Act of 1950 -

(42US.C. 1871(); 82 Stat. 360);

“6) section 152 of the Atomlc Energy Act of 1954 (42 U SC.

' 2182 68 Stat. 943);

“(Ty section 305 of the National Aeronautlcs and Space Act of

1958 (42 U.8.C. 2457);

“(8) section 6 of the Coal Research Deve10pment ct of. 1960 (30 o

"USC 666; 74 Stat. 337); -
. *49) section 4 of the. Hehum Act Amendments of 1960 (50

_USC 167h; T4 Stat. 520); :
" “10) section 32 of the Arms Control and Disarmament Act of

1961 (22 U.S.C. 2572; 75 Stat. 634);

. 88 Stat. 1887,
- 42 USC 5908.

" *(11) subsection (e) of section 302 of the Appalachian Regional
'-'Development Act of 1965 (40 U.S.C. App. 302(e); T9 -Stat. 5)

© 0 "12) section 9 of the Federal Nonnuclear Energy Research -
- and Development Act of 1974 (42 U.S.C. 5901; 88 Stat. 1878);

s (13) section 5(d) of the Consumer Product Safety . Act (15
- 11.S.C. 2054(d); 86 Stat. 1211); N
: 9‘1‘(14) sectlon 3 of the Act of April 5, 1944 (30 U.s.C. 323 58 Stat.

- ¥15) section ‘8001(cK3) of the Sohd Waste Dlsposal Act (42
U.S.C. 6981(c); 90 Stat. 2829); :
" “(16) section 219 of the. Forexgn Ass1stance Act of 1961 (22.

-US8.C. 2179; 83 Stat. 806);
" *(17) section 427(b) of the Federal Mx_ne Health and Safety Act

" of 1977 (30 U.S.C. 937(b); 86 Stat. 155)

. 18) section 806(d) of the Surface Mmmg a.nd Reclamatlon
: Act of 1977 (30 11.5.C. 1226(d); 91 Stat. 455);

- ¥(19) section 21(d) of the Federal Fire’ Preventmn and Control_ o

'~ Actof 1974 (15 U.S.C. 2218(d); 88 Stat. 1548);
. ¥20) section 6(b) of the Solar Photovoltaic Energy Research
Development and Demonstratmn Act of 1978 (42 U.S.C. 5585(b)

 925tat. 2516);

7 USC 178;.

¢ 92 Stat. 1316,

T H(21) sectlon 12 of the Native Latex Commer01ahzat1on and

- Economic Development Act of 1978 (7 U.S.C. 17 8(]) 92 Stat. 2533);

S and

“(22) section 408 of the Water Resources and Development Act -

~ of 1978 (42 U.S.C. 7879; 92 Stat. 1360).

The Act creating this chapber shall be construed to take precedence

over any future Act unless that Act specifically cites this Act and

- provides that it shall take precedence over this Act.

*(b) Nothing in this chapter is intended to alter the effect of the

laws cited in paragraph (a) of this section or any other laws with

e respect to the dlspomtmn of rzghts in 1nvent10ns madein the perform— '

Lt T
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ance of funding agreements with persons other than nonproﬂt

‘organizations or small business firms.

“(c) Nothing in this chapter is mtende.d to lmnt the authomty of

‘agencies to agree to the disposition of rights in inventions made in the
performance of work under funding agreements with persons other

than nonprofit organizations or small business firms in accordance

with the Statement of Government Patent Policy issued on August -
~ 23, 1971 (36 Fed. Reg. 16887), agency regulations, or other applicable .

nghts
disposition,

regulations or to otherwise limit the authority of agencies to allow -

such persons to retain ownership of inventions. Any disposition of

rights in inventions made in accordance with the Statement or

enactment of this section, are hereby authorized.
“(d) Nothing in this chapter shall be- construed to require “the

“disclosure of intelligence sources or methods or to otherwise affect

the authority granted to the Director of Central Intelligence by
statute or Executive order for the protectmn of mtelhgence sources or
methods. Do _ .

“821L Relatlonshlp to antltrust laws
“Nothmg in this chapter shall be deemed to convey to'any person

immunity from civil or criminal hablhty, or to create any defenses to

_actions, under any antitrust law.”

" implementing regulations, including any d15p051t10n occurrmg before__ =

Disclosure.

85 USC 2L, o

{(b) The table of chapters for t1t1e 35, United States Code, is amended : .
by adding 1mmedlate1y after the item relatmg to chapter 37 the o

following: _
“38. Patent r]ghts in inventions made with Federal assistance.”.

Sec. 7. AMENDMENTS TO OTHER ACTS. —The foHowmg Acts are’ '

amended asfollows: .
(a) Section 156 of the Atomic Energy Act of 1954 “2U. S C. 2186; 68

Stat 947} is amended by deletmg the words “held by the Commlssmn B

or”

(c) The Federal Nonnuclear Energy Resesarch and Development Act
of 1974 is amended by repealing paragraphs (g), (h), and (i) of section 9
(42 U.8.C. 5908 (g}, (h), and (i); 88 Stat. 1889-1891);

SEec. 8, (a) Sections 2, 4, and 5 of this Act will take effect upon
enactment, -

(b) Section 1 of this Act will take effect on the first day of the
scventh month beginning after its enactment and will apply to

" - patents in force as of that date or issued thereafter.

(c) Section 3 of this Act will take effect on the first day of the first
fiscal year beginning on or after one calendar year after enactment.
However, until section 3 takes effect, the Commissioner may credit
the Patent and Trademark Office appropriation account in the

Treasury of the United States with the revenues from collected

reexamination fees, which will be available to pay the costs to the

. Office of reexamination proceedings. -

(d) Any fee in effect as of the date of enactment of this Act w1li
remain in effect until a corresponding fee established under section

41 of title 35, United States Code, or section 1113 of title 15, United
States Code, takes effect. '

(e) Fees for maintaining a patent in force will not be applicable to
patents applied for prxor to the date of enactment of this Act.

_ (b) VThe Natlonal Aeronautlcs and Space Act of 1958 is amended by.
~ repealing paragraph (g) of section 305 (42 U.S.C. 2457(g); 72 Stat. 436).

Effective dates.
35 USC 41 note:
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" Computerized - °

. data and -
retrieval
system, report to
. Congress.

© 85 USC 14 note. -

(® Sections 6 and 7 of this Act will take effect on the first day of the

seventh month beginning after its. enactmenf: Implementmg regula- :

.tions' may be issued earlier.: IR
(&) Sectlons 8and 9 will take effect on the date of enactment of thls_-_ o o

Act.

to Congress, within two years after the effective date of this Act,‘a
plan to identify, and if necessary develop or have developed, comput- -
erized data and retrieval systems equivalent to the latest state of the-

"art which can be applied to all aspects of the operation of the Patent

and Trademark Office, and particularly to the patent search file, the -

- patent classification system, and the trademark search file. The .
" report shall specify the cost of implementing the plan, how rapidly.

" the plan can be implemented by the Patent and Trademark Office; -

“Computer
program.’"

17 USC 117.
17 USC 106.

- without regard to funding which is or which may. be avaﬂable forthis- -

purpose in the future. -

- BEc. 10. (2) Section 101 of title 17 of the United States Code is.

amended to add at the end thereof the following new language:’
“A ‘computer program’is a set of statements or insfructions to -

_be used directly or mdlrectly ina computer m order to brlng
about a certain result.”. - 4
‘(b).Section 117 of title 17 of the Umted States Code is amended to' =

- read agfollows:
_ “§117. leltatmne on excluswe rlghts Computer programs

“Notmthstandmg the provisions of section 106, it .is not an
infringement for the owner of a copy of a computer program to make

-or authorize - the making of another. copy. or adaptatlon of. that :
~computer program provided: : '

(1) that such. a new copy or adaptatmn is created as an

" essential step in the utilization of the computer program in ..
“conjunction with ‘a machme and that it is used in no other -

| manner,or =
~ “(2) that such new copy or adaptatlon is for archlval purposee

. only and that all archival copies are destroyed in the event that =

“‘continued possessmn of the computer program should cease to be..
rlghtful S _ : S i

Sic. 9. The Cormissioner of Patents and Trademarks shall report |




