AN

Subjeect: Implementlng the Patent and Trademark Act Amendments of
o 1980 |

-Issues.ReQuiring'Decision

meeci ;lo be mw/e -
Dec151onsﬂon what +e—%he role OMB should play in the 1ssu1ng of

‘_regulat1ons. A determlnatlon nmst be made expedltlously 1f
regulations are to be in place prlor to the July 1, 1981a=*
'*_’effectlve date of the Act._ Therefore, we belleve.the.feIIQWing"

issues need your decls1on

Should a uniform governmentw1de set of regulat1ons
_based on unlform prlnclples 1mp1ement1ng the Act for
'Jboth-procurement.and_grant transaetlons be.lssed_by

OMB? -

Should OMB a351gn to a lead agency governmentw1de
'_respon31b111ty for over51ght and evaluat1on of the

Heffectlveness of the Act and 1ts Implementlng

regulatlons9

. Background

'_;After many years of'publiczdebatefon meansdto'enhance.the a
" utilization of“the'results Ofagovefnment_funded'fesearch, the;h

last Congress_enacted P.L. 96-517, "The Patent and'Trademark




1nvent10n tltles..

" Amendments of 1980". (Copy of the Aet is attached as Tab A.)
_The'Aot gives universities, nonfprofit organizations and small

'z-businesses a first.bight of refusal to title ih inventions they o

have made in performance of gOvernment“gfaﬁts and oontracts
subjeet . to some 11m1ted exceptlons. In creating this right to.
ownershlp,-the Act abollshes approx1mately.26_conf1ieting_

statUtory and administrative policies. _It'should be noted,

however, that the Act explieitly retains‘the status quo for
oontractors;_otherfthah_small*business, universities'and non-

profit organizations.' We .ecan expect:a continuing move in the

Congress to g1ve all bus1nesses the flrst rlght of refusal to

-Some'understanding of the relative'importanee'of the Act can'be
~determined from the amount of research and development fundlng

_1mpacted. Based oﬁ/flscal year, 1980's rate of government R&D

fundlng of small bus1ness, unlver51t1es, nd non-profzt

10rgan1zat1ons, ‘the Act covers: the d1sp051tlon of the 1nvent10n
Vresults from approx1mate1y 1 2 b11110n dollars of grant and
_contract awards to small bu51ness and approx1mate1y 5 bllllon

”dollars to unlver31t1es and non proflt organlzatlons. The 5

bxlllon-dollars.utlllzed by unlver81t1es-and non-proflts covers -

h approx1mate1y 65% of the total cost of all the bas1o research
_conducted 1n the U.S. " This 1a:ge Jnvestment_coupled_wlthjthe
:incentive of invention ownefship couldeihitiate-a signifioeht
: inorease in commercialization.with ail'the resultsntjbenefits ehd_t

simplicatioﬁs for edvancing national goals of prOductivity_and




innovation.

Section 8 of the Act makes the relevaht_section.of.fhe Act

. effective on.JuLy.15'1981. Issﬁance-of implementing regulations

pfior.to July'l, 1981 would,require.their_ihitial publication.foc

. public_cmnnent-aﬁd_subseduent revision no later than early_April.

nA Petent Subcmnnittee cf the interagency Procurehent.Policy-
'Cmnnlttee (IPPC) has been establlshed by GSA to prepare federal
h_property management regulatlons governlng federal 11cen51ng of
: federally owned patents in accord w1th sectlon 208 of the Act
'“In addltlon, the subcmnnlttee has begun draft1ng regulations

 required by Sections-202 through 204 and 206 of the Act.

'The Pafent-Suhcommittee'is made=up'of representetives frmnth.'
:eegencies_scme of.which;haVe'eXtehsive'patent experience. OMB ist
-1represented_on'an_ex—officiO_basisuby represenfativee from IGA
and OFPP. 1GA has sent a-letter to 14 agencfes esking'them to
_.assure approprlate representatlon for 3551stance as. well as
eprocurement act1v1t1es.' The Patent Subcommlttee and the GSA
.Chalrman of the IPPC have agreed to procedures prescrlbed by

; OMBIOFPP representatzves for ensuring full con51derat10n of
publie cmnnent before 1ssu1ng f1na1 regulatlons,.; i e.,
_-accept1ng suggestlons frmn the private sector durlng the draftlng

of regulations and then-solicrting comments on drafts through -

. announcement in the Federal Register and known private sector

interest groups before issuing the regulations as final rules.
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Analyéis of Administration Issues

Issue:  Should uniform governmentwide regulations

implementing the Aét'for both procﬁrement and grant

transactions_bé_iSsued by OMB.

' Arguments in support
a) ‘Sec. 206 of the Act indicates that,

. "The OFPP, affer'feceiviﬁg récmﬂhenda£ions 6f_the OSTP;\
" may issue régdiatiﬁﬁs whi¢hfﬁay Bé made applicabie f§
. federal agencies'implementing the provisions of
sections 202 through 204 6f.this ehapter.and the OFPP
'shall_establishJstandapd.funding_agfeement provisioﬁs

”requi:ed_under.this chapter™.
'_Page.26 of Sénate Report No. 9654803indicates that,_

"The bill....requires the OFPP to-develop uniform

~regulations andtclausés-jn order to ensure that there

is not a new proliferation of inconsistent implementing

clauses and regulations.”

b) Sinece the Act covers disposition of inventions made under
grants, cooperative agreements and contracts, the assistance -

poliey function of OMB is supporting-OFPP_fo assure




.ponsistent applieation of the Iaw.acroes tﬁe spectrum of'
_assistance and procurement relationships, end'avoid.problems.

 common to other erosscutting laws'tied_to:aSSistance

: orograms;' While it is pOssible-to;draft and issue separate
governmentwide'reguletions for procurement_andtassistance;.
the Aseistance.Policy,Brench_and OFPP_heve'egreed that a
single regulation would be preferable. .Also,:a-single
:unlform regulatlon would serve as a precedent settlng model
_for future regulatlons whlch 1mp1ement crosscuttzng statutes;

tled to procurement and aSSIStance._'

Ce) .The eﬁiversity end'small business.connmnities'effectedtby'
this-Act have glready expressed a.strong concern that OFPP

“emay waive the authorlty 1ntended by P L. 96-517-to‘issue
1mplement1ng regulatlons. They desire the use of unlform

'forms, procedures, and prlnC1p1es whlch would end. the need to
respond to the dlfferlng regulatory and procedural |

rTequirements of each ageney..

- d) There are indications that two agencies are planning to
e'proceedIWith their.0wn implementing regulations if a common
'g-)Q set are not avallable to €mﬁrﬂUES—not meet the July 1, 1981

'V_effectlve date of the Act.

~ Arguments in Opposition

a) Some agencies may argue that allowing each to .issue its




¢

own regulations covering assistance and procurement programs

-_K\ may better'repreéent their differences and, thereby, wemekd

facilitate =md implementation.
b) OFPP wyld continue to insist on a comon regulation for
. F; - i : L . )
all agencys' procurement transactions which could result in

different approaches within an ageney.

'¢) Traditionally, OMB has not promulgated poliéy_guidance."

‘that has the force and effect of law enforceable'fn the

“courts. -

- Decision Options

- OMB issue uniform governmentwide regulations to

‘implement P.L.-96f517;-Sections 202 thru:204;and 206 for both

"~ assistance and procurement-transactions.'

Leave issuance of assistance regulations to

'individual_agencies and.procurement.régulationszto OFPP,

See me

"Issue: . Should OMB assign to a_Iead-agency'governmentwide

respdnsibility for overgight and evaluation of the

‘effectiveness of the Act and itsrfmplementing

regulations?




.-_.Argumenfs in.Support_

ai P.L. 96—517'ab01ishes 26 agency statutes and
_édminisfrative patéﬁt“regﬁlations.and establishes a'single
set.of'sfatutory:guidelines:whiéh covér all assiétance_and
procurement R&D'prbgrams;._The Act is éi@ent on .a numbér_QfE '.
issues Which_are cfitical té;consistent implementation. -OMB_:
would be burdened with'dayftorday patént_iésues as well as
H' beiﬁg required to exéfcfSé.Qverﬁight'and.evalﬁaté the Act's .

.effectiveness.

b) The Act does not assign oversight and evaluation to any

'_éingle:agency, élfhough iigg égencies and the Comptrollér |
Gene:al_arefassigned'sbme.dufies_uﬁder'thefAct. (See Tab -

“B). A lead agency-with'gévernmenfwide fespdnsibility would- _

" be able fo

i) _Coordinatg,-ekchange and report information
including the analysis of the results and behefitsT

of the legislation, .
Cii) Evaluate-effectiveness of the Act;ahd OMB‘S

implementing regulations and.whether'1egislative;_s

or'regulatopy-jmp;pvements:need'toibe_made'.
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iii) Provide consistent technieal advice and assistance
to agencies and recipients in situations where
_precise deffnitions beyond statutory -language

" cannot be provided without 6peratinggexperience,

X iv). Review-jmplementatgp of the Aet and advise when
and where government economics and efficiencies

_'may be realized.

V) Aid in the development of a national poliey on -

innovation

vi) Convene conferences/workshops to assist agencies,
universities and small business-in”implementing

the Act,

" Arguments in Opposition

. a): An-assignmeﬁt to a single agency for governmentwide
L respon31b111ty for over31ght and evaluatlon of the Act may B
_constraxn operatlng agency flex1b111ty in applylng the: Act -to

: meet the speclal needs of thelr m1331ons._

b) - An assignment to a single agency fo: governmentwide
~ oversight and evaluﬁtion may creafe a'disincentive on'the
part of the agencies to fully cooperate in implementing the

purposes of the Aect.
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Decision Options

Assign a governmehtwide responsibility'for
"oversight and evaluation of the Act to a single_lead ageney
(A subsequent memo to thesDirectbf will address assignment of

a lead égency).

. No focus'for.responsibiljty.assigned, ”Each agency -
 shaI1_monitor'its 6wn'aetivities,_and‘IGS and GAO willnfeview.

_ progress.






