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REPORT
. OF

UNIVERSITY PATENT POLICY
AD IIOC SUBCOi,j:lITTEE

The President's Statement on Govern~ent Patent Policy stresses
that i nvcnti ons resul ti ilg fro.n research funded by ,the Governmen t
constitute a va l uabl e national resource, end that the public inte:-est
requires that efforts be made to encourage the exoeditious develop­
ment and civil ian use of these inventions. The Subcomnt t te s was
established to recoernend a patent policy \'Ihich the Governr.:ent should
ful Iow in its research and deve l opnen t activities \'1ith universities
and other nonprofit organizations.

The importance of this assignment is evidenced by the substantial
amount of research funded by the Government at uni ver-si ties and non­
profit organizations.l! For examol e , in Fiscal Year 1972, the Govern­
ment spent approximately $3.1 billion of the to·tal S12 billion excenced
on research and development outside its ovrn laboratories on grants
and contracts to universities.2!

1/ For convenience, "Universities and nonprofit organi zati ons " sha 11
hereafter be ref:rred to as "cn iver-s t t t es ". In this regard, see
IIPPENDIX B, "Issues Upon \'Ih;ch the Universi ty Patent Policy Ad Hoc
SubcofirJittee Voted", I'lhere the Subcommittee di scussed thi smatter
and voted to afford untve rs i t i es and nonprofit organ; zations the
same treatment. However , also note Section 9(d) (11) of the Federal
1lonnuc1ear Enerqy Research and DeveIoomcn t Act of 1974, wh i ch , while
affording special treatment to unt ver-si t tes , makes no mention of
nonprofit organizations.

u The d;strib~ti,on of such funds on an agency basis "las as fo11OI-IS :

IIEH $1, 109,000,000 USDA $75,000,000
AEC $532,000,000 EPA $31,600,000
NSF $449,000,000 Interi or $31,000,000
NASA $288,000,000 . DOT $26,000,000
Air Force $228,000,000 Commerce - $9,000,000
Navy $172,000,000 Justice $6,500,000
ArulY $97,000,000 HUD $5,000,000

National Science Foundation Report - 1972 NSF 71-35, Table C-9
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2. '. CURRENT PRACTICES OF THE AGENCIESlI

Except for the agencies discussed below, Executive agencies
have traditionally interpreted the provisions of the President's
Sta tement on Governnant Patent Policy or applicable statutes to require
the use of patent riUhts clauses in grants or contracts \-I~th univer­
sities to provide fOI' either title in the Gove rrnre n t in the invention
!l"nerated in performance of such grants or ccn tr-ac ts or a deferred
allocation of patent rights. The deferred allocation clause
provides for deciding the allocation of patent rights until after
an invention is identified. Under this policy, after the making of
the invention, the university rr.~y seek to retain principal rights
tn the tnvent ton , subject to the funding agency's agreement. I,here

,a title clause is used owne rsh tp to resulting inventions are acquired
by the Government. However, in rr.~ny cases the clause, like the
deferred clause, may per~it the grantee or contractor to request and
retain the principal rights in the invention after the invention has
been identified wi th the agency's agreement ..

. '

The Departrr.~nt of Defense (DOD), the Departrr.ent of Health,
Education, and ~!elfare (DHE'd), and the National Science Foundation
(NSF) have each adopted special patent policies and regulations vis-a-vis
universities. DOD has applied the "special situations" provision of
section l(c) of the President's Staterr:ent, and allo·..ls universities with
"approved patent pal i c tas " to re ta in title provided the awar d does
not fall \-li thin section 1(a) of the Statement. DH::;, and NSF have both
adopted special policies for universities implerr:ented by Institutiona1
Patent Agreements OPAl with qualified universities, wh i ch provide that
Such universities may retain title subject to various conditions and limita­
t tons ..1I In the case of DHf.-I, its special policy applies only to grants.
Inventions generQted under DHEW ccntracts are'subject to a deferred
allocation policy. The NSF special institutional policy applies to
grants and contracts. In any case, NSF and DHHI may except spec i fie
a\~arcls from the operation of their institutional agreements~

:
I

l
!
!
t

II '

I .
, i..
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y The Suaccnmi t tce at the outset of its assignlTl2nt conducted a survey
of agency policies and practices vis-a-vis university patent policy.
The survey was previ ous 1y submitted wi.th the Subcommit tee's
August 2, 1972. Report, and has been changed only by the formaliza-­
tion of the NSF Institutional Patent Policy in 39 F.R. 41932-41985
and 40 F.R. 12819.

Y Copies of the DlInl and HSF IPA's are set forth in APPENDIX II of
tlli s report.

.,
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Both NSF and 011:::,1 consider their ur.iversity policies consistent
with section l Ie) of the President's s t atennnt , bas cd on an early
interpretation of this provision by the Patent Advisory Panel of the
Federal Council for Science and Technology.::..' The Subcommittee·
gives it great I'leight as a contempor-aneous interpretation by persons
"/ho were closely involved wi th its original developn:ent.6/. -

Of course, DOD, DHEH, and NSF continue to use essentially a
deferred dct.ermi ne t ion approach with universities 1"l1ich do not have
IPA's or qualified patent policies. ""',
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§I The Panel's interpretive statement; set forth in the 1965 Annual
Report on Government Patent Policy. reads as fo l l ows ; "Examples
of exceptional circumstances of the type con t emp l a t ed by section
l(a) mi9ht be ... wh ere the public interest i·,ill be advanced
by leaving principal or exclusive rights to a nonprofit educational
institution that aarees to administer in~enticns in a manner deemed
by the agency to be consistent with the public ~nterest."

£! The President's Patent Policy is founded on the concept that the
allocation of patent rights should be determined at the ti~e a
contract or gra~t is awarded. This policy conte~?lates a review
at the tir::e of each award to determi ne ':ihether Secti on 1(a) or
l(b) is applicable. Some agencies have adopted specific procedures
to condtict this evaiuation. (See ASPR 9-107.4(b) and DOD For.~ 1564,
noted in ASPR 9-107.4(a)). Other agencies whose programs fall
basically under Section lea) have not 'adopted procedures for
reviel'ling each a\'lard in the light of the President's Statemen t ,
but have operated on a presu~ption that all their awards are under
the title portion of Section lea). Only where a special patent
rights problem arose was a specific determination made. Agencies
"ihich have adopted the "exceptional circumstances" interpretation
of the President's Statement to include uni ver-si t i es wi th approved
patent policies have also utilized the concept of a presumption
that all awar-ds to such universities fall wi thi n "exceptional
circumstances" subject to a specific review or procedure for
exempting specific awards wher-e the agencies determine that excep­
tional circumstances are not present. The utilization of this
presumption for "exceptional circumstances" is considered to be
consistent wi th the interpretation of and procedures utilized by
the agencies under the President's Statement.

»



.

, .
1"
i

i,
i
i
I1 •
I,
I

r
I
I
\
[,,

I.
I
I
I
!
i
I
I
I,

I
, i

I
!

4

3. TIlE GOAL OF UNrForm lTY

. Four basic approaches are now being used for the allocation of.
patent rights under university grants and contracts, i.e., deferred
allocations; title in the Goven;T}~nt, with or wi t hout provision for.
the contractors to request and retain principal rights after the invention
has heell identified; recognizing universities under l(c) as a special
s i tuat ion , (DOD); and the DHE\UilSF Ins t i t ut i onal Pete nt Policy approach
tilth selected universities. Yet one of the basic considerations under ivi no
the I're s t dcnt ' s Poi icy is the need for a "Governrr.ent-wide policy. -­
reflecti.ng ccrrrnon principles an': objectives, at the same time re-
cognizing that need for uniformity in the area of patent rights
must be subservient to the missions of the resoective asencies."
In framing its reconmendat ion , the Suhccrrnri t tee has considered the
differing missions of the respective aqenc i es and the types of university
research \'ihich they SUPPOI't. In the Subcoami t t.ee t s opinion, the differing
missions of these agencies do no t s uppor t the wide di ff'e r-e nce s in tr-ee tment
of a particular uni vers i ty doing similar work for different agencies,
al~hough it is recognized that so~e agencies may be governed by statutory
requirenents that hamper implef.i2ntation of the recorrrnendat ions
made in this report.

Furthermore, the need to arrive at a' uniform university patent
policy is supported by Governmental policies in ad9}~ion to the
President's Statement of Government Patent Policy.-

7/To1' example, the fo l l owi np directive from federal Hanaqemen t
Circular 73-7 was considered by the Subcommittee to be a

. further mandate to seek a uniform Government patent policy as
applied to universities:

hDiffering administrative policies and practices associated
\tith Federa l grants and contracts for supporting research at
educational institutions create confusion and additional admin­
istrative effort for educational institutions, cause conflict
between the uni versi ty communi ty and the Federe 1 Government,
and reduce the effectiveness of the institutions in pertorminq
the desired research.

Since many Burdensome inconsistencies in Government Administra­
tive policies and pract ices can be removed wi thout jeopardizing
the effective pursuit of the research 'efforts, it is in the
interest of both the Government and educational institutions to
remove such inconsistencies wherever feasible."

FJ.IC 73-7, Administration of Co11(>9(> and_!l.r1.i.-vprsity Research Grants ­
December' 19-;-T9)]·-;--this was formerly Oi-lU Circular A-iol.

,
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Accordin"gly, the Subcomnri t tce has f'ormu l atcd guidelines to
implement a uniform Government patent pol icy for uni vcrs t t tes .

4. fI!.I}f:BI!' ...f..Q!I.SIDERED BY THE sUP,Cm~mTTEE IN MRIVING liT ITS
R[CO;:;;~i:D,~T! oriS

In arri vi ng a tits r ecommenda t i ens, the "Subcommittee has attempted
to devise a unifcr~ university Government patent policy within the
frt.~lc\'lork of the P"':::s i dent I s StJ temen t thatei::phas i Z2S U11oca ti on 0 f
·rc~snt rights at the time of contract or grant utilization of inventions
\~hile reGucing the administrative burden to all pal-ties involved. At
the sat:e t in:e, the Subcommittee made efforts to ensure that the publ ic
interests would be protected.

5. TilE rrU\:·;E~·:Or;K ['OR CO:::·:ERClf,L! ZATI ON OF UiHVERS TTY Wm:TI OilS

In order to arr-ive at a uniform patent pol icy covering the
inventive resul ts of university research, an under-stand i no or the
nature of this research and" the inventions wh i ch f l ow therefrom is
imperative. Accor-di nqf y, various characteristics of technology
transfer of inventions from universities to t~e marketplace and
barri ers thereto l'lere exami ned. Some of the ractors I'in i ch were
considered by the Subcormri t tee are set forth in this section.

A. The Need for Com~ercialization bv Industrv.

Ine most obvious fact that influe~:cs the utilization of
university inventions is that these institutions do not engage in the
direct rnanV~ilct:.;re of ccmmer-c i al enbod iments , and it is industry
\'Ihi ch mus t bri ng the univers ity invent:; ons to the rna rke tp lace. "io',lever,
it is the observation of many I-Iho have studied the technology'
transfer process that inventi ons result.i ng from uni vel'S ity research
have not been del i ver-ed to the publ ic by industry to the extent or
in the time expected when fjQnsidering the amount of research being
conducted at universities.~

§/For example, as early as 1912, Dr. Frederick Cottrell, whose gift
of patent rights provided the original endowment for Research
Corpol"ation, spoke of this concern for "an intellectual by-product
of immense tmpor-tance" that was largely going to waste. This
by-product of college and university wor-k , recognized by
Dr. Cottrell, is "the mass of scientific facts and principals
developed in the course of investigation and instruction, which
throuoh lack of the necessary commercial guidance and superv i s ion
never, 01" only after unnecessary delay, reaches the publ ic-at­
large in the form of useful inventions, and then often through
such channc1s that the ad gi nal dis covcro rs are qu i te fo rgo t ten. II

,

IIddrcss before the 8th Annual Congress of Applied Chemistry, N.Y ..
1912, as reported i~ Research Corp ... Quarterly Bul l e t i n , Summer 1974
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The President's first message on Science and Technology on
Harch 16, 1972 exprcs scd concern about this nutter, FOI' example.
lltlong the! "urqcnt situations" that led to and were reflected in
this /'lessage was :

DContinuing failure of industry. univQrsities and Government
to coo?erate in developing civilian technology in the way
they. produced defense. space and atcmic tool s .',9/

Jhe Subco",~ittee believes that as to universities this failure
can be attributed to the lack of an adequate mechanism to facilitate
the transfer of the inventive research results to industrial concerns.
Eve.n whe re un tve rs t ctes have patent orotection. they niay \':e11 fail to
encourage the utilization of their inventions if a~ adequate, organized
effort to co~~unicate with industry is not made.l2J

2/"Scientists r':eet en U.S. Hoes", The \':ashinqton Post, p , A-l, Feb. 18.
1972. This article is based on a series of t:eetings between the then
President's Science Advisor. Dr. David. and leading scientists and
engineers. According to the White House fact sheet issued with the
Pres·ident's !·;essage, the rrassaqe was based, in part. on those discussions.
/\1so, see Dr. David's article or i qi nal ly appearing in The ;·!::i ~ S'trec t
Joufnal and reorinted in The Washin~~Qn Stat-, Auaust 4, 1974, entit1ed
"Ilfiaking the i·ios,:; of Our Progress in Techno i cqy", -in \'Ihicn he finds
that "U. S. taxpayers deserve more di vi dsrids " from Government-
supported resear-ch and deve l oprrarrt.

1QJ For example. see the Proceedings of the Conference on Technological
Transfer and Innovation, National Science Foundation - NSF '67 -
'-lay 15-17,1956, where various participants observed: "To t rans fer
scientific or technical information into specific innovations requires
a certain amount of orqan'ized effort." Fur-the r : "The rr.ere exi stence of
a body of research outputs and other techni c-l know] edge is not. in itse1f,
enough to result in significant industrial i:·!novation." And: "In
sum, a good conmun i cat i ons system does not jelst.happen accidentally;
management must take deliberate. specific action to devise and
keep open necessary conmun i ca t ion channels. It must also give
explicit attention to its goals."
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B.· Current University TechnoloGV Transfer Proorams

110st universities transfer t echnol oov throuoh personal contact s
between scientists, attendance at tir-ofes s i onal meet.i rcs , and scientific
publications, But in many cases the mera disclosure ~r publication of

. technology may not attract the expendi ture of pri vat e capita 1 to prcmote
utilization. A few universities recognize the inadequacy of publications
or personal. contacts to achieve utilization and have established an in-
house management mechanism to transfer their inventive results to industry.
Another fairly large group of universities obtain s i mi l er serv i ces thl"Ough
outside patent manaoement orcanizations, such as Reseercn~CorDoration and
Battelle Developmeni Corooraiion. However, many of these un~~ersities do
not have techniques to identify or reoort inventions. The lack of concerted
efforts to obtain invention disclosures, couoled I·:ith the lack of a pet ent
man~ger.:ent organization to pro;;:ote inventions, has in the opinion of the
Subcoomt t tee resulted in 1ess effecti ve techno logy transfer than has cccur-red
at universities wi th active tn-hous e patent me naqecen t programs.

There are indications that a number of universities, which here­
~ofore have been relatively inactive in this area of technology transfe~,

are considering taking ~ore ec~ive roies. For exa7.ple, several univer­
sities have initiated new efforts in the area, and severai others
"\1111 be participating in a "patent awar-enes s pr-onram" \"iith Research
.corporation, which is being partially supported by the National Science
Foundation and the Department of Commerce. The interest that has
been manifested in these and other ways hes been sufficient for
instance, to lead the National Association of· College and Urri ver-s ity

.Busi ness Officers (r:ACUSO) to prepar-e and distribute recently a set
·of guidelines for formulating university patent policies.llI

C. The Need for Strono Patent Manaoement Capability to Transfer
Univers ity Techno i ooy

Jl/Patent at Colleges and Universities, Guidelines for the DeveloD­
ment of Pol icies and Programs Committee on Governmental Relations
ID\cUGO~"T974

" .
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, The need for a 5trcng patent man3qe~ent capability or
-technical entreorene:,Jrs"121 in technology transfer is especially
acute in the univer-s i ty setting because of (1) the characteristics
of the inventions coming out of umvcrs i ty research ef fo r-ts , (2)
the "publish or perish" ethic, and (3) industry attitudes towards
university ,inventions.

But before discussing these factors, one point .shoul d
be emphasized. This is that the patent rights retained by the
university \'1i11 almost always be critical to the undertaking by
the university to interest industry in the further deve l opmen t or
conrnerci al ization of an invention, This is because; for a11
practical purposes, the main right the university can util ize as
negotiating leverage is its exclusive right in a patent. And
since it would be unreasonable to expect- an industrial organization
to be willing to risk its financial resources to develop new
technology without satisfactory means of protect i ng 't ts invest­
ment, it is obvious that the question of patent ownership' is
critical to any university's efforts at t.echno l ooy transfer.

12{"Ii any suggestion were to be made as to what, should bedone
-to promote i nnovsti on, it would be to fi nd -- if one can,
"technical entrepreneurs". • " I

Battelle Columbus Laboratories, Science, Tec1·rology and Inno-
vation, Summary Report - February 1973, p.8. '
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The Subcommittee considers the fo l l owinq characteristics
,to be significant.

(a) Basic and Applied Research.

Host 'of the uni vel's ity work performed under Government­
sponsored grants and contracts is basic research. Inventions arising out
of such research are normally incidental to the research and at most
involved compositions of matter with no clear utility, prototype devices,
or processes that have been tried only in the laboratory. Yet it has been
estimated that the cost of bringing the typical invention (both university
and industry) to the marketplace is ten times the cost of making the
invention._J:J_1 It would be rare for a university to be in a position to
bring an invention beyond the initial theore t i cal or laboratory stage.
It has neither the. facilities nor a reason to attempt to perform the
engineering effort necessary.to design and manufacture cormnercial embodi­
ments of their inventions nor, of course, the marketing resources.

Even \1here.a university undertakes "appl ied" or
"directed" research, the situation is not much different, since university
inventions that result from applied research normally reach only the
laboratory model stage.

(b) Isolation of Inventions

University inventions, unlike those of industrial
firms, normally stand alone.lit - ..

13/ u. S. Department of Commerce - Technological Innovation: Environ­
ment and r-lanaqement, at 8-9.

111 As explained in a Harbridge House study prepared for the National
Science Foundation:

"Their isolation is a major obstacle to utilization since
most inventions are not marketable products in themselves.
The industrial product is often protected by a. cordon of
patents, as illustrated by the list of patents on a packet
of Polaroid film. A university invention, on the other
hand, is a one-shot patent. . Even if the patent specification
discloses "an ingenious invention, the patent claims which define
the scope of monopoly are likely to be narrowly drawn. Whereas
industry will add to its patent arsena I as a product is improved,
a university patent, if it is to be licensed at all, must be
licensed on the initial effort."

Barbridge lIouse, Inc, ~eqal Inc_entives and Barriers to Utilizing
Technological Innovation, p , 11-13 (Narch 1974).
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Further, university inventions must be licensed for
royalties only. Universities, unl i ke manufuc tur i nq f i nns , cannot tr-ans Icr
their tcchno l oqy thrcuqh cross-licensing arrangements, since the un ivcrs t ty
has no need to obtain the right to manufacture the inventions of others.

"(2), The "Public.h or Pedsh" Ethic \,
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The traditien of publication reflects the belief in the academic
tlorldthat p:;~liciltio~ is central to s cho l ar ly pursuit. The goal is
p:~licaticn in the learned je!Jrnals or books. Patents, on the other hJnd,
have t radi t i cna l ly been regarded by the university community as i r-r-e Ie vcnt
at best and, at wors t , :IS an indication of unwor-thy ccnn-e r-c i a l motives.
These factors led Harb r i dqe House to the conclusion that "perhaps the
single mos t ,difficult task of a university. patent acmi ni s tr-a tcr was the
so l tct te t ion of invention disclosures. "b/ And they found it not uncorrnon
that even where disclosure and cooDeration was obtained, the disclosure
was often not reported until many mon ths after publ i ce t i on , Obvious-
ly, therefore, there is an acute need for efforts to be rna de to
obtain early reporting if technology is to be trans f'er re d at the
optimal rate. Such efforts, however , require strong managerrent .

Because the one-year period for the filing of patent applications
has often begun to run by the time university administrators receive
invention disclosures, or soon thereafter, un ivers i ty patent managers
must be prepared to act quickly to protect inventions once. they are
idc-ntified. Horeover, they need to be able to overcome the re Iuctance
of many facul ty members to concer-n thsmse 1ves \·lith these efforts. Fl.:r":.her,
~niversities, even if predisposed to do so, cannot deal in trade secrets
since "publish or perish" is the rule and therefore, universities cannot
control publication by its faculty.

It also should be noted that even if a domestic patent appli­
cation is filed within the one-year statutory filing period initiated
by publication, such publication before filing will bar issuance of
valid patent protection in most of the important industrialized foreign

,countries. This may detract from the "product" that the university
has to offer industry and adversely affect our balance of trade,

l3J 1£ at 11-14.
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(3) Industry Attitunes Tovlards Universitv Inventions

Universities attempting to transfer university technology
must also overcome certain attitudes of their potential industrial transferees.
The existence of these attitudes (or organizational ba r-r i ers ) is under­
standable. But they again highlight the need for a strong and aggressive
patent management ca~ability at the universities. Among these industrial
attitudes are the fo l lowi nq:

(tl) The "Not-! nvented-Hel"C" Svndrorce

Industrial organizations have commarci a l interest
in most areas of thcir research. Accordingly, there is an in-house
'incentivc and ce pcbi 1ity for such organi za ti ons to fur ther- purs ue the
results of their research. This incentive stc",s from the organizations'
ability to continuously evaluate this research through all stages of its
develop~2nt. There is a lesser incentive for industry to further pursue
the results of university res-ear-ch wner-e such resear-ch was not under
the organizations' initial sponsorship. This bias towards i nves tmerrt
in further deve 1cement of its own ideas, ra ther than ideas from outs; de
sources, is conmon ly referred to as the "not-invented-here" syndrome .

(b) The Desire for Patent RiGhts in Collaborative Situations

In some situations, industry has refused to collaborate
in bringing university inventions to the marketplace un l es s provided s orre
patent protection as Quid 0;-0 (lUO for the t nves traent or development effort .

. This has been substantiated oyaHarbridge House and a General Accounting
Office (GP.O) study both of \'Ihich found an' tncus try-vf de reluctance by
pharmaceutical firms to test compn?ions of matter synthesized .cr isolated
by grant-supported investi gators ,.- This was found to be due to DHEW s

Harbl"idge House, Inc. - Govern~nt Patent Policy Studv - Final
Report to Conmi t te e on Government Patent Pol i cy , FeST, Hay 17'
1968; and Gr,D Report, Pr obl em ;1.reas Affectina Usefulness of
Results of Government-SDonsored Reseapcn in ~edicinal Chcinistry
August 12, 1968.

Harbri dge Hous e, for example, found:

"In both cases [referring to university and nonprofit
inventions] the inventions most frequently arise from
basic research and require substantial private develop­
mont befor-e reaching the stage \'Ihel-e they arc commercially
useful. Some measur-e of exclusive rights appears neccs­
sary to motivate licensees to invest in the work necessary

. to conmcr c i a1i ze these inventions. n. (Bracketed added.)
Note 13 at p. 11 of first cited report....
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restrictive implementation of its patent policy which normally resulted
in title in the Govcrnment . Industry <:rgucd that such i:::plementJtion failed
to take into consideration industry's large private investment bcf'o ro
such compositions cou Ic be successfully marke tcd as drugs. Although not
ext.cns ivo ly docunen tcd , simi l ar- situations have occurred in the area of
rnedica1 harcware devi Ct:S.

In view of the university's past experience in
dealfngs I'lith the pharaaceutt cal and me d i ca l devi ce incClstl-y thc re wi l l
probeb ly be other situatior.s \';11el'c tncus try woul d be rei uctant to
col l abora te ~:ith universities in i!nnging a high-I-isk invention to the
marketplace if some patent exclusivity is not first provtded to the developer.

(cl Contamination

As used by industry, "corrtemina t i on" means the
potential compr-omi s e of rights in proprietary res earch resulting fr-om
its exposure to ideas, compositions, and/or test results arising from
Government-sponsored research at universities. Fer example, if a
company \':ere to incorporate into its research progl"ar.l some of the
research findings of a untver-s i ty doing parallel re s earch and then
dcvel op a product patentably distinct f rom the univer-sity's tnvent ton ,
the company might rightfully fear that accnpe t i tor- might assert the
Government's ri ghts as a defense if the competitor manufactured an
infringing product.

6. CONCLllSrm:S OF THE SU8CO;';HTTEE

b: Creation of Uni'lersitv Technoloav Il'"nsfel' Caoajilities
~l d be EncouraGed

Becnuse of the various factors enumerated above, the Subcom­
mittee is persuaded that the Government needs to create an atmosphere
conduct ve to the. tr-ansfer of invent i ve res ul ts fron uni vel's iti es to
industry. It appears essential that the Government induce universities
to provi de an internal mechanism that will serve as a focal point for
receipt of the inventive results of university research for later
dissemination to those i ndus tr-ie l concerns raos t likely to utilize such
results .

Government patent policy can playa most critical role in
creating the necessary atmosphere for this tr-ans fe r , As previously
noted,patent rights are essential if a university is to have an
inducemQnt to under-take the efforts needed to produce conmcrci ali zati on
of their inventions by industry. The President's I~essage on Science
and Technology provides a clcar mandate to make use of such an oppor­
tuni. ty. As urqcd by the Pres i dent:

•
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"••• we must develop careful strategies for pursuing
those goals, strategies \·:i1ich bring toce ther the Federal
Government, the private sector-, the uni ver-s i t i es , and the
States and local con~illnities in a cooperative pursuit of
prog res s."W , ..

B. A~eements Permittina Oualified Universities to Retain
. Title to Inv!:n~ions ;';ou1a Cl~e~te 2.11 .!.ncent.iV2 :0 ue\-'cio:J
iJlirversi ty Techno1O~'/ I ranSfel" C<-,-'aDi 1i ties

It is our conclusion that the maintenance or creation of
university technology transfer mechan i sm can be encouraged to a substantial
degree by permitting qualified universities to r eta i n principal ,'ights in
Government-s upper-ted inventi O'1S. The spac i fi c r-ecormenda t i on to
accomplish this is set forth more precisely in section 8 below. The
retention of principal T'ights by qual ifiod universities carries \'Ii th
it the right to license conrne rc i a l concerns, thus creating the incentive
necessary to induce universities to seek industrial develoDment of their
inventions and overcome the Indus try att i tuces discussed above.

Of COUI"Se, universities vri thcvt a satisfactory program would
continue to be subject to patent rights provisions providing for'allo­
cations of rights by the Govermr.ent after the invention has been
identi fi ed,

J1J Others have also noted the Impor-tant role that the Government
can play in bringing about technology t rans fer of university
research. See, e.g" DECO, The Conditions for Success in
Technological Innovation, Paris, J971, in \'micil it stated
"In cases \',ilel'e the requirement for university/industry
relations is not met in a satisfactory manner, Gover-nment can
have an important role to playas a catalyst or 'impresario' in
creating the fr-amework \'Iithin ~Alich regular contacts take place
between university and industry." 0
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C. Additional Benefits Hauls! Fl0\1 if QlI~lified Universities Retilin
I'rincip~l Richts to l~csul till'1 Inventions

In addition to the creation of a s t ron q incentive for transfer
of the rcsul ts of Gove rnmcnt-suppor tcd universi ty research. other
benefits would flow from the retention of principal rights in inventions to
qua l i i icd un i vers i t tes , The fo l Iowi nq are examples of such benefits.

(1) Recognition of Co-snonsor Eauitiei

. The Government often does not provi de the total costs of
'research prc j ccts conducted at uni vers i t tes . Universities in 01:1ny cases
assume part of the costs of such projects. and may also receive support
from other sources, such as pr t vate foundations and industrial or-qan i za­
tions. The Subcommittee's proposal permits. to the extent possible,
recognition of the equities of the un i ve r-s i t i es and cther groups making
contributions to university research projects by permitting the benefits
)"lhich enure to such universities to be share d wi th co-sponsors.

The Subcommittee bel i evcs in the absence of an IPA. a
co-sponsor's equity could be cons i der-ed under the exceptional cir-cums t ances
provision of l(a) of the President's Staterr:ent, wh i cb provides additional
support to the Subcommittee's position that its recommendation also falls
within such provisf on.

(2) Ease of Administration

By eliminating case-by-case decisions on individual raques ts
for-patent rights, edmirris t.rat i ve wor-k on the part of both the universities
and the Government would be diminished.

. ",

Vn~versities would be entitled to retain income generated
from the ir- patents. Such income woul d be used to cover the costs of patent
adnrlni s tr-at ion and invention incentive awar-ds programs. Any remaining
i.ncome would be available for support of education and scientific research
at universities. These are purposes which are clearly in the public interest.

The Subcommittee did consider the question of I"lhether the
Government should share in the income generated. However , it \1aS concluded
that this woul d create a disincentive to universities to establish or
maintain technology transfer programs by mahing the likelihood of operating
in 'the black even 101-Ier than it currently is.

•.,
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(3) Use of Royalties for $unport of Scientific ReSeal"ch and
EcfUCatTOri

,
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(4) Use of r'lanagement Canabi1itv for All Inventions

Once a university has established a manage~nt capability
to trans fer technology, it is presumed that all invcntions made at the
uni vcrs i ty , who thcr they be Govel'nr.:ent-s uppor red or not, Iti 11 be pr cmoted
in tile same manner. This, of course, would expand utilization of no:
only G:'vernffient-funded inventions. but all other inventions generated at
uni,vers it i es .

.w... .
(5) 'TraininQ of Futl're Techl101oov'Transfcl' r'lin~ers

1\ fe',o[ univers i t ies have, experimented ~Iith courses that
utilize the serviccs of stud~nts in their business, engineering and
la\1 schools to expl oi t untvers i ty inventions. Presumably the practical
experience gained by such students is in the public interest. It \'iould
seem reasonable to expect an increase in the opportunities for such a
lcarnir'9 exper i ence if 1;10re universities were able to retain rights to
inventions.

7. ALTERii.l\TIVE APPROACHES C0:!S!D"~ED 18/

110 serious suppor-t Vias voiced for a policy of Gover-nneut acquisition
of title to all university ir.ventions f'o l l owed by its dedication to the·
public or the gnnting of only nonexc lus i.ve licenses therein by the
GoVet"fc12r:t, since this wou l d el imi nate the s t irnul us envi s i oned by the
patent system. Hcvever , much discussion centered on a uniform pol icy of
deferring the a l Ioca t i cn of rights or the acquisition of title by the
Govern:;;ont for later licensing of the invention by the Government. Such
licensing wou l d include the possibility of exclusive licensing after a
determinatf on that nonexclusive licensing woul d not likely result in
expeditious conmer-cie l use. (The latter policy \-li 11 hereaftor be referred
to as the "Governrr.2nt licensing policy".) It was argued that either of
such policies would perrni t the Government to identify and evaluate the
'invention prior to making any da term'ina t i on that exclusivity was
necessary as an incentive to further development. It was agreed that
such policies might maximize the possibil ity of "compet t t ion" since
exclusivity would be granted only ~ihen it is shown that it is the
determining factor in btinging the invention to the marketpl ace. It
110.5 also concluded that such policies woul d afford the Government
greater control over the terms of any licenses to be granted.

1M Appendix B contains a di scuss i on of some of the specific issues
cons i dcrcd by and voted upon by the SlIbcommittee.

.•..
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A. Shortcomi nas of i1 Deferred i\ 11oCi1ti on Pol i cy

As already noted, inventions resulting from research at univel'­
sities ordinar i l y rccut ro extensive ce ve l opr.cnt prior to their ma rke t i nq ,

'with little expectation that such development will be funded by the
..... Oovernment , Accor-d inq l y , it appeared that in a large proportion of cas es ,

a deferred allocation would ~2r21y delay a decision that could have been
nade at the tin:e of fu"ding, thus acting i1gainst the expeditious develop­
ment and utilization of inventions. AdI:1inistrative costs of both the
Government and universities woul d be unnecessarily f ncre as ed by the
need to prepare, review, and respond to re ques t s for rights on a case­
by-case basis.

In addition, the uncer-taf nt ies involved in deferring the
allpcation of rights would discourage active collaboration between
universities and i ndos tr-y-pr i or to the actual decision that rights are
to be retained by the unive r-s t t i es , where3s in the cas e where the uni­
versity retains rights at the t ime of contracting, patent applications
might be filed promptly arid negotiations i:;;~;ediately conmenccd ·.·Iith pros­
pective licensees. In fact, in the latter case, collaborative er ranqe­
ments could be made I'lherein i ndus try participation is protected bef'or-e
it ts even c1ea I' whether or not inventions I'li11 be made .

. Furthermore, because of the pressures for publication noted
'earlier, the t ime required for deferred ailocations may in many instances
result in the failure of the university to file patent applications
\1ithin the statutory period initiated by publication due to a reluctance
to commit funds prior to having its rights established. Thus, incentives
to seek conmar-c i a l t zat i on could be destroyed in some instances.

B. Shortcominas of Acouisition of Title by the Governr.~ent
Coupled I':ith Goverm;;enc Licensing

The Subconrni t tee a1so concl ude d that a "Government 1i censi ng
policy". 'as identified above. was not an adequate substitute to owncrsh i p
in unf vers i t tes if the private unde r tak i nq of extensive development and
marketing of university inventions is to be encouraged. Hhi1e possibly
appropriate in situations wher-e a given un i ver-si tys pater.t managerial
capabilities does not include administering patent rights or transferring
technology, a "Gover-nmen t licensing policy" is not deemed an adequate
SUbstitute for an effective university patent management ol'ganization,

The above conclusion took into ccnst dcrat ton that a "Government
licensing policy" would

,

..
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(1) Increase the administrativc burden of agency patent staffs
by necessitating the fi ling of a much larger number of patent app l i cn t ions
to protect all inventions that might have some degree of commercial
potential.

i .

(2) Be
a more difficult
inventor, ~ho is

handicapped because the Government wcut d have
time obtaining the services and cooq~ration of
not an ernp1oyce of the Governn;ent.b.!
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The fact that the inventor employed by the universi ty
has a physical proximity to the university is a significent fac t or ,
since the cooperation of the inventor. both in preparing patent appli­
cations and in formul a t inq a mal-k?1ijng strategy, is generelly essential
to a successful licensing effort.=-

19!Inventors woul d not be vlil1ing to spend considerable time I'lorking
\-li,th di s tan t Government personnel on these matters I·thich are outside
the mainstream of their research and teaching eHor'ts. Universities.
however, can obtain such cocperation through a system of incentive
awards to the inventor. as we l l as t hr ouch day -t.o-day contact. It
is impor'tant to note that a "Gover-nment licensing po l i cy " cou l d result
in disincentive Oil the part of university researchers to report
i~ventions other than those having clear economic significance. It
seems likely that with the discovery that the reporting of inventions
resulted only 'in additional wor-k with nothing in return, disclosures
would diminish. The facts and economics of the situation appear to
be such that if the inventors cannot be induced to identify and
report potentially significant inventions, normally they will not
be identified by anyone else.

"20!Dr. David, in his article, s;pra, note 9, observed:

"The most vital factor in technology t rans fe r is people.
There's nothing like a committed. en thus i as t i c engineer
01' scientist to carry the message and know-how far. If
convinced of the merit of an idea or a project. he will
travel at ni ght. work on wcekends , uproot hi s :fami ly and
fall exhaus tcd across the finish line to advance it. Yet
sustaining these qualities requires sp~cial care and feeding."

-,
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(3) Deur ive univer-s i t f es of the opportunity to develop through
their collaborative efforts ideas wh i ch do not at first evidence cornuerc i al
potenti,;], since it wcul d be: the Gove rnae nt wh i ch wcul d ul t ima te ly decide
tlhat should be patented and pr-otected through its licensing procr-am.

(4) Entail considerable delay, since it seem unlikely that the
Governn~e:nt \-lill have the same f l ex ibil i ty , in ..c.arrying out difficult
negotiations a3 do universities.

, (5) Houldrequire time-consuming negotiations in exclusive
Hcensi.ng s i tuat i ous , the terms of wh ich wi 11 vary from invention to
invention. Moreover, if the program is to be successful, a "marketing"
type of organization would have: to be developed and funded by the
Government.

8. ,SPECIFIC RECO:,~::t:m'lTION -- ~,DOf'T A POUCY THAT OIJ,~LIFIE!J U!i:'.'ERSITIES
M4vrf(TAIN TITLE 1;'1 IW:Ent"ICi:S l!:~QE:R. rnSTITU J IO;;':\L Phi E;'{l ;,GREEi·;ElffS

It is reconmended that the various executive agencies be advised to
adopt policies and regulatio;,s recognizing that the public interest wi l l
norna l ly bes t be served by al l ovri np educational institutions \-lith a
technology transfer pr0S'ra~1 r-::eting -the goneral criteria set forth bel ow
to re ta i n title to inventions ;;;~de in the course of or under any .Goverr.lc2nt

,research. grant or 'contract. These policies and regulations should r equi re
the use of Institutional Patent Agreements' (IPA'S) \'Ii th universities that
are found to have an establ i shed techr.ology transfer program that is
adnrlnistered consi s tently I'/i th the s ta ted objectives of the Presi dent I s
,,;emorandur.J and Statement of Gover-nment Patent Pol i cy •

In general, the Subconrni t tee bel i eves adoption of the recommendation
\toul d:

Implement to the extent possible the emphasis of the
Pres i dent t s Statement on Patent Policy that 'the
allocation of patent rights lie made at the t ime vof
contract or grant;

Eliminate to the extent possible the wide differences
'in treatment of a par-t icu lar university doing similar
\~ork for di fferent agenci es ;
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Cre<lte an incentive for prompt reporting;

Promote the expeditious comnercial utilization
of the inventive results of university research; and

.
\

Reduce the administrative burden on all the parties
involved.
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However, the agency should res erve the right to exempt specific
grants and contracts at the time they are awarded from the operation of
the P.greer.:ent, since there may be tns tences whet'e exclusions from
the normal policy are warranted as being in the public interest.
Examples of this might include a contract fer operating a Government-owned
facility or an awar-d involving extensive development work on a specific
product or process that could be of major economic significance. Such
reservation further supports the Subconmi t te a t s conclusion as reflected
on [lages 2 and 3, suora., that its reconmendat i on is consistent wi th section
1("J of the President's St.atemen t on Patent Policy. . .

Further, the Subcoffil1ittee recon~ends that the IPA's be entered
into for des i gnated peri ods of ti me, at the end of wh i ch the uni vel'Sity
"lill be requited to report on its prcqr-es s . Renewal of the IPA by the
Goverl~ent for additional periods should only be made if the Government
is satisfied \'tith the university's performance. In addition, the
length of such periods can be made dependent on the capability of the
university.

IPA's should be extended to universities only after Government reviel';
of the adequacy of their technology transfer capability. The Subcormt t te e
concluded that public trrter-es t is better served by a deferred allocation
policy in situations where the university has not initiated a technology
transfer program.

I\PPEHDIX C to this report contains a list of the type of information
that should be sought from universities in considering whether an
Institutional Patent Agreement is justified. The information g2nerated
by AI'PEIlDIX C wi l I provide the Government with the facts necessary for
deternrirrinq whether the university' has a satisfactory patent technology
tt'ansfer program which includes at least:

~,,
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A formal patent policy ~Ihich is administered on a
'j continuous basis by an officer or organization

responsib Ie to the institution;

Assurance that university employees will be legally
eb l i qated to assign to the institution or the
Covernril2nt any inventions made by them under
Government grants or contracts;

An invention di sclcsure system; and

11 program for the licensing and mar ket i np of inventions.

After the Governmentconcl uce s that the uni vel'S ity can sat i s­
factor-Fly perform in a manner that woul d maximi ze the transfer of its
'inventive results to the public, the Goven1i~ent and the university
should enter into the IPI\ whereby the unive rs t ty retains pr-i nc ip e l
r:ights to all i nvent ions made in perfonc.ance of the i r Gcve r-nn-en t-Tunds d
research on which the university elects to file a patent application.

Hovever , any agreement utilized to implement the Sub cormri t tee l s
. recomnendat ions should include at least the follo\'ling provisions in
order t.o protect the public inte:est:--11 requtr-cment fOl' the prompt reporting of all inventions

to the applicable agency along \-:ith an election of rights;

Reservation of all the rights specified in paragraphs
(e)-{h) of the 1971 President's Staternent on Governrr.ent
Patent Policy;

A requirement that licensing by the urrivers iti es will
normally be nonexclusive except wher-e the desired
practical or comner-c i a l application has not been
achieved 01' is not likely to be expeditiously achieved
through such licensing;

A condition limit~ng any exclusive license to a period
not substantially gl'cilter than necessary to provide
the incentive for bringing the invcntion to the point
of practical or conmcr-c ta l appl i ca t i on and to permit
the licensee to recoup its costs and a reasonable
profi t thereon;
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A restriction that royalty charges be limited to
"mat is reasonable under the circumstances or
~liUlin the industry involved;

,A rcqui rement that the university's roya l ty
rece ipts after peyuent of adn'i rris t ra t tve costs and
incentive awards to inventors be utilized for
educational or research purposes;

A provi s i on enebl i nq the agency to except individual
contracts or grants from the ooeratibn of the
,agreer.:cnt \';here this is deer.r.:d in the public interes t ;

i" '\, ,,
\ ......
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A I'equl'remcnt fOI" progress repor-ts after designated
periods and re-execution of the agreer.:ent only if the
Government deems the univer-s i ty I s performance to be
sati s factory;

Aprohibition against assignment of inventiohs without
Government approval to persons or organizations
other than approved patent manascr.:ent organizations
subject to the above conditions; and

A provis ton permitting termination for convenience
by either par-ty upon th i rty (30) days I wri t ten
notice. •
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The Subcormri t te e also suggests'that the agenci es I'lhi ch impl ement
tlris recom:nendation form an i.nteragency cormi t tee under the Execut i ve
Subconmittee of the Conmi ttee on Gove rnment Patent Pol i C'I for the
purpose of encouraging uniformity in the criteria for the selection
of universities eligible to receive IPA's. Such an interagency
conmittee could also work towards conmon administrative procedures

. and practices. For' example, often university inventions are made
under- multiple agency SUPP01't. Prcce dur-e s for assigning a single
agency primal~ responsibility in such cases might,be developed.

9. SUI'~'lJ\RY

. By way of summation, the Subconmittee agrees that inventions
made at universities with Government support constitute a val uab l e
natlena 1 resource, but these inventi ons normal ly \'Ii 11 benefit the
public only if there is a sufficient incentive to make them known to
pr-ivate indus try for their further development for the marketplace. The
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'Subcommittee vi ews the Governr.:ent' s rol e in tbena ti anal research
cffOl't as camp 1emen t i ng the act i vit i es of other e 1cmen ts \'/i th in

) our society, both public and private, that also support research
end development. It appears to the SubcoG~ittee that the interests of
the Ar.:erican p~cp12 are best s~rved when the various elements

." Of tllis r2scarcn st~ucture can in~eract. Ti,e filOSt effective inter­
relationship results when the particular capabilities of the various
e lc.nents , Federa l and non-Fecerai , can be utilized to the fullest
extent', Universities, being uot-f'or-pror i t , public-interest-oriented
organizati ons , can mas t effecti vely promote the development and the
ultimate utilization of inventions by indListria1 or-cam zat i ons . They
can obtain such develooment and utilization while at the same time,
due to their unique character, safeguarding the public interest.

·This opportunity should not be lost.
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• . (::) f;h~l1J.i rt.c Sub conrvf t t c c t rc.... C ";>uhlic ins ti. t1.1tionsu

t1if£e:rcntlj" f~:c:·'! int!lJ,!';tri~l concerns;"

''lh~#'' or cou'r s c ,"- .. tl1~ .... ..,;,...,. ':~~"e undcr con· _~-!·('.C",·II.)·.O'_l....... s 1...... ~ •• , .......... ..... U"~-,\"'-.L -. .....-" ....... - ..

and tllC r~po~:t :,·!..·rl",~cc$ t hc r.1.:lj o r i cy '\Jib~.· t ha t; :;p.~t~i~l ?(lJ.'iC'.~cs s;hould
be. \llili,z~d f o r pub Lf c i":":.i,tu:ions, ,

,
~ t1,c
•

~?!1t"o~.::h be \.ll:ili.;: ...~cl
to iH;~li.c iu~ti tL:::~.('In:-l?

The Snb cczcri t t c c \{D,S unur::i.:,;C'usly in f avor or the I~'lstit.utioll.'11

Patc11t /~grL!C'::1cnt espoused by t irc r cpo r t •

•
00 (c:)

afforded
Should urri.vc rs I tics and o.thcr nO:1-prolic

-
in~tituti.Oi1~; ....

I"s reflected by the r e por t , the :~",jorit:: o I th~ SU~) co;;'::d t ecc
!cJt t ha t since cni....cr s i.t Lcs ,;:0 ut:hcr·~10ri-Pi.·('·~-it inst:'tt;t:.:,)t)s both
'-cqu~rc(' il..CU ..· ..:.,,~ -~ci i"l h ..·i·.. ,..:.;- ,·:.. c i :i- .. ·~71L.:\·C. ·~C-:::.Ul .. C" to th~.4o .... I • .~ _ <::0_ • ~ ... q.,; .... l.t H _ H'Io .... "" _ ... _~.'

i ....1X"ctp1:lcL?) t l:e prc'j?ostiJ. shc ul d t r c o t th~::;;. c;u:11l:". :~o':.·:cvC':r, t",\·o
nrs or t~~~ Su~co~~itt~~ fclt cii~f~rc~:~ly. It ~ns ~11air ~~il;ion

na t, the '11"C hll"l'ccn "011-')}'0[:'" .u·c' "l'O'J"t o"\· ..·n·l:·'·l···: ·..r ·1'1'''''-'•• Q ... I _ .-.. .1 ;. ........ '".~. l • J.. .v'·: _",c ....-_ ,~... •.....

:. elot.tdc-cl ill rr-cunt y,::.:l~S, ~·:1 Lh 7.:.,ny ~tJ",-profitz uc:·~: ..r Lly r~1l1\:.tio:d.J1i~
•• " p'·Cl~.{t-II ...'.·;~~(. Ot<·-··""l.··I ... t I ..... ·~~· Fur t.hc r s i.nc-c 11· --·) ..·,,·~J· t ,.... ·.. ~···)··· .. ··.!O'·l:""'..... .L J... • ..• r._.':." :1..... ".~.\. ..'..... • \. 1_ , .J'" , ... ~ ~ l .L.~.... ...-J! ••• 1 ••• ql.. .......

, 11~~\'c: no ccluc~tlo~~al rai s s Lon , il::J:1C of the r oy n l.ty ::~tur:~.5 coc Ld 1H~
;"\Iti)"i"c" jnr ll ·.,..... ~~ .. Th ev )<'" ~. -' ,... 1 ';""'\'" ti t·- r ... ~ .~l -r- ~ - .:u j~l.rl O ..t;.. Ile:: tl •• 0 \.O.luC'. "-.(.. \ _ I r .l(,)~. __ T~ •.. lnl 70:1:'

t. ' O \. t 1 ' t 1 "1' 1 . - .J. n!; . er~ r; T0:1~. y t:ctJ.\'•., .~( to ut a, I ~~l~ roy a _t y r ccc t.p.t s 1 ~lJ: l'(~SC,[I('Cll

'! PUT}1()!:P''::; •. The- TJajoJ::i ty ·of. lh~ Slthco;:~!.li.tlC","": felt !..~h'1l: the.::-:" c on co run
!co)'!" l' h"' I' -'t! u.u)~ rt-s o ·; ..H.i 011 a c:tS~~_· ...:.·-C:i.fiC Il.':!jJ::' nt; t n c t arce a no:....-p:·ej J.'

ol'g'i1li.t-;ot5.0~1 ~.':J!; n~r.ct:.!.:11~ir:~. for ;1:1 IIl:.titutioa:'!,}. ~):ltC:'..::,·· 1\;:l·C:l~::lent.

h1)\'o ilUT('('1'1(i'i: ·lP!·oti··\· .._I·...... O·l"" c,'~ "Oll)'o'e "~t- fO)""'1 t"C "'·",;··t,"r~ '-" •.. • f:, ... t,.;U -. "') ,.... . ..') .,.... • • '- ••• .,..... \ •

in'l-Jhieh )·opi.ty T.C~CCipl!; coule be utilized,
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r:l$titu~io~ni rDt~Jl~

t e-clln0 J.o£>"I'?
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S!10uld the
"ficldli
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(c1)
(1c[~ibrt,~tCt.1I to

(
•! /15 rcOectc:,i 1>)" th~ report. I-he l:l:ljorlly o[ the ~\I~)(")·:::"itt"H

1 ~i(l not: hcJ.i(:·\·i"~ the ln~tit\lti(,1a:ll P.... t(:Jlt I\~~r(:ci'~..~nt ~ho111l1 :h': !;O.
t .limitc:d. - llo"~\'.'r. four :._~·t::l'"r,; of tit".. St:l,cc>::::;:tllcc: £,,It l.:,:ll: tile:!'/lr.rl'('I-:C'II~ "hOlll,: l',c li Coil I."d to tlto,;c, j nVC'lIl io,~:; i ::11i ~ -; ,d l II i 11 t ('Cllll o­
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I

i
'L.

I
!



.'.

•

..
•

..
•

-.
• •

,..;

•

''lIC- r.::l i or j t.y ici t th':l t such a t:ond t tl~:l ~:r~t:) d :::·JI·.~ :l ~.:. t:cr::,:.:h~:,t Ion
or ct:n::r:'!d? i~.:po:-;~ih.lc until r l:o i~\.'cn::i!·n t:.::.c; i:.!,,"":ttl.f':cc.l, :.j:\C"t: C't~l.::
~t C:':lt LIu," c:,ulli i.t 'i.H.~ (h.·t(,l·::ii'h~J \·:i~':l,t Cl(~lc.: fJf lt~c::~·....'!"'):~:: j:. c s o s ... ~
• 1" ," . t h; - ,~ 4' ·le ,1 "1' e t , - ,. l' (. (.: .. ,,....1 ,.••• n
~.TI. ur t ucr , .10..; 1.• ..1Jc.r.t./ .... c lo..l l. ·.. Jt:~"h"" .f, .....· .. " ...I~.

(:0 " ) " n o t 1". ,' ··J··l···1 '.,''', "'\" ·• ......C,· C·· \'-'i,,-:' C('L'jJ, )······tJt :u ··.··ftic,···.. ·"... ,v 1.. .. 0..; " •••• lot ..h,. .toe"",", 0' " .. ••••• • • •.••••

:tTl;ll:.:r:.:ll :':io- to ~:i ..c t hc r \:ia i:lvent i.('l~ f<:1.1 \:: 1.:i·~:l Or' out. .... f a i);~~~l;':.:\::.~tr

!:l."lc •

.«,) SllOUl <1 ~.hc

Dnd stntlstics C0I:i~!~~cd

". . -
rc:::;ults or ~1~(t. !;'::::-vc:{ O[ ::~e-n("::

by t11l~ St:~co::::-.1.i. t: e c bl,,~ il::1 \:~\,.....!
p':'::ct1.c:t.·:'~

i:: th~: l'(~:i~;''\:':':?

'ih~ t:~10l"il·I·.or the $~Ji)CCl:::::1ittl=C.f~1.t t~~~~ t l:c ;j\~~Y·::V. !.~ho:.~c.!

i:1cluc!~"':d. (Sec Footr~Qtc 2 In tl1eri"~:-:t of the ~·--:1.)O~t:.). l~a\·.rcv~r I

arc

• be
it \-1~S .::1:>;,.) c:;:-::-eJ ::1:~t nc co;:.·.:c.:~t::; ~,"",~il"..':~ ;:-.:,,: :-:~:i.:: :·'"":~:;=.:1:1r t:~:~: :"~~~-.:':;::~

due: to th·:>; :lU:::~1·Ot.:5 dirfc:ri.::~~ i.~lt~~2:;=-C:: .•~::i ","":1.-; :':~'".tcC'\.:: ..: DC· nt.:.::..::bc.::
to t '. '." .C:~<""~'''_'.~~~~.-..:::, 11-"1...::"" .... - )•• c<re"-··· ....... ~ .. e~-:- "'" c ·..~~~]···" [o':(": .....~_ _ wl r..:_ i .I. •••••..,'- .. ~ •• \'.', .~.... ••. : __ _"'~.. "'" \' .. -,

•~.\' ''. '·. l· .·l~··l" ·l·C':·-l·"t· ·.. ';''''(j4,._,.'':" ...•·..n··· ..··.··~.': .;1'··.-.l·to':,..~ ..";~ _ Cl~ ..1 01:.0 ::. 1,....... .::-:... -. .• _. I _.••

....

Z f ••: ••....r" ... t..r.~.~ .. 11.-r ,'

1~~nc1 re·:ii::..· c f ::t:(~\:..::;::s for I;.sti tt;:i.,:-::.:.":' Y;:t:.;~t .:'::::· ..... :.-.~;"I~:;) ~.~::i.C:l
\l.\.ll ;;!=r';(: to a ch Lcvc u:~i[c:-:: trc.n::r~c::::: 0;'· i:;civic':..:.31 :::o.;cit..n:ir::1s

(f) Sho~1.d an i.:'ltc:'·n:.:~!;,~:: p~:'!.::J 1:.:.':c t.i:~ r c... !-:~~ :~~.s1.:·d.15.!...y

for' ,,-cvic::i.:11; 4!~d ~;":j:r;,)vlI1S In:.~i t~tic;~:-~1. ;"):l:::.cn: l ..:.·.:-,,::(·:·c;~'\ts for
l)urpo~(!s o I t.::.~i:o::::;i t::?

(I;) Shoulc ;1:1Y cii!:tinc.t:i.cQ :.c i~::·k:. he:L"\;e;cn i:..·.·ci1ti::n)~·· '::j·'i.~il:.r;
!ro::l t;r .:~~t·;; or cent ract s ?
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''''nc S'~":>co·~-·~·t··(.., 11·1'111··.. 0t·°.L··~ -rot-· cd .·t., •. fo "',_.. sh ouLd '.c~I - c..: •••••J ••••t..I". L. :...t,.;:~~_ ...

no (li!itincti,"':~ :.::".!(!.~ bc.tvo cn l;r:~!lt:. ~~d c or.tra c ts , ?5_:H··: t.hc i:1.:~;r.r·;.::-.:-:s
t'h:tt n~'i!:,~ fl·C.::: t!l ~il;:"':r in~tr~::I:'nt \·:ot:.bl i:. :::C':··t :"i::';:";:::.~ .·r.. r~~~:.d ;·c
intl~l·;tri;!l i'!~t! ~'1 c:c···')'l'··-i·· ... dc:··c·lo··.~·· ...·-~ , ~"'·:·i"';·'" •••. :u~ .•.••. ~.,'"• • ·"1 ..... u:.". • - r···_.· ~-~••- ......... t ••-I.( • • • • • \.. _..... ~ _ '" 1 .1 .'.

to tl,c ;··:l,·~·(:l·')J ..l,.l·. F'Ul··"'·]· t·I,(· (···'1(· ..• :! t.··· ,f>t·....···.:~· -.1 ,.1..... ! ', '1"." -.. ; ..... ...••' • !- ~ .") ..... _ -.... ....... .\ t..: •••••• __ "~ ~...... " •• :... :;

\ ..'8S no c~~·.:'" J(~fii1i.lltlu of gr:iut Q}* cCr:1tr.:z.: t: :,ccc:":::::"';" or ui:i.!.i.z\..d ~)y

all th·~ ,!~:,.~ncl::·:·:, l·:d.~i po:d.ti(l!) j!; l'(:r](~c~{:d :i.n t:i ...~ )·~···o;.·t b .... . .
fZlilu)"(: 1'(1 r:::i:~':: ;'1 dj:.;l.iiH:tJ.nl1 };C!L\:('en ::r;i:l::H :.:lCi" c.{:nl"l":...·;t::.

(h) $houltl tlh'1 !n~;tj tuflcJ:i:d. l';1t(;11t !\p'l'C!::::~:l1t he inc.ln:!(.d
under J('l) 'lIlJ/or 1(,,) of \!H, )'nl:;i.dcllU'I) l'"l.i~)' .ot;'V';·;ClllC:

"'h~ SU~c()i:;~i t t0C \I11:ln'iNU\i~:ly a:~l:r'('(1 lh:1t th,," ;:l:;t:itut'~O:l:~)_
)'ntent l'\!:I'C'(":h"nt !::!oulti be j\l~;t:i.ijcd \!:Ht~"l' the tt.:::Ct~\lt in;~:1.t ci i(;:l;:~­

stn~\C"('~11 .1 il:l~~U ..~~('\ vf ]';1J.-i1~.~-:qlh J. (::). or Ul'l(!l~r the tI~r'!~'(": ::1 r,j t\l:lt i.on"
t>ro\'ir:ic\:l.c,[ l''lr:li;''''l'!' lee) o[ the l'n::;icl,·nt';. SI·:I\"::l.'Il~.
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MODEL 11"/\ f,UPPO;t;'l~G i>:n,H:--L.... nO;-:--_.- -.-------
, '

:An Institutioll dD~irin~ nn In~titutional Patelll AGrDc~cnL

EhC'uld rsuppLy the following:
..

1. General infor~ation conccrnin~ your institution,
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includjng:

(b) The inst itution' S pur-pcs o and a:).i:1S;

(c) Source of funds.

2. A copy of your- institu..t.ion's fOl"riial pa t e n t po Lf.cy ,

together with the date and I;i.:l.nnCr of .i t~J ad opolL' rOi:.

•3. Name J title, a ddr-css J and tcJ.t"!phol1c ;1:'Uilb0:" of

institutional offici:ll r(;sponsi~lc for :Ld;;;.inistr:t.l..::.cn of

patent and Lnve n t don l;1a.tterf; and a description or sta.if:ili;;

in tl1is area. Also identify -any o t.hcr il1s:ti"t.tltio:12..1 0i'ficcs,

institutes, otc",Which also contribute to your institution's

patent mana~emenl capabilities •

4. A description of your institution's procedures for

identifyillg and reporting invention~.

5. !I. copy of. the fo)'m of n:;rccmcnt required to be

signed by f acu 1t), and other cnrp Loyoo a of: the ins t i tu t ion

cngaGe~ in research, indicating'thni~ oblication in rU~:lrd

to, inventions made at your institution,
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. (,. 1\ cc'py vi u.c m vcnrrcn 1"l'l',a'C ha'lll 01' out rmc ULdl:·.CU 101'

l)r.t:p:\r~ti,,:) uf Invc nt ion reports at yo u r' in,:lillll :.. n.
" .

anv cl.'!;:rC!clncnt in effect should be C;Jl<:)OS(;(i.. ' ,

title,

liccns~l1g activities, incl\:<!ing tho loJl()\v:ing:
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ten years;

(el) Nurnbc r of cx.cl.us i vo licenses is5\lC~c1 dnd:l1'. oach of l~:,' )':t5l

ten ycar s :

past ten years;

(g) A gcnc,'al d c s c r ipfi on cd roya l t lcs chaq;c:tl, induelin;.'. i n in i n rru:

and rnaxtrnum 1"'oyu1Ly rat c s ,
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10. 'A li!;t of suln<idial"y or affilia!:e' Lns t Lt u t.f.ouss ,

. hospitals, c t c , , which would be cover-ed b)' all Ol.fjl'('l';n'.'llt

sil:nCG by you r institution.

11. If ycur institution is a f'lIbsidiary 0:' affiliate

sllip •

. 12. The naount of Government ~c~vort curr~ntly bci!lg

ft,d~,.;Jl;,Si.··~l'C,·1 by ":0",;1 ';11'·' l' t\'t' 0"..-. HI'"""... ... .. _l.,J _... J. ••1l-. I ......... ,
".-
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13. Do you have all Insti!:ution=l Patent A;rce~ent witll

were tub:nittccl to the Ag~;1CY with5l~ tllC Inst tl~rcc yc~ars.

14. If 110t set fOl'th C15eI':Jwl";~, state yom' policy a s

to sh:n'inG of royalties with fncult~· and other cmp Loycos .

"15. Dc~cribc the uses made of any .net i)lC~~e gci),(~ratcd

b)' your pa t e n t manag omcn t prograra ,
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