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September 15, 1997

./r.arry E, Pherson
Director
Contract and Grant Business Affairs
Purdue Research Foundation
1063 Hovde Hall
West Lafayette, IN 47907-1063

Kim Moreland
Director
Research Support and Grants Administration
The Universityof Kansas
221 Strong Hall
Lawrence, KS 66045·2904

Michael D. Devine
Vice Chancellor for Research
Office of Research
The University of Tennessee
404 Andy Holt Tower
Knoxville, TN 37996·0140

Janis L. Goddard
Contracting Officer
Officeof Contract Administration
Program Initiation Division
Georgia Instinne of Technology
GeorgiaTech Research Corporation
Atlanta, GA 30332..0420

Subject; Synthesis of Congeners and Prodrugs Contracts
Purdue (N01-eM-67Z60): Kansas (NOl·CM-672S9);
Tennessee lNOl-eM-67261)j Georgia Tech (NOl·CM-61Z46)
Proposed Contract Limgllllge and Guidelines concerning

Greater Rights DetermillQtlons, Publication Rights and Royalties

I.
',.­,,

Dear Mr, Pherson, Ms. Moreland, Mr. Devine and Ms. Goddard:

As a result of discussions at our July 25, 1997meeting, Ncr and NIH program, intellectual property,
legal and acquisitionstaff have developed tlteenclosed proposed contract language and proposed
Guidelines for greater rights determinations, publication rights and royalties.

It is proposed to include the language ill Attlll:bment 1 as an Advance Understanding in ARTICLE
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Mr. Pherson, Ms. Moreland, MI'. D~wine and Ms. Goddard· l'age 2

B.4. of your contracts. Attachment 1, is the proposed Guidelines for Greater Rights Determinations,
Publication Rights andRoyalties, Please review the materials and provide any written questions or
comments by October 17, 1997. Please call me or send an e-mail message if you have any
questions.

Sincerely,

arolyn . wift
Contracting Officer
Treatment Contracts Section
Research Contracts Branch
National Cancer !llStitute

Attaclu:oents: 1· Proposed Advance Understanding for Contracts
2 - Proposed Guidelines for Greater Rights Determinations, Publication Right,;

andRoya.lties

cc: Mark Cushman, Ph.D.
Purdue University

David C. Baker, Ph.D.
The University of Tennessee

Gunda I. Georg, Ph.D.
The University of Kansas

Leon H. Zalkow, Ph,D.
Georgia Institute of Technology

r ..... "''' ....r, ........... _ r"" I·' T
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Proposed Advance Understanding (ft...RTICLE BA.) Concerning
Greater Rights Determinations; Publications Rights and.Royalties

The contractor is encouraged to request greater rights in inventions it makes under this contract and
such rights will be.granted to the extent it does not impair Ncrs ability to; (1) obtain proprietary
compositions and processes from third party providers for evaluation under the contract: and (2)
develop congener/prodrug compositions to the point of commercialization.

Unless a third party provider objects, the contractorwill be given the name of the provider and an
opportunity to negotiate an appropriate disposition of right, in any inventions the contractor may
roue related to the provider's compositions or processes.

In the case of inventions relating to ccmpositions not proprietary to a third party provider. requests
for greater rights will be gran1;,;:L! except to the extent that tae invention relates to NCrs mission in
the development of ccngeners/prodrugs. Nonetheless, Ncr lllB.y grant greater rights where the
inventionrelates to NCr's mlsslon if the contractor submits 2. development and commercialization
plan which is approved by NeL

Ncr encourages publicanon elf scientific papers describing research results. However. in certain
limited situations (e.g., in the case of proprietary compounds) where. the data are related to a
provider's proprietary compositionor process or will be part of a patent application or will be
necessary for regulatory filing, the contractorshall obtain approval of the NCr Project Officer and
Contracting Officer prior to publishing the data. Publication will normally not be delayed more than
90 days except for data needed for a regulatory filing or data related to a provider's proprietary
compositionor process.

Attaclunent 1
Page 1 oCl
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Proposed Guidelines for Greater Rights Determinations,
Publications Rights and Royalties

l LEAD COMPQUND IS .fBQPRTETABY TO PROVIDER

A. pre-negotjatjoo pi li"~D5e between Cpnttlletpr and Proyjder

1. NCr identifies Contractor for compound

2, NCr contacts Provider, to determine ifProvider will enter into negotiations with
Contractor, :0 license Contractor intellectual property rights in advance

3. IfProvider agrees, II 30 day negotiation period begins

4. At tile Q)1d of the negotiation period:

a. If there is agreement between Provider and Contractor, NCI will submit
the compound to the Contractor for congener/pro-drug development, with
greater rights to be granted to the Contractor upon request at the time of
invention.

b. If there is no agreement between Provider and Contractor, NCr will
submit the compound to the Contractor for ccagener/pro-drug
development, with no commitment wi.tb regard to the granting of greater
rights to the Contractor upon request <Vi the time of invention.

B. Re~uests for greater ril:bts at tbe time ofjnyeotiQn

L If a license has beenpre-negotiated with the Provider, greater rights will be
granted to the Contractor upon request.

2" Ifa license has not been pre-negotiated v,~th the Provider, greater rights generally
will not be granted to Contractor upon request.

a. The Government may require the Contractor to assign rights to the
Provider or to the Government

b. Greater rights may be granted to the Contractor, with the requirement that
the Contractor license exclusively to the Provider or to the Government,
with a Government right to sublicense

Attachment :1­

Pa~e 1 of7
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I. Disclosure will be delayed up to 90 days by allparties, to enable the filing of
patent applications.

2, FiliJ:lg

a. Contractor shall have first option to prepare and file patent applications on
whichContractor employees are soleor joint inventors

b. IfContractor elects not to file, licensee/Provider (in the case of greater
tights granted to Contractor and licensed to Provider) or NCI (in the case
of rights retained by NCr) shall have the right to tile

3. Expenses

a. If Contractor files, filing casts will he borne by tite Contractor

b. l11icenseeiProvider Jiles, filing costs will be allocated according to
Contractor/Provider agreemeer

c. l1NCr files, Jiling costs may be recovered in share of royalties

4. Patent prosecution

a. If Contractor files, and invention advance to Provider,
authorities willbe determined by Cum:tilctorfE'rovider agreement

b. If Contractor files while Ncr retains
an associate power of attorney

under the DEC, NCI shallhave

D. Publh;a1jQp rights

I, Non-regulatory data

a. NCI will have a minimum of30 days (and up to 90 in the case of those
disclosures related to a patent application filing) to review all proposed
publications, to ensure, in consultation with Provider, that no data
necessary to a future regulatory filing is disclosed

b. Non-regulatory data constituting a disclosure shall be delayed until patent
filing

Z. Regulatory data shall not be published without the approval ofthe Provider

Attachment 1
Pale 2 of1
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E, &lyallies'

L Sole Contractor inventions

TEL:13174941360 P. OOi

a, For those inventions licensed directly to Provider by Contractor, royalties
will flow to Contractor

b. For thoge inventions licensed by Ncr to Provider, royaltieswill be shared
based on relative contributions to invention, and to administration of the
patent application a.o.d license

2, Joint Contractor/Nf'I inventions

a, For those inventions licensed directly to Provider by Contractor, royalties
will be shared based on relative contributions to invention

b. Fer those inventions licensed by NC'I to Provider, royalties will be shared
based on relative contributions to invention, and to adtninistration of'the
patent application and license

n. LEAD COMPOUND IS NOT PROPRIETARY TO A FR01'IDER, BUT IS WITHIN
THE MISSION OF TIlE NCI

A. Re>t\ltsts fol' greater rigbU at the tim~ of ioyentL(lrt

i. Requestsfor greater rights to aspects mVc'nL)()D5tl1at are Dot related to the
mission of the NCIwill generally be granted

2. Requests for greater rights to aspects of that are related to the mission
of the NCI (that ate under continued develcpmene by the NCI) willgenerally not
be granted

B. Requests for greater rights .dyne,!; CQatiniJ.!'ll£Y'ik.:mJ.s:nt,pf a coogenl<dpro-drug by NC!
will Gnerolly POt be grant~d lln!es~:

1, the Contractor submits a develcpment plan which is approved by the NCI for the
continued development of the congener/pro-drug

2. the Contractor enters into a licensing agreement, approved by the NCr, with a
third party for the continued development of the congener/pro-drug

C. Re~ests fqr greater rights when NeT discontinues jt$ development ora cpngener/pro­
dOle' wiU @nerally be zrant~d

Attuhment 2
Page 3 of7
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D, Patent filing·

TEL131i4941360 P, 008

1, Disclosures willbe d.eiayed up to 90
patent applications

by all parties, to enable the filing of

a. Contractor will have the first option to prepare and file patent applications
on which Contractor employees are sale or joint inventors

b. If Contractor elects llot to file, NCr shall have the right to file

3. Expenses

a. If Contractor files, filing costswill be borne by the Contractor

b. NCr files, filing costs may 1:m roc£wen,d io share of royalties

4. IfCOiJ,t!:'Kl:or elects to tilewhile NCr "w"":"'rights under the PEC, NCI shall
have all associate power of artoraey t::;) proseeution

1. The publication of non-mission-related
application filing

delayed u.uti! patent

2. Mission-related data

a. NCI shall have a minimum of 30 up to 90 days) to review all
proposed publications, to ensure (hili no d?S.a necessary to a future
regulatory filing is disclosed

b. Non-regulatory data constituting 8. di".losure shall be delayed untilpatent
application filing

c. Regulatory data shall not be published without the approval of the NCI, or
the third party licensee (ifan)')

F. RQyalties*

1. Sole Contractor inventions

a. For those inventions licensed directly to third party by Contractor,
royalties will flow to Contractor

Attachment Z
Page 4 0{7
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b. For those inventions licensed r,iCl to third party, royalties will be
shared based on relative to invention, and to adminlsrration
of the patenc application ;tIle license

2, Joint Cont.ril-ctoriNeT inventions

a. For those inveaticns licensed directly to third party by Contractor,
royaltiGs will be shared based on relative contributions to invention

b. For thng", inventions licensed by NCI to third patty, royalties will be
shared based on relative conrriburicns to invention, and to administration
of the patent application and l.k.:nse

*N.B. Interirlstitutioo.al agre"ITD(,nt, (tbrougb the h'TI:I Office Technology Transfer) may be necessary
to aecoltlplish ""op'''1'3;i','ll. P?,tf~nt fili.:J.g and proser:utiCE. 'lV;:.'.1."".;~. :\Dd sharing ofroyalties.

Attachment Z
PageS of7
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