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ANALYSis:

The'1991 Amendments to the: Advll!Iced Technology Program (ATP) (I'L 102-:~45)

added'a F:to".idon tQ tile enabling legislation for the ATP (tile U.S, Trade and

Compe1ith;eness .Act of1988. PL. 100·418)requiring title to pateuta],li;l invenrlonsto be
heidi by coinPames incorporated in the United StlUe$. Thf; iIW!mt (If this provision waSto

etlslll'ew~ pa,Umted leChnology developed under the Program would not come I1\l.der the

cOlllfOl of foreign corporations. TheAltlendment was silent 011 the disposition of parent

title Ior uaiversiries and DQIlptofit organizations which. under the original enabling
,statute" were entitled to~ patf:nt title as provided. by lam I1Dd :regulations applicable

to Feder;ll AsSistAnce Programs, namely, Publli: Law 96·517, the Presidential

Meml}~mon Government Pllient PolicyDared February 18,1983, Public Law 98­
620.37 aIR 40land DOC regulttionsgoverning patents.

Recopizing !he ovel'll.ll interest of Congreas in egrablishing the ATP as a program 1.0

foster rapid commercialisation of advllncedteclInology witburinilllal go...e~t

intrusion. ~is ameodmentwill c1arifya !rellta)eIJ,t of inreUecmalpropeny developed by

1llliversltie~ and tll;~l1ptOfit independent·=earch orllaml;&tiWtli· authorized to participate

under the.J?rogrl1JJ3, which is consistentwitb Consressioll-alpm~V¢ that the goals .of

. the ATP F,')graIn will r:nore likely be achieved by industrial participants receiving a

prefe~ce for commercial rights to intellectual property developed by nonprofh

participants, Whllethis amendmentrnainlllins statutory consistency with other federally

fundedprdgram.bYiclarlfylngthe llPplicability of PublicLaw 96--~17 (Bayh,Do~)COT

.. in"entiQIls. byuniWl'$ities and nonprofit independent researehorganizations, it alsc

recClgn1zcs 'aprimaryCo~iolllil intereSt in facilitadng effeclive camrreerciali:r:llion by

.,,> ·oneiJtiUUik ii.tdustt:laleomp~panwiparing )Jllderthe Program,

;

I
i
i
I
i
i
I
I
I
I,

i
I
i

,
i

i
I,

I
I

I

I



03-29-1995 02:51PM NTTC - TRAIN. & ECON. DEV 304 243 2129 P.05

UNIVERSITIES, PATENT RIGHTS,
ANDTHE ADVANCED TECBNOLOOY PROGRAM

.In 1980, Congress enacted Public Law %-517. the B~h-Dole Act. This legiS1atio~'l!
permitted nOllplont institutions, including univel:rines, to :relaln title to patentable inventions
dllveloped in whole or in part with fi'llarlcial support from the Federal government. The
Iegisllltioll 'oY3S designed to pennit these inventions to be licensed dUa:tly by the inventic.g
organi:i:aticmtO the industrial sector in anticipation of more quickly introducing new products
andnew JODs into the national economy. Prier to 1980,me govemmem retained rights to any
intel1el;~ pm;per1Y ari~g from fe.deral.ly funded ~$ea[l:;'l .andJ?rov~ at best, geDe~y .
xumeX~blS1ve licenses to industrY. As a result. the nmovanve discovedes of the acadennc.
co~ Simply ~1It on lite shelf.. By 1978,the Federal government owned 28,000patents
aad only' 5% had. ever been licensed m industry. 'l'b_ was just no incentive for private::
industry 10 invest in these DeW patented tecluloJogical discover'.es. . .

ThI,\<T:!ayh·Dole Act bas been tremendously successful in changing thar picture. It
pn:Ivided the.i.lIcentive for creative minds within the univcmty community to bridge me gap
betweerJ academia and industry. Inventors were encouraged to st/lY involved during the.

·crucial early Stages of the lrllDsftl1'lnadon process from innovation to useful prodnct-.
Thousands of new produetl: have been palellted, licensed and commcrciali;c;ed under Its
Provision.s,~ b1' the success of Bayh-Dole. COngress in 1986 passed the Federal.
TechnologyTransfi:r Act (Public Law No. 99.5(2) to promptfederallabcoar.aries to enter into
cooperative reseezch~ts with private industry and to prolIlOte commercial development
Qf the laboratories' te>;hnology through licensing. Funner, in 1988, Congress moved to
e.ncouragf> greater indllsuypll1:ticiJ?i1tion by eSl)lblishing rhe Advanced Technology l'rQg=u
(UA1P") (Public Law No. 100(418). The AdvWl'>'ld Tedlllology P!opmprovided.for direct
federal aU:istante to businesses (;Jr joint ventures (comprised of collaboralil:lg businesses.

·Wliwrsitie!!llndindependent research orgv.pi~tions) to develop new and proDtising
technologies for >:ommercial use. During the last decade. C~ss has involved the Federal
l:ovemment, universities, independent research organizations. federa; laboratOries.and
mdusttyin.a common effort to dl:velop new technology in order to bolsrer the position of tile .
United Stale, in the world economy, The tbrust throughout 'thi$ period has been to ptOVide
i~tiVes for cooperanon amongall at those illstitutions capableofmaking a COI'Itribllrion.

111.•. 1991, Congress amended the Advanced Technology Program by passing the
American P.n:emin~ce Act (Public Law 101-2(5). A major focus of the 1991 amendments .
wssttJ limit the benefits any :foreign entity aruld receive under the Ptogram. In SO doing.
Congms$ utifu:ed the word uCOIDJ?any" and among other !hin.gs stated that "title to ilIlY
intel.leciual property (patents] msing from assistanceprovi(led In this section shall vest in a
companY or eDnlpallies incorpomtllQ..in tlle UnitedStates," 15 U.S.C. §278n(d)(11) (Law, (0­
op,Supp.'1993). In interpreting the _dments, NIST has taken the position that the.word

•• "company" means a ufor-pluot" business lllld thereby bas prombited uooprofit institutions
·participatitlg in subsequent ATP projects from holdiog title to their own invenlions. While
:recogn~ thar the ATP is aimed at industry-led. projects, notIrlng in the ATP legislative .

.. ,hiswrySlIggest!1 dlal Congressintended to deviate from Bayh·Dole and deprive universities
.. aoo Dtherncinprofit :research or8l\lli~tions from· the right ro ;rewll ownership of their

iIUellectualproperty. There is only the single use of the wcrd "company" in rel.a.tion to pa'bmt
oWneclhip.seizedupon. by NlST.

Mconding to Webster's,the term "company" IS not restricted to for-profit.
~tWn5; On thecontr.l.Ty, a company is defined as a "group associated for some •

> purpose." •Webster's New World Dictionary 283 (3"} eli 1988). Clearly. universities which
>.2re duly in¢l»iloratBdand registerlX1 to do buslDes~ as corporations are "companies." Jusus
. .d~ly. an inle:ptetation that wogld include private incOlpOl'llted universities. but exclu~ .




