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o "ANALYSIS.

o The 1991 Amenﬂmems 10 the Advnncsd Technulogv Program (ﬁm:; (PL 102-’}45)
- K addzd 3 pzmqemn tea the ‘enzbling legislation for the ATP {the U.S, Trade and
G (_:qmpeuw(eness Actof 1983_1’1,_ 100-418) requiring tide to pateniable iaventions to be ™ -
7 neidiby mmpm incorperated fn the United Siates. The intent of this provision wisto .
. cnsurc that patented wehnology developed undex the Program wonld aot come vodét the
© " control of fc:re:gn corporations. The Amendment was silent on the dlspusmon of patent
U dtle for ‘universities and nonprofit orgamzauons ‘which, under the originel enabling
o | staume, wm entitled 1o mtam pamm dtle as prevxdcd hy laws and mgulanans applicable '_ A
to Federal Asmmnca }"‘rﬂgz'ams, ‘namely, Public Law $6-517, the Presideniial i
SRR Mcmnrandnm on Goverament Patent Policy Dared February 18 ma Pubhc Law 98— SO
L 3'520, 37 CZFR 401 and DOC mgnmuens gmrarmng par.ems. . - =

| ..:'_'Rec:agnizing the uvam]l fmierest ﬁf Cangress in astabnshing the ATP as a program tc
L fastm' rapmd commercialization of advanced technology ‘with minimal government
- intrusion, this amendment will clarify a trestmsnt of inwellectual property developed by

RN umvars;tms and um:pmﬁt indep&ndent research, organizations suthorized to participate . - B

; unde;r the Fmgmm which is Consistent with Cnngressmnﬁl pempecuve tha: the goals of

e r.he ATP pcmgram wili mom hkely be achieved by mchzstna.l parncipams rcce,wing a'-_ o |

_.: l-?mefemmcm for commerclal Tights 10 Inteliecteal property developsd by nonprofit T
e R 'pamcmam&._ Wlu!a this ameadment maintRing stamtory sousistency with other federally |
*’unrleﬂ pmgrams oy alaxifymg the spplicability of Public Law 96-517 (Ba.yh—mk:) for-

T i:‘m:ogmzcs & primary Can.g,mssma} interest in famhtanng effective a:mnmarc:ahzanon by :
' -"ﬂaneexm‘:mﬁnstﬂalcnmpmpm:pmng undaxﬂlchgam. e

- inventions made by universities and nonprofit mdepﬁndm’c research organizations, takke |
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__ UNIVERSITIES, PATENT RIGHTS,
AND THE ADVANCED TECHNOLOGY PROGRAM

-In 1980, Congress enacted Public Lew 96-517, the Bayh-Dole Act. This legistatiare.
pernrtied aonprofit institutons, incloding eniversities, to retain trle to patentable inventions ¢
b developed i whole or in part with fnancial support from the Federal government, The |
- legiskavion was designed ro permyit these inventions to be licensed dircctly by the inventing.
- orgameadon ity the indusirial sector in anticiparion of more guickdy inwduneing new produsts’
L7 and now jobs into the aational economy. Prior to 1980, the governtment retained rights wo any: |
i imellectal property arising from federally funded research and provided, at best, geperally - - -
T nonexelusive Heenses to industry. - AS a resolt, the innovative discoveries of the academic, &
.- comtmimnity steply sat on the shelf. By 1978, the Federal government owned 28,000 patents: < =
v+ and only: 5% had ever been licensed m industry. There was just no incentive for private -~ 1
"4 industry o invest in these new patested wohnological discoverdes. . : o

S The Bayh-Dole Act has been tremendously succsssfiel in changing that picrure. It 7
' provided the incentive for oreative minds within the university community 1o bridge the gap 1
 “between academia and ingustry. Inventors were encouraged to stay iuvolved during the - 00 .
‘crucial carly stapes of the wransfarmadon process from inrovaton to wseful papdoct. -0 - L
7 Thousands of new products have been patented, licensed and commercialized under s - 0
S g_mwsmns Encouraged by the suecess of Bayk-Dole, Congress in 1988 passed the Federal. ¢ 0
- . Technology Transfer Act (Public Law Ne. 95-5012) o prompt federal laboratories toenterinte. - 00
U pooperative research profects with privaie industry and to promate commercial development . 7 - -
- of the laboratories’ wchnology through biccasing. - Further, in 1988, Coagress moved w0 . &
o encoursge sreater industry participation by esemblishing the Advanced Technology Program - -
o U("ATP") (Public Law No. 100-418), The Advanced Technology Program provided for direct -
o federal assistance to businesses or joint venmres {comprised of collaborating businesses, . -
- pniversities and independent wesearch orgamizations) te develop mew and promising. o0 -
" technologies for coremercial use. During the last decade, Congress has invelved the Federal -
- governioent, universites, isdependent research otganizations, federal laborawriey and. ) -
- mdnsiry in a common effort 1o develop new technology in order 1 bolsier the positiop of the - ¢ 1
o, United -States in the world economy, The threst throughout this period has been toprovide . -
- ingentives Tor cooperation amoeng all of those iastitutions capable of making a contibution. . .-~

o In 1991, Congress amendsd the Advanced Techrology Program by passing the - o1 -
o American Preemdnence Act (Public Law 102-245). & major foces of ge 1591 amengmenty oo
- weas to Hipit the benefits any foreign entity could receive under the Program. In so doing, 7
e Copgress utilized she wond “company” and among other things stated that "dtle toany 0
o melleetaal property {patents] arising from assistance provided in this seedom shaBl vestina 0 oo o0y
Lo COmpany Or companies incorporated i the United States,” 15 U.S.C. §278n(d)11) (Law. Co- -«
Coap. Supp.1993), In interpreting the smendrents, NIST has waken the position thay the word 51
£ "company” means 2 “for-profit’ business and thexchy hag prohibited nouprofit instimtions . -
-, participating in subsequent ATP projects from holding fitle to thelr own invendons. While - .. o
-recognizing that the ATP is aited at industry-led projects, nothing ia the ATP Iegisladve. 0~
- . history suggeses that Congress Intended to deviate from Bayh-Dole and deprive universities. - 0 7
¢ and ‘other-nonprofit research ofganizations from the right ro retain ownership of their. o0 0 00
s inrelectual property. . Theére is only the single use of the word "compeny” inrelation o patent i
o ownership, seized upon by NIST. - R S e e

-~ -Acconding to Webster's, the term "company” 18 not testricted to for-profitr. . ;o oo
-Orgapizations;  On the coatrary, z company is defined as 3 "“group associated for some = .
‘purpose.” Webster's New World Dictionary 283 (3nd ed. 1988). Clesrly, universities which .

-are duly meorporated and registored to do busioesy ax corporatons are “comypanies.” Justas - NN
‘tlearly, an inlerpretation that weould include private incorporated umiversites, butexelude - 0






