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2 tives of the Unitad States of Amerios é5 Congress assembled,

- Aprh 17, 1998
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(PRAFT TEXT]
. Arxem 17, 1585

o HLR.

IN THE HOUSE OF EEFRESENTATIVES

Mon. MORRYLA totrotosed e Sllowing Bl wiith wes refiored to the
Comandtien m '

A BILL
of 1980 with respest 6 mventiamy made qoder coopera-
1 Reit enactead by the Senade end Howse of Represento-

"3 SECTION 1. SORT TTILE.
4 This Act may be cited as the “Techaviogy Transfer

5 Tmypeovemsnts Act of 19957
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2 'The Congrem finds the following:

3 {1)Brin=:'ngteehnalogymdindns&ialm

4  tios to the murketplsce is conteal io the economiv,

5 wmmdm%bﬁnguf&epmphof

6  the United States, | o

7 (2) The Foderal Guvsroment esm help United
§  Stetes business to speed the developmmens of mow
9 products and processes by entaring Inte cooperative
10 resesrch andy development sgreements wiiel make

11 availahls the assistance of Federal Iaburstoriss v

12 the private kactor, but the oopmercialization of seck-

13.  nology and fudstisl inoovetior i the United

14 Btates depends wpon actiong Yy tusiness.

15 {3) The commercialivation of technology sud in-

16 . dosizisl innovation in the United Siates will be en-
17 banced if compenies, in retnen far reasonsiie cen-
18 pemsation to the Federal Governteent, can more eas
1 19 ily cbiain exlosive leenses to nvetions whidy ey - i
2 menmesemvnm |

Apr 18, T
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§EC. 3 TETLE %0 INTRLLECTUAL FROPERTY ARIEING

FROME CODPERATIVE RESEARCH AND DEVEL-
| OPMENT AGHEEMENTS, .

' Subeection (b) of sestion 12 of the Stovensm- Wedler
Tectmolagy Inuovation Aot of 1980 (15 U.8.0, 3710a(b})
i amendad 10 read &g follows:
 “{b) ENUMBRATRD AUTHORITL—1) Under an
sroament entersd into purensnt to subsection (£)(1), the
labmﬂmmaym.uragrmh'mhm,m
& collabarating parqvpa;;m beenges or assignments, or
aptions thereto, in any imvention made in whale or in part
by & lsboratory employes nnder the agreement, for reason-
abis compensetion when appﬂﬁp.'iatem The laboratory shall
@smre that the collaborating party has the option to
@mm@uﬁwﬁmﬁr&ﬁdﬂﬁmﬁmmﬂh
fnvention mnder the sgremwant or, if there i3 more than
one epllabrating party, that the collaborating parties are
otfieced the option to hold Beensing rights that coflestively
sacompass the dehts that would be held wndar such 2u
pxchusive license by one party. Tn consideration for the
Governmeant’s eontribution under the agreement, granis
vndor this paragraph chall be subject ta the following -
| “(4) A vonesclusive, montransferable, irves-

ocalle, paid-up livenze R the eolliboraiing party

o the laboratory to practies the invention ar hsve
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1 the invention prastioed throughout the worid by or
2 onbevslt of the Government. In the exereise of such
3 Toouss, the Government shall not publioly disclose’
4 m&aeemﬂawmemalarﬁnanﬂmlmfamm
5 mhmwmﬁdmmﬁmwmngf”*“
¢ of yection GB2()(4) of title 5, United Statas Clode,
T arwﬁdawnldheeunsidmaumﬂhifithadhm)
3 btamed from & non-Tedaral party. '
9 (B} T a laborstory awsiges title or grants an
10 mduﬁwfewtﬂsnﬂhmmm.m(}om-
11 meot shall retain the righte— .
12 “() to require the collsborating pm-sy_ﬁu
13 grart & 6 responsibie applieant & nonexolnsive,
14 pactially extlusive, o7 exchuive Newnge ta use
' 15 the fnvention in the applicsnt'y Tessod K81 of
16 188, o terms that we resronsbls nnder the oix
37 enmskances; or
18 ) o the ecleborating party fals to
19 grent guch 3 limanwe bo grant the Beerss feelf
20 “{C} The Goveramans sioll exercise ita right re-
21 teined under subparagrsph (B) only i the Govern-
3 %(i) the antion b noGSSATY tO 8¢t hoakh
2% - or safety roeds that mre not reasunably satisfied
25 |

ApA Y, s
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1 “(ﬁ&_t.he sotion i pecessary fo maet re-
2 c;uiramqur puhﬁemmeeiﬁndbyi'm
3 regmlations, and such requirements are not res-
4 mahly_sa‘ﬁsﬁedbythe eollabarating party; or
> “{ui} the eolaborafing party has failed to
& mhﬁmammmwmmom
7 . descrthed in subsection (e){£)(B).
B #{2] Under an’sgreement entered into puranent 4o
9 subsection (a){1), the collaborating party shall have the
10 awion to retain title to ey invention made solsly by an
11 employee of the collabarating party: .
12 3} Under gn agreement entered inte purtwent to
13 sabsection (2)({1), a laboratery may—
14 ~ “(A) acoept, refain, snd wee fonde, perscmnel,
i5 sorvices, amd property from a edlaborating party
16 and provide persomnel, sarvices, and properiy to a
17 eollabarating party;
18 *“(B) use fands mecsived from a collsborating
14 porty In acesrdanse with schpamagraph (A) ko hire
20 persoonel to carry out the agrevment who will not he
21 subject o full-time-aquivalent restrivkions of the
_» (1) to fhe extent consistent with any applics-
24 ble agency requirements or standerds of eondnt,
23

Apr 1%, 1959

permit an employee or former employee of the lab-
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oratoty to partidipete In gn effort to commerciskze
an imvention made by the emploves or former eng-

.plnyeewhﬂeintheamploymm or service of the
Government. « |

“(i]Amﬂnbommmxnmmlmmzem ,

mmvmnmademdermammmtemﬂmww-
snant to subeection (2)(1) shall bave the right of exnfores-
ment ander chapter 99 of title 38, nited Statas Code.
“(8) A Government-owned, contrachor-opsrated lab-
oratory tbat entesw into & cooperative research and devel-
opment agrewnent pursnant to subsection (8)(1) may nse
webhga&emynlhaurutharmmemgwthehh-
m;ymdm'mehammnththnspeettnanymm
fion only—
(A} for payments to mnsbors;
“(B} for a porposes deseribed in clmm (),
(m}. and {iv) of saction 14{a)}{1)(B); and
“() fix seisntific regjearch a_nd development
sicas o chjective of the Inbaretory.”.
SEC, 4 DISTRIBITION OF INCOME FROM INTELLECTUAL
| PROPEETY RECEIVED BY FEDERAL LARORA.
TORTES.

Heotion 14 of the Stevanson-Wydler Technalogy Inno-

vation Agt of 1980 (15 U 5.C. 2710e) B axnended—
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1 {1) by amending swbesction (2)(1) to resd as
4 Tollows:

3 *(1) Extept as provided in paragraghs (2) end
4 (4), any royslties or other payments received by &
5 Foderal agency from the litensing sad smsignment of
6  imventions under sgreements entared ino by Federal
7 . laboratories under secticn 12, and from the liemsing
§  of inveotions of Govenent-operated lghorataries
9 under seotion 207 of title 35, United States Code,
10 or under suy other provision of law, shall be re.
__]'1 hine&bjtheagmeywhaselﬁbomtmypm&m&the
12 invention and shall he dizpossd of as follows: |
13 “{&)(7) The head of the agenay or lebora-
14 tory, or such idividuals designee, shall pay
15 ench year the first $2,000, and thereafter at
16 east 16 pament, of the royalties or other psy-
17 mets o the nventor or eolventors, |
18 “(i) An egenty or lahoratory may provide
19 sppropriate incentives, from royalties or othar
20 peyments, to employees of a laboratory whe
Y omiribnite substantially to the techuical devel.
2  opment of hoensed or assigned imventigos be-
23 tween the time that the intellestns) property

vighls t0 sack mventions sm legslly asmerbed
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1 agd the time of the Hemsing or nzsigning of the
2 imventjons.
3 “(5if) The agency or labaratory shall retain
4 the royalties and other payments received from
3 an imention ontil the agemsy or lebaratery
6 makes payments to swployess of & laborstary
7 under clausa (i) ox ().
3 “(B) The balsuoe of the royalties or other
5 payments shall be transferred by the agenoy o
10 ity labesatories, with the majority shere of the
11 royaltiea or other payments from sny invention
12 going to the laboratory where the fnvention oo
13 curred. The royslties or other payments so
14 transhared 44 any laboraizry may be used o
) 15 | chiigated by thet laboratary duwring the Beosl
1% yexr in which they ave rereived yr during the
17 susceeding Sseal year—
18 4“5} to reward sciemtifie, engiveering,
3 and tochmiesl employoes of the Iaborstory,
mwluding developers ¢f sencittve or classi
21 fiad tackmology, regardless of whether the
o . tashology bas commerciel apphieations;
23 ‘ “(1) to forther sHentifie exdhange
% . wmong the lsbormtorias of the sgeney;
m11_.1m
[
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| sumeedmgtheﬁmaiywmwhichthemyﬂna

mdntherpaymntsmmm&ahaﬂbemd

into the T:muj‘. s

(2 in mhsm (a){2)
{a) wm“wmm" after
“royaltiss’; and
®) by mrmg “for. tha purposes dearribed

in clanses (i) threagh {iv) of peragragh (1)B)
' during thet fiseal year or the specvediog Sseal

- year’ wal inverting i Jew thereo! “nnder para-
. graph {1XB)"; B

{3) in yubsection (a){4)—

{4) by striking “inoome™ each place it ap-

;pears and inserting in liew thersof “‘payments”;

' {B) by stiking “the payment of ruyalties

_;wiuvmw'a”inthgﬁmtmethamufaad

imzerting in lew thareof “pnyments {0 inveg.
kors”’;
() by stz “clanse (i) of paragrepk

{(B) and imserting ia lew thersof “elsuse

(i¥) of paragragh (1}{B)"; |
(D) by striking “puyment of the royalties,”

' jn the second sentense thereot and fosecting in

- liou threof “offsetiing the paymeuts to nven-
tum,“,anﬂ
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“(iii) for education and training of
employees consitent with the resesroh and
dovolopment. missions and chjectives of the
ageecy or laborntary, and for other etivi
the: that; inerease the potential for transfer
of the techntlogy of the laborateries of the
agency; |
 “(Giy} for paymen} of expenses inciden.
ta] to the administration snd licensing of
intellectual groperty by the agenay or lab-
oratory with respect to inventioms made ab
thntiahmmy Mnﬁmgtbefeworother
cogte for the sarvicey of other agenvies
persons, F Organizeiions for intellsetnal
ioes; or
“(yy for eentific resenrch and devel-
 development missions sud chjectives of the

Isboratery.

“HC) All rovalties o other pagments re-
taized by the agency or lahoretory after pay-
meniz hzve been made pnrsuant to subpers-
graphs (A} and (B) that is unobligated and wo
expended ot the end of the mecond fizesl year
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1 |
(&) by siciling “csoses (i} through ()
of’; and |
{4) by smending pavegraph (1} of subsestion
(b} to resd asfollows:

‘?(1)119-3. contractor, grautes, urpa:ﬁeipmi, ar
an, empiyve of 2 coatractar, grantes, or pATHEipaD,
in sn agreement or.gm_mngement with the

sﬂc.s.mwmms;- |
10 Besttion. 15(8) of the Stevenson-Wydler Teva'hﬁology |

O OB i B W D W M e

11 Tpovetion Act of 1980 (15 T.8.C. 3710d(s)) is smemd-
12 ed— | | |

13 {31} by striking “the right of owaership to an o
14 vention ynder this Act” snd inserting m lien thersof

15 “Gwneﬂbipofarﬂae.ﬁghtﬂfﬁmrsmp'mem-

16 tion made by & Peleral emplaye™ and

17 {2) by mserting “obtain or” after “the Govern-
18 wient, to”- |

19 &RC 6. AMENDMENT TO RAYE-DOLE ACT:

20 Suction 310(s) of title 85, United States Code, is

21 smended by siriking ¥, as amended by the Federel Tech-

AN 17, 1ae

22 uology Tranafer Act of 1986,".
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ﬁma: OF VHE ¥UOVLSIONS OF THE FTRCRNOLOGY TRANSFER
IRYBOVEWENTS ACT OF 1993

PP P -]

. The Mt ndu the Federal !Imﬂl Prapsfer Act of 1966 qivq,nq

- .asmungei 9 7.5, industry that suffivient rights to intellsctval
o

- gection 3!{&! . GUATIDLeSH an * {ndustrial hariiur te a jolat

- tHat bot

proparty rewglting frox coliadborative agreements with Jfederal
laborater will bo grented'to justify prompt commercializatian gf
swsulting | discoveries. The bill alsy provices impoxtant Aew
insaptives £o federal labarptory parzonhel to partner with industry
ar a time that botd nasd to work cloaar together for their mutuel
bwnafit. Fioslly, the bill prw:.ﬂu several slacifying Aendments
te strengthed the cuprent lew

ﬁm‘-
E.

mparat&.vp TaRRArch and hvnlmant agresasnt (CRADA! t2s gptian
o nﬂlict nitbery ag qxtlusive or nou-excluzive ilicense to the
ramm.ing 1muntibn. This cption provides cwnded #loxibiiity ao

one-to—Hoe s@webanty atd coRsortis gan prucesd rapidly

wmder tha Aot. In the Cuge of conmoriiz. sICluBivALy TO DRm PArtuer

Ny not appropriate,. 30 other licenying scensries are provided

T tE mave tecknology into commesciniisatien., Zhe Important

favtur iz khat mny_ selecty which sption pakes the moet gonge

e ﬂ:e 'c:m

Seation- :icgu:u-:m roiterates Govarnment’s zight to uae the
invention For ltw 1witiﬂh needs, LUl stresses the obligation to
Trotect 2 pﬁ c Stzelosugys any infomtim ¢lasgifisd wo»

or oonfidential upder szemptien 4 of ths ¥reedor oF

" Informatd a.cf.. Mix iz pot au upreasotabis uprden on the

iz an lsportant assgurence to induestry that thairx

Livestog . .ln Thy CRADA wiill be protected.

Svotion. 38b}{1)(E) pruvines vhsh the lahz‘-ltnr:r sANigne owvnership
or an sxelusive licepsw to The induntry DartpeYr thabk licensas to
othors wdy ba rageized if nosded to satisfy public hemlth, safZety,
regulatery. ur the failive to panufactuce resultiog tutehmlwin in
the ¥.3. "This parallels similar provisions in thd Bayh-Nols At
vovering univeraitier 3nd won-profit orgapizations. Thies Zsaures
the :&ublﬁc ‘that their iﬁtw“ta in the RAD are iho bBainy
cozaidered.

Soction ° ‘acbuaua: slarifien currest law  defining  what
contyideztic: ©as -lakoratorigs osn R3ake In a CRADGA. The wnrds
"Eaziliti tmmnt. or otheZ vescurces” ars gubstituted for the

surTent "pmzl:tr yiving greater guidance $o the agencies ax

e car pake 0 L(he agTodmant. The languagse
dées ot Q. th:u curmnt prohivition on wwiﬂmv loﬂunl £
to CRADRH;
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£qction afhnz){n} clarifjes that agencles Ray USe rovaltlies to
_hire tTedporary persopfel to Assigt iz the CRADA ST wwlated .
pao;eagu??-;m‘nntly many fgeacies face a cayp of bringing o
additiozal personuel becwsowe of fedayzl downeiszing. 7Zhe curremt -
- lamgquaye Will not affect downsizing, but 2iléws the lzboraturies
. with suifigient royally funds to bring it nesdud temporary staff to
. wage partderships under vha Act successfui. 7Thin iz accomplivhagd
without: rdqeiring any additiopal public fuods. _

_ Section, Sib)'tz}ci simply restates the current proavision sllowing
i employess | and Scrmer laboratery emplovess to wark en tha
: cumpercizlisation of thelz imventieonz onder the Act.

gSection F(B){3] is B new provisien sllowing 1the industry _ s
collaboratinr to own ipventions made colaly by thalr onployess under o
3-CEADA. ! "fhis Goversment retains 2 governmantl-use licensw an
mentionad above This lo ansthhr laporfant gurrantes to industry
that evéry effort will bew mads 10 emcoth the way for yronpt
sommeyoialization of Tesulting invedbiods, and recdognizey that in
this clﬁ of inventleons the industyial paxtner haz npade a
significadt investment warranting owaerahip.

- S¢stion  A(k){4] enDhpararas how Jovelnsent-awneod, oontractor-
operated. laboratoriss sey use resulting royaliiss. A separite
section .£Or -Government-ownod ane opeTEted labuvrsteriss Iollaws.
This provisidn sukes Cheze policise mors corsistunt. Oohyrass bse
ssmp addrdssing this iseuw on @ pisce-mwal biziz (under Shoe Bayh-
Dole ACE,| the Peders)l Techuolugy Transter Act of 1585 and the
Technal Trannfer Compeltitivensss Acr of 1988},

fection ?'iirwm&s oy eriticicomy mude by the General Accounting

Q$five smd withessax in the beariug in the 183xd Comgress that
agencise gre aot suffigient)ly revarding laboratory peteonnsl.

.3
See td(x){1}(A){i} acw memdates that agwocies FUSE annually pay
ipvanrare @ least 15% of the firse §2,.400 in roYalties retevived by
the &g for the loventioos pade by the amployee. The section
alwe aYllogr for swwarding other lab persoonel invoived in the
project, pefmits sgesncies to pay for related adminictestive and
logal sosds, mnd pravides a aignificant nay incentive by allowing
i the labozatory 9 uee royalilier for related pwaearch ip the
:g laboratory. ' This lwm a very important igcembtive ab¢ a tims of .
' shrivking :fedesal RIP pudgets. The U.S. poblig alsc penefits
Deciuse the laboTatorias could perform addirionsl mixsion-velaged
RED withouyt Coat to the LaxpayeTx.

c¢tinn § porrects confusion that has arizen 1o some agencies that

iepdver: Chvirnnent takes ownership of an osployee's inveption that

iy canpot segquently walve ownership to inveniions that it does

aat inteny Lo pursuw. The CULrent amexdoent glarifles ehs origimal

. cﬁngnui 3 intent that righis o inventions adould be given te
exployess -

hen thw Bgency is not parsuing them.

Kl
[ —
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TOTAL F.15






