- Ly uas ow [P

NATIONAL TECHNOLOGY TRANSFER CENTER
TRAINING, MARKETING, & NEW PROGRAM DEVELOPMENT

Wheeling Jesuit University/ 316 Washington Ave.f Wheeling, WV 26003 _
Phone: (304) 2434400 Fax: (304) 2434389

. FACSIMILE
TRANSMISSION

Date: November 5, 1996 |
: EROWLY & HEIMARK
WASHINGTON, D.C. ]

To: | Norman ., Latker

Organization: Browdy and Neimark

" Telephone number: ___202.628-5197

Fax number: 202-737:3628.

:Total number of pages 2 (including this cover sheet)

Ongmal malled? | Yes XX  No

From. - Joe Allen '
Please call immediately if the telecopy you received is incomplete or illegible,

_'Telephone number: 304/243-4400 B . Fax number: 304/243-4389 .

Thank you..




TECHNOLOGY
TRRNSEER

Netws

Government employees lose some
foreign rights to their inventions

Inventipns made by governuent
employses may be patented ovarsaas
by the inventors themselves if the
govarnment agency opts not to do 5o
ander the 1986 Federal Technology
Transfer Act, But a new rule issuad
by the Department of Comuneree
would resirict that righr, Tequiring
instead thal agencies place condi-
tions on employse/invenlors sesking
o commercialize their ideas on the
foreign market.
© An interim final rule issuad by

-the Depariment’s Undersecratary for
Technology, Mary L. Goad,
removes u regulalion dealing with
the government’s foreign rights in
inventions made by government
employees. In its placs 13 a new rule
that requires agencies 1o place three
conditivns On INVaSNTors in cases
whers agencies don't wish 1o pursue
foraiga rights themseives. The regu-

JAution was isened Aug. 7 as an inter-

im final rule effective that dare, but

the office is soliciling comments on
_the proceeding and will consider

changes based on them. Amang
poings at ssoe is whether the depant-
ment has authority under the FTTA
to alter the empluyee/inventor rights
landscape.

Instcad of automarigally granming
foreign rights to govemment invén-
tions 1o their inventors if the agency
does not filz a patenl application, the
rule says employees niay request
rights in 4 specilic country begin-
ning eizht months after the govera-
ment has filed a U5, patent applica-
tion and only under certain condi-
tions;

= Thai a patent application be
filed in the U.S. and/or abroad, if the
zovernment hay determined that it
might need o practice the invention,

= That the invention not be
assigned to any foreign-owned or
controtled corporation witheut writ-
ten permission of the agency, and

= Thai any assignment or license
of rights to use or scll the invention
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Mary Good, Commerce Demrtmerxt
-Undersecretary far Technolegy

in the U.S. shall contain a require-
‘ment that any producls cmbuodying
the invention or produced through
the use of it be substantially manu-
factured in the U8,

The regulatory change, which
also bears the authorship of Bruce
Lehman, Commissionar of Patents
and Tradernarks, is Deing viewed us
a housekeeping exercise by

‘Rather than just turning
things over to the inventor
and saying, “good luck,”
there are some responsibili-
ties the inventor should be
willing to assume.’ |

Department of Commerce officials,
“This is regulatory cleanup.” says
Jolin Ravbitschek, patent counsel for
the Underszeretary. “We revised
tegulations dealing with dowestic -
righis several years ago and believe
that loreign righrs should conform
with them.” He says the government
used 10 view the Lwo dillTerently, but

© with the increased emphasis on tech-

nology wansfer, worldwide dghts

are now considered as importsnt as
domestic rights. .

Raubitschek says several changes
in the policy are likely 1o be made in
rﬂS[)tf)ﬂSE e comments from the

cpartiment of Energy and the
Institute of Eleciricy] und
Electronics Engingers, A new provi-
sion is Hikely 10 be added so govern-
ment inventors ¢an file provisional
patent applications, while the sceond
and third conditions concerning for-
elgn-owned corporations and (J.5.-
based manulaciuring may be
dropped. In deition, new language
concerning rights for CRADAS yay
also be addéd. he says.

Raubitschek believes the new
ruie is consistent with the NTTA,
which is silent on the issuce of condi-
tions, “We think this is un improve-
ment. Tt mezans that rather than just
tming things over to the inventor
and saying, ‘good luwk” there are
some responsibilites the inventor
should be willing to assume.”

Cne person who questions that

Jogic is Normran Latker, &

Washington, D.C., patent attorney
and former Capitol Hill staffer who
authored the FITA, “This is ¢iefi-
nitely not housekeeping. It's a radi-

_cel change in procedures relating o

inveniors,” he says. “Foreign and |
domestic rights have never been

-equal in the past, so why must they
be now?’

Latker, with the firm of Browdy
& MNermark, says the law was specil-
jczlly written to grant inventors for-
cign rights automatically if the
agency doesn't act within six
months, “Ataching rights that the
government dogs not want is cer
tainly not the intent of the scl” he
says. By adopting new conditions.

‘the department is removing incen- -

tives that encourage inventors w
create, he belisves, _
Anyone wighing to file comments
on the proceeding shonld contagy
fanhitschek at 202/482-3010. B




