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IN THE HOUSE OF REPRESENTATIVES

Mrs. MO;ElELLA introduced the fQllowing biJlj which \Vas referl.'ed to the
Committee on ~_

A BILL
To improve the ability of Federal agencies to license federally

owned inventions,

1 Be it enacted by the Senate and House ofRepresenta­

2 tives ofthe United States ofAmerica in Congress assembled,

3 SECTION 1. SRORT TITLE.

4 This k<t may be cited as the "Technology Transfer

5 CommercialisationAct of 1997".

6 SEC. 2. OOOPERATIVE RESEARCH AND DEVELOPMENT

7 AGR;&EMENTS.

8 Section 12(b)(1) of the Stevenson-Wydler Teclmology

9 Innovation Act of 1980 (15 U,S.C, 3710a(b)(1») is
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1 amended by inserting' "or ina federally owned invention,"

2 after "under the agreement,".

SEC. 3. LICENSING FE;DERALLY OWNED INVENTIONS.

(a) AMEN"DMENT.-Seation 209 of title 35, United

States Code, is amended to read as follows:

"§209. Licensing federally owned inventions

"(a) AUTHOBITY.-A Federal agency may grant an

exelusive or partially exclusivelicense on a federally owned

invention if-

"(1) g'r'anting the lieense is a reasonable and .

necessary incentive to--

"(A) eall forth the investment capital and

expenditures needed to bring the invention to

practical application; or

"(B) otherwise promote the w.vention's uti­

lieation by the public;

"(2) the Federal agenay finds that the public

will be served by the granting of the license, as indi·

eated by the applicant's intentions, plans, and ability

to bring the invention to praetical application or oth­

erwise promote the invention's utilization by the

publio,

"(3) the applicant makes a commitment to

achieve practical utilization of the invention within a

reasonable time;
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1 "(4) granting the license will not substantially

2 lessen competition or create or maintain a violation

3 of the antitrust laws; and

4 "(5) in the case of an invention covered by a

5 foreign patent application or patent, the interests of

6 United States industry' ill foreign commerce will be

7 enhanced.

8 "(b) l\f.A..1WFAO'l'URE IN lJ1'<"ITED STATES.-LiceD.S~s

9 shall normally be granted under this section omy to a li-

10 eensee who agrees that any products embodying the inven­

11 tion or produced through the use of the invention will be

12 manufactured substantially in the United States.

13 "(c) 8M.ALL BU8INESS.-First preference for the

14 granting of licenses under this section sball be given to

15 small business firms having equal or greater likelihood as

16 other applieants to bring the invention to practical appli·

17 cation within a reasonable time.

18 "Cd) Tmrs .A1I.'D dONDITIONS.-Licens~s granted

19 under this section shill contain such terms and conditions

20 as the granting agency considers appropriate. Such terms

21 and conditions-

22 "(1) shall include pcovisions-«

23 "(A) requiring periodic reporting on utili-

24 zation of the invention, and utilization efforts,

25 by the lieensee, and
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"(B) empowering the Federal agency to

terminate the license in whole or in part if the

agency determines thatr--

"(i) the licensee is not adequately exe­

eating its commitment to achieve practical

utilization of the" invention within a reason­

able time;

"(ii) the licensee is in breach of an

agreement described in subsection (b); Or

"(ill) termination is necessary to meet

requirements for public use specified by

Federal regulations issued after the date of

the license, and such requirements are not

reasonably satisfied by the licensee; and

"(2) may include a requirement that the li­

censee provide the agency with a plan for develop­

ment or marketing the invention.

Information obtained pursuant to paragraph (l)(A) shall

be treated by the Federal agency as commercial and finan­

cial information obtained from a person and privileged .8J1d

confidential and not subject to disclosure under section

22 552 oftitle 5, United States Code.
l

23 "(e) PuBLIC NOTICE.-No li~eIl.S~u:n'!X.be....gr-a:nted
"

24 under this section unless public notie-r' an appropriate

25 I!l1t~er-b;:~:b~~~'~~~;ld~d;t'1-'-'-30 days before&h'"Jli­
V'''l''
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1 eense is granted. This subsection shall not apply to the

2 licensing of inventions made under a cooperative researeh

3 and de-velopment agreement entered into under section 12

4 of the Stevenson-Wydler Technology Innovation Act of

s 1980 (l5U.S.C. 3710a),".

6 (b) CONFORMING AMENDMENT.-The item relating

7 to section 209 in the table of sections for chapter 18 of

8 title 35, United. States Code, is amen(l(ld to read as f01­

9 lows:
"209. LiceIllling federally owned in=tioDll.".

Septemb!>r22, J.e7




