NATIONAL TECHNOLOGY TRANSFER CENTER
' MARKET AND TECHNOLOGY ASSESSMENT
Whieeling Jesuit University/ 316 Washington Ave./ Wheeling, WY 26003
Phone: (304) 243-2130 Fax: (304) 243-4389

EGEIVE

FACSIMILE |
TRANSMISSION SEP | 6997
| | BROWDY & NEIMARK
Date: September 16, 19897 N _
To: Norm Latker
Organizatio'nf_ Browdy and Neimark
. Te_!ephcine nu’mber:. | 202~628—51.97
Fax numb‘er“:m . .202—737-3528 L
~ Total number of pages: 3 (inciuding this cover sheet)
Original mailed? _ Yes XX ___No
, From: Joe Allen ]

- :-Please call immediately if the telecopy you received'is incomplete or illégib[e.
- Telephone number: 304/243-2130 - - Faxnumber: 304/243-4389

Tharik you.




Sept. 16, 1997

CTO: BEN WU

FROM:  JOEALLEN /l/'(/ |

| - N
SUBIECT: = MISTAKE IN AM@{DMENT

'_I just realized last night that I made a mistake in the new language we provided you about
- advertising inventions made outside of CRADA’s for 30 days. The language should read
« . under the authorities of Public Law 99-502, as amended...” instead of P.L. 96-517.

" Attached is a corrected draft.

Attachment:
~ . ¢e: Norman Latker




1. Add o FTTA, section 3710 (b)(2):

grant of agree to grant in advance, 1o a collaborating party, patent licenses or assignments, or’
options thereto, in any invention made in whole or in part by a laboratory employee under the
agreement or to & federally-owned invention ... (new language emphasized.

2. Delete Section 209, P.L. 96-517, as amended, and insert in lieu thereof:

Section 209 Licensing federally owned inventions

{a} Any federal agency may grant exclusive or partially exclusive licenses on federally owned
inventions when such actions are reasonable and necessary incentives to call forth the investment
capital and expenditures needed to bring the invention to practical application or otherwise promote

~ the invention’s utilization to the public.

(b) In making determinations to grant exclusive or partially exclusive licenses, the federal agency -
shall also consider that the public will be served by such licenses in view of the applicant’s
intentions, pl.ans and ability to bring the invention to pmctlcaj apphcauom or 0therw1sc promote
the invention’s use by the public.

'(c) Aﬁ.‘er a federal agency has f led parent applwarmns to protect government

ownership to inventions made. outside of cooperative research and development
agreements under the authorities of Public Law 99.502, as amended, such agency
shall make the invention available through public notice in an appropriate manner
for 30 days prior to the grant of any license thereon.

(d) A Federal agency shall not grant such exclusive licenses under this subsection if it determines
that the grant of such licenses will tend to substantjally lessen compenmn or to create or maintain

_-other situations mcomlstcnt with the antitrust laws,

{) In makmn such determinations, the federal agency shall normally grant the right to use or sell

- the invention only to a licensce that agrees that any products embodying the invention or produced

through the nse of the invention will be manufactured substantially in the United Staics.

(f} First preference in granting exclusive or partiélly licensing of federally owned inventions shall
go to small business firms having equal likelihood as othcr applicants to brmg 1hc invention to
practical application within a reasonable time. :

(g} After consideration of whether the mtelcqts of the Federal Gavernmcnt the public interest, or

~those of Uniwed States industry in foreign commerce will be enhanced, any Federal agency may

grant exclusive or partially exclusive ficenses in any inveniion covered by a foreign patent

- application. or patent unless it detennines that the grant of such licenses will tend to 5ubsta11ua11y

lcssen compeul.mn, or create or maintain othcr $ituations inconsistent w1th antitrust Jaws,

(h} The Federal agency bh::xll smaintain a record c>f dctemnnamms to grant ﬂxclque or partmlly
excluswe licenses. _ L




(i) Any grant of a license shall contain such terms and condmons as the Federal agency determines
appropriate for the protection of the interests of the Federal Government and the public, including
provisions for the following:

_ (1) periodic reporting on the utilization or efforts at abtaining utilization that are being made
- by the leensee of the invention: Provided, That any such information shall be teated by the

Federal agency as commercial and financial information obtained from a person and privileged and -

confidential and not subject to disclosure under section 552 of title 5 of the United States Code:

__ (2) the right of the Federal agency to terminate such license in whole or m part if it '
-determines that the licensee is not executing their commitment to achigve prac&cal utilization of the
Invention within a reasonable t1me L -

(3) the right of the Federal awency to terminate such license in whole or in part if the
_;hcen%e is in breach of an agreement obtamed pursuant to paragraph (e} of thig section; and '
_ (4) the right of thf: Federal agency to terminate such license in whole or in part if the
- licensee determines that such action is necessary to mest requirements for public use specified by
Federal regulations issued atter the date of the license and such requiremenis are not reasonably
satisfied by the licensee.






