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Sept 15, 1997

TO: NORM LATKER /<

FROM: TOE ALLEN

b .

SUBJECT: . NEW LANGUAGE FOR REP. MOR_ELLA :

I'm glad you thought of the CRADA problem. I’'m afraid our original language could have
applied to CRADA’s cven though it was in Bayh-Dole because the Government would still
be filing patent applications on inventions made by lab inventors under a CRADA,

See what you think about the attuched and I'll send it to Ben Wu after we discuss it.
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l. Addto FTTA-, section 3710 (b)(2):

grant or agree to grant in advance, to a collaborating party, patent licenses or assignments, or
options thereto, in any invention made in whole or in part by. a laboratory employee under the
agreement or fo a federally-owned invention ... (new language emphasized.

2. Delete Section 209, P.L. 96-517, as amended, and insert in lieu thereof: |

Section 209 Licensing lederally owned inventions

(a) Any federal agency may grant exclusive or partially exclusive licenses on federally owned
invenlions when such actions are reasonable and necessary incentives o call forth the investment
cupital and expendztu.rc% needed to hring the invention to pracncal application or othemus«: promole
the invention’s utilization to the public.

(b) In making determinations to grant exclusive or partially exclusive licenses, the federal agency
shall also copsider that the public will be served by such licenses in view of the applicant’s
. mtentions, p}ans and ability to bong the invention to pramc’d applications or otherwise promote
the invention’s use by the public,

(¢) After a federal agency has filed paten! applications te protect government
ownership to inventions made ouiside of cooperative research and development
agreements under the awthorities of Public Law %6-517, as amended, such agency
shall make the invention available through public notice in an apprepriate manner
Jor 30 days prior to the gmnt of any license thereon.

() A bedera! agency shall not grant such exclusive licenses under this subsection if it detemnnes
that'the grant of such licenses will tend to substantially lessen competition or 1o create or maintain
other situations inconsistent with the antitrust laws.

(e)In maklng such determinations, the federal agency shall normally grant the right to usc or scli
the invention only to a licensee that agrees that any products embodying the invention or preduced
through the use of the invention will be manufactured substantially in the United States,

(f) First preference in granting exclusive or partially h{,enSan of federally owned inventions shail
go to small business firms having equal likelihood as othﬂr applicants to bring the invention to
practical application within a reasonable time.

&) After consideration of whether the interests of the Federal Government, the public interest, or
those of United States industry in foreign commerce will be enhanced, any Federal agency may
grant exclusive or partialy cxclusive licenses in any invention covered by a foreign patent
. application or patent unless it determines that the grant of such licenses will tend to substantially
lessen competition, or create or maintain other situations inconsistent with antitrust laws.

(h) The Federal agency c;hal] mamtam a rccord of dctcnmnaUOns to grant excluswe or partlally :
excluswe licenses. : _ _ :




(h) Any grant of a license shall contain such terms and conditions as the Federal agency detcrmines |

- appropriate for the protection of the interests of the Federal Government and the public, including

provisions for the following:

(1) periodic reporting on the utilization or efforts at obtammo utilization that are being made

" by the licensee of the invention: Provided, That any such information shall be trcated by the

Federal agency as commercial and financial information obtained from a person and privileged and

confidential and not subject to disclosure under section 552 of title 5 of the Unitcd States Code:

(2) the right of the Federal agency to temminate such liccnsc in whole or in part if it
determines that the licensee is not executing their Lonumtmcnt to achieve practical utilization of the
mvcntlon within & reaaonablP time: :

(3) the right of the Pederal'agéhcj"mté”tcﬁninate such license in whole or in part if the

licensee is in breach of an agreement obtained pursuant to paragraph (d) of this section;-and

_ (4) the right of the Federal agency to terminate such license in whole or in part i the
licensee determines that such action is necessary to meet requirements for public use specified by
Federal regulations issued after the datc of the license and such requirements are not rea.sonably

satisfied by the licensee. '




