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AMENDMENT IN THE NATURE, strorE
o HL.R. 2544 WITN

Strike all after the enaeting clause and insert the

S -.

SECTION 1. SHORT TITLE. o
This Act may be eited as the “Techuology Transfer f’-‘:d':‘

Commereialization Act of 1998”7, - SRRERES e

SEC. 2. COOPERATIVE RESEARCH AND DEVELOPMENT ' ° e,

- ACHEEMENTS, Bl e

Section 12(b){1) of the Stevenson-Wydler Technology t),

Imnovation Ast of 1980 (18 T.RC. HTIDa(b)(].)L is

amended by inserting “or, subjeet to section 208 of .t:ii:}e‘

35, United States Code, may grant a license to an inven-

tion which is federally owned, made before the grauting

of the ’.ljcanse, and dircetly related to the é.enpe of the work

under the agreement,” after ‘under the agreement,”.

SEC, 8, LICENSING FEDERALLY OWNED B\IVEN‘E‘IONS.
(a) AMENDMENT.~—3ection 209 of title 35, United

States Code, is amended to read as follows:

“§ 209. Lirensing federally owned inveuntions
“(n) ATTHORITY.-—A Federal agency may grani an

gxclusive or partially exclusive liuenée on & federally owned

mveution only if-—
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1 “(1) granting the license is a reasonsble and
2 necessary meentive {o—
3 “(A) call forth the nvestment capital and
4 expenditures needed to bring the invention to
5 practical application; or |
6 . “(B) otherwise promote the invention's nti-
7 lization by the public;
8 “(2) the Federal agency finds that the publie
9 will be served by the granﬁng of the license, as indi-
10 cated by the applicant’s intentions, plans, and ability : ' e |
11 | to bring the invention to practical application or oth- "
12 erwise promote the inveniion’s utilization by the
13 publie, and that the proposed seope of exulusivity is
14 not greater thap reasonably necessary fo provide the
15 incentive for bringing the invention to practical utili-
16 zation, as proposed by the applicant, or otherwise to
17 promote the invention’s utihzation by the public;
18 “(3) the applicant makes a commibtment to
19 achieve practical ntilization of the invention within a
20 reasonable time; --
21 “(4) granfing the Heense will not tend to sub;
22 stantially lessen competition or create or maintain a
23 violation of the Faderal antitrust laws; and
24 “(8) In the nsse of an invention covered by a
25 fareign patent application or patent, the nterests of
May 11, 1998
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the Federal Government or United States industry

in foreign commerce will be enhanced,

#(b) MANURACTURE IN UNITED S1aTES —A Federal
agency shall normally grant a license to use or gell any
feder_a]ly ovmed invention i tﬁc United States only to &
licensee who agrees that any produets embodying the in-

vention or produced through the use of the invention will

_be manufactured snbstan_ti.ally in the Twmted States,

“(e) Symary BUsINESS.—First preference for the

granting of any exclusive or partially exclusive licenses
under this section shall be given to small business firms
having equal or greﬁter likelihood a5 other npplicanis Lo
bring the invention to practical appliéﬁtibn within a rea-
sonable time.
£yan _
tally~extlasive licenses granted under this seetion shall
contyn such terma. and conditions as the grantmg agc.ney
considers appropriate. Such terms and eonditions—
(1) shall include provisions—

“{A) retaining a nontransierrable, Irrev-
ocable, paid-up license for the Federal agency
to practive the invention or havé the mnvention
| practieed. throughout the world by or on hehalf

of the Government of the United States;

Hd) TrrMs AND CONDITIONS —Ezehrstve -t prp— L4 1L

Haes
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1 4(B) requiring periodic reporting on ntifi-
2 zation of the inveniion, and wutilization efforts,
3 by the licensee, but only to the extent Necessary
4 to enable the Federal agency to defermine
5 whether the terms of the lLicense are being com-
6 plied with; and
7 “(C) empowering the Federal agency lo
8 terminate the Heense in whole or in part if the
9 ageney determines that—
10 “(i) the licenses is not exesutine iis |
11 cormmitment to achieve practical utilization
12 of the invention, including commitments
13 contained in any plan submitted n suppord,
14 : of its request for a iieénse, and the licenses
L5 : eennot otherwise demonstrate to the satis-
16 faction of the Wederal agency that il has
L7 - taken, or can be expected to teke within a
i8 ressonable time, effective steps to achieve
19 practical utilization of the invention;
20 “(ii} the licensee is in breach of an
21 agreement deseribed in subsection (b),
22, ”(iii) termination is necessary to vneet
23 ‘ renuirements for public use specified by
24 Fedeval regulations issued after the date of
May 11, 1998
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1 the license, and such requirements are not
2 - reasonably satisfied by 1he licensee; or '
3 “(iv) the licensee has been found by a
4 corapetent authority to hLave violated the
5 Federal antitrust laws in connection with
6 Hs performance under the license agree-
7 ment. |
8 “(e) PUBLIG NomoB~—Nu exchisive or partially e.;;—
9 clusive hccnse may, be granted undev ﬂus sact, ion unless

May 11, 1998
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public notlce of the &vmlabﬂi%y of 4 i‘ cdew]ly awnnd mven— U

Ak

tion for lwrxnmngiwg a7 4 :propria'i,o m.mné‘”has been pro-

wdet%\at least 30 days before the license is grauted, and
the Federal agency has considered all comments received
in response to thal publie ﬁotie,e. This subsection shall nob
apply to the Leensing of inventions raade under a cUOpEra-
tive research and development agreement enlered into

under seetion 12 of the Stevenson- Vvydler Teahnology To-

novation Act of 1980 (15 77.8.C. 37103) " B ”“_M

: -
/\'\

“{f) Basic BUSINESY PLaN—A Federal dgeney m;,r"‘ |
grant a license on a federally owned invention only if the
person requesting the license has supplied (o the agency
a basi¢ business plan with development milestones, com-
mereialization milegtones, or both.

“(g) NONDISCLOSURDE OF CERTAIN INFORMATION.~—

Any bagie business plan, and revisions thereto, submiticd

i oas
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1 by an'applicant for a license, and any report on the utiliza-

lday 11, 1928
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tion or utilization efforts of a licensed invenlion submitted

by a licensee, shall be treated by the Wederal apency as

~commeraial and {inancial information obtained from a per-

son and not subject to diselosnre under gection 552 of title
5, United States Uode .

(b) CoxrorMiNG AMENDMENT—The item relating
to section 209 in the iable of sectione for chapter 18 of
title 35, United States Code, is amended to read as fol-
lows:
<209, Tigonsing foduraly awned fivantions.”

SEC. 4. TECHNICAL ANMENDMENTS TC BAYR-DOLE ACT.

Chapter 18 of title 35, United States Code (popularly
known a5 the “Bayh-Dole Act™), is amended— ‘

o by amending seetion 202(e) 1o _read ag fol-

{owa: |

“(e) In any case when 2 Federal employee is & co-

inventor of any invention made under a fanding agreement

with a nenp

Feder'é/f%gé}gy_ﬁ_mmgsdng.ﬂ,ﬁgghmgmmwnmrwmaryk;wfor the

e

purpadse uf E@gggﬁd@hil@ﬂght& in the invention——

“(1) Heense or assign whalever rights it may

T e,

the nonprafit organization or small husinesa firm; or
g __

“(2) sequire any rights in the subg'er:t. nvention,

but only to the extent the party from whom the

o Sl
) ot

Fanlile
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I rights are aequired voluntarily enters into the trans-
2 action.””; and
| K_\;h 3 (2) in seation 207(a)— ﬁ
\ 4 (A) by striking “patent applivations, pat-
5 ents, or other forms of proteetion obtained” and
6 mngerting “inventions” in paragraph (2); and
7 | (B) by imserting “, including aeﬁuir-ing
8 vights for the Federal Government in any in-
Ed vcntién, but only to the estenl the party from
10 whom the rights are gcquired voluntarily enters
1 into the transaction, to [acilitate the licensing
12 of a federally owned invenlion” after “or
13

23

May 11, 18488
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through eontract” in paragraph (3). J

14 SEC. 5. TECENIUAL AMENDMENTS TO THE STEVENSON-

WYDLER TEOENOLOGY INNOVATION ACT O

1880.

Section 14(a)(1) of thé.Stevensnn-Wydlcr Technology |
Tnnovation Ast of 1980 (15 U.8.C. 3710e(a)(1)) is amend-

(1) in subparagraph (A)(Q), by inserting , if

the inventor's or coinventor's richis are assismed to

the United States” after “inventor or colnventors’;
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1 (2) in subparapraph (B), by striking “succeed-
2 ing fiseal year’” and inserling “2 succeeding fiscal
» :
4 SEC. §. BEVIEW OF COOPERATIVE RESEARCH ANT) DEVEL-

OPMENT AGREEMENT PROCEDURES.
(a) REview.—The Director of the Office of Selence
and Technology Policy, m consultation with the Office of
| Management anﬂ Budgef, relevant Federal agencies, na-
tional laboratories, and any other person the Director con-

siders appropriate, shall raview the peneral policies and %’

procedures.used by Federal agencies to gather and con-
ianiil BCIL &

sidor the views of other Agencies on—

(1) joint work statcments under section
12{c)(BXC) or (D) of the Stevenson-Wvdler Tech-
nology lunovation Aet of 1980 (16 U.8.0C.
3710a(e)(5Y(C) or (12)); or

(2) in the case of lzboratories described in see-
tion 12(d)(2)(A) of the Btevenson-Wydler Tech-
nology Inmovation Ael of 1980 (15 T.8.C.
2710a{d){2)(A)), cooperative researeh and develop-

- ment agreements under guch seetion 12,
22 with respest to major proposed cooperative research and
23 development agreements that involve nalional sceurity or

24 may have a significant impact on domestie or international

25 competitiveness.

May 11, 1888
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(b) PROCEDURES —Within one year after the date of

the enactment of this. Act, the Director of the Office of

‘Science and Technology Policy, in consultation with the

Offiee of Management and Budget and relevant Federal

- agencics, shall establish and distribute to appropriate Fed-

aral agencies—

(1) specifie eriteria Lo indicate the neressily for
gathering and eonsidering the views of other agen-
cies on joint _wurk statements or cooperative researeh
and development agreements as deseribed in sub-
section (a); and

(2) procedures for carrying out such gathering
and considering of agency views.

Procedures cstablished under this subsection shall be de-
gigmed to the extent possible to uge or modify existing pro-
cedures, to winimize burdens on Federal agencies, and. ta
minimize delay in the appr‘ovﬁl or disapproval of joint
work statements and cooperative research and develop-

ment agreements.






