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Strike all after the enacting clause and insert the

following:

1 sECTION 1. SHORT TITLE.

.... ~. .
•' .,"".' .....r _"., ' . . . :_ .... "···n.,,'';· •

..

2 This Act may be cited as the "Technology Transfer

3 Commercialization Ae! of 1998". 'v, ' , ". ",' ~:">': /
.'

'..

I, ,.' \ ~- ';:', .,.:..:..:~:. (

" ......i,, .
.-~"'" ~: '.., .., .. c; _:.."_.

: .."""';'

AGREEMENTS.

Section 12(b)(1) of the Stuvenson-WydlerTeehn~__{1..-\
7 Innovation Aet of 1980 (15 ILS.C. S710a(b)(lH.' is ")

6

5

4 SEC. 2. COOPERATIVE RESEAQ.CH AND Dh"VELOPMENT

8 amended by inserting "or, subject to section 209 of title

9 35, United States Code, may grant a license to an incen­

lOtion which is federally owned, made before the granting

11 of the license, and directly related to th.e scope of the work

12 under the agreement," after "under the agreement,".

13 SEC. 8. LlCENSlNG li'FJlER.ALLYOWNED INVENnONS.

14 (a) Ai'lfENDMEN'l'.-Seetion 209 of title 35, United

15 States Code, is amended to read as follows:

16 "§ 209. Licensing federally owned inventions

17 "(,,) AUTHOmTY.~AFederal ageney may grant an

18 exclusive or partially exelusive license on a federally owned

19 invention only if~

M.y 11. 1998
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2

1 "(1.) grantin/; the license is a reasonable and

2 neeessary incentive to--

3 "(A) mill forth the investment capital and

4 expenditures needed to bring the invention to

5 practical application; or

6 "(B) otherwise promote the invention's uti-

7 Iization by the public;

8 "(2) the Federal agency finds that the public

9 will be serveri by the granting of the license, as indi-

10 eated hy the applicant's intentions, plans, and ability

11 to bring the invention to practical application or oth-

12 erwise promote the invention's utilization by the

13 public, and that the proposed scope of exelWlivir,y is

14 not greater than reasonably necessary to provide the

15 lncenttve for bringing the mrention to practical utili-

16 zation, as proposed by the applicant, or otherwise to

17 promote the invention's utilisation by the public;

18 "(3) the applicant makes a commitment to

19 achieve practical utilization ofthe invention within a

20 reasonable time;

21 "(4) gr'4nting the license will not tend to sub-

22 stantially lessen competition or create or maintain a

23 violat.ion, of the Federal antitrust laws; and

24 "(5) in the case of an invention covered by a

25 foreign patent application or patent, the interests of

05/12/98 Tl~ 12:06 ~~ 2022254438
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1 the Federal Government Or United States industrv
v

2 in foreign commerce will be enhaneed.

3 "(b) lVl.ANHb'ACTUrm ~N UNI'I'lDD S'1'A'm~.-AFederal

4 agency shall normally grant a license to use or sell any

5 federally owned invention ill the United States only to a

,6 licensee who agrees that any products embodying the in-

7 vention or produced through the use of the invention will

8 .be manufactured substantially in the United States,

9 "(c) S;vu..L1, BUSINE8S.-First preference for the

10 granting or any exclusive or partially exclusive licenses

11. under this section shall be given to small business firms

12 having equal or greater likelihood as other upplicants to

13 bring the invention to practical application within a rea­

14 sonahle time.

15

1/" 16

17

18

19

20

21

22

23

24-

"(d) TJi:TI,M.S AND CONDl'l'JONS. ExdusivG and p.<l"­

tiafi~~'e licenses granted under this section shall

contain such terms andeonditio:ns as the granting agency

considers appropriate, Such terms and conditions-

"( 1) shall include provisions->-

"(A) retaining a nontransierrable, rrrev­

oeable, paid-up license for the Federal agency

to praetice the invention or have the invention

practiced throughout the world by or on behalf

of the Government of the United States;

M~y 11. '1996
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2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

J8

19

20

21

22

23

24

"(B) requiring periodic reporting On 11tiLi­

zation of the invention, and utilization efforts,

by the licensee, but only to the extent necessary

to enable the Federal agency to determine

whether the terms of the license are being com­

plied with; and

"(0) empowering the Federal agency to

terminate the license in whole or in part if the

agency determines that-

"(i) the licensee is not exeeuting its

commitment to achieve practical utilization

of the invention, ineIuding commitments

contained in any plan submitted in support

of its request for a license, and the licensee

cannot otherwise demonstrate to the satis-

faction of the 'Federal agency that it has

taken, or can be expected to take within a

reasonable time, effective step,; to achieve

practical utilization of the invention;

"(ii) the licensee is in breach of an

agreement described in subseotion (b);

"(ill) termination is necessary to meet

requirements for public use specified by

Federal regulations issued after the date of
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1 the license, and such requirements are not

2 reasonably satisfied by the licensee; or

3 "(iv) tile licensee has been found by a

4 competent authority to have violated the

5 Federal antitrust laws in connection with

6 its performance under the license agree-

7 rnent.

S "(e) PUBUC NO'I'lCI'L-No exclusive or partially ex-

9 elusive licensa may be granted under this section unless
k.:',.i J '.," It..:~· ,,;..-r- ,:::',·tj., {'lr' ;,,,.....~. ~: :' : ;.::.1?:~~./'.: ..:

10 public notice of the a-vaiJahtlity'of a federtrllyowned inven- 0

May I i. leeS
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1 by an applicant for a license, and any r-eport on the utiliza­

2 tion or utilization "frons of a licensed invention submitted

3 hy a licensee, shall bp. treated by the Federal agency as

4 cornmereial and financial information obtained from a per­

5 son and not subject to diselosure under se['.tioll 552 of title

6 5, United SUItes Code.".

7 (b) CO:'\I"OH1'IlNfI AMgNJ)Ml;;NT.-The item relating

8 to section 209 in the table of sections for chapter 18 of

9 title 35, United States Code, is amended to read as £01-

10 lows:

lows,

"(2) acquire any rights in the suJ;ject invention,
.. -

but only to the extent the party from whom the

acqnil;€ in,--1h~..subject..i.:n:venttQJl~em.ployee to

the nonprofit orgaI.lization or snl,all h.~ess. firm; OT'
('""'---- .

..--.-&,,0----

withano'!lllf61'i'forga~;j,tionor small blls}ness. firm, the
, -"".."', -_.".-.."._-~~" ..,"~".-".~-,~~---

Federa:C~g~n~_§lnp19:Ying_j'm~h_J:omventor-R'l:a,~for the
~"~,,"-,-,.--,~......----

purpose uf COEi?.Q!l_dal.lJJ/,p:ightsJ:tt!he inventi~!l-

"0) license or assign whatever rights it may,

SEC. 4. TECHNICAL AMENtlMENTS TO BAYH,.OOLE ACT.

Chapter 18 of title 35, United States Code (popularly

known as the "Bayh-Dolo Act"), is amended-

(1) by amending section 202(e) to read as fol-

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

M,y 11, 198B
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:rights are acquired voluntarily enters into The trans-

2

~
3

4

5

6

7

8

9

10

11

12

13

14 SEC.

15

16

action."; and

(2) in section 207(a.)-

(A) by striking "patent applications, pat­

ents, or other forms of protection obtained" and

inserting "inventions" in paragraph (2); and

(B) by inserting " , including acquiring

rights for tile Federal Government' in any in­

vention, but only to the extenl, the party from

whom the rights are acquired voluntarily enters

into the transaetion, to facilitate the licensing

of a federally owned invention" after "or

through contract" in paragraph (3).

5. TECHNICAL AMF..NDME.......'TB TO THE STEVENSON.

WYDL'ER TECHNOLOGY INNOVATION ACT OF

1980.

17 Seemon 14(a)(1) of tho.Btevenson-Wydlcr Technology

18 Innovation A.ct of 19$0 (15 U.S.C. 3710e(a) (1)) is amend,

19 ed-

20 (1) in subparagraph (A)(i) , by insert1ng ". if

21 the inventor's or coinventor's rights are assigned to

22 the. TJnitcd States" after "inventor or coinventors",

23 and

May1', j9ga
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1 (2) in subparagraph (B), by striking "succeed-

2 ing fiscal year" and insen.ing "2 succeeding fiscal

OPMENT AGREEMENT PROCEDtm.Es_

6 (a) RrwTEW.-The Director of the Office of Sei8lwe

7 and 'I'eehnology Policy, in consultation with the Office of

tional Iaboratoriss, and any other person the Director eon-
(;

8 Management and Budget, relevant Federal agencies, na­

9

10 sidera appropriate, shall review the gencral po~cics ~d,

11 ~ceo/?..,;a-sed by :B'ederal agencies to gather and con-

12 sider the views of other IJgencies on-i-

13

14

15

16

17

18

19

20

21

~ 22

i 23

24

(J) joint work statements under section

12(e)(5)(C) or (D) of the Stevenson-Wydler Tech­

nology Innovation Act of 1980 (15 U,S.C.

3710a(c)(5)(O) or CD»); or

(2) in the case of laboratories described ill sec­

tion 12(d) (2)(A) of the 8tevenson-Wydler Tech­

nology Innovation Ani of 1980 (15 U.S.C.

3710a(d)(2)(A)), cooperative research and develop­

ment agreements under such section 12,

with respect to major proposed cooperative research and

development agreements that involve national security or

may have a significant impact on domestic or international

25 competitiveness.

May11,1995
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17 minimize delay in the approval or disapproval of joint

18 work statements and ecoperativereeearch and develop­

19 ment agreements.

I
<
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1 (b) PROCl~mJHffiR.-:'t1Jin on' year after !~,t!'4lo1
2 the eaaetmont of this Act, the Director of the Office of I.~'I"U
3 .Science and Technology Polley, in consultation with the

4 Offiee of Management and Budget and relevant. Federal

5 agencies, shall establish and distribute to appropriate Fed-

6 eral agencies-

7 (1) specific criteria to mdieate the neeessity for

8 gathering' and eonsidering the views of other agen-

9 des on joint work statements or cooperative research

10 and development agreements as described in sub-

II section (a): and

12 (2) procedures for carrying out such gat.he:ring

13 and considering of agency 'Views,

14 Procedures established wider this suhseotion shall be de­

15 signed to the l'-Xt-ent possible to use or modify existing pro-

16 eadures, to minimize burdens on Federal agencies, and to

May t t, 1998




