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 AMENDMENT IN TeE NATCR

T0 H.R. 2544
OFFERED BY MR. SENSENBRENNER

Strike all after the enacting clause and imsert the

following:

1
2
3
4
3
6
-
8
9

10

11
12

13
14
15
16
17
18
19

SECTION 1. $SHO®T TITLE.
This Act may be aited as the “Technology Transfer

Commerciglization Act of 1998,

- SEC. 2. COOPERATIVE RESEARCH AND DEVELOPMENT

AGRVEMENTS.

Section 12(b)(1) of the Stevenson-Wydler Technology
Innovation Act of 1980 (15 U.S.C. 3710a(b)(1) is
amended by inserting “or, subjeqt to secfion 209 of tifle
35, United States Code, may erant a lcense to an inven-
tion which iy federally owned, made before the granting
of the license, and direetly related to the scope of the work
under the agreement,” after “nnder the agreement,”’.

SEC. 8. LICENSING FEDERALLY OWNED INVENTIONS.

(a) AM’ENDMEN’I‘.—'-SeeﬁOﬁ 209 of title 35, United
States Code, is amended to read as follows:

#5209, Licensing federally owned inventions

“(ay AuTnoriTy.—A Federal agency may grant an

exclusive or partially exclusive license on a federally owned

invention only if—

o2
doo01
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1 “(1) granting the license is a reasonable and
2 necessary meentive to—
3 “({A) call forth the invcsfment capttal and
4 expenditures needed to bring the invention to
5 practical application; or '
6 “(B) otharwise promote the invention’s uti-
7 lization by the public; R
8 “(2) the Federal agency finds that the publie
9 will be served by the granting of the license, as indi-
10 cated by the appliéant’s intentions, plans, and ability
11 to Eréng the inveniion to practical application or oth-
12 erwisc promote the invention’s utilization by the
13 public, and fhat the proposed scope of exclusivity is
14 not greater than reasonably necessary to provide the
15 incentive for bringing the invention to practieal utili-
16 zation, as proposed by the applicant, or otherwice to
17 promote the invention’s utilization by the publie; |
18 - “(3) the applicant makes a commitment to
19 achieve practical utilization of the invention within a
20 'reasoné.ble time; o
21 “(4) granting the license will not tend to sub-
22 stantially lessen competition or create or maintain &
23 violstion of the Federal antitrust laws; and
24 © “(8) in the case of an invention covered by a
25 foreign patent application or patent, the interests of

May 11, 1998
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19

20
21
22
23
24

the Federal Government or United States industry

in foreign commerce will be enhanced.

agency shall normally grant a lieense to use or sell any
federally owned invention in the United States only to a
licengee who agrees that any products emboci;,ring the in-
vention or produced through the use of the invention will

be manufactured substantially in the United States.

granting of any exclusive or partially exclusive licenses
under this section shall be given to small business ﬂrms.
having egual or preater likelihood as other applicants fo
bring the invention to practical application within a rea-
sonable time.

“(4) TerMs AND CONDITIONS.—Exclusive and par-
tially cxelusive licenses granted under this section shall
contain such terms and conditions as the granting agency
considers appropriate. Such terms and eonditions—

(1) shall inelude provisions— |
| %A} retaining a mntransférrable, irrev-
“ocable, paid-up Iiceﬂ.se for the Federal agency
to praéticc the invention or have the invention
practiged throughout the world by or on behalf
of the Government of the United States;

“(b) MANUFAQTURE IN UNITED STATES. —A Federal

“(e) SmaLi, BUSINESS—First preference for the

doos

003
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4
1 “(B) requiring periodic reporting on atili-
2 zation of the invention, and utilization efforts,
3 by the licensee, but only to the exlent necessary
4 . to cnable the Federal agency to determine
5 whether the terms of the license are being eom-
] plied with; and
7 “(C) empowering the Federal agency to
g terminate the license in whole or in part if the
9 “ageuey determines that— |
10 | “(i) the licensee is not cxeeuting its
11 commitment to achicve practical utilization
12 of the .invention, including commitments
13 contained in any plan submitted in support
14 of its request for a license, and the licensee -
'15' cannot otherwise demonstrate to the satis-
16 faction of the Federal agency that it has
17 taken, or can be expecied to take within a
18 reasonable time, effeetive steps to achieve
19 practical utilization of the invention;
20 | “(ii) the licensee is in breach of an
21 agresment deseribad in subsection (b);
22 “(iif) tems.ination is necessary to meet
23 requirements for public use specified by
24

Federal regulations issued after the date of

@oos
Bog4
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20

21
22

23
24
25

the license, and such requirements are not
reasonably satigfied by the .lieensee; or

“(iv) the licensee has been found by a
competent authority to have violated the
Federal antitrust laws in connection with
its performance under the license agree-
ment.

“(e) PUBLIC NOTICH~—No exclusive or partially ex-
clusive license may be granted under this section unless
public notice of the availability of & federally owned inven-
tion for licensing in an appropriate manner has been pro-
vided 2t least 30 days before the license is granted, and

the Federal agency has considered all comments received

in response to that publie notice. This subseution shall not

‘apply to the licensing of inventions made under a coopera-
tive _research and development agreement entered inio
under seetion 12 of the Stevenson-Wydler Techtnology In-
novation Act of 1980 (15 U.8.C. 3710).

“(£) Basic BUsLNESS PraN—A Fedm_-él agency may.

grant a license on a federally owmed invention only if the
person tequesting the license has supplied to the agency
a basic business plan with development milestones, com-
mercialization milestones, or beth.

“(g) NONDISCLOSURR OF CERTAIN INFORMATION.—

“Axny basie business plan, and revisions thereto, submitted

LY IRYAVEY]
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1
2
3
4
5
6
7
8
9

10

i

by an applicant for a license, snd any report on the utiliza.
tion or utilization efforts of a licensed invention submitted
by a licensee, shall be trested by the Federal agenay as
eormmereial and financial information obtained from a per-
son #nd not subject Lo disclosure under section 552 of title
8, United States Code.”,

(b} CoNrorMING AMenDMENT —The iterm relating
to section 209 in the table of sections for chapter 18 of
title 35, United States Code, iz amended io read as fol-

lows:

© Y00, Liesnsing fadorally svmed inventions.”.

11
12
13

14

15

16

17
18
1%
20

21

22

23
- 24
25

SEC. 4. TECHNICAL AMENDMENTS TO BAYR-DOLE ACT.

Chapter 18 of title 35, United States Code (popularly
kmown as the “Bayh-Dole Aet™), is amended—

(1) by amending section 202(e) to read as fol-
lows:

“(e) In any ease when a Federal employee is a eo-
inventor of any invention made under a fanding agrecment
with a nonprofit orpanization or small business firm, the
Federal agency cmploying such coinventor may, for the

purpose of consolidating rights in the invention—

“(1) Lpense or assipn whatever rights it may

acquire in the sulijeet invention from its employee 1o
the nonprofit organization or small business firm; or
“(2) aequire any rights in the subject invention,

but only to the extent the party from whom the

E]UOB
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T
1 rights are aequired voluntarily enters into the trans-
2 aetion.”; and
3 (2) in section 207(a)}—

4 (&) by striking “patent applieations, pat-
5 ents, or other forms of protection obtained” and
| b ingerting “inventions” in puragraph (2); and

7 (B) by insertine * ineluding aoquiring
8 rights for the federal Government in any in-
o vention, but only to the extent the party from
0 whom the rights are aequired voluntarily cnters

n into the transaction, to facilitate the licensing

14

12 of a federally owned invention” after “or
13 through contract” in paragraph (8). "
14 SEC. 5. TECHNICAL AMENDMENTS TO THE STEVENSON-

15 WYDLER TECHNOLOGY Mbv.anom ACT OF

1o 1980,

17 Section 14(a)(1) of the Stevenson-Wydler Technology

18  Innovation Act of 1980 (15 T.8.C. 3710¢(a)(1}) is amend-

19 ed—

20 (1) in subparsgraph (A)(), by inserting % if
21 the inventor’s or cojuventor’s rights are assigrned to
22 the United States” after “inventor or coinveniors”;

23 and

May 11, 1998
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8
(2) in subparagraph (B), by striking “suceeed-
iﬂg fiseal year” and inserting “2 succeeding fiseal
_Pusdng e
SEC. 6. REVIEW OF COOPERATIVE RESEARCH AND D
OPMENT AGREEMENT FROCEDURES.

(2} Review.—The Drirector of the Office of Science
and Techaology Poliey, in consultation with the Office of
Management and Budgei, relevant Federal agencies, na-
fional laboratories, and any other person the Director eon-
siders appropriate, shall review the general policies and
procedures used by Federal agencies to gather and eon-
gider the views of other agencies on—

| | (1) joint work statements under section

12(e)(5)(C) or (D) of the Stevenson-Wydler Teeh-

nology Innovation Act of 1980 (15 VUSC.
8710a(e)(5)(C) or (D)); or |

(2) in the case of laboratories deseribed in sec-

tion 12(d)(2)(A) of the Stevenson-Wydler Teche

- nolopy Imnovation Aet of 1880 (15 T.8.C.

- 8710a(d)(2)(A)), cooperstive research and develop-

ment agreements under such section 12,
with respect to major proposed cooperative research and
development agreements that involve national seeurity or
may have 2 significant impact on domestie or infernational

eompetiﬁvenass.




05/12/98 TUE 11347 FAX 2022254438 TECE SUBCOMHITTEE
FAMS\SENSEN\SENSEN,028 ILLC.

9 Pc.a-iiﬁ-;

O 60 - A W o W R e

P =l e
[ o T~ O

[
w

B

foary
L

b ek emd el
OB~ Oh

May 11, 1508

(b) ProurpuREs.—Within one year after the date of
the enactment of this Act, the Director of the Office of
Scienee and Technology Poliay, in consultation with the
Office of Management and Bﬁdget and relevant Federal
ageneies, shall establish and distribute to appropriate Fed-
eral agencies—~

(1) specific eriteria to indicate the necessity for
gathering and comsidering the views of other agen-
gies on joint work statements or cooperative research
and development agreements as described in sub-
section (a); and

(2) procedures for carrying out such gathering
and considering of agency views.

Procedures established under this subsection shall be de-
sigrled.to the extent possible to use or modify existing pro-
cedures, to minimize burdens on Federal agenecies, and to
minimize delsy in the approval or disapproval of joint
work statements and eooperative research and develop-

ment agrecments.
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