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SUMMARY OF THE PROVISIONS OF THE TECHNOLOGY TRANSFER - | ;
| IMPROVEMENTS ACT OF 1995

J

| The Act am nds the Federal Technology Transfer Act of 1986 giving.
assurances to U.8, itfidustry that sufficient rights to 1ntellectual;:
| property resulting from collaborative agreements with federal
! laboratories will be granted to justify prompt commercialization of
. resulting discoveries. The bill also provides gresater incentives:
Lo federal laboratory personnel to partner with industry te spur
commerc1allzatlon at a time that bhoth U.8. industry and federal |
laboratorles need to work closer together for their mutual benefit. b
Finally, the bill provides several c¢larifying amendments to
ﬁtrengthen:the current law. '

Summarz ' i

iy gection B(b) Guarantees an industrial partner to a joint -
/. cooperative research and development agreement (CRADA) the option
‘to’ select ieither an exclugive or non-exclusive license "to the.
‘resulting invention. This option provides needed flexibility so -
i that both one-to-one agreements and consortia can proceed rapidly
& under the Act. In the case of consortia exclusivity to one partner
4 is not workable so appropriate intellectual property rights are . |
i\ provided to move the technology into commercialization. The | _
Vxlmportant factor is that industry selects which option make the i e
: most sense | under the CRADA. L _ !

? Sectlon Bﬂb)(l)(A) reiterates Government's right to use the :
- invention for its legitimate needs, bub stresses the obligation to {
. protect | from public disclosure any information classified as . |
!,pr1v1leged,br confidential under exemption 4 of the Freedom of &
' Information Act. This is not an unreasonable burden on the .. .
Government, and is an important assurance to industry that their |
1nve$tmeht$ in the CRADA will be protected. v

L 8ection B{b)(i)(B) provides where the laboratory assigns ownership

ke (as opposaﬁw;g 4 license) to the industry partner that licenses to
.‘Wﬂ‘% ofFéY8 may be required if needed to satisfy public health, gafety,
A ¥ “rQQU13tGrYr or the failure to meet the requirements of

manufacturlng resultlng technologies in the U.8, This parallels
similar pravzslons in the Bavh-Dole Act covering universities and .
non-profit’ organizations. This assures the public that thelt,fj o
interests 1n the R&D are also being considered. B

7 gdection BGb}(Z)(A) clarifies current law which defining what
' contributions a laboratories—an make— CRADA. The words
"facilities, equipment, lintellectual pIOPErty* r other resgourcezg™
are substituted for th‘\turrent werd "p Tty giving greater
g 1 guidance to the agencies as to what contributions they can make to
;@%%; . the agreement. The language does not change the current

- prohibition to providing federal funds to CRADAS. ‘
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-.additional personnel because of federal downsizing. The current
# languagei will not affect downsizing, but allows the laboratories

|
|
i
i

Section ?(b)(z)(B) clarifies that agencies may use royalties.to
hire temporary personnel to assist in the CRADA or related
proJeCts Currently many agencies face a cap on bringing on

with sufflclent rovalty funds to bring in needesd temporary staff to

make partnerahlpa under the Act successiul. This in ig |

accompllshad w1thout reguiring any additicnal public funds:

Sectien B(ﬁ)(Z)C) simply restates the current provision allowing
employees 'and former laboratory emplovees to work on the
COmmercialization of their inventions under the Act.

Section 3(b)(3) is a new provision allowing the industry
collaborétqr to own inventions made solely by their employvees under

& CRADA.  The Government retains a government-use license as !

mentioned 3bOVE. This is another important guarantee to 1ndustry§
that evqry affort will be made to emooth the way for prompt

commerclallzatlon of resulting inventions, and recognizes that in ' -

this class of inventions the industry partner has made §a§

/ﬁigniflcant privr investment warranting ownership.

Section §3(b}{4) enumerates how Government-owned, contractor-
operated laborateries may use resulting royvalties. A geparate
section fer Government owhned and operated laboratories follows. :
This prov151on makes these pollcles more consgistent. Congress hasE
been addrassmng this isaue on a piece-meal basis (under the Bayh- |
Dole Act|, the Federal Technology Transfer Act of 1986 and thei
Technology Transfer Competitiveness Act of 1989).

Sectlom 4 responds to criticisms made by the General Accountlng:
Office and witnesses in the hearing in the 103rd Congress that
agenciesg: are spending a disproportionate percentage of rovalties on

admlnmstfatlcn.and not sufficiently rewarding laboratory personnel

Sec 14(ab(1)(A)(1) now mandates that agencies must annually pay

~inventors at least 15% of the first $2,000 in royvalties received by§

the agenay for their inventions.

The Sectlon also allows for the rewarding of other lab personnel |
invelved | in the project, permits agencies to pay for related .
admlnlstratlve and legal costs, and provides a significant new |
1ncent1ve by allowing the laboratory to use royalties for related;
researchiin the laboratory. This is a very important incentive at :
a time Qf shrlnklng federal R&D budgets. This also benefits the
U.8. publg:l.c by allowing the laboratories to perform mission-related |
R&D thhdut cogt to the taxpavers. :

f
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NATIONAL TECHNOLOGY TRANSFER CENTER

Wheeling Jesuit Coliege/316 Washington Ave./Wheeling, WV 26003
(304) 243-2455 Fax (304) 243-2463

MARCH 13, 1995

TO:  DOUG COMER
PROM:  JOE ALLEN

SUBJECT: BRIEF DESCRIPTION OF MORELLA BILL

Attached is a brief section by section you requested. In looking
over Jim Turner's comments and going over this one more time with
Norman Latker, I would like to suggest 3 clarifications in the
bill:

1. Page 3 of your most recent draft, "(b) Enumerated Authority"
lines 8-~10 could be clarified. Ws are talking about two different
sceharios here~- one to one agreements and consortia. In trying to
link them together in one sentence, we could be opening the way for
confusion by agency lawyers. Suggest changing as follows:

"The laboratory shall ensure that the collaborating party has the
option to choose an exclusive license for a field of use for any
such 1nventlon under the agreement. Howaver, in an agresment
involving more than one ccllaborating party, the parties may chooge
other llcenslng rights which they determine are appropriate.”

2, On page 5 line 5, strike "intellectual property.” Jim

questioned this insertion. This creates confusion with the Bavh-

Dole Act which sets out a zpecific procedure for licensing already

existing dinventions. Including thesge words will confuse the
' 31tuatlon.

2., on page 11 Section 5, line 13, strike "under this Act." Jim
rightly questloned this language. We alzo need to insert "made by -
a federal employee and", The amended sentence would then read:

"If a Federal agency which has ownership of or the right of
ownership to an invention made by a federal employee and does not

- intend to file ..."

The idea is to allow federal emplovees who make inventions under
any provigion of law to obtain ownership when the Government does
not intend to pursue development of the invention. The current
language resgtricts this to only inventions made under the Federal
Technology Transfer Act which was not the intention.

Let me know if you have any gquesticns. You can call me on {304)
243~ 2136, -




SUMMARY OF THE PROVISIONS OF THE TECHNOLOGY TRANSFER

IMPROVEMENTS ACT OF 1995

The Act amends the Federal Technology Transfer Act of 1986 giving
assurances to U.8. industry that sufficient rights te intellectual
property resulting from collaborative agreementis with federal
laboratories will be granted to justify prompt commercialization of
resulting discoveries. The bill alse provides important new
incentives to federal laboratory personnel to partner with industry
at a time that both need to work closer together for their mutual
benefit, Finally, the bill provides several c¢larifying amendments
to strengthen the current law,

Summary

Section 3(b) Guarantees an industrial partner to a joint
cooperative research and development agreement (CRADA) the option
to select either an exclusive or non-exclusive licenze to the
resulting invention. This option provides needed flexibility so
that both one~to-ohe agreements and consortia can proceed rapidly
under the Act. In the case 0f consortia, exclusivity to one partner
may not he appropriate, so other licensing #Bc¢enarios are provided
to move. the technolegy into commercialization. The important
factor -is that industry selects which option makes the most sense
under the CRADA,

. Bection 3(b)(1)(A) reiterates Govermment's right to use the
invention for its legitimalte needs, but stresses the obligation to
rrotect from public disclosure any information classified as
privileged or confidential under exemption 4 of the Freedom of
Information :Act. This 1s not an unreasonable burden on the
Government, and is an important assurance to industry that their
investments in the CRADA will be protected.

- 8ection 3(b)(1)(B) provides when the laboratory assigns ownership
or an exclugive license to the industry partner that licenses to
‘others may bé reguired if needed to satisfy pubklic health, safety,
regulatory, or the failure to manufacture resulting technologies in
the U.8. This parallels similar provisions in the Bayh-Dole Act
covering universitiez and non-profit organizations. This assures
the public¢ 'that their interests in the R&D are also being
considered.

Section 3{(bk){2)}(A) «clarifies —current law defining what
contributions laboratories can make in a CRADA. The words
"facilities, equipment, or other resocurces" are substituted for the
current word "property" giving greater guidance to the agencies as
to what contributions they can make t¢ the agreement. The language
does not change the current prohibition on providing federal funds
to CRADAS,




e

Section 3(b)(2)({B) clarifies that agencies may use royalties to |
hire temporary personnel o assist in the CRADA or related
projects. Currently many agenciegs face a cap on bringing on
additional personnel because of federal downsizing. The current

language' will not affect downsizing, but allows the laboratories

with sufficient royvalty funds to bring in needed temporary stdaff to
make partnerships under the Act suceessful. This is accomplished
i without reguiring any additional public funds.

| Section 3(b){2)C) s=simply restates the current provision allowing
: employees and former laborateory employees to work on the
commercialization of their inventions under the Act.

Section 3{(b}(3) is a new provision allowing the industry
collaborator to own inventions made solely by their employees under
a CRADA. The Government retains a government-use license as
mentioned above. Thigs iz another important guarantee to industry
that every effort will be made to smooth the way for prompt
commercialization of resulting inventions, and recognizes that in
this <¢lass of inventions the industrial partner has nade a
gignificant investment warranting ownership.

Section 3(b)(4) enumerates how Government-owned, contractor-
operated. laboratories may use resulting royalties, A separate
gection for Government-owned and operated laboratories follows.
This provision makes these policies more consistent. Congress has
been addressing this issue on a piece-meal basis (under the Bavh-
Dole Act, the Federal Technology Transfer Act of 1986 and the
Technology Transfer Competitiveness Act of 198%9).

Section 4 responds to criticisms made by the General Accounting
Office and witnesses in the hearing in the 103rd Congress that
agencies are not sufficiently rewarding laboratory personnel.

Sec 14(a){1)(A){i) now mandates that agencies pusf annually pay
inventors at:least 15% of the first $2,000 in rovalties received by
the agency for the inventions made by the employee. The section
also allows for rewarding other lab personnel involved in the
project, permits agencies to pay for related administrative and
legal costs, and provides a significant new incentive by allowing
the laboratory to use rovalties for related resgearch in the
laboratory. . This is a very important incentive at a time of
shrinking federal R&D budgets. The U.8. public also benefits
because the laboratories could perform additional mission-related
R&D without ¢ost to the taxpayers.

Bection 5 corrects confusion that has arigen in some agencies that
whenever Government takes ownership of an employee's invention that
‘it cannot subsequently waive ownership to inventions that it does
not intend to pursue. The current amendment clarifies the original
Congressional intent that rights to inventions should be given to
employees when the agency is not pursuing them,

 TOTAL P,@d
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_ IN TEE HOUSE OF REPRESENTATIVES

* .immmmmmmmmmmmmahmmmm

! : si : Comovitées oa ——

|

: i ‘ ‘ _

Tt% ameud the Stevenson-Wydler Technology Innovation Act
. of 1980 with respeet to inventions made vmder coopera

| _§ tive yeseareh and development agreements, ami for other

! C

. purposes.
| ri " Be it enacled by the Sente and House of Representa-
2‘ tives of the Undted Siates of dmerica in Congress assembled,
| 3 SECTION 1. SHORT TITLE.
! ' 4 This Act may be cited as the ‘Teehnolug-v Transfer
L “,'5' Impmvemams Act of 19957,

¥
 March 10, 1985 {5:;13;}.:“_;_}
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-1 SEC. 2. FINDINGS.

The Congress finds the following:

(1) Bringing technology avd industrial innova-

O

envirommental, and soeial we}kbemg of the people of

(2) The Federal Government can help United |
States business to speed the development of new |
produnets and processes by entering into mdpmﬁve
research and development agreements which make
avadlsble the assistance of Federal laboratories te
the private sector, but the commercialization of tech-
nology and industrial immovation in the United
States depends upon actions by business.

(81 The eommercialization of feehnology and in-
dustrial inmovation in the United States will be en-
haneed if companies, m return for reasonable gom= ;
pensation to the Federal Governmeunt, can more eas-

' fly obtain exciusive Hoguses to Inventions which they
develop jointly with scientists employed by Federal
laboratories. |

R I NV N
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|
|
|
|
tion to the markeiplace i cantrsl to the eeomomie, | 1
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March 10. 1995 5:18 p.m)




Vi1 e amTLIT. @ O e i 243 2129 F. a4

N o Ry

P JWS: TEAM TECILO0Z HALC .
3 | | |
1 SEC. 3 TITLE TQ INTELLECTUAL PROPERTY ARISING

T A TR

o

FROM COOPEBRATIVE RESEARCH AND DEVEL.
OPMENT AGREEMENTS,

Bubsection (b} of section 12 of the Stevenson-Wydler .
Teshnology Innovation det of 1980 (15 U.B.C. 3710a(b)) L
is smended to read as follows: - - ;

“(b) ENUMBRATED AUTHORITY.—(1} Under an o
agreement entered into pursuant to sabsection (a)(1), the
laboratory may grant, or agree t¢ grant in advange, to

10 2 collaborating party petent licenses or assignments, or
" 11" options thereto, in any invention made in whols or In part

C- T RN LT T Sy

' 1.’2 by a laboratory emplovee under the agreement. The lab-
13 oratory shall ensure that a collaborating party te an agree-

" 14" ment wnder which such an invention is made has, at a
15 minimum, the option to choose an exclusive livense for &
: 16 field of use in any such invention under the agreement.
I? Tn consideration for the Government's contribution under

; 13 the agreement; grants under this paragraph shall be sub.

1 19 jeet to the following explicit conditions:

20 “{AY A nonexclusive, nontransferable, lrrew
21 oeable, paid-up Hicense from the eollaborating party
22 to the Jaboratery to practice the invention or have

23 the mwention practiced throughout the world 'by or

24 on behalf of the Goverament. In the exercise of such
25 Beense, the Government shall mot publicly disclose
25 , trade secrets or commercial or financial information

March-10. 1965 (5198 gm )
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‘ i that is privileged or confidential within the meaning o .
12 of seetion 552(b}(4) of title 5, United States Code, |
3 Kor which would be considered as suehpr it bad been .

’ 4 cbtained fmm a nm—FederaJ pa

“(B) I£ a lsboratery assigns title or grauts an

‘6 7 exclusive license to such an imvention, the Govern-
| 7 'mentshaﬁretaintherﬂighis—-'
. “{i) to require the collaborating party to

ﬁ 9 | grant to & respomsible applicant a nonexclusive,
iﬂ | pamally esclusive, or exclusive license to use
o the invention in the applicsnt’s licemsed field of
12 use, on terms that are reasonable ander the cir-
- 13 f eumstances; or |
| 14 : “{ii) if the collaborating party fils to
15 grant such a license, to grant the license itgelf :
iﬁ | “(C} The Government shall exereise ils right re- ;

17 tained under subparagraph (B) ouly if the Govers-
18 ment finds that—

StS “(i} the action is necessary to meet health
.?0 _ o safety needs that are not reasonably sattsfied ' © . -
21 by the collaborating party;
- i2 f “(ii} the achon is neeeawy to meef re-
23 guirements for public use specified by Federal
i regulations, and such requirements are not rea-
'.?.5 sona,bly satisfied by the c(}llabm'atmg party: or

. Warch 10, T895(5: 18 p.e.)
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aF “(ii) the eollaborating party has failed to
'2 -" comiply with an agreement containing provisions
- 3 : ~ described in subsection (e){4MB). |
. 4 {2} Under an agreemert entered into purswant to = E .

| i5 ‘subsection (a}(1), the collaborating party shall have the
:6 ‘option to retain title to any inveotion made solely by an
: i'? ‘employee of the wollaborating party.
8 | “(3) Under an agrecment entered mto pursuant (o

9 subseetion {a)(1). a laboratory may—
10 “(A) accept, retain, and use funds, persounel,
It services, and property, including intellectual prop-
12 erty, from a collaborating party and provide person-
13 nel, services, and property, including intellectual
1-4 | property, to a collaborating party; | . '
: 15 z “(B) use funds reccived from a eollsborating
16 party in accordance with subparsgraph (A) to hire
17 pearsonnel to carry oub the agreement who will not he
| 18 f subject ¢ full-time-equivalent restrictions of the
19 agency; and

- 20 () to the extent eonsigtent with any applica-
21 bl sgeooy vequirements or standards of conduet,
22 permif sn employee or former employee of the lah.
33 oratory to participate in an effort to commerviatize |
EA | an ipvention made by the employee or former em.

Aarch 10, 1995 (5:18 P
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ployee while in the employment or service of the

i
}
1

Governiment.,
“(4) A eodllaborating party 1 an esclusive license in

any invention made under an agteement ertered into pur-
suant to subsection (a)(1) shali have the right of enforee-
‘ment under chapter 29 of title 35, United States Code.
“(5} A Governmenti-owned, eontractor-eperated lab-
-oratory that euters into o eovperative research and devel-

- RN T I R

Eapment agreement pursuant to subsection {a}(1) may use

=)

ar obligate royvalties or other income aceruing to the lgb-

(]

‘oratory under such agreement with respect to any mven-

Hion Onlyee—
“(A} for payments to inventors;

RN

“{B) for a purposes described iIn clanses (3},
(iii), and (v) of section 14(a)(IMB); and

“(C) for seiemtific reseazch and development
comsistent with the research and developrment mis-
‘&ions and objectives of the laboratory,”. |

. 19 '$EC. 4. DISTRIBUTION OF INCOME FROM INTELLECTUAL

— bk
-

oo

20 PROPERTY RECEIVED BY FEDERAL LABORA.
22 Section 14 of the Stevenson-Wydler Techrology Inno-
33 vation Act of 1980 (15 T.S.C. 3710¢) is amended—

24 (1) by amending subsection {a)(1) to read as

25 follows: | '

k& i i

Wanch 0. 1895 tﬁ:-ﬁrspm,;
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1 “(1) Exeept as provided in paragraphs (2} and
2 (4), any revalties or other payments received by a
'3 Fedaral agency from the licensing and sssignment of
4 | inventions under agreements entered into by Federal
5. iaboratories under seetion 12, and from the liceusing
6 of mventions of Governmentoperated laboratories
7 under setion 207 of title 35, United States Code,
8 or under any other provigion of law, shall be re-
::9 taineql by the agency whose laborstory produced the
10 iuvention and shall be disposad of as follows:
1 “{A}{i) The head of the ageney or labora-
13 ench year the first $2,000, and thereafier at
- in least 15 percent, of the mya.lﬁes or other pay-
15 ments to the inventor or comventors.
16 ‘(i) An agency or laboratary may provide
17 appropriste neentives, from royalties or other
" 18 f pavments, to emplovees of & laboratory who
19 contribute substantially to the techsical devel-
20 opmoent of licensed or assigned inventions be-
. 2':1 ' tween the time that the intellectual property
2 rights to such inventions are legally asserted
n #nd the time of the lioensing or assiguing of the
.' 24 rventions. |

 Maren 10, 1995 (5:48 ph)
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“(in} The ageney or laboretory shall retain
the rovalties and other payments received from
an iovention wntil the agemey or laboratory
makes payments to emplovees of a laboratory
wnder clanse (i} or (ii).

“{B) The balance of the royalties or other

- payments shall be tramsferred by the ageucy to
its laboratories, with the majority share of the
rovalties or other payments from any invention

-2 R~ N Y S U RO SO

10 golng to the laboratory whers the invention ve-
11 curred. The royalties or other payments so
iz trausferred to any laboratory may be used or
13 obligated by that laboratory during the fiseal
14 year in which they are received or during the
5 suooeeding fiscal year—
6 “(G) to reward scientific, engineering,
7 and technical employees of the Iaboratory,
18 melading developers of semsitive or elassi-
19 fied technology, regardless of whether the
20 technelogy has commaercial applications;
s “ii) to farther scientific exchapge
22 among the laboratories of the ageney;
23 - “(ii} for edmeation snd traming of
e employees consistent with the research and
29

devalopment missions and objectives of the

Maret: 1. 1905 (£ 1% p.m)
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agency or laborgtory, and for other activi-

ties that inerease the potential for transfr

of the technology of the Isboratovies of the
agency;

“{iv} for payment of expenses inciden-
tal to the administration snd hicensing of
intellectual property by the agency or lab-
oratory with respect to inventions made at
that ishoraiory, including the fees or other
costs for the sarvices of other agencies,
persops, Oor orgemizations for mteliectmal
property management and Nceusing serv-
ives; or

“{v) for seientific research and devel-
opment consistent with the researeh and
development miscions and objectives of the
lahoratory.

(G} All royslties or other payments re-
tained by the agency or laboratery after pay-
ments have been wade pursumnt to subpara-
graphs (4} and (B) that 1 wobliguted and un-

espended at the end of the fiscal year succeed-

ing the fiseal vear In which the royalties and
othier payments were received shall be paid into

the Treasury.’";

. 1lig
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- 10 |

(2) in subsection {(a}(2)— | \
(A} by inserting “or other paymeunts” after o l

2

" 3 . “royalties”; and

4 (B) by striking “for the purposes deseribed

s in dauses (i) through (iv) of paragraph (1)(B)

6 during that fiseal year or the sucoseding fiseal

7 vear” and inserting in lien thereof “under para-

3 graph (1)(B)"

9 (8) in subsection (a){4)}—

‘,1%0: (A) by striung “income” each place it ap-
1 pears and inserting in heu thereof “payments”;

512 (B) by striking “‘the payment of rovalfies
13 to mventors” in the first seateuce thereof and
14 inserting in leu thereof “paymeﬁm to inven-
35 | tors™;

T (C) by striking “clause (i) of paragraph
7 (1)(B)” and inserting in lieu thereof “clause
18 (iv) of paragraph (1)(B)";

'y . (D) by steiking “peyment of the royalties,”
Zﬂ | m the second sentence thereof snd inserting in
| 21 | lieu thereof ‘“offsetting the psyments to inven-
22 tars,”; and
B (B) by striking “clauses (i) theough (iv)
2% of’; and

| Marsh 10: 1995 fs.-w,m.y
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o [ (4) by smending pavagraph (1) of subseetion
2 (b) to read as follows:
3 “(1) by a eontractor, grantee, or participant, or
4 an employee of a contrastor, grantee, or partieipant,
- B in an agrecment or other arramgersent with the
;‘ 6 ageney, o'’
" 7' SEC. 5. EMPLOYEE ACTIVITIES.
8 Section 15(a) of the Stevenson-Wydler Techmology
9 Tnnovation Act of 1980 (15 U.8.C. 3710d(z)) is amend-
10 ed—

il {1} by strikimg “to an invention’’;
12 (2) by nsertng “to an invention msde by a
I3 Federal amployes” after “under this Act’'; and
B 514 {3} by ingerting “obtain or” afler ‘“the Govern-
i5 ment, to’.

16 SEC. 6, AMENDMENT TO BAYE.DOLE ACT.

17 Section 210(e) of title 35, United States Code, is
| 18 amended by striking “, ¢ amended by the Federsl Tech-
19 nology Transfer At of 1986,

Saccs) 10, 1996 (518 gm ]

#*% TOTAL PRSE.BI1 #*x

L TOTAL P42 S
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o :
A | | SR
| 104z GONGRESS , S
| Vesec HL R, I
i r *
? -
g | B | -*
IK THE HOUSE OF REPRESENTATIVES
. Mos Mecmied ____imtroduead the foliowing il which was teferred to the
b _ Cottiizwes on —
§
T |
: St ' . 5
11-'.-...-?-_'.l'hﬂ:" o “'Ti' l‘-_‘.'-"":‘. _;:--'. ;-J'y'l_."::.;:“z'x:'Eai-m[‘ii:" F A s ma e Tyt et uw '.a.._-.:‘-é'-iﬂle,,"*;) LY

To amend the Stevenstn-Wydler Techuology Innovation Aot
of 1380 {to do whatt}

Bg 4t enacted by the Senate and House of Representa-

(%)

tives of ths Undted Siates of dmerica in Congrass assembled, ~ +

S

.3 SECTION 1 SHORT TITLE.
i 4 This Act may be cited as the “Tec%;nolngy Travsfer
' 5 Improvements Act of 1995, |
6 SEC. 2. FINDINGS.

7

g —_

The Congress finds the following: —
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_F:\JWS\IEAM\TECHQQL | _ B, .
- 2
| {1) Bringing fechnology and industrizl mnove-
?, tion to the marketplace iz central to the ecopomic, ‘,
f 3 eaviroumental, snd social wellbeing of [citivens off |
' 4 the peogle of the United States. |
5 (2) The [Federal] Governmsnt can help United
| ‘6 Ststes basiness to speed the development of new
7 products and processes by entering 'inm'cooperative- |
8 research and development agreements which make o
_ 19 gvsilahle the assistance of Federal laboratories to
10 the private sector, but the commercialization of tech-
1N ndogy and industrisl fmovation I the United
12 States depends npon astions by busipess. o |
o : 13 {3) The commercialization of technology and - 5
.; . | r 14 dusiisl innovetion in the United Stétes will be en- f
etk e en haelys, s - haneed if:companies; in retirr fr ressomable cam- «
S : l 16 ';;ensation to the [Federt!] Government, can more :
i7 easily obtain exclusive licenses to iuventions which
| 18 they develop jeintly with [Fedexal lahoratory sof- o ,:..‘
N o R 19 entista/seientists employed by Federal laboratories]. 7
| o 0 sEc. s TITLE TO INTELLECTUAL FROPERTY ARISING .
o FROM COOPERATIVE RESEARCH AND DEVEL- .
| . t 22 _ emsm* AGREEMENTS. o

i
;-

S 23 Subsaction (b} of section 12 of the Stevenson-Wydler
.24 Techmology Tnnovation Act of 1880 (15 U.S.C. 8710a(blhe - ©.

25 1 amended to read as follows: ‘ : m— ;““ : ﬁ

{
¢

Cacarnner 12, 1554 ] : : . :' : ,-
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. MeR g va5 §7:58  FROM WSE SCIENCE DENCRAT FRGE . Bos
? 3 stwwm:cﬁm HLC,
o 3
S "{b) ENUMBRATED AUTHORITY.—(1} Under s
- of s section, & e

e mmenwea ot pussaast o subsecton (L) M
g may grant, aragreetagr&ntmad"an&e, ;
*/” 4 a collaborating perty patest Boanses or asszgmnems&or\s@wﬁ |
| 5 eptions thereto, in any inventivn rade in whele or in part me
' § by a Federal employeig under the agreement. The labora- |

TH g ottt ,-'L»/;vm—-’

e

Bt Lo

R
Rt SN

- : /8 %ﬂlmopﬁekmamm an exclugive license
9¢ramn-e:aﬂwn}mnsafaraﬁeldofusemanym

~ LA

10 mmw unaer the ag'eement, In consideration for the
S yLI- ‘-" tha agresment, the
.1‘3 rights afﬂ}emﬂaboratm,paxﬁrﬁsmlbe mb;ecttctha | B |
13 “follewing esplicit conditions: i

-‘ 14 | “{a} A nonexelosive, mnmsfemble mrev-
3515 . oesble i Hoeuse from, the collebOrating, party:- i £ 4w
16 to tﬁeia’horatmy to practice the hnvention or have L
" 17 the invention prasticed throughout the world by or
18 on behalf of the Government. In the exercise of such
19 Boense, the Government shall™not publicly disclose
V; 20 itrade secrets or commereial or Snancial information
21 that is privileged or confidential within the meaning
22 of section 352(b)(4) of Hitle 3, United States Code,

Docambet 12, 195¢
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MAR & ‘S5 17:55  FROM HSE SCIENCE DEMCRAT PAGE . BR4
- FAJWSITEARVIECH 001 Rt S

- 4
2
3 ‘;
4 ~OEb.agtivitios-condnetod-puder this-Aes
15 “(B) Uin the evemt thav/[s] = laboratory assigns
:6 - $itle or grants an exclusive licsuse ¥ such an inven-
7 tio, the right of the Gavernunest to Tequire the col-
8  ladberating party to grant to a responsible applicant
| 9 & ponexclusive, partislly evelusive, or exelusive bi-
:EI_O eansewusewe invention in the applicant’s lisensed
i £ ? 11 | ﬁeld of use, on terng that arg_wabl\aun&er the o
? 12 weumztanees,orﬂﬂ:acoMrmgpmyfaﬁzh
" i1 i3 grant sueh & license, to grant tLe hcense self if the o
} 14 Goverament fads that— 4 : S
) A i = A e ) the pebioncds nem‘“'mt h‘:'ﬁlm“" .
by f»f..i‘l;;- 1 116 orsafety needs that are not reasonebly satisfied o
oo 17 by the eoliaborating party; -
i 18 | “{ii} the sotion is mecessary to meet re-
19 ¢nirements for public usE spesified by Federal
- 20 regulations, and sueb requirements are not Teas
o sonabhrsaﬁsﬂedbythemﬂabcmﬁn‘,paﬂyor
ol m () the collsborating party has falled to
1 23 conqﬂymthﬂleaﬁ'eementuﬁpiamenhn“su}a- i
ST section (c}(ANB).  emmite
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MAR B 'SS 17:56 FROM HSE SCIENCE- DEMCRAT PAGE, B25
T FAJWS\TBAGHTECHOOL BLE é
- 5 o |
f ; 1 .“(2) Under an agreement entered into pursment to
2 subsection (a)(1), 2 laboratory may— o
p 3 ) e, rtain, and e funds, paonnd, /|
4 serviees, end roperty Som a collsboratipe PR~ 7 |
3 apd provide persomnel, services, 2 "ré |
§  colisbarating party; T
1  “(B) use funds received from a.aonabmﬁng.@ .
8 ‘party in aceordance with subparagraph (&) to hire o it
9 parsannsi@?ha will it be subject to B hme—aqmv& i

- ety W 3 'ﬁn P h-'-f- - % ‘\ sy | .
lent restrietions of the agenty; ‘*"ﬂ:*v—’_—-—hﬂ;“} L igad

1Q
11 -' () to the extent eensistent with any applies- Ij' ’
. 0 12 ble sgency requirements or standords of eonduet,
: permit an employee or former employes of the iab- : _ i
oratery o participate in an effort to em&eiaﬁza L l

e mvemuﬂ* mede by, thie ‘sroployee: or formenremic * oty i

: ployee while in the employment or service of the
17 Government; and

o 513 - (D} grant 19 2 eollaborating pacty in an esclu- ]
. o 19 sive Heense i zoy invention wiEde under the sgree- ' '
:20 men) the right of enforcement under chapter 28 of |
.21 tih 35, Usited States Code, as determined {ky
e s. «. :&;5 :‘“i | 22 ._':-:v-iomﬂ‘ho be appropriate and in the public inferest. . | {
> L3 “(8) Under an agreement entered into porsuant fo .

24 subsaction (@)(1), tho collsborating party shall have thag s . -

:25 option to retain title to a;ry_iﬁvenﬁon. smade solely by an o 1

Orcermber 12, 1694 /-
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F WSV TERDSVIEURA0L | "
B 6
. mﬁuyeeofmsmmmpw.mm;
4
W S =
P
8 “‘{&) A Government-owned, confractur-opereted lzb-

: : g mtnrythatmtexsmtaamperahver&mm&mez-
- ‘ 10 opment agreement pursuant 52 subsection (a){1) may use

11 or cbligate royalties or other income ammgtothelah-
i 5 12 mtmyun&eranagrmmtmrespmtoanymvenum |
I o
- e %A} for paymenls to ventors;

b e e 15 e 0 5 e () for e parpose desaribed i tlatses (i (i), 1 =

© 0 16 and Gv) of section 14()I)(B); and Ty

17 “{(} for scientific research snd development
18 comsistent with the research snd developraent mis-

19 sion and ehjactive of the Jahore¥iry.”, | )
20 SEC. 4. DISTRIBUTION OF INGOME FROM INTELLECTUAL
la FEOPERTY RECEIVED BY PEDERAL LABORA-
EVE TORIES. | i
' 23 Section 14 of the Stevenson-Wydler Technology Inno-
| 24 vation Aot of 1980 (15 USC. 7100) s amendedm ez -
| - Sr—
ovesmoe 12 jose
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December 12, 1594

{1) in the striking “INcOME™ gnd
inserting “BOY.
fComment: The amendmeni made by poragropk (1) 4 |
wnmecessary because the setiom heading currenily sontaing
the word “rayalties™ instead of “incoma” ]
{2} by amending subsaction {a)1) to read a5
follows: | o
“{3) Except as provided in paragraphs (2} and
(4}, any royalties or other pgymentg received hf a
Federal agency from the licensing and assigmment of
.imrenﬁm:s under agreements entered nto by Federal |
' laboratories under section 12, snd from the kicensing
of ioventions of Goversment-operated laboratories
woder section 207 of title 35, United States Code,

< oo nder-gny ‘ofhen provisionof Jave shall bere- e |

teined by the agepey whese laiaaratory p'z'oduee-ﬁ the .
invention and shall be disposed of as follows:

“{AM3) The heaﬁ of the agency or labora-
tory or Such indhvidual's Hesizues shall pey ‘ &
first $2,000, and thereafier st least 15 percent,
of the rovelties or other peyrrents to the iovens

“

I

., Tant
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. _ | 5 |
“(u) Ao agency or lsboratary may provide
sppropriste ineentives from royalties to employ-
¢es of & Jaboratory who contribute substantially
_'w_ the techmical developmént of Heensed or as-

LI
Fige — e
L« T+ Nl_ﬂ'\ L M W N e

signed intellectual property between the time
that the inteliectnal property rights are legally
esserted and the time of the licensing or assign-
ing of the inteliectual preperty rights,
“{ifi} The agency or laboratory shall retain
o ‘the incame received from intellectus] property
Jg i  until the ageney or Ieboratory mskes payments
E 12 to employees of a leboratesy nmiér clause (i) or
13- ().
| N L . “(B} The balance of the rdyé]ti@ or other _
| e g o 3+ T Tpaymenty shall be transferred by the sgency: 0 ~' L
A i I _Mhhomtames,mthﬂxem;mshmﬁtha L
bty royaities or other payments from auy mvention
| 18 golng to the laboratory where the invention oce
e 19 ecurred. The royaltics of “other payments s i
'. _ _,( | ?.O. -_mwwmysaehiﬁhomM‘maybeused
g * or cbligated by that laboratery during the Hseal
) yesr in which they are received or durmg the
Co23 succeeding Gseal year—
A 24 ,:’ T i) for paﬁment of expenses neidens. .
et 25 f?; tal to the administration and licensing §F -
5,-)!"6" ;
Oetemeair 13,4994 "-~~._.\_,/
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- FIWS\TEAGH\TECH 001 | HLG,
g  intellectnal property by the ageney or lsb-
2 cratory with respect to imtelectual prop-
3 erty which originated st that laboratory,
-’4.{""!: inchuding the fees or other costs for the
:'S_ | sexﬁcesofcther.agencies,pemns,orﬂb
&  ganizations for intellectual property man-
7 agemeant émd Licensing services; ' _ .
8 | “(ii) to reward scientific, enginesring,
9  and teckuical employess of the Jaboratarv, .
0 €  including developers of sensitive or classi-
11 ) | fied techmology, regardless of whether the
'313 teehmology has comamercial applications;
13 “Giil) to Further scientific exehange. -. _'
o 14 “his among the laberatories of the agency; , ~:.f
- “‘-41-54 w2vud e Sy for eﬁmﬁbﬁ'anﬂfmngﬁﬂf: AN ‘ -
. . ‘16 | employees cousigtent with the research and B
7517 - development mission and objective of the \
18 vt  ageney or leboratory, and for other activi- "’
19 ties that mereass the'Potential for tomsfer . |
3 . of the technology of the laboratories of the L
2 ALENCY; O
22 () for scientific vesearch and devel-
:23 e opraent consistent with the research .and |
. 2 development mission and objective of the, .. .
25  lgboratery. - -
oot .15%
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{4) by striking “income” each place it appears

in subsection {a)(4) and serting “payments™; |
~ {5) by striking “the paymsnt of royalties [to in-

ventors]™ in the first sentence of su‘lmeztmn (a2.){4}
and inserting “p&}menm to fav enturs“,

. !';;!R“ _B ’\?Eaifzﬁ_\-:n{i@n H5E SCIENCE DEMCRAT M&RGE.F;:;
| 1 |
1o “(C) All income retsined by the agency or
7. . 2 laborstory after payments have beet mads pur-
L 3 suaxt to subparagraphs (A) and (B} t.ha.t is un-
3 ghligated and unexpended at the end of the fis-
Llls gal year sucseeding the fiscal year in which the
s jnoome was m&ive&shgﬁ be paid into the
-7 ‘Treasury.™;
8 {8} by inserting “ar other pa_ynwﬁ" after
9 ropalties” i subseetion (@i L v

v (6) by:striking '“paytoont of the royalties,” in -

the second senience of subsection {2}(4) s_m.d insert~

41: * 17 ing “offsetting the payments to inventers,”;
< 18 [Question: What is the intent of the amendment made
19 by paragraph (6)7] ~
20 {7} by amendivg paragraph (1) of subsegtion
_; 21 (&) to read as tollows: |
_ 22 “{3} by & coptractor, grantee, participant, oran -
,_J 5 'a;;_ it 23 employse {thereof/of a contratter, grantee, or partie- -

P )
EET s ,__,.,-\...4

'7.4.“")'1'(“25

ngm.-},a:.p 1% 1994

ipant], in au agreement or other arrangement with. .
i : .

the ageney, or'’; and

b
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- I
BN (8) by amending paregraph (2) of subsectioa

-_!::. {b} to read as follows:
“(2) by an employee of the agengy who was not
*Db Ku;iﬂfj&EX‘Q ~ required by aby regulation to asskgzﬁheinwenxﬁnzto
'5 the ageney et the time the invention was made,”. |
5 SBC. 5. EMPLOYEE ACTIVITIES.
- 7 Section 15(2) of the Stevenson-Wydler Technolvgy
8 Inpovation Act of 1980 {15 U.SC 37104(2)) is
9 mnenﬁed—~ |
¥ bj'mserung“mmhlp of or' after “agen-
¢y which has - | |
- {2) by inserting “made by 2 F adérat employes” /
after “”“der‘h§<255$ i aod S R
_ S ' {3) by inserting “obtain o aﬁ;r “the Gocerp - :
.gnﬂn@%;ﬁiwg-mﬂmtﬁ *':Lﬂ'ttﬁ“r:““7r}uvﬂfﬁ‘ﬁeﬂ@“
16 sec 6. AMENDMENT 70 BAYE-DOLE ACT, -
17 Section 210(e} of title 35, Vuited States Code, is
| 18 iunendﬁdfby’uuﬁutnqg‘%nnittm Tecknoiogy Transfer Tm-
v 19 provements Att of 1995” ater “Fedsral Technlogy
i 20 Trensfer Act of 1986”. |

Devamber 12, 1904

TOTAL F.12
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Public Law 96-480, As Amended by Public Law 99-502 (October 20, 1986)

An Act

To promc;'u United States tachnological innovation for the achievement of national
economic, environmental, and social goals, and for other purposes. .

Be it enacted by the Senate and House of Representatives of the
United States of America in Co. assemb at this Act mag! Ee

" cited as the “Stevenson-Wydler Technology Innovation Act of 19

SEC. 2. FINDINGS.

The Con finds and declares that: .
(1) Technology and industrial innovation are central to the
economic, environmental, and social well-being of citizens of the
United States. .
~ (2) Technology and industrial innovation offer an improved
- standard of living, increased public and private sector productiv-
ity, creation of new industries and emgégyment opportunities,
improved public services and enhan competitiveness ‘of
United States products in world markets.
© (3) Many new discoveries and advances in science occur in
universities and Federal laboratories, while the application of
this new knowledge to commercial and useful public purposes
depends largely upon actions by business and labor. Cooperation
among & mia, Federal laboratories, labor, and indusiry, in

such forms as technol transfer, personnel exc , joint
research projects, and others, should be renewed, expanded, and
strengthened.

{4) Small businesses have performed an important rcle in
advancing industrial and technological innovation,
{3 Industrial and technological innovation in the United
States may be lagging when compared to historical patterns and
other industrialized nationa.
(6) Increased industrial and technological innovation would
reduce trade deficita, stabilize the dollar, increase productivity
gains, increase employment, and stabilize prices. '
{T) Government antitrust, economic, trade, patent, procure-
ment, regulatory, research and development, and tax policies o
have signiﬁcant impacts upon industrial innovation and develop- ...
ment of technology, but there is insufficient knowledge of their
.effects-in particular sectors of the economy.
(8) No comprehensive national policy exists to enkance techno-
logical irnovation for commercial and public p::foses. Thereisa
need for such a policy, including a strong national pelicy support-
ing domestic technology transter and utilization of the science
and technology resources of the Federal Government.
(9) It is in the national interest to promote the adaptation of
technological innovations to State and local government uses.
Technological innovations can imgrove services, reduce their
costs, and increase productivity in State and local governments.
{10) The Federal laboratories and other performers of federally
funded research and development frequently provide scientific
and technological developments of potential use to State and S )
local governments and private industry. These developments ., which include in-
: pentions, compuler software, and-training technologies,
should be made accessible.to those governmeénts and industry. .
—There is a nieéd to provide means of access and to give adequate
personnel and funding support to these means, .
{11) The Nation should give fuller recognition to individuals
and companies which have made outstanding contributions to’
the promotion of technology or technological manpower for the
improvement of the economic, environmental, or social well-
being of the United States. '




.
!

wise used dy a Federal agency and funded o _ _ i

SEC. 1. PURPOSE. : T i
It is the purpose of this Act to improve the economic, environmen- ' :
tal, and social well-being of the United States by "
(1) establishing crganizations in the executive branch to study _ |
and stimulate technology; - o : .
(2) promoting technology development through the establish- !
ment ofcansessforindustrial tachnolog¥ cooperative research centers > PR

(9) stimulating improved utilization of federally funded tech~ ) !
nology developments , including inventions, software, and troining -_#!é"—""?‘””‘?““’ |

by Stats and local governments and the R '
private sectox; ' oo S ' .
{4) providing encouragement for the develo t of technol- _ - i
ogy through the recognition of individuals and companies which 7 '
have made cutstanding contributions in technology; and _ : _ 1
(5) encouraging the exchange of scientific and technical person- L i
nel among academia, industry, and Federal laboratories. _ Vs _ ‘
SEC. 4. DEFINITIONS. e A
teAsusedinthisAct,uniesn the context otherwise requires, the’ .~ = : \‘
(1) “Office” means the Office of Indusirial-Tochnology = ; g :
" Productivity, Technology, and Innovati«>? | w
lished under section 5 of this Act, : : . : i
g; ‘l'?e_cremn,r," means the Secretary of C‘oroe. _ . _ : i

i ‘Assistant Secrelary’ means the As- _ : S \
sistant Secretary for Productivity, Technola- o - - '
g¥, and Innovation _ ' B '
» appointed pursuant to section 5 of this Act. ' L
(4) “Centers” mesns the Centers—for-industrinl-Teshnology~Cooperait
established under section 6 or section 8 of this Act. o o : i
(5) “Nonprofit institution” means an organization owned and o ‘ : .
operated exclusively for scientific or educational p o8, NO [
part of the net ewrnings of which inures to benefit of any o _ S : "
_ private sharg'holder or individual.

o

sabliched NS

(8} @] “Federal laboratory” means any laboratory, any federally . L
funded research and development center, or any center estab- _
lished under section 6 or section 8 of thia Act that is ewned-and ' - . P
owned, leazed, or olher- _ 1

“by the Federal Government, whether operated by the o .
Go{;feménent orbyacontc}'raqwh ‘her th De v of : R
17} “Supporting agen means e e Department of - S
Commerce or the National Science Foundation, as appropriate. |
(8] ‘Federul agency’ means any erecutive N ' ' |
noency as defined in section 105 af Hile 5, ' _ o : ‘
United States Code, and the military deparé- oo - _ _
ments as defined in section 102 of such litle. e |
“‘8) ‘Invention’ meant any invention or - : 1
discopery which it or may be palentable or T
 otherwise protected under title 35, United _ ' _ |
States Code, or any novel variety af plant ) S
- twhich is or may be protectable under the - : o : R S
};taut ;Vcr!etr Protection Act (7 U.S.C. 2321 L o
et seq. ). _
(10} ‘Made' when used in conjunction S S - ]
itk any invention means the conceplion or S - s S . )
- first actual reduction to practice af such in- e ' ) o .
vention. ' : : :
“t11) ‘Small dusiness firm’ means ¢ small o
business concern as defined in section 2 of !
Public Law 35-538 (15 U.S.C. 632) and im-
- plementing regulations of the Administrator
of the Small Business Administration.




(d) PLANNING GRrANTS.—The Secretary is authorized to make
available nonrenewable planning grants to universities or nonprofit
msntut_l:::c)t('g the purpose of developing a plan required under

A —(gA)théCenter reports the invention to the su agency
: Bmthaﬁst%fmhguntryiﬁwhichthep&;m scta’to
file a patent application on the in .
: id o gpn ventlo

. . on shall be exercised at the time of discloglre of
invention or within such time thereafter as may be profided in
the graqt or cooperative agreement; 7

(C) the Center intends to promote the commercializdtion of the

invention agd file a United States patent ap}:licatio ~d

(D) royalties be used for compensation of the jAventor or for
educational or'vesearch activities of the Center;

(E) the Centervmake periodic reports to the gdpporting agency,
and the supporting agency may treat inforpfation contained in
such reports as privi ege? and confidentigd technical, commer-
cial, and financial ixformation and noy/subject to disclosures
under the Freedom of ixformation Act; ghd

(F) any Federal deparsment or agepty shall have the royalty-
free right to practice, ox have practiced on its behalf, the

' invention for governmental’qurpogés.

The supporting agency shall havg tie right to acquire title to any

patent on an invention in any coun)y in which the Center elects not

to file a patent application or fails to\file within a reasonable time.

(2) Where a Center has rejdined \title to an invention under
paragraph (1) of this subsectiogf the suppqrting agency shall have the.
right to require the Center dr its licensey to grant a nonexclusive,
partially exclusive, or excldsive license to a\responsible applicant or
applicants, upon terms théit are reasonable uhder the circumstances,
if the supporting agency'determines, after pubdi¢ notice and opportu-
nity for hearing, that slch action is necessary—

- (A) because tHe Center or licensee has not\taken and is not
expected to take timely and effective action to achieve practical
application ¢f the invention;

(B) to mgét health, safety, environmental, or natignal security
{;eeds wlrich are not reasonably satisfied by the contractor or
icensegt or

(C) Because the granting of exclusive rights in the ihvention
has £ended substantially to lessen competition or to result in
undue market concentration in the United States in any lige of

gommerce to which the technology relates. :

{e) RESEARCH AND DEVELOPMENT UTILIZA-
. TIoN.—In the promotion of technology from
research and development efforts by Centers
under this section, chapter 18 of tille 35,
Uniled States Code, shall apply to the extent -
" not inconsistent with this section.

W W g =
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SEC. 7. GRANTS AND COOPERATIVE AGREEMENTS.

- (a) In GenEraL.—The Secretary may make grants and enter into
r cooperative agreements according to provisions of this section in
- order to assist any activity consistent with this Act, incl
activities performed by individuals. The total amount of any s
grant or cooperative agreement may not exceed 75 percent of the
' total cost of the program. L :
(b) ELIGIBILITY AND ProCEDURE.—Any person or institution may -

apply to the Secretary for a grant or coograuvo agreement available

under this section. Application shall be made in such form and " "

manner, and with s;;l: gl;rt:nt ag&:i:lher mbmme;ccvgs. alhr.hc Dlreo-u Note: 'Director

tor shall prescribe. tary act upon suc ca- should have been

tion within 90 days after the date on which all required inform?gonu replaced by"Assistan

received.
- (c)TnusmCoung':a%N&- u od Secretary'-. gee
(1) Any grant e, or cooperative agreement entered into, Section .
under this section shall be subject to the limitations and provi- T 4(3)
sions set forth in ph (2) of this subsection, and to-such
other terms, conditions, and requirements as the Secretary
deems necessary or appropriate. .
(2) Any person who receives or utilizes any proceeds of any
grant made or cooperative ment entered into under this
section shall keep such records as the Secretary shall by regula-
tion prescribe as being necessary and appropriate to f tate
effective audit and evaluation, including records which fuil
disclose the amount and disposition by such recipient of suc
proceeds, the total cost of the program or ir::ect in connection
with which such proceeds were used, and the amount, if any, of
such costs which was provided through other sources.

SEC. 8. NATIONAL SCIENCE FOUNDATION €BNTBRS—-POR—ENDUSTRIAL—
_ FECHNODOGY COOPERATIVE RESEARCH CENTERS .

(a) ESTABLISHMENT AND ProvisioNs.—The National Science Foun-
dation shall provide assistance for the establishment of Centersfor
Industrial-Technology- Cooperative Research Cenlers .

. Such Centers shall be affiliated with a univer- '
gity, or other nonprofit institution, or a group thereof. The objective
of the Centers is to enhance technological innovation as ded in
él?ﬁ:ion f(a) through the conduct of activities as provided in section

(b) PLANNING GRANTS.—The National Science Foundation is
authorized to make available nonrenewable pla.nni.n? grants to
universities or nonprofit institutions for the purpose of developing
the pian, as described under section 6(cX3). :

. (c) TerMB AND CoNDITIONS.—Grants, contracts, and cooperative

v agreements entered into by the National Science Foundation in

:-ﬁ execution of the powers duties of the National Science Founda-
tion under this Act shail be governed the National Science
Foundation Act of 1950 and other pertinent

SEC. 9. ADMINISTRATIVE ARRANGEMENTS.

(a) CooRDINATION.—The Secretary and the National Science Foun-

- dation shail, on a continuing basis, obtain the advice and cooperation

- of departments and agencies whose missions contribute to or are

. affected by the programs established under this Act, including the

development of an agenda for research and policy experimentation.

These departments and agencies shall include but not be limited to

the Departments of Defense, Energ{, Education, Health and Human

Services, Housing and Urban Development, the Environmental Pro-

tection Agency, National Aeronautics and Space Administration,

Small Business Administration, Council of Economic Advisers, Coun-

o f’do l(im. Environmental Quality, and Office of Science and Technology

. cy.

(b) CooreraTiON.—It is the sense of the Congress that departments

" and agencies, including the Federal laboratories, whose missions are

affected by, or could contribute to, the programs established under

this Act, should, within the limits of budgetary authorizations and

appropriations, support or participate in activities or projects author-
ized by this Act.




() ADMINISTRATIVE AUTHORIZATION.—
(1) Departments and agencies described in subsection (b) are
authorized to participate 1n, contribute to, and serve as resources

f::ttbaCanursand or any other activities suthorized under this

(2) The Secretary and the Nationai Science Foundation are
authorized ﬁt: receive d;noneys a:d to reegivemother m of
assistance from other departments or agencies to suppo vie
tiud&e@nﬂumdmyotheramﬁﬁﬁwtboﬁudunderthh

Act.

"(d) CooPERATIVE Errorts.—The Secretary and the National Sci-
ence Foundation shall, on a continuing basis, provide each other the
opportunity to comment on any propoeed program of activity under
section 6,

10, 14, or 18
of this Act hefore funds are committed to such
program in order to mount complementary efforts and avoid
uxeanon. ’

1)

(a) EsTapLisHMENT —There shall be established a committee to b4
krigwn as the National Industrial Technology Board.

b\Durmes.—The Board shall take such steps as may be necessapt to
reviely annually the activities of the Office and advise the Secrgtary
and thé Director with respect to—

(17 the formulation and conduct of activities under secpion § of

e;

(2) the designation and operation of Centers and Aheir pro-
grams under section 6 of this Act including assistapCe in estab~
lishing priprities;

(3) the pxeparation of the report required undgr section 5(d);

an
(4) such othar matters as the Secre or Dirgctor refers to the
Board, including the establishment of tery'under section 8 of
this Act, for reviaw and advice.
The Director shall mhke available to the Boafd such information,
personnel, and adminigtrative services and/assistance as it may
reasonably require to o out its duties/The National Science
Foundation shall make avyiiable to the Bogrd such information and
asgistance as it may reasanably requiry to carry out its duties.
{c) MEmBERSHIP, TERMS, ANR POWERS.
(l)mt:dwshnn consigt of 15 otingmh:l?benwhoshaﬂbe
appoin y the NI he [) or S serve as a nonvot-
e Do

ing member of he Mmembers of the Board shall be

individuals who, by resaon of kfiowledge, experience, or traini

are ially qualified in opfé\or more of the disciplines

fields . with technology, 1abor, and industrial innovation

or who are affected by tec olcT'° innovation. The majority of

;he_membeu of the Boarg/shs ihdividuals from industry and
usinesa.

(2) The term of office 6f a voting member of the Board shall be 3
years, except that of the orig"uul apoointees, five shall be
a}:pointed for a termy’of 1 year, five shall he appointed for a term
of 2 years, and fiye shall be appointed for a term of 3 years.

{3) Any individual appointed to fill a vacancy occurring before

~ the expiration of the term for which his or Rer predecessor was

appointed shall be appointed only for the remainder of such
. term. No indj¢idual may be appointed as a voting member after
serving mory than two full terms as such a membéy.

(4) The Board shail select a voting member to ‘serve as the
Chairpergon and another voting member to serve ks the Vice
Chairperson. The Vice Chairperson shall perform theé functions
of the’ Chairperson in the absence or incapacity\ of the
Chairperson. .

(5Y Voting members of the Board may receive compensatjon at
a daily rate for GS~18 of the General Schedule under sectiorh5332

: of title 5, United States Code, when actually engaged iri\the
performance of duties for such Board, and may be reimbursed for
/ actual and reasonable expenses incurred in the performance 0{
/ such duties.
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- SEC.<4 UTILIZATION OF FEDERAL TECHNOLOGY.

{(a) Poucr.(—f-’!t is the continuing responsibility of the Federal
Government to ensure the full use of the results of the Nation’s
Federal investment in research and development. To this end the
Federal Government shall strive where appropriate to transfer .
federally owned or originated technology to gtata and local govern-
ments and to the private sector. .

‘(2) Technology transfer, consistent with
mission responsibililies, i3 a responsibility
of each laboralory acience and engineering
professional

(3) Each leboratory director shall ensure
that efforts to Ltransfer technology are con-
sidered positively in laboratlory job descrip-
tions, employee promotion policies, and
evaluation of the job performance of scien-
tists and engineers in the laboratory.-

(b) ESTABLISHMENT OP RESEARCH AND TECHNOLOGY APPLICATIONS
Orrices.—Each Federal laboratory shall establish an Office of Re-
search and Technology Applications. Laboratories having existing
organizational structures which perform the functions of this section
may elect to combine the Office of Research and Technology Applica-
tions within the existing organization. The staffing and funding .
levels for these offices g determined between each Fede
laberatory and the Federzl agency operating or directing the iabora-
tory, except that (1) each laboratory having e-ietal-annual-budges-

wal—fuil-timme ' - 200 or more full-
time equivalent scientific, eng'ineen‘.n_c, and
related technical positions shell provide one
or maore full-time equivalen! positions
as staff for its Office of Research and Technology
. Agplications, and (2) after September 30, 1981, each Federal agen
which operates or directs one or more Federal laboratories sh
make available not less than 0.5 percent of the agency’s research and
development budget to support the technology transfer function at
the agency and at its laboratories, including support of the Offices of
Research and Technology Apvlications. )
Furthermore, individuals filling po-
sitions in an QOffice of Research and Tech-
nology Applications shall be included in the
overall laboratory/agency management de-
velopment program so as lo ensure that
highly competent lechnical managers are
Jull participants in the technology transfer

process. )

" The agency head may waive

the . . \ L

requirement set forth in clause (2)
of the preceding sentence.
' If the : _

agency head waives eitherrequirement—{1-or-tiy— :

such requirement, _ the agency head

shall submit to Congress at the time the President submits the budget

to Congress an explanation of the reasons for the waiver and

alternate plans for conducting the technology transfer function at the
necy.

ag::)qg‘uncnor«s OF RESEARCH AND TECHNOLOGY APPLICATIONS

Orrices.—It shall be the function of each Office of Research and

Technology Applications—

. : A ind g

fl1) to prepare application assessmentls
Jor selected research and development
projects in which that laboratory is engaged
and which in the opinion of the laboratory
may have potential commercial applica-

tiong




(2) to provide and disseminate information on federally owned
or originated products, processes, and services having potential
_ap:licnuon to State and local governments and to private
in

3 to chperat.e with and aseist the Center-for-the-Uiilisation-of-
Fedoral-Teehnology-

National Technical Information Service, the
Federal Laboralory Consortium for Technol-
ogy Transfer,
. and other organizations which link the
research and development resources of that labontorg and the
Federal Government as a whole to potential users in State and
local government and private industry;and- -

(4) to provide technical assistance in-response-to-requests-from-
State-and-local-government-officials.

to State and local government afficials; and
“r5} to parlicipate, where feasible, in re- B
gional, State, and local programs designed
to facililate or stimulale the transfer of
technology for the bemeAl of the regionm,
State, or local jurisdiction in which the Fed-
eral laboratory is located. _
Agencies which have established organizational structures outside
their Federal laboratories which have as their principal purpose the
transfer of federally owned or originated technology to State and
local government and to the private sector may elect to perform the
functions of this subsection in such organizational structures. No
Office of Research and Technology Appiications or other organiza-
tional structures performing the functions of this subsection shall
substantially compete with similar services available in the private
sector.

{d) DisSEMINATION OF TECHNICAL INFORMA-
T1I0N.—The National Technical Information
Service shall—

(1) serve as a central clearinghouse for the collection, dissemi-
nation and transfer of information on federally owned or origi-
nated technologies having potential application to State and
local governments and to private industry;

TeshaolomAsphicats E the Federaklal :
(2} <8)-utilize the expertise and services of the National Science
Foundation and the existing-Federal Laboratory Consortium for
Technology Transfer; particularly in dealing with State and local
governments;

Federal-laboratonios;
“t3) receive requesis for techrical assist-

ance from State and local governments, re-

spond to such requests with published infor-

mation available lo the Service, and refer

such requests to the Federal Labaratary Con-

sortium for Technology Tranifer lo the

extent that such requests require a response

tnvolving more than the pudlished informa-

tion qvailable to the Service; -

4} 4Srprovide funding, at the discretion of the Secretary, for

Federal laboratories to provide the assistance specified in subsec-
tion (e)d;

f5) -6y use appropriate technology transfer mechanisms such as
personnel exchanges and computer-based systems. ) '




“te) ESTABLISHNENT OF FEDERAL LABORATORY
CoNSORTIUM FOR TECHNOLOGY TRANSFER.—(1)
There (2 hereby established the Federal Labo-
ralory Consortium for Technology Transfer
fhereinafter referred to as the ‘Consortium’)
which, in cooperation with Federal laborato-
- ries and the private sector, shall—

“1A) develop and /with the conzent of the
Federal laborotary concerned) administer
technigues, training courses, and malerials
concerming technology tranafer to increase
the awareness of Federal laboratory employ-
ees regarding the commercial polential of
laboratory technoiogy and innovations;

“tB) furnish advice and assistance re-
quested by Federal agencies and laboratories
Jor use in their technology transfer pro-
grams fincluding the planning of seminars
Jor small business and other industry);

“fC} provide g clearinghouae for requests,
received at the ladoratory level, for technical
assistance from States and units af local
povernmentis, businesses, industrial develop-
ment organizations, not-for-profit organiza-
tions including universities, Federal aoen-
cies and laboratories, and other perzons,
and—

“ti} to the extent thal such requesis can be
responded lo wilth published informalion
available to the National Technical Infor-
mation Service, refer such reguesis lo that
Service, and

“tii) otherwise refer these requests to the
:ippropriate Federal laboratories and egen-

es;

“tD) facilitate communication and co-
-ordination between Offices of Reseqrch and
tTechnolow Applications of Federal labore-

ories;

“CE) utilize (with the comsent of the
agency involved) the exrpertise and services
af the National Science Foundation, the De-
partment af Commerce, the National Aero-
naulics and Space Adminisiration, and
other Federal agencies, as necessary;

“(F) with the consent of any Federal labo-
ratory, facilitate the use by such laboratory.
of appropriate lechnology transfer mecha-
nisms such as personnel exchanges and com-
puler-based sysltems;

“rG7 with the consent of any Federal labo-
retory, assist such laboralory to establish
programs using technical volunteers to pro-
vide technical assistance to communities re-
lated to such laboratory;

“(H) facilitate communication and coop-
eration between Offices of Research and
Technology Applications of Federal labora-

tories and regional, State, end locel technol-

ooy transfer organizations;

“tI) when requested, a33ist colleges or uni-
versities, durinesses, nonprafit organtza-
‘tions, State or local governments, or region-
al organizations to establish programs io
stimulate research and to encourage lech-
nology transfer in such areas as technology
program development, curriclum design,
long-term research planning, personnel
needs projections, and productivity assess-
ments, and
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“1J} seekk adviee in each Federal laboratory
consortium region from represenilatives aof
State and local govermments, large and
small buriness, universities, and other ap-
propriale persons on the effecliveness of the
program /and any such advice shall be pro-
vided at no expense (o (he Government),

- "12) The membership of the Conzortium
shal consist of the Federul laborglories de-
scrided in clause r1} of subsection (d) and
3uch other laboratories as may choose lo
Join the Consortium, The represenialives lo
the Consortium shall include a senior siaff
member of each Federal laboralory which is
a member of the Consortiurm and a repre-
sentative appointed from each Federal
agency wilth one or more member laborato-
ries.

“t3) The representatives {0 the Consortium
shalil elect a Chairman of the Consortium.

“r4) The Direcior of the National Bureau

- of Standards shall provide the Consortium,
on a reimbursable basis. with edminisirg-

 tive services, such as office space. personnel,
~ and support services of the Bureaw a3 re.
quested by the Consortium and approved dy
such Director.

“(5) Each Federal labaratory or agency
shall trangfer technology directly lo users or
representatives of users, and shall not trans.
Jfer technology directly to the Consortiym.
Each Federal laboratory shall conduct and
tranafer lechnology only in accordance twith
the pructices and policies of the Federal
agency which ouwma, leaaes, or otherwise uses
such Federal laboratory. .

“16} Not laler than one year after the date
of the enactmenl of this sudsection, and
every vear therecsfter, the Chairman of the
Consartiure sAall sudmit g repart {0 the
President, lo the appropriate authorization

-and approprigtion commiliees of both
Houses of the Congress, and lo each ag=n2y
with respect to which a transfer of funding
iy made (for the [fiscal year or years :n.

" volved/) under paragraph (7}, concerning the
activitics of the Conscrtium and the ¢xpeni-
itures made by it under this subsectisn
during the year for which (he report i3
made.

“f7HA) Subjcct to subparagraph (B) and
amount equel to 0.005 percent of that por-
tion of the resecrch and development budget
of each Federal agency that is Lo de ulilized
by the laboretormes of such agency for a
fiscal year referred to in subparagraph
tBiii) shall be transferred by such agency lo

. the National Bureau of Standards at the be-
ginntng of the fitcal year involved Amounts
20 transferred shall be provided by the
Bureau to the Consortium for the purpose of

eqgrrving out activities of the Consortium
under this subgection.

“'tB) A transfer shall be made by any Fed-
eral agency under subparagraph (AJ, for any
Nscal year, only V-~

i) the amount so trany/erred by that
apgency ‘as determined under such subpgra-
greph) would exceed $10.000. and

111/ such tranyfer 13 made Wi respect (o
the fiscal year 1987, 19488, 1949, 1880, or
1991.

11
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“IC) The Reads of Federal cgencies and
their designees, and the direclors of Federal
laboratories, may provide such addilional
support for operalions of the Consortium as
they deem appropriate.
“(8) {A) The Consortium shall use 5§ per.
cent of the funds provided in paragreph
(7)¢A) to establish demonatralion projects 1n -
technology transfer. To carry out such '
prosects, the Comsortium may arrange for
grents or awards Lo, or enler nlo agree-
ments with, nonprofit State, locel or pn.
vale orpanizalions or enlilies whose pn-

‘mary purposes are to jacililate cooperutive
research between the Federal laboralories
and organizalions nol associaled with the
Federal lgboralories, lo (ransfer technology
Jrom the Federal laboralories, and to ad-
vance State and local economic aclivity.

“tB} The demonstralion projects estad-
ligshed under subparagraph /A) shall serve as
model programs. Suck projecis shall be de-
signed to develop programs and mechanisms
Jor technology tranafer from the Federal lad-
oratories which may be utilized by the
‘States and which will enhance Federal
State and local programs for the transfer of
technology.

“tC) Application for such granis, awards,
or agreements shall be in such form and con-
tain such information as the Consortium or
ils designee shall specify.

“tD) Any person who receives or utilizes
any proceeds of a grani or award made, or
agreement entered into, under thisz para-
graph shall keep such records as the Consor-
tium or its designee shall determine are nec-
essary gnd appropriale to facililatle effective
audit and evalugtion, including records
which fully disclose the amount and disposi-
tion of such proceeds and the total cost of
the project in conneclion with which such
proceeds were used..

- {f) 48> AGENCY RErorTING.—Each Federal agency which operates or
directs one or more Federal laboratories shall prepare-bionnially—a-
ropon-summarising-the-astivitics-

report annually to the Congress, as part of
the agency’s annua.l budget submission, on
the activities
rformed by that agency and its
Federal laboratories pursuant to tﬂa e provisions of this section. The
ropori—shall-be—transmitied—te—the—Center—for—the—Utilization—of—

(g} FUNCTIONS OF THE SECRETARY.—(1) The
Secretary, in consultation with other Feder-
al agencies, may—

“f4) make available to interested agencies
the expertise of the Department of Com-
merce regarding the commercial polential of
inventions and methods and options for

- : . commercialization which are available to
& the Federal laboratories, including research
. and development limited partnerships;
~ 1B} develop and disseminate to appropri-
ale agency and laboratory personnel model
provision: for use on a voluniary basis in
cooperalive research and developmeni ar-
rangements; and




“C} furnish advice and assistance, upon

requesl, io Federal agencies concerning their

cooperative research and development pro-
grams and projects.

“t2) Two years after the date of the enact-
ment of this subseclion and every two years
thereafter, the Secretary shall submit c sum-
mary report to the President and the Con-
gress on the use by the agencies and the Sec-
retary of the authorities specified in this
Act. Other Federal agencies shall cooperate
in the report’s preparation.

“t3) Nol later than one year after the date

. af the enactment of the Federal Technology

Transfer Act of 1988, the Secrelary shall
submit Lo the President and the Congress a
report regarding-—

“tA) any copyright provisions or other
types of barriers which tend ta restrict or
limit the transfer of federally funded com-
puter software to the private sector and to
State and local governments, and agencies
of such State and local governments; and

“{B) the feasidility and cost of compiling :

and mainiaining a current and comprehen-
sive inventory of all federally funded lrain-
ing software.
11 . ]
“SEC. v COOPERATIVE RESEARCH AND DEVELOP.
MENT AGREENMENTS,

‘“ta) GENERAL AUTHORITY.—Each Federal
agency may permil the director of any of ils
Government-operated Federal laboratories—

“f1) to enter into cooperative research and

development agreements on behall af such

agency (subject to subsection o) of this sec-
tion) wilh other Federal agencies; unils of
State or local governmenl,; industrial orpa-
nizations (including corporations, partner-
ships, and limited partnerships, and {ndus-
trial development organizations) public
and private foundations; nonprofit organi-

.zations fincluding universities); or other

persons f{including licensees of invenlions
owned by the Federal agency); and

“t2) to mnegotiate licensing agreements
under section 207 of title 35, Uniled States
Code, or under other authorities for Govern.
ment-owned inventions made at the labora-
tory and other inventions of Federal employ-
ees that may de voluntarily assigned Lo the
Government

“(b)  ENUMERATED  AUTHORITY.—Under

agreements entered into pursuant to subsec-
tion fa)fl), ¢ Government.operaled Federal
laboratory may (.mb:ect to subsection fc) of
this section)—

“(1) accept, retain, and use fundg, person-
nel, services, and property from couaborat-
ing parties and provide personnel; services,
and property to collaborating parttea.

v
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#'(2) grant or agree to grant in advance, o
collaborating party, patent licenses or as-
- gignments, or options thereto, in any inven-
tion made in whole or in part by a Federatl
employee under the agreemeni, jrelaining ¢ -
nonexcluysive, nontransferrable,’ irrevocable, -
paid-up license to proclice the invention or .
have the invention practiced throughout the
world by or on behall of the Government
and such other rights as the Federal labora-
tory deems appropriate; and
“{3) waive, subject to reserpgtion by the
Government of a nonexclusive, irrevocabie,
paid-up license to practice the invention or
" have the invention practiced throughout the
world by or on behalf of the Government, in
advance, in whole or in part, any right of
ownership which the Federgl Government
.may have to any subject invention made
under the agreement by a collaborating
p:;ty or employee of a collaboruting party;
a
“t4} to the extent consistent with any ap-
plicadle agency requirements and standards
_af conduct, permil employees or former em- -
ployees aof the laboratory Lo participate in ef.
Sorts to commercialize inventions they made
. while in the service of the United States.
e, ((0) CONTRACT CONSIDERATIONS.—(1) A Fed.
eral agency may issue regulations on suyitla-
ble procedures for implementing the provt
stons of this section; however, implementa:
tion of this section shall not be delayed unti
issuance of such regulalions.
“12) The cgency iR permitling a Federal/
laboratory o enter info agreements under
this section shall de guided by the purposes
of this Act. :
“t3/(A} Any agency using the authority
given it under subsection (a) shall review
employee standards of conduct for resclving
polential conflicts of interest Lo make suré
they adequately eatablish guidelines for situ-
ations likely to arise throuph the use of ihis
authority, including dutl not limited to coses
where present or former employees or thetr
partners negoticte licenses or assignments .
of titles to inventions or negotiale coopera- . S : -
tive research and development apreements
with federal agencies lincluding the agency
with which the employee involved is or was
Jormerly employed).
“(B) If, in implementing subparagraph
(A}, an agency i3 unable to resolve potential
conflicts of interest within its current statu-
tory framework, it shall propose necessary
#tatutory changes to be forwarded (o its au- :
thaorizing commitlees in Congress.
“f4) The laborglory director in deciding
what cocperalive research and development
ts to enter into shali-—~
“1A) give special congideration to small
business firms, and consortia involving
small dbusiness firms: and




“B) give prefereace to business unils lo-
cated in the United States which agree that
products embodying inventions made under
the cooperative research and development
agreement or produced through the use of
such inventions will be manufactured sud-
stantially in the United States and, in the
case of any indusirial organization or other
person subject to the control of a foreign
company or governmeni, as appropriale,
take into conrideration whether or not such
foreign government permits United States
agencies, organizations, or other persons {o
enter into cooperative research and develop-
mentl egreements and licensing agreements.

“tS)A) If the head of the agency or his des-
ignee desires an opportunity lo disapprove

or require the modification of any such
agreement, the agreement shall provide a 30- -

day period wilthin which such action must
be taken beginning on the date the agree-
ment is presented to him or her by the head
of the lgboralory concerned.

“tB} In any case in which the head of an
agency or his designee disapproves or re-
quires the modificalion of an agreement pre-
-sented under this section, the head of the
agency or such designee shall trensmit a
writien explanation of such disapproval or
modification to the head of the laboralory
concerned. :

{6} Each agency shall maintein a record
of all agreements entered into under this

. section.

Mtd) DEFINITTON.—AS used in this section—
_ ""f1} the term ‘cooperative research and de-
velopment agreement’ means any cgreement
between one or more Federal laboralories
and one or more non-Federal parties under
which the Government, throuph its laborato-
ries, provides personnel, services, facililies,

equipment, or other resources with or with-
oul reimbursement (dbut not funds lo non-

Federal parties) and the non-Federal parties
provide funds, personnel, services, facililies,
equipment, or other resources loward the
conduct of specified research or develop-
ment efforts which are consistent with the
missions of the laboratory; ercept that such
term does not include a procurement con-
tract or cooperative agreement as lhose
terms are used in seclions 6303, 6304, and
6305 of title 31, United States Code; and

“t2) the term Tlaboratory’ means a facility -

or group of facilities owned, leased, or other-
wise used by a Federal agency, a substantial
purpose of which is the performance of re-
search, development, or engineering by em-
ployees of the Federal Government.

“fe) DETERMINATION OF LABORATORY Mis-
Sions.—For purposes of this section, an
agency shall make separate determinations
of the mission or missions of each of its lab-

. oratories,

“(f) RELATIONSHIP TO OTHER Laws.—Noth.
ing in this section is intended to limit or di-
minish eristing authorities of any agency.
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“SEC. 43 REWARDS FOR SCIENTIFIC, ENGINEERING,

AND TECHNICAL PERSQNNEL OF FED-
ERAL AGENCIES
““The head of each Federal agency that is
making expendilures at ¢ rate of more than
£50,000.000 per fiscal year for research and
development in its Government-operated
laboratories shall use the approriaie statuto-
ry authority to develop and implement @
cash awards program lo reward its scientis-
ic, engineering, and lechnical personnel
Jor—
“t1) inventions, innovations, or other out-
standing scientific or technological contri-
dutions of ralue to the United States due to

~commercial applicalions or due lo conlridu-

tions to missions of the Federal agency or
the Federal Government, or
“r2) exemplary activities that promote the

- domestic transfer of science and technology

development within the Federal Govemrn-

. ment and result in utilization of such sci-

ence and technology by American industry

‘or business, universilties, State or local goy- -

ermments, or other non-Federal parties.
13

“SEC. M DISTRIBLTION OF ROYALTIES RECEIVED

BY FEDERAL AGENCIES,

“fa) IN GENERAL.—(1) Exzcept as provided
in paragraphs 12) and /4), eny royalties or
other income received by a Federal agency
Jrom the licensing or assignment of inven-
tiony under agreements enlered into under

section 11 -section-id and inventions of Government-

operaled Federal laboralories licensed under
section 207 of title 35, United States Code, or
under any other provision of law, shall be
retained by the agency whose ladboratory
produced the invention and shall be dis-

posed of as follows:

“IA)i} The head of Lhe agency or his desig-
nee shall pay at least 15 percent of the royal-
ties or other income the agency receives on
account of any invention to the inventor for
co-inventors’) if the inventor for each such
co-inventor) was an employee of the agency
at the time the invention was made. This

clause shall take effect on the date of the en-
actment of this section unless the agency

publishes a notice in the Federul Register
within 90 days of such dale indiceling ils
election to file @ Nolice of Proposed Rule-
muking pursuant to clause rit).

“tii) An agency may promulgale, in ac-

cordance with section 551 of title 5, Uniled
States Code. regulations providing for an al-
ternative program for sharing royaities with
inveniors who were employed by the agency
al the time the invention was made and
whase names appear on licensed inventions.
Such regulations must—
" (1} guargntee a fired minimum payment
to each such inventor, each year that the
agency receives royallies from that inven-
tor's invention,

16




“1{} provide a percentage royalty share to
each 3uch inventor. each year that the
apency receives royaliies from that inven-
tor's tnvention in excess of a threshold
amount

“ttI]) provide that total paymenis to all
such inveritors shall exceed 15 perceni af
total agency royallies in any given fiscal
year; and

“tIV) provide appropriale incentives from
royalties for those laboratory employees who
contributle substantially to the technical de-
velopment of a licensed invention between
the time of the filing aof the patent applica-
tion and the licensing of the invention. '

_ “riti) An agency that has published ils in-
tention to promulgate regulations under
clause rii) may elect not {o pay invenlors
under clause (i) until the expiration of two
years afler the dale of the enaciment of (his
Act or until the date of the promulgation of
such regulations, whichever i earlier. If an
agency makes such an election and after two
years the repulations Rave not been promul-
gated, the apency shall make payments fin
accordance with clause (1)) of at least 15

percent of the royalties involved, retroactive

~ to the date af the enactment of this Act If
promulgoation of the regulations occurs
within two years after the date of the enact-
ment of this Act. payments shall be made in
accordance with such regulations, rctroac-
tive to the dale of the enactment of this Act.
The agency shall retain its royalties uniil
the inventor’s portion is paid under eilher
clause ri} or tii). Such royalties shall not be
 transferred to the agency’s Government-op-
eraled laborglories under subparagraph (B)
and shall not revert to the Treasury pursu-
ant to paragraph (2) as a result of any delay
caused by rulemaking under this subpara-
‘graph.

“(B) The balance of the royalties or other
income shall be transferred by the agency lo
its Governmeni-opercted laboratories, with
the majority share of the royalties or other
income from any invention going Lo the lad-
_oratory where the invention occurred, and
the funds so transferred to any suck labora-
tory may be used or obligated by that labo-
ratory during the fiscal year in which they
are received or during the succeeding fiscal
vear—

“ri) for payment of expenses incidental to
the administretion and licensing of inven.
tiony by that laboratory or by the agency
with respect to inventions which occurred at
that laboratory, including the fees or other
cosls for the services of other agencies, per-
ons, or organizations for invention man-
agement and licenting services;

“tti) to reward scientific, engineering, and
technical employees of that laboratory;

“ftii) to further scientific exchange among
the government-operated laboratories of the
agency. or

17
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“tiv} for education and (raining of em-

ployees consistent with the research and de-
velopment mission and objeclives of the
agency, and for other activities thatl in-
crease the licensing potential for transfer of
the technology of the Government-operated
ladoralories of the agency.
Any of such funds not 30 uzed or odligaled
by the end of the fiscal year succeeding the
Jiscal year tn which they are received shall
be paid inlo the Treasury af the Uniled
Stales.

“r2) If, after payments to invenlors under
paragraph /1), the royalties received by an
agency in any fiscal year exceed 5 percent of
the budget of the Government-operated igd-
oralories of the agency for that year, 75 per-
cenl of such excess shall be paid to the
Treasury of the United States and the re-
maining 25 percen! may be wsed or obligated

Jor the purpcses described in clauses (i)

through fiv/ of paragraph (1)/B) during that
Jiscal year or the succeeding fiscal year. Any

Junds not 3o used or obligated shall be paid -

inlo the Treasury of the United States.

“t3) Any payment made to an employee
under this section shall be in addition to the
regular pay of the employee and lo any other
awards made Lo the employee, and shall not
affect the entillement of the empioyee [0 any
regular pay, annuily, or ewaerd lo which he
iz otherwise entitled or for which he is other-
wise eligible or limit the amount Lthereof.
Any paymen! made to an inventor as such

shall continue after the inventor leaves the

laboratory or agency. Paymenis made under
this section shall not erceed $100,000 per
vear to any one person, unless the President
approves a larger award (with the excess
over £100,000 being treated as a Presidential
award under section 4504 of title 5§, United
States Code).
“t4) A Federal agency receiving royalties
or other income as a result of invention
management services performed for another
Federal agency or laboratory under seclion
207 of title 35, United States Code, shall
- retain such royailies or income to the extent
required to offset the payment of royallies to
inventors under clause (i} of paragraph
(1)(A), cosl: and expenses incurred under
clause (i) of paragraph (1)(B), and the cost
of foreign patenling and mainienance for
such invention performed at the regquest of
the other agency or laboratlory. Al royallies
and other income remairing dfier payment
of the royaifies, - costs, and erpenses de-
scribed in the preceding sentence shall de
transferred to the agency for which the sery-
‘ices were performed, for distribulion in ac-
- cordance with clauses (i) through fiv) of
paragraph (1/(B).
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 “(b) CERTAIN ASSIGMENTS.—1f the invention
involved was one casigned to the Federal

agency—
“f1} by a coniractor, grantee, or partici-
pant in a cooperalive agreement with the
Cy. or )
“r2) by an employee of the agency who was
not working in the laboralory at the time

- the invention was made.

the agency unit that was involved in such
asyignmen! shall be considered to be a labo-
ratory for purposes of this section.

“fe) REPONTS.—(1) In making their anmml
budget submissions Federal agencies shall

_ submil, to the appropriale authorization

and appropriation commillees of bdoth
Houses of Lhe Congress, summaries of the
amount of royalties or other income re-
ceived and expenditures made (including in-
venlor awards) under this section.

“t2) The Comptroller General five years
after the dale af the enactment of this sec-

. tiom, shall review the effectiveness of the

various royally-sharing programs estabd-
lished under this section and report to the

_appropriate commillees of the House of Rep-

resentalives and the Senate in a timely

. manner. his findings, conclusions, and rec-

ommendations for improvements in such
programas.

14 Swwensh p 07
“SEC. 460 EMPLOYEE ACTTVITIES. Mu*( e
“fa) IN ERAL—If @ F gency a(
which ha.s the right of ow ip lo an in-
0es nol intend to

vention anda_mun& 7[(’5/8 1 ﬁ/f
- file for a patent applicBtion or otherwise to

promote commercialization ‘of such inven- e""‘f? . 7@ €
tion, the agency shall allow the inventor, if
the invenlor is a Government employee or
Jormer employee who made the invention

during the course of ehu_tﬂgmp_mm__
Government, to Ze to the invention é/‘ruu on

fsubject to reservation’by the Government of /ge?l_q

a nonexclusive, nontransferrable, irrevoca-

ble, paid-up license to practice the invention

or have the invention practiced throughout

the world by or on behalf of the Govern-

ment). In addition, the agency may condi-

tion the inventor's right lo title on the

timely filing of a patent application in

cases when the Government determines that

it has or may have a need to practice the in-

vention.
“tb) DEFINITION.—For purposes of thig sec-

tion, Federal employees include ‘special

Governmenlt employees’ as defined in sec-

tion 202 of title 18, United States Code. g
“fo} RELATIONSHIP T0 OTHER Laws.—Noth-

ing in this section is intended to limil or di-

minish existing authorities of any agency.
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SEC.-#: NATIONAL TECHNOLOGY MEDAL. '

(a) EsTABLISMMENT.~—~There is hereby established a National Tech-

nology Medal, which shail be of such design and materials and bear

such inscriptions as the President, on the of recommendations

subm;i_:;d the Office of Science and Technology Policy, may

prescribe. -
(b) Awarp.~The President shall periodically award the medal, on

the basis of recommendations received from Secretary or on the

basis of such other information and evidence as he deems appropri-

ate, to individuals or companies, which in his judgment are deserving

of special recognition by reason of their outatan. contributions to

the promotion of technology or technological manpower for the

improvement of the economic, environmental, or social well-being of

the United States.
(c) PreseNTATION.~The presentation of the award shall be made by

the President with such ceremonies as he may deem proper.

18
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SEC.49: PERSONNEL EXCHANGES,

The Secretary and the National Science Foundation, jointly, shail
establish a program to foster the exchange of scientific and tachnical
personnel among academia, industry, and Federal laboratories. Such
program shall include both (1) faderally supported exchanges and (2)
efforts to stimulate exchanges without Federal funding.

17
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SEC. 34.AUTHORIZATION OF APPROPRIATIONS.

(a) There is authorized to be appropriated to the Secretary for
urposes of carrying out section 6, not to exceed $19,000,000 for the
gsca.l year ending September 30, 1981, $40,000,000 for the fiscal year
ending September 30, 1982, £50,000,000 for the fiacal year ending
_ September 30, 1983, and $60,000,000 for each of the fiscal years
: ending September 30, 1984, and 1985, -
| (b) In addition to authorizations of appropriations under subsection
(a), there is authorized to be appropriated to the Secretary for
_ gsurposee of carrying out the provisions of this Act, not t0 exceed
,000,000 for the fiscal year ending September 30, 1981, $9,000,000
i for the fiscal year ending September 30, 1982, and $14,000,000 for
each of the fiscal years ending September 30, 1983, 1984, and 1985,
(c) Such sums as may be appropriated under subsectiona (a) and (b)
shall remain available until expe
(d) To enable the National Science Foundation to carry out its
powers and duties under this Act WLMh swms may be appropri-
ated as the Congress may authorize by law. _
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! SEC.~HvSPENDING AUTHORITY.

No payments shall be made or contracts shall be entered into

pursuant to the pro-
visions of this Act fother than sections #3: -
Farand-i6 | 11, 12, and 13 -
i except to such extent or in such amounts as are
provided in advance in appropriation Acts. .






