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- AMENDMENT IN THE NATURE OF A SUBSTITUTE
SHOWING H.R. 2544, AS AMENDED |
RY THE SURCOMMITTEE ON TECHNOLOGY

Btrike all after the enacting clanse and insert the

following: | . ) L ;,axii;ﬁ,._::?-il

] SECTION 1. SHORT TITLE.

2 . Ths Act may be cited as the “Technology Transfer.-__ .
3 Commercialization Act of 1998". e s
4 SBC. 2. COOFERATIVE RESEARCH AND DEVELOEMENT
5 AGREEMENTS, i
! Section 12(b}(1) of the Stevenson-Wydler Technology
7 Inngvation Act of 1980 (15 U.8.C. 3710a(h)(1)) is
8 amended by inserting “or, subject to section 209 of title

0 35, United 8tates Code, may grant a license to an inven-
tiom which is federally owned, made before the granting .

of the license, and directly related to the scope of the wc)rk. '

12 under the agreement,” after “under the agreement,”

13 SEC. 2. LICENSING FEDERALLY OWNED INVENTIONS.

14 (a ) AMENDMENT —Section 208 of title 35, United
15 Btates Code, 15 amended o read as follows: |
10 “§208, Licensing federally owned inventions

17 “{a} AUTHORITY A Pederal agency may grant a h-

18 cense on a federally owned invention only if—

UL “Maren 26, 1998 (337 pm.
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2
“(1) gra_nting the license is a reasonable and
necessary mneentive to—

“(A) call forth the investment capital and
eﬁpenditures needed to bring the invention to
practical application; or

| “(B} otherwise promote the invention’s uti- o

ization by the public;

“(2) the Federal agency finds that the pubhe o
_ will he served by the granting of the license, as mdl-

cated by the applcant's intentions, plans and ab:hty ' ‘

te bring the ipverttion fo practical application or oth-
erwise promote the invention’s ufilization by the
wublic, and that the proposed scope of exelusvity is

not grester than reasonably necessary to pmvide the

mcentive for bringing the invention to practical wtili- |
zation, as proposed by the applicant, or otherwise to -
promote the invention’s utilization by the public;

“(3) the applbcant makes a commitment to
achieve practical vtilization of the invention within a
reasonable time;

“{4) granting the lsense will not tend to sub-
stantially lessen competition or create or maintain &
violation of the Federal antitrust laws; and

“(3) in the ense of an invention covered by a

foreign patent application or patent, the interests of
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- United States industry in foreign commerce will be
enhanced.
~“(b) MANUFACTURE IN UNITED 8TATES.~—A Federal
ageney shall normally grant a license to use or sell any

federally owned Invention in the United States only to a

licensae who agrees that any products embodying the in-

vention or produced through the use of the invention will
be mamafactured substantially in the United States.

oy SyvarL BrsiveEsse-First preference for .i:he_
greniing of Heenses under this section shall be given to -
small business firms having equal or greater hkelihood as
other spplicants to bring the invention to practical appli-
cation within o reasonable Hme.

Ay TerMs avD CoNDrrons-—lLieenses granted

ander this section shall condain such terms and eonditions

28 the granting sgency consideérs appropriate. Such terms

and conditlong-—
“(1) shall irwiueﬁp pmvmcnt-———
BN e :
{A} retaining & nontransferrable, irrev-

geable, paid-up license for the Federal agency

practiced throughout the world by or on behalf
of the Government of the United States;
“(B) requiring periodic reporting on utili-

zation of the invention, and utilization 'effprts,
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[ by the licensee, but only to the extent necessary

2 to enable the Federal agency to determine

3 ~whether the terms of the license are being com-

4 plied with; and

;5 “(C) empowéring the Federal agency to

6 terrminate the license m whole or in part if the

7 agency determines that—

8 “(1) the licensee is not executing 1its

o sommitment to achieve practical utilization
1o of the irvention, inchading commitments
) contamed In any plan submiited in support
12 of its request for a license, and the licensee
1 cannet otherwise demonsirate to the satis-
£ faciion of the Federal agency that i has
Boe taken, or can be expected to take within a
18 reasouable fime, effective steps to achieve
7 practical nitlization of the invention;
ig “{ii) the licensse is in breach of am
1% agreement described in subsection (b); |
m il termination is necessary to meet
21 requirements for public use specified by
22 Federal regulations issued after the date of
23 the license, and such requirements are not
24 ‘reasonably satisfied by the licensee; or
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1 ' - “(iv) the licensee has been found by a

P2

competent anthority to have violated the
Federal antitrust laws in comnection with
1ts performance under the license agree-
ment.

“{g) PUBLIC NOTICE—No license may be granted

~]  h LA R

under this section unless public notice of the availability

& of a federally owned invention for licensing in an appro-

ngrmer fas een provided at least 30 days before |
L 43 T T nhe R i ‘?—"r" Tomrerey Ty Fomyr far 7 .
L Lhe GGPnSe 1% granted, and the Federal 4sency nas consid- _

ail cornments recerved in response to that publie no-

Ty

. N RPN AU A
ER AR ton shall not apply o the fice fibmﬂ' of

ons made tnder g cooperative research and develop-

yrdiey seciion 12 of the 81]@“

Technology Innovation Act of 1880 (15

FE SEEEN T e — T TR L s A S -
i ) DeveLopaeyt PraN--—A Federal agency may

son only if the

14 - haz supplied to the agency
gt sommerciglization milestones.
21 e URERTAIN INFORMATION.—
22 Information {other than the name of an applicant or k-

23 censee and fype of license) obtained from an applicant or
24 licensee pursuant to this section shall be treated by the

o 25 Federal agency as comnmercial and financial information
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1 obtained from s person and not sﬁbjeét to diselosure under |

g | ction 852 of title 5 , United States Code.”

[

“{h) ngmmﬂm AMBENDMENT . —The item relating.-

0 section 208 in the table of sections for chapter 18 of

4
-9 title 35, United States Code, is amended to read as fﬂlf""p E

7 T gy 5 e, » g F | b
i AT 4 TR e AF £ T AT - . Jiﬁéﬁg :@MI-
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“iutes Code { ;}umﬂaﬂ}’
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[

Gecet imvention

PA  fxors its employes or from the nonprofit organization
ey o s small buwu’:ﬁ“ firm, but oniy te the extent the
23 party fmm whom ‘the rights are aequed voluntarﬂy

24 ‘enters imto the transaction.” anci

25 - (2)in seetion 207(a)—




