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| Ammmmm IN THE NATURE OF A SUBSTITUTE
SHOWING HLR. 2544, AS AMENDED

' BY THE SUBCOMMITTEE ON TECHNOLOGY

Strike all after the enacting clause._ and insert the

following:

1 SECTION 1. SHORT TITLE,
This Act may be. cited as the ‘Technology Transfer
Commerelahzatmn Act of 1998”7,

SEC. 2. COOPERATIVE RESEARGH AND DEVELOPMENT

2
3
4
50 | AGREEMENTS,
6 Section 12(b)(1) of the Steﬁenson—Wydler Technology -
7 Innovatmn Act uf 1980 (15 U S C 3710a(b)(1)) 1s
8 amended by msertlnr-r ‘or, subject to section 209 of title
9 35, United States Code, may grant a license to an inven-
" 10 tion which is federally owned, made Before the granting
11 of the license, and directly related to the seope of the work
: .12. " under the agreement ” after “under the agreement, ”,

13 SEC. 3. LICENSING FEDEB.ALLY OWNED mVENTIONS

14— () -AMEN: mxxwr——sectmn—%Q of title 35, United -
‘15 States Code is amended t0 read as follows: o __

16 “§209. Lxcensmg federally owned inventions | CW( 6’;’(6{/} e
17 o “(a) AUTHORITY —4A Federal agency may. grant/ 2 Ah ,Wmﬁ@[[u B

| 18 cense on a federally owned mwentlcm only ]f—

March 28, 1998 (3:37 p.m.)
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2
1 “01) grgnting the license is a reasonable and
-2 necessary incentive to—
3 “(A) call forth the investment capital and
Jf e
4 Y@\/ """ expenditures needed to brmg the invention to
5w dn f;/praetmal applieation; or _ }
3} _qu‘f " “(B) otherwise promote the invention’s uti- |
7 ]Jzatmn by the public;
g “(2) the Federal agency finds that the public
9 will be served by the granting of the license, as indi-
| 10 ’W eated by the applicant's inte}:itilons,.. plans, and ability
11 " to bring the invention to practical application or oth-
12  erwise promote the invention’s utlllzatlon by the
13 pubhc and that the proposed seope of exclusivity is
B 14 not' greater than reasonably necessary me
15 .incént_ive' for bringing the invehtion to practical utili-
16 zation, as propnséd by the applicant, or 'othersze to
17 . promote the invenfion’s utilization hy the public;
- | 18_. U ¥3) the applicant makes & eom.tmtment to
- 19 14 achieve Pﬁ&i&ﬁ ;;tﬂlzatmn of the mvention within a
20 'A;}%éégble time; |
21 | “(4) granting the Ticense will not tend to sub-
- 22 // stannally lessen compentmn or create or mamtam a
23 vmlatmn of the Federal antitrust laws; and
' 24 (5} in the case of an invention eovered by a
25 foreign patent application or patent, the interests of

o

March 28, 1096 (337 p.m)
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b . 5
%fgw e
o1,
i
| 8

A
9

12
13

3
- United States mdustry in foreign commerce will be
enhanced. ()

(b) I\LL\'EéACTL'RE IN EI’ ED STATES.—A Federal
RN ()

agency shall normally grant[a;heense to use or sell any

federally owned invention in the United States only to a

E?(*f}felj/:ﬂ e

- Heensee who agrees that any products embodying the in- ..

vention or.p.rodueed through the use of the invention will

be manufactured substantlally in the United States
- “(e) SMALL BUSI\ ESS —Fu-st preference for the

- granting of licenses under this section shall be given to

1 smaﬂ business firms having equal or greater likelihood as:

other apphca.nts to bring the mventmn to praetlcal a.pph* |

cation mthm a reasonable time.

under thlS section sha]l eontam such terms and condltlons '

@ /_/LA-—-————“(CI TEere AND CO\TDITIO\S-—Lmenses gr&nted
&Q ‘xa 15 |

16
17

18

19

__'..20 '

21

22
23 -

24
25

as the grantmcr agency considers approprlate Sueh terms
and condltmns-——
© %(1) shall include provisions—

“(A) retaining a nontransferrable, irrev-

ocable, paid-up license for the Federal agency

to praetiee' the invention or have the invention

practleed thruugheut the werld by or on behalf. |

of the Government of the Umted States

“(B) requiring pemodle reportmg on utili-

zation of the invention, and utilization efforts,

March 26, 19948 (3:37 p.m.)




' FAMS\MORELL\MORELL.061

1
2
3
4 .
5
o
7
8
9
1
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14
15
17
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19
20
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March 26, 1988 {3:37 p.m.}

H.L.C.
4

by the licensee, but only to the extent neeeséary
to enable the Federal agency 1o determine
whether the terms of the license are being com-

p]jed with; and

“(C) empowering the Federal agency to

terrainate the license in whole or in part if the

‘agency determines that—

“(i) the licensee is not executing its

 commitment to achieve practical utilization

of the invention, ineluding commitments

contained in any plan submitted in support

- of its request for a license, and the licensee
ecannot otherwise demonstrate to the satis-

| -factic:n of the Federal ag'ency "-zﬂat" it hé,s

taken, or can be expected to take within a

reasonable time, effective steps to achieve

practical utilization of the inventlon;

“(ii) the licensee is in breach of an

~ agreement deseribed in subsection (b);

“(iii) termination is necessary to meet
requiremments for public unse specified by
Federal regulations issued atter the date of

the license, and such requirements are not

- reasonably satisfied by the licensee; or
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5
1 “(iv) the licensee has been found by a
2 competent authority to have violated the
3 Federal antitrust laws in conmection with
4 its performance under the license agree-
5 ment. | |
6 “(e) PrBLIC NOTICE~No license may be g‘ranted

9 'priate manner has been provided at least 30 days before

" 12 tjce. This subsection shall not apply to the licensing of

14 ment é.gréément "enterec_'l into under section 12 of the Sie-
15 venson-Wydler Technology Innovation Act of 1980 (15
16 U.S.C.3710s). | S

“(f) DEVELOPMENT PLAN.—A Federal agency may

“(g) NONDISCLOSURE OF CERTAIN INFORMATION

10 the License is granted, and the Federal agency has consid-

 11 ered all comments received in reéponse to that public no-

13 inventions made under 4 cooperative research and develop-

o y. 18 grant a license on a federally owned invention oﬂly if the

a basic business plan with commercialization milestones. -

e

under this section unless public notice of the availability

8 of a fed’e'ra]ly owned invention for licensing in an appro- |

person requesting the license has Suppliéd to the agency )

22 - Information (other than the name of an applicant or Li-

23 censee and type of license) obtained from an applicant or
| 24 licensee pursuant to this section shall be treated by the

25 Federal agency as commercial and finaneial information

-~ Mareh 26, 1998 (3:37 p.m.}




F:A\M5\MORELL\MORELL.061 | HLC.

e R ¥ S N U

6
obtained from a person and not subject to disclosure under
section 552 of title 5, United States Code.”.
(b) CONFORMING AMENDMENT.—The item relating

to seetion 209 in the table of sections for chapter 18 of

title 35, Unjted_States Code, is amended to read as fol-

lows:

. 209, Licensing federally owned inventions.”.

-

10
1
12
13
14
15
16

17
Rt
19

21

22

23
C 24
25

SEC. 4 TECHNICAL AMENDMENTS TO BAYH-DOLE ACT.
| Chapter 18 of title 35, T.Tmted States Code (popularly
known as the “Baythole .Act”), is amended— i

(1) by amending section 202(e) to read as fol-
Iows
“(e} In any -'case.when a Federal employeé 15 a co-
inventor of any invention made under a fhﬁdiflg'é.g"xféenient
with & nonprofit drganizatibn o.rl-_ small business firm, the
Federal 'argeney employing’ such coinventor may, for the
?urpose of coﬁsoli‘dating rights 111 the invention— |
.“(1) transfer or assign whatever rights it may
acguire in the Subjeét invention from its employee to
the nooprofit organiz.ati(m. or small busiﬂéss ﬁnn, or
| .“(2)_ aequire anjf rights in the subject invention.
~ from its éﬁployee or from the nonprofit organization |
~or small bu_sinesé -firm, but only to the extent the
| pafty from whom the rights are ﬁcduired voluntarily |
enters into the fransaetion.”; and

| (2) In section 207(a)—

March 26, 1998 (3:37 p.m.)
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7
1 (A) by striking ‘_‘patent applications, pat-
2 : 7 ents, or other forms of protection obtained” and
3 /; 1(/ inserting “orii"'ﬁ'ééﬁ@ inventions” in paragraph
4 g & (2); and | '_
5 (B) by inserting -“, ineluding acquiring
.. 6 .ﬂghts for the Federal Govern_ment in any in-
v vention, but only to the extent the party from.
8 0 ' ‘@h@m the rights are acquired ‘voluntarily enters
9 . - iilto the transaction, to facilitat_é the }iéensing o
10 ~of a federally owned invention” | aft_Er. “or
1 through contract” in paragraph (3). | |

12 SEC. 5. TECHNICAL AMENDMENTS TO THE STEVENSON-

13 | WYDLER TECHNOLOGY INNOVATION ACT OF
14 | 1980, - o o
15 -Sectioﬁ 14(2)(1) of the Stew}enson—Wydler Tebhﬁology |
16. Innovation Act of 1980 (15 U.8.C. 3710¢(a)(1)) is amend- |
17 ed— S
18 (1) in subparagraph (A)), by inserting %, if
) 19 the inventor’s or 'comirentor’s:rights are ‘assigned to |
20 the United States” after “inventor or coiniréntors"_’;__
21 | and_ _ | | _ |
B 22 | - (2) in subparagraph (B), by striking ‘“succeed-
23 '_; - ing fiscal year” and insef_ting “2 succeeding fiscal
4 e,

March 2§, 1898 [E:37 p.m.)




