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SUMMARY OF CHANGES
REFLECTED IN THE CHAIRMAN’S MARK
ON 8. 507, THE OMNIBUS PATENT ACT OF 1997
_ May 21,1997

TUTLE I — THE UNITED STATES PATENT AND TRADEMARK ORGANIZATION Acr OF 1997.

CorYRIGHT OFFICE: Concerns have been expressed by some regarding how the cteation of 2
Patent and Trademark Organization (USPTO) separate from the Department of Commerce might
affect the existing role of the U,5. Copyright Office. The Chainmnan’s merk responds to these
concerns by making explicit that nothing in this !cglsiaucm will alter the existing dutics or
funr;tmns of the Register of Copytights,

L3

SMALL BUSINESS: Some concerns were also raised regarding how the creation of a Patent and
Trademark Orpanization might affect small businesses, independent inventors, and nanprofit
grganizations, The Chairman’s mark responds to these concerns by creating an Ombudsmay to
advise the Comumissioner of Patents on the concerns of independent inventors, nonprofit
organizations, and small businesses, and by securing at least one seat for an independent invantor
on the Patent Office Management Advisory Boatd (the Advisory Board is charged with advising
the Comimissioner of Patents on matters relating to the operation and budget of the Patent Office -

~and with reporting to Congress annually on the pnhcms, goals, p:rformance, budgct and us=(
fees of the Patent Office),

INTEGRITY OF THE ORGANIZATION: The Chaittan’s mark makes a number of changes to’
ensure the integrity of the USPTO. Among these i2 an amendment relating to the Organization’s
power to aceept gifts. The Patent and Trademark Office currently bas such a power under title
15, which grants the Secretary of Commercs the power to accept gifts and bequests. Retention
of such a power is impartant to maintain the USPTO's museum and librery, as well as the
educational activities camried aut by the Office—such as the Patent Academy--which benefit from

* donations of time by instructors. In order to preserve these functions of the USPTO while still

. insuring the integrity of the systers, the Chaimman’s mark includes an amendment 1o limit the
Organization’s power to accept gifts (and to prohibit the acceptance of gifts from forsian
entities), and to make clear that the limited gifts accepted by the Orgunization are subject to
criminal bribery statutes. The Chairman®s mark also includes additional amendments designed
to further ensure the integrity of the Organization by prohibiting the establishment of satellin .
offices outside the United States, requiring the USPTO to hire only U3, eitizens, clarifying that
members of the management advisory boards are speeial Government employees under title 18 -
and thus subjcct to the applisable standards of ethical condust, and requiring the Director fo
report to Congress annually on the receipt and manageraent of user fees, as well as the amaun‘t of
:my swrplus revenues retained by the Organization.

'E¥FICIENCY: 8, 507 prcw;des that thc Director may perform petsounsl, procurement, and other
functions that are mors officiently administered throngh a ceniralized office, where the Direstor,
‘the Commissioner of Patents, and the Commissioner of Trademarks so ngree. The Chairman's
mark clarifies that such an agreement must be in writing and must be continuous. It also clarifies
that fees from the Patent Office and Trademark Office may be allocated to the performance of
" these centralized functions, as agreed by the Dirsctor, the Commissioncr of Patcnts andthe
Commissioner of Trademarks. . :




USE OF THE ORGANIZATION'S NAME: As suggested by the Administration, the Chairman's
- mark containg an amendment to protect the Organization from the unauthorized use of the
. corporate name. This amendment aljows the Organization to obtain injunctive relief, as well as
actual and stetatory damages for violation of its provisions.

CONFORMING AMENOMENTS: The Chainman’s mark contains amendments to conform certain
provisions to those of HLR. 400. Specifically, the Chairman’s mark recognizes the change in title
from “examincrs-in-chief” to “administrative patent judges™ for patents and the change in title
from “members” to “administrative trademark judges” for trademarks. This nomenclature has

been used by the Patent and Trademark Office sinee 1993, but a corresponding change has never
been made to the Code, _ )

TECHNICAL CORRECTIONS: The Chairman’s mark incorporates a number of technical changes,
including an amendment to clarify that the Organization can dispose of property that it acquires

(8. 507 explicitly provides for the power to aequire such property, but only implies the power to
dispose of it), amendments to correct typographical eprors, and an amendment to clarify the

Tesponsibility of the Director to submit an annual repoit to Congress on statptory invention
registrations.

. 'TrTLE IT— THE PATENT ATPLICATION PUBLICATION ACT OF 1997.

EXEMPTION: The Chairman's mark responds to concerns raised by independent inventors by .
allowing any applicant to avaid eerly publication of their patent application simply by making - -
such a request upon filing the application and by eertifying thet their application has not-~and
will not— be published abroad, Because patent applications filed in many foreign countries arc
aslready published by those couptries, waiver of early publication in the U.S. is not avallable
under this amendment for applicants who also publish abroad. Applicants who elsct not to have
their applications published must notify the Director within one month of filing an application in
a foreign country, And, a request to waive publication may be rescinded by the applicant ot any
time. If a prior request is rescinded, or if an application for a patent on the invention is filed in a

. foreign country, the application will be published in the TS, )

S1UpY: The Chalrman’s mark also adopis the recommendation of etrtain members of
the Committee by providing for a 3~yesr study of early publication itt the United States,
“with s particnlar emphasis on the number and type of invantors who elect 1o file anly in
the United States and waive early publication nnder this title.

FAST-TRACK PATENT ISSUANCE: The Chairman’s mark provides for the issuance of patents on
*individual cleims in published applications as they are approved, rather than waiting for the
disposition of ail claims contained in such an application, as oceurs now. This allows applicants
‘1o gain full patent protection for some of their component inventions earlier than they otherwise
‘waould, thus allowing them to both exploit and protect their inventions after publication. In otder
to encourage applicants to publish early, this fast-track to patent {ssuance is available only to
‘those whose applications have been published.

TECHNICAL AMENDMENT: The Chairman's mark incorporates a technisal amendment
requested by the Administration to atlow the Commissioner of Patents to accept uninte=ntionally
delayed claims for carlier filing datos for applications previously filed in the U.8. or abroad,
. subject to procedures established by the Commissioner, including the payment of a surcharge.




- EFFECTIVEDATE: There wag soic veave..
insufficicnt time to allow the USPTO to put mtu p]acc the structure o MPIEMEnt wcss cayuy
publication provisions. The Chairmnan’s mark postpones the effective date of the carly
publication provisions from April 1, 1998, to anc year after the date of chactment,

TITLE I - PATENT TERM stmnmmn

'17«YEAR MINIMUM TERM FOR PMLIGENT FILERS: The Chairman’s mark should ¢nsure that an
applicant that difigently prosecutes a patent application before the USPTO will receive a fujl 17
years of patent protection. Concerns were raised that 5, 507, as drafted, did not preclude the

- . possibility than an applicant who is diligently prosecuting a patent wil] receive less than 17 years
of patent protection. The Chairman's mark, while ensuring that a diligent applicant will receive

- afull 17 years of patent protection, will not open the process up to extensions for deliberate

delays becnuse an additional limitation makes clear that if an applicant takes more than three
months to respond to a reguest from the LSPTO (nonprofit research laboratories or other
nonprofit entities such as universities, research centers, or hospitals can petition the -
Commissioner for additional time), patent term will be deducted.

STATEMENT OF PATENT TERM: The Chairman’s mark also clarifies that the Commissioner of
~ Parents must stare the length of the pareat’s term at the time of issuance, This has always been
~ the intended procedure, but cancerns Were raised that the current language was unclear. The
. Chairman’s mark further requires that any appe) of the Commissioner’s decision on the patent
- term be filed with the federal court within 180 days. of the date of issuance of the patent. This

provides a reasonable time for patent-holders to challenge the Commissioner’s decision but

limits the window sp as to prevent gaming the restoration system with other provisions of {aw.

FURTHER LiMITED REEXAMINATION: The Chairman's mark divects the Commissioner of
Patents to establish regulations to provide for further limited reexamination of 2n application at
the request of the applicant, and o provide for reduced fees for small businesses and independent
inventors. This amendment is designed to provide the applicant with further apportunity o
advance their applications within the USPTO without having to resort to federal court.

MIsCELLANEOUS: The Chajrman’s mark replaces the word “extension” in several places with

the word “restoration”, which is & more accurate description of the finetion of those sections. -
This title restores patent term lost due to undue administrative delay in the processing of the _ b
application. This is truly a restoration of time lost and should be labeled as such. - ; L

“FIrLE IV - THE PRIOR DoMusTIC COMMERCIAL USE ACT OF 1997,

PRIOR USE BY THE GOVERNMENT, NONPROFITS, AND UNIVERSITIES: This title is designed to
close 2 lopphole in the present lsw that arguably permits one who obtains a patent o sue
“someone who has independently developed and used the same invention prior to the date of the
petent application. Speeifieaily, 8. 507 accords s defense to one Who has *commersially wsed”
subject matter later covered by e patent. However, it has been suggested by some, including the
* Justice Department, that the term “commercially use” may be interpreted a5 not applying to
activities, no matter how {mportant or widespread, undertaken by or for the 11.8. Gevernment,
nonprofits, or universities. The Chairman’s mark would clarify that the 1.8, Governmsent,
nonprofits, and universities can assert the “prior use” defense when appropriate--thus avoiding




the anotmalous sitwation where individuals or companies who are prior users of paienicy suujue.

_mater are accorded a defense 1o an infringement claim, while the Government, nooprofits and
universities are not.

 CLAWIFICATION OF TERMS: The Chairman’s mark would tighten the prior user defense to
ensure that it is asserted only by those who have justification to use it. By removing the

ambiguity in three definitions, the Chainman's mark wil] heip to make the prior user right an
exeeption, rather than the rule:

- “Commercial transfer”—Under $. 507, a3 introduced, the *used in commerce”/Muse in
- commerce” threshold is met if there has been an actual sale or other commercial transfer ofa
praduct or service. Concern has been expressed that this threshold could be met simply by one
~ division of a company making & “sale™ to another division of the company. Such interdivisianal
sales are common and can be easily accamplished through bnmkkeeping The Chairman’s mark
requires that a sale or other commergial transfer be at anns-length in order to ensure that a prior

user has truly used the process or sold the produet “in commerce™ rather than an intracompany
transfor that is logged on the books as 2 “commercial sale,”

In order ta achieve “sifective and serious preparation”—anether of the thresholds that must be

met by a prior user—it is sufficient if the “person” has reduced the subject matter to practice in '

the United States. Concern has been expressed that this is a [ow threshold given the ambiguity of

the terms {¢.g,, 4 person may “reduce to practics” through computer simulation, through _

tangential experimentation, through “like” application). The Chairman’s mark would mise the
threshold by requiring an “actual reduction to practice” of the infringing subject matter.

TITLE V ~ THE PATENT REEXAMINATION REFORM ACT OF 1997, .

' LIMITING THE SCOYE OF REEXAMINATION: Some concerns were raised that independent
Inventors and smai! businesses wauld be adversely affected by provisions of 5. $07 that would
- expand the scope of reexamination procedures, The Chainman's mark mspnnds to these
g conicerns by removing those provisions. -
"ESTOrpeL: In order to accammodate the concerns of severa] Members of the Cormumittes g
regerding the potential for abuse of reexamination as a tool for harassment, the Chatrman’s mark E R
provides strict estoppel. Specifically, once a third-party requester is granted a reexamination,
that party is estopped from raisiag the issues that were raised or could have been raised at the
. time in a future reexamination or suit for infringement. The third-party requester is permitied to
appeal the original resxemination to the Board of Patent Appeals and Interferences and to -
Federal court. 'I“hu.v,, the rcquast:r gots one bite at the apple and no more.

NEWLY D]SCUVE’REIJ PRIOR ART- The Chairman’s rmark maknzs clm thata thmdvparty
‘requustsr is not precluded from bringing forward any newly discoversd prior art that may be

. relevant to the issue of a patent’s validity that way pmvxousiy unavaileble to the ﬂurd-party
' requester and the USPTQ. :




RErORT: The Chairman’s mark adopis the recommendation of some senators on the Lomminss
- that the Director of the USPTO be required to report to Congress within 5 years on the effect of

reexamination prcu:ccdmgs under this title on the various parties, and 1o recommend changes, if
necessary, 10 cufc any meqmtlc&

EFFECTIVE DATE: Thete was some concern expressed that § months was insufficient time to

allow the USPTQ to put into place the stracture necessary to implement the resxamination
pravisions of 8. 507. The Chairman’s mark postpones the effective date of the rexamination

provisions from 6 months after the date of enactment to one year after the date of enactment.

TITLE VI —~ NﬁSCELLANEbUS PROVISIONS.

ACCESS TO ELECTRONIC FATENT INFORMATION? The Chairman’s mark would assist
- independent inventors and small businesses in rural states by requiring the USPTD ta develop
and implement statewide computer networks so that the citizens of rural states will have
enhanced access to the information in their state's patent and tradesmask depository libraries. -
Such a requirement is consistent with the USPTO's attempts to modernize the Office and with
. independent inventor and smatl business desires for expanded availability of USPTO
infonnation. :

NONAPPLICABILITY OF CERTAIN LIMITATIONS ON DAMAGES FOR PATENT INFRINGEMENT:
“The Chairman’s mark narrows the scope of tha ban on enforeement of medical methods patents

so a5 to continue to insulate individua) doctors from snit but not carporate entities, as well asto

exempt those patents for whir.-.h &n application was pending on the date of enactment of the ban,

STUDV AND REPORT: The Chairman’s mark adopts an ‘amendment siggested by Se:nator :
Grassley to direct the GAO to conduct a study, in consultation with the U,S. Parent Office, and t0

report to Cungrcss on the potential risks to the 1.8, biotechnology industry rc!atmg to ‘mologu:al
deposits in support of biotechnology patents.

 TRCHNICAL AMENDMENT: The Chairman’s mark incorporates a technical amendment
requested by the Administration to-clarify the treatment of prnwswnal apphcaunns Whﬂs:: Iast
day of pendency fallson a wc:k:nd or federal hnhday






