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PRESIDENT REAGAN SIGNED into law (PL
100-617) on November 5 a bill (S 2201) that will

allow copyright owners to continue to control the
rental of sound recordings. The new law extends

the Record Rental Amendment of 1984 for an
. additional eight years. page 45

. PATENT EXAMINER'S KNOWLEDGE of rel-
evant prior art is not discoverable to prove in-

equitable conduct in a patent infringement ac-
tion, the U.S. Court of Appeals for the Federal -
* Circuit held November 1. In a case of first im-

pression, the court held that it is- no more appro-
priate to question the technical expertise of a

~patent examiner, a quasi-judicial officer, than it

is to question a judge’s law school education or
judicial experience. page 45 '

'SUPREME COURT WILL REVIEW the con-

flict among the circuits over the proper interpre-

. tation of the Copyright Act’s “work made for

hire” provisions. After deelining to review a Fifth

Circuit decision on the issue last spring, the Court

'on November 7 agreed to review a case out of the

‘District of Columbia Circuit concerning copy- .
. ‘'right ownership of a sculpture deplctmg home-
less people page 46

ITC INTERIM RULES have been issued to -

implement the changed procedure for excluding
infringing imports under Section 337 of the Tariff
Act of 1930, put in place by the new trade bill. In
addition to amending its, adjudicative and en-

- forcement rules, the ITC on November 4 and 7 .

also proposed new rules on the posting and forfei-
ture of temporary relief bonds, and on a duty of
candor for complainants in §337 actions. page 47
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PLUG MOLDING STATUTES have provided

the Supreme Court with its latest opportunity to

revisit the Sears/Compco doctrine and consider

whether federal patent law preempts state prohi- =
. bitions in this field and permits unrestricted

copying of unpatented articles. This case pits a

~ decision of the Florida Supreme Court, striking .

down a Florida plug molding statute, against a
decision of the Federal Circuit which sustained a
California plug molding statute. page 49

TRADEMARK OWNERSHIP passes with own-
ership of the building or business with which the

mark is associated, the US. District Court for the

Northern District of Illinois determined October-
24. Holding that the tenant and operator of the
“Esquire” theatre building held only an implied
right to use the “Esquire” mark during ifs tenan-
cy, the court ruled that the decision of the build-
ing’s owner to lease rather than occupy and
operate the theatre building does not show a
. failure to use the mark. page 50

-—-""‘CLASS PATENT WAIVER of the government’s

rights in certain inventions made under govern-
ment contracts or cooperative agreements is the
subject of a November 4 proposed rule from the
Energy Department. The purpose of the class

| waiver is to expedite the retention of rights by

the private sector to inventions made under fed-
erally funded research and development. page 51,

96

AIPLA MEETING in October examined
changes in ITC and Canadian practice. page 52

This issue contains pages 45-64
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ENERGY DEPARTMENT PROPOSED RULES

ON CLASS PATENT WAIVERS

53 FR 44602 _
- DEPARTMENT OF ENERGY
' _ 10 CFR Part 785 .

Class Patent Waiver

AGENCY: Department of Energy.
ACTION: Proposed rule.

SUMMARY: The Department of Energy
(DOE] today proposes a rule which
would provide for a class waiver of the
- Government's rights in certain
inventions made under contracts, grants,
or cooperative agreements of DOE. The
purpose of this class waiver is to
maximize and expedite, to the extent
" permitted by law, the retention of rights
to inventions made in the performance
of federally-funded research and
development contracts, grants, or
- cooperative agreementa by the private
sector. Generally, pursuant to 42 U.S.C.
2182 {1962) and 42 U.S.C. 5508 {1982), for
. contracts, grants, egreements or other -
arrangements with DOE for research,
" development or demonstration work,

- with entities other than small business
or nonprofits, title in inventions vests in
the Government, unless the Government
. -waives its rights in-conformity with the
- provisions of these statutes. This
proposed rule provides for a class
. wiaver in two categories:

1A clags advance waiver (i.e.,
waiver at the time of contracting) of the
Government's rights in inventions
arising from contracts with domestic
large business contractors, other than
management and operating contractors
- generally referred to as GOCOs; and

(2) A class waiver of the
Government's rights in identified
inventions arising from contracts with
domestic large business contractors,
including management and operating.
contractors,

The proposed class waiver is subject
to requirements, limitations, terms and
.-conditions as provided in the proposed
rule, and is intended to be implemented

by simplified procedures requiring
contractor certification of compliance
with the requirements, terms and
" conditions of the class waiver. Where
" the class waiver is not applicable,
contractors may still seek patent
wajvers on & case-by-case basis in
accordance with established practices.
DATES: Written comments must be
received on or before January 9, 1989.
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A public hearing will be held on
December 13, 1988 at 8:00 a.m. Requests
1o present oral statements ‘must be
received no later than November 30,
1988.

ACDRESSES: Written comments (three
copies} and requests to speak at a public
hearing must be addressed to: Richard
E. Constant, Assistant General Counsel
for Patents, GC~42, Department of

Energy, 1000 Independence Avenue,
' SW., Washington, DC 20583.

The hearing will be held st DOE
Headquarters, 1000 Independence
Avenue, SW., Washington DC, Ruom
1E-245.

FOR FURTHER INFORMATION CONTACT:

Richard A. Lambert, Office of Assistant

General Counsel for Patents, 1000

Independence Avenue, SW., .

Washington, DC 20555 Telephone [202}

586-2802.

SUPPLEMENTARY INFORMATION:

L Background

18 Sec:lllon -by-Section Discussion of Proposed
Rule

III. Review Under Executive Order 12291

IV. Review Undar Regulatery Flexibility Act

V. Review Under National Envuonmental
Policy Act

VI. Review Under Paperwork Reductmn Act
VI. Federalism

VlIl Opportunities for Public Partlcxpanon

- A. Written Comment Procedures

B. Public Hearing
C. Conduct of Hearing

1 Background

Normally, for confracts, grants,

agreements, or other arrangements with.

DOE for research, development or

-demonstration work with entities other

than domestic small businesses or
nonprofit organizations, title in
inventions vests in the Government,
pursuant to the Atomic Energy Act of
1954 (42 U.S.C. 2182 {1982)} and the

Federal Nonnuclear Energy Research.

‘and Development Act of 1974 (42 U.S.C.
5908 (1982}), unless the Government
waives its rights in inventions in
conformity with the provisions of these
statutes. Title 35 U.S.C. 202 (1982) {Pub.
L. 96-517, as amended by Pub. L. 98-
620), generally permits domestic small

" business firms and domestic nonprofit -

organizations to elect to retain title in
inventions made under funding
agreements with the Federal
Government. Accordingly, this notice
concerns only domestic large, for profit,
businesses, not covered by 35 U.S.C,
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'202, as to which the right to title to
inventions is governed by the Atomic
Energy and Nonnuclear Acts. subject to
the guidance to agencies contained in
the President's Memorandum on
Government Patent Policy of February
18, 1983, as referenced in Executive
Order 12591, dated April 10, 1987.

The Memorandum of Government

- Patent Policy directs that:

To the extent permitted by law, agency
policy with respect to the disposition of any
invention made in the performance of a
federally-funded research and development
contract. grant, or cooperative agreement

44603

‘award shall be the same or substantially the .
‘same ag applied to small business firms and

nonprofit organizations under Chaptet 38 of
Title 35 of the United States Code.

With the overall goal of incorporating
the resulta of the Department’s research,
development, and demonstration
programs into the mainstream of
American commerce consistent with the
objectives of the President's patent
policy and in accordance with the
authority of 42 11.8,C. 2182 {1982) and 42
U.5.C. 5908 (1982), DOE proposes that it
is in the best interests of the United
States and the general public to grant a
class waiver as provided in the
proposed regulation.

The proposed rule provides for a class
waiver in two categories:

(1) Class-advance waiver of the

* Government's rights in inventions

arising from contracts with domestic
large business contractors other than
Management and Operating
Contractors. )

{2) Class waiver of the Government's
rights in identified inventions arising
from contracts with domestic large
business contractors including
Management and Operating
Contractors.

The Department reserves the nght to
grant additional class waivers as
desmed apprepriate in the public
interest, Consideration was given to
granting an additional class waiver.
covering inventions falling within
certain excepiional circumstances
technologies, which would have
provided an exclusive license fo
recipients of funding agreements with
domestic small businesses and nonprofit
arganizations for fields of uses outside

the specified exceptional circumstances.

L Lt




B R

e

TEXT

(Vol.37) &7

Howaever, the applicable class of

inventions and potential waiver
recipients is not deemed to be
sufficiently broad to justify at this time
the grant of such a class waiver,
Raquests For waiver of the
Gaverument's rights in such
technologies may continue to be made,
on a case-by-case basis, in accordance
with established DOE waiver policies
and procedures. ‘
Certain areas in the national interest
are excluded from the scope of these

waivers. The exclusions are generally as

follows: inventions arising under
international agreements or treaties;

. weapons-related inventions:; inventions
- made under agreements funded by

DOE’s naval nuclear propulsion

* program: classifled or sensitive

inventions: uranium enrichment

_ inventions; inventions relating to storage’

and disposal of civilian high-level
nuclear waste or spent nuclear fuel; and
Inventions falling within other class
waivers granted to third parties by DOE.
Inventions arising under intetnational
agreements or treaties are excluded
from the class waiver in order to avoid

_conflict with invention rights provisions
of such agreements or treaties. -

‘Weapons-related inventions are

.excluded from the class waivers for
~ reasons involving nonproliferation of

weapons, national security, conflicts of
interest, management requirements of
DOE's unigue contractor operated
weapons laboratories and in arder that.
DOE may ensure prosecution of patent
applications or statutory inveation

" recordings on selected inventions in

which the Government has a atrong

- interest in establishing license righta.

Classified and sengitive inventions
are also excluded oM The scope of the
class waivers for the reasons noted
above for weapons related inventions.
In addition, the restricted status of such
inventions usually continues for many

" years, during which any present plans of

a contractor to commercialize the
inventions are aubject to change.

In the case of uranium enrichment, the

technology at present is exclusively
under Government contral with the

. Government being the only legal o
-.customer for the technology. Therefore,

the rationale for establishing private
incentives is lessened if not eliminated. -
Furthermore, DOE currently has a
requirement to preserve the
transferability of this technology to the

" private sector. In order to retain a
- transferable package of intellectual

property rights, DOE retains title in this
area,

Regarding technology for storage and
disposal of civilian high-level nuclear
waste or spent nuclear fuel, since the
Program is funded through special fees
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' levied on the utility industry, . |

Governmsnt retention of patent rights
preserves the Government's Aexibility te

grant licenses to utilities as appropriate,

or to solicit utility industry participation
in rights allocations. Further, aince the
Government has a statutory mandate to
develop the techmology to the point of
commercialization, incentives inherent
in the patent system are not the driving
mechanism to promote development of
this technology. :
However, for one of the exciuded
technologies, i.e., storage and disposal
of civilian high-level nuclear waste or
spent nuclear fuel and possibly for
excluded technologies that may in the
future be 3o designated, a contractor
may elect to retain an exclusive license
in all fields of use outside the excluded
technology where the contractor can
demonstrate that the invention has such
an outside use, and specifically
identifies such use as one it will

_commercialize witlin three years. An

example of such an outside use is use of
nuclear waste disposal technology for
disposal of nonradicactive toxic
chemical wastes.

- Inventions covered by existing or
future class waivers to third parties, e.g.,
DOE's class waivers covering third
party use of DOE Facilities, are excluded
from the class waiver covering :
identified inventiona for large business .
contractors, in view of the overriding

. DOE interest in promoting third party

use of such facilities and to avoid
invention rights conflicts that might -
arige from conflicting class waiver
provisions.

In addition, similar to DOE's authority -

to declare “exceptional circumstances”

‘under 35 U.S.C. 202{a) the Secretary of

Energy reserves the right to designate
further exclusions to this class waiver,
as deemed necessary in the national
interest. _ I

Of course, contractors may request &
waiver of rights to an invention,
including those excluded from the scope
of this class patent waiver, pursuant to
DOE’s existing waiver policies and
procedures. :

Implementation of the class waiver

" proposed herein is intended to be made

using simplifiéd procedures requiring
certifications by contractors regarding

_matters such as its intent to

commercialize a particular invention,
including submission of general plans
for commercialization, {itself or through

 licensees] within three years {with a
" right to seek extension of such three-

year period, in two year intervals, if
contractor can detnonstrate to the
satisfaction of DOE that it or its
licenseels}) is actively pursuing
commercialization of the invention), and
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- its willingness to bear patent costs,

followed by review and certification by
DOE that the conditions of the particular
class waiver have been made, e.3., &
coat-sharing of 20% (or such other level
as may be determined by the General
Counsel or designee to be warranted in .
view of specific mission, programmatic
or statutory needs}. The proposed class
waiver will result in significant
reductions in the paperwork burdens
imposed on contractors seeking 8 DOE
patent waiver as compared to cutrent
policies, which require a waiver

- pelitioner to submit considerably greater

amounts of information in support of a

- waiver request.

{1) Class Advance Waiver

Subject to exclusions as noted sbove,
the class advance waiver applies:

. 44604

1. To contractors which are domestic
large businesses {i.e. not qualifying as
small businesses or nonprofit
organizations under 35 U.S.C. 202 (1982)
engaged in research, development, or
-demonstration work under a DOE
contract, except contracts for
management or operation of contractor-
operated research, production or
weapons facilities {GOCQ);

2. Where the contract requires 20%
cost sharing by the contractartor such
otfier [evel as may be determined by the
General Counse! or designee to be
warranted in view of epecific mission,
programmatic or statutory needs});

3. Where the contractor agrees to
-commercialize any elected invention
itself or through its licensee(s]} within a
three-year time period from the date of
disclosure of the invention to DOE,
subject to extension of the time period
for commercialization, in two year
intervals, so long as contractor can .
demonstrate te the satisfaction of DOE
that it or its licensee(s) is actively
pursuing commercialization of the
invention; and :

4. Where DOE certifies the applicsatio
of the waiver to the contract.

Section 9 of the Federal Nonnuclear
Energy Research and Development Act
of 1974 (42 U.5.C. 5908 (1982}), in _
establishing the patent waiver authority,

. provided four objectives that the
"Secretary or his designee is to seek to

.accompiish in making waiver
determinations. In addition, eleven
specific factors are to be considered at -
the time of contracting in making such
determinations. DOE has harmonized
these provisions with section 152 of the
Atomic Energy Act of 1854, 42 US.C.
2182 (1982} so that waivers are
evaluated under these criteria
regardless of the technology under
which an invention i3 made. Within




" large corporations and, prior to the
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these statutory structures, DOE's waiver
policy has been used flexibily. DOE has
granted many advance waivers both to

pasasage of The Patent and Trademark
Amendments of 1980, Pub. L. 86-517,
section 7, 94 Stat, 3016, to small
businesses and universities. Certain
consistent fact patterns have formed the

- basis for granting advance waivers to

large businesses on a case-by-case
evaluation. These patterns are utilized -
.in this class advance waiver in -
accordance with the statutes.

DOE has generally granted waivers to
large busginess contractors who cost
share a minimum of 20% (not including
waived fee) of the contract costs. This
level of cost sharing has evolved over

" several years of waiver experience and

has been shown to be an excellent
indication of whether a research project
fits within a corporations’ long range
plans and of the corporate interest in
commercializing the technology which is
the subject of the contract. Cost sharing
establishes a corporate commitment by
the contractor t¢ commercialize the

. technology. Establishing a 20% cost

. sharing standard for this class waiver

recognizes the experience gained from
previous waivers and will aimplify the

. process by which large business

contractors can obtain advance waivers.
Further, DOE has found having 20% cost

" sharing effectively extends its ability to

carry out its programmatic migsion. The’
20% cost sharing requirement has been
found to be an effective tool to combine
corporation research interest with
Government programs, thereby
leveraging Government research funds
and providing technology transfer into
commercial application. This promotes
the commercialization of inventions.
made under these contracts and serves:

- to make the benefits of DOE’s ener

research, development, and .
demonstratien programs widely
available to the public in the shortest
practicable time. Over DOE's several

" years of experience using 20% cost-

sharing as a prime consideration for
grant of an advance patent waiver, we

..are not aware of any prospective

. contractor declining to contract with
. DOE as a result of 20% cost-share
. requirement for an advance waiver. To

provide flexibility, however, the 20%
cost sharing required for this class
waiver may be changed to another level

- if it is determined by the General
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Counsel or designee to be warranted in

- view 6f specific mission, programmatic

or statutory needs. The public is

specifically invited to provide comments
regarding the appropriateness of the 20%
cost-sharing level as a precondition to a

class advance waiver. If any member of
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the public wishes to comment on thig
point, we would appreciate his or her
views on the appropriate cost-share

. level for an advance waiver, with

reasons therefor.

The other requirement of this class
waiver, that the contractor agree to
commercialize any elected invention
{itself or through its licensees) within a
three year time period (subject to

. extensicn if contractor can show that it

or its licensee(s) is actively pursuing
commercialization of the invention)}
serves to foster and assure expeditious
pursuit of commercial utilization of
waived inventions by the confractor,
Three years appears to be a reasonable
time period for an entity acting in good

faith to proceed to effect

commercialization of a typical _
invention. For those inventions which
may require longer time periods for
commercialization in view of, for
example, the need for extensive
development efforts prior to effecting
commercialization, the three year time
period may be extended, in two year
intervals, so long as contractor can _
demonstrate to the satisfaction of DOE
that it or its licentsee(s] is actively
pursuing commercialization of the
invention. . :

DOF's ten years of experience in
granting advance waivers to contractors
who have cost shared has resulted in no
indication to DOE of an adverse impact
on competition. No such adverse impact

- -is foreseen from this class waiver.
. Waived inventions will be subject to a

license to the Government and DOE will

. ‘have the right to require periodic reports

on the contractor's utilization, or efforts
at obtaining utilization, of the invention.
Further as a condition of this waiver,
DOE shall have the right to exercise its
march-in rights and require the '
contractor to license a waived invention
if DOE determines that the contractor is
not making reasonable efforts to utilize
the invention, or alternatively, if the
practice of the invention by the
contractor or its assignee or licensee has
tended substantially to lessen
competition or result in undue .
concentration in any line of commerce

. to which the technology of the invention

relates. An additional march-in right
provides for automatic termination of
the weiver as it relates to a particular
invention and reversion of title in the
invention to the Government if the
invention is not commercialized within
three years (subject however to-

* extension of the three-year period for

commercialization if the contractor call
demonstrate to the satisfaction of DOE
that it or its licensee(s) is actively
pursuing commercialization of the
invention). Concomitant with this class

advance waiver, DOE is also granting a
class waiver to identified inventions to
large business contractors, including
management and operating contractors
of DOE Government-owned facilities -
(GOCOs), where the contractor agrees
to commercialize the invention, either
itself or through licensees within a
three-year time period. These two-
categories complement each other to
permit the large husiness contractor,
including GOCOQ contractors, to acquire
title to all inventions [except for those
imbued with the national interest as set
forth herein} in which the contacter has

_plans for commercialization, either itself

or through licensees. This class waiver
will significantly act to elicit private risk
capital and promote commercial
utilization of inventions made wnder

DOE’s research, development, and
. 44605

demonstration programs and thereby
make the benefits of these programs
widely available to the public in the
shortest practicable time.

{2} Class Waiver of Identified
Inventions

Subject to exceptions as noted above,

. .the class waiver of patent rights to

identified inventiong applies to
inventions made by contractors who are
domestic large businesses [i.e., entities
not qualifying as small business firms or
nonprofit organizations under 35 U.S.C.
202 (1982) engaged in research,
development, or demonstration work
under a DOE funding agreement,
including contractors for the ’
management and operation of DOE
research, production or weapons
facilities (GOCO}, where:

(1) The contractor agrees to

.- commercialize the invention itself or
-through its licensees within a three-year

time period from the date of waiver is
effective as to the invention. Three
years appears to be a reasonable time

_period for an entity acting in good faith -

to proceed to effect commercialization
«of a typical invention. The three-year
time period for commarcialization is
subject to extension, in two-year
intervals, so long as contractor

‘demonstrates to the satisfaction of JOE

that it or its licensee(s) is actively
pursuing commercialization of the
invention. For purposes of this
regulation, “commercialize” shall mean

- to manufacture in the case of a

composition or product, to practice in °
the case of & process or method, or to
operate in the case of a machine or
system: and, in eech case under such
conditions as to establish that the
invention is being utilized and that its
benefits are to the extent permitted by
law or Government regulations
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availgble to the public on reasonable
teEBThE contractor reports the
invention and elects to retain the rights
therein within the times provided in the
contract for reporting inventions and
requesting greater rights, respectively
(however, normally the_ waiver will not
apply to inventions which DOE has
advertised as being available for
licensing) and agrees to file, prosecute,
and maintain any and all patent
applications and patents on the
invention at its own expense, unless, in

the case of GOCO contractors, special -

contractual provisions are negotiated;
(3) The invention is not, at the time of

the request for waiver, developed to the

point of commercialization by the '

- Government and further development of

the invention is not being funded and is
not infended to be funded by the
Government. Among DOE's statutory
considerations for waivers are
consideration of the extent to which the
Government intends to further develop
to the polnt of commercial utilization the
regults of the contract effort, and

_ consideration of the extent tc which a

waiver is a reasonable and necessary

- incentive to call forth private risk

capital for the development and
commercialization of the invention.
Limiting the class waiver to inventions
not being funded and not intended to be
funded by the Government encourages
expenditure of private risk capital for
development and commercialization of
an invention, and affords appropriate
weight ta the foregoing considerations,
For purposes of this waiver, an

" invention Is not further funded if

Government funding is not being, and is

-not intenided to be, directed at the -
~ further development of the invention or

the enharicement of the invention in a
manner beneficial to commercial .-
applications of the invention. This does
not include insignificant amounts of

_fnding for minor modification of the
‘invention or use of the invention

incidental to other work. On the other

hand, further funding would clearly exist

where work is directed toward actually
reducing ar invention to practice or

- developing the invention in a manner

which itnproves its performance or
enhances its value in commercial .
applications. To implement this class
waiver, the contractor is required to
certify that the invention has not been
developed to the pointof . - -
commercialization and that, to the best
of contractor’s knowledge and belief,

" further development of the invention ia~

not being funded and is not intended to -
be funded by the Government. Since this

" information is generally within the

knowledge of the requestor, certifying as

" 11-1p-88

_have an identity of interest in the

to such matters should present no undue.

burden on the contractor; and

. {4) The waiver is certified by DOE to

be applicable to the invention. )
For the purposes of this waiver,

contractor means either a prime

contractor or a subcontractor. The

" waiver does not give a prime contractor

or subcontractor rights in the other's

. inventions.

Section 9 of the Federal Non-nuclear
Energy Research and Development Act
of 1974, 42 11.S.C. 5908 {1982), in
establishing the patent waiver authority,
provided four objective that the
Secretary or his designee is to seek to
accomplish in making waiver
determinations, In addition, specific

statutory factors are to be considered in -

making these determinations with
respect to identified inventions. DOE
has harmonized these provisions with
section 152 of the Atomic Energy Act of
1954, 42 11.8.C. 2182 {1982), so that
waivers are evaluated under these
criteria regardless of the technology

‘under which an invention is made. DOE

has granted many identified invention
waivers over the past ten years and the -

" experience therefrom is applicable to

the present class waiver. In general,
large business contractors are selected
for a research, development, or .
demonstration contract because of their
technical expertise in the subject matter

- of the contract. Providing the contractor

with title to inventions made under DOE
contracts should encouragea
commitment to commercialization and
foster the application of private risk
capital for development and
manufacture of inventions.

Regarding GOCO contractors, the
Department of Energy [DOE), unlike
most other Government agencies,
employs contractors to manage and

- gperate certain of its major research. -

production and weapons facilities. The
following principles, as set forth by the
Secretary of Energy, provide the policy
framework for these managément and
operating {GOCO] contracts:

(1} The Government retains
responsibility for overall program

- management and project technical

direction while the contractor is .

responsible for the day-to-day

management of the works ~ .
.(2) The Government and contractor

mission being pursued;
(3) The parties intend a long-term
close relationship; :
-(4) The Government assumes virtually
all financial rigk; -
(5) The contractor is hired to manage;
(8) The contractor broadly supports
the performance of Government
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functions by executing programs of
national significance on behalf of the
Government; and

{7) The Government ultimately is
regsponsible for security, health and
safety and the proper use of public
funds.

These contractor-operated
Government facilities have for some
forty vears benefited DOE and its
pradecessor agencies in carrying out
agency research, development, and
demonstration (R.D&D] programs, The
GOCO facilities have, in great measure,
had a remarkabie record of scientific
and technical success. This success is
due, in part, to the unique contractual
relationship that exists between DOE
and its GOCOs; viz., the dedication of .
both technical and administrative skills
of a private organization to a significant
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Federal mission in'a close, long-term,
cooperative relationship.

Most of the inventions made under
research and development activities at
the GOCQ facilities require additional

"develapment before they are available

in the commercial marketplace. This is
because many of the GOCO inventions
are founded upon basic or advanced
research. Additionally, many of these
inventions are conceptual in nature and
are on a labortory or proof-of-principie
scale. Scale-up to a commercial size
demonstration of the inventive concept
is often a prerequisite to negotiating
royalty-bearing licenses. Finally, many

_ of the inventions arising out of DOE's

energy research will require substantial

- capital in order {o translate the -

invention into commercial reality; such
costs, for example, Include further
engineering, design, start-up and
marketing. = o
A class waiver of the Government's

" rights in identified inventions as set

forth herein will create sufficient
exclusive rights in these inventions to-

. bring forth private risk capital
". expeditiously to promote and move the

technology into the commercial
marketplace and thereby make the
benefits of DOE's programs widely
available to the public in the shartest -
practicable time. This would satisfy the
road objectives of section 9 of the -
Federal Non-nuclear Act, 42 U.S.C. 5908
(1982), while being in keeping with the

" ultimate objective of the Presidential

Memorandum. ‘

Furthermore, the grant of a class
waiver of identified inventions as get
forth herein would provide an effective
mechanism for achieving technology
transfer of energy-related technology -
into the mainstream of American
commerce by bringing a focused
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“attention and stronger commitment on
the part of the Department’s GOCO
_ contractors to this mission objective,

.~ Permitting these contractors to retain’
title to a broad range of important
energy-related technelogies should
enhance the technology transfer
initiative of the Department. .

. It is recognized that the various
GOCO contractors have diverse
interests and needs requiring flexibility
in the implementation of this class

. waiver. Therefore, approaches which
ensure that the needs of each GOCQ _
contractor are met as well ag serving the
best interests of the United States and -

.the general public must be tailored for
each GOCO contract. Factors to be
considered for such alternative
approaches may inclode, for example, -

.- the willingness of the GOCO contractor

. to use al] or a portion of royalties -

received from licensing of waived

inventions for further research at the -
facility, and the willingness to assign

over title to waived inventions to a

successor contractor upon termination

of the contract. Adequate provisions

must be included to protect against a

potential contractor conflict of interest
" as well, commensurate with the

- allocation of patent ownership and use
of royalty income. Appropriate
contractual provisions reflecting these
concerns must be approved by the'
General Counsel or designee, and must

- be included in each GOCOC contract in
- order for the GOCO contractorto
qualify for this class waiver. - -
Granting this waiver should have no
-. adverse impact on competition. Making
-fitle to inventions available to the

" contractor in technologies in which the

contractor has plans for .
commercialization, either itseif or
through licensees, is consistent with -
DOE's past practices and will not only

. ensure the commercialization of the
invention but enhance competition. The
waiver will be subject to a license to the
'Government and DOE will have the
right to require periodic reports of the
contractor's utilization, or efforts at

. obtaining utilization, of the invention.
‘Further a3 a conditicn of this waiver,
DOE shall have the right to exercise its
‘march-in rights and require the
contractor to license a waived invention'
" if DOE determines that the contractor is
not making reasonable efforts to utilize
the invention, or alternatively, if the
practice of the invention by the

ontragtor or its assignee or license s
- tended substantia
- competfion or result in undue

i concentration in any line of commerce
to which the technology of the invention
! “relates. In addition, the waiver is
automatically terminated if the
contractor cannot demonstrate to the
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satisfaction of DOE that the invention -

has been commercialized within three-
years of the disclosure of the Invention
to DOE, or if no extension of the three
year period for commercialization is
obtained. Concomitant with this waiver
to identified inventions and in

. accordance with the above statutory

authority, DOE is also granting a class
advance waiver to domestic large
business contractors that are not
management or operating contractors,
where the contractor agrees to cost
share 20% of the contract effort [or such
other level as may be determined by the
General Counsel or designee to be
warranted in view of specific mission,
pragrammatic or statutory needs). These
two categories complement each other
to permit the large business contractor
to acquire title to all inventions (except
for those inbued with the national
interest as set forth herein) in which the
contractor has a commitment to :
commercialization. These two categories

* will significantly act to elicit private risk

capital and premote commercial
utilization of inventions made under
DOE's research, development, and
demonstration programs and
management and operating contracts
and thereby make the benefits of these
programs widely available to the public

" in the shortest practicable time.

Certain inventions made by the
contractor prior to the grant of this class
waiver may be important to the
contractor's commercialization efforts. -
While identified waiver requests could

be made by the contractor for greater . -

rights, on each of these inventions, it is

. desirable to reduce the paper work

associated with processing waiver
requests for these inventions,
Additionally, expedited waiver
processing would permit the earliest
rapid start-up of commercialization and

- technology transfer programs by

contractors by insuring a supply of
inventions for these activities

. immediately upon the grant of the class

waiver. Accordingly, the scope of this
waiver shall also include inventions
made by contractor [or if a GOCD, its
predecessor) on which a timely filed
identified waiver request is pending as
of the effective date of this waiver. As
noted earlier, the waiver shall normally
not apply to any invention which DOE
has advertised as being available for -
licensing,

As a condition of the waiver, the

‘ contractor shail provide to DOE on a

DOE-approved form a duly-executed
instrument fully confirmatory of all
rights retained by the Government for
each invention as to which the :
contractor retains rights pursuant to this

waiver. The contractor will bear the

costs of patent prosecution and
maintenance uniess, for a GOCO
contractor, special contractual
provisions are negotiated. :

The waiver to the identified class of
inventions is in the best interests of the-
United States and the general public, in
accordance with the objectives to be
obtained and the determinations to be
made under DOE statutory waiver
policy. It should encourage the
participation of contractors in DOE
programs &nd provide for the
commercialization of DOE developed
technology in the shortest practicable
time. )

Accordingly, in view of the statutory
objectives to be obtained and the '
factors to be considered under DOE's
statutory waiver policy, all of which
have been considered, it is proposed

44607

that a waiver of the class of inventions

identified above and under the
situations described above will best
serve the interests of the United States
and the general public.

11 Section-by-Section Discussion of
Proposed Rule

- - Bection 785.1 of the regulation defines

. the scope of the class waiver of the

Government's U.S. and foreign patent -
rights in inventions arising from -

- contracts with domestic large business

contractors. Section 785.1(b) is directed
to & clese advance waiver. Generally,
this claas advance waiver is applicable
to recipients of DOE contracts {including
grants and cooperative agreements)

_with domestic large businesses, [other

than GOCO contractors) where the

.. ‘contract requires 20% cost sharin% by
as

the contractor {or such other leve
may be determined by the General
Counsel or designee to be warranted in
view of specific mission, programmatic
or statutory needs}, and where the
contractor agrees to commercialize an
elected invention (itself or through
licensees) within & three year time -
period {subject to extension so long as
contractar can demonstrate that it or its
licensee(s) is actively pursuing
commercialization of the invention).
Section 785.1(c) iz directed to a class
identified invention waiver, which
-generally applies to large business
contractors, including GOCO
contractors, The waiver is applicable -
generally to inventions which the
contractor agrees to commercialize
within a three-year time period, subject
to exténsion as above, when such

‘inventions have not been developed to-

the point of commercialization by the

‘Government, and there is no further

funding, nor plans for further funding of

-the invention by the Government.
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Section 785.2 provides for exclusion of
certain technologies from the class
waiver in the national interest.
Presently, excluded technologies include
uranivm enrichment technology, storage
and disposal of civilian high-level
nuclear waste and spent nuclear fuel
technology, classified inventions, and
inventions which are sensitive under
section 143 of the Atomic Energy Act of
1954, 42 U.S.C. 2188 (1982). In addition,
contracts and inventions under
international agreements or treaties in
existence or to e entered into In the

waiver, &s are all contracts and

“inventions funded by DOE's naval

nuclear propulsion programs or by
DOE’s weapons programs. However, for
inventions related to storage and
disposal of civilian high-level nuclear
waste and spent nuclear fiel, the
contractor may elect to retain an

_exclusive license in fields of use outside

such technology where the contractor
specifically identifies such fields of use .
as uses it will commercialize within
three years.

Section 785.3 addresses terms and
conditions for class waivers, including a
paid-up Government license, march-in

‘tights, and requirements that patent

cogts be undertaken by the contractor.
Section 785.4 provides for
implementation of the class waiver by
simplified procedures requiring
certification by the contractor and DOE
as to applicabiliy of the class waiver. -

- HI. Review Under Executive Order 12291

Section 3 of Executive Order (E.O.)
12291 (46 FR 13193, February 19, 1981)
requires that DOE determine whether &
rule is a "major rule,” as defined by
section 1{b} of E.O. 12291, and prepare a
regulatory impact analysis for each
major rule. DOE has determined that the
proposed rule does not meet the E.O.

" 12291 definition of a major rule &s one
‘likely to result in: {1) An annual effect

on the economy of $100 million or more;
{2) a major increase in costs or prices for
consumers, individual industries,
Federal State, or local government
agencies, or geographic regions; or {3)
significant adverse effects on
competition, employment, investment,
productivity, innovation, or on the

" ability of United States based

enterprises to compete with foreign-
based enterprises in domestic or export
markets. Accordingly, a reg_ulatory
impact analysis ia not required.
Pursuant to section 3{c}{3} of E.O.
12201 these rules were submitted to the

- Directar of OMB for a ten-day review.

The Director has concluded his review
under that Executive Order.
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IV. Review Under Regulatory Flexibility
Act : ' .

The Regulatory Flexibility Act of 1980,
5 U.S.C. 801-812 {1982), requires, in part,
that an agency prepare an initial
regulatory flexibility enalysis for any
rule, unless it determines that the rule
will not have a “significant economic
impact” on a substantial number of
small entities. The proposed rule
concerns class patent walvers directed
primarily at entities that are not small
businesses, since there is separate
statutory authority governing disposition

contractors that are small businesses.
Therefore, as required by section 603(b),
DOE certifies that the proposed rule will

‘not have a significant economic impact

on a substantial number of small

. entities.

V. Review Under National
Environmental Policy Act

DOE has determined that the
proposed rule is not a major Federal

. action with significant environmental

impact and does not affect the quality of
the environment. Consequently, the
proposed rule does not require
preparation of an Environmental
Assessment or Environmental Impact
Statement under the National
Environmental Policy Act of 1969, 42
U.5.C. 4321 ef seq. {1982}

VI. Review Under Paperwork Reduction
Act

The reporting requirements containe
in this proposed rule have been g
submitted to OMB for approval under
the Paperwork Reduction Act,

VIL Federalism

Executive Order (EQ) 12612 requires
that regulations or rules be reviewed for
‘any substantial direct effects on States,
on the relationship between the national
government and States, or the
distribution of power and

" responsibilities among various levels of

government. If there are sufficient

~ substantial direct effects, then EQ 12612
. ‘requires preparation of a federalism

assessment to be used in all decisions
invalved in promulgating and
{mplementing a regulation or a rule.

The principal impact of today’s
regulation, when finalized, will be to
speed up waivers of government patent
rights to private entities. The regulation
will not have any effact on the States,
the relationship between the States and
Federal government, or the distribution
of power and responsibilities among
‘various levels of government.
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VIII. Opportunities for Public
Participation . .
Section 501{c)(1} of the Department of
Energy Organization Act, 42 U.5.C.
7191{c)(1) {1982), provides that if the
Secretary determines that a substantial
issue of fact or law exists or that a
propesed rule is likely to have

. substantial impact on the Nation's

economy or on large numbers of
tndividuals or businesses, an
opportunity for oral presentation of
views, data, and arguments shall be
provided. To preclude any issue in this

. regard, such an opportunity will be

provided. :

A. Written comment procedures.
Interested parties are invited to
participate in this rulemaking by
submitting views, data, or arguments
with respect to the proposal set forth in
this notice to Richard E. Constant,
Assistant General Counsel for Patents,
44608

Department of Energy, 1000 .
Independence Avenne, SW.,
Washington, DC 20585. The comments
and the gutside of the envelope should
be identified with the designation,
*Dacket No. GC88~-2.” Three copies of
the comments should be submitted.

Alil camments received by January 9,
19489 and other relevant information will
be considered by DOE before final

_ action is taken regarding the proposed

regulations.

B. Public hearing. DOE has
determined to hoid one public hearing
on this propasal, The time and place of
the public hearing is indicated at the
beginning of this notice. . .

" Any perscn who has an interest in the
proposed rulemaking or who is a _
representative of a group of persons that
has an interest in this rulemaking may
make a written request for an
opportunity to make an oral

_ presentation, Such a request should be

directed to the address given at the
beginning of the preamble and must be
received by the date specified at the
beginning of this notice. Requests may
be hand-delivered between the hours of
8:00 a.m. and 4:30 p.m., Monday through
Friday. Requests should be marked as

. for written comments, with the
.additional notation "Request to Speak.”

The person making the request should -
briefly describe the interest concemed
and, if appropriate, atate why that
person is a proper representative of 2
group with such an interest, give a
congise summary of the proposed aral -
presentation, and provide a phene
number where the person or group may.
be contacted through January 9, 1989.

* Each person selected to be heard at
the public hearing will be notified by
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- December 6, 1988. Witnesses presenting
oral testimony must bring seven copies
of their statements to the hearing. .

In the event any person wishing to
testily cannot provide seven copies,
alternative arrangements can be made
with the hearing coordinator in advance
of the hearing by so indicating in the
letter requesting an oral presentation or
by calling (202} 588-2802.

C. Conduct of hearing. DOE reserves
the right to select the persons to be
heard at the hearing, to schedule their
respective presentations, end to
" establish the procedures governing the
conduct of the hearing. The length of
each presentation shall be limited to 20

. minutes.

A DOE official will be designated to

. preside at the hearing. This will not be a

" judicial or evidentiary type hearing.
Questions may be asked of speakers
only by those conducting the hearing,
and there will be no cross-examination
of persons presenting statements. Any

_decision made by DOE with respect to .
the subject matter of the hearing will he
"-.based on 81l information available to
DOE, At the conclugion of all initial oral .
statements at the hearing, each person
who has meade an oral statement will be
given the opportunity to make a rebuttal
statement. The rebuttal statements will
be given in the order in which the initial
- statements were made and will be
subject to time limitations.
Any person wishing to ask a question
at the hearing may submit the question,
- in writing, to the presiding officer. The
presiding officer will determine whether
the question is relevant, and whether
the time limitations permit it to be
presented for answer.
Any additional procedural rules
needed for the proper conduct of the
hearing will be announced by the

. . presiding officer.

A transcript of the hearing will be
made and the entire record of the
hearing, including the transcript, will be
retained by DOE and made available for
inspection at the DOE Freedom of
Information Office, Room 1-E-152, 1000
Independence Avenue, SW,, .
Washington, DC, between the hours of
. 8:00'a.ra, and 4:00 p.m., Monday through
Friday except Federal holidays. Any
person may purchase & copy of the
transcript from the court reporter.

‘The public hearing may be cancelled
if no public testimony is scheduled in
advance. In the even! the hearingis
cancelled, DOE will make every effort to
publish an advance notice of such
cancellation in the Federal Register.

List of Subjects in 10 CFR Part 785

. Inventions, Licenses, Patents and
waivers. ’ :

. 11-10-88

In consideration of the foregoing, Part
785 of Title 10 of the Code of Federal
Regulations is proposed to be added as
set forth below. :

Issued in Washington, DC, October 28,
1888,

Eric J. Fygl,
Acting General Counsel,

PART 785--CLASS PATENT WAIVER

Sec.

7851 Scope of waiver.
785.2 Limitations, -
785.3 Terms and conditions.
785.4 Procedures,

Authority: Department of Energy

Organization Act, section 301, 42 US.C.

7151 {1982); Federal Nonnuclear Energy
Research end Development Act of 1974,
section 9, 42 U.5.C. 5908 {1982); Atomic
Energy Act of 1954, section 152, 42
U.8.C. 2182 (1982); President's
Memorandum on Government Patent
Policy (1983]. S

§785.1 Scopeof walver. -

{a) The Department of Energy,
hereinafter “DOE," waives its rights
under section 152 of the Atomic Energy
Act of 1954, 42 U.S.C. 2182 {1982}, and
section 9 of the Federal Nonnuclear
Energy Research and Development Act:
of 1974, 42 U.8.C, 5903 (1982}, subject to

the limitations and provisions contained

herein, (1} in advance, with respect to all
inventions and discoveries ariging from
certain contracts as specified herein,
including grants and cooperative
agreements, with domestic large
business contractors other than
Management and Operating Contractors
{as defined in 48 CFR 17.801)

{hereinafter M&O contractors), and (2]

with respect to identified inventions
arising from contracts, grants, and
cooperative agreements, with domestic
large business contractors, including
M&O contractors. .

(b} The class advance waiver applies
to contractors which are domestic large
businesses {i.e., not qualifying as small
businesses or nonprofit organizations
under 35 U.5.C. 202 {1982) engaged in
research, development, or

- demonstration work under a DOE

contract, except contracts for
management and operation of
contractor-operated research, ‘
production or weapons facilities, where:

(1) The contract requires 20% cost
sharing by the participant {or such other
level as may be determined by the
General Counsel or designee to be
warranted in view of specific mission,
programmatic or statutory needs); -

{2) The contractor agrees to
cammercialize any elected invention,
itself or through its licensees, within a

——e

three year time period from the date of
disclosure of the invention to DOE,
subject to extension of the time period
for commercialization, in two year
intervals, 8o long as contractor
demonstrates to the satisfaction of DOE
that it or its licensee(s) is actively
pursuing commercialization of the
invention. For purposes of this
regalation, “commercialize” shall mean
to manufacture in the case of a

. composition or product, to practice in

the case of a process or method, or to
operate in the case of a machine or
system, and, in each case under such.
conditions ag to establish that the

‘Invention is being utilized and that its

benefits are to the extent permitted by

.law or Government regulations

available to the public on reasonable
terms; and

{3} DOE, upon review of the contract

- and relevant facts, certifies that the

wavier applies to the contract.
44609

{c} The class identifed invention
waiver applies to inventions made by -
contractors who are domestic large
businesses {i.e. nof qualifying as amall
businesses or nonprofit. organizations
under 35 U.5.C. 202 {1982}} engaged in .
research, development or demonstration

work under a DGE contract, including a -

contract for management and operation
[(M&O contract) of a DOE research,

- production or weapons facility, where:

(1) The contractor agrees to
comunercialize the invention itself or
through its licensees within a three year
time period from the time the waiveris.
effective as to the invention, subject to
extension of the time period from

. commercialization, in twao year

intervals, so long as contractor

demonstrates to the satisfaction of DOE
“that it or its licensee(s) {a actively

pursuing commercialization of the
invention; :

{2) The contractor reports the
invention and elects to retain the rights
therein, within the times provided in the
contract for reporting inventions a_nd
requesting greater rights, and agrees to.

 file, prosecute, and maintain any and all

patent applications and patents on the
invention at its own expense; -

{3} The invention is not, at the time of
the request for waiver, developed to the
point of commercialization by the .
Government and the Government is not
funding further development of the
invention and has no intentions for
further funding of the invention; and

(4} Upon review of the invention and
relevant facts, DOE certifies the waiver
is applicable to the invention.

(d) In order to expedite processingof .

previously filed waiver requests, the
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scope of the identified invention wafver
shall also include inventions made by
the contractor (or, in the case of a
Management and Operating Contractor,
its predecessor} on which a timely filed
identified invention waiver request in

accordance with DOE's existing patent

waiver regulations is pending as of the
effective date of this waiver. However,

* the class waiver shall normally not

apply to any invention which DOE has

. previgusly advertised as being available

for licensing.

(e} Certain technologies, listed in
§ 785.2, have been excluded from the
ecope of this waiver in the national

- interest. However, with respect to
-inventions falling within the limitation

specified in § 785.2(d), or the limitation

specified in § 785.2(j} if so authorized by

the Secretary, when the contractor
demonstrates that the invention has a
commercial use falling outside said

. limitation the contractor may elect ta .

retain an exclusive license. The _
exclusive license will apply to all fields
of use outside the said limitation where
suck fields of use are specifically
identified by the contractor as uses it
intends to commercialize within three
years from the date of disclosure of the
invention of DOE, (subject to extension
of the time period for commercialization,

" in two year intervals, so long as

contractor demonstrates to the

. satisfaction of DOE that it or its

licensee(s] ia actively pursuing

‘commercialization of the invention in
. such field of use} and will include the

right to grant sublicenses of the same
scope. The exclusive license shall be
subject ta the same requirements,

- procedures, terms and conditions as

provided herein for application of the
waiver (including the royalty free righ
of the Government to practice .
inventions by or on behalf of the
Govérnment in such fields of use),
except that the Government may file a

... .patent application thereon, and retain
© title to any resulting patent. Upon the

contractor’s request, DOE may permit
the contractor to file a patent ,
application on behalf of the
Government. Where the contractor
requests the right to file a patent
application on behaif of the :
Government, the contractor normally
must bear the cost of preparing and

* progecuting the patent application and

maintaining any resulting patent at its
private expense. Upon timely request by
the contractor, DOE will make a

-determination 2s to whether an

invention reported in accordance with
the contract is covered by the
limitations specified in § 785.2,

E reserves the right to change
theﬂsga(;e of rights avaiﬁaﬁe ta

ey UL

§7953 Terms and conditions.

contractors in later-identified exceptions
under § 785.2(f). ] ‘

(g} For purposes of this waiver,
contractor means efther a prime
contractor ar a subcontractor. The
waiver does not give a prime contractor
or subcontractor rights in the other's
inventions. The waiver shall not affect
any future waiver or any waiver

-previously granted. The advance waiver

shall not apply to any contract which
has been modified to reduce the cost
share below 20% {or such other level 2a
may be determined by the General
Counsel or designee to be warranted in
view of specific mission, programmatic
or statutory needs). :

§785.2 Limitationa, :

The class waiver of this regulation
does not include: o

" [a) Contracts and inventions under
international agreements or treaties in
existence or to be entered into in the
future; .

" {b) Contracts and inventions funded
by DOE's naval nuclear propulsion
program or by DOE's weapons
programs;

{c] Contracts and inventions relating
to uranium enrichment {including
isotope separation}: .

{d) Contracts and inventions relating
to storage and disposal of civilian high
;ﬁvi:! nuclear waste or spent nuelear -

el; :

. [e] Contracts and inventions relating
to subject matter that is classified, or

‘sengitive under section 148 of the

Atomic Energy Act of 1954, 42 U.S.C.
2168 (1932);

{f] For identified invention waivers,
any weapons related inventions:
- {g} For identified invention waivers,
inventions that occur under or are
related to DOE's weapons related

. programs being conducted under

contracts for the management and
operation of facilities primarily
dedicated to those pragrams; :
(k] For identified invention waivers,
Inventions that are made under

. contracts for the management and

operation of facilities primarily
dedicated to naval nuclear propulsion or
defense program production facilities;

{i] For identified invention waivers,
those inventions covered by existing or
future class waivers granted to third
parties by DOE, e.g. the “work for
others” class waiver: S

. {i} Any further exceptions that may, in
€ national interest, be designated by
the Secretary in the future, '

(a) The class advance waiver is
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conditioned upon the requesting :
contractor's accepting a Patent Rights
clause In accordance wiih the Federal
Aequisition Regulations and any
applicable DOE regulations, as modified
by DOE for any designated exceptions,
including & paid-up Government license
and march-in rights; otilization reporting
requiremnents; a requirement of o
automatic termination of the waiver as
it applies to a specific invention and

- reversion of title to the Government if
_ the confractor cannot demonstrate to

the satizfaction of DOE that it or its
licensee(s) has commercialized the
invention within these years from the

“date of disclosure of the inventian to :
" DOE, or obtained an extension to such - -

three-year period for commercialization;
a requirement that the contractor license -

44610

a waived invention if the practice of the
invention by the centractor or its
assignee or licensee has tended
substantially to lessen competition or
result in undue concentration in any line
of commerce to which the technology of
the invention relates; a requirement that
prosecution and maintenance of an
elected invention shall be at the sole
expense of the contractor, regardless of
any present or future interest that the
U.5. Government may retain, so long as
the contractor desires to retain title to

. the invention; and a requirement that

the contractar shall provide DOE on a
DOE-approved form a duly executed
instrument fully confirmatory of all
rights retained by the Government for
each invention as to which the
contractor retains rights pursuant to this
waijver.

- (b) The identified invention class

- waiver is conditioned upon the electing

contractor’s providing DOE on a DOE-
approved form a duly executed
instrument fully confirmatory of all
rights retained by the Government,
similar to the rights enumerated in

§ 785.3(a), for each invention in which
the contractor retains rights pursuant to
this waiver. In addition, for contracts for
Management and Operation of
Government Facilities, apprdpriate
contractual provisions reflecting terma
of implementation of this waiver must
be approved by the General Counse! or
designee, and must be included in each
contract for the contractor to qualify for
this class waiver, Such provisions may
include clauses addressing, for example,

“conilict of interest matters, disposition
"of royalties, and willingness to assign

title to waived inventions to a successor
contractor. Unless special contractual
provisions are negotiated, the contractor
will normally bear the costs of patent
prosecution and maintenance.
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§ 785.4 Procedures.

- (a) For an advance waiver,
-implementation of this class waiver is to~
be by & simple procedure which requires
(1) a written request for an advance
waiver by a contractor; {2) certification
by the contractor regarding its intent o
commercialize any elected invention
itself or through its licensee(s) within
three years from the date of disclasure
- of the invention to DOE, including a
. general statement of contractor's plans

_and intentions to so commercialize; and
" [3) certification by the contractor that it
‘will bear the costs of patent prosecution
and maintenance of waived inventions
at its private expense.

(b) For an identified invention waiver,

- implementation of this class waiver is to
be a simple procedure which requires (1)
the contractor's reporting the invention
with an election to retain rights in
accordance with the class waiver (such
election is to be within the time for
rejuesting a waiver as provided in the
contract and should identify the figlds of
use for which rights are requested if the
invention falls within the scope of

" 11-10-88
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limitation § 785.2(d), or § 785.2(j) if
applicable; (2] certification by the
contractor that to the best of its
knowledge the invention does not fall
within international agreements or
treaties of the U.S. Government; (3)
certification by the contractor regarding
its intent to commercialize the invention
itself or through its licensee(s) within
three years.from the time this waiver is
effective as to the invention, including a
general statement regarding contractor's
plans and intentions to so
commercialize; (4) if the contract

involves classified subject matter,

certification by the contractors as to
whether the invention is classified, or
sensitive under section 148 of the
Atomic Energy Act of 1954, 42 U.S.C.
2166 {1982); (5} certification by the
contractor that the inventien has not
been developed to the point of

.-commercialization and that to the best.
" of contractor's knowledge and belief,

further development of the invention is
not being funded and is not intended to
be funded by the Government; and (6) ‘

certification by the contractor that it will
bear the cost of prosecuting and
maintaining any patent applications or
patents on the invention at its private
expense, unless, if a Management and
QOperating Contractor of a Government
facility, otherwise approved by the
General Counsel or designee.

(c) For either an advance or identified
waiver, the General Counsel or designee
must review and certify as to whether
the conditions of the waiver have been
met. This includes, for an advance
waiver, certification of meeting the
requirement of 20% cost sharing {not
including any waived fee] or such other
level as may be determined by the

. General Counsel or designee to be

warranted in view of specific mission,
programmatic or statutory needs or, for
an identified waiver, certification that
the waiver is applicable to the reported
invention. This function may be
delegated to DOE patent counsel
assisting the procuring activity under the
direction of the Géneral Counselor =~ -
designee. o
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