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Joseph E'. Allen
National TeehnologyTransfer Center
Wheeling Jesuic College
316 Washington Avenue
Wheeling, WV 26003

Dear Mr. Allen,

Knowing Of .four interest in Federal t:echnologyt:ransfer, I
am submitting for your review a proposed draft text of the
Technology TraneferImprovements Act. Of 1995, which:1 incend to
introduce in early June. A House Science Committeel:l-earing
discussing the hill· is sche~Uled for June lS, 1995, . .

The draft text is similar to the revised version of the
Technology Transfer. Improvements Ace of 1993, which! introduced
in the last Congress with Senator Rockefeller. A Hq:0.sehearing
on the revised ~echnology Transfer Improvements Act of 1993 was
previously held on September 20. 1994.

I invite you to offer your comments on chis d~~ft text. It
you are interested in commenting, please suhntit your· analysis,
suggestions, and proposed language to me by June 1, ·1995.

I appreciate your interest in federal technology transfer.
If you should have any questions regarding the bill,pleasE!!
contact Ben Wu at (202) 225-8844.

Sine'erely,

J.n::~::lr!s." .
Chairwomn
Technology subcommit~ee
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ADDENllllM:
]'0 '.fIlE DRAFT ~X;T:OF~ .

IECIfNOLOGY TRANSFER IMPR0:£EMENIS AiC~

· Please note that the draft text should reflect two additionalitems
which are not included in your printed version:

• (1) CLARIFYING.E.AIENT TITLE OWNERSl;:Ili? UND.E.B..I..!:l..E
ADVANCED TECI-iNQLOGY P~.Q~RAM (ATP).

· Effective on the date of the enactment of this Act, section 28(dH 11) of
· the National Institute of Standards and Technology Act It5 U.S.C.
.. 278n(dH1 1)] is amended by adding thereto the following new
· subsection (D):

., (1 1HD) Nothing in this paragraph shall be construed to take
precedence over the application of Section 202 (a) and (b) ..
of Title 35 Of the United States Code to intellectual property
conceived or first actually reduced to practice in the course
of projects awarded under this program by United States
universities and nonprofit independent research
organizations qualifying under such Section."

(2) PROVIDINJ;? AN ANNUAL ADJUSTM.EbIT QF I~VENTOR

~BY INDEXING E.Q.B....l.NELATION THE FJB.S...T $2,OQQ.

Section 14(a)(1 HAHi) of the Stevenson-Wydler Technology
Innovation Act of 1980 (15 U.S.C. 3701 cl, as amended by the draft
text, requiring agencies to annually pay Inventors at least 15% of the
first $2,000 in royalties received by the agency for the inventions made
by the employee would be amended by inserting the following new
language to the draft text:

.. Effective on the full calendar year after the date. of
enactment of this Act, the first $2.000 shall be indexed for
inflation using the Consumer Price Index."
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[DRAFT TEXT]
A1'RIL 11, 1995

. ,

IN THE. HOUSE OF REPRESENTATI"-:ES

Mn. MollELLA introduced the following bill; which was referred to the.
. Committee on . . ..

A BILL
To amend the Stevenson-Wydler Teclmology Innoyation ~~ct;

of 1980 with resIJect to inventions made under cpopera.- .

tive research anddevelop:ment agreements, and for other;
. ;.

purposes.

1 Be it. enacted. 'by t'M Senate and House of Rep:"esenta-;
). .

2 fives oftke United$tates ofAmerica in Congress aSsemqled,·

3 SECTION 1. SHOaT TITLE.

4 This .Act may be cited as the "Technology r;rransferi

5 Improvements Actof 1995".

r-.~':::: .
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1 SEC. 2. P1NDINOS.

2 . The Congress. fulds the following:

3 (1) Bringing technology and industrialmnoea- i
, . . , !

4 tion to the marketplace is central to the ecpnomie,
i

S . environmental, and social well-being of the people of i .

6 the United States,

7 (2) The: Federal Government can help'United,

8 . States business to speed the development-of new!

9 products and processes by entering into coo~erath'e'
'.. I

. '
10 research and development agreements which make i

• . i

11 available the assistance of Federal laborat6ries:to I .

12 the private sector, but the eommercialisatiomoftech-.
. ", ..: I'

13 nology and, industrial innovation in the !Unjted; .

14 . State~ depends upon actions by business.

15 (3) ThecommercializatioD. of technolo~an~iIi-! .
16 dustrial innovation in the United States will baen-:, . !

17 . haneed if companies, in return for reasoriable cbm.
. , i: '

18 pensation to the Federal Government, can ~;'re k,g.

19 ilyobtain exclusive licenses to invention.swlJiClh'~heYf. :, .

20 develop jointly with scientists employed ~Y:·Fed.eraI'.

21 laboratories.

April'7, ,m
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1 SEC. 3. TITLE TO LlIlTELLECTUAL PROPERTY ARISING

2 FROM COOPERATIVE RESEARCH AND i>EVE~ ..

3 OPMENT AGREEMENTS.

4 Subsection (b) of section 12 of the Ste"'enson-WYcller •

5 Technology Innovation Act of 1980 (15 U.S.C. 3710a(b))

6 is a.mended to read as follows.

7 "(b) ENUMERATED AUTRORITY.-(l) Under an •

8 agreement entered into pursuant to subsection (al(l), the,, '

9 laboratory may grant, or agree to grant in advanee.. to

10 a collaborating party patent licenses or assignments,: or '

11 options thereto, in any invention made in whole or in part •

12 by a laboratory employee under the agreement, for reason- ,

13 able ecmpensationwhen appropriate. The laboratory shall :
. , .

14 ensure that the collaborating party has the option to .

IS choose an exclusive license for a field of use for any such : •..

16

one collaborating party, that the collaborating parties are ;
18 offered the option to hold licensing rights that collectively'

22 under this paragraph shall be subject to the followingex-.

23 plicit.eonditions:

24 H(A) A nonexclusive, nontransferable,' irret'.;

25 ocable, paid-up license from the collaborating party;

26 to the laboratory to practice the invention or ~ave.

April 17. 1995
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the invention practiced throughout the world by or .' '

on behalf of the Government. In the exercise of s~eh " •
j .'

by the collaborating party;

, ,

"(i) the action is necessary to meet health; ,

or safety needs that-are not reasonably satisfied: ,

'partially exclusive, or exclusive license..to use i:

the invention in the applicant's ]jcensedfiel4 of '

use, on terms that' are reasonable, under thseir- .
. . .;. . I

i.obtained from a non-Federal party.

"(B) If a laboratory assigns title or grilntsan ; ,

exclusive license to such an invention, the Govern- ;•

ment.shall retain the right-

"(i) to require the collaborating party to r
,

grant to a responsible applicant a nonexclusive, :.
. . . ..

license, 'the Government shall not publicly disclose I'
trade secrets or commercial or financial mforination :

that is privileged or confidential within the meaning •

of section 552(b)(4) of title 5, United States Code, "

or which would be considered as such if it had. been.

eumstanees, or

"(ii) if the collaborating pa:rt~" '~ails; to; ,

grant such a license, to gTant the license i~elf.:
• • '. .. :. I .'. ~ ..

"(C) The Government shall exercise its rlghtre- I.
tamed under subparagraph (B) only if' the 'Govern- !.

, ,
, '

ment finds that- '

3,

4

5

6

7

8

9

10

11

12

13

14

15

16

17

IS

19

20

21

22

23

24

2S

April 17. 1995
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,1 "(ii) the action is necessary to, meet, re-

2 quirements for public use specified by Federal •

•3 regulations, and such requirements are not rea- ,
" ,

,4 sonably satisfied by the collaborating party; or •

,5 "(iii) the collaborating party has failed to •. :.. .

6 comply with all agreement containing provisions "

7 described in subsection (c)(4)(B).

8 "(2) Under an agreement entered into pursuant to '

•9 subsection (a)(l), the collaborating party shall have the:

10 option to retain title to any invention made solely by an, , '

11 employee of the collaborating party.

12 "(3) Under an agreement entered into pursp.an.~to"

13 subsection (a)(l),a laboratory may-

14 "(A) accept, retain, and use t'unds,personnel,

15 services, and property from a collaborating. party!'

16 and ,provide personnel, services, and prope.-tyto a

17 collaborating party;

18 "(B) use funds received from a colla~orating'

'19 ' PartY in accordance with subparagraph (A): to, hire:

20 personnel to' carry out the agreement who wjJ,ln<>;t'be; ,

21 subject to full-time-equiealent restrictions: of· the'

22 agency; and

23 "(C) to the extent consistent with anyappliea-'

,24 ble agency requirements or standards of ~:Onducti

,25 permit an employee or former employee of the lab" '

Aplill1. '995
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1 oratory to participate in an effort to .commereialiae

2 an invention, made by the employee or forme- em-,

3 ployee while in the employment or service,' of the:

4 Government, ~~ ,

5 "(4) A collaborating partyGJan exclusive license inl'~,--
'6 any invention made under an agreement entered, into pur-; ,'

7 suantto subsection (a)(l)shall have the right of enforce·' .

8 ment under chapter 29 of title 35, United States Code.:

9, "(5) A Government-owned, contractor-operated lab-

10 oratory that enters into a cooperative research and devel-]
, ,

11 opment agreement pursuant to subsection (a)(l) may use: •
': I:',

12 or obligate royalties or other income accruing to the lab.:'
'. . .

13 oratory Under such agreement with respect to any inven-] :

14 tioa oo1y-

, '

21 SEC. 4. DISTRIBUTION OF INCOME FROM INTELLEC1;U~

17 (iii), and (iv) of section 14(a.)(l)(B); and

18 "(0) for scientific research ana developmen~"

19 consistent with the research and developmeutlnis7,

20 sions and objectives of the laboratory.". : :

15

16

'n--
23

"(A) tor payments to inventors;

"(B) for a purposes described m clauses' (i),:

, '

PROPERTY RECEIVED BY FEDERAL I4BORA~

TORIES.

24 Section 14 of the Stevenson-Wydler TecbnologyInnoL

25 vation Aet of 1980 (15 U.S.C. 3710c) is amended- ' i.

Aprill?,1995
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each year the first $2,OOb, and thereafter' at i.. ., .

least 15. percent, of the royalties or other pay- :

invention and shall be disposed of as follows: .'

"(A)(i) The head of the agency or labora- : ,

tory, or, such individual's' designee, .shall .pay , •

opment of licensed or assigned inventions be-l .

tween the time that the' intellectual properti

rights to such inv-entions are legally asserted:

". 'j

"(ii) .AD. agency or laboratory may pro\1de; .•

appropriate incentives, from royalties or other!.

payments, to employees of a laboratory who:

contribute substantially to the teclmicllldeYel-:.
. .. I

;.
•

,.meats to the inventor or eoinventors.

7

(1) by amending subsection (a)(l) to read as "

follows:

"(1) E::l:Cept as provided in paragraphS (2)an4 r :

(4), any royalties or other payments received by 3. :
, ,

Federal agency from the licensing and'assignment of ;

inventions under agreements entered into by li'edet'al ' ,

laboratories under section 12, and from the licensing.

of inventions of Government-operated laboratories

under section 207 of title 35, United States Code, "

or under any other provision of law, shalIbe,l'e·:

tamed by the agency whose laboratory produced the :,'
, ,

1

2

3

4

5

6

7.

8

9

10

11

12

13'

14

IS
-: 16

17

18

19

20

21

?? '-- '

23

24

Apr~ 17, 1995
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1
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8

9

10

11

12

13

14

15

16

11

18

19

20

21

22

23

24

8

and the time of the licensing or assigning of the •

inventions.

"(iii) The agency or laboratory shall retain •

the royalties and other payments received from ,

an invention Wltil the agency or laboratory:

makes payments to employees of a laboratory

under clause (i) Or (ii).

"(B) The balance of the royalties or other, '

payments shall be transferred by the agency to:

its laboratories, with the majority share of the :

royalties or other payments from any invention"

going to the laboratory where the inventionoc-,

curred. .The royalties or other payments" so' ,

transferred to aJly laboratory may be used or

obligated by that laboratory during the fiscal:,'

year in which they are received or during the,

succeeding fiscal year-

"(i) to reward scientific, engineeriug,.,

and technical employees of the laboratory,

including developers of sensitive or elassi-!'
, '

ned technology, regardless of whether the

technology has commercial applications;

"(li) to further scientific exchange

among the laboratories of the agency;

'P.09,
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24
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"(iii) for education and trainir:Jg of

employees consistent with the researehand

development missions and objectives of tile

agency or laboratory, and for other aetivi- .:

ties that increase the potential for transfer'

of the technology of the laboratories of the .

agency;

"(iv) for payment of expenses ineiden- •

tal to the administration and licensing of:.

intellectual property by the agency or lab­

oratory with respect to inventions made at '

that laboratory, including the fees or other'

costs for the services of otherageneies,:.

pernons, or organizations for. intellectual!

property management and licensing servo' .

ices; or

"(,,) for scientific research anddevel-.

opment consistent with the research and'·

development missions and objectives of the:

labora.tory.

"(C) .ill royalties or other payments re­

tamed by the agency or laboratory after pay- .

ments have been made pursuant to subpara­

graphs (A) and (B) that is unobligated and un- .

.expended at the end of the second fiscal year

t".HI:



tors.": and.,

"royalties" j aud

tors";

: i
I '
I'
! ,

into the Treasury." j

(2) in. subsection (a)(2)­

(A) by inserting "or other payments" after "

inserting in lieu thereof "payments to inven- ,

(E) by striking "for the purposes described

in clauses (i) through (iv) of paragraph (l){B)
. . ~,

10

succeeding the fiscal year in which the royalties '

and other payments were received shall be 'paid '

during that fiscal year or the succeeding fiscal

year" and inserting in lieu thereof "under p4Ji'8--

graph (l)(B)";

(8) in subsection (a)(4)-

(A) by strikio.g "income" each place it ap­

pears' and inserting in lieu. thereof "payment$";

(B) by striking "the payment of royalties

to inventors" in the first sentence thereof and
, i ' 7
, I·

(e) ,by' striking "clause (i) of paragraph

(l)(B)" and inserting in lieu thereof ','clause

(iv) of paragraph (l)(B)";

(D) by striking "payment of the royalties;" , •

in the second sentence thereof and inserting in ,

lieu thereof "offsetting the payments to inven-

. 1~ll"1T--J.l;t-J.-;>";IJ ..1.J.,;O.,JJ

;

1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19
20

21

22

23

24

25
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1

2

11

(E) by striking "clauses (i) through (iv)

of"; and

3 (4) by amendiog paragraph (l) of subsection •.

4 (b) to read as follows:

5 "(1) by a contractor, grantee, or participant, or

6 an employee of a contractor, grantee, or participailt,

7 :in an agreement or other arraJ:lgement with the

"'pMI 17, ,99a

8 agency, or".
i, .



ADDENDUM
TO THE DRAFT lEXT OF um
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Please note that the draft text should reflect two additionaJitems
I . - . . ..

which are not included in your printed version:

.. (J) CLARIFYING~T TITLE OWNERSI;IIP UND,SB.I.I:iE
ADVANCED TECHNO-LOGY PRQJjRAM CATP).

Effective on the date of the enactment of this Act, section 28(d)(11} of
the National Institute of Standards and Technology Act[15 U,S.C.

. 278n(d)(11)] is amended by adding thereto .the following new

. subsection (D):

"(11HD) Nothing in this paragraph shall be construed to take
precedence over the application of Section 202 (a) and (bl ..
of Title 35 of the United States Code to intellectual property
conceived or first actually reduced to practice in the course
of projects awarded under this program by United States
universities and nonprofit independent research
organizations qualifying under such Section."

(2) PROVI~NUAL AQJUSTME!llT OF INVENTOR .
.B.OYAJ..m.,BY INDEXING..EQ..B..lli.ELATION THE EI.RSI S2,OOO.

Section. 14(a}(1 HAHi) of the Stevenson·Wydler Technology
Innovation Act of 1980 [15 U.S.C. 3701 cl, as amended by the draft
text,. requiring agencies to annually pay inventors at leas1:15% of the
first $2,000 in royalties received by the agency for the inventions made
'by the employee would. be amended by inserting the following I\ew
.!anguageto the.draft text:

"Effective on the full cale.ndar year after the date-of
enactment of this Act, the first $2,000 shall be indexed for
inflation using the Consumer Price Index,"
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