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May 12, 1935

Joseph P. Allen
- National Technology.Transfer Center
Wheeling Jesuit College.
316 Washington Avenue
Wheeling, WV 26003

"Dear Mr. Allen,

RKoowing of your 1ntere3t in Pederal cechnology transfer, I
am submitting for your review a proposed draft text of the - -
- Technology Transfer Improvements Act of 1955, which .I intend to
“introduce in early June. A House Science Committee hearlng
dlscussing the bill. is scheduled for June 15, 1995.-,

The gdraft cext is similax to the revised version of the ‘
Technology Trangfer Improvements Act of 1993, which I introduced
in the last Congress with Senator Rockefeller. A House hearing

~on the revised Technology Transfer Improvements Act of 1993 was
previousgly held on: September 20, 1994.

I invite you to offer your comments on this draft fext., If
you are interested in commenting, please submit your! analysis,
suggestions, and proposed language to me by June 1, 1995 :

I appreciate your interest in federal technology transfez.
If you should have any questions regarding the bill, pleasa
contact Ben wu at (202) 225-8844. :

Sincerely,

onstance A. Mcrella
Chairwoman -
Technology Subcommlttee
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: Please note that the draft text should reflect two additional :tems
whfch are not inciuded in your prmred version.

(1) CLARIEYING PATENT TITLE OWNERSHIP UNDER THE
. ADVANCEDT Y PROGRAM (ATP). -

- Effective on the date of the enactment of this Act, section 28(d)(1'1) of

- the Nationa! Institute of Standards and Technology Act {156 U.S.C.
~278n{d)}{11)] is amended by addmg thereto the fo!lowmg new

. subsection (D):

"(114D) Nothing in this paragraph shall be construed to take
precedence over the application of Section 202 (a) and (b) -
-~ of Title 35 of the United States Code to intellectual property
. conceived or first actually reduced to practice in the course
 of projects awarded under this program by United States
~universities and nonprofit independent research '
organizations qualifying under such Section.”

- {2)  PROVIDING AN ANNUAL ADJUSTMENT OF INVENTOR
o ROYALTIES BY INDEXING FO LATICN THE FIRS' $2.00Q.

: Section 14(a){1{A)i) of the Stevenson-Wydler Technology
" Innovation Act of 1980 (15 U.S.C. 3701cl, as amended by the draft
| text, requiring agencies to annually pay inventors at least 15% of the
first $2,000 in royalties received by the agency for the :nvemlons made
- by the employee would be amended by inserting the following new
‘language 1o the draft texi: |

"Effective on the full calendar year after the date of .
enactment of this Act, the first $2,000 shall be mdexed for
inflation using the Consumer Price Index.”
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[DRAFT TEXT]

- APRIL 17, 1995

1041:3 CONGRESS :
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IN THE HOUSE OF REPRESENTATNES} .

Mrs. MORELLA introduced the fol!owmg bill; which wes referred 'w the
Committee on :

A BILL

To amend the. SwVenson—Wydler Technology Innow a,tlon Aet{

- of 1980 with respect to inventions made under cpopera- |
 tive research and development agreements and for other .

purposes

1 Be it enacted by the Senate and House of Regﬁé‘eééﬁta-

o

SECTION 1. SHORT TITLE. |
This Act may be cited as the “Tech.nology Transfer
Improvements Act of 1995”.

th &5 W

April 17,1935

tives of the United States of Amema in Congress assembled, |

ag
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2
1 SEC. 2. FINDINGS.
2 The Congress finds the fo]loﬁ'ing: 3 -
3 (1) Brmgmg technology and industri:_;l;;jx_mof&'a} '
4 tion to the'marketplace is central to the eébnoﬁn‘e |
5 environmental, and social well-being. of the people of;
6 the United States. o
7 (2) The Federal Government can help Umted
8 States business to speed the dewelctpment of new
g productb and processes by entering into cooperame
research and development. agreements Whmh ma.ke ‘
a.va:labie the assistance of Federal labora.tones to
12 the pnvate sector, but the commercla.hzatmn of tech—-
nologr and . mdustna} innovation in the Umted
14 States depends upon actions by business. .
15 " {8) The commercialization of teehnologr and m—‘
dusma.l mnovauon in the United States wﬂi be: en-é -
17 hanced if compames in return for rea.sonable com-.s |
pensa.mon to ‘the Federal Government, can zzllbre eas- .
19 - ;ly obtain exclusive licenses to inventions wh:eh they'
20 N deve}Op Jomﬂy ‘Wlth scientists employed by Federa.l
21 laboratories. |
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SEC. 8. TITLE TO INTELLECTUAL PROPERTY ARISING '

OPMENT AGREEMENTS.

is amended to read as follows:

2 collaborating party patent licenses or assignments, or |

options thereto, in any invention made in whole or ingpém f

FROM COOPERATIVE RESEARCH AND DEVEL- .
Subsection (b). of seetion 12 of the Stevenson-Wydler :

Technology Lunovation Aet of 1980 (15 U.S.C. 3710a(b)) |

agreement entered into pursuant to subsection (a)(:-i),i_he '

laboratory may grant, or agree to grant in adx-a,ncé; to

“(b) ENUMERATED AUTHORITY.—(1) Under an &

by & laboratory emialoyee under the agreement, .forireaSéz-n-. Lo

able compensation when appropriate. The hbommiy shall 5
ensure that the collaborating party has the op,tio'n; to

choose an exclusive hcense for a fleld of use for any siich .. :

mventzon under the agreement or, if there is more than
one collaborating party, that the collaborating parties aré |
offered the option to hold licensing rights that coﬂecth%ely
encompass the rights that would be held under such an
exclusive lcense by | one party. In coﬁsiderationffor the

Government’s contribution under the agreement, grants,

wnder this pa,ragréph shall be subject to the ‘fo]low;iqg }'~ex-

plicis. condmons

“(A) A nonexelusive, nontra.nsferable, u-rev F
ocable, paid-up license from the collaborating pa.rty
to the laboratory to practice the invention or h(ave;

LU B
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1 the invention practiced throughout the world byor

2 on behalf of the Government, In the exercis:é of snr.h
3. license, the Government shall not publicly :c.}g,ise'lés,e ’
4 trade secrets or commercial or ﬁna.ncié.l‘ infor'rnation
5 that is privileged or confidential within the mea.mng
6 of sect:on 552(b)(4) of title 5, United Sta,tes Code,
7 or which would be considered as_sueh if it had bgep
g obtained from a non-Federal party. =~ -
9 “(B) It a laboratory assigns title or grants a.n
10 | exch:srve license to such an invention, the _Goyg;-z;— .
11 " ment shall retain the right— | o L
12 - |  “() to require the colla.bomtm:, party tof
13 ~ grant to a responsible apphea.nt a nonexelusn'e
- 14 -parbzally exclusive, or exclusive hcense ‘to use
5 the invention in the applicant’s 11censed ﬁeld of
16 | use, on. terms that are reasonable.undgr: _the-glr- i
17 | cumstances; or |
18 S “(d) if the collabors,tmg parby‘ faﬂs to
19 - - grant sueh a license, to grant the heense ztself
20 - “(C) The Government shall exercise 1ts nght re- -
21 - tamed nnder subparagraph {B) only if the Govern‘ P
2 j ment finds that—
23 (i) the action is neceésa.ry to meet h’eé.lthj'
24 | - or safety needs that are not reasonably sa,tnﬁed
| 25 by the collaboratmu party; s
| Aprit17, 1985
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1 “(ii) the action is ﬁaceséary to. meet' re- .

o

qmrements for publie use specified by Federal
regulatmns, and such requirements are not rea«

sonably satisfied by the eollaborating pa:ty;:- or; )

“(iii) the collsborating party has failed to.

_’eomply with an agreement containing pr(f)xﬁisi;)ﬁs o
deseribed in subsection (c)(4)(B). | |
“(2) Under an agreement entered into pursil.am; 'tof'
subsection (a)(1), the collaborating party shall ha,ve the

R Y - N T T Y

10 optlon to retain title to any invention made sclely b} an a

11 employee of the collaboranng party. :
12 %8 Under an agreement entered into pursua.nt to

" 13 subseetion (2)(1), a laboratory may— o
l14 : “{A) accept, retain, and use fu.nds personne}
15 serviees, and property from a colla.boratmg party

16 .'a.nd prowde personnel, services, and property to a,

o collabommng party; | |
18 o “(B) use funds received from a collaboratmg

19 party in accordance with subparagraph (A)ito inre

;20 personnel to carry out the agreement who wsll not be

21 | sub;ect to full tune-equzva.lent resmctmns of the

22 ageney; and R

23 “(C) to the extent consistent with any apphca- -
24 ble agenecy requirements or standards of conduct:

‘»25 permxt an employee or former employee of the lab- :

©oApl 17,1995




I TR QL I

LD - : : : oy i pge ol

- E G WRVLEAUG ) LEL VUL ' ' ' D mdeaiener

Aprit 17, 1695

6

oratory to participate in an effort to :commercia..lizé_ -

an invention made by the employee or formér t;f:._nr; '

ployee while in the employment or service' of the .

Government. |

“(4} A eollaborating partv[ an exelusive heense m?"“““"‘"”‘"’
any invention made under an a.greement entered into nur-;
suant to subsectmn (a)(1) shall have the right of enforce-;f -
ment under chapter 29 of title 35, United States Codeé_

b= - I~ A R T I ST

| “(5) A Govemment-owned, contractor- Operated 1:-3.&}-§T

10 oratory that enters into a cooperative i'eseamh and dével
11 opment a.greement pursuant to subsection (a)(l) may usei
12 or obligate royalties or other income accruing to the lab i
13 oratory under such agreement with respect to a.ny mwen-a -

14; tion only— '

15 (4 for payments to inventors; | ‘
16 “(B) for a purposes described in clatses. (1),
17 - (111), and (iv) of section 14(&)(1)(3) and . "
18 | “(C) for scientific research and developmenf;' |
19 © consistent with the research and developmeént rms{
20~ sions and objectives of the laboratozy | R |
21 SEC. 4. DISTRIBUTION OF INCOME FROM IZNTELLECTUAL o
22  PROPERTY RECEIVED BY FEDERAL LABORA
23 TORIES. o ;‘ |
24 Sectlon 14 of the Stevenson-Wydler Technologw Inno-.:' )

25 vation Act of 1980 (15 U.8.C. 3710¢) is amended—-— k
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{1) by amending subsectmn (a)(l) to read as .

follows:

“(1) Escept as provided in paragraphs (2}'.3;11d i

(4), any royalties or other payments received by a

- Federal agency from the licensing and Jassignmem':? of .
inventions under agreements eﬁtered into by Federal g
laboratories under section 12, and from the ﬁcejnsing" L
of inventions of Gover;\inent-operated Iaiaoé;atoﬁies |

under section 207 of title 35, Unimd.Stateé .Co;de,

or under any other provision of law, shall ‘be :‘re-

tained by the a.gency whose laboratory. produeed the

mventlon and shall be disposed of as follows:

“(A)(i) The head of the agency or 1@01.3_ -

toly, or. such individual’s® designee, ~shall pa,y

each year the first $2,000, and thereafter at;- |

least 15. percent of the royalties or other pay

ments 10 the mventor or coinv entors.

“(i) An agency or laboratory may pqu\'?ide;f L

_appropriate incentives, from royalﬁes.' or otﬁeri' o

| pa,vments to employees of a 1aboratory who
| contribute substantially to the techmca.l deve!—=
opment of licensed or assigned mventmns be-u

tween the time that the mte]leetua.l prope:t;.

~ rights to such mxentmns are leg'a]_ly gssemed,

R T
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| S and the time of the hcensmg or assigning of the L
2 inventions. | o
3 “(ili) The agency or laboratory shall retain
4 the royalties and other payments received from -
5 an vention until the agency or la.bomti)l'j’g
& meakes payments to employees of a Iabomt_ox-y;
7 under elause (i) or (ii). -
| 8 “(B) The balance of the roya.lties.: or'other;,
9 payments shall be transferred by the agency to:
10 - its Jaboratories, with the majority share of theé
o royalties of other psyments from any i:ﬁ}vepﬁoﬁ o
12 gomg to the laboratery where the inventién -oe-
13 curred The royalties or other payménts so |
14 transferred to é.ny laboratory may be used’ org |
15 | ) ob]igated Iby that 1éborat§ry during the ﬁseal ’
16.  year in which they are recsived or dumxg thes |
17 - sueceedmg fiscal year—
18 | ' | “(i) to reward seientific, engmeerzng,;
19 B | and technical employees of the lab'orator}',g .
20 o -~ including developers of sensifive or clas31-
él . | fied technology, regardless of whefbher'the;;'
22 B technology has commercial a,ppiieations;; |
.'23_ o . Yii) to further séientiﬁc. exchange |
24 S among the laboratories of the agency; |
. Apfi7, 1995
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1 © (i) for education and training qf
2 employees copsistent with the research and
3 development .missions and objectives of the .
4 agency or laboratory, and for other activi-
5 ~ ties that increase the potential for transfe;-i
6 of the technology of the laboratories of the 2E \
7 agency; | '
g “(iv) for payment of expenses inei'dén-; -
9 tal to the admmatranon and hcensmg of |
10 intellectnal pmperty by the ageney or lab-
11 - oratory with respect to inventions made_ at: .
12 that laboratory, including the fees. or other:
13 ~ costs for the services of other ‘agencies,
4 persons, Or orgavizations for mte]lectual
  15 - - | property mapagement and licensing serv»; ':
6 .1ces or o
| '_17 ' | E - ) for eelentxﬁc research a,nd dewel-;‘
18 oprment consistent mt.h the resea.rch and:‘ -
19 o * development missions and objectives ot‘;theé .
k B 20 - ': 'laboratory
. o N o “C) Al ro)altaes or other payments re- S
22 tained by the agency or laboratory a.ftar pa.y :
23 " ments have been made pursuant to subpara-
24 | graphs (A) and (B) that is unoblig;ate(fl a_nd'un-" :
25 ‘expended at the end of the second fés'cél year - |

L april 17, 1985




- - PIRITADT L PO LLt )

T | 10 _
succeeding the fiscal year in which the 'rojraf;ﬁés‘ |

1
2 and other payments were received shali be paad
3 into the Treasury.”; S x -
4 (2) in subsection (a)(2)—
5 (A) by inserting “or other payments” after :
6. “royalties’’; and o l
7 . {B) by striking “for the pur;ﬁoses deseribed
g in clauses (i) through (iv) of paragraph ;(1)(}3): ‘ (RN
| 9 during that fiscal year or the succeeding ﬁsféal;
10 year’’ and inserting in lieu thereof “under pam— |
I graph (1)(B)"; o
12 (8) in subsection (a)(4)— __
13 | (A) by striking “income” each pl&ceb it ap~ B
'_-14 B ! ~ pears and inserting in keu thereof “pament.is”;; o
15 - @by striking “the payment of réyﬂﬁe;
16 - to inventors” in the first senﬁence_ thereof and | .
17 inserting in lien thereof “payments to inven- . | -
i3 tors™ | - |
19 (©) by striking “clause (i) of paragraph
- "."‘70 | '.(1)(B).” and msertm.g in lieu thereof “.‘glaﬁse:’: N
21 (i) of I;é.ragra.ph (IMB)”; | ‘ A
22 | (D) by striking “payment of the rogaities',” :
23 o in the second sentence thereof and inserting in
_; 24 lieu thereof “offsetting the payments to inven- !
25 tors,; and | ER

L g 17, 1098




P |l B & a2 P g

i e s mamama . mem mAe s

18
19
0
_7 21 amended by striking ', as amended by the Federal Tech |

11 -
(E) by striking “clauses (i) through (iv)

of’; and

(4) by amending paragraph (1) of subsectmn

(b) to read as follows:

“(1) by a contractor, granfee, or parti;eipa;:;t,lor

an employee of a contractor, grantee, or participant,

in an agreement or other sarrangement with the

agency, or’’.

SEC. 5. EMPLOYEE ACTIVITIES. |
" Section 15(3.). of the Stevenson-Wydlér Techxioldg-y
Innovation Act of 1980 (15 U.S.C. 3710d(2)) is amend-
. ‘ | 5

(1) by sm.kmg “the right of ownership to an in-
vention under -this Act” and msertmg in Leu thereof -
| “ownez'ship of or the right of owneréhip_to_an.invén.

tion made by a Federal employee”; and

(2) by inserting “obtain or” after “the Govern- -
~ ment, to”. | |
SEC. 8. MNbMENT TO BAYH-DOLE ACT.
Seetion 210(¢) of title 35, United States Code, is |

.' 22 pology Transfer Act of 1986,”.

Aprif 17, 1998




. the Nationat institute of Standards and Technology Act'[15 U.S.C.

; '::_-?;- text, requiring agencies to annually pay inventors at least 15% of the
' first $2,000in royalties received by the agency for the inventions made.

| r-Piease note that the draft text shoula’ reflect two add:t:onal Items |
= Wthf? are not included in your prmred version:

% )._ CLARIFYING PATENT TITLE OWNERSHIP UNDER ,Iua
o DVANCED TECHNOILOGY PRQGRAM (ATP). B

'.'-E.Effectwe on the date of the enactment of this Act, section 28(d){(1 1} of | ER

B o 278nid)11)1 is amended by addmg thereto the foliowmg new j _ -
--5:'-subsectaon (D) 3 L S o

"1 WD) Nothmg in this paragraph shall be construed to take
| '--precedence over the appiication of Section 202 (a) and (b) =
- of Title 35 of the United States Code to inteilectual property |
" ... conceived or first actually reduced to practice in the course
i - of projects awarded under this program by United States Co
" universities and nonprofit independent research T
--';qrg_amzat:ons quah_fymg under_ such Section.”

@,_'_(2)“7_' PROVIDING. AN ANNUAL ADJ USTMENTQF_LN.\.{ENIO_
ovgm S | YINDEXIN | IBST

1 Sectlon 14(a}(1)(A)(l) of the Stevenson-Wyd(er Technology
lnnovanon Act of 1980 (15 U.S.C. 3701¢], as amended by the draft

‘-_; “by the employee would be amended by msertmg the fonowmg new -
"'_.-_r_,"language to the draft text: | IR .

o Effectlve on the full calendar year after the date of .
' enactmem: of this Act, the first $2,000 shall be mdexed fcr

mﬂatlon usmg the Consumer Price index.™
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