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Your me morandum to me of 21'March 1980 1dent1r1ed poss1b1e

areas of gquastioning at the .3 April hearings on the President’ s_jf‘ﬂ?77**

f.1ﬂ”“2=r1¢1 Sinnovation patent p“oposa1s.—-Thls memorandum
ﬁ?prav1des reprﬁses to the concerns ﬂxpressed 1n each area

~ o --Concerns raised by'Senator Long: " To xhat extent‘are'thc‘
.- -problems raised by Senator long, during Senate debate on S.
434, legitimate? How are. these concerns addresed by the
o Administration bil1?  Why doesn't the Administration bill. __;
“include 2 specific-provision . for recoupront? What 1s you.xaff
~opinion of the recoupment provision in 5. 414 -- could-the o ¢
o Ad inistrution support it or.does the Administration have a = -
. prcposod mOGI 1cat10n for It if the Cong ess so. requests?

g _ Senator Long is r1gnt to be concerned about” thc pr]lc s
",1nccresL in the utilization of federally-financed 1n\ent1ons.q

o His arguments. against allowing contracters to bta1n eyc1u51ve
Vyfccdﬁe1c1a1 r1ghts, howe\er, are uoh wc]:—fo"ndmu ;

o Ne are unaware ot examp]es of contractors quppress1ng the
~use of inventions reported-to the government. to. which Lhey ot
“occa1n e>c1us1ve commarcial: r1ghts, in any case, the . :
‘2¢ministration bill entitles the governm“nt to "march-in™ to"
revoke ;those rights or compel Ticensing of others 1u‘the evenc :
) contractor fails to commnrc1a1xze such an ‘invention. - In. facr-¥
the greater. danger is that ~in the absence of the 1ncent1ve S
Lpy ov1dad by exclusive comwerc1a1 rights, contractors will ne tﬂ;"”
S be diligent din repo t*ng deﬂra1|\—;.nercaﬂ 1nr¢nt13,__co ?e*‘
g(_}warnqent S R . ST i

Senator Long used th” ph;s1c1an hbo 1nvnnced J"orccps f0“55
in delivering.children as an exaemple e¢f the evils of the

'\ now
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“fovceps a family secret for more than a generztion. Sen Lor
g properly condemned the unnecessary suffering to parents
children to whose physicians forceps were unknown and

.

n; a11ah1e. - This evil, however, has nothing te ¢o wiii the
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tent monopoly. As the Senator noted, this phy\]Claﬂ tept the -
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.expensive process for contractor and the government alike. - T

‘was not_a part of the President’s patent

'-patent system generally or the administration bill in.

particular. Haﬂ tr physician patented the forceps,.thé- _ .
invention would have beceme public knowledye and his monopely
would have been 11n1bed in time -~ in contrast, a trade secret,

“for exemple, the Coca- Cola formula, lasts as. long as it is kept

secret. Under the administration bill, the physician would

l:;rﬁvg‘bQQH able to protect his. 1nvent1on ‘only by reporting- 7t“td”},;f'
u; tne government and would have kept his commercial-exclusivity ...
conly so long as he made the benefits of tne 1nv21t1on a»axlab]ef‘

Lu the pub]1f on reasonablc terﬁa.';- R L @.i

'The'administration bill s si1ent on recoupmant hecause
recoupment pasically-is a procurement, rather than a patent
policy, issue and because the Qffice of Federal Procurement -

" Policy curvently is developing recoupmant policies for the
—executive branch. Agencies already hav , and-in many cases -
-eXﬂrcise, rpcoupmont author1by.- BT U S

The recoupment pr0v1s10n in S 618 is defective‘in*ihdtﬂ?t’ ﬁ‘

~.seeks to cover particular paténts rather than .inventions or
~technologies. -Most products are like ely to embody a 1argo
- number of patents. When only some of the patents are :
- federally-financed, deterr1n1ng what value 1s attributable to-

nnnnn o T oas de\‘e-lnhr_‘r“f

the government financing and what to the privately
patents often will be an extraordinarily difficult and

U Oy
he -
administration would prefer to allow OFPP's work in the -

- recoupment area to come to fruition and be allowed to operate

before any final judgment was made. Of course, if the Congress

~determines that there should be a recoupment provision, the -

ES

_administration would want to hork w1Lh it in develeping . -
'1<P°c1f1c 1an9uage. . R T T

- -

”f[,;Employee"lnventor Rightss Uhy wasn't this issue. addréSsed.inig%-*
. the Administration’s bill? ".Are you aware of previous LT
- Congressional proposals in this area?. :nab is: Lh&' '

administration's position on'them?'f

~The administration bill does provida for the a110caf1on of
“rights in inventions made by Tedaral emp1 yeas ECCOTuiﬂ‘ to the
relationship of the invention to the emdployment and use of.

' government resources. What the bill dce not mandate 13 any
;pavticular policy with respect to private companies and their

empioyees. Some Jegislative efforts hawe bcen made in this
area in the past but have not succend - o

First, this is nol an elemant ofoederaT_patent policy and .
2 t policy decision.
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Second it is f “from cioar that. a 1Torn mandatory

"pol1c1 is desirable in the. pr1vate qector. Onea way for

cempanies to comvete with éach other for qualified personnel,

© o for example, is to offer more attractive compensation packag
and 1nvent1on rights “is on]y one kind of Compensat1on.-:

Th1rd a nandatory tnveﬂt1on rxghts po11cy may be

Tainequ1table. ‘How-is the govermment to say how much of a
companyts. successful coﬂmerc1a11zat1on of a new. proooct or.

L process’is owed to the employee whose name appears Bn the
p2tent? .how much to technical co11eaguos within the compuny?
. how muth toe navket1ng nersonnel?  how much to otners? No one .
'_caﬂ saJ, eXCEﬂt pewhoos on an ad hoc oabls. : T S

Four*h noTo; ’nV“n+10ﬂ rights rpﬁlly fs a matter for.

?fco;gractua1 agreemprt betueﬂn a companv and its emp1oye°s._“_yr"

.\_ -
s .

f;g—nContratLino'and Licensing Functions: Does the Administration
propose that patent licensing be done by the contracting agency

or. by a single agency? . If one agency vere to handle all patent

“licensing, would the Department ‘of Commerce be the logical
“agency? What experience has the Commerce Department had . with

licensing patents.. What experience have other agﬂnc1e% had .-

. with licensing patents? Can the Administration’ poan to a
- regcord of success in the- 11cens1ng o. pabents on - a- S

non~exo1us1ve ba51s?

'Under ‘the administrgtfoﬁ bf]] patent 1icéﬁéing'cou1d'be
done either by the contracting agency or by the Depar»ﬂent of

“Commerce through our Center for the Utilization of .Federal-
‘GTechno109y'1n the National Technical Information Serv1ce.ﬁ'lfn-. T

.- .it were desired to centralize the patent licensing effort, the - =
-;“Dﬂoartment of Commerce would be the logical agency because ourﬁﬁ""

tnowledge of and contacts with 1nduery cut across the:

-fﬂfpart1cu1ar teobno1og1ca1 areas of any- single mission agency.
~1 Thereéfore, we would be able to maximize the utilization or
’ZCOﬂmorc1ale attract1ve 1nvent1ons throughout 1ndustrj

_ PJIS 5 oat 11cors1ng efforts arQ COﬂpa“aL1v01y receog,.
tomarkets pxuean refaerred to it by other goverament . - -

Cap
»'ageoc1ﬂs. ‘Since Januarj 1979, MTIS has granted ten
~nerexclusive and two limited: exc]us1ve licenses. Hineteen -
‘nonexclusive and five 11m1ted exclusive 11censes cu"renbly are_f
”o'n v negot1aL1on. ‘ : S : L S




The experience of other. ﬂnVﬂrn 1ent agencies is. variable.

‘Some, like NASA, have been more successful than others. - There -

is geneval ‘agrecment among-thosd involved that Ticensing

-pa tengs on & nonexclusive basis ord1nar11y is tremendousiy’
‘difficult.  There are some inventions, however, like instant _
- mashed potateoes, which are so obvious]y commercially attractive -

[

or,require.iittié'add‘tibnaT developmental effort in relation -

" to the risk and potential prof1tq thaL covpdn1es do not. requ1re =

cemméfcia1,evc1us1V1ty

_——Industry use of hew TechnoTqu: How do you respona to, 
'a1tegat1ons that the patent SySLEH actualiy inhibits rather

then enhnances 1nnovat1on7 Isn't it in the industry’ S 1nuanaL,'

to fully utilize existing LcCPPG?Od _ to maximize return on a
'ptev1ous 1nvesLment - rather than 1nLroduc1ng new te»hno]ogy

as-soon as it is deve]oped? CIf such a company retains tItTc orJ 

- an exclusive license in designated fields of use, wouldn't
commercialization-be delayed? Does the Commerce Deparnment

have the capability to determine whether a company is nak1ng

reasonab1e efforts to commerc1a11ze an 1nvent10n7‘,

The pror1t 1ncent1ve 1s a ‘powerful- spur to 1nn0vat1on. rﬂew'

products offer opportunities for increased sales and new

processes can offer cost savings. Competition is another.

-'ponernu] spur to 1nn0vat1on " Especially when a company. has
~proven something can be done by having 1tself made the.

invention, it would be ddﬂQETOJS risk competitor's stea]ing-a

- march on it by noi exploiting its own invention. MHoreover,
obtaining a patent results in the pub11cat1on of technical

1nfornat10n about the invention which adds to the usable SLOFEI':
of knowledge. This may invite competitors to exploit an -~ . =~
invention tho inventing company m1ghL have preferred to delay

developing. ~Thus, the ‘allegation may have validity only with.
lrespect'to a monopoly or leader in an-oligopoly.  Even there,.

the patent system offers: protﬂct10n and an incentive to new -
entrants and small firms. - Absent patent protection, ‘the glant

- firm. probably easily and quickly could copy the new entrant' s_;*,VJ**
~or small firm! s.1nn0vat1on, and its. ecenom1cs of scale’ would

drive the'innOVator from the field. This threat would L
discourage competitive fnnavation in the first place. Tnn:_f

'"Oduent s;stem enables the new entrant or small business:

shield its innovation from the giant for a pericd. o; tane uh1cn

allows it to try to est UtISh 1*se1. in the narket
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In any event, the administration bill protects against:
non-commercialization through the march-in provisian. The'

‘Commerce Department has the necessary expertise to desermine-f"

Tier

whether or ndt reasonable commercialization efforts are belng‘

imbce. ho“eover the nhon- commercialization march-in Is most -

itely to be cons1dereo on the request of a second cowpéany.
:hich is bc1ng denied access to the invention. by the title

ra
r

(f'..-'i

termination w111 benefit from a oeve]opﬂent of Lh@,lsques ana
& v1d ncL by tuo advarse part1hs, L

’

-

' ];——uomDar1§on of Adn1n1stzat1on proonso1s w1th'CohgréSsidnaT‘fgf'

°9.s?aL1Lu.

~-What arnjnhe prlnCIpa] d1f erences between the o
AdmlnTStratzon 3 un1ver51ty and small business proposal .

ding small. bus1ness or Jarger exclusive licensee. Thus, bur'7

“and S. 414, introduced by Senator BGyh and H. R. 1&14 as:fﬂ {i'

1ntrodu ed by Cha1rman Rodxno?

ff~—Uhat are the pr1nc1pa1 d1f:erences between thﬂ'
“Administration’s reexamination bill and the Bayh b111
renorfed frmm the Senate Jud1c1arv ComW1ttee7 . __,,,g,f'

s.814; H.R. MM.._

The pt]nc1pa] d1fferenco betheen the Bayb Do?e bxl] and the

adr1n1strat1on bi11 is that the former is.limited to a sma11

- pari of the patent policy problem vhereas the latter deals

comprehensively with the entire prob1em. Specitic d1fTerenc¢S
based on review of the or1glna1 version o: S. 4]€ are noted '

L  -1.' Tne deh -Dole b1]1 pr0v1 es a role for thﬂ Compur011er"
2 General in overseeiﬂg its 1mp1enenuat10n,fthe adm1n1surat10n-“'-”
:b111 does not. : : Sl Ly

‘2. The Bayh Dole b]I] 11m1Ls nonpro.1t organ17at10ns in
he ways they may exploxt the1r 1nvmrt10ﬁs, the adm‘nI;trat10n
:11 do 25 WOL._ ' : _ S L Tiw

LN

3. The Bayh Do]e b111 conbrins a march in rxgh* CE:SQV"

to-alleviate health or safety needs which are not reasonably-

satisfied .- . ." The administration bill does not because' any

“situation gualifying under this march-in also QU6]1tj for a
‘merch-in on account of nc-~conmerc1a112ot1on : .




“rpractical

'nonexc]uq1ve Jicense and that Lhe scope of the proposed

4. The administration bill contairs march-in rights to

~protect the national security and to remedy v10] L10n> of th»
3nb1tonL Taws; the Buyn—Dc}e b}]] doas not. - : : S

o 5. The Bayh Do]e b111 contai a'recoupment-provision; the g
'adﬁ:nlsurat1on b111 does not S T L A S
6. The Bayh- Dole bill requires the federal govﬁrannt anH: '

r*jt:;?e ho]d:nq small businesses and nonprefit o“gan.zat1cns to -
“give pre:e;rce in licensing to companies promising i® use tha‘_

invention substantially in the United SLQLPD. Thaf'

‘ ijaoh.n1strat1on bill does not because preferential 3eg1slat1on E
-would be inconsistent with our efforts in-connaction with the
multilateral trade negot1at70ns to. open .ore1gn narkeus to

u”uLed bb&tﬁb gooc;jqnd m1gbt ptowa<e uf d 1reb1e gn.
ctions.- ce o - : g .

e 7. Thﬂ Bayﬁ -Dole b1]1 requ1res the federal governmﬂnt to :

. undertake a ‘detailed and administrativeily burdensome PRI
7§,con>1derat10n of any potential exclusive license of a

. federally-owned invention. The administration bill requ1res
:Oﬂzj that the Ticensing agency, after notice and an opportun1tv. o

Tor filing written objections, determine that the desired

is unlikely to be achieved under a

~t Al r\n't-ur- T
a ahsull LT Y LI S vOo O UT o aLaaevVeQ LWhiiaer

éxc]u51ve 11cense s not_greater'than reasonab1y necessary.f”

8. The Bayh -DoTe bill requlieb the federal governmﬂnt to

.give preference to small businesses in licensing
'fed ra11y ovned 1nvent1ons, Lhe adm1n1s;ra+1on b111 doe s_not.

Patent Reexam1nabqon

The Bayh reexam1natt0n Bbill, and the adm1nistfétion bill are

'za-sun stantially similar.  The prlnc1pa1 difference is that the
-0 Bayh.bill would prohibit a party from relying in. court on any. :
.- reexaminable prior art which has not already been ceonsidered. b_,/*_-f”'=
2 the PT0 unless the court concludes that the interests 01“  ;
“justice would be furthored by neot requ1r1ng reexamination. In

.addition, Lhe Bajh bi1l mandates & st 3j of court proceedings to
CopeErait oa pa wn;.nst whom a claim of infringeainent or patent
11nv911d1ty 1s made to seek reexamination. The administration

i1l does not.. [The Department of Justice would not accept a
biil with any such provisions.] Ve e*pch that courts will.

‘went to take advantage of reexaminaticn and will be responsive
to requests to stay proceedings in order for reexamination to

tako place. = However, the administration does nat believe that
trizl judges should be ordeed to follow a particular course of

~action-or thaL they should have to carry any special burden in
deociding how best to manage the trial of cases before them.

L4 ]




“--Enpforcement: How doe thefﬁdministration in nd LO enrorcc

. 5
- the march-in provision [

“ Under the adm7nistrau1on b]l] contractors h]]] be requ1redf~
submit periodic reports an their commercialization - o
LIV]LTES to the responsible governmant agency -- either. tbn-*
ntracting agency or the Conmerce Dapartment.  In addition;
'*V*Lﬁ persons will be able to pet1t1on the respons:b]ﬂ agency*
hnarc1se its mevch-in rights. ”1Lh regard te - & o
-commercialization and inventions whose use is. requx*ed ny
ral regu?at10n we expect the syste1 to be largely - -
anforC1ng Hatioral security consideralions would be the
Rary concern of the national security. agencies. . Antitrust

o "‘5 L- (“-C.')
-ara.

=5 (D r‘;

0
3 -
—J "h (‘J

of the nt1trusL enrorcement agenc1ea.
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0TI W vh s e Y peee

-1]-—1ncrease in Red Tane. ”on t your: propo:at for government

?;]:c°n31rg of inventions in those fields of use not 1dentlr1ed -:‘“”
~"- by the contractor amount to a big increase in goverrment &
—bW”PdLCTdCy at preriseTy the time we are trying to reduce 1t? e
What proof oo you ‘have tnat your proposaT w111 worl? L

Tha adm1n1stras1nn nrnpesai will reduce the cxisffnc

administrative burden on both government and industry by

. substantially eliminating the case-by-case negotiations :

- Surrounging patent r1ghv5 which are an inherent feature of: the
Kennedy-Hixon patenL policy memoranda and such statutory- - ~

e

-y

" schemes as NASA's and DoE's. An active lTicensing program by

"'ff&oJ1d not EXDGCL ome or the Congrﬂss to fund 1usa?é*

 _Second Look Pro

the government is intended. A major feature will be the
- evaluation of tne commercial potential of the federally- owned
~rights. _In the nature of things we cannot adduce proofithat

siderations would be the primary concern of pr1v=te pe sons’ 73"’“’

. th'2 proposal will work, although the MTIS and NASA pxperlenCn;ff:,”""”

.-"is encouraging. The NTIS licensing effort, at Teast, s
- dntended ‘1o be q:]:—susLainig after an - 1n1t1a1 start-up .
period. If it is not, we would not want teo continue 1t and

Hon do you respond tc Lhe 1ndustry:1

vision: o
a?_agab1on tnEE‘iﬁEhﬁgﬁ1nistraL10n s requiremant for @ second'
100k iz countorproductive to the purpo e o7 tihe S
Administration's proposal? Won't tng second look’ rnqu1reuhnt'”
cloud the certainty of the p atent n't it discourag
ccnt:acLors from working with tha FederaT govsrﬂmﬂnt?

The- sncond took.provision is. d1scussed in the draft .
stimony fer the Secretary. - In brief, it refle cts the o
stence of multiple, not entlrely consistent, 'goa]s patent
r must try JOlnLIJ to maximize. Uncertainty as to the
ise of the second lcok should be minimized because its




~exercise ‘is not mandatory, agency review is limited to
~unforeseen circumstances net knowa or reasonab]y:knowabie at -~
“ . the tijme of contracting, and the grounds for its exercise are
- limited ~—-FEqU1PeW8Pt" of- agorcy m1v51on, nat1on 1 sncurity,--
*fdnb1trust Tavs. : _ . : SR . C
, )

ati nshiu be theen Pacent PoTxcy;and Frude Po?1cy" Is tnL“

Exmﬂ“%:;uﬁﬁwﬁ policy as.a trade barrier and, if so, what is the -
Al AT Dapartmentor or. the STR doing about iu-__(The referéhce is to _
“;bdpaane pollcy which requires U.S. companies, after the sale
“ef one or two products, to 13cen§e the product for manufacturc

by Japanese coﬂaanleq) o s

:ﬂoperate in the Japanese market? Without title, they won't be

.- able to livense as they do now, thus depriving them of revenue o

from 11cens1nj wh1cn 13 now avallob1e to them._:
o RN
SR There is no JaDaquo po]}cy euch as" tho one nenntoned
Japan like most Q{her countries, but unlike the United Statns
as a pollcy, sanztionzd by the Paris Convention, which pernxts
( Yﬁbthe compu]sory;. 0nexc1us1ve ]1cens1ng of any 1nvent1on which
§w¢  } is patenbgd witfiin Jdapan but not worked within a ceriain period

z

Commerce Department aware of tne fact that the Japanese use qmuafnhﬁ

Hhﬂre the go"ernmeqt is to reth1n t] le;, HOw uii1’bempéﬁ?es

tat =

of time. The 70, after consultation with industry, was unable =

recent case in which this right has been
Thg tast five requests for a compulsory license,
h were regécLed were d1rnc»ed at patentr he 1d by

‘to discover
V'CXQFCTSEC
“call of whi
1Japanese.

The: adm1nlstrat10n b1]1 would pern1t sna11 bUSInesses and

n0ﬂorof1t organizations to obtain foreign patent r}gthf- Other
‘contractors also'would have this right whenever. the responsible

. agency determined that the national securlty interest would not -
. be affected advnrse1j ‘Where the governmént has title because""

‘the contractor did not want it, we could, with respﬂct to.-
“finventions determined téd have commerc1a] potent1a1 file a
pa_ant app?1ca+1on ourbe1vas and attoﬂpt to 11cense TtS us

~

'-—EfreClepness of EY1SL1HG NTIS Hou do you respond to the

'aTﬁﬂqaulona that NTIS Rzs been a d1s ster for U.S. compan1es,

~particularly small busi nessmes, and-a bcon for foreiga nations

such as Sermany, Japan and the Soviet Union? -~ Is it frue thaL.'
~these three countries computerize the informatioen publmshed by .
NTIS (which tha U.S. does not do) and then feed it back in a =

“systématic fashion to targetted industries. who are then “able to -

”_ij §‘?£s+ that }nformation__ 1;vant to them?




Sales statistics show that’ hf1§ 1nfornan1on producLs are
vzived highly by Americen TWdUJLTj, universities; librariesy

federal, state, and local agencies; and by small bus1nesses.
Annual SB]E; now approximate $20 million. Domestic custOﬂers
account for aaout 80 to 85 per cent of sales, by dollar SR
- volume.- The NTIS master file lists over 100,000 customers; <7 . . :
'_abouL 20, GOO of these maintain deposit accounts for conve nwence.*”J,uc""

mal1hg freguent purch dSﬂs.; A substantial percentage of

' '1nosc custOHers are, or represent, small businesses.: NTIS

werked closely with the Smal] Business Administration in te -
pest te.make NTIS information producLs available toésma1l_-ni“-

-7bJS1nesses on 2 tlmely bas1s.

Documnnts sold by {TIS are preparcd hy or'ror' he U.S.

© o government; they are Lu»1a59171qd and in the public domain In
_i.the case‘Of ‘the Soviet Union, however, the Assistant Secretary

-Commerce for Productivity, Technolooy, and Inncvation has .-

:fdwrected NTIS to suspend sales to the U.S5.5.R. and its Lnowq
- agents in conforﬂ1ty with the general policy behind the " Sy
f_Prns1dent s order. to embargo thn trdnsfer 0; h1gh techno109y to'r:
~tnat counury - : . DER

‘In answer to the computerization qudStion so far as hTIS

aware, foreign countries only purchase the computerized .
. index to MNTIS materials. This index is prepared by the U.S. : .
government and equally avallable to. Amerncan c1t12ens. V:_;j;%: R A

-._-—Co#puLerlzation of thﬂ p LEﬂt systen. lhy hasn t- the
- Administration proposed to fully computerize the patent: system?'ﬁ B
".Uouldn t this be a preferable system to the current role of .. =

_.fTTS - a?!ow1ng a small bus1nessman t secure Lhe nxact s

LnTorraL1on he negds?

COWDLLQT]Z&LTO” of tnn patent sysLeﬂ has T1Lt1e to_oo w1th .

_j'ﬁTIS ‘It has everything to do-with the utility and .
*&?cost~effeCL1veness of a full-text retrieval computer system ror
 the patent office files and patent examiner searches. ~As:agne
of the President's, lnduer1a] innovation initiatives, the PTC L
worL1ng with an ongoing Defense Department’ coﬂpUter1zat1cn o

Ffort té dete rm1ne'rhaJ1n1]1¢y If, as we hope, the results .
positive, then we 1ntend to go Torugrd u1Lh compuieriaat1on';]

.i
er’
are

cf thn_sysbeﬂ Lo o ER L e

,—-Gﬁnqya neJotl tions: How do you aCCOLnt for tbe d?S&S*TOUﬁ
negoltiations in Geneva and wnat plans do you havée to ensure

that future negotiations are agn1.1ﬁant11 nore succegs u17




Tne Geneva negot1eu1onq over revision 0; the Parls
Cnnveanon suffered from tha:.»prox1n1Ly in spﬂre and time LO'.
CHIDO IIT- which ended in some acrlnonJ and unsuccessfully for}
V'Muhe GEVL]OHIHQ nations. Most of the developing natlons vere- |

rapresented by the same p°0p1e who attendsd UNIDO III. They'
ihan took 2 very hard Tine in tne Faris Convention S
gotxau1ﬂﬂ~ Toward. the’ ;nd._ “the Geneva round the . '

-
2

o developed. couniries® offers of Lomordﬂise on some @ssues. here}u

I

"{m:tluy tFL wﬂVﬂlopinn founbr1o> with an even. harder 11ne.

- Tne issue wn1ch doﬂtnated tbe Peﬂeva round conrerned the SURE

_ rﬂqu1remean for adoption of revisions to the Paris- RN

. Conventicon. -Untid 'roﬂ eitanimity has been required: in - _

;"“ﬁcogn1t1on of each- cour+ry s Sovere 1cn*v and the cooperat1we
C.amaturerof the industriel property prot sction 1LLrprlse. o
_ﬂSubJect'id a reservation by the United States of 'its ltegal

‘,,rfghts,”the:corferenpn agreed to subs titute for unanimity a- -
“procedure which will, for example, enable an.expanded- Europeanr

. Community to protect its interests but which will Teave the
“United States, and countr1es W1th a. sxrilar ]egaT system S
'unprotectcd- AT : , ! S

: The neoot1gt10u h:11 recuma'next year thh both S1des .
- working in the interim for more fruitful results. The venue
'ﬁcy be a deve1001nn rountry,.possahly KLn)a. L SUEPES .
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AMENDMENT NO. EX. . Calendar No.

purpose:_Make various amendments to the bill

'IN THE SENATE OF THE UNITED STATES—- 97th Cong., 24 Sess.

S. 1657
H.R. {or Treaty

' Ishort title) |
(title) A bill entitled the "Uniform Science and

Technology and Development Act™.

b .

{ ) Referred to the Committee on

and ordered to be printed ,

( ) Ordered to lie on the table énd to be printed

" INTENDED to be proposed by. Mr. Schmitt

Viz:

1 On page 28, line 21, insert " (1) immediately after "(c)i; on
-2 line 23, strike 5(l)" and insert in lieu thereof "(A)";
3 - and on page 29;.line 11, strike "(2)" and iﬁserf in‘lieq'
4 thereof " (B)". |
5 On page 29, insert the following immediaéelyrafter line.lG:
6 "(2) The. license reserved to the United States
-7 undér pafagraph (1) (B) _Qf' this subsection may, if
8 provided in the contract; include the right for the
. g Government to require the contractor tonlicense {or, if
.iO thé contractor refuses, for the Governmént itself to
11 license), pursuant to any existing or future treaty or

12 agreement, any foreign government -“if the head of the




10

11

12 .

13
14
15
16

17
18

19

20

21

22

23

24
.25
26
27

28

on

On

‘Fedefal agency determines at, the time of contracting

that the acquisition of such right would be in the
national interest. 7 _ !

"(d) Technical data generated in performance of a

.contract and required to be submitted to the Government

relating to a subject invention or to any product-ér
process which includes a subject invention of relating
to experimental, developmental or research work under a
contract (as defined in‘section 103 of this Act) or
relating to another agreement with the Government shall
be.the property of the contractor, subject to a free
license in the Government for governmenfal purposes as
specified in the contract, and, notwithstanding ahy
other provision of 1law, together with other technical
data submitted by the contractor, shall be exempf from
mandatory public disclosure.”.

page 29, line 12, strike "section 301(a) of this title,"

and insert in lieu thereof "subsection (&) !df'fthis

section,”.

page 36, strike 1lines 11 thru 21;5and jn5ert in lieu

~thereof the following:

“(Bi striking, inlsection 306 (a) thereof (42

U.5.C. 2458(a)), '(as defined by section 303)', and

by =~ striking 'the Inventions and Contributions

.Board, established under section 305 of this Act'
and inserting in 1lieu thereof 'an Inventions and
Contributions Board which shall be established by

the Administrator within the Administration';".

S R T T T T T
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10

11

12 .

13
14

15

16"

17

i8

19

20
21
22
23
24
25
26
27

"(C) striking the period at the end of section
203 (c). thereof (42 U.S.C. 2473(c)) and inserting in
lieu thereof a semi-colon, and by adding at the end
thereof the following new paragraph:

'(14) to provide effective contractual
p;ovisions far.the reporting of the results of
the activities of the Administration,
including full and complete technical
reporting of any innovation made in the course

- of or under any contraéti' of the

Administration: = Provided, That no,réporting

of‘inventidns_pursuant to this paragraph be in

conflict with section 305 of the Uniform

Science and Technology Research and

Development Utilizaetion - Act or : its

implementing regulations;‘'".

“(D)- striking, in section 203(c)=£here6ff(4i'
.U.S.C. 2473 (c)), tﬁe following: '(inciuding péﬁéﬁts'
and rights thereunder)'; and |

"{E) adding at the end of section 203 thereof
(42 U.S5.C. 2473) the following.new subsection:

- : "{(d) For the purposes of chapter 17 of
title 35, United States Code, the
Administration shall be épnsidergd a defense
aééncy of the ﬁﬁited.States.'“.

On page 39, 1line 14, strike "(iv)" and inseft in lieu

‘thereof "(iii)".




