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[Report No. 97—381]

Entltled the “Unlform Selenee and Technology Research end Development
T ; ~ Utilization Aet™. = "0+ -

- IN THE SENATE.OF THE UNITED STATES
.- SEPTEMBER 23 (leglsla,twe day, SEPTEMBER 9), 1981

Mr SOI—IMITT (for thself Mr CA.NNON Mr GOBTON Mrs KASSEBAUM Mr ‘
Lucar,.and Mr. SYMMS) mtroduced the.following hill; which.was read twice
and referre& to the Committee on Commeree, Selenee and Trensportatmn

MAY 5 (leglslatlve day, APRIL 13), 1982
Reported by Mr. PAOKWOOD _with an amendment .

{Smke out all after the enaot.mg clause a,nd insert the pa.rt prmted in 1tahe]

BILL ****

Entltled the “Umform Sclenee and Technology Researeh and
A Development Utlhzatlon Aet”." '

Y Be it enacted by the Senate cmd House Of Represenm-

) twes of Lhe Umted States of Amemca in O’ongress assembled
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6 the heslth and s-&fetyef*he%ﬁ*ﬂﬁ% & whole; herehy finds
7 and doclases that | o
8 " ) The United Stases has recontly exporienced a
9 deeline in the process of indusirie) innovation snd pro-
10 éuemt-y which s m’éeg%l*y related to; and *‘3""9*5‘3*3‘
C an s &heh&l&need

wo (Q) :Bhe mﬁ&} supPors
16 ;“ﬂﬂm%&ﬁdm%&ﬂﬁfﬁﬁdﬁmm
17 the nationsl interest to maximize the bonefits to tho
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loestion of rights to the results of federally sponsered

e (B) Thereis o need-for the establishment and im-
i plemaﬁ&&eaﬁ & flexible Governinent-wide poliey for

Sne: 102 T is the purpese of this Aet to——=
- -poliey for the mansgement: and use ‘of the:results of

ing basis the impaot of Federal seionce and technology
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sar ool ) Leontiaet- THOARS GRY contratt; grant; cooper-

ox and 4RY persen awhere & purpese: of the eontraet is the

- of pasties or subontract of amy type entored into or
. - exeeuted for the eonduet of experimental; developmen-
oooamee of that eentraet - vo o

that is & party to the eentraety 7. o
3) “diselosure” means & writton statement suifi-
eiently ‘eomplete ae to-teehnienl detail to sonvey to one

» ghillod in the rb to which the invention pertains’a

lootrionl charactoristios of therinventions .-

s ‘agonoy? ae defined by section 405 of title'4; United
sy seetion 102 of title 47 United States Cede;
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i -be patenteble ‘subjees matier as defined in title 35;

eontraetor; Who hes made an mvention unger & eon-

oo 8Y Emade under: the contraet™ of “made under &

LU0 ceontreet’ when used in relatien to any imventien

“tiee of sueh invention in the eourse of any work under

the eontract or under & eoniraet; respeetively:
-and other institutions of higher edueation or an orgeni-
exermph from taxation under seetion 50L(a) of the Intor
ontio’ Code. of 1054 (26 s

ander o State nonprofis oraanization statute:
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w2 the ‘gase of & proeess or methed; of to eperate in the
“'enpe of & machine of systom; and; in each ease; under
' guch- eonditions ‘a5 to establish that the invention is
being werked and thet its benefits ave available to the
: (—1-2} “Seeretary_ mesns the: Seefeﬁaﬁz of Com-
meree: and
v- ! eoricern; 83 dofined in seetion 2 of Bublie Law 85536
. %U_S_G_{;g—g}&néﬂﬁ?lemenﬁﬂg feg&}art-lﬁﬂ-s of the
Ror the purpese: of this Aet; sizo: s%&néarfdrs for small
- mment; eontained in section 121:3-8 of title 13; Code of

© @ a e ok ow o o

O

- T S GO
=& Ot W b

5
E
:

]
g
3
:

g

5 1657 RS




7
1 ship of inventions resuliing from foderslly sponsorod resonroh
3 Hz&ﬁeneﬁ%hefesﬂ%ﬁéﬁeéeﬂﬂlyspeﬁsmdmsé&ekﬁﬁdd&
5 ooofp) With & view to obtaining eensistent appliention of
6 the policies of this Aet; the Seeretary is authorized and di-
8 . - (1) to consult and advise with Hederal ageneios
10 of the pelicies; purpeses; and objeetives of this Aet; ..
@) i consuliation with the Offies of Fodersl Pro-
12 i eurement: Poleyy to-formulate -and reeommend to the
15. ' - sistent apphention of the provisiens of this Aet; = N |
18 ness of the polieies set forth in this Aet; | '
18 5o o d)b0) dotesmmine Wit ndministrabive Saslity; in

22 ?&Ptj‘ ﬁfl'S'ii‘l'gHﬁd:ef ﬁﬂeEIef%h}sAet-&Hé
230l s 4By -bo performi such- other duties as may be ‘pre-
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ettt of Govorament-owned inventions; the Seeretary is au-

() assist and coordinnte ageney offorts to promote
the Licensing and utilization of Government-owned in-

{2} coordinate and advise the Federal ageneies in

i S.ee]ﬂﬂ.g ?feteeﬁ-eﬁarﬁd m&]ﬁt&kﬂmgm m for-
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i-aress of seienee and technology resesrch and develop:

- such funds will be Hseéeﬁlyfef the purpose of this

Aet:

..‘=.®$he8e&%&ryﬂh&ﬂsubﬁu%%96ﬂgfess&nm&&4

20... f@ﬁﬁ&ﬁ&@ﬁﬂﬁ&&pﬁfﬂ&&ﬁ%%&&ﬁ&%%&&hfﬁpﬁﬁﬁh&ﬂ

22 of invention diselosures. resulting:from foderally funded re-
23'39&1‘9]3&71‘*& VE101 4 ineluding these inventions diselesed

24 by smell businesses and nonprofit

25 lative or administrative recommerdations to better achieve

S 1657 RS




-

® W A e Gt B W b

I T R N I S S S S ) VSR
S O N = T - = T B =N =~ IO S (R (P =

9

the poliey and purposes of this Aeb; and (3) an analysis of the

LU o BECGHERS 0 PHE GOVERNMENE -

- ‘behalf of the: United: States; at the time of entering inte &

‘eontract; title: to any invention made under the eontraet of &

- Federal agenoy if the ageney determines-that— o wis

(@) the serviees of the contractor are for the ope-
. ation of Fodoral rosenroh snd: development conters; in-
i osn 2 42) fellowing & finding by & Government autherity
. which s authorized by statute or Exeeutivo order fo

. . eontraetor to- retain title +o any subjees invention iv
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and ebjeetives of this Aet: and:
(Q%hepmetp&-}ﬁwpeseeftheeemf&e%ﬁtedew

. velop or improve produets, processes, or methods
“ . wwhiek will be required for use by Government regula-

eonformity with the provisions of section 803:

. @) The rights of the Government under subscetion (8)
skl not b exereised by the Foderal ageney ‘unless it first
 dotermines that at Joast one of the eonditions. identifiod in

paragraphs () through'(4) exist and i files with the Seere-
H8FY & statement stating such determination:

{e)E&eheeﬂ%me%eﬁ%efedm%ehy&Feéef&l&geﬁeysh&H

}Hel-&de&ppfepﬂa%epfemmﬁs%e——

(—erquﬁepeﬂed&evmbﬁenfepeﬁs%feaseﬁablei

i intervals in the eommereial use of othes forms of utili-
. zation: o efforis 5 -obtaining : dommoreisl uwiilization
=eink information - ebtained from & persen and privileged
o confidential and not subject o diselosure under the.
. Proodom of Information Aet (5 T-5.C- 552); and

S 1657 RS




[T R R T N o o
S O S R o T T = N T T N

11
&) reserve to the Unitod States ab loast an irreve-

by oron behalf of the United States and ‘States and

- tormines that it would not bo in the publie interest o

o i Sue: 303 (a) Whenover & eontractor ontory into & eon-
wteaet with o Federal ageney other then in those eireum-

sholl have the eption ef retaining title to any invention made

- under the ebntraet Such rights shall bo subjeet to the limita-

305 Suck option shall be exorcised by rotifying tho Govern-

- sment ab the fime of diselosure of the inventien or within sueh

imme theroafier as may bo provided in the contraet: The Gev-

ernment shall obtain-title to any invention for which this

() When tho Government obinins titlo to on invention

royalty-free lieense which shell be rovoeable enly to the

Heense-

5 1657 RS




[y

© ® & Gl e o

WO D Rk S o oA ;O kR W D kO

12

_or any part of the rights of the Dnited States under this title

to sny invention or clase of mventions made or which may be

the ageney ¥ the ageney determines that the condition just

fying sequisition of title by the Govermment under soction
301 no longer exists of the interests of the United Staies and
the gonesal publie will be best served thereby: The ageney
chall maintein o record; whieh shall be medo public and peri-

(—B CHEOUFRGIHE %he wide w&ﬁ&bﬂ-ﬁy to the publie.
. resoareh programs in the shortest practienble time;
the Government-sponsered experimental;
- ¢ festering eompetition end preventing undue
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s SR6: 304 (a) Where & eontraeter has eloeted to retain
- ageney shell have the right; pursuant te regulations and sub-
- jeet to the provisions of subseetion (b); to grant; or require
the eontraetor to-grant; & nonexelusive; partislly exehusive;
‘o exelusive, lieense to & responsible applieant of sppheants;
- upon termy reasonable aﬂéefsheeafemsmneesr # the agenoy

s k) ‘heestse the eontraetor has not taken; or is not

- expeeted to take. within & reasenable time; effective
. steps to aehieve practical apphieation of the invention;
s wek@)ober allevinte. serions -health .or safety needs
whee (3) te mmeet requirements for publie use speeified
< (4 beeause the aetions of the. eentractor beyond
tho- exereise. of the exelusive rights in. the invention
result in undo markot: coneontration in-any section of
. the United States in-any line of eomineree to which
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(e shall kmb,m to- the prier ﬁr}%frrvm of the W@
- rles; fegqﬁfmens— and" FI‘GGG&H'P&S adopted by the Seefe{seafy—

T GENERATL PROVISIONS ~

S%%@E&eheeﬁﬁf&e%eﬁfefedm%ebyalﬂeé&&l

for tho pretection of the interests of the United States snd

(@) roquise:the Hmely disclosure by the g

&-Feasonable time after diselosure of the: eeﬂ%r-&e%ei‘—’s
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© prend wiilisation of the ivention by the publis <
" {4) an oblipatien-on the part of the eentraetor; in
- er'en its behalt or by atiy assignee of the eentracter; to

on s Blod by

 ractot is required fo makio o substantink cotrbic
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@) When i is determined that the right to require i-
eensing of the right of the Federal ageney to lLeense should
b exereised pursuant to seetion 804; the Foderal agoney
_eharged; it any; and the duration and field of use of the i-

© B G % G e B e m

ive the: evner of any b&ekgfeﬂﬁé patent of to
sueh ﬁg—h’&s o the owner mey have thereunder: -
- GOVERNMBNE; LICBNOING AUPHORITY
386 30% A Federal ageney may grant exelusive or
p&mﬂye*el&swe licenses in. any-invention to which the

-
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. nebieveds or is nob lkely. to.be aehioved within & rens
seneble peﬂadéﬁﬂﬁeby%hegf&ﬂ'ﬁmgei & Bonexelu-

@}e&e}uaveefpafb}&l}yexelﬂsweheeﬁsmgt&&

© . . Fensonable and neeessary ineentive to eall forth the i B&—
tiee} applieation; and
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- #he ineentive for bringing the invention to practicsl ap-
() Section 905(s) of the Aeb of August 14 1046 (7

:'--‘H—SG—%GGS%&&}@QQ)-ﬁ&mendedbyﬁﬁlﬂﬂgeﬁ_
* the last sentenee thereef:.

‘iclo Safory Aet of 1066 (15 U.8.0-1305(c); 80 Stat- 72D is
ef%Bé@@%U—S—G—i—S%(&)—S%S%&%—%@}&s@ea&ed- |
@mﬁdmmm@meﬁ%@; -

B0 3183: 68 Stat: 943) is repended:

@%Mmﬁﬁmm&%ﬁﬁé%i

-:*(4—215—8—@—245%9%%{3—?28%&%—4—2—6}1&&&}&&&9&-—

S 1657 RS——3




© % u e w o oW e o

e e
t\'le‘-O

13

15
16

17 -

18

20
A 2308 s

22

24
25

18

- geekion hey been filed or roquested to be filed by the

Gem&ss&en&e%?a%en%s&n&%&&emﬁks prior o the

o coffeetive date-of this Aet; -

@}bymﬁeﬁmgﬁheﬁeﬂewmgaewseeﬁeﬁ%é— ~

o “Sne: 30B--Baeh propesat: £ef Ry waiver ef pa%eﬁt.f

th%ﬂhﬁldbj‘%h&ﬁdﬁﬁﬂiﬁ%?&ﬁﬂfﬂhﬁ;ﬂb@fﬁfﬁff&&%&ﬁﬂlﬂ-.

14 ‘by'the.

ions Board which shell bo stablished

sh&ﬂ&eeefé%ee&ehmﬁefeﬁeép&w&neww&;

of faot With reéspeet b0:stoh Pre

fer&eﬁe&tebet&keﬁwﬁhfespeeﬂhere%e—«

(-G)byfefea-}mgseeﬁen%@@thefeé{é%U—S—G—,

) VIR O P P U T I S AL T A T NP SN RRE A 31

| ?&?h% B e L EeE e, SRk T ..

L4 te - provide ide  effcetive eentraohial ' provisions

for reporting of the results of the aetivities of the Ad-
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- -ministration; ineluding full and eomplote tochniont Fo-
mﬁéwmmﬁemm‘mﬂﬁ@
 6B) by inserting ot the ond of seetion 203 thereof
" 43 For the purpose of W@f 17 wof 4itle 35 of the
Unitod States Gode; the Administration shall be eonsiderod o

1
- ¥ :

- defeiite apeney of the United States and -

203K thereof (43 T-S.0. 2473403)  Sencuding
Q}See&eﬂﬁeﬂheﬁe%é,}u;yq_mgg@gg_s_g_%_
74 Stat. 337); is repeated: - -- o

) Seetion 32 of the Arms Control and Disarmament

:r-"Aet@QU—S—G—%Q—Q—%S%&E—G%erpe&}ed—

(10) Subseetion (o} of soetion 802 of the Appalachis
Regional Development Aot of 1065 40 T-8:C: App: 302}

%S-ba-t-é}ﬁfepe&led—

. Stat 1887) is amended by striking all after “hours? the
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seeond time ib appoars therein; and inserting in liew thereof s

%&mwammm@%ﬁﬁym

 of 1933 (16 T-8.C- 831d6); 48 Stat- 61) is amended by strik-

- (@15 U.8-0- 2054(d): 88 Stat: 1911)is repenled=- - -
(14) Seetion 3 of the et of April 5; 1044 (30 T.8.0-

- 828; 58 Stat: 101); is repesteds -
(45) Sootion 800 of the Selid Wasto Disposel Acs (43

T-S-C- 6981; 90 Stat- 9892) is sepesled: - -

%Em%eéSﬂ%esGede—&efepe&led—

&n&@)—%S’&aﬁ-%&&S}&s%&pe&led—
- HFFROTIVE: DATR .

SB6. 402. This Aet shall take effoct 6 months afier the

o CTITLEI—POLICY: - ool

FINDINGS :»\~ o=

Yo SEC.: 101. - The - Congress,” recognizing - the. profound
- impact. of séience, engineering; andaftechnology.‘ policy on the

- economic, social;. political,:and technological well-being, and

S 1657 RS
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1 the health and safety, of.the Nation as a-‘whgle; hereby finds
+2 and declares that— - \- e |
8w (D) the United States -has recently. experienced a
- decline in the process ,of.-iﬁdustrial innovation-and pro-
- - ‘ductivity which. adversely affects domestic froductivity,
2+ the rate of -economic. growth, the. level of employment,
S ihe-:balance.'of ‘trade, -and the: ;,attain‘me'ﬁt_-.‘ of .other na-

votional goalsy - o S

(2) the national. support of scientific and techno-
10 logical research and development | 18 indispensable to
11 sustained- grototh and- economic stability, and it is in |
o 12 2o the inational -interest: to maximize: the henefils to the
13 .. general public-from such-investment; .. - . -
14 oooiomi -\(3).‘.uscientiﬁc and- technological developments and
15. :‘:,\-:,..::;f:,L:'diécoveries:ﬁ resulting. from >--@_Qrk-:.‘-performed-~-with Gov-

1632 ernment ' -contracts. constitute valuable - national re: _

17 . source which should be developed in ‘a manner consist:
18+ et with the -pﬁblic “interest and the equities of the re-
19~ .- spective parties; .o b e it i

20 i b (4)._;cuweﬁt_:_ E’edeml---policy:with \respect., to the allo-

21 oucation of rights-to the results.of. fedemll_y’ ‘sponsored ez

22 search and development delays technological progress,

23 and inhibits. commercial. utilization of those resulis;

24 andy Coodo s e a7
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S AB) there is o need: for the: establishment ‘and im-

plementaiion of a flexible Governmeni-wide policy for

* the management and utilization of the results of feder-
* *ally* funded research'iandi'-'deve-l@pmént; and. this policy
i should ‘promote the: progress-of science -and- the useful
- arts, encourage the‘-’fefﬁc_iént ‘commercial utilization of

= technological - developments ~and - discoveries, . guarantee

the protection of the public interest, and recognize the

© “equities of the contracting parties. =

- PURPOSE .+ i

" SEc. 102. It is the purpose of this Act to—

(1) “establish ~and . maintein o uniform Federal

policy applicable ‘to-the managément -and use of the re-

“sults of federally sponsored science and technology re-
“search and development to: stimulate more widespread

~commercial utilization" of -those results-for the public

good; amd o T R s
" w0.(8) insure the: effective uniform implementation of

the provisions of this Act, and to monitor on'a continu-

% ing basis the impact: of Federal: 'sc'iencél and technology

- policies on-innovation and. technology development.

v . DEFINITIONS:: o o o

- 8E0C. 103, As used in this Act, the term— -

(1) “contract” means any conimct, grant, or coop-

erative agreement entered into between any Federal

S 1657 RS
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" agency “(other than ‘the -Tennéssee Valley Authority)
and -any person other than @ small- business firm or
"=:'_‘hbhprdﬁt*ioryaﬁiz'aﬁon-'h-'(a,s defined-in. section 201 of
o ititle 35, United ‘States Code) ‘where & purpose of the
i contract s the: cohduct-;of ‘experimental; -developmentol,
“usvor research work; such: term ircludes any assignment,
© .wisubstitution of parties or subcontract of any tier en-
e tered-intoror emécuted: for the conduct of -experimental,
- »developmental; or resedrch work in connection with the
performance of that contract; == - i

Lt (@) “eontractor™ ‘méans oy person or entity

(other than a Federal agency; monprofit organization,

v or:sinall- business firm, as-defined in"section 201 of |

title 35, United States Code) which is . a ‘puarty to the

o Scontracty o

% s (8) “Director’ means: the Director of the Office of

- Management and :‘deget, “or Kis designee; ©

s o(4) “Federal ageney’ means ‘an exécutive agency

" Nas> defined in' section- 105 of ‘title 5; United States

L Code), and -the military departments (as defined in sec-

» o tion 102 of title 5, United States Code);~

() “Government” means the Government of the

United States of dmerica; """

WA (6)-Yinvention” ineans any invention’ or- discovery

- hich s or may be patentable or:otherwise: protectable

S 1657 RS




24 |
v under: title- 35, United .8 tatesﬁtCodé,a: or any.novel vari-
=i ety-of .plant-which-is.or: may be: protectable..under the
- gPlan.ta Variety ‘Protection-Act (7. U.S.C. 2321 et seq.);
A7) “;-‘prdctic_al,.;-dpplicati_on_"l’:-=mf.ean&;,'to manufacture
<o (in-the case of .a composition. or.product);-to practice
«:(in the case:of.a processor method); or to operate (in
. the case.of -a machine or system); in ‘r;e,a\,fc,h‘-‘%qqse,r under

wi-such.“conditions -as. to- estgblish. that. the invention is

© ® u e omom oo e

s being-;utilized -and that its. benefits -are, -to-.the extent

—t
<

permitted by law or Government. regulations,: available

et

+to the public.on reasonable.terms or through reasonable

-
g

con g (8)s “Secretary”. means. the . Secretary-of Com: |

e
o

=
B~

vomerces-and.. S L

-y
o

" (9) “subject invention” means any.invention of g

o

i1 contractor: conceived <or- first actually reduced to prac: "'

-t
-3

 tice in.the:performance.of work under-a:contract: Pro: .

T

. wided, That,-in the: case of.a variety of :plant, the date
voowof ad@temina_.tion (as: defined. in. section.. 41_(d) of the ' ,,

Plcmt Variety. Protection Act (7. U. S:C. :2401(d)) must - |

[CRS
- S

also occur-during. the: period of contract performance. -

v TITLE H—IMPLEMENTATION

o
;N’J

93 RESPONSIBILITIES.. - ©". 0+
| 24 . o SEC+:.1;:‘201',-.-.;_- (a).;;.&ﬂe;:D;i_réCtor;};.shall--{iSS';;e;_ such policies;

25, procedures, and guidelines.applicable. to.Federal agencies as

8 1657 RS
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25 -
_are necessary -ond desirable to achieve uniform and consistent
- implementation. of the provisions of title 111 of ‘this-.-Aét.
. - (b) For the purpose of obtaining ';cqnsistenf application
of the policies of this Act, the Secretary is authorized: and
di-?""ec.ted to ,__,, e '
o @) cconsult-with and :ddvise Federal agencies con-
- cerning the:effective implementation and operation of

= the: policies, purposes, and ':objectz'besr:offthis"A’ct;

© ® 1 S Gt A W M

@) accumulate, analyze, .and. disseminate data ob-

-
o

<. tained. from:Federal agencies; and -~ -

-y
=

s 3) ~;-;performaa*such’ other - duties: as may be pre-

J—t
bo

scribed by the President or by statute. =

(L]

() For.the purpose:of-assuring - the effective maﬂag’e-. :
N 14 ment of Government-owned inventions, the-Secretary is au-
15th0mzedt0— N e neaTiee te il e w0

16: - (1) assist. Federal *c!zgenc'y efforts to promoté the li:
17 . censing and - utilization of - Government-owned ‘inven-
_18'- | tions; \

19 " (2) assist. Federal agencies in. seeking protection

20 : andﬂ’ﬂhaimaihin;gﬂ “inventions ‘i foreign countries, in-
21 cluding the payment of fees and costs connected there-

| . 22 R : kN with; a’nd . e L T SRR

2300wy ot (3) consult-with -and advise Federal agencies as to
| 24 v areas:of’ science -and:-technology research and ‘develop-

25 ment with potential for commercial utilization.
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e ooAd) Within 1ryear after.the date 'of enactment of this Act

o
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gress a report of activities pursuant to this Act. Such report .
- shall tnelude— -~ .0 el :

(1) relevanf statistical data regarding the diég;osi-
. tion of subject invention disclosures:resulting from fed-
o -erally o funded research and--development, - including

~those ‘inventions: disclosed by small businesses and non-

© ® W oo R

oo profit orga'nimtions;;f::;;.._r- e T

10 (2) any legislative or administrative recommenda-
11 t@'oné to: better achieve the:-policya and ?.jb'u'moses of this
12 Aetand v
18, i (3) an: analysis -of tmpact - of - Federal policies on
14: = - the purposes.of this-Aet.. - - | |
15 (é) The dutﬁorities confeﬁed upon the Secretary by sub-
16 sections:.(b) thréugh. (d): of_;-:-this..sech'oh’-*-shall" expire 7 years
17- following - the <effective date of:-.this}._::A'ct,-.:rf-:-uﬁless-‘:renewed by |
“18 -action of Oongress. E |
19 o TITLE IH—ALLOCATIONS - OF RIGHTS—

20 ... GOVERNMENT CONTRACTORS

21 .01 Lois - RIGHTS OF THE GOVERNMENT

22 SEc. 301. (a) Each Federal agency may acquire on

28  behalf -of the United States; at the time of entering into a
.24 contract, title to or rights-to-license any subject.invention, or

8 1657 RS
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1 may limit the rights of a contractor under section 302(b) of

© ® 9 e w e

12

14
15 o

16
17
18 -

2 this title, if—

(1) it is-":'détfgarmined by a Government “authority

* awhich is authorized by statute or Ezecutive order fo
- gonduct foreign intelligence or counterintelligence activ-
> ities that-such action: is necessary to protect the secu-

ity of'sdéh--activiéiés;»r-'. E

() sthe t-dgeney: “determines,” on’ @ Cwse-byica,Se .
basis, that there-‘--afe “ezceptional "ci'rcumstanceé requir-
ang such action ‘to- better promote the | policy: and ‘objec-

“tives of section 101(5) of this- ety "0 0

- (3) the contractor “is not: located: in the United

-:States or-does not have -a place of business located in
-the: United States; or is-a foreign government; or

i (@) the contract is ‘entered’ into” under a program

- 1. that implements: a- formal international agreement or

19'*1;—,»"_'

20

22

- arrangement. of ‘cooperation in -science and “technology,
- and-rights in the Government greater-than: a'-'ﬁbnezpclu-
. sive license are necessary. for the ‘-aééﬁby to- fulfill its
--obligations under the international agreement. or ar-

ragngement.. v

b)) Tﬁe rights of the Government under subsection

98 “(a) of this section-shall ‘not be exercised’ by the Federal

24 agency unless it first determines that at least one of the con-

- 25 ditions identified.in paragrophs (1) through (4) of subsection

S 1657 RS -
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28
{a) of this section exist. Except in the case of paragraph (1)

of such subsection, the agency shall, within 30 days afier the

award of -the applicable contract, file with-the Secretary a

_3tatement stating- such determination. In the case of a deter-

‘-m_ination’l.under.subséctio_n (@) .(2) or (4) of this section, the

- statement :shall include.an -analysis supporting:the determi-

nation and justifying the limitations and conditions being

<imposed. If the Secretary believes that any individual deter-
;;qninatioﬁs’eor. gpattem;-- of - determinations s contrary fo the

- terms;, policy, or.objectives of this Act, ,..,=-tlie Secretary shall so

advise the head of the agency concerned and ,_tﬁe-:Di%ectqr and

i recommend corrective actions.

Ve (2) Whenever the «Director has determined.that one or

more Federal-agencies are utilizing the. authority. of subsec:

tion (@) (2) or. (4 .of “this sectionis in -o manner that is

cohtmry -to-the terms, -policy,. or objéctiz;es;-of this Act, the

~Director..is. authorized to issue- -policies, . procedures, and

- guidelines-describing classes of situations in which agencies |

_may\-ﬁbt utilize the provisions. of -subsection (a) @).or (4) of

. this.seclion:: oo

- (c) Each contract entered into by a Federal agency shall

. include appropriate: provisions—-

23

2 ()ito require. written. reports .on -the: commercial

- i use-or.other forms .of utilization:or efforts toward ob-

e taimang commercial utilization: made by the contractor
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20
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23

24

29 |
L or Al lice’nseess:on-assiigﬂees\_wz’th respect: to .any subject
= invention to ‘which the contractor elects title, pursuant
i to section 802 .of-‘thi'ss\title.'_-}?rovided,g That any such
S *:::report-,’-. as well-as dny information ,Qnutilization;or ef-
- uoforts :téioard;;bbtaining‘ utilization é_btaz'ned ‘as part of a
© ' proceeding - under.'section - 304 -of -this title, shall be
s freated. by the Federal agency as commercial. or finan-
- cial information ébtain_ed from o pe'r;son- and .priv‘ilegied.

or confidential and not-subject to disclosure under the.

10-: »o: Freedom of Information Aet (5 U.S.C.: 552).;-la/hd_

11 s (@) “unless gféa-ter.f-;ﬁ:qhtsf are .acquired by the
12 . « ~United ‘States j-'wn,de’r section 301(a) of this title, to re-
18720+ serve to tﬁei%Unitédv States at least an irrevocable; non-
14 e -e'a:clﬁsive; '\:'--nontmn-'éfémble,:*-‘ : paz’dﬁupi ;‘lz'c.ense,. -to make,
15 oo use, -and : sell -any- subject. invention: throughout the
16 world by oron "r‘behalf:-fof the-United -States. -

17 v wuoRIGHTS OF . THE . CONTRACTOR

18 kR ‘SEC. 302, (w) Whenever & contractor enter._s-.im.fo a con—'i

“tract, unless limited in those circumstances identified in sec- -
“tion-301(a) of this title, the. contractor shall havé the bption -of

sretaining title to any ‘subject invention.- Such title shall be

subject ‘only. to-the. limitations set forth in-sections 301, 304,

and 305 of this title;-and such title shall not-be subject to any

other limitations or conditions.
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() When the Government: obtains title to- a subject in-

“vention under section 301 of this title, the contractor shall
“retain @ nonexclusive, royalty-free, paid-up, worldwide Ui-
‘-ioeﬁsé, ‘including the right to sublicense affiliates, subsidiar-
“ies, ‘and ‘existing licensees. to whom the contractor is legally
“obligated to sublicense; which shall: be revocable. only to the
“ewtent: necessary: for the Gooem}n‘e.nt.. to grant an exclusive

license. .. o

-+ 8EC:803. (a) A Federal age-hc'y may at-any time waive

all or.any: part of the rights: of the United States under sec-

“tion' 301 or 304 of this title to any- subject invention or class

of sub]ect inventions made or-which. may be made under

‘contract. or: closs or: commots ifthe- agency. determines that—

(1) the interests of the United States and the gen-

eral publzc will be best served thereby; ‘or
(2) the contract involves. cosponsored, cost-sharing
. or joint venture research-ordevelopment and the con-
- ~tractor or other sponsor or: joint venturer is required:to
- ‘make:a T;Sfubstontio,li contribution -of .funds, facilities, or
't:éqoipmeht to.the work performed undé.rothoyoontmct-.

- (b) The.agency shall maintain a-record, which shall.be

made. public:and - periodically - updated, . of  determinations

made under this section.
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" (@) In making determinations under subsection’ (@)(@) of
this section, the agency shall consider: at least the following
- bbjecﬁves:‘?- S
(1) ‘encouraging wide availability to the public-of
“the benefits of the experimental, dévelophzénﬁal, or re- |
search programs in the shortest praciiceable time;
e (9) p%c)m’otiﬁgﬁf‘the cdm_'méé'cial ‘utilization of such
C 7 inventions; v
(3) encou.mging--pa‘rticipation. by private persons
o Gncluding the m'ost"-'h'ighly‘; qualified persons) in the
-Government-sponsored experimental, developmental, or
“research progmms;"ahd: )
v (4) Hfostering ‘competition and preventing the cre-
ation  or-maintenance ‘of ‘situations inconsistent: with
=__-f'the'f:avri_tfitrdétilaws ‘of the United States. -~~~ =
L MARCHAIN-RIGHTS e
SEC '804. (a) Where: o contractor has elected to retain
title to a subject invention under section 302 of this title, the
*Federdal agency shall have the right: (i iihless"ﬁ&ibedﬂﬁdé? sec-
tion 803 of this title),” pursﬁant' to" policies, -.iprbc‘édures} and
guidelines of the Director-and subject to-the proﬁi‘s‘_i‘bns of
subsection (B) of this section; to-grant or require the contrac-
tor or his assignee to grant au-nonéa:'clusii'}e;' partially exclu-
stve,“or exclisive license to a respbnsiblé ‘applicant or appli-

cants, upon terms reasonable under the circumstances, if the

5 1657 RS




® ® A o W R w1

10,
A1
12

13
14

15
16

17

18

19
20
21
23 ..
2 4

25

32
. head of the agency or his.-designee determines. that such

actzon 18 necessary—
(1) because the contractor, assignee, . or licensee
.- - has not taken, or is not expected to.take within a rea-
- .sonable time, "effective;steps,_ to achieve- practical dpp_lj-
~.cation of the invention; - -

- (2) -to alleviate. serious.: health or sazfety needs
which are not reasonably satisﬁéd-.byg -_.the, .conlractor,
his assignees or licensees;.or. . .- |

- (3) to_meel requirements for public use specified
by Federal regulation. which are mot. reasonably satis-

fied by the contractor, hi-siassignegs or licensees.

i (b)) 4 _dete_rmination__-que;pursuant o this section shall .

ot be: considered a contract dispute and shall not be subject

to the Contract Disputes Act (41 U.S.C. 601 et seq.). Any

contractor adversely affected by o:determination under this .

section.may, at any ;t_fi,me within.60:days after the determina-
tion is issued, file a petition in.the. United States. Court of

Claz'm_s-,= which shall have jurisdiction ‘to-._detqmgineu-the- matter

de.novo-and to affirm; reverse, or modify-as appropriate, the

determination of the. Federal agency. -
GENERAL PROVISIONS T

BEC. 305 Each - contract entered.- mto by a Fedeml

.agency shall employ o patent.right clause containing appro-

priate provisions to-provide— - - 3' PN I
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. (1).that the coniractor disclose each subject inven-

=~ tion-to: the Federal agency within .a reasonable time

. after it becomes known to contractor personnel respon-

. sible for the adminmistration’ of invention and patent

o 'matters, and that the Federal Government may receive

- title to-any subject invention not disclosed to it within
~such time; and .

o (2) unless:the .Govemment';acguires title to. the

- -subject -invention under section--301(a) of this title,

< that=— -
BT (A)_ the contractor -make:a. written election to
- -the Federal agency-within 2 years.after disclosure
-..under paragraph: (1).of this subsection or such ad-
- dattonal time .as ‘may. be approved by the Federal
- agency whether the. contractor will retain title to'a
. subject invention .‘épursumrzt fo -the prbvisions of
section 302 of this title: Provided; That, in any
.+ case where publication,. on fsql_e,’%“-'or public use has
~anitiated the 1-year statutory period wherein valid
patent protection can- still be-obtained within ‘the
United ‘States; the period for election of title may
Vv be.-shortened- by:the-Federal agency to-a.date that
“is mo more than-60 -days::prior-to 'the end-of the

costatutory.period; o v L
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v (B) a contractor which elects rights in a sub-

- ject invention agrees -to file a patent- application

<. prior.to-any statutory bar date: that ‘may occur

under litle 35, United States Code, due to publi-
cation, on sole, or public use, and . shall thereafter
file -corresponding “patent - applications in other

countries 1n which it wishes to retain title within

~reasonable times; and -that the Federal Govern- .

. ment may- receive title to any subject inventions

in the United States or other countries. in which

~the ‘contractor has not filed patent applications on

- the subject invention within such times; and
e () - the ccontractor, - in: the -event a United
- =States -patent application is filed by or on its
+-hehalf or by any assignee of the contractor, will
- inelude within the- specification: of such applica-
. tionand “ony patent 'Tissuing théreon a statement
: L specifying - that the invention was made with Gov-
- ernment. - support - and that the Government has

- 1o certain rights.in the invention.. - -

.~ BACKGROUND RIGHTS "

9220~ ..8EC. 306 Nothing contained in-this Act shall be con-

23 strued: to"

deprive the: owner of any background patent or of

24 such rights as the owner may have under such patent.
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““TITLE IV—MISCELLANEOUS
REPEAL OF EXISTING STATUTORY RESEARCH AND
" DEVELOPMENT AUTHORIZATIONS
- SEC.401. The followmg Acts-are hereby amended as
follows | | |

(1) Section"205(a) of the Act of August 14, 1946 (7

U.8.C. 16‘24(a)) 18 amended by stmkmg the last sentence

thereof
“(9) Section 501(c) of the Federal Coal Mine Health and
Safety Act of 1969 (30 U S:C. 951(0)) is amended by strik-

' .v:"mg the last sentence thereof. -

(3) Section 106(c) of the National Troffic ‘and Motor

13 Vehicle Safety Act of 1966 (15 U.S.C: 1395(c)) is 'repealed.

(4) Section 12(a) of the National Secience Foundation

“Aet of 1950 (42 U.8.C. 1871(a)) is repealed,”
2 (B)(A)” Section' 152 of ‘the' Atomic Energy Act of 1954

(42 U.8.C. 2189) is repealed’ Provided, however, That such

section shall continue to be effective with respect to any appli-

“cation for o patentin which the statement under oath referred

“to in $uch section has been-filed or réquesied to bé filed by the

Commissioner of Patents and deemaﬁee ‘prior to the effec-

“tive date of this Act. Eh

(B) The item relating to section 159'in the table of con-
tents of the Atomic Energy Act of 1954 is amended to read

as follows:

“See. 152. Repealed. "

8 1657 RS
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1 (6) The National Aeronautics and Space Act of 1958
42 U.8.C. 8451

-A4)  repealing sectzon 305 thereof 42 U.S.C.

et seq.) is amended by—- - .-

)

‘ _;245_7):_ Provided,. . hqwever, That subsections (c), (d),
and (e) of such section shall continue fo be. effective

. with respect to any application: for patents in which the
.. written statement referred to in subsection (c).of such

section has been filed or requested to be filed by the

=Y SRS T N M N

. Commissioner. of Patents .,and,; Frademarks prior to the _
10 -, effective date of this Act; . =~ . om0 ,
11 (B) repealing section..306.. thereof (42 U.8.C. - o
12 . 2458); R

130 - {C) adding at the end: of section.. 203 tﬁereof (42
14 ... US.C. 2473) the following new subsection: -

15 “(d) For: the purpose. of .chapter 17:of title 35 Unated

17. agency of the. United States.”s . . - oo
18 a’nd e et i b nere :
9.0 o (D) striking {Gineluding patents.and, rights there-
20 . .under)”. in_ section. 203(0)(3) thereof “2. U S C. :
21 ... 2473(c)(3)... T ) -
99 (7) Section 6 of the Act of July 7,.1960 (30 .U.8. C'
23 666),is repealed. . ... oo
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37
- (8) Section 4 of the Helium. Act' Amendments of 1960
60-U.8.C.. 167b) 1s. 'amended-'by striking all ofter “‘utiliza-

tion" and inserting in*lieu thereof a'period.

(9) Section 32 of the Arms Control and Disarmament

Act (22 U.8.C. 2579)is repealed. ~
“n L (10) -Subsection(e) of section302. of the Appalachian
Regional Development Act of 1965.(40.U.8.C: App. 302(2))

is repealed, -t o

"7 (1) Subsections (a) through (k), (m), and (m) of section
-9.0of the Federal -Noﬁnueléaf Energy ‘Research:and Develop-
- ment Aot of 1974 (42 U.8:C. 5908) are repealed. -

e (12) Section 5(d) of the Consumer. Product Safety Act
(15.T.8.C: 2054(d)) is repealed. -

o (13) Section 3 of the-Aet-of April-5;, 1944 (30 U.8.C.

:828),is repealed. 7

(14)- Section .8001(c)(3) of -the .Solid “Waste Disposal

© Aot (42 U.8.0. 6981(c)(3)) is repealed. =~ * -

(15) Chapter 38 of title 35, United States: Code, ‘is

camended—: "
s e (A) by adding “or any novel  variety of - plant

“whieh as or may be protectable under the Plant Variety

- Protection Act (7' U.S.C. 2321 et seq.)” immediately

- cafter“itle” in section 201(d);

vl v (B) by adding ¢ Provided, That; in the case of @

.+ pariety -of plant, the date of determination: (as defined
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38
in section 41(d) of the Plant Variety Protection Act (7
U.8.C. 2401(d)) must also-occur during the period of
contract performance” immediately after ‘agreement” |
oamosection 201(@e); o |
(C) n section: 202(w), (1) by amending clause (i)
o to'read. as follows:. (1) when the contractor’is not locat-
ed in :the United States-or does not-have o place of
business located in the United States,”, and (it) by
stﬁking “or (111)”" and inserting in-lieu theréof the fol-
" lowing: - (i11) when the funding agreement is entered
into under-a program that implements a formal. inter-
- notional” agreement . or. arrangement. of. cooperation in

 science and technology, and:rights in the Government

= 1 .greater. thaw -a nonexclusive: license are necessary for

the agency to fulfill its obligations,--uhder-s the -interna-

- tional agreement or arrangement; or-(iv)’; |

{D)- by -amending -section 202(b)to read as fol:
ot i _

“Mb)(1) The rights of the Government under paragraph

“(a) of this section shall not-be exercised. by a- Federal agency
~unless- it first determines that at least one-of the conditions

~identified in subparagraphs (i) through: (iv) of paragraph (a:)'

exists. Except in the case of paragraph (@)(iv), the agency

. shall file with the Secretary of Commerce, within 30 days

- -after the award of the applicable funding agreement, a state:
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~ment stating such determination. In the case of a determina-

tion under paragraphs (@) (1) or (iti), the statement shall

include an analysis justifying the determination. If the Sec-

.' retary of Commerce believes that any. individual determina-
.tion or pattern: of determinations is contrary to the policies
and objectives of this chapter or otherwise not in conformance
with:this chapter, the Secretary shall so advise the head of
- the agency. concerned and the Administrator of the Office of
Federal Procurement -Policy, and recommend. corrective ac
otions. o ; _ _ . |

S ) \Whenever the Admanistrator of the Office of Feder-
“al Procurement -Poli.cy‘_l has determined. that one or.more. Fed-
'-'_é_rql-,agqnci63'- are utilizing the authority. of subparagraphs (i)

. through- (iv) of paragraph (a) of this section in a manner that

is contrary lo the policies.and objectives of this chapter, the

Admanistrator 15 authorized lo issue regulations describing
- classes of situations in which agencies may not. exercise the

authorities of those subparagraphs.”;:~ ...+ -

(E) by amending subparagraphs (1), (2), and (3)

.. of section 202(c) to-read as-follows: .-~

o Y1) That-the contractor disclose edch subject invention
‘to :the Federal agency within a reasonable time after it be:
comes known to contractor personnel: responsible for: the ad-

_minastration of patent matters, and that the Federal Govern-

S 1657 RS




© L A O G R o R

R B R - S~ S O O O

40

~ment may receive title to any subject invention not disclosed

to it within such time.

© 2 That the contractor make a written election within

2 years after disclosure to the Federal agency (or such addi-

‘tional time as may be approved by the Federal -agency)
‘ahether the contractor will retain title to a subject tnvention:

= Provided, That, in any case -where publication, on: sale, or

public use, has initiated the 1 year statutory period-in which
valid patent protection can ‘still ‘be: obtained - in the United

States, the period for election may be shortened by the Feder-

al agency to-a date that is not more than sizty days prior to
~the end of the statutory period: And provided further, That
«the Federal Government may receive title to-any-subject in-

" vention in which the contractor does not elect to retain rights

or fails to elect rights within such times. -

Lo (8)-That ‘@ contractor electing rights in a subject inven-

“tion agrees tofile a-putent application prior to any statutory

bar date that may occur under this title due to publication, on
sale, or public use, and shall thereafter file corresponding

patent applications in-other countries in which it wishes: to

“retain: title ‘within reasonable- times, ‘and that ‘the Federal

" Government may-receive title to any-subject inventions in thé

United States or other-couniries in which the contractor has

~not filed patent applications on the subject invention within

such times.’””;
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oo (F) by adding: the following new paragraph at the

end of section 202:

v (g) A Federal agency may al any time waive all or

- any part-of the rghts of the United States-under paragraphs

(¢) (4) through (8) of this séctioh-,'.section--203-,- ‘and section
204 of this chapter, to any subject invention or class of sub-
Jject inventions made -or- which may be made-under o funding
agreement or class of funding agreements if the. agency deter-

mines (4) that the interests of the United States and the

':<geﬁeralﬁpilblic will be best served thereby; or (B) the funding

agreement involves cosponsored, cost sharing or joint venture

research or development when: the contractor or other sponsor

or. joint venturer-is required-to make or-has made a substan-

tial contribution of funds, facilities, or equipment-to the work

‘performed under the funding agreement. The agency shall

‘maintain o record, which shall be-made public and periodi-
cally updated, of determinaitons made under:this paragraph.
In. making such: determinations: under clause (4) of this

paragraph, the agency shall consider at least the -efolldwiﬁ;g'

objectwes S St VU SUNNEDE SRS TSR IR S SR CAIRE

il (1) cencouraging - the wide. avai‘labfliiy “to the
s public of the benefits’ of the: experimental, developmen-
v taly or. resedrch programs in the shortest: practicable
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e Y2) promoting the commercial utilization of such

nventions;

e 43) encouraging participation by private persons,
. including - the -most” highly qualified: persons, in- Gov-
oy ernment-sponsored- experimental, developmental, or re-
. wseqrch programs; and v o o |

svt oo “(4). fostering .competition preventing the: creation

Lok o ornaintenance of other situations:inconsistent-with the

o gnitbrust laws. ot v
i (G by striking  Pmay”. in section: 202(c)(5)-and
- inserting:in-liew. thereof . “as.well as any- informatioﬁ'

< on uttlization -or efforts. at obtaining. utihization ob-

s tained: aspart of a-proceeding.under section 203 of this

= chaptershofl’; -~ st e el

o (H) by striking -clause (B). in ' section - 202(c) (7).

o ond redesignating - clauses (C)-and (D) of :such:section

.~ 08 clauses. (B) and (0), respectively; -
o oD by adding-at. the end of section 203:the follow-

\iﬂg.' R PO T Vi weman

“A determination pursuant to this section.shall-not be

. considéred-a:contract dispute and. shall not be subject to the
Contmct D@sputesAct (- 41‘ 48 SO =601 etseq )i A'ny contracs

- tor, - assignee;.:or -exclusive. licensee ‘adversely -affected by ‘a’

determination under this section may, ot any time within 60

days after the determination is issued, file a petition in the

S 1657 RS
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1 United: States Court of Claims, which. shall Kave jurisdiction

to determine the malter de novo and to affirm, reverse, or

- modify -as -appropriate, ‘the determination of the Federal

(J) by amending section 209 by striking subsec-

= tion: (e)(2); by redesignating subsection’ (¢)(3) as sub-

section (c)(2); and by striking: &l ‘in paragraph (d)
1o after - “objections” and inserting  in ' liew thereof ‘a
i3 l-a.?:jberiod_; ST | _
(16) Section 6(e) of the Stevenson-Wydler Technology

- Innovation Act of 1980 (15 U.8.C. 8705(c))-is repealed.
(19). ‘Section. 10(a) of theAct of June: 29, 1935 (7.

U.S.C. 427i(a) is amended by striking. the last: sentence
thereof. | RNt
(18) Section 487(b) of the Federal Mine Safety and

" Health Act of 1977 (30°U.8.C.. .937(1))) is‘ amended by strik:

"'img the last sentence thereof

© " (19) Séction 306(d) of the Surface Mmmg Control and
Reclamation Act of 1977 (30 U.8.C. 1226(d)) is amended
by stmkmg the first two sentences thereof. E
(20) Section 21(d) of the- Federal Fzre Prevention and
Control Act of 1974 (15 U S € 2218(d) is repealed

T (91) Section 6(b) of ‘the ‘Solar Photovoltaic Energy Re:

“search; Development, anid: Dembnstration Act “of 1978 (42
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~U.8.C. 5585(b)) is amended by striking -7, 8, -and 9" and

i VST I

LY 5. Ly S
l’.ﬂ«z‘)’ﬁ"f’l’b‘ﬂy.."l,’n,- et HLBTBU[ I and o .

(22) ‘Section 12 of the Native Latex Commercialization

and Economic Development Act of 1978 (7 U.8.C. 178)) is

repealed: -

- (28) Section 408 of the Water Research and Develop-
ment-Act:of 1978:(42 U.8.C.:7879) is repealed. -

- (24) (4) Section- 173 of  the United States Synthetic
Fuéls Corporation Act of 1980 (42 U.S.C. 8773) is re-
pealed: i e ' |

. (B) . The:item relating to section 1 73 in the table: of con*
tents of the:Energy Security Act (42 U.8.C. 8701 et seq.) i3
amended to read-as follows: v w0 il
“Sec. 175. Repealed.”.

. RELATIONSHIP TO ANTITRUST LAWS
SEC 4082. Nothing in: this Act shall be deemed to

convey to any person tmmunity from civil or criminal Liabili-

by, -or to create any defenses to actions, under any antitrust

law.of the United States. . . .. -

- EFFECTIVE DATE. . | el D

- SEC: 403 (a) This Act shall take. effect 6.months after

the date of enactment of this Act. = oo g
...(B) After. the effective .date of this Act, each Federal
agency. is guthorized, notwithstanding any.other law. govern-
ing the disposition of rights in subjéct inventions, to allow a

contractor or an inventor to retain title to subject inventions

5 1657 RS
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made under contracts awarded prior to the effective date of
this Act, subject to the same terms and conditions as would
apply under this Act and the Director’s implementing poli-
cies, procedures, and guidelines had the contract been entered

wnito after the effective date of this Act.
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