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[Report No. 97—381]

Entltled the “Umform Selenee and Technology Resea,roh and Development
I O T e - Utilization Aef?i~ - - : =

.IN THE. SENATE. OF. THE UNITED STATES

SEPTEM:BER 23 (legislatwe day, _SEPTEMBER 9) 1981

“Mr. SCHMITT (for himself, Mr. CANNON, Mr. iToN, Mrs, KASSEBAUM Mr.
Lucar, and Mr, Symwms) mtrodueed the followmg: bill; which was read twice
and referred to the Committee on Commerce, Selence and Transportatlon

MAY 5 (legaslatlve day, APRIL 13), 1982
.. Reported by Mr. PACEWOOD, with an amendment, -

[Strlke out al] after the ena,et.mg clause a.nd msert the part prmted in 1ta11e]

A BILL

Entltled the “Umform Sclence and Technology Researeh and
oo Development Utilization' Act”. '

| 1 ' Be zt enacted by the Senate amd House of Representa-

9 twes of ihe Umted States of Amemca in COngress assembled
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(4) Current Poderal pokiey with respeet to the al-
location of Fights to the results of federally sponsered

) There is o need for the estoblishment and #n-

- plementation -of -a - Hexible ‘Government-wide peliey for
- should prototo-the progress of seience and the useful

© . the pretection of the public intorest; and recognize the

oquities of the contracting partiess

oo Saer 102 It is the purpese of this-Aet to—

£edef&-]-l-y s-peﬁsefed ‘geicnee -and %ee}meleg—y researeh

and development; and

1 the provisions of this Aet; and to meniter en & contint-
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22 ageney as defined by scetion 105 of itle 4; United
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- Swer 103 A 1 i1 ihis Aet th ¢ S — 1,

- and-any porson whére & purpese of the eentraet is the
. eeﬁ&&e:b e£ e*pﬁﬁ:]ﬁﬂﬂﬁﬁ:l; de_’ifﬂfeieﬁiﬂﬂ' E]ﬂtﬂ], Of &]

-of parties er: subeontrach of any type entered inte or
-+ exeeutod for the eondueh of experimental; developmen-
. amee of thabeontraet; . |

that is & party to the eentraet; - |

63) “Jiselosure’ N . ' i

ciently complete 53 bo tochnionl dotail o convey bo oo
dleilled in the arb to which the inventien pertains &

s ar 64__) iEledefa’_]: ‘ﬁfgeﬂej"ﬂ HRERRS R I3 |-

by section 102 of title 4; United States Code:
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< Dnibod: States of Ameriens
- - innevation; or improvement whieh is o mey reasonably
<o D “Snventorl means any persor; other thap &

mhm.%%eeﬁm%ﬁ

ook 8): “mede under the eontraet” or “mede under &
- eontraet | when used i relatien fo any  invention
‘. menns the eeneeption er first actusl seduetion to prae-

nel Revenue Code of 1054426 H.8:C: 50La)) or any

o ounder o State nonprefit erganization statute;
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-eoneern; ay defined in scotion 2 of Publie Law 85536

15

A6
18
200

93

: 6
E! ;;_‘:“ . .. ]/ .<]| . 12 L. te ‘ .
n thn aAcan 6£ & nnwﬁ‘nn-d.-_‘.“__ of f_:_ Ju [ -J.’V -'159 [ : I8

- dase of & machisie or systomy sndy i onch ease; undor
! sueh eondifiens ‘as to establish thet the ipventien is

being worked and thet its Berefits ave availablo to the

© - publie- either %mm%ﬁlﬁeﬁgh resson-

&%—Seefeb&ﬁ'—me&ﬁe%heSeefeﬁafyefgem-

meree; and
- -EH8) “small business firm’ means & small business

ment; contained in seetion 131:3-8 of title 43; Code of
ih seetion 1921.8-19 ef title 33;:Code 'of Federal Regi-
Qoo Gt O
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3 lLizstion of the results of ﬁéef&}ly spensered rescarel and de-
ol ,H]Eia . y |
5 o) With a view to obtaining eensistont applieation of
6 %W&M%mmﬁmm@
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of the policies; purposes; and ebjoetives of this Aet;
. (9) in consultation with the Offiee of Federal Pro-

PP&ﬁdeﬁ%ﬂﬁehpfepesedfu}es;;egqﬂ&mﬁs_ wlations; and proece-
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.dures a8 are neeessary shd desirable to sssure the eon-
sistent applieation of the provisions of this Aet;

_neeessary to evaluate the administration snd effeetive-

ness of the polieies set forth in this Aet:
4) to detormine with adminisizative fnality, in a8
expeditious cmanner  without - HRREEEIIBEY - de}a-y- &ny

- dispute: between: 4 Federal -agoney snd an  ageri
party arising under title TH of this Act:and

@%epeﬁemsaehetherd&ﬁe&&sm&ybeﬁe-‘
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. ment of Government-ewned: inventions; the. Sﬁﬁfﬁ%ﬁj‘? i fe-
. therized to—
) essist and eeefdﬂ&m sgeney efferts to promote

(9) eoerdinate and advise the Federal ageneies in
10 . . eonneeted therewith:. . '
11 - €3) eemsult. and advise FHederal agemeies o to
12, . ' srens of seienee and technology teseaveh and develop:

o Oo-q S rh:ba

19 ., - (@ The Seoretery shall subimis to Congress an po—
20 feibeftef&e%mti%puﬂ&&ﬁ% to. this. Aot Sﬂehfe?eft shall

e xy l pErs E ron oy b e e o e TS S e St

25 lative or admimistrative recommendations to better achieve
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' the poliey. and purposes of this Aet; and (3) an snalysis of the
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o SRe: 0% (o) Baeh: Feéer—&} ageney -shall sequire on
behﬁﬂief%hegm-ﬁed States; ot the time of entering -into &

eehtract; title to- any invention made under the eontraet of &

eluding G'fe’v‘emmeﬂ%-ewﬁedfeﬂﬁ&mhef produetion

3 1657 RS——2

o @) following & Snding by o Govermment authority
1 swhich is- authorized by statute of Bxeeutive order o'
. tivitios; the restrietion or elimination of the:ight of the
* . contractor to- retain title to ‘shy subjeet invention i
i nesessary to proteet the seourity of such aetivities;
 elimination of the: right of the eontracter to rotain title"
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' ~'..:Z_se&ny9ﬂ-bjeebm¥eﬁ&eﬂwﬂibe%efpfemeteﬁhepehey
-and objeetives of this Aet; and e, —
() the prineipal purpese of the eontraet is to de-
i whieh will be required for use by Gevernment regule-
atly waive ‘all oz ang part of the #phis of the
 United States: under this seetion to- sueh invention in
| conformity with tho provisions of seotion 303- |
100 o) The. rights of the Government undor subseetion (o)
11 -shall net be exercised by the Federal egeney unless it first
12 -determines thet ab:loast one of the eonditions: identified i
13 pasageaphs (1) through (4) exist and it Hlos with the Seere-
14 -tary » statement stating such determination: =
() Back contract entered into by o Fedoral ageney sholl
16 inelzde apprepriate pfeﬁaeﬂs to—: ' _ '
17 5 require ﬁeﬂedie written reports ab reasensble’
18, intervals in the eemmereial use of other forms of wiili-
20 . .- made by the inventor oF eontractor or their lieonsees of
91 - -assignees: ‘Provided; Thet any. sueh repert shell be
23 . einl information ebinined from o persen and privileged:
24 .- or contidential and neb subjoct to disclosure under the
25: . . Freedom of Information Aet (5 L:8-C- 552): and

e
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- 'termines that it would net be in the publie interest to
 oquire the Hoonse for the States and domestie muniei-
o Gl govoREIORbs, 5 s o v A

w4 SEG—%Q%—(—&-}%&H%GF&GOEH&%&? entors Hto 4 eon-.
- teaet with: & Lederal agenoy other than in those  eireus-

shall have the optien of retaining title to any invention made

- under the eontraet: Suoh rights shall be subjeet o the kmita-

tions seb forth in seetion 304 and the provisions of seetien
305- Sueh optien shall-be exereised by notif ing the Govern-

“ment ab the time of diselosure of the invention or within such
erment shall obtain titte to any invention for which this
() When the Government obtaine itlo to an invention
ovalonteos Loomse which chall be- revess

heense-
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At

e any part of the Hghts of the United States under this title
40 any invention of elass of inventions made or whiek mey be
the.ageney if the ageney determines that the condition justi-
fying sequisition of itle by the Gevernment under seetion

shall maintain o reeord; which. shall be made publie and peri-

- odiesily. updated; of determinations made undes this seetien:

+ 0 making sueh determinations; the ageney shall consider the
following objeetives: ..

() eneeuraging ﬂ&e wide availability o the publie

. of the henefits. of the exporimental; developmentel; or

- 3) enceurnging partieipation by private persens in
. market conoenization or the oreation o maintonsnce of
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2 S8 804- (a) Where s eontractor has eleeted to retain

- ageney shall have the right; pursuant to regulations and sub-

the eentraetor to. grant; & nonexelusive; partially exelusive;

ot exelusive Heense to & respensible applioant or applieants;
de:beﬁﬁﬂaes sueh aetion s

- {1 beesuse the contractor has: ﬂeia $odken; oF is not

o608 46 -nohieve praetieal appleation of the invention;
o3 to alleviste. serious’ heslth -or safety needs

i hieh are not reasonably sstished by.the. eeﬂ‘éf&e‘bel'—ef

ﬁsheeﬂ-seeﬁ-t ‘
{8} b0 meot requirements for publie use Sf%*ﬁe‘*

(-Qbee&use%heae’amsétheeeﬂtmeﬁerbeyeﬁé

. have tended s 7 to lessen eompetifion 6F te
result in undue.merket eoneentration in any seetion of

o wodhe United Stetes i any line of eommeree to whieh
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1 &) The rights of the Yedersl sgeney under sthseetion
4 affeectod partics present and eondueted in aeeordanee With
5 mﬁmﬁmmﬂww%*ﬂ%
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15 thorized to withhold from diselosure 0 the publie; in-
e fommmtien disiled . any invension made under the oone
174 o traet of o ageney for & reasonable time in erder for &
19 7 () requite an eloetion by the eontractor within &
20+ rensonable time atter diselosure 65 b6 whether the Gon-
91 benoton inbonds to fle'n patent applieation on any in-
"24 <~ & reasenable time after diselovure of the eontraetors
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“Li intent te commereializo oF otherwise sehieve the wade-
eprond utilisesionof thi invention by the publies i |
L 14) an obligation-on the part of the contraster i
" er enite behalf or by any assignes of the eontzactor; o

that the

L wd HGI'};&H& cridt s Dowpiseenn oo STl e

- F 1ot Ipﬂeeef wreknse sipports and Federal '
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i Ab) Whhen i is. detormined that the right to require b
eensing or the right ef the Federal ageney to. Heense should

e excreised pursusnt to seetion 304; the Federal sgeney
may speeify terms and eonditions; ineluding royalties to be
ehargeds it any; and the duration and field of use of the k-
. eonse; i appropriate: Agenoy detorminations 89 to.the rights
o inventions under this title shall be made in an expeditions

- strued to.deprive the ewner of any baekground patent or to

- exelusive Heenses in any- invenhion to whieh the

Grevemmen%h&s&eq-mfe&mle#%he&geﬂeyéetefmmes

 aehiovod or is not Bkely o be sehieved within o res-

sonable peried. of mby;hegﬁmgef & nonexelu-

A2, exelasive. O pﬂﬂwrlly execlusive leensing ivn
tieal appliention; and
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- are net grester then reasenebly neeessary te previde

i REPRAL OF BXINPING SPATHERORY RESBARCH AND

(1)« Seotion: 205(n) of the Aet of Aungust 14; 1046 &

: U—S—G—l—@%é(&)—(%@sm&isameﬁ&edbysﬁﬂﬂﬂge&t .

- the last sentenee thereols

- Safety Aet:of 1060 (30 TLS-C-- 051} 83 Stat 749) is
o (8) Seetion 106(e) of the National Trathié and Moter Ve-
biele Safety Aot of 106615 U:5-0- 1395(e); 80 Stk 733) is

repealeds

é%@{@%—@%%%%ﬁ@e&lﬁé |

@mwémmmﬁeﬁm%@f

U—S—G~2—L82—68$%&t—948}13fepea-led-

| @%Mﬂﬁ;m&&%ﬂs&ﬂés?i deb of 1058
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. e)of such:section. shall continue-t0 be effcotive with
writton statement reforred b6 in Subséetion (o) of such
. soetion-has been filod-er requestod to-be:fled by the

rights hold by the Administeator shall be-reforred t0 an T

shall seeord 0 eneh-interested: party an opportunity for &

of faet with respost to-such proposil and its
for aetion to be taken with respeet thereto;

(-G)bfr‘fepe&hﬂgseeﬁeﬁ%@%hefeef(‘i%U—S-G—f
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perting of any innovation maede in the eourse of er
oo L (@B) by-inserting o the end of seetion 208 thereef
Usited States Code; the Administration shall be eonsidered s

defea&e ageney of the Unitod States and

@ by striking eut the following in seetien

- 2034e)3) thereof (42 T-5.0- 3473(e)3)) —(ﬂi&lﬁémg

 patonts and rights thoreunders |
() Bestion 6 of the Aet 9£~-.J.ulyq_,_1_ggg 30 U—S—G— 666:

@)Seeﬁeﬁéeﬁ%heH&hﬂmAetﬂdﬂeﬁdiﬁemSef}%e

befhﬁfﬁﬁﬁﬁe}&ﬁseﬁ&tﬁheeﬁé.ﬁhefeﬁ{_
@)Seesmsgeﬂhemﬂeemel&népﬁm

2542'453%&?634-)&5@&&19&—
(‘}Q}Sﬂbﬁeﬁﬁeﬁ(e}efsmgg% of the Appslackiss

Mmaé%g@mw%;

79 Stat- 5) is fepe&led—
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of 1933 (16 T-S.C- 831d6); 48 Stet- 61) is amended by strfk-

. {13) Seetion 5 of the Consumer Produet Safety Aot

5 T-S-C- 20544d): 88 Stat- 1911} is repealed::
(}é)SeeﬁeﬁwgeftheAe%dApfﬂ -1-944(391:1—8—@—.
1 338; 58 Stat- 194 is fepewled—

&@Seeﬁe&%@%é%heSede&%eDﬁpﬁsﬁ:}Ae%&%
U—S—G—%%Sﬁﬁ:ﬁ-%%i&f@pﬁ&bﬂ-

&ﬁé(%)—@é%ta’a—%&l—%)t&mpe&&ed—

FINDINGS. - - oo b

i .».8EC, 101.-The Congress, récbyniz_ing-‘i the. :profound:
. imipact. of science, engineering, and technology: policy on the

- economic, social;: political, -and technological -;Lbéll—being,-;__: and:

S 1657 RS

" (6) Seetions 200 through 209 and seeaen 2—1—}e£ sitle

Spe: 409. This Aet shall take effect 6 months sfter the
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"1 the health and safety, of.the Nation as.a whole, hereby finds

‘2" and declares that—

© ® 9 e Wk
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(1) the-United: States-has. recently experienced o

- decline in-the process. of industrial innovation and pro-

«ductivity whick adversely affects domestic productivity,

v the rate- of -economie’ growth; the: level .of employment,

< the balance of ‘trade, -and: the. attainment of other na-

oo tional.goalsy i i

(2) the national support-of scientific. and techno-

r'logicdl research and- developmen‘t 18 indispensable to

18 -

sustained. growth and economic stability, ond it is in

the national interest: to maximize-the benefits to the

i__==..geneml.;publ.ic.zfrqm:,suchvinvés_tmen.t;;, T

15 e

167 -

17

- 18l ent aoith: the -:Publ.ic?s;_intef‘f’st;td‘nd ‘the eguaties of the re-

21
22
23

no(3) seientifie and-technological . dé_velopﬁzents and,

discoveries - vesulting: from:work: :performed-with Gov-

ernment contracts. constitute o valuable  national Te:

source which should be debeloped in @ manner consisi:

- gpective porties; i ol iR ol ndd

i e (4)-current - Federal- policy-with respeéct to the allo:

ccation of rights to-the results of -federally sponsored re-

24

51

search and development: delays technological progreés;
and inhibits .commercial - utilization  of ' those results; |

afnd
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200 o7
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22

vt v () there-is-a need-for - the establishment ‘and- im-

plementation of a flexible

wthe Enanagement‘:amf'utilization .of -the results of feder-
v glly funded ‘research and development, and :this policy
- should promote- the: progress .of:science .and. the useful
o arts, encourage’ the efficient commercial utilization of

.+ techmological  developments - and discoveries,  guarantee

the protection of the public interest, .and recognize the

" ‘equities of the contracting parties. -

- PURPOSE

 SEc. 102. It is.the purpose of this:Act:to—"=

(1) establish -and - maintain - uniform. Federal

policy applicable to:the management and use of the re:

s sults of federally ‘sponsored sciénce and 'technology re-.
- search-and development to stimulate: more widespread

- commercial utilization -of - those ‘results: for -the public

o (9) insure- the effective uniform. implementation of

the provisions' of this det, and _to.‘fmonfitor; on'@ continu-

- ing basis the impact of: Federal science-and technology

policies on:innovation and technology development.
- DEFINITIONS "~ o
SEC. 108: As used i this Act, the teim—
(1) “contract” means a,hy conffact, grant, or coop-

erative agreement entered into between any Federal

S 1657 RS




b

12

18

14

18 7 o (4) “Federal agency” means an ezecutive agency
T -
20+ “~.Code), and the military departments (as defined in sec:

22

- 23
2 5 "_' s

tion 102 of title 5, United States Code);

23

“agency (other than: the Tennessee - Volley - Authority)

111111

" nonprofit " organization - (as ‘defined in section 201 of
* “title ‘35, United -States Code) where a. purpose of the
. coniract is-the conduct of ‘experimental; developmental,
oor research work; suck term ineludes any assignment,
o isubstitution .of ‘parties or. subcontract of any tier en-
. toved into or evevuted for the conduct of experimental,
- = developmental; or resedrch work in:connection with the
10-+ - performance of that contract; ~ v e

(@) “contractor” means cany-person “or  entity
nyp Y

(other than a Federal dgency,nonprofit ‘organization,

“or;small: business:firm, as-defined in section 201 ‘of

title 35, United States Code) which-is @ party to the

2w(3) “Dirvector” means the: Director of ‘the Office of

- Management-and - Budget, or his designee; -

(as -defined- in' sectibnE-rr-.1:05 of - title “5;*United States

" (5)- “Government”” means the Government of the

United States of America; -

st (6) “invention” - means ‘any invention: or- discovery

which-is: ormay be patentable or otherwise protectable

8 1657 RS




"
< under title 35; United States Code, or any. novel vari-
‘éty'- of - plant which is or may -be -proteciable under the
“: «Plant Variety Protection Act (7 U.8.€.-2321 et seq.);
() “practical-application means to manufacture
y(inzthe -case-of - composition. or-sproduct); . to prabtice
i fin the. case ‘of ‘a processor method); or to operate (in
éhe*ca'se Of'i@‘f machine or system); in -,ecich_;case, under

CHE I S TR

<. being utilized and. that.its: benefits are, to-the emtent

p—t
<

permitted by law or.-Government regul_a-tio‘ns-, .avatlable

et
=

«to the-public.on reasonable terms o through reasonable

=
Bo

‘s Dicensing arrangements; T v snd o

B
o

G sd(8)s “Secretary”’ means. the.Secretary..of Coms

=
L

voomeree ando e AT

[uy
o

(9) “subject invention’ means any:invention of a

S

" contractor conceived. or:first-actually reduced to prac:

sk
~

tice in: the: performance-of work under a:contract: Pro:

vided,; That, in-the case:of a variety of plant, the date

©

- of .determingtion. (as- defined. in. section 41(d) of the
".Plant Vaoriety Protection Act.(7 U. 8.C. 2401(d)) must

R
= o

-also oceur during: the period of contract performance. “ =

o oo TITLE II-IMPLEMENTATION

O
B

23 | RESPONSIBILITIES . .= .. =

24 ... SEC..201, (“)F-T“mﬂ ~Director shall. issue. such policies;

25 . procedures,.and guidelines. Q’pﬂligabl-ef;to-zF ederal agencies as
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25
. are necessary ‘and desirable to-achieve uniform and consistent
implementation of the provisions of title III of this:Act.
= 2. (b) For theiapmpose ‘of . obtaining ‘consistent application
" of the policies of this Act, the Secretary is- authorized and
“directed to—= - 0 oo ' |
Lo (1) -consult with and advise Federal agencies con-
s 'cerning the ceffective implementation - and: operation of
» .- the policies, purposes,-and ',objecfibé& of this:Aet;
@) accumdlate, analyze, and: disseminate data ob-
i fained from. Federal agencies; and -
Loowe(8) perform such other -duties. as may be pre-
scribed by the President or by statute. ..
.. (¢)  For. the purpose :of -assuring- the: effective manage-
~ment of Government-owned inventions, the -Secrelary is au-
:thorized to—" .
(1) assist Federal:-agency efforts to promote the li-
L :censing-:. ‘and utilization - of - Governmeni-otwned - inven-
tions; '

2 (). assist. Federal agencies in ‘séékingfprotectibﬁ
anid “maintaining “iwventions i foreign countries, in-
cluding: the payment ‘of fees and costs connected there-

coovaoithy and, o tnesa ook |
. - cowi(8) consult with- and advise ‘Federal :agencies-as to:
21t areas of science -and: téchnology' research: and ‘develop-

ment with potential for commercial utilization.

S 1657 RS
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1. (@) Within 1 year after the date of enactment of this Act

L, ’ . H

and-annually thereafter, the Secretary shall submit to-Con-
-3 gress a Teport.of activities pursuant to-this Act. Such report

4 :sh_all' nclude—

2

3

4

5 (1) relevant statistical data regarding the disposi-
-6 . tion of subject invention disclolsfuresx:resu;lting from fed-
T« . erally- funded - research and - development, - including
8 those inventions disclosed by sy;zall businesses .and non-
9

- profit orgenizations;: o o

16 (2) any legislative or administrative recommenda-
11, = tions to beiter achieve the. policy -and’:‘pmposes of this
12 Aetyand ~oo o et

130000 = 0 (3) an analysis;-of:impapt of -Federal - policies on

P—— 5 R — S e S S S
: . 3 [ AR S T L n - X :

14 . -thepurposes of this Aot |

.. 15 (e) The authorities conferred upon the Secretary by sub:
16 -sections (b) through (d)-of this section shall expire 7 years
17, following- the effective: date of -this. Aet, unless renewed by
18 action of COﬁgress.

19 TITLE IIT __ALLOCATIONS OF RIGHTS—

20 ... GOVERNMENT CONTRACTORS.

21 . ... RIGHTS OF.THE GOVERNMENT ... |

22 SEc. 301. (a) Each Federal agency may.acquire on

23 behalf of the United.:States; at the:time of entering into

24 . contract,. title-to or rights:to license any subject invention, or:

8 1657 RS
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-1 may limit the rights of a contractor under section 302(b) of

2 thistitle if=—

e ® o o oe

_ . 105
11+
12
18
BT
15
RRLES
18
I_ 19 -
20
91

29

(1) .’itf-is*dété{armihed by a - Government authority

- which is authorized by statute or Executive order to
.. conduct ‘foreign iﬁtelligence:-'off counterintelligence: activ-
L ities that such action is necessary to. protect the sect-
ity of such-activities; |
(@) - the agency: determines, ' on: @ case-by-case

. basis, that there are exceptional circumstances requir-

ing- such- action ‘to better promoté. the policy and-objec-

" tives of section 101(5) of this Act;'

(3} the contractor-1s. not-located in the:United

‘States ‘or does not havea. place of business located in
‘the United States, or is a foreign government; or.

© o i(4) the contract-is entered into - under a: program

that implements -a formal international ‘agreement or

.« arrangement of ‘cooperation in science and technology;
- and-rights in the Government greater:than a nonezclu-

- sive license are necessory for the agency to-fulfill its

obligations under the international agreement: or ar-
rangement: « - i et s Tl

b)) The rights of thei"=::Govemment:tunder*,S.ubsection. |

o -23;‘ (a) of .this. section “shall “not be - exercised by the Federdl

24 agency unless it first determines ‘that at least one of the con-

25.- ditions identified in paragraphs (1) through (4). of subsection

S 1657 RS -
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14
15.

16
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19

20
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(a):of this-section exisl.-Hxcept in the case of paragraph (1)
of such subsection, the agency shall, within
-award -of -the applicable. contract, file with the Secretary a
statement stating such determination. In . the casfé;.qf a deter-
~mination under subsection (&) (2) or-(4)-of this: section, the

statement shall. include an analysis supporting the determi-

nation and justifying the limitations and conditions being

«imposed. If the Secretary believes that any individual deter-

_ménation. or pattern of determinations is contrary to the
terms,. policy, or-objectives of this Act; the. Secretary shall so

advise the head of the agency concerned.and the Director and
-recommend corrective -actions. . .

Lt (8). Whenever -the Director has determined. that one or

more Federal:agencies are-utilizing. the. authority of subsec:

ccontrary:to.the terms, :policy, or. objectivés- of this Act, the |

Director-is. authorized to issue-policies, . procedures, and

guidelines. describing classes-of situations.in which agencies

may not uttlize-the provisions of subsection:(a) (2).or (4) of .

EhiS SECHION. o v s e e e

" (¢c) Each contract entered into by a Federal agency shall

anclude appropriate provisions—-. oo w0 LT

o i useor-other forms .of -utilization or: efforts toward ob-

Cue . tatning commercial utilization: made: by the :contractor

S 1657 RS
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) “to “require written reports on the commercial
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29
s lor its licensees:or .as.éignee-s with respect to.any subject
o invention to which the .contractorﬁg elects  title,  pursuant
- ito section. 302 of this title: Pr_ovided, That -any- such |
conoreport, as well-as any information on utilization or ef-
- i:forts toward obtaining utilization obtained as part of
- uproceeding - under ‘section. 304-.of ‘this: title, - shall be
: treated by ‘the Federal agency as commercial or finan-
cial information obtained from a person and. privileged

or confidential and-not subject to disclosure under the

Ry -Freedom of :'-Infomq,tion Aet (5 U:8:C. 652); and |
11 oo (@) unless - greater rights. ‘are- .acquired. by the
12 : United States under section. 301 (@) of this title, to re-
18- serve to. the- United: States: at least an, iwé_vécable,‘;non-
14~ exclusive; -nontransferable, paid-up. license to. -make,
15+ . cuse, -and sell -any -subject invention throughout the
16

world by .or-on behalf-of the United States.

o v RIGHTS -OF THE CONTRACTOR

.« " ISEC. 302.(a) Whenever a contractor enters into a con-

tract, unless limited in those circumstances identified in sec- -

tion 301 (a).:of 'th_is‘ title, the contracior shall havéwthe option of
; retaiﬁing-'<‘title"z to any *subja_c‘t‘: tnvention. -Such: title shall be
subject only-to-the -limitdtions set forth in sections 301, 304,
and 305 of this title, and such title shall not be subject to any

other limitations or conditions.

S 1657 RS




e

© ® A & G W

T N Y S S " S S g

| 80
- (b) When:-the Government obtains title to a subject in-
“vention under:section 301 of this title, the contractor shall
“retain @ nonexclusive, royalty-free,  paid-up, worldwide 1i-

cense, ‘including the right to sublicense affiliates, subsidiar-
‘obligated ‘to sublicense, which shall be repocable only to the

“license. " im0

o WAIVER

= SEC.-303. (a) A Federal agency may ot any time waive

1 all or-any part of the rights of the -United States under sec-

tion 801 or 304 of this title to-any subject invention or class

 of ‘subject inventions made or which ‘may be made under @

~contract or class-or contracts if the agency determines that—

swne oo o(1) the interests of ‘the United States.and the gén-

eral public will be best:served. thereby; or:-

(2) the contract involves cosponsored, cost-sharing

- wor- joint venture research or development and the con-
" tractor or: other sponsor.or joint -venturer is required -to

e makera substantial: contribution of funds; -facilities, ‘or
L (b)The:.agency shall maintain a record; which shall be

- made: - public -and-periodically updated, . of  determinations

_made under this section. .. o-...uLnown aniviia a0 s sl

5 1657 RS

ies, and ewisting licensees to whom the contractor'is legally

~extent necessary for the Government to grant-an exclusive

« Lequipment to the work performed under.the. contract. .




5 the benefits of the ‘experimental, developmental, or ve-

31

() In naking determinations wnder subsection (a)(1) of

this section, the agency shall consider at least the following

:Objectives';' S hwes

S8 () encouraging wide availability to the public of

search programs in the shortest practiceable time;
Ll (9) promoting” the commercial utilization of such
i ‘-invéﬁtioﬂs,“ s
3 encoufaging “participation by private persons
% (including the most ‘highly qualified persons) in the
i Gofjemment-‘spo’nso%'éd* experimental; deiﬁélopmental, or
“ research programs; and
uront (4) fostering competition” and ‘preventing the cre-
L ation  or-maintenance of “situalions inconsistent with
- the antitrust Tavss of the United States.

17 SEC. 304 (1) Where'a contractor has elected to retain

ititle to-a subject invention under section 302 of this title, the

19::Federal agency shall have the right (unless waived under sec-

.20

- 21

99

23" tor or his assignee to grant o nonezclusive; partially emclu-

24

25

tion 303 of this title), ‘pursuant to policies, procediires, and
guidelines of the Director and-subject to “the provisions -of

subsection (b) of this section, to grant or require the contrac-

~sive, or exclisive license to o responsible: applicant or appli-

cants, upon terms reasonable under the circumstances, if the

S 1657 RS
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-1 -head -of - the. agency or his -designee determines that such

[

2
3
3
i

(1) because the contracior, aésignee,;.-qr: rl;fcensee
., has not_taken; or.is not expected to take within a rea-

- . sonable. time, :'effecti@e_ steps to achieve practical appli-

...cation of the invention; ..~ -

.. (@) to alleviate. serious. health or sqfety needs

which are not reasonably satisfied by the _contractor,

o A o Tt B W

- -his assignees or licensees; or-........ . -

10 . - .. (8) to meet requirements for public. '-u.se: specified
11 by -Federal requlation which are not reasoﬂ@bly satisr-‘

12 fied by the contractor, his assignees or. licensees.

13 -_(b);A;detérminatiqn'mada pursuant to this section shall
14 .not be considered a contract dispute and-shall not be subject
15 to the Contmct:-Disputes"Act 41 .U.8:C. 601 et seq.). Any
16 contractor adversely --.affécted by a-determination under this

17 - section. may, at any -‘fz'me:ﬁwithin,{ 60:days after the determina-

18 #ion ié'issued,gf-ﬁ_le, .;a_.,.petit_icm n jt;hé:;-;U;nited_}.ﬁtqtes; Court:of
19 Claims, which.shall have jurisdiction to.delermine the matter
20 de.nopq,dnd _ta;affim, ‘reverse,. or _modifykas appropriate, the
21 . determination of the: Federal agency. - ": SRS |

22 .n.. . GENERAL PROVISIONS = i .. ..

23 - :SEe. 306. FHach contract- entered into by. a Federal
24. agency shall employ a. patent right clause containing appro-

S 1657 RS
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(1) that the contractor disclose each subject inven-
to the Federal agency within a reasonable fime
it becomes known to contractor personnel respon-

Jor “the : administration of invention and patent

_matters, and thot the Federal Government may receive

- tatle

such’

to any. subject invention: not disclosed to it within

fime;and

(@) unless: the -Government -acquires title to the

subject . invention under section 301(a) of this title,

~(4) the contractor make-a written election to

- the Iederal agency within 2 years-after disclosure

. ~under paragraph-(1) -of this subsection or such ad-

- ditional time:as may be-approved by the Federal |

o agency whether-the contractor will retain title to.a

oo subject - invention: pursuant to- the provisions ‘of

~section :302 of this. title:  Provided, That, in any

<« case . where publication, on:sale, or public use has

o anitiated the: I-year statutory period wherein valid

patent protection: can’ still -be obtained within the

United States; the: period for election of title may

-+ be.shortened by -the Federal-agency to-a. date that

- 18 no.more: .than. 60 .days prior-to. the end-of the

8 1657 RS
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oo (B) & contractor- which elects rights in o sub-
" jecz'-:_. inveniion ‘agrecs . to file a patent application
prior- to: any- statutory bar date that may occur
- vunder title 35, United “States Code, due to publi- |
© “cation, on sale, or public use, and shall thereafter

- file corresponding -patent . applications in other

countries in which it wishes to retain title within

~reasonable times, and. that the Federal Govern-

' ment may Teceive- litle to any: subject inventions

in the United States or other couniries in which

- the contractor has not filed patent applications on
" the subject invention within such times; and
oo G) - the contractor;. in the event a United
" vy States patent application is filed by or on its
- hehalf or by any: assignee of the contractor, will
< include within . the:specification “of such applica-
- tion-and ‘any patent ‘issuing thereon a statement
"t specifying that the invention was made with Gov-

I ernment support and’ that -the :Glovernment has

5

0w certatn rights in the invention. -

- BACKGROUND RIGHTS -

= SEC. 306.. Nothing contained:-in-this Act shall be con-

23. strued to: deprive the owner: of .any background patent or of

24 such rights as the owner may have under such-patent.
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TITLE IV-—-MISCELLANEOUS
REPEAL OF EXISTING STATUTORY RESEARCH AND -
| e DEVEL’OPMENT--AUT’HOREZAT?ONS
- SEC 401" The followmg Acts ‘are hereby amended ‘as
follows ' :
(1) ‘Section 205(a)- of the ‘Act of ‘August ‘14, 1946 (7
US C. 16’24(0,)) is amended by smkmg the last sentence
thereof. L T TR g
- (@) Section 501(2) of the Federal Coal Mine Health dnd
Safety Act of 1969 (30 U.S. C. 951(0)) is amended by strik-
“ing the last seritence theréof. ' |
(3) Section 106(c) of the National Traffi'bf-‘r"dnd Motor
Vehicle Safety Act of 1966 (15 U.8.C. 1895(c) is repealed.
(@) Section 19(a) of the National Science Foundation

Aot of 1950 (42 U.S.C. 1871(w)) is repealed. =

(5)(A): Section 152 ‘of the Atomic Energy Act of 1954
(42 U.8.C. 2189) is repedled: Provided; howevér, Thai such

section shall continue to be effective with respect to'any appli-

‘cation for a patent in which’ the statement under oath referred

to'in such section has been filed or réquested to be -‘ﬁkd by the

Commissioner of Patents and Trademarks prior to the effec-

tive date of this Aet.” =

(B) The item relating to section 152 in the table of con-
tents of the Atomic Energy Act of 1954 is amended to read

as follows:

“Sec. 152. Repealed.”.

B 1657 RS
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1 (6) The National Aeronautics and. Space Act of 1958
O &

‘/J T7T

[s] [+ ¥4
o U

wh

Py ] se Py an e N A -
et seq.) is amended by— . - 4

[}
GQ
z\
LR
Qi
b

(4)- _repealing section. 305 thereof (42 U.8.C.

o 2487):  Provided,  however, That: subsections (c), (@), “:ﬁ" .
and (e) of such sectibn'shall continue lo be. effective :
witfi--- respect to any application for palents in-which the
- written statement referred.-to in subsection (c) of such

section has been filed or requested .i,;o be filed by the

€ W1 ;> W s w

+w Commussioner of Patents and, Trademarks: prior to the

10.. . effective, date. of this Aet; i _
11 (B) repealing - section 306 thereof (42 U.S.C.
13 ( G): a,ddmg at the end of sectwn 203 thereof (42

15 “(d) For. the -purpose of .chapter 17 of title: 35 United

- 16 States. Code, the Administration shall be.considered a defense

17, agency of the United States. .. . . wo:c
- 180md Sl S el s e 2
A9 v (D) striking.Gncluding patents and rights, there-
20 under)”. in . :sec;ion. R03()(3). thereof - (42 U.S.C.
22 (7) Sectwn 6 of the Act of July 7,,1960.(30 U.8.C.
' 93666), is repealed.
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37
- (8)-Section 4 of the Helium Act Amendments of 1960

(50 U.8.C: 167b) is amended by striking oll dfter “utiliza-

“tion " and inserting in liev thereof a period.

(9) Section 32 of the Arms Control and Disarmameni

At (22:U.8:C. 2572) is.repealed.. = -

* (10) “Subsection (¢) of section 302 of -the Appalachion

-Regional Development Aet of 1965 (40 US C. App 302(e)

is repealed.

.+ (11) Subsections (@) through (%), (m), and (n) of section
. 9-of the Federeal“- Nonnuclear Energy Research and Develop-
11-::ment Aet of 1 974 (42 U.8.C. 5908)-are repealed. -

v (12) Section 5(d) of the Consumer. Product Safety Act
“(I5U.8.C. 2054(d)) is repealed. - oz o

- (13) Section 3 of the Act of April 65,1944 (30 U.S8.C.

+323),18 repealed.

(14) . Section 8001(c)(3) “of ‘the -Solid Waste' Disposal

L Act (42.U.8.C.-6981(c)(3)) isrepealed. =

(15) Chapter 38 of title 35, United States: Code, “is

=-:.'amended— Do

+(4) by adding: “orany" novel’ variety of plant

it aohich'is ormay bé protéctable under the Plant Variety

i1 Protection Aet (7U.8.C. 2321 et seq.)” immediately
v after: “titlein section 201(d); -+ - el :
- AB) by-adding % Provided, That, in the case of

o varety of plant, the: date of determination (as defined

8 1657 RS
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. tn section 41(d) of the Plant Variety Protection dct (7
- U.8.C..2401(d)) must also occur during the period 'of
contract perfomna,nce ‘immediately after ‘agreement”
- in-section 201(e);
(C) in section. 202(a) (1) by:amending clause (1)
- to.read as follows: (). when the contractor:is not locat-
- ed in’the United States or does mnot. have a- place of
business located in the United States,”, and-(11) by
- striking. “or (111)” ‘and inserting in lieu:thereof the fol-
lowing: - “, (ii1) when the funding agreement __is:-:_en‘fered
into.:undqr-.-a program that tmplements a formal.inter-
“i wnational ‘agreement. or-.arrangement -of “cooperation in
scie.nce aﬁd technology; -and .rights '_z'n':'thé Government
‘greater than. o nonexclusive license:are necessary for
the agency to fulfill its obligations under: the interna-
", tional agreement. or. arrangement or (1))
(D)- by ~amending section 202(h) to read -as. fol—j
lows::"

“M)(1) The rights of the Government undér-.pamgmph :

(a) of #ﬁiS-,section shall not be exercised by a Federal agency

unless it first determines. that at-least one of the -conditions

identified in subparagraphs () through (iv).of paragraph (@)

exists. Except in the case. of paragraph (a)(iv); the agency

-shall file with the Secretary of -Commerce, within 30 days

«after the award. of the applicable funding agreement, a state-
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ment stating such determination. In the case:of a-determina-

tion under paragraphs (a) (ir) or (iii), the statement shall

sinclude an analysis justifying the determination. If the Sec-

retary of Commerce believes that -any individual determina-

. tion or pattern of determinations is contrary to the policies

and objectives of this. chapter or-otherwise not in conformance

with -this. chapter,. the Secretary shall so- advise the head of

“the agency concerned and. the Administrator. of the Office of
Federal -Procurement. Policy, ond recommend -corrective ac-

toms.

“(9) Whenever the Administrator of the Office of Feder-

al Procurement Policy has determined that one-or more Fed-

-eral agencies are ulilizing the authority of subparagraphs ()

~ through -(tv) of paragraph (@) of this section in @ manner thal

18 conlrary to the.policies and objectives of this .chapter, the

Administrator is authorized to issue regqulations describing

~classes of situations-in: which agencies may not exercise the

authorities of those subparagraphs.”;-

(E) by amending subparagraphs (1), (2), and (3)

- . .vof section 202(c)-to read as follows: ... -

“@1) That-the contractor disclose each subject invention

to the Federal agency. within a.réasonable time:after it be-

comes known to contractor-personnel responsible for the ad-

~ministration of patent matlers; and that-the Federal Govern-

8 1657 RS
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ment may receive title to any subject -invention not disclosed

" to it within such time. -

. “Y2)-That the contractor make a written election within

-2 years after disclosure to the Federal agehcy' (or such add:-
“tiongl time as may be approved by the Federal agency)
‘whether the contractor will retain title to @ subject invention:
“Provided, That, in any case where publication, on 's‘dle, or

. public use; has: initiated the 1 year statutory period in which

valid patent: protection can still ‘be obtained in the United

States, the period for election may be shortened by the Feder-

" al agency ‘to-a date that is not more than sixty days prior o

" the end of ‘the statutory period: And provided further, That

the Federal Government may receive title to any subject in-

- vention in which the contractor does not elect to retain rights

or fails-to-elect rights within such times; " *

i “Y8) That @ contraglor electing rights in @ subject inven-

. tion agrees'to file a patent application prior to any statutory

bar date that may occur underthis title due to publication, on

: sale, or public use, and shall thereafter file: corresponding

patent applications in other countries:in which it wishes to

“retain title within reasonable times, and that the Federal

- ‘Government may: receive title to any subject inventions in the

United States or:other countries in whick the contractor has

- ot filed patent applications on-the subject invention within

such times.””:
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~(F) by -adding the following new paragraph at the
end of section 202:

“g) A Federal agency may- at any ‘time waive oll or

~any: part of the rights of the United Stotes under paragraphs

(c) (4):through-(8).of this'.éection,'; section 203, and section

204 of this chapter, to any subject invention or class of sub-

“yeet 1nventions mad_e or-which-may be made under a funding

agreement.or class of funding agreements if the agency deter-

mines (4) that the interests of the United- States and the

-general public will be best served thereby; or (B) the funding

.agreement involves cosponsored, cost sharing or joint venture

-research-or development when the contractor or other sponsor

‘o7 joint venturer is required to make or has made a substan-

el contribution of funds, facilities, or equipment to the work

‘performed under the funding ‘agreement. The agency shall

‘maintain o record, which shall be made public and periodi-
cally updated, of determinaitons made under this paragraph.
In. making such determinations under clause (4) of this
paragraph, the agency shall consider at least the '-follbwing
Objectives:. o Lt et s et

- @) encourdging: the” wide’ wvailability to- the
w. public. of -the benefits of the. exﬁerime-nml, developmen-
w+tal or research - progroms: in the ‘shortest: practicable

Sotimey s
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y

oo 8) promoting -the commereial utilization of such

inventions;

o *%(8) encouraging participation by private persons,
coincluding the most highly qualified . persons, in.- Gov-
- ?:qumment-spcm;sored.‘eé:perimen'tal,i developmental, or re-

- search programs; and.- o0 oo e 0D T
st YE): fostering .competition preventing : the creation
L .or maintenance-of other situations inconsistent with the
. antitrust lows. " '
Lo (@) by cstriking moy’l in section 202(c)(5) and
- inserting iﬁ liew- thereof  “as-awell as any-information
. on utilization. .or efforts..at ~obtaining - utilization ob-

o tained as. part of-a proceeding under: section 203 of this

chapter shall’”’;
(H) by -strking clause (B) in section:202(c)(7).

v and redesignating-clauses (C) -and (D) of such-section
. a8 clauses (B). and (C), respectively;: e Gl T
- (D) -by adding ot the end of section 203 the follow-

“4 determination pursuant to this section shall not bé.

- considered . contract. dispute.and- shall not be subject to the.
2. -Contract Disputes Acet.(41. U.8.C. 601 et seq.). Any contrac::
tor, assignee,or ;e}:clusive: licensee ‘adversely- affected by a

determination under this section may, at any time within 60

days after the determination is issued, file a petition in the

S 1657 RS
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‘1 United States Court:of Claims; which shall have jurisdiction

io determine the matter de-novo and to. affirm; -reverse, or

‘modify “as appropriate, the determination:of the Federal

agency. " and

(/) by amending section 209 by striking subsec-
'k ,tion‘ (0)(2); by redesignating subsection’ (¢)(3) as sub-
section: (c)(2);:and by striking. all.in " paragraph (@)

i after - “objections”and - inserting: iri - lieu thereof a

- peried.
(16) Section 6(e) of the Stevenson- Wydler Technology

“Innovation Act of 1980 (15 U.8.C- 3705(e)) 18 repealed.

“(17)::Section ' 10(a) - of .the Act ‘of June 29, 1935 (7

U.S.C. 427i(a)) is amended by striking the last sentence

thereof.
(18)" Section 427(h) ‘of the Federal Mine Safety and

16 “Heéalth Act of 1977 (30°U.S.C. 937(b)) is amended by strik-
g

mg thé last. sentence thereof

(19) Section’ 306’(d) of the Surface Mining Control and

Reclamation Aet of 1977 (30 U.8:C" 1226(d)) is amiended

by stm'king the first two sentences thereof. &
“20) Section 21(d) of the: Federal ‘Fire Prevention and

Control Act of 1974 (15 U.S.C. 2218(d)) is repealed. ~

1) Section :6'(b) Of ihe ‘Solar Photovoltaic Energy Re-

séarch;” Development, “and Démonstration’ Act of 1978 (42
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~U.8.C. 6585()) is amended by striking ‘7, 8, and 9" and

nserting . in neu thereof “7.and 87.

« (22) Section 12:0f the Native Latex Commercialization
and Economic Development Act of 1978 (7 U.S8.C. 178j) is
repealed:

(23) Sectwn 408 0f the. Water Research and. Develop-

- ment det of 1978.(42 U.S8.C. . 7879) is repealed. -

{(24):(A)Section 173 of the Unaited- States Synthetic
Fuels Corporation Act of 1980 (42 U.8.C. 8773) is re-

cpealed. v

. (B)The item relating to section 173 in the tdble:of--cone

tents of the Energy Security Act (42 U.S:C. 8701 et seq.) is

- .amended. to read as follows

“Sec. 173. Repealed.”.
- RELATIONSHIP 70 ANTITRUST.LAWS.

SEcC. 402. Nothing in this Aect shall -be deemed to
convey to any person immunity. from civil or criminal habili-
ty,. or to create any defenses to actions, under any antitrust

EFFEOTIVE DATE.. |
- SEC.-403:. (a) This Act shall take. eﬁect 6:months after '
the date. of enactment of this Aet. .~ ... R B
_.(b) After the: effectwe date. of .this. Act, each Federal
agency .is quthorized, notwithstanding any other law. govern-

ing the disposition of rights in subject inventions, to allow o

-coniractor or an inventor to retain title fto subject inventions

S 1657 RS
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made under contracts awarded prior to the effective date of
this Act, subject to the same terms and conditions as would
apply under this Act and the Director’s implementing jmlz'-
cies, procedures, and guidelines had the contract been entered '

into after the effective date of this Act.
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