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. Changes in Patent and Trademark
Assignment Practice

AGENCY: Patent and Trademark Office, -
- Cominerce.

ACTiON: Final rule,

L SUMMARY: The Patent and Trademark
" Office (Office) is amending the rules of -

practice regarding assignments in patent
-and trademark eases fo improve and

- clarify the rules. to codify changes in -

.. practice and to consolidate the rules.

The Office has combined the assignment

- 29635

~ rules currently in parts 1 and 2 intoa

_ ‘new part 3 directed to assignments. .
EFFECTIVE DATE: September 4, 1992,

" These rules will be applicable toall -
documents filed with the Office on or
after the effective date.

FOR FURTHER INFORMATION CONTACT:
Trademark related matters: Lynne

. Beresford by telephone at {703) 305-9464

or by mail marked to her attention
. addressed to the Commissioner of
Patents and Trademarks, Washington,

" ... DC 20231, Patent related matters: jeffrey

"V, Nase by telephone at (703) 305-9282
~ or by mail marked to his attention and
- addressed to Commissioner of Patents .
and Trademarks, Box DAC,
Washington, DC 20231,
. SUPPLEMENTARY INFORMATION: In a
.- Notice of Proposed Rulemaking :
. - published in the Federal Register on
* May 10, 1891 at 58 FR 21641 and in the
- Patent and Trademark Cffice “Official -
Gazette” of June 4, 1991 at 1127 0.G. 8-
16, the Office proposed to amend the
rules of practice in patent and
- trademark cases to revise, simplify, .
remove, or clarify existing assignment
rules or to codify certain practices
- currently in effect. Changes were
-proposed for rules relating to the -
.. documents that will be recorded, to the
- requirements for recording a document,
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to the effect of recording, to new cover

- sheet requirements, to the appointment
- of domestic representatives; and to-
: pmsecutlon by assignees and issuance

to assignees. While the existing rules do
not require & cover sheet to accompany

each document submitted for recording,

typically a cover letter is submitted to -

ensure proper processing of the

-document.

The Office has encouraged the public

- 1o use & cover letter containing specific
. information concerning the document
- being submitted with each document

submitted for recording. See “Helpful

7 ~.Hints", 1114 Official Gazette 77 (May 29,
1896). The public has adopted the

suggested procedure to such an extent -
that most documents now submitted for

‘recordation are accompanied by a cover
letter which contains the suggested data.
-Documents submitted with these caver

letters have enabled the Office to

" greatly improve the quality and

efficiency of the recording process. To
better ensure that the correct data is
captured in recordation and recorded
promptly, the Office is making a cover

. sheet mandatory.

The cover sheet will contain all the
information necessary for the
Assignment Branch to properly and

" promptly process the document.

‘Written comments were submitted by
12 firms, 2 individuals, 4 corporations
and 1 organization. No one testified at
the oral hearing held on July 17, 1991.

The following includes a brief
discussion of the rules being changed
and the reasons for those changes, a

comments received in response to the

- notice of proposed rulemaking.
. Specific Rules To Be Deleted or Added

The existing rules of practice in parts
1 and 2 of title 37 of the Code of Federal
Regulations which are deleted are

" $§1.32, 1.351, 1.332, 1.333, 1.334, 2.185,

2.186 and 2.187. These rules are deleted

‘in their entirety and rewritien and
renumbered under a new part 3. Table1

is provided to assist readers in

_ correlating previous rules with the new
. rules.

Consideration was given to moving
§ 1.12 (Assignment records open to

"'public inspection.) to part 3. However,

TABLE 1
Oid section New ssction
1.32 4.71 and 3.73.
1.331(a) an.
- 1.33(b) 326,
1.331(c) a1,
1.322 a.51.
1.333 358
'1.334 381,
2.185(a} ai.
PR T:E1EYT 3 T B X )
2.185(a)(2)..... | 3.26.
- 2.185(a)3) 3.41.
- 2.135(a)(4)_ ....................... 261,
- 2.1850). 3.31(b).
2.185{¢) 351, -
2.186 ; 371and373 o
2487 -3.85, -

since this section primartly relates to
records maintained by the Office and -~

‘procedures for accessing those records,
© and no comments were received

regarding the placement of § 1.12, this
gection remains under the general
heading “Records and Files” of the
Patent and Trademark Office. -

Discussion of Specific Sechons To Be S '
- Changed or Added

- Section 1.12(a) is revised to reﬂect the

._-.act that all assignment records related

to pre-1955 trademark records and pre-
1857 patent records were transferred to

- the National Archives and Records -
" Administration [NARA) during 1990. All
" assignments recorded on or after
- January 1, 1955, for trademarks and May

1, 1957, for patents continue to be

-detailed section-by-section analysis of - ~ maintained by the Office. The pre-1955/

‘the final rules, and an analysis of the

1957 records have been transferred to
NARA to allow for greater accessibility
to the public, improvement of file

-integrity for the older records, and _
preservation of these materials. The pre- . -

1955/1957 assignment cards, digest
books, and libers were stored in four
locations: The Assignment Search Room

- {ASR) at the Office, the Federal Records -

Center in Suitland, Maryland, the
National Archives in downtown
Washington, DC, and the National

-Archives location in Alexandria,

Virginia. Storage of information in these -
various locations made searching of old
assignment records difficult. The

- materials located at the Federal Records

Center could be ordered from the ASR.
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« exira charge will be'imposed by the -

- definitions of terms used in part 3.
- Terms which are defined include
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However, many times it took months to

" receive the materials.

All assignment records from 1837 to
December 31, 1954, for trademarks and
from 1837 to April 30, 1957, for patents
are now maintained and are epen for
public inspection in the National
Archives Research Room located at the
‘Washington National Records Center
Building, 4205 Svitland Road, Suitland,

Maryland 20746, Assignments recorded

before 1837 are maintained at the

" National Archives and Records

Administration, 841 South Pickett Street,
Alexandria, Virginia 22304.
All requests for abstracts of title

-continue to be provided by the Office

upon request and payment of fees aet

~ forth in §§ 1.19 and 2.6. Requests jor

copies and certified copies of the pre-

" 1955 records for trademarks and pre-

1957 records for patents shouldbe -
directed to NARA since those records

. are not maintained by the Office. Since

tliese records are maintained by NARA,
it is more expeditious to request copies

o directly from NARA, rather than the .-

Ofﬁce. which would then have to route
the requests to NARA. Payment of the
fees required by NARA should :
accompany all requests for copies.
Another change makes clear that
separate assignment records are kept for
patents and trademarks, and that an

Office on requests for copies of recorded
agsignments if the correct reel and frame

‘number are not identified.
" Sections 1.17 and 1.46 are amended to.

make reference to § 3.81, which replaces
§ 1.334, and delete reference to § 1.334,
The amount of the fee for recording a

- . document is not affected by this rule

change.
Secf:lon 1 104(&] is amended to make
reference to part 3, which replaces
§ 1.331, and delete reference to § 1.331.
Section 3.1 is added to set out

“application,” “assignment,”

- "document,” “Office” (meaning Patent
and Trademark Office), “recorded
_document,” and “registration.”
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Definitions are prov:ded to make clear

the intended meanings of the tetms used-
"in part 3. These definitions are intended

to be applicable only to part 3. For

- ‘example, the term “application™ is

defined, for the purpose of part 3, to
mean a national application for patent,

- . an international application for patent

that designates the United States of

America, or an application to register a

trademark, unless otherwise indicated.
Section 3.11 replaces and modifies the
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- practice set forth in §§ 1.331(a} and

- . provide additiona) information on the

2.185(a), which specify the documents
the Office will record. This section
specifies that assignments of patents
and registrations will be recorded, as

- well as other documents which affect

title to applications, registrations and
patents, Section 3.11 requires that &
completed cover sheet as specified in -
%$ 3.28 and 3.31 be submitted with the
document to be recorded.

Section 3.18 is added to incorporate

_the limitation set out in 15 U.5.C. 1060

proscribing the assignment of an intent-
to-use trademark application prior o the

filing of a statement of use, except as a

part of the sale of an on-going business.
Because the rules in part 3 are intended
to address all rules relating to

assignments, it is appropriate to refer to

- the statutory requirsments of an

assignment of an intent-fo-use .
trademark application.
Section 3.21 replaces and modifies the

_practice of § 1.331{c]. Section 3.21 sets
{forth requirements for the identification
- of patents or patent applicaticns in
- -documents submitted for recording. An

assignment relating to'a patent must -

identify the patent by number. The name

of the inventor, the issue date, and title
of the invention as stated in the patent
may also be given in the assignment to

petent being assigned. An assignment
relating to a national patent application
must identify the national patent
application by application number
(consisting of the series code and the
serial number, e.g., 07/123,456) or serial
number and filing date. An assignment
relating to an infernational patent

. application which designates the United
" States of America must identify the

international application number (e.g.,

.PCT/US80/01234). The name of the
" . inventor, date of filing, and title of the .

invention as stated in the patent

- application may also be given in the

assignment, If an assignment is executed
concurrently with, or subsequent to, the

".execution of the patent application, but

before the patent application is filed, it
must identify the patent application by
its date of execution, name of each

. inventor, and title of the invention so

that there can be no mistake as to the
patent application: intended.
Assignments submitted for recording
that do not identify the patent or patent

application as required by this section

will not be recorded, but will be
returned to the correspondence address

- that is required to be provided on the

cover sheet by § 3.31(e).

Section 3.24 is added to set out formal
document requirements to facilitate and
expedite the recording process. Thia
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. section requires that documents, either

the original or a true copy of the

. original, submitted for recording be

legible, using only one side of each page.
The paper used should be flexible,
white, durable, and preferably no larger

~ than 21.8 X 33.1 cm. (8% X 14 inches),

with a 2.5 cm. (one-inch) margin on all
sides. Documents submitted in this form
are camera-ready and can be recorded
expeditiously with little additiorial
handling required. Documents that fail

. to meet the legibility and single-sided

paper requirements of this section will
be returned as set forthin § 3.51. -
- Section 3.26 repiaces and modifies the
practice of §§ 1.331(b} and 2.185(a}{2}. .
Section 3.26 provides that the Office ml!
accept and record non-English
documents provided they are
accompanied by a verified English
translation signed by the transiator.
Documents submitted that fail to meet
the requirements of this section will be
returned as set forth in § 3.51.

Section 3.27 is added to set out how

- documents submitted for recording

should be addressed to the Office. To

~"ensure prompt and proper processing,

documents and their cover sheets should
be addressed to the Commissioner of
Patents and Trademarks, Box
Assignments, Washington, DC 20231,

~ unless they are filed together with new

applications or with a petition under
§ 3.81(b). Petitions under § 3.81(b)

should be addressed to the
" -Commissioner of Patents and -

Trademarks, Box DAC, Washington, DC
20231, New applications and other :
petitions should be addressed to the
Commissioner of Patents and
Trademarks, Washmgton. DC 20231,
Section 3.28 is added to set out the
requirement that all documents
submitied to the Office for recording be
accompanied by at least one cover sheet -
referring either to the patent
applications and patents or to the
trademark applications and registrationa
against which the document is to be
recorded. Only one set of documents -
and cover skeets to be recorded should
be filed. If a document to be recorded
includes interests in, or transactions - -
involving, both patents and trademarks.
separate patent and trademark cover
sheets must be submitted. If a document
to be recorded is not accompanied by a
completed cover sheet, the document
and any incomplete cover sheet will be
returned to the correspondence address
for proper completion of the cover sheet
" and resubmission of the cover sheet and
document. While the previous rules did
not require a cover sheet to accompany
each document submitted for recording,

‘typically a cover letter is submitted to
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- engure proper processing of the
document. The Office is making a cover
sheet mandatory in order to better

" ensure prompt and proper processing of

all documents submitted for recording.

The cover sheet contains al] the

information necessary for the Office to

process the document.
Section 3.31 is added to set out the
- formal requirements of the cover sheet.
Section 3.31 requires that each patent or
trademark cover sheet must contain (1)
the name of the party conveying the
interest; (2) the name and address of the
- party receiving the interest; (3) a brief
description of the interest conveyed or
transaction to be recorded (e.g.,
asgignment, license, change of name,
merger, security agreement, etc.); {4)
. each application number, patent nurnber
 or registration number against which the
document is to be recorded, or an
indication that the document is filed
_together with a patent application; (5)
the name ard address of the party to
whom correspondence concerning the
. document to be recorded should be
-mailed; [6) the number of applications,

~patents or registrations identified in the
cover sheet and the total fee; (7) the date
the document was executed; (8) an
indication that the assignee of a
trademark application or registration
.who is not domiciled in the United
States has designated a domestic

. representative; {9) a statement by the
party submitting the document that to
the best of the person’s knowledge and

belief, the infermation contained en the -

 cover sheet is true and correct, and (10)
the signature of the party submitting the
. document. The term “party” as used in
this rule means the person whose name
appears on the documents to be
. recorded, that person’s attorney or _
registered agent, or a corporate officer
where a corporation’s name appears on
_the document. Sample cover sheets for
patent documents and for frademark
. documents are shown in appendices A
and B.
Section 3.34 is added to set out the
: procedure to'correct obvious errors in a
- recorded cover sheet. This section
- reguires that if a recorded cover sheet
- containg an error that is apparent when
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- tha cover aheet s compared with the

recorded document, the errar will be
corrected only if a corrected cover sheat
is filed for recordation. The corrected

. cover sheet must be accompanied by the
originally recorded document or a copy -
of the originally recorded document and
by a new assignment recording fee in
the appropriate amount.
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Section 3.41 replaces and consolidates
practice under $§ 1.331{a} and
2.185(a)(3) regarding recording fees.
Section 3.41 requires that all requests to
record documents be accompanied by
the appropriate fee. A fee is charged for
each application, patent and registration
identified in the cover sheet. The
recording fee for patents and patent
applications is specified in § 1.21(h), The
recording fee for trademark registrations
and apptications is specified in § 2.5(qg).

Section 3.51 replaces and modifies the
practice of $§ 1.332 and 2.185[c}. Section
3.51 sets the date of recording of a
document a3 the date the document
meeting the requirements for recording
set forth in this Part is filed in the Office.
A document which does not comply
with the idantification requirements of
£ 3.21 will not be recorded. For
documents not accepted for recording,

- parties can petition under 37 CFR

§§ 1.181 and 2.148(a). Qther documents .
not meeting the reguirements for -
recording, for example, a document

" submitted without & completed cover

sheet, without the required fee, or

- withoat any required translation, wﬂi be

returned for correction to the sender
when & retumn eddress is avaflable. The
retumed papers, atamped with the .
official date of receipt in the Office, will
be accompanied by a letter indicating

'thatifﬂ:erehn-nedpapersarenmected

and resubmitted to the Office within the
time specified in the letter, the Office
will consider the ortginal date of filing of
the papers ag the date of recording of
the papers. Sabmitters can use the . -

~ certificata progedure under wither § 1.8
or § 1.10 for remubnaissions of retorped

papers if they desire to have the benefit

- of the date of deposit in tive United

States Postal Service. If the returned
papers arenot currected and

' resubrmitted within the specified periad,

the dateof filing of the corrected

‘will be ctmsidered to be the date of

. recording of tive papers. Exiensions of

- time will not be aveilable to extend the
“specified period to resubmit the retorned

papers.
Secuons.s-ltsaddedto oetoutthe

. effect of recording a document. This

section states that the recording of & -
document is not a determination by the -
Office of the validity of the document or

. the effect that document has on the title -

to an application, a petent, or a
registration. The Oifice will determine,
when necessary, what effect a document
has, including whether & party has the
authority to take au action in a matter
pending before the Gifice. Examples of
when the Oifice will need to determine

- whether a party has the authority to

take an action in a matter pending

before the Office include: (1)

. Prosecution by the Assignee as in § 3.71;

{2} consent of an assignee to the filing of
a reissue application as provided in
§ 1.172; and [3) execution of a disclaimer
under § 1.321 by an assignee, - '
Section 3.56 replaces and modifies the
practice of § 1.333. Section 3.58 provides.
that an assignment, which at the time of
its execution ig cenditional on a given -
act or event, will be treated by the
Office as an absolute assignment. Thiz
sectlcéx l-an:;s as notiﬁcann] as to how
a conditienal assignment will be treated
by the Otfice in any proceeding
requiring a determination of the owner

- of an application, patent or registration.

Since the Office will not determine -
whether a condition has been fulfilled,
the Office will treat the submission of
such an assignment for recordation as .
signifying that the act or event has
occurred. ’

‘Section 3.81 replaces und md&ﬁes the
practice of § 2.185{a}{4}. Section 3.81 sels
forth that an assignee of a frademark
application or registration not domiciled .
in the United States must designaie a .
domestic representative in writing to the
Office. Assigaees of patant applicahom '
or paterts may deaxgmte domestic -
representatives if the assignee is not
residing in the United States. 35 U.5.C.
293. The designation is required to state
the name and address of a person -~
residing within the United States on -
whom may be served process or aotice
of proceedings affecting the application,
patent or registration or rights "\?'- R
thereunder. -

Section 3.71 replaees and modnﬁes the
practice of § § 1.32 and 2.188. Section -
3.71 sets forth that the assignee of
recond of the entire right, title and
interest in an application for patent is

. entithed to conduct the prosecution of

the patent application te the exclusion

" of the named inventor. Similatly, the
assignee of an application for - -
registration is eatitled 1o conduct the

-proeecution of the trademark application

to the exclusion of the applicant,
Section 3.73 is added to setont the -

" procedure by which an assignee can

establish the right o take wction in an
application, patent or registration. The
inventor s presumed Yo be the original

.owner of a patent application end any

patent that may issue therefrom, unless
there is an assignment. The original
applicant is presumed to be the original
owner of a trademark application and

‘any regigtration that may issoe

therefrom, unless there is an assignment.
Any action before the Office with =

- respect to an assigned patent

application, patent, or reexamination
may be taken by the assignee of the
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 entire right, title, and interest, provided

ownership is established to the

satisfaction of the Commissioner. The
assignee may establish ownership by
submitting to the Office documentary

" evidence of a chain of title from the
" original owner to the assignee or by

specifying (e.g. reel and frame number,
etc.) where such evidence is recorded in
the Office. Additionally, when a patent
assignee is not represented by an
attormey or reg13tered agent, a statement
signed by the assignee must also be
submitted stating the evidence has been

- reviewed and certifying that, to the best

of the party's knowledge and belief, title
is in the party seeking to take the action.

. Documents submitted to establish
-+ . ownership may be required to be
" recorded in the Office as a condition to
' -pe.rmitting the requesting party to take

action in a matter pending before the .
Office. Any action before the Office
with Tespect to an assigned tradersark
registration, application or post-
registration matter, may be taken by the
vided cwnership is .
established to the satisfaction of the -

. . Commissioner by recording an .
- ‘assignment to the assignee or by
submitting other proofof the  ~ -

assmn.nent. o
Section 3.81 replaces and modifies the

_practice of § 1.334. Section 3.81 sets

forth the procedure for issuance of a
patent to an assignee. If an assignment

of the entire right, title, and interestis-
" recorded before the issue fee is paid for

a patent application, the patent may

- izeue in the name of the assignee. Ii the
assignee holds an undivided part '
- interest, the patent may issue jointly to
- the inventor and the assignee. At the
“time the issue fee is paid, the name of
.the assignee must be provided if the _
patent is to issue solely or jointly te that

assignee. If the assignment is submitted
for recording after the date of payment

.- of the issue ee, but prior to issuance of
.the patent, the assighea may petition

that the patent issue to e assignee.

_Any such petition must be accompanied .
by the fee set forthin § 1.17(i)(1).

" Section 3.5 replaces and modifies the

“practice of § 2.187. Section 3.85 sets -

forth the procedure for issuance of a

- registration to an assignes. The
" certificate of registration may be issued
_ to the assignee of the applicant, crina
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new name of the applicant, provided
that the party files a written request in

- the trademark application record by the -
time the application is being prepared
- for issuance of the certificate of

registration, and an appropriate
document is recorded in the Office. If

~ 7-16-92

-the assignment or name change

document has not been recorded in the
Office, then the wrilten request must
siate that the document has been filed
for recordation. The address of the
assignee must be made of record in the
trademark application file.

Response to Comments on the Rules

The comments received in response to
the notice of proposed rulemaking have’
been given careful consideration and a
number of the suggested modifications
have been adopted. The comments and
responses are discussed below.

In this discussion, “Patent and
Trademark Office” is abbreviated as
“Office” or "PTO.” : .

Comment; Two comments were
received addressed to the overall rule
package. One comment expressed
concern over the potential confusion of
instituting a new part 3. It was suggested
that-parts 1 and 2 be amended to

-contain the necessary changes. Another

comment was concerned that the rules
and specifically the new cover sheet

requirement would impede promptness
and accuracy of the recordation process.

Response: The Office has determined
that the new niles wili result in greater
efficiency and accuracy in the
recordation process and improve the
integrity of the records maintained by -
the PTO. Further, the PTO believes that
a new part 3, containing all rules

relating to assignments, will be
beneficial to the majority of patent and
trademark system users.

Comment: Section 3.1 was proposed to
define "application” as an application
for patent or an application to register a
trademark. One comment questioned
whether international applications filed
under the Patent Cooperation Treaty
were included in the definition of the

_ _ward ‘application.”

Two comments were recewed
concerning the definition of .
*assignment.” As proposed; § 3.1
defines “assignment” of a trademark in
terms of a “trademark application™ or
“registration.” The comments suggested
that because Section 10 of the

" “Trademark Act, 15 U.S.C. 1060, speaks -
" in terms of a "registered mar
“'mark for which application to register

"ora

has been filed,” which was reflected in
previous trademark rule 2.186, the
different terminclogy may be construed

-to permit agsignment of a trademark

without assignment of the underlymg
goodwilL

Response: The wording of 5 3.1 has
been changed to include both national
applications for patent and international

. applications that designate the United

States in the term “application.”
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*Also to avoid any potential cenfusion
over the definition of & trademark
assignment, the Office adopted the
suggestion to reflect Section 10 of the
Trademark Act and toreferto a
“registered mark™ or a "mark for which
application to register has been filed” in
its definition of assignment.

Comment: As proposed, § 3.16
provides that an application to register a
mark under 15 U.5.C. 1051(b) cannot be
assigned before a statement of use is
filed except to a successor ta an ongoing
business of the original applicant. One
comment suggested § 3.16 be further

-amended to correct a legislative

oversight and permit assignment of the
application after an amendment of

- allege use is filed.

One other comment suggested the
PTO define the statutory language
“successor to the business of the
applicant.”

Response: As proposed, Rule 3.16
merely restates the statute. To permit

- the filing of an assignment to a

successor to an on-going business befare
an amendment to allege use has been

" filed would make the rule inconsistent -
‘with the statute,

As to the definition of “successor to

. the business of the applicant,” it has
- been determined that in the absence of

any statutory definition, it is better left

to case law to establish the meaning. A

business, or portion thereof, canbe . -
transferred or assigned in a variety of
ways, and the question of valid '
ownership might arise in a variety of
circumstances. For the PTO to define

- what constitutes a successor may be
~unduly restrictive.

Accordingly, the suggested
modifications have not been adopted.
Comment: Section 3.21, as proposed,

' 'provides that an assignment of a patent

or patent application must be identified

.by number. One comment requested a

further amendment to allow the filing of
a patent assignment after filing an :
application for patent but before
knowing the application number by
allowing identification by the execution
date, inventors and title of the invention -

instead of the application number.

Another comment suggested that
assignments relating to trademark

. applications and registrations should

also be required to have the identifying

. serial and registration numbers within

the body of the assignment document.
One comment questioned whether the

patent identification number was

required in the document or whether the |

" number could just appear on the cover

sheet.
Response: Providing the identifying
number in the assignment document
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allows for greater efficiency and
accuracy in recording assignments.
‘However, unlike patents, trademarks
-can have an indefinite life. Assignments
may be recorded years after an
assignment has occurred to clear up the
chain of title. It may not be possible ta
execute a new assignment to include
identifying numbers in the document
years later. Accordingly, it-is preferable -
for the PTO to be more flexible in
recording trademark assignments which
may contain the identifying number in
the cover sheet rather than in the
. document itself. Because of the nature of
a patent, less flexibility is permitted. .
" Patent rights, unlike trademark rights, do
not exist apart from the issued patent.
" Accordingly, when an interest in a
patent is transferred, the patent
identifying number must be in the
assignment document. This requirement
only applies to agsignments, not to
documents other than assignments.

The PTO makes every effort to
provide applicants with the application
numbers for newly-filed patent
.applications as soon as possible. It is
suggested. however, that assignment -

. documents may be written to allow

. entry of the identifying number after the
execution of the assignment. An

example of acceptable wording is: "I

hereby authorize and request my

address}, to insert here in parentheses’
(Application number filed
_____ )thefiling date and
" -application number of said application
when known."

" Accordingly, the suggested
modifications have not been adopted.
.- Comment: Section 3.24, as proposed,
. provides the formal requirements for the
"docitments which are to be recorded and

.. the cover sheet. Three comments stated

that the one-side only requirement was
unreasonable in light of PTQ’s issuance
‘of two-sided patent and trademark
..copies and of the practices of other

- governments and corporations aver -
which the submitter would have no
-control.

. One comment requested clarification
of “bond weight paper’ * and suggested -
.the language used in the rules setting out

drawing requirements be adopted. -
One comment stated that the
document size requirements should only
- pertain to documents prepared and
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B eﬁeemted by parties who wish to coavey
. title,
Two comments questioned whether
the PTO would permit the filing of
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. document to be recorded and at Jeast

- asgignments by the FTO. For those -
" applications which are filed withan
© assignment, the additional cover sheet

- copies or true copies in lieu of the

original documents for recording.
Responsa: The formal requirements
set out in § 3.24 are related to PTO's
ability to capture on film papers filed
with the PTO. The requirements are not
related to the other printing or
photocopying services PTO provides. .
Micrographics reproduction requires
that only one side of each page be used
for efficiency. If the original document is
two-sided or the wrong size, the
practitioner can comply with this
requirement by providing a true copy of
the original document using only one
side of each page on the correct size
paper. The language in § 3.24 has been-
changed to clarify that troe copies or
originals are acceptable. Further, the

 language describing the type of paper to

be used has been changed to be
consistent with the drawing requirement

Comment: Secﬁbn 3.28, 83 prdposed, '

" . provides that all requests to record a

document must be accompanied by the

one cover sheet, One comment
expressed confusion ever whether the
document must be accompanied by a -
cover letter as well ag a reguest for
recording. One comment stated the
requirement for a cover sheet did not

‘help the PTO with the doruments which
- are filed with applications and the .
- commenter did not see the need for an

additional paper included among the

“papers for a new application.

Response: The first sentence has been

rewritten to clarify that only the

_ document end a cover sheet(s) must be
. submitted. A separate request for

. recording is not reqmired or needed.

Because the tover sheet provides all
pertinent information in one place, it -
will greally assist the processing of

requited for the assignment aids the -
processing of the assignment.
Comment: Numerous comments were:
received on the proposed cover sheet -
requirements of § 3.31. One comment
questions whether the form or the -
contents of the form are being required
and cantisned that the cover sheet
should not beceme a technical o‘bstacle

' ‘to recordation.

Two comunents claimed the cover

sheet requiremsent would be burdensome

and the documents recorded should ..

- speak for themselves.

Twa comments objected to the
requirement for the characterization of

‘the interest being conveyed. One of the

commentors indicated it was not the
best evidence of what the interest is and
may be misleading while the second

. commentor was concerned practitioners . '
‘would be subject to malpractice clzims

and be made parties to litigation
involving the transfer.

One comment stated that requiring the
assignee's address was burdensome and
excessive. Three comments questioned
the lack of consistency between

- proposed subsections (a) and [bj of

§ 3.31 which requires only the name of
the conveyer but both the pame and

~address of the receiver.

Two comments stated that the
language of the rule was unclear as to
whether the list of properties within the

assignment document should be retyped -

on the cover sheet, which would be

‘burdensome and fraught with potential . .

errors.
Ore comment was received

. suggesting that properties be identified

with as much information as possible
(i.e- serial number, patent number, filing
date, inventors, etc.}.

Four comments stated that the
requirement for an execution date of the

" document is excessive and burdensome.

One of the comments stated that the
execution date may not be as immportant

- as the effective date of the document.

One suggested the effective date would
be more accurate and another suggested

" the document should speek for itself.

One additional comment stated thata
nunc pro tunc assignment of the

‘substantive rights of an assignee or

assignor may be unduly affected by the

requirement for recitation of the

execution date. o
Nine comments were recewed

-objecting to the language of the
. proposed verification. Some comments
" . recommended that the verification
" statement be deleted. Other comments
‘recoramended that the verification
: statement be based on “inforaration and
" belief.” The comments indicated {1}
. practitioners did not want to ba held

responsible for the information entered

- ‘on the cover sheet, (2) there was no

purpose served by signing the cover
sheet because the documents should

- speak for themselves and {3} under 37

CFR 1018, a registered practitioner’s
signature indicates that the filing is
correct, .

One comment 8 that
proposed § 3.31{i) does net recognize the -
right of some non-lawyers to practics in
trademark matters before the PTO.

Additionally, many comments and
suggestions were received on the layout:
of the sample cover sheets.

Response: The proposed purpose of
the cover sheet is to provide a synopsis
of the vital information containedina
recorded document. The cover sheet
form itself is not required, only the
information outlined in § 3.31 is
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' required. Use of the sample cover sheet

formats appearing as Appendices A and
B to the rule package is encouraged. The
Office will make paper copies of the.
sample cover sheets available for
customer use. Persons wishing to obtain

- paper copies of the sample cover sheets

should centact the Public Service Center

. at {703) 305~HELP. Questions regarding -

~_the sample cover sheets should be

directed to the Assignment and
Certification Services Division at (703}

- 308-9700.

As indicated in the proposed rule
package, a majority of documents
presently filed for recording are -
accompanied by a cover letter
containing much of the information
required in § 3.31. The PTO does not
believe standardization of the
information submitted is an undue

" burden. Standardization ensures easy

. reference to all critical information.

-representatives are in a better position

Further, the parties or their

1o know or ascertain the nature of the

_interest involved than the PTO. The

document will always speak for itself.
However, a characterization agsists in -
putting others on notice as to the nature
of the transaction.

It was determined that a verification

‘is ot required. The language has been -

changed to a statement on the cover

" sheet based on "information and belief.”

" mmintaining complete assignment

" Further, § 3.31(i) has been divided into

two paragraphs, one for the statement
that {3 required and one for the
signature,

The address of the assignee or
receiving party is vital information for

records. The original comer is the
applicant, for which the Office has the

" address of record. Each subsequent
- ‘assignee address is then obtained under

this requirement and is of record if the

" PTO or public needs to contact the

. present assigree. The execution date is

. . required to determine whether an

agsignment has been recorded within
three months provided in 35 U.S.C. 261
and 15 U.S.C. 1060.

‘When there i3 a listing of properties
contained within a document, any listing

E may be copied and attached to the cover

sheet to reduce the amount of typing
necessary. A notation of this attachment

- can be made in lieu of entering every

identification number on the
cover sheet. Should submitters provide

- information in addition to that required

by § 8.31, it is always welcome, but not
required.

29640

The comments received on the layout

‘of the sample cover sheets have all been
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~ correct it when it receives: (1) the

considered and some modifications
have been made. However, the sample
cover sheet is not required and it is not
part of the rules.

Comment: Section 3.34, as proposed
provides for correction of errora in a
recorded cover sheet when the error is
apparent by comparing the information
on the cover sheet with the recorded

docement itself. One comment received
- expressed confusion regarding the

correction procedure. Ancther comment
suggested that corrections should not be
limited to apparent errors.

Response: The PTO will not compare

- the cover sheel with the original

documents during the recording process
except to assure that application and
patent numbers are present in patent

* assignments. Otherwise, it will only

check to see that the cover sheet is
complete. When a submitter discovers
an cbvious error on the recorded cover
sheet, the PTO will consider a request to

original recorded document {or a copy);
{2) a corrected cover sheet; and (3} the
appropriate fee for each property to be
corrected. The PTO will then compare
the cover sheet with the document to
determine whether the error is apparent
on its face. If the error is obvious, the
corrected cover sheet will be recerded -
and the respective Office records
corrected, If the error is not obvious, the
procedure set forth inthe Manual of
Patent Examining Procedure, MPEP

§ 323 will govern for patents and the
procedure set forth in In re Abacab
International Computers Lid. (Assignee
of IHEC, Ltd.), 21 USPQ2d 1078 (Comm'r
Pats. 1987), on reconsideration, 21

* USPQzd 1078 (Comm'r Pats. 1988) will

govern for trademarks. Submitters may

‘also petition under § 1.183 or § 2.146 for

ather corrections. Typographical errors
made by the Office will be corrected

~without charge when brought to our

attention. .
. Accordingly, the suggested

" _modification has not been adaopted, The
rule has only been changed to correct a -

cross reference.

Commaent: As proposed, § 3.51
provides that the date of recording is the
date all of the required information is
filed in the Office. Incomplete
documents will be returned. If the
returned documents are resubmitted
timely, the docurnent will retain the date
on which it was received as incomplete.

. Two comments were received regarding

the time period to be set by the PTO.
One comment indicated that any delay
may affect the requirements of 15 U.S.C.
1060. It was therefore recommended that
the PTO make some type of “conditional
entry“ in the records indicating an
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assignment has been submitted so
interested members of the public could
ascertain that there may be an effective -
recording date. The other comment
suggested the time period for
resubmission be long encugh to allow
communication with foreign parties, but -
it should be no longer than six morths.
Response: After a review of the
proposed rule, it was determired that
the language of § 3.51 should be clarified
to reflect that the originally-submitted
papers with the official Office date
stamp indicating the original receipt
date in the Office must be returned in
order to retain the original date. It is the
intent of the PTO to set the time for
response at one month from the date of
mailing of the returned documents frem
the PTO. It is believed that most
correctable errors will involve an
incomplete cover sheet or the amount of
the fee submitted, both of which can be
corrected within one month. ;
Further, it is the policy of the PTO o -

" make of record only those documents

which meet the requirements for
recording. It is not beneficial to cloud

“title to properties with potential

transfers.

Comment: Section 3.56, as proposed
is a restatement of former § 1.333 and i is
made applicabie to trademarks. It '
provides that an assignment which is
made conditional upon a condition

_subsequent will be regarded by the
- Office as an absolute assignment. One

comment was received inquiring as to
whether § 3.56 applied to security
interests, another was received
requesting a reference in the rules to
recording of security agreements.
Response: Section 3.56 is applicable

.only to assignments, as they are defined -

by § 3.1, that is, a transfer of right, title
and interest in a patent or a trademark. -

A security interest or a security

agreement is in the nature of a lien. not
an assignment. Accordingly, § 3.56
would not apply to security interests or
security agreements which are also
recordable, It applies to conditional
assignments because the Office hasno

. way of determining whether and when

conditions are satisfied and therefore
must address this type of assignment in.
a uniform manner. The reference to the
recordability of security agreements is

‘referred to here in the final rule package.

Comment: The second sentence of
§ 3.71, as proposed, provides: “{tjke

_assignee of record of the entire right title

and interest in a trademark application
or registration is entitled 1o conduct the
prosecution of the trademark application
or registration to the exclusion of the
original applicant or previous assignee.”
One comment suggested, as had been
recommended for the definitions in § 3.1,
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- that language be adopted consistent
" with section 10 of the Trademark Act, 15
“{.8.C. 1060, so there be no confusion as
to what can be assigned in the
trademark area and further, that the
*. language requiring “entire right, title and
interest” be deleted.

Response: As was the case with the .

o PTO's review of § 3.1, the language in

§ 3.71 has also been modified to
eliminate any confusion. Accordingly,
" §3.71 now provides for assignments of

" registered marks or & mark for which an

_application for registration has been
filed, making it consistent with § 3.1.

_ - While this change cannot prevent

assignments from being made without

" the underlying goodwill, it may eliminate
- some confusion.

- Commaent: Section 3.73, as pmposed

- provided that a full assignee could take -

_any action before the Office with
respect to the assigned application,
patent, or registration provided
ownership is established to the
satisfaction of the Commissioner. The
rule further provided that ownership
could be established by providing
documentary evidence of the chain of
title to the assignee. The assignee was .
_- also required to submit a verified
* - slatement stating the evidence had been
- reviewed and certifying to the best of |

the party's belief, title is in the party

seeking to take the action. The Office
reserved the right to require recordation
" of any ownership documents, One
comment suggested the procedure was
100 “elaborate” and “confusing” to
© permit the submitting party to act
rapidly. Another comment suggested the

Office use the language of former § 2.186

which only required “the assignment
. has been recorded or that proof of the
assignment has been submitted” to
enable action by the assignee.

Another comment suggested that a

. simple statement identifying the

- documents thought to place ownership
in a party should be sufficient. It was
believed that no additional benefit
accrued by having the party state that
they believed they were entitled to take
the action because whether or not a
party can act is a determination the PTQ
must make,

29641

Two comments suggested that a literal

reading of the rule would require every
- paper filed on behalf of an assignes be
" accompanied by a proof of ownership.
One comment suggested it was too ¢
harsh to preclude a party from taking
action in a trademark matter untit proof
of ownership is established to the
satisfaction of the Commissioner.
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- party or its attorney or agent of record
" which was a greater requirement than
" § 1.34(a), if that was intended.

Rather, it was suggested that a party be

permitted to take action once documents

establishing ownership are filed.

One comment received pointed to the
proposed language of § 3.73 providing
the statement must be signed by the

Another comment suggested that the
proposed language be changed by
deleting the provision that ownership
must be established to the satisfaction
of the Commissioner and substituting
therefore "“provided the assignee is
owner of the entire right, title, and
interest in the patent application, patent,
registered mark or mark for which an
application for registration has been
filed.”

One final comment suggested that
§ 3.73 be changed to specifically set
forth that it applied to secure Office
acceptance of a Section 8 or 15 affidavit
or a section 9 application, 15 U.S.C. 1058,
1059, for trademark filings, and '
requested examples of the types of
documents necessary to establish
ownership, _

Response: Ownership need only be
established the first time the new party
wants to &ct in patent and trademark
cases, provided the appropriate
documents are recorded. Section 3.73(b)
is modified to provide that a statement.
of ownership need only be provided
when a patent assignee wishes to act on
a matter. For patents, the PTO believes

" it is appropriate for the patent assignee

to review the documents it believes
establishes its ownership prior to filing a
paper signed by that assignee.
Additionally, the statement will certify
that to the best of the assignee’s

: _knowledge and belief, title is in that
. assignee. This will establish, to the
. satisfaction of the Commissjoner, that .

the assignee knows of no other
document establishing title in someone

. other than the assignee. The PTO will

still make the deterpiination of whether
the assignee is entitled to take action
after a review of the documents.

For trademarks the action sought to
be taken can be submjited -
simultaneously by the party. The action

. will be examined ag will the claim of

ownership and the party will be notified

: whether it is satisfactory. As in the past,

“any action" refers to post-reglstratlon
documents as well, :

Other Considerations

The rule changes are in conformity
with the requirements of the Regulatory
Flexibility Act (5 U.S.C. 801 et seq.),
ExXecutive Orders 12201 and 12612 and

‘the Paperwork Reduction Act of 1980, 44

U.S.C. 3501 ¢! seq.
The General Counsel of the
Department of Commerce has certified

_ to the Chief Counsel for Advocacy,

Small Business Administration, that

- these rule changes will not have a _
significant adverse economic impacton .

& substantial number of small entities
{Regulatory Flexibility Act, 5 U.8.C.

© 605(b]}. The principal impact of these

changes is to require that a cover sheet
accompany each document submitted
for recording. The rule change includes

. no additioral or increased fees.

Substantive rights to use trademarks

and patents are not adversely affected.
The Office bas determined that these

rule changes are not a major rule under

- Executive Order 12291. The annual
- effect on the economy will be less than

$100 million. Becauge most of the

changes reduce procedural burdens, '
there wiil be no major increase in costs
or prices for consumers; individual

. industries: Federal, State or local

government agencies; or geographic
regions. There will be no significant
adverse effects on competition,
employment, investment, productivity.
or innovation, or on the ability of United
States-based enterprises to compete
with foreign-based enterprises in
domestic or export markets.

These rule changes contain a
collection-of-information requirement -
subject to the Paperwork Reduction Act
of 1880, 4 U.S.C. 3501 ¢ seq. The rule
changes add a requirement for a cover-
sheet to be submitted with each
document to be recorded that wili
expedite the recording process and -

-improve quality. This collection of

information requirement is cleared
under OMB Controi No, 0651-0011. The
public reporting burden for this '

" requirement is estimated to be one-half

- hour per filing, including the time for

reviewing instructions, searching

-existing data sources, gathering and

maintaining the data needed, and
completing and reviewing the -
collections of information.

The Office has also determined that
this notice has no Federalism

.implications affecting the relationship

between the National Government and
the States as outlined in Executive
Order 12612,

List of Subjects
37CFR Part 1 .

Administrative practice and
procedure, Courts, Freedom of
information, Inventions and patents,
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_ Reporting and recordkeeping
~ requirements, Small businesses.

.. 37 CFR Part 2

Administrative practme and
procedure, Courts, Lawyers,
Trademarks.

37 CFR Part 3

Administrative practice and-
procedure, Inventions and patents, -
‘Reporting and recordkeeping
requirements, Trademarks.

For the reasons set out in the _
preamble and pursuant to the authority
. contained in 15 U.S.C. 1123 and 35

- U.8.C. 6, parts 1, 2 and 3 of title 37 of the

" Code of Federal Regulations are

amended as set forth below.

PART 1—RULES OF PHACTICE iN
PATENT CASES :

" 1.The authority citation for 37 CFR

- part 1 would continue to read as

" follows:

" Authority: 35 U.S.C. 6, unless otherwise
" noted.

2. Section 1.12 paragraphs {a) and [d)
are revised to read as follows:

§t.12 Asslgnment records open to pubhc
Inspection. -

. - (a)(1) Separate assignment records
.. are maintained in the Patent and
Trademark Office for patents and
trademarks. The assignment records, °
.. relating to original or reissue patents,
including digests and indexes, for
assignments recorded on or after May 1,

.- 1957, and assignment records relating to

- pending or abandoned trademark -
applications and to frademark

.. registrations, for assignments recorded

on or after January 1, 1955, are open to
_ - public inspection at the Patent and

- Trademark Office, and copies of those
assignment records may be obtained
‘upon request and payment of the fee set

- forth in §§ 1.19 and 2.6 of this chapter.

{2) All records of assignments of
patents recorded before May 1, 1957, -
and all records of trademark
assignments recorded before January 1,
1955, are maintained by the National
Archives and Records Administration
(NARA). The records are open to public
o inspectlon Certified and uncertified

- copies of those assignment records are
provided by NARA upon request and

- payment of the fees requxred by NARA.

29642

(d) An order for a copy. of:an. :
assignment or other document should.
identify the reel and frame number
where the assignment or dogumant:ia.
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" recorded. If & document is identifled:

without. specifying its correct-resl:and.
frame, an extra.charge as set:forthin:
$ 1.21(j} wilkbe-made for-the time
consumed in making a search for.such
assignment.

3. Sectiamr1.17 is amended by. revising

_ paragraph {i}:(1).to'read as follows:

§ 1.17 Patent application processing fees.'.
* - . .

* * *

(i} (1) For filing:a petition to the

. Commissioner under a section of this
- part listed below which refers to.this

paragraph—$130.00.

§ 1.12—foraccess to an. asmgnment
record..

'$§ 1.14—for access to an:application.

§ 1.53~—ta-accord a filing date.

. §1.55—for entry of late priozity papers. .

§ 1.60—to accord a filing date.

§ 1.82—to accord a filing date.

§ 1.103—te suspend-action:} in -
application.

$§ 1.177~for divisional reissues lo issue
separately.

' §1.312—for amendment after paymant _

of issue fee.

§ 1.313—to withdraw an apphcatmn
from issue.

§ 1.314—to defer issuance of a patent.

§+1.668(b)-—for access to interference-
settlement. .agreement.

§ 3.81—for patent to issue to assignee,
assignment submitted after payment _
of the issue fee. '

* +* * L L]

" §1.32 [Reserved)- .

4. Section 132:ia.removed and:
reserved;. - :
5. Section 1.49 is revised tc readias _ -

" foHows:

§1.46 Assigned inventions and patents,.
In case the whola or a part interest in
the invention orin the patent.to be
issued is assigned, the application must -
still be made or authorized te be made,.

" and an oath or declaration signed, by.
. the inventor or-one of.the persons
mentioned in §§ 1.42, 1.43, or 1.47,
" Hawever, the. patent may beissued to
_ the asgignee or jointly to.the inventor: -
- -and the assignee asprovided in.§.3.81. °

8. Section. L164 is.amended hy.
revising paragraph:(e) to.read as

_ follaws: .

§ 1,103 Nture of ‘examination:; examiﬁert
action..

L] N * - *

{&) Co-pending: apphcations'w:ll'be

- considered-by the examiner to-be owned
" by; or subject:to-an obligation of

assignment to, the same personif:

(1 The spplivatiorrfiles-refer to-
asgignments recorded-in thie Patent-and’
Trademark Office in.accordance-with.
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* . part 3 of this chapter whichi convey the

entire rights.in:the:applications.to the

same peTson 0T organization; or
{2):Copies of'unrecorded:assignments-

which.canvey. the-entire:rights:in the

" applications to.the.same persoi-ar

organization are filed in:each-of the

- applications; or

(8).An affidavit-or declaratiorliy. the
common:owaer. is.filed which states that
there isicommon-ownership.and statas-
facts which. explain why: the-affiantor
declarant believes there i is conmuon
owaership;.or

(4):Other evidence is submitted whick
establishes common ownership of the

‘applications.

In circumstances where the-common
owmer is a-corporation-or other
organization, an affidavit or declaration

‘may be signed by an-official of the

corporation or organization empowered: -
to:act an biehalf of the. corporation or
organization:

7. The undesignated'centerhead above .. -

§:1:331.i8 revised to read as follows:
Arbitration Awards -

1.331-1.334 [Reserved]

8. Sections 1391 through 1:334 are '
removed and reserved.

PART 2—RULES.QF PRACTICE IN .
TRADEMAHK CASES. -

9. The authority citation for 37 CFR'

part-2 continues to read as follows:

Authorify: 15 U.S.C. 1123;.35 US.C. &
unless otherwise noted.

10. The-undesignated centqrhead
abowve-§.2:185 is-remaoved. .

§2.185-2.187" [Reserved]

11. Sections 2.185 through 2:187 are
removed.and reservad; _
12. Part 3 is-added ta.read.as follows:

PART 3—ASSIGNMENT, HECORDING h
AND RIGHTS OF ASSIGNEE

' Sm:r.

3.1 Definitions.

Docunvents Etlgitile for Hecording
311 Documents which will be recorded. -

B 3.16 Assignability of trademarks pncr to

filing of use statements.

Flequlrementt far-Recording:

3.21 Identification.of.patents and patent
applications

3.24 Formal requirements for documenls
and cover sheets.

3.26> English language requirement.

3.27 ‘Mailing address for submitting
doeuments to be recorded.

.. 3.28 Requests for recording.

Cover-Sheet Requirements
3.3% Coversheet content.
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' 8.34. Correction of cover sheet errors.

" Fees

3.4t Recording fees.
- Date and Etfect.of Recording-

. 351 Recording.date. -
358 Effeot of meording, -
3.56- Conditlonad assignments.

Damestic Representative

~ 3.61  Domestic representative.
Prosecution-by Assignee-

- 3.71 Prosecution by assignee.
3.73° Establishing right of assignee to

prosecute.

" lssuance.to Assignee

3.81: Issue of patent:to assignee.

‘. 3.85 -Issue.ofregistration to assignee:

. Autherity: 16U.8.C. 1123; 35 U:8.C. 6.

§$3.1 Definitions..

For purposes of this part; the:
followmg definitions shall apply:

. Application means a national
apphcatlon_for patent, an internaticnal
application that designates the United

-States of America, or an application-to
register a.trademark unless otherwxse
indicated:

" Assignmant means a transfer by.&

" party-of all.or part of.its right; title-and

. Interest im a:patent or patent:

. application, or a transfer of its-entire-

right, title and intersst in a registered

- mark.or a-mark for- which-an application

to register has been fled.

Document'means-a dosument which-#

party requests-to-be recorded in the-

Office-pursuani-to §-3:11 and which:

affects some.interest-in an-application,

patent, or registration:

" Offive means the Patent and.

- -Trademark Office, -
Reeordéd.document means a

document which has been recorded iu.

the Qffice pursuant-to § 3:11.
.Registration means.a trademark

" regisinationdssued by the:Qffice. . -

. Documents Eligible for Reco_fdi.ng '

. §3.11 Documents which will be recorded:
. Assignments.of applications, patents,
. and:registrations, accompanied by
completed.cover. slieets as specified.in

§% 3.28 and 3.31,.will be:recorded in.the .

Office..Other documents, accompanied
by completed cover sheets-as specified
“in §§ 3.28:and:3.31, affacting title.to:
applications, patents; or registrations,
will-ba recorded as-pravided-in this-part.

onat the discretion of:the Commissioner:
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§3.18 Asalgnability of trademarks prior to
filing of use statements. )

No application to register a mark
under 15 U.S.C. 1051(b) is assignable
prior to the filing of the verified
statement of use under 15 U.S.C. 1051(d)
except to a successor to the business of
the applicant, or portion thereof, to
which the mark pertains, if that business
is ongoing and existing :

Requirements for Recordmg

 §3.21 ldentification o! patsnu and patent

applications.

 An assignment relating to a patent
must identify the patent by the patent
number. An assignment relatingto a
national patent application must identify
the national patent application by the
apphcahon number {(consisting of the

. series code and the serial number, e.g.,

07/123,456} or the serial number and

- filing date. An assignment relating to an
. international patent application which

designates the United States of America
must identify the international

" application by the international

application number (e.g., PCT/US90/
01234). If an assignment is executed
concurrently with, or subsequent ig, the

-execution of the patent application, but

before the patent application is filed, it
must identify the patent application by
its date of execution, name of each
inventor, and title of the invention so
that there can be no mistake as to the
patent application intended.

§3.24 Fomal requlumants for documcnu
and cover gheets,

The document and cover sheet must

- be legible. Either the original document

or a true copy of the original document,

_ may be submitted for recording, Only

one side of each page shall be used. The
paper used should be flexible, strong,
white, non-shiny, durable, and :
preferably no larger than 21.6 x 33.1 cm.

(8% x 14 inches) with a 2.5 cm. (one- -~

inch) margin on al sides.

§ 3.26 English Janguage requlrament.

The Office will accept and record
non-English language documents only if
accompanied by a verified English
translation signed by the individual
making the translation.

§3.27 Malling address for submitting
documents to be recorded.

Documents and cover sheets to be
recorded shouid be addressed to the
Commisgioner of Patents and
Trademarks, Box Assignments,
Washington, DC 20231, unless they are

filed together with new applications or
with a petition under § 3.81(b).

§$3.23 Requests for recording.

Each document submitted to the
Office for recording must be
accompanied by at least one cover sheet
as specified in § 3.31 referring either to
those patent applications and patents, or

* to those trademark applications and

registrations, against which the
document is to be recorded. If a
document to be récorded includes
interests-in, or transactions involving,
both patents and trademarks, separate
patent and trademark cover sheets must
be submitted. Only one set of documents
and cover sheets to be recorded should

‘be filed. If a document to be recorded is

not accompanied by a completed cover -
sheet, the document and any incomplete
cover sheet will be returned pursuant to
§ 3.51 for proper completion of & cover
sheet and resubmission of the document
and a completed cover sheet.

Cover Sheet Requirements

§$3.31 Cover sheet content.
(a} Each patent or trademark cover
sheet required by § 3.28 must contain:
{1) The name of the party conveying .

“the inferest;

(2) The name and address of the party .

- receiving the interest;

(3) A description of the mterest

' conveyed or transaction to be recorded;

(4) Each epplication number, patent .~

- number ar registration number against -

which the document is to be recorded, or
an indication that the document is filed
together with a patent application;

{5) The name and address of the party

to whom correspondence concerning the =

request to record the document should

-be mailed;

{6} The number of applications,

. patents or registrations identified in the _

cover sheet and the total fee;

-(7) The date the document was
executed;

(8] An indication that the assignee of

"a trademark application or registration -

who is not domiciled in the United
States has designated a domestic
representative (see §-3.81); and

(9) A statement by the party

* submitting the document that to the best' |
- of the person's knowledge and belief, .

the information contained on the cover
sheet is true and correct and any copy
submitted is a true copy of the original

" document; and

(10) The signature of the party
submitting the document.

{b) A cover sheet may not refer to -
both patents and trademarks.
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§3.34 Correction of cover sheet errors.
{a) An error in a cover sheet recorded
pursuant to § 3.11 will be corrected only
if: .
{1) The error is apparent when the
cover sheet is compared with the

recorded document to which it pertains,

and

(2} A corrected cover sheet is filed for
recordation.

(b} The corrected cover sheet must be’
accompanied by the originally recorded
document or a copy of the originally
recorded document and by the recording

- fee as set forth in § 3.41.

Fees

All requests to record documents must
be accompanied by the appropriate fee.-
A fee is required for each application,
patent and registration against which
the document is recorded as identified

" in the cover sheet. The recording fee is
‘setin § 1. 21[11) of this chapter for )
patents and in § 2.8{(g) of this chapter for

trademarks.
Date and Effect of Recom'mg
§3.51 Recording date. .
The date of recording of a document is

the date the document meeting the
requirements for recording set forthin

‘this part is filed in the Office. A

-document which does not comply with

" the identification requirements of § 3.21

will not be recorded. Documents not
meeting the other requirements for .

* recording, for example, a document

submitted without a completed cover
sheet or without the required fee, will be
returned for correction to the sender

where a corregpondence address is

gvailable. The returned papers, stamped
with the original date of receipt by the
Office, will be accompanied by a letter

"' which will indicate that if the returned

papers are corrected and resubmitted to
the Office within the time specified in -
the letter, the Office will consider the
original date of filing of the papers as
the date of recording of the document.
The certification procedure under either
§ 1.8 or § 1.10 of this chapter may be
used for resubmissions of returned
papers to have the benefit of the date of
deposit in the United States Postal
Service. If the returned papers are not

- corrected and resubmitted within the
. specified period, the date of filing of the

corrected papers will be considered to

. be the date of recording of the

document. The specified period to
resubmit the returned papers will not be
extended.®

§1.54 Etfect of recording.
* The recording of a document pursuant

7-16-82

§371 Prosscution by:assigmee.

- the exclusiomr of the named inventor or

. previous sssignee: The agsignee of x
- registered tredemari.ore trademark: for
. whiali-an-gpplication to register-Has-

 prosecution of the tra Tk &p'phcatitm_ prepared-forissuance ofi the certificate

- to § 3.11 is not a determination by the

Office of the validity of the document or
the effect that document has on the title

29644

to an:application, &-patent, or a-
registration: When:necessary, the Office
will defermine what efféct & document

" has, including whether a party has te-
-guthonity/to take an sction i a:matter

pending before the Office.

§:3.56 Conditional assignments.
Assignments which are made
conditional.on. the.performance:of:
certain acts or events, such.ags the

-payment of money or other condition

subsequent, if recorded in the Office, are

* regarded as absclute assignments for

Qffice purposes until cancelled with the
writterr consent: of all' parties or by the
decres of a-court of competent.
jurisdiction: The-Office does'not
determime whetlter-such cundltions have
beerfulfilled. :
Domestic.Representative.

§3.6r Domestic-representative..

. If the assignee of a trademark
application or registratioiris nos
domiciled in the United States, the
assignee must designate; ift writing to
the: Office, a domestic representative.
An assignee.of a:patentapplication or
patentmuy-designate: & domestic.
represent&tive:ifithe assignee is not
residing in: the United:States. The-
dbsignation sheil state: the: mrame.-and
address of-a person residing within: {fre-
United Rates on: whom:may be:served:

“process-aratice of proceedings:

affecting the application;. patent or:
mugistretion or rights thereunder.
Prosecution by, Assignee

The assignee of record-of the entire:
right; title and'ifterest in an-agglication
for-patent is entitled!to corduct the-
prosecutiorr of the patent application to.

been-filkd is-entitled to- conduet’ thre-

or registration'ta the exclusionrof the
original applitant or-previous assignee:. .
§3.73 Establishinguright.cof assignes:to
prosscute. .

(e} THe inventor is presumed:to be the
owner of g patent application; and-any
patent that' may-issue- therefrom; unless-
there is-an agsignment: The original
applicantis presumed to-be the owner-of
a-trademark application uniess-there ia:
an-assignment:

(b) When the assignee of tlie entire
right, title and:interest seeks to-take

BNA's Patent, Trademark & Caopyright Journal

action in a matter before the Office with
respect to a patent application,
trademark application, patent;.
registration, or reexamination _
proceeding, the assignee must establish-
its ewnership of the property.to-the
satisfaction of'the-Commissioner.
Ownership-isiestablistred by submitting,
to the Office documentary evidence-of a
aligin of'title-from- the original owner to
the assignee or by specifying (e:g: reel
and frame number, etc.) where such:

~ evidence is-recorded’in the Office:

Documents submitted to establish-

- ownerskip may be required to ba-

recorded-as a condition to permitting the
assignee-to-teke action'ih-a-matter
pendmg Hefore:tie Office: h-addition,
the-assignee of ‘o' patent'application or
patent'must submit a statement
specifying-that the-evidentiary

.documents have been reviewed and:

certifying-tiat, to:the Best-of ‘assignee’s
knowledge and-belief. title is in'tHe-
assignee seeking to-take the-action.

- Issuamce fo Assignee.
- §3.8% leace ofipatent-to-assignee:

(a¥:Fora patent application;.iffan:
assignmenttof the entire. right, title, and:
iirtersat is.recordedbefore:the issue fee:
ipprid,. tiox patent may-issue in the:name
of tha:asmignee: If the asmignee holds an

- undividéd:part interest;. the patent:may

issue jointly to the:inventoramd:the

- assignee. At the time the issue fee is

paid, the name of the assignee must be

‘provided if the patent is;to-issue. solely

or jointly to that assignee. :
{b) If the assignment is submitted for
recording-affer the date of payment of

_ the issue fee, but prior tg issuance of the

patent; the assignee may petition that
the matent-issue to the assignee. Any

- such-petition must be accompanied’by -

the fee-set-forth in § 1.17(i)(1):of this

chapter:
" §3.88 lssuwof registration toassignee.

The certificata-of registration nmy-be

- jssuedito the assignee-of the applicant,

or in a new name of the applicant;

" providedithat the-party files:a. writterr

requestin the trademark application by.
the timre the application is being

ofiegistration, andithe.appropriste.
dorumentimracordadin:tha-Office: I
the asgignment: ar mame.cliange:
documentliag:not:beem. recarded im-the.
Office; them:the writterurequest must:

state:thatithe:document has been flled.

for recordatiom. The: address.cfithe:

. assignee must be made of record in the

appilcanon file:

. Dated: June 24, 1992.

Douglas B: Comer, .

Atcting Assistant Secretary und Acting.
Commissioner of Patents and Tredémarks
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Note—The following appendix will not appear in the Cocde of Federal Peculations

Fon PTO-1644 RECORDATION FORM COVER SHEET U 5. DEPARTMENT OF COMMERCE
TRADEMARKS ONLY = Pemeiessnore
Tab settings 30> W v v : pd v . J v
- To the Honorable Commissiones of Patents and Trademarks: Please record the atteched oripinel documants or copy thareol,
1. Name of conveymg partyties): 7 _ 2. Name and addreas of receiving party{ias):
Intamal Address:
Q  Individuak(s) O Assoclation - o :
-Q General Partnership Q Limited Partnership Chy: . . State:__-__7ZIP:
Q Compomtion-Stats ’ } .
Q Other § O lndividesi(s) Gitizenship
Additional name(s) of conveying perty(es) atached? L) Yes (INo 0 Association
— ; O Generai Partnenshin
3. Nature of conveyance: : C 3 Limitad Partnenihip
‘O Assignment C Merger .3 Other.
C Secusity Agraement D.Changoofhlann . lmuumnnwunmm
{3 Other — . U QOves  Tine
. ] . Wﬂhnmmmm
‘ExawtionDa:a' _ wmgm—;w Qv Q0w
4, wmmws)ummmm:)

A.TradafmﬂAppﬁuﬂmNo(s‘,\ N B. Trademask registration No.(s)

' Additonal rumbem seached? [ ves TINo

5. Name and address of party to whoim comespondence 8. Total number of applications and l l
Name: . — ‘
 Intamal Addrass: S 7. Totat fee (37 CFR 2.41): s
' " O Enclosed

Cl thmhmm

Street Address:
8 Depmtmmmxrbor
Cay: State: ___ZIP: Mdmimmwdﬂﬁm'mwmmm
DO NOT USE THRE SPACE ;
9. Statement and

sighatiie.
. Tothe bastof my knowledge and beilef, mmmmmummmmmmmmmcopy
) wmmmm

mum% - . TﬂmdeM:.:" "

OMB Ha. 085 1-0011 (s, 404

—————————--u———-—.———n—-_—-—---——-”————————--—.—.—....q-.--.-—-

. Maﬂdxmnwbemdedwéd:'m&edcbvaiheeﬁnformﬁmm
’ commmdnmmmm

Box Assignments
- Washington, D.C. 20231

Public burden reporting for this sample cover sheet is estimated 1o sverage about 30 mioutes pet
document to be recorded, including time for reviewing the document and gathering the data necded,
and completing and reviewing the sample cover sheet. Send comments regarding this burden estimate
to the U.5. Patent and Trademark Office, Office of information Systems, PK2-1000C, Washington,

- D.C. 2023t andmﬂmOfﬁceomegemuundBudgm. Paperwork Reduction Pro,}ect(OGSI-OOI Y N

Washington, D.C. 20503,
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Guidelih_eé for Comp!eﬁ_nglfrademarks Cover Sheets

Cover Sheel information must be submitted with each document o be recorded. If the gocument 10 be recorded
cencemns both patents and trademarks, separate patent and radamark cover sheets, including any attached pages

... for continuing information, must accompany the document. All pagas of the cover sheet shouid be numbared
= consecutively, for exampie, ifboth a patent and trademark cover sheet is used, and information is continued on one -

additional page for both patems and uadamarls the pages of me cover sheat would be numbered from 1 to 4,

tem 1, Name of cuweym Party{les).
Enter the full name of the party(ies) convaying the interest. if there is mora than oneconveymg party, ertera check

h . markinthe “Yes"box 1o indicate that additional information is attached. The name of the sacond and any subsequant
- canveying party(ies) should be placed on an attached page clearly identified as a continuation of the information in
.hem 1. Enter @ check mark in the *No™ box, if no information is contained on an attached page

Hem 2. Name and Address of HeceMng Pany(iaa).

Enter the name ana fult address of the first party recsiving the interast, i mere is more than ane parly recannng the
interest, anter a check mark in the “Yes” i indicata that additional information is attached. An entity typa must be

- indicated for each recgiving party, and the ciizenship of individuais must ba indicated. If the receiving party s an -
" assignee not domiciled in the United States, a designation of domestic represantative is required. A designation of-

.~ domestic representative must be contained in a document separate from the assignment document. Place acheck
markinappropriate box toindicate whether or mtadas-gnauonotdomesncrepmsamauvers attached. Emeracr'eck

markmM‘No’box.dmm:nabomsmntamadonanana:hsdpaqe -

- Hem 3. Nsture of Conveyance.

Place a check mark in the appropnata box describing the natura of the conveying assignmient documant. -if the

- *Other” box is checked, specily the nature or e conveyance. Enter the execution date of the document, Itis

preferable 10 use the name of the month, or an abbreviation of that name in order that conlusion over dates is
minimized. :

Appllcltlm Number(s) or Registration number(s).

< Indicate the appfication numberfs) including serles code and serial nunter andior regxstraﬂon number{s) against
. - whichthe documentis o be recorged. Emsr achackmarkin the appropriate box: “Yes" or "No" if addifional numbers
- - appear on attached pages. Besura to ndemﬂy numbers included o attached pages as the continuation of Hem 4.

_hems5. mwmammuﬂmmmmmmmmsnwm

bemalied. - - .

'Emarthe nmﬂhﬂaddressofhpanthhomeorrespondem shbamasled.

"Tf'.i.'nms.faampuuuaawmlmmmmu. T

. ﬂ-w -

Enter the total number of applications and trademarks 'dennﬁad for racordanon Be sura b include all applrcat ons

. androgistammmﬁodonmemwshoetandonaddma!pages
_Block 7. 'l’oaanEnc.loud.

' . Emermebtaiheewosedorauﬂwﬂzadabemarged Afaesreqmrsdbreachappﬁcabonandrags.raﬂonagamst
.. which the document is recorded.

'.,.Ilems. Deposit Account Number.

Emermedeposntamoumnummaum:zecharges Amahaduplmteoopyofcovafsheembeused forthe.

deposit charge account transaction.

", NemS, Statement and Signature.

Emermenmofmepofsonmmmmedowm Thesummustsagnmdatemewmsrwet confirrming

. thai®othe bestof the persons knowledge 2nd befief, the information contained on the cover sheet is correctand that

any copy of the documant is & true copy of the ofiginal document. Enter tha total number of pages contained in the
cover sheet package, mcludmg any atrachodpagesmnwmng information continued from nmsonmscwf.- sheet. -

e
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' Note—The following appendix will not appear in the Code of Federal Sequlatiurs
FOMM PTO-1S4 . ) RECORDATION FORM COVER SHEET U.S DEPARTMENT OF COMMERCE
. ] - Putent and Trademar Offcy
- Appendix B PATENTS ONLY
: - Tab s¢trg 2 0 ¥ . v hd vy ' ¥ v v
To the Honorabie Commeasionsr of Patents and Trademarks: Piease moorg the attached orignal gocuments or copy thereal.
1. Name of conveying perty(les}: = - - 2 Navne ang accress of recewing party(ies):
’ ' Name:

irsermal Address:

mms)dmm-qw OvYe Oxe

3. Nature of conveyance:

O Assignment . O Mermer Strest Address: :
O SecurtyAgwerwrt - (O Changeocitiame | |
. Domg; - | ) i VCIy: _. State:____ ZP:
Execution Dale: - A : p Auau mn(-ﬁ H m.;) sached? Oves  ClNe

4. Applcation rumbers) o pafent rumber(s): Ce e
Hmmbmﬁwwm;mmmmmmaummns
APamwauonNau) C : « B. Paient No (8} ’

mn@w Ove ONo

5. Narne and address of party to whom i i } |
o mubc m g &Toﬁmrurdmwmm
Name: . , -
irtemial Addrass: : 7. Tolal toe (37 CFR3.41): $.
: - O Enclosed

o mmwnmaumaumm

Stroet Address:

aomlmrlmrber -

Cy ______________Siae:___21P: Mmmdﬂpm'mbydmdm)
' DONGTUSE TR BPACE .

9. Statement and signature,
Tommafmwww ubmmmsmw“awwmwpyuamm

- ofmowmnm

Totsl rumber of pages comgrising cover shest:

OMB No. 00510011 jascp. 484}

v S o ol S A I R R G SEED COSO EITE eclie S S T b A sl S S —"

namlhhdtmhm

mmmummmmmmw

Public burden reporting for this sample cover sheet is estimazed to average about 30 minutes per
document to be recorded. incliding time for reviewing the document and gathering the data needed,
and completing and reviewing the sample cover sheet.-Send comments regarding this burden estimale
1o the U.S. Pazent and Tradermark Office, Office of informasion Systems, PK2-1000C, Washington,
D.C. 20231, mdwﬂ!Oﬂiceo{MnmgenrmmdBudget.PapenvorkReduamanpa(OGS!-OOll)

Washington, D.C. 20503,
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Guidefines for Completing Patents Cover Sheets
Cover Sheet iformation must be submitted with sach gocumant 10 be racorded. it the document o be recor:ied

" concems both patents and trademasks, Separate patent and trademark cover sheats, incluging any attached pages
for cordinuing information, must acoompany the document. All pages of the cover sheet shoutd be msmbered”

consacytively, for exampla, if both a patent and tradamark cover shaetis used, and information is continusd on one

o additional page for both patents and trademarks, the pages of the cover sheet would be numbered rom 1 1o 4.

Rem 1. Hlme o! Cmvcyhg Party(ies).

- Enmer xha full narne ol ms partylies) conveying m nterest. Hthereis msuﬂ:cxentspace enter a chach mark it the

*Yes" box fo indicate Ihat additional informzlion is atached. The name of the additional convaying pariyfies] should
be praced on an attached page claarty identfied as a continuation of the information in flem 1. Enter 2 check mark

s in the *No® box, i no informalion is contained on an attached page.

Rem 2. Kame and Address of Receving Purty(les)

miterast, anter a check mark in tha “Yes” box fo indicale that addmorw mbrrnabon is anached Enter a check mark

" me‘No'box ifno :nfon'nabon is.comained en an attached page

Remn 3. Nltureo{c«tuym

_"PmacheckmammMappfopnaebo:dascnbmm namruolﬁtawnvayznﬁdocum miae'omer'bons

Emermma&dhﬁaﬂdressolmﬁmmrmwmmmhmst Hmaressmramnonapanysacemrqmef:f ‘

checkad, specify the nature of the conveyance. Entér the execution date of the document. his preferablg touse -

- the name of the month, ar an abbreviation of thal name, in order that conh.zssnn over.dates is m:mmzza.ff
" mema. Appiication Numberis) or Patent rumbers). *

Indcats the appﬁcatm numbe:(s) and/or patent number(s) againstwhich the docwnem istobe roccrded Hahonal
20phcabon numbers must include bot the series code and the sexial number; and international appiication numbers
must be complete, e.g., 07/123,456 for national application numbers, and PCTAUS91/12345 for imemational

* apphcaton numbers. Enter a check mark in the appropriate box: *Yes® or "No” il additional numbers appear on
: amedpages Basuvelomunmmmimdmammamemnuabonomm4

‘__lmS;mmmﬂMhMmmmlumm:mu
© be mal R

' ‘Enter the name andfun address of the panybwhomconesponderu lsb be maﬂed

hem §. Totsl Applications :nd Pmm momd.

- Enter the total number of applaw'ls and patanls denhﬁed for recoruamon Be sure © mc!ude an apphcabans and
- patenlsmnhfndonmamafmandonwmonalmas : R

. Block 7. TothnErr;bud L ’ .

Ener the totat fee enclosed or authorized to be charaed A!ee -1 reqmred for sach apphcabon and paieﬂi agamst -
- winch the docurment is recorded. .

7 Nern 8. Deposlt Account Number.

' Emermedepos!tamoumnuuwmauﬂ'omcharges Anachadup&miempyofeowyreembemedform .
- Geposit chargo account transaction. .

' _d fem 9, smmmsmre. _

Enter the name of the person submitting the documert. The smmar mus:s:gn and datelhaoow sheet, confirming

that to the best of the persons knowladge and belief, the inlormation contained on the cover sheetis comectand that

any copy of the document is a true copy of the onginal document. Enter the total numbar of pages contained inthe

cover shee!. zmh.-dmg any attached pages containing wﬂmnon mnnnued from items on the cover sheet.

IFR Doc. 92—15378 Filed 7-2-92; 845 am}
- BILLING CODE 2510~16-C
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PROPOSED NEW RULES ON OATH AND FEES
FOR CONTINUING PATENT APPLICATIONS

- 57 FR 31344

DEPARTMENT OF COMMERCE
Patent 2nd Trademark Oﬂi_ce _

‘37 CFR Part 1
[Docket No. 920666-2166]
AIN 0651-AA59

- Changes in Practice Heiatmg To Filing
" Patent Applications

' AGENCY: Patent and Trademark Offi ice,
Commerce,
ACTION: Notice of propused ru!emakmg

summaRy: The Patent and Trademark
Office (Office) is proposing to amend the
rules of practice in patent cases to
provide a uniform practice with respect
to an oath or declaration and filing fees
in continuing applications.
"DATES: Written comments musi be
""received on or before August 14, 1992, to
ensure consideration. An oral heanng
will not be conducted.
ADDRESSES: Address written comments
to Office of the Assistant Commissioner
for Patents, Box DAC, Washington, DG’
.~ 20231, marked to the atiention of Jeffrey
V. Nase, Correspondence may be sent to
~ FAX to the attention of }effrey V. Nase

"' at (703) 305-8825,

" FOR FURTHER INFORMATION CONTACT:
Jeffrey V. Nase, by telephone at {703}
* 305-9282 or by mail marked to his

- -attention and addressed to Office of the
_- Assistant Commissioner for Patents, Box
DAC, Washington, DC 20231

SUPPLEMENTARY INFORMATION: A
‘continuing application (i.e., a
tontinuation or divisional applicaticn)
filed under § 1.60 does not receive a
: ﬁhng date until a complete copyof the
prior application is filed, including a true
copy of the oath or declaration. Since
~ the Office is in possession of the prior
application’s oath or declaration, it is
proposed that § 1.60 be modified to be

" " consistent with §§ 1.53 and 1.62 by

. permitting filing of a true copy of the
oath or declaration within a time
. specified in a notice of missing parls

- mailed by the Office.
- The specific revisions proposed are
. discussed below.

{1). Correction Inventorshlp {Section 1. 43)

Section 1.48(a} is proposed to be
amended to replace the designation by
" letter-of various requirements therein
with numbered designations so as to
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avoid confusion when making reference
to this section.

{2} Procedures for Completing .
Applications Filed Under Section 1.60

Section 1.60 outlines one of the
procédures that may be followed by
applicants to file a continuation or
divisional application. One of the -
requirements under this section is that

_applicants file a true copy of the

complete parent application as filed,
including the cath or declaration.,
Paragraph (c] of this section specifies
that a filing date will not be granted if
applicant fails to file a complete’
applicatién under this section. A filing

- date would be granted as of the date of

receipt of the missing item. It is
proposed that this practice be modified
to be similar to the procedures for filing
continuing applications under § 1.53{d) ~
and continuation-in-part applications
under § 1.62. More specifically, a new

-paragraph (d} is proposed 1o be added in
~- §1.80 to indicate that if an application

filed pursuant to § 1.60{b} is otherwise

‘complete, but does not include the ~

appropriate filing fee or a true copy of
the oath or declaration from the prior
application, a filing date will be granted.
The true copy of the oath or declaration,
as well as payment of the appropriate
filing fee must be submitted within a
time period specified in a notice of -
missing parts mailed by the Office.In a
manner similar to the practice under
§§ 1.53(d} and 1.62{d), the appropriate
oath or declaration and/or filing fee as

31345

well as the surcharge set forthin

§ 1.16{e) must be filed within the time
period specified in the notice of missing
parts in order to avoid abandonment of
the application. Paragraphs (b) and {c}
of this section are proposed to be .
amended to make reference to the
exception specified in proposed
paragraph [d} discussed above.

- Other Considerations

The proposed rule change is in
conformity with the requirements of the
Regulatory Flexibility Act (5 U.S.C. 601
et seq.), Executive Orders 12291 and
12612 and the Paperwork Reduction Act
of 1980, 44 U.5.C, 3501 et seq. '

The General Counsel of the
Department of Commerce has certified
to the Chief Counsel for Advocacy,
Smail Business Administration, that
these proposed rule changes will net
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have a significant adverse economic
impact on a substantial number of amall
entities [Regulatory Flexibility Act, 5

-U.S.C. 805[b)}. The principal impact of

these proposed changes is.to accord a
filing date to certain continuing

" applications which, through oversight,

fail to include certain papers which can
be submitted after the filing date.

The OQffice has determined that this
proposed rule change is not & major rule

-under Executive Order 12281, The

annus] effect on the economy will be
less then $100 million. There will be no

- major increase in costs or prices for

conswmers, individuals, industries,
Federal, state or local government

-agencies, or geographic regions because

most of the proposed changes reduce
procedural burdens, There will be no
significant adverse effectson -
competition, employment, investment, -
productivity, innovation, or on the

"ability of United States based

enterprises to compete with foreign-
based enterprises in domestic or export
markets,

The Office has also determined that
this notice has no Federalism*
implications affecting the relationship
between the National Government and
the States as outlined in Executive -

. -Order 12812.

The rule change will not impose a
burden under the Paperwork Reduction

. Act of 1980, 44 US.C. 3501 et seq., since
" no recordkeeping or reporting
- requirements within the coverage of the

Act are placed vpon the public.

- List of Subjects in 37 CFR Part 1

" Administrative practice and

. procedure, Freedom, of information,

Inventions and patents, Reporting and

- recordkeeping requirements.

For the reasons set out in the

- preamble, and pursuant to the authodky '

contained in 35 U.S.C. 8, the Office

__proposes to amend 37 CFR part t as
follows, wherein deletions are indicated

by brackets ({}] and additicns by arrows
(> <k .

- PART 1—RULES OF PRACTICE IN

PATENT CASES

1. The authority citation for 37 CFR
part 1 would continue te read as ”
follows:

Autbority: 35 U.S.C. 6, unless othemse

noted.

2. Section 1.48, paragraph [a) is
proposed {o be revised to read as
follows: )
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" % '§%48 Comection of Inventorship.

(a} If the correct inventor or inventors
~are not named in an application for
-patent through error without any

- .deceptive intention on the part of the

actual inventor or inventors, the
application may he amended to name
only the actual inventor or inventors.
Such amendment must be diligenfly =
made and must be accompanied by
[(a)] >: '
{1) < A petition including a statement
of facts verified by the original named

inventor or inventors establishing when -

the error without deceptive intention

: va::s discovered and how it occurred;
] .

[ >{2)< An path or declarahon by
- each actual inventor or inventors as

. required by § 1.83; [{c]]
' >(3) < The fee set forth in § 1.17(h);

- and [(d)j

>{4} < The written consent of any

assignee. When the application is
" *involved in an interferance, the petition
" - shall comply with the requirements of
. this section and shall be accompamed

by a motion under § 1.634, -
. 8. In section 1.60, paragraph {b] and
[c} are proposed to be revised and :
paragraph (d) is proposed to be added to
read as follows:

§1.60 Continuation or divisional
~ application for hvanﬂon discosed in a pdor
appllcaﬂm _
L] * - * *

(b} An applicant may omit signing of
the oath or declaration in a continuation
or divisional application (filed under the

"-conditions specified in 35 U.S.C. 120 or

121 and § 173{&]] if: o
f1) The prior application was a

. complete application as set forth in

" §1.51(a}, '

.. [2) Applicant indicates that the .

- application is being filed pursuant to
: . this section and files a true copy of the

71 6-92

- be a verified statement if made by a -

prior complete application as filed

_including the specification {{including]

> with < claims), drawings, oath or
declaration showing the signature or an
indication it waa signed, and any
amendments referred to in the oath or
declaration filed to compiete the prior
application,

(3} The inventors named in the

- continvation or divisional application

are the same or less than all the
inventors named in the prior application,
and .

{4) The application is filed before the

patenting or sbandonment of or
termination of proceedings on the prior
application. The copy of the prior
application must ba accompanied by a
statement that the application papers
filed are 2 true copy of the prior
application and that no amendments
referred to in the oath or declaration
filed to complete the prior application
introduced new matter therein. Such
statement must be by the applicant or
applicant’s attorney or agent and must

person not registered to practice before

- the Patent and Trademark Office. Only
-amendments reducing the number of

claims or adding a reference to the prior
application (§ 1.78(a)) will be entered
before calculating the filing fee and .
granting the filing date. If the
continuation or divisional application is
filed by less than all the inventors
narned in the prior application, a
statement must accompany the
application when filed requesting
deletion of the names of the person or
persons who are not inventors of the
invention being claimed in the

- continuation or divisional application.

{If] >Except as provided in paragraph
{d) of this section, if< a true copy of the
prior application as filed is not filed

with the application or if the statement -
_ that the apphcauon papers are a true

copy is omitted, the application will not

‘be given a filing date earlier than the

date upon which the copy and statement
are filed, unless a petition with the fee
set forth in § 1.17(i)}{1) is filed which
satisfactorily explains the delay in filing
these items.

(¢} If an application filed pursuant to
paragraph (b) of this section is
incomplete > for reasons other than
those specified in paragraph {d) of this
section <, applicant will be notified and .
-given a time period within which to
complete the application in order to
obtain a filing date as of the date of
filing the omitted item provided the
omitted item is filed before the patenting

_ or abandonment of or termination of _
" proceedings on the prior application. If

the omission is not corrected within the
lime period set, the application will be
returned or otherwise disposed of; the .
fee, if submitted, will be refunded less

- the handling fee set forth in § 1.21(n)..

>{d} If an application filed pursuant
to paragraph {b) of this section is -

- otherwise complete, but does not

include the appropriate filing fee or a
true copy of the oath or declaration from

- the prior application, showing the

signature or an indication it was signed,
a filing date will be granted and
applicant will be so notified and’ given a

" period of time within which to file the

fee, or the true copy of the oath or
declaration and to pay the surcharge as

- set forth in § 1.16{e) in order to prevent -

abandonment of the application. The

. notification pursuant to this paragraph
~ may be made simultaneousty with any

notification pursuant to  paragraph (c} of .
this section. < :

~ Dated: July 8,1992. -

Deouglas B. Comer, ° .

Acting Assistant Secretary end Acting
Commissioner of Potents and Trodemarks.

- [FR Doc. 92-16494 Filed 7-14-92; 8:45 am]
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