'MEMORANDUM

TO: t Evaryone
. FROM: SN
. .ﬁATE -.__November 3, 1997 . : - . : ___\\)
.TaRE:“' : "New.Rules Effectivé beéeﬁber.l,ji§97_ -"._:%fgjafat

- Continuing Applications .

_ -~ The PTO has promulgated many rule revisions which will
"'become effectlve December 1, 1997.° Among”these, there is no
longeér any Rule 60 and no longer'any Rule 62, and therefore

- effective Monday, December 1, 1997, we will no longer be able to
file Rule 60 and Rule 62 contlnuatlons and. lelSlonS, and also
~no longer be able to file Rule 62 CIPs.

As of Monday, December 1, 1997,7all new applications
will be filed under Rule 53, which Rule 53 has now been expanded
- to cover various different kinds of new applications. :

_ _ What used to. be a Rule 62 continuation or division
will now be a "continued prosecution application" (CPA) under

Rule 53(d). The PTO has an approved form which we will use
until we create our own form (which may be either before or
after December 1). A copy of this PTO approved form is

~attached. A CPA will retain the same serial number as the
parent application, and we will not receive a new filing
receipt. Unlike the old rule 62 practice, we will not be able
to file a CIP under rule 62 (we Seldom did that anyway)

' What was previously a Rule 60 division (or
‘continvation) will now be simply a new application under Rule
" 53({b). 1Instead of a new declaration/POA, we will simply use a
copy of the old declaration/POA from the parent application. A
copy of the PTO approved form for filing such continuing '
applications {also for use in conjunction with flllng entirely
new applications) is attached

, I enough'people express an interest, we can have a

- staff meeting on these matters. Otherwise, if you have a

' questlon ask Mr. Browdy or me (Mr. Browdy has studied the new
rules in detail) . ‘ . _ . ‘ :




Plaase typa a plus sign {+) insida this box ~9» D

PTO/SBIZG {12/87)
Approved for use mmgh oglaafou OMB 0851-0032 =~

' Patent and Trademak Offica: .S FCOMMERCE,
. Under the Paperwnm Reduction Acl of 1985, no parsons are required to respond ta & collection of inforrmation unless i d:splays a vaim OM% canh'ni

CONTINUED PROSECUTION APPLICATION (CPA)
REQUEST TRANSMITTAL

Submit an original, and a duplicata for fee processing.

) CHECK BOX, it appécabie:
- {Onfy for Continuation-or Divisiéhal applications tinder 37 GFR 1.53(d)} B D DUPUCATE ,-

Attorney Docket No.
Address fo: :

Assistant Comm:sssoner for Patents First Named Inventor
Box CPA _
.Washington, DC 20231 Exprass Mail Labei No.

Total Pages

| _ This is a request fora - . [] continuation or - [:] dlwsnonai apphcation under 37 CFR 1. 53(d) .

filed on- _ - entltled

NOTES o

3 F!UNG QUAL!F?CATIONS' Tha -arer applfcaﬂon 1dantfﬁed abova must be-a nonpmws:cnai apphcabon that ise
a.vther {1 comptete as daﬁned by:37 CFR 1. 51(b) and fited on oraﬂ‘er June 8. 1995. or {2y the: nat.vonal stage

ACCESS 10 PRIOR APPUCAT?O £ The ﬂifng of s CPA w:l! be, canstrued to mcl o 3 waiver. of _

confidentiality by the applicant under.35: U.8.C. 122 to the extent that any.member of the public-who is entiffed:
“ under the provisions.of 37 CFR: 1.14'tv-access fo, copies of or information concaming, the-prior application:
- may be: given similar: access: I, copies of: or .srmdar mformaua concaming;: the ather ppkcatwon or:

appltcaf;ons in tha ﬁfe Jacket : il e L

i 35 U.S.C. 120 STATEMENT' ina CRA o reference to the pnar application’is needed i the first sentence-of-
-the specification and none-should be-submitted.. If a sentence -referencing.the:prior application is-submiited; it:
will.nol ba entared.” A request for a CPA'is the specific reference required by-35 U.5.C. 120 and ﬁo every-;‘
* appiication assigned the-applicatiors number identifiad frr such request: SECFR1:78(a); -~ 5

1. E] Enter the unentered amendment previously fi led on
under 37 CFR 1.116 in the prior nonprovisional application.
2. [ A preliminary amendment is enclosed.
3. This application is filed by fewer than all the inventors named in the pnor application, 37 CFR 1.53 (d)(4)
a. D DELETE the foliowing inventor(s) named in the prior nonprovisional application:

.........................................................................................

----------------------------------------------------------------------------------------

b. D The inventor(s) to be deleted are set forth on a separate sheet attached herato.
4. D A new power of aftomey or authorization of agent (PTO/SB/81) is enciosed.
5. Information Disclosure Statement (IDS} is enclosed:

a [] PTO-1449

b. [ ] Copies of DS Citations

{continued prosecution apphcatlon (CPA)) of pnorapphcatmn number ok . - — 1

: [Page 1 of 2] '
Burden Hour Statement. This form is estimated fo take 0.4 hours to complete. Time will vary depending upon the needs of the individual case. Any
comments on the amount of time  you are required to complete this form shoukd he sent 1o the Chief information Officer, Patent and Trademark
Offica, Washingtor, DC 20231, 00 NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commlssnns for
Patents, Box CPA, Washmgton 0OC 20231,




Pleasa type a piug sign (+} inside this box > D

PYOISRIZ0 (12/97)
Approved forusaﬂwughoamo OMB 0851.0032 e

Patent and Trademark Qffice: U.S. DEPARTMENT OF COMMERCE
Under the Paparwork Reduc:hon Act of 1895, no persoris are required o respand to a colleciion of informauon unress it disptays a valid OMB control number.

CLA'MS (1) FOR {2 NUMQER FILED | {3) NUMBER EXTRA {4) RATE (58) CALCULATIONS
e 20 = | x$___=|$
INDEPENDENT | . ;
"CLAIMS(37 GFR 1.18(b) : 3= : 1 x$ =
MULTIPLE DEPENDENT GLAIMS (i appiicable) (37 CFR 1.16(d}) +$ =
BASIC FEE
{37 CFR 1.16{a})
Total of abiove Caiculations =
Reduction by 50% for fiing by small entity (Note 3‘_( CFR 1.9, 1.27, 1.28). .
TOTAL =

6. Small entity status:
ERI A small entity statement is enclosed.

alt entity statement was filed in the rior non rov:suonal a hcatxon
.00 A R e o proper and desnre% P p_p

e D Is no longer ciaimed.

7. The Commissioner is hereby authorized to cred:t overpayments or charge the following fees to
Deposit Account No. -

a.[]J Fees required under 37 CFR 1.16.
b.[[] Fees required under 37 CFR 1.17.
¢.[] Fees required under 37 CFR 1.18.

" 8. ] Acheck in the amountof $ is enclosed. '
B, [T] Ot ot ecereeeve e seree st res e st s e erensbremssaneseens ettt an bt aesenns etesteeraimnens "~
E NOTE: : The pﬂorapp!:cat:on L correspondence address will'carry-overto this PA

UNLESS: a new correspondence address.is provided below.

10. NEW CORRESPONDENCE ADDRESS

T Customer Number or Bar Code Latel or  [Z1 New comespondence address below

(lnse;f C&s!umero arAtlad: barcod abal h

R T N L

) NAME
ADDRESS
crY ] STATE ZIP CODE
COUNTRY , TELEPHONE FAX

11. SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT REQUIRED"

NAME

SIGNATURE | -

DATE-

[Page 2 of 2]



. ! PTO/SBIOS (12/97)

Please fype a plus sign (+) inside this box —» D : Approved for usa through 09/30/00. OMB 0851-0032
: . Patent and Trademark Cffice; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons ara requited to respond to a collection of information unless it disptays a valid OMB control number,

UTI LITY - Attomay Docket No. - Total Pages 1
i P A TE .MT A D D L ! c A .ﬂ 0 N First Named inventor or Application fdentifier
TRANSMITTAL | _
enry for new nonprovisional applications under 37 CFR 1.53(b))| Express Mail Label No.

APPLICATION ELEMENTS ASSISTa Commissionat for Patents

- . y " ADDRESS TO: Box Patent Application
See MPEP chapter 60G conceming ulility patent application contents. ‘Washington, DC 20234

Fee Transmittal Fortn ‘ : D " ' .
6. Micro
1. D (Submit an original, and a dupficate for fee processing) - fiche Computer Program (Appendix)
2. ]:I Specification [Total PagesD H 7. Nucleotide and/or Amino Acid Sequence Submission
(preferred arrangement set forth below) ) (if applicable, all nacessary)
- Descriptive title of the Invention o a D Computer Readable Copy
- Cross References to Related Applications _ . _
- Statement Regarding Fed sponsored R & D L b. D Paper Copy {identical to computer copy)

- Refarence to Microfiche Appendix

. Background of the Invention

- Brief Summary of the invention’

- Brief Description of the Drawings (i fled)

c. I:l Statement verifying identity of above copies

- ACCOMPANYING APPLICATION PARTS

- Detailed Description _ B. D 'Assighment Papers (cover sheet & document(s)}
- Claim(s) - ‘ o I:l 37 CFR 3.73(b) Statement D Power of Altorney
- Absiract of the Disclosure (when there is an assignes)
3. D Drawing(s) (35 USC 113} [Tgra;snee:slj] _ 10.[] English Translation Document (if applicabls)
11 D Information Disclosure Copies of IDS
4, Oath or Declaration [Total Pages ‘:] . Statement (IDSYPTO-1449 Citations
l__—] Newily executed (original or copy) 12 D Preliminary Amendment
Copy from a prior application (37 CFR 1 63(d)) Return Receipt Postcard EP 50
b. ) eturn Receip card (MP! 3)
: fo tigr/di J with Box 1 leted 13. ) oV
D o te B 5 ety ) L] (Should be specifically iemizec)
i DELETION OF INVENTOR(S) 14 [:I Small Entity Statement filed in prior application,
g Sighed statement attached deleting ’ _ Statement(s) Status still proper and desired

inventor(s) named in the prior application, |z D Certified Copy of Priority Document(s)

_ see 37 CFR 1.63(d)(2) ard 1.33(b). {if foreign priority is claimed)

5. Incomporation By Reference (useable if Box 4b is checked) 18 D Other: :

The entire disclosure of the prior application, fromwhichaf '
copy of the oath or declaration is supplied under Box 4b,
is considered as being part of the disclosure ofthe : .
accompanying application and is hereby incorporated by : S tErmtmrmessas prrTrerassstmmemoomrenes
reference therein.

17. Ifa CONTINUING APPLICATION, check appropriate box and supply the requisite information: ]
D Continuation D Divisional - D Continuation-in-part (CIP) of prior applmmun Na: !

18 CORRESPON DENCE ADDRESS

D Customer Number or Bar Code Label or D Comrespondence address befow

{Insad Customer No or Altach bar code fabed hena)

NAME

ADDRESS

oIy ' ) STATE _ ZiP CODE
COUNTRY : TELEPHONE FAX

Burden Hour Statement This form is estimated to take 0.2 hours to complete. Time will vary depending upon the needs of the individual casa. Any
commeants on the amout of time you are required to complete this form should be sent to the Chief information Officer, Patent and Trademark Office,
Washington, BC 26231, X0 NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents,

Box Patent Appiication, Washington, DC 20231.




and Procedure

|\Final Rule: Changes to Patent Pmctice_

Robert J. Spar

Director, _

Special Program Law Office
Deputy Assistant Commissioner
for Patent Policy & Projects
U.S. Patent & Trademark Office
703 305-9285, bob.spar@uspto.gov

Final Rule: Changes to Patent Practice
- and Procedure

Effective Date: December 1, 1997
Published in the Federal Register & OG

62 Fed. Reg. 53131 (October 10, 1997)

1203 Of Gaz. Pat. Office 63 (October 21, 1997)

Errata; - 62 Fed. Reg. 61235 (November 17, 1997)
- 1204 Off Gaz. Pat. Office 90 (November 25, 1997)

Change to § 1.53(d) - Interim Rule:
— 63 Fed. Reg. 5732 (Feb. 4, 1998)
- 1207 Off. Gaz. Pat. Office 83 (Feb. 24 ]998)

Rev.8 - ) . 2




ebook Materials + 2/98 Supplement

1. Changes to Patent Practice and Procedure - Final Rule,
Index of Final Rule, Errata Notice, & § 1.53(d) chge

2. Subject Matter Summary I - Highlights
3. Subject Matter Summary II - Condensed
4. Subject Matter Summary III - Detailed
5. Rule-by-Rule Summary IV
6. Training Slides
7. Application Filing Forms
8. Questions and Answers
9. Selected Form Paragraphs for Examiner Use
10. CPA Application Processing Flowchart - Obsolete
11. Reissue/Reexam Amendment Handout

Rev, 8 3

Implementation

General Approach:

Treat papers filed prior to 12/1/1997 i in the
most favorable way possible for the
applicant.

~ Website: www.uspto.gov
Supplemental Q’s & A’s, not1ces
Revised filing forms - now in 2 formats




Introduction to the Patent
Practice and Procedure Changes

Applic'ation Filing

Topic 1. Application Filing ................. 6
- Topic 2. Deceptive Intent .................. 22
Topic 3. Appeal Process ................... 27
Topic 4. Time-to-Reply .................... 31
Topic 5. Miscellaneous ...........cccuv..... 36

........................................ 39

Summaries..

Apphcatlon Filing - 37 C.F.R. § 1. 53
Major Changes

Entire rule substantially revised |
 All applications will be filed under § 1.53 .
-+ Filingunder § 1.60 and § 1.62 (FWC)'abolished
* Applications similar to § 1.60 filed under §1.53(b)
— with a copy of the prior oath/dec under § 1.63
— with the same or fewer inventors - §1.53(b)(1)

-+ Applications similar to FWCs (§ 1.62) filed as
CPAs under§ L. 53(d)

L . Application Filing -




Appllcatlon Filing- 37 C.F.R. §1.53
Paragraph Overview

+ § 1.53(c) Prov151onal Apphcatlons

* § 1.53(d) Continued Prosecution Applications - CPAs
— Former FWCs (Rule 62)
— Not for CIPs
« § 1.53(b) Everything else*
— new applications, with new oath/dec -
~ — continuation/divisional apphcatlons w1th copj,r of oath/dec

— CIPs, with new oath/dec
* except PCT appiications

Rev. 8 T 7
i it Application Filing

Apphcatlon Filing - 37 C.F.R. § 1.53(b)
- Dec.'s

Oath and Declaration Requirements R
-» Only § 1.53(b) filings require an oath/dec ' ‘ﬂ/ 49

.' -+ QOath/dec may be an orig. or copy (§ 1. 63(d)) M ﬂo - ,N
- —copy from a prior application, or
— newly executed for this apphcatzon _ W

» Qath/dec need not be submitted on filing
 (§1.53(f)); must include P.O. address

~ « Newly executed oath/dec needed for CIP

apphcatlon or a non-continuing apphcatlon

R : 8
ov-8 Application Filing

m{b vam@‘/ WW%




Application Filing - 37 CF.R. § 1.53(b)
Spec’s

Specification Requirements for Cont/Div cases
using a copy of the Oath/dec (§ 1.63(d))

~« Commandment: May not contain new matter - GW

» “True Copy” requirement of Rule 60 dropped | M |
- May be edited, rearranged, reformatted - whatever ~ W
« Examiners’ responsibilities concerning the statusas |

a continuing case stay the same ' B

%Specrﬁcatmn should include an mcorporatxon-by— 3// ?ﬂ"uﬁ& 4 5

reference of prior application (to avoid inadvertent -

~Application Frhng - 37 C.F.R. §'1.53(b)
Wreck’s

loss of subject matter)

» Cases des1gnated as Rule 60 Treat as
-§ 1.53(b)

e § 1.53(b) is the default home for ﬂlirig; b%/f/)w/m”‘f
~ unless specifically designated as a CPA,

~a § 371 or a provisional application

» Problem cases will end up under thls " a’/, M?A/
paragraph o

L

: ' 0
1 - Application Filing




Apphcatlon Filing-37CFR. § L. S3(d)
CPAs

Continued Prosecution Applications
~ * Replace Rule 62 FWC |

* Only Basic Requirement
 — Cannot include new matter

Note: Immediate prior application may be ﬁled
before, on or after 6/8/95

—'See: 63 FR 5732 (2/4/98); 1207 OG 83 (2/24/98)

Application Filing

Application Filing - 37 C.F.R. § 1.53(d)
CPAs (cont)

'CPA Application Attributes

« Uses the file jacket and contents of the pnor
- application : -

- = Uses same application number as prior application

-+ Prior apphcatlon is expressly abandoned as of -
ﬁhng date of CPA request

st MWWM




How to Recognize a CPA

» Application File Wrapper:
(a) Typical Contents Entry -

_ U Reguest fr A 12/15/98
(b) Face of File: “CPA” label

+ PALM: “Conten” col of 2952 screen - look for
- “ACPA”(continuation) or “DCPA” (divisional)
+ Form paragraph will be in the first action of CPA

« IfNofice of Abandonment is received- CPA was not
established!

+ Patent will include statement re: CPA & 20 vI. patent term

Rev? ’ L Applicasion Filing 13

Application F1lmg CF.R.§1. 53(d)
CPA (cont) 37

CPA F1hng - e W f“”’

+ May be filed by fax (§ 1.6(d)(3)) or hand dehvered to

group | % @,,,,w,

» - Certificate of transmlssmn]mallmg under § 1.8 does not -

- apply to filing of CPA
-+ Filing date is date of receipt of complete facsumle '
' transmission S )'palé’/ W
« Make and retain fax transmission report f6r rel1ef by W a

- petition under § 1.6(f) if PTO loses fax. o W
- Rev. 8
M%Mﬂﬁi

1. ! Application Fi]ing )




e

Application Filing - 37 C.ER. § 1.53(d)
CPA (cont)

* 4 CPA Filing Requifements

— Request for CPA must be a separate paper
- Identify prior application number
— Prior application must be complete

- — Copending with and before payment of issue
- fee in prior application, unless § 1.313(b)(5)

~ petition granted | | . '
- o o ) .
N - 7

e

Application Filing - 37 C.F.R. § 1.53(d)
CPA (cont) '

' wd fry b |
CPA Processmg in PTO: e ﬁi‘;ﬁ/ |

* Processing will be performed in Group where prior

“application assigned | /7/ ﬁ“-’ M

~» No new filing receipt issued

-« As later payment with surcharge is permitted per
§ 1.53(f), no Office action or interview will be glven

until filing fees paid

- //&mﬂ/ © Res i o M ]"'1’7' f""m

e
f et




Application Filing - 37 C.F.R. § 1.53(d)
CPA (cont)

CPA: 35 USC 120 Benefits
» The first sentence of the specification need not,

and_ma; not, refer to the prior application.

« The effective filing date is at least the filing date
‘of the parent. |

L Application Filing 17

Carry-Over Documents
' CPA (cont)

Papers in the prior application that do CARRY
- OVER to, and will be considered in, a CPA:
» Affidavits/declarations under 37 C.F.R. §§ 1.130-1.132
« Information Disclosure Statements -
¢ Terminal Disclaimers
'« Petitions under 37 C.F.R. § 1.48
'« Priority claims (foreign and domestic)
» Deposit Account charge authorizations

~+ Elections -
. - — unless the CPA is a divisional or indicates otherwise
e Ownershlp subrmssmns under 37 C.ER. §3.73(b)

13
1 Application Filing




Carry-Over Documen
CPA (cont)

Papers in the prior application thélt do NOT M
carry-over to a CPA

~+ Small Entity Status /3,”1
— small entity status must be specifically W

established in a continuing application, but may 145

be established by payment of the small entlty

| r
basic filing fee - o | W‘/ P W
« Elections o B g

— where the CPA is a divisional or otherwise
indicates that the election in the prior application

does not .carry over /Mdmxg/ W

1 Application Filing

Apphcatlon Filing - 37 C.F.R. § 1.41(a)
Inventorship

The executed oath/dec names the inventorship:
—————" : .

- » Inventor’s name is no longer needed for a filing date -
.« Executed oath/dec sets the names of the inventors

* If no name of an actual inventor is provided with the
- application papers, an identifier consisting of
alphanumeric characters is requested (e.g., attorney

.docket HUW W g0 WMWW/W

%W”MM

T

0




Application Filing - 37 C.F.R. § 1.41(a)
Inventorship

Inventorship in provisionalapplication identified in:

» Cover sheet; or in the

« Application papers under § 1.53(c), IF the cover

sheet was not filed during pendency of the
provisional application; or ina
Pétitio_n’ under § 1.41(a)(2) for change of names or

' .inventors. :

a1

1 Application Filing

Application Filing Changes:
Summary

37C.FR. § 1.60 and 1.62 eliminated

37 CFR. § 1.63(d) provides for the use of a.copy

. of the executed oath/declaration from a prior

-application in a continuation or divisional (filed
- under 37 C.F.R. § 1.53(b)) .

~ Replaces practice under 37 CF.R. § 1.60

37 C.F.R. § 1.53(d) provides for Continued
Prosecution Applications (CPAs)

~ Replaces practic_e under 37 CF.R. § 1.62

L ReV-8 lication Filing

_—

11




Topic 2:
Deceptive Intent

37 C.F.R.§ 1.4 Verification of correspondence

37 C.FR.§ 1.171 & 1.175 Reissues.

prosecute
37 C FR.§1 28 Small Entlty Status

37 C.F.R.§ 1.48 & 1.324 Correction of 1nventorsh1p

37 C.F.R.§ 3.73(b) Establishing right of a551gnee to

Deceptive Intent - 37 C.F.R.§ 1.4

37CFR.§1.4and 10.18:

 Puts inventors on the same plane as attorneys and

agents

» An explicit verification is not required for certain .
submissions, e.g. small entity statements (§ 1.27),

- correction of inventorship (§ 1.48), substltuted
- gpecifications (§ 1.125).

» The verification requirement is retained in certain
. sections {(e.g., 37 C.F.R. § 1.63 oaths, §§ 1.130,
- 1.131, and 1. 132 afﬁdawts)

4

2 Deceptive Intent

WML

12




Deceptive Intent - 37 C.F.R.§ 1.48 & 1.324

Correction of inventorship in applications
(§ 1.48) & patents (§ 1.324)

~ » Eliminated factual showing requirements
» Eliminated diligence requirements .

* Narrowed and changed parties who must submit

~ statements _ |

- — 37 C.F.R.§ 1.48: statements required only from
inventors to be added to or deleted from application

— 37 C.F.R.§ 1.324: statements re deceptive intent only

required from inventors added or deleted

Z.Rw' 8 Deceptive Intent Issues %

._ Deceptiife Intent - 37 C.F.R. § 3.73

The assignee's ownership interest is established
- by filing a statement under 37 C.F.R.

§3.73(b):

“37CFR.§ 3.73(b) no longer requires that an .

assignee

— specifically state that the evidentiary documents |
have been reviewed, and

— certify that title is in the assignee seeking to take . -
action -

S Deceptive Intent [ssues 26

13




| Deceptive Intent - 37 C.F.R. § 1.28 (2)(2)

Small Entity Status |
The payment of the small entity basic |
statutory filing fee will be treated as the M
required reference to a small entity W&-fﬁ W/,L/

- - statement in a prior apphcatlon orina
patent in: W

- continuing applications, and
- reissue applications

2. Den.epﬁve Intent Issues

| Topic 3:
Appeal Process

.~ «37CFR § 1. 191 Notice of Appeal

*« 37CFR.§1.193 Examiner's Answer &
Reply Brief |

. 37 C F.R. § 1.196 Decision by the Board

e i %‘W
MWA;/M

o Appeal Frocess

wighd




Appeal Process -37 CFR. §1.193
Examiner’s Answer

While § 1.193 precludes New Grounds of rejection
in an Examiner’s Answer,
IF

1. an amendment uhder §1.116 is submitted, and

2. advisory action indicates the § 1.116 amendment would be entered for appeal
purposes, and which individual rejections in final would be used to reject the
new or amended claims, W A(/ﬂW A,

THEN - il
3. Appeal brief must address the indicated rejections, and :
4. Examiner's Answer may include such rejections o

Prosecution reopened for new ground(s) of rej ection.

29
3. Appenl Process

Appeal Process - 37 C.F.R. § 1.193

- Where prosecution is reopened, under § 1.193(b)(2),
appellant must:
» file an appropriate reply to the Office action; or
= request reinstatement of the appeal |
— request must be accompanied by a supplemental appeal brief

* reinstatement option will avoid need for a final Office
action when applicant chooses to go back to the Board
~of Appeals :

3. Appeal Process. 30 -

15




Appeal Process - 37 CFR. § 1.193

s Timely reply brief élwaxs entered--§.1.193(b)(1)
“+ New amendments, affidavits, declarations, or

exhibits are not entered except as permitted by
§§ 1.116 and 1.195.

» Examiner must:
— acknowledge and enter the reply brief; or
— reopen prosecution to respond to the reply brief

“+ Supplemental examiner’s answer not permitted

L= Dy Fgito Gl PR o

Topic 4: - j% /2

Time to Reply %ZJZ/ZL

« 37 C.F.R. § 1.135 Abandonment for failure Mo WW :
to reply within time period. 4 M.
"+ 37CFR.§ 1.136 Extensions of time. M B
'+ 37 C.F.R. § 1.137 Revival of abandoned .
application or lapsed patent.

4. . . Time-to-Reply -

16




Time to Reply - 37 C.F.R. § 1.135(c)

" Treatment of bona fide but incomplete replies to non-
final Office action,

~ May be accepted and treated by:
1} Acting on the merits of the reply; or

2) Requiring the omission to be supplied pl‘lOl‘ to
actmg on the merits of the reply.

- new extendible time period (not time 11m1t)
may be given
- remaining time period if sufficient

4. Time-to-Reply B

Time to Reply - 37 CF.R. § 1.135(c)

Exception: _
* Does not apply after a final Office acnon, not even if the
" omission is:
— D alack ofa signature; or
- — 2) alack of additional claims fee.

* An applicant must supply any omission in a reply to a final |

- Office action within the period for reply to the final Office

' actlon

. ; 34
4. Time-to-Reply

17




Time to Reply - 37 C.F.R. § 1.136

Extensmns- | - Ww”j/ %,M/

- » The cap is now five months , WWW/
“+ Separate and spe01ﬁc petition for extengion is /Hl’
no longer needed. , | | % ‘ \%Mﬁﬂ

~ a petition will be construed whenever possible S

-« Five Months is possible for ~ /LM ’ f'mM

1) one month restrictions

2) one month periods under § 1.135(c) | : / 4} d(/k//\/ X[%ﬂ;"} |

3) appeal briefs (up to 7- not sub_]ect to stat. period) W/

W@WM DZW Wlf/lm& J(/WH) P Mg et W.

| TxmetoReply 37CFR. §1.137

- Abandonment and Revival:

» Removal of one-year cap for filing a petition based
on unintentional delay. (37 C.F.R. § 1.137(b)) -

- — Emphasizes that the entire delay myst have been
" unintentional to preclude intentional delay or abuse of the

revival procedure (e.g., submarine patents). . - o M Ji‘/ o M '

-+ — Long abandoned applications will receive greater scrutiny — 3 e m N
« Terminal disclaimer required for all apphcatlons not ., . Ry
_ subject to 20 year term - . | Y W :
C : -_ - ; . .. 4, Tmew—Reply \4 %Abm MTM .




Topic 5:
Miscellaneous

37 C.F.R. § 1.14(a)(2) Access to file

» 37 C.F.R. § 1.59 Petitions to expunge Y & .
« 37 C.F.R. § 1.121 Manner of making amendmentsc/fg i s /’a’
37 CF.R. § 1.125 Substitute specification W e L’a}é

ag 1

g
37CFR § 1.152 Design patent applications , ‘L{ Ij Y

| 'Eﬂw}‘w“{;{] C.FR. § 1.291 Protests by the public against

Pendmg appllcatlons —) WW L ﬂ/ﬂ W&L d)mﬁﬁw
W T wM’f s il s

Miscellaneous - 37 C.F.R. § 1.121

Manner 6f Making Amendments

e Apphcaﬁons other than reissues 37 CF.R. § L. 121(a)
- @) - -spec | S
- @@ - claims
- @03) - drawings
 Reissue Applications 37 C.F.R. § 1. 121(b)
= () - -spec
- (0@ - -claims
- M3 - drawings

* Reexaminations 37 C.F.R. § 1.121(c)

38

5, . " Misezllaneous
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-

Miscellaneous - 37 C.F.R. § 1.121

« No change in substance for applications other than
reissues-37 C.F.R. § 1.121(a) |

+ Reissue practice made to conform to
reexamination-37 C.F.R. § 1.121(b)

~+ Disclosure must be amended when required to A/l

ensure substantial correspondence between the

specification (including the claims) and the

drawings. 37 CE.R. §§ 1. 121(a)(5), (b)(4) / W
1. 53 0(d)(7) -

3

5 . Miscellaneous

‘Summary: Filing of Appliéations

All applications under 35 U.S. C § 111 filed under 37 |
CFR §1.53 | S

—37 C.FR. §§ 1.60 and 1.62 eliminated |
Cont1nuat1ons/d1v1s1ona1s may be filed using copy of an

- oath/dec. from prior application

»

P.O. Ad_dress must be in oath/dec. |
Names of the inventors not needed for a filing date

~ — The inventorship is named in the executed oath/dec. |

- .Rev.3 1 I
Summaery .
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Summary: Filing of Applications

* Continued Prosecution Apphcatlon (CPA) under 37 C.F.R.
§ 1.53(d)

~ Immediate prior application may be filed before, on or after
June 8, 1995*
— No C-I-P permitted
— Same application number/file jacket as prior application
— No “first sentence” reference to prior application
« Front of file jacket will not show CPA’ continuing data
"~ Will be processed entirely by Group
- May be filed by facsimile ' _
- *Note: See 63 F.R.5732 (2/4/98); 1207 O.G. §3 (2/24/98)

3 B - “

‘Summary: Deceptive Intent

-« Separate verification requirement eliminated in a
“number of sections
"« Requirements for a reissue oath/dec. simplified
. Requiréments for a petition to correct inventorship
simplified '

« The payment of the small entity ﬁhng feeina
o lcontlnul_ng or reissue application substitutes for a
~ small entity statement (or reference to the '
- statement in prior application or patent)

Rev.§ . . .
Summary ) o
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Summary: Appeals

-No new ground of rejection in an examiner’s answer but
permitted to apply individual rejections of final to

claims of §1.116 amendment

- Any new ground of rejection on appeal or response toa
reply brief must be via reopening of prosecution '

—~ The applicant may request reinstatement of the
appeal in reply to reopening of prosecution -

| Reply briefs must be admitted if timely- |
Supplemental Examiner’s Answer not permitted

Rev, 8 - - 43
Summery : .

Summary: Time Frames

~ Applicants may be given an extendible time period to
supply an omission to a bona fide but incomplete reply
to a non-final action

- Extensions for up to ﬁver(S) months now permitted. |
- under 37 C.F.R. § 1.136(2))

Fee authorization or fee itselfis a constructlve petltlon
under 37 CF.R. § 1.136(a)

g One year filing period requlrement for revwal based
upon unintentional delay (37 C.F.R. § L. 137(b))
eliminated

: Mu1t1ple prlor art protests permitted if tlmely

Rev. B - 44
Summary . .
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For Further Information Contact;
703 305-9285

Section

37 CFR 1.4, 1.33

37 CER 1.6, 1.41, 1.53

37CER 1.48, 1.324

37 CFR 1.14, 1,59, 1.63

37 CFR 1,104, 1.152

37 CFR 1.84, 1,91, 1.121, 1.125
~ 37CFR1.135, 1.136, 1.137

- 37CER 111, 1.171, 1.172, L.175
37CFR 1,191, 1.193, 1.196

37 CFR 1.291

37 CFR 3.73(b)

37 CFR 1.510, 1.530, 1.550

Legal Advisor(s)
Robert Bahr

 John Gonzales/ Fred Silverberg/ Robert Bahr

Hiram Bemstein/ Jay Lucas
Karin Tyson/ Jay Lucas

“Robert Bahr ‘
" Kemneth Schor/ Larry Anderson

Robert Bahr

" Kenneth Schor/ Joe Narcavage

Robert Bahr -

John Gonzales/ Fred Silverberg
Kenneth Schor/ Hiram Bernstein
Gerald Dost/ Kenneth Schor.

Rev. 8

Final Rule: Changes to the Patent

- Practice and Procedure

46

Summary

23




Living with the New Rule Package
Changes to Patent Practice and Procedure Effective 12/1/97

Final Rule, 62 Fed. Reg. 53131 (October 10, 1997); 1203 Off. Gaz. Pat. Office 63 (October 21, 1997)
Section 1.53(d) change, 63 Fed. Reg. 5732 (Feb. 4, 1998); 1207 Off. Gaz. Pat. Office. 83 (Feb. 24, 1998)

 The following suggestions are made so as to avoid problems which we have noticed since the
changes to the patent rules went into effect on December 1, 1997.

1. Application Filing:
(2) Use PTO transmittal forms (Rev 2/98) or modified forms that conform to ours.
“While applicants are not required to use the Office's application transmittal and fee transmittal
forms, and the Office's forms may be modified, our forms contain information that we would
- like to have and can more easily recognize the presence of when submitted in the organized -
manner of the form rather than submitted haphazardly on Varlous papers.
' - (b) CPA Filing under § 1.53(d):
- File a CPA by a Fax transmission of the 2 page CPA Request Transmittal form. §1 6(d(3)..
- Separately Fax any multi-page preliminary amendment. A transmission problem is less
likely with the 2 page CPA Request than with a multi-page paper. A preliminary -
amendment is not a time sensitive document like the filing of a CPA application and the
_ preliminary amendment can come in after the CPA application is filed.
- When Fax filing, print a Fax transmission report within 1 day and save, so relief under
§ 1.6(f) is possible if Fax is lost by Office.

' - Continuation CPA’s are treated as an “amended” case by examiner so file any desired

preliminary amendment with the CPA Request, or soon thereafter to avoid a first action
final rejection.

- CPA and Continued Prosecntion Application are unique terms for a (new apphcatlon) filing -~

. only under § 1.53(d) (where parent becomes expressly abandoned), and such terms
- should NOT be used when a filing under § 1.53(b) is desired, as the presence of one or -
. both such terms will cause the PTO to treat it as a CPA filing under § 1.53(d), and a
* petition (under § 1.182) will be needed to convert it to a § 1.53(b) filing.
The petition under 37 CFR 1.182 to convert a properly filed CPA. to an application filed
- under 37 CFR 1.53(b) must be filed expeditiously since the petition will not be granted if
the CPA has been processed (and the prior application abandoned) at the time the petition
and application file are before the deciding official for a decision on the petition to _
convert. In such case, applicant’s only recourse will be to file a contmumg apphcaﬁon
_ - under § 1.53(b) of the CPA application.
- If a Notice of Abandonment is received on an application that was refiled as a CPA -
- promptly check on the status of the CPA application with the Office. The Office will

not issue a Notice of Abandonment on a prior application where a CPA application has =

been properly filed even though the effect of the CPA is to expressly abandon the prior
application. CPA filing will be acknowledged in the first Office ac;tion in the CPA.

Robert J. Spar, Director, Special Program Law office, USPTO ' March 20, 1998




Living with the New Rule package - cont’d | Page 2

- Cases formerly filed under former Rule 60 (with a copy of the prior case) should now be
filed under § 1.53(b) and NOT as a CPA. _

(c) Inventorship:  Always identify the inventors when filing an application, or as
many as are known, even though only an alphanumeric identifier is required. § 1.41(a)(3).
If no inventors are set forth on filing the application, and the application is refiled prior to
submission of an executed oath or declaration under § 1.63, there will be no inventorship
overlap to support a priority claim under 35 U.S.C. 120 and § 1.78, and a petition under
§ 1.41(a)(2) will be required.

(d) Small Entity Status: To obtain small entity status in a continuing (or reissue

“ application) - continue the practice of specifically referring back to the small entity statement
in the prior application and stating that small entity status is desired and appropriate in the
continuing application. Reliance on payment of a small entity fee, as is permitted to establish
status (§ 1.28(a)(2)), should be viewed as a fail safe mechanism rather than as the primary
means to establish status. For example, reliance on a general authorization to pay any fees
that are due would not, by itself, be sufficient to establish small entity status ag only an
authorization to pay small entity fees would be sufficient to establish small entity status,

(e) Filing Continuation or Divisional application under § 1.53(b) using a copy of a
declaration from a prior application as permitted by § 1.63(d)(1)(iv): -

' (1) Reformat the application and supply a new set of claims rather than submit a
copy of prior application and a preliminary amendment. Consider providing a statement of no
new matter and a marked-up copy (by hand or word processing compare function) showing
changes, particularly for the claims. The marked-up copy of the claims, supplied as an extra
paper, will aid the examiner in appreciating the current issues to be examined.

' (2) Include a statement of incorporation by reference of the prior application in
the application transmittal letter. If a page of the prior application is inadvertently omitted on
submission to the Office of the continuing application, the omitted page can be reinserted '
while retaining the original filing date. '

2. Appeals
(a) While appellant now has the right to file a Reply Brief (no longer limited to -
new points of argument raised in an Examiner's' Answer) DO NQOTalso include amendments,
or new evidence, in Reply Briefs. Reply Briefs that contain amendments or new evidence may -
not be considered to be Reply Briefs and may, therefore, be denied entry. As no extensions of
time are permitted to the 2 months’ period for the filing of a reply brief (§ 1.136(a)(1)(ii)), the -
-non-entered paper probably cannot be stripped of the amendment or new evidence and be
timely refiled. Thus, you should submit any amendment/evidence separately from the Reply
Brief. This way the Reply Brief will be entered and considered independent of the entry of the
- amendment or new evidence. -
(b) Do not save the “best” arguments until filing of the Reply Brief even though all
‘Reply Briefs must be entered and, therefore, you can get your “best” argument in as the last

Robert J. Spar, Director, Special Program Law office, USPTO March 20, 1998




Living with the New Rule package - cont’d Page 3

word. If the arguments are, in fact, the “best,” the £ examiner may exercise the nnrign of
reopening prosecution to respond (§ 1.193(b)(1)). Even if the examiner does not reopen, the
Board may remand the apphcanon to the examiner for a response to the new “best”
arguments. :

(c) Even though new grounds of rejection are not permitted in an Examiner's Answer
(§ 1.193(a)(2)), an amendment after final rejection (§ 1.116) that is entered will allow an
examiner to apply any rejection in the final action against any of the claims so amended on

appeal so long as applicant is notified of the rejection in the advisory action.

3. Extension of Time Fees: '

(a) Continue to specifically request an extension of time under § 1. 136(a) rather
than rely upon a general authorization to charge fees as provided for in § 1.136(2)(3). There
is always a chance that the Office may initially fail to recognize the presence of the general
authorization to charge fees depending upon which paper it appears in and where in the paper
it has been placed.

(b) Reliance on a constructive petition for extension of tlme in § 1.136(a)(3) will not
- work to provide copendency for the refiling-of a continuing application, except where the
refiling is by a CPA. A refiling under § 1.53(b) is not a reply or other paper d1rected to the
prior application as is required by § 1.136(a)(3).

, (c) Deposit accounts may need closer attention. If general authorizations are more
- broadly relied upon, such as for extension of time fees, unaccounted for obligations may
exhaust the account.

4. Revival: File petltmns to revive under § 1.137 (a) or (b) immediately. While the
~ Office has: removed the one year limitation for filing unintentional petitions to revive under
§ 1.137(b), eliminated the statement relating to promptly filing the petition, and has stated that
- the Office shall not generally question delays where the petition is filed within three months
from first notification or within one year of the date of abandonment, you can expect that
“unintentional " petitions to revive filed more than 3 months after abandonment will resultina
‘request for an explanation for the delay. Further, impermissible delay may be found in
another forum where there is any delay in filing the petition even if the petition was filed
" under circumstances where the Office would not generally raise an issue of delay.

Further, for cases not subject to 20 year patent term, the later a petition to revive is filed under 37
CFR § 1.137(a) or (b), the longer is the period to be disclaimed, as a Terminal Disclaimer (ID) is
now required for a petition filed under 37 CFR § 1.137(a) or (b) and the six (6) month window
under (b) has been removed

Robert J, Spar, Directer, Special Program Law office, USPTO © March 20, 1998




QUESTIONS AND ANSWERS (Q&A’s) (Revised 3/98)

CHANGES TO PATENT PRACTICE AND PROCEDURE - FINAL RULE
Effective Date: December 1, 1997

Change to § 1.53 (d): Changes to Continued Prosecution Application Practigdnterim Rule Notice
Federal Register  63Fed. Reg. 5732 (February 4, 1998).
Official Gazette 12070ff Gaz. Pat. Gffice83 (February 24, 1998).

Errata Notice: Changes to Patent Practice and ProceduresCorrection
" Federal Register 62Fed. Reg. 61235 (November 17, 1997).
Official Gazette 12040ff. Gaz. Pat. Office90 (November 25, 1997).

The rule package: Changes to Patent Practice and Procedu:;dt‘inal Rule
Federal Register  62Fed. Reg. 53131 {October 10, 1997),
Official Gazette 120304 Gaz. Pat. Office63 (Octaber 21, 1997).

Original Q&A’s : 1-149
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QUESTIONS AND ANSWERS (Q&A’s) (Revised 3/98)

CHANGES TO PATENT PRACTICE AND PROCEDURE - FINAL RULE

i N hawl1l 1004
Effective Date: December 1, 1997

Change to § 1.53 (d): Changes to Continued Prosecution Application Practigdnterim Rule Notice
Federal Register 63Fed. Reg.5732 (February 4, 1998).
Official Gazette 12070ff Gaz. Pat. Office83 (February 24, 1998).

Errata Notice; Changes to Patent Practice and ProceduregsCorrection
Federal Register  62Fed, Reg. 61235 (MNovember 17, 1997).
Official Gazette 12040/ Gaz. Pat. Office90 (November 25, 1997).

The rule package: Changes to Patent Practice and ProcedugdFinal Rule
Federal Register 62Fed. Reg. 53131 (October 10, 1997).
Official Gazette 12030/ Gaz. Pat. Office63 (October 21, 1997).

Original Q&A’s: 1-149

Revised Q&A’s: 15, 16, 24, 28,31, 32 and 75
© New Q&A’s: 149 170

NOTE: This is a replacement for the original Q&A’s (01-0148), dated October 8, 1997, which were
included in the Training and Implementation Guideand were made available to the public through the
Internet on the USPTO web site. This replacement includes the original Q&A’s, revised Q&A’s, and
new supplemental Q&A's. The revised answers reflect the amendment of 37 C.F.R. § 1.53(d) to no
longer require that a prior application of a Continued Prosecution Application (CPA) be filed on or

. after June 8, 1995. See Changes to Continued Prosecution Application Practice 63 Fed. Reg, 5732
(February 4, 1998); 12070ff Gaz. Pat. Office83 (February 24, 1998). For convemence the rew.s‘ed
answer of the Qd&A follows the corresponding answer of the original Q&A4.

L APPLICATION FILING CHANGKES

A. Oath or Declaration - 37 C.F.R. § 1.63

(Q1) If the claims of a continuation or divisional application are directed toward previously
unclaimed subject matter in the prior application, can the continuation or divisional apphcatlon
stil be filed under 37 C.F.R. § 1.53(b) with a copy of the oath or declaratlon from the przor

_ apphcatlon pursuant to 37 CF.R. § 1.63 (d)'?

'Answer Yes. A copy of the oath or declaratlon from the prior apphcatlon is acceptable
under 37 C.F.R. § 1.63(d) to complete the application under 37 C.F.R. § 1.51(b). The
~ Office of Initial Patent Examination (OIPE) will process such a continuation or divisional
application using the provided copy of the oath or declaration from the prior application
without regard to the claims presented in the continuation or divisional application. OIPE
will then forward the application to the appropriate group for examination. . It is, however,
possible that during examination a supplemental oath or declaration under
37 C.FR. § 1.67 may be necessary to comply with 35 U.S.C. § 115. (See add1t10na1
- questions regarding 37 C.FR. § 1.53 below.) .




~ (Q2) A continuation or divisional application is filed with a copy of a declaration from a prior
application. However, the specification filed in the continuation or divisional is different from the
specification in the prior application to the extent that revisions have been made to clarify the text

Ta e Aol memdl e
{editorial changes but not new matter). s a new declaration required?

Answer: No. A new declaration is not required unless the continuation or divisional .
application includes new matter relative to the prior application (i.., the application is in
fact a continuation-in-part). See the answer to Question Q3 below for the treatment of an
application determined to include new matter relative to the prior application.

(Q3) What if the copy of the declaration submitted for a continuation or divisional application is a
copy of a declaration from a prior application, but the specification attached to the declaration is
different from that in the prior application in that new matter is included. Will the Office of Initial
. Patent Examination (OIPE) accept the application under 37 C.F.R. § 1.53(b)?

Answer: Yes. OIPE would not be able to determine if new matter is present in the

~ specification, nor are they the proper party to do so. OIPE will simply accept the
application under 37 C.F.R. § 1.53(b). However, if the examiner determines that new
matter is present relative to the prior application, the examiner will notify the applicant in
an Office action (preferably the first Office action) that a new oath/declaration along with
a surcharge is required and that the application should be redesignated as a continuation-
in-part (CIP). Applicant will not have complied with the requirements of 35 U.S.C.
§ 115, unless a new oath/declaration is filed (i.e., a new oath/declaration executing the
new specification which was filed in the CIP).

(Q4) 37 CFR § 1.63(d)(iv) provides for the use of a copy of a declaration from a prior
application in a new application filed under 37 CF.R. § 1.53(b). When filing a third continuation
under § 1.53(b) in a chain, can a copy of the declaration from the first apphcauon be used mstead
- of the copy of the declaration from the second apphcatzon"

Answer: Generally, the declaration from the second application must be used in filing the
third application under the provisions of § 1.63(d). However, where the oath or
declaration from the second application is a copy of the first declaration (e.g., the second
application was a continuation under former § 1.60), a copy of the declaration from the
first appllcatlon would be acceptable :

(Q5) In submitting a copy of a declaration from a prior application in a continuation under
37 C.FR. § 1.53(b), as provided for by 37 C.F.R. § 1.63(d)iv), does it matter if the declaration
recites the application number of the prior application as opposed to simply identifying the prior
application it was intended to execute by reference to an attached speciﬁcation?

~ Answer: No, the copy of the declaration from the pnor application may have used either
- identifier. : _

- (Q6) Applicant has submitted a copy of a declaration from a prior application naming A, B and C.




“as inventors along with a statement requesting the deletion of inventor C. Should a new
- declaration be required naming only A and B as inventors?

Answer: Nn 80 101‘10’ as no other executed declaration wag nreviously filed in the second
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application. 37 C. F R. § 1.63(d)(2). (See “Correction of In ventorsh ip” Section for more
questions regarding inventorship issues.) :

(Q7) Applicant has filed a copy of an oath or declaration from a prior application, which did not
include the post office address. (The prior oath or declaration complied with 37 CF.R. § 1.63 in
effect at the time it was filed in the prior application.) However, applicant has provided the post
office address elsewhere in the current application papers. Should a new oath or declaratzon be
requued? '

Answer: No Where the declaration is a copy of a declaration that complied with
37°CFR. § 1.63 when it was executed or filed in a prior application, a new oath or
declaration will not be required.

(Q8) Applicant has filed a copy of an oath or declaration from a prior application which is not
executed by one inventor and a copy of a decision according status under 37 CF.R. § 1.47 in the
prior application. Should a new oath or declaration executed by the non-signing inventor be
. required?
Answer: No. 37CFR. §1.63 (d)(3) prov1des that the filing of a copy of a declaration
lacking the signature of one or more inventors in an application accorded status under 37
. CFR. §1.47is acceptable if a copy of the decision according status under § 1.47 is also
filed. However, if an oath or declaration signed by the non-signing inventor was filedin
the prior application, a copy of the oath or declaration signed by the previouslynon- -
signing inventor must be filed in the continuation or divisional application.

(Q9) If a continuation or divisional application under 37 CFR. § 1.53(b) is filed using a copy of

the oath or declaration from the prior application under 37 C.F.R. § 1.63(d), and if an inventor

was added in the prior application pursuant to 37 C.F.R. § 1.48(a), should the applicant filea

. copy of the oath or declaration originally filed to complete (37 C.F.R. § 1.51) the prior
apphcauon or a copy of the oath/declarauon filed pursuant to 37 C.F. R § 1. 48(a)(2) to add the .

inventor? - '

Answer: The continuation or divisional application should be filed with the oath or
"declaration filed pursuant to 37 CFR. § 1.48(a)(2) to add the inventor, regardless of
~ whether the petition under 37 C.F.R. § 1.48(a) was acted on in the prior application.

(Q10) A continuing application is filed under 37 C.F.R. § 1.53(b). The application papers include
- ‘a copy of the originally signed declaration listing two inventors from the prior nonprovisional
application and a transmittal sheet listing one additional inventor over the prior nonprovisional
application. A petition for correction of inventorship under 37 C.F.R. § 1.48 to add the additional
~ inventor was filed in the prior nonprovisional application, but was not yet granted. Is the.
o _contmumg application complete and will the petition, which was not acted upon, now be treated
in the new 37 CE.R. § 1.53(b) apphcatlon‘? :




Answer. The continuing application is complete. The inventive entity of the continuing
application is set by the copy of the declaration submitted on filing. That is, the names of
all the inventiors for the application are taken from the copy of the executed declaration. If
the one additional inventor listed on the transmittal sheet is an inventor in the continuing
application, then a petition for correction of inventorship under 37 C.F.R. § 1.48 must be
filed in the continuing application. The petition for correction of inventorship filed in the
prior nonprovisional application will nof be treated in the continuing application since the
present filing is a new application and the petition was.directed to a different apphcatlon
“one containing a different application number.

To avoid this problem, the continuing application should have been submitted with
either a newly executed declaration in compliance with 37 CFR. § 1.63, naming as
inventors all the inventors named in the prior application and the additional inventor
named on the transmittal sheet, or a copy of the declaration submitted with the petition

§ 1.48 was decided in the prior application. (’Ih1s assumes that the declaration submitted
‘with the petition under 37 CF.R. § 1.48 names as inventors all the inventors that
are/should be named in the continuing application. See also Question Q9)

(Q11) When a copy of an oath or declaration from a priof application is filed in a continuation or
division under 37 C.ER. § 1.53(b), how can the applicant ensure that the copy is matched with
the correct application file?

Answer: In addition to a cover letter explaining that the copy of the oath or declaration is
for the attached application or for a previously-filed § 1.53(b) application (identified by
application number which consists of a two-digit series code and a six-digit serial number-
-e.g., 08/123,456), an adhesive label may be attached to the front of the copy of the oath

- or declaration. The label should clearly state that the copy of the cath or declaration is
1intended for the attached application submitted therewith or for Application No.

XX/YYY,YYY. During initial processing, attachments (e.g., a cover letter) to application
papers may be separated. Therefore, applicant should not rely solely upon a cover letter.

-Note: 37 C.F.R. § 1.5(a) states that no correspondence relating to an application should
be filed prior to receipt of the application number information from the PTO.

B Treatment of Applications Filed under Former 37 C.E.R. §§ 1.60 and 1 62 (Now
Deleted[

~-(Q12) How does an applicant file an application that would have been filed under former
- 37CFR. § 1.60 (Rule 60)? '

Answer: File the application papers that would have been a proper ﬁlmg under 37CFR. .
§ 1.60, with a reference to 37 C.F.R. § 1.53(b) instead of a reference to 37 C.F.R. § 1.60. -
Any submission of an application including or relying on a copy of an oath or declaration
that would have been proper under 37 C.F.R. § 1.60 will be a proper filing under

37 CFR. § 1.53(b). :




(Q13) How will the PTO process an application that is designated as an application filed under
37 C.FR. § 1.60 (Rule 60)?

Answer: The PTO will ignore the reference to 37 C.F.R. § 1.60 and the application will be
accepted as an application under 37 CE.R. § 1.53(b) (with a copy of the specification and
the oath/declaration under 37 C.F.R. § 1.63(d) of the prior application).

(Q14) Has the safeguard in former 37 CFR. § 1.60(b) concerning the filing of an application
lacking all of the pages of specification or sheets of drawings of the prior application been
retained in 37 CFR. § 1.53(b)?

Answer: No. Unlike former 37 C.F.R. § 1.60, the specification and drawings of a
continuation or divisional application filed under 37 C.F.R. § 1.53(b) are not limited to a
- reproduction or "true copy" of the prior application, i.e., the applicant may revise the
- specification for clarity or contextual purposes vis-d-vis the specification originally filed in
the prior application in the manner that an applicant may file a substitute specification (see
37 CFR §1.125) or amend the drawings of an application so long as it does not result in
the introduction of new matter.
Nevertheless, an applicant may incorporate by reference the prior apphcatmn by
including, in the application-as-filed, a statement that such specifically enumerated prior
- application or applications are "hereby incorporated herein by reference." The inclusion of
this incorporation by reference of the prior application(s) will permit an applicant to
amend the continuing application to include any subject matter in such prior application(s),
without the need for a petition. In order to simplify the incorporation by reference of a
- prior application, the PTO has substantially revised the various standard forms including
the Utility, Design or Plant Patent Application transmittal form. H the standard Utility,
Design or Plant Patent Application transmittal form is used, applicant may easily
incorporate by reference the prior apphcatlon by checkmg a box and supplymg the
‘necessary information. _

(Q15) (revised) How does an applicant file a file wrapper continuation (FW (89 application that
- would have been filed under 37 CE.R. § 1.62 (Rule 62)? :

Original Answer. Whaileit4

Revised Answer: While it is no longer possible to file an FWC as 37 CFR. § 1.62 has

5.




been eliminated, an application may be filed under 37 C.F.R. § 1.53(d) as a continued
prosecution-application (CPA) provided that the application is a continuation or divisional

(not a continuation-in-part (CIP)). K a CIP is to be filed, the application must be filed
vt_nfh a new eﬂpr‘l'ﬁrnflnn/r']rmxnnnu/r-1mme nnder37 CER. R 1 82/
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(Q16) (revised) How will the PTO process a request for a file wrapper conunumg (FWC)
application filed under 37 C.F R. § 1.62 (Rule 62)? ,

Original Answer

Revised Answer: If the request is for a continuation or divisional, it will be treated as a
request for a CPA and accepted. If the request for a FWC indicates that a continuation-in-
part (CIP) is being filed, and a preliminary amendment accompanies the request, applicant
will be notified that it is an improper application filing and given an opportunity to file a
petition under 37 CF.R. § 1.53(e) to have the application converted fo an apphcatmn '
under 37 C.E.R. § 1.53(b) without loss.of the original filing date.

C. Application Filing Changes (In General) - 37 C.F.R. § 1.53

(Q17) What rule/section must an applicant cite when filing an application, and how will
application papers be treated if they do not cite any section?

'_ Answer: A national application may be filed under 35 U.S.C. § 111 or may result from the

entry of an international (PCT) application into the natlonal stage after compliance with

- 35U.8.C. §371.

_ 37 C.E.R. § 1.494 and 1.495 provide for entry of an inter national application into
the national stage after compliance with 35 U.S.C. § 371. Application papers filed for an
international (PCT) application to enter the national stage under 35 U.S.C. § 371 must be
clearly identified as such (as papers filed under 35 U.S.C. § 371,37 CF.R. § 1.494, or
1.495) or they will be treated as an application under 35 U.S.C. § 111. :

- 37 CFR § 1.53 is the section under which all applications filed under 35 U.S.C.

-§ 111 are now filed.
37CFR.§1.53(c)is the section under which a provisional application filed
under 35 U.S.C. § 111(b) is now filed. Unless an application contains a reference to

37 CER. § 1.53(c) or is designated as a provisional apphcatlon the application will be

treated as an application under 37 CF.R. § 1.53(b).

_ - 37 CFR. § 1.53(d) is the section under which a contimued prosecutzon

- application (CPA) is filed. Unless an application (a request) contains a reference to
37 CF.R. § 1.53(d) or is designated as a continued prosecution application (CPA), the

application will be treated as an application under 37 CF.R. § L. 53(b).

37 CFR. § 1.53(b) is the section under which all applications are filed EXCEPT:

(1) the result of entry of an international application into the national stage under
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'35U.8.C. §371 and 37 CF.R § 1.494 or 1.495; (2) a provisional application under
35U8.C. § 111(b) and 37 C.F.R. § 1.53(c); or (3) a continued prosecution application
(CPA) under 37 CF.R. § 1.53(d). Applications under 37 CFR. § 1. 53(b) as well as

v A e NfTED 1 £33N e mm 32
continued prosecution applications (CPAs) under 37 C.F.R. § 1.53(d), are applications

filed under 35 U.S.C. § 111(a).

37 C.FR § 1.53(b) is the "default” applzcatzon in that applications that are not
(1) the result of the entry of an international application into the national stage after
compliance with 35 U.S.C. § 371 and 37 CF.R. § 1.494 or 1.495, (2) provisional
applications under 37 C.F.R. § 1.53(c), or (3) continued prosecution applications (CPAs)
under 37 C.FR. § 1.53(d), are applications under 37 CF.R. § 1.53(b). Alternatively,
application papers that are not designated as: (1) the national stage of an international
application (35 U.S.C. § 371,37CF.R § 1494, 0r37 CFR. §1.495),(2)a
provisional application (37 C.F.R. § 1.53(c)), or (3) a continued prosecution application
(37 C.ER § 1.53(d)), will be treated as an application under 37 CFR § 1.53(b).

(QIS) Must a statement seeking to establish small entxty status under 37 CFR § 1.27(a) be
verified?

- Answer: No. 37 CER. § 1.4(d)(2) has been amended to provide that the presentation to
the Office of any paper by a party, whether a practitioner or non-practitioner, constitutes a
certification under 37 C.F.R. § 10.18(b) and that violations of 37 CF.R. § 10.18(b)(2)
may subject the party to sanctions under 37 CFR. § 10.18(c). (See“ Continued
Prosecution Applications™ Section for more questions regarding small entity status.)

(Q19) In order to rely on a small entity status statement in a prior application or patent, what
must an applicant do? :

" Answer: Applicant may rely on a statement filed in the prior application or in the patent
to be reissued if:

(1) (a)the nonprovmmnal apphcaﬁon or reissue application includes a reference to the
statement filed in the prior application or patent to be reissued (payment of the
small entity basic statutory filing fee will be treated as such a reference); or
(b) the nonprovisional application or reissue application includes a copy of the

- statement filed in the prior application or in the patent to be reissued; and
(2)  status as a small entity is still proper and desired. 37 C.F.R. § 1.28(a)(2).
(See “Continued Prosecution Applications” Section for more questions regarding small
- “entity status.) 3 '

(Q20) Ifsmall entity status was claimed in good faith, but it is later discovered that such status
was established in error, will the Office require an explanation how the error in good faith

occurred and how and when the error was discovered?

Answer: No. 37 CFR. § 1.28(c) merely requires the payment of the deficiency between
the fees actually due and the fees paid under small entity status. (See “Continued
Prosecution Applications” Section for more questions regarding small entity status.)




(Q21) A new continuation or division application is filed under 37 CFR. § 1.53(b). The
application papers contain a copy of an oath or declaration that is not signed by one of the

inventors and a copy of the decision according 37 C.F.R. § 1.47 status in the prior application

Should the Office of Initial Patent “vamma*wa (OIPE) forward the newly-filed application to the

Office of Petitions?
Answer: Yes. The application should be given a Rule 47 designation on the file jacket and
be forwarded to the Office of Petitions before being sent to the Patent Examining groups.

- The Office of Petitions will inform the non-signing inventor of the filing of the 7
continuation or division and will publish an announcement in the Official Gazette.

' See also 0149-152

D. Continued Prosecution Applications (CPAs) - 37 C F.R. 53(d[

1. Basic Concepis

(Q22) Can a continued prosecution application (CPA) under 37 C.FR. § 1.53(d) be filed based

" on a prior provisional application?

. Answer: No. A CPA can only be filed based on a prior nonprovisional application.
(Q23) Isa pr.oper CPA a complete application under 37 CF.R. § 1.51(b)?

. Answer: Yes. 37 CF.R. § 1.53(d)(2)(v) provides that, in addition to the CPA request,
the CPA also includes the file jacket and contents of a prior nonprovisional application. If
the CPA is proper, the prior nonprovisional application must have been complete under 37
C.FR. § 1.51(b). Thus, assuming the filing fee is paid in the CPA, the CPA would also
. inchude all of the parts requu'ed by 37CFR.§15 l(b) fora oomplete nonprovisional
application.

- (Q24) (revised) .Can a CPA befiled based on a prior CPA?

3 Original Answer:

Revised Answer: Yes. A CPA may bebased on a pnor CPA so long as the prior CPA is-
complete under 37 C.ER. § 1.51(b).

(Q25) Is there any limit to the number of CPA requests that can be filed based on the same prior
application? '

. Answer: No. There is no limit to the number of CPA requests that may be filed in a chain

of continuation or divisional apphcatmns Of course, only one CPA may be pending at -
one t1n:1e based on the same prior application.
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(Q26) Can an applicant file a continuation and a divisional CPA based on the same prior
nonprovisional application on the same day? '

Answer: No. A CPA uses the file jacket and contents of a prior application to constitute
the new CPA papers. Since the file jacket and contents of the prior application may only
be used for one CPA at a time, only one of several CPAs filed on the same day may be
considered properly filed. Thus, if the examining group receives more than one CPA on
the same day based on the same prior application, only one of the requests for a CPA
should be assigned a paper number and entered into PALM. If the PTO recognizes (at the
time of processing) that a continuation and a divisional CPA are filed on the same day, the
continuation should be processed for further examination while the divisional will be
treated as improper. The request for a divisional CPA will be placed in the file, but will
not be entered. The examiner should notify applicant in the next Office action that only -

. one CPA may be filed on the same day based on the same pnor application and that the
divisional is lmproper .

dmszonal CPA exa.mmed’?

(Q27) How can apphcant have the subject matter contamed in the improperly dep051ted

Answer: Applicant can file a new divisional application under 37 CF R § 1.53(b) based
upon the newly filed continuation CPA. It is noted thatthe new divisional application
would retain the same effective filing date.

(Q28) (revised) What is the patent term of a patent issuing from a CPA?

Ortgmal Answer

- Revised Answer: The patent term for a CPA is no different than the patent term for any

other nonprovisional application. For a nonprovisional application which is not a reissue

or a design application, the patent term would start on the date the patent issues and

- would expire 20 years from the earliest effective U.S. filing date of the nonprovisional

application to which there is a specific reference under 35 U.S.C. § 120, 121 or 365(c).

- (Note that the 20-year term applies even for a patent, except a reissue or a design patent,
issuing from a CPA of a prior application filed before June 8, 1995. See Supplemental

Question and Answer No. Q153 below.) On the other hand, the term of a design patent is

defined in 35 U.S.C. § 173 as fourteen (14) years from the date of grant, and the term of a

reissue patent is defined in 35 U. S.C. § 251 as the unexpired part of the term of the
original patent.

(Q29) Cana CPA be filed Based on a prior design application?
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Answer: Yes. Of course, the CPA would also be a design application. (See “Design
Practice” Section below for more questions relating to design applications.)

(Q30) Can a design application claiming status as a divisional of a prior utility application be filed
as a CPA based on the prior utility application by including a preliminary amendment with the
CPA canceling the original specification and substituting a design specification?

~ Answer: No. A CPA based on a prior utility application results in the filing of another
utility application. Therefore, any design application claiming status as a divisional of a
prior utility application must be filed under 37 C.FR. § 1.53(b). (See “ Design Practice”
Section below for more questions relating to design applications.) '

 (Q31) (revised) Can a CPA be filed based on a prior reissue application?

" Original Answer:

[ A n_ha acl
giio

Revised Answer: Yes. A reissue application is a nonprovisional application. Therefore, a
- CPA can be filed based on a prior reissue application so long as the prior reissue
application was complete as defined in 37 CER. § 1.51(b). Of course, the CPA would
also be a reissue application subject to the conditions of 35 U.S.C. § 251. (See “Reissue
- Practice” Section in the original Questions and Answers as well as in the first supplement
- for more questions relating to reissue applications.) :

. Originaf Question and Answer Q32, which is reproduced below, has been deleted.
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(Q33) Can a CPA be based on (a) an application in the national stage filed under 35 U.S.C.

§ 371; and (b) an international application designating the United States under 35 U.S.C. § 365(c)?
Answer: {aj Yes. 37 CER. § 1.53(dY}{(1){H(B) cxpwabzy provides thai the prior application
of a CPA may be an application in the national stage in compliance with
35U.8.C. §371. (b) No. 37 C.F.R. § (d)(1Xi) does not provide for the filing of a CPA
based on an international application designating the United States under 35 U.S.C.

§ 365(c). For example, a CPA cannot be based directly on a German patent application,
However, the CPA may be based on a prior U.S. application which in turn claims benefit
of priority from the German patent application in compliance with 35 U.S.C. § 365(c).

(Q34) Ifa CPA request is filed without being signed, do I lose my filing date?

Answer: No. The CPA will be accorded a filing date with the unsigned request being

- placed in the file of the prior nonprovisional application. However, since the request for a
CPA is a request to expressly abandon the prior nonprovisional application, the request -
must be signed. A notice will be mailed setting a one (1) month extendible time period to.
file a signed duplicate or a ratification of the prev1ously submitted, but unsigned, CPA
request.

(Q35) What amendment should be made to the ﬁrst Ime of the spemﬁcatmn in a CPA to claim the
benefit of the prior apphcatlon‘? :

Answer: None. 37 C.F.R. § 1.53(d)(7) provides, in part, that "{a] request for an
application under this paragraph is the specific reference required by 35 U.S.C. 120 to
every application assigned the application number identified in such request.” Thus, an =

- applicant must nof amend the specification to provide a specific reference to the prior
application or, in a chain of CPA applications, every (prior) CPA assigned the application

-number identified in the request for CPA (i.e., the non-CPA that is the prior application as
to the first CPA in the chain and every CPA in the chain). Any such amendment will be
ignored and will not be entered. If, however, the non-CPA that is the prior application as

 to the first CPA in the chain, in tumn, claims the benefit of a prior application or

- applications under 35 U.S.C. §§ 120, 121, or 365(c) and it does not include a reference - ~
back to the prior application(s) in the first sentence of the specification, then an
amendment to the first line of the speciﬁcation will be required.

(Q3 6) Cana CPAbe ﬁled in an apphcatlon that has been allowed or in which no Oﬁice action
.~ hasbeen maxled‘? '

- Answer:’ Yes. A CPA may be filed in an application that has been allowed or in which no
- Office action has been mailed so long as the CPA. is filed before the earliest of’
- (1) payment of the issue fee on the prior application, unless a petition under § 1.313(b)}(5)
is granted in the prior application; ‘
~ (2) abandonment of the prior application; or
- (3) termination of proceedings in the prior application.
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See also 0153-154

2. Carry-Over Situations

(Q37) Does a terminal disclaimer filed to overcome a double patenting rejection /n the parent
application carry over to a CPA‘7

Answer: Yes. A terminal disclaimer filed in the parent application to overcome a double
patenting rejection carries over to a CPA. The terminal disclaimer filed in the parent

- application carries over because the CPA retains the same application number as the
parent application, i.e., the application number to which the previously filed terminal
disclaimer is directed. If applicant does not want the terminal disclaimer to carry over to
the CPA, applicant must file a petition under 37 C.F.R. § 1.182 along with the required
petition fee, requesting the terminal disclaimer filed in the parent application not be carried -
over to the CPA. See MPEP 1490, “Withdrawing a Terminal Disclaimer, ” subheading
entltled Al. Before Issuance of Patent.”

(Q38) Does an election made in a prior application carry over to a CPA?

~ Answer: An election in the prior application carries over to the CPA only if all of the

following conditions are met: '
(1) the CPA is designated as a continuation or is not designated at all (i.e., the CPA is
NOT designated as a divisional);

(2) there was an express election by the applicant in reply to a restriction requirement in

 the prior application;
(3) the CPA presents claim(s) drawn only to 1nvent10n(s) clalmed in the prior apphcatlon
and

" (4) the CPA does not contain an indication that a shift in election is desired. The
examiner's first action should include a repetition of the restriction requirement made in
the prior apphcatlon to the extent it is still applicable in the CPA and a statement that _
prosecution is being continued on the invention elected and prosecuted by apphcant in the-
prior apphcat.lon

(Q39) What are all the types of papers that automatlcally carry over from a prior nonprov151ona1
app11cat10n toa CPA? - :

Answer: The following types of papers automatically carry over and do not have to be re-
filed in order to be effective in a CPA: affidavits/declarations, such as those filed under 37
CF.R §§1.130, 1.131 and 1.132; information disclosure statements; terminal disclaimers
(see Question Q37); petitions under 37 C.F.R. § 1.48 filed, but not acted upon, in the
+ . prior application; priority claims based on prior U.S, and foreign applications; submissions

- establishing ownership under 37 C.F.R. § 3.73(b), provided that ownership has not

- changed; and general authorizations to charge fees to a deposit account. In addition, an
election made in a prior application carries over to the CPA under the cn'cumstances set

- forth in the answer to Question Q38. : :
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(Q40) Can claims to an invention previously disclosed in the prior application, but unclaimed, (a)
be filed with a request for a CPA and (b) be entitled to examination?

Answer: (2) Yes. (b) Yes. The provisions of 37 C.F.R. § 1.145 do not apply to claims

added by an amendment ﬁled prior to the first Office action in a CPA, because a CPA is
considered a new application. Of course, the examiner may impose a restriction
requirement or an election of species requirement in the CPA under the same conditions as
any other new application.

(Q41) Must a CPA request designate the CPA as either a continuation or a divisional?
Answer: No. The rules do not require an applicant to designate a CPA, at the time of
- filing, as either a continuation or a divisional. However, the Office will presume that the
~ CPAis a continuation in the absence of such a designation. Wherea CPAisa
continuation, not a divisional, the election made in the prior application carries over to the
CPA under the circumstances set forth in the answer to Question Q38.

__ (Q42) Under what circumstances may the first action following the filing of a CPA be made final?

Answer: The claims of a CPA may be finally rejected in the first Office action in those

~ situations where all claims of the CPA (a) are drawn to the same invention claimed in the |

earlier application, and (b) would have been properly finaily rejected on the grounds and
art of record in the next Office action if they had been entered in the earlier application.
However, it would not be proper to make final a first Office action in a continuing
~application, including a CPA, where the continuing application contains material which
“was presented in the earlier application after final rejection or clesing of prosecution but
was denied entry because: (1) new issues were raised that required further consideration
and/or search; and/or (2) the issue of new matter was raised. Thus, if the CPA is
accompanied by or requests entry of an amendment initially denied entry in the prior -
application because (1} new issues were raised that required further consideration and/or
_search and/or (2) the issue of new matter was raised, then the first action following the
filing of the CPA will not be made final. If the amendment after final rejection was not -
denied entry via an advisory action, then the examiner's next action following the filing of
the CPA may be made final under MPEP 706.07(b).

= (S ee “Small Entity Status” Subsectlon for questions relating to the carry-over of small entity
status in a CPA.) ' : 5

3. Faxing and Mailing |
~ (Q43) Can a CPA be filed by facsimile?

“Answer: Yes. 37 CFR. § 1.6 has been amended to permit the acceptance of CPAs by
facsimile. This will permit an applicant to file a CPA by facsimile directly to the examining

- group to which the prior application was assigned. Applicants, however, are cautioned
that the provisions of 37 C.F.R. § 1.8 do not apply to the filing of a CPA, so that the filing
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date of the CPA will be the date the facsimile submission was completely received in the
Office and not the date it was transmitted.

Answer: No. A CPA will not be processed by OIPE. Therefore, a CPA should be faxed
- directly to the examining group or art unit to which the prior nonprov131ona1 application is
assigned.

(Q45) Is there any procedure in the rules for establishing receipt by the PTO of a CPA filed by
facsimile transmission where the PTO has no evidence of receipt of the CPA?

Answer: Yes. 37 CF.R. § 1.6(f) provides for the situation in which the PTO has no
evidence of receipt of a CPA transmitted to the Office by facsimile transmission. Section
1.6(f) requires that a showing thereunder include, inter alia, a copy of the sending unit's
report confirming transmission of the CPA or evidence that came into being after the

- complete transmission of the CPA and within one business day of the complete
transmission of the CPA. Therefore, applicants are advised to retain copies of the sending
unit's reports in situations in which such unit is used to transmit a CPA to the Office or
otherwise maintain a log book of the transmission of any CPA to the PTO.

(Q46) Do the provisions of 37 CF R. § 1.8 apply to a CPA?

Answer: No. A CPA is not correspondence that must be filed in the prior application
- within a set period of time, but a "new" application that claims the benefit under 35 U.S.C.
§ 120 and 37 C.F.R. § 1.78 of the prior application. 35 U.S.C. § 120 requires that an
application, inter alia, be "filed before the patenting or abandonment of or termination of
proceedings on the first application.” Unlike 37 C.F.R. § 1.10, correspondence filed
pursuant to 37 CFR. § 1.8 is not accorded a filing date as of its date of deposit with the
‘United States Postal Service (USPS), but is simply considered timely if deposited with the
- USPS prior to the expiration of the time period for filing such correspondence. Thus, .
37 CER. § 1.8, by its terms, does not apply to a CPA. Applicants filing a CPA by
. facsimile transmission are cautioned that the filing date of a CPA is the date the complete
~-transmission of the CPA is received in the PTO and not necessarily the daz‘e it was |
fransmitted.

(Q47) ‘Can a CPA mailed by first class mail obtaln the beneﬁts of the certificate of maﬂmg
practice under 37 C F R §1.87

Answer: No The ﬁlmg of a request for a CPA is a paper filed for the purpbse of obtaining
an application filing date and is specifically excluded from the benefits of the rule by 37
CFR. § 1.3()(2)A)(A). |

(Q48) The PTO'mails a final Office action on July 2, 1997 (Wednesday). Applicant submits a

petition for three-month extension of time (and the fee) and a CPA request via USPS first class
mail under 37 C.F.R. § 1.8 on January 2, 1998 (Friday).. However, the PTO does not receive the
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 petition and the CPA request until January 5, 1998 (Monday). Is the CPA proper?

Answer: No. The petition and the CPA request were not filed until January 5, 1998,
which is after ihe abandonment (midnight on Friday, January 2, 1998) of the prior
application. Therefore, the requisite copendency (§ 1.53(d)(1)(i1)(B)) has been lost.
Under 37 C.FR. § 1.8(2)(2)()(A), a CPA request is specifically excluded from the
benefits of a certificate of mailing under § 1.8,

. (Q49) The PTO mails a final Office action on July 2, 1997 (Wednesday). Applicant submits a
petition for three-month extension of time (and the fee) and a CPA request via facsimile
transmission under 37 C.F.R. § 1.8 at 9:00 PM (PST) on January 2, 1998 (Friday). However, the
PTO does not receive the facsimile transmission until 12:01 AM (EST) on January 3, 1998

~ (Saturday). Is the CPA proper?

- Answer: No. The CPA request was not filed until January 5, 1998 (Monday), which is after
the abandonment (midnight on Friday, January 2, 1998) of the prior application, because the
complete facsimile transmission was not received until January 3, 1998 (Saturday). Under
37 CF.R. § 1.6(a)(3), correspondence transmitted by facsimile will be stamped with the date
on which the complete transmission is received in the Office, unless that date is a Saturday,

- Sunday, or a Federal holiday within the District of Columbia, in which case the date stamped
will be the next succeeding day which is not a Saturday, Sunday, or a Federal holiday.
Therefore, the requisite copendency (§ 1.53(d)}(1)(i1)(B)) has been lost. Under

- 37CFR § 1.8(a)(2)(1)(A), a CPA request is specifically excluded from the benefits of a
. certificate of facsimile transmission under § 1.8.

(QSO) Will a CPA mailed by Express Mail under 37 CFR. § 1.10 be accorded a ﬁhng date as of
the date of deposit in Express Mail service?

Answer: Yes. Any patent application, including a CPA, can be filed by Express Mail
- service under 37 C.F.R. § 1.10. As with any other paper filed by Express Mail service, the
.- Express Mail label number should be placed on the request for a CPA pnor to deposxt in -
Express Mail service. :

4, Small Entity Status

(Q51) Ifstatus as a small entity was properly established in the prior application, is it necessary
- for applicant to determine his/her entitlement to small entity status at the time a CPA is filed?

- Answer: Yes. Thefiling of a CPA requires a new determination of applicant’ s entitlement -
“to small entity status.

(Q52) Does small entity status automatically carry over from the prior applicatibn to the CPA?
Answer: No. Status as a small entity must be specifically established in every application .
in which the status is available and desired. However, in any continuing application,

including a CPA, status as a small entity may be established simply by paying the basic®
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| filing fee in the small entity amount. If payment of the basic filing fee in the small entity
amount is made, it would not be necessary to file a new statement or a copy of the prior
statement. 37 C.F.R. § 1.28(a)(2).

(Q53) Ifstatus as a small entity was established in the prior application and a CPA. is filed with a
general authorization to charge fees to a deposit account, but without indicating that the filing fee
is to be charged in the small entity amount, should the filing fee be charged in the large or small
entity amount? '

- Answer: The large entity filing fee should be charged, because small entity status does nof
antomatically carry over from the prior application to the CPA.

(See "Application Filing Changes (In General)" Section for more quéstions regarding small entity
status, and “Carry-Over Situations” Subsection for additional questxons relaung to carry-over
situations from a prior application.) - '

5. Fee Issues
| (Q54) Can a CPA be filed without the basic ﬁhng fee?

Answer: Yes. Ifa CPA is filed without the basic filing fee the appropriate examining
group will mail a “Notice to File Missing Parts of Application” setting a time period for
paying the basic filing fee and the surcharge set forth in 37 CF.R. § 1.16(e). Of course, a
CPA is not a complete application under 37 CER. § 1.51(b) untll the filing fee requu'ed
under 37 CFR. § 1.16 is paid. See also Question Q57.

(Q55) Tfthe prior application contains a general authorization to charge fees to'a deposit
account, is it still possible to file a CPA without paying the filing fee?

Answer: Yes. Where the applicant desires to file a CPA without paying the filing fee on
the filing date of the application, applicant may file the CPA with specific mstrucnons
revoking the general authorization filed in the prior apphcanon ,

(Q56) Should copendency be checked before 2 deposnt account is charged or a check is cashed -

- forthe fling feoin a CPA?

Answer: No. Itis not necessary to check for continuity before the filing fee is charged to
a deposit account or a check for the filing fee is cashed. I continuity is later found to be
lacking, the applicant may be able to establish continuity by way of a petition to revive.
Under certain circumstances where continuity cannot be established by way of a petition
to revive, the application may be accorded a filing date by way of a petition under

37 CFR. § 1.53(e) to convert the application to a 37 CE.R. § 1.53(b) application. Ifa
filing date is never accorded the application, the filing fee which was paid may be
refunded, less the $130.00 handling fee set forth in 37 CF.R. § 1.21(n).

(Q57) Can an examiner’s action on the merits be issued or an interview be conducted in a CPA
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prior to the payment of the filing fee and any surcharge required by 37 CFR_§ 1.16(e)?

(Q58)

Answer: No. A CPA will not be placed upon the files for examination until all of its
required parts, including the filing fee and surcharge, are received. See 37 CFR

§ 1.53(h). Instead, where a CPA is filed without the appropriate filing fee, a notice should
be mailed by the examining group setting a time period within which the filing fee and
surcharge must be filed in order to avoid abandonment of the CPA. Thus, it would be
inappropriate to conduct an interview or to issue an action on the merits in the CPA until
the notice is mailed and a proper reply filed. '

Does the prior apphcatmn of a CPA become abandoned even if the requisite filing fee is

not mcluded at the time the CPA request is filed?

Answer: Yes. Payment of the filing fee is irrelevant to the abandonment of the prior
application by operation of the filing of a CPA under 37 C FR §1.53 (d)

L @Qs9)

o 6. Amendments/Rephes in PnorApphcatlon

Is a CPA request a reply to a final rejection?.

Answer: Under statute and regulation, the filing of a CPA opéfates to automatically

abandon the prior application in favor of the CPA. Thus, a CPA is, strictly speaking, not a

- replyunder 37 C.FR. § 1.113 to a final rejection, as the filing a CPA wall not avoid

(Q60)

abandonment of the prior application. An applicant, however, may effectively replyto a
final rejection and continue prosecution of an application under final rejection by filing a
CPA within the time period for reply to the final rejection. That is, the examination of the
CPA will begin at the close of prosecution in the prior application (with any amendment
directed to be entered by the applicant). - - '

Can a CPA be filed in reply to a Notice to File Missing Parts of Application?

|  Answer: No. 37 C.F.R. § 1.53(d) requires that the prior application of a CPA be complete

“under 37 C.ER. § 1.51(b) or be the national stage of a PCT international application in

compliance with 35 U.S.C. § 371. Thus, the prior application of a CPA must have
included an oath or declaration under 37 C.F.R. § 1.63 and either the basic filing fee or the
national fee (for a PCT application). If either an oath or declaration or basic filing fee (or

_ national fee) was required by the Notice to File Missing Parts of Application, they mustbe

. filed in the prior application to permit the filing of a CPA of such prior application. If
- however, the oath or declaration and basic filing fee (or national fee) was filed in the

- @sD

application (e.g., the Notice to File Missing Parts of Application only required additional

claims fees), then applicant may abandoned the application in favor of a CPA.

‘What happens when a CPA is filed with a new specification?

Answer: The new specification will be treated as a substitute specification under 37

CFR. §1.125. However, the applicant must comply with the requirements of 37 CF.R.
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§ 1.125(b) before the substitute specification will be entered into the CPA. (See “Manner
of Making Amendments” Section below for additional questions on 37 CF.R. § 1.125)

"
ant file an amendment after final with a "conditional" request for a

.53(d) to be effective if the amendment after final is not entered?

Answer: No. Any "conditional" request for a CPA filed as a separate paper with an

- amendment after final in an application will be treated as an unconditional request fora
CPA of such application. This will result (by operation of 37 C.FR. § 1.53(d)}(2)(iii)) in
the abandonment of such (prior) application, and (if so instructed in the request for a
CPA) the amendment after final in the prior application will be treated as a preliminary
-amendment in the CPA. As 37 C.F.R. § 1.53(d) requires that a request for a CPA beon a
separate paper, any request for CPA (whether conditional or not) within an amendment
after final for the prior application is an improper request for a continued prosecution
application under 37 CF.R. § 1.53(d) and will be ignored.

(Q63) An applicant files a single paper (e.g., a transmittal letter) requesting a CPA and includes a
request to charge extension of time fees in the prior application. Does this practice violate the
"separate paper” requu’ement of 37 CFR. § 1.53(d)(2)?

 Answer: No. The CPA is not 1mproper simply because it is combined with a petition for
extension of time. The "separate paper" requirement of 37 C.F.R. § 1.53(d)(2) is intended
to preclude an applicant from burying a request for a CPA in a paper submitted primarily
for another purpose, e.g., within an amendment after final for the prior application.

(Q64) Will an amendment after final ﬁled and refused em:ry in the pnor apphcatlon automatlcaliy
be entered in the CPA?

Answer: No. Applicant must file a specific instruction to enter amendment(s) refused
entry in the prior application. :

| (Q65) An after-final amendment under 37 C.F.R. § 1.116 has been filed in an application Two
days later, the applicant decides to file a CPA request Must the examiner act on the after-final
amendment?

- Answer: Yes. The examiner must act on the after-final amendment unless the CPA papers
- have been matched with and entered into the file of the prior application. - However, once
 the CPA is entered, the amendment to the prior application would become moot. If entry
~ of an afterfinal amendment (not indicated as entered) is desired in a CPA, applicant must
include an instruction to enter the after-final amendment in the CPA papers.

(Q66) IsaCPAentitledtoa ﬁling date if the issue fee was paid in the prior application after the |
CPA was filed and the patent issues before the express abandonment under 37 CFR
§ 1.53(d)(2) is recognized?

- Answer: No. While the date of abandonment of the prior application is the filing date of
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the CPA under 37 CF.R. § 1.53(d)(2), the express abandonment of the prior application
does not become effective until the abandonment is acfually recognized. Once a patent
issues on the prior application, the prior application cannot be expressly abandoned and

- LY T S T T
the PTO cannot rewgmz\, the express abandonment, even if the date of abandonment of

the prior application would have been prior to the patent issue date. Thus, the request for
a CPA is considered improper. The examining group will order a new file jacket (having a
new application number) for the CPA paper and notify the applicant of the improper status
of the attempted CPA. Applicant must file a petition under 37 C.F.R. § 1.53(¢e) to convert
the attempted CPA to an application under 37 CF.R. § 1.53(b). Otherwise, the
proceedings on the attempted CPA will be terminated. -

7. Ihventorshin Issues

_ (Q67) In a CPA, how do I delete an inventor that was named in the prior nonprowsxonal
E appl1cat10n‘?

- Answer: A statement must accompany the CPA request, at the time of filing, requesting -
- deletion of the name(s) of the person(s) who are not inventors of the invention bemg
claimed in the new applxcatlon 37CF.R § 1.53(d)(4). - '

" (Q68) What are the consequences if a CPA request names an inventive entity which is different
ﬁ'om the i mventwe entity in the prior nonprowsmnal application?

Answer: The inventive entity set forth in the prior nonprovisional application carries over
into the CPA UNLESS the CPA request names as inventors less than all the inventors

- named in the prior application and includes on filing the statement required by 37 C. FR.§
1.53(d)(4). However, the inventive entity in a CPA may be corrected byfiling an -

- appropriate petition under 37 C.F.R. § 1.48(a).

(Q69) What happens if the CPA papers include a new oath or declaration naming an inventor not
named in the prior application? .

- Answer: The inventive entity of the CPA will be the same as the inventive entity of the

- prior application. However, the new oath or declaration will be placed in the application-
file. Upon review of the application, the examiner will notify the applicant in the first

- Office action that the inventive entity of the prior application has been carried over into
the CPA. If'the inventive entity set forth in the new oath or declaration is desired, then a
petition under 37 C.F.R. § 1.48 must be filed. No new oath or declaration need be filed |
with the later-filed petition under 37 C.F.R. § 1.48, since such was submitted on filing.

It should be noted that the filing in a CPA of a new oath or declaration containing -

- an inventive entity different from that set forth in the prior nonprovisional application may

result in the claims in the CPA being rejected under 35 U.S.C. § 102(f).

(Q70) A CPA is filed where the transmittal page lists one additional inventor not named in the

prior nonprovisional application. A petition for correction of inventorship under 37 CF.R.
- § 1.48 was filed in the prior nonprovisional application but was not yet granted. Is the CPA a
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- proper application and will the petition, which was not acted upon, now be treated in the CPA
application?

ieat $ 4141 43 £
Answer: Yes, the CPA is a proper application and the petition for comrection of

inventorship under 37 C.ER. § 148 filed in the prior nonprovisional application will be
treated in the CPA. However, until the petition is granted, the CPA will be treated as
naming, as inventors, the same inventors named in the prior nonprovisional application.
{1t should be noted that both the petition and the CPA refer to the same application
number. Further, the declaration filed with the petition naming the “Correct” inventorship
executes the specification of both the prior nonprovisional and the CPA application (the
CPA utilizes the specification from the prior nonprovisional application}.]

(Q71) A divisional CPA is based on a prior application which was filed with inventors A and B.
During the prosecution of the prior application, claims drawn to B’s contribution were canceled,
and consequently B was deleted as a named inventor via a petition under 37 CFR. § 1.48. The
divisional CPA is filed with (1) a preliminary amendment canceling claims drawnto A’s
contribution while adding claims drawn to B’s contribution and (2) a request for the deletion of A
as inventor and the naming of B as the sole inventor. Is this a proper CPA?

Answer; Yes. The CPA is considered proper and entitled to a filing date, but with A as
the sole inventor. Under 37 C.E.R. § 1.53(d), a CPA names, as inventors, the same
inventors named in the prior application on the date the CPA was filed, except where the

~ CPA is filed with a statement requesting deletion of the name or names of the person or
persons who are not inventors of the invention being claimed in the new CPA. No person
may be named as an inventor in a CPA who was not named as an inventor in the prior
application on the date the CPA was filed, except by way of a petition under 37 C.F.R.

' § 1.48. Since A is the sole inventor named in the prior application on the date the CPA is

filed, A will be considered the sole inventor in the CPA unul a petltlon under 37 CF.R.
§ 1.48 is filed and granted in the CPA.

(See Correction_ of Inventorship” Section for additional questions relating to inventorship issues.)

See also Q155

- 8. Recognition of a CPA
(Q72) How will one recognize a CPA by looki_ng at the application file wrapper?

Answer: The CPA status of the application will be indicated on the file jacket in two ways
as follows:

(1) by a “Contents” entry listed as “Request for CPA” and

(2) by a bold ACPA” label (approx. 1.5" X 0.75") placed on the front face of the
file jacket.

Note that no CPA continuity data will be printed on the PALM data label on the
front of the file Jacket or on the PALM sheet inside the file.
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(Q73) How will a CPA be recognized on a PALM screen?

Answer: By an entry in the “Contents” column of the 2952 screen of:

™A
AACPA” for a Request for a continuation CPA,; or

ADCPA” for a Request for a divisional CPA. ‘
The date indicated in the area to the right of AACPA” or ADCPA” in the
“Contents” column will be the filing date of the CPA.

(Q74) How will PALM indicate the abandonment of the prior application in favor of a CPA, and
when will the abandonment of the prior application be counted?

Answer: When the CPA request is entered into PALM at the examining group level, an
- entry of an abandonment, in the manner similar to FWC practice, as AABN3" can be seen
in the “Contents” column on the 2952 screen. After entry, the CPA will be forwarded to
the examiner, who will then be able to work on the application. The abandonment of the
prior application will be counted when the PALM data are entered. '

E. CPA Practice versus 37 C.F.R. § 1.129(a) or 37.C.F.R. § 1.62 FWC Practice |
(Q75) (revised) Are the attributes of a CPA the same as a submission under 37 C.ER.
§ 1.129(a) or an application filed under former 37 C.F.R. § 1.62?

Revised Answer: No. While a CPA shares some common attributes with a submission = . .
-under 37 C.FR. § 1.129(a) as well as an application filed under 37 CF.R. § 1.62, it is also’
distinctly different from each. For example, under former 37 C.FR. § 1.62, new matter
could be introduced in the new 37 CF.R. § 1.62 application, if filed as a continuation-in-
part (CIP). By contrast, 37 C.F.R. § 1.53(d) does not permit the introduction of new
matter. Furthermore, a member of the public may be permitted to access a pending 37
- CER § 1.62 application, if an application in the file wrapper was abandoned and
referenced in a U.S. patent. However, a member of the public will not be permitted to
~ . access apending CPA where the only basis for public access is that an application in the
- file wrapper is abandoned and referenced in a U.S. patent. Finally, unlike a submission
under 37 C.F.R. § 1.129(a), there is no limit to the number of CPA requests.
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(Q76) Under 37 CF.R. § 1.62(f) (now obsolete), the filing of 2a FWC was construed to include a
waiver of secrecy by the applicant under 35 U. S C. § 122. Does a similar waiver apply to the
filing of a CPA?

Answer: Yes. 37 CFR. § 1.53(d)(6) specifically states that a waiver of secrecy applies in

a CPA. The waiver of secrecy is retained so that if an individual has a power to inspect or

is otherwise entitled to access to one application in the file jacket of the CPA, the Office
“may release the entire file wrapper to that individual. :

(Q77) Will an information disclosure statement (IDS) filed in a prior application be automatically
considered in a CPA? Is this different than existing 37 C.F.R. § 1.129(a) practice or the prac’ace
under former 37 CFR. § 1.627

Answer: In a CPA, all information disclosure statements filed in the prior application that

. comply with the content requirements of 37 C.F.R. § 1.98 will automatically be considered
by the examiner. No resubmission or request that the previously submitted information be
considered in the CPA is required. Thus, a previously filed IDS, which complied with the
content requirements of 37 C.F.R. § 1.98 but not with the timing requirements of 37
CFR §1.97 and was, as a result, NOT considered in the prior application, must be

- ~considered by the examiner when preparing the first Office action in the CPA. This is the

~ existing practice under 37 C.FR. § 1.129(a), but is different from the prior practice

involving a 37 C.FR. § 1.62 application wherein, in order to ensure consideration of
information submitted in compliance with the content requirements of
37 C.FR. § 1.98 which had not been considered in a parent application, applicant had to
either specifically request that the previously submitted information be considered in the
37 CFR. § 1.62 application or applicant had to resubmit the information in comphance
‘with the requlrements of 37 CFR §§1.97 and 1.98. .

IL CORRECTION OF INVENTORSHIP - 37 C.F.R. §§ 1.41, 1.48. 1.324

(Q78) How does an applicant change the inventorship named in the original application papers
~ filedunder 37 CFR. § 1.53(b) without an executed oath or declaration (37 CE.R. § 1.53(D) to

the inventorship named in the fater-filed oath or declaration pursuant to 37 C.F.R. § 1.48(f)?

- Answer: The inventorship may be corrected by filing the executed oath or declaration.
The inventorship is (automatically) changed merely by filing the éxecuted oath or
‘declaration. 37 C.FR. § 1.48(f) is not a provision under which an applicant may or must
petition to correct the inventorship in an application. 37 C.F.R. § 1.48(f) simply states the
effect that the subsequent filing of an executed oath or declaration will have, without
further action by the applicant, pursuant to 37 C.F.R. § 1.41(a) in an application filed
- without an executed oath or declaration (37 C.F.R. § 1.53(f)) in the event the executed
oath or declaration names a different inventorship than that set forth in the original -
application papers. Where an application is filed without an oath or declaration, the
subsequent filing of an executed oath or declaration will act automatically to set forth the
persons named in the executed oath or declaration as the inventors (37 C.F.R. § 1.48(%)).
That is, any difference in the persons named as inventors between the original application
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papers and an executed oath or declaration subsequently filed to complete the application
will automatically be resolved in favor of the subsequently filed executed oath or
declaration.

(Q79) If an executed oath or declaration subsequently filed to complete the application names
inventors different from the persons set forth in the original application papers, will a new filing
receipt reflecting the inventorship set forth in the executed oath or declaration be issued?

Answer: No. Anew filing receipt will not be issued unless the applicant also files a
request for a corrected filing receipt and the fee set forth in 37 CF.R. § 1.19(h). It has
been PTO practice to issue a filing receipt at the time a filing date is granted. This practice -
will be maintained under the new rules, even where the inventors have not been named at
the time the filing date is granted. If applicants desire an initial filing receipt with the
correct inventors identified, they should identify the correct inventors at the time the

~ application is initially filed. This will preclude the need for a corrected filing receipt,

which would be available only upon request and payment of the requisite fee. For these

- reasons, applicants are encouraged to 1dent1fy the correct inventive entity at the time an

(Q80)

“application is initially ﬁled

Must a petition under 37 C.F.R '§ 1.41(a) to correct the inventorship in an application be

accompanied by a petition under 37 C.F.R. § 1.137 to revive the application?

Answer: No. The petition practice set forth in 37 C.FR. § 1.41(a) is applicable only

- ‘where an application: (1) became abandoned prior to the filing of an executed oath or

- (Q8D)

declaration; and (2) does not set forth the inventors in the original application papers.
Note that this petition practice is applicable only when an application became abandoned
prior to the filing of an executed oath or declaration.

What are my options if I need to correct the inventorship in an application or in a patent?

Answer: The options for an application are: (1) reﬁling the application with the correct -
inventive entity without need to resort to a petition (2) filing a petition under 37 CF.R.

~ § 1.48 in a non-reissue application; or (3) in a reissue application, filing another reissue

(Q82)

oath or declaration (37 C.F.R. §§ 1.171 and 1.175). _

~ The options for a patent are: (1) filing a petition under 37 C. FR. § 1.324; (2) filing
a reissue application (37 CFR §§ 1.171 and 1.175); or (3) obtaining a court order (35
U.S. C § 256)

As the diligence requirement for ﬁimg petitions under 37 CFR. § 1.48 has been removed,

can I file a petition to correct inventorship at any time prior to issue?

(Q83)

Answer: No. Petitions under 37 C.F.R. § 1.48 filed after final rejection or ellowance are .
still subject to the timeliness requirements under 37 CF.R. § 1.116 or § 1.312.

If I need to change the inventorship in an application where an executed oath/declaration

has not been submitted on filing, do I need to do this by petition or refiling of the application?
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Answer: Neither. 37 C.F.R. § 1.48(f) will operate automatically to change the _
- inventorship when an executed oath/declaration is later submitted during the pendency of
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oath/ decl aration.

(Q84) Will the changes to the rules with respect to deceptive intent apply only to apphca’aons
filed after the effective date of the rule? .

Answer: No. The changes to the rules with respect to deceptive intent will apply not only
to applications filed after the effective date of the rule, but also to earlier-filed applications
that are pending on the effective date of the rule. (See “ Reissue Practice” Section fora
question relating to the sufficiency of a reissue oath or declaration.) -

I, CONFIDENTIALITY OF APPLICATIONS -37 C.FR. § 114

(QSS) Which abandoned appltcatlons may be releas ed to the pubhc w1thout a power to 111spect :
or a granted petition for access? _

Answer: An abandoned application that is in the file jacket of a pending application under
37 CFR. § 1.53(d) (i.e., a CPA) may not be released to a requester without a power to
-inspect or a granted petition for access, unless the requester is the applicant or assignee.
Abandoned applications (other than those inside a CPA) which may be released to the '
~ public are as follows:
1. . abandoned applications which are referred to in the text of a U.S. patent;
2. abandoned applications which are referred to in an application (either in the
' prosecution history or in the text of the application) that is open to public
-inspection (for example, a patent file, a reissue, an abandoned application that
claims priority under 35 U.S.C. § 120 to an application that has issued as a patent, '
an abandoned application that is referred to in the text of a patent or in an
_ - application that is open to public inspection); . '
3. abandoned applications which claim the benefit of an apphcatlon that is open to
 public inspection - that is, one that claims § 120 priority to, or is a child application
~of, an application that is open to public inspection (the PALM 2962 transaction -
can be used to determine continuity data); or : :
4, abandoned applications WhICh have been laid open by the apphcant

(Q86) Ifan application is referred to in the text of a patent, can access to the application be given
toa member of the public who is not the applicant?

Answer: Maybe. If the apphcatlon is pending, then the pending application should nof be
'- released without a petition decision granting access to the member of the publicora .
- power to inspect. If the application is abandoned, then 37 C.F.R. § 1.14(a)(3)(iv)(4)
permits the member of the public to obtain access to or copies of the abandoned
application, except if it is in the file of a CPA.
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(Q87) What if the pending application is incorporated by reference in the patent?

Answer: As long as the apphcation is pending, then the pending application file should not

be released without a petition decision granting access to the member of the public or a
_power to inspect. However, 37 C.F.R. § 1.14(a)(2) provides that a member of the public
may obtain a copy of an application-as-filed where the application is incorporated by
reference in a U.S. patent. The member of the public should contact Certification Division
to order a copy of the application as originally filed. The order may be faxed to .
- Certification Division at (703) 308-9759 and paid by PTO dep051t account, VISA, or
MasterCard.

(Q88) May a member of the public obtain access to a pending CPA of an abandoned application

which is either referred to in the text of a patent (37 C.F.R. § 1.14(a)(3)(iv)(A)) or in an '

apphcatlon that is open to public inspection (37 C.FR. § 1. 14(a)(3)(1v)(A)) (for exa.mple a patent
~ file, areissue, etc. ?

~ Answer: No, access is not possible in the absence of a granted petition for access under
37 CFR. § 1.14(e)(1). 37 C.ER. § 1.14(a)(3)(iv) provides that a member of the public is
entitled to certain abandoned applications, but not if the application is in the file jacket of a
pending application under 37 C.F.R. § 1.53(d) (i.e., in a pending CPA). The waiver of

. secrecy provided by37 CFR. § 1.53(d)(6) does not operate to make the pending CPA
available for inspection to a requester other than an applicant or assignee, unless the
requester has a power to inspect one or more of the applications in the file. Providing
public access to pending applications is undesirable (from the perspective of the applicant
as well as the Office) because it can interfere with the prosecution of the application by
permitting the application to be removed from the examiner's desk. Accordingly, the rule
does not provide for public access to pendmg CPAs, even if an application within the file-
of the CPA is abandoned and referred to in a U.S. patent or an apphcatxon that is open to
public mspectlon

IV. MANNER OF MAKING AMENDMENTS 37 C.F.R. 58 1 121_._1 125 (See also
- “Reissue Practice” Section)

(Q89) Dotherevisionsto37 CFR. § 1. 121 change the amendment practice with respect to
nonprowsmnal non-re1ssue applications?

Answer: No. Substantlve changes have not been made with respect to amendment |
practice in nonprovisional, non-reissue applications. (See “Reissue Practice” Section for
changes to amendment practice in reissue applications.)

(Q90) How do amendments to nonprovisional, non-reissue applications dlﬁ'er from those of
reissue applications?

Answer: In comparing amendment practice to the specification for non -reissue and reissue
applications, all amendments in the reissue application are to be made relative to (i.e., vis-
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a-vis) the patent specification and drawings in effect as of the date of the filing of the
reissue application. Changes are shown using underlining and bracketing relative to the
patent specification. In addition, the entire paragraph of disclosure with the c‘hanges and

1 i alrimes o . I,
the entire claim with the changes must be presented in making the amendment. On the

other hand, amendments in a non-reissue application are to be made relative to prior
amendments (with underlining and bracketing in a reproduced claim reflecting changes
“made relative to the prior amendment), and insertions and deletions can be made without
. reproducing the entire paragraph of disclosure or the entire claim. Further (for a non-
reissue application), in amending the text of the disclosure other than the claims, changes
are not shown by underlining and bracketing, even where a paragraph of disclosure is
reproduced. (See “Reissue Practice” Section for questions relating to amendment practice
in reissue applications.)

(Q91) Can an amendment of a claim of a nonprovisional, non-reissue application be made by
requesting the Office to “hand-enter” changes of five words or less?

- Answer: Yes. In non-reissue applications, such a request would still be permitted under
37 CFR §1.121(a)(2)1)(B). However, a request to “ Hand-enter” changes of five words
or less in a reissue application will no longer be permitted. (See “Reissue Practice”
Section for questions relating to amendment practice in reissue applications.)

(Q92) In nonprovisional, non-reissue applications, how does the manner of making amendments
 to the specification differ from the manner of making amendments to the claims?

Answer: The answer is found in 37 CF.R. § 1.121(a), which relates to amendments in
non-provisional applications other than reissue applications. Paragraph (a)(1) relates to

- the manner of making amendments in the specification other than in the claims. Paragraph
(a)(1)(i) requires the precise point in the spemﬁca’uon to be indicated where an addition is

- to be inserted. Paragraph (a)(1)(ii) requires the precise point in the specification to be

indicated where a deletion is to be made. This should be compared to addition or
cancellation of material from the patent specification in a reissue application (paragraph
(b)(1)(ii)) or in a reexamination proceeding (§ 1.530(d)(1)(ii), e.g., by way of a copy of
the rewritten material). An amendment containing deletions mixed with additions will be
treated according to both paragraphs (a)(1)(i) and (a)(1)(ii). In contrast to amendments to

- the claims, amendments to the specification (additions or deletions) do not require
markings, only identification of an insertion point. However, where the changes made are
not readily apparent, the examiner may request the applicant to provide an epranauox_; of

~ the changes or a marked up copy showing the changes made. Paragraph (a)(1)(iii)
provides that to reinstate matter previously deleted it must be reinstated by a new
amendment inserting the matter. In regard to amendment of claims, Paragraph (a)(2) of

- § 1.121 relates to the manner of making amendments in the claims of a non -reissue

~ application. Paragraph (a)(2)(i) permits amendment by instructions to the Office for a
deletion, paragraph (a)(2)(1)(A), or for an addition limited to five words in any one claim,
paragraph (a)(2)(1)(B). The ability to provide directions to the Office for the handwritten
deletion of five words or less for each claim does not encompass deletion of equations,
charts or other non-word material. Paragraph (a)(2)(ii) sets forth that a claim may be
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amended by a direction to cancel the claim or by rewriting the claim with markings
showing material to be added and deleted. Additionally, previously rewritten claims are
required to be so marked and not to have interlineations showing amendment(s) previous

tn tha nna Tt | NP
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(Q93) In nonprovisional, non-reissue applications, how do applicants make amendments to the
drawings?

 Answer: 37 C.F.R. § 1.121(a)(3) clarifies that amendments to the original application
- drawings for non-reissue applications are not permitted and are to be made by way of a
substitute sheet for each original drawing sheet that is to be amended. The paragraph
contains material from canceled § 1.115. Amendments to the original application
drawings are not permitted. Any change to the application drawings must be by way of a
substitute sheet of drawings for each sheet changed submitted in compliance with § 1.84.
Where a change to the drawings is desired, a sketch in permanent ink showing proposed
- changes in red, to become part of the record must be filed for approval by the examiner
and should be in a separate paper.

(Q%4) In nonprowszonal, non-reissue applications, can the examiner require an amendment to the
- disclosure to require complete correspondence between the specification, claims and drawings?

Answer: No. 37 CF.R. § 1.121{a)}{(5) merely requires “ Substantial correspondence” in
the specification, the claims and the drawings. ' '

(Q95) With respect to nonprovisional, non-reissue applications, did the Office implement the

proposal to require all previous amendments be presented when there is any amendment to the
claims? '

Answer: No. Proposed paragraphs (b)(2)(iv) and (v) of 37 CER. § 1.121, relating to a
requirement for submission of all amendments be presented as of the date when any
amendment to the claims is made and to the failure to submit a copy of any added claim
would be construed as a direction to cancel that claim, were not implemented.

'- (Q96) Where an applicant intends to make numerous amendments to the specification (excluding
the claims) of a non-reissue application, can the applicant file a subst1tute spemﬁcanon under
.37 C FR.§ 1 125 to eﬁ'ect the changes to the specification?

Answer: Yes. In order to file a substitute speclﬁcanon (excluding the claims) in
compliance with 37 C FR. § 1.125 in a non-reissue application, applicant must: (1) submit

- a clean copy of the substitute specification with the changes already made; (2) filea

~ statement that the substitute specification does not introduce new matter; and (3) provide

~‘'a marked-up copy of the specification indicating the changes made relative to the previous
specification. The substitute specification may be filed as a matter of right at any time up
to the payment of the issue fee. In preparing the marked-up copy, applicant may
conveniently use the “Compare document” option (or equivalent thereof) available in
many word processing programs--i.e., the changes may be indicated by any reasonable
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indicia such as “redlining/strikeouts” or “bracketing/underlining.” It must be emphasized,
however, that the provisions of § 1.125 do nof apply to the claims. Furthermore, §
L 125(d) makes it clear that a substitute speciﬁcation under § 1.125 is not permitted in

Teiss uec aypuw.uuub Or reexamination Pr Oweumgs (See “Continued Prosecution
Applications” Section for a question relating to a CPA filed with a new specification.) -

V. TIME-TO-REPLY CHANGES - 37 C.F.R. §§ 1.135, 1.136

{Q97) What difference does it make that a "time period" rather than a "time limit" is given under
amended 37 C.F.R. § 1.135(c)?

Answer: Under former 37 C.ER. § 1.135(c), the failure to complete the reply to an Office
action within the specified time limit resulted in the application being considered as
retroactively abandoned as of the expiration date for reply to such Office action {(not as of
the expiration date of the specified time limit), since the reply filed was non-responsive and
not timely completed. This had adverse effects, especially when the applicant sought to
file a continuing application within the specified time limit rather than complete the reply
(as the failure to complete the reply to an Office action within the specified time limit
resulted in the application being considered abandoned as of the expiration date for reply
to such Office action and copendency would not be present for the continuing
application).

. Under 37 C.FR. § 1.135(c) as amended, an examiner is authorized to consider a.

‘reply that is not fully responsive to a non-final Office action adequate to avoid
abandonment for fatlure to timely reply to such Office action. Specifically, amended _
37 C.ER. § 1.135(c) authorizes an examiner to treat a reply that is not fully responsive to
a non-final Office action by: (1) considering the reply as being responsive to the last
Office action and acting on the reply; (2) giving the applicant a new time period for reply .
to supply the omission; or (3) notifying the applicant that the reply must be completed
within the remaining period for reply to the non-final Office action (or within any

“extension pursuant to 37 C.FR. § 1.136(a)) to avoid abandonment. The treatment to be
given to the reply depends upon: (1) the sericusness of the deficiency; and (2) whether

~ the reply is a bona fide attempt to reply. When applicant is given a new time period to

- supply the omission, applicant may, within the new time period, together with any
extensions under § 1.136(a), supply the omission, file any reply under 37 CF.R § 1.111,
and/or file a continuing application as applicant determines to be appropriate. Of course,
‘applicant is required to supply the omission within the new time period, including
extensions under § 1.136(a), to avoid abandonment upon expiration of the new time

-period. The application is considered to be pending during this new time period for reply
given under § 1.135(c), or any extensions thereof obtained under § 1.136(a), and it will
not be considered to be abandoned if the omission is not corrected, until the new time - =

- period, including any extensions, expires.

(Q98) Does the practice set forth in 37 C. F R. § 1.135(c) apply to an apphcatmn after final or
under appeal? -
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Answer: No. 37 CER. § 1.135(c), by its terms, is limited to a bona fide , but incomplete,
reply to a "non-final Office action." Where submission after final Office action or appeal

- {e.g., an amendment under 37 C.E.R. § 1.116) does not place the application in condition
for allowancs, the period for reply under 37 C.F.R. § 1.113 continues io run umntil a reply
under 37 CF.R. § 1.113 (i.e., anotice of appeal or an amendment that places the
application in condition for allowance) is filed. The nature of the omission (e.g., whether -
the amendment raises new issues or would place the application in condition for allowance
but for it being unsigned or not in compliance with 37 C.FR. § 1.121) is immaterial.

_ When a reply to a final Office action substantially places the application in

condition for allowance, an examiner may request that the applicant (or representative)

~ authorize an examiner's amendment to correct the omission and place the application in
condition for allowance, in which case the date of the reply is the date of such
authorization (and not the date the incomplete reply was filed). An examiner also has the
authority to enter the reply, withdraw the final Office action, and issue a new Office
action, which may be a non-final Office action, a final Office action (if appropriate), or an

~ action closing prosecution in an otherwise allowable application under Ex parte Quayle,

1935 Dec. Comm'r Pat. 11 (1935) (if appropriate). These courses of action, however, are
solely within the discretion of the examiner. It is the applicant's responsibility to take the
necessary action in an application under a final Office action to provxde a complete reply
under 37 CF.R. § 1.113.

(Q99) 37 CFR. §1.136(a) no longer requires that a petition for an extension of time be
accompanied by a reply. What will happen if a petition for an extension of time is not
- accompanied by a reply?

Answer: The period for reply (and thus the pendency of the application) will be extended,
~ but the application will become abandoned as of the end of the so-extended period in the
absence of a timely reply. This change to 37 CF.R. § 1.136(a) simply codified a change in
~ practice by which applicants were permitted to extend the period for reply under '
37 CF.R. § 1.136(a) solely to extend the pendency of the application (to establish
copendency with a continuing application), notwithstanding that former 37 CF.R. §
1.13 6(a) required that a petmon thereunder include a response or reply.

(QIOO) 37 CF.R. § 1.136(a) has been amended to permit extensions of time up to five months..
~In view of the statutory limit in 35 U.S.C. § 133, would such an extension be applicable to any
reply other than to a requirement for restriction or election of species?

" Answer: Tn addition to its apphcablhty in situations in which a Office action sets aone-

" month shortened statutory period for reply (e.g., periods given under 37 CFR. § 1.135(c)
to correct a previously filed reply), it is also applicable to non-statutory periods for reply.
For example, the two-month period in 37 CF.R. § 1.192(a) for filing an appeal brief is not
a statutory period for reply under 35 U.S.C. § 133. Thus, the two-month period in

- 37 C.FR. § 1.192(a) may be extended by five months (up to seven months) under ~

37 CFR. §1.136(a). In addition, the two-month period in 37 CFR. § 1.137 is alsonot a -
statutory period (as such an application is not a pending application), and it may be
extended by five months (up to seven months) under 37 CFR. § 1.136(a).
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(Q101) An applicant files a CPA within six months of the last Office action in the prior

application but after the shortened statutory period for reply set by the Office action has expired.

No petition or fee for extension of time awumpauwu ihe CPA request. Will a general
authorization to charge fees to a deposit account in the prior application be effective to extend the

period for reply in the prior application?

- Answer: Yes. While the filing of a CPA is not strictly a reply to an Office action mailed in
a prior application (see Question Q59), a request for a CPA is a paper directed to and
placed in the file of the prior application, and seeks to take action in (i.e., expressly
abandon) the prior application. Thus, it will be considered a "reply" for purposes of 37
CFR §1.136(a)(3). Asaresult,under 37 C.F.R. § 1.136(a)(3), an authorization in the
prior application to charge all required fees, fees under 37 C.F.R. § 1.17, or all required
extension of time fees to a deposit account will be treated as a constructive petition for an
extension of time in the prior application for the purpose of establishing continuity with

~ the CPA. The correct extension fee to be charged in the prior application would be the

‘extension fee necessary to establish continuity between the prior application and the CPA
on the filing date of the CPA.

(Q102) An applicant files a continuation application under 37 C.FR. § 1.53(b) within six months

of the last Office action in the prior application, but after the shortened statutory period for reply

- set by the Office action has expired. No petition or fee for extension of time was filed in the prior

application. Will a general authorization to charge fees to a deposit account in the prior

~ application be effective to extend the period for reply in the prior apphcatlon so as to have
copendency with the continuation application?

Answer; No. Under 37 CFR. § 1.136(=)(3), an authorization to charge all required fees,
fees under 37 CF.R. § 1.17, or all required extension of time fees will be treated as a
constructive petition for an extension of time in any concurrent or future reply requiring a

- petition for an extension of time for its timely submission. A continuing application under
37 CF.R. § 1.53(b) is a new application which is assigned a new application number and
filing date and is placed in a new file jacket maintained separately from the file of the prior
application. It is not a paper directed or placed in the file of the prior application and is

“not a "reply" to the last Office action in the prior application. Thus, either a replyora
petition for an extension of time is required to be filed as a separate paper in the prior

- application. -

(Q103) Since37 CFR. §1.13 6(a)(3) provides that a general authorization to charge all fees isa
constructive extension of time, is there any reason to file a petition under 37 C.F R § 1. 136(a) in
_an apphcauon where an extensmn of time is needed? '

. Answer: Yes. 37 CFR. § 1.136(a)(3) was adopted as a "safety" net for applicants to -
avoid a potential loss of patent rights for applicants who inadvertently omitted a petition.

- Reliance upon a general authorization to charge all fees as a constructive petition for
extension of time may result in processing delays if the application is not promptly
recognized as one in which the applicant has filed such a general authorization. Thus, the
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submission of a written petition for any desired extension of time in reply to the Office
action for which the extension was requested is strongly recommended.

VI. APPEAL PROCESS CHANGES - 37 C.F.R. §§ 1.191-1.197

(Q104) If a notice of appeal is not signed or does not identify the appealed claims, should the
examiner issue a Notice of Defective Appeal or Brief (Form PTO-461)?

Answer: No. 37 CF.R. § 1.191 has been amended to no longer require that a notice of

appeal be signed or that it identify the appealed claims. These two requirements are

deleted because they are redundant to the requirements set forth in § 1.192. Under

§ 1.192, the appeal brief must be signed, which will effectively ratify the unsigned notice
- of appeal. In addition, § 1.192 requires an appeal brief to identify the claims on appeal.

- (Q105) Can a new ground of rejection be included in an examiner ’s answer?

Answer: No. A new ground of rejection shall not be permitted in an examiner’ s answer.
However, if' (1) an amendment under 37 C.F.R. § 1.116 proposes to add or amend one or
more claims; (2) appellant was advised that the § 1.116 amendment would be entered for
appeal purposes; and (3) appellant was advised how one or more individual rejections set
forth in the action from which the appeal was taken would be used to reject the added or
amended claim(s), then: (4) the appeal brief must address the rejection(s) of the added or
amended claim(s); and (5) the examiner’s answer may include the rejection(s) of the added
or amended claim(s). The filing of a § 1.116 amendment represents appellant’ s consent
that any appeal may proceed on the added or amended claim(s).

- (Q106) Will reopening of prosecution require any type of supervisory approval?

Answer: Yes. Under MPEP 1002.02(d) and 1208.01, approval from the Supervisory
Patent Examiner is required for the entry of a new ground of rejection after reopening of
prosecution, and such approval must be indicated in both copies of the Office action.
However, the Office action (after reopening of prosecution) containing the new ground of
rejection may be made final if the new ground of rejection was (1) necessitated by
amendment or if it was (2) based on information presented in an information disclosure .
statement under 37 CFR § 1. 97(0) where no certiﬂcation has been filed.

(Q 107) What happens if an information disclosure statement (fDS) is submitted together with or
after the ﬁhng of an appeal brief? -

"Answer: Where an information disclosure statement is submitted together with or after the
filing of an appeal brief, the provisions of 37 CE.R. § 1.97(d) apply. Under

- § 1.97(d), the information disclosure statement must be considered provided that (1) a
statement as specified in § 1.97(e), (2) a petition requesting consideration, and (3) the
petition fee under § 1.17(i) are included. If a new rejection must be made based on
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information provided in a proper information disclosure statement, prosecution must be

reopened.
(Q168) Can the examiner refuse entry of a reply brief if the examiner ’s answer did not contain any
new points of argument? :

- Answer: No. Appellant is entitled to entry of a timely reply brief, regardless of whether
the examiner’s answer raises new points of argument. 37 CF.R. § 1.193(b)(1).

_' (Q109) Can the examiner respond to a reply brief?

Answer: A supplemental examiner’s answer is-not permitted unless the application has
been remanded by the Board for such a supplemental examiner’s answer. 37 CF.R. §
1.193(b)(1). If a response to the reply brief is necessary and the Board has not remanded
* the application pursuant to 37 C.ER. § 1.193(b)(1), prosecution must be reopened.
Otherwise, the examiner must acknowledge receipt and entry of the reply brief.

(Q.l 10) Should the examiner provide written notification to appellant that a reply brief has been
entered and considered?

Answer: Yes. The examiner must notify appellant of the entry and consideration of the
reply brief by using Form Paragraph 1247 on Form PTOL-90.

- (Q111) Can a new reference be cited in an examiner’ s answer?

Answer: No. MPEP 1208.01. The citation of a new reference would invite need!less
controversies as to whether a new ground of rejection has been entered. Even if the
reference is cited to support the rejection in a minor capacity, there is no excuse for
omitting it from the statement of rejection. In re Hoch, 428 F.2d 1341, 1342 n.3,

166 USPQ 406, 407 n.3 (CCPA 1970)

(Q112) Does former 37 CFR. § 1.193(a), or 37 CF.R. § 1.193(a) as amended, control whether
an exammefs answer may mclude anew ground of rejecnon7

Answer: The rule in effect on the mail date of the examiner's answer controls. After the
~ effective date of the new rules, an examiner ’s answer may not include a new ground of -
rejection. Note, however, Question Q105 which describes the practice permitted if a
37CFR §1.116 amendment has been entered for appeal purposes.

- (Q113) Does the prohibition in 37 C.F.R. § 1.193(a)(2) against a new ground of rejection in an

examiner's answer also prohibit an examiner from shifting positions between the final rejectlon and
an exammefs answer?

Answer: While § 1.193(a) prohibits a new ground of rejection in an examiner's answer, it

does not prohibit the examiner from expanding upon a ground of rejection set forth in the
action being appealed. However, the examiner cannot change the basic thrust of the
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rejection in an examiner’s answer without raising a genuine issue as to whether a new
ground of rejection has been entered. See MPEP 1208.01.
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an examiner m ay refuse entry of a reply brief?

Answer: While the filing date of a paper normally controls (i.e., the rule in effect on the
date of the filing of the paper should be applied), in this circumstance, the rile in effect on
the mail date of the communication refusing entry of the reply brief controls whether the

examiner may refuse entry of the reply brief, assuming that such refusal was proper under
former 37 CF.R. § 1.193(b).

{Q115) What is appellant’s proper course of action following reopening of prosecution after an
appeal brief or reply brief has been filed?

* Answer: Appellant may: (i) file a reply under 37 C.F.R. § 1.111 (if the Office action was
non-final) or 37 C.F.R. § 1.113 (if the Office action is final); or (ii) file a request for

reinstatement of the appeal by submitting such a request together with a supplemental
brief. 37CFR § L. 193(b)(2)

(Q116) Is a previously filed appeal brlef automatically incorporated into a supplemental appeal
brief? ‘

Answer: Yes. The preparation of a thorough and well reasoned examiner's answer would
necessarily entail a consideration of the entire record, including any previously filed appeal
brief. Thus, an examiner will not be subject to any additional burden. In the supplemental

~ appeal brief, however, appellant should identify all previously-raised issues and/or
arguments which are still considered to be relevant. If appellant does not identify such
issues and/or arguments, the exammer’s answer may include a clarification as may be
appropriate.

- (Q117) Cana new amendment, new affidavit (37 CFR § 1.130,1.131, or 1.132), or other new
- evidence be mcluded in a request for reinstatement of appeal under 37 C FR. § 1.193(b)2)?

Answer No. New amendments new affidavits or other new ev1dence are NOT perm1tted
if remstatement of the appeal is requested 37CF. R § 1 193 (b)(2)

_ (Qi 18) May a new amendment, new affidavit, or other new evidence be ﬁled in or with a reply |
© brief?

Answer: No. The brief on appeal (including a reply brief) may not include new
amendments, new affidavits, or other new evidence, A new amendment, new affidavit, or
other new evidence submitted in an application on appeal must be submitted in a paper
separate from the appeal or reply brief. See MPEP 1206. Entry of a new amendment,
new affidavit, or other new evidence submitted (as a separate paper) in an application on
‘appeal is not a matter of right, even if filed with a timely reply brief under 37 CF.R.
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§ 1.193(b). The entry of an amendment submitted in an application on appeal continues to
be governed by 37 C.ER. § 1.116, and the entry of an affidavit or other evidence
submitted in an application on appeal continues to be governed by 37 CF.R. § 1.195.

(Q119) Is an appellant entitled to a refund of the notice of appeal fee if the examiner reopens
prosecution after a notice of appeal has been filed?

Answer: No. However, the fee may be applied to a future appeal in the same applicati_on.

See also Q161

VIL._REISSUE PRACTICE - 37 C.ER. §§1.171,1.172, and 1.175

(Q120) Does an applicant still have to request and pay for a title report when filing a reissue

o apphcatlon?

Answer: No. A record of the ownership (assignment) of the patent nghts is established in
- the reissue application through the filing of a statement ev1dencmg ownership under
37CFR. §3.73(b), as requlred by '1.172.

(QIZ]) Should the statement under 37 C.F.R. § 3.73(b) establiéhjng ownership of the patent and
the consent of assignee be submitted at the time of filing of the reissue application?

Answer:. Yes, if the patent is assigned. However, if the consent of all assignees (to the
filing of the reissue)} and the statement establishing ownership are not submitted at the time
of filing, a “Notice to File Missing Parts of Application™ will be sent to applicant requiring
that the documents be submitted within a prescribed time penod along with a surcharge in
order to avoid abandonment of the application.

(Q122) Is it required that specific forms be used for parts of the reissue application?

- Answer: No. However an applicant is less likely to overlook or omit required elements if
the forms are used. - Reissue Transmittal Form PTO/SB/50, which includes a filing
checkhst, should be used and should accompany the reissue application papers.

(Q123) Wﬂl a reissue application be accorded a filing date if accompamed by an uns1gned oath or
declaration or an improperly executed oath or declaration?

Answer: Yes. However, a “Notice to File Missing Parts of Application” will be sent

notifying applicant of the filing deficiency and setting a time period for proper reply in

order to avoid abandonment of the application. 37 C.F.R. § 1.175(d) provides for the
- submission of a reissue oath or declaration under 37 C.FR. § 1.53(%).

(Q124) How specific must an applicant be in the reissue oath/declaration in describing “at least
one error” for supporting the reissue under the requirements of amended 37 CFR. § 1.1757
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- Answer: The nature of tﬁe error mﬁst be described as, e.g., claiming more or less than
applicant had a right to (such as changing “holding means” to A[holding means] bracket™),
seeking to perfect a claim for foreign priority, correction of a defective specification, efc.

The particular error described here must be one which is substaitive, /.e., one which

renders the original patent wholly or partly inoperative or invalid. However, a description
of how the error arose need not and should not be included. Changes of & minor nature
should not be described as the error supporting the reissue.

(Q125) If a reissue amendment is filed before December 1, 1997, the effective date of the final
rule, but an Office action in response to the amendment is not mailed until gffer December 1,
1997, which version (former or amended) of 37 C.F.R. '1.121(b) controls?

Answer: The amendment will be treated under either the amended (final) rule or the
former rule, whichever is more advantageous to the applicant, if the Office action (in
response to the amendment) is mailed after December 1, 1997. If the examiner ’s action is
mailed before December 1, 1997, the examiner will apply the former rule.

(Q126) Must an apphca.nt provide an explanation of support for each &mendment made in a
- reissue application? '

Answer: Yes, except for amendments which are clearly editorial in nature, in which case
- the applicant may simply explain in the remarks that the amendment is merely making an
editorial change (see also Question Q128). 37 C.F.R. §'1.121(b)(2)(iii) requires that an
explanation of the support in the disclosure for each amendment (non-editorial) be
- provided with comments on pages separate from the pages containing the amendments.
Failure to do so may result in the amendment being considered non-responsive. '

B (Q127) What is the nature of the amendatory changes (non-editonal) for which support must be
set forth under 37 CE.R. § 1.121(b)(2)(iit) in reissue amendments'? '

Answer: It does not matter whether the non-editorial changes made by amendment in
reissue applications are additions to the claims or deletions of subject matter from the
_ claims. For both types of change, an explanation of the support for the changes must be
-~ made on a separate page from the actual amendment, i.e., in the “ Remarks.” Ifan
applicant has added material to a claim, its basis in the disclosure must be pointed out.
Likewise, if applicant has deleted material from a claim, an explanation of the support for
the deletion must be pointed out. Both additions and deletions can sometimes result in
findings of new matter. See, e.g., In re Wilder, 736 F.2d 1516, 222 USPQ 369 (Fed. Cir.
1984), where it was held that the omission of a limitation introduced new matter.

(Q128) In reissue applications, if applicant simply makes editorial changes, does support need to’
~ be shown for such changes in the disclosure‘? What if terms are used which do not have explicit
support?

Answer: When it is clear that the amendment simply involves an editorial change and does
not add material for which support in the disclosure is required, the remarks section of the
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reply may simply explain that the amendment is merely an editorial change. When the
amendment uses terms that find no explicit support in the specification, the reply must set
forth where the specification provides, at least implicitly, support for the amendment as
required under 35 U.S.C. §§ 112 and 251, Obviously, an amendment that does not find

either explicit or at least implicit support in the specification as required under the above
relevant statutes is not permitted.

(Note that the points raised in Questions Q126-128 are similarly apphcable to reexamination
proceedmgs by analogy.)

(Q129) Must every amendment submission include a total rewriting of all of the claims pending in
the reissue application?

Answer: No. However, 37 C.F R. § 1.121(b)(2)(ii) requires that each amendment
submission include the stafus of every claim of the reissue application, whether pending or
canceled, including the claims of the original patent. Ifany claims are being amended, the
entire text of these claims must be rewritten.

(Q130) Will Office policy require examiner’s amendments in relssue apphcatlons to conform to
~ the requirement that the entire claim be rewritten?

Answer: Yes. Once approval has been obtained from applicant for changes to the claims,
examiners are expected to follow the rule (37 C.F.R. § 121(b)(2)(1)(A)) with respect to
rewriting the entire claim in an examiner's amendment in a reissue application. However,
examiners should encourage applicants to fax or hand-carry copies of the rewritten claims
to the examining group where they will be quickly processed and the case passed to issue.
The requirement for rewriting the entire amended claim was intended to ease the
‘administrative burden on the Office. In satisfying this requirement, the applicant is only
“slightly inconvenienced because it is likely that the text of the claims is available to
applicant in electronic format on a word processor. On the other hand, the examiner most
likely does not have the electronic version of the claims, and the total rewriting of the
‘claims by the examiner increases the chances and probability for error. Thus, the examiner
should encourage the applicant to rewrite the claims with the needed changes. '

(Q131) Isan oath or declaration filed before December 1, 1997, the effective date of the final
rule, evaluated under the amended 37 CFR. § 1.175 of the ﬁnal rule if the Ofﬁce action is malled
_ aﬂer December 1 19977 '

Answer: Yes. Even though the reissue oath or declaration was filed prior to the effective
date of the new rules, the oath or declaration is reviewed under the amended version of
§ 1.175. Thus, the examiner should review the oath or declaration to see if there is:
. A statement that the applicant believes the original patent to be wholly or partly
inoperative or invalid- :
. by reason of a defective specification or drawing, or
. by reason of the patentee claiming more or less than patentee had the right
- toclaim in the patent.
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. A statement of one error which can be relied upon to support the reissue
' application.
. A statement that all errors which are being corrected in the reissue application (up

el
to the time of filing of the cath or declaration) arose without any deceptive

intention on the part of the applicant.
. Compliance with 37 CE.R. § 1.63.
Any mformatlon in addition to this should not be evaluated and should not be commented
upon by the examiner. Accordingly, the identification of more than one error and the
description of how the errors arose and were discovered are irrelevant and will not be
commented upon by the examiner. :

Where the examiner issues an Office action prior to December 1, 1997, the oath or
declaration is reviewed under the existing rule—/.e., the rule in effect prior to December 1,
1997. - If the oath or declaration is found to be acceptable under the existing rule, then the
examiner will allow the application accordingly. If the oath or declaration is not
- acceptable under the existing rule, however, the examiner should either: (1) delay the
Office action until December 1, 1997, if possible; or (2) suspend proseeutlon (with a
notification to applicant) until December 1, 1997.

Where rejections other than under existing § 1.175 can be made, the § 1.175 issues
can be indicated as being held in abeyance in view of the change in § 1.175 which will -
become effective on December 1, 1997. Thus, there would be no need to delay the Office
action or suspend prosecution in such a situation.

(Q132) Should areissue applicant await a notification of allowable subject matter of the reissue
apphcatwn before submitting a supplemental oath/declaration?

Answer: Yes. When the application is in condition for alIowance except for the filing of a
supplemental reissue oath or declaration as required by 37 CF.R. § 1.175(b)(1), the

. examiner will make a telephone call to the attorney informing him/her that a supplemental

oath/declaration covering any changes (errors) corrected since the filing of the original (or
last) oath/declaration is needed. If applicant is unwilling or otherwise unable to promptly
file a supplemental oath/declaration, the examiner will issue an Office action rejecting the
claims under 35 U.S.C. § 251, with an indication that the rejection may be overcome by
filing a supplemental oath or declaratmn in compliance thh

'37CFR § L175()(1). |

' (Q133) May the examiner use a Quayle action to notify'a' reissue applicant that a supplemental
oath or declaration pursuant to37 CF.R § L.175(b)(1) is needed before a notice of allowability
~ can be issued?

Answer: No. Applicant’s failure to submit the required supplemental oath or declaration -
. in compliance with § 1.175(b)(1) would trigger a rejection under 35 U.S.C. § 251. Since
the practice under Ex parfe Quayle, 1935 C.D. 11, 453 O.G. 213, is limited to situations
where the only outstanding issues are formal objections, a Quayle action cannot be used to
-~ communicate the requirement for a supplemental oath or declaration under § 1.175(b)(1).

(See “Continued Prosecution Applications” Section for a question as to whether a reissue CPA
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may be based on a prior reissue application.)

See also 0162-166

VIIL._DESIGN PRACTICE - 37 C.F.R.§§1.152,1.154

(Q134) Is it necessary for a design application to contain all the elements set forth in 37 CF.R.
§ 1.154(a)? |

Answer: No. The language A...the elements of the design application, if applicable,
should appear...” in the rule indicates that there is no per se requirement that a design
apphcauon must contain all the elements set forth in 37 C.FR. § 1.154(a). .

(Q13 5) Isa bnef descnpnon of the nature and intended use of the article in which the des1gn is
- embodied a necessary component of the preamble of an application? :

~ Answer: No. The language “should” indicates that the presence of this brief description is
not per se mandatory. However, such a brief description in the preamble is encouraged as
it may aid the examiner in the examination of the claimed design. Where such a brief
‘description is necessary, the failure to include it may result in a rejection under 35 U.S.C.
§ 112, second paragraph. See Form Paragraph 15-21-01 and 15-56. The applicant may
overcome such a rejection by submitting the information in a separate paper. '

: (Q136) Would the filing of black and white drawings constitute new matter in violation of
35U.S.C. § 112, first paragraph, if the original application contained only color drawings and
there is no disclaimer (either in the specification or drawings) with respect to the color?

Answer: Yes. 37 CFR. § 1.152(b)(1). Any detail shown in the drawings or photographs
deposited with the original application constitutes an mtegral part of the disclosed and
claimed design.

 (Q137) What types of details in the drawings or photographs are covered by 37 C.F.R. § 1.152(b)?

Answer: Any detail shown in the drawings or photographs are covered, unless théfe isa
specific disclaimer in the original application papers. '

(See “Continued Prosecution Apphcatlons Section for a question__relating toa CPA based on a

'~ prior de51g:n application.)

- IX. PETITIONS TO REVIVE AN ABANDONED APPLICATION - 37 C.E.R. § 1.137

o (Q138) Can an applicant file a petition under 37 CFR. § 1. 137(b) and revive an apphcanon that

has been abandoned for a long time?

Answer: 37 CF.R. § 1.137(b) permits the revival of an abandoned application without
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regard to the period of abandonment, so long as the entire delay was "unintentional."
Thus, the mere fact that an application has been abandoned for a long time does not
preclude its revival under 37 C.FR. § 1.137(b). 37CFR. § 1. 137(b) however, does

frdandiamal Mot bl o IS, .
require that the entire delay have been "unintentional," which will preclude revival in those

situations in which the applicant was aware of the abandonment but decided (for whatever
reason) not to seek revival of the apphcatlon

(Q139) If an application became aba.ndoned prior to the effective date of the change to37CFR.
§ 1.137, does former 37 C.FR. § 1.137(c), or 37 CFR. § 1.137(c) as amended, control whether
the apphcant must ﬁle a terminal disclaimer under 37 C.F R. § 1.137(c)?

Answer_: Thechange to37 CFR. § 1.137 (including 37 CF.R. § 1.137(c)) applies to all
petitions under 37 C.F.R. § 1.137 filed on or after its effective date. Unless the petition
under 37 C.F.R. § 1.137 was filed prior fo the effective date of the change to 37 CFR.

§ 1.137,37 C.F.R. § 1.137(c) as amended controls whether a termmal disclaimer under -
37 C.FR. § 1.137(c) is required.

(Q140) If an adverse decision (e.g., a dismissal or denial) has been rendered on a petiﬁon under
37 CFR §1.137(a) or (b), can the applicant file a petition under 37 C.F.R. § 1.137(b) and revive
the application in light of the elimination of the one year filing period in 37 C.FR. § 1.137(b)?

Answer. An applicant may file a renewed petition under 37 CF.R. § 1.137(b) to revive
the application, so long as such a petition is filed within the period set forth in 37 C.F.R.
§ 1.137(d) for requesting reconsideration of an adverse decision on a petition under 37
C.F.R § 1.137. The elimination of the one year filing period in 37 CFR. § 1.137(b)
notwithstanding, any applicant filing a petition under 37 CF.R. § 1.137 outside the period
setin 37 CF.R. § 1.137(d) for seeking reconsideration of a prior adverse decision on

~ petition under 37 C.F.R. § 1.137 is considered to have acquiesced in the abandonment of

~the application. Obviously, if an adverse decision on a petition under 37 CFR.

- § 1.137 is based in whole or in part upon a finding of intentional delay, the elimination of
the one year filing period in 37 C.F.R. § 1.137(b) cannot result in a favorable decision on
any renewed petition under 37 CFR. § L. 137(b) regardless of whether the renewed

‘petition is timely under 37 CF.R. § 1.137(d).

X. .MISCELLANEOUS ISSUES

(Q141) Does the change to 37 C.F.R. § 3.73(b), making it applicable to an assignee of a paft
interest as well as an assignee of the entire right, title, and interest, now permit ass1gnees of a part
interest to conduct the prosecution of an apphcatlon‘? :

 Answer: No, the change to 37 C.F.R § 3.73(b) does not permit assignees of a part
interest to conduct prosecution of the application, unless 37 C.F.R. § 1.47 applies.
37 C.F.R. § 3.71 continues to provide that only an assignee of the enfire right, title, and
interest in an application is entitled to conduct the prosecution of an application.
.37 CF.R. §3.73(b) was amended to apply to an assignee of a part interest, as well as an.
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assignee of the entire right, title, and interest, because an assignee of a part interest may be
required to take action in an application that does nof amount to conducting the
prosecutlon of the apphcation (See, e.g,37 CFR. §1.172)) When an apphcatlon for a
patent is filed by one or more inventors on behalf of another or by a person showing at
least a proprietary interest, the inventor(s) or person filing the application is considered a
Rule 47 applicant and may conduct the prosecution of the application. 37 C.F.R. §
1.33(b)(4). Accordingly, an assignee of a Rule 47 applicant may also take action, even

without an assignment of the entire interest in the application.

(Q142) An assignee seeks to take action by submitting a document which is signed by the
assignee or by a person authorized to act on behalf of the assignee. Under 37 CF.R. § 3. 73(b) is
it necessary that the document refer to ewdentlary documents showing that ownership is in the
assignee? : :

Answer: Yes, the document being submitted must refer to evidentiary documents showing -

. that ownership is in the assignee. Ownership is established by submitting, in the Office file
related to the matter in which action is sought to be taken, a statement specifying (e.g.,

 reel and frame number) where documentary evidence of a chain of title from the original -
owner to the assignee is recorded in the Office. The submission establishing ownership

- must be signed by a party authorized to act on behalf of the assignee, as shown in the

power of attorney. For example, the following would comply with 37 C.ER. § 3.73(b):
papers filed in an application include a power of attorney, which is signed by the president
of the company and which states that the company is the owner, and a letter, which is -
signed by the appointed attorney authorized to act on behalf of the assignee and which
refers to the evidentiary documents showing that title is in the company (e.g., by
specifying the reel and frame number of the recorded assignment document).

(Q143) Do the changes to 37 CF.R. §§ 1.6, 1.8, 1.10, 1.27, 1.28, 1.48, 1.52, 1.55, 1.69, 1.102,
1.125, 1.137, 1.377, 1.378, 1.804, 3.26, and 5.4 mean that statements thereunder are no longer
subject to 18 U.S.C. § 10017

Answer: No. Any statement submitted by anyone (practitioner or non-practitioner) to the
PTO in a matter covered by 37 C.F.R. § 1.4(d) is subject to 18 US.C. § 1001 by
- operation of 37 CF.R. § 1.4(d)(2) and 10.18(b)(1).

(Q144) What does the phrase "formed after an inquiry reasonable under the circumstances” in . -

© 37CFR.§10.180)Q) mean?

Answer: The phrase "formed after an inquiry reasonable under the circumstances" is taken

- from the 1993 amendment to Rule 11(b) of the Federal Rules of Civil Procedure. A '
discussion of the "inquiry reasonable under the circumstances" requirement Fed. R. Civ. P.
'11(b) may be found in the advisory committee notes to the 1993 amendment to the
Federal Rules of Civil Procedure. See Amendments to the Federal Rules of Civil
Procedure at 50-53 (1993), reprinted in 146 FR.D. 401, 584-87.

(Q145) Does 37 C.F.R. § 1.4(d)(2) and 10.18(b) require that a practitioner: (1) conduct a prior
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art search prior to filing an application; (2) question the veracity or accuracy of a party giving the
practittoner information or a statement of facts; or (3) inform the party giving the practitioner
information or a statement of the certification effect of 37 C.F.R. § 10.18(b)?

Answer: No, these actions are not mandatory so long as the practitioner has no
knowledge of information that is contrary to the information or statements provided by the
party or would otherwise indicate that the information provided by the party was so
provided for the purpose of a violation of 37 C.F.R. § 10.18(b). It is, however, highly
advisable for a practitioner to conduct a prior art search prior to filing an application and
to advise a client (or third party) of the certification effect of 37 C.F.R. § 10.18(b).

(Q146) What is the difference between the meaning of “reply” and “ response “ina patent
application?

Answer: There is no difference between the meaning of “Reply” and “Response” in an
application. The term “Reply” is used throughout the rules for consistency with the
language of 37 C.FR. § 1.111. In reexamination, the reply is filed afier a patent owner ’s
statement, while a response is filed during the examination phase of the proceeding.

(Q147) Has first action final practice been eliminated?

Answer: No. The Notice of Proposed Rulemaking proposed to eliminate first action final
practice as the quid pro quo for streamlining after final practice. The proposal to
streamline after final practice received overwhelming opposition. Thus, the PTO did not

~ eliminate first action final practice or streamline after final practice. '

(Q148) Ifthere is an outstanding objection/rejection at the time the new rules become effective,
but the objection/rejection is no longer valid under the new rules, can applicant simply direct the
* . examiner to the relevant section(s) of the new rules in the reply to the Office action?-

Answer: Yes, if the language of the section(s) of the new rules makes it absolutely clear
that the objection/rejection is no longer valid. It is recommended, however, that applicant
provide a brief explanation along with the citation of the relevant section(s) of the new

- rules, as there may be a genuine issue in the proper interpretation of the rules.

See also Q167-170

- NEW SUPPLEMENTAL QUESTIONS AND ANSWERS

~ Application Filing Changes (Continued from 021)

(Q149) An application was filed prior to December 1, 1997 without an executed oath or _
declaration under 37 C.E.R. § 1.63, but a specific inventive entity was named in the application
transmittal letter or in an accompanying unexecufed oath or declaration.

- Part I — Can applicant simply submit an execufed § 1.63 oath or declaration which names
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a different inventive entity on or after December 1, 1997 (without a petition under 37 C.FR.
§ 1.48(a) to correct the inventorship as was the practice prior to December 1, 1997)?

1 10077
Answer: Yes. An executed oath or declaration submitted on or after December 1, 1997

will automatically act (without the need for a petition under § 1.48(a)) under 37 CFR.

§ 1.48(f) to establish the initial inventorship of an application even if the apphcatlon was
filed prior to December 1, 1997 with a different inventorship, so long as it is the first ﬁlmg
of an executed oath or declaratlon in the application.

Part II -- If the executed declaration, which names a different inventive entity, was
submitted prior fo December 1, 1997, would a § 1.48(a) petition still be needed to correct the
inventorship if the application is not reviewed until on or after December 1, 19977

Answer: Yes. Where the first filed executed oath or declaration under § 1.63 was
submitted prior to December 1, 1997, and it sets forth an inventorship that is different
from the inventorship set forth in the initial application papers, a petition under § 1.48(a)
to correct the inventorship will be required, even if the application is not taken up for '
action until on or after December 1, 1997. This would be true even if the first filed
declaration is found to be defective, such as in failing to provide the citizenship of the
inventors or the “reviewed and understands” clause.

(QISO) Do the changes to 37 C.F.R. §§ 1.41 and 1.53 mean that the apphca.nt(s)/mventor(s)
‘need not be named on filing in a PCT international application?

. Answer: No. 37 CFR. §§ 1.421 and 1.431 (not 37 C.FR. §§ 1.41 and 1.53) control the
filing date and applicant naming requirements for an international application. 37 CF.R §
1.431(b)(3)(iii) requires that an international application contain the "name of the

‘applicant, as prescribed" to be accorded an international filing date, and no change was
made to this provision. Thus, the PTO did not eliminate the requirement that an _
international application, infer alia, name the inventor(s) to be entitled to a filing date. In
. addition, where a national application resulted from an international application entering
.- _the national stage under 35 U.8.C. § 371, the naming of the inventors carries over from
the.international stage. '

(Q151) Where a national application resulted from an international application entering the
national stage under 35 U.S.C. § 371, will 37 C.F.R. § 1.48(f)(1) operate to  automatically”

. correct inventorship when the mventorshlp set forth in the oath or declaratlon differs from the
o mventorsmp specified during the international stage. '

Answer: No. 37 CF.R. § 1.48(f)(1), by its terms, applies only to a nonprovisional
application filed under 37 CE.R. §:1.53(b). A national application resulting from an
international application entering the national stage under 35 U.S.C. § 371 is not an
- application filed under 37 CF.R. § 1.53(b), but an application that has entered that
- national stage under 37 CF.R. § 1.494 or 1.495.

(See also the question(s) under “Inventorship Issues” below.)
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(Q152) What is the reason for not providing a place on the Utility (PTO/SB/05), Design
(PTO/SB/18) and Plant (PTO/SB/19) Patent Application Transmittal forms to indicate fees being
transmitted with an application, fike the Continued Prosecution Application (CPA) Request form
(PTO/SB/29), which has an area to indicate the fees being transmitted with the CPA?

Answer: The CPA Request form (PTO/SB/29) is designed to be a complete, self-
contained submission of a CPA under 37 C.ER. § 1.53(d), whereas the Utility, Design and
Plant Patent Application Transmittal forms are designed to be a  transmittal” form for an

. application and other related papers (e.g., the specification and drawings) submitted for an

~ application under 37 C.F.R. § 1.53(b). Thus, the CPA Request form (PTO/SB/29) has an
area that may be used to indicate the fees being transmitted with the CPA, while the Utility
(PTO/SB/05) Design (PTO/SB/18) and Plant (PTO/SB/19) Patent Application Transmittal
forms have a Box 1 that may be checked to indicate that the standard Fee Transmittal
Form (PTQ/SB/17) is included with the application being submitted under 37 CFR. §
1.53(b).

" Continued Prosecution Applications (CPAs) (Continued from Q36)

- (Q153) Has the PTO considered further amending 37 C.FR. § 1.53(d) to permit the ﬁling of a
CPA based on a prior application which was filed before June 8, 19957

Answer: Yes. The PTO has amended § 1.53(d)(1)(i) to eliminate the requirement that the
prior application of a CPA must be filed on or after June 8, 1995.- See 63 Fed. Reg.
- 5732 (February 4, 1998); 1207 Off. Gaz. Pat. Office 83 (February 24, 1998).
‘The PTO has decided to include a statement on the face page of the patent, except
a reissue or a design patent, issuing from a CPA that: (1) the patent issued from a CPA
under § 1.53(d); and (2) the patent is subject to the twenty-year term provisions of 35
- US.C. § 154(a)(2). This statement will make it clear what statutory patent term
~ provisions are applicable, and there should not be any confusion as would have occurred if
~ one only looked at the filing date printed on the patent. (Note: The term of a design
- patent is defined as 14 years from the date of grant under 35 U.S.C. § 173, and the term of
a reissue patent is defined in 35 U.S.C. § 251 as the unexpired part of the term of the
original patent.)

- (Q154) Will an amendment after final filed in the prior applicatioﬂ automatically be entered in the
CPA if the advisory action in response to the amendment after final in the prior application
indicates that it will be entered upon the filing of an appeal?

Answer:. No, unless a notice of appeal (and appeal fee) was filed in the prior application,
in which event, the amendment will be entered if it has not already been entered. Thus, if

- applicant did not file a notice of appeal and an appeal fee in the prior application, applicant
must file a specific instruction to enter such amendment after final if applicant desires that
the amendment after final in the prior application be entered in the CPA.

Inventorship Issues (Continued from Q71)
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(Q155) A37CFR. § 1.48(a) petition (to add or delete an inventor) has been dismissed in an
Office action mailed prior to December 1, 1997 for failure of the petition to meet all the

ramrrienm amdta B il a. © 1T AN
ISUULICIIIGHLS OL tACI § L.4old).

FPart I - In submitting a reply on or after December 1, 1997, must petitioner comply with
the requirements of the former rule and supply the deficiencies noted in the Office action, or may
petitioner reply to the Office action based on the requirements under revised § 1.48(a) effective
December 1, 19977 :

Answer: Petitioner may choose whether to comply with the requirements set forth in the
Office action and have the petition decided based on the former rule even though the last
reply in support of the original petition is submitted on or after December 1, 1997.
Alternatively, petitioner may elect to reply to the Office action based on the requirements
of the revised rule. It should be noted, however, that while the requirement under the
former rule for a showing of facts and circumstances has been simplified under the revised
rule to a statement of lack of deceptive intent, the parties required to submit a statement

- have also been changed. Thus, while the former rule required a statement from a/l the
original named inventors, the revised rule requires a statement from those being added or
deleted. Accordingly, in the case of an inventor being added, a (showing of facts and
circumstances) statement from the added inventor would not have been
required/submitted with the original petition whereas, to proceed under the revised rule, a
statement (of lack of deceptive intent) from the added inventor would now be required.
Of course, an oath/declaration pursuant to 37 C.FR. § 1.63 from all the actual mventors
must also be submitted as the requirement for it has not been changed.

Part IT -- What if the reply had been submitted prior to December 1, 1997 and is still
- deficient under the former rule, but the 37 C.F.R. § 1.48(a) petition papers as a whole would be
adequate under the revised rule?

Answer: If the examiner acts on the. reply on or after December 1, 1997, the examiner
~ may treat the original petition and subsequent papers filed in support thereof under the
revised § 1.48(a) and grant the petmon

- Time-to-Reply Changes (Continued from 0103}

(Q156) A Notice to File Missing Parts of Application (e.g., requiring the filing fee or an executed
37 C.FR. § 1.63 oath or declaration) sets a two month period for reply. Is a five month extension
of time to reply to the Notice available under revised 37 C.F.R. § 1.136(a) that would, in effect,
allow seven months for a reply to the Notice?

Answer: Yes. The time period set by a Notice to File Missing Parts is not identified on
the Notice as a "statutory period" subject to 35 U.S.C. § 133. Thus, extensions of time of
up to 5 months under revised 37 C.F.R. § 1.136(a) followed by additional time under

37 CER. § 1.136(b), when appropriate, are now permitted. This is consistent with the
practice we have been following under former 37 C.F.R. § 1.136. This prior practice is
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recognized in M.P.E.P. § 201.03, which discusses applications filed under 37 C.FR.
§ 1.53(b)(1), and states that a two month period set forth in the Notice to File Missing
Parts of Application may be supplemented by four months under (former) § 1.136(a), with-

1 v PETE) PR 7Y QU T S L s T Tt
additional time under § 1.136{(b) available when warranted. The example in the

parenthesis of this section of the M.P.E P, will be revised to reflect the five months now
available rather than the four months previously permitted under former § 1.136(a).

(QL57) An incomplete, but bona fide reply to a non-final Office action is filed prior to December
1, 1997, and acted on by the examiner on or after December 1, 1997. Should the examiner set a

one-month time limit (which is not extendible) or a one-month extendible time period under new
rule37CFR § 1. 135(c)?

Answer: Since the examiner’s letter will be mailed on or after December 1, 1997, the
examiner should follow the procedure set forth in 37 CF.R. § 1.135(c), as amended on
December 1, 1997, and set a one-month time period (which penod is extendible under 37
CFR §1 136(&))

~ (Q158) Can a general authorization to charge fees required under 37 C.F.R. § 1.17 to a deposit
- account filed prior to December 1, 1997 be construed as a constructive petition for an extension

of time under 37 C.E.R. § 1.136(a)(3) in order to make a reply filed in the fourth month on or
- after December 1, 1997 timely?

Answer: Yes. The fee set forth in 37 C.E.R. § 1.17(a)(1) for an extension for reply within
the first month should be charged.

(Q159) Can a general authorization to charge fees required under 37 C.F.R. § 1.17 to a deposit
account filed prior to December 1, 1997 be construed as a constructive petition for an extension

of time under 37 C F. R § 1. 136(a)(3) in order to make a reply filed prior to December 1, 1997
- timely?

Answer: Yes, provided that December 1, 1997 falls within the extendible period for reply. -
Extensions of time can be submitted after a reply is made so long as the extension is filed
within the extendible period for reply. In a situation where a reply is submitted prior to
December 1, 1997, as of December 1, 1997, any general authorization of record will act
as a constructive petition for an extension of time and, therefore, would make the earlier
- submitted reply timely so long as December 1, 1997 is within the maximum extendible
period for reply. The extension fee that should be charged is the extension fee required
for a petition for an extension of time filed on December 1, 1997. For example, if a
rejection was mailed on June 16, 1997, setting a 3-month shortened statutory period for
reply and a reply was filed on October 24, 1997 without the necessary petition for an
extension of time (note: applicant should have been notified as soon as possible that a
~ petition for an extension of time is needed), any general authorization of record on
December 1, 1997 will act as a constructive petition for an extension of time. Applicant
will be notified that the fee set forth in 37 C.F.R. § 1.17(a)(3) for an extension of time for
“reply within the third month has been charged since the earliest date that the general
authorization can be considered as a constructive petition for an extension of time under
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the rules is December 1, 1997.

(Q160) The answer to Q56 states that it is not necessary to check for continuity before the filing
fee of a Continued Prosecution Application (CPA) is charged to a deposit account or a check for
the filing fee is cashed. Isn't this statement inconsistent with the answer to Q101, which suggests
that a general authorization to charge fees to a deposit account in the prior application will be
effective to extend the period for filing a CPA in the prior application-- i.e., that the PTO will

check for continuity and charge any necessary extension fee?

Answer: No. Q56 merely states that the financial transaction for the CPA filing fee may
be completed prior to any substantive determination as to whether copendency exists. Ifit
is later (subsequent to the financial transaction for the CPA filing fee) determined that a
petition for an extension of time and fee are required in the prior application to maintain
copendency, the PTO will charge the necessary extension of time fee, provided that there

is a petition for an extension of time, such as a general authorization to charge fees in the
‘prior application. If'there is no petition for an extension of time and fee, but there is still
time to file such a petition and fee, the PTO will notify applicant that the petition and fee
are needed to maintain copendency. If the time period for filing a petition for an extension
of time and fee has expired, the PTO will notify applicant that the prior application has
been abandoned and will then await a possible petition to revive the prior application.

‘Appeal Process Changes (Continued from 0119)
(Q161) An examiner reopens prosecution afier a first appeal brief has been filed.

- Part I - Will appellant need to pay a second notice of appeal fee or a second appeal brief
- fee when a second appeal results from the reopening of prosecution? '

- Answer: No. Where the Board of Patent Appeals and Interferences (BPAI) has not
rendered a substantive decision on the merits in the first appeal, neither a second notice of
appeal fee nor a second appeal brief fee will be required.

Part IT -- Is the answer to Part I dependent upon whether appellant elects to continue
prosecution before the examiner or requests reinstatement of the appeal under 37 C FR §

1. 193(b)(2)(11)?

- Answer: No. Whether appéllant elects to continue prosecution or requests reinstatement
- of the appeal will not affect the need to file a second fee. No additional appeal fee or
appeal brief fee shall be due where no BPAI decision has been rendered.

‘Reissue Practice (Continued from 0133)

(Q162) Ifall errors speciﬁcéliy identified in the initial reissue oath or declaration are, because of
amendments during prosecution, no longer being corrected i in the reissue apphcatxon does the
reissue application lose the benefit of i 1ts filing date?
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Answer: No. The filing date is retained. However, a supplemental reissue oath or
declaration must be submitted which does identify a correctable error that is currently

- present in the reissue application, and it may also cover any other changes made during
pmt:emlhgn of the reissue a nnnlmnfmn

(LUR TSN 4 SIS Y wisvivsal,

(Q163) How specific must a reissue oath/declaration be in "stating at least one error" in order to
comply with requirements of revised 37 C.F.R. § 1.175, effective 12/1/97?

Answer: Tt is sufficient that the reissue cath/declaration identify a single word, phrase, or
expression in the specification or in an original claim, and how it renders the original

~ patent "wholly or partly inoperative or invalid." The corresponding corrective action
which has been taken to "fix" the original patent need not be identified in the
oath/declaration.

If the initial reissue oath/declaration "states at least one error" in the original
patent, and, /n addifion, proposes the specific corrective action (or the "fix") to be taken
in the reissue application, the oath/declaration would be considered acceptable, even
though the corrective action statement is not required.

(Q164) What are the criteria for requiring a supplemental reissue oath/declaration with respect to
the errors corrected in a reissue application and when should the supplemental reissue
-oath/declaration be required? (How the supplemental reissue oath/declaratlon 18 required by the
examiner is addressed in the next question.)

Answer; {(A) A supplemental reissue oath/declaration will be rg‘gmred in regly to the
Office action in each of the following two fact situations.

1) The initial oath/declaration is insufficient because it fails to identify any
. appropriate error upon which reissue can be based. The oath/declaration does identify one
- or more errors, but none of the identified errors are appropriate for reissue. A '
supplemental oath/declaration is needed in reply to the Office action to provide at least
one error appropriate for reissue. (Note: In accordance with 35 U.S.C. § 251, the error
upon which a reissue is based must be one which causes the original patent to be “deemed
wholly or partly inoperative or invalid, by reason of a defective specification or drawing,
- or by reason of the patentee claiming more or less than he [or she] had a right to claim in.
_the patent.” Thus, an error under 35 U.S.C. § 251 does not exist where the correction to
" the patent is one of spelling, or grammar, or a typographical, editorial or clerical error-- -
~ i.e., a Certificate of Correction type error. These Certificate of Correction type errors do
~ not provide a basis for reissue, although they may also be included in a reissue application
where an appropriate error is also present. This discussion of “error” will be included in
the next version of the Manual of Patent Examining Procedure at Section 1402.)
~ 2) There is no statement of an error af all in the initial oath/declaration in the case.
- -Asupplemental oath/declaration is needed in reply to the Office action to identify at least -
~ one appropriate error to be refied upon as the basis for reissue.
' (B) A supplemental reissue ocath/declaration will be required prior to allowance in
each of the following two fact situations. :
3) The initial oath(s)/declaration(s) of record does properly identify one or more
errors (as being the basis for reissue); however, because of changes or amendments made
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- during prosecution, there is no identified error that is being relied upon any longer. A
supplemental oath/declaration will be needed to identify at least one error currently being
relied upon as the basis for reissue and to cover all other errors corrected which are not
covered by the initial cath/declaration. The supplemental oath/declaration need nof also
indicate that the error(s) identified in the initial oath(s)/declaration(s) is/are no longer
being corrected.

4) The initial cath(s)/declaration(s) of record does properly identify one or more
errors (as being the basis for reissue); however, because of changes or amendments made
during prosecution, further errors are corrected in the patent (i.e., errors which render
the original patent wholly or partly inoperative or invalid and which are not covered by the
- initial oath/declaration). A supplemental oath/declaration will be needed to cover all other
errors corrected which are not covered by the initial oath/declaration. This supplemental
oath/declaration must state that all errors nof covered by the original oath/declaration
~ arose without any deceptive intention on the part of the applicant. 37 C FR §

1.175()(1).

(Q165) How and when should the examiner take action to obtain submission of the supplemental - -
oath/declaration in the previous question?

Answer: As soon as a deficiency requiring a supplemental oath/declaration is noted, the
examiner should reject all the claims as being based upon a defective reissue
- oath/declaration under 35 U.S.C. § 251. To support the rejection, the examiner must
- point out why the ocath/declaration failed to comply with 37 C.F.R. § 1.175 (i.e., the
nature of the lack of compliance with 37 C.FR. § 1.175). _
: Form Paragraphs 14.01-14.01.05, 14.05.02 and 14.14 have been provided for use
by the examiner in making the rejection under 35 U.S.C. § 251 and in pointing out why
“the oath/declaration fails to comply with 37 CEFR. § 1.175.
o Whether the supplemental oath/declaration must be submitted in reply to the Office
action or if it can be deferred until the application is otherwise in condition for allowance
~ is as follows:

(A) The supplemental reissue oath/declaration will be required to be submitted in
reply to a non-final Qffice action only when a proper statement of error was not provided
in the initial reissue oath(s)/declaration(s). In this situation, the Office action containing -
" the rejection under 35 U.S.C. § 251 should clearly indicate that a supplemental
~ oath/declaration must be submitted ir reply to the Office action. This supplemental
“oath/declaration is needed in order to have an oath/declaration present in the application
- which provides a proper statement of at least one error. Note that it is necessary to have
an oath/declaration stating at least one error appropriate for reissue present in the reissue
‘application, at least initially, in order to commence the examination process as the Office

does not examine “no defect” reissues.

(B) The supplemental reissue oath/declaration will be required but- may be deferred
- until prior fo allowance when a proper statement of error was sef forth in the initial
reissue oath(s)/declaration(s). In this situation, the Office action containing the rejection
under 35 U.S.C. § 251 should point out that:

-submission of a supplemental reissue oath/declaration which obviates this
rejection under 35 U.S.C. § 251 can, at applicant's option, be deferred until the application-
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is otherwise in condition for allowance, and
-applicant need only request that submission of the supplemental reissue oath/ -
declaration be deferred until allowance, and such a request will be considered a complete

reply to the rejection.

If applicant requests deferral of the supplemental oath/declaration submission, the
examiner, in the next Office action, should (1) acknowledge applicant's request for
deferral, (2) not repeat the § 251 rejection, and (3) indicate that a supplemental
oath/declaration will be required at the conclusion of prosecution (prior to allowance) in
order to fully comply (1) with § 1.175(b)(1), i.e., provide a statement that all errors
corrected (changes made) not covered by the initial oath/declaration arose without any

- deceptive intention on the part of the applicant, or (2) with § 1.175 (c), i.e., provide a
statement identifying another error being corrected, only if needed.

NOTE: When the application is placed in condition for allowance (except for the
need for a supplemental oath/declaration), the examiner is encouraged to telephone the
applicant and request the submission of the supplemental oath/declaration by fax. If the
circumstances do not permit making a telephone call, or if applicant declines to or cannot
promptly submit the oath/declaration, the examiner should issue a final Office action (final
rejection) setting forth the above-descnbed rejection under 35 U.S.C. § 251 as the only
rejection in the case.

' If the reply which placed the application in condition for allowance was a reply to a
final rejection, the examiner should issue another final rejection (stating the rejection of the
insufficient oath/declaration under 35 U.S.C. § 251, and withdrawing the previous final
rejection), and any amendment included within the reply should be entered. No advisory
action should be issued in this instance.

(Q166) How should an applicant presently repiy to an Office action issued before December 1,
1997, which included a rejection based on a reissue oath/declaration found to be defective as to
37 CFR. § 1.175 criteria in effect at the time (prior to December 1, 1997)?

" Answer: Even though the reissue oath/declaration was filed prior to the December 1,
1997 effective date and the Office action also issued before the effective date, the oath or
declaration will be reviewed by the examiner under the new, amended version of § 1.175

which is presently in effect.

Accordingly, applicant should review the oath(s)/declaratlon(s) of record to ensure
‘that it/they contain(s):
(1) A statement that the apphcant believes the original patent o be whollyor
partly inoperative or invalid-
" {a) by reason of a defective specification or drawing, or
(b) by reason of the patentee claiming more or less than patentee had the
right to claim in the patent.
(2) A statement of (at least) one error which can be relied upon to support the
reissue application.
(3) A statement that all errors which are being corrected in the reissue application
(up to the time of filing of the oath or declaration) arose without any
- deceptive intention on the part of the applicant.
- (4) The information and statements required for compliance with 37 CF.R. § 1.63.
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If the oath/declaration contains all of the above elements (1) through (4), applicant
should so indicate in the reply to the Office action, and then request that the -
oath/declaration be reevaluated based upon the amended version of $ 1.175 in effect on or

after December 1, 1997. Such would be fully responsive to the Office action rejection of

the claims based upon a defective reissue oath/declaration under 35 U.S.C. § 251 (which
oath/declaration failed to comply with 37 CF.R. § 1.175).

If the oath/declaration does not contain all of the above elements (1) through (4),
applicant should submit, with the reply to the Office action, a supplemental
oath/declaration providing the missing elements. In the reply, it should be pointed out how

‘the missing elements have been provided, and then it should be requested that the
oath/declaration be reevaluated based upon the amended version of § 1.175 in effect on or
after December 1, 1997. This would constitute a full reply to the Office action rejection of
the claims based upon a defective reissue oath/declaration under 35 U.S.C. § 251.

_ It should be noted that any information as to the error contained in the reissue
oath(s)/declaration(s) other than the above elements (1) through (4) will not be evaluated -
“ nor commented upon by the examiner. Accordingly, any issue as to the identification of
- more than one error and/or the description of how the errors arose and were discovered.
. should not be addressed in the reply to the Office action, despite the fact that the examiner -
might have raised such an issue in the Office action issued before December 1, 1997.

Miscellaneous Issues (Continued from Q148)

(Q167) How do the time periods in 37 C.F.R. § 1.97 apply to a CPA?

Answer: The filing date of the CPA request is the filing date of the CPA under 37 CFR.

§ 1.97(b)(1). The mailing date of the first Office action subsequent to the filing date of the -
CPA request is the mailing date of the first Office action on the merits under 37 CF.R. §
1.97(b)(3). The mailing date of a final action (37 C.F.R. § 1.113) subsequent to the filing
date of the CPA request is the mailing date of a final action under 37 C.F.R. § 1.97(c)(1).
The mailing date of a notice of allowance (37 C.F.R. § 1.311) subsequent to the filing date
of the CPA request is the mailing date of a notice of allowance under 37 CFR §
1.97(c)(2).

' (Q168) Various forms, such as the CPA Request form (PTO/SB/29), have been made avaﬂable
to the publlc on the PTO Web site. Is the use of the PTO forms mandatory’?

Answer No. While the PTO forms are preferred because they encourage applicants to
provide all the necessary information and are readily recognizable by PTO personnel,
~ thereby resulting in expedited processing, applicant may use his or her version of the
forms. Applicant’s forms may be the same as, similar to, or very different from, the PTO
-forms, so long as they do not cause applicant to be non-compliant with the rules.

* (Q169) The PTO previously stated that it is unnecessary to file a reply under 37 C.F.R. § 1.111
or 1.113 with a petition under 37 C.F.R. § 1.136 or 1.137 in the situation in which an extension of
time or revival is sought solely for purposes of copendency with a continuing application. See
 Requirement for a Response Under 37 CFR 1.136 and 1.137 Where a Continuing Application is
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Being Filed, Official Gazette Notice, 1031 Off. Gaz. Pat. Office 11 (June 14, 1983). Ifa CPA
(or any continuing application) is not a reply under 37 CF.R. § 1.111 or 1.113 (see Q59, Q101,
and Q102), must an applicant also file a reply under 37 C.F.R. § 1.111 or 1.113 with a petition for

an avtengion nfiima mder 370 FR 8§ 1 114 ar a natitinn tnrevive nindar 270 ER £ 1 1279
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Answer: No. An applicant need not file a replyunder 37 CFR. § 1.111 or 1.113 with a
- petition for an extension of time under 37 C.F.R. § 1.136 or a petition to revive under 37
CFR. § 1.137 in the situation in which the extension of time or revival is sought solely
- for purposes of copendency with a continuing application (including a CPA). |
In 1983, each of 37 C.F.R. § 1.136 and 1.137 required a “ response” (now “reply”)
as a condition of obtaining an extension of time or revival of an application abandoned for
failure to prosecute. Because the preparation of a reply was considered a waste of
resources in the situation in which the extension of time or revival is sought solely for
purposes of copendency with a continuing application, the Office, in essence, waived this
requirement of 37 C.F.R. § 1.136 and 1.137 when an extension of time or revival was
sought solely for purposes of copendency with a continuing application.
The above-mentioned June 14, 1983 Official Gazette Notice has been superseded
by the December 1997 amendment to 37 C.F.R. § 1.136 and the September 1993
amendment to 37 CF.R. § 1.137. 37 CFR. § 1.137 was amended in September of 1993 -
to expressly provide that, in an application abandoned for failure to prosecute, the filing of
a continuing application would meet the response/reply requirement. See Changes in
Procedures for Revival of Patent Applications and Reinstatement of Patents, Final Rule
Notice, 58 Fed. Reg. 44277 (August 20, 1993), 1154 Off Gaz. Pat. Office 35 (September-
14, 1993). 37 C.FR. § 1.137 as amended on December 1, 1997 continues to provide that,
in a nonprovisional application abandoned for failure to prosecute, the filing of a -
- continuing application will meet the reply requirement. In addition, 37 CFR. § 1,136 as
amended on December 1, 1997 finally eliminates its requirement that a petition thereunder
for an extension of time include a response or reply, and simply provides that the failure to
timely file a reply will result in abandonment of the application. Thatis, 37 CFR § 1.136 -
now provides that a reply need not be filed to simply extend the period for reply to an
Office action, but a reply must be filed to avoid abandonment of the application for failure
to timely reply to the Office action.
: Therefore, while a CPA (or any continuing apphcation) isnota reply within the
meaning of 37 CF.R. § 1.111 or 1.113, 37 C.F.R. § 1.136 does not require that a petition
~ thereunder include a reply to effect an extension of the period for reply to an Office action,
~and 37 CER § 1.137 does not require that a petition thereunder include a reply, in a_
nonprovisional application abandoned for failure to prosecute, so long as the application is
to be revived solely for purposes of copendency with a continuing application (which may
be a CPA).

(Q170) 37 C.F.R. § 1.378(c), which provides for the reinstatement of expired patents on the basis
~ of an unintentional delay in payment of a maintenance fee, includes a twenty-four month filing

period requirement while 37 C.F.R. § 1.137(b), which provides for, infer alia, the revival of a

lapsed patent, does not contain a filing period requirement. Can a patentee avoid the twenty-four -

month filing period requirement in 37 C.F.R. § 1.378 by filing a petition under 37 CFR.

§ 1.137(b) to accept an unintentionally delayed maintenance fee payment and reinstate the patent?
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Answer: No. While patents that expire for failure to timely pay a maintenance fee are
often incorrectly referred to as “lapsed” patents, a patent “expires” (not “lapses”) at the
end of the six month grace period in 35 U.S.C. § 41(b) when the patentee fails to timely
pay a maintenance fee. See 35 U.S.C. § 41(b). A lapsed patent, on the other hand, only
occurs when: (1) an applicant timely pays the sum specified in the Notice of Allowance;
(2) the sum specified in the Notice of Allowance is less than the issue fee (e.g., due toa
patent fee increase) such that there is a balance of the issue fee due; (3) the Office notifies
the applicant/patentee that there is a balance of the issue fee due; and (4) the
applicant/patentee fails to pay the balance of the issue fee within the three month period
specified in 35 U.S.C. § 151, 1 3. Since a patent does not “lapse” within the meaning of
35US.C. § 151 and 37 C.F.R § 1.137 when a maintenance fee is not timely paid, a
‘patentee cannot “end-run” the twenty-four month filing period requirement in

35U.S.C. § 41(c) and 37 C.F.R. § 1.378 by filing a petition under 37 CF.R_ § 1.137(b).

Revised March, 1998
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SUBTQTAL (2) [{$) * Reduced by Basic Filing Fee Paid SUBTOTAL (3) [($)
[ SUBMITTED BY Complete (if applicable )
Typed or -
Printed Name Reg. Number
. Deposit Account
L Signature Date User ID )

Burden Hour Statement This form is estimated to take 0.2 hours to complete. Time will vary depending' upon the needs of the individual case. Any
comments on the amount of time you are required to complete this form should be sant to the Chief Information Officer, Patent and Trademark Qffice,
Washington, DC 20231, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Asslstant Commissioner for Patents,

Washington, DC 20231,
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: Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required fo respond to a collection of information unless it displays a valid OMB control number.
DESIG N Attormey Docket No.i

P ATE N T A P P LiC ATl 0 N First Inventor or Application Idenlifier I

TRANSMITTAL e

{Only for new nonprovisional applications under 37 C.F.R § 1.53(b}) | Express Maif Label No. . J

ADDRESS TO: DESIGN V. UTILUTY: A “design palent” profects an article’s omamental
appearance (e.g., the way an article looks) (35 U.5.C. 171), while a “utility patent”
Assistant Commissioner for Patents protects the way an gdk!e is used and works (35 U.S.C. 101). The omamental
appearanca of an article includes its shapa/onfiguration or surface ornamentation

Box Design upon the article, or both. Both a design and a utility pafent may be obtained on an
Washington . DC 20231 article if invention resides both in #ts omamenial appearance and its utility. For
more information see MPEP 1502.01,
APPLICATION ELEMENTS ' ACCOMPANYING APPLICATION PARTS
See MPEP chapter 1500 concemning dasign patent application contents. -
1. I:l ;SFZB Iransmiﬁall FO;I'I'I d(e-?'-. P;ogsafﬂ) ) 6. I:I Assignment Papers (cover sheet & decument(s))
ubmit an original, and a duplicate for fee processing,
: o : 37C.F.R. §3.73(b) Statement|:|
2 I:I Specification fTotal Pages ] 7. D (when there is an assignes) Power of Attorney
. {prefarred arangement set forth below, MPEP 1503.01) 8. D English Translation Document (if applicable)
- Preamble : N S
; : - Information Disclosure Coples of IDS
Cross References fo Related Applications 9. D Statement (IDSYPTO-1448 Citations

- Statement Regarding Fed sponsored R & D
- Description of the figure(s) of Drawmgs 10. |:I Preliminary Amendment

- Description, if any 1. I:I Return Receipt Posteard (MPEP 503)

‘ - Claim (only one (1) claim permitted, MPER 1503.03) (Shouid be specifically lemized)
3. [:I Drawing(s)(37 C.F.R. §1.152) [Total Sheats I] " Small ENfly .10 o ted n prior application
| 12. Statement(s ; L ’
4, Qath or Declaration {Total Pages | (PTO/SB/OQ( 1)2) Status stilt proper and desired
a l:l Newly executed (original or copy) 13, l___l Certified Copy of Priority Document(s)
(if foreign priority is claimed)
b, D Copy from a prior application (37 C.F.R. § 1 .63(d)) _
{for continuation/divisional with Box 15 completed, 14, El Other: .ivvivvnerrnnnnrenens tevenrnneeeea,
[Ncte Box 5 befow]
i DELETIONOFINVENTOR(S) - 1 ... Crerererrraaans Crrerreaanaaas

Signed statement attached deleting

inventor(s) named in the prior application, ¢

see 37 C.F.R. §§ 1.63(d)(2) and 1.33(b).

5. Incorporation By Reference (useable if 80X 4b is checket) lsiis—————— P i— —
The entire disclosure of the prior application' from which a “NOTE FORITEMS 1 & 12: IN ORDER TQ BE ENTITLED TQ FAY - - 1
copy of the oath or declaration is supplied under Box 4b, is SMALL ENTITY FEES, A SMALL ENTITY STATEMENT IS REQUIRED
cons‘tdered to be part of the disclosure of the accompanying (37 C.F.R. § 1.27), EXCEPT IF ONE FILED 1§ A FRIOR APPLICATION

IS RELIED UPON (37 C.FR.§ 1.28):
lication and is hereby incorporated by reference therein.
15. Ifa CONTINUING APPLICATION, chack appropriate box, and supply the requisife information below and in a preliminary amendmant
Continuation D Divisional of prior application No: !
Prior application information:  Examiner . : Group / Art Unit:

16. CORRESPONDENCE ADDRESS

[ customer Number or Bar Code Label “or [ Comespandence address below

sert Customer No
Namg
Address -
Gity ’ [ state _ { 2 Gods
Country l Telephone l Fax
rName (Print/Typa)} Registration No. (Atfomey/Agent}
| Senature Date )

Burden Hour Statement: This form is estimated to take 0.2 hours to complete. Time will vary depending upon the needs of the individual case. Any
comments on the amount of time you are required to complets this form should be sent o the Chief Information Officer, Patent and Trademark Office,
Washington, DC 20231, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TQ: Assistant Commissioner for Patents,

Box Dasign, Washington, DC 20231,

_|..
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Approved for use through 08/36/2000. OMB 0851-0032
Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

+

PLANT

Under the Paperwork Reduction Act of 1995, no persons are required to respond fo a cotlection o

Aftorney Dacket No.

f information unless it disglaxs a valid OMB ¢ontrol number.

PATEMNMT ADDI ICATIN First Inventor or Application Identifier
1 Fi i kil Sl § dwiwWitilwis
TRANSMITTAL Titio
\(Only for new nonprovisional applications under 37 C.F.R § 1.53(b)) Express Mail Label No. y

" ADDRESS TO: Box Patent Application

Washington, DC 20231

Assistant Commissioner for Patents

APPLICATION ELEMENTS _
See MPEP chapfers 600 & 1600 conceming plant palent application contents.,

ACCOMPANYING APPLICATION PARTS

A4 D * Fee Transmittal Form (e.g., PTO/SB/17)
: (Submit an original, and a duplicate for fee processing)
. []

Specification [Total Pages
(2 copies required - 37 C.F.R ., § 1.163(b)
(preferred arangement set forth befow}

- Descriptive title of the Invention (with Plant's name)
- Cross References to Related Applications :
- Statement Regarding Fed sponsored R & D

- Background of the Invention

- Brief Summary of the [nvention

- Brief Description of the Drawings

- Detailed Botanical Description

- Claim {only one (1) permitted MPEP 1805)

- Abstract of the Disclosure '
3 D Color drawing(s) [Total Sheerszl ]
' {2 coples required - 37 C.F.R. § 1.165(b)) .

]

'1o.|:|

B D Plant Color Coding Sheet

7. I:I Assignment Papers {cover sheet & d ocument(s))

. 37 C.F.R. §3.73(b) Statement
8. D {when there is an assignes) D Power of Attorney

9, l:l English Translation Document (if applicable) .

Copies of IDS
Citations

Information Disclosure
Statement (IDS)/PTO-1449

11. D Preliminary Amendment

12 D Return Receipt Postcard (MPEP 503)
' (Shoufd be specifically itemized}

i |:| Si’;‘;ﬁ:;’&g Statement filed in prior application
: (PTO/SBA%-12) Status still proper and desired

Certified Copy of Priority Document(s)
(if foraign priority is claimed)

15. I:l Other:

14.

R L R R N N

FE P ER IR RS LIEAANNR AN NSRRI AR AN RN

tVEAVANIIALASss TR E R RN RN AN .

Copy from a prior application (37 C.F.R. § 1.63(d))
O
see 37 C.F.R. §§ 1.63(d)(2) and 1.33(h).

4. Oath or Declaration [Total Pages
_ a. Newly executed {original or copy)
- b I:I " (for continuationfdivisional with Box 16 completed)
[Note Box § befow]
DELETION OF INVENTOR(S) .
Signed statement attached delsting
inventor(s) named in the prior application,
5. Incorporation By Reference (useable if Box 4b is checked)
The entire disclosure of the prior application, from which a
copy of the oath or declaration is supplied under Box 4b, is
considered to be part of the disclosure of the accompanying
application and is hereby incorporated by reference therein.

* NOTE FOR ITEMS 7 & 13: IN ORDER TO BE ENTITLED TO PAY. ..
SMALL ENTITY FEES, A SMALL ENTITY STATEMENT IS REQUIRED
@7 CFR. §1.27), ONE. :

I3 RELIED UPQN

Divisional
Examiner

Continuation
Prior application information:

|:| Customer Number or Bar Code l.abel

16. If a CONTINUING APPLICATION, check appropriate box, and supply the requisite information below and in a preiiminary amendment:
of prior application No:

s
17, CORRESPONDENCE ADDRESS

!
Group / Art Unit:

or [1 Corespondence address below

Name
Address
City I State i Zip Code
COUNTRY Telephone Fax
Name  {(Prnt/Type) Registration No. (Afiorney/Agent)
L Signature Date

Burden Hour Statement This form is estimated to take 0.2 hours to complete. Time wil vary depending upon the needs of the individual case. Any
comments on the amount of time you are required to complete this form should be sent to the Chief Information Officer, Patent and Trademark Office,
Washingfon, DC 20231, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents,

Box Patent Application, Washington, DC 20231.
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PTO/SBI29 (2/98)
Approved for use through 09/30/2000, OMB 0651-0032 st

Patent and Trademark Office; U.5. DEPARTMENT OF COMMER! .
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a coflection of information unless it dlsplays a valid OMB control numcbgr

"

2
CONTINUED PROSECUTION APPLICATION (CPA)
REQUEST TRANSMITTAL e o e
Submit an original, and a dupifcate for fee processing. CHECK BOX, & appicatle:
\ (Only for Continuation or Divisional applications under 37 C.F.R. § 1.53(d)) D DUPLICATE y
Attomey Docket No.
Address fo: First Named Inventor
' Assistant Commissioner for Patents
Box CPA Examinsr Name
Washington, DC 20231 Group /Art Unit
Express Mail Label No.

This is a request for a D continuation or 1:] divisional application under 37 C.F.R. § 1.53(d),
(continued prosecution application (CPA)) of prior applicatlon number /
filed on -, entitled

5153, ot must'be__ﬁ:ed

is:CPA is a request 1o expréssly abandon the pnar
§3(b) must be dsed to r' e a contmuaaon. drwsronal or

' '35 U.S.C. 120 STATEMi
_none should be submitte

the speciic reference required by 120 and t6 gt : number ldent:ﬁed in such request
37 C.ER. § 1.78(a): LT

1. [J Enter the unentered amendment previously filed on

under 37 C.F.R. § 1.116 in the prior nonprovisional application.
2. [] A preliminary amendment is enclosed.

3. This application is filed by fewer than all the inventors named in the prior appl:catlon 37C.F.R. § 1.53 (d)(4)
a.[[] DELETE the following inventor(s) named in the prior nonprovisional application:

R O N R R N T R R RN I Y

.........................................................................................

b. I:] The inventor(s) to be deleted are set forth on a separate sheet attached hereto. -
4 |:l A new power of attorney or authorization of agent (PTO/SB/81) is enclosed.
. information Disclosure Statement (IDS) is enclosed:
a ] PTO-1449
b. [] Copies of IDS Citations

{Page 1 of 2]
Burden Hour Statement This form s estimated to take 0.4 hours to complete. Time will vary depending upon the needs of the individual case. Any
’ | comments on the amount of ime  you are required to complete this form should be sent to the Chief Information Officer, Patent and Trademark

Office, Washington, DC 20231, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissianer for
Patents, Box CPA, Washington, DC 20231,
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tent and Trademark

PTO/SBI29 (2/8)
Approved for use through 08/30/2000. OMB 0651-0033

Office: U1.S, DEPARTMENT OF COMMERCE

Pat
Under the Paperwork Reduction Act of 1985, no persens are required to respond to a collection of information unfess it displays a valid OME controf number.

CLAIMS

b.[3 48

(1) FOR (2) NUMBER FILED| (3) NUMBER EXTRA (4) RATE (5) CALCULATIONS
TOTAL CLAIMS Ak N .
{37 G.F.R. § 1.18(c) or @) =2U" = x$__ =13
INDEPENDENT CLAIMS
{37 C.F.RE1.6() or (i} -3** = x$ =
MULTIPLE DEPENDENT CLAIMS (if applicable) (37 C.F.R. § 1.16(d)) +§ =
BASIC FEE

Total of above Calculations =

(3T C.ER. §1.15)

Reduction by 50% for filing by small entity (Note 37 C.F.R. §§ 1.9, 1.27 & 1.28).

* Reissue clalms In excess of 20 and over original patent.
™ Relssue Independent clalms over original patent.

TOTAL =

all entf

6. Small entity status:

a[] A smatl entity statement is enclosed, i (b) and (c) do not appty

statement was filed in the prior nonprovisional a ]ICatEOH
such ] tusa!s still proper and deswe% P PP

~¢.[] Isnolonger claimed.

7. The Commissioner is hereby authorized to cred:t overpayments or charge the followmg fees to
Deposit Account No. - : _

“a.[C] Fees required under 37 C.F.R. § 1.16.
b.[] Fees required under 37 C.F.R. § 1.17.
c.[] Fees required under 37 C.F.R. § 1.18.
-8. [ Acheck in the amount of $ is enclosed.
e O O I 11 =Y OO O U TT PO PO PRSP

UNLESS' a new correspbndence address is provided below.

10. NEW CORRESPONDENCE ADDRESS

{1 customer Number or Bar Code Label

or 3 New comespondence address below’ '

Name

Address

City Stats Zip Code
Country Telephone Fax

1. SIGNATURE OF APPLICANT, ATTORNEY; OR AGENT REQUIRED

 Signaturs . -

[Page 2 of 2]
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PTO/SBIS0 (2/98)
Approved for use through 09/30/2000. OMB 0651-0033 ™=
Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

8 )
REISSUE PATENT APPLICATION TRANSMITTAL
" Attomnay Docket No.
Address to: | First Named Inventor
Assistant Commissioner for Patents [ Original Patent Number
Box Patent Application Original Patent lssue Date
Washington, DC 20231 {Manth/Day/Year)
. Express Mail Labsel No.
APP L'cggg':pg ga': feRonL?SUE OF: Utility Patent I: Dasign Patent I:I  Plant Patent
APPLICATION ELLEMENTS ACCOMPANYING APPLICATION PARTS

1 D * Fee Transmittal Form (PT0/S8/56)
t {Submit an origindl, and a dupiicate for fee processing)

2. |:I Specification and Claims (amended, if appropriate)

3 D Drawing(s) (proposed amendments, ifappropr_iate) .

4 D Reissue Qath / Declaration {original or copy)
) (37 C.F.R. § 1.175)(PTO/SB/51 or 52)

5. Original U.S. Patent

Offer to Surrender Original Patent (37 C.F.R. § 1.178)
D (PTQ/SB/53 or PTO/SB/54)

or '
_ [:I Ribboned Original Patent Grant .

I:I Affidavit/ Declaration of Loss (PTO/S8/55)
6. Original U.3. Patent currently assigned?
I:I Yes [:] No
(f Yes, check applicable box{es)) '

[ ] written Gonsent of all Assignees (PTO/SB/53 or 54)

[ ] 37cFR §3.730) Statement [:I Power of Attorney

7. D Transfer drawings from Patent File
. Foreign Priority Claim (35 U.S.C. 119)
(if applicable)

: Information Disclosure
. I:I Statement {IDS)/PTO-1449

10. I:I English Translation of Reissue Qath/Declaration

Coptes of IDS
Citations

(if applicabie)
* Small Enttty Statement filed in prior application
H. Statement(s) ; e
|___l (PTOS 12) Status stn!l_pr?per and desired

12, [:J Preliminary Amendment

i I:I Return Receipt Postcard (MPEP 503)
) {Should be specifically iterized)

* NOTE FORITEMS 1 & 11: IN ORDER T0 BE ENTITLED 10 FAY-.

SMALL ENTITY FEES, A SMALL ENTITY STATEMENT IS REQUIRED

(3t C.FR.§.1.27), EXCEPT IF ONE FILED IN A PRIOR APPLICATION
ELIED UPON (37 C.ER. 1,281 1wt - -

[0 customer Number or Bar Code Labal

Name -
Address
City . ] st | " Zip Code
Country 1 Telephone l Fax

r NAME  (Print/Type)

Registration No. (Attomey/Agent)

L Signature

Date

v

Burden Hour Staterent: This form is estimated to take 0.2 hours to complete, Time will vary depending upon the needs of the individual case. Any
comments on the amount of time you are required to complete this form shouid be sent to the Chief Information Officer, Patent and Trademark Office,
Washington, DC 20231. DO NOT SEND FEES CR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents,

Box Patent Application, Washington, DC 20231.
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